SPE RESPONSE FOR CERTIFICATE OF CORRECTION

S Paper No.:
DATE : November 17, 2006
TO SPE OF : ART UNIT 2618
SUBJECT : Request for Certificate of Correction for Appl. No.: (9/806646 Patent No.: 6,885.875 B1

Please respond to this request for a certificate of correction within 7 days.
Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meanlng of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning

W

Elisha Evans

Certificates of Correction Branch

703-308-9390 ext. 110

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

E/Approved All changes apply.
Q Approved in Part Specify below which changes do not apply.
Q Denied N ' State the reasons for denial below.

Comments: O% j/‘o F,,V,Vﬁ L

//d///

attl]ewD Atuiersoner ) / /{
SPE - . Art Unit

PTOL-306 (REV. 7/03) US. atent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
Washington, D.C. 20231

www.uspto.gov

Reed Smith Hazel & Thomas LLP
3110 Fairview Park Drive, Suite 1400
Falls Church, VA 22042

In re Application of NEUSS
U.S. Application No.: 09/806,758 :
Int. Application No.: PCT/EP00/04658 ; DECISION
Int. Filing Date: 22 May 2000 :
Priority Date: 20 May 1999
Attorney Docket No.: THIE.0009USA
For: RADIALLY EXPANDABLE VESSEL
SUPPORT

This is in response to applicant's "Petition to Correct Inventorship Under 37 CFR
§1.48(a)" filed 09 August 2001, which is being treated as a petition under 37 CFR 1.497(d). The
requisite petition fee has been provided.

BACKGROUND

On 22 May 2000, applicant filed international application PCT/EP00/04658, which
claimed priority of an earlier Germany application filed 20 May 1999. A copy of the international
application was communicated to the USPTO from the International Bureau on 30 November
2000. A Demand for international preliminary examination, in which the United States was
elected, was filed on 20 December 2000, prior to the expiration of nineteen months from the
priority date. Accordingly, the thirty-month period for paying the basic national fee in the United
States expired at midnight on 20 November 2001.

On 03 April 2001, applicant filed national stage papers in the United States. The
submission was accompanied by, inter alia, the basic national fee required by 35 U.S.C.

371(c)(1).

On 09 August 2001, applicant filed the present petition along with an executed
declaration.

DISCUSSIO

The declaration filed 09 August 2001 lists Michael Orlowski as an additional inventor
beyond that indicated in the international application. The DO/EO/US has not received a
Notification of the Recording of a Change (Form PCT/IB/306) which indicates that Orlowski has .
been added as an inventor.
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37 CFR 1.497(d) (effective 07 November 2000) states,

If the oath or declaration filed pursuant to 35 U.S.C. 371(c)(4) and this section
names an inventive entity different from the inventive entity set forth in the
international application, the oath or declaration must be accompanied by: (1) a
statement from each person being added as an inventor and from each person being
deleted as an inventor that any error in inventorship in the international application
occurred without deceptive intention on his or her part; (2) the processing fee set
forth in § 1.17(i); and (3) if an assignment has been executed by any of the original
named inventors, the written consent of the assignee (see § 3.73(b) of this chapter).

With regard to item (1) above, the requisite statement has been provided.
With regard to item (2) above, the requisite fee has been provided.

With regard to item (3) above, in situations where an assignee consents to a correction of
inventorship, ownership of the application must be established. See MPEP 324. Under 37 CFR
3.73(b), ownership is established by documentary evidence of a chain of title from the original
owner to the assignee. In the present case, the statement by Orlowski states that EuroCor GmbH
is the assignee of the present invention. However, the assignee has not established ownership of
the invention as set forth in 37 CFR 3.73(b).

CONCLUSION

For the reasons above, the petition is DISMISSED without prejudice.

If reconsideration on the merits of this decision is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Extensions of time may be
obtained pursuant to 37 CFR 1.136(a). Failure to timely file a proper response will result in
ABANDONMENT of the application. Any reconsideration request should include a cover letter
entitled "Renewed Petition Under 37 CFR 1.497(d)." No additional petition fee is required.

Please direct further correspondence with respect to this matter to the Commissioner for
Patents, Box PCT, Washington, D.C. 20231, and address the contents of the letter to the
attention of the PCT Legal Office.

Bryan Tung
PCT Legal Examiner
PCT Legal Office

Telephone: 703-308-6614
Facsimile: 703-308-6459
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Reed Smith Hazel & Thomas LLP
3110 Fairview Park Drive, Suite 1400
Falls Church, VA 22042

In re Application of NEUSS
U.S. Application No.: 09/806,758 o
Int. Application No.: PCT/EP00/04658 : DECISION
Int. Filing Date: 22 May 2000 :
Priority Date: 20 May 1999
Attorney Docket No.: THIE.0009USA
For: RADIALLY EXPANDABLE VESSEL
SUPPORT

This is in response to applicant's "Renewed Petition to Correct Inventorship Under
37 CFR §1.497(D)" filed 18 January 2002.

BACKGROUND

On 22 May 2000, applicant filed international application PCT/EP00/04658, which
claimed priority of an earlier Germany application filed 20 May 1999. A copy of the international
application was communicated to the USPTO from the International Bureau on 30 November
2000. A Demand for international preliminary examination, in which the United States was
elected, was filed on 20 December 2000, prior to the expiration of nineteen months from the
priority date. Accordingly, the thirty-month period for paying the basic national fee in the United
States expired at midnight on 20 November 2001.

On 03 April 2001, applicant filed national stage papers with the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, infer alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 09 August 2001, épplicant filed a petition under 37 CFR 1.497(d) along with an
executed declaration.

On 21 November 2001, this Office mailed a decision dismissing the 09 August 2001
petition. ) | \v\,

On 18 January 2002, applicant filed the present renewed petition along with a copy of a
purported assignment agreement.

Commissioner for Patents
United States Patent and Trademark Office
Washington, D.C. 20231

www.uspto.gov
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DISCUSSION

The DO/EO/US has received a Notification of the Recording of a Change (Form
PCT/IB/306) from the International Bureau which indicates that Michael Orlowski has been
added as an inventor. Thus, the declaration filed 09 August 2001 is in compliance with 37 CFR
1.497.

CONCILUSION

For the reasons above, the petition is DISMISSED AS MOOT.

This application is being forwarded to the DO/EO/US for further processing in accordance
with this decision, including preparation and mailing of a Notification of Missing Requirements
under 35 U.S.C. 371 (Form PCT/DO/EQ/905) indicating that a translation of the international
application into English and the appropriate late filing surcharge must be submitted.

oY
%a/n Tung
PCT Legal Examiner

PCT Legal Office

Telephone: 703-308-6614
Facsimile: 703-308-6459



02 AUG 2002 ~ | e

UNITED STATES PATENT AND TRADEMARK QFF]CE
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UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 20231

www.uspto.gov

WHITE & CASE LLP _
Patent Dept. ’ : .
1155 Avenue of the Americas

New York, NY 10036

In re Application of
FOLESTAD, Staffan et al
Application No.: 09/806,795 .
PCT No.: PCT/SE01/00023 - ' : 7 _
Int. Filing Date: 08 January 2001 - - DECISION
Priority Date: 13 January 2000 ~ - o :
Attorney Docket No.: 1103326-0660
For: METHOD AND APPARATUS FOR

MONITORING o

o This decision is in response to appllcants5 “Petition for Withdrawal of Premature
Offlce Action” filed via facsimile on 07 May 2002 which i is treated as a petition under 37
CFR 1.181. No fee is required.

BACKGROUND

On 08 January 2001, applicants filed international application PCT/SE01/00023
claiming priority to a Swedish patent application filed 13 January 2000.

On 04 April 2001, applicants filed a transmlttaliletter requesting entry intothe
national stage in the United States under 35 U.S.C. 371 at the expiration of the
applicable time limit under PCT Articles 22 and 39(1) which was accompanied by, inter
alia, a signed declaration, a check of $1270.00 and authorization to charge Deposit
Account No. 23-1703 for any addltlonal fees.

On 19 July 2001, a Demand Was filed with the International Preliminary .
Examination Authority electing the United States. ‘The election was made prior to the
expiration of 19 months from the priority date. Accordingly, the deadline for submission
of a copy of the international application and payment of the basic national fee was -
extended to expire thirty months from the priority date, i.e., 15 July 2002 (13 July 2002
was a Saturday).

On 17 December 2001 the United States Designated/Elected Office mailed a
Notification of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR 1.494 or
- 1.495 (Form PCT/DO/EO/903) indicating that applicants completed the 35 U.S.C. 371
- requirements on 04 April 2001.

On.10 April 2002, an Office Action Summary was mailed to applicants.
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"On 07 May 2002, applicants filed the instant petition via facsmrle to withdraw the
Offi ice Action Summary as premature :

DISCUSSION

A review of the above-captioned application verifies that a timely Demand was
filed in the underlying international application, PCT/SE01/00023. Moreover, applicants
did not request express entry into the national stage pursuant to 35 U.S.C. 371(f) on the
transmittal letter flled 04 April 2001

Therefore, the provrsrons of PCT Article 39 and 37 CFR 1.495 apply. No
processing of the national stage application is appropriate until the apphcable time limit
under. PCT Article 39(1)(a). See PCT Article 40.1.

In this case, applicants have thlrty-one months from the earliest claimed priority
date to amend the Claims, Description and Drawings pursuant to PCT Article 41 and
PCT Rule 78.1, i.e., 13 August 2002.. :

'DECISION

For the reasons listed above, appllcants petition to wrthdraw any Offlce Actlon
-as premature is hereby GRANTED GRANTED

The Notrﬁcatron of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR
1.494 or 1.495 (Form PCT/DO/EO/903) mailed 17 December 2001 and the Office
Action Summary mailed 10 April 2001 are both VACATED.

This application will be forwarded to the DO/EO/US for issuance of a new
Notification of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR 1.494 or
1.495 (Form PCT/DO/EO/903). Then this application will be delivered to Technology
Center 1700 for further processing in accordance with this decision.

e

Leonard Smith
PCT Legal Examiner - : .+ Attorney Advisor
| PCT Legal Office . ‘ " PCT Legal Office

Tel.: (703) 308-6457



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:071905
DATE : July 19, 2005
TO SPE OF : ART UNIT 1744
SUBJECT : Request for Certificate of Correction on Patent No.: 6,836,925

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.

(] Approved in Part. Speéify below which changes do not apply.

D Denied ' | State the reasons for denial below.
Comments:

_ fo A

SPE: John Kim Art Unit 1744

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT NO : 6,836,925 B
DATED : January 4, 2005
INVENTOR(S) : Swanepoel

Itis certified that error appears in the above-identified patent and that said Letters Patent
is hereby corrected as shown below;

Column 3, line 29, "substantially" shauld be removed.
Column 3, line 31, "5*E0.05378)*L-5.25" should read — 5*E+0.05378)*L-5.25~,
Column 4, line 10, "substantially" should be removed.

Column 4, line 38, "substantially" should be removed.

~

MAILING ADDRESS OF SENDER:Gerald E. McGlynn, HI PATENT NO. 6,836,925
Bliss McGlynn, P.C.
2075 West Big Beaver Road

Suite 600
Troy, M1 48084

No. of additional copies

FEB 1 4 2009

P15/REV02
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- DEC 12 7009 PILLSBURY WINTHROP LLP/VA

Robin L. Teskin

Pillsbury Winthrop LLP DEC 1 7 2001

1600 Tysons Boulevard , ,

McLeaZ, VA 22102 CL (8?4/ 37 wmr# 2772¥/
DUE: 2-/2-92

In re Application of

DKT-BY (1)_O7s/ () Lod
WELLSTEIN, Anton, et al. :

Application No.: 09/806,820 : - DECISION ON
PCT No.: PCT/US99/23220 :

Int. Filing Date: 06 October 1999 ; PETITION UNDER
Priority Date: 06 October 1998 : . ’
Attorney Docket No.: P0279281 : 37 CFR 1.47(a)

For: DETECTION OF PLEIOTROPHIN

This is a decision on applicant’s “PETITIbN PURSUANT TO 37 CFR §1.47” filed in the
- United States Patent and Trademark Office (USPTO) on 08 November 2001.

BACKGROUND

On 06 October 1999, applicants filed international application PCT/US99/23220, which
claimed a priority date of 06 October 1998. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 13 April 2000. A Demand for international preliminary examination, in which the
United States was elected, was filed on 08 May 2000, within nineteen months from the priority
date. Accordingly, the thirty-month period for paying the basic national fee in the United States
expired at midnight on 06 April 2001.

On 05 April 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee and an
unexecuted declaration.

On 08 May 2001, the USPTO mailed a NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating, inter alia, that
an oath or declaration of the inventors in compliance with 37 CFR 1.497(a)-(b) and the surcharge
for late filing of the oath or declaration were required. The NOTIFICATION set a two-month
extendable period for reply.

On 08 November 2001, applicants submitted the instant petition under 37 CFR 1.47,
which was accompanied by, inter alia, a petition for a five-month extension of time; the fee for a
five-month extension of time; a declaration of inventor executed by Anton Wellstein; and a copy
of an email to one inventor dated 08 November 2001 at 12:08 PM.
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" DISCUSSION '

A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR 1.17(h),
(2) proof of pertinent facts, namely that the inventor refuses to sign or cannot be reached after
diligent effort, (3) a statement of the last known address of the inventor, and (4) an oath or
declaration by the 37 CFR 1.47(a) apphcant on behalf of himself or herself and the nonsxgmng
applicant

“Items (1) and (4) have been met. (1) The petition fee of $130 has been paid. (4) The
declaration submitted complies with 37 CFR 1.47(a).

Item (2) has not been met. It appears applicants are trying to argue that the nonsigning
inventors cannot be reached after diligent effort. It is noted that had this petition been based
on the refusal of inventors to sign the declaration, applicants would have had to demonstrate that

-bona fide attempt was made to present a copy of the application papers to the inventors. MPEP

409.03(d).

Under 37 CFR 1.47(a), the petition must supply proof of pertinent facts. It is noted that
“copies of documentary evidence, such as a internet searches, certified return mail receipts, cover
letters of instructions, telegrams, that support a finding that the nonsigning inventor could not be
found or reached” should be included. MPEP §409.03(d). Such documentary evidence has not
been submitted. ' A

The only statement included is the petition signed by Robin L. Teskin. It states that “we
then learned of failed attempts by persons from Georgetown University to locate and obtain
signatures of non-signing inventors,” and “we were advised that the declaration had been sent to
the inventors’ last known addresses, but was not returned.” However, “a statement of facts
should be submitted that fully describes the exact facts which are relied on to establish that a
diligent effort was made.” MPEP §409.03(d). The statement of Robin L. Teskin is general and is
second hand. It recites what was told to and learned by “we.” “The statement of facts must be
signed, where at all possible, by a person having firsthand knowledge of the facts recited therein.”
MPEP §409.03(d). ‘

The only documentation of any attempt to contact any of the nonsigning inventors is the
email from Robin L. Teskin to Dr. Vigny, dated 08 November 2001 at 12:08 PM. Assuming the
email arrived immediately, it would have arrived at 6:08 PM in Paris. The email address is a
business email address. This was not well calculated to make contact with Dr. Vigny that day, the
day this petition was filed.

Item (3) has not been met. The petition does not state the last known mailing address of
the nonsigning inventors. It merely references the declaration. However, even if the addresses
listed in the declaration had been listed on the petition, the addresses would not be acceptable.
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The last known address should be the last address at whjch the inventor customarily received
mail. MPEP §409.03(e) and §605.03. “Ordinarily, the last known address will be the last known
residence of the nonsigning inventor.” MPEP §409.03(e). Further, MPEP §605.03 requires that
the inventor’s most recent home address be given to enable the Office to communicate directly
with the inventor as necessary. Additionally, “other addresses at which the nonsigning inventor
may be reached should also be given.” MPEP §409.03(e). '

Additionally, applicants submitted a petition and petition fee for a five month extension for
responding to the Notice of Missing Requirements Under 35 USC 371. Only a four month
extension was required. The $260 surplus will be credited to deposit account no. 03-3975.

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is DISMISSED,
without prejudice. _

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper

-response will result in abandonment of this application. Any reconsideration request should

include a cover letter entitled “Renewed Petition Under 37 CFR 1 47(a)" No addmonal petition
fee is requlred

Any further correspondence with respect to this matter should be addressed to the
Assistant Commissioner for Patents, Box PCT, Washington, D.C. 20231, with the contents of this
letter marked to the attention of the Office of PCT Legal Affairs.

du’\w \pm Z}ard Cole ﬂ |

Erin M. Pender ,
Attorney Advisor _ PCT Legal Examiner

PCT Legal Affairs ’ _ PCT Legal Affairs

Telephone: (703) 305-0455
Facsimile:  (703) 308-6459
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WASHINGTON,

Robin L. Teskin
Pillsbury Winthrop LLP
1600 Tysons Boulevard
McLean, VA 22102

In re Application of
WELLSTEIN, Anton, et al.

Application No.: 09/806,820 ; DECISION ON
PCT No.: PCT/US99/23220 ;

Int. Filing Date: 06 October 1999 : PETITION UNDER
Priority Date: 06 October 1998 :

Attorney Docket No.: P0279281 ; 37 CFR 1.47(a)

For: DETECTION OF PLEIOTROPHIN

This is a decision on applicants’ “Renewed Petition Pursuant to 37 CFR §1.47” filed in the
United States Patent and Trademark Office (USPTO) on 12 February 2002.

BACKGROUND

On 06 October 1999, applicants filed international application PCT/US99/23220, which
claimed a priority date of 06 October 1998. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 13 April 2000. A Demand for international preliminary examination, in which the
United States was elected, was filed on 08 May 2000, within nineteen months from the priority
date. Accordingly, the thirty-month period for paying the basic national fee in the United States
expired at midnight on 06 April 2001.

On 05 April 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, infer alia, the U.S. Basic National Fee and an
. unexecuted declaration.

On 08 May 2001, the USPTO mailed a NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating, inter alia, that
an oath or declaration of the inventors in compliance with 37 CFR 1.497(a)-(b) and the surcharge
for late filing of the oath or declaration were required. The NOTIFICATION set a two-month
extendable period for reply.

On 08 November 2001, applicants submitted a petition under 37 CFR 1.47, which was
accompanied by, infer alia, a petition for a five-month extension of time; the fee for a five-month
extension of time; a declaration of inventor executed by Anton Wellstein; and a copy of an email
to one inventor dated 08 November 2001 at 12:08 PM.

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

D.C. 20231
www.uspto.gov
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On 12 December 2001, the Office mailed Decision On Petition Under 37 CFR 1.47(a)
dismissing applicants’ petition without prejudice.

On 12 February 2002, applicants submitted “Renewed Petition Pursuant to 37 CFR §1.47"
accompanied by, inter alia, an executed declaration.

DISCUSSION

The declaration executed by the inventors, submitted with the renewed petition, meets the
requirements of 37 CFR 1.497(a)-(b).

CONCLUSION

For the above reasons, applicants’ petition under 37 CFR 1.47(a) is DISMISSED AS
MOOT.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application, including accordation
ofa35 U.S.C. 371 date of 12 February 2002.

Erin M. Pender Richard Cole
Attorney Advisor PCT Legal Examiner
PCT Legal Affairs ' PCT Legal Affairs

Telephone: (703) 305-0455
Facsimile:  (703) 308-6459
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WILLIAM A BLAKE
JONES TULLAR & COOPER
PO BOX 2266 EADS STATION
ARLINGTON, VA 22202 ‘ COPY MAILED

SEP 2 2 2004
In re Application of : OFFICE OF PETITIONS
Frederick Johannes Bruwer :
Application No. 09/806,860 : ON PETITION

Filed: July 2, 2001
Attorney Docket No. P.19092/MAJR

This is a decision on the petition, filed September 16, 2004, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37
CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on April 8, 2004 in the above-identified application cannot
be refunded. If, however, the above-identified application is again allowed, petitioner may request
that it be applied towards the issue fee required by the new Notice of Allowance. '

Telephone inquiries relating fo this decision should be directed to the undersigned at (703) 305-9220.

The application is being referred to Technology Center AU 2836 for further processing of the request for
continued examination under 37 CFR 1.114 filed September 16, 2004.

)

herry D. Brihkley
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

"The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon:
“Commissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any
previously paid issue fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed and timely submitted to
avoid abandonment. Note the language in bold text on the first page of the Notice of Allowance and
Fee(s) Due (PTOL-85).
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Paper No. 23

DeWitt Ross & Stevens
Firstar Financial Center, Ste. 401
8000 Excelsior Drive
Madison, WI 53717-1914 COPY MAILED

0CT 1 52003
In re Application of : :
Gabriel Stavros et al. : OFFICE OF PETITIONS
Application No. 09/806,955 : ON PETITION

Filed: July 11, 2001
Attorney Docket No. 78104.023

This is a decision on the petition under 37 CFR 1.137(b) filed August 22, 2003, to revive the above-
identified application.

The petition is granted.

The above-identified application became abandoned for fatlure to reply within the meaning of 37 CFR
1.113 in a timely manner in reply to the final Office action mailed December 16, 2002, which set a
shortened statutory period for reply of three months. No extensions of time under the provisions of 37
CFR 1.136 have been obtained. Accordingly, the application became abandoned on March 17, 2003.

The application file is being forwarded to Technology Center AU 1644 for further processing.

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C.
1940 DUKE STREET
ALEXANDRIA VA 22314

COPY MAILED
APR 2 3 2004

o QFFICE OF PETITIONS
In re Application of : :

Tanaka et al. :

Application No. 09/806,992 i ON PETITION
Filed: 6 April, 2001 :

Attorney Docket No. 205190USOXPC

@ This is a decision on the papers filed on 31 March, 2004, styled
as a petition to withdraw from issue and a petition to substitute
a correct terminal disclaimer, which are collectively treated as
a request under 37 C.F.R. §1.182 that a previously filed terminal
disclaimer be withdrawn. The petition fee has been received.

The petition is granted.

Petitioner asserts that the terminal disclaimer filed on 17
Décember, 2003, contains an error in that the terminal disclaimer
does not name all assignees, and has filed a substitute terminal
disclaimer. As the examiner has concurred, the requested relief
can be favorably considered. :

This application is being forwarded to Technology Center 1700 for
correction of PALM and file records consistent with this
decision.

Telephone inquiries relative to this decision should be directed
to the undersigned at (703) 308-6918.

Al

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 02/07/06

TO SPEOF :ARTUNIT 1713

SUBJECT  : Request for Certificate of Correction on Patent No.: 09/807069 6933350

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Palm location 7580, Certificates of Correction Branch — South Tower — 9A22

If response is for an IFW, return to employee (named below) via PUBSCofC Team in
MADRAS.

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the
patent read as shown in the certificate of correction (COCIN)? No new matter should be introduced, nor

should the scope or meaning of the claims be changed.

Thank You For Your Assistance ' AngeI; Green
Certificates of Correction Branch
Tel. No. 703-305-9380 ext. 123

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

/ﬁ Approved All changes apply.
QO Approved in Part Specify below which changes do not apply.
Q Denied . State the reasons for denial below.
Comments:

2= . /773
SPE

Art Unit
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Frishauf, Holtz, Goodman, Langer & Chick, P.C.
767 Third Avenue - 25® Floor '
New York, NY 10017-2023

In re Application of
RITTER, Klaus, et al.
Application No.: 09/807,106 .
PCT No.: PCT/AT99/00240 ; DECISION ON
Int. Filing Date: 05 October 1999 ;
Priority Date: 09 October 1998 ; PAPERS
Attorney’s Docket No.: 01099/TL ; '
For: METHOD AND PLANT FOR : UNDER 37 CFR 1.42
CONTINUOUSLY PRODUCING ;
CONSTRUCTION ELEMENTS
APPARATUS

This is a decision on applicants’ “Response to Notification of Missing Requirements,”
submitted 02 August 2001. A review of the Declaration reveals an indication that the joint
inventor Gerhard Ritter is deceased. Applicants’ submission has been treated as a request for
status under 37 CFR 1.42.

BACKGROUND

On 05 October 1999, applicants filed international application PCT/AT99/00240, which
claimed a priority date of 09 October 1998. A copy of the international application was .
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 20 April 2000. On 22 April 2000, a demand for international preliminary examination
was filed with the International Bureau within nineteen months from the priority date. As such,
the deadline for entry into the national stage in the United States was 09 April 2001.

On 09 April 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

On 04 May 2001, USPTO mailed a Notification of Missing Requirements (Form
PCT/DO/EQ/905) indicating, inter alia, that an oath or declaration of the inventors, in
compliance with 37 CFR 1.497(a) and (b) and the surcharge for late filing of the oath or
declaration were required.

On 06 August 2001, applicants filed “Response to Notification of Missing Requirements,”
accompanied by, inter alia, the surcharge for late filing of the oath or declaration and a
declaration. '

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

D.C. 20231
www.uspto.gov
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DISCUSSION

Under 35 U.S.C. §117, legal representatives of deceased inventors may make application .
for patent upon compliance with the requirements and on the same terms and conditions
applicable to the inventor. The “legal representative (executor, administrator, etc.) of the
deceased inventor may make the necessary oath or declaration, and apply for and obtam the
patent.” 37 CFR 1.42.

In'this case, Ms. Ingrid Ritter signed the declaration as “appointed administrator for
inventor Gerhard RITTER, deceased.” This is acceptable. However, the declaration lists
residence, postal address and citizenship for only one of them. The declaration must list the
citizenship, residence and postal address for both Ms. Ritter and inventor Ritter. See 37 CFR
1.497 and 37 CFR 1.63.

CONCLUSION

For the above reasons, the request for status under 37 CFR 1.42 is REFUSED.

Applicant is required to submit a declaration in compliance with 37 CFR 1.497 and 1.42
within a time period of TWO (2) MONTHS from the mail date of this Decision. THIS PERIOD
FOR RESPONSE MAY BE EXTENDED UNDER 37 CFR 1.136(a). FAILURE TO
PROPERLY RESPOND WILL RESULT IN ABANDONMENT. Any request for
reconsideration of this decision should include a cover letter entitled "Renewed Submission Under
37CFR 1.42." ’

Please direct any further correspondence with respect to this matter to the
Commissioner of Patents and Trademarks, Box PCT, Washington, D.C. 20231, and address the
contents of the letter to the attention of the Office of PCT Legal Admlmstratlon

Boris Milef Erin M. Pender
PCT Legal Examiner Attorney Advisor
PCT Legal Administration PCT Legal Administration

Telephone: (703) 305-0455
Facsimile: (703) 308-6459
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Frishauf, Holtz, Goodman, Langer & Chick, P.C.
767 Third Avenue - 25" Floor
New York, NY 10017-2023

In re Application of
RITTER, Klaus, et al.
Application No.: 09/807,106

PCT No.: PCT/AT99/00240 ; DECISION ON
Int. Filing Date: 05 October 1999 :
Priority Date: 09 October 1998 : PAPERS
Attorney’s Docket No.: 01099/TL : .
For: METHOD AND PLANT FOR ; UNDER 37 CFR 1.42
CONTINUOUSLY PRODUCING '
CONSTRUCTION ELEMENTS
APPARATUS

This is a decision on applicants’ “Renewed Submission Under 37 CFR 1.42,” submitted
01 April 2002.

BACKGROUND

On 05 October 1999, applicants filed international application PCT/AT99/00240, which
claimed a priority date of 09 October 1998. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 20 April 2000. On 22 April 2000, a demand for international preliminary examination
was filed with the International Bureau within nineteen months from the priority date. As such,
the deadline for entry into the national stage in the United States was 09 April 2001.

On 09 April 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

‘On 04 May 2001, USPTO mailed a Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating, inter alia, that an oath or declaration of the inventors, in -
compliance with 37 CFR 1.497(a) and (b) and the surcharge for late filing of the oath or
declaration were required.

On 06 August 2001, applicants filed “Response to Notification of Missing Requirements,”
accompanied by, inter alia, the surcharge for late filing of the oath or declaration and a
declaration.

On 22 January 2002, the Office mailed Decision On Papers Under 37 CFR 1.42, refusing
the request for status.

On 01 April 2002, applicants filed “Renewed Submission Under 37 CFR 1.42,”
accompanied by, inter alia, a new declaration. The papers included a certificate of mailing
indicating that the papers were deposited in first class mail on 21 March 2002.
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DISCUSSION

Under 35 U.S.C. §117, legal representatives of deceased inventors may make application
for patent upon compliance with the requirements and on the same terms and conditions
applicable to the inventor. The “legal representative (executor, administrator, etc.) of the
deceased inventor may make the necessary oath or declaration, and apply for and obtain the
patent.” 37 CFR 1.42.

In this case, Ms. Ingrid Ritter signed the declaration as “appointed administrator for
inventor Gerhard RITTER, deceased.” This is acceptable. Additionally, the declaration now lists
the residence, postal address and cmzenshlp of each of the inventors and of the legal

representative.

CONCLUSION

For the above reasons, the request for status under 37 CFR 1.42 is GRANTED.

This application is being forwarded to the National Stage Processing Division of the
Office of the PCT Operations for continued processing consistent with this decision. The
application has an international filing date of 05 October 1999 under 35 U.S.C. §363 and a date of
01 April 2002 under 35 U.S.C. §371.

Leonard E. Smith ' Erin M. Pender
PCT Legal Examiner Attorney Advisor
PCT Legal Administration ' PCT Legal Administration

Telephone: (703) 305-0455
Facsimile: (703) 308-6459
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OFFICE OF PETITIONS

In re Application of
Tetsujiro Kondo et al : ,
Application No. 09/807,114 ' : ON PETITION
Filed: June 15, 2001 ' :

Attorney Docket No. 450106-02645

This is a decision on the petition, filed July 15, 2005, under 37 CFR 1.313(c){2) to withdraw
the above-identified application from issue after payment of the issue fee. 4

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 23, 2005 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2674 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy Wd?/
Petitions Examiner

Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if :any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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In re Application of :
Joerge Baumgart et al. . WITHDRAWAL FROM ISSUE

Application No.: 09/807,125 : 37C.FR. §1.313
Filed: April 9, 2001 :

For: MEASURING OF SMALL, PERIODIC UNDULATIONS

IN SURFACES

For/NOR - 6/20/6 8

The above-identified application is withdrawn from issue after payment of the issue fee due to
unpatentability of one or more claims. See 37 C.F.R. § 1.313(b)(3).

The above-identified application is hereby withdrawn from issue.

The issue fee is refundable upon request. If, however, the application is again found allowable,
the issue fee can be applied toward payment of the issue fee in the amount identified on the new
Notice of Allowance and Fee(s) Due upon written request. This request and any balance due
must be received on or before the due date noted in the new Notice of Allowance and Fee(s) Due
in order to prevent abandonment of the application.

Telephone inquiries should be directed Russell Adams, Supervisory Patent Examiner, at (571)
272-2112.

The examiner will notify applicant of the new status of this application in an Office action to be
issued promptly.

Semiconductors, Electrical and Optical
Systems and Components

PREVIOUSLY
DOCKETED
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PILLSBURY WINTHROP SHAW PITTMAN, LLP

P.0. BOX 10500 COPY MAILED

MCLEAN, VA 22102
DEC 10 2008

In re Patent No. 7,058,148

Issue Date: June 6, 2006 :

Application No. 09/807,131 : ON PETITION
Filed: May 23, 2001 :

Attorney Docket No. P-277995

This is a decision on the petition filed September 3, 2008, which is being treated as a request under 37 CFR 3.81(b)"
to correct the name of the assignee on the front page of the above-identified patent by way of a Certificate of
Correction.

The request is GRANTED.

Petitioner should note that the Revocation and Power of Attorney filed September 3, 2008, has not been accepted, as
it is filed on behalf of the assignee and does not include an appropriate statement under 37 CFR 3.73(bl). However, in
accordance with 37 CFR 1.34(a), the signature of Christine H. McCarthy appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that she is authorized to represent the particular
party on whose behalf she acts. However, if Ms. McCarthy desires to receive future correspondence regarding this
application, the appropriate power of attorney or authorization of agent must be submitted. A courtesy cofply of this
decision is being mailed to petitioner. Nevertheless, all future correspondence regarding this application file will be
" directed solely to the address of record.

The Certificates of Correction Branch will be notified of this decision granting the petition under 37 CFR 3.81(b)
and directing issuance of the requested Certificate of Correction.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3204. Inquiries
regarding the issuance of a certificate of correction should be directed to the Certificate of Correction Branch at
(571) 272-4200.

“,

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc: CHRISTINE H. MC CARTHY
BARNES & THORNSBURG LLP
750 17" STREET, N.W., SUITE 900
WASHINGTON, DC 20006-4675

1 See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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Alan D. Kamrath, Esq.

Rider, Bennett, Egan & Arundel, LLP
333 South Seventh Street

Suite 2000

Minneapolis, MN 55402

In re Application of

RASMUSSEN, Erik

Application No.: 09/807,175 :

PCT Application No.: PCT/DK99/00543 : DECISION ON

International Filing Date: 12 October 1999 : PETITION

Priority Date: 12 October 1998 - UNDER 37 CFR 1.137(b)
Attorney Docket No.: P199800874 :
For: CLEANING AND/OR TREATMENT DEVICE

Applicant’s “Petition for Revival of an Application For Patent Abandoned Unintentionally
Under 37 CFR 1.137(b)” filed in the United States Patent and Trademark Office on 01 October
2001 is GRANTED.

BACKGROUND

On 12 October 1999, applicant filed an international application, No. PCT/DK99/00543,
which claimed a priority date of 12 October 1998. A copy of the application was communicated
to the United States Patent and Trademark Office from the International Bureau on 20 April
2000.

On 25 April 2000, a demand for international preliminary examination, in which the United
States was elected, was filed prior to the expiration of nineteen months from the priority date.
The deadline for entry into the United States National Stage was thlrty months from the priority
date, that is 12 April 2001.

On 06 April 2001, applicant filed a transmittal letter for entry into the national stage in the
United States, accompanied by, inter alia, a translation of the international application and a
preliminary amendment.

On 03 August 2001, the Office mailed a Notification of Abandonment (Form
PCT/DO/EQ/909) stating that applicant had failed to provide the basic national fee within thirty
months of the priority date.

On 01 October 2001, applicant filed a petition to revive, accompanied by, infer alia, the
requisite petition fee, the basic national fee and a declaration.
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DISCUSSION

A petition to revive an abandoned application under 37 CFR 1.137(b) must be filed
without intentional delay from the time the application became abandoned and/or applicant first
became aware of the abandoned status of the application. A petition under 37 CFR 1.137(b) must
be accompanied by (1) a statement that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition was unintentional, (2) a proposed
response, (3) the petition fee required by law (37 CFR 1.17(m)), and (4) a terminal disclaimer and
fee (if the international application was filed prior to June 8, 1995).

Applicant’s statement that “the entire delay in filing the required reply from the due date
for the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional,” satisfies the requirements of 37 CFR 1.137(b)(3). The appropriate national fee
and petition fee have been submitted. A terminal disclaimer is not required as application was
filed on 12 October 1999. Accordingly, all requirements under 37 CFR 1.137(b) have been
satisfied.

The $130.00 surcharge for filing the oath or declaration later than 30 months from the
priority date as required by 37 CFR 1.492(f) will be charged to counsel’s Deposit Account No.
50-0620 as authorized in the petition filed 01 October 2001.

CONCLUSION

The petition to revive the application abandoned under 37 CFR 1.137(b) is GRANTED as
to the National Stage in the United States of America.

The application has an international filing date of 12 October 1999 under 35 U.S.C. §363
and a date of 01 October 2001 under 35 U.S.C. §371. This application is being forwarded to the

National Stage Processing Division of the Office of the PCT Operations Wd processing.

-Erin M. Pender Richard Cole
Attorney Advisor PCT Legal Examiner
PCT Legal Office PCT Legal Office

Telephone:  (703) 305-0455
Facsimile: (703) 308-6459
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KENYON & KENYON LLP
ONE BROADWAY
NEW YORK NY 10004

MAILED

APR 17 2009

OFFICE OF PETITIONS
In re Application of
Joerg Schwenk

Application No. 09/807,181 : DECISION ON PETITION
Filed: June 15, 2001 :
Attorney Docket No. 2345/152

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed July 5, 2007, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned as a result of petitioner’s failure to file an appeal
brief (and fee required by 37 CFR 41.20(b)(2))within the time period provided in 37 CFR
41.37(a)(1). No extensions of time under the provisions of 37 CFR 1.136(b) were
obtained. As an appeal brief (and appeal brie1P fee) was not filed within two (2) months of
the Notice of Appeal filed August 22, 2006, the appeal was dismissed and the
proceedings as to the rejected claims were terminated. See 37 CFR 1.197(b). As no
claim was allowed, the application became abandoned on October 23, 2006. See MPEP
1215.04. A Notice of Abandonment was mailed April 2, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
1) the reply in the form of a Request for Continued Examination (RCE) and fee otp
790.00 (previously submitted on April 2, 2007), and the submission required by 37 CFR

1.114; (2§) the petition fee of $1,500.00; and (3) a proper statement of unintentional

delay.

Petitioner wishes to receive a refund of the petition fee as she believes the abandonment
was a result of USPTO error. 35 U.S.C. 41(a)(7) provides that a petition for the revival
of an unintentionally abandoned application must be accompanied by the petition fee set
forth in 37 CFR 1.17(m), unless the petition is filed under 35 U.S.C. 133 or 151 (on the
basis of unavoidable delay), in which case the fee is set forth in 37 CFR 1.17(1). Thus,
unless the circumstances warrant the withdrawal of the holding of abandonment (i.e., it is
determined that the application is not properly held abandoned), the payment of a petition
fee to obtain the revival of an abandoned application is a statutory prerequisite to revival
of the abandoned application, and cannot be waived. The instant apFlication was not
improperly abandoned and therefore does not quality for withdrawal of the holding of-
abandonment without payment of the petition fee.
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Telephone inquiries concerning this decision should be directed to Joan Olszewski at
(571) 272-7751.

This application is being referred to Technology Center AU 2135 for processing of the
RCE and for appropriate action by the Examiner in the normal course of business on the
amendment submitted on April 2, 2007 in accordance with 37 CFR 1.114.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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KENYON & KENYON LLP Mail Date: 04/23/2010
ONE BROADWAY

NEW YORK, NY 10004

Applicant : Joerg Schwenk : DECISION ON REQUEST FOR
Patent Number : 7606369 : RECALCULATION of PATENT
Issue Date : 10/20/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/807,181 : OF WYETH

Filed : 06/15/2001 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same
patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)
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HANSON & BROOKS LLP
1725 K STREET NW, SUITE 1000
WASHINGTON, DC 20006 0CT 17 2005

OFFICE OF PETITIONS

In re Application of

Masahiko Nakamura : _
Application No. 09/807,183 : DECISION GRANTING PETITION
Filed: April 10, 2001 : UNDER 37 CFR 1.313(c) (2)
Attorney Docket No. 001436 :

This is a decision on the petition, filed October 7, 2005, under 37 CFR
1.313(c) (2) to withdraw the above-identified application from issue after
payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for continued
examination). See 37 CFR 1.313(c) (2).

Petitioner is advised that the issue fee paid on November 30, 2004 in the
above-identified application cannot be refunded. If, however, the above-
identified application is again allowed, petitioner may request that it
be applied towards the issue fee required by the new Notice of
Allowance.?

Telephone ingquiries should be directed to the undersigned at (571) 272-
3218.

This matter is being referred to Technology Center AU 3713 for processing
of the request for continued examination under 37 CFR 1.114 and for
consideration of an Information Disclosure Statement.

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b) (along with
any balance due or the amount due at the time of payment), which includes the
following language thereon: “Commissioner for Patents is requested to apply the
Issue Fee and Publication Fee (if any) or re-apply any previously paid issue fee
to the application identified above.” Petitioner is advised that, whether a fee
is indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Jane Massey Licata

Licata & Tyrell P.C.

66 E. Main Street

Marlton, New Jersey 08053

In re Application of

Salceda et al..

Application No.: 09/807,201

PCT No.: PCT/US99/24331 ;

Int. Filing Date:19 October 1999 - : DECISION
Priority Date: 19 October 1998 :

Attorney's Docket No.: DEX-0196

For: METHOD OF DIAGNOSING, MONITORING,

STAGING, IMAGING AND TREATING

PROSTATE CANCER

This decision is being sent to applicant in order to put applicant on notice of the
fact that the “NOTIFICATION OF ABANDONMENT” (Form PCT/DO/EQ/909) was
issued prematurely. The “NOTIFICATION OF ABANDONMENT” (Form
PCT/DO/EO/909) mailed on 22 May 2001, has been VACATED. ‘

BACKGROUND

On 19 October 1999, applicants filed international application PCT/US99/24331,
which claimed priority to an earlier United States application, filed 19 October 1998. A
copy of the international application was communicated from the International Bureau on
27 April 2000. A Demand for international preliminary examination, in which the United
States was elected, was filed on 09 May 2000, prior to the expiration of nineteen months
from the priority date. - Accordingly, the thirty-month period for paying the basic national
fee in the national stage in the United States expired at midnight on 19 April 2001.

On 10 April 2001, applicants timely filed a transmittal letter for entry into the
national stage in the United States. The transmittal letter was accompanied by, infer alia,
a transmittal letter and the basic national fee. The oath/declaration as required by 35
U.S.C. 371(c)(4) was not filed. These papers were assigned Serial No. 09/807,201.
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On 22 May 2001, the United States Patent and Trademark Office in its capacity as
an Elected Office mailed the “NOTIFICATION OF ABANDONMENT” (Form
PCT/DO/EO/909) indicating that the basic national fee had not been received by 30
months from the earliest priority date.

DISCUSSION

35 U.S.C. 371(c) states:
The applicant shall file in the Patent and Trademark Office
(1) the national fee provided in section 41(a) of this title;
(2) a copy of the international application, unless not
required under subsection
() of this section or already communicated by the
International Bureau, and a translation into the English
language of the international application, if it was filed in
another language,
(3) amendments, if any, to the claims in the international
application, made under article 19 of the treaty, unless
such amendments have been communicated to the Patent
and Trademark Office by the International Bureau, and a
translation into the English language if such amendments
were made in another language;
(4) an oath or declaration of the inventor (or other person
authorized under chapter 11 of this title) complying with
the requirements of section 115 of this title and with
regulations prescribed for oaths or declarations of
applicants;
(5) atranslation into the English language of any annexes
to the international preliminary examination report, if such
annexes were made in another language.

On 10 April 2001, applicant filed a letter for entry into the national stage in the
United States, which was accompanied by an unexecuted declaration and power of
attorney and an authorization to charge the basic national fee to a credit card and/or the
deposit account. The credit card charge was denied. However, there were sufficient
funds in the deposit account to pay the basic national fee of $860 and the extra claim fee
of $320.

Further, on 25 April 2001, applicant filed the executed declaration and power of
attorney. Applicant authorized the USPTO to charge the deposit account an additional
$130 to cover the fee for filing the declaration later than 30 months from the earliest
claimed priority date.
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CONCLUSION

The “NOTIFICATION OF ABANDONMENT” (Form PCT/DO/EQ/909) mailed
on 22 May 2001, has been VACATED.

The application is being returned to the United States Designated/Elected Office
for processing in accordance with this decision; and, if appropriate, a Notification of
Acceptance of Application (Form PCT/DO/E0O/903) will be mailed showing a 35 U.S.C.
371 date of 25 April 2001.

Debra S. Brittingham Richard Cole

PCT Special Programs Examiner PCT Legal Examiner
PCT Legal Office , PCT Legal Office
DSB/RC:dsb

Telephone:  (703) 308-3401
Facsimile: (703) 308-6459
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In re Application of Vincent Wilmet et al.

Serial No.: 09/807,285 :

Filed: June 19, 2001 : WITHDRAWAL OF ABANDONMENT
Attorney Docket No.: S-98/24 :

This is in response to applicants’ petition under 37 CFR 1.181, filed April 17, 2003, requesting
withdrawal of the holding of abandonment based on the timely filing of a response to the Office
action mailed April 16, 2002.

A review of the file history shows that the examiner mailed an Office action (non-final rejection)
to applicant on April 16, 2002, setting a three month shortened statutory time period for reply.
On April 4, 2003 the examiner mailed a Notice of Abandonment indicating that no reply had
been received. Applicant states that a response, including amendment, petition for extension

of time and information disclosure statement, was filed on August 9, 2002, as evidenced by the
properly executed Certificate of Mailing on the response. Applicant provides a copy of the
submitted response with the petition, and also a copy of the date stamped return post card. In
view of this evidence, applicant is considered to have submitted a timely reply.

Applicant’s petition is GRANTED. The application is restored to pending status with the
mailing of this decision and will be forwarded to the examiner for consideration of the response.

Should there be any questions with regard to this letter please contact Bruce Campell by letter
addressed to the Director, Technology Center 1600, Washington, DC 20231, or by telephone at
(703) 308-4205 or by facsimile transmission at (703) 746-5006.

YM// (or)

Bruce Kisliuk
Director, Technology Center 1600
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Joseph W. Schmidt
Dilworth & Barrese, LLP
333 Earle Ovington Blvd.
Iniondale, NY 11553

In re Application of

RAY :

Application No.: 09/807318 :  DECISION ON
PCT No.: PCT/US98/14146 :

Int. Filing Date: 09 July 1998 :  PETITION UNDER
Priority Date: 09 July 1997 :

Attorney's Docket No.: 203-2368 PCT : 37 CFR 1.137(b)

For: Interbody Device And Method For Treatment
Of Osteoporotic Vertebral Collapse

This is a decision on applicants' “Petition Under 37 CFR 1.137(b)” filed on 26 October
2000.

BACKGROUND

International application PCT/US98/14146 was filed on 09 July 1998, and
claimed an earlier priority date of 09 July 1997. A Demand electing the United
States was filed prior to the elapse of 19 months from the priority date. Accordingly,
the thirty month period for paying the basic national fee in the United States expired
as of midnight on 09 January 2000. The international application became
abandoned with respect to the United States for failure to tlmely pay the basic
national fee.

4

On 26 October 2000, applicants filed the instant petition.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR
1.137(b) must be accompanied by (1) the required reply, unless previously filed; (2)
the petition fee as set forth in § 1.17(m); (3) a statement that the entire delay in
filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to this paragraph was unintentional. The Commissioner may
require additional information where there is a question whether the delay was
unintentional; and (4) any terminal disclaimer (and fee as set forth in § 1.20 (d))
required pursuant to paragraph (c) of this section.

Regarding requirement (1), the petition is not accompanied by the required
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reply in the form of the basic national fee.

Requirement (2) has been satisfied by the payment of the required petition
fee.

Regarding requirement (3), the petition includes an appropriate statement.

Concerning requirement (4), no terminal disclaimer is required in this case,
since the international filing date of PCT/US97/24166 was later than 8 June 1995.

Since the required reply has not been filed, it would not be appropriate to
grant the requested relief on the basis of the present record.

CONCLUSION

The petition under 37 CFR 1.137(b) is DISMISSED without prejudice.

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. Any
reconsideration request should include a cover letter entitled "Renewed Submission
Under 37 CFR 1.497(d)". No additional processing fee is required. Extensions of
time are available under 37 CFR 1.136(a).

Please direct any further correspondence with respect to this matter to the
Assistant Commissioner for Patents, Box PCT, Washington, DC 20231, and address

the contents of the lefter to the attention of the PCT Legal Office. M/
| Cole éeorge M. Dombroske

PCT Legal Examiner PCT Legal Examiner

PCT Legal Office PCT Legal Office
Tel: (703) 308-6721
Fax: (703) 308-6459
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Joseph W. Schmidt
Dilworth & Barrese, LLP
333 Earle Ovington Blvd.
Iniondale, NY 11553

In re Application of
RAY :
Application No.: 09/807318 : DECISION ON
PCT No.: PCT/US98/14146 :
Int. Filing Date: 09 July 1998 :  PETITION UNDER
Priority Date: 09 July 1997 :
Attorney's Docket No.: 203-2368 PCT : 37 CFR 1.137(b)
For: Interbody Device And Method For Treatment :

Of Osteoporotic Vertebral Collapse

This is a decision on applicants' renewed petition under 37 CFR 1.137(b) filed on 07
January 2002.

The petition was previously dismissed on the basis that petitioner had not filed the
required reply in the form of the basic national fee. The instant renewed petition was
accompanied by the basic national fee. As such, the requirements of 37 CFR 1.1 37(b) have
now been satisfied.

The petition under 37 CFR 1.137(b) to revive the application abandoned under 35
U.S.C. 371(d) is GRANTED with respct to the national stage in the United States of
America.

This application is being returned to the United States Designated/Elected Office for
further processing, including the preparation and mailing of a Notification of Missing
Requirements (Form PCT/DO/EO/905) requiring the submission of an executed oath or
declaration of the inventors and a surcharge under 37 CFR 1.492(e).

vt ) Dt

Leonard Smith . Dombroske
PCT Legal Examiner PCT Legal Examiner
PCT Legal Office _ PCT Legal Office

Tel: (703) 308-6721
Fax: (703) 308-6459
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In re Application of OFFICE OF PETITIONS
Martyn Vincent Twigg : ’
Application No. 09/807,343 : DECISION GRANTING PETITION
Filed: July 12, 2001 : UNDER 37 CFR 313(c)(2)

Attorney Docket No. JMYT-237US

This is a decision on the petition, filed September 9, 2003, under 37 CFR
1.313(c)(2) to withdraw the above-identified application from issue after payment of
the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on July 11, 2003 in the above-
identified application cannot be refunded. If, however, the above-identified
application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (703) 305-8680.

Upon receipt of the file in the Office of Petitions, the file will be forwarded to
Technology Center AU 1754 for processing of the request for continued examination -
under 37 CFR 1.114 and for consideration of the Information Disclosure Statement
stated to have been filed of even date.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by completing and returning
the new Issue Fee Transmittal Form PTOL-85(b}, which includes the following language thereon: “Commissioner
for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is indicated as being due or
not, the Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment. Note the
language in bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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OFFICE OF PETITIONS

In re Application of

Henningsen :

Application No. 09/807,394 : - ONPETITION

Filed: April 12, 2001

Attorney Docket No. GRP-0001

For: RAPID PROTOTYPING APPARATUS
AND METHOD OF RAPID PROTOTYPING

This is a decision on the petition under 37 CFR 1.181, filed May 8, 2006 (certificate of mailing
date May 5, 2006), requesting that the Office withdraw the holding of abandonment of the
above-identified application. This decision will address the petition under 37 CFR 1.28(c), filed
May 8, 2006 (certificate of mailing date May 5, 2006), as well.

The petition under 37 CFR 1.181 is GRANTED.
The petition under 37 CFR 1.28(c) is GRANTED.

This application was held abandoned for failure to properly and timely respond to the non-final
Office action, mailed May 9, 2005, which set forth an extendable three (3) month period for
reply. It is noted that the May 9, 2005 non-final Office action was the second non-final Office
action after an RCE was filed. Applicant filed a Notice of Appeal and a one month extension of
time on July 13, 2005 (certificate of mailing date July 11, 2005). The Office contended that this
application became abandoned on September 12, 2005 for failure to file a proper follow-up
submission within two months of the filing of the Notice of Appeal. A Notice of Abandonment
was mailed on February 22, 2006.

Petitioners assert an Appeal Brief and a five month extension of time were timely filed February
21, 2006 (certificate of mailing date February 13, 2006). The undersigned finds this assertion
completely convincing as these documents are present in the application file and Office financial
records shows that the required fees were charged.

The petition under 37 CFR 1.181 is GRANTED and the Notice of Abandonment is vacated. No
petition fee has been or will be charged in connection with this matter.
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Decision On Petition

Regarding the change of entity status, filed May 8, 2006 (certificate of mailing date May 5,
2006), on September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. Office records have
been changed to show that applicant is no longer a small entity.

Applicant was charged two large entity 5 month extension of time fees. Deposit account no. 06-
1130 will be credited $2,160.00.

Accordingly, the applicétion file will be forwarded to Technology Center A.U. 1722 for
consideration of the Appeal brief filed February 21, 2006 (certificate of mailing date February
13, 2006).

Telephone inquiries pertaining to this matter may be directed to the undersigned at (571) 272-
3230.

Shirene Willis Brantley

Senior Petitions Attorney

. Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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OFFICE OF PETITIONS

In re Application of
Kazutoshi Yasunaga et al :
Application No. 09/807,427 : ON PETITION
Filed: April 20, 2001 :

Attorney Docket No. P20934

This is a decision on the petition under 37 CFR 1.313(¢), filed September 29, 2005, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

. The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on July 14, 2005 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to Wan Laymon at (571) 272-3220.

This matter is being referred to Technology Center AU 2655 for processing' of the request for
continued examination under 37 CFR 1.114.

o
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Issue
Fee Transmittal Form PTOL-85(b), which includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue fee to the application identified above.”
Petitioner is advised that, whether a fee is indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the first page of the Notice of Allowance and
Fee(s) Due (PTOL-85).

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.USDIO.GV
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George N. Stevens

ANTONELLI, TERRY, STOUT & KRAUS
1300 N. 17th Street, Suite 1800

Arlington, Virginia 22209

In re Application of
WEISS, Lawrence D., et al. » :
U.S. Application No.: 09/807,443 : DECISION
Filing Date: 21 August 2001 :
Attorney’s Docket No.: 374.37564X00
For: SYSTEM AND METHOD OF ADVISING
BUYERS HOW MUCH TO PAY FOR GOODS
AND SERVICES BASED ON DEMOGRAPHICS

This decision is issued in response to the 21 August 2001 filing of: (1) “Petition,”
accompanied by a copy of the specification (including claims) and a $130 fee; (2) “Petition To
Grant Original Filing Date And Refund Of Fees,” asserting that the original 25 April 2001
submission included the required specification and claims that the filing date for the application
should therefore be 25 April 2001 and the $130 petition fee should be refunded (this petition
includes copies of the return postcards confirming applicants’ 25 April 2001 submission); and (3)
a “Letter To PCT Petitions Attorney Richard M. Ross.”

BACKGROUND

The application materials originally filed by applicants on 25 April 2001 (which were
submitted with two separate return postcards, two separate Fee Transmittal forms, and which
referenced two separate attorney docket numbers) were treated upon filing as two separate
applications. Application number 09/807,444 (attorney docket number 374.37564A00,
hereinafter “A00"), was created as a national stage of PCT/US99/22904 filed under 35 U.S.C.
371. The petition to revive the application under 37 CFR 1.137(b) included with the application
materials, and one of the Fee Transmittal forms (both of which contained the A00 docket
number) were placed in the 09/807,444 application file, as was the copy of the international
application and the related international stage papers. The $620 petition fee and the $65
surcharge for filing the declaration later than thirty months after the priority date, both of which
were listed on the A0O Fee Transmittal form, were allocated to such application as well.

The Utility Patent Application Transmittal (Form PTO/SB/05), the second Fee
Transmittal form, the formal drawings, and the preliminary amendment requesting entry of the
formal drawings (all of which contained attorney docket number 374.37564X00, hereinafter
“X00") were placed in present application number 09/807,443. Based on the Form PTO/SB/05,
application number 09/807,443, which was created as a new utility application filed under 35
U.S.C. 111(a). The $355 filing fee, and the $893 in excess claims, all of which were listed on the
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X00 Fee Transmittal form, were allocated to application number 09/807,443.

On 25 June 2001, the USPTO mailed herein a “Notification Of Incomplete
Nonprovisional Application” indicating that the filed nonprovisional application was incomplete
because it did not include a specification and claims.

On 21 August 2001, applicants filed in present application 09/807,443: (1) “Petition,”
accompanied by a copy of the specification (including claims) and a $130 fee; (2) “Petition To
Grant Original Filing Date And Refund Of Fees,” asserting that the original 25 April 2001
submission included the required specification and claims that the filing date for the application
should therefore be 25 April 2001 and the $130 petition fee should be refunded (this petition
includes copies of the return postcards confirming applicants’ 25 April 2001 submission); and (3)
a “Letter To PCT Petitions Attorney Richard M. Ross” considered herein.'

On 24 October 2001, applicants filed in the present application a “Second Preliminary
Amendment.”

DISCUSSION

In the submission considered herein, applicants argue that the materials filed on 25 April
2001 should have been treated as a single application. However, based on applicants’
submission of materials under two different attorney docket numbers, with separate Fee
Transmittal forms and return postcards for each docket number, it is concluded that the USPTO
acted properly in treating the 25 April 2001 submission as two separate applications: (1) a
national stage filed under 35 U.S.C. 371, which included the petition to revive the application
and the related international application materials (09/807,444), and (2) a utility application filed
under 35 U.S.C. 111(a) (09/807,443).

The “Petition” filed 21 August 2001 includes a specification and claims and a $130
petition fee, as required by the “Notification Of Incomplete Nonprovisional Application.” Based
on this submission, applicant is entitled to a filing date herein of 21 August 2001, with the
specification and claims of record being those submitted with the petition on 21 August 2001.

The “Petition To Grant Original Filing Date And Refund Of Fees” filed 21 August 2001
asserts that applicants 25 April 2001 submission included 44 pages of specification (such
specification including a total of 97 claims). As support, applicants have attached copies of the
two return postcards included with the original 25 April 2001 submission. A review of these
return postcards reveals that the postcard bearing the X00 docket number (stamped by the

' Also on 21 August 2001, applicants filed, in related application 09/807,444: (1) a “Renewed Petition
Under 37 CFR 1.137(b);” (2) a “Petition To Refund Excess Fees Paid,” and (3) a “Letter To PCT Petitions Attorney
Richard M. Ross.” These materials are treated separately in a decision issued concurrently herewith in application
09/807,444.
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USPTO with the 09/807,443 application number) itemizes the following items: (1) $1,248 in
fees; (2) “New Application;” (3) a preliminary amendment; (4) 363 sheets of formal drawings;
(5) Utility Application Transmittal; (6) Fee Transmittal; and (7) credit card payment form. This
return postcard also bears what appears to be a USPTO notation stating that the “PTO did not
receive 44 pages of specification.” The 44 page specification is itemized on the second return
postcard, which bears the AO0 docket number and was assigned serial number 09/807,444 by the
USPTO. In sum, these return postcards confirm that the copy of the 44 page specification was
included with the materials filed under the AOO docket number, the materials that were assigned
to application number 09/807,444. The materials filed under the X00 docket number, which
were used to create the present application, did not include the specification. Accordingly, the
mailing of the “Notification Of Incomplete Nonprovisional Application” herein was proper, and
applicants are not entitled to the requested 25 April 2001 filing date. The proper filing date
herein is therefore 21 August 2001, the date on which the present petitions, accompanied by a
copy of the specification and claims, were filed in the present application. Because applicants
are not entitled to the earlier filing date, the requested refund of the petition fee would not be
appropriate.

It is noted that the declarations filed herein execute a different international application
(PCT/US99/22909) and therefore are unacceptable.

|

CONCLUSION

Applicants’ “Petition” submitted in response to the “Notification Of Incomplete
Nonprovisional Application” mailed 25 June 2001 is GRANTED. The present application is
accorded a filing date of 21 August 2001, the date that the petition and the accompanying

~ specification (including claims) were submitted.

The “Petition To Grant Original Filing Date And Refund Of Fees” is DISMISSED
without prejudice for the reasons discussed above.

This application is being forwarded to OIPE for further processing in accordance with

" this decision.

Richard M. Ross

PCT Petitions Attorney

PCT Legal Office

Telephone:  (703) 308-6155
Facsimile: (703) 308-6459
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OFFICE OF PETITIONS

In re Application of
Thomas Buchel :
Application No. 09/807,457 : NOTICE
Filed: June 11, 2001 : :
Attorney Docket No. P/167-133

This is a notice regarding your request for acceptdnce of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction
of the erroneous payment of the issue fee as a small entity. See
DH Technology v. Synergystex International, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat., Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

This application no longer qualifies for small entity status.
Accordingly, all future fees must be paid at the large entity
rate.

Inquiries related to this communication should be directed to the
undersigned at (571) 272-3218.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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KILLWORTH GOTTMAN HAGAN & SCHAEFF, L.L.P. .
One South Main Street, Suite 500
Dayton, OH 45402-2023

In re Application of
BORISENKO, Dmitry et al
Application No.: 09/807,485
PCT No.: PCT/CA99/00928 :
Int. Filing Date: 13 October 1999 : DECISION
Priority Date: 13 October 1998 :
Attorney Docket No.: GOW 0082 PA
For: HIGH CAPACITANCE ENERGY
STORING DEVICE

This decision is in response to the declaration filed on 16 July 2001 which is
treated as a submission under 37 CFR 1.42.

BACKGROUND

On 12 April 2001, applicants filed a transmittal letter for entry into the national
stage in the United States under 35 U.S.C. 371 which was accompanied by, inter alia,
an unsigned declaration.

On 14 May 2001, a Notification of Missing Requirements and Notification of a
Defective Oath or Declaration was mailed indicating that an oath or declaration in
compliance with 37 CFR 1.497 was required. The declaration submitted on 18
February 2000 was not in compliance with 37 CFR 1.497(a) because it was not signed.
A two-month time limit was set for response.

On 16 July 2001, applicants filed a declaration signed by co-inventor Dmitry
Borisenko, a document in Russian titled “Declaration by an Administrator or Executor
Attached to Patent Application” and accompanying English translation, a “Small Entity
Claim and Request for Refund” and payment of $65.00 for surcharge fees.

DISCUSSION
37 CFR 1.42 Wheh the Inventor is Dead, states, in part:

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may
make the necessary oath or declaration, and apply for and
obtain the patent.

Here, applicants included a declaration signed by Dmitry Borisenko as a co-
inventor and listing the other co-inventor, Nikolay Borisenko as deceased. The -
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residence and citizenship of both Dmitry Borisenko and Nikolay Borisenko are listed on
the declaration pursuant to 37 CFR 1.497(a).

Applicants also included a document in Russian with accompanying English
translation titled “Declaration by an Administrator or Executor Attached to Patent
Application” listing Dmitry Borisenko as the legal representative of the deceased co-
inventor and signed by Mr. Borisenko. This document complies with the requirements
of 37 CFR 1.497(b)(2) and is notarized with an attached apostille.

However, the document does not comply with 37 CFR 1.497(a)(4) which requires
that the oath or declaration states that “the person making the oath or declaration
believes the named inventor or inventors to be the original and first inventor or inventors
of the subject matter which is claimed and for which a patent is sought.” In the
“Declaration by an Administrator or Executor Attached to Patent Application”
signed on behalf of Nikolay Borisenko by Dmitry Borisenko, the declaration states “that |
verily believe the said Nikolay Borisenko to be the second inventor of the improvement
in HIGH CAPACITANCE STORAGE DEVICE described and claimed in the foregoing
specification.” (Emphasis added).

Request for Refund

Applicants submitted a claim for small entity status and requested a refund in the
amount of $495.00 pursuant to 37 CFR 1.28(a) which states, in part:

A refund pursuant to § 1.26 of this part, based on establishment of small
entity status, of a portion of fees timely paid in full prior to establishing
status as a small entity may only be obtained if an assertion under §
1.27(c) and a request for a refund of the excess amount are filed within
three months of the date of the timely payment of the full fee. The
three-month time period is not extendable under § 1.136.

In this case, the small entity statement and request for refund have been filed
within three months from the payment of the filing fees. The basic national fee and a
surcharge fee were paid on 12 April 2001, while the statement claiming small entity
status was mailed on 11 July 2001.

CONCLUSION

For the reasons discussed above, applicants request for a refund pursuant to 37
CFR 1.28(a) is GRANTED. However, applicants’ request Under 37 CFR 1.42 is
DISMISSED without prejudice.

If reconsideration of this decision is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration
request should include a cover letter entitled "Renewed Request Under 37 CFR 1.42".



® ®

U.S. Application No.: 09/807,485 , Page 3

Extensions of time may be obtained under 37 CFR 1.136(a).

Please direct further correspondence with respect to this matter to the Assistant
Commissioner for Patents, Box PCT, Washington, D.C. 20231, and address the -
contents of the letter to the attention of the PCT Legal Office.

Jhowoon

horis Milef ames Thomson

PCT Legal Examiner Attorney Advisor
PCT Legal Office : PCT Legal Office

Tel.: (703) 308-6457
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KILLWORTH GOTTMAN HAGAN & SCHAEFF, L.L.P.
One South Main Street, Suite 500
Dayton, OH 45402-2023

In re Application of
BORISENKO, Dmitry et al
Application No.: 09/807,485
PCT No.: PCT/CA99/00928 :
Int. Filing Date: 13 October 1999 : DECISION
Priority Date: 13 October 1998 :
Attorney Docket No.: GOW 0082 PA
For: HIGH CAPACITANCE ENERGY
STORING DEVICE

This decision is in response to applicants’ “Request for Reconsideration”
(“Resp.”) filed on 31 December 2000.

BACKGROUND

On 13 September 2001, a decision dismissing applicants request under 37 CFR
1.42 was mailed because the declaration signed by the legal administrator did not
comply with 37 CFR 1.497(a)(4).

On 31 December 2001, applicants filed the instant response.

On 09 January 2002, applicants resubmitted the instant response via facsimile.
DISCUSSION

Applicants submitted two declarations on 16 July 2001.

One declaration included the residence and citizenship of both co-inventors and
was signed by co-inventor Dmitry Borisenko on 22 June 2001. The second co-inventor,
Nikolay Borisenko, was listed as deceased.

Applicants included another declaration signed by Dmitry Borisenko on 27 June
2001 as “administrator of the estate of, or executor” of the deceased co-inventor,
Nikolay Borisenko. In this document, Dmitry Borisenko declared “that | verily believe
the said Nikolay Borisenko to be the second inventor of the improvement in HIGH
CAPACITANCE STORAGE DEVICE described and claimed in the foregoing
specification.”

. Commissioner for Patents
United States Patent and Trademark Office
Washington, D.C. 20231
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However, the declarations were not accepted pursuant to 37 CFR 1.497(a)(4)
which requires that the oath or declaration declare that “the person making the oath or
declaration believes the named inventor or inventors to be the original and first inventor
or inventors of the subject matter which is claimed and for which a patent is sought.”

In the instant request, applicants claim that the second declaration signed by
Dmitry Borisenko as executor was “simply a mechanism for explaining why Nikolay
Borisenko could not sign the original declaration,” not a declaration. Resp. {[ 5.

Applicants explain that “in the declaration, Nikolay Borisenko is listed as the
second inventor for signature purposes. Thus, Nikolay Borisenko is identified as the
second inventor for the purposes of the document accompanying the declaration.
Identifying Nikolay Borisenko as the second inventor is not to be interpreted as meaning
that another person invented the present invention before Nikolay Borisenko and his
co-inventor Dmitry Borisenko. It is only for the purposes of coordinating the document
with the declaration that was submitted and found in compliance with 37 CFR 1.497.
The declaration and its accompanying document are meant to be read together. When
read together, it is apparent that Nikolay Borisenko and Dmitry Borisenko are the
original, first and joint inventors.” |d. §] 6.

This is not persuasive.

The declaration executed on 22 June 2001 listing both co-inventors was not in
compliance with 37 CFR 1.497(b). Dmitry Borisenko signed this declaration as co-
inventor, not as a co-inventor and legal representative of Nikolay Borisenko. There is
no indication in this declaration that Dmitry Borisenko was signing as a representative
for Nikolay Borisenko, as required under 37 CFR 1.497(b). Moreover, the fact that
Dmitry Borisenko subsequently executed the “Declaration by an Administrator . . .”
further supports that the previously signed declaration was executed by Dmitry only in
his capacity as co-inventor. Thus, an oath or declaration in compliance with 37 CFR
1.497(a) and (b), by the legal representative of the deceased inventor was still required.

The document titled “Declaration by an Administrator or Executor Attached to the
Patent Application” was signed by Dmitry Borisenko as the executor of Nikolay
Borisenko on 27 June 2001. The legal representative is required to state those facts
that the inventor was required to state. 37 CFR 1.497(b). The facts which Dmitry
Borisenko, in his capacity as legal representative, did not state are: 1) identification of
the inventors (37 CFR 1.497(a)(3)), and 2) that Dmitry and Nikolay are the “original and
first inventors of the subject matter for which a patent is sought. (37 CFR 1.497(a)(4)).
The declaration executed by Dmitry in his capacity as legal representative states that
Nikolay Borisenko is the “second” inventor, not the “first” as required under the rule and
under 35 U.S.C. 115. Moreover, such a statement contradicts the previously executed
declaration by Dmitry.
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CONCLUSION

For the reasons discussed above, applicants request under 37 CFR 1.42 is
DISMISSED without prejudice.

If reconsideration of this decision is desired, a proper response, i.e., an oath or
declaration in compliance with 37 CFR 1.497(a) and (b), must be filed within TWO (2)
MONTHS from the mail date of this decision. Any reconsideration request should
include a cover letter entitled "Renewed Request Under 37 CFR 1.42". Extensions of
time may be obtained under 37 CFR 1.136(a). Failure to timely respond will result in
the_abandonment of the application.

Please direct further correspondence with respect to this matter to the Assistant

Commissioner for Patents, Box PCT, Washington, D.C. 20231, and address the
contents of the letter to the attention of the PCT Legal Office.

j/

Boris Milef | mes Thomson
PCT Legal Examiner ttorney Advisor
PCT Legal Office PCT Legal Office

Tel.: (703) 308-6457
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In re Application of
BORISENKO, Dmitry et al
Application No.: 09/807,485
PCT No.: PCT/CA99/00928 :
Int. Filing Date: 13 October 1999 : . DECISION
Priority Date: 13 October 1998 :
Attorney Docket No.. GOW 0082 PA
For: HIGH CAPACITANCE ENERGY
STORING DEVICE

This decision is in response to applicants’ “Renewed Request Under 37 CFR
§1.42" filed on 17 June 2002.

BACKGROUND

On 15 February 2002, a decision dismissing applicants renewed request under
37 CFR 1.42 was mailed because applicants failed to comply with the requirements of
37 CFR 1.497(a) and (b).

On 17 June 2002, applicants filed the instant renewed request which was
accompanied by, inter alia, another signed declaration and a document titled
“Declaration by an Administrator or Executor Attached to the Patent Application.”

DISCUSSION

In the instant renewed request, applicants have furnished a declaration executed
by Dmitry Borisenko as co-inventor and listing his address, residence and citizenship
and the address, residence and citizenship of the deceased co-inventor, Nikolay
Borisenko.

Applicants also provided a supplemental declaration in the Russian language
with an accompanying English translation titled “Declaration by an Administrator or
Executor Attached to the Patent Application” signed by Dmitry Borisenko as the
executor of Nikolay Borisenko. Mr. Borisenko, in his capacity as legal representative in
the supplemental declaration, stated that Nikolay Borisenko is the “original, first, and
joint inventor” of the subject matter for which a patent is sought. The citizenship,
residence and mailing address of the legal representative are listed on the
supplemental declaration.
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Accordingly, the declaration now complies with the requirements of 37 CFR
1.497(a) and (b).

CONCLUSION
The papers filed under 37 CFR 1.42 are ACCEPTED.
Applicants have completed the requirements for acceptance under 35 U.S.C. §
371(c). The application has an international filing date of 13 October 1999, under 35
U.S.C. 363, and a 35 U.S.C. 371 date of 17 June 2002.

This application is being forwarded to the United States Designated/Elected
Office for further processing in accordance with this decision.

Richard Cole
PCT Legal Examiner Attorney Advisor
PCT Legal Office PCT Legal Office

Tel.: (703) 308-6457
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SEED INTELLECTUAL PROPERTY LAW GROUP
SUITE 6300

701 FIFTH AVENUE

SEATTLE WA 98104-7092

COPY- MAILED
0CT 3 0 2008
OFFICE OF PETITIONS

In re Patent No. 7,007,053

Application No. 09/807,500 :

Filed: June 11, 2001 : ON PETITION
Issued: February 28, 2006 : '

Attorney Docket No. 851663.422USPC

This is a decision on the petition filed June 25, 2007, which is being treated as a request under 37
CFR 3.81(b)' to add the name of the second assignee on the front page of the above-identified
patent by way of a Certificate of Correction.

The request is GRANTED.

This matter is being referred to the Certificates of Correction Branch for issuance of the requested
Certificate of Correction.

Telephone inquiries concerning this decision may be directed to Joan Olszewski at (571) 272-
7751. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

! See MPEP 1309, subsection IT; and Official Gazette of June 22, 2004.

Commissioner for Patents
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE-

Patent No. 1 7,007,053 B}
Issue Date : February 28, 2006
Inventors :  Rakesh Malik et al.
Application No. : 09/807,500
Filed : June 11, 2001
- Title . AREA EFFICIENT REALIZATION OF COEFFICIENT

ARCHITECTURE FOR BIT-SERIAL FIR, IR FILTERS AND
. COMBINATIONAL/SEQUENTIAL LOGIC STRUCTURE
WITH ZERO LATENCY CLOCK OUTPUT

Docket No. : 851663.422USPC

Date . June 21, 2007
Mail Stop Petitions _ 16/38/2868 GARIAS  BEGEEB1D 7887653
Commissioner for Patents B1 FC:1888 ’
P.O. Box 1450 s1o 138.80 0P

Alexandria, VA 22313-1415

PETITION FOR SUSPENSION OF RULE

Sir:

Assignees respectfully request the requirements of 37 CFR 3.81 be waived to
permit the correct names of the assignees to be provided after issuance of the patent. The
failure to indicate the correct assignees at the time -of paying the issue fee was inadvertent.
The correct names of the assignees, holding an undivided interest, are STMicroelectronics
Asia Pacific (PTE) Ltd. and STMicroelectronics Limited.

Enclosed is the required petition fee under 37 CFR 1.17(h) and copies of the
applicable Notice of Recordation of Assignment Document. The chain of title is as follows:
The inventors Rakesh Malik and Puneet Goel assigned their interest to STMicroelectronics
Asia Pacific (PTE) Ltd. and STMicroelectronics Limited; recorded January 9, 2002, reel
012458, frame 0851.

sgiE7 SFEGGGL ORI TOUTO3 BJusaet Aekciod? 2R6cHRR: RN

B
130.00 0P 81 FC:1464 -136.88 0P



Assignee has ‘also enclosed a Certificate of Correction and a check for the
applicable fee under 37 CFR 1.20(a).

If any additional fee is due for the Petition for Suspension of Rule, or the
Request for Certificate of Correction, the Director is hereby authorized to charge any such fee
or credit any overpayment to Deposit Account No. 19-1090.

- Respectfully submitted, .
SEED Intellectual Property Law Group PLLC

AN

Robert lannucci -
Registration No. 33,514

Enclosures:
Notice of Recordation of Assignment Document
Request for Certificate of Correction
Certificate of Correction
Check for applicable fees ($230)

701 Fifth Avenue Suite 5400
Seattle, Washington 98104-7092
Tel: (206) 622-4900

Fax: (206) 682-6031

975393_1.DOC
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In re Patent No. 6324218

Issue Date: February 25,2003

Application No. 09807532 :DECISION GRANTING PETITION
pplication o :UNDER 37 CFR 1.378(c)

Filed: July 24,2001

Attorney Docket No. GOT 134

This is a decision on the electronic petition, filed =~ November 17,2008  ynder 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 3.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of November 17,2008 .
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



A31 PTO/SB/66

Approved for use through 44/30/2008. OMB 0651-0016

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,524,218 2003-02-25 09/807,532 2001-07-24 GOT 134NP

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

|:| Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
(® 3%year (1551) () 3%year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 2.1



A31 PTO/SB/G6

Approved for use through 44/30/2008. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the

form of the signature

Signature /Robert H. Berdo, Jr./

Date (YYYY-MM-DD)

2008-11-17

Name Robert H. Berdo, Jr.

Registration Number

38075

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.

EFS - Web 2.1




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of informaticn shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cocoperation Treaty.

A record in this system of records may be disclosed, as a routine use, to ancther federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1
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Jean M. Lockyer

TOWNSEND and TOWNSEND and CREW LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

In re Application of
RYBAK, Susanna ET AL.
Application No.: 09/807,556 :
PCT Application No.: PCT/US99/25737 : DECISION ON
International Filing Date: 01 November 1999:
Priority Date: 02 November 1998 . : PETITION UNDER
Attorney Docket No.: 015280-371100US
For: SELECTIVE TOXICITY OF : 37 CFR 1.137(b)
AMINO-TERMINAL MODIFIED :
RNASE A SUPERFAMILY
POLYPEPTIDES

Applicants have filed a “Petition For Revival of an Application For Patent Abandoned
Unintentionally Under 37 CFR 1.137(b)” in the United States Patent and Trademark Office on 26
March 2004. The petition is DISMISSED as moot.

BACKGROUND

On 01 November 1999, applicants filed international application number
PCT/US99/25737, claiming priority to an earlier United States provisional application, filed on 02
November 1998. A demand was timely filed electing the United States of America on 05 April
2000.

On 13 April 2001, applicants timely filed national stage papers in this application,
including, inter alia, the basic national fee.

Upon issuance of a Notification of Missing Requirements, mailed on 08 May 2001,
requiring provision of a signed inventor oath or declaration, applicants provided an acceptable
signed oath or declaration on 30 July 2001. Applicants were mailed a Notification of Accept'mce
FORM PCT/DO/EO/903 on 15 August 2001.

On 23 October 2003, applicants were mailed a Notification to Comply With Requirements
for Patent Applications Containing Nucleotide Sequence and/or Amino Acid Sequence
Disclosures FORM PCT/DO/EO/922, for failure to provide a Sequence Listing, CRF Sequence
Listing, and accompanying statement of identical disclosure and no new matter. Applicants were
given a two-month extendible time period of response.



Application Serial Number: 09/807,556 2

On 23 October 2003, applicants were also mailed a Withdrawal of Previously Sent Notice
that referenced a Notice of Acceptance allegedly mailed on 08 May 2001. The mailing date of the
Notice of Acceptance, that should have been referenced, was 15 August 2001.

On 20 February 2004, applicants were mailed a Notification of Abandonment FORM
PCT/DO/EO/909 for failure to respond to the Notification mailed on 23 October 2003.

On 26 March 2004, applicants filed this instant petition along with an amendment to enter
a paper form Sequence Listing, CRF Sequence Listing, and statement of identical disclosure and
no new matter. On 05 April 2004, applicants’ CRF Sequence Listing was deemed technically
acceptable.

DISCUSSION

The Notification of Abandonment, mailed on 20 February 2004, was issued in error. The
Notification to Comply With Requirements for Patent Applications Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures FORM PCT/DO/EO/922, mailed on 23
October 2003, provided applicants a two-month extendible time period of response.

Applicants’ 26 March 2004 submission provided the materials requested in the
Notification to Comply With Requirements for Patent Applications Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures FORM PCT/DO/EOQ/922. Applicants’
transmittal letter for these materials authorizes charging applicants’ deposit account for additional
fees. For applicants’ submission to be timely, applicants are required to petition for a three-month
extension at $950, which extension is hereby granted. Accordingly, the instant application was not
abandoned.

CONCLUSION

The petition under 37 CFR 1.137(b) is DISMISSED as moot. The Notification of
Abandonment FORM PCT/DO/EO/909, mailed on 20 February 2004, is hereby vacated.

This application has an international filing date of 01 November 1999 under 35 USC 363
and a date of 30 July 2001 under 35 USC 371(c)(1), (c)(2), and (c)(4).
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Application Serial Number: 09/807,556

The application is being forwarded to the National Stage Processing Division of the Office
of PCT Operations for continued processing.

WrclceC il

Michael La Villa Boris Milef
Detailee PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Telephone: (703) 308-6162 Telephone: (703) 308-3659
Facsimile: (703) 308-6459 Facsimile: (703) 308-6459

= uhaiedal
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PATREA L. PABST

PABST PATENT GROUP LLP
400 COLONY SQUARE
SUITE 1200

ATLANTA GA 30361

In re Application of :
ANKER et al : Decision on Petition
Serial No.: 09/807,558 :
Filed : 17 July 2001
Attorney Docket No.: ICI 102

This letter is in response to the Petition under 37 C.F.R. 1.181 filed on 6 July 2004. The delay
in acting upon this petition is regretted.

BACKGROUND
This application was filed under 35 USC 371 on 17 July 2001.

On 6 January 2004, the Office mailed a 16-way restriction requirement, of claims 1-31, 35-41,
46 and 47 as follows. '

Groups I-X are drawn to methods of administering to a patient one of ten compounds
selected from the group consisting of aldosterone, chymase inhibitor, cathepsin inhibitor,
receptor blocker, ganglion blocking agent, opiate, scopolamine, xanthine oxidase
inhibitor, erythopoietin, and receptor agonist.

Groups XI-XV are drawn to a method of administering digitalis alkaloid, growth
hormone, insulin like growth factor, endothelin antagonist or TNF antagonist.

Group X VI is drawn directed to a method of electrically stimulating a patent’s muscles.
On 5 February 2004, applicants elected Group I, claims 13, 19, 29-31, 35-36, 38-39 (in part) and

claim 4, drawn to a method of administering to a panent a compound that lnhlbltS the effect of
aldosterone with traverse.

On 3 May 2004, Applicant's election with traverse of the invention of Group 1, (claims 1-3, 19,
29- 31, 35-36, 38-39 (in part), and claim 4), filed on 05 February 2004 was acknowledged.



Claims 1-31, 35-41, 46-47 were pending. Claims 32-34 and 42-45 were cancelled. Claims 1-2,
19, 29-31, 35-36, 38-39, will be searched and examined in so far as they pertain to a method of
administering to a patient a compound that inhibits the effect of aldosterone, claims 3 and 4
would be searched and examined in full. Claims 5-18, 20-28, 37, 40-41 and 46-47 were
withdrawn from consideration by the Examiner as drawn to non-elected inventions.

Applicants traversal was responded to and the requirement maintained and made FINAL.
Claims 2, 36, 39 and 41 were objected to for reciting non-elected inventions.

Claims 1, 2, 3, 4, 19, 29-31, 35-36, 38-39 and 41 were rejected under 35 U.S.C.
112, first paragraph, for scope of enablement.

Claims 35-36, and 38-39 were rejected under 35 U.S.C. 112, first paragraph, as containing
subject matter which was not described in the specification in such a way as to enable one skilled
in the art to which it pertains, or with which it is most nearly connected, to practice the invention.

Claims 1, 2, 3, 4, 19, 35, 36, 38, 39 and 41 were rejected under 35 U.S.C. 112, first paragraph, as
failing to comply with the written description requirement.

Claims 1-4, 19, 29-31 and 41 were rejected under 35 U.S.C 102(b) as being anticipated by
RALES investigators (October 1996).

Applicants filed responses on 9 November 2004 (with a certificate of mailing date of 4
November 2004) and 10 February 2005.

DISCUSSION

The application, file history and petition have been considered carefully. In the Petition,
Applicants requests reconsideration of the lack of unity determination.

Claim 1, a generic linking claim, is reproduced below.
1. A method of treating weight loss due to underlying disease in a patient the
method comprising administering to the patient an effective amount of an agent

which reduces sympathetic nervous system activity and/or improves
cardiovascular reflex status.

Applicants elected Group I, claims 1-3, 19, 29-31, 35-36, 38-39 (in part) and claim 4, drawn to a
method of administering to a patient a compound that inhibits the effect of aldosterone with
traverse.

The petition sets forth the following concerns:

(A) The claims form a single general inventive concept defined by Claim 1.



(B) The Examiner improperly limited the scope of the generic claims.
(C) The claims should have been divided into at most 4 groups

(D) The alternatives are of similar nature under Markush Practice

(E) Division of a single claim into multiple inventions is improper.

Concerning (C), applicants propose the following 4 groups:

Group I, claims 1-27, 29-31, 35 and 36, drawn to a method of treating weight loss
by administration of an effective amount of an agent which reduces sympathetic
nervous system activity.

Group II, claims 28, 37, 46 and 47, drawn to a method of treating weight loss by
electrically stimulating the patient’s muscles.

Group III, claims 38-40, drawn to a method of enhancing exercise performance.

Group IV, claim 41, drawn to a method of treating weight loss associated with a
cardiovascular disorder.

Concerning (A), (C) and (D), the arguments that the alternatives are of similar nature and have
unity of invention is not persuasive. The products listed in claim 2, for example do not share a
common structure essential for the common utility. Moreover, the products used in the methods
do not belong to a single art-recognized class of compounds. For example, erythropoietin is
recognized as a blood cell growth factor while spirononlactone is recognized as an agent that
inhibits the effects of aldosterone.

Moreover, the technical feature shared among the inventions, amethod of administering an agent
that decreases sympathetic nervous activity and/or improves cardiovascular reflex status, does
not make a contribution over the prior art, as evidenced by Mueller et al. The arguments that
Mueller et al does not teach the use of propanolol for the treatment of cachexia is not persuasive
as they are not commensurate in scope with the claimed invention, which contains the sole active
step of administering an agent to reduce sympathetic nervous system activity and/or improves
cardiovascular reflex status. Additional evidence that the technical feature linking the
inventions does not make a contribution over the prior art is provided by the art rejections of
Claims 1-4, 19, 29-31 and 41 under 35 U.S.C 102(b) as being anticipated by RALES
investigators (October 1996) in the Office action mailed 3 May 2004. For these reasons, the lack
of unity determination between the Groups is appropriate.

Concerning (E), Applicants argue that division of a single claim into multiple inventions is
improper. This is incorrect.

37 CFR 1.475(E) provides for division within a single claim:
The determination whether a group of inventions is so linked as to form a single

general inventive concept shall be made without regard to whether the inventions
are claimed in separate claims or as alternatives within a single claim.
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Concerning (B), Applicants are correct that the restriction requirement failed to identify and
properly treat linking claims. The examiner should have included form paragraph 8.12 in the
Office actions which would have informed applicants:

Upon the allowance of the linking claim(s), the restriction requirement as to the
linked inventions shall be withdrawn and any claim(s) depending from or
otherwise including all the limitations of the allowable linking claim(s) will be
entitled to examination in the instant application. Applicant(s) are advised that if
any such claim(s) depending from or including all the limitations of the allowable
linking claim(s) is/are presented in a continuation or divisional application, the
claims of the continuation or divisional application may be subject to provisional
statutory and/or nonstatutory double patenting rejections over the claims of the
instant application. Where a restriction requirement is withdrawn, the provisions
of 35 U.S.C. 121 are no longer applicable. In re Ziegler, 44 F.2d 1211, 1215, 170
USPQ 129, 131-32 (CCPA 1971). See also MPEP § 804.01.

Additionally, the examiner erred in limiting the examination of the generic linking claims to the
elected invention, a method of administering a compound that inhibits the effect of aldosterone.
Applicants are correct that they are entitled to examination of any generic linking claims along
with the elected invention.

The objection to claims 2, 36, 39 and 41 as set forth at pp. 5-6 of the Office Action (5/3/2004)
for containing non-elected inventions is also improper in view of the generic linking claims.
MPEP 809.04 states that '

Where the requirement for restriction in an application is predicated upon the
nonallowability of generic or other type of linking claims, applicant is entitled to
retain in the case claims to the nonelected invention or inventions.

If a linking claim is allowed, the examiner must thereafter examine species if the

linking claim is generic thereto, or he or she must examine the claims to the non-

elected inventions that are linked to the elected invention by such allowed linking
claim.

Moreover, the statement made in paragraph 1b, page 2 of the Office action mailed 3 May
2004 is improper. The office cannot limit the search of generic linking claims 1, 29-31,
35 and 38 to the elected method.

DECISION

The petition under 37 CFR 1.144 filed on 04 June 2004 is GRANTED IN PART as follows.

The lack of unity determination stands with respect to the individual types of agents as
they lack unity of invention.



The petition is persuasive concerning identification and treatment of linking claims.
Should any of the generic linking claims 1, 29-31, 35, 38 become allowable, claims
which depend upon and include all the limitations of the allowable claims will be
considered for rejoinder. Should the rejoined claims be drawn to different inventions, the
restriction requirement between the elected invention and the rejoined invention(s) will
be withdrawn.

The application will be forwarded to the examiner for consideration of the responses filed 9
November 2004 and 10 February 2005 and preparation of an Office action consistent with this
decision. '

There is no fee required for the filing of this petition. The petition fee paid of $130.00 has been
credited to Applicants’ Deposit Account Number 50-3129.

Should there be any questions regarding this decision, please contact Special Program Examiner
Julie Burke, by mail addressed to Director, Technology Center 1600, PO BOX 1450,
ALEXANDRIA, VA 22313-1450, or by telephone at (571) 272-1600 or by Official Fax at 703-
872-9306.

Jasemine Chambers
Director, Technology Center 1600
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PATREA L. PABST

PABST PATENT GROUP LLP

400 COLONY SQUARE, SUITE 1200
1201 PEACHTREE STREET
ATLANTA GA 30361

In re Application of :

Anker et al : PETITION DECISION
Serial No.:09/807,558 :

Filed: July 17, 2001

Attorney Docket No.: ICI 102

This is in response to the petition under 37 CFR § 1.181, filed October 30, 2006, requesting
review of the examiner’s finding that applicants’ amendment to the specification to delete
Examples 6 through 9 constitutes new matter by omission. The delay in responding to this
petition is regretted. :

BACKGROUND

This case has a long prosecution history. Applicants have made repeated attempts to amend the
specification by deleting Examples 6-9 in the specification. Most recently, applicants submitted
a Request for Continued Examination on April 14, 2006 together with an amendment and
response amending the specification as prev1ously proposed and amending the claims.

On June 29, 2006, the examiner mailed an Office action entering the amendment filed on April
14, 2006. In this Office action, however, the examiner continued to object to the specification
under 35 U.S.C. § 132 on the basis that the deletion of Examples 6 — 9 constitutes new matter by
omission.

" Applicants responded thereto by filing this petition under 37 CFR § 1.181, on October 30, 2006,
requesting review of the new matter objection.

DISCUSSION

Applicants argue that the examiner objected to the deletion of Examples 6 to 9 as new matter
because the “specification is not the same scope [as originally filed]” in the Office action of June
29, 2006. Applicants point out the examiner reasoned that the omission substantially changed
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the specification from the originally filed specification, and therefore is new matter by omission.
Applicants also point out that the examiner has not rejected a single claim based on a lack of
written description in the specification due to the deletion of Examples 6 to 9 as one would
expect if there were new matter by omission. Applicants further point out that the deletion of
Examples 6-9 does not broaden the disclosure, and that the examiner does not explain how the
deletion could broaden the specification.

Applicants’ points are well taken and agreed with. Therefore, the objection to the specification
should be withdrawn.

DECISION

~ The petition is GRANTED. . ) | SN

This application will be forwarded to the examiner for an action not inconsistent with this
decision.

Should there be any questions about this decision please contact Ms. Marianne Seidel, by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number 571-273-8300.

/,7/%/

George Elliott
Director, Technology Center 1600
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ALBERT P. HALLUIN

HOWREY SIMON ARNOLD & WHITE
301 RAVENSWOOD AVENUE

BOX 34

MENLO PARK, CA 94025

In re Application of

Jean Rommelaere et al :

Serial No.: 09/807,579 : PETITION DECISION
Filed: November 28, 2001 :

Attorney Docket No.: 06528.0127.NPUS00

This is in response to the petition under 37 CFR 1.181, filed August 19, 2004, requesting
withdrawal of abandonment based on failure to receive an Office action. The delay in acting on
this petition is regretted and was likely caused by Office migration to an Imaged File Wrapper
and failure to notify the deciding official of the existence of the petition.

A review of the file history shows that the examiner mailed an Office action to applicants on
December 2, 2003, setting a three month shortened statutory period for reply. Upon failure to
receive a reply a Notice of Abandonment was mailed to applicants on July 28, 2004. Applicants
filed this petition on August 19, 2004, requesting revival of the application based on failure to
receive the Office action and providing the required statements and evidence from docket
reports. In view of the evidence presented that the Office action was not received the Notice of
Abandonment is withdrawn and the application is restored to pending status with the mailing of
this decision.

The petition is GRANTED.
The application will be forwarded to the examiner for mailing of a new Office action.
Should there be any questions about this decision please contact William R. Dixon, Jr., by letter

addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

John L."LeGuyader
/‘(Director, Technology Center 1600
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Patrick J. Kelly
Synnestvedt & Lechner
2600 Aramark Tower

1101 Market Street

Philadelphia, PA 19107-2950

In re Application of
GAYLE, Richard B, III, et al. . :
Application No.: 09/807,660 | : DECISION ON
PCT No.: PCT/US99/23641 : '
Int. Filing Date: 13 October 1999 : PETITION UNDER
Priority Date: 16 October 1998 ;
Attorney Docket No.: P23,495 USA : ' 37 CFR 1.181
For: METHODS OF INHIBITING :

PLATELET ACTIVATION AND

RECRUITMENT

This is a decision on applicants’ “Resubmisston of Reply to Notification of Defective

Response Dated April 22, 2003,” filed in the United States Patent and Trademark Office

(USPTO) on 19 November 2003.

BACKGROUND

On 13 October 1999, applicants filed international application PCT/US99/23641, which
claimed a priority date of 16 October 1998. A Demand for international preliminary examination,
in which the United States was elected, was filed on 15 May 2000, within nineteen months from
the priority date. Accordingly, the thirty-month period for paying the basic national fee in the
United States expired at midnight on 16 April 2001.

On 16 April 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, infer alia, the U.S. Basic National Fee.

On 01 June 2001, USPTO mailed a NOTIFICATION OF MISSING REQUIREMENTS
UNDER 35 U.S.C. 371 (Form PCT/DO/EQ/905) indicating, inter alia, that applicant had not
furnished the required sequence listing.

On 06 September 2001, applicants furnished a sequence listing and a declaration.

On 11 January 2002, the Office mailed Notice of Acceptance (Form PCT/DO/EO/903) -
indicating that the application’s 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) requirements were met on
06 September 2001.

On 31 December 2002, the Office mailed Notification of Defective Response, indicating
that the sequence listing did not comply with 37 CFR 1.821-1.825.

% COMMISSIONER FOR PATENTS

N UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 450

ALEXANDRIA, VA 22313-1450

www.uspto.gov
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On 27 January 2003, applicants submitted “Reply to Notification of Defective Response,”
accompanied by the necessary statement, a CRF and a written copy of the sequence listing.

On 22 April 2003, the Office mailed Notification of Defective Response (From
PCT/DO/EOQ/916) indicating that the CRF was defective as the CD was melted.

On 07 November 2003, the Office mailed Notification of Abandonment (Form
PCT/DO/EQ/909), indicating the application went abandoned for failure to respond to the 22
April 2003 Notification of Defective Response.

On 19 November 2003, applicant submitted “Resubmission of Reply to Notification of
Defective Response,” accompanied by a new CRF and the necessary statement.

DISCUSSION

A petition under 37 CFR 1.181 must be accompanied by copies of what is claimed to have
been earlier submitted and evidence that those papers were submitted at an earlier point.

Applicant has submitted a copy of a postcard receipt identifying the instant application by
title, inventor and serial number, stamped 28 May 2003 and listing a diskette. This is adequate
evidence that the listed item was received by the Office on 28 May 2003. Applicant indicates that
the enclosed are true copies of the 28 May 2003 submission and the statement is signed by
someone registered to practice before the Office.

The sequénce listing has been entered.

CONCLUSION
For the reasons set forth above, the petition under 37 CFR 1.181 is GRANTED.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations for further processing in accordance with this decision, including issuance of a
new Notification of Acceptance indicating that the application’s 35 U.S.C. 371(c)(1), (c)(2) and
(c)(4) requirements were met on 06 September 2001.

Erin M. Pender
Attorney Advisor

PCT Legal Administration

Telephone: ~ 703-305-0455
Facsimile: 703-308-6459
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Commissioner for Patents
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Paper No. Q&

MCDERMOTT WILL & EMERY D
600 13™ STREET NW COPY MAILE
WASHINGTON DC 20005-3096 JUN 0 2 2004

In re Application of : OFFICE OF PETITIONS
Motokazu Watanabe et al : .
Application No. 09/807,692 A T ON PETITION

Filed: April 17, 2001 .
Attorney Docket No. 43888-098

This is a decision on the petition, filed May 27, 2004, under 37 CFR 1.313(c}{2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on April 29, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’ ,

Telephone inquiries should be directed to the undersigned at (703) 305-8859.

After receipt of the file in the Office of Petitions,'the application will be forwarded to
Technology Center AU 1753 for processing of the request for continued examination under
37 CFR 1.114.

Karen Creasy &%

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).

™
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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MCDERMOTT WILL & EMERY LLP COPY MAILED .
600 13™ STREET, N.W.

WASHINGTON DC 20005-3096 FEB 1 8 2005
OFFICE OF PETITIONS

In re Application of

Tsuyoshi Okada et al : :

Application No. 09/807,696 : ON PETITION
Filed: April 17, 2001 :

Attorney Docket No. 50352-019

This is a decision on the petition, filed February 18, 2005, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on December 10, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 1764 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
P.O.

Box 1450

ALEXANDR!IA, VA 22313-1450

Paper No.

Date :February 18, 2005
TO : Director, Office of Patent Publication
FROM : Office of the Deputy Commissioner

for Patent Examination Policy
SUBJECT : withdrawal from Issue of

Applicant(s) :Tsuyoshi Okada et al

Application No. :09/807,696

Filed :April 17, 2001

The above-identified application has been assigned Patent No.
6,858,131 and an issue date of February 22, 2005.

It is hereby directed that this application be withdrawn from
issue at the request of the applicant.

Do not refund the issue fee.

The fo11ow1nﬁ erratum should be published in the official
Gazette if the above-identified application is published in the
0G of February 22, 2005:

"A11l reference to Patent No. 6,858,131 to Tsuyoshi
Okada et al of Japan for GAS TURBINE FUEL OIL AND
PRODUCTION METHOD THEREOF AND POWER GENERATION METHOD
aﬁpearing in the official Gazette of February 22, 2005
should be deleted since no patent was granted."”

Karam

Karen Creasy

Petitions Examiner

office of Petitions

office of the Deputy Commissioner
for Patent Examination Policy

cc: Paul Harrison, Crystal Park 3-441 (FAX-306-2737) .
Deneise Boyd, Crystal Park 2, Suite 1100 (FAX-308-5413)
Mary Louise McAskill, Crystal Park 3-910 (FAX 305-4372)
Niomi Farmer, Crystal Park 3-910 (FAX-305-4372)
Mary E. Johnson (Cookie), P/0CS, CM1-6D07
Duane Davis (CDS), CM1-6A07
Tamara Greene, Crystal Park 3-908

www.uspto.gov
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Docket No.: 50352-019 PATENT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of :  Customer Number: 20277
Tsuyoshi OKADA, et al. :  Confirmation Number: 2515

Application No.: 09/807,696 :  Group Art Unit: 1764
. Allowed: November 5, 2004

Filed: April 17,2001 : Examiner: Griffin, Walter Dean

For: GAS TURBINE FUEL OIL AND Pi{ODUCTION METHOD THEREOF AND POWER
GENERATION METHOD

PETITION FOR WITHDRAWAL FROM ISSUE (37 CFR 1.313)
Mail Stop Petition for Withdrawal

Commissioner for Patents IVED
P.O. Box 1450 FAX RECE
Alexandria, VA 22313-1450 FEB 1 8 2005
Sir: OFFICE OF PETITIONS
1. Applicant hereby petitions for the withdrawal of this application from issue.

2. The issue fee for this case

a. []  has NOT been paid, but is due for payment on..
b. XI  has been paid on December 10, 2004.

This application is scheduled to

X]  issue o February 22, 2005.

B aspatent 6,858,131,

3. The reason for the request for withdrawal from issue is:
a. (]  there has been a mistake on the part of the Office.
b. O there has been a violation of Section 1.56, or illegality in the application.

rasmaons ey o0uins by oRlgEr more of the claims are unpatentable.

\J‘i&i
0L FCaidss 130.90 B8

WDC99 1044725-1.050352,0019
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ey
-~ Application No. 09/807,696

et

d. []  for purposes of declaring an interference.
€. X Issuance of a foreign search report and filing of a pertinent reference.
Further details as to the reason(s) for this withdrawal request are set forth on the attached
sheet(s). |

4. The petition fee (37 CFR 1.17(i)) is paid as follows:
[0  Enclosed is a check in the sum of $130.00.
X Charge chount 500417 the sum of 5130.00. A duplicate of this petition is

attached.

Respectfully submitted,

McDZRMOTT ILL & EMERY LLP

-Cameron K. Weiftenbach
Registration No. 44,488

600 13" Street, N.W. Please recognize our Customer No. 20277
Washington, DC 20005-3096 as our correspondence address.

Phone: 202.756.8000 CKW:jrj

Facsimile: 202.756.8087

Date: February 18, 2005

WDC99 1044725-1.050352.0019
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Application No. 09/807,696

The reason for the request to withdrawal the above-reference patent application from
issue is that Applicant has received a Supplementary European Search Report dated October 12,
2004, The Search Report cites six patents that have been identified as being particularly relevant

if taken alone. Five of these patents cited have not been considered by the Examiner.

Therefore, it is requested that this Petition for Withdrawal from Issue be granted and that
the accompanying Request for Continued Examination (RCE) of the application filed

concurrently with this Petition be approved in order that the patents can be considered by the

Examiner.
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.' MéDermott
Will& Emery

Boston Brussels Chicago Dusseldorf London Los Angeles Mismi Milan
Munich New York Orange County Rome San Diego Silicon Valley Washington, D.C.

Dear Ms. Hicks:

FACSIMILE
Date: February 18, 2604 Time Sent:
To: - Company: Facsimile No: Telephone No:
Francis Hicks U.S. Patent and Trademark Office 571 272-3218 571 273-0025
From: Cameron K. Weiffenbach Direct Phone: 202.756.8171
E-Mail: cweiffenbach@mwe.com
Sent By: Jackie Reid-Johnson Direct Phone: 202 756-8668
Client/Matter/Tkpr: 50352-019/05169 Original to Follow by Muil: No
Number of Pages, Including Cover: 64

Message: URGENT Curitficetion of Fetalnile Tranersiesion FAX RECEIVED
U.S. Patent Application No.09/807,696 rking €0 the Pl ] Tistnark DT
Art Unit 1764 Q0au Y FEB 1 8 2005
Applicant: Okada et al. 5 OF JEPME e S pureen

o/ ’;.A . OFFICE OF PETITIONS

&

Attached is a Petition to Withdrawal of issuance of the above referenced patent application. Currently filed with
the Petition is a Request for Continued Examination (RCE) and an Information Disclosure Statement. The
application is scheduled to issue on February 22, 2005. It is respectfully requested that the Petition be considered
as soon as possible before the issuance of the patent.

Sincerely yours,
McDERMOTT W/Ij & EMERY, LLP

Caé:n K. Weiffe:b%&

V7, 227 A
Registration No. 44,488 .

The information contained in this facsimile message is legally privileged and confidential information intended only for the use of the
individual or entity named above. If the reader of this message Is not the intended reclipient, you are hereby notified that any dissemination,
distribution, or copy of this facsimile is strictly prohibited. if you have received this facsimile In error, please notify us immediately by
telephone and retum the original message to us at the below address by mall. Thank you.

IF YOU DO NOT RECEIVE ALL OF THE PAGES, PLEASE CALL AS SOON AS POSSIBLE.
Main Facsimile: 202.756.8087 Facsimile Operator: 202.756.8090

U.S. practice conducted through McDermott Wil & Emery LLP.
600 Thirteenth Street, N.W. Washington, D.C. 20005-3086 ~ Telephone: 202.756.8000
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Paper No.

SALIWANCHIK LLOYD & SALIWANCHIK
A PROFESSIONAL ASSOCIATION MAILED
PO Box 142950
GAINESVILLE FL 32614 SEP 15 2009

OFFICE OF PETITIONS
In re Application of
Liu et al. : ‘
Application No. 09/807,783 : DECISION ON PETITION
Patent No. 6,884,422 : PURSUANT TO

Filed: June 1, 2001 : 37 C.F.R. § 1.28(c)
Issued: April 26, 2005 : :
Attorney Docket No. CCP-100

Title: FREEZE-DRIED HEPATITIS

A ATTENUATED LIVE VACCINE AND

ITS STABILIZER

This is a notice regarding your submission of March 16, 2009,
which is properly treated as a request for acceptance of a fee
deficiency submission under 37 C.F.R § 1.28(c). On September 1,
1998, the Court of Appeals for the Federal Circuit held that 37
CFR § 1.28(c) is the sole provision governing the time for
correction of the erroneous payment of the issue fee as a small
entity. See DH Technology v. Synergystex International, Inc. 154
F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 C.F.R. § 1.56. 1098 0Off. Gaz. Pat. Office
502 (January 3, 1989). Therefore, nothing in-this notice is
intended to imply that an investigation was done.

37 C.F.R. § 1.28(c) (2) (ii) sets forth that the party submitting
the deficient payment must include:

(a) Each particular type of fee that was erroneously
paid as a small entity, (e.g., basic statutory
filing fee, two-month extension of time fee) along
with the current fee amount for a non-small

entity;
(b) The small entity fee actually paid, and when;
(c) The deficiency owed amount (for each fee

erroneously paid); and



Application No. 09/807,783 : Page 2
Patent No. 6,884,422

Decision on Petition pursuant to Rule 1.28(c)

(d) The total deficiency payment owed, which is the
sum or total of the individual deficiency owed
amounts set forth in paragraph (c) (2) (ii) (C) of
this section.

Petitioner has identified the particular type of fee that
was erroneously paid as a small entity.

It does not appear that Petitioner has identified the small
entity fee that was actually paid, when the small entity fee was
actually paid, the deficiency owed amount, or the total
deficiency payment owed. However, Office records indicate that
on October 27, 2008, $ 490 was submitted to the Office. As such,
the requirement that Petitioner must provide the Office with the
amount of the small entity fee that was actually paid along with
when the small entity fee was actually paid, the deficiency owed
amount, and the total deficiency payment owed is waived, sua
sponte.

Your fee deficiency submission under 37 C.F.R. § 1.28 is hereby
accepted. The petition is GRANTED accordingly.

This patent is now listed as a large entity.

It is noted that the address listed on the petition differs from
the address of record. The application file does not indicate a
change of correspondence address has been filed in this case,
although the address given on the petition differs from the
address of record. If Petitioner desires to receive future
correspondence regarding this patent, the change of
correspondence address must be submitted.

A courtesy copy of this decision will be mailed to Petitioner.
However, all future correspondence will be directed to the
address of record until such time as appropriate instructions are
received to the contrary. Petitioner will not receive future
correspondence related to this patent unless Change of
Correspondence Address, Patent Form (PTO/SB/123) is submitted for
the above-identified patent. For Petitioner’s convenience, a
blank Change of Correspondence Address, Patent Form (PTO/SB/123),
may be found at http://www.uspto.gov/web/forms/sb0123.pdf.

A blank fee address form may be found at
http://www.uspto.gov/web/forms/sb0047.pdf.




Application No. 09/807,783 Page 3
Patent No. 6,884,422

Decision on Petition pursuant to Rule 1.28(c)

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.1

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

cc: CPI Packages Inc.
414 Hungerford Drive
Third Floor
Rockville, MD 20850

1 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER Mail Date: 04/28/2010
LLP

901 NEW YORK AVENUE, NW

WASHINGTON, DC 20001-4413

Applicant : Tomoyuki Asano : DECISION ON REQUEST FOR

Patent Number : 7636843 : RECALCULATION of PATENT

Issue Date 2 12/22/2009 : TERM ADJUSTMENT IN VIEW
Application No: 09/807,824 : OF WYETH AND NOTICE OF INTENT TO
Filed :

04/18/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 2047 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



A31 PTO/SB/66

Approved for use through 44/30/2008. OMB 0651-0016

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6619889 2003-09-16 09807852 2001-06-25 7102CL-1

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O  3%year (1551) (& 3% year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 2.1



A31 PTO/SB/G6

Approved for use through 44/30/2008. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Kendal M. Sheets/

Date (YYYY-MM-DD)

2007-12-07

Name

Kendal M. Sheets

Registration Number

47077

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 2.1




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of informaticn shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cocoperation Treaty.

A record in this system of records may be disclosed, as a routine use, to ancther federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

In re Patent No. 6619889

Issue Date: September 16,2003 .
RREEM SEpTAg SN
Filed: June 25,2001

Attorney Docket No. 7102CL-1

This is a decision on the electronic petition, filed December 7,2007 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 53 5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of December 7,2007
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition
and this decision has been created as an entry in an Image File Wrapper. Nevertheless, petitioner
should print and retain an independent copy

Telephone inquires related to this electronic decision should be directed to the Electronic Business Center at
1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
¢+
J
MERCHANT & GOULD
P.O. Box 2903 COPY MAILED
MINNEAPOLIS MN 55402-0903
NOV 1 8 2004
In re Application of o ITIONS
Kenichi Nishiuchi et al : OFFICE OF PET

Application No. 09/807,865 : ON PETITION
Filed: April 19, 2001 : ‘
Attorney Docket No. 10873.704USW

This is a decision on the petition, filed November 12, 2004, under 37 CFR 1.313{(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c}(2).

Petitioner is advised that the issue fee paid on October 27, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2653 will consider the request for continued
examination under 37 CFR 1.114.

Karem

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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TO SPE OF :ART UNIT .OZ& %
SUBJECT : Request for Certificate of Correction for Appl. No.: g/ W 7%9/ Patent No: 7// //? 77 /g/

A response is requested with respect to a request for a certificate of comrection.

With respect to the change(s) requested to correct Office and/or Applicant's errors, should
the patent read as shown in the certificate of correction attached herewith or the COCIN
document(s), in IFW images for the above-identified patented application? No new matter
should be introduced, nor should the scope or meaning of the claims be changed.

If the response is for an IFW, within 7 days please complete and forward the response, to
the employee (hamed below) via scanning into application images, using document code

COCX.

If the response is for a paper file wrapper, please complete the response and forward the

response with the paper file wrapper, to the employee (named below), within 7 days, to:
Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

‘ VI RGINIA TOLBERT

Certificates of Correction Branch

703-308-9390 ext. 113

Thahk You For Your Assistan'ce

The request for issuing the above-identlf' ed correction(s) is hereby:
Note your decision on the appropriate box. .

& Approved , _ Al change‘s apply.

D Approved inPart - Specify below which changes do not apply.
Q Denled o - State the reasons for denial below.

Comments

" /Ahmad F. Matar/

SPE ~ Atunit

PTOL-306 (REV. 7703) — Us.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

E I du Pont de Nemours & Company
Legal Patents COPY MAILED
Wilmington, DE 19898

JUN 0 2 2006
In re Application of
OFFICE OF PETITIONS
Cahoon, et al.
Application No. 09/807,946
DECISION ON PETITION

Filed: April 20, 2001

Attorney Docket No. BB1410PCT

This is a decision on the petition under 37 CFR 1.137(b), filed November 3, 2005, to revive the above-
identified application.

The petition is GRANTED.

The above-cited application became abandoned on September 23, 2004, for failure to file a proper
response to the non-final Office action mailed September 23, 2004. The non-final Office action set a
shortened statutory period for reply of three months from its mailing date. No response was received
within the allowable period, and the application became abandoned on December 24, 2004. A Notice of
Abandonment was mailed on May 19, 2005.

The above-identified application had been abandoned for an extended period of time. The Patent and
Trademark Office is relying on petitioner’s duty of candor and good faith and accepting the statement that
the entire delay in filing the required reply from the due date of the reply until the filing of a grantable
petition pursuant to 37 CFR 1.1379b) was unintentional. See Changes to Patent Practice and Procedure,
62 Fed. Reg, at 53160 and 53178.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due




In re Application of Cahoon et al. Page 2
09/807,946

date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent to prosecute the above-identified application. If the person
signing the instant petition desires to receive future correspondence regarding this application,
the appropriate power of attorney or authorization of agent must be submitted. While a courtesy
copy of this decision is being mailed to the person signing the instant petition, all future
correspondence will be directed to the address of currently of record until such time as
appropriate instructions are received to the contrary.

The amendment filed November 30, 2003, is noted.
The application is being directed to Technology Center 1600, GAU 1638 for further processing.
Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.

Q@n . 0/4/‘7/4@
KenyaA McLaughii

Petitions Attorney
Office of Petitions

CC:

Virginia Dress

7250 NW 52" Street Ave
PO Box 552

Johnston, Iowa 50131-0552
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UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 20231

WwWw.uspto.gov

OBLON SPIVAK MCCLELLAND
MAIER & NEUSTADT

FOURTH FLOOR

1755 JEFFERSON DAVIS HIGHWAY

ARLINGTON, VA 22202

In re Application of

BARTON et al.

Application No.: 09/807,959

PCT No.: PCT/JP00/05704 :

Int. Filing Date: 24 August 2000 : DECISION
Priority Date: 27 August 1999 :

Attorney Docket No.: 206094US2PCT

For: SYNCHRONIZING PULSE

GENERATING METHOD AND-METHOD OF

RECEIVING OFDM SIGNAL

This decision is in response to the “PETITION UNDER 37 CFR 1.181 FOR
CORRECTED NOTICE OF ACCEPTANCE?” submitted by applicants on 05 July 2001.

BACKGR D

On 24 August 2000, applicants filed international application PCT/JP00/05704, which
claimed a priority date of 27 August 1999. A copy of the international application was
communicated to the United States Patent and Trademark Office from the International Bureau
on 08 March 2001. The twenty-month period for paying the basic national fee in the United States
expired at midnight on 27 April 2001.

On 26 April 2001, applicants filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by, inter alia, the basic national fee, a translation of
the international application into English, and the surcharge under 37 CFR 1.492(e) for providing
the oath or declaration later than twenty months from the priority date.

On 01 June 2001, the United States Designated/Elected Office (DO/EO/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EOQ/905) indicating, inter alia, that an oath or declaration in compliance with 37 CFR
1.497(a)-(b) was required.

On 14 June 2001, applicants submitted an executed declaration of inventors.

On 25 June 2001, the United States Designated/Elected Office mailed a NOTIFICATION
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Application No.: 09/807,959 -2-

OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371 AND 37 CFR 1.494 OR 1.495
(Form PCT/DO/E0/903) which indicated the date of receipt of all 35 U.S.C. 371 requirements as
26 April 2001.

On 05 July 2001, applicants submitted the instant “PETITION UNDER 37 CFR 1.181
FOR CORRECTED NOTICE OF ACCEPTANCE” requesting that the date of receipt of all 35
U.S.C. requirements be changed to 14 June 2001.

DISCUSSION

A declaration of the inventors, as required by 35 U.S.C. 371(c)(4), was not submitted on
26 April 2001. Accordingly, the NOTIFICATION OF ACCEPTANCE OF APPLICATION
mailed 25 June 2001 is hereby VACATED. The declaration of the inventors submitted 14 June
2001 is in compliance with 37 CFR 1.497(a)-(b). Accordingly, all 35 U.S.C. requirements were
met on 14 June 2001.

CONCLUSION

For the reasons set forth above, the NOTIFICATION OF ACCEPTANCE OF
APPLICATION mailed 25 June 2001 is hereby VACATED.

For the reasons set forth above, the petition under 37 CFR 1.181 is GRANTED.

Any further correspondence with respect to this matter should be addressed to the
Assistant Commissioner for Patents, Box PCT, Washington, D.C. 20231, with the contents of this
letter marked to the attention of the Office of PCT Legal Administration.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application including according
the application a 35 U.S.C. 371(c) date of 14 June 2001.

L=

DanielStemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty !
Legal Administration ‘

Telephone: (703) 308-2066

Facsimile: (703) 308-6459



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.UsSpto.gov

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C.
1940 DUKE STREET
ALEXANDRIA VA 22314

COPY MAILED
JAN 0 9-2009
OFFICE OF PETITIONS

In re Patent No. 7,227,834

Application No. 09/807,959 _ :

Filed: June 14, 2001 ON PETITION
Issued: June 5, 2007 :

Attorney Docket No. 206094US2PCT

This is a decision on the petition filed December 4, 2008, which is being treated as a request
under 37 CFR 3.81(b)' to correct the name of the assignee on the front page of the above-
identified patent by way of a Certificate of Correction.

The request is GRANTED.

This matter is being referred to the Certificates of Correction Branch for issuance of the requested
Certificate of Correction.

Telephone inquiries concerning this decision may be directed to Joan Olszewski at (571) 272-
7751. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

! See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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"_ UNITED STATES PATENT AND TRADEMARK OFFICE

UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, DC 20231

wWww uspto.gov
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Mark D. Chuey T MAILED

Brooks & Kushman P.C.

22™ Floor ‘JUL 3 0 2002

1100 Town Center ' .

Southfield, Ml 48075-1351 Office of the Director -
: Group 3600

e t—,

In re application of
John Ronald Hughes et al. :
Application No. 09/808,001 : DECISION.ON REQUEST

Y v

Filed: March 14, 2001 : FOR WITHDRAWAL OF
For: TECHNICAL STANDARD REVIEW AND ATTORNEY
APPROVAL

This is a decision on the request filed on June 18, 2002, under 37 CFR
1.36 and MPEP 402.06, requesting permission to withdraw as the attorney
of record in the above-identified application.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. For approval of such a request
the following conditions must be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;
B) There must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a);

C) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided;

D) The applicant or patent owner must have been notified of the
withdrawal as provided for in 37 CFR 1.36.

The request to withdraw as attorney is not accepted in the above-identified
application because the request lacks condition A) above. The attorneys
listed in the Request For Withdrawal As Attorney signed by Seth E.
Rodack do not match those listed in the original declaration. In fact, Seth
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Serial No. 09/808,001 . Page 2

E. Rodack is not listed in the original declaration so he is not an attorney
of record and can not sign the request for withdrawal. A copy of the
original declaration is attached for use in filing a supplemental request.

In summary, the request is NOT APPROVED.

Ficet M
enneth Dorner, Special Programs Examiner

Patent Technology Center 3600
(703) 308-0866
Facsimile No.: (703) 605-0586

KD/dw: 7/17/02

Attachment: copy of original declaration
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Mark D. Chuey MAILED S

Brooks & Kushman, P.C.

22" Floor NOY O 5
1000 Town Center NOV 2 5 2002
Southfield, Ml 48075-1351 Office of the Director
. Group3600

In re application of O 4

John Ronald Hughes, et:al."’ LB
Application No. 09/808,001 ) : DECISION ON REQUEST
Filed: March 14, 2001 ; FOR WITHDRAWAL OF
For: TECHNICAL STANDARD REVIEW ; ATTORNEY

AND APPROVAL

This is a decision on the request filed on August 14, 2002 under 37 CFR 1.36 and
MPEP 402.06, requesting permission to withdraw as the attorney of record in the
above-identified application.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. Besides giving due notice to
his or her client and delivering to the client all papers and property to
which the client is entitled as specified under 37 CFR 10.40, approval of
such a request requires that the following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c)
above, there must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a).
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09/808,001

The request to withdraw as attorney is not accepted in the above-identified
application because the request lacks conditions (A) above.

As to condition (A), all the attorneys given power in the original
Declaration/Power of Attorney are not listed as being withdrawn in the
Request for Withdrawal of Attorney. If such attorneys are to maintain’
power of attorney, such intent should be clearly stated. Otherwise, they
must be listed as being withdrawn.

Kerineth J. ‘Dorner

Special Programs Examiner
Patent Technology Center 3600
(703) 308-0866

Facsimile No.: (703) 605-0586

Rjb:11/8/02
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UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, DC 20231

WwWW, USP1o.gov

") UNITED STATES PATENT AND TRADEMARK OFFIGE

Mark D. Chuey
Brooks & Kushman, P.C.

22" Floor MAILED

1000 Tower Center

Southfield, Ml 48075-1351 MAR 2 0 2003
DYRECTOR'S OFFICE

In re application of TECHNOLOGY CENTER 3600

John Ronald Hughes et al.

Application No. 09/808,001 ; DECISION ON REQUEST

Filed: March 14, 2001 ; FOR WITHDRAWAL OF

For: TECHNICAL STANDARD REVIEW : ATTORNEY

AND APPROVAL

This is a decision on the renewed request filed on January 13, 2003,
under 37 CFR 1.36 and MPEP 402.06, requesting permission to withdraw
as the attorney of record in the above-identified application. There is no
fee for this request.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. Besides giving due notice to
his or her client and delivering to the client all papers and property to
which the client is entitled as specified under 37 CFR 10.40, approval of
such a request requires that the following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c)
above, there must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a).
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A Request for Withdrawal as Attorney was filed on August 14, 2002. The request was
not approved in a decision mailed November 20, 2002 wherein it was held that the
above identified application lacked condition A) in that all the attorneys given power in
the original Declaration/Power of Attorney are not listed as being withdrawn in the
Request for Withdrawal of Attorney.

The renewed Request to Withdraw as Attorney is not accepted in the
above-identified application because the request still lacks conditions A)
above.

All the attorneys given power in the original Declaration/Power of Attorney are not listed
as being withdrawn in the renewed Request for Withdrawal of Attorney. If such
attorneys are to maintain power of attorney, such intent should be clearly stated.
Otherwise, they must be listed as being withdrawn.

DN

Steven N. MeYers

Special Programs Examiner
Patent Technology Center 3600
(703) 308-3868

(703) 605-0586 (facsimile)

SNM/tpl: 3/14/03
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In re application of
John Ronald Hughes et al. : S
Application No. 09/808,001 : DECISION ON REQUEST

Filed: March 14, 2001 : FOR WITHDRAWAL OF
For. TECHNICAL STANDARD REVIEW : ATTORNEY

AND APPROVAL

This is a decision on the renewed request filed on April 7, 2003, under 37
CFR 1.36 and MPEP 402.06, requesting permission to withdraw as the
attorney of record in the above-identified application. There is no fee for
this request.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. Besides giving due notice to
his or her client and delivering to the client all papers and property to
which the client is entitled as specified under 37 CFR 10.40, approval of
such a request requires that the following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c)
above, there must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a).



A Request for Withdrawal as Attorney was filed on August 14, 2002. The request was
not approved in a decision mailed November 20, 2002 wherein it was held that the
above identified application lacked condition A) in that all the attorneys given power in
the original Declaration/Power of Attorney are not listed as being withdrawn in the
Request for Withdrawal of Attorney. The renewed Request filed January 13, 2003 was
not accepted for the same reason.

The renewed Request to Withdraw as Attorney as filed on April 7, 2003 is
not accepted in the above-identified application because the request still
lacks conditions A) above.

All the attorneys given power in the original Declaration/Power of Attorney are not listed
as being withdrawn in the renewed Request for Withdrawal of Attorney. If such
attorneys are to maintain power of attorney, such intent should be clearly stated.
Otherwise, they must be listed as being withdrawn.

Lot Vo

Randolph A. Reese

Special Programs Examiner
Patent Technology Center 3600
(703) 308-2121

RAR/dxn: 8/28/03
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THE PROCTER & GAMBLE COMPANY - 509 2 6 9003
INTELLECTUAL PROPERTY DIVISION
WINTON HILL TECHNICAL CENTER - BOX 161 Office of the Directer
- 6110 CENTER HILL AVENUE ) Group 3600

CINCINNATI OH 45224 n{ :
In re application of E

John Hughs et al. : :
Application No. 09/808,001 : DECISION ON REQUEST

Filed: March 14, 2001 : FOR WITHDRAWAL OF

For: TECHNICAL STANDARD : ATTORNEY
REVIEW AND APPROVAL :

This is a decision on the request filed on April 7, 2003, under 37 CFR 1.36
and MPEP 402.06, requesting permission to withdraw as the attorney of
record in the above-identified application.

On additional review of the request filed on April 7, 2003 and after further
discussion with attorney for applicant, Mr. Mark D. Chuey and the
undersigned, the petition decision mailed September 9, 2003 is hereby
vacated. _ :

Under 37 CFR 1.36 an attorney may withdraw only upon application to

and approval by the Commissioner. It should be noted that a withdrawal

is effective when approved, not when filed. For approval of such a request
- the following conditions must be met:

A) Each'attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;
B) There must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a);

C) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided;

D) The applicant or patent owner must have been notified of the
withdrawal as provided for in 37 CFR 1.36.
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The request to withdraw as attorney satisfies each of the conditions A) —
D) above and the request is therefore APPROVED. '

)
évz 4 L

Randolph A. Reese

Special Programs Examiner
Technology Center 3600
(703) 308-2121

RAR/ekn 9/24/03

cc: Mark D. Chuey
Brooks & Kushman, P.C.
22" Floor
1000 Tower Center -
Southfield, Ml 48075-1351
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APR 2 1 2008
In re Application of : OFFICE OF PETITIONS
Atsushi Kota et al _ :
Application No. 09/808,040 ' : DECISION GRANTING PETITION
Filed: March 15, 2001 : UNDER 37 CFR 1.313(c)(2) '

Attorney Docket No. 61610255US

This is a decision on the petition under 37 CFR 1.313(c)(2), filed April 21, 2008, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified épplication is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on February 28, 2008 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 2629 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed

IDS.
ﬁgl Creasy

Petitions Examiner
Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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CAMPBELL STEPHENSON ASCOLESE, LLP
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BLDG. 4, SUITE 201
AUSTIN, TX 78759 Technology Center 2100
In re Application of: Rao et al.
Application No. 10/627,385 DECISION ON PETITION
Filed: July 25, 2003 TO MAKE SPECIAL
For: SYSTEM AND METHOD FOR (ACCELERATED EXAMINATION)
RESOLVING CLUSTER PARTITIONS IN UNDER M.P.E.P. §708.02 (VIID)
OUT-OF-BAND STORAGE
VIRTUALIZATION ENVIRONMENTS

This is a decision on the petition to make special under 37 C.F.R. §102(d) and M.P.E.P.
§708.02(VII): Accelerated Examination, filed on April 12, 2004.

The Petition is GRANTED.

M.P.E.P. § 708.02, Section VIII which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. § 102(d) states in relevant part:

A new application (one which has not received any examination by the examiner) may be granted special status provided
that applicant (and this term includes applicant’s attorney or agent) complies with each of the following items:

(a) Submits a petition to make special accompanied by the fee set forth in 37 CFR 1.17(h);

(b) Presents all claims directed to a single invention, or if the Office determines that all the claims presented are not
obviously directed to a single invention, will make an election without traverse as a prerequisite to the grant of special
status;

(c) Submits a statement(s) that a pre-examination search was made, listing the field of search by class and subclass,

publication, Chemical Abstracts, foreign patents, etc. The pre-examination search must be directed to the invention as
claimed in the application for which special status is requested. A search made by a foreign patent office satisfies this
requirement;

BEST AVAILABLE COPY
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@ Submits one copy each of the references deemed most closely related to the subject matter encompassed by the
claims if said references are not already of record; and

(e) Submits a detailed discussion of the references, which discussion points out, with the particularity required by 37
CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the references.

Petition to Make Special GRANTED since all of the requirements for special status under
MPEP § 708.02(VIII) have been met.

The application file is being forwarded to the Examiner for accelerated examination in
accordance with M.P.E.P. §708.02, Section VIIL If the application is subsequently allowed, it
will be given priority for printing. See M.P.E.P. §1309.

(
Brian L. {ohn,
Special Program\Examin
Technology Center 2100
Computer Architecture, Software and Information Security

703-308-0885

BLJ: 8/18/04

BEST AVAILABLE COPY
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Paper No. 9

Davidson Davidson & Kappel
485 Seventh Avenue, 14" Floor

New York, NY 10018 COPY MAILED
FEB 2 62004

In re Application of .

Abbotti:}': al. : OFHCE OF PETITIONS

Application No. 09/808,067 :
Filed: March 14, 2001 : ON PETITION
Attorney Docket No. 976.1001 :

This is a decision on the petition under 37 CFR 1.137(b), filed February 17, 2004, to revive the above-
identified application.

The petition is Granted.

The above-identified application became abandoned of failure to reply in a timely manner to the Notice to
File Corrected Application Papers mailed April 20, 2001, which set a period for reply of ( 2) two months
from the mail date of the Notice. No extensions of time under the provisions of 37 CFR 1.136 have been
obtained. Accordingly, the application became abandoned on June 21, 2001.

The application file is being forwarded to the Office of Initial Patent Examination Division for further
processing.

Telephone inquiries should be directed to the undersigned at (703) 308-691 1.

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Richard F. Giunta
WOLF, GREENFIELD &

SACKS, P.C.

Federal Reserve Plaza

600 Atlantic Avenue MAI LED
Boston, MA 02210 APR 12 2006
In re Application of: Technology Center 2100

Ciongoli, et al.
Application No. 09/808,102
Filed: March 13, 2001

For: PHYSICAL SWITCHED NETWORK DECISION ON REQUEST TO
SECURITY WITHDRAW AS ATTORNEY
OR AGENT

This is a decision on the Request to Withdraw from Representation filed October 4,
2004.

A grantable request to withdraw as attorney of record should indicate thereon the present
mailing addresses of the attorney(s) who is/are withdrawing from the record and of the
applicant. The request for withdrawal must be signed by every attorney seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of
another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date of the maximum time period which can be
extended under 37 CF.R. § 1.136(a). The effective date of withdrawal being the date of
decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further
requires that the applicant or patent owner be notified of the withdrawal of the attorney
or agent.

The request is GRANTED.

Because there was no request for a correspondence address change, all future
communications from the U.S. Patent and Trademark Office (Office) will continue to be
addressed to the above-mentioned address until further notice. Applicant is reminded of
the obligation to provide the Office with any change of correspondence address to
ensure receipt of all correspondence.



Serial No.: 09/808,102
Decision on Petition

awes. . /’WAW;&

71 “Vincent N. Trans
Special Program Examiner
Technology Center 2100
Computer Architecture, Software, and
Information Security
571-272-3613
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FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, LLP

1300 I STREET, NW
WASHINGTON, DC 20005 | _ COPY MAILED

JUL 1 62004
In re Application of - OFFICE OF PETITIONS
Yeou-Yen Chen, et al. :
Application No. 09/808,197 ' : ON PETITION

Filed: March 13, 2001
Attorney Docket No. 09136.0008

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longér investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Telephone inquiries concerning this matter may be directed to Retta Williams at (703) 306-5594
or in my absence, Frances Hicks at (703) 305-8680.

The file is being forwarded to the Publication Division.

KD A -

Retta Williams

Petitions Examiner Petitions Examiner

Office of Petitions : Office of Petitions

Office of the Deputy Commissioner Office of the Deputy Commissioner

for Patent Examination Policy for Patent Examination Policy
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In re Application of .

Wong, et al. : T DECISION ON PETITION

Application No. 09/808,221
Filing Date: 14 March, 2001
Attorney Docket No. 14098

" ThlSlS a decision on the renewed pe't'itriorilr filed on 25 Augilst, 2004, to revive the instant
application 37 C.F.R. §1.137(b) as having been abandoned due to unintentional delay.

For the reasons set forth below, the petition under 37 C.F.R.§1.137(b) GRANTED.

BACKGROUND

The record reflects that:

. Petitioner failed to reply timely and properly to the final Office action mailed on 23
January, 2004, with reply due, absent extension of time on or before 23 April, 2004;

. on 12 May, 2004, Petitioner filed a request and fee for a one- (1-) month extension of
time, and an after-final amendment, which the Examiner found in a 1 July, 2004,
Advisory Action not to be proper in that it failed to place the application in condition for
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allowance;'
. the instant application went abandoned after midnight 23 May, 2004;
. it does not appear that the Office mailed a Notice of Abandonment before the instant

petition was filed;
. with the instant petition (and fee), Petitioner submitted the reply (a request for continued

examination (RCE), fee, and a submission under 37 C.F.R. §1.114), and made the
statement of unintentional delay.

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is> shown to the
satisfaction of the Commissioner to have been "unavoidable."” 35 U.S.C. §133 (1994).2

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a petitioner to revive
a previously unavoidably or unintentionally, respectively, abandoned application under this
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding
- Office action, as well as filing the first petition seeking revival, must have been unavoidable for
the reply now to be accepted on petition.’

. Delays in responding properly raise the question whether delays are unavoidable.* Where there is
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing
_ that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a).}

! The proper response to the final Office action (see: MPEP 711.03(c)) must be in the form of: (a) an amendment prima facie
placing the application in condition for allowance; (b),a Notice of Appeal; or (c) a Request for Continued Examination (RCE) (with fee and
submission) under 37 C.F.R. §1.114.

235 U.5.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, uniess it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

3 Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.

4 .
See: Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Of Gaz.
Pat. Office at 86-87 (October 21, 1997).

5 See: In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pais. 1989).
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And the Petitioner must be diligent in attending to the matter.® Failure to do so does not
constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care.

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and
regulatory requirements of unavoidable delay, and also, by definition, are not intentional.”))

Allegations as to Unintentional Delay

A grantable petition under 37 C.F.R. §1.137(b) requires a petition, fee, statement of unintentional
delay, reply, and a terminal disclaimer and fee if appropriate.

As indicated above, Petitioner now has satisfied the regulatory requirements.

CONCLUSION

The petition under 37 C.F.R. §1.137(b) is granted.
The instant application is released to Technology Center 3600 for further processing.

Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305-

John J. illo_n, Jr.
Senior Attorney
Office of Petitions

6 See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment, 1124 Off: Gaz. Pat. Office 33
(March 19, 1991). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the
application revived. See 1124 Off. Gaz. Pat. Office supra.

7 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for
shipment by the US Postal Service, but other pressing matiers distract one’s attention and the mail is not timely deposited for shipment.
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OFFICE OF PETITIONS

In re Application of

Brian W. McKinnon : :

Application No. 09/808,228 : ON PETITION
Filed: March 14, 2001 :

Attorney Docket No. 10557/199332

This is a decision on the petition under 37 CFR 1.137(b), filed
September 9, 2004, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply to
the final Office action mailed December 2, 2003. A Notice of
Abandonment was mailed June 15, 2004.

The apglication is revived for consideration of a submission
under 37 CFR 1.114 (request for continued examination).

There is no indication that the person signing the instant
petition was ever given a power of attorney or authorization of
agent to prosecute the above-identified application. However, in
accordance with 37 CFR 1.34(a), the signature of Geoffrey K.
Gavin appearing on the petition shall constitute a representation
to the United States Patent and Trademark Office that he is
authorized to represent the particular party on whose behalf he
acts. A courtesy copy of this decision is geing mailed to
petitioner. However, if Mr. Gavin desires to receive future
correspondence regarding this application, the agpropriate ower
of attorney or authorization of agent must be submitted. All
future corresgondence regarding this application file will be
directed solely to the address of record until otherwise
instructed.

Teleghone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3204.
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The apglication file is being forwarded to Technology Center AU
3738, for further processing of the request for continued
examination under 37 CFR 1.114 filed September 9, 2004.

Zherry H, Briéézzgalkxdq
Petitions Examiner

Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

cc: GEOFFREY K. GAVIN
KILPATRICK STOCKTON, LLP
1100 PEACHTREE STREET, SUITE 2800
ATLANTA, GA 30344-4530
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OFFICE OF PETITIONS

In re Application of

Krikor Kouyoumdijan :

Application No. 09/808,291 : ON PETITION
Filed: March 14, 2001 :

Attorney Docket No. 00998/1H043-US1

This is a decision on the petition under 37 CFR 1.137(b) filed January 21, 2005, which is being
treated as a petition under 37 CFR 1.181 to withdraw the holding of abandonment. The Office
regrets the delay in responding to the instant petition.

The above application became abandoned for failure to timely respond to the final Office action
mailed January 21, 2004. The Office action set a three (3) month period for reply, and provided
for extensions of time under 37 CFR 1.136(a). Since no reply was received, the application was
held abandoned and a Notice of Abandonment was mailed on October 26, 2004.

Petitioner avers that a response was timely filed on June 21, 2004. In support, petitioner provides
a copy of an Amendment, the Notice of Appeal, petition for a two (2) month extension of time
and a copy of the stamped postcard receipt by the USPTO, which itemizes the above listed items
on June 21, 2004. It is also noted that petitioner supplied a copy of the Certificate of Express
Mailing under 37 CFR 1.10 dated June 21, 2004, which identifies a petition for two (2) month
extension of time, a Fee Transmittal sheet, an Amendment in response to final Office action, an
Amendment Transmittal, a conditional Notice of Appeal, a check in the amount of $210, a
Certificate of Express Mailing and a return postcard.

“A postcard receipt which itemizes and properly identifies the items which are being filed serves
as prima facie evidence of receipt in the USPTO of all the items listed thereon on the date
stamped thereon by the USPTO.” See MPEP 503.

In view of the above, the petition is granted and the abandonment is hereby withdrawn. No
petition fee is due for the instant petition and none has been charged.
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The two-month period for filing an Appeal Brief under 37 CFR 41.37(accompanied by the
fee required by 37 CFR 41.20(b)(2)), runs from the date of this decision.

A review of the record fails to indicate that a change of address has been submitted. Since the
address given on the petition differs from the address, of record, a courtesy copy of this decision
is being mailed to the address on the petition. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. All future correspondence regarding this application will be
directed solely to the address of record until otherwise instructed.

This application file is being referred to Technology Center Art Unit 3721, to await the filing of
an Appeal Brief.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-

" )

ndrea”Smith A
Petitions Examiner
Office of Petitions

cc: Darby & Darby, P.C.
P.O. Box 5257
New York, NY 10150-5257
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SEP 1 2 2006
In re Application of : OFFICE OF PETITIONS
James Riordan : DECISION ON PETITION

Application No. 09/808,341
Filed: March 14, 2001
Attorney Docket No. CA920000012US1

This is a decision on the petition under 37 CFR 1.137(b), filed April 5, 2006, to revive the above-
identified application.

This application became abandoned for failure to pay the issue and publication fees as required by the
Notice of Allowance and Fee(s) Due mailed on August 12, 2005, which set a three (3) month statutory
period for reply. Accordingly, the application became abandoned on November 13, 2005. A Notice of
Abandonment was mailed on January 24, 2006.

Petitioner has met the requirements under 37 CFR 1.137(b). Accordingly, the petition is granted.
This matter is being forwarded to the Office of Patent Publication for processing into a patent.

Telephone inquiries concerning the issuance of the application into a patent should be directed to the
Office of Patent Publication, Customer Service at (571) 272-4200.

Telephone inquiries specifically concerning this decision should be directed to the undersigned at
(571) 272-3211.

C .-~ Dorldl

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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MAR 1 3 2003
OFFICE OF PETITIONS
In re Appliéation of :
Brooks et al. ' :
Application No. 09/808, 351 _ : ON PETITION

Filed: 15 March, 2001
Attorney's Docket No. 58593.000006

This is a decision on the petition under 37 CFR 1.137(b),! filed
on 12 September, 2002, to revive the above-identified
application.

The petition is GRANTED.

This application became abandoned on 21 October, 2001, for
failure to timely submit an oath or declaration in compliance

N

‘Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that
where the delay in reply was unintentional, a petition may be filed to revive an
abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable
petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. 1In a nonprovisional
application abandoned for failure to prosecute, the required reply may be met by the
filing of a continuing application. In a nonprovisional application filed on or after
June 8, 1995, and abandoned for failure to prosecute, the required reply may also be
met by the filing of a request for continued examination in compliance with § 1.114.
In an application or patent, abandoned or lapsed for failure to pay the issue fee or
any portion thereof, the required reply must be the payment of the issue fee or any
outstanding balance thereof. 1In an application abandoned for failure to pay the
publication fee, the required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17 (m);

(3) a statement that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. The Commissioner may required additional information where
there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required
pursuant to 37 CFR 1.137(c)).




Application No. 09/808, 351 2

with 37 CFR 1.63 as required by the Notice to File Missing Parts
of Nonprovisional Application mailed on 20 April, 2001, which set
a two (2) month shortened period'for reply. On 22 October, 2001,
petitioners submitted a four (4) month time extension, but did
not submit the oath or declaration. In response, on 6 December,
2001, a Notice of Incomplete Reply (Nonprovisional) was mailed.
On 12 April, 2002, petitioners submitted an ocath or declaration
that was missing the signature of one of the inventors, Scott
Hillyard. Accordingly, a Notice of Incomplete Reply
(Nonprovisional) was mailed on 1 May, 2002, requiring an oath or
declaration signed by joint inventor Hillyard. Notice of
Abandonment was mailed on 12 February, 2003. :

Petitioners have now submitted a declaration signed by joint
inventor Hillyard.

The application will be forwarded to the Office of Initial Patent
Examination for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703)308-6918.

AV iad

uglas I. Wood
Senior Petitions Attorney
Office of Petitions
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In re Application of : OFFICE OF PETITIONS
Tomas Brodsky et al. :
Application No. 09/808,377 : ON PETITION

Filed: March 14, 2001
Attorney Docket No. US010059

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed January
25, 2008, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely reply within the meaning of 37 CFR 1.113 to the
final Office action mailed February 1, 2006, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on May 2, 2006. A Notice of Abandonment was mailed on April 9, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of a Request for Continued Examination (RCE) and fee of $810.00, and the submission required
by 37 CFR 1.114; (2) the petition fee of $1540.00; and (3) a proper statement of unintentional delay
Accordingly the RCE is accepted as being unintentionally delayed.

There is no mdlcatlon that the person signing the petition was ever given a power of attorney or
authorization of agent to prosecute the application. However, in accordance with 37 CFR 1.34(a), the
signature appearing on the petition shall constitute a representation to the United States Patent and
Trademark Office that he is authorized to represent the particular party in whose behalf he acts.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571) 272-4618.

This application is being referred to Technology Center AU 2622 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business on the amendment submitted in -
accordance with 37 CFR 1.114. (

arl Friedman
Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS

In re Application of ol '

Danishefsky et al. : : DECISION GRANTING

Application No. 09/808,451 D PETITION
Filed: March 13, 2001 :

Attorney Docket No. 2003080-0069 (SK-744-

US/CON2)

This is a decision on the petition under 37 CFR 1.10(c), filed July 2, 2001, reqUesting
that the above-identified application be accorded a filing date of March 13, 2001,
rather than the presently accorded filing date of March 14, 2001.

Petitioners allege that the application was deposited in Express Mail service on March
13, 2001. In support, the petition is accompanied by a copy of Express Mail Receipt
No. EL603009518US (the same Express Mail number found on the original application
papers located in the official file) showing a “date in” of March 13, 2001. 4

In view of the above, the petition is GRANTED.
Accordingly, the application is entitled to a filing. date of March 13, 2001.
Since the instant petition has been grantéd, no petiti.on fee is required.

The application is being forwarded to Office of Initial Patent Examination for the
issuance of a corrected filing receipt with a filing date of March 13, 2001, and will
then be forwarded to Technology Center 1600 for examination in due course.

Telephone inquiries concerning this matter may be directed to Lesley Morris at (703)
306-0028.

DN/~ Tor

Beverly M. Flanagan

Supervisory Petitions Examiner

Office of Petitions e

Office of the Deputy Commissioner \
for Patent Examination Policy
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OFFICE OF PETITIONS

In re Patent No. 6,656,961
Issue Date: December 2, 2003 :
Application No. 09/808,451 : ON PETITION
Filed: March 13, 2001 :
Attorney Docket No. 2003080-0069 (SK-744-
us/C '

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit
held that 37 CFR 1.28(c) is the sole provision governing the time for correction of the
erroneous payment of the issue fee as a small entity. See DH Technology v.
?g(%)rgvstcx International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1,

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this
Notice is intended to imply that an investigation was done.

It is not apparent whether the person signing the instant petition was ever given a power
of attorney or authorization of agent to prosecute this patent. In accordance with 1537 CFR
1.34(a), the signature appearing on the petition shall constitute a representation to the
United States Patent andp Trademark Office that he/she is authorized to represent the
particular party in whose behalf he/she acts.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in
this patent must be paid at the large entity rate.

Telephone inguiriés concerning this decision should be directed to the undersigned at
(571) 272-7751.

oo Sb

Joan Olszewski.
Petitions Examiner
Office of Petitions
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Art Unit: 1645

Examiner: To be assigned

METHOD OF SIMULTANEOUS

DETECTION OF BASE CHANGES ,

(SDBC) IN EXPRESSED GENES Attorney Docket No.: 9693-004-999
| RESPONSE TO NOTICE TO FILE

MISSING PARTS OF NON-PROVISIONAL APPLICATION

Assistant Commissioner for Patents
Box Patent Application
Washington, D.C. 20231

Sir:

In response to the Notice to File Missing Parts of Nonprovisional Application
(“Notice”), dated June, 20, 2001, please consider the remarks below. Applicant includes
herewith (a) a copy of the Notice; (b) an executed Declaration and Power of Attorney; (c) a
Transmittal of Sequence Listing and Preliminary Amendment Under 37 C.F.R. § 1.115; (c) a
Sequence Listing pursuant to 37 C.F.R. § 1.821(c) and (e) in paper and computer readable
form; and (d) a Petition For Extension of Time from August 20, 2001 to and including
September 20, 2001 including authorization of payment of the necessary fee.

It is estimated that a fee of $65.00 (small entity) is required for filing this Response.
Please charge the required fee to Pennie & Edmonds LLP Deposit Account No. 16-1150. A
copy of this sheet is enclosed.

Respectfully submitted,

Date__September 20, 2001 \T\(\O‘(\(\CLD i - pfm 29.258
Thomas E. Friebel (Reg. No.)
PENNIE & EDMONDS LLP

1155 Avenue of the Americas
New York, New York 10036-2711
(212) 790-9090

oy Do B Paucdaumlon
%\O@ A0, 9248

NY2 - 1239539.1
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“\ w NITED STATES PATENT AB‘I\ZHEADENMARK O:—FEE‘
PRAL ") T st gor
| APPLICATION NUMBER %, FILING/RECEIREDATE | FIRSTNAMED APPLICANT | ~ ATTORNEY DOCKETNUMBER |
09/808,504 &g ppipeido01 Ovidiu Platica 9693-004
, CONFIRMATION NO. 3612
g%ﬁﬁm AND EDMONDS FORMALITIES LETTER
1155 AVENUE OF THE AMERICAS IR R A G
NEW YORK, NY 100362711 "0C000000006202283"

Date Mailed: 06/20/2001

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)
Filing Date Granted

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained by
filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a).

The oath or declaration is unsigned.

To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1.16(e)

of $65 for a small entity in compliance with 37 CFR 1.27, must be submitted with the missing items
identified in this letter.

e The bhalance due by applicant is $ 65.

This application clearly fails to comply with the requirements of 37 C.F.R. 1.821-1.825. Applicant's
attention is directed to the final rulemaking notice published at 55 FR 18230 (May 1, 1990), and 1114
OG 29 (May 15, 1990). If the effective filing date is on or after July 1, 1998, see the final rulemaking
notice published at 63 FR 29620 (June 1, 1998) and 1211 OG 82 (June 23, 1998). If the effective filing
date is on or after September 8, 2000, see the final rulemaking notice published in the Federal Register
at 65 FR 54604 (September 8, 2000) and 1238 OG 145 (September 19, 2000). Applicant must provide
an initial computer readable form (CRF) copy of the "Sequence Listing", an initial paper or compact disc
copy of the "Sequence Listing", as well as an amendment directing its entry into the application.
Applicant must also provide a statement that the content of the sequence listing information recorded in
computer readable form is identical to the written (on paper or compact disc) sequence listing and,
where applicable, includes no new matter, as required by 37 CFR 1.821(e), 1.821(f), 1.821(g), 1.825(b),
or 1.825(d). If applicant desires the sequence listing in the instant application to be identical with that of
another application on file in the U.S. Patent and Trademark Office, such request in accordance with 37
CFR 1.821(e) may be submitted in lieu of a new CRF.

For questions regarding compliance to these requirements, please contact:

» For Rules Interpretation, call (703) 308-4216
s To Purchase Patentln Software, call (703) 306-2600

09/26/2001 SSEBHEL  QOOODDEL 161150  09B0RS04
01 FLa205 65.00 TH

{Jj:é// \
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n For Patentin Software Program Help, call (703) 306-4119 or e-mail at
patin21help@uspto.gov or patin3help@uspto.gov

A copy of this notice MUST be returned with the reply.

Customer Service Center

* Initial Patent Examination Division (703) 308-1202
PART 2 - COPY TO BE RETURNED WITH RESPONSE
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SEP 2 3 2003

In re Application of OFFICE OF PETITIONS
Zhang et al. :
Application No. 09/808,659 : ON PETITION

Filed: March 14, 2001
Attorney Docket No. USP1460A-JZ2

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed August 27, 2003, to revive the
above-identified application.

The petition is granted.

The above-identified application became abandoned for failure to reply in a timely manner to the
Notice to File Corrected Application Papers (Notice) mailed May 8, 2001. The Notice set a
period for reply of two (2) nonths from the mail date of the Notice. No extensions of time under
the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the above-identified application
became abandoned on July 9, 2001.

Petitioner has met the requirements to revive the above-identified application pursuant to
37 CFR 1.137(b).

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a request to change the address of
record should be filed. A courtesy copy of this decision is being mailed to the address given on
the p%tition; however, the Office will mail all future correspondence solely to the address of
record.

The file is now being forwarded to the Office of Initial Patent Examination.

Telephone inquiries shouid be directed io Paia

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

:ana Chase at {703) 306-0482.

o
419}
8
-
Y
o

cc: Raymond Y. Chan
108 N. Ynez Avenue, #128
Monterey Park, CA 91754
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Chad C. Soliz
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In re Application of : SEP 24

Pelouch, Wayne S. Do F PETITIONS

Application No. 09/968,974 : Bﬁﬂs‘}:ﬁf?TION

Filed: October 1, 2001
Attorney Docket No. 14583-006

\

This is a decision on the petition under 37 CFR 1.137(b), filed August 25, 2003, to revive the above-
identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner in reply to the
Notice to File Missing Parts of Non-provisional Application (Notice) mailed November 7, 2001, which
set a period for reply of two months from the mail date of the Notice. No extensions of time under the
provisions of 37 CFR 1.136 have been obtained. Accordingly, the application became abandoned on
January 8, 2002.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of address should be filed in
accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address given on
the petition; however, the Office will mail all future correspondence solely to the address of record.

Telephone inquiries concerning this decision should be directed to Latrice Bond at (703) 308-6911.

The application file is being forwarded te the Office of Initial Patent Examination for further processing.

P, o

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

cc: James R. Young
Faegre & Benson
1900 Fifteenth Street
Boulder, CO 80302-5414
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"

In re Application of OFFICE OF PETITIONS
William A. McMillan et al :
Application No. 09/808,674 : NOTICE
Filed: March 14, 2001 :
Attorney Docket No. 020048-003310US

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the

issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff at (703)
305-9285.

This file is being forwarded to Technology Center 1600.

A

~

“Trvin Dingle
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of
James G. Watson :
Serial No. 09/808,686 :  DECISION ON PETITION
Filed: March 15, 2001 : TO MAKE SPECIAL
For: PRECISION ELECTRIC MITER:
BOX :

Applicant's petition, filed May 30, 2001, requests that this application be
rendered special for examination in that applicant is over sixty-five (65) years
of age.

The petition has been reviewed and is found to be in compliance with the
requirements for special status as set forth in Section 708.02(IV) of the Manual
of Patent Examining Procedure (MPEP).

PETITION GRANTED.

ClHae_c

E. Rollins-Cross, Director
Technology Center 3700

Leonard Bloom and Associates, LLC
Intellectual Property Law Offices
401 Washington Avenue, Suite 905
Towson, MD 21204
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I Applicati f
Jr;r:lees Iép \17;;18001;0 . OFFICE OF PETITIONS
Application No. 09/808,686 : ON PETITION

Filed: March 15, 2001
Attorney Docket No. 21046-PA

This is a decision on the petition under 37 CFR 1.137(b), filed May 2, 2003, to revive
the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely
manner to the non-final Office action mailed February 14, 2002, which set a
shortened statutory period for reply of three (3) months. No extensions of time
under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the above-
identified application became abandoned on May 15, 2002.

Telephone inquiries concerning this decision should be directed to Wan Laymon at
(703) 305-9282.

The application file is being forwarded to Technology Center AU 3724.

nJan %{'ﬂh
Wan Layrdon

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

D.C. 20231
www.uspto.gov
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OFFICE OF PETITIONS

In re Application of :

Squires : DECISION ON PETITION

Application No. 10/808, 703 :

Filed: March 14, 2001 :

Attorney Docket No.:
044502.0017

This is a decision on the petition under 37 CFR 1.137(b), filed
September 13, 2004, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned September 4, 2004 for failure
to timely submit the issue fee in response to the Notice of
Allowance and Issue Fee(s) Due ("Notice”) mailed June 3, 2004.
The Notice set a three (3) month statutory period for reply.
This decision precedes Notice of Abandonment.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by: (1) the required reply to the outstanding Office
action or notice, unless previously filed; (2) the petition fee
as set forth in 37 C.F.R. § 1.17(m); (3) a statement that the
entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to
37 C.F.R. § 1.137(b) was unintentional; and (4)any terminal
disclaimer (and fee set forth in 37 C.F.R. § 1.20(d)) required
pursuant to 37 C.F.R. § 1.137(c).

The instant petition has been reviewed and found in compliance
with the provisions of 37 CFR 1.137(b). Accordingly, the failure
to timely submit a proper reply to the Notice is accepted as
having been unintentionally delayed.

It is not apparent whether the person signing the statement of
unintentional delay was in a position to have firsthand or
direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having
been made as the result of a reasonable inguiry into the facts
and circumstances of such delay. See 37 CFR 10.18(b) and Changes




Application No. 09/808,703

to Patent Practice and Procedure; Final Rule Notice, 62 Fed.
Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office
63, 103 (October 21, 1997). In the event that such an inquiry
has not been made, petitioner must make such an inquiry. If such
inquiry results in the discovery that it is not correct that
the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant
to 37 CFR 1.137(b) was unintentional, petitioner must notify the
Office.

There is no indication that petitioner herein was ever empowered
to prosecute the instant application. If petitioner desires to
receive future correspondence regarding this application, the
appropriate power of attorney documentation must be submitted. A
courtesy copy of this decision will be mailed to petitioner.
However, all future correspondence will be directed to the
address of record until such time as appropriate instructions
are received to the contrary.

This application will be forwarded to the Publications Division
for further processing.

Telephone inquiries concerning this matter may be directed to
the undersigned at (571) 272-3205.

L Lep it

. Brown
Petitions Attorney
Office of Petitions

CC: FRANK C. EYMARD
ADAMS AND REESE LLP
4500 One Shell Square
New Orleans, Louisiana 70139
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DEC 0 7 2005
OFFICE OF PETITIONS
In re
McMillan, et al. :
Ap lication No. 09/808, 706 : DECISION ON APPLICATION

Filed: March 14, 2001 : FOR PATENT TERM ADJUSTMENT
Patent No. 6,911,327 :
Issued: June 28, 2005

This is a decision on the “APPLICATION FOR PTA UNDER 37 C.F.R.

§ 1.705(b)”, filed August 31, 2005, requesting correction of the
patent term adjustment (PTA) indicated on the Determination of
Patent Term Adjustment mailed January 25, 2005.

The application for patent term adjustmenﬁ is DISMISSED.

The Notice of Allowance and Determination of Patent Term
Adjustment were mailed on January 25, 2005. Applicants paid the
issue fee on March 31, 2005.

An application for patent term adjustment under 37 C.F.R.

§ 1.705(b) must be made prior to payment of the issue fee. As
such, the instant application for patent term adjustment is
untimely filed.

Receipt of the $200 fee set forth in 37 C.F.R. § 1.18(e) is
acknowledged.

Tele%hone inquiries specific to this matter should be directed to
Cliff Congo, Petitions Attorney, at (571)272-3207.

Kery Fries
Senior Legal Advisor
Office of Patent Legal Administration

Office of Deputy Commissioner
for Patent Examination Policy
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In re Application of : OFFICE OF PETITIONS
Michael B. Jacobson :
Application No. 09/808,710 : ON PETITION

Filed: March 14, 2001
Atty Docket No. 10971442-1

This is a decision on the petition, filed November 12, 2004, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37
CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 15, 2004, in the above-identified application
cannot be refunded. If, however, the above-identified application is again allowed, petitioner may
request that it be applied towards the issue fee required by the new Notice of Allowance. '

Telephone inquiries relating to this decision should be directed to the undersigned at (571) 272-3204.
After the application is received in the Office of Petitions, the file will be forwarded to Technology

Center AU 2133 for further processing of the request for continued examination under 37 CFR 1.114
vember 12, 2004.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

'The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon:
“Commissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any
previously paid issue fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed and timely submitted to
avoid abandonment. Note the language in bold text on the first page of the Notice of Allowance and
Fee(s) Due (PTOL-85).
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COPY MAILED

M. ROBERT KESTENBAUM JUN 2 92004

11011 BERMUDA DUNES NE
ALBUQUERQUE NM 87111 OFFICE OF PETITIONS

In re Application of

Drexel, et al : DECISION ON PETITION
Application No. 09/808,714 :

Filing Date: 14 March, 2001

Attorney Docket No. (Z) 00022 P US

This is a decision on the petitien filed on 23 April, 2004, alleging unintentional delay under 37
C.F.R. §1.137(b).

For the reasons set forth below, the petition under 37 C.F.R.§1.137(b) is GRANTED.

BACKGROUND
The record reﬂeéts that:
. Petitioner failed to reply timely and properly to the non-final Office action mailed on 18
November, 2002, with reply due absent an extension of time on or before 18 February,
2003;
. the application went abandoned by operation of law after midnight 18 February, 2003;

. the Office mailed a Notice of Abandonment on 8 August, 2003;
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. with the instant petition and fee and statement of unintentional delay, Petitioner filed an

amendment as the required reply.

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable.” 35 U.S.C. §133 (1994).

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a petitioner to revive
. a previously unavoidably or unintentionally, respectively, abandoned application under this
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding
Office action, as well as filing the first petition seeking revival, must have been unavoidable for
the reply now to be accepted on petition.

Delays in responding properly raise the question whether delays are unavoidable.® Where there is
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing
that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a).}
And the Petitioner must be diligent in attending to the matter.> Failure to do so does not
constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care.

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and
regulatory requirements of unavoidable delay, and also, by definition, are not intentional.?))

The requirements for a grantable petition under 37 C.F.R. §1.137(b) are the petition and fee, a

'35 U.5.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application. :
Upon failure of the applicant to prosecute the application within six months after any action therein. of which notice has been given or mailed to
the applicant. or within such shorter time, not less than thirty days. as {ixed by the Commissioner in such action, the application shal) be
regarded as abandoned by the parties thereto. unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

2 Therefore. by example. an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.

3 See: Changes to Patent Praciice and Procedure: Final Rule Notice. 62 Fed. Reg. at 53138-59 (October 10. 1997), 1203 Off Gaz.
Par: Office 21 86-87 (October 21. 1997). ~

4 See: Inre Anniicafion of G. |1 USPQ2d 1378. 1380 (Comm'r Pais. £989).

5 See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment. 1124 Off. Gaz. Pat. Office 33
{March 19.1991). It was and is Petitioner’s burden to exercise diligence in seeking either to have the helding of abandonment withdrawn or the
application revived. Sec 1124 OfT. Gaz. Pat. Office supra.

¢ Therefore, by exampte, an unintentional delay in the reply might occur if the reply and wansmittal form are to be prepared for
shipment by the US Postal Service. but other pressing matters disiract one’s attention and the mail is not timely deposited for shipment.



Application No. 09/808,714 3

showing of unintentional delay, a proper reply, and a terminal disclaimer where appropriate. Here
the terminal disclaimer is unnecessary. Petitioner has filed the petition, fee and reply, and made
the statement of unintentional delay.

CONCLUSION

The instant petition under 37 C.F.R. §1.137(b) hereby is granted.

The instant application is forwarded to Technology Center 2800 for further processing in due
course.

Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305-
9199.

S
John J. Gillon, Ir.

Senior Attorney
Office of Petitions
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SCHWEGMAN, LUNDBERG & WOESSNER, P.A. Mail Date: 04/20/2010
P.O. BOX 2938
MINNEAPOLIS, MN 55402

Applicant : Huy Thanh Vo : DECISION ON REQUEST FOR
Patent Number : 7570504 : RECALCULATION of PATENT
Issue Date : 08/04/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/808, 750 : OF WYETH AND NOTICE OF INTENT TO

Filed : 03/15/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 632 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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SPE RESPONSE FOR CERTIFICATE OF CdRRECTION

Paper No.:
DATE : 6/26/09
TO SPE OF :ART UNIT 2451
SUBJECT : Request for Certilicate of Correction for Appl. No.: 09808857 Patent No.: 6934736 B2

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. '

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 3D40-D
e Location

0

Certificates of Correction Branch

. | 703-756-1574
Thank You For Your Assistance '

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

}Z],\Approved All changes apply.

U Approved in Part Specify below which changes do not apply.

0O Denied State the reasons for denial below.
Comments:

b 2 ~f U
oo =

/ SUPERVISORY PATEM“ EXAMINER
(/

Y o
2457
PYTON 2N (PR 7inay

PAGE 111 RCVD AT 712812009 :22:12 PM [Easten Dayligh Time) * SVR:USPTO-EFXRF-6/11* DNIS:Z700990 CSID:* DURATION (mm-5s|:0048 Trademark O
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Julie L. Reed

MARGER JOHNSON & McCOLLOM, P.C.

103? S.}V. Mo’ll'ris'on Street ¢ COPY MAILED

Portland OR 97205 FEB 2 7 2003
OFFICE OF PETITIONS

Applicant: Feng et al.

A pl. No.: 09/808,862

Filing Date: March 14, 2001

Title: METHOD AND APPARATUS FOR BACKGROUND ADJUSTMENT IN COLOR
REPRODUCTION DEVICES

Attorney Docket No.: 8371-120

Pub. No.: US 2002/0159080 Al

Pub. Date: October 31, 2002

This is in response to the request for correction of patent application publication under
37 CFR 1.221(b), which was filed on December 17, 2002.

The request is DISMISSED.

The instant request is that the application be republished because the patent application
publication contain a mistake, wl?ich is a material mistake. Ap{)licant states that the Office
published the wrong name for the third inventor, as the Office listed “James Charles Dalrymple”
as the third inventor when it should have listed his name as “John Charles Dalrymple”. Applicants
ﬁ)resentative further states that the transmittal letter correctly list the third inventor as “John

re
Charles Dalrymple”.

37 CFR 1.221(b) is applicable “only when the Office makes a material mistake which is apparent
from Office records.” A material mistake must affect the public’s ability to appreciate the
technical disclosure of the patent application publication, to determine the scope of the patent
application publication, or to determine the scope of the provisional rights that an applicant may :
seek to enforce upon issuance of a patent.! The instant request does not identify a material
mistake in the publication made by the Office:

The Declaration filed with the application lists the third inventor as “James Charles D ple”,
the Office looks to Declaration for the names of the inventors. An inventor’s name on the
transmittal letter does not control over the name of an inventor on a signed Declaration. The
inventorship has not been changed. Applicant should consider filing a new Declaration.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of the
application in compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17()).” If tge request for republication does not comply with the electronic filing system

!Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept.
20, 2000), 1239 Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(b), should be submitted via the EFS system
and questions or request for reconsideration of this decision, should be addressed as follows:

By mail to: Box PGPUB
Commissioner for Patents
Washington DC 20231
By facsimile: 703-305-8568

The application is being forwarded to Technology Center 2600 to await further examination in
due course.

Inquiries relating to this matter may be directed to Mark Polutta at (703) 308-8122 (voice) or
(703) 746-3465 (facsimile).

o () JF

ark O. Polutta
Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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Egon E. Berg
American Home Products Corp.

Patent Law Dept. | COPY MAILED

Five Giralda Farms

Madison, NJ 07940 JUL 1 9 2004
OFFICE OF PETITIONS

In re Application of

James H. Pickar :

Application No. 09/808,878 : ON PETITION

Filed: March 15, 2001
Attorney Docket No. AM100226

This is a decision on the petition under 37 CFR 1.137(b), filed May 3, 2004, to revive the above-
identified application.

The petition is GRANTED.

The two-month period for filing an appeal brief in triplicate (accompanied by the fee required by
37 CFR 1.17(c)), runs from the date of this decision.

Telephone inquiries concerning this decision should be directed to the undersigned at (703) 306-3475.

The application file is being referred to Technology Center 1600.

\Wg (éﬂ ZK/
Marianne E. Jenkins

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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MY 5 2006

FINNEGAN HENDERSON FARABOW GARRETT
& DUNNER, LLP

901 NEW YORK AVENUE, N.W.

WASHINGTON; DC 20001-4413

In re Application of

J. Pickar et al :

Serial No.: 09/808,878 : PETITION DECISION
Filed: March 15, 2001 :

Attorney Docket No.: AM100226

This is a decision on applicants’ request for a two week Extension of Time under 37 CFR
1.136(b) filed on April 24, 2004.

The fee for the extension of time of $200.00 will be charged to applicants’ Deposit Account
No. 01-1425, as directed.

The Request is GRANTED for one month.

Patent Owner’s due date for filing a Reply Brief is extended by ONE MONTH to May 24, 2006.

illiam R. Dixon, Jr.
Special Program Examiner
Technology Center 1600
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ROBERT S. KLEMZ
ONE OXFORD CENTRE, 38TH FLOOR
301 GRANT STREET
PITTSBURGH, PA 15219 COPY MAILED
NOV 1 9 2001
In re Application of : OFFICE OF PETITIONS
Bruce Bryan et al. : '
Application No. 09/808,898 : DECISION GRANTING

Filed: March 15, 2001 :STATUS UNDER 37 CFR 1.47(a)
For: RENILLA RENIFORMIS :

FLUORESCENT PROTEINS, NUCLEIC

ACIDS ENCODING THE FLUORESCENT

PROTEINS AND THE USE THEREOF IN

DIAGNOSTICS, HIGH THROUGHPUT

SCREENING AND NOVELTY ITEMS

_ This is in response to the petition under 37 CFR 1.47(a), filed September 17, 2001.

The petition is granted.

Petitioner has shown that the non-signing inventor has refused to join in the filing of the
above-identified application.

The above-identified application and papers have been reviewed and found in compliance
with 37 CFR 1.47(a). This application is hereby accorded Rule 1.47(a) status. As provided in
Rule 1.47(c), this Office will forward notice of this application's filing to the non-signing
inventor at the address given in the petition. Notice of the filing of this application will also
be published in the Official Gazette.

Telephone inquiries regarding this decision should be directed to Irvin Dingle at (703) 306-
5684.

This application is being forwarded to the Initial Patent Examination Unit.

(
C lsl a;;ces ﬁlcgs

Lead Petitions Examiner
Office of Petitions

- _Office of the Deputy Commissioner _ _ - : . - S A
" for Patent Examination Policy
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PIETRAGALLO, BOSICK & GORDON
ONE OXFORD CENTRE, 38TH FLOOR of Direckor’s 0i o
301 GRANT STREET Ce of Patent Puoiication

PITTSBURGH, PA 15219-6404

In re Application of

BRYAN, BRUCE, et al. :

Application No. 09/808,898 : DECISION ON PETITION
Filed: March 15, 2001 :

Attorney Docket No. LUME 48487

This is a decision on the Petition Under 37 CFR 1.181 Requesting Withdrawal Of Holding Of
Abandonment, received in the United States Patent & Trademark (USPTO) on March 27, 2006.

The petition is DISMISSED. Any request for reconsideration of this decision, or as explained
below, filing a petition seeking revival under 37 CFR § 1.137, must be filed within TWO
MONTHS (2) from the mail date of this decision.

The above-identified application was held abandoned for applicant’s failure to timely pay the
issue fee, as required in the Notice of Allowance and Fee(s) Due, mailed May 4, 2005. The
Notice of Abandonment mailed March 20, 2006, indicates that the submitted fee of $0 is
insufficient. A balance of $1,700 is due.

The Office acknowledges receipt of Part B — Fee(s) Transmittal on July 12, 2005, authorizing
that the Issue Fee be charged to Deposit Account No. 50-0859. Unfortunately, on July 12, 2005,
when an attempt was made by the Office of Finance to charge the fees, there was an insufficient
fund in the Deposit Account.

37 CFR 1.25 (a) and (b), which states in part:

1.25(a) ...An amount sufficient to cover all fee, services, copies, etc., requested must
always be on deposit. Charges to accounts with insufficient funds will not be
accepted.”

1.25 (b) ...An authorization to charge a fee to a deposit account will not be considered
payment of the fee on the date the authorization to charge the fee is effective as to the
particular fee to be charged unless sufficient funds are present in the account to cover
the fee.

P.O. Box 1450, Alexandria, Virginia 22313-1450 - www.USPTO.GOV
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. Inlight of the non-compliance with 37 CFR 1.25, the holding of abandonment cannot be
withdrawn.

Applicant may seek relief by filing a petition for Revival of Abandoned Application under CFR §
1.137 (a) or (b). (Forms are available at USPTO website http://www.uspto.gov)

B . Under 37 CFR 1.137(a), a petition for the revival of an unaveidable abandoned
application

| Under 37 CFR 1.137(b), a petition for the revival of an unintentionally
abandoned application

Further inquires with respect to filing a petition under 37 CFR § 1.137 may be directed to the
Office of Petitions at 571-272-3282 or addressed as follows: :

By mail: Mail Stop Petitions
Commissioner for Patents
Office of Petitions
P O Box 1450
Alexandria, VA 22313-1450

Telephone inquires concerning this decision matter may be directed to the undersigned at 703 308-
9250 Ext. 137.

Wy
Thomas E. Hawkins
Paralegal Specialist

Office of the Director
Office of Patent Publications
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PIETRAGALLO, BOSICK & GORDON

ONE OXFORD CENTRE, 38TH FLOOR

301 GRANT STREET

PITTSBURGH, PA 15219-6404 COPY MAILED

JUL 2 1 2006
OFFICE OF PETITIONS

In re Application of

Bryan et al. :

Application No. 09/808,898 : ON PETITION
Filed: March 15, 2001 :

Attorney Docket Number:

LUME 48487

This is a decision on the Petition to Revive the Application
based upon unintentional abandonment, filed May 18, 2006.

The petition is granted.

The above-identified application became abandoned for failure to
timely and properly reply to the Notice of Allowance and Issue
Fee Due (“Notice”), mailed May 4, 2005. The Notice set a non-
extendable three (3) month period for reply. No reply having
been received, the application became abandoned on August 5,
2005. A Notice of Abandonment was mailed March 20, 2006.

With the instant petition Applicant has submitted the issue fee.

This application is being referred to Publishing Division for
processing into a patent.

Telephone inquiries concerning this matter should be directed to
the undersigned at (571) 272-3232.

Aﬂw oo &,

Derek L. Woods
Attorney
Office of Petitions
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LAHIVE & COCKFIELD ,
28 STATE STREET : COPY MAILED
BOSTON, MA 02109

JUN 1 12002
In re Application of : OFFICE OF PETITIONS
Eric Victor Siegel et al H
Application No. 09/808,911 : DECISION GRANTING STATUS

Filed: March 14, 2001 : UNDER 37 CFR 1.47(A)
For: ACCESS CONTROL PROTOCOL FOR : ‘
USER PROFILE MANAGEMENT

This is a decision on the petition filed June 7, 2002, requesting
reconsideration of a decision mailed April 8, 2002, which refused
to accord 37 CFR 1.47(a) status to the above-identified
application.

The petition is granted.

Petitioner has shown that the non-signing inventors have refused
to join in the filing of the above-identified application.

The above-identified application and papers have been reviewed
and found in compliance with 37 CFR 1.47(a). This application is
hereby accorded Rule 1.47(a) status. As provided in Rule
1.47(c), this Office will forward notice of this application's
filing to the non-signing inventors at the addresses given in the
petition. Notice of the filing of this application will also be
published in the Official Gazette.

Telephone inquiries regarding this decision should be directed to
Petitions Examiner Wan Laymon at (703) 306-5685.

This application is being forwarded to the Office of Initial
Patent Examination for further preexamination processing.

Lead Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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ERIC VICTOR SIEGEL
560 RIVERSIDE DRIVE, #13E

NEW YORK, NY 10027 " COPY MAILED

, JUN 1 1 2002
In re Application of
Siegel; Eskin; Chaffee; and Zhong OFFICE OF PETITIONS
Application No. 09/808,911 :
Filed: March 14, 2001
For: ACCESS CONTROL PROTOCOL FOR USER PROFILE MANAGEMENT

Dear Mr. Siegel:

You are named as a joint inventor in the above identified United
States patent application, filed under the provisions of 35 U.S.C.
116 {(United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you
will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the
file wrapper of the application, order copies of all or any part
thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent attorney or agent
presenting written authorization from you. If you care to join in
the application, counsel of record (see below) would presumably
assist you. Joining in the application would entail the filing of
an appropriate oath or declaration by you pursuant to 37 CFR 1.63.°

Telephone inquiries regarding this communication should be directed
to Wan Laymon at (703) 306-5685. Requests for information
regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to
pay for and order a copy of the application, or a specific paper in
the application, should be directed to Certification Division at
(703) 308-9726 or 1 (800) 972-6382 (outside the Washington D.C.
area) .

1es Hicks
Lead Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

cC:

LAHIVE & COCKFIELD
28 STATE STREET
BOSTON, MA 02109
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ALEXANDER DAY CHAFFEE
C/0 PURPLE TECHNOLOGY
1836 15TH STREET

SAN FRANCISCO, CA 94103 COPY MAILED

. JUN 1 1 2002
In re Application of :
Siegel; Eskin; Chaffee; and Zhong OFFICE OF PETITIONS
Application No. 09/808,911
Filed: March 14, 2001
For: ACCESS CONTROL PROTOCOL FOR USER PROFILE MANAGEMENT

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WasHINGTON, D.C. 20231

www.uspto.gov

Dear Mr. Chaffee:

You are named as a joint inventor in the above identified United
States patent application, filed under the provisions of 35 U.S.C.
116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you
will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the
file wrapper of the application, order copies of all or any part
thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent attorney or agent
presenting written authorization from you. If you care to join in
the application, counsel of record (see below) would presumably
assist you. Joining in the application would entail the filing of
an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed
to Wan Laymon at (703) 306-5685. Requests for information
regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to
pay for and order a copy of the application, or a specific paper in
the application, should be directed to Certification Division at
(703) 308-9726 or 1 (800) 972-6382 (outside the Washington D.C.
area) .

3

radwces ﬁicks

Lead Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

CcC:

LAHIVE & COCKFIELD
28 STATE STREET
BOSTON, MA 02109
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LAHIVE & COCKFIELD LLP
28 STATE STREET
BOSTON, MA 02109

COPY MAILED
APR 0 8 2002
In re Application of :
Eric Victor Siegel et al : OFFICE OF PETITIONS
Application No. 09/808,911 : ON PETITION

Filed: March 14, 2001
Attorney Docket No. KAQ-002

This is in response to the petition under 37 CFR 1.47(a), filed
January 30, 2002.

The petition is dismissed.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration of
Petition Under 37 CFR 1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor.

FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Any extensions of time -will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof
that the non-signing inventor cannot be reached or refuses to
sign the ocath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 35 U.S.C. §§
115 and 116; (3) the petition fee; and (4) a statement of the
last known address of the non-signing inventor. Applicant lacks
item (1) set forth above.

As to item (1), petitioner has not demonstrated with documented
evidence that inventor Eric Victor Siegel refuses to join in the
application after having been presented with the application
papers (specification, claims, drawings and declaration). In
this regard, Kevin J. Canning, attorney of record, states in the
present petition that “a bona fide attempt was made to present a
copy of the application papers (specification, including claims,
drawings, and oath or declaration) to Eric Victor Siegel and
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Alexander Day Chaffee for signature.” However, in his Statement
of Facts and in the letter to Mr. Siegel, it appears that only
the declaration was presented to inventor Siegel. Therefore,
based on the evidence submitted, it is unclear whether inventor
Siegel was presented with a complete copy of the application
papers for his review prior to any subsequent refusal.! If joint
inventor Siegel was not presented with a copy of the application
papers, then Mr. Siegel could not attest that he has “reviewed
and understands the application papers.” Did Mr. Siegel receive
the application papers? See MPEP 409.03(d). Unless petitioner
can show that a copy of the application papers was presented to
Mr. Siegel, then petitioner will have to mail a copy of the
complete application papers to Mr. Siegel’s last known address,
return receipt requested. A cover letter of instructions should
accompany the mailing of the application papers setting a
deadline or a statement that no response will constitute a
refusal. This sort of ultimatum lends support to a finding of
refusal by conduct. The proof of the pertinent events should be
made by a statement of someone with firsthand knowledge of the
events and should include documentary evidence, such as certified
mail return receipt, cover letter of instructions, telegraphs,
etc. See MPEP 409.03(d).

Where there is an express or oral refusal, that fact, along with
the time and place of the refusal, must be stated in an affidavit
or declaration by the party to whom the refusal was made. Where
there is a written refusal, a copy of the document (s) evidencing
that refusal must be made part of the affidavit or declaration.

When it is concluded by the rule 47 applicant that an omitted
inventor’s conduct constitutes a refusal, all facts upon which
that conclusion is based should be stated in an affidavit or
declaration. If there is documentary evidence to support facts
alleged in the affidavit or declaration, such evidence must be
submitted.

' The evidence is sufficient to establish that a copy of the
application papers was presented to Alexander Day Chaffee, the
other nonsigning inventor, in view of the reference thereto in
the letter dated September 12, 2001 to Mr. Chaffee, and that Mr.
Chaffee has not responded by the September 23, 2001 deadline set
forth therein.
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Whenever an omitted inventor gives a reason for refusing to sign
the application oath or declaration, that reason should be stated
in the affidavit or declaration.

In order to expedite reconsideration of the petition under 37 CFR
1.47 (a), petitioner should submit the petition by facsimile
transmission to the number indicated below and to the attention
of Wan Laymon. '

Further correspondence with respect to this matter should be
addressed as follows:

By mail: U.S. Patent and Trademark Office
Mail Stop DAC
P.O. Box 2327
Arlington, VA 22202

By FAX: (703) 308-6916
Attn: Office of Petitions

By hand: Crystal Plaza Four, Suite 3C23
2201 S. Clark Place
Arlington, VA

Telephone inquiries related to this decision should be directed
to Wan Laymon at (703) 306-5685.

Lead Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
. for Patent Examination Policy
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In re Application of :

LEVITIN ET AL. :  DECISION ON PETITION
Application No.: 09/808,962 :

Filed: March 16, 2001

This is a decision on petitioner’s request filed February 24, 2003, requesting withdrawal of the
holding of abandonment of the above-identified application because applicant timely submitted a
response to the Office communication mailed on May 23, 2002. A supplement to the request
was filed on August 7, 2003.

The petition is dismissed.

37 CFR 1.8 (b) states:
(b) In the event that correspondence is considered timely filed by being mailed or
transmitted in accordance with paragraph (a) of this section, but not received in the
Patent and Trademark Office, and the application is held to be abandoned or the
proceeding is dismissed, terminated, or decided with prejudice, the correspondence will
be considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of the correspondence
promptly after becoming aware that the Office has no evidence of receipt of the
correspondence;

(2) Supplies an additional copy of the previously mailed or transmitted

““correspondence and certificate; and '

(3) Includes a statement which attests on a personal knowledge basis or to the
satisfaction of the Commissioner to the previous timely mailing or transmission. If the
correspondence was sent by facsimile transmission, a copy of the sending unit’s report
confirming transmission may be used to support this statement.

«
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37 CFR 1.33(b) states: A

(b) Amendments and other papers. Amendments and other papers, except for written
assertions pursuant to § 1.27(c)(2)(ii) of this part, filed in the application must be signed
by:

(1) A registered attorney or agent of record appointed in compliance with §1.34(b);

(2) A registered attorney or agent not of record who acts in a representative capacity
under the provisions of § 1.34(a);

(3) An assignee as provided for under § 3.71(b) of this chapter; or

(4) All of the applicants (§ 1.41(b)) for patent, unless there is an assignee of the entire
interest and such assignee has taken action in the application in accordance with § 3.71
of this chapter.

Petitioner alleges that an amendment was filed on June 17, 2002, and June 25, 2002 by facsimile
transmission and that an additional copy was mailed after speaking to the examiner on May 28,
2002. As evidence, petitioner has included copies of telephone bills, a PS form 3811 with
USPTO stamp of June 24, 2002, and Notice of Publication Application.

Initially it is noted that the petitions were signed by only one of two inventors. As stated in 37
CFR 1.33(b), all applicants must sign amendments and other papers. While this petition is being
considered, no further petitions will be considered unless signed by all applicants. A review of
the copy of the amendments submitted reveals that they are unsigned and identify only one of the
two inventors. Should petitioners establish that a timely response was submitted, an amendment
signed by both applicants must also be submitted. The submission of such amendment will be
considered to ratify all previous amendments submitted.

A review of the amendment copies submitted do not indicate that a certificate of transmission
was used for the June 17, 2002 and June 25, 2002 transmissions. In addition, no certificate of
mailing was found. Copies of telephone bills do not take the place of a certificate of
transmission to establish a withdrawal of abandonment.

To establish that a paper not entitled to the benefit of a certificate of mailing or transmission
under 37 CFR 1.8(a) without an appropriate showing under 37 CFR 1.8(b) was filed in the
USPTO, applicants must have used Express Mail and complied with the provisions of 37 CFR
1.10, or have a post card receipt establishing that the paper was actually received in the USPTO.
Other than in these circumstances, the rules do not provide a mechanism for establishing that
such a paper was filed in the USPTO.

Petitioner’s PS form 3811 with USPTO stamp of June 24, 2002 does not establish that an
amendment for this application was received in the USPTO, as it does not identify this
application by the application number or provide an itemized listing of papers submitted as

would have been needed for a post card receipt that establishes that a paper was actually received
in the USPTO.
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Petitioners may file a renewed petition, without fee, addressing the points raised above. Any
request for reconsideration of this decision must be submitted within TWO (2) MONTHS from
the mail date of this decision, 37 CFR 1.181(f). No extensions of time under 37 CFR 1.136(a)
are permitted. The reconsideration request should include a cover letter entitled "Renewed
Petition under 37 CFR 1.181.” Alternatively, petitioners may wish to consider filing a petition to
revive under 37 CFR 1.137. See also MPEP 711.03(c). The rules and MPEP sections cited may
be found on the USPTO website at: www.uspto.gov.

Boxwed AT WS

Richard A. Bertsch, Director
Technology Center 3700
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United States Patent and Trademark Office
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COPY MAILED Paper No. 15

MIKHAIL LEVITIN JUL 13 2005
P.O. Box 102

REEDERS PA 18352-0102 OFFICE OF PETITIONS
In re Application of

MIKHAIL LEVITIN And Boris Khaytin : :

Application No. 09/808,962 : DECISION ON PETITION

Filed: March 16, 2001

Title: METHOD OF RUNNING A
CONDENSER FOR LIQUIDATION OF
STEAM OR VAPOR

This is a decision on the petition filed July 18, 2004, under 37 C.F.R. §1.137(a)', to revive the
above-identified application.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action, mailed May 23, 2002, which set a shortened statutory period for reply of
three (3) months. No response was received, and no extensions of time under the provisions of
37 C.F.R. §1.136(a) were requested. Accordingly, the above-identified application became
abandoned on June 24, 2002. A Notice of Abandonment was mailed on February 7, 2003.

A response to the non-final Office action was submitted on February 12, 2003. On February 24,
2003 a petition was filed to have the holding of abandonment withdrawn.> This petition was
dismissed via the mailing of a decision on May 19, 2004. With the present petition under 37
C.F.R. §1.137(a), Petitioner has submitted a statement of facts, the petition fee, and a copy of a
phone bill.

Petitioner has met reduirements (1) and (2) above. The fourth requirement is not épplicable.

1 A grantable petition pursuant to 37 CFR 1.137(a) must be accompanied by:
(1) The reply required to the outstanding Office action or notice, unless previously filed;
(2) The petition fee as set forth in § 1.17(1);
(3) A showing to the Commissioner that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition was unavoidable;
(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required pursuant to paragraph (d) of
this section. :
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As to item (3), the showing of record is not sufficient to establish to the satisfaction of the
Commissioner that the delay was unavoidable within the meaning of 37 CFR 1.137(a).

The Commissioner is responsible for determining the standard for unavoidable delay and
: for applying that standard.

“In the specialized field of patent law, . . . the Commissioner of Patent and Trademarks is
primarily responsible for the application and enforcement of the various narrow and technical
statutory and regulatory provisions., The Commissioner’s interpretation of those provisions is
entitled to considerable deference.” :

“[T]he Commissioner’s discretion cannot remain wholly uncontrolled, if the facts clearly
demonstrate that the applicant’s delay in prosecuting the application was unavoidable, ancg that
the Commissioner’s adverse determination lacked any basis in reason or common sense.”

“The court’s review of a Commissioner’s decision is ‘limited, however, to a determination of
whether the agency ﬁndm% was arbitrary, capricious, an abuse of discretion, or otherwise not in
accordance with the law.”’

“The scope of review under the arbitrary and c§1pricious standard is narrow and a court is not to
substitute its judgment for that of the agency.”

The standard

“[T]he question of whether an applicant’s delay in prosecuting an application was unavoidable
must be decided on a case-by-case basis, taking all of the facts and circumstances into account.”
The general question asked by the Office is: “Did Retitioner act as a reasonable and prudent
person in relation to his most important business?’

Nonawareness of a PTO rule will not constitute unavoidable ‘delgysg“he burden of showing the
cause of the delay is on the person seeking to revive the application”.

2 Rydeen v. Quigg, 748 F.Supp. 900, 904, 16 U.S.P.Q.2d (BNA) 1876 (D.D.C. 1990), aff’d without opinion (Rule
36), 937 F.2d 623 (Fed. Cir.1991) (citing Morganroth v. Quigg, 885 F.2d 843, 848, 12 U.S.P.Q.2d (BNA) 1125
(Fed. Cir. 1989); Ethicon, Inc. v. Quigg 849 F.2d 1422, 7 U.S.P.Q.2d (BNA 1152 (Fed. Cir. 1988) (“an agency’s
interpretation of a statute it administers is entitled to deference”); see also Chevron U.S.A. Inc. v. Natural Resources
Defence Council, Inc., 467 U.S. 837, 844, 81 L. Ed. 694, 104 S. Ct. 2778 (1984) (“if the statute is silent or
ambiguous with respect to the specific issue, the question for the court is whether the agency’s answer is based on a
permissible construction of the statute.”)

3 Commissariat A L’Energie Atomique et al. v. Watson, 274 F.2d 594, 597, 124 U.S.P.Q. (BNA) 126 (D.C. Cir.
1960) (emphasis added). ’

4 Haines v. Quigg, 673 F. Supp. 314, 316, 5 U.S.P.Q.2d (BNA) 1130 (N.D. Ind. 1987) (citing Camp v._Pitts, 411
U.S. 138,93 S. Ct.1241, 1244 (1973) (citing 5 U.S.C. 706 (2)(A)); Beerly v. Dept. of Treasury, 768 F.2d 942, 945
(7th Cir. 1985); Smith v. Mossinghoff, 217 U.S. App. D.C. 27, 671 F.2d 533, 538 (D.C. Cir.1982)).

5 Ray v. Lehman, 55 F.3d 606, 608, 34 U.S.P.Q2d (BNA) 1786 (Fed. Cir. 1995) (citing Motor Vehicles Mfts. -
Ass’n v. State Farm Mut. Auto. Ins. Co., 463 U.S. 29, 43, 77 L.Ed.2d 443, 103 S. Ct. 2856 (1983)).

6 I1d.

7 See In re Mattulah, 38 App. D.C. 497 (D.C. Cir. 1912).
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A delay caused by an applicant’s iack of knowledée or improper application of the patent statute

rules of practice, or the MPEP is not rendered “unavoidabﬁ:” I(iue tgpeither the a pligant’s ’
reliance upon oral adylc?ofrom USPTO employees or the USPTO’s failure to acfvise the applicant
to take corrective action .

The word ‘unavoidable’ . . . is applicable to ordinary human affairs, and requires no more
or greater care or diligence than is generally used and observed by prudent and careful
men in relation to their most important business. It permits them in the exercise of this
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and
reliable employees, and such other means and instrumentalities as are usually employed
in such important business. If unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities, there occurs a failure, it may
Erqperly be s;ﬂd to be unavoidable, all other conditions of promptness in its rectification
€ing present . ' ‘

A petition cannot be granted where a petitioner has failed to meet his or her burden of
establishing that the delay was “unavoidable ™*.”

The portions of the CFR and the MPEP relevant to the abandonment of this application

37 C.F.R. § 1.8 sets forth, in part:

§ 1.8 Certificate of mailing or transmission.

(a) Except in the cases enumerated in paragraph (a)(2) of this section, correspondence required to be
filed in the Patent and Trademark Office within a set period of time will be considered as being timely filed
if the procedure described in this section is followed. The actual date of receipt will be used for all

other purposes. '

(1) Correspondence will be considered as being timely filed if:

(i) The correspondence is mailed or transmitted prior to expiration of the set period of time by being:

(A) Addressed as set out in § 1.1(a) and deposited with the U.S. Postal Service with sufficient postage as
first class mail; or _

(B) Transmitted by facsimile to the Patent and Trademark Office in accordance with § 1.6(d); and

(ii) The correspondence includes a certificate for each piece of correspondence stating the date of deposit
or transmission. The person signing the certificate should have reasonable basis to expect that the
correspondence would be mailed or transmitted on or before the date indicated.

8 See Smith v. Mossinghoff, 671 F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (Fed. Cir. 1982) (citing Potter v. Dann,
201 U.S.P.Q. (BNA) 574 (D.D.C. 1978) for the proposition that counsel’s nonawareness of PTO rules does not
constitute “unavoidable” delay)). Although court decisions have only addressed the issue of lack of knowledge of
an attorney, there is no reason to expect a different result due to lack of knowledge on the part of a pro se (one who
prosecutes on his own) applicant. It would be inequitable for a court to determine that a client who spends his hard
earned money on an attorney who happens not to know a specific rule should be held to a higher standard than a pro
se applicant who makes (or is forced to make) the decision to file the application without the assistance of counsel.

91d.

10 See In re Sivertz, 227 USPQ 255, 256 (Comm’r Pat. 1985). . :

11 In re Mattullath, 38 App. D.C. at (1912)(quoting Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see
also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172 (D.C.
Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913).

12 Haines, 673 F. Supp. at 314, 316-17; 5 USPQ2d at 1131-32. ’
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(2) The procedure described in paragraph (a)(1) of this section does not apply to, and no benefit will be
given to a Certificate of Mailing or Transmission on, the following:

(i) Relative to Patents and Patent Applications —

(A) The filing of a national patent application specification and drawing or other correspondence for the
purpose of obtaining an application filing date, including a request for a continued prosecution application
under § 1.53(d);

(B) The filing of correspondence in an interference which an examiner-in-chief orders to be filed by hand
or “Express Mail”; .

(C) The filing of agreements between parties to an interference under 35 U.S.C. 135(c);

(D)  The filing of an international application for patent;

(E)  The filing of correspondence in an international application before the U.S. Receiving Office, the
U.S. International Searching Authority, or the U.S. International Preliminary Examining Authority;

(F)  The filing of a copy of the international application and the basic national fee necessary to enter the
national stage, as specified in § 1.495(b).

(b) In the event that correspondence is considered timely filed by being mailed or transmitted in
accordance with paragraph (a) of this section, but not received in the Patent and Trademark Office, and the
application is held to be abandoned or the proceeding is dismissed, terminated, or decided with prejudice,
the correspondence will be considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of the correspondence promptly after
becoming aware that the Office has no evidence of receipt of the correspondence;

(2)  Supplies an additional copy of the previously mailed or transmitted correspondence and certificate;
and ‘
(3) Includes a statement which attests on a personal knowledge basis or to the satisfaction of the Director
to the previous timely mailing or transmission. If the correspondence was sent by facsimile transmission, a
copy of the sending unit's report confirming transmission may be used to support this statement.

(c) The Office may require additional evidence to determine if the correspondence was timely filed.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a). 47 FR 47381, Oct. 26, 1982, effective
Oct. 26, 1982; para. (a),48 FR 2708, Jan. 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985; 52 FR 20046, May 28, 1987; subparas.
- (a)(2)(xiv)-(xvi), 54 FR 37588, Sept. 11, 1989, effective Nov. 16, 1989; revised, 58 FR 54494, Oct.
22, 1993, effective Nov. 22, 1993; para. (a) revised, 61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996;
paras. (a)(2)(i)(A) & (b) revised; 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)(2)(i)(F)
revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002; para. (b)(3) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (a)(2)(ii) removed and reserved, 68 FR 48286, Aug. 13, 2003, effective Sept.
12, 2003]

37 C.E.R. § 1.134: Time period for reply to an Office action.

An Office action will notify the applicant of any non-statutory or shortened statutory time period set for reply to an
Office action. Unless the applicant is notified in writing that a reply is required in less than six months, a maximum

period of six months is allowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; revised, 62 FR 53 131, Oct. 10, 1997, effective Dec. 1, 1997]

37 C.E.R. §1.135 Abandonment for failure to reply within time period.

(a) If an applicant of a patent application fails to reply within the time period provided under § 1.134 and § 1.136,
the application will become abandoned unless an Office action indicates otherwise.

(b) Prosecution of an application to save it from abandonment pursuant to paragraph (a) of this section must include
such complete and proper reply as the condition of the application may require. The admission of, or refusal to
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admit, any amendment after final rejection or any amendment not responsive to the last action, or any related
proceedings, will not operate to save the application from abandonment.

(c) When reply by the applicant is a bona fide attempt to advance the application to final action, and is substantially
a complete reply to the non-final Office action, but consideration of some matter or compliance with some
requirement has been inadvertently omitted, applicant may be given a new time period for reply under § 1.134 to
supply the omission. '

[Paras. (a), (b), and (c), 47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4,
1984, effective Apr. 1, 1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

Section 512 of the MPEP sets forth, in part:

Under 37 CFR 1.8, a person may state on certain papers directed to the Office (exceptions are stated in 37
CFR 1.8), the date on which the paper will be deposited in the United States Postal Service or transmitted
by facsimile. If the date stated is within the period for reply, the reply in most instances will be considered
to be timely. This is true even if the paper does not actually reach the Office until after the end of the period
for reply. The Certificate of Mailing procedure does not apply to papers mailed in a foreign country.

The Certificate of Transmission procedure, however, also applies to papers transmitted to the Office from a
foreign country provided that the correspondence being transmitted is not prohibited from being transmitted
by facsimile and is not otherwise precluded from receiving the benefits under 37 CFR 1.8.

It should be noted, however, that the Office will continue its normal practice of stamping the date of receipt
(“Office Date” Stamp) on all papers received through the mail or by facsimile except those filed under 37
CFR 1.10 (See MPEP § 513). The date stamped will also be the date which is entered on Office records
and from which any subsequent periods are calculated. For example, 37 CFR 1.192 gives an appellant

2 months from the date of the appeal to file an appeal brief. For example, if the last day to reply to a final
rejection was November 10, 1997, and applicant deposited a Notice of Appeal with fee in the U.S. mail on
November 10, 1997, and so certified, that appeal is timely even if it was not received in the U.S. Patent and
Trademark Office until November 16, 1997. Since the date of receipt will be used to calculate the time at
which the brief is due, the brief was due on January 16, 1998. This is 2 months after the Mail Center date.

37 CFR 1.8(a)(2)(i)(A) specifically refers to a request for a continued prosecution application (CPA) filed
under 37 CFR 1.53(d) as a correspondence filed for the purposes of obtaining an application filing date and
the procedures and benefit set forth in 37 CFR 1.8(a)(1) are not applicable to a request for a CPA. The date
on a certificate of mailing or transmission (37 CFR 1.8(a)) of a CPA is not controlling or even relevant. A
CPA filed by facsimile transmission will not be accorded a filing date as of the date on the certificate of
transmission unless Office records indicate, or applicant otherwise establishes pursuant to 37 CFR 1.6(f),
receipt in the Office of the complete CPA on the date on the certificate of transmission and that date is not a
Saturday, Sunday, or Federal holiday within the District of Columbia.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a). 47 FR 47381, Oct. 26, 1982, effective
Oct. 26, 1982; para. (a),48 FR 2708, Jan. 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985; 52 FR 20046, May 28, 1987; subparas.
(a)(2)(xiv)-(xvi), 54 FR 37588, Sept. 11, 1989, effective Nov. 16, 1989; revised, 58 FR 54494, Oct. 22,
1993, effective Nov. 22, 1993; para. (a) revised, 61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996; paras.

. (@))([I)A) & (b) revised; 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (2)(2)(i)(F) revised, 67
FR 520, Jan. 4, 2002, effective Apr. 1, 2002] '

Application of the standard to the current facts and circumstances

On May 23, 2002, Applicant was mailed a non-final Office Action, which gave a two-month
period for response. With the present Petition, Petitioner sets forth that a response to this non-
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final Office Action was submitted to the Office on June 17, 2002 and again on June 25, 2002.
Petitioner alleges that on an unspecified date, he spoke with the Examiner over the phone and the
Examiner confirmed having received the amendment. Petitioner adds “these correspondences
were done according to #37CFR 1.8.”

This argument is not persuasive.

The Patent Office file is the official record of the papers filed in this application. The official file
has been reviewed, and the responses which was purportedly submitted on June 17, 2002 and
again on June 25, 2002 have not been located.

It is noted that Petitioner has submitted neither a poétcard receipt to evince receipt of the
drawings, nor a certificate of mailing pursuant to 37 C.F.R.§1.8 to establish that they were sent.

The PTO has a well established and well publicized practice by which practitioners may provide
proof that papers were submitted to the Office on a particular date. Any papers which are
required to be filed in the PTO within a set period of time will be considered as being timely
filed if a certificate of facsimile transmission is properly prepared and executed. See 37 C.F.R.
§1.8.

The response which was submitted with the previous petition to withdraw the holding of
abandonment has been reviewed, and it is noted that the response contains the assertion:

The attached papers are the same copies of the correspondence that have been sent to the PTO by facsimile...on
June 17, 2002...and June 25, 2002...with regards to case # 09/808,962 .

(Page 1)

It is noted that the response provided with the previous petition does not contain a certificate of
mailing. Therefore, since the response is a duplicate of that which was purportedly submitted on
June 17, 2002 and again on June 25, 2002, each of those submissions failed to contain a
certificate of mailing. Since neither communication contains a certificate of mailing, Petitioner
cannot rely on certificate of mailing practice to establish that these communications were timely
submitted, and the submission of phone records cannot serve as the functional equivalent of a
certificate of mailing.

Conclusion
It follows that the renewed petition must be DISMISSED.

Any request for a renewed petition under 37 C.F.R. §1.137(a) must be submitted within TWO

(2) MONTHS from the mail date of this decision. Extension of time under 37 CFR 1.136(a) are
permitted. The response should include a cover letter entitled “Renewed Petition Under 37 CFR -
1.137(a) (or $§1.137(b), if applicable)”. This is not a final agency action within the meaning of 5
U.S.C 704. ,

Since the submission does not contain a certificate of mailing, it appears that Petitioner cannot
furnish the evidence which would be required in order to establish that the delay was
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unayoidable. If this 15 in fact the case, Petitioner may also wish to consider filing a petition to
revive based on unintentional abandonment under 37 CFR 1.137(b)".

The rer}ewed petition should display “Please deliver to Paul Shanoski, c/o Office of Petitions” in
a prominent manner. Any renewed petition may be submitted by mail'*, hand-delivery'®, or
facsimile'®.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3225. All other inquiries concerning examination procedures or status of the application should
be directed to the Technology Center.

The application file will be retained in the Office of Pefitions for a period of TWO

v ad

Paul Shanoski
Senior Attomey
Office of Pstitions
~ United States Patent and Trademark Offles

13 A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to this paragraph was unintentional. The
Commissioner may require additional information where there is a question whether the
delay was unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required pursuant to paragraph (d) of
this section.

14 Mail Stop Petition, Commissioner for Patents, United States Patent and Trademark Office, P.O. Box 1450,

Alexandria, VA, 22313-1450.
-15 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA, 22314.

16 (703) 872-9306 - please note this is a central facsimile number. On July 15, 2005, the Central FAX
Number will change to 571-273-8300. To give customers time to adjust to the new Central FAX
Number, faxes sent to the old number (703-872-9306) will be routed to the new number until September
15, 2005.
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Paper No. 06
COPY MAILED

MIKHAIL LEVITIN
P.O. Box 102 JAN 2 4 2006
REEDERS PA 18352-0102

OFFICE OF PETITIONS
In re Application of
MIKHAIL LEVITIN And Boris Khaytin :
Application No. 09/808,962 : DECISION ON RENEWED

Filed: March 16, 2001 : PETITION
Title: METHOD OF RUNNING A :

CONDENSER FOR LIQUIDATION OF

STEAM OR VAPOR

This is a decision on the renewed petition filed January 4, 2006, under 37 C.F.R. §1.137(a)’, to
revive the above-identified application.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action, mailed May 23, 2002, which set a shortened statutory period for reply of
three (3) months. No response was received, and no extensions of time under the provisions of
37 C.F.R. §1.136(a) were requested. Accordingly, the above-identified application became
abandoned on June 24, 2002. A Notice of Abandonment was mailed on February 7, 2003.

A response to the non-final Office action was submitted on February 12, 2003. On February 24,
2003, a petition was filed to have the holding of abandonment withdrawn. This petition was
dismissed via the mailing of a decision on May 19, 2004. With the original petition under 37
C.F.R. §1.137(a), Petitioner submitted a statement of facts, the petition fee, and a copy of a
phone bill.

I A grantable petition pursuant to 37 CFR 1.137(a) must be accompanied by:
(1) The reply required to the outstanding Office action or notice, unless previously filed;
(2) The petition fee as set forth in § 1.17(1);
(3) A showing to the Commissioner that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition was unavoidable;
(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required pursuant to paragraph (d) of
this section.
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The original petition was submitted on July 18, 2004, and was dismissed via the mailing of a
decision on July 13, 2005 for failure to establish Petitioner’s assertion that a response to the non-
final Office Action was submitted to the Office on June 17,2002 and again on June 25, 2002.

The decision on the original petition was mailed on July 13, 2005, and this decision set a two-
month period for response. As such, the reply was due no later than September 13, 2005. Since
this petition was received on January 4, 2006, consideration by this Office requires a petition for
an extension of time, in order to make timely a response which has been submitted subsequent to
the expiration of the period for reply.

It is noted in passing that Petitioner has not submitted a response to the petition, but has merely
submitted another amendment. Petitioner will need to submit a response to the petition.

Furthermore, Petitioner may wish to review 37 C.F.R. §1.8 and MPEP §512. Both of which may
be viewed online from this webpage: http://www.uspto.gov/web/offices/pac/mpep/index.htm.

It follows that the renewed petition must be DISMISSED.

The period for response continues to run from the mail date of the decision on the original
petition.

Petitioner’s only relief is a petition under 37 C.F.R. §1.137(b), and - having been made aware of
this reality — Petitioner’s delay in promptly seeking relief under 37 C.F.R. §1.137(b) may be
considered evidence of intentional delay and an absolute bar to revival.

Petitioner has submitted a change of correspondence address, but the request has only been
executed by one of the two joint inventors. As such, the request cannot be granted, and the
change of correspondence address cannot be effectuated, pursuant to 37 C.F.R. §§1.33(a) and

(b).
NOTICE:

Any request for reconsideration of this decision under 37 C.F.R. §1.137(a) must be submitted
within TWO (2) MONTHS from the mail date of this decision. Extensions of time under 37
C.F.R. §1.136(a) are permitted. Failure to respond will result in abandonment of the application.
The request for reconsideration should include a cover letter entitled "Second Renewed Petition
under 37 C.F.R. §1.137(a)," and should only address the deficiencies noted in this decision.

Thereafter, there will be no further reconsideration of this matter”>.

? For more than a century, punctuality and due diligence, equally with good faith, have been deemed essential
requisites to the success of those who seek to obtain the special privileges of the patent law, and they are demanded
in the interest of the public and for the protection of rival inventors. See: Porter v. Louden, 7 App.D.C. 64
(C.A.D.C. 1895), citing Wollensak v. Sargent, 151 U.S. 221,228, 38 L. Ed. 137, 14 S. Ct. 291 (1894). An
invention benefits no one unless it is made public, and the rule of diligence should be so applied as to encourage
reasonable promptness in conferring this benefit upon the public. Automatic Electric Co. v. Dyson, 52 App. D.C. 82;
281 F. 586 (C.A.D.C. 1922). Generally, 35 U.S.C. §6; 37 C.F.R.§§1.181, 182, 183.
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-

The second renewed petition should display “Please deliver to Paul Shanoski, c/o Office of
Petitions” in a prominent manner. Any renewed petition may be submitted by mail*, hand-
de:livery5 , or facsimile®.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3225. All other inquiries concerning examination procedures or status of the application should
be directed to the Technology Center.

The application file will be retained in the Office of Petitions for a period of TWO

Ll

Paul Shanoski

Scnior Altoraey

Office of Peiitions

United Staies Patent and Trademark Gffiee

Wy

cc: Boris Khaytin
PO Box 102
Reeders, PA 18352

3 If, on the second request for reconsideration, Petitioner fails to satisfy the showings burden required: (a) the
resulting decision may be one viewed as final agency action; and (b) provisions for reconsideration, such as those at
37 C.F.R. §1.137(e), will not apply to that decision.

4 Mail Stop Petition, Commissioner for Patents, United States Patent and Trademark Office, P.O. Box 1450,
Alexandria, VA, 22313-1450.

5 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA, 22314,

6 (571) 273-8300 — please note this is a central facsimile number.
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Commissioner for Patents
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Paper No "\"\]id o?,@

MIKHAIL LEVITIN
P.O. Box 102

REEDERS PA 18352-0102 COPY MAILED
JUN 2 1 2006

In re Application of :

MIKHAIL LEVITIN And Boris : OFHCEOFPEHHONS

Khaytin :

Application No. 09/808, 962 : DECISION ON PETITION

Filed: March 16, 2001 : UNDER 37 C.F.R. §1.137(B)

Title: METHOD OF RUNNING A
CONDENSER FOR LIQUIDATION OF
STEAM OR VAPOR

This is a decision on the petition filed March 24, 2006, pursuant
to 37 C.F.R. §1.137(b)?!, to revive the above-identified
application.

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
May 23, 2002, which set a shortened statutory period for reply of
three (3) months. No response was received, and no extensions of
time under the provisions of 37 C.F.R. §1.136(a) were requested.
Accordingly, the above-identified application became abandoned on
June 24, 2002. A Notice of Abandonment was mailed on February 7,
2003.

1 A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice,
unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may
require additional information where there is a question whether
the delay was unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in § 1.20(4))
required pursuant to paragraph (d) of this section.



Application No. 09/808,96’ ’ Page 2

Decision on Petition

Petitioner has previously submitted an amendment on January 4,
2006. With the present petition, Petitioner has submitted the
petition fee.

With the present submission, Petitioner has submitted two copies
of the first page of PTO form PTO/SB/64. This form consists of
two pages, and each of these pages is required to be submitted -
the paper file has been reviewed, and it does not appear that the
second page of this form was received. As such, Petitioner has
failed to include the proper statement of unintentional delay,
and the petition has not been executed, as the signature block
appears on the second page of this form.

.37 C.F.R. 810.18(a) sets forth:

For all documents filed in the Office in patent, trademark, and
other non-patent matters,. except for correspondence that is
required to be signed by the applicant or party, each piece of
correspondence filed by a practitioner in the Patent and Trademark
Office must bear a signature, personally signed by such
practitioner, in compliance with § 1.4(d) (1) of this chapter.

It is noted that the page entitled “verification” and the
certificate of mailing page each contains a signature, however
the signature on these pages cannot serve as the signature which
is required to be contained on the petition itself, for the
portion of the C.F.R. cited above makes it clear that each piece
of correspondence must contain a signature. For this reason, the
petition is DISMISSED.

Any request for reconsideration of this decision under 37 C.F.R.
§1.137(b) must be submitted within TWO (2) MONTHS from the mail
date of this decision. Extensions of time under 37 C.F.R.
§1.136(a) are permitted. Failure to respond will result in
abandonment of the application. The request for reconsideration
should include a cover letter entitled "Renewed Petition under 37
C.F.R. §1.137(b)," and should include both pages of the petition
form.

The renewed petition should display “Please deliver to Paul
Shanoski, c/o Office of Petitions” in a prominent manner. Any
renewed petition may be submitted by mail?, hand-delivery’, or
facsimile®.

2 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.0O. Box 1450, Alexandria, VA, 22313-1450.

3 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314.

4 (571) 273-8300 - please note this is a central facsimile number.
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Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225. All other inquiries
concerning examination procedures or status of the application
should be directed to the Technology Center.

The application file will be retained in the Office of Petitions
for a period of TWO MONTHS.

Al HA

Paul Shanoski

Senior Attorney

Office of Petitions

United States Patent and Trademark Office
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Paper No. 22

MIKHAIL LEVITIN COPY MAILED

P.O. Box 102

REEDERS PA 18352-0102 AUG 2 8 2006
OFFICE OF PETITIONS

In re Application of
MIKHAIL LEVITIN And Boris

Khaytin :

Application No. 09/808,962 : DECISION ON RENEWED
Filed: March 16, 2001 : PETITION UNDER 37 C.F.R.
Title: METHOD OF RUNNING A : §1.137(B)

CONDENSER FOR LIQUIDATION OF
STEAM OR VAPOR

This is a decision on the renewed petition filed August 18, 2006,
pursuant to 37 C.F.R. §1.137(b)*, to revive the above-identified
application.

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
May 23, 2002, which set a shortened statutory period for reply of
three (3) months. No response was received, and no extensions of
time under the provisions of 37 C.F.R. §l1.136(a) were requested.
Accordingly, the above-identified application became abandoned on
June 24, 2002. A Notice of Abandonment was mailed on February 7,
2003. '

1 A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice,
unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may
require additional information where there is a question whether
the delay was unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d))
required pursuant to paragraph (d) of this section.
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.y
Petitioner has previously submitted an amendment on January 4,
2006. The original petition was submitted on March 24, 2006,
along with the petition fee. This petition was dismissed via the
mailing of a decision on June 21, 2006, for failure to sign the
petition, as required by 37 C.F.R. §10.18(a).

The present petition has been executed, and contains the proper
statement of unintentional delay.

As such, this fenewed petition is GRANTED.

The Technology Center will be notified of this decision. The
Technology Center’s support staff will notify the Examiner of
this decision, so that the amendment of January 4, 2006 can be
processed. :

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225. All other inquiries
concerning examination procedures or status of the application
should be directed to the Technology Center.

At

Paul Shanoski

Senior Attorney

Office of Petitions

United States Patent and Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 04/21/06
TOSPEOF  :ART UNIT 2622
SUBJECT : Request for Certificate of Correction for Appl. No.: 09/808991__ Patent No.: 6963414

Please respond to this request for a certificate of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

]
Co—

Certificates of Correction Branch

703-308-9390 ext. /23~

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby: -
Note your decision on the appropriate box.

% Approved All changes apply.

O Approved in Part Specify below which changes do not apply.

O Denied State the reasons for denial below.
Comments:

i
% # /77«/}// damf — A@QS

A\

[4 .
SPE DiyfArt Unit
PTOL-306 (REV. 7/03) us. atent and Trademar ice




Application No.
09/808,991

Applicant(s)
IGUCHI, SHUNSUKE

Response to Rule 312 Communication T
aminer

Arthur G. Evans

Art Unit
2622

a-of

a)J entered.

and the required fee to withdraw the application from issue.
d)[O disapproved. See explanation below.

e)[J entered in part. See explanation below.

1. X The amendment filed on - under 37 CFR 1.312 has been considered, and has been:

b) [ entered as directed to matters of form not affecting the scope of the invention.

c){0 disapproved because the amendment was filed after the payment of the issue fee.
Any amendment filed after the date the issue fee is paid must be accompanied by a pelition under 37 CFR 1.313(c)(1)

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address —

7{
G. EVANS
SENIOR PRIMARY. EXAMINER

U.S. Patent and Trademark Office
PTOL-271 (Rev. 04-01) Reponse to Rule 312 Communication

Part of Paper No. 20050914
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(o] IC. CORRECT
Paper No.:
DATE : 212109
TOSPEOF :ARTUNIT 2622
SUBJECT : Request for Certificate of Correction for Appl. No.: $980899] _ Patent No.:_(963414 B2

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/cormections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
South Tower - 8A22
Palm Location 7580

LAMONTE NEWSOME

Cortificates of Correction Branch
703-308-9390 ext. _112

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Nole your decision on the appropriate box.

gAppro'v_ed All changes apply.

Q Approved in Part Specify below which changes do not apply.

QO Denied State the reasons for denial below.
Comments:

This case was allowed in the first offico action. This case does not

contain_double patenting rejection, no terninal disclaimer was filed. Theretore, the request is correct

and approved.
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Commissioner for Patents
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OBLON SPIVAK MCCLELLAND MAIER & NEUSTADT PC
1940 DUKE STREET
ALEXANDRIA VA 22314

COPY MAILED
JAN 3 0 2007
OFFICE OF PETITIONS

In re Application of

Marshall, et al. :

Application No. 09/809,004 : ON PETITION
Filed: March 16, 2001 :

Attorney Docket No. 1305/23

This is a decision on the petition under 37 CFR 1.137(b), filed
September 29, 2006, to revive the above-identified application.

The petition under 37 CFR 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
timely file a response to the Notice of Non-Compliant Amendment
mailed November 28, 2005. This Office action set an extendable
period for reply of one month. No extensions of time were
obtained. Accordingly, no reply having been received, the
application became abandoned on December 29, 2005. A Notice of
Abandonment was mailed on August 8, 2006. '

With the instant petition, applicant paid the petition fee, made
the proper statement of unintentional delay, and submitted the
required reply in the form of an Amendment.
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The matter is being forwarded to Group Art Unit 2623 for
consideration of the Amendment filed September 29, 2006.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

Uil Ay

Cliff Congo
Petitions Attorney
Office of Petitions
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FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER

LLP
901 NEW YORK AVENUE, NW COPY MAILED
WASHINGTON DC 20001-4413

_ MAR 1 3 2009
In re Patent No. 7,351,561 : OFFICE OF PETITIONS
Issue Date: April 1, 2008 :
Application No. 09/809,021 :  DECISION ON PETITION

Filed: March 16, 2001
Attorney Docket No. 06478.1452

This is a decision on the petition under 37 CFR 1.181, filed December 1, 2008, which is being
treated as a petition under 37 CFR 1.182 requesting issuarice of a duplicate Letters Patent for the
above-identified patent. -

The petition is GRANTED.

The fee for a petition filed under 37 CFR 1.182 is $400. The instant petition included a petition
fee of $130. The balance of $270 has been charged to petitioner’s deposit account.

The Publishing Division is directed to issue a duplicate Letters Patent.

Telephone inquiries concerning this decision may be directed to Carl Friedman at (571) 272-
6842. Inquiries regarding the issuance of a duplicate Letters Patent may be directed to Naomi
Farmer in the Publishing Division at (703) 308-9250, Ext. 129.

A copy of this decision is being faxed to Publishing Division for issuance of a duplicate Letters
Patent.

e

Carl Friedman
Petitions Examiner
Office of Petitions

cc: Naomi Farmer, South Tower, 8" Floor, Room C32 (Fax No. (571) 270-9937)
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Paper No. 7
ROTHWELL FIGG ERNST & MANBECK PC
555 13TH STREET N W
SUITE 701, EAST TOWER :
WASHINGTON, DC 20004 COPY MAILED
. . . _ . _ el U - - —_— e .- - JAN 1 5*2002 T
OFFICE OF PETITIONS

In re Application of
Martin C. Barnardo et al :
Application No. 09/809,029 : NOTICE
Filed: March 16, 2001 : - :
Attorney Docket No. 1181-251

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for
correction of the erroneous payment of the issue fee as a small entity. See DH

Technology v. Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d
1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing
in this Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions
Staff at (703) 305-9285.

This file is being forwarded to Technology Center AU 1641.

Wan I,jn:;n

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

= m — — == — = - —_—— - - — = == — -
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450

www.uspto.gov

Date: 06/20/09

Patent No. : 7313822 B2

Ser. No. : 09/809,030

Inventor(s) : PENA, LOUIS A.

Issued : 12/25/07

Title : APPLICATION-LAYER SECURITY METHOD AND SYSTEM

Docket No. :58525.00004.UTL1
Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request, in this mater, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:
A. the processing fee set forth in 37 CFR 1.117(h) (currently $130);
B. astatement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

C. acopy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reﬂectmg proof of the date the
assignment was submitted for recordation.

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number: :

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-0025 .
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, no additional fee is required.

At Ao

[Lamonte M. Newsome

For Mary Diggs, Supervisor

Decisions & Certificates

Of Correction Branch

(703) 305-8309 or (703) 308-9390 #112

PAUL, HASTINGS, JANOFSKY & WALKER LLP
875 15th Street, NW
Washington DC 20005

LMN
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MAILED
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In re Patent No. 7,313,822

Issue Date: December 25, 2007 :

Application No. 09/809,030 : ON PETITION
Filed: March 16, 2001 :

Attorney Docket No. 58525.00004.UTL1

This is a decision on the petition filed August 7, 2009, under 37 CFR 3.81(b) to correct the name
of the assignee on the front page of the above-identified patent by way of a certificate of
correction.

The request is GRANTED.

Petitioner states that the correct assignee’s name is “Kavado, Inc.” and that the incorrect
assignee’s name was included on the Fee(s) Transmittal form PTOL-85(b) at the time of
payment of the issue fee. Accordingly, petitioner requests that a certificate of correction be
issued to reflect the correct assignee on the front page of the Letters Patent in the patent to be
issued from the application.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in §
3.11 before issuance of the patent, and must include a request for a certificate
of correction under § 1.323 of this chapter (accompanied by the fee set forth
in § 1.20(a) and the processing fee set forth in § 1.17(i) of this chapter.
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The request was accompanied by a certificate of correction (and fee) as required by 3.81(b).
Further, Office assignment records reflect that “Kavado, Inc.” is the assignee of record.
Accordingly, as the request complies with the provisions of 37 CFR 3.81(b), it would be
appropriate for a certificate of correction to be processed after issuance of this application into a
patent.

Inquiries concerning this decision should be directed to the Kimberly Inabinet at (571) 272-4618.
Any questions concerning the issuance of a certificate of correction should be directed to the
Certificates of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for processing of a
certificate of correction after issuance of this application into a patent.

Carl Friedman
Petitions Examiner
Office of Petitions
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In re Application of :
Dominique B. Riche et al : OFFICE OF PETIIONS
Application No. 09/809,050 : DECISION GRANTING PETITION

Filed: March 16, 2001 ' : UNDER 37 CFR 1.55(c)
Attorney Docket No. T2154-906845 :

This is a decision on the petition filed January 16, 2004, under 37 CFR 1.55(c)
requesting acceptance of an unintentionally delayed claim under 35 USC 119(a)
through (d) for benefit of the filing date of foreign France Application No. 0102948,
filed March 5, 2001.

A petition for acceptance of a claim for foreign priority under 37 CFR 1.55(c) is
only applicable to those applications filed on or after November 29, 2000. Further,
the nonprovisional application must be filed within 12 months of the filing date of
the foreign application. In addition, a petition under 37 CFR 1.55(c) to accept an
unintentionally delayed claim for priority under 35 U.S.C. § 119(a)-(d) must be
accompanied by:

(1) the claim under 35 U.S.C. 8119(a)-(d) to the prior foreign
application, unless previously submitted;’

(2) the surcharge set forth in 8 1.17(t); and

(3) a statement that the entire delay between the date the claim
was due and the date the claim was filed was unintentional. The
Commissioner may require additional information where there is a
question whether the delay was unintentional.

The instant pending nonprovisional application was filed after November 29, 2000,
and did not include a reference to the foreign application, for which benefit is now

sought, within the later of four months from the actual filing date of the application
or sixteen months from the filing date of the prior foreign application. - Therefore,

' The claim must identify in the oath or declaration the foreign application for
which priority is claimed, as well as any foreign application for the same subject
matter and having a filing date before that of the application for which priority is
claimed, by specifying the application number, country, and the filing date. Note
also 37 CFR 1.63(c)(2). '
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since the claim for priority is submitted after the period specified in 37 CFR
1.55(a)(1)(i), this is an appropriate petition under the provisions of 37 CFR 1.55(c).

The above-identified pending nonprovisional application was filed on March 16,
2001, which is after November 29, 2000 and within 12 months of March 5, 2001
(the filing date of the foreign application to which benefit is now being claimed). On
January 16, 2004, an Application Data Sheet was received which identifies the
foreign application for which priority is claimed by application number, country and
filing date. The required petition fee of $1330 was received with the petition.
Lastly, petitioner has provided an adequate statement of unintentional delay.

All requirements being met, the petition under 37 CFR 1.55(c) to accept an
unintentionally delayed claim for priority under 35 U.S.C. § 119(a) through (d) is
granted.

This application is being referred to the Office of Patent Publication Division.

Any inquiries directly pertaining to this matter may be directed to the undersigned
at (703) 305-8859. ,

deuum

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Filing Receipt
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DISCOVERY DISPATCH
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UPPER MARLBORO, MD 20772
OFFICE OF PETITIONS

In re Application of

Eyal Rosin et al :

Application No. 09/809, 053 : DECISION GRANTING PETITION
Filed: March 16, 2001 : UNDER 37 CFR 1.313(c) (2)
Attorney Docket No. 968/34 :

This is a decision on the petition, filed December 27, 2005, under 37 CFR
1.313(¢c) (2) to withdraw the above-identified application from issue after
payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for continued
examination). See 37 CFR 1.313(c) (2).

Petitioner is advised that the issue fee paid on November 1, 2005 in the
above-identified application cannot be refunded. If, however, the above-
identified application is again allowed, petitioner may request that it
be applied towards the issue fee required by the new Notice of
Allowance.?

Telephone inquiries should be directed to the undersigned at (571) 272-
3218.

This matter is being referred to Technology Center AU 2183 for processing
of the request for continued examination under 37 CFR 1.114 and for

cons%deration of the Information Disclosure Statement.

arices Hicks
Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by

completing and returning the new Issue Fee Transmittal Form PTOL-85(b) (along with
any balance due at the time of payment), which includes the following language
thereon: “Commissioner for Patents is requested to apply the Issue Fee and
Publication Fee (if any) or re-apply any previously paid issue fee to the
application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Mr. Gary Otte & Mr. Sam Dworetsky
AT&T

412 Mount Kemble Avenue COPY MAILED
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OFFICE OF PETITIONS

In re Application of

Glendon R. Diener :

Application No. 09/809,084 : ON PETITION
Filed: March 16, 2001 :

Attorney Docket No. 2000-EMO001

This is a decision on the petition under 37 CFR 1.137(b), filed by facsimile transmission on
September 28, 2005, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply to the non-final Office action mailed
November 22, 2004. A Notice of Abandonment was mailed on June 29, 2005.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an amendment; (2) the petition fee of $1,500; and (3) an adequate statement of unintentional
delay. ‘

It is not apparent whether the statement of unintentional delay was signed by a person who would have
been in a position of knowing that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
Nevertheless, in accordance with 37 CFR 10.18, the statement is accepted as constituting a certification
of unintentional delay. In the event that petitioner has no knowledge that the delay was unintentional,
petitioner must make such an inquiry to ascertain that, in fact, the delay was unintentional. If petitioner
discovers that the delay was intentional, petitioner must so notify the Office. Also, there is no indication
that the person signing the instant petition was ever given a power of attorney or authorization of agent to
prosecute this application. However, in accordance with 37 CFR 1.34(a), the signature appearing on the
petition shall constitute a representation to the United States Patent and Trademark Office that he/she is
authorized to represent the particular party in whose behalf he/she acts. If petitioner desires to receive
correspondence regarding this application, the appropriate power of attorney or authorization of agent
must be submitted. A courtesy copy of this decision is being mailed to petitioner. Nevertheless, all
future correspondence regarding this application file will be directed solely to the address of record until
otherwise instructed.
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The Office also acknowledges receipt of a specification and $250 in claim fees.

The Request for Withdrawal as Attorney or Agent with new correspondence address filed July 12, 2005,
has been made of record. Therefore, all correspondence regarding this application will be mailed to the
new address listed above.

The application file is being referred to Technology Center Art Unit 2161 for review of the amendment
filed with the instant petition.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3226.
AN

Arfdrea ith
Petitions Examiner
Office of Petitions

cc: Richard C. Irving
650 Lindy Lane
Huntingtown, MD 20639
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OFFICE OF PETITIONS
In re Application of

Diener, Glendon R. :

Application No. 09/809,084 : ON PETITION
Filed: March 16, 2001 : '

Attorney Docket No. 2000-EM001

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed March 18, 2009, to revive the
above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the -
reply in the form of an Amendment, (2) the petition fee, and (3) a proper statement of
unintentional delay.

As the Power of Attorney was only recently given to the petitioner, it is not apparent whether the
statement of unintentional delay was signed by a person who would have been in a position of
knowing that the entire delay in filing the required reply from the due date for the re;l)lly until the
filing of a grantable petition {Jursuant to 37 8F R 1.137(b) was unintentional. Nevertheless, in
accordance with 37 CFR 10.18, the statement is accepted as constituting a certification of
unintentional delay. However, in the event that petitioner has no know?edge that the delay was
unintentional, petitioner must make such an inquiry to ascertain that, in fact, the delay was
lér?gltentional. If petitioner discovers that the delay was intentional, petitioner must notify the
ice.

Teleé)hone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3206.

This matter is being referred to Technology Center AU 2161 for further examination on the
merits.

(Wratdtd

Liana Walsh
Petitions Examiner
Office of Petitions
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In re Application of

Daniel LIEBERMAN OFFICE OF PETITION%
Application No. 09/809,121 : ECISION ON PETITION
Filed: March 15,2001 : UNDER 37 CFR 1.137(b)

Attorney Docket No. 32574-2/P02

This is a decision on the petition under 37 CFR 1.137(b), filed October 28, 2005, to revive the
above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply within the meaning of 37 CFR 1.113 in a
timely manner to the final Office action mailed November 22, 2002 which set a shortened
statutory period for reply of three (3) months. No extensions of time under the provisions of
37 CFR 1.136(a) were obtained. Accordingly, the application became abandoned on February
23, 2003.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137 (b) in
that (1) the reply in the form of a Request for Continued Examination (RCE) and amendment
under 37 CFR 1.114; (2) the petition fee of $750 for a small entity as set forth in 37 CFR
1.17(m); and (3) the required statement of unintentional delay have been received. Accordingly,
the reply to the final Office action of November 22, 2002 is accepted as having been
unintentionally delayed.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
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date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

The above-identified application has been abandoned for an extended period of time. The Patent
and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting the
statement that the entire delay in filing the required reply from the due date of the reply for the
reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. See
Changes to Patent Practice and Procedure, 62 Fed. Reg. At 53160 and 53178, 1203 Off Gaz.
Office at 88 and 103 (responses to comments 64 and 109 (applicant obligated under 37 CFR
10.18 to inquire into the underlying facts and circumstances when providing the statement
required by 37 CFR 1.137(b) to the Patent and Trademark Office)).

Telephone inquiries concerning this decision should be directed to Amelia Au at (571) 272-7414.
All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center.

The application file is being referred to Technology Center Art Unit 3729 for appropriate action.

Lead Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Daniel Lieberman X

Application No. 09/809,141 ; ON PETITION
Filed: March 15, 2001 X

Attorney Docket No.: 32572-2

This is a decision on the petition filed October 26, 2005 under 37 CFR 1.137(b)," to
revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply to the non-Final Office Action
mailed December 18, 2002. A shortened statutory period of three months was set for
replying to the non-Final Office Action. No extensions of time having been requested, this
application became abandoned March 19, 2003. Accordingly, a Notice of Abandonment
was mailed July 9, 2003.

This matter is being referred to Technology Center 1763 for appropriate action on the
amendment filed October 26, 2005.

Patricia Faison-Ball (

Senior Petitions Attorney
Office of Petitions

'Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply was unintentional,
a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed
under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required
reply may be met by the filing of a continuing application. In a nonprovisional application filed on or after June 8, 1995, and abandoned
for failure to prosecute, the required reply may also be met by the filing of a request for continued examination in compliance with §
1.114. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply must be
the payment of the issue fee or any outstanding balance thereof. In an application abandoned for failure to pay the publication fee, the
required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner may required additional information where there is a
question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).
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HONOLULU HI 96813
OFFICE OF PETITIONS

In re
Toshiaki Kato :
Application No. 09/809,147 : DECISION ON APPLICATION

Filed: March 14, 2001 : FOR PATENT TERM ADJUSTMENT
Docket No. SQR-P1 :

This is a decision on the “REQUEST TO CORRECT PATENT TERM
ADJUSTMENT”, filed August 28, 2006. Applicant requests that the
initial determination of patent term adjustment under 35 U.S.C.
154 (b) be corrected from five hundred thirty (530) days to seven
hundred fifty-one (751) days.

The application for patent term adjustment under § 1.705(b) is
DISMISSED. Applicant did not pay the required $200 PTA fee, and
as such, the Office will not look into the matter on the merits.
No authorization to charge a deposit account could be found.

Telephone inquiries specific to this matter should be directed to
Cliff Congo, Petitions Attorney, at (571)272-3207.

/ﬁut:ﬂ{_
Kery F S
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy
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Paper No. 9

Siemens Corporation
Attn: Elsa Keller, Legal Administrator
Intellectual Property Department

186 Wood Avenue South COPY MAILED
Iselin, NJ 08830 ’
MAY- 0 6 2004

OFFICE OF PETITIONS

In re Application of
McDaniel, et al.

Application No. 09/809,155
DECISION ON PETITION
Filed: March 5, 2001

Attorney Docket No.  00P 7500 USO1

This is a decision on the “Petition for Revival of an Application for Patent Abandoned under 37
CFR 1.137.” The petition will be treated as a petition to withdraw the holding of abandonment
under 37 CFR 1.181(a).

The petition is granted.

This application was held abandoned on June 25, 2001, it was believed that applicant failed to
provide a complete response to the Notice to File Missing Parts of Nonprovisional Application
mailed April 24, 2001. The Notice to File Missing Parts of Nonprovisional Application allowed
an extendable period for response of two months from its mailing date. A response was
received on June 18, 2001, but did not include a substitute specification as required by the
Notice to File Missing Parts of Nonprovisional Application. A Notice of Incomplete Reply was -
mailed on June 27, 2001, indicating that the reply of June 18, 2001, was incomplete and
explaining that the period for reply continued to run from the mailing date of the Notice to File
Missing Parts of Nonprovisional Application. No further responses were believed to have been
received and the application became abandoned on June 25, 2001. A Notice of Abandonment
was mailed on December 11, 2003. The instant petition was filed on February 9, 2004.
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A review of the application file revealed a filing made August 22, 2001, titled, “Response to
Notice of Incomplete Reply (Nonprovisional)” that included a substitute specification. The
response also included an authorization to charge deposit.account 19-2179 for any fee due that
would have allowed for an extension of time within the second month necessary to make the
response of August 22, 2001, timely.

‘Based on the aforementioned, it is evident that a complete and timely response to the notice to

File Missing Parts of Nonprovisional Application was received and that the holding of
abandonment was improperly imposed. The holding of abandonment is, therefore, withdrawn
and the Notice of Abandonment vacated as of the mailing date of this decision.

The fee for thé petition to revive will be refunded to deposit account 19-2179, in due course.

Deposit account 19-2179 will be charged $400.00 for the extension of time within the second
month.

The application file is being forwarded to the Office of Initial Patent Examination for further
processing. \

e XA@/@A

Kenya A. McLaughlin
Petitions Attorney
Office of Petitions
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PLATON N. MANDROS
BURNS DOANE SWECKER & MATHIS

P.O. BOX 1404 : COPY MAILED
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JUL 2 0 2005
In re Application of : QFFICE OF PETITIONS
Yasushi Yamade :
Application No. 09/809,168 ; ON PETITION

Filed: March 16, 2001
Attorney Docket No. 018775-820

This is a decision on the petition under 37 CFR 1.313 (c)(2), filed July 11, 2005, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on March 16, 2005 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to Wan Laymon at (571) 272-3220.

This matter is being referred to Technology Center AU 2622 for processing of the request for
continued examination under 37 CFR 1.114 filed on July 19, 2005.

%aymo%

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Issue
Fee Transmittal Form PTOL-85(b), which includes the following language thereon: “Commissioner for Patents is requested
to apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue fee to the application identified
above.” Petitioner is advised that, whether a fee is indicated as being due or not, the Issue Fee Transmittal Form must be
completed and timely submitted to avoid abandonment. Note the language in bold text on the first page of the Notice of
Allowance and Fee(s) Due (PTOL-85).
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Paper No.
OBLON SPIVAK McCLELLAND
MAIER & NEUSTADT P.C.
1940 DUKE STREET COPY MAILED
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NOV 1 0 2003
QFFICE OF PETITIONS

In re Application of

Yusuke Amino et al :

Application No. 09/809,197 : ON PETITION
Filed: March 16, 2001 :

Attorney Docket No. 203348USOCONT

This is a decision on the petition, filed by facsimile transmission on November 6
and 7, 2003," under 37 CFR 1.313(c){2) to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on June 23, 2003 in the above-
identified application cannot be refunded. If, however, the above-identified
application is again allowed, petitioner may request that it be applied towards the
issue fee required by the new Notice of Allowance.?

Telephone inquiries should be directed to Wan Laymon at (703) 306-5685.

! The original petition filed November 5, 2003 via the return postcard receipt.

2 The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following
language thereon: “Commissioner for Patents is requested to apply the Issue Fee and Publication
Fee (if any) or re-apply any previously paid issue fee to the application identified above.”
Petitioner is advised that, whether a fee is indicated as being due or not, the Issue Fee Transmittal
Form must be completed and timely submitted to avoid abandonment. Note the language in bold
text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Upon receipt of the file in the Office of Petitions, the file will be forwarded to
Technology Center AU 1625 for processing of the request for continued _
examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

\éCan LayfAon i

Petitions’Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Date : November 10, 2003
TO - ! Director, Office of Patent Publication
FROM : Office of the Deputy Commissioner
for Patent Examination Policy
SUBJECT : Withdrawal from Issue of
Applicant(s) : Yusuke Amino et al
Application No. : 09/809,197
Filed : March 16, 2001

The above-identified application has been assigned Patent No. 6,649,785 and an issue
date of November 18, 2003.

It is hereby directed that this application».be_wi-thdra\/vn from issue at the request of the
applicants.

Do not refund the issue fee. ' -

The following erratum should be published in the Official Gazette if the above-identified
application is published in the OG of November 18, 2003:

"All reference to Patent No. 6,649,785 to Yusuke Amino et al of
Kawasaki-shi, JAPAN for N-ALKYLASPARTYL DIPEPTIDE ESTER
COMPOUNDS appearing in the Official Gazette of November 18, 2003
should be deleted since no patent was granted."

an La n
Petitiond’Examiner
Office of Petitions
Office of the Deputy Commissioner

for Patent Examination Policy - = ... ..

cc:  Geraldine Dozier, Crystal Park 3-44| (FAX-306-2737)
Deneise Boyd, Crystal Park 2, Suite 1100 (FAX-308-541 3)
Mary Louise McAskill, Crystal Park 3-910 (FAX 305-4372)
‘Niomi Farmer, Crystal Park 3-910 (FAX-305-4372)
Mary E. Johnson (Cookie), P/OCS, CM1-6D0O7
Duane Davis (CDS), CM1-6A07
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Paper 03242005

OLIFF & BERRIDGE, PLC

P.0. BOX 19928 : MAR 2 5 2005
ALEXANDRIA, VA 22320

In re Application of:
Masao MURADE

Serial No.: 09/809,207 : DECISION ON PETITION
Filed: March 16, 2001 :

For: Docket No. 108092

This is a decision on the petition under 37 C.F.R. § 1.181, filed May 14, 2004, to withdraw the
holding of abandonment of the above-identified apphcatlon and to re-mail the Notlce of
Allowance and Fee(s) Due action of December 18, 2004.

The petition is GRANTED.

A Notice of Allowance and Fee(s) Due action was mailed on December 18, 2003, setting forth a
statutory period of three months to pay the issue fee. The application became abandoned for
failure to pay the issue fee.

Petitioner asserts that the Notice of Allowance and Fee(s) Due action mailed on December 18,
2003 was not received. To support this assertion, petitioner includes a copy of the docket records
for the Law Firm of Oliff & Berridge, PLC listing all the responses in their office with a due date
of March 18, 2004, had the December 18, 2003 Notice of Allowance and Fee(s) Due action been
received it would have entered into the docket records showing a base date of December 18,
2003 and a due date of March 18, 2004.

A review of the written record indicates that the Notice of Allowance and Fee(s) Due action was
returned as undelivered mail by the US Postal Service on December 30, 2003. The record does
not indicate that the Notice of Allowance and Fee(s) Due action was re-mailed pursuant to
MPEP 707.13.

For the above stated reasons, the Notice of Abandonment is hereby vacated and the holding of
abandonment is withdrawn. The Notice of Allowance and Fee(s) Due action will be re-mailed
and period for response will be reset to run three months from the date it is re-mailed.



Application No. 09/809,207 2
On Petition

The delay in re-mailing the Notice of Allowance and Fee(s) Due action and any inconvenience it
may have caused the petitioner is regretted.

Questiohs regarding this decision should be directed to Jose’ G. Dees at (571) 272-1569.

A Al ey

anice A. Falcone, Director
Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components
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WAY 19 2006,

Jay A. Stelacone

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

1300I Street, NW

Washington, D.C. 20005

In re Application of: Jean-Louis H. Gueret :
Appl. No.: 09/809,268 : DECISION ON PETITION
Filed: March 16, 2001 :
For: Product Applicator and Packing Unit Comprising
Such Applicator

This is a decision on the petition filed on July 23, 2003 by which petitioners request supervisory
review of, and reconsideration and reversal of the examiner’s withdrawal of claims pursuant to
an election of species requirement as set forth on July 8, 2002, traversed by petitioners on Jan.
22, 2003, and made final in the Office action of October-22, 2002. The petition is considered
pursuant to 37 CFR 1.144 and 37 CFR 1.181, and no fee is required.

The petition is granted.
A review of the prosecution history shows that:

1. As filed, this application contained claims 1-22 which were cancelled and replaced with
claims 23-222 by the preliminary amendment filed on 3/16/01.

2. On July 8, 2002, the examiner promulgated a requirement for election of species’ of Figs. 1-8.

3. Inresponse to the examiner’s election of species requirement, on Aug. 7, 2002, the applicant
has elected Fig. 4 and indicated claims 23-34, 36-39, 41-62, 64-69, 71, 72, 82-108, 110-115, 117,
118, 128-154, 156-161, 163, 164, 174-203, 205 and 214-222 were directed to the elected species
of Fig. 4.

4. On Oct. 22, 2002, the examiner promulgated a first action on the merits only for claims 136,
137, 146, 148-152, 156, 161, 163, 174, 175, 179 and 189-190. The examiner further held that the

' It is noted that the most recent version of the MPEP dated August 2005 has been revised to include a requirement
for the examiner to specifically address the issue of serious burden should either an election of species between
independent inventions or a restriction between independent or distinct inventions be made. This however was not
the procedure proscribed by the MPEP at the time of issuance of the original requirement herein.
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elected claims 23-135, 138-145, 147, 153-155, 157-160, 162, 164-173, 176-178, 180-188 and
191-222 do not read on the elected species of Fig. 4.

5. Inresponse, on Jan. 22, 2003, petitioner filed a request for re-consideration of the withdrawal
of claims 23-135, 138-145, 147, 153-155, 157-160, 162, 164-173, 176-178, 180-188 and 191-
222 and the traversal of the rejection of claims 136, 137, 146, 148-152, 156, 161, 163, 174, 175,
179 and 189-190.

6. On April 23, 2003, the examiner responded to the request for re-consideration by
promulgating a final rejection. In the final rejection, the examiner also repeated the restriction
requirement and made final.

7. On July 23, 2003, the petitioner filed the current petition requesting supervisory review of,
and reconsideration and reversal of the examiner’s withdrawal of claims 23-34, 36-39, 41-62, 64-
69,71, 72, 82-108, 110-115, 117, 118, 128-135, 138-145, 147, 153, 154, 157-160, 164, 176-178,
180-188, 191-203, 205 and 214-222.

Relevant Disclosed Inventions

A review of the application and of the claims shows that the claimed invention is an apparatus
for powdery or pasty product and method to apply a cosmetic product to a surface region. The
invention relates to the application of a make-up product such as eye shadow, cheek blusher,
make-up foundation, eyeliner, a nail-care product, liquid lip rouge, loose powder, paints,
adhesives, pasty or other liquid product, by using a sandwich-type applicator. The sandwich-
type product applicator is made of a semi-rigid support including at least one soft spongy
material. The support has an applicator portion and a gripping portion. The gripping portion is
covered, at least in part, by at least one layer of a first soft spongy material the flexibility of
which is greater than the flexibility of the support. Applicator portion is made of either a tuft of
bristles, a pencil brush, a feather, a sponge, a baize material or a foam end fitting fixed to a
gripping portion such as a rigid plastic handle. The applicator portion may be a portion of the
support covered, at least in part, by at least one layer of a second soft spongy material. The first
and the second materials may be identical or different. These materials are identical and are
formed of a material chosen from foams of polyurethane, polyester, polyether, polyvinyl chloride
or polyethylene. The first and/or the second spongy material fixed to one side of the applicator
may be a leakproof foam with closed cells. This material makes it possible to obtain an
applicator having one side impervious to the product. At least one of the spongy materials may
be flocked or covered with a fabric or a silicone layer. The spongy materials may be
impregnated with active cosmetic agents, anti-bactericidal agents, fungicides and agents filtering
ultraviolet radiation. The support may have at least two parallel sides, which allows the
applicator to be held more easily between the fingers. The support may be made of cardboard,
plastic, leather, or a foam that is more rigid than the first and second spongy materials. The
applicator may have any shape. It may take the form of a strip of uniform width, or one having a
thin portion and a wide portion, or even the form of a puff. The wide portion may have, as
viewed from above, a polygonal or circular shape. The puff may have a polygonal, square or
circular shape. The applicator may have a median axis parallel to the parallel sides of the support
and the applicator portion. The gripping portion may be symmetrical relative to this median



axis. The first spongy material may be fixed to one of the sides, or to the two sides, of the
support. The second spongy material may be fixed to one of the sides or to the two parallel sides.
The first and second materials are fixed to the same side of the support. The applicator may have
on the same side one or several layers of a spongy material that are identical or different, both as
regards the gripping portion and the applicator portion. Thus the flexibility of the applicator
portion and of the gripping portion may be identical or different. In particular, it is possible to
use spongy materials which are incompatible with one another and which cannot be welded
directly to one another. In this case, the materials are bonded to the support, and possibly to one
another in the case of multilayer materials. Moreover, the layer or layers of the first and second
materials may be joined or separated in a plane parallel to the sides of the support. The
applicator may have one or several cutouts traversing the support and the first and/or second
materials from one side to the other, i.e., through its thickness. This cutout or cutouts may be in
the gripping portion and/or the applicator portion. It has the effect of modifying the flexibility of
the support of the applicator. In particular, when the cutout is in the gripping portion, the softness
of the gripping fingers is increased. The user may hold the rigid handle of the applicator,
impregnate the applicator portion with the make-up product and place the impregnated applicator
portion into contact with the skin to be made up, e.g. the eyelid or the cheek.

Four embodiments on different applicators appear to be disclosed and illustrated as Figs. 1-
4, respectively. Figs. 5-7 illustrate various shapes of the four embodiments on different
applicators. Fig. 8 illustrates a packaging unit for the applicators.

Readability of Non-Elected Claims

The examiner in his office action of Oct. 22, 2002 held that the claims 23-135, 138-145, 147,
153-155, 157-160, 162, 164-173, 176-178, 180-188 and 191-222 do not read on the elected
specific of Fig. 4 because these claims are not generic. There is no support found in the elected
species of Fig. 4. Particularly, the examiner specifically stated that claim 23 requires that the
material of gripping portion covering the second end of the flexible support be impervious to a
cosmetic product as disclosed the only material being described as impervious is material 16b
which in the species of Fig. 4 is not covering a second end of the flexible support which is part of
the gripping portion 6. The examiner further stated that claim 24 requires that the flexible

support be cardboard and species of Fig. 4 does not disclose or show.

The bulk of Petitioner’s position that the claims 23-135, 138-145, 147, 153-155, 157-160, 162,
164-173, 176-178, 180-188 and 191-222 do read on the elected specific of Fig. 4. In particular,
the petitioner argued that the various claimed elements are exemplary feature and generic to all
disclosed embodiments.

Analysis of the Record in This Application

As noted in MPEP 2111, 2111.01, during patent examination, claims are given their broadest
reasonable interpretation consistent with the specification.

A careful review of the Summary of The Invention reveals that the support of claim 23 can be
found on Page 3, lines 24-26 and page 5, lines 3-6. The spongy material for elements 16¢, 16d is
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impervious to the cosmetic product. These claimed flexible materials are generic to all disclosed
embodiments.

Claim 23. A layered product applicator 1 comprising: an applicator portion 4 comprising a first
end of a flexible support, said application portion being configured to apply a cosmetic product;
and a flexible elongated gripping portion comprising a second end of the flexible support 2 and
at least one layer of a flexible material (16¢ or 16d) covering the second end (at 6) of the flexible
support 2, the flexibility of said material of said at least one layer being greater than the
flexibility of the support 2, said flexible material 16¢c, 16d being impervious to the cosmetic
product.

With regard to claim 24, the support can found on page 4, lines 10-12 and page 7, lines 15-16.
Again, the flexible support 2 comprises cardboard in claim 24 is generic to all embodiments.

Claim 24. A layered product applicator comprising: an application portion 4 comprising a first
end of a flexible support 2; and a flexible elongated gripping portion 6 comprising a second end
of the flexible support 2 and at least one layer of a flexible material 16¢ or 16d covering the
second end of the flexible support 2, the flexibility of said material of said at least one layer
being greater than the flexibility of the support, wherein the flexible support comprises cardboard
2. .

Based on the similar analysis as applied to claims 23, 24 for the remainder claims, Petitioner
correctly opined on pages 5-15 of the Petition that all claimed elements as set forth in claims 26-
34, 36-39, 41-62, 64-69, 71, 72, 82-108, 110-115, 117, 118, 128-135, 138-145, 147, 153, 154,
157-160, 164, 176-178, 180-188, 191-203, 205 and 214-222 are exemplary features to all
disclosed embodiments.

For the reasons as stated above, claims 23-34, 36-39, 41-62, 64-69, 71, 72, 82-108, 110-115,
117, 118, 128-135, 138-145, 147, 153, 154, 157-160, 164, 176-178, 180-188, 191-203, 205 and
214-222 must be rejoined and examined. Accordingly, the withdrawal of claims 23-34, 36-39,
41-62, 64-69, 71, 72, 82-108, 110-115, 117, 118, 128-135, 138-145, 147, 153, 154, 157-160,
164, 176-178, 180-188, 191-203, 205 and 214-222 from consideration by the examiner is hereby
vacated.

The application is being forwarded to the Supervisory Patent Examiner of Art Unit 3732 who
will have the examiner promulgate an action on the merits of the presently pending claims 23-34,
36-39, 41-62, 64-69, 71, 72, 82-108, 110-115, 117, 118, 128-135, 138-145, 147, 153, 154, 157-
160, 164, 176-178, 180-188, 191-203, 205 and 214-222 not inconsistent with this Decision.

PETITION GRANTED

Frederick R. Schmfdt Di
Technology Center 3700
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Gowling, Lafluer, Henderson LLP
Suite 4900 OFFICE OF THE pif
Commerce Court West TC 3600 U TOR
Toronto, ON M5L 1J3

Canada

Paper No. §
In re application of : DECISION ON PETITION
Robert K. Smith : TO MAKE SPECIAL
Application No. 09/809,307 : (INFRINGEMENT)

Filed: March 16, 2001
For: FREE FLOATING SUB-FLOOR PANEL

This is a decision on the petition under 37 C.F.R § 1.102(d) filed February 20, 2002 to
make the above-identified application special.

The petition requests that the above-identified application be made special under the
procedure set forth in M.P.E.P. § 708.02, item II: Infringement.

MPEP 708.02 states that a Petition to Make Special based on Infringement must have
the following: (1) the appropriate petition fee under 37 CFR 1.17(i); (2) a statement by
the assignee, applicant, or attorney alleging: (A) that there is an infringing device or
product actually on the market; (B) that a rigid comparison of the alleged infringing
device or product with the claims of the application has been made, and that, in his or
her opinion, some of the claims are unquestionably infringed; and (C) that he or she
has made a careful and thorough search of the prior art, or has good knowledge of the
prior art, and has sent a copy of the references deemed most closely related to the

. subject matter encompassed by the claims.

The petition filed February 20, 2002 includes all of the requirements above and,
therefore, the petition is GRANTED.

The examiner is directed (1) to make an interference search for possible interfering
applications; (2) to promptly examine this application out of turn; and (3) if any
interfering application is discovered, to examine such application simultaneously and
state in the first official letter of such application that it is being taken out of turn
because of a possible interference.
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Petitioner is advised that this application will continue to be special, throughout its
entire prosecution and pendency, including interference and appeal, if any, only if
petitioner makes a prompt bona fide effort, in response to each Office action, to place
the application in condition for allowance, even if it is necessary to conduct an
interview with the examiner to accomplish this purpose.

N __

Steven N. Meysys

Special Programs Examiner
Technology Center 3600
(703) 308-3868

snm/snm : 2/27/02
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WASHINGTON DC 20001-4413

. DEC 17 2008
In re Application of :
Campbell, et al. : LETTER REGARDING PTA
Application No. 09/809,325
Filed: March 16, 2001
Atty. Dkt. No.: : 08049.0002

This letter is in response to the “NOTICE OF POSSIBLE PTO ERROR
IN THE DETERMINATION OF PATENT TERM ADJUSTMENT LETTER AND
REQUEST FOR CLARIFICATION OF CALCULATION, ” filed July 18, 2008.
The Office thanks applicants for their good faith and candor in
bringing this to our attention.

The Determination of Patent Term Adjustment mailed April 21,
2008 indicated that the above-identified application was
entitled to a patent term adjustment (“PTA”) of 716 days.
Applicants indicate that the correct adjustment is 624 days.

The correct Patent Term Adjustment (“PTA”) at the time of the
allowance is 504 days.

Applicants do not set forth with specificity any perceived
errors in the calculation of adjustment.

A review of the calculation does not reveal error in the
adjustments totalling 1,056 days accorded for USPTO delays or
the reductions totalling 340 days accorded for applicants’

failure to engage in reasonable efforts to conclude prosecution.

However, a review of the record reveals that the Office
neglected to assess two separate reductions for delays on the
part of applicants.

The adjustment totalling 1,056 days is properly reduced an
additional 120 days in accordance with 37 CFR 1.704 (b) in
connection with the reply to the Notice to File Missing Parts

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.Q. Box 1480

ALEXANORIA, VA 22313-1450

www, uspto.gov

mailed April 24, 2001. Accordingly, the reduction commenced July

25, 2001, the day after the date that is three months after the

date that the Notice to File Missing Parts was mailed, and ended
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November 21, 2001, the date that a reply to the Notice to File
Missing Parts was filed.

The adjustment totalling 1,056 days is further properly reduced
92 days in accordance with 37 CFR 1.704(b) in connection with
the Request for Continued Examination (RCE) filed June 1, 2006.
The reduction commenced March 2, 2006, the day after the date
that is three months after the date that the final rejection was
mailed, and ended June 1, 2006, the date that the RCE was filed.

Accordingly, at the time of allowance, the application is
entitled to an overall adjustment of 504 days (adjustments
totalling 1,056 days less reductions totalling 552 days).

As applicants are advising us of a potential error in providing
too much patent term adjustment in this application, no fee is
due in connection with this matter.

The patent term adjustment indicated in the patent will include
any additional patent term accrued pursuant to §§ 1.702(a) (4)
and 1.702(b).

This application is being forward to the Office of Data
Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed
to the Alesia M. Brown at (571) 272-3205.

ooy

Kery Fries .
Senior Patent Attorney
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Copy of Adjustment PAIR Calculation
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THE WEBB LAW FIRM, P.C. Mail Date: 04/21/2010
700 KOPPERS BUILDING

436 SEVENTH AVENUE
PITTSBURGH, PA 15219

Applicant : Frank Rademacher : DECISION ON REQUEST FOR
Patent Number : 7629996 : RECALCULATION of PATENT
Issue Date : 12/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/809,405 : OF WYETH AND NOTICE OF INTENT TO

Filed : 03/15/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1052 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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COPY MAILED
JAN 10 2002
OFFICE OF PETITIONS
In re Application of
McCarthy & Ingram :
Application No. 09/809,429 : DECISION REFUSING STATUS
Filed: 16 March, 2001 : UNDER 37 CFR 1.47(a)

Attorney Docket No. 111472.120US1

This is in response to the petition filed under 37 CFR 1.47(a) on
17 December, 2001. :

The petition is DISMISSED.

Rule 47 applicant is .given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled “Request for Reconsideration of
Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor.

FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time may be obtained in accordance with 37 CFR

1.136(a).

The above-identified application was filed on 16 March, 2001,
without an executed oath or declaration. Accordingly, on 17 May,
2001, Initial Patent Examination Division mailed a "“Notice to
File Missing Parts of Nonprovisional Application” requiring the
statutory basic filing fee, additional claim fee(s), an executed
oath or declaration, and a surcharge for their late filing.

In response, on 17 December, 2001, petitioners filed a request
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and payment for a five (5) month extension of the time to reply
to the aforementioned Notice, accompanied by an executed
declaration naming Peter J. McCarthy and Kevin Ingram as joint
inventors and signed by joint inventor McCarthy on behalf of
himself and joint inventor Ingram, and the requiring filing fees,
surcharge, and petition fee.

Petitioners assert that Ingram was sent a draft application but
failed to sign and return the declaration, which was .subsequently
sent to him.

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable oath or declaration in compliance with 35
U.S.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
petition and/or declaration is not filed at the time of filing
the application, and

(5) a statement of the last known address of the non-signing
inventor.

The petition lacks item (1). In regards to item (1), petitioners
have not submitted sufficient evidence to prove that a copy of
the application as filed (specification including claims,
drawings if any, and the declaration) was sent or given to the
non-signing inventors. The affidavit of petitioner’s registered
patent attorney, Gregory S. Discher, states that a “first draft”
of the application was sent to TruMarkets, the assignee, and that
the declaration was subsequently sent to Ingram. Thus,
petitioners have not shown that the application papers were ever
sent or given to Ingram.

Petitioners should send a copy of the application (specification,
including claims, drawings, if any, and the declaration) to the
non-signing inventor at his last known address with a request
that he sign and return the declaration. Petitioners may show
proof by providing a copy of the cover letter transmitting the
application papers to the non-signing inventor or provide details
given in an affidavit or declaration of facts by a person having
first hand knowledge of the details. ‘

Petitioners must also present proof that the non-signing
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inventors refuse to sign the declaration after being sent or
given a copy of the application papers. If there is a written
refusal, a copy of the written refusal should be submitted with
any renewed petition. If the refusal was made orally to a
person, then that person must provide details of the refusal in
an affidavit or declaration of facts.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Assistant Commissioner for Patents
Box DAC
Washington, D.C. 20231

By FAX: (703) 308-6916
Attn: Office of Petitions

By hand: Crystal Plaza Four, Suite 3C23
2201 S. Clark Place
Arlington, VA

Telephone inquiries related to this decision should be directed
to the undersigned at 703-308-6918.

D Wiool

Douglas I. Wood

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 9

GREGORY S. DISCHER
HALE AND DORR LLP
THE WILLARD OFFICE BUILDING
1455 PENNSYLVANIA AVENUE, NW
WASHINGTON, DC 20004 COPY MAILED

MAR 1 12002
In re Application of :
Peter J. McCarthy et al. ‘ ; OFFICE OF PETITIONS
Application No. 09/809,429 :
Filed: March 16, 2001 : DECISION NOTING JOINDER OF
For: SYSTEM, METHOD AND MEDIUM : INVENTOR AND PETITION UNDER
FOR TRADING FIXED INCOME : 37 CFR 1.47(a) MOOT
SECURITIES

Papers filed on February 21, 2()02.in response to a “Decision Refusing Status Under 37 CFR
1.47(a),” mailed January 10, 2002, included a Declaration signed by previously nonsigning
inventor Kevin Ingram in compliance with 37 CFR 1.63.

In view of the joinder of the inventor, further consideration under 37 CFR 1.47(a) is moot; this
application does not have any rule 1.47(a) status and no such status should appear on the file
wrapper. This application need not be returned to this office for any further consideration under
37 CFR 1.47(a).

This application is being forwarded to the Initial Patent Examination Unit.

Inquiries related to this decision may be addressed to Irvin Dingle at (703) 306-5684.

Lead Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 15
In re Application of Goh
James G. Retzloff et al Directors GHiC2 DECISION ON PETITION
Application No. 09/809,454 Group 3700 :
FiFed: March 15, 2001 :

Attorney Docket No. VIKO01 P-331

This is a decision on the petition, filed by facsimile transmission on January 20, 2004, by which petitioners .
request withdrawal of the finality of the examiner's Office action dated October 17, 2003. The petition‘-is,},
considered pursuant to 37 CFR 1.181, and no fee is required. A refund of the $130.00 petition fee will be’
credited to Deposit Account No. 22-0190. .

The petition is dismissed as being untimely filed.
37 CFR 1.181(f) reads:

"The mere filing of a petition will not stay any period for reply that may be running against the application, nor
act as a stay of other proceedings. Any petition under this part not filed within two months of the mailing date of
the action or notice from which relief is requested may be dismissed as untimely, except as otherwise provided. This
two-month period is not extendable. " (Emphasis supplied.)

As the instant petition was filed more than two months after the action from which relief is requested, the
petition is untimely filed.

As a courtesy to petitioners, a cursory review of the petition on its merits has been undertaken. That review
shows that the petition does not appear to set forth an adequate basis for the relief requested. The MPEP
material quoted and relied upon in the petition appears in MPEP § 706.07(b). However, the phrase "would
have been properly finally rejected on the grounds and art of record in the next Office action ..." refers to
the propriety of the final rejection as a matter of procedure, i.e. as a matter of the procedural practice
describe in MPEP § 706.07(b). The issue of whether the rejections promulgated by the examiner are legally
correct on their merits is irrelevant to the question of whether the examiner's action was properly made final
as matter of procedure. The legal correctness of the rejections in the action is not petitionable, since it that
issue is appealable. See 37 CFR 1.181(a)(1). Petitioner cannot obtain relief on a procedural matter by way
of a petition based solely upon resolution of an issue which is appealable and not petitionable. Similarly,
the fact that the examiner allowed some claims on the merits is irrelevant to the question of whether it was
procedurally proper to close prosecution on the rejection rejected claims by making the action final.

Petitioners are entitled to file a renewed petition, without fee, addressing the matter of timeliness of the filing
of the original petition and demonstrating a basis for excusing the late filing of the original petition. If such
renewed petition is granted, petitioners will then be entitled to a formal and detailed review of the substance
of the original petition. The filing of a renewed petition will not stay any period for reply that may be
running against the application or act as a stay of other proceedings. See 37 CFR 1.181(f).

PETITION DISMISSED.

\ X

Richard A. Bertsch, Director
Technology Center 3700

Van Dyke, Gardner, Linn and Burkhart, LLP
2851 Charlevoix Drive, S.E.

P.O. Box 888695

Grand Rapids, MI 49588-8695
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PIETRAGALLO GORDON ALFANO BOSICK & RASPANTI LLP
ONE OXFORD CENTRE, 38TH FLOOR
301 GRANT STREET COPY MAILED

PITTSBURGH PA 15219-6404 MAY 22 2008

In re Application of

Michael WHOLEY et al. : ' :
Application No. 09/809,468 . DECISION ON PETITION -
Filed: March 15, 2001 :

Attorney Docket No. 180431-00015

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
- April 10, 2008, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned as a result of petitioner’s failure to file an appeal brief (and
fee required by 37 CFR 41.20(b)(2)) within the time period provided in 37 CFR 41.37(a)(1). As
an appeal brief (and appeal brief fee) was not filed within two (2) months of the Notice of Appeal
filed July 23, 2007, and no extensions of time under the provisions of 37 CFR 1.136(a) were
obtained, the appeal was dismissed and the proceedings as to the rejected claims were
r ~ terminated. See 37 CFR 1.197(b). As no claim was allowed, the application became abandoned
~ on September 25, 2007. See MPEP 1215.04.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an appeal brief, (2) the petition fee of $770, and (3) a proper statement of
unintentional delay. Accordingly, the reply to the final Office Action of January 22, 2007 is
acc'eptedvas having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-
2783. '

This application is being referred to Technology Center AU 3761 for appropriate action by the
Examingr in the noymal course of business on the reply received.

amesh Krishnamurthy
etitions Examiner
Office of Petitions
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%BB%ICGHT & J?AWORSKI, LLP COPY MAILED
SUITE 5100
HOUSTON TX 77010-3095 JUL 3 1 2002

£ OF PETITIONS
In re Application of : OFFiC
P. Read Montague et al. : DECISION ON
Aﬁ)plication No. 09/809,481 : PETITION UNDER
Fi

ed: March 15, 2001 :37 CFR § 1.182
Title: METHOD AND SYSTEM FOR LINKED :
COMMUNICATION BETWEEN CLIENT STATIONS

Attorney Docket No. HO-P01963 US1

Pub. Date: November 11, 2001

This is a decision on the petition under 37 CFR 1.182 filed July 3, 2001, requesting that
replacement drawing sheets 1-10 be included in the patent application publication.

The petition is DISMISSED AS MOOT.

On March 15, 2001, the application was filed claiming the benefit of provisional application
60/189,567, filed on March 15, 2000.

On July 3, 2001, the petition under 37 CFR 1.182 ‘requestin% that replacement drawings sheets
1-10 be included in the patent application publication was filed

On November 11, 2001, Patent Application Publication US 2001/0037365 A1 was published.

The drawing sheets were not received within the later of one month from the filing date of the
application or fourteen months from the earliest filing date for which a benefit is sought under title
35, United States Code.! While replacement drawings that are received later than this date may
be included in the patent application publication, the drawings were not able to be used in the
patent application publication. Since the patent application publication has already published as
US 2001/0037365 Al, the petition is dismissed as moot.

The application is being forwarded to Technology Center 2100 to await further examination in
due course.

Telephone inquiries specific to this matter should be directed to Mark O. Polutta at
(703) 308-8122.

=N

Karin Ferriter

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy

!Drawings in Patent Application Publications and Patents, 1242 Off. Gaz. Pat. Office Notices 114
(Jan.16, 2001).
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Fulbright & Jaworski LLP
Suite 5100

1301 McKinney
Houston, TX 77010-3095

In re Application of: P. Read Montague et al.

Application No. 09/809,481

Filed: March 15, 2001

For. METHOD AND SYSTEM FOR
LINKED COMMUNICATION
BETWEEN CLIENT STATIONS

DECISION ON PETITION UNDER 37
CFR. §1.182

This is a decision on the “Petition for Replacement Drawings for Inclusion in Patent Application For
Publication” (filed July 3, 2001), filed under 37 C.F.R. §1.182.

The petition is accompanied by 10 sheets of replacement drawings. However, the present patent
application has already published as Pre-Grant Publication US2001/0037365 Al on November 11, 2001.

Accordingly, the petition is MOOT.

If the petitioner desires further review of this Decision, applicant should consider filing a Request for Nesded ”
Reconsideration within 2 months of the mailing date of this Decision. .

Showld P L.
Allen R. MacDonald, Group Director be added alooud
Technology Center 2100 I,m,_\,;,,\S oty considar

Computer Architecture, Software, and Electronic Commerce )
s ed W\J‘—x N\MN
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In re Application of : A. Keene

Application No. 09/809,494

Filed: March 15, 2001 DECISION ON PETITION
For: SYSTEM AND METHOD FOR CHECK TO MAKE SPECIAL
EXCEPTION ITEM NOTIFICATION

This is a decision on the petition, filed March 15, 2001 under 37 C.F.R. §102(d) and MP.EP. §
708.02(VII): Accelerated Examination, to make the above-identified application special.

M.P.EP. § 708.02, Section VIII which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. § 102(d) states in relevant part:

A new application (one which has not received any examination by the examiner) may be granted special status
provided that applicant (and this term includes applicant’s attorney or agent) complies with each of the following
items:

(A) Submits a petition to make special accompanied by the fee set forth in 37 CFR 1.17(i);

®B) Presents all claims directed to a single invention, or if the Office determines that all the claims presented
are not obviously directed to a single invention, will make an election without traverse as a prerequisite to the grant
of special status.. ;

© Submits a statement(s) that a pre-examination search was made, listing the field of search by class and
subclass, publication, Chemical Abstracts, foreign patents, etc. A search made by a foreign patent office satisfies
this requirement;

®) Submits one copy each of the references deemed. most closely related to the subject matter encompassed by
the claims if said references are not already of record; and

E) Submits a detailed discussion of the references, which discussion points out, with the particularity required
by 37 CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the references.

In those instances where the request for this special status does not meet all the prerequisites set forth above,
applicant will be notified and the defects in the request will be stated. The application will remain in the status of a
new application awaiting action in its regular turn. In those instances where a request is defective in one or more
respects, applicant will be given one opportunity to perfect the request in a renewed petition to make special. If
perfected, the request will then be granted. If not perfected in the first renewed petition, any additional renewed
petitions to make special may or may not be considered at the discretion of the Group Special Program Examiner.
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Applicant’s submission is deficient in that it does not comply with (B) and (E) above. With
respect to (B), while a statement is found regarding making an election without traverse if the
claims are not directed to a single invention, no statement is found asserting that all the claims
presented are directed to a single invention. With respect to (E), while applicant discusses the
content of the references and argues that they do not disclose how exception clients are notified
of exception items by the payor bank, such limitations are not found in all the independent
claims. Independent claims 23 and 25 have a different scope that is not covered by the
discussion of the references.

Accordingly, the Petition is DENIED. The application file is being forwarded to Central Files to
await examination in its proper turn based on its effective filing date.

Any request for reconsideration must be filed within two months of the mailing date of this
decision.

A Yod M [
Robert A. Weinhardt v
Special Program Examiner
Technology Center 2100
Computer Architecture, Software,
& Electronic Commerce

703-305-9780
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OSTROLENK FABER GERB & SOFFEN
1180 AVENUE OF THE AMERICAS
NEW YORK , NY 10036-8403

In re Application of : A. Keene

Application No. 09/809,494

Filed: March 15, 2001 DECISION ON PETITION ,
For: SYSTEM AND METHOD FOR CHECK TO MAKE SPECIAL -
EXCEPTION ITEM NOTIFICATION

This is a decision on the renewed petition filed January 2, 2002 resulting from the decision
mailed October 1, 2001 regarding the petition filed March 15, 2001 under 37 C.F.R. §102(d) and
M.P.EP. § 708.02(VIIl): Accelerated Examination, to make the above-identified application
special.

M.PEP. § 708.02, Section VII which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. § 102(d) states in relevant part:

A new application (one which has not received any examination by the examiner) may be granted special status
provided that applicant (and this term includes applicant’s attorney or agent) complies with each of the following
items:

(A) Submits a petition to make special accompanied by the fee set forth in 37 CFR 1.17(i);

(B) . Presents all claims directed to a single invention, or if the Office determines that all the claims presented
are not obviously directed to a single invention, will make an election without traverse as a prerequisite to the grarit
of special status...;

© Submits a statement(s) that a pre-examination search was made, listing the field of search by class and
subclass, publication, Chemical Abstracts, foreign patents, etc. A search made by a foreign patent office satisfies
this requirement;

D) Submits one copy each of the references deemed most closely related to the subject matter encompassed by
the claims if said references are not already of record; and '
(E) Submits a detailed discussion of the references, which discussion points out, with the particularity required

by 37 CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the references.

In those instances where the request for this special status does not meet all the prerequisites set forth above,

applicant will be notified and the defects in the request will be stated. The application will remain in the status of a

new application awaiting action in its regular turn. In those instances where a request is defective in one or more’
respects, applicant will be given one opportunity to perfect the request in a renewed petition to make special. If
perfected, the request will then be granted. If not perfected in the first renewed petition, any additional renewed

petitions to make special may or may not be considered at the discretion of the Group Special Program Examiner.
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Based on the certificate of mailing, the request for reconsideration is seen as timely. Applicant’s
submissions filed March 15, 2001 and January 2, 2002 together meet all the criteria set forth
above and the petition is GRANTED.

The application file is being forwarded to the Examiner for accelerated examination in
accordance with M.P.E.P. §708.02. If the application is subsequently allowed, it will be given
priority for printing. See M.P.E.P. §1309.

7 Z
Sk H
Kobert A. Weinhardt

Special Program Examiner
Technology Center 2100

Computer Architecture, Software,
& Electronic Commerce
703-305-9780
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In re Patent No. 6,984,293 - OFFICE OF PETITIONS

Application No. 09/809,534 :

Filed: March 15, 2001 : ON PETITION
Issued: January 10, 2006 :

Attorney Docket No. 2027.601000

Thisis a dec1s1on on the petition filed March 24, 2006, which is being treated as a request under
37 CFR 3.81(b)' to add the name of the assignee to the front page of the above-identified patent
by way of a Certificate of Correction.

The request is GRANTED.

The patent file is being forwarded to the Certificates of Correction Branch for issuance of the
requested Certificate of Correction.

Telephone inquiries concerning this decision may be directed to Petitions Examiner Liana Walsh
at (571) 272-3206. Inquiries regarding the issuance of a certificate of correction should be
directed to the Certificate of Correction Branch at (571) 272-4200. :

rances Hicks

Petitions Examiner
Office of Petitions

! See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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TIMOTHY E. NAUMAN COPY MAILED
FAY, SHARPE, FAGAN, MINNICH & McKEE, LLP
1100 SUPERIOR AVENUE, 7TH FLOOR . NOV 2 1 2003

CLEVELAND, OH 44114

OFFICE OF PETITIONS

In re Application of

Gerard de Cort, et al. :

Application No. 09/809, 541 : ON PETITION
Filed: March 15, 2001 :

Attorney Docket No. LDPQO0681

e it T R,

This is a decision on the petition under 37 CFR 1.137(b), filed
November 10, 2003, to revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to
reply in a timely manner to the Notice to File Missing Parts of
Application (Notice) mailed May 16, 2001. The Notice set a period
for reply of two (2) months from the mail date of the Notice. No
extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the above-identified application became
abandoned on July 17, 2001.

The file is being forwarded to the Office of Initial Patent
Examination for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703) 306-9200.

A~ ) |

Edward J. Tannouse

Petitions Attorney

Office of Petitions

United States Patent and Trademark Office
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ALLEGHENY TECHNOLOGIES INCORPORATED
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PITTSBURGH, PA 15222 COPY MAILED

APR 1 5 2003
In re Application of : OFFICE OF PETITIONS
Steven H. Reichman :
Application No. 09/809,548 : ON PETITION

Filed: March 15, 2001
Attorney Docket No. RL-1970

This is a decision on the petition under 37 CFR 1.137(b), filed March 28, 2003, to
revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely
manner to the Notice to File Corrected Application Papers (Notice) mailed April 24,
2001. The Notice set a period for reply of two (2) months from the mail date of the
Notice. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the above-identified application became abandoned on June
25, 2001.

Telephone inquiries concerning this decision should be directed to Wan Laymon at
(703) 305-9282.

The application file is being forwarded to the Office of Initial Patent Examination.

Wan L on

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 10/20/09

TO SPE OF ART UNIT __2823
SUBJECT : Request for Certificate of Correction for Appl. NoQ9/809,595No.: 7,590,688

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

L3

RoChaun Johnson

Certificates of Correction Branch
571 272-0470

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
QO Denied State the reasons for denial below.
Comments:
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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A Johnson, Rochaun :

From: Siddigi, Mohammad

Sent: Thursday, October 22, 2009 1:55 PM

To: Flynn, Nathan

Cc: Johnson, Rochaun

Subject: RE: SPE's Response for IFW doc 09/809,595 7590688
Attachments: SPE's Response for IFW docs (3) (2) (2) (3) (2) (2).doc

B

SPE's
1se forlIFW d
Nathan,

Please find attached certifications of correction for your review. I have approved it. Let
me know If I need to do any thing more formally.

thanks

————— Original Message-----

From: Johnson, Rochaun

Sent: Tuesday, October 20, 2009 9:35 AM

To: Siddiqgi, Mohammad

Subject: SPE's Response for IFW doc 09/809,595 7590688

Please review the attached PTOL 306 form requesting approval or denial of the C of C dated
10/09/09 requesting to make a change to the title page and the claims. Please respond by
approving or denying and signing the PTOL 306, and have it scanned into e-dan as COCOX or
e-mail the completed PTOL 306 form back to me and I will have it scanned. You may also
fax the completed form to 571 270-9754. The Attorney is calling for the status.

Your immediate attention is greatly appreciated.

Thank you,

RoChaun Johnson

571 272-0470
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Russell D. Orkin Mail Date: 04/21/2010
700 Koppers Building

436 Seveth Avenue
Pittsburgh, PA 15219-1818

Applicant : Paul D. Franke : DECISION ON REQUEST FOR
Patent Number : 7590688 : RECALCULATION of PATENT
Issue Date : 09/15/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/809,595 : OF WYETH AND NOTICE OF INTENT TO

Filed : 03/15/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1211 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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OFFICE OF PETITIONS
In re Application of ;
Wilson : DECISION ON PETITIONS
Application No. 09/809,602 : UNDER 37 CFR 1.78(a)(3) AND
Filed: March 14, 2001 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. ADAPPO85A2

This is a decision on the petitions under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed July 25, 2005
(certificate of mailing July 21, 2005), to accept an unintentionally delayed claim under 35 U.S.C.
§§120 and 119(e) for the benefit of the prior-filed applications set forth in the concurrently filed
amendment.

The petitions are Granted.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(i1). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by:

(1)  the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted, : )

(2)  the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii)) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional.

The instant nonprovisional application was filed after November 29, 2000, and the claim herein
for the benefit of priority to the prior-filed applications is submitted after expiration of the period
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specified in 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(i1). Therefore, this is a proper petition under
37 CFR §§ 1.78(a)(3) and 1.78(a)(6).

The instant nonprovisional application was pending at the time of filing of the reference to the
prior-filed applications. Additionally, newly claimed application no. 09/490,630 was filed within
twelve months of the filing date of the prior-filed provisional applications, Application No.
60/117,226, which was filed on January 26, 1999 and Application No. 60/163,266, which was
filed on November 3, 1999, for which priority is claimed.

The petition complies with the requirements for a grantable petition under 37 CFR §§1.78(a)(3)
and 1.78(a)(6) in that (1) a reference to the prior-filed nonprovisional and provisional
applications has been included in an amendment to the first sentence of the specification following

 the title, as provided by 37 CFR §§ 1.78(a)(2)(iii) and 1.78(a)(5)(iii); (2) the surcharge fee
required by 37 CFR 1.17(t) has been submitted; and (3) the petition contains a proper statement
of unintentional delay. Accordingly, having found that the instant petition for acceptance of an
unintentionally delayed claim for the benefit of priority under 35 U.S.C. §§ 120 and 119(e) to the
prior-filed nonprovisional and provisional applications satisfies the conditions of 37 CFR §§
1.78(a)(3) and 1.78(a)(6), the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) should not be construed as meaning that the
instant application is entitled to the benefit of the filing date of the prior-filed applications. In
order for the instant application to be entitled to the benefit of the prior-filed applications, all
other requirements under 35 U.S.C. §120 and 1.78(a)(1) and (a)(2) and under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed applications
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed applications noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the instant application is entitled to
the benefit of the earlier filing dates.

A corrected Filing Receipt, which includes the priority claim to the prior-filed applications,
accompanies this decision on petition.

Any questions concerning this matter may be directed to Petitions Attorney E. Shirene Willis at
(571) 272-3230. All other inquiries concerning either the examination procedures or status of the
application should be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2143 for appropriate action on
the amendment submitted July 25, 2005 (certificate of mailing date July 21, 2005), including
consideration by the examiner of the claim under 35 U.S.C. § 120 and 37 CFR 1.78(a)(2) for the
benefit of the prior-filed application, and for consideration of the claim under 35 U.S.C. §119(e)
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and 37 CFR 1.78(a)(5) for the benefit of the prior-filed provisional applications.

Lead Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of:
Andrew W. WILSON, et al.
Application No. 09/809,602 DECISION ON PETITION
Filed: March 14, 2002 ‘ UNDER 37 C.F.R. § 1.181
For: DEVICE DISCOVERY METHODS AND
SYSTEMS IMPLEMENTING THE SAME

This is a decision on the petition filed January 9, 2007 under 37 CFR § 1.181 ‘to invoke
Supervisory Authority of the Commissioner and require the Examiner to either identify any
issues that would require further consideration and search or the finality of the April 8™ 2005
office action should be withdrawn thus the amendment would be entered.

The petition is DISMISSED AS MOOT.

On January 9, 2007, applicant’s counsel filed a petition to the Director under 37 CFR § 1.181 to
seek relief from actions of the examiner in relation to the Final Office action mailed October 5,
2006. In the petition, applicant’s counsel requested that the amendment filed on January 9, 2007
be entered and withdraw the final rejection.

On February 12, 2007, the finality of the October 5, 2006 office action was withdrawn, and entry
of the January 9, 2007 after final amendment and allowance of the application was granted.

Accordingly, the petition is DISMISSED AS MOOT.

Any inquixy concerning this decision should be directed to John Follansbee at (571) 272-3964.

lﬂp /

John Follajisbee, WQAS

Technology Center 2100

Computer Architecture, Software, and
Information Security
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ROBYN ADAMS

PATENT DEPARTMENT
ZYMOGENETICS, INC.

1201 EASTLAKE AVENUE EAST
SEATTLE, WA 98102

In re Application of

Paul O. Sheppard et al :

Serial No.: 09/809,617 : PETITION DECISION
Filed: March 15, 2001 :

Attorney Docket No.: 98-29D1

This is in response to the petition under 37 CFR 1.181, filed July 5, 2005, requesting withdrawal
of a Notice of Appeal.

The file history shows that the examiner mailed a Final Office action to applicants on January

12, 2005, setting a three month shortened statutory period for reply. Applicants replied on April
14, 2005 (Certificate of Mailing dated April 12, 2005), with an amendment and a Notice of
Appeal and required fee therefore. The Notice of Appeal was considered a proper reply to the
Final Office action and set a two month time period for submission of an Appeal Brief.
Subsequent to the filing of the amendment and Notice of Appeal, the examiner mailed a Notice
of Non-Compliant Amendment to applicants on May 5, 2005. The Notice set a thirty day time
period for submission of a corrected amendment. Applicants filed a corrected amendment on
June 2, 2005, subsequent to which a Notice of Allowability and a Notice of Allowance and Issue
Fee Due were mailed to applicants on June 15, 2005.

The petition is DENIED. It is noted that the filing of the Notice of Appeal (the filing of which
could have been delayed) stopped the time period for response to the Final Office action. Had
the time period not been stopped the Notice of Non-Compliant Amendment would have required
applicants to provide a corrected amendment and an extension of time of two months in order for
the amendment to be considered timely (note paragraph 1 under Time Periods for Reply on the
Notice). The filing of the Notice of Appeal permitted the corrected amendment to be submitted
without any additional fee.

Should there be any questions about this decision please contact William R. Dixon, Jr., by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or
by facsimile sent to the general Office facsimile number 571-273-8300.

Bruce M. Kisliuk

Director, Technology Center 1600
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In re Application of
Faris, et al. :
Application No. 09/809,638 : DECISION

Filing Date: 14 March, 2001
Attorney Docket No.: G&C 129.35-US-01

This is a decision on one of two separate petitions filed on 15 March, 2006, under 37 C.F.R.
§1.183, and also appropriately considered under 37 C.F.R. §1.131.

For the reasons set forth below, the petitionunder 37 C.F.R. §1.183 is DISMISSED, and the
petition as considered under 37 C.F.R. §1.131 is DISMISSED because the petition under 37
C.F.R. §1.183 is dismissed.

There appears to be no indication that Petitioner herein was ever empowered to prosecute

the instant application. If Petitioner desires to receive future correspondence regarding
this application, the appropriate power of attorney documentation must be submitted. A

courtesy copy of this decision will be mailed to Petitioner. However, all future
correspondence will be directed to the address of record until such time as appropriate
instructions are received to the contrary.
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NOTES:

(1) Any petition (and fee) for reconsideration of this decision must be submitted
within two (2) months from the mail date of this decision. Extensions of time
under 37 C.F.R. §1.136(a) are permitted. The reconsideration request should
include a cover letter entitled “Renewed Petition under 37 C.F.R. §1.47.”

(2)  Thereafter, there will be no further reconsideration of this matter.

BACKGROUND

The record reflects that;

. the instant application was filed in March 2001, and through prosecution Petition sought
to provide support to overcome a rejection by the Examiner by use of a declaration under
37 C.F.R. §1.131-however, Petitioner, who, as noted above, does not appear to be of
record in this matter, seeks to accomplish this task in the face of the alleged failure of co-
inventor Steven Chappell Mitchell’s (Mr. Mitchell) failure to join in the declaration;

. there is no indication if or when Mr. Mitchell left the employ of the assignee, or as to
the diligence of the search undertaken to ensure that the representation by Petitioner to the

Office as to the proper/accurate/current/reasonably-stated-as-the-last-known residence for
Mr. Mitchell.

ANALYSIS

Having failed to file a properly executed declaration, Petitioner contends that the Office should
waive under 37 C.F.R. §1.183' the Rules of Practice without an adequate showing of diligence
as to ascertaining the proper/accurate/current/reasonably-stated-as-the-last-known residence for
the absent co-inventor.

While the instant petition is not filed under 37 C.F.R. §1.47, that provision of the Rules of
Practice certainly suggest guidelines for addressing the matter of a non-signing
inventor—including concerns as to ensuring the proper representation to the Office of diligence as
to determining a proper/accurate/current/reasonably-stated-as-the-last-known residence for the

! The regulations at 37 C.F.R. §1.183 provide, in pertinent part:
§1.183 Suspension of the Rules.
In an extraordinary situation, when justice requires, any requirement of the regulations in this part which is not a requirement of the statutes
may be suspended or waived by the Commissioner or the Commissioner's designee, sua sponte, or on petition of the interested party, subject to
such other requirements as may be imposed. * * *
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absent co-inventor. proper/accurate/current/reasonably-stated-as-the-last-known residence for the
absent co-inventor. (There was not even an indication that any attempt was made to contact the
individual by telephone to ensure that an address is current.)

Petitioner’s failure to act in compliance with statute(s) and regulation(s) creates no
“extraordinary situation” requiring the invocation of the interests of justice.

The Office, where it has the power to do so, should not relax the requirements of established
practice in order to save an applicant from the consequence of his delay.’

Thus, Petitioner seeks a waiver pursuant to 37 C.F.R. §1.1833 that is at this writing neither
justified nor permitted.

Accordingly, the petition under 37 C.F.R. §1.183 is dismissed.

Accordingly, Petitioner has made no satisfactory showing in support of a petition under 37
C.F.R. §1.47; and the petition as considered under 37 C.F.R. §1.131 is dismissed.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
By FAX: IFW Formal Filings
(703) 872-9306
ATTN.: Office of Petitions

2 See, Ex Parte Sassin, 1906 Dec. Comm’r. Pat. 205, 206 (Comm’r Pat. 1906) and compare Ziegler v. Baxter v. Natta, 159 USPQ
378, 379 (Comm’r Pat. 1968) and Williams v. The Five Platters, Inc., 510 F.2d 963, 184 USPQ 744 (CCPA 1975). Thus, there is no adequate
showing of "an extraordinary situation" in which "justice requires” suspension of the time period set forth in 37 C.F.R. 1.193(b). See, Nitto
Chem. Indus. Co. v. Comer, 39 USPQ2d 1778, 1782 (D.D.C. 1994) (circumstances are not extraordinary, and do not require waiver of the rules,
when a party makes an avoidable mistake in filing papers). Circumstances resulting from petitioner’s failure to exercise due care, or lack of
knowledge of or failure to properly apply the patent statutes or rules of practice are not, in any event, extraordinary circumstances where the
interests of justice require the granting of relief. See, In re Tetrafluor, Inc., 17 USPQ2d 1160, 1162 (Comm’r Pats. 1990); In re Bird & Son, Inc.
195 USPQ 586, 588 (Comm’r Pats. 1977).

3 Delay resulting from the inadvertence or mistake of Petitioner does not warrant equitable tofling of the time period of 37 C.F.R.
§1.193(b). Equitable powers should not be invoked to excuse the performance of a condition by a party that has not acted with reasonable, due
care and diligence. U.S. v. Lockheed Petroleum Services, 709 F.2d 1472, 1475 (Fed. Cir. 1983); Smith v. Mossinghoff, 671 F.2d 533, 538, 213
USPQ 977, 982 (D.C. Cir. 1982). Even assuming arguendo, that clerical inadvertence or error caused or contributed to the delay in filing the
Reply Brief, such is not a ground for requesting waiver of the regulations. See In re Kabushiki Kaisha Hitachi Seisakusho, 39 USPQ2d 1319,
1320 (Comm’r Pat. 1994).
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By hand: Mail Stop: Petition
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3214.

John J. Gillon, Jr.
Senior Attorney
Office of Petitions

cc:
Shane M. Popp, JD, LLM
Managr/LEgal

Agensys Inc.

1545 17" St.

Santa Monica, CA 90404
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In re Application of Faris et al. s

Application No. 09/809,638 : Decision on Petition
Filing Date: March 14, 2001 :

Attorney Docket No. 511582003500

This is a decision on the petitions under 37 CFR 1.47 and 37 CFR 1.183 filed September 29,
- 2006.

The petition under 37 CFR 1.47 is dismissed.

The petition under 37 CFR 1.183 is granted.

The petition under 37 CFR 1.47: . -

Petitioner filed a paper entitled, "Renewed Petition Under Rule 37 CFR §1.47 or Alternatively
.Under 37 CFR §1.183 Regarding Steve Chappell Mitchell."

Once an application has received a fully executed oath or declaration and been placed on the files
for examination, the provisions of 37 CFR 1.47 no longer apply.

An executed declaration was filed August 1, 2001. All the inventors, including Steve Mitchell,
signed the declaration. Therefore, treatment under 37 CFR 1.47 is inappropriate.

The petitions under 37 CFR 1.183:

Petitioner has filed petitions under 37 CFR 1.183 to waive the need for the signatures of two of
the inventors on the 37 CFR 1.131 declaration.

37 CFR 1.131(a) states,

When any claim of an application or a patent under reexamination is rejected, the
inventor of the subject matter of the rejected claim, the owner of the patent under
reexamination, or the party qualified under §§ 1.42, 1.43, or 1.47, may submit an
appropriate oath or declaration to establish invention of the subject matter of the rejected
claim prior to the effective date of the reference or activity on which the rejection is
based.
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Based on 37 CFR 1.131(a), the following parties may make an affidavit or declaration under 37
CFR 1.131 without need for a petition:

¢)) All the inventors of the subject matter claimed. :

(2)  An affidavit or declaration by less than all named inventors of an application is
accepted where it is shown that less than all named inventors of an application
invented the subject matter of the claim or claims under rejection. For example,
one of two joint inventors is accepted where it is shown that one of the joint
inventors is the sole inventor of the claim or claims under rejection.

3) If a petition under 37 CFR 1.47 was granted or the application was accepted under
37 CFR 1.42 or 1.43, the affidavit or declaration may be signed by the 37 CFR
1.47 applicant or the legal representative, where appropriate.

4) The owner if the affidavit or declaration is being filed for a patent under
reexamination.

Petitioner is unable to supply a declaration under 37 CFR 1.131(a) signed by one of the parties
listed above.

The Office has stated the signature requirements can be waived in certain circumstances.

¢)) The assignee or other party in interest can sign the affidavit or declaration if none
of the inventors will sign the declaration. See MPEP 714.

(2) The affidavit or declaration can be signed by fewer than all the inventors if the
other inventors are deceased, refuse to sign, or are unavailable. The affidavit or
declaration must show reduction to practice or conception of the invention
coupled with due diligence by the non-signing inventors.

Petitioner has satisfied requirement (2) listed immediately above. In view of the efforts

recounted in the petition to obtain the signature of inventors Faris and Mitchell, it is agreed that
justice would be served by waiving the requirement for their signatures on the declaration under
37 CFR 1.131. Therefore, relief under 37 CFR 1.183 is appropriate and granted.

Technology Center Art Unit 1643 will be informed the petition under 37 CFR 1.183 has been
granted and the declaration under 37 CFR 1.131 has been accepted, on petition, without the
signatures of two of the inventors.

Telephone inquiries regarding this communication should be directed to Petitions Attorney

Stev. rantley at (571) 272-3203.

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of _
David S. Gilbert oo

Application No. 09/809,709 : DECISION ON PETITION
Filed: March 15; 2001 :

Title: SLIDE LOCK WRENCH

This is a decision on the “Petition for Revival of an Application
for Patent Abandoned Unavoidably under 37 CFR 1.137(a),” filed
December 22, 2003, which is properly considered as a petition to
withdraw the holding of  abandonment pursuant to § 1.181.

The petition under § 1.181 is GRANTED.

The above-identified application became abandoned for failure to
file a timely and proper reply to the final Office action mailed
December 13, 2002. This Office action set a shortened statutory
period for reply of three (3) months from the mailing date of ‘the
action, with extensions of time obtainable pursuant to 37 CFR
1.136(a). An extension of time for response within the first
month and extension fee were filed on January 8, 2003. However,
no reply having been received and no- additional extension of time
made of record, the above-identified application became abandoned
effective April 14, 2003. A Notice of Abandonment was mailed on -
December 15, 2003. ‘

Petitioner promptly filed the instant petition (and petition fee
under § 1.137(a)), asserting that the response was timely
deposited in the “Express Mail” service of the USPS on April 9,
2003. 1In support thereof, petitioner submitted a copy of the .
response as petitioner maintains it was timely filed and a copy
of the “Express Mail” mailing label used to transmit the
response. , ' :

Preliminarily, petitioner is advised that pursuant to 37 CFR

§ 1.10(e), in order for correspondence, which was sent by the
“Express Mail” service of the USPS, but was not received in the
Office, to be considered timely filed by deposit in the “Express
Mail” service of the United States Postal Service, ‘the number of
the “Express Mail” mailing label must be placed on the paper (s)
or fee(s) that constitute the correspondence prior to the
original mailing by “Express Mail.”’ A review of the
correspondence reveals that petitioner did not write the “Express
Mail” mailing label number on the relevant correspondence, and
thus, he cannot rely on the provisions of 37 CFR 1.10 to
establish timely filing.
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Fortunately, consideration of petitioner’s evidence is
unnecessary to render a decision in his favor. A review of the
application file reveals that the response is present in the

application file with a date of receipt of April 9, 2003 stamped

thereon by the USPTO.

In view thereof, the response is .considered timely filed, the
Notice of Abandonment is VACATED and the holding of abandonment

is hereby WITHDRAWN.

Since consideration of thé petition under § 1.137(a) 1is
unnecessary for the reasons cited, no petition fee is necessary.

" The application file is being forwarded to Technology Center 3723

for consideration by the examiner of the amendment filed April 9,
2003. (Petitioner is advised that if the examiner determines

that the amendment is not a proper reply to the final rejection,
then the application will again be considered abandoned)

/

Telephone inquiries concérning this decision. should be directed
o the uyndersigned at (703) 305-0309. : '

flitions Attorney
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U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6630739 2003-10-07 09809762 2001-03-15 500154.000003

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O  3%year (1551) (& 3% year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 2.1
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Approved for use through 44/30/2008. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

/Margaret Anderson/

Date (YYYY-MM-DD)

2008-05-06

Name

Margaret Anderson

Registration Number

44182

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 2.1




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of informaticn shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cocoperation Treaty.

A record in this system of records may be disclosed, as a routine use, to ancther federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

In re Patent No. 6630799

Issue Date: October 7,2003 _
DROBN GRAVIAG pETIN
Filed: March 15,2001

Attorney Docket No.500154.000003

This is a decision on the electronic petition, filed May 6,2008 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 5 5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of May 6,2008

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition
and this decision has been created as an entry in an Image File Wrapper. Nevertheless, petitioner
should print and retain an independent copy

Telephone inquires related to this electronic decision should be directed to the Electronic Business Center at
1-866-217-9197.
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, DC 20231

WW\W Uspto.gov

MA'L Paper No. 4

BRINKS HOFER GILSON & LIONE

P.0. BOX 10395 JUL 1
CHICAGO IL 60610 1 2002
DIRECTOR oF
TECHNOLQ
In re Application of GY CENTER 2600
Linda S. Mensch :
Application No. 09/809,775 : DECISION ON REQUEST TO

Filed: 3/16/2001 : WITHDRAW AS ATTORNEY

Attorney Docket No. 10501/3
For: WIRELESS ENTERTAINMENT SYSTEM

This is a decision on the request to withdraw as attorney of record filed June 12, 2002.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
uest for withdrawal must be signed by every attorney seeking to withdraw or contain a clear

glcatlon that one attorney is signing on behalf of another/others. A request to withdraw will not
be approved unless at least 30 (thirty) days would remain between the date of approval and the later
of the expiration date of a time to file a response or the expiration date of the maximum time period
which can be extended under 37 C.F.R. § 1.136(a). The effective date of withdrawal being the date
of decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires
that the applicant or patent owner be notified of the withdrawal of the attorney or agent.

The request meets all the above-listed requirements. The request is GRANTED.

All future communications from the Office will be directed to the below-listed address until
otherwise notified by applicant. Applicant is reminded of the obligation to promptly notify the
Patent and Trademark Office of any change in correspondence address to ensure receipt of all
communications from the Office.

Roest | £y
Remhard J. Eisenzopf

Special Program Examiner
Technology Center 2600
Communications

(703) 305-4711

cc: China Online
900 N. Michigan Avenue, Suite 2800
Attention: Ms. Linda Mensch
Chicago, IL 60611



UNITED STATES PATENT AND TRADEMARK OFFICE

GREER, BURNS & CRAIN
300 S WACKER DR

25TH FLOOR COPY MAILED
CHICAGO IL 60606

FEB 1 5 2006
In re Application of : OFFICE OF PETITIONS
Linda S. Mensch :
Application No. 09/809,775 : ON PETITION

Filed: March 16, 2001
Attorney Docket No.: 10501/3

This is a decision on the petition filed August 5, 2005 under 37 CFR 1.137(b)," to revive
the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply to the non-Final Office Action
mailed November 16, 2004. A shortened statutory period of three months was set for
replying to the non-Final Office Action. No extensions of time having been requested, this
application became abandoned February 17,2005. Accordingly, a Notice of Abandonment
was mailed May 19, 2005.

This matter is being referred to Technology Center 2614 for appropriate action on the
amendment filed August 5, 2005.

Telephone inquiries concerning this matter should be directed to the undersigned Petitions
rney at (671) 272-3212.

™ ' oM -@béﬂ
atricia Faison-Ball

Senior Petitions Attorney
Office of Petitions

'Etfective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply was unintentional,
a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed
under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required
reply may be met by the filing of a continuing application. In a nonprovisional application filed on or after June 8, 1995, and abandoned
for failure to prosecute, the required reply may also be met by the filing of a request for continued examination in compfiance with §
1.114. Inan apphcatnon or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply must be
the payment of the issue fee or any outstanding balance thereof. in an application abandoned for failure to pay the publication fee, the
required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m),

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner may required additional information where there is a
question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).

. Commissioner for Patents
United States Patent and Trademark Office
Box 1450

Alexandria, VA 22313-1450

uspto.gov



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SMART & BIGGAR/FETHERSTONHAUGH & CO

P.0. BOX 2999, STATION D .

900-55 METCALFE STREET COPY MAILED

CANADA T KIPSYO NOV 0 5 2004
OFFICE OF PETITIONS

In re Patent No. 6,763,155

Issue Date: July 13, 2004 :

Application No. 09/809,795 : ON PETITION
Filed: March 16, 2001 :

Patentee: Jae Dong Park, et al.

This is a decision on the petition under 37 CFR 1.182, filed March 3, 2004, to change the order
of inventorship in the above-identified application.

The petition is dismissed.

Judge Schall in Fina Technology Inc. v. Ewen, 60 USPQ2d 1314 (CA FC 2001), stated:

Whenever a mistake of a clerical or typographical nature, or of minor character, which
was not the fault of the Patent and Trademark Office, appears in a patent and a showing
has been made that such mistake occurred in good faith, the Director' may, upon payment
of the required fee, issue a certificate of correction, if the correction does not involve
such changes in the patent as would constitute new matter or would require re-
examination. Such patent, together with the certificate, shall have the same effect and
operation in law on the trial of actions for causes thereafter arising as if the same had
been originally issued in such corrected form. Section 255 does not provide for action by
a district court. Rather, the statute permits only the Director to issue a certificate of
correction for a clerical error. Furthermore, the order of inventorship does not appear to
be the type of mistake contemplated by §255. Examples of mistakes that fall under §255
typically include correcting a misspelled word or adding a prior art reference that was

I Effective March 29, 2000, the title of the head of the Patent and Trademark Office
(“PTO”) was changed from “Commissioner” to “Director.” Pub. L. No. 106-113, 113
Stat.1501A-582 (1999). Although the district court and the parties refer to the head of the PTO
by using the title “Commissioner,”’we use the term “Director” to avoid confusion with the
current statutory language.



Patent No. 6,763,155 Page 2

submitted to and discussed by the examiner but inadvertently omitted by the applicant on
PTO Form 1449 for listing references. See In re Arnott, 19 USPQ2d 1049, 1053 (Comm'r
Pat. 1991). The order of inventors in the heading of a patent is taken by the PTO directly
from the order in which the names appear in the original oath or declaration. Man. Pat.
Exam. P., §605.04(f) (7th ed. rev. 1 2000). According to the Manual of Patent Examining
Procedure, “no changes will be made [by the Director to the order of inventors] except
when a petition under 37 C.F.R. 1.182 is granted.” Id. In short, the order of inventors is
not a clerical error contemplated by §255, and cannot be corrected in a judicial
proceeding under that provision.

It is not problematic for district courts to lack the authority to correct the order of
inventors because “the particular order in which the names appear is of no consequence
insofar as the legal rights of the joint applicants are concerned.” Id. As we stated in Fina
I, “if the inventors are properly named on the patent, Fina has no concerns about
invalidity of the patent over inventorship problems.” 123 F.3d at 1471, 43 USPQ2d at
1940.

In view of the above, since the order in which the names appear on the printed patent is of no
consequence insofar as the legal rights of the joint applicants are concerned, and since there was
no clerical error as contemplated by 35 U.S.C. § 255, the petition under 37 CFR 1.182 to change
the order of inventorship in the above-identified patent must be dismissed. Accordingly, no
certificate of correction will be issued to reflect the desired order of inventorship.

Any inquiries concerning this decision may be directed to Retta Williams at (571) 272-3229.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

2 37 C.F.R. §1.182 (2000) concemns situations that are not specifically provided for in
other regulations and authorizes the Director to decide each case that arises in accordance with
the merits of the situation.
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UNITED S’I‘-ATES- PATENT AND TRADEMARK  OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK.OFFICE
P.O. Box: 1450

ALEXANDRIA, VA 2231 3-1450

www.uspto.gov

Paper No. 21
SQUIRE, SANDERS & DEMPSEY LLP
14TH FLOOR
8000 TOWERS CRESCENT DRIVE
TYSONS CORNER, VA 22182-2700 COPY MAILED

FEB 2 62004

In re Application of : ETITIONS
Rodrigo : OFFICE OF P

Application No. 09/809,808 : ON PETITION
Filed: March 16, 2001 : :
Attorney Docket No. 60282.00003

This decision concerns the December 11, 2003 petition under 37 CFR 1.137(b).
The petition is GRANTED.

On October 24, 2002, a final Office action was mailed, setting forth a 3-month shortened
statutory reply period. A proposed amendment (Amendment C) filed on April 16, 2003 along
with a 3-month extension of time, as indicated in the August 22, 2003 Advisory Action, did not
place the application in condition for allowance and was not entered by the Examiner. The
Advisory Action pointed out that the period for responding to the October 24, 2002 final Office
Action remained that set forth in that Office action.

Given that no proper reply was filed on or before April 24, 2003, the application became
-abandoned on April 25, 2003.

The instant petition encloses a Request for Continued Examination (RCE) as reply to the October
24, 2002 final Office Action, the $770 RCE filing fee, and the $1,330 petition fee; and states in
essence that the entire delay in filing a proper reply to the October 24, 2002 final Office Action
from the due date until the filing of a grantable §1.137(b) petition was unintentional. The
petition also requests to use the April 16, 2003 proposed amendment (Amendment C) as the RCE
“submission” required by 37 CFR 1.114. The petition is thus granted.

The application is hereby revived for establishing continuity with the RCE.
The application file is being returned to Technology Center 2600 for continued examination.

Telephone inquiries should be directed to the undersigned at (703) 308-0763.

RC Tang
Petitions Attorney

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
v

UNITED STATES DEPARTMENT OF COMMERCE

WWW.uspto.go'
I APPLICATION NO. FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. [ CONFIRMATION NO. 1
09/809,809 03/16/2001 Charles R. Rogers P-8904.00 8728
27581 7590 04/19/2006 | EXAMINER ]
MEDTRONIC, INC. LAM, ANN Y
710 MEDTRONIC PARK
MINNEAPOLIS, MN 55432-9924 [ ArTUNIT [ paperNUmMBER |

1641

DATE MAILED: 04/19/2006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)

AV
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UNITED STATES DEPARTMENT OF COMMERCE

U.S. Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O.Box 1450 .
Alexandria, Virginia 22313-1450

APPLICATION NO./ FILING DATE FIRST NAMED INVENTOR/ ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION
EXAMINER
ART UNIT PAPER
0406
DATE MAILED:

Please find below and/or attached an Office communication concerning this application or

proceeding.

Commissioner for Patents

Decision on petition to correct inventorship is enclosed. The petition is granted and the patented file is being forwarded to Certificate

of Corrections.

PTO-90C (Rev.04-03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Paper No. 0406

In re Patent No.: 7,001,359

Issue Date: February 21, 2006 :
Serial No.: 09/809,809 : DECISION ON PETITION
Filed: March 16, 2001 : UNDER 37 C.F.R. § 1.324
For: Implantable Therapeutic Substance

Infusion Device with Active Longevity

Projection

This is a decision on the petition, filed January 16, 2002, to correct inventorship under
37 C.F.R. § 1.324.

The petition is GRANTED.

The patented file is being forwarded to Certificate of Corrections Branch for issuance of
a certificate naming only the actual inventor or inventors.

CLMM\

Long V. Le
Supervisory Patent Examiner
Patent Examining Art Unit 1641

MEDTRONIC, INC.
710 MEDTRONIC PARK
MINNEAPOLIS MN 55432-9924
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COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

P.O. Box 1450
ALEXANORIA, VA 22313-1450

Paper 5
GEORGE O. SAILE & ASSOCIATES COPY MAILED
28 DAVIS AVENUE -
POUGHKEEPSIE, NY 12603 JUL 0 2-2003
In re Application of : : OFFICE OF PETITIONS
Wang et al. :
Application No. 09/809,830 ; DECISION ON PETITION

Filed: March 19, 2001
Attorney Docket No. TS00-256

This is a decision on the petition under 37 CFR §1.137(b), filed June 18, 2003, to revive the
above-identified application. Petitioner has also requested that the $130.00 late filing fee
surcharge be refunded.

This above-identified application became abandoned for failure to file a response to a Notice
to file Missing Parts of a Nonprovisional Application which was mailed on April 25, 2001." The
Notice to File Missing Parts set an extendable two (2) month period for reply. No extensions
of time were obtained under the provisions of 37 CFR §1.136(a). Accordingly, this application
became abandoned on June 26, 2001. A Notice of Abandonment was mailed on May 16,
2003.

The requirements for a grantable petition under 37 CFR §1.137(b) have been met. This
petition is hereby Granted.

Petitioner contends the $130.00 late filing fee should be refunded because the Notice of
Missing Parts was issued in error. The Notice required payment of the basic filing fee, a fee
for 7 total claims over 20 and the late filing fee surcharge. A review of record shows although
applicant authorized the charging of deposit account 19-0033 for the appropriate filing fee and
for claims over 20, there were insufficient funds to cover the fees on March 20, 2001.
Accordingly, the late filing fee surcharge will not be refunded because the Notice of Missing
Parts was properly issued.

The Office acknowledges réceipt of the filing fee in the amount of $750.00 and the late filing
fee surcharge of $130.00.

This application is being forwarded to the Office of Initial Patent Examination for further
processing of the application.

Telephone inquiries concerning this matter should be directed to the undersigned at (703)

306-0251.
€ Fh