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In re Application of

FARDEAU, Jean-Francois

Application No.: 09/914,729

PCT Application No.: PCT/FR00/00889 :

International Filing Date: 07 April 2000 : DECISION ON

Priority Date: 08 April 1999 . : PETITION
Attorney Docket No.: GER-0278 : UNDER 37 CFR 1.137(b)

For: DEVICE FOR MEASURING THE
DIMENSION AND CONTROLLING OF
DEFECTS IN OPTICAL FIBRES DURING :
PRODUCTION :

Applicant’s “Petition for Revival of an Application For Patent Abandoned
Unintentionally Under 37 CFR 1.137(b)” filed in the United States Patent and Trademark Office
on 31 August 2001 is GRANTED.

BACKGROUND

On 07 April 2000, applicant filed an international application, No.PCT/FR00/00889,
which claimed a priority date of 08 April 1999. A copy of the application was transmitted by the
International Bureau (IB) on 19 October 2000.

The deadline for entering the national stage was thus twenty months from the priority
date, 08 December 2000. The application went abandoned when applicant failed to make the
necessary filing. :

On 31 August 2001, applicant filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by, inter alia, a petition to revive the international
application; the requisite petition fee; and the requisite basic national fee as required by 35
U.S.C. §371(c)(1).

DISCUSSION

A petition to revive an abandoned application under 37 CFR 1.137(b) must be filed
without intentional delay from the time the application became abandoned and/or applicant first
became aware of the abandoned status of the application. A petition under 37 CFR 1.137(b)
must be accompanied by (1) a statement that the entire delay in filing the required reply from the
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due date for the reply until the filing of a grantable petition was unintentional, (2) a proposed
response, (3) the petition fee required by law (37 CFR 1.17(m)), and (4) a terminal disclaimer
and fee (if the international application was filed prior to June 8, 1995).

Applicant states “the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional,”
as required by 37 CFR 1.137(b)(3). The appropriate national fee, petition fee and international
application have been submitted. A terminal disclaimer is not required as the application was
filed on 07 April 2000. Accordingly, all requirements under 37 CFR 1.137(b) have been
satisfied.

CONCLUSION

The petition to revive the application abandoned under 37 CFR 1.137(b) is GRANTED
as to the National Stage in the United States of America.

This application is being forwarded to the National Stage Processing Division of the
Office of the PCT Operations for continued processing including issuance of the Notification of
Missing Requirements (Form PCT/DO/E0/905) indicating that the oath or declaration and the
surcharge for filing the oath or declaration after twenty months are required.

Erin M. Pender ichard Cole
Attorney Advisor PCT Legal Examiner
PCT Legal Office ‘ PCT Legal Office

Telephone:  (703) 305-0455
Facsimile: (703) 308-6459
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317 Madison Avenue
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In re Application of : OFFICE OF PETITIONS

Hellenthal et al. :

Application No. 09/914,735 : DECISION ON PETITION

Filed: February 11, 2002
Attorney Docket No. HM-434PCT

This is a decision on the petition under 37 CFR 1.181, filed January 10, 2005, to withdraw the holding
of abandonment for the above-identified application. The petition was recently forwarded to the
Office of Petitions for a decision on the merits. The Office sincerely apologizes for any inconvenience
to petitioners.

This application was held abandoned for failure to respond timely to the Notice of Allowance and
Fee(s) Due, mailed on October 3, 2003, which set a three-month statutory period for reply. In the
apparent absence of a timely filed response, the application was held abandoned on January 4, 2004. A
Notice of Abandonment was mailed on August 23, 2004.

In the petition, petitioners’ attorney asserts that he never received the Notice of Allowance because it
was mailed to the attorney's former address, even though he submitted a notification of change of
address on June 7, 2002. Accordingly, petitioners request that the Office withdraw the holding of
abandonment, mail the Notice of Allowance to the new correspondence address, and restart the period
for reply.

A review of the record indicates that petitioners’ attorney filed a change of correspondence address
with the USPTO on June 13, 2002. Unfortunately, the USPTO did not enter the change of
correspondence into the record. Consequently, the USPTO mailed the Notice of Allowance to an
incorrect correspondence address. '

In view of the above, the petition to withdraw the holding of abandonment is granted. The Notice of
Abandonment was mailed in error and is hereby withdrawn.
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As the petitioners’ attorney did not receive the original Notice of Allowance mailed on October 3,
2003, Technology Center Art Unit 3743 shall remail the Notice of Allowance and restart the
period for response.

The Office has entered the change of correspondence address and made it of record.

This matter is being forwarded to Technology Center Art Unit 3743 for further action consistent with
“this decision.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3211.

Uncooh na Feorscairo. Dovmaan L

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:

DATE : March 3, 2007
TO SPE OF : ART UNIT 3694

SUBJECT : Request for Certificate of Correction on Patent No.: 7120610 B1 —~ 09/91 4753

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Palm location 7580, Certificates of Correction Branch — South Tower — 9A22

If response is for an IFW, return to employee (named below) via PUBSCofC Team in
MADRAS. ‘

* With respect to the change(s) requested, correcting Office and/or Applicant’s errars, should the

patent read as shown in the certificate of correction (COCIN)? No new matter should be introduced, nor
should the scope or meaning of the claims be changed.

Elisha Evans
Thank You For Your Assistance Certificates of Correction Branch

Tel. No. 703-308-9390 EXT 110

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. ’

><pproved All changes apply.

Q Approved in Part Specify below which changes do not apply.
QO Denied State the reasons for denial below.
Comments:

PTOL-306 (REV. 7/03)
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United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

BROWDY AND NEIMARK

624 NINTH STREET, NW
SUITE 300
WASHINGTON, DC 20001-5303 COPY MAILED

JUN 2 3 2005
OFFICE OF PETITIONS

In re Application of
Ulrich Upmeyer :
Application No. 09/914,773 : ON PETITION
Filed: September 4, 2001 ' T

Attorney Docket No. UPMEYER =4

This is a decision on the petition under 37 CFR 1.137(b), filed June 6, 2005, to
revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely
manner to the non-final Office action mailed March 29, 2004, which set a
shortened statutory period for reply of three (3) months. No extensions of time
under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the above-
identified application became abandoned on June 30, 2004.

Telephone inquiries concerning this decision should be directed to Wan Laymon at
(571) 272-3220.

This matter is being referred to Technology Center AU 3652.

W

Wan L n

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

www.uspto.gov
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OBLON SPIVAK McCLELLAND
MAIER & NEUSTADT PC
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In re Appli.cati,on of : OFFICE OF PETmONS

Sadayuki Abeta et al :

Application No. 09/914,781 : DECISION GRANTING PETITION
Filed: September 5, 2001 : UNDER 37 CFR 1.313(c) (2)
Attorney Docket No. 2135362PCT :

This is a decision on the petition, filed December 29, 2005, under 37 CFR
1.313(c) (2) to withdraw the above-identified application from issue after
payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for continued
examination). See 37 CFR 1.313(c) (2).

Petitioner is advised that the issue fee paid on April 13, 2005 in the
above-identified application cannot be refunded. If, however, the above-
identified application is again allowed, petitioner may request that it
be applied towards the issue fee required by the new Notice of
Allowance.?!

Telephone inquiries should be directed to the undersigned at (571) 272-
3218.

This matter is being referred to Technology Center AU 2664 for processing
of the request for continued examination under 37 CFR 1.114 and for
consideration of the Information Disclosure Statement.

W
nces 1CKs

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by

completing and returning the new Issue Fee Transmittal Form PTOL-85(b) (along with
any balance due at the time of payment), which includes the following language
thereon: “Commissioner for Patents is requested to apply the Issue Fee and
Publication Fee (if any) or re-apply any previously paid issue fee to the
application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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MAIER & NEUSTADT PC

1940 DUKE STREET COPY 'MAILED

ALEXANDRIA, VA 22314
DEC 3 0 2005

In re Appli;:ati_on of C e OFFICE OF PETITIONS

Sadayuki Abeta et al :

Application No. 09/914,781 : DECISION GRANTING PETITION
Filed: September 5, 2001 : UNDER 37 CFR 1.313(c) (2)
Attorney Docket No. 2135362PCT :

This is a decision on the petition, filed December 29, 2005, under 37 CFR
1.313(c) (2) to withdraw the above-identified application from issue after
payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for continued
examination). See 37 CFR 1.313(c) (2).

Petitioner is advised that the issue fee paid on April 13, 2005 in the
above-identified application cannot be refunded. If, however, the above-
identified application is again allowed, petitioner may request that it
be applied towards the issue fee required by the new Notice of
Allowance.?

Telephone inquiries should be directed to the undersigned at (571) 272-
3218.

This matter is being referred to Technology Center AU 2664 for processing
of the request for continued examination under 37 CFR 1.114 and for
consideration of the Information Disclosure Statement.

nces Hicks

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b) (along with
any balance due at the time of payment), which includes the following language
thereon: “Commissioner for Patents is requested to apply the Issue Fee and
Publication Fee (if any) or re-apply any previously paid issue fee to the
application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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OFFICE OF PETITIONS
In re Application of
Peter O’Brien :
Application No. 09/914,783 : ON PETITION

Filed: September 5, 2001
Attorney Docket No. 01P101:RC:SB

This is a decision on the petition under 37 CFR 1.137(b), filed August 24, 2004, to revive the above-
identified application.

The petition is GRANTED.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3223.
The application file is being referred to Technology Center 1700.

Marianne E. Jenkins 5

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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William M. Lee, Jr.

Lee, Mann, Smith, McWilliam, Sweeney & Ohlson
209 South LaSalle Street

Chicago, IL 60604-1202

In re Application of :

RUSHBROOKE, John Gordon et al. ; NOTIFICATION
Application No.: 09/914,803 ;

PCT No.: PCT/GB00/00212 : OF A

Int. Filing Date: 25 January 2000 :

Priority Date: 16 March 1999 ; DEFECTIVE RESPONSE
Attorney’s Docket No.: 602-1539 ;

For: SAMPLE IMAGING

This application is before the Office of PCT Legal Administration for matters arising under
35U.8.C. §371.

BACKGROUND

On 25 January 2000, applicants filed international application PCT/GB00/00212, which
claimed a priority date of 16 March 1999. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 21 September 2000.

On 29 August 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

On 23 October 2001, the Office mailed a “Notification of Missing Requirements Under 35
U.S.C. 371 In the United States Designated/Elected Office,” (Form PCT/DO/E0O/905) noting,
inter alia, that an oath or declaration of the inventors complying with 37 CFR 1.497(a)-(b) was
required.

On 31 December 2001, applicants filed a declaration executed by Claire E. Hooper, who
signed on behalf of herself and John Gordon Rushbrooke, to execute the declaration.

DISCUSSION

Under 37 CFR 1.497(b), the oath or declaration must be made by all of the actual
inventors except as provided in §§1.42, 1.43 or 1.47. Applicants have not filed a request for
status under 37 CFR 1.42 or 37 CFR 1.43, nor have applicants filed a petition under 37 CFR
1.47.

As such, the declaration signed by Claire Elizabeth Hooper on behalf of John Gordon
Rushbrooke is unacceptable as it fails to comply with 37 CFR 1.497(b).
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CONCLUSION

For the above reasons, the declaration does not comply with 37 CFR 1.497(a)-(b).

Applicant is required to submit a declaration in compliance with 37 CFR 1.497 within a
time limit of ONE (1) MONTH from the mail date of this Notification or within the time
remaining in the response set forth in the Notification of Missing Requirements (Form
PCT/DO/EQ/905), whichever is longer. No extension of this time limit may be granted under
37 CFR 1.136(a), but the period for response set in the Notification of Missing Requirements may
be extended up to a maximum of five months. FAILURE TO PROPERLY RESPOND WILL
RESULT IN ABANDONMENT. Any request for reconsideration of this decision should include
a cover letter entitled "Response to Notification of Defective Response.”

Please direct any further correspondence with respect to this matter to the
Commissioner of Patents and Trademarks, Box PCT, Washington, D.C. 20231, and address the
contents of the letter to the attention of the Office of PCT Legal Administration.

5% ComM

ichard Cole Erin M. Pender
PCT Legal Examiner Attorney Advisor
PCT Legal Administration PCT Legal Administration

Telephone: (703) 305-0455
Facsimile: (703) 308-6459
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William M. Lee, Jr.

Lee, Mann, Smith, McWilliam, Sweeney & Ohlson
209 South LaSalle Street

Chicago, IL 60604-1202

In re Application of D
RUSHBROOKE, John Gordon et al. : DECISION

Application No.: 09/914,803 :

PCT No.: PCT/GB00/00212 : ON REQUEST UNDER
Int. Filing Date: 25 January 2000 :

Priority Date: 16 March 1999 : 37 CFR 1.43
Attorney’s Docket No.: 602-1539 :

For: SAMPLE IMAGING

This communication is in response to applicants’ “Supplementation to Response to
Notification of a Defective Response,” submitted via facsimile to the United States Patent and
Trademark Office on 27 April 2002. This has been treated as a request for status under 37 CFR
1.43.

BACKGROUND

On 25 January 2000, applicants filed international application PCT/GB00/00212, which
claimed a priority date of 16 March 1999. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 21 September 2000.

On 29 August 2001, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

On 23 October 2001, the Office mailed a “Notification of Missing Requirements Under 35
U.S.C. 371 In the United States Designated/Elected Office,” (Form PCT/DO/E0/905) noting,
inter alia. that an oath or declaration of the inventors complying with 37 CFR 1.497(a)-(b) was
required.

On 31 December 2001, applicants filed a declaration executed by Claire E. Hooper, who
signed on behalf of herself and John Gordon Rushbrooke, to execute the declaration.

On 03 April 2002, the Office mailed a Notification of a Defective Response indicating that
the declaration did not comply with 37 CFR 1.497(a)-(b).

On 12 April 2002, applicants submitted “Initial Response to Notification of a Defective
Response,” indicating that Dr. Rushbrooke is legally incapacitated.

On 27 April 2002, applicants submitted the instant response accompanied by inter alia a
declaration executed by Claire E. Hooper on behalf of herself and on behalf of John Gordon
Rushbrooke as legal representative.

D.C. 20231
www uspTo.gov
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DISCUSSION

The oath or declaration for entry into the national stage in the United States must comply
with 37 CFR 1.497(a)-(b). The 12 April 2002 submission indicates that Dr. Rushbrooke is legally
incapacitated. Under 37 CFR 1.43, in the event of legal incapacitation of an inventor, “the legal
representative ... of such inventor may make the necessary oath or declaration, and apply for and
obtain the patent.” The 27 April 2002 declaration identifies Claire E. Hooper as the Legal
Representative and provides her residence, citizenship and address in addition to Dr.
Rushbrooke’s residence, citizenship and address. The 27 April 2002 declaration complies with 37
CFR 1.497(a)-(b).

CONCLUSION

Applicants’ request for status under 37 CFR 1.43 is GRANTED.

The application has an international filing date of 25 January 2000 under 35 U.S.C. §363
and a date of 27 April 2002 under 35 U.S.C. §371. This application is being forwarded to the
National Stage Processing Division of the Office of the PCT Operations for continued processing.

s N A

Leonard E. Smith Erin M. Pender
PCT Legal Examiner Attorney Advisor
PCT Legal Administration PCT Legal Administration

Telephone: (703) 305-0455
Facsimile: (703) 308-6459
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Colin P. Cahoon

CARSTENS, YEE & CAHOON, L.L.P.
Post Office Box 802334

Dallas, Texas 75380

In re Application of
Shigemasa TAKAGI :
Application No.: 09/914,804 : DECISION ON

PCT No.: PCT/JP00/09334 : : PETITION
Int. Filing Date: 27 December 2000 : UNDER 37 CFR 1.137(b)

Priority Date: 27 December 1999

Attorney Docket No.: CONDA.00001

For:  RUBBER COATED STRANDS; BELT,
PLY, AND TIRE USING RUBBER
COATED STRANDS; AND
APPARATUS AND METHOD FOR
MANUFACTURING THEM

_ The petition to revive under 37 CFR 1.137(b) filed 30 August 2001 in the above-
captioned application is hereby GRANTED as follows:

The appropriate petition fee for a small entity as required by 37 CFR 1.17(m) has
been submitted.

All of the requirements of 37 CFR 1.137(b) for revival have been submitted.
Applicant's statement that "the entire delay in filing the required reply from the due date for
the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” meets the requirements under 37 CFR 1.137(b)(3) at the time of filing this
petition. A review of the declaration of the inventor submitted with the petition reveals that
it is in compliance with 37 CFR 1.497.

Applicant's claim for priority is acknowledged. The application has an international
filing date of 27 December 2000 under 35 U.S.C. 363 and a date of 30 August 2001 under
35 U.S.C. 371.

The request to revive the application abandoned under 35 U.S.C. 371(d) is granted as
to the National stage in the United States of America.
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The application is being forwarded to the United States Designated/Elected Office for
processing in accordance with this decision, that is, for issuance of a Notification of
Acceptance of Application under 35 U.S.C. 371(c) and 37 CFR 1.494 (Form PCT/DO/
EO0/903) and for preparation and mailing of a filing receipt.

o b WW% il

Leonard E. Smith Nguyén Ngoc-Ho
PCT Legal Examiner Paralegal Specialist
PCT Legal Office PCT Legal Office

NNH/LES:hn Tel: (703) 308-6508
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Paper No. 14

CARSTENS YEE & CAHOON
P O BOX 802334

DALLAS, TX 75380 COPY MAILED
AUG 0 6 2002

In re Application of :

Shigemasa Takagi : OFFICE OF PETITIONS

Application No. 09/914,804 : NOTICE

Filed: August 30, 2001
Attorney Docket No. CONDA.00001

This is a notice regarding your request for acceptance of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction
of the erroneous payment of the issue fee as a small entity. See
DH Technology v. Synergystex Intermational, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

Inquiries related to this communication should be directed to the
Office of Petitions Staff at (703) 305-9285.

This file is being forwarded to Technology Center AU 1733.

Vé?lépl‘.aé::%on

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:

DATE . 5,-// Q/07
TO SPE OF :ART UNIT Q[ﬂ/(p
SUBJECT : Request for Certificate of Correction for Appl. No.: /)q‘/ 9 “7// ?q& Patent No.: 7/ 2 3 S ?/

Please respond to this request for a certificate of correction within 7 days.

Please review the requested chénges/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

Lamonte M. Newsome
Certificates of Correction Branch

703-308-9390 ext. 112

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on #fe appropriate box. '

Approved ~ All changes apply.
Q Approved in Part Specify below which changes do not apply.
a Denied State the reasons fof denial below.

Comments:

PTOL-306 (REV. 7/03)




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20070604
DATE - June 4, 2007
TO SPE OF : ART UNIT 2616
SUBJECT : Request for Certificate of Correction on Patent No.: 7,123,591

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Approved All changes apply.
[] Approved in Part Specify below which changes do not apply.
[ ] Denied State the reasons for denial below.
Comments:

SPE: Wellington Chin Art Unit 2616

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE #(5

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 20231

www.uspto.gov

James A. Oliff

Oliff & Berridge, PLC

P.O. Box 19928
Alexandria, Virginia 22320

In re Application of

RASMUSSEN :

Serial No.: 09/914,852 . DECISION VACATING

PCT No.: PCT/DK00/00085 :

Int. Filing Date: 01 March 2000 . NOTIFICATION OF MISSING
Priority Date: 11 March 1999 :

Atty. Docket No.: 110517 : REQUIREMENTS

For: TRANSFER PRINTING MACHINE

This is a response to applicant’s “Resubmission of Response to Notification of Missing
Requirements” filed 01 August 2002, which has been treated as a request to vacate the
Notification of Missing Requirements (PCT/DO/E0Q/905) mailed 08 November 2001 in view
of the filing of a declaration in compliance with 37 CFR 1.497 on 10 September 2001.

On 01 March 2000, applicants filed international application PCT/DK00/00085 which
claimed a priority date of 11 March 1999. A proper Demand was filed with the International
Preliminary Examining Authority prior to the 19th month from the earliest claimed priority
date. Accordingly, the thirty-month time period for submitting the requisite basic national
fee in the United States of America expired at midnight on 11 September 2001.

On 04 September 2001, applicant filed a Transmittal Letter (PTO-1390) requesting
entry into the national stage in the United States of America under 35 U.S.C. 371. Filed
with the Transmittal Letter were, inter alia, the requisite basic national fee of $430, a copy
of the international application, and a preliminary amendment.

On 08 November 2001, the United States Designated/Elected Office mailed a
Notification of Missing Requirements (PCT/DO/EQ/905) requiring submission of an oath or
declaration in compliance with 37 CFR 1.497 and the surcharge under 37 CFR 1.492(e).

On 01 August 2002, applicant filed “Resubmission of Response to Notification of
Missing Requirements” which was accompanied by a copy of the declaration filed on 10
September 2001 and 13 December 2001 and postcard receipts evidencing its receipt in the
Patent and Trademark Office on 10 September 2001 and 13 December 2001 and requests, in
effect, that the copy of the declaration be accepted as a true copy of the declaration filed 10
September 2001.
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Application No. 09/914,852

A review of the papers filed on 01 August 2002 reveal that a declaration in
compliance with 37 CFR 1.497 was received in the Patent and Trademark Office on 10

September 2001. Applicant’s request to vacate the Notification of Missing Requirements is
GRANTED.

In view of the declaration filed 10 September 2001, the Notification of Missing
Requirements (Form PCT/DO/E0/905) dated 08 November 2001 is hereby VACATED.

The application has an international filing date of 15 October 1998 under 35 U.S.C.
363 and a 35 U.S.C. 102(e) and 371(c) date of 10 September 2001.

This application is being returned to the United States/Elected Office for processing
in accordance with this decision.

o) HI Medfuouagnid]_

Leonard Smith . Anthony Smith
PCT Legal Examiner Attorney-Advisor
PCT Legal Office PCT Legal Office

Telephone 703-308-6314
Fax: 703-308-6459
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OFFICE OF PETITIONS
Letter

This is a notice regarding your request for acceptance of a fee deficiency submission under 37

CFR 1.28(c), filed November 18, 2005.
The deficiency payment of $700 is hereby accepted.

The change of status to large entity has been entered and made of record.

The file is being forwarded to Files Repository.

Tquuiries should

arles Steven Brantley
Senior Petitions Attorney
Office of Petitions

directed to Petitions Attorney Steven Brantley at (571) 272-3203.
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In re Application of

BROWN, et al. : DECISION ON PETITION
Application No.: 09/914,867 :
PCT No.: PCT/US00/05427 : UNDER 37 CFR 1.137(b)

Int. Filing Date: 02 March 2000

Priority Date: 02 March 1999

Attorney Docket No.: 1240.026 :

For: BRAKE SYSTEM HAVING HYDRAULIC
ACCUMULATOR AND/OR COMBINED :
SERVICE BRAKE AND PARK AND
HOLD BRAKE

This decision is in response to applicant’s “Petition Under 37 CFR § 1.137(b) for Revival
of an Application for Patent Abandoned Unintentionally” filed 04 September 2001 in the United
States Patent and Trademark Office (USPTO).

BACKGROUND

On 02 March 2000, applicant filed international application PCT/US00/05427 which
claimed priority of an earlier application filed 02 March 1999. A Demand for international
preliminary examination was not filed prior to the expiration of nineteen months from the priority
date. Accordingly, the twenty-month period for paying the basic national fee in the United States
expired at midnight on 02 November 2000.

On 02 November 2000, the application became abandoned for failure to pay the basic
national fee for a U.S. national stage entry application.

On 04 September 2001, applicant filed the present petition accompanied by a “Transmittal
Letter to the United States Designated/Elected Office (DO/EO/US) Concerning a Filing Under 35
U.S.C. 371;" payment of the basic national fee, an Information Disclosure Statement, an
assignment document for recording and an executed combined declaration and power of attorney
of the inventors.
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DISCUSSION

A petition under 37 CFR 1.137(b) requesting that the application be revived on the
grounds of unintentional abandonment must be accompanied by (1) the required reply, (2) the
petition fee required by law, (3) a statement that the, "entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to this paragraph was
unintentional" and (4) any terminal disclaimer and fee pursuant to 37 CFR 1.137(c) (where
required).

With regard to Item (1), the proper response was the payment of the basic national fee.
Applicants have included this payment along with the present petition.

As to Item (2), applicants have included this payment along with the present petition.

With regard to Item (3), applicant's statement that, "the entire delay in filing the required
reply, from the November 2, 2000 due date for replying to an outstanding action by entering the
national phase until the filing of a grantable petition under 37 CFR § 1.137(b) was unintentional”
satisfies the requirement of 37 CFR 1.137(b)(3).

As to Item (4), the terminal disclaimer is not required since this application was filed after
08 June 1995.

A review of the application file reveals that, with the filing of the present petition and
accompanying papers, a proper response has been submitted and all of the requirements of 37
CFR 1.137(b) for revival have been satisfied and revival is therefore appropriate.

A review of the filed declaration finds that it does not comply with 37 CFR 1.497(a)-(b).
The name of the first inventor is listed as David D. BROWN on the declaration and executed as
“Donald D. Brown”, the name which appears as the first named inventor on the International
Application. In addition, the signature for the fourth named inventor, Joseph A. LANG is
executed by what appears to be an executrix, “Susan R. Lang” however, applicant has not
provided an explanation pursuant to 37 CFR 1.42 regarding the death of this inventor.

The first sentence of 37 CFR 1.42 states:

“In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make the necessary oath or
declaration, and apply for and obtain a patent.”

While the declaration is executed by Susan R. LANG as the executrix of the estate of
deceased inventor Joseph A. LANG, the declaration does not set forth the residence, post office
address and country of citizenship of Susan R. LANG as required under 37 CFR 1.497(b). This
information must be provided for both the deceased joint inventor, Joseph A. LANG and the
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executrix, Susan R. LANG.

Lastly, the declaration contains three second pages. This suggests that the enclosed
declaration was constructed from numerous complete declarations or that the inventors forwarded
to counsel only the signatures pages of the declaration. Either alternative renders the submitted
declaration defective under 37 CFR 1.497. While each inventor need not execute the same oath
or declaration, where individual declarations are executed, they must be submitted as individual
declarations rather than combined into one declaration. (See MPEP 201.03 B. Oath or
Declaration.)

CONCLUSION

For the reasons stated above, the petition for revival is GRANTED.

As authorized, $130.00 will be deducted from Deposit Account No.: 50-1170 as payment
of the surcharge for providing an oath or declaration later than twenty months from the priority
date.

Applicants are hereby afforded TWO (2) MONTHS from the mail date of this decision to
file an oath or declaration in compliance with 37 CFR 1.497 (a)-(b). Regarding the status of the
fourth named inventor, Joseph A. LANG, applicant’s response should include a cover letter
entitled, "Petition Under 37 CFR 1.42." No additional petition fee is required. Extensions of time
may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be directed to the Assistant

Commissioner for Patents, Box PCT, Washington, D.C. 20231, with the contents of the letter
directed to the attention of the PCT Legal Office.

ol oin 4 o e

Leonard Smith Derek A. Putonen
Legal Examiner Petitions Attorney
PCT Legal Office PCT Legal Office

Tel: (703) 305-0130
Fax: (703) 308-6459
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In re Application of

BROWN, et al. :

Application No.: 09/914,867 : DECISION ON PAPERS
PCT No.: PCT/US00/05427 :

Int. Filing Date: 02 March 2000 : UNDER 37 CFR 1.42

Priority Date: 02 March 1999 :

Attorney Docket No.: 1240.026 :

For: BRAKE SYSTEM HAVING HYDRAULIC: :
ACCUMULATOR AND/OR COMBINED :
SERVICE BRAKE AND PARK AND
HOLD BRAKE

This decision is in response to applicant’s “Petition Under 37 CFR §1.42" filed in the
United States Patent and Trademark Office (USPTO) on 13 March 2002.

BACKGROUND

On 06 December 2001, applicant was mailed a decision granting applicant’s petition to
revive the present application pursuant to 37 CFR 1.137(b). In the decision applicant was advised
that the filed declaration did not comply with 37 CFR 1.497(a)-(b). Applicant was afforded two
months to file an oath or declaration in compliance with 37 CFR 1.497 (a)-(b). Regarding the
status of the fourth named inventor, Joseph A. LANG, applicant was advised that the response
should include a cover letter entitled, "Petition Under 37 CFR 1.42." Extensions of time under 37
CFR 1.136(a) were made available.

On 13 March 2002, applicant filed the present petition accompanied by an executed
declaration, request for a one-month extension of time and a check in the amount of $110.00 as
payment of the one-month extension of time fee. With the filing of the request, payment of the
extension fee and certification that the papers were deposited for mailing on 04 March 2002, the
response is considered to be timely filed.

DISCUSSION

Pursuant to 37 CFR 1.42, first sentence:
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“In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make the necessary oath or
declaration, and apply for and obtain a patent.”

The declaration filed 06 March 2002 is executed by Susan R. LANG as the executrix of
the estate of Joseph A. LANG and provides the executrix’s residence, post office address and
country of citizenship. The declaration is acceptable under 37 CFR 1.42 and complies with 37
CFR 1.497(a)-(b). Accordingly, the requirements for entry into national stage under 35 U.S.C.

371(c) were completed as of 06 March 2002.

CONCLUSION
Applicant's petition under 37 CFR 1.42 is GRANTED.

This application will be given an international application filing date of 02 March 2000 and
a date of 06 March 2002 under 35 U.S.C. 371.

This application is being returned to the DO/EO/US for processing in accordance with this
decision.

Q%V/W ﬁ/gég

Leonard Smith Derek A. Putonen
Legal Examiner Petitions Attorney
PCT Legal Office PCT Legal Office

Tel: (703) 305-0130
Fax: (703) 308-6459
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Milwaukee, Wisconsin 53202

In re Application of
BROWN, et al. :
Application No.: 09/914,867 : SUPPLEMENTAL DECISION
PCT No.: PCT/US00/05427 :
Int. Filing Date: 02 March 2000 : ON PAPERS UNDER
Priority Date: 02 March 1999 : :
Attorney Docket No.: 1240.026 37 CFR 1.42
For: BRAKE SYSTEM HAVING HYDRAULIC
ACCUMULATOR AND/OR COMBINED :
SERVICE BRAKE AND PARK AND
HOLD BRAKE

On 22 May 2002, applicant was mailed a decision granting applicant’s petition under 37
CFR 1.42. The application was afforded a date of 06 March 2002 under 35 U.S.C 371(c) and
returned to the United States Designated/Elected Office (DO/EO/US) for processing and mailing
of a Notification of Acceptance (Form PCT/DO/EO/903). The date afforded should have been the
date the newly executed declaration was filed, 13 March 2002. Therefore, the decision mailed 22
May 2002 affording a date of 06 March 2002 under 35 U.S.C 371(c) is hereby VACATED.

Applicant’s renewed petition under 37 CFR 1.42 is GRANTED for the reasons detailed in
the 22 May 2002 decision.

The application has an international filing date of 02 March 2000 under 35 U.S.C. 363 and
a date of 13 March 2002 under 35 U.S.C. 371(c).
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This application is being forwarded to the National Stage Processing Branch of the
International Division for continued national stage processing including the preparation and
mailing of a Notification of Acceptance (Form PCT/DO/EO/903).

J N Y

Boris Milef Derek A. Putonen
Legal Examiner Petitions Attorney
PCT Legal Office PCT Legal Office

Tel: (703) 305-0130
Fax: (703) 308-6459
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William H. Dippert
Cowan, Liebowitz & Latman
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OFFICE OF PETITIONS
In re Application of
Nissim Darvish, et. al. :
Application No. 09/914,889 : ON PETITION
Filed: January 24, 2002 :
Attorney Docket No. 015/02367

This is a decision on the petition filed April 19, 2004, under 37 CFR 1.78(a)(3) to accept an unintentionally
delayed claim under 35 U.S.C. §§ 120 and 365(c) for the benefit of the prior-filed applications set forth in the
concurrently filed amendment.

The petition is dismissed as moot for the reasons stated below.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to those
applications filed on or after November 29, 2000.

37 CFR 1.78(a)(2)(ii) indicates that the time periods set forth therein do not apply if the later-filed application is:
(1) an application for a design patent; (2) an application filed under 35 U.S.C. § 111(a) before November 29,
2000, and (3) a nonprovisional application which entered the national stage after compliance with 35
U.S.C. § 371 from an international application filed under 35 U.S.C. § 363 before November 29, 2000.

Since the instant nonprovisional application is the national stage entry of an international application filed prior
to November 29, 2000, the provisions of 37 CFR 1.78(a)(3) for acceptance of a late claim for priority do not
apply to the subject nonprovisional application. Accordingly, the petition is dismissed as involving a moot issue.

In view of the dismissal of the instant petition as moot, the $1,330 fee submitted therefor is unnecessary and has
been refunded to petitioner’s deposit account.

The file does not indicate a change of address has been submitted, although the address given on the petition
differs from the address of recor(% If appropriate, a change of address should be filed in accordance with MPEP
601.03. A courtesy copy of this decision is being mailed to the address given on the petition; however, the
Office will mail all future correspondence solely to the address of recordg.

This application is being returned to Technology Center Art Unit 3762 for review of the amendment filed
April 19, 2004.

Uelephone inquiries,concerning this decision should be directed to Andrea Smith at (571) 272-3226.

Lead Petitions Examiner

Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

cc: William H. Dippert, Esq.
Reed Smith, LLP
599 Lexington Avenue, 29™ Floor
New York, NY 10022-7650
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In re Application of
MEARS, Robert, et al.
U.S. Application No.:09/914,944 :
PCT No.: PCT/GB00/00768 : DECISION
International Filing Date: 03 March 2000 :
Priority Date: 05 March 1999
Attorney’s Docket No.: NVSS-P01-001
For: IMPROVEMENTS IN AND RELATING TO
GRATINGS

This decision is issued in response to the “Petition To Withdraw Holding Of
Abandonment Under 37 CFR 1.181" filed 28 July 2003. '

BACKGROUND

4
The procedural background of this application was set forth in the Communication mailed
by this Office on 18 June 2003. That Communication informed applicants that this applicatio'n
was abandoned based on the failure to respond to the Notification Of Missing Requirements
mailed 15 February 2002.

On 28 July 2003, applicants filed the present petition. The petition argues that the
abandonment should be withdrawn because counsel for applicants never received the
Notification Of Missing Requirements.

DISCUSSION ol N

Section 711.03(c)II of the MPEP sets forth the requirements for establishing the failure to
receive an Office communication:

The showing required to establish nonreceipt of an Office
communication must include a statement from the practitioner stating that
the Office communication was not received by the practitioner and
attesting to the fact that a search of the file jacket and docket records
indicates that the Office communication was not received. A copy of the
docket record where the nonreceived Office communication would have
been entered had it been received and docketed must be attached to and
referenced in practitioner's statement.

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK QFFICE
P.O. Box 1450

-
2003 ALEXANDRIA, VA 2231 3-1450
- www._uspto.gov
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Here, though it is implied, the petition does not contain the required express statement
that counsel has searched the file jacket and that the Notification Of Missing Requirements
is not contained therein (such statement is required from current counsel, who have the
application file, and from prior counsel, with respect to any file materials they maintained after
the transfer of the application to current counsel).

Regarding the docket records requirement, applicants have attached a copy of prior
counsel’s docket sheet for this particular file. These docket records are not sufficient. They
apply only to this particular case, and therefore do not provide evidence as to whether the
Notification Of Missing Requirements was received but simply docketed under an incorrect case.
Applicant must provide a copy of the docket record which sets out all the responses due in the
USPTO on 15 April 2002, the date on which a response to the Notification Of Missing
Requirements was due.

Because applicant has not satisfied all the requirements for establishing that the
Notification Of Missing Requirements was not received, the application remains properly

abandoned.

CONCLUSION

For the above reasons, the petition under 37 CFR 1.181 is DISMISSED without
prejudice. The application remains abandoned. '

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the inail date of this decision. Any reconsideration request ™
should include a cover letter entitled “Renewed Petition to Under 37 CFR 1.181.” No petition
fee is required.

Any further correspondence with respect to this matter deposited should be addressed to
the Mail Stop PCT, Commissioner for Patents, Office of PCT Legal Administration/£.O. Box
1450, Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of
the Office of PCT Legal Administration.

QX1

Richard M. Ross
PCT Petitions Attorney
PCT Legal Office
Telephone:  (703) 308-6155
Facsimile: (703) 308-6459
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Wolfgang E. Stutius
ROPES AND GRAY
One International Plaza
Boston, MA 02110-2624

In re Application of
MEARS, Robert, et al.
U.S. Application No.:09/914,944 :
PCT No.: PCT/GB00/00768 : DECISION ON RENEWED
International Filing Date: 03 March 2000 : PETITION
Priority Date: 05 March 1999 :
Attorney’s Docket No.: NVSS-P01-001
For: IMPROVEMENTS IN AND RELATING TO
GRATINGS ‘

In a decision mailed by this Office on 25 September 2003, applicants’ petition under 37
CFR 1.181 was dismissed for failure to satisfy all the requirements for a grantable petition.
Specifically, the decision stated that applicants “must provide a copy of the docket record [of
prior counsel] which sets out all the responses due in the USPTO on 15 April 2002, the date on
which a response to the Notification Of Missing Requirements was due.” The decision also
required specific statements from both current and prior counsel with respect to the non-received
Notification.

. On 25 November 2003, applicants filed the renewed petition considered herein. This
renewed petition is accompanied by the statements and docket records required by the earlier
decision. Applicants have now submitted all the requirements for a grantable petition to
withdraw the holding of abandonment based on the failure to receive an Office communication.

Applicants’ renewed petition is GRANTED.

Applicants assertion that the Notification Of Missing Requirements mailed 15 February
2002 was not received is accepted.

The Notification Of Abandonment mailed 03 July 2003, based as it was on applicants’
failure to respond to the Notification Of Missing Requirements, is appropriately VACATED.

Applicants have still not submitted an executed declaration in compliance with 37 CFR
1.497. Applicants have TWO (2) MONTHS from the mail date of this decision to submit such
declaration. Failure to file a timely and proper response will result in abandonment of the
application.
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Any further correspondence with respect to this matter deposited should be addressed to
the Mail Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box
1450, Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of
the Office of PCT Legal Administration.

QL

Richard M. Ross

PCT Petitions Attorney

PCT Legal Office

Telephone:  (703) 308-6155
Facsimile: (703) 308-6459
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In re Application of
BERGER, Thomas, et al.
Application No.: 09/914,950

PCT No.: PCT/EP00/04733 : DECISION
Int. Filing Date: 24 May 2000 :
Priority Date: 26 May 1999 : ON PETITION UNDER
Attorney’s Docket No.: 18446.3 :
For: ELECTRODE UNIT FOR ; 37 CFR 1.181
RECHARGEABLE '
ELECTROCHEMICAL CELLS

This is a decision on applicants’ response to Notification of Missing Requirements, filed
06 December 2001, in effect asking that the Office vacate the Notification of Missing
Requirements mailed 24 October 2001. This response is being treated as a petition under 37 CFR
1.181. No petition fee is due.

BACKGROUND

On 24 May 2000, applicants filed international application PCT/EP00/04733, which
claimed a priority date of 26 May 1999. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 07 December 2000. On 17 November 2000, applicants filed a demand for
international preliminary examination which elected the United States, prior to nineteen months
from the priority date. The deadline for entry into the national stage in the United States was
midnight 26 November 2001.

On 06 September 2001, applicants filed a submission for entry into the national stage in
the United States which was accompanied by, infer alia, the U.S. Basic National Fee and a
declaration executed by Thomas Berger, Birgit Fuchs, and Angela Piepke.

On 24 October 2001, the Office mailed a Notification of Missing Requirements (Form
PCT/DO/EQ/905) indicating, inter alia, that the declaration was defective because it was not
executed in accordance with either 37 CFR 1.66 or 37 CFR 1.68 and that the surcharge for late
filing of the oath or declaration was due. \

On 06 December 2001, applicants filed the instant response to the Notification of Missing
Requirements, accompanied by, inter alia, copies of the Notification of Missing Requirements
and a fax from the PCT Help Desk.
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DISCUSSION

Under 37 CFR 1.41(a)(4), the inventors who submitted an application under §1.494 or
§1.495 are the inventors in the international application designating the United States. The
inventors in the international application include the inventors named upon filing of the
international application or resulting from any changes made under Rule 92bis in the international
stage. The record does not reflect any such requests under Rule 92bis during the international

stage.

The inventors in the international application are Thomas Berger, Birgit Fuchs and Angela
Mayer. The inventors on the declaration are Thomas Berger, Birgit Fuchs and Angela Piepke.
Thus, the declaration fails to comply with 37 CFR 1.497(a)(3). Because the Notification of
Missing Requirements indicated that the declaration was defective based on improper execution,
rather than upon failure to identify each inventor named in the international application, the
Notification of Missing Requirements is hereby vacated.

Applicant is required to submit an oath or declaration in compliance with 37 CFR
1.497(a)-(b). Attention is directed to MPEP §605.04(c) and the requirement for a petition under-
37 CFR 1.182 contained therein, if there has been a change of name. If there was an error in the
inventive entity listed on the international application, attention is directed to 37 CFR 1.497(d).

CONCLUSION

For the above reasons, applicants’ petition under 37 CFR 1.181 is GRANTED, to the
extent that the Notification of Missing Requirements mailed 24 October 2001 is VACATED.

A proper response as indicated above must be filed within TWO (2) MONTHS from the
mail date of this decision. Failure to timely file the proper response will result in abandonment of
this application. Extensions of time are available under 37 CFR 1.136(a).

Please direct any further correspondeﬁce with respect to this matter to the Commissioner
of Patents and Trademarks, Box PCT, Washington, D.C. 20231, and address the contents of the
letter to the attention of the Office of PCT Legal Administration.

/L. Coom), .
Boris Milef Erin M. Pender

PCT Legal Examiner Attorney Advisor
PCT Legal Administration PCT Legal Administration

Telephone: (703) 305-0455
Facsimile: (703) 308-6459
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In re Application of -

BERGER, Thomas, et al.

Application No.: 09/914,950 ;

PCT No.: PCT/EP00/04733 : DECISION

Int. Filing Date: 24 May 2000 :

Priority Date: 26 May 1999 : ON PETITION UNDER

Attorney’s Docket No.: 18446.3 ;

For: ELECTRODE UNIT FOR ; 37CFR 1.182
RECHARGEABLE ;
ELECTROCHEMICAL CELLS

This is a decision on applicants’ second response to Notification of Missing Requirements,
filed 08 March 2002. This response is being treated as a petition under 37 CFR 1.182. The
petition fee will be charged as authorized by the transmittal letter.

BACKGROUND

On 24 May 2000, applicants filed international application PCT/EP00/04733, which
claimed a priority date of 26 May 1999. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 07 December 2000. On 17 November 2000, applicants filed a demand for
international preliminary examination which elected the United States, prior to nineteen months
from the priority date. The deadline for entry into the national stage in the United States was
midnight 26 November 2001.

On 06 September 2001, applicants filed a submission for entry into the national stage in
the United States which was accompanied by, inter alia, the U.S. Basic National Fee and a
declaration executed by Thomas Berger, Birgit Fuchs, and Angela Piepke.

On 24 October 2001, the Office mailed a Notification of Missing Requirements (Form
PCT/DO/EOQ/905) indicating, inter alia, that the declaration was defective because it was not
executed in accordance with either 37 CFR 1.66 or 37 CFR 1.68 and that the surcharge for late
filing of the oath or declaration was due.

On 06 December 2001, applicants filed a response to the Notification of Missing
Requirements, accompanied by, inter alia, copies of the Notification of Missing Requirements
and a fax from the PCT Help Desk.

On 28 February 2002, the Office mailed Decision On Petition Under 37 CFR 1.181
granting the request to vacate the Notification of Missing Requirements mailed 24 October 2001
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and requiring that an oath or declaration in compliance with 37 CFR 1.497(a)-(b) be submitted. It
set a two month extendable period for reply.

On 08 March 2002, applicants filed “Second Transmittal Letter In Response To A
Notification of Missing Requirements Under 35 USC 371,” accompanied by, inter alia, a
declaration of Angela Piepke.

DISCUSSION

Applicants’ submission of a declaration of Angela Piepke stating that she is “one and the
same person as Angela Mayer, the name change resulting from marriage” has been treated as a
petition under 37 CFR 1.182. The statement is required to be signed in both names and to state
the procedure by which the name changed. The declaration fulfills both.

The petition fee of $130 will be charged to deposit account no. 50-0698, as authorized by
the transmittal letter.

It is noted that the English translation filed on 06 September 2001 is defective because
text in the drawings was not translated. As such, an English translation of the international
application and the processing fee for late filing of the English translation are required.

CONCLUSION
For the above reasons, applicants’ petition under 37 CFR 1.182 is GRANTED.

A translation of the international application and the processing fee for late filing of the
English translation are required within TWO (2) MONTHS from the mail date of this decision.
Failure to timely file the proper response will result in abandonment of this application.
Extensions of time are available under 37 CFR 1.136(a).

Please direct any further correspondence with respect to this matter to the Commissioner
of Patents and Trademarks, Box PCT, Washington, D.C. 20231, and address the contents of the
letter to the attention of the Office of PCT Legal Administration.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to await receipt of the proper reply.

ety = .

Boris Milef Erin M. Pender
PCT Legal Examiner ' Attorney Advisor
PCT Legal Administration PCT Legal Administration

Telephone: (703) 305-0455
Facsimile: (703) 308-6459
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Steven J. Sarussi

McDonnell Boehnen Hulbert & Berghoff
300 South Wacker Drive

Chicago, Illinois 60606

In re Application of

YUAN, et al. B,

Application No.: 09/914,957 : DECISION ON PETITION
PCT No.: PCT/US00/06371 :

Int. Filing Date: 10 March 2000 : UNDER 37 CFR 1.181

Priority Date: 11 March 1999

Attorney Docket No.: 99,134-E

For:  ARYL FUSED 2,4-DISUBSTITUTED
PYRIDINES: NK3 RECEPTOR LIGANDS

This decision is in response to applicant’s correspondence filed 15 April 2003 in the
United States Patent and Trademark Office (USPTO). The filing is being treated as a petition
under 37 CFR 1.181 to withdraw the holding of abandonment in the present application. No
petition fee is due.

BACKGROUND

On 10 March 2000, applicant filed international application PCT/US00/06371 which
claimed priority to an application filed 11 March 1999. A Demand for international preliminary
examination, in which the United States was elected, was filed prior to the expiration of nineteen

- months from the priority date. Accordingly, the thirty-month period for paying the basic national
fee in the United States expired at midnight on 11 September 2001.

On 30 August 2001, applicant filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by payment of the requisite basic national fee as
required by 35 U.S.C. 371(c)(1).

On 26 October 2001, applicant was mailed a NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EO/905) informing applicant of the
need to provide a signed oath or declaration of the inventors, in compliance with 37 CFR 1.497(a)
and (b), identifying the application by the International application number and international filing
date. Applicant was provided two months to file the proper response and advised that this time
could be extended pursuant to 37 CFR 1.136(a).

On 21 November 2002, applicant was mailed a NOTIFICATION OF ABANDONMENT
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(Form PCT/DO/EQ/909) for failure to respond to the NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EQ/905) mailed 26 October 2001
within the time period set therein.

On 15 April 2003, applicant responded with the present petition.
DISCUSSION

The best evidence of what was actually received by the Office is a postcard receipt
containing a specific itemization of all the items being submitted. See MPEP 503. Here, applicant
has provided a copy of the date-stamped postcard receipt. The postcard identifies the application
by applicant, application number and docket number. Among the items listed on the receipt is
“Declaration and Power of Attorney” The receipt is stamped “JC07 Rec’d PTO/PCT 22 JAN
2002." Thus, it is clear that applicant filed an executed combined declaration and power of
attorney on 26 March 2002. In addition, an examination of the fee records for the present
application shows that the surcharge for filing an executed oath or declaration of the inventor later
than thirty months from the priority date, as well as the other noted fees, was credited to the
application on that date. For the reasons stated above, it is proper to grant applicant’s petition at
this time and  accept the copy of the combined declaration and power of attorney filed 15 April
2002 as a substitute for the combined declaration and power of attorney originally filed 22
January 2002.

It is noted that applicant’s response filed 22 January 2002 includes certification under 37
CFR 1.8 that the filing was deposited for mailing on 28 November 2001 and is therefore
considered a timely response to the Form PCT/DO/E0O/905 mailed 26 October 2001. Further, a
review of the application file reveals that all of the requirements of 35 U.S.C. 371 for entry into
the national stage in the United States have now been satisfied.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is GRANTED.

The “NOTIFICATION OF ABANDONMENT (Form PCT/DO/EQ/909)" mailed on 21
November 2002 is hereby VACATED.

The application has an international filing date of 10 March 2000 under 35 U.S.C. 363
and will be given a date of 22 January 2002 under 35 U.S.C. 371(c).
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This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for treatment in accordance with this decision.

P, oo (2

.Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (703) 305-0130

Fax: (703) 308-6459



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

' ' Paper No.:
DATE A \6/9/0q
TO SPE OF S ART UNIT M
SUBJECT chucst for Certificate of Correction for Appl. No.: ?/9/%?&7 Patent No.: 7/%5%//5/

Please respond to this request for a certificate-of correction within 7-days:—--- — -=—------ e
FOR IFWFILES:

.Please review the requested changes/corrections.as. shown inthe. COCIN document(s).in.. e -
the IFW application image. No new matter should be lntroduced nor should the scOpe or
meaning of the claims be changed :

Please complete the response (see below) and forward the completed response to 'scanning:
using document code COCX. -

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
. correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

@/ .. @‘Z ;
Certlflcates of Correction Branch

703-308- 9390 ext 113

"Thank You For Your Assistance _ _ N ' . e

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate ‘box.

Approved All changes apply. .
] A!pproved i,n Pert‘ o Specify below which changes .do not apply.
O Denied ' Staie thevreasons for denialubelow. '

- Comments:  [APPROVED ALL] '

TRAMBIZ ZAND/L- . |2434
-] Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usSplo.gov

APPLICATIONNO.  |*  FILING DATE I . FIRST NAMED INVENTOR l ATTORNEY DOCKETNO, | CONFIRMATION NO. |
09/914,972 12/14/2001 Kay Brodesser BRODESSER ET AL -2 6642
PCT ‘
25889 7590 05/0412007
MINER
WILLIAM COLLARD | EXAMMN |
COLLARD & ROE, P.C. - BENTON, JASON
1077 NORTHERN BOULEVARD -
'ROSLYN, NY 11576 [ ART UNIT | PAPER NUMBER J
3747 ’
I MAIL DATE | " DELIVERY MODE |
05/04/2007 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent No. BRODESSER ET AL.

Issue Date: 06/24/2003

Appl No.: 09/914,972°

Filed: December 14, 2001

For: Suction System for an Internal Combustion Engine

Commlssmner for Patents
Umted States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

DECISION GRANTING
PETITION
37 CFR 1.324

Thisisa de0151on on the petition filed Aprll 2,2004 to correct 1nventorsh1p under 37 CFR 1.324.

The petition is granted

The patented file is being forwarded to Certificate of Corrections Branch for issuance of a

certificate naming only the actual inventor or inventors.

'Stephén K. Cronin
Supervisory Patent Examiner

Art Unit 3747 :
. Technology Center 3700




WILLIAM COLLARD

COLLARD & ROE, P.C.

1077 NORTHERN BOULEVARD
ROSLYN, NY 11576

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DATE: May 2, 2007
TO: Certificates of Correction Branch
FROM: Stephen K. Cronin
SPE, Art Unit 3747
SUBJECT REQUEST FOR CERTIFICATE OF CORRECTION

Please issue a Certificate of Correction in U. S. Letters Patent No. 6,581,561 as specified
on the attached Certificate.

StepHen K. Cronin, SPE
Art Unit 3747



UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE

Patent No. 6,581,561
Patented: 06/24/2003

On petition requesting issuance of a certificate for correction of inventorship pursuant to 35
U.S.C. 256, it has been found that the above identified patent, through error and without
deceptive intent, improperly sets forth the inventorship. Accordingly, it is hereby certified that
the correct inventorship of this patent is: :

Kay Brodesser, Rutesheim (DE);

Hans-Peter Drespling, Heidenheim (DE);

Hans Jensen, Kirchheim (DE);

Gunter Kachler, Ingersheim (DE);

Horst Schneider, Waiblingen (DE); ,

Jurgen Stehlig, Neckartailfingen (DE); °

Joachim Kelm, Pforzheim (DE);

Frank Dieterle, Ditzingen (DE)
“Stephef K. Cronin

Supervisory Patent Examiner
Art Unit 3747
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UNITED STATES PATENT AND TRADEMARK OFFICE

Paper No. 13

WILLIAM COLLARD
COLLARD & ROE, P.C. .
1077 NORTHERN BOULEVARD
ROSLYN, NY 11576 COPY MAILED

- APR 1 32004
In re Patent of :
Brodesser et al. : OFFICE OF PETITIONS
Patent No. 6,581,561 :
Issue Date: June 24, 2003 : Decision on Petition

Application No. 09/914,972 :
Filing Date: December 14, 2001 :
Attorney Docket No. Brodesser et al - 2PCT :

This is a decision on the petition under 37 C.F.R. § 1.183, filed April 2, 2004, to waive the rules
and accept the correction of the assignee on the front page of the above-identified patent.

The petition is dismissed.

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Petitioner requests that a Certificate of Correction be allowed adding the name of “Dr. Ing. h.c.F.

Porsche.” However, a Certificate of Correction can only be accepted when a mistake was made
on the patent. Since petitioner has not proven that the assignee to be added was an assignee at
the time the patent issued, petitioner has not proven that it was a mistake to leave that assignee’s
name off the patent. "

In addition, Office PALM computer database records do not reflect that an assignment in the
name of the assignee sought by the certificate of correction was ever recorded. A certificate of
correction will only be proper when an assignee was of record at the time the patent issued. The
record fails to establish that an assignment to the assignee to be added was recorded prior to the
issuance of the patent and therefore the petition cannot be granted.

The file is being forwarded to Technology Center 3700 to render a decision on the petition to
correct inventorship filed on April 2, 2004.

Telep/h,o;}e iyhould be directed to Petitions Attorney Steven Brantley at (703) 306-5683.

Charles Steven Brantley
Petitions Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.uspto.gov

COLLARD & ROE, P.C.
1077 NORTHERN BOULEVARD COPY MAILED
ROSLYN, NY 11576

0CT 1 6 2008
In re Patent of Brodesser et al. : OFFICE OF PET ITIONS
Patent No. 6,581,561 :
Issue Date: June 24, 2003 D Letter

Application No. 09/914,972
Filing Date: December 14, 2001
Attorney Docket No. Brodesser et al. - 2PCT

This is a decision in response to the paper filed August 7,2008,' which is being treated as a
request under 37 CFR 3.81 to accept the correction of the assignee data on the front page of the
above-identified patent.

The request under 37 CFR 3.81 is dismissed.

Effective June 25, 2004, the practice relating to issuance of a patent to an assignee was modified
by requiring that, after payment of an issue fee, a request for a certificate of correction must be
filed in order to obtain issuance of the patent to an assignee. Thus, where the assignment data is
submitted after payment of the issue fee, the patent document will not include the assignment
information. Therefore, as 37 CFR 3.81(b) was modified to provide for issuance of the patent to
the assignee, the practice of waiving the rule (37 CFR 3.81(a)) under 37 CFR 1.183 is longer
necessary and has been eliminated.

37 CFR 3.81(b) states, with emphasis added,

Any request for issuance of an application in the name of the assignee submitted after the
date of payment of the issue fee, and any request for a patent to be corrected to state the
name of the assignee, must state that the assignment was submitted for recordation as set
Sforthiin § 3.11 before issuance of the patent....

The papers filed August 7, 2008, request the Office issue a certificate of correction that includes
“Dr. Ing. h.c.F. Porsche Aktiengesellschaft, Weissach (DE)”(Dr. Ing.) as an assignee.

The patent issue.d June 24, 2003. The record fails to indicate the recordation of an assignment to
Dr. Ing on any date prior to April 4, 2004. Therefore, since the assignment was not recorded as

' The original copy of the papers filed September 10, 2007, cannot be located. Therefore, the instant letter is based
on the copy of the papers filed August 7, 2008.
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of the date the application issued as a patent, a certificate of correction adding the assignee will

not be issued.

"Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time
under 37 CFR 1.136(a) are NOT permitted. The reconsideration request should include a cover
letter entitled “Renewed Request under 37 CFR 3.81.”

Further correspondence with respect to this matter should be addressed as follows:

By mail:

By facsimile:

By hand:

Mail Stop Petition
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

(571) 273-8300
Attn: Office of Petitions

U.S. Patent and Trademark Office
Customer Service Window
Randolph Building

401 Dulany Street

Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

Charles Steven Brantley

Senior Petitions Attorney
Office of Petitions
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Paper No. 5
COHEN, PONTANI, LIEBERMAN & PAVANE
Suite 1210 COPY MAILED
551 Fifth Avenue .
New York NY 10176 AUG 0 6 2002
In re Application of : OFFICE OF PETITIONS
Janne Linkola :
Application No. 09/915,009 : DECISION ON PETITION
Filed: July 25, 2001 : UNDER 37 C.F.R. §1.47(b)

Attorney Docket No. 2132-49PCON
Title: METHOD AND SYSTEM
FOR THE ROUTING OF SHORT
MESSAGES

This is in response to the petition under 37 CFR §1 47(b)", filed April 4, 2002.
The petition under 37 C.F.R. §1.47(b) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to
reply, correcting the below-noted deficiencies. Any reply should be entitled "Request
for Reconsideration of Petition Under 37 C.F.R. §1.47(b)," and should only address the
deficiencies noted below, except that the reply may include an oath or declaration

1 A grantable petition under 37 CFR §1.47(b) requires:

(1) The petition fee;

(2) a surcharge if the petition was not filed at the time of filing of the application;,

(3) a statement of the last known address of each of the non-signing inventors;

(4) proof that a complete copy of the application was sent or given to each of the non-signing inventors for
review;

(5) proof that each of the non-signing inventors refused to sign, or cannot be reached after diligent efforts;

(6) proof that the Rule 47(b) applicant has sufficient proprietary interest in the subject matter to
justify the filing of the application;

(7) proof of irreparable damage, and;

(8) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116 and 37 CFR
§1.63.
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executed by the non-signing inventor. Failure to respond will result in abandonment
of the application. Any extensions of time will be governed by 37 C.F.R. §1.136(a).

The above-identified application was filed on July 25, 2001, without an executed oath or
declaration and identifying Janne Linkola as the sole inventor. On September 4, 2001,
applicant was mailed a “Notice to File Missing Parts of Nonprovisional Application -
Filing Date Granted”, requiring an executed oath or declaration in compliance with 37
CFR §1.63 and a surcharge for the late filing of the oath or declaration. This Notice set
a two-month period for reply.

In reply, applicant filed the original petition, along with the associated fee, the fee
associated with the late filing of an oath or declaration, and a five-month extension of
time to make timely this reply.

With the petition, the petitioner has provided the last known address of the inventor, a
statement by a person having firsthand knowledge of the underlying events (Anni
Vepsalainen, senior vice president of the assignee), and a declaration executed by Haire
Laitinen and Tia Tuouinen, attorneys for the assignee.

The petitioner asserts that the non-signing inventor worked for the assignee during the
relevant period of invention, and that a specification and declaration were mailed to his
last known address.

Rule 47 applicant has met requirements (1) — (3), and (6) — (7) above.

Regarding the fourth requirement above, the statement of Ms. Vepsalainen, “we
delivered the declaration together with specification to Janne Linkola®” fails to establish
that a complete copy of the application papers was not sent to the non-signing inventor.
Where a refusal of the inventor to sign the application papers is alleged, the Office
requires the petitioner to establish that a bona fide attempt was made to mail a complete
copy of the application, which entails the specification, claims, drawings, and oath or
declaration.® As only the declaration and the specification was sent, the fourth
requirement has not been met. On renewed petition, it should be established that a
complete copy of the application was sent to the non-signing inventor.

Furthermore, the language cited above seems to suggest that an employee of the
assignee other than the declarant mailed the package to the non-signing inventor. On
renewed petition, the petitioner should submit a statement from a party having first-hand
knowledge of the events.

Regarding the fifth requirement above, it follows that since it has not been shown that a
complete copy of the application was sent to the inventor, one cannot refuse to sign
something which one has not seen. A refusal by an inventor to sign an oath or
declaration when the inventor has not been presented with the application papers does

2 Declaration of Vepsalainen, page 1.
3 See MPEP 409.03(d).
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not itself suggest that the inventor is refusing to join the application unless it is clear that
the inventor understands exactly what he or she is being asked to sign and refuses to
accept the application papers. It is reasonable to require that the inventor be presented
with the application papers before a petition under 37 CFR 1.47 is granted since such a
procedure ensures that the inventor is apprised of the application to which the oath or
declaration is directed”.

Regarding the eighth requirement above, the submitted declaration is not in compliance with 35
U.S.C. §§ 115and 116 and 37 CFR §1.63. Itis noted that two representatives of the assignee
have executed the declaration on behalf of the non-signing inventor. First, although two people
have executed this declaration, the pertinent info is only given for one party’. Secondly, the’
citizenship is listed as “Finnish”, when the declarant should have written “Finland”. On renewed
petition, the petitioner should either provide an executed oath or declaration, or one that corrects
the deficiencies set forth above.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patents
Box DAC
Washington, D.C. 20231

By FAX: (703) 308-6916
Attn: Office of Petitions

By hand: Crystal Plaza Four, Suite 3C23
2201 S. Clark Place
Arlington, VA 22202

Telephone inquiries regarding this decision should be directed to Petitions Attorney Paul
Shanoski at (703) 305-0011.

Ao -

Beverly M. Flanagan

Supervisory Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

4 In re Gray, 115 USPQ 80 (Comm’r Pat. 1956).

5 If these two general counsel wish to execute the declaration on behalf of the non-signing inventor, the pertinent
information for both will be required. See MPEP §§ 409.03(b), 409.03 (f), and 605.04(a).
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Paper No. 8

COHEN, PONTANI, LIEBERMAN & PAVANE COPY MAILED
Suite 1210
551 Fifth Avenue OCT 2 9 2002
New York NY 10176

OFFICE OF PETITIONS
In re Application of
Janne Linkola :
Application No. 09/915,009 : DECISION ON RENEWED
Filed: July 25, 2001 : PETITION UNDER
Attorney Docket No. 2132-49PCON : 37 C.F.R. §1.47(b)
Title: METHOD AND SYSTEM :
FOR THE ROUTING OF SHORT
MESSAGES

This is in response to the renewed petition' under 37 CFR §1.47(b)?, filed October 2, 2002.

The above-identified application was filed on July 25, 2001, without an executed oath or
declaration and identifying Janne Linkola as the sole inventor. On September 4, 2001,
applicant was mailed a “Notice to File Missing Parts of Nonprovisional Application -
Filing Date Granted”, requiring an executed oath or declaration in compliance with 37
CFR §1.63 and a surcharge for the late filing of the oath or declaration. This Notice set
a two-month period for reply.

1 The original petition was filed on April 4, 2002, and dismissed via a decision mailed on August 6, 2002.
2 A grantable petition under 37 CFR §1.47(b) requires:
(1) The petition fee;
(2) a surcharge if the petition was not filed at the time of filing of the application;
(3) a statement of the last known address of each of the non-signing inventors;
(4) proof that a complete copy of the application was sent or given to each of the non-signing inventors for
review;
(5) proof that each of the non-signing inventors refused to sign, or cannot be reached after diligent efforts;
(6) proof that the Rule 47(b) applicant has sufficient proprietary interest in the subject matter to
justify the filing of the application;
(7) proof of irreparable damage, and,;
(8) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115and 116 and 37 CFR
§1.63.
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Decision on Renewed Petition

In reply, applicant filed the original petition, along with the associated fee, the fee
associated with the late filing of an oath or declaration, and a five-month extension of
time to make timely this reply.

The original petition was dismissed for failure to meet requirements (4), (5), and (8).

With the renewed petition, petitioner has submitted a declaration of facts and a new
declaration, which correct the previously indicated deficiencies.

As such, the above-identified application and papers have been reviewed and found in
compliance with 37 CFR 1.47(b). This application is hereby accorded Rule 1.47(b) status.

As provided in Rule 1.47(b), this Office will forward notice of this application's filing to the non-
signing inventor at the address given in the petition, not the Declaration. Notice of the filing of
this application will also be published in the Official Gazette.

After this decision is mailed, the application will be forwarded to Technology Center 2600 for
further processing.

Telephone inquiries regarding this decision should be directed to Petitions Attorney Paul
Shanoski at (703) 305-0011.

Beverly M. Flanagan

Supervisory Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 6
Pillsbury Winthrop LLP
Intellectual Property Group COPY ,MA'LED
50 Fremont Street
San Francisco, CA 94105 JUL 1 7 2002
In re Application of : OFFICE OF PETITIONS
Jones :
Application No. 09/915,016 : : DECISION GRANTING
Filed: July 25,2001 : PETITION

Attorney Docket No. PW 53403 272575

This is a decision on the petition filed March 8, 2002, to accord the above-identified application a
filing date of July 25, 2001.

On July 25, 2001, the application was filed.

On February 1, 2002, the Office of Initial Patent Examination mailed a Notice stating that
drawings were not present and that a filing date had not been accorded and the filing date would
be the date of receipt of drawings.

In response, the present petition was filed alleging that drawings were deposited on

July 25,2001. In sugport, petitioner has submitted a postcard receipt which acknowledges
receipt of “#5 No. Sheets Drawings (Fig(s) 1 to 5_)” on July 25,2001." Petitioner has also
submitted a copy of the missing documentation- 5 sheets of drawings.

Upon review of the record, the drawings, deposited on July 25, 2001, have not been located.
However, the evidence is convincinlg1 that the application papers deposited on July 25, 2001,
included 5 sheets of drawings, and that the drawings were subsequently misplaced in the PTO.
Therefore, the application is complete and entitled to a filing date of July 25, 2001.

In view of the above, the petition is granted. The copy of the 5 sheets of drawings submitted
with the petition will be used for examination purposes.

The petition fee of $130 will be credited to the deposit account listed in the petition.
The Notice mailed February 1, 2002, was sent in error and is hereby vacated.
The Application is being returned to the Office of Initial Patent Examination for further

processing with a filing date of July 25, 2001, usin%l the application papers filed on July 25, 2001,
and the copy of 5 sheets of drawings filed on March 8, 2002.

! Evidence of receipt of any correspondence filed in the Patent and Trademark Office can be obtained by submitting a
self addressed post card properly itemizing and identifying the paper or papers being filed. Upon receipt of the correspondence,
the Patent and Trademark Office will check the listing on the post card against the papers submitted, making sure that all items
listed are present and will then stamp the postcard with an Official date stamp and place the post card in the outgoing mail. "A
post card receipt which itemizes and properly identifies the papers which are being filed serves as prima facie evidence of receipt
in the PTO of all items listed thereon by the PTO." M.P.E.P. § 503.
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Telephone inquiries should be directed to Petitions Attorney Steven Brantley at (703) 306-5683.
Vi

Charles Steven Brantley

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Commissioner for Pateﬁts
United States Patent and Trademark Office
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Alexandria, VA 22313-1450
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PIETRAGALLO, BOSICK & GORDON
ONE OXFORD CENTRE, 38TH FLOOR
301 GRANT STREET
PITTSBURGH, PA 15219-6404 COPY MAILED
MAR 1 4 2005
OFFICE OF PETITIONS

In re Application of

Sidwell, Donald R. :

Application No. 09/915,032 : " ON PETITION
Filed: July 26, 2001 :

Attorney Docket No. SW-00777

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed March 3, 2005, to revive the
above-identified application. '

The petition is GRANTED.

The above-identified application became abandoned for failure to submit the issue fee and

publication fee in a timely manner in reply to the Notice of Allowance mailed July 14, 2004,

which set a statutory period for reply of three (3) months. Accordin%ly, the above-identified

application became abandoned on October 15, 2004. A Notice of Abandonment was mailed on
ovember 22, 2004.

Petitioner has met the requirements to revive the above-identified application pursuant to 37
CFR 1.137(b). :

This matter is being referred to the Publishing Division for processing into a patent.

'3[‘2e};e2phone inquiries regarding this decision should be directed to the undersigned at (571) 272-

\Fiana Chase
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy
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INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor{s): Comelis et al.

Patent No.: 6,764,852 B2
VIA ELECTRONIC FILING

Issued: July 20, 2004

For: INTERNAL RIBOSOME ENTRY February 5, 2008
SITE, VECTOR CONTAINING SAME AND

USES THEREQOF

Attorney Docket No.: 2676-4976US

REQUEST FOR CERTIFICATE OF CORRECTION OF PATENT
OFFICE MISTAKES (37 C.F.R. § 1.322)

Attn.: Certificate of Corrections Branch
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

It is noted that several errors appear in this patent of a typographical nature. These errors
are due to mistakes in printing on the part of the U.S. Patent and Trademark Office, and occurred
through no fault of the Applicants. A certificate of correction in the form attached hereto is

requested.

Please send the Certificate to:

Name: Allen C. Turner
Address: TraskBritt
P.O. Box 2550

Salt Lake City, Utah 84110



Patent No. 6,764,852 B2

Attached hereto is Form PTO/SB/44, which is suitable for printing.
Respectfully submitted,

Allen C. Tumz:/.i
Registration No. 33,041

Attorney for Applicant(s)
TRASKBRITT

P.O. Box 2550

Salt Lake City, Utah 84110-2550
Telephone: 801-532-1922

ACT/csw

Attachments: PTQO/SB/44

Docament in Probaw
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Approved for ugse through 08/31/2010. OMB 0651-0033

U.8. Patent and Tradamark Offige; L1.5. DEPARTMENT COF COMMERCE

Under the Paperwork Reduction Act of 1895, no persens are required to respond o a collection of information unless it displays a valid OMEB control number.
{Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION
PATENT NC : 6,764,852 B2 Page 1 of 1
APPLICATION NO. : 09/915,060
ISSUE DATE : July 20, 2004
INVENTOR(S) : Sigrid Cornelis and Rudi Beyaert

It is certified that an error appears or etrors appear in the above-identified patent and that said
Letters Patent is hereby corrected as shown below:

On the title page:
In ITEM (56) References Cited, “Other
Publications,” 2™ column, 12t line, in Bag et al., after “Rat Muscle Cells”, delete
“ENDFIELD”

In the specification:

COLUMN 4, LINE 43, change “capase-processed” to --caspase-processed--

COLUMN 6, LINES 60-61, change “thyrnidine kinase” to --thymidine kinase--

COLUMN?7, LINE7, change “forcoronary arterydisease ” to --for coronary
artery disease--

COLUMN 7,  LINES 33-34, change “orderivatives thereof.” to --or derivatives
thereof.--

COLUMN 13, LINES 35-36, change “DES-mediated” to --IRES-mediated--

COLUMN 16, LINE 62, change “Kaminski, A.” to ~-Kaminski, A.--

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Allen C. Turner

TRASKBRITT

230 South 500 East, Suite 300
Salt Lake City, Utah 84102 USA

This collection: of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain of retain a benefit by the public which is c file {and by
the USPTO to process} an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour fo complete,
including gathering, preparing, and submitting the completed application form 1o the USPTO. Time wilt vary depending upon ihe individual case. Any comments on the
amount of time you require to complete this form andfor suggestions for reducing this burden, should be sent to the Chief information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
SEND TO: Altention Certificate of Corrections Branch, Commissioner for Patents, P.0O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in compigting the form, call 1-800-FTC-9199 and select opfion 2.



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: X
DATE - April 16, 2008
TO SPE OF : ART UNIT 1636
SUBJECT : Request for Certificate of Correction for Appl. No.: 09/915060 _ Patent No.: 6764852 B2

A response is requested with respect to a request for a certificate of corréction.

With respect to the change(s) requested to correct Office and/or Applicant’s errors, should
the patent read as shown in the certificate of correction attached herewith or the COCIN
document(s), in IFW images for the above-identified patented application? No new matter
should be introduced, nor should the scope or meaning of the claims be changed.

If the response is for an IFW, within 7 days, please complete and forward the response, to
the employee (named below) via scanning into application images, using document code

COCX.
DO NOT SENT TO ATTORNEY

If the response is for a paper file wrapper, please complete the response and forward the
response with the paper file wrapper, to the employee (named below), within 7 days, to:
Certificates of Correction Branch (CofC)
South Tower - 9A22
_ Pamlocation7580
You can fax the Directors/SPE response to 571-270-3990
' LAMONTE NEWSOME

Certificates of Correction Branch
703-308-9390 ext. 112

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Q X Approved All changes apply.

Q Approyied in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments: _Ali changes approved. The changes requested are typographical and

grammatical matter.

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MA'LEB’aper No.

FITCH EVEN TABIN & FLANNERY DEC 2 2 2009
120 SOUTH LASALLE STREET
SUITE 1600 OFFICE OF PETITIONS

CHICAGO IL 60603-3406

In re Application of
Fitzgibbon et al.

Application No. 09/915,080 : DECISION ON PETITION
Filed: July 25, 2001 : PURSUANT TO

Attorney Docket No.: : 37 C.F.R. § 1.137(B)
5569/69789 :

Title: BARRIER MOVEMENT
SYSTEM INCLUDING A COMBINED
KEYPAD AND VOICE RESPONSIVE
TRANSMITTER

This is a decision on the petition pursuant to 37 C.F.R.
§ 1.137(b), filed November 3, 2009, to revive the above-
identified application.

This petition pursuant to 37 C.F.R. § 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
March 6, 2009, which set a shortened statutory period for reply
of three months. No response was received, and no extensions of
time under the provisions of 37 C.F.R. § 1.136(a) were requested.
Accordingly, the above-identified application became abandoned on
June 7, 2009. A notice of abandonment was mailed on September
24, 2009.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previously filed;
(2) The petition fee as set forth in 37 C.F.R.
§ 1.17(m);



Application No. 09/915,080 Page 2 of 3
Decision on Petition pursuant to 37 C.F.R. § 1.137(b)

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has submitted the petition fee, an
amendment, and the proper statement of unintentional delay. As
such, the first three requirements of Rule 1.137(b) have been
met. The fourth requirement of Rule 1.137(b) is not applicable,
as a terminal disclaimer is not required.?

The Technology Center will be notified of this decision, and
jurisdiction over this application is transferred to the
Technology Center, so that the application may receive further
processing. The Technology Center’s support staff will notify
the Examiner of this decision, so that the amendment that was
received on November 3, 2009 can be processed in due course.

Petitioner has also submitted a three-month extension of time.
An extension of time under 37 C.F.R. § 1.136 must be filed prior
to the expiration of the maximum extendable period for reply.?
Accordingly, since the $ 1,110 extension of time submitted with
the petition on November 3, 2009 was filed subsequent to the
maximum extendable period for reply, this fee is unnecessary and
will be credited to Petitioner’s Deposit Account.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Technology Center in response to this
decision. It is noted that all inquiries with regard to any
failure of that change in status should be directed to the
Technology Center where that change of status must be effected -
the Office of Petitions cannot effectuate a change of status.
Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.° All other inquiries

1 See Rule 1.137(d).

2 See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988).

3 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
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Decision on Petition pursuant to 37 C.F.R. § 1.137(b) .

concerning this application should be directed to the Technology
Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).



UNITED STATES PATENT AND TRADEMARK OFFICE

] Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

PITNEY HARDIN LLP

7 TIMES SQUARE | COPY MAILED

NEW YORK NY 10036-7311 AUG 2 7 2004
OFFICE OF PETITIONS

In re Application of : .

Michael J. McMahon et al. : DECISION ON PETITION

Application No. 09/915,100 - UNDER 37 CFR 1.78(a)(3)

Filed: July 25, 2001
Attorney Docket No. 769-236DIV.2

This is a decision on the petition under 37 CFR 1.78(a)(3), filed July 29, 2004, to accept
an unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of priority to the
prior-filed nonprovisional application set forth in the amendment filed concurrently with
the instant petition. :

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only
applicable to those applications filed on or after November 29, 2000. Further, the
petition is appropriate only after the expiration of the period specified in 37 CFR
1.78(a)(2)(ii). In addition, the petition under 37 CFR 1.78(a)(3) must be accompanied
by:

(1)  the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted; _

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the.date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant pending application was filed on July 25, 2001, and was pending at the time
of filing of the instant petition. A reference to the prior-filed nonprovisional application
has been included in an amendment to the first sentence of the specification following
the title, as required by 37 CFR 1.78(a)(2)(iii).

The instant nonprovisional application was filed after November 29, 2000, and the claim
herein for the benefit of priority to the prior-filed nonprovisional application is submitted

. after expiration of the period specified in 37 CFR 1.78(a)(2)(ii). Also, the reference to
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the prior-filed nonprovisional application was submitted during the pendency of the
instant nonprovisional application, for which the claim for benefit of priority is sought.
See 35 U.S.C. § 120. Accordingly, having found that the instant petition for acceptance
of an unintentionally delayed claim for the benefit of priority under 35 U.S.C. § 120 to
the prior-filed nonprovisional application satisfies the conditions of 37 CFR 1.78(a)(3),
the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed
application under 37 CFR 1.78(a)(3) should not be construed as meaning that the
instant application is entitled to the benefit of the prior-filed application. In order
" for the instant application to be entitled to the benefit of the prior-filed
application, all other requirements under 35 U.S.C. § 120 and 37 CFR 1.78(a)(1)
and (a)(2) must be met. _Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for
benefit of priority to the prior-filed applications noted thereon. Accordingly, the
examiner will, in due course, consider this benefit claim and determine whether

the instant application is entitled to the benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed
nonprovisional applications, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to Senior Petitions Attorney
Patricia Faison-Ball at (703)305-4497.

This application is being forwarded to Technology Center Art Unit 3721 for appropriate
action on the amendment filed July 29, 2004, including consideration by the examiner
of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the prior-
filed nonprovisional application.

Lead Petitions Examiner
Office of Petitions
~ Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

PITNEY HARDIN KIPP & SZUCH LLP - COPY MAILED
685 THIRD AVENUE
NEW YORK, NY 10017 DEC 0 2 2004

| OFFICE OF PETITIONS
In re Application of
Michael J. McMahon et al - .
Application No. 09/915,103 : DECISION ON PETITION
Filed: July 25, 2001 . : UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. 769-236 Div.6

This is a decision on the petition under 37 CFR 1.78(a)(3), filed July 29, 2004, to accept an
unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of priority to an additional
prior-filed nonprovisional application; namely, Application No. 09/631,179, filed August 2, 2000.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only
after the expiration of the period specified in 37 CFR 1. 78(a)(2)(11) In addition, the petition under
37 CFR 1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR
- 1.78(a)(2)(i) of the prior-filed application, unless previously

submitted;

2) the surcharge set forth in § 1. 17(t) and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant nonprovisional application was filed after November 29, 2000, and the claim herein for
the benefit of priority to the above-noted, prior-filed nonprovisional application is submitted after
expiration of the period specified in 37 CFR 1.78(a)(2)(ii). A reference to the above-noted, prior-
filed nonprovisional application has been included in an amendment to the first sentence of the
specification following the title, as required by 37 CFR 1.78(a)(2)(iii)." Accordingly, having found
that the instant petition for acceptance of an unintentionally delayed claim for the benefit of priority
under 35 U.S.C. § 120 to the above-noted, prior-filed nonprovisional application satisfies the
conditions of 37 CFR 1.78(a)(3), the petition is granted.

' Amendment filed February 11, 2003.
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The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(3) should not be construed as meaning that the instant application is
entitled to the benefit of the prior-filed application. In order for the instant a lication to be
entitled to the benefit of the prior-filed application, all other requirements under 35US.C.§120
and 37 CFR 1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected Filing
Receipt accompanying this decision on petition includes the prior-filed application should not be
construed as meaning that applicant is entitled to the claim for benefit of priority to the prior-
filed application noted thereon. Accordingly, the examiner will, in due course, consider this
benefit claim and determine whether the instant application is entitled to the benefit of the

earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the above-noted, prior-filed
nonprovisional application, accompanies this decision on petition.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address
given on the petition; however, the Office will mail all future correspondence solely to the address
of record until otherwise instructed.

Any inquiries concerning this decision may be directed to the undersigned (571) 272-3218.

This matter is being referred to Technology Center Art Unit 3721 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the above-
noted, prior-filed nonprovisional application.

o Fpaio Sl heas

Petitions Examiner

Office of Petitions A

Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Corrected Filing Receipt
cc:

Gerald Levy

Pitney Hardin LLP

7 Times Square
New York, NY 10036-7311




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED

OPTV/MOFO ,

C/O MORRISON & FOERSTER LLP NOV 06 2006
1650 TYSONS BOULEVARD, SUITE 300

MCLEAN VA 22102 OFFICE OF PETT“ONS
In re Application of

LEMMONS :

Application No. 09/915,114 : DECISION QN PETITION
Filed: July 25, 2001 : TO WITHDRAW

Attorney Docket No.. INTE.12US01 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
September 14, 2006.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to
withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval and the
later of the expiration date of a time to file a response or the expiration date of the maximum time period which can -
be extended under 37 C.F.R. § 1.136(a). :

The Office cannot approve the request at this time since the reasons provided do not meet any of the conditions
under the mandatory or permissive categories enumerated in 37 CFR 10.40. Section 10.40 of Title 37 of the Code of
Federal Regulation states, “[a] practitioner shall not withdraw from employment in a proceeding before the Office
without permission from the Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is
not applicable, a practitioner may not request permission to withdraw in matter pending before the Office unless
such request or such withdrawal is” for one the permissive reasons listed in 37 CFR 10.40(c). The reasons set forth
in the request, “application is being transferred to another attorney”, does not meet any of the conditions set forth in
37 CFR 10.40.

All future communications from the Office will continue to be directed to the above-listed address until otherwise
notified by applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 7253.

Monica A. Graves
Petitions Examiner
Office of Petitions

cc: N ixonhPeabody LLP
401 9" Street NW, Suite 900
Washington, DC 20004



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

OPTV/MOFO COPY M AILED www.usplo.gov

C/0 MORRISON & FOERSTER LLP
1650 TYSONS BOULEVARD, SUITE 300
MCLEAN VA 22102 JUL 3 1 2007

OFFICE OF PETITIONS

In re Application of

LEMMONS, Thomas :
Application No. 09/915,114 : DECISION ON PETITION

Filed: July 25, 2001 : TO WITHDRAW

Attorney Docket No. INTE, 12USO1 : FROM RECORD

This is a decision on the renewed Request to Withdraw as attorney or agent of record under 37 C.FR.§ .
1.36(b), filed January 17, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney Is signing on behaif
of another/others. A request to withdraw will not be approved uniess at least 30 (thirty) days would
remain between the date of approval and the later of the.-expiration date of a time to file a response
or the expiration date of the maximum time period which can be extended under 37 C.F.R. § 1.136(a).

The reqguest was signed by Adam Keser on behalf of all attorneys of record. Ail attorneys/agents
associated have been withdrawn. Applicant is reminded that there Is no attorney of record at this
time.

The request to change the correspondence of record Is not acceptable as the requested
correspondence address Is not that of: (1) the first named signing inventor; or (2) an intervening
assignee of the entire interest under 37 C.FR 3.71. All future communications from the Office will be
directed to the first named signing Inventor at the first copied address below until otherwise properly
notified by the applicant. .

There is an outstanding Office action mailed July 20, 2007 that requires a reply from the applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-7253.

Monica A. Graves
Petitions Examiner
Office of Petitions

cc: THOMAS LEMMONS
7784 S. SWAPS TRAIL
EVERGREEN, CO 80429

cc: MARC KAUFMAN, ESQ.
NlXO%PEABODY LLP
4019 " STREET NW, SUITE 800
WASHINGTON, DC 2004



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

GUNNAR G. LEINBERG

NIXON PEABODY LLP
CLINTON SQUARE COPY MAILED
P.0. BOX 31051

ROCHESTER, NY 14603 DEC 17 2008

In re Patent No. 7,184,076

Issued: February 27, 2007 :

Application No. 09/915,126 : NOTICE
Filed: July 25, 2001 :

Attorney Docket No. 20138/7331

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28 filed July 31, 2008.

The request is DISMISSED.

Petitioner indicates status as a small entity changed as of December 31, 2005; however,
the petition does not comply with the requirements of 37 CFR 1.28(c)(2)(ii), which states:

(ii) Itemization of the deficiency payment. An itemization of the total
deficiency payment is required. The itemization must include the following
information:

(A) Each particular type of fee that was erroneously paid as a small entity,
(e.g., basic statutory filing fee, two-month extension of time fee) along
with the current fee amount for a non-small entity;

(B) The small entity fee actually paid, and when. This will permit the
Office to differentiate, for example, between two one-month extension of
time fees erroneously paid as a small entity but on different dates;

(C) The deficiency owed amount (for each fee erroneously paid); and

(D) The total deficiency payment owed, which is the sum or total of the
individual deficiency owed amounts set forth in paragraph (c)(2)(ii)(C) of
this section.
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This communication is being treated under 1.27(g)(3) as a notification of a loss of
entitlement to small entity status.

Applicant is given ONE MONTH to submit a complete listing of all the fees erroneously
paid as a small entity and the total fee deficiency to avoid the return of the present fee
deficiency paper. This time period is not extendable under 37 CFR 1.136(a).

Further correspondence with respect to this matter should be delivered through one
of the following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
40! Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By Internet: EFS-Web'

Any questions concerning this matter may be directed to the undersigned at (571) 272-
3204.
/

S of

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

' www.uspto.gov/ebc/efs_help.html (for help using EFS-Web call

the Patent Electronic Business Center at (866) 217-9197)
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UNITED STATES PATENT AND TRADEMARK OFFICE #\/

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alexandria, Virginia 22313-1450
WWW.USpt0.gOV
r APPLICATION NO. ] FILING DATE ] FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
09/915,133 07/25/2001 Michael John Dixon LE9-00-083 6435
21972 7590 10/05/2005 [ EXAMINER ]

LEXMARK INTERNATIONAL, INC.
INTELLECTUAL PROPERTY LAW DEPARTMENT

740 WEST NEW CIRCLE ROAD ( ART UNIT [ ParerNUMBER ]
BLDG. 082-1

LEXINGTON, KY 40550-0999

DONOVAN, LINCOLN D

2832

DATE MAILED: 10/05/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

" Paper No.:092805
DATE : September 28, 2005
TO SPE OF : ART UNIT

SUBJECT : Request for Certificate of Correction on Patent No.:
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch
~

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

Xl Approved All changes apply.
[ ] Approved in Part Specify below which changes do not apply.
[_] Denied ' State the reasons for denial below.
Comments:
)
SPE: Elvin Enad Art Unit 2832

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENT

UNITED STATES PATENT AND TRADEMARK OFFIC
WASHINGTON, D.C. 20231

www.usplo.go

Paper No. §
Kenneth F. Kozik MA"-
FISH & RICHARDSON P.C.
225 Franklin Street JUL - 72003
Boston, MA 02110-2804

DIRECTOR OFFICE

TECHNOLOGY CENTER 2100

In re Application of:
Michael E. Karr et al..
Application No.: 09/915,139 :
Filed: July 25, 2001 :  DECISION ON REQUEST TO
For: FUNCTION VALUES IN : WITHDRAW AS ATTORNEY
COMPUTER PROGRAMMING :
LANGUAGES HAVING DYNAMIC
TYPES AND OVERLOADING

This is a decision on the Request to Withdraw from Representation filed June 11, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a
clear indication that one attorney is signing on behalf of another/others. A request to
withdraw will not be approved unless at least 30 (thirty) days would remain between the date of
approval and the later of the expiration date of a time to file a response or the expiration date of
the maximum time period which can be extended under 37 C.F.R. § 1.136(a). The effective date
of withdrawal being the date of decision and not the date of request. See M.P.E.P. § 402.06. 37
C.F.R. § 1.36 further requires that the applicant or patent owner be notified of the withdrawal of
the attorney or agnet.

The singer of the petition, Kenneth F. Kozik is not appointed as an attorney or agent of record.

Therefor he is not authorized to act on behalf of the attorneys or record, nor can he effect a
change of address.

For the above stated reasons, the request is DISMISSED AS MOOT.
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Application No. 09/915,139 Decision on Request to
Withdraw as Attorney

All future communications from the Office will be directed to the above-listed address until
otherwise notified by applicant.

Vincent N. Trans

Special Programs Examiner
Technology Center 2100

Computer Architecture and Software
(703) 305-9750
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FISH & RICHARDSON P.C.
225 Franklin Street
Boston, MA 02110-2804

In re Application of

Michael E. Karr, et al.

Application No. 09/915,139

Filed: July 25, 2001

For: FUNCTION VALUES IN
COMPUTER PROGRAMMING
LANGUAGES HAVING DYNAMIC
TYPES AND OVERLOADING

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov
Paper No. 9
MAILED
0CT 2 3 2003
Technology Center 2100
DECISION ON REQUEST FOR

WITHDRAWAL AS ATTORNEY

This is a decision on the Request To Withdraw from Reprsentation filed July 28, 2003.

A Revocation And Substitution Of Power Of Attorney Under 37 CFR § 1. 36 was filed on July
14, 2003. The Power Of Attorney revoked all prior Powers Of Attorney and appointed Lahive &
Cockfield LLP as the attorneys of record of the instant application. The Power Of Attorney of
July 14,2003 was accepted. Accordingly, all communications from the U.S. Patent and
Trademark Office to applicant are to be conducted by Lahive & Cockfield LLP.

For the above stated reasons, the request is DISMISSED AS MOOT.

No further communication to you regarding this application will be made.

p2omputer Architecture, Software and
” Information Security
(703) 305-9750

cc: Kevin J. Canning, Esq.
Lahive & Cockfield, LLP
28 State Street
Boston, MA 02109



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

/

DATE : 74{5///? | N Paper No.: 45 |

TO SPE OF :ART UNIT [,é ﬁé
SUBJECT : Request for Certificate of Correctlon for Appl. No.: ?/7/.{ é ? Patent No.: % ? 7%&

Plea‘se respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

(2.4

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. ,

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 9D62-B
Palm Location 7580

Dirginia Tolbors

Certifi cates of Correction Branch
703-756-1591

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

1 Approved All changes apply.

O Approved in Part Specify below which changes do not apply. \

O Denied State the reasons for denial below. y |
Comments:

Cotrtc‘(to'vxs ace &\(‘(C("—& "}& ‘{"490‘-’: Fo»O\v\(aL
S J ' ‘
e ‘aC MA&L:;M_.Q_Q.\-}_ Jﬂ‘

JOSEPH WOITACH, PH.D.
TECHNOLOGY CENTER 1600

SPE Art Unit

PTOL-306 (REV. 7/03) " US. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Commissioner for Patents

United States Patent and Trademark Office
P. O. Box 1450
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Paper No. 14

SCOTT W. HEWETT
400 WEST THIRD STREET, #223
SANTA ROSA, CA 95401

COPY MAILED
MAY 2 0 2003
ETITIONS
In re Application of OFFICE OF P 0
Edmund L. Wolak et al : .
Application No. 09/915,184 : DECISION GRANTING PETITION
Filed: July 24, 2001 : UNDER 37 CFR 1.137(f)

Attorney Docket No. P1292

This is a decision on the petition, filed May 12, 2003, to revive
the instant nonprovisional application under the unintentional
provisions of 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is
the subject of an application filed in a foreign country on July
22, 2002. However, the U.S. Patent and Trademark Office was
unintentionally not notified of this filing within 45 days
subsequent to the filing of the subject application in a foreign
country.

In view of the above, this application became abandoned pursuant
to 35 U.S.C. § 122(b) (2) (B) (1ii) and 37 CFR 1.213(c) for failure
to timely notify the Office of the filing of an application in a
foreign country, or under a multilateral international agreement,
that requires publication of applications 18 months after filing.

A petition under 37 CFR 1.137(f) must be accompanied by:’
(1) the reply which is'met by the notification of
such filing in a foreign country or under a

multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17 (m);
and ‘

(3) a statement that the entire delay in filing the
required reply from the due date of the reply until
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the filing of a grantable petition was
unintentional.

The instant petition has been found to be in compliance with 37
CFR 1.137(f). Accordingly, the failure to timely notify the
Office of a foreign or international filing within 45 days after
the date of filing of such foreign or international application
as provided by 35 U.S.C. § 122(b) (2) (B) (iii) and 37 CFR 1.213(c)
is accepted as having been unintentionally delayed.

The previous noﬂpublication request has been rescinded.

Any inquiries concerning this decision may be directed to the
undersigned at (703) 305-8680.

This application is being forwarded to Technology Center Art Unit
2828 for appropriate action on the reply received April 29, 2003
to the nonfinal Office action of February 4, 2003.

<

€s Hicks

Petitions Examiner

Office of Petitions ‘

Office of the Deputy Commissioner
for Patent Examination Policy
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TOWNSEND AND TOWNSEND AND CREW, LLP COPY MA'LED
TWO EMBARCADERO CENTER
EIGHTH FLOOR MAR 0 3 2006

SAN FRANCISCO, CA 94111-3834
In re Application of OFFICE OF PETITIONS

Watler, et al. : DECISION ON PETITION
Application No. 09/915,203 :

Filed: July 23, 2001

Atty. Dkt. No.: 018684001510

This is a decision on the petition under 37 CFR 1.137(b), filed
February 14, 2006, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned September 14, 2005 for failure to
timely reply to the final Office action re-mailed June 13, 2005. The
final Office action set a three (3) month shortened statutory period
of time for reply. No extensions of time in accordance with 37 CFR
1.136(a) were timely requested. Notice of Abandonment was mailed
January 6, 2006.

A grantable petition under 37 CFR 1.137 (b) must be accompanied by: (1)
the required reply, unless previously filed; (2) the petition fee as
set forth in 37 CFR 1.17(1); (3) a showing to the satisfaction of the
Commissioner that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant
to 37 CFR 1.137(c).

The instant petition has been reviewed and found in compliance with
the provisions of 37 CFR 1.137(b). Accordingly, the failure to timely
submit a proper reply to the final Office action is accepted as having
been unintentionally delayed.

This application file is being forwarded to Technology Center 2600 for
processing of the RCE submitted herewith.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571) 272-3205.

Petitions Attorney
Office of Petitions
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Paper No.

TOWNSEND AND TOWNSEND AND CREW, LLP OOPY MAILED
TWO EMBARCADERO CENTER
EIGHTH FLOOR DEC 2 2 2009
SAN FRANCISCO CA 94111-3834

OFFICE OF PETITIONS
In re Application of .
Watler et al.
Application No. 09/915,203 :
Filed: July 23, 2001 : DECISION ON PETITION

Attorney Docket No. 027952- : UNDER 37 C.F.R. § 1.137(B)
001510UsS :

Title: MULTIPLE VIRTUAL WALLETS

IN WIRELESS DEVICE

This is a decision on the petition filed November 3, 2009,
pursuant to 37 C.F.R. § 1.137(b), to revive the above-identified
application.

The petition pursuant to 37 C.F.R. § 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
reply within the meaning of 37 C.F.R § 1.113 in a timely manner
to the final Office action mailed July 29, 2008, which set a
shortened statutory period for reply of three months. No
extensions of time under the provisions of 37 C.F.R § 1.136(a)
were obtained, and no response was received. Accordingly, the
above-identified application became abandoned on October 30,
2008. A notice of abandonment was mailed on February 3, 2009.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R.
§ 1.17(m); :

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
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pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner filed the petition fee and the
proper statement of unintentional delay. Petitioner further
submitted a Request for Continued Examination (RCE) under 37
C.F.R. § 1.114, including a request for consideration of a
concurrently submitted amendment and payment of the RCE fee. The
RCE has been accepted as the required reply under 37 C.F.R.

§ 1.137(b) (1).

As such, the first three requirements of Rule 1.137(b) have been
met. The fourth requirement of Rule 1.137(b) is not applicable,
as a terminal disclaimer is not required.!

The Technology Center will be notified of this decision. The
Technology Center’s support staff will notify the Examiner of
this decision, so that the submission under 37 C.F.R. § 1.114 -
the amendment that was submitted on November 3, 2009 - can be
processed.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has"
been acknowledged by the Technology Center in response to this
decision. It is noted that all inquiries with regard to any
failure of that change in status should be directed to the
Technology Center where that change of status must be effected -
the Office of Petitions cannot effectuate a change of status.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.2 All other inquiries

1 See Rule 1.137(d).

2 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).
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concerning examination procedures or status of the application
should be directed to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions
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MERCHANT & GOULD PC

P.O. BOX 2903 COPY MAILED

MINNEAPOLIS MN 55402-0903
0CT 2 0 2003

OFFICE OF PETITIONS
In re Application of

KOHL et al. : DECISION ON PETITION
Apglication No. 09/915,211 :

Filed: July 25, 2001

Attorney Docket No. 9997.190ST1

This is a decision on the petition filed August 11, 2003,
requesting that the above-identified application be accorded a
filing date of July 25, 2001.

On July 25, 2001, applicants filed the above-identified
application. However, on August 13, 2001, the Office of Initial
Patent Examination mailed a "Notice Of Incomplete Application"”
requiring drawings of applicants’ invention and stating that the
filing date would be the date of receipt of the omitted drawings.
It is noted that the specification filed on July 25, 2001, ‘
describes drawings containing Figures 1-11, but no drawings were
filed on July 25, 2001. Addltionall{, the Notice required an
executed ocath or declaration, the $710.00 statutory filing fee
and $522.00 claim fees.

On February 13, 2002, applicants submitted a request for a four-
month extension of time with the fee of $1,440.00. On January
13, 2003, the Office of Initial Patent Examination notified
applicants of a continuity problem in aPplication No. 10/269,673
due to the above-identified apﬁlication s incomplete status. On
August 11, 2003, applicants filed the present petition.

As stated in MPEP § 601.01(f), it is the practice of the United
States Patent and Trademark Office (Office) to treat an
application that contains at least one process or method claim as
an application for which a drawing is not necessary for an
understanding of the invention under 35 U.S.C. 113 (first
sentence) .

MPEP § 601.01(f) also states that:

A nonprovisional application havin? at least one claim, or a
provisional aEplication having at least some disclosure,
directed to the subject matter discussed above for which a
drawing is usually not considered essential for a filing
date, describing drawing figure(s) in the specification, but
filed without drawings will be treated as an application
filed without all of the drawing figures referred to in the
-specification as discussed in MPEP § 601.01(g), so long as
the application contains something that can be construed as
a written description and the names of all the inventors.
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This application contains method claims. Therefore, the
application should have been treated as an application filed
without all of the drawing figures referred to in the
specification as discussed in MPEP § 601.01(q).

MPEP § 601.01(g) states that if an application is filed without
all of the drawing figure(s) referred to in the specification, a
"Notice of Omitted Item(s)" is mailed indicating that the
application has been accorded a filing date, but is lacking some
of the figures of drawings described in the specification.

In view of the above, the requirement for drawings as set forth
in the “Notice of Incomplete Application” mailed August 13, 2001,
was mailed in error and is hereby withdrawn.

The application is accorded a filing date of July 25, 2001, as
requested in the petition.

However, the argument that drawin?s were filed on July 25, 2001,
is not persuasive. The Office file is the official record of the
papers originally filed in this application. A review of the
official file reveals that no drawings were filed on July 25,
2001, because no such drawings are present in the file. An
applicant alleging that a paper was filed in the Office and later
misplaced has the burden of proving the allegation by a
preponderance of the evidence. Applicants failed to submit any
evidence such as a date-stamped postcard receipt showing that
applicants filed drawings on July 25, 2001.

The petition is granted to the extent that the application will
be accorded the filing date of July 25, 2001, without any
drawings.

Agplicants have not submitted an executed oath or declaration and
the $130.00 surcharge for its late filing with the present
petition. Applicants must submit these items within TWO MONTHS
of the date of this decision. Extensions of time are available.

Office finance records indicate that applicants filed a four-
month extension of time to reply to the Notice of Incomplete.
Extensions of time were not available. Furthermore, finance
records indicate that the present petition fee was submitted in
application No. 10/269,673. The petition fee is unnecessary.
Accordingly, the $1,440.00 extension of time fee and the $1§0.00
petition fee will be refunded to Deposit Account No. 13-2725.

The $710.00 basic filing fee and claim fees totaling $522.00 will
be charged to Deposit Account No. 13-2725, as authorized.

Applicants may request a corrected filing receipt in application
No. 10/269,673 to add the continuity information. The
application file is being returned to the Office of Initial
Patent Examination for correction of the filing date to July 25,
2001, and an indication in the Office records that “0" sheets of
drawings were present on filing.
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Any inquiries related to this decision should be directed to the
undersigned at (703) 306-5589.

CLmAxb+irxc;‘fEu&I3,gg,(353”‘“JL9'Q

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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In re Patent No. 6651000

Issue Date: 11/18/2003
Application Number: 09/915219
Filing Date: 07/25/2001

Attorney Docket Number: GLBL 018

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Paper No. 16

COPY MAILED
AUG 1 4 2007
OFFICE OF PETITIONS

NOTICE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37

- CFR 1.28, filed on 16 May, 2007.

The Office no longer investigates or rejects original or rfc‘issue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). .Therefore, nothing in this Notice is intended to

imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small enﬁty status. Accordingly, all future fees paid in this

patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3231.

Phord
Douglas I. Wood

Attorney
Office of Petitions
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Approved for use through 07/31/2008~OMB 0651-0031

U.S, Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paparwork Reduction Act of 1895, no parsans are required to respond to a collection of information unless it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(b)

Applicant/Patent Owner: Frank van Diggelen; Charles Abraham; James W. Lamance

Application No./PatentiNo¥/Control 616511000 Elled/Issue Date: _November 18, 2003
Entitled: METHODAND'APPARATUS FOR GENERATING AND DISTRIBUTING SATELLITE TRACKING INFORMATION IN A

COMPACT FORMAT
Global Locate, Inc. , a corporation
(Name of Assignee) (Type of Assignes: corporation, partnership, university, government agsncy, etc.)

states that it is:
1. [X] the assignee of the entire right, title, and interest; or

2. [J anassignee of less than the entire right, title, and interest
(The extent (by percentage) of its ownership interest is %)

in the patent application/patent identified above by virtue of either:

A. X An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in the United
States Patent and Trademark Office at Reel 012512, Frame 0789, or a true copy of the original assignment is attached.

OR

B. [J A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.

2. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame _ , or for which a copy thereof is attached.

3.Fromi_____ To: .
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.

[0 Additional documents in the chain of title are listed on a supplemental sheet.

As required by 37 CFR 3.73(b)(1)(I), the documentary evidence of the chain of title from the original owner to the assignee was, or
concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.
[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment Division in
accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08)

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee.

/Mirut P. Dalal/ September 6, 2007
Signature Date
Mirut P, Dalal 775,
Reg. No. 44,052 312:775-8000
Printed or Typed Name Telephone Number

Attorney/Agent of‘ Record

Title

This collection of information Is required by 37 CFR 3.73(b). The Information Is required to obtaln or retain a benefit by the public which s to file (and by the USPTO to process)
an application. Confidentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collaction Is estimated to take 12 minutes to complete, Including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the indlvidual case, Any comments on the amount of time you require
to complete this form and/or suggestions for reducing this burden, should be sent to the Chlef Information Officer, U.S. Patent and Trademark Office, U.S. Depariment of
Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: C issloner for P , P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need asslstance in completing the form, call 1-800-PTO-9199 and select option 2.
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Paper No. 6 -
JOSHUA D. ISENBERG
204 CASTRO LANE -
FREMONT, CA 94539 COPY M AILED
'NOV 2 5 2002
In re Application of : OFFICE OF PETITIONS

Chuang Chia Lin :
Application No. 09/915,232 : DECISION GRANTING PETITION
Filed: July 24, 2001 :  UNDER 37 CFR 1.137(f)
Attorney Docket No. ONX-118 :

This is a decision on the petition, filed November 13, 2002, to revive the instant
nonprovisional application under the unintentional provisions of 37 CFR 1.137(f).

The petition is

States that the instant nonprovisional application is the subject of an
application filed in a foreign country on July 23, 2002. However, the U.S. Patent and
Trademark Office was unintentionally not notified of this filing within 45 days
subsequent to the filing of the subject application in a foreign country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c) for failure to timely notify the Office of the filing of
an application in a foreign country, or under a multilateral international agreement, that
requires publication of applications 18 months after filing.

A petition under 37 CFR 1.137(f) must be accompanied by:

(1) the reply which is met by the notification of such filing in a foreign
country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from
the due date of the reply until the filing of a grantable petition was
unintentional.

The instant petition has been found to be in compliance with 37 CFR 1.137(f).
Accordingly, the failure to timely notify the Office of a foreign or international filing within
45 days after the date of filing of such foreign or international application as provided by

Commissioner for Pété’hts o ad
United States Patent and Trademark Office = =~
Washington, D.C. 20231

www.uspto.gov
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35 U.S.C. § 122(b)(2)(B)(iii) and 37 CFR 1.213(c) is accepted as having been
unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been
rescinded. A Corrected Filing Receipt which sets forth the projected publication date of
March 6, 2003 accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (703) 305-
8680. , :

This application is being forwarded to Technology Center Art Unit 2817 for appropriate
consideration of the concurrently filed Information Disclosure Statement

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

BANNER & WITCOFF, LTD
ATTORNEYS FOR CLIENT NUMBER 007412

1100 13™ STREET, N.W. :
SUITE 1200 coPY W\“‘ED
WASHINGTON, DC 20005-4051 FEB:.--UT‘ 2010
In re Application of

James McNabb, et al. :

Application No. 09/915,287 : . DECISION ON PETITION

- Filed: July 27, 2001 ' : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. 007412.00314 :

This is a decision on the request for a Corrected Filing Receipt which is being treated as a
petition under 37 CFR 1.78(2)(3), filed October 7, 2009, to accept an unintentionally delayed
claim under 35 U.S.C. § 120 for the benefit of priority to the prior-filed nonprovisional
applications set forth in the amendment filed with the petition.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does not satisfy item (1), (2) and (3) above.
The issue fee in this case was paid on October 16, 2009. Therefore, it is conceivable that the

application will issue before either the filing or the granting of a renewed petition under 37
C.F.R. §1.78(a)(3). In such case, submission of a certificate of correction (along with the $100
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processing fee) will be required as a condition for granting the petition under 37 CF.R.

§1.78(a)(3).
Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to April M. Wise at (571) 272-1642.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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In re Application of

Riggs et al. :

Application No. 09/915, 301 : ON PETITION
Filed: 27 July, 2001 :

Attorney’s Docket No. 1103.40051X00

Receipt is acknowledged of the petition filed on 7 November,
2001, concerning the Patent and Trademark Office's handling of an
application assigned application Serial No. 09/915,301.

The petition is dismissed.

The application was filed on 27 July, 2001. However, on 7
September, 2001, Initial Patent Examination Division mailed a
“Notice” stating that the application had been accorded a filing
date of 27 July, 2001, and advising applicants that Figure 1
described in the specification appeared to have been omitted.

In response, the present petition was filed. Petitioner explains
that no figure was missing on 27 July, 2001. Instead, the
application papers included three figures labeled Figures 1A-1C.
The specification, however, incorrectly referred to Figure 1
rather than Figures 1A-1C.

It is obvious from the petition that no drawing was actually
missing on 27 July, 2001. Rather, the specification incorrectly
referred to Figure 1 as a result of the applicants’ filing error.
Howevér, the “Notice” mailed on 7 September, 2001, was correct in
stating that Figure 1 described in the specification appeared to
have been omitted. Therefore, the “Notice” was properly mailed
and will not be withdrawn.

The present petition was not necessitated by any error on the
part of the Office and the $130.00 petition was required upon
filing of the petition. Thus, the $130.00 petition fee will not
be refunded. :
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Petitioners submitted with the present petition a preliminary
amendment correcting the references to Figure 1 in the
specification.

The application is being returned to the Office of Initial Patent
Examination for further processing with a filing date of 27 July,
2001.

Télephone inquiries concerning this matter may be directed to

Petitions Attorney Douglas I. Wood at (703) 308-6918.

75 2,

Bever . Flanhagan

Supervisory Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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OFFICE OF PETITIONS
In re Application of :
Riggs et al. : DECISION ON APPLICATION
Application No. 09/915,301 : FOR

Filed: July 27, 2001 : PATENT TERM ADJUSTMENT
Attorney Docket No. 6065/1 :

This is a decision on the “PETITION FOR PATENT TERM ADJUSTMENT, ”
filed February 28, 2005. Applicants request correction of the
patent term adjustment of fifteen (15) days indicated in the
notice of allowance. 1In part, applicants request
reconsideration on the basis of the Office taking in excess of
three years to issue the patent.

As it relates to the Office’s failure to issue the patent within
3 years of the filing date, a decision is being held in abeyance
until after the actual patent date. Knowledge of the actual
date the patent issues is required to calculate the amount, if
any, of additional patent term patentee is entitled to for
Office failure to issue the patent within 3 years. See §
1.703 (b) .

Patentees are given TWO (2) MONTHS from the issue date of the
patent to file a written request for reconsideration of the
patent term adjustment for Office failure to issue the patent
within 3 years. A copy of this decision should accompany the
request. Patentees may seek such consideration without payment
of an additional fee. However, as to all other bases for
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seeking reconsideration of the patent term adjustment indicated
in the patent, all requirements of § 1.705(d) . must be met.
Requests for reconsideration on other bases must be timely filed
and must include payment of the required fee.

The application for patent term adjustment is GRANTED to the
extent indicated herein.

The Office has updated the PAIR screen to reflect that the
correct Patent Term Adjustment (PTA) determination at the time
of the mailing of the Notice of Allowance is sixty-six (66)
days. ‘A copy of the updated PAIR screen, showing the correct
determination, is enclosed. -

On December 13, 2004, the Office mailed the initial
Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
in the above-identified application. The Notice stated that the
patent term adjustment to date is 15 days. On February 28,
2005, applicants timely submitted an application for patent term
adjustment (with required fee)'. Therein, applicants request
reinstatement of 100 days of patent term adjustment on the basis
that: 1) the term extension should not be reduced by 49 days
because of applicants’ submission of an Information Disclosure
Statement after the first Office action; and 2) the term
extension should not be reduced by 51 days for the filing of an
a notice of appeal, as the notice was timely filed. In
addition, applicants request that a further term extension
should be granted; 1) pursuant to 35 USC 154 (b) (1) (A) (1) for
failure to provide a Notification under 35 USC 132 within
fourteen months of the filing date; 2) pursuant to 35 USC

154 (b) (1) (C) due to applicants’ successful appeal; and 3)
pursuant to 35 USC 154 (b) (1) (B) for failure to issue the patent
within 3 years of the filing date.

Applicants’ arguments for reconsideration of the patent term
adjustment at the time of the mailing of the notice of allowance
have been considered, but not found entirely persuasive. For
the reasons set forth below, it is concluded that the correct
initial determination of PTA at the time of the mailing of the
notice of allowance is 66 days.

! Palm Records indicate that the issue fee was received in the Office on
March 9, 2005.
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Re Reinstatement of 100 days of PTA

The reductions of 49 days and 51 days associated with the filing
of an Information Disclosure Statement (IDS) and of a notice of
appeal, respectively, have been considered.

The reduction of 49 days has been found to be correct. 37 CFR
§ 1.704(c) (8), provides that:

Submission of a supplemental reply or other paper, other
than a supplemental reply or other paper expressly
requested by the examiner, after a reply has been filed, in
which case the period of adjustment set forth in

§ 1.703 shall be reduced by the number of days, if any,
beginning on the day after the date the initial reply was
filed and ending on the date that the supplemental reply or
other such paper was filed;

Furthermore, § 1.704(d) provides that:

A paper containing only an information disclosure statement
in compliance with §§ 1.97 and 1.98 will not be considered
a failure to engage in reasonable efforts to conclude
prosecution (processing or examination) of the application
under paragraphs (c) (6), (c)(8), (c)(9), or (c) (10) of this
section if it is accompanied by & statement that each item
of information contained in the information disclosure
statement was first cited in any communication from a
foreign patent office in a counterpart application and that
this communication was not received by any individual
designated in § 1.56(c) more than thirty days prior to the
filing of the information disclosure statement. This
thirty-day period is not extendable.

It is undisputed that the IDS was filed on June 9, 2003, which
is 49 days after applicants submitted their response to the
first Office action. Moreover, the record does not support: a
conclusion that the IDS was expressly requested by the examiner.
Thus, the IDS falls within § 1.704(c) (8) as an “other paper” not
“expressly requested by the examiner.”

The fact that the IDS was timely filed in compliance with
1.97(c) is not dispositive of whether the exception to
§ 1.704(c) (8) applies. 1In order for an IDS to fall within the
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§ 1.704(d) exception, the only exception, it must be in
compliance with 1.97 and 1.98. However, it must also include
the statement “that each item of information contained in the
information disclosure statement was first cited in any
communication from a foreign patent office in a counterpart
application and that this communication was not received by any
individual designated in § 1.56(c) more than thirty days prior
to the filing of the information disclosure statement.” The IDS
does not include the statement, and thus, does not fall within
the exception set forth in § 1.704(d). Thé rules do not provide
exceptions for IDSs falling within 1.704(c) (8), where the
statement is deemed to be inapplicable. Accordingly, it is
concluded that the entry of period of reduction of 49 days is
proper.

On the other hand, the reduction of 51 days has been found to be
incorrect. The record supports a conclusion that the notice of
appeal (and fee) was originally filed on October 30, 2003. This
was in response to, and within 3 months of, the letter mailed
July 31, 2003, restarting the period for response to the final
rejection?. Accordingly, the reduction of 51 days, pursuant to
§ 1.704(b), is not warranted.

Re Office delay in issuing a Notification under 35 USC 132 not
later than fourteen months after the application filing date

A period of adjustment of 110 days has been accorded because the
Office did not issue a first Office action until January 15,
2003, fourteen months and 110 days after the application filing
date. However, applicants contend entitlement to an additional
197 days on the basis that the Office action mailed January 15,
2003, did not comply with 35 USC 132, and a corrected Office
action was not mailed until July 31, 2003. Specifically,
applicants argue that the Office action did not include the
reasons for the rejection of claims “together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of this application.”

Applicants’® argument is not well taken. It is clear that the
2l-page Office action mailed January 15, 2003, is an action
issued as a result of examination conducted pursuant to 35

2 It was determined that the Office action mailed July 11, 2003 was not
mailed to a correct correspondence address.
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U.S5.C. 131. See also Comment 4,Changes to Implement Patent Term
Adjustment under Twenty-Year Patent Term; Final Rule, 65 Fed.
Reg. 54366 (September 18, 2000). Accordingly, use of the
January 15, 2003 date as the date for the first notification.
under 35 USC 132, and entry of a period of adjustment of 110
days is proper.

Re alleged Office delay due to applicants’ successful appeal

Applicants request an extension of up to 409 days corresponding
to the time period between the filing of the notice of appeal
and the notice of allowance. Applicants state that it is not
clear if the appeal was properly terminated at any time prior to
~ the notice of allowance dated December 13, 2004, and reference
FN1 on page 12 of their response filed November 23, 2004
(wherein applicants state that they would not agree to
termination of the appeal). Alternatively, applicants request a
patent term extension for the time period up to the Office
action dated August 23, 2004 (316 days), the time period up to
the withdrawn restriction requirement dated March 12, 2004 (122
days), or other appropriate time period.

Applicants’ arguments have been considered, but are without
merit. § 1.702(e) provides for a period of adjustment, as
follows:

Delays caused by successful appellate review. Subject to
the provisions of 35 U.S.C. 154 (b) and this subpart, the
term of an original patent shall be adjusted if the
issuance of the patent was delayed due to review by the
Board of Patent Appeals and Interferences under 35 U.S.C.
134 or by a Federal court under 35 U.S.C. 141 or 145,

if the patent was issued under a decision in the review
reversing an adverse determination of patentability. If an
application is remanded by a panel of the Board of Patent
Appeals and Interferences, and a notice of allowance under
Sec. 1.311 is mailed without further review by the Board of
Patent Appeals and Interferences, without further amendment
of the application, and without other action by the
applicant, the remand shall be considered a decision by the
Board of Patent Appeals and Interferences as that phrase is
used in 35 U.S.C. 154(b) (1) (A) (iii) and a decision in the
review reversing an adverse determination of patentability
as that phrase is used in 35 U.S.C. 154(b) (1) (C) (iii).
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There was no decision by the Board of Patent Appeals and
Interferences (or by a Federal court). Accordingly, entry of a
period of adjustment based on delay caused by successful '
appellate review is not warranted.

CONCLUSION

In view thereof, the correct patent term adjustment at the time
of mailing of the notice of allowance is sixty-six (66) days.

Petitioner is reminded that if an application is entitled to an
adjustment under 35 U.S.C. 154 (b) (1) (B), the entire period
during which the application (except for periods excluded under
35 U.S.C. 154(b) (1) (B) (i)-(iii)), and not just the period
beginning three years after the actual filing date of the
application, is the period of delay under 35 U.S.C. 154 (b) (1) (B)
in determining whether periods of delay overlap under 35 U.S.C.
154(b) (2) (A). Thus, any days of delay for Office issuance of
the patent more than 3 years after the filing date of the
application which overlap with the days of patent term
adjustment accorded prior to the issuance of the patent will not
result in any additional patent term adjustment. See 35 U.S.C.
154 (b) (1) (B), 35 U.S.C. 154(b) (2) (A), and 37 CFR § 1.703(f).

See also Revision of Patent Term Extension and Patent Term
Adjustment Provisions; Final Rule, 69 Fed. Reg. 21704 (April 22,
2004).

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

The application file is being forwarded to the Office of Patent
Publication for issuance of the patent.

Telephone inquiries specific to this matter should be directed
to Nancy Johnson, Senior Petitions Attorney, at (571) 272-32109.

[ /H:M_

Karin Ferr
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Copy of REVISED PAIR Screen
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In re Patent No. 6,915,268
Riggs et al. :
Issue Date: July 5, 2005 : DECISION ON REQUEST FOR
Application No. 09/915,301 : RECONSIDERATION OF
Filed: July 27, 2001 : PATENT TERM ADJUSTMENT

Attorney Docket No. 6065/1 : and
: NOTICE OF INTENT TO ISSUE
CERTIFICATE OF CORRECTION

This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT,” filed July 5, 2005. Patentees request
reconsideration of the patent term adjustment indicated in the
patent on the basis that the Office took in excess of three
years to issue the patent.

The request for reconsideration of the patent term adjustment is
GRANTED to the extent indicated herein.

The patent term adjustment indicated in the patent is to be
corrected by issuance of a certificate of correction showing a
revised Patent Term Adjustment of two hundred ninety-eight (298)
days.

Patentees are given TWO (2) MONTHS from the mailing date of this
decision to respond. No extensions of time will be granted
under § 1.136.
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On prior petition filed February 28, 2005, patentees requested
in part that the patent term adjustment be reconsidered on the
basis of the Office taking in excess of three years to issue the
patent. By decision mailed June 6, 2005, patentees were advised
that a decision on that portion of the request was being held in
abeyance until after the actual patent date. Patentees were
given two (2) months from the issue date of the patent to file a
written request for reconsideration of the patent term
adjustment for Office failure to issue the patent within 3
years, without payment of an additional fee.

On July 5, 2005, the application matured into U.S. Patent No.
6,915,268, with a revised patent term adjustment of 288 days.

On July 5, 2005, patentees timely filed this request that the
request on petition filed February 28, 2005 and held in abeyance
be decided. Patentees agree that any patent term adjustment
should be reduced by 6 days for applicant delay, but in effect,
dispute the reduction of 49 days. Patentees request a net
patent term extension of up to 337 days due to the failure to
issue the patent within 3 years.

It is agreed that the instant patent issued 3 years and 343 days
after its filing date. However, if an application is entitled
to an adjustment under 35 U.S.C. 154(b) (1) (B), the entire period
during which the application (except for periods excluded under
35 U.S.C. 154 (b) (1) (B) (1i)-(iii)), and not just the period
beginning three years after the actual filing date of the
application, is the period of delay under 35 U.S.C. 154 (b) (1) (B)
in determining whether periods of delay overlap under 35 U.S.C.
154 (b) (2) (A). Thus, any days of delay for Office issuance of
the patent more than 3 years after the filing date of the
application which overlap with the days of patent term
adjustment accorded prior to the issuance of the patent will not
result in any additional patent term adjustment. See 35 U.S.C.
154(b) (1) (B), 35 U.S.C. 154(b)(2)(A), and 37 CFR § 1.703(f).

See also Revision of Patent Term Extension and Patent Term
Adjustment Provisions; Final Rule, 69 Fed. Reg. 21704 (April 22,
2004). In this instance, the period of delay of 110 and 11 days
attributable to grounds specified in § 1.702(a) (1) and (2)
overlaps with the 343 days attributable to the delay in the
issuance of the patent. Thus, the period of adjustment cannot
exceed the actual number of days of delay of 343 days.
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Furthermore, patentees submit no basis for concluding that the
reduction of 49 days is improper. 1In view thereof, it is
concluded that the periods of reduction of 49 and 6 days at the
time of the mailing of the notice of allowance both remain
correct.

After the mailing of the notice of allowance, there was no
applicant delay warranting entry of further periods of
reduction.

In view thereof, the patent should have issued with a revised
patent term adjustment of two hundred ninety-eight (298) days
(343 - (49 + 6))

The application file is being forwarded to the Certificates of
Correction Branch for issuance of a certificate of correction in
order to rectify this error. The Office will issue a
certificate of correction indicating that the term of the above-
identified patent is extended or adjusted by TWO HUNDRED NINETY-
EIGHT (298) days.

Telephone inquiries specific to this matter should be directed
to Nancy Johnson, Senior Petitions Attorney, at (571) 272-3219.

Ko N Ee

Karin FefS;E;r

Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner

for Patent Examination Policy

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE

P.Q.

FITZPATRICK CELLA HARPER & SCINTO COPY MAILED
30 ROCKEFELLER PLAZA
NEW YORK, NY 10112 ' SEP 2 2 2005

In re Patent No. 6,891,175 : OFFICEOFPETH'IONS

Issued: May 10, 2005 :

Application No. 09/915,325 : PATENT TERM ADJUSTMENT
Filed: July 27, 2001 :

Atty. Dkt. No.: 862.C2315

This is a decision on the “REQUEST FOR RECONSIDERATIPN OF PATENT TERM
ADJUSTMENT UNDER 37 C.F.R. §1.705(d),” filed June 23, 2005.

The application for patent term adjustment (“PTA”) under 37 C.F.R. §
1.705(d) is GRANTED.

The above-identified application matured into U.S. Patent No.
6,891,175 on May 10, 2005. The instant request for reconsideration was
timely filed June 23, 2005 in accordance with 37 C.F.R. § 1.705(d).

The patent issued with a PTA of 301 days. Applicant argues that the
adjustment of 421 days for Office delays was improperly reduced 120
days in connection with the submission of a “Request for Corrected
Notice of Allowability.”

A review of the application reveals that an adjustment of 423 can be
attributed to the Office'. The adjustment of 423 days was properly
reduced two days in accordance with 37 CFR 1.704 (b)?2.

The Office errantly reduced the adjustment 120 days in connection with
the “MISCELLANEOUS INCOMING LETTER” filed March 31, 2004. A review of
the official application file reveals that the March 31°° 2004
submission was, as indicated by applicant, a request for corrected
Notice of Allowability. The submission of this specific request to
correct an error or omission in the “Notice of Allowance” or “Notice
of Allowability” is not considered a failure to engage in reasonable

! An adjustment of 215 days can be attributed to the Office for failure to
mail at least one of a notification under 35 U.S.C. 132 or a notice of
allowance under 35 U.S.C. 151 not later than fourteen months after the date
on which the application was filed in accordance with 37 C.F.R. §§
1.702(a) (1) and 1.703(a)(1l); a further adjustment of 208 days can be
attributed to the Office for failure to issue the patent within four months
of payment of the issue fee in accordance with 37 C.F.R. §§ 1.702(a) (4) and
1.703(a) (4) .

2 The adjustment began June 13, 2004, the day after the date that is three
months after the date that the Notice of Allowance was mailed, and ended June
14, 2004, the date of payment of issue fee.

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

Box 1aso

ALEXANDRIA, VA 22313-1450

www.uspto.gov



Patent No. 6,891,175

efforts to conclude prosecution (or processing) within the meaning of
37 C.F.R. § 1.704(c) (10).

Thus, at the time of issuance, the patent was entitled to a PTA 421
days, as argued by applicant.

The PTA indicated on the patent is to be corrected by issuance of a
certificate of correction showing a revised Patent Term Adjustment of
421 days. :

This application file will be forwarded to the Certificate of
Corrections branch for issuance of a certificate of correction to
indicate that the term of this patent is extended or adjusted under 35
U.5.C. 154 (b) by 421 days. .

The required application fee of $200.00 has been charged to
applicant’s deposit account as authorized.

Telephone inquiries specific to this matter should be directed to
Petitions Attorney Alesia M. Brown at (571) 272-3205.

pa—
'-:MA.
Kery Fries
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Draft Certificate of Correction
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OFFICE OF PETITIONS

In re Application of

Starner et al. ;

AYplication No. 09/915,371 ; ON PETITION
Filed: July 27, 2001 :

Attorney Docket No. ICH1P006

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed January 20, 2004, to revive the
above-identified application.

The petition is granted.

The above-identified application became abandoned for failure to reply in a timely manner to the
restriction requirement mailed March 22, 2002, which set a shortened statutory period for reply of
one (1) month. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the above-identified application became abandoned on April 23, 2002. A Notice of
Abandonment was mailed on November 6, 2002.

Petitioner has met the requirements to revive the above-identified application pursuant to
37 CFR 1.137(b).

The file is now being forwarded to Technology Center 2800 for further examination on the merits.

Telephone inquiries should be directed to Paralegal Liana Chase at (703) 306-0482.

J@,%ym%

Petitions EXaminer

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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o DIRECTOR OFFICE
In re Application of : TECHNOLOGY CENTER 2600
Estavillo et al. :
Application No. 09/915,403 : DECISION ON REQUEST TO
Filed: July 27, 2001 : WITHDRAW AS ATTORNEY

For: METHOD AND APPARATUS FOR JOB
PREVIEW IN PRINTER DEVICE

This is a decision on the Request to Withdraw as Attorney/Agent of record filed on March 26,
2003.

A grantable request to withdraw as attorney/agent of record must do the following:

(1) indicate the present mailing address of the attorney(s)/agent(s) who seek(s) to withdraw, and

(2) be signed by each attorney/agent seeking to withdraw or clearly be signed on their behalf, and

(3) be approved at least thirty (30) days prior to the maximum extendable period for response to
any outstanding Office Action, and

(4) indicate the address to which future correspondence should be mailed.

Petitioner does not meet requirements 2 and 4 above. John W. Ryan is not of record, and the
Patent Office does not recognize withdrawal of a firm. No future correspondence has been
indicated.

Accordingly, the request is DENIED.

All future communications from the Office will continue to be directed to the above
listed address until a change of correspondence is specifically requested. Applicant is
reminded of the obligation to promptly notify the Patent and Trademark Office of any

change in correspondence address to ensure receipt of all communications from the
Office.

Kenneth Witder 2
Special Program Examiner
Technology Center 2600

Communications
(703) 305-4710

cc: WILMER, CUTLER & PICKERING
2445 M. STREET, NW
WASHINGTON, DC 20037
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MAY 2 * 2003
John W. Ryan
c/o Wilmer, Cutler & Pickering DIRECTOR CFFICE
2445 M Street, N.W. TECHNOLOGY CENTER 2100
Washington, DC 20037-1420
In re Application of: Pierre Sauvage )
Application No. 09/915,404 )
Filed: July 27,2001 ) DECISION ON REQUEST FOR
For: DYNAMIC RESOURCE CONTROL ) WITHDRAWAL AS ATTORNEY
IN A PROCESSING SYSTEM )

This is a decision on the Request To Withdraw from Representation filed March 25, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The request
for withdrawal must be signed by every attorney seeking to withdraw or contain a clear indication that
one attorney is signing on behalf of another/others. A request to withdraw will not be approved unless
at least 30 (thirty) days would remain between the date of approval and the later of the expiration date
of a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being the date of decision and not the
date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires that the applicant or patent
owner be notified of the withdrawal of the attorney or agent.

The request is GRANTED.

Because no request was made for a change in correspondence address all future communications from
the United States Patent and Trademark Office (Office) will continue to be directed to the above-listed
address until otherwise notified. Applicant is reminded of the obligation to promptly notify the Office
of any change in correspondence address to ensure receipt of all communications from the Office.
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Serial No. 09/915,404
Decision on Petition

e S

7= fincent N. Trans
Special Programs Examiner

Technology Center 2100
Computer Architecture and Software
(703) 305-9750

- Page 2 -
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Striker, Striker & Stenby
103 East Neck Road MARLED
Huntington, NY 11743 DEC 0 6 2004

N DIRECTOR'S OFFICE
In re Application of TECHNOLOGY CENTZ 3600

Jochen Bollaender, et al. ' : DECISION ON PETITION

Application No. 09/915,408 ; TO WITHDRAW THE
Filed: July 26, 2001 . HOLDING OF ABANDONMENT
For:  HOLDING DEVICE FOR A BEVERAGE

CONTAINER
This is in reply to the petition to withdraw the holding of abandonment under 37 CFR
1.181, filed in the United States Patent and Trademark Office, on September 27, 2004.
The petition is GRANTED in view of the following evidence of tlmely filing :
[] Postcard recelpt being dated

[] USPTO return facsimile receipt dated __which identifies the :
application by serial number and the type of Response that was filed on that date.

Certificate of Transmission signed on January 19, 2004, and supported by a
statement under 37 C.F.R. 1.8(b)(3), by the person who signed the Certificate of
“Transmission.

[] Hand Delivery Receipt of the specific documents submitted
dated

[] Certificate of Transmission of CPA under 37 C.F.R. 1.6 filed on
[] Express Mail Receipt under 37 C.F.R. 1.10 dated

This application is being forwarded to the Supervisory Legal Instruments Examiner for
entry of the response filed with the petition, then to the examiner for prompt action on

the response.
7@%

KENNETH J. DORNER
SPECIAL PROGRAMS EXAMINER
TECHNOLOGY CENTER 3600

KJD/rwg: 12/01/04
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HEWLETT-PACKARD COMPANY M Al L
INTELLECTUAL PROPERTY ADMINISTRATION
P.0O. BOX 272400
FORT COLLINS CO 80527-2400 MAY 1§ 2003

.. DIRECTOR OFFICE
In re Application of : TECHNOLOGY CENTER 2600

“Allen et al. :

Application No. 09/915,417 : DECISION ON REQUEST TO

Filed: July 27, 2001 : WITHDRAW AS ATTORNEY

For: DYNAMIC GENERATION OF
LINEARIZED HALFTONE MATRIX

This is a decision on the request to withdraw as attorney/agent of record filed on March 26, 2003.

A grantable request to withdraw as attorney/agent of record must:

(1) indicate the present mailing address of the attorney(s)/agent(s) who seek(s) to withdraw, and

(2) be signed by each attorney/agent seeking to withdraw or clearly be signed on their behalf, and

(3) be approved at least thirty (30) days prior to the maximum extendable period for response to
any outstanding Office Action, and

(4) indicate the address to which future correspondence should be mailed.

Petitioner has not met items (2) and (4) above. The undersigned, John W. Ryan, is not of record.
Furthermore, the Patent Office does not recognize withdrawal of a firm.

Accordingly, the request is DENIED.

Future communications from the Office will continue to be directed to the above-listed address
unless a change of correspondence is specifically requested. A courtesy copy is being sent to the
address listed below.

Hooers &/”“%

Kenneth Wieder

Special Program Examiner
Technology Center 2600
Communications

(703) 3054710

cc: CAROL CLAYTON
WILMER, CUTLER, & PICKERING
2445 M STREET, N.W.
WASHINGTON, D.C. 20037-1420
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I APPLICATION NO. FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. ] CONFIRMATION NO.J
© 09/915,438 07/26/2001 Rabindranath Dutta AUS920010422US1 _ 7369
34533 7590 05/19/2008
INTERNATIONAL CORP (BLF) I . EXAMINER |
c/o BIGGERS & OHANIAN, LLP TWARERE, OLUSEYE
P.O. BOX 1469

AUSTIN, TX 78767-1469

I ART UNIT I PAPER NUMBER I
3687
| MAIL DATE ] DELIVERY MODE J
05/19/2008 PAPER

Please find below and/ol" attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office
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FROM DIRECTORS OFFICE
: AY 16 2008
INTERNATIONAL CORP (BLF) M
c/o BIGGERS & OHANIAN, LLP _ =nTER 3600
P.0. BOX 1469 TECHNOLOGY CEH
AUSTIN TX 78767-1469
In re Application of: :
Rabindranath Dutta et al. : DECISION ON PETITION
Application No. 09/915,438 : TO REVIEW RESTRICTION
Filed: July 26, 2001 : REQUIREMENT

For: METHOD, SYSTEM, AND COMPUTER : UNDER 37 CFR 1.144
PROGRAM PRODUCT FOR :
FACILITATING INTERNATIONAL
CUSTOMS PLANNING

This is in response to the petition filed on November 1, 2005 under 37 CF.R. 1144
requesting the withdrawal of the restriction requirement made in the Office Action of July
19, 2004. - ‘ '

The petition is DISMISSED as moot.

A review of the file reveals that the applicant submitted a request to withdraw said
petition on June 13, 2006.

Any questions regarding this decision should be directed to Matthew S. Gart,
- Supervisory Patent Examiner, at (571) 272-3955.

oA

{Wynn Coggins, Director
Patent Technology Center 3600
(5671) 272-5350

WC/msg: 4/24/2008
7
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1480

Alexandria, VA 22313-1480
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FEB 2 4 2004

MATTHIAS KLEESPIES jj: \3
AMBACHLE 8

D-87784 WESTERHEIM,

GERMANY

In re Application of

Matthias Kleespies :

Serial No.: 09/915,469 : PETITION DECISION
Filed: May 21, 2001 :

Attorney Docket No.:

This is in response to the petition under 37 CFR 1.181, filed October 1, 2003, to withdraw the
holding of abandonment based on filing of a timely reply. The delay in acting on this petition is
regretted.

A review of the file history shows that the examiner mailed an Office action to applicant in care
of Collard & Roe, applicant’s then appointed representatives, on December 31, 2002. A Power
of Attorney was received April 7, 2003 which withdrew all previous powers and returned '
prosecution to applicant. A Notice of Abandonment was mailed to applicant on August 25,
2003, based on a perceived indication that applicants reply was untimely. Applicant states that a
reply was filed by e-mail to the Office on March 30, 2003, and provides a copy of an Office
generated return receipt showing receipt of the e-mail filed reply on March 30, 2003. A copy of
the e-mail was placed in the file, however appears to have been accorded a receipt date of April
7, 2003, which is subsequent to the allowed time period for reply. This caused the examiner to
deem the reply as late, as indicated on the Notice of Abandonment. Applicant’s evidence shows
that the examiner was in error. In view of this, the Notice of Abandonment is withdrawn and the
application restored to pending status with the mailing of this decision.

As advice to applicant who appears to be prosecuting the application by himself at this time, it is
highly advisable to utilize the services of a registered patent attorney in prosecuting the
application. The Power of Attorney papers recently submitted cannot be accepted as neither of
the individuals are registered to practice before the Office. A list of registered patent attorneys
can be found on the Office web site noted above. Further the Office, due to changes in practice
and processing of application papers, does not normally accept replies filed by e-mail. Replies
may be filed by facsimile transmission or by mail at the new address listed above.

The petition is GRANTED.

The application will be forwarded to the examiner for further consideration.
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Shouid there be any questions about this decision piease contact William R. Dixon, Jr., by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or
by facsimiie sent to the general Office facsimiie number.

Bruce M. Kisiiuk
irector, Technology Center 1600
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Paper No. 6
MAIL

Laura A. Majerus i
FENWICK & WEST LLP JAN 0,6 2004
Two Palo Alto Square ' DIRECTOR OFFICE
Palo Alto, Ca 94306 TECHNOLOGY CENTER 2100
In re Application of: )
Jonathan E. Harper ' )
Application No. 09/915,492 ) DECISION ON REQUEST FOR
Filed: July 25,2001 ) WITHDRAWAL AS ATTORNEY
For: MESSAGE INTEGRATION )

FRAMEWORK FOR MULTI-

APPLICATION SYSTEMS

This is a decision on the Request To Withdraw from Representation filed December 12, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The request
for withdrawal must be signed by every attorney seeking to withdraw or contain a clear indication that
‘one attorney is signing on behalf of another/others. A request to withdraw will not be approved unless
at least 30 (thirty) days would remain between the date of approval and the later of the expiration date
of a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being the date of decision and not the
date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires that the applicant or patent
owner be notified of the withdrawal of the attorney or agent.

The request filed December 12, 2003 meets all the requirements. Accordingly the request is
GRANTED:.

All future communications from the Office will be directed to the below-listed address until otherwise
notified by applicant. This correspondence address is provided by the withdrawn attorney(s). Applicant
is reminded of the obligation to promptly notify the Patent and Trademark Office (Office) of any
change in correspondence address to ensure receipt of all communications from the Office.



Serial No. 09/915,492
Decision on Petition

Lo R ATEl o

7"7 &fincent N. Trans

Special Programs Examiner
Technology Center 2100

Computer Architecture and Software
(703) 305-9750

cc: Michael Glenn, Esq.
GLENN PATENT GROUP
3475 Edison Way, Suite L
Menlo Park, CA 94025

- Page 2 -



Commissioner for Patents
‘ United States Patent and Trademark Office
RECEIVED
Alexandria, VA 22313-1450
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N Paper No:
Trask Britt |
COPY MAILED

750 BERING DRIVE
HOUSTON, TX 77057 JUL 1 8 2004
In re Application of OFFICE OF PETITIONS
Brent Keeth :
Application No. 09/915,508 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. 11762.0268.DVUSO1

This is a decision on the petition, filed July 16, 2003, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on February 28, 2003 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applled towards the issue fee required by the new
Notice of Allowance.! »

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address
given on the petition; however, the Office will mail all future correspondence solely to the
address of record.

Telephone inquiries should be directed to Irvin Dingle at (703) 306-5684.

' The request to apply the issue fee to the new Notice may be satisfied by

completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following languade thereon: “Commissioner for Patents is requested
to apply the Issue Fee and Publication Fee (if any) or re-apply any previously
paid issue fee to the application identified above.” Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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After receipt of the file in the Office of Petitions, the file will be forward to Technology Center
AU 2814 for processing of the request for continued examination under 37 CFR 1.114 and for
consideration of the concurrently filed Information Disclosure Statement.

cﬁ%,é?/
in Dingl

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

cc:
Kevin K. Johnson

P.O. Box 2550
Salt Lake City, Utah 84110-2550
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HOWREY SIMON ARNOLD & WHITE LLP COPY MAILED
750 BERING DRIVE
HOUSTON, TX 77057 MAR 2 4 2004

In re Application of | : - OFFICE OF PETITIONS
Brent Keeth, et al. :

Application No. 09/915,508 : ON PETITION

Filed: July 26, 2001 O‘l/
Attorney Docket No. 11762.0268.DVUS

This is a decision on the petition under 37 CFR 1.313(c)(2), filed March 23, 2004 to withdraw .
the above-identified application from issue after payment of the issue fee.

It does not appear that the instant petition is signed by an attorney of record. However, in
accordance with 37 CFR 1.34(a), the signature of Kevin K. Johanson appearing on the
correspondence shall constitute a representation to the United States Patent and Trademark
Office that he is authorized to represent the particular party in whose behalf he acts. However, if
Mr. Johanson desires to receive correspondence regarding this file, the appropriate power of
attorney documentation must be submitted. A courtesy copy of this decision is being mailed to

- Mr. Johanson, the petitioner herein. However, until otherwise instructed, all future -

correspondence regarding this a;g;lication file will be directed solely to the above-noted.
correspondence address of record.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on November 21, 2003, in the above-
identified application cannot be refunded. If, however, the above-identified application is
again allowed, petitioner may request that it be applied towards the issue fee required by the
new Notice of Allowance. A

IThe request to apply the issue fee to the new Notice may be satisfied by completing and returning
the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon:
sCommissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any
previously paid issue fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed and timely submitted to avoid
abandonment. Note the language in bold text on the first page of the Notice of Allowance and Fee(s) Due
(PTOL-85).
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Application No. 09/915,508 - ' | - ~ Page2

Telephone inquiries relating to this decision should be directed to the undersigned at (703)
305-9220.

After the apphcatlon is received in the Office of Petitions, the file will be forwarded to
Technolo%y enter AU 2814 for further processing of the request for contmued examination
under 37 FR 1114

”J( ’“’(/ /”Vd 57

Sherry Bnnkley
Petitions Examiner

Office of Petitions !

Office of the Deputy Commissioner
for Patent Examination Policy

cc: Kevin K. Johanson
TRASK BRITT
P.O. Box 2550
Salt Lake City, UT 84110-2550
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450

RECEIVED | e vepio gon

TRA ’ Ao Y MAIL
P.0. BOX 2550 TRASKBRITY. ¢ CoPY M

SALT LAKE CITY, UT 84110 0CT 1 2 2004
In re Application of O'fFiCE OF PETITIONS
Brent Keeth et al :

Application No. 09/915,508 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. 11762.0268.DVUSO1

This is a decision on the petition, filed October 6, 2004, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified aptplication is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on July 30, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance."

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter will be forwarded to Technology Center AU 2814 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed

Info t?sclo ure Statement.

in Dingle
Petitions Examiner
Office of Petitions :
Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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IBM CORPORATION Mail Date: 04/21/2010
INTELLECTUAL PROPERTY LAW DEPT 917/ BLDG. 006-1

3605 HIGHWAY 52 NORTH
ROCHESTER, MN 55901-7829

Applicant : Cary Lee Bates : DECISION ON REQUEST FOR
Patent Number : 7577942 : RECALCULATION of PATENT
Issue Date : 08/18/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/915,509 : OF WYETH

Filed : 07/26/2001 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

SMITH PATENT OFFICE - MAILED
1901 PENNSYLVANIA AVENUE N W
SUITE 200 | ' AUG - 1 2005
WASHINGTON DC 20006

DIRECTOR'S OFRCE

TECHNOLOGY CENTER 2600

In re Application of
KITA, KOUJI
Serial No.: 09/915,532 | :
Filed: July 27, 2001 : DECISION ON PETITION
For: IMAGE PROCESSING METHOD, . TO ACCEPT COLOR DRAWINGS

IMAGE PROCESSING DEVICE,
IMAGE PROCESSING PROGRAM,
AND RECORDING MEDIUM FOR
RECORDING IMAGE PROCESSING
PROGRAM

This is a decision on the petition under 37 C.F.R. § 1.84(b)(2), filed, July 27, 2001 and
resubmitted June 15, 2005, requesting acceptance of color drawings.

. The petition requests that the color drawings identified in figures 5 — 10, be accepted in lieu of
black and white drawings.

A grantable petition under 37 C.F.R. §1.84(a)(2) must be accompanied by a fee set forth under
37 C.F.R. § 1.17(h), 3(three) set of the color drawings in question, and the specification must
contain, or be amended to contain, the following language as the first paragraph in that portion of
the specification relating to the brief description of the drawings:

“The file of this patent contains at least one drawing executed in color. Copies of this
patent with color drawing(s) will be provided by the Patent and Trademark Office upon request
and payment of the necessary fee.”

The petition is GRANTED.

Any request for reconsideration must be filed within TWO MONTHS of the date of this
decision and include correction of the deficiency outlined above. The application will be held in
the Technology Center for two months to await any request for reconsideration of this decision.

wayne Bost”

Special Program Examiner
Technology Center 2600
Communications
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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RYAN, MASON & LEWIS, LLP
90 FOREST AVENUE COPY MAILED

LOCUST VALLEY, NY 11560
MAR 2 8 2006
In re Application of
PP OFFICE OF PETITIONS
Sadot, et al.
Application No. 09/915,609

DECISION ON PETITION
Filed: July 26, 2001

Attorney Docket No. 501022-A-01-US

This is a decision on the petition under 37 CFR 1.137(b), filed March 14, 2005, to revive the above-
identified application.

The petition is GRANTED.

The above-cited application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed April 7, 2005, which set a shortened statutory period for reply of three (3) months
from its mailing date. No extension of time pursuant to 37 CFR 1.136(a) was obtained within the
allowable period. Accordingly, the application became abandoned on July 8, 2005. A Notice of
Abandonment was mailed on December 1, 2005.

The amendment filed March 14, 2006, is noted.

The change in power of attorney filed March 14, 2006, is noted and made of record.

The application is being forwarded to Technology Center 2100, GAU 2143 for further processing.
Telephon'e inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.

Kenya A. McLaugﬁi@//

Petitions Attorney
Office of Petitions
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Paper 092004

DINSMORE & SHOHL LLP
ONE DAYTON CENTRE SEP |9 2004
ONE SOUTH MAIN STREET, SUITE 1300

DAYTON OH 45402-2023

In re Application of :

Jigish D. Trivedi ; DECISION ON PETITION
Application No. 09/915,658 :

Filed: August 21, 1997

Attorney Docket No. MIO024PA

This is a decision on the petition under 37 C.F.R. § 1.181, filed May 28, 2003, to withdraw the
holding of abandonment of the above-identified application.

The petition is GRANTED.

This application was held abandoned for failure to respond to the non-final Office action within
the shortened statutory period of three months from the mailing date of October 22, 2003.

Petitioner states that the non-final Office action was never received by applicant’s representative
and attests to the fact that a search of the file jacket and docket records indicates that the non-
final Office action was not received. The petition is accompanied by a copy of the docket record
for the application dated from February 12, 1998 through May 6, 2004.

A review of the written record indicates that the non-final Office action was returned by the
United States Postal Service as undeliverable mail. Further, a review of the correspondence
address of record and the correspondence address listed within the amendment filed on
September 19, 2003, shows that the addresses are different. The correspondence address of
record contains “Suite 500” and not “Suite 1300” as listed in the amendment. Moreover, the
record does not show that the returned Office action was remailed.

MPEP § 707.13 states the Office policy with regards to returned Office actions. Office actions
are sometimes returned to the Office because the United States Postal Service has not been able
to deliver them. The examiner should use every reasonable means to ascertain the correct address
and forward the action again, after stamping it “remailed” with the date thereof and redirecting it
if there is any reason to believe that the action would reach applicant at such new address. If the
Office action was addressed to an attorney, a letter may be written to the inventor or assignee
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On Petition

informing him or her of the returned action. The period running against the application begins
with the date of remailing. Ex parte Gourtoff, 1924 C.D. 153, 329 0.G. 536 (Comm’r Pat. 1924).

The Notice of Abandonment is hereby vacated and the holding of abandonment is withdrawn.
The failure of the examiner to ascertain the correct correspondence address and to remail the
Office action was insufficient to hold the application abandoned.

Petitioner is reminded of the policy for a change of correspondence address. MPEP § 601.03
states: Where an attorney or agent of record (or applicant, if he or she is prosecuting the
application pro se) changes his or her correspondence address, he or she is responsible

for promptly notifying the U.S. Patent and Trademark Office of the new correspondence
address (including ZIP Code). The notification should also include his or her telephone number.

The application file does not indicate that a change of address has been filed in this case. The
address of the petitioner is determined to be the correct correspondence address to which the
Office action will be remailed. Any future correspondence will also be remailed to the
petitioner’s address.

The application file is being forwarded to the Technology Center 2800 support staff for
remailing the Office action. The shorten statutory period for response set therein will be reset to
run from the date the Office action is remailed. Extensions of time are available under 37 CFR §
1.136.

Questions regarding this decision should be directed to Jose’ G. Dees at (571) 272-1569.

Sharon A. Gfl;son,p’irector

Technology Center 2800

Semiconductors, Electrical and Optical
Systems and Components
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Paper No. None

LOUIS J. HOFFMAN, P.C.
14614 NORTH KIERLAND BOULEVARD, SUITE 300 COPY MAILED
SCOTTSDALE AZ 85254

JAN 2 6 2005
In re Application of OFFICE OF PETITIONS
Lon B. Radin .
Application No. 09/915, 662 :  DECISION ON PETITION UNDER

Filed: July 25, 2001 : 37 C.F.R. §1.59(b)
Title: SPATIAL POSITION :
DETERMINATION SYSTEM

This is a decision on the petition filed December 15, 2004,
pursuant to 37 C.F.R. §1.59(b), requesting that two pages which
were submitted along with an information disclosure statement
(IDS) be expunged.

The application was filed on July 25, 2001. On June 16, 2003,
Petitioner submitted a Supplemental IDS. Along with the
references which were submitted in conjunction with the IDSs,
Petitioner inadvertently included 2 pages which appear to be
personal material, which is not related to the instant
application. Petitioner requests that these two pages be
expunged from “both the electronic and paper records!.”

The petition is GRANTED-IN-PART.

37 C.F.R. §1.59 sets forth:

§ 1.59 Expungement of information or copy of papers in application file.

(a)

(1) Information in an application will not be expunged, except as provided in
paragraph (b) of this section.

(2) Information forming part of the original disclosure (i.e., written
specification including the claims, drawings, and any preliminary amendment
specifically incorporated into an executed oath or declaration under §§ 1.63
and 1.175) will not be expunged from the application file.

1 Petition, page 1.
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(b) An applicant may request that the Office expunge information, other than
what is excluded by paragraph (a) (2) of this section, by filing a petition
under this paragraph. Any petition to expunge information from an application
must include the fee set forth in § 1.17(h) and establish to the satisfaction
of the Director that the expungement of the information is appropriate in
which case a notice granting the petition for expungement will be provided.
(c) Upon request by an applicant and payment of the fee specified in §
1.19(b), the Office will furnish copies of an application, unless the
application has been disposed of (see §§ 1.53(e), (f) and (g)). The Office
cannot provide or certify copies of an application that has been disposed of.

{48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50 FR 23123, May 31, 1985, effective Feb. 11, 1985; revised, 60 FR 20195, Apr.
25, 1995, effective June 8, 1995; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; para. (b) revised, 65 FR 54604, Sept. 8, 2000,

. effective Nov. 7, 2000; para. (b) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; revised, 68 FR 38611, June 30, 2003, effective July 30,
2003}

The matter Petitioner wishes to have expunged does not form part
of the original disclosure. Petitioner has included the $200
fee, and has established to the satisfaction of the Director that
the expungement of this information is appropriate.

As such, the electronic document which contains these two pages
has been closed in the Office’s Image File Wrapper software
viewing program. The paper documents will not be removed from
the physical file however, as the Office does not remove papers
from paper files which have been scanned.

The application file is being forwarded to the Office of Patent
Publication for further processing.

The general phone number for the Office of Petitions, which
should be used for status requests, is (571) 272-3282. Telephone
inquiries regarding this decision should be directed to the

undersigned at (571) 272—3225{

Paui Shanoski
Senlor Attorney

ice of Petitions
%giige@ﬂ States Patent and Trademark Offies
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M A". Paper No. 7
George B. F. Yee ' '

Townsend and Townsend and Crew, LLP MAY 2 1 2004 -

Two Embarcadero Center, 8" Floor DIRECTOR OFFICE

San Francisco, CA 94111-3834 TECHNOLOGY CENTER 2100

In re Application of:

Yoshihito NAKAGAWA et al.

Application No. 09/915,692 DECISION ON PETITION FOR

Filed: July 25, 2001 ACCELERATED EXAMINATION

For: STORAGE-RELATED ACCOUNTING UNDER M.P.E.P. §708.02(VIII)
SYSTEM AND METHOD OF THE SAME

This 1s a decision on the petition, filed 08 March 2004, requesting the grant of special status
based on M.P.E.P. §708.02, Section VIII.

M.P.EP. §708.02, Section VIII, which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. §1.102(d), states in relevant part:

A new application (one which has not received any examination by the examiner) may
be granted special status provided that applicant (and this term includes applicant's attorney or
agent) complies with each of the following items:

(a) Submits a petition to make special accompanied by the fee set forth in
37 CFR §1.17(3),

(b) Presents all claims directed to a single invention, or if the Office determines
that all the claims presented are not obviously directed to a single invention, will make an
election without traverse as a prerequisite to the grant of special status;

(c) Submits a statement(s) that a pre-examination search was made, listing
the field of search by class and subclass, publication, Chemical Abstracts, foreign
patents, etc. A search made by a foreign patent office satisfies this requirement;

(d) Submits one copy each of the references deemed most closely related
to the subject matter encompassed by the claims if said references are not already
of record; and



(e) Submits a detailed discussion of the references, ﬁch discussion
points out, with the particularity required by 37 CFR §1.111(b) and (c), how the
claimed subject matter is patentable over the references.

Applicant’s submission meets all the criteria set out above, accordingly, the Petition is
GRANTED.

The application file is being forwarded to the Examiner of Record for accelerated examination
according to the procedures set forth in M.P.E.P. §708.02, Section VIIL

Any inquiry concerning this decision should be directed to Vincent N. Trans whose
telephone number is (703) 305-9750.

incent N. Trans
Special Program Examiner
Technology Center 2100

Computer Architecture, Software, and
Information Security

703-305-9750
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Paper No. 4
~
BEYER'WEAVER & THOMAS LLP
P.O. BOX 778
BERKELEY CA 94704-0778
MAIL
In re Application of:
J Zhangpet al DEC 0 4 2002
Application No.: 09/915,697 DIRECTOR OFFICE
Filed: July 25, 2001 CENTER 2600
TECHNOLOGY
For: EFFICIENT METHODS OF
PERFORMING MOTION
COMPENSATION BASED DECODING DECISION ON REQUEST TO |
AND RECODING OF COMPRESSED WITHDRAW AS ATTORNEY ' !
VIDEO BITSTREAMS " :

This is a decision on the Request To Withdraw from Representation filed November 5, 2002.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
indication that one attorney is signing on behalf of another/others. A request to withdraw will not
be approved unless at least 30 (thirty) days would remain between the date of approval and the
later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. 1.136(a). The effective date of withdrawal being
the date of decision and not the date of request. See M.P.E.P. 402.06. 37 C.F.R. 1.36 further
requires that the applicant or patent owner be notified of the withdrawal of the attorney or agent.

The signer of the petition, William J. Plut, is not appointed as an attorney or agent of record since
the petitioner’s limited recognition under 37 CFR 10.9(b) expired June 10, 2002.
For the above stated reasons, the request is DISMISSED AS MOOT.

All future communications from the Office will continue to be directed to the above-listed address
unless the Office receiyes proper notification of a change in Power of Attorney and/or
correspgidence addr

KristaZele  /

Special Progfam Examiner

Technology Center 2600

Communications & Information Processing
(703) 305-4701
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"STEPHAN A. PENDORF

PENDORF & CUTLIFF COPY MAILED
P.0. BOX 20445 |
TAMPA FL 33622-0455 | JUL 2 3 2004

In re Application of
Leslie C. Smith et al : :
Application No. 09/915,716 D ON PETITION
Filed: July 26, 2001 :

Attorney Docket No. M0O-6534 MD-00-103-HR

QFFICE OF PETITIONS -

This is a decision on the petition, filed July 22, 2004, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 18, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

The file does not indicate a change of address has been submitted, although the address
given on the petition differs from the address of record. If appropriate, a change of address

. should be filed in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address given on the petition; however, the Office will mail all future
correspondence solely to the address of record.

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the’
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Telephone inquiries should be directed to the undersigned at (703) 305-8859.

The examiner of Technology Center AU 1751 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy %

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
. for Patent Examination Policy

CcC:

PENDORF & CUTLIFF

5111 MEMORIAL HIGHWAY
TAMPA, FL 33634-7356
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MAR 3 0 M‘ Approved for use through 11mm?g:wsg'£;m
U.S. Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE
\‘Under the Paperwork Reduction Act of 1935, no p are required to respond to a collection of information uniess it displays a vafid OMB controt numbes.,
2o m& Application Number 09/915,727 A
REQUEST FOR WITHDRAWAL Fi]ing Date 07/26/2001
AS ATTORNEY OR AGENT First Named Inventor Ralph J. Locke
AND CHANGE OF Art Unit 1762 ,
CORRESPONDENCE ADDRESS Examiner Name Eric B. Fuller
\_ Attorney Docket Number | CNi-100-C W,
To: Commissioner for Patents W 6 // 74 /05_
P.O. Box 1450 5
Alexandria, VA 22313-1450 M Director

Please withdraw me as attorney or agent for the above identified patent application, and.T e‘mmmy Comer 1700
l:l all the attorneys/agents of record.
D the attomeys/agents (wi;h regisfration numbers) listed on the attached paper(s), or

the attorneys/agents associated with Customer Number | 48980 |

NOTE: This box can only be checked when the power of attomey of record in the application is to all the
practitioners associated with a customer number.

The reasons for this request are: Client has not provided us with instructions regarding a response to the Office Action of January 11,
req 2008, nor has the client provided us with payment for this work.

CORRESPONDENCE ADDRESS

1. D The comrespondence addres§ is NOT affected by this withdrawal.

2. Change the correspandence address and direct all future correspondence to:

D The address associated with Customer Number:

OR
] Fim or THE MACKINAC GROUP, INC., c/o Mr. Rob Smith, CNI, Inc.
Individual Name
Address 1451 Lincoln
City Imadison Heights l State lMichigan ] Zip ]48071
Country us
Telephone (248) 5867700 I Fax I’(248) 585-5800
Signature I/ “@_._____— '
Name Andrew R Basie Y N Registration No. [54753
Date March 11, 2005 : Telephone No.  }(248) 649-3333

NOTE: Withdrawal is effective when approved rather than when received. Unless there are at feast 30 days between approval of withdrawal andtho expiration
date of a time period for response or possidle extension perod. the reauest to withdraw is normaliv disaporoved.

This collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which Is to file (and by the USPTO

to pmcess) an eppheation Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 end 1.14. This collection is estimated to take 12 minutes to completa,
P andsubmmngmewnpletedapplmatbntomtomeusmo Time will vary & ding upon the individual case. Any

onﬂxeamomtdumeyoureqmmtownplelatmslonnandlatsugg. ions for reducing this burdi shomdhesemwthecmdwormzuonotfber U.S. Patent
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA "22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1460.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Paper No. 8 e

HEWLETT-PACKARD COMPANY '
INTELLECTUAL PROPERTY ADMINISTRATION
PO BOX 272400 '
FORT COLLINS, CO 80527-2400 COPY MAILED

, . | MAR 1 7 2004
In re Application of :
Hierro et al. : OFFICE OF PETITIONS

Application No. 09/915,739 : ON PETITION
Filed: July 26, 2001 : :
Attorney Docket No. 60003207-2

This decision concerns the March 9, 2004 petition under 37 CFR 1.137(b) to revive the above-
referenced application.

The petition is GRANTED.
The application was filed with an unsigned declaration.

On September 4, 2001, a “Notice to File Missing Parts of Nonprovisional Application” was
mailed, setting forth an extendable 2-month period for submitting a proper oath or declaration. -
No response was received on or before November 4, 2001, and no extension of time under 37

CFR 1.136(a) was obtained. The application became abandoned on November 5, 2001.

The instant petition encloses a signed declaration; authorizes the USPTO to charge the $1,330
petition fee and the $130 surcharge for late filing of a proper oath/declaration to Deposit Account
No. 08-2025; and states that the entire delay in filing the declaration from its due date until the
filing of a grantable §1.137(b) petition was unintentional. The petition is thus granted. The
application is now complete.

In addition, the practitioner signing the petition uses a correspondence address different from that
in the USPTO record. While a courtesy copy of the decision is being sent to this practitioner, all
future correspondence on this application will be mailed to the current address-of-record unless
the USPTO is properly instructed otherwise.

The application is being forwarded to Technology Center 3600 for examination in due course.

Telephone inquiries should be directed to thé undersigned at (703) 308-0763.

RC Tang
Petitions Attorney

Office of Petitions

cc: Paul D. Greeley, Esq.
Ohlandt, Greeley, Ruggiero & Perle, LLP
One Landmark Square, 10th Floor
Stamford, CT 06901-2682
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BRUCE E. GARLICK AUG 2 6 2002
P.O. Box 160727
. ) DIRECTOR OFFICE
Austin TX 78716-0727 TECHNOLOGY CENTER 2600
In re Application of :
Gary S. Huff f DECISION ON PETITION

Application No.: 09/915,743 .
Filed: July 26, 2001 : TO MAKE SPECIAL

For: METHOD AND APPARATUS FOR
PERFORMING WIRE SPEED AUTO-
NEGOTIATION

This is a decision on the petition under 37 C.F.R. § 1.102(d), filed February 28, 2002, to make
the above-identified application special.

The petition requests that the above-identified application be made special under the procedure
set forth in M.P.E.P. § 708.02, item II: Infringement.

A grantable petition under 37 C.F.R. § 1.102(d), M.P.E.P. § 708.02, item II: Infringement, must be
accompanied by the required fee and a statement alleging:

(1) that there is an infringing device or product actually on the market or method in use;

(2) that a rigid comparison of the alleged infringing device, product, or method with the claims of the
application has been made, and that, in his or her opinion, some of the claims are unquestionably
infringed; and

(3) that he or she has made or caused to be made a careful and thorough search of the prior art or has a
good knowledge of the pertinent prior art. Further, Applicant must provide one copy of each of the
references deemed most closely related to the subject matter encompassed by the claims if said references
are not already of record.

The above requirements are met and therefore the petition is GRANTED.

The application will maintain its special status throughout its entire course of 'prosecution at the
Patent and Trademark Office, including appeal, if any to the Board of Patent Appeals and
Interferences, subject only to diligent prosecution by the applicant.

The application is being forwarded to the examiner for expedited prosecution.

‘ ! . Z ! [ !'7 < [
Reinhard J. éisenzop'f
Special Program Examiner

Technology Center 2600
703-305-4711
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AN UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
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MORRISON & FOERSTER LLP
755 PAGE MILL RD COPY MA'LED
PALO ALTO CA 94304-1018 SEP 2 0 2006
In re Application of A : OFFICE OF PETITIONS
Yajun Guo et al :
Application No. 09/915,746 : : ON PETITION

Filed: July 26, 2001
Attorney Docket No. 532732000101

This is a decision on the petition, filed September 11, 2006, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified applicaﬁon is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on May 23, 2005, in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

The file does not indicate a change of address has been submitted, although the address
given on the petition differs from the address of record. If appropriate, a change of address
should be filed in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address given on the petition; however, the Office will mail all future
correspondence solely to the address of record.

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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The examiner of Technology Center AU 1643 will consider the request for continued
examination under 37 CFR 1.114.

¢

Karen Creasy
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

. COPY MAILED
MORRISON & FOERSTER LLP

755 PAGE MILL RD MAY 2 2 2007
PALO ALTO CA 94304-1018

OFFICE OF PETITIONS
In re Application of
Yajun Guo, et al. :
Application No. 09/915,746 : DECISION ON PETITION
Filed: July 26, 2001 : TO WITHDRAW

Attorney Docket No. 532732000101 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed January 10, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R: § 1.136(a).

The request was signed by Peng Chen on behalf of all attorneys of record who are associated with
this application.

All attorneys/agents associated with this application have been withdrawn.

Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested
correspondence address is not that of: (1) the first named signing inventor; or (2) an intervening
assignee of the entire interest under 37 C.F.R 3.71. All.future communications from the Office
will be directed to the assignee of the entire interest at the first copied address below until .

otherwise properly notified by the applicant.

There are no pending office actions at the present time.
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Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.

Petitions Examiner
Office of Petitions

cc: OXCOMAX ACQUISITION CORP.
2223 AVENIDA DE LA PLAYA
SUITE 300 '
LA JOLLA, CA 92037

cc: BING Al ESQ.
FISH & RICHARDSON, P.C.
12390 EL CAMINO REAL
SAN DIEGO, CA 92130
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NUMBER | FILING OR 371 (c) DATE |  FIRSTNAMEDAPPLICANT |  ATTY.DOCKETNO/TITLE |
09/915,746 07/26/2001 Yajun Guo 532732000101
CONFIRMATION NO. 1834
25226
28 e

755 PAGE MILL RD *0C000000023908216"
PALOALTO, CA 94304-1018

Date Mailed: 05/17/2007

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 01/10/2007.

o The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record.-37 CFR 1.33.

(o piSpees

Office of Initial Paten xamination (571) 272-4000, or 1-800-PTO-9199
FORMER ATTORNEY/AGENT COPY
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
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WWW.uspto.gov

FISH & RICHARDSON P.C. Mail Date: 04/20/2010
PO BOX 1022

MINNEAPOLIS, MN 55440-1022

Applicant : Yajun Guo : DECISION ON REQUEST FOR
Patent Number : 7666609 : RECALCULATION of PATENT
Issue Date : 02/23/2010 : TERM ADJUSIMENT IN VIEW
Appliction No : 09/915,746 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/26/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 803 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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FISH & RICHARDSON P.C. MAIL’

500 ARGUELLO STREET, SUITE 500

REDWOOD CITY CA 94063 JUN 6 - 2003
Ryabov et al. : TECHNOLOGY CENTER 2600
Application No. 09/915,754 : DECISION ON REQUEST TO

Filed: July 27, 2001 : WITHDRAW AS ATTORNEY
For; FINGERPRINT IMAGING DEVICE :

This is a decision on the request to withdraw as attorney/agent of record filed on May 12, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
inaication that one attorney is signing on behalf of another/others. A request to withdraw will not
be approved unless at least 30 (t%li]rty days would remain between the date of approval and the
later of the expiration date of a time to file a response or the expiration date of the maximum time

eriod which can be extended under 37 C.F.R. g 1.136(a). The effective date of withdrawal

eing the date of decision and not the date of request. See M.P.E.P. § 402.06. 37 CF.R.§ 1.36
further requires that the applicant or patent owner be notified of the withdrawal of the attorney or
agent.

The request is GRANTED.

All attorneys associated with Customer No. 26,181 are granted the request for withdraw of
attorney/agent except William J. Egan, III, who is specifically requested not to be withdrawn.

All future communications from the Office will be directed to the address listed below until
otherwise notified by applicant. Applicant is reminded of the obligation to promptly notify the
Patent and Trademark Office of any change in correspondence address to ensure receipt of all
communications from the Office.

ennet 1eder

Special Program Examiner
Technology Center 2600
Communications

(703) 305-4710

cc: BEYER WEAVER & THOMAS LLP
P.O. BOX 778
BERKELEY, CA 94704-0778



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: X
DATE - MAY 24, 2007 -

TOSPEOF  :ART UNIT 2827
SUBJECT : Request for Certificate of Correction for Appl. No.: 09915762 Patent No.: 6700794B2
A response is requested with respect to a request for a certificate of correction.

With respect to the change(s) requested to correct Office and/or Applicant’s errors, should
the patent read as shown in the certificate of correction attached herewith or the COCIN
document(s), in IFW images for the above-identified patented application? No new matter
should be introduced, nor should the scope or meaning of the claims be changed.

ete and forward the response, to
ion images; using document code

. " DO NOT SENT TO ATTORNEY
If the response is for a paper file wrapper, please complete the response and forward the

response with the paper file wrapper, to the employee (named below), within 7 days, to:
Certificates of Correction Branch (CofC)
South Tower - 9A22 - : -~ —_— e — - e
Palm Location 7580

VIRGINIA TOLBERT

Certificates of Correction Branch
703-308-9390 ext. 113

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.

Q Approved in Part Specify below which éhanges do not apply.

Q Denied State the reasons for denial below.
Comments:

@i@__ Z54(
E Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Thomas Hoxie 7

Novartis Corporation Paper No. é

Patent and Trademark Department

564 Morris Avenue

Summit, NJ 07901

In re Application of : DECISION ON PETITION
Courtney F. Morgan et al : . TO WITHDRAW

Serial No. :09/915,773 : HOLDING OF

Filed : July 26, 2001 : ABANDONMENT

For : Rollable Intraocular Lens Having Reduced Thickness :

This is a decision on petitioner’s request filed March 10, 2003 (certificate of mailing dated February 25,
2003), to review the holding of abandonment mailed J anuary 31, 2003, for failure to respond to the Office
action mailed July 2, 2002. There is no fee required for this petition.

It is noted that a proper response was timely received July 24, 2002 as is evidenced by the copy of a PTO
stamped receipt submitted by applicant. Further proof of the timely receipt of the response is a copy,
submitted by requester, of a paper titled Request for Substitute Papers mailed by the Office to applicants on
August 8, 2002 indicating receipt of the papers in question but requesting a copy of the papers as the
received papers were no longer in condition to become part of the permanent records of the United States
Patent and Trademark Office due to the United States Postal Service sanitation process. Submitted with the
instant request are a copy of the response received July 24, 2002 and a statement from petitioner indicating
that the copy is a complete and accurate copy of the papers in question

In view of the above, the Notice of Abandonment mailed January 31, 2003, is in error and is hereby
vacated. The holding of abandonment is withdrawn. Upon the mailing of this decision, the application will
be forwarded to the Examiner via the Legal Instruments Examiner for entry and consideration of the '
response filed July 24, 2002.

Summary: Holding of Abandonment Withdrawn.

v A7

E. Kittlé Director
Groups 3730 and 3760
Phone: (703) 308-0873

ak/05/05/03
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: Paper No. 4
John G. Rauch
Bgnks Hoger Gilson & Lione LED
PO Box 10395 Al
Chicago, IL 60610 COPY M
In re Application of : MAR 1 8 2002
Soulanille, et al. : F PETITIONS
Application No. 09/915,801 : OﬁFSLQFI%ION

Filed: July 26, 2001
Attorney Docket No. 9623/338

This is a decision on the petition under 37 C.F.R. § 1.183, originally filed on July 26, 2001, to
waive 37 CFR 1.52(e).

When a compact disc has been submitted as part of an application, one is required to list the files
on the disc in the application and on the transmittal sheet. In the instant case, applicant seeks a
waiver of the requirement and seeks to submit such a listing on compact disc ratlger than in the
application and on the transmittal sheet.

The petition is granted.

Petitioner has demonstrated that a listing of the ﬁles would be over 1,000 pa%es long. Petitioner
has submitted a “table” on the compact disc listing each file on the disc by file name, file size,
and creation date.

Petitioner should note that petitioner, and not the Office, is responsible for identifying and
correcting any difference between the file list on the compact disc and the ﬁles actually on the
compact disc.

The file is being forwarded to the Office of Initial Patent Examination for further processing.

Telephone inquiries should be directed to Petitions Attorney Steven Brantley at (703) 306-5683.

Beverly

Supe

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy -
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Paper No. 14
John G. Rauch
Brinks Hofer Gilson & Lione COPY MAILED
P.O. Box 10395
Chicago, IL 60610 0CT 2 1 2004
OFFICE OF PETITIONS

. Inre Application of :

~ Soulanille et al. : DISMISSAL OF PETITION
Application No. 09/915,801 : UNDER 37 CFR 1.78(a)(3)

Filed: July 26, 2001
Attorney Docket No. 9623/338

This is a decision on the petition under 37 CFR 1.78(a)(3), filed July 12, 2004, to accept an
unintentionally delayed claim for the benefit of a prior application set forth in the concurrently
filed amendment.

The petition is dismissed.

When an application is filed on or after November 29, 2000, benefit claims under 35 U.S.C.
119(e), 120, 121 and 365(c) must be made during the pendency of the application and within the
later of four months from the actual filing date of the application or sixteen months from the
filing date of the prior application. For the instant application, the above period of time ended on
November 26, 2001. The priority claims at issue were not made by this date. However,
petitioner has submitted a petition under 37 CFR 1.78(a)(3).

37 CFR 1.78(a)(3) states,

If the reference required by 35 U.S.C. 120 and paragraph (a)(2) of this section is presented in a
nonprovisional application after the time period provided by paragraph (a)(2)(ii) of this section,
the claim under 35 U.S.C. 120, 121, or 365(c) for the benefit of a prior-filed copending
nonprovisional apglication or international application designating the United States of America
may be accepted if the reference identifying the prior-filed application by application number or
international application number and international filing date was unintentionally delayed. A
petition to accept an unintentionally delayed claim under 35 U.S.C. 120, 121, or 365(c) for the
benefit of a prior-filed application must be accompanied by:
(1) The reference required by 35 U.S.C. 120 and paragraph (a)(2) of this section to
the prior-filed application, unless previously submitted;
(i)  The surcharge set forth in § 1.17(t); and
(ii1) A statement that the entire delay between the date the claim was due under
paragraph (a)(2)(ii) of this section and the date the claim was filed was
unintentional. The Commissioner may require additional information where there
is a question whether the delay was unintentional.

Petitioner has failed to satisfy (i) above. Specifically, a proper amendment adding the priority
claim has not been filed. Rule 78 may not be used to incorporate by reference material which
was not previously incorporated by reference. In this case, the amendment seeks to incorporate
by reference the contents of application no. 09/872,737.
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The petition cannot be granted until a groper amendment is filed. Accordingly, before the
petition under 37 CFR 1.78(a)(3) can be granted, a substitute amendment deleting the
incorporation by reference statement, along with a renewed petition under 37 CFR 1.78(a)(3), is
required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (703) 872-9306
Attn: Office of Petitions

If a request for reconsideration is filed, and a decision on the new petition is not received within
three months, petitioner may wish to call the number below to check on the status of the renewed
petition.

The file will now be forwarded to the examiner to determine if the proposed amendment raises
new issues which will require further consideration and/or search.

Telephone inquiries may be directed to Petitions Attorney Steven Brantley at (571) 272-3203.

F:I'ZECCS ﬁlCﬁS

Petitions Examiner
Office of Petitions
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John G. Rauch

Brinks Hofer Gilson & Lione : COPY MAILED

P.O. Box 10395

Chicago, IL 60610 MAR 0 9 2005
OFFICE OF PETITIONS

In re Application of S

Soulanille et al. : DISMISSAL OF PETITION

Application No. 09/915,801 : UNDER 37 CFR 1.78(a)(3)

Filed: July 26, 2001
Attorney Docket No. 9623/338

This is a decision on the renewed petition under 37 CFR 1.78(a)(3), filed November 4, 2004, to
accept an unintentionally delayed claim for the benefit of a prior application set forth in the
concurrently filed amendment.

The petition is dismissed.
A final Office action was mailed on January 13, 2004.

A reply to the Office action, payment for a three month extension of time, and a petition under 37
CFR 1.78(a)(3) were filed on July 12, 2004. -

In general, the examiner is the party who determines if an amendment after a final Office action
will be entered. '

The previous decision stated, “The file will now be forwarded to the examiner to determine if the
proposed amendment raises new issues which will require further consideration and/or search.”

The examiner has determined the July 12, 2004 amendment failed to prima facie ﬁlace the
application in condition for allowance because the amendment raised new issues that would

require further consideration.

The application is abandoned as of July 14, 2004. Therefore, the petition under 37 CFR
1.78(a)(3) cannot be granted at this time.

Petitioner may wish to file a petition under 37 CFR 1.137 to revive the application along with a
Request for Continued Examination.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (703) 872-9306
Attn: Office of Petitions
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If a request for reconsideration is filed, and a decision on the new petition is not received within

three months, petitioner may wish to call the number below to check on the status of the renewed
petition.

Telephone inquiries may be directed to Petitions Attorney Steven Brantley at (571) 272-3203.
' ances Hicks

Petitions Examiner
Office of Petitions

Attached: Advisory Action
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Advisory Action 09/664,085 BENNETT ET AL
Examiner Art Unit
Doug Hutton 2179

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

"THE REPLY FILED 05 August 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued
Examination (RCE) in compliance with 37 CFR 1.114.

PERIOD FOR REPLY [check either a) or b)]

a) & The period for reply expires 3 months from the mailing date of the final rejection.

b) D The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In
no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP
706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension
fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if
timely filed, may reduce any eamned patent term adjustment. See 37 CFR 1.704(b).

1. A Notice of Appeal was filed on . Appellant’s Brief must be filed within the period set forth in
37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal.

2..X The proposed amendment(s) will not be entered because:

(@) X they raise new issues that would require further consideration and/or search (see NOTE below);
(b) [0 they raise the issue of new matter (see Note below);

(c) O they are not deemed to place the application in better form for appeal by materially reducing or simplifying the
issues for appeal; and/or

(d) 0 they present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: See Continuation Sheet.
3.1 Applicant’s reply has overcome the following rejection(s):

4.[] Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment
canceling the non-allowable claim(s).

5.7 The a)[] affidavit, b)[] exhibit, or c)[] request for reconsideration has been considered but does NOT place the
application in condition for allowance because:

6.[] The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly
raised by the Examiner in the final rejection.

7.[1 For purposes of Appeal, the proposed amendment(s) a)[] will not be entered or b)[] will be entered and an
explanation of how the new or amended claims would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows:
Claim(s) allowed: ___
Claim(s) objected to: ______
Claim(s) rejected:
Claim(s) withdrawn from consideration: ______

8.[] The drawing correction filed on is a)[] approved or b)[] disapproved by the Examiner.
9.0 Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). .
10.[] Other:

U.S. Patent and Trademark Office
PTOL-303 (Rev. 11-03) Advisory Action Part of Paper No. 23



ontlrfuatlon Sheet (PTOL-303) Application No. 09/664,085

(,ontlnuatlon of 2. NOTE: As stated in the Advisory Action mailed on 3 May 2004, Claim 55 recites limitations that encompass a scope
the examiner has yet to consider. Thus, new Claim 55 raises new issues that would require further consideration and a new search.
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In re Application of : OFFICE OF PETITIONS
Soulamlfe et al. :

Application No. 09/915,801 : Decision on Petitions

Filed: July 26, 2001
Attorney Docket No. 9623/338

This is a decision on the petition under 37 CFR 1.137(b), filed June 7, 2005, to revive the above-
identified application. This is also a decision on the renewed petition under 37 CFR 1.78(a)(3),
filed June 7, 2005, to accept the unintentionally delayed priority claims set forth in a concurrently
filed amendment.

The petition under 37 CFR 1.137(b) is granted.

The petition under 37 CFR 1.78(a)(3) is granted.

The petition under 37 CFR 1.137(b)

A final Office action was mailed January 13, 2004.

A petition under 37 CFR 1.78(a)(3) was ﬁléd July 12, 2004, along with payment for a 3 month
extension of time.

The petition was dismissed on October 21, 2004, because the amendment filed July 12, 2004,
impermissibly sought to incorporate by reference the contents of application no. 09/872,737.

The decision stated, “The file will now be forwarded to the examiner to determine if the
proposed amendment raises new issues which will require further consideration and/or search.”

Prior to the Office of Petitions receiving a response from the examiner, a renewed petition and
new amendment were filed November 4, 2004.

The examiner considered the November 4, 2004 amendment and determined the amendment
failed to prima facie place the application in condition for allowance because the amendment
raised new issues that would require further consideration.

Since a proper reply was not timely filed to the final Office action, the application was deemed
abandoned as of midnight on July 13, 2004.
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A decision stating the application was abandoned and dismissing the petition under 37 CFR
1.78(a)(3) was mailed March 9, 2005. :

A Notice of Abandonment was mailed April 7, 2005.

The instant petition under 37 CFR 1.137(b) requests revival of the application.

Petitioner has submitted the required petition fee. Petitioner has submitted a reply to the final
Office action in the form of a Request for Reconsideration and amendment. Petitioner has stated
the entire delay in filing the required reply from the due date for the reply until the filing of the

instant petition was unintentional.

Petitioner has met the requirements to revive the above-identified application pursuant to 37 CFR
1.137(b). Therefore, the petition is granted and the application is revived.

The petition under 37 CFR 1.78(a)(3)

When an application is filed on or after November 29, 2000, benefit claims under 35 U.S.C.
119(e), 120, 121 and 365(c) must be made during the pendency of the application and within the
later of four months from the actual filing date of the application or sixteen months from the
filing date of the prior application. For the instant application, the above period of time ended on
November 26, 2001. The priority claim at issue was not made by this date. However, petitioner
has submitted a petition under 37 CFR 1.78(a)(3) which allows oné to make late priority claims
if certain criteria are satisfied.

Per 37 CFR 1.78(a)(3), a petition to accept an unintentionally delayed claim under 35 U.S.C.
120, 121, or 365(c) for the benefit of a prior-filed application must be accompanied by:
(H The reference required by 37 CFR 1.78(a)(2), unless previously submitted;
2) The surcharge set forth in § 1.17(t); and
3) A statement that the entire delay between the date the claim was due under
paragraph (a)(2)(ii) of this section and the date the claim was filed was
unintentional. The Commissioner may require additional information where there
is a question whether the delay was unintentional.

Petitioner has satisfied the requirements listed above.

The granting of this petition is not a determination that petitioner is actually entitled to the
benefit of the filing date of the prior-filed applications, but is only a determination that the Office
will allow petitioner to file an untimely claim for priority. The examiner will, in due course,
consider any priority claims and determine the extent to which the application is entitled to an
earlier filing date.

A corrected Filing Receipt, which inciudes the priority claims, accompanies this decision on
petition.
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A fee of $1,370 was improperly charged to petitioner’s deposit account for the petition under 37
CFR 1.78(a)(3). However, the petition was previously paid on July 14, 2004. Therefore, the
$1,370 fee will be credited back to petitioner’s deposit account.

Summary:

The petition under 37 CFR 1.137(b) is granted.

The petition under 37 CFR 1.78(a)(3) is granted.

This application is being forwarded to Technology Center Art Unit 2161 for appropriate action
on the amendment and Request for Continued Examination. The examiner should consider the
priority claims and determine the extent to which the application is entitled to an earlier

filing date based on the prior-filed applications.

Telephone inquiries concerning this decision should be directed to Petitions Attorney Steven
Brantley at (571) 272-3203.

Petitions Examiner
Office of Petitions

Attached: Corrected Filing Receipt



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : —April 6, 2006

TOSPEOF :ARTUNIT___2142 (S.P.E. Andrew Caidwell)

SUBJECT : Request for Certificate of Correction for Appl. No.: ____09/915846 __ Patent No.: 6,996,601
Please respond to this request for a certificate of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

Please see the claim dependency.

<77
97;/ Pywlie
Certifica((s of Correction Branch

703-308-9390 ext. 7z~

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

XApproved All changes apply.
Q Approved in Part Specify below which changes do not apply.
Q Denied State the reasons for denial below.
Comments:

Qe el 242

Art Unit

PTOL-306 (REV. 7/03) U.S DEPARTMENT OF COMMERCE Patent and Trademark Office
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Paper No.
ALSTON & BIRD LLP
BANK OF AMERICA PLAZA
101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE, NC 28280-4000
COPY MAILED
AUG 1 0 2004

OFFICE OF PETITIONS

In re Application

Stomp et al. :

Application No. 09/915,873 : DECISION ON APPLICATION
Filed: July 26, 2001 : FOR PATENT TERM ADJUSTMENT
Attorney Docket No. :

40989/237225(9280-12)

This is a decision on the “PETITION FOR REINSTATEMENT OF PATENT
TERM ADJUSTMENT UNDER 37 CFR § 1.705(c),” filed June 9, 2004.
Applicants request that the patent term adjustment be
recalculated and 49 days of patent term be reinstated.

The application for patent term adjustment is GRANTED.

The Office has updated the PAIR screen to reflect that the
correct Patent Term Adjustment (PTA) determination at the time of
the mailing of the Notice of Allowance is one hundred twenty-
three (123) days. A copy of the updated PAIR screen, showing the
correct determination, 1s enclosed.

On June 2, 2004, the Office mailed the Determination of Patent
Term Adjustment under 35 U.S.C. 154(b) in the above-identified
application. The Notice stated that the patent term adjustment
(PTA) to date is 74 days. On June 9, 2004, applicants timely'
submitted this application for patent term adjustment.

Applicants request reinstatement of the period of reduction of 49
days for delay in filing a reply to the Notice to File Missing
Parts of Application mailed September 13, 2001. Applicants point
out that the response was mailed with a certificate of mailing on
November 13, 2001 but was not received by the Patent Office until
either January 16, 2002 (according to their return postcard) or
January 31, 2002 (according to PAIR). Citing the Official
Gazette dated January 15, 2002, applicants state that, in spite
of all due care, the applicant was unable to reply to the Office
action within three months of the date of mailing. Further,

' As of the mailing of this decision, the period for paying the Issue

Fee continues to run. The fee is due by September 2, 2004.
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pursuant to the OG notice, applicants request waiver of the fee
under § 1.18(e).

The OG Notice dated January 15, 2002 (1254 0G 92), provided that:

If a reply to an Office action or notice was mailed on or
after October 13, 2001 and no later than December 1, 2001
(as shown on a certificate of mailing under 37 CFR 1.8), and
the applicant is otherwise entitled to patent term
adjustment (or additional patent term adjustment) but for
the fact that there was a reduction of such patent term
adjustment under 35 U.S.C. 154 (b) (2) (C) (ii) and 37 CFR

1.704 (b) due to the receipt of such reply by the Office more
than three business days after the date lndicated on the
certificate of mailing, the Office will consider the USPS
mail situation discussed in this notice to constitute a
sufficient showing that, in spite of all due care, the
applicant was unable to reply to the Office action or notice
within three months of the date of mailing of the Office
action or notice. In this situation, the Office will,
subject to the conditions set forth below, reinstate a
period equal to the period beginning on the date that is
four business days after the date indicated on the
certificate of mailing on the reply and the date of receipt
(37 CFR 1.6) of the reply in the Office up to a maximum of
three months.

The relevant reply to the Notice mailed September 13, 2001 was
mailed on November 13, 2001, as shown by the certificate of
mailing under § 1.8 thereon. However, the patent term adjustment
was reduced because the reply was not received in the Office
until January 16, 2002. In addition, the Office entered the date
of January 31, 2002 as the date the application was considered
complete 1n response to the Notice and used that later date in
calculating the 49 day reduction of patent term adjustment.

Thus, it is concluded that the Notice dated January 15, 2002 is
applicable to this situation; in spite of all due care, the
applicants were unable to reply to the Notice to File Missing
Parts within three months of the date of mailing of the notice.
It is further concluded that applicants have met the other
conditions set forth in the Notice for reinstatement of patent
term. In this instance, the period of reinstatement begins on
November 17, 2001, the day that is four business days after
November 13, 2001, and ends on January 16, 2002, the date of
receipt of the reply’. This period constitutes more than 49
days, and thus, applicants are entitled to reinstatement of the
entire period of reduction of 49 days.

In view thereof, the correct determination of patent term
adjustment at the time of the mailing of the Notice of Allowance
is one hundred twenty-three (123) days.

> The Office erred in calculating the reduction using the date of
January 31, 2002, rather than January 16, 2002. If the entire reduction were
not being reinstated, correction of this error would otherwise warrant a
revision of the patent term adjustment.
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It is further noted that applicants have met the requirements set
forth in the Notice for waiver of the fee for consideration under
37 CFR § 1.705.

The Office will forward the file to the Office of Patent
Publication so that the patent can be issued in a timely manner.

Telephone inquiries specific to this matter should be directed to
Nancy Johnson, Senior Petitions Attorney, at (703) 305-0309.

Koy o n

Karin Ferriter
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Attachment: Copy of Revised PAIR Screen
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AKIN GUMP STRAUSS HAUER & FELD |
ONE COMMERCE SQUARE . COPY MAILED

2005 MARKET STREET, SUITE 2200 .
PHILADELPHIA PA 19103-7013 MAY 1 82004
OFFICE OF PETITIONS

In re Application of
Kohei Suzuki et al S
Application No. 09/915,946 : ON PETITION
Filed: July 26, 2001 :

Attorney Docket No. 100569-391US(P25827-01)

This is a decision on the petition, filed May 4, 2004, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee. '

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c}{2).

Petitioner is advised that the issue fee paid on March 8, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (703) 305-8859.

After receipt of the file in the Office of Petitions, the application will be forwarded to
Technology Center AU 1745 for processing of the request for continued examination under
37 CFR 1.114.

Karua

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is

- indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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MONROEVILLE, PA 15146 0CT 3 1 2001
In re Application of | : OFFICE OF PETITIONS
Mitsch et al : :

Application No. 09/915,960 : - DECISION DISMISSING

Filed: July 27, 2001 : PETITION
Attorney Docket No. WAB 01067 : :

g

This is a decision on the paper filed September 14, 2001, which is being treated as a petiti,o;n
under 37 CFR 1.10(c) requesting that the above-identified application be accorded a filing
date of July 26, 2001, rather than the presently accorded filing date of July 27, 2001.

Petitioners allege that the application was deposited in Express Mail service on July 26,
2001. The petition is accompanied by a copy of Express Mail receipt No. EL729577071US
(the same Express Mail number found on the original application papers). However, the
legibility of the copy of Express Mail receipt No. EL729577071US is such that the USPS
“date-in” entry cannot be positively identified. :

A review of USPS records conducted at the U.S. Patent and Trademark Office prior to this
decision using “USPTO’s USPS Express Mail Information Database” reveals that the date
and time the package identified by Express Muail receipt No. EL729577071US was accepted
by the USPS is July 27, at 9:34 a.m. A copy of a printout of the relevant USPS records is
being provided with this decision.

Paragraph (a) and 37 CFR 1.10 states that:

Any correspondence received by the Patent and Trademark Office (Office)
that was delivered by the “Express Mail Post Office to Addressee” service
of the United States Postal Service (USPS) will be considered filed in the
Office on the date of deposit with the USPS. The date of deposit with the
USPS is shown by the “date-in” on the Express Mail” mailing label or
other official USPS notation. If the USPS deposit date cannot be
determined, the correspondence will be accorded the Office receipt date as
the filing date. See Section 1.6(a). (Emphasis supplied).

Paragraph (c) of 37 CFR 1.10 states that:

Any person filing correspondence under this section that was received by the Office and
delivered by the “Express Mail Post Office to Addressee” service of the USPS. who can
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show that there is a discrepancy between the filing date accorded by the Office to the
correspondence and the date of deposit as shown by the “date-in” on the “Express Mail”
mailing label or other official USPS notation, may petition the Commissioner to accord the
correspondence a filing date as of the “date-in” on the “Express Mail” mailing label or other
official USPS notation, provided that: ,

(1) The petition is filed promptly after the person becomes aware that the Office has
accorded, or will accord, a filing date other than the USPS deposit date;

(2) The number of the “Express Mail” mailing label was placed on the paper(s) or
fee(s) that constitute the correspondence prior to the original mailing by “Express Mail;” and

(3) The petition includes a true copy of the “Express Mail” mailing label showing the
“date-in”, and of any other official notation by the USPS relied upon to show the date of
deposit. '

A grantable petition under 37 CFR 1.10(c) must include “a true copy of the ‘Express Mail’
mailing label showing the ‘date-in,’ and of any other official notation by the USPS relied
upon to show the date of deposit. -

The petition filed Séptember 14,2001 is not accompanied by the evidence required by the
rule. Accordingly, the petition is dismissed. '

The application is being returned to Technology Center Art Unit 3613 for examination in due
course with the filing date of July 27, 2001.

Telephone inquf'ries concerning this matter may be directed to Karen Creasy at (703) 305-8859.

P

Brian Hearn

Senior Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

enclosure: Copy of USPTO’s USPS Express Mail'Information
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DEC 0 3 2009
OFFICE OF PETITIONS

In re Application of

George Earl Peterson :

Application No. 09/915,963 : ON PETITION
Filed: July 26, 2001 : '
Attorney Docket No. 18

This is a decision on the petition under 37 CFR 1.137(b), filed
September 25, 2009, to revive the above-identified application.

. The petition under 37 CFR 1.137(b) is DISMISSED.

Any request for reconsideration of this decision must be
submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are
permitted. The reconsideration request should include a cover
letter entitled “Renewed Petition Under 37 CFR 1.137(b).” This
is not a final agency decision within the meaning of 5 USC 704.

The above application became abandoned for failure to timely seek
judicial review of the decision by the Board of Patent Appeals
and Interferences, mailed June 22, 2009. Pursuant to 37 CFR
1.304, applicants had two months to judicial review. No review
having been sought, the application became abandoned on

August 23, 2009. The Office mailed a Notice of Abandonment on
September 28, 20009.

A grantable petition under 37 CFR 1.137(b) must be accompanied
by: (1) the required reply, unless previously filed; (2) the
petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date
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for the reply until the filing of a grantable petition pursuant
to 37 CFR 1.137(b) was unintentional; and (4) any terminal

disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by
37 CFR 1.137(d). :

With the instant petition, applicants have filed an Amendment.
An Amendment is not a proper reply in the instant situation, as
prosecution is closed. The Board decision, sustaining the
Examiner in full, did not set forth any new grounds of rejection
under 37 CFR 41.50(b). Applicants may file an RCE to have the
Amendment entered. See MPEP 1214.07.

No additional petition fee is due on renewed petiiton.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
- Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office .of Petitions

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

73

Cliff Congo
Petitions Attorney
Office of Petitions
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MAR 122010
OFFICE OF PETITIONS

In re Application of
George Earl Peterson :
Application No. 09/915, 963 : ON PETITION
Filed: July 26, 2001 :
" Attorney Docket No. 18

This is a decision on the renewed petition under 37 CFR 1.137(b),
filed February 2, 2010, to revive the above-identified
application.

The petition under 37 CFR 1.137(b) is GRANTED.

The above application became abandoned for failure to timely seek
judicial review of the decision by the Board of Patent Appeals
and Interferences, mailed June 22, 2009. Pursuant to 37 CFR
1.304, applicants had two months to judicial review. No review
having been sought, the application became abandoned on

August 23, 2009. The Office mailed a Notice of Abandonment on
September 28, 2009. Applicant filed an Amendment, together with
a petition to revive, on September 25, 2009. However, the
petition was dismissed in a decision mailed on December 3, 2009.
The decision explained that the Amendment could not be entered as
prosecution was closed, and suggested that Applicant file an RCE
to have the Amendment entered.
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With the instant petition, petitioner made the proper statement
of unintentional delay and submitted the required reply in the
form of an RCE (together with an Amendment). The required
petition fee was previously paid on September 25, 2009.

The application is being forwarded to Group Art Unit 2821 for
consideration of the RCE filed February 2, 2010.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

Jn

Cliff Congo
Petitions Attorney
Office of Petitions
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HEWLETT-PACKARD COMPANY
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SEP-0 3 2003
OFFICE OF PETITIONS

In re Application of

Beged-Dov, Gabriel :

Application No. 09/915,978 : ON PETITION
Filed: July 25, 2001 :

Attorney Docket No. 10014078-1

| This is a decision on the petition under 37 C.F.R. § 1.137(b), filed July 7, 2003, to revive the
above-identified application.

The petition is granted.

This application became abandoned for failure to timely reply within three months to the final
Office action mailed December 12, 2002. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, this application became abandoned on March 13, 2002.

Petitioner has met the requirements to revive the above-identified application pursuant to
37 CFR 1.137(b).

The file is now being forwarded to Technology Center 3700 for further examination on the merits.

Telephone inquiries should be directed to Paralegal Liana Chase at (703) 306-0482.

:ﬂ ances alézs :

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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K&L GATES LLP Mail Date: 04/21/2010
210 SIXTH AVENUE

PITTSBURGH, PA 15222-2613

Applicant : Robert S. Stewart : DECISION ON REQUEST FOR
Patent Number : 7587350 : RECALCULATION of PATENT
Issue Date : 09/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/915,993 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/26/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1437 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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C/O AMY PATTILLO

P. 0. BOX 161327

AUSTIN TX 78716 COPY MAILED

JUN 2 22006

OFFICE OF PETITIONS

In re Application of

Brown, et al. :

Application No. 09/915,995 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. AUS920010397US1

This is a decision on the petition under 37 CFR 1.181, filed October 20, 2005, requesting that the
Office withdraw the holding of abandonment of the above-identified application.

The petition under 37 CFR 1.181 is DISMISSED.

Any further petition to revive the above-identified application must be submitted within TWO
(2) MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are
permitted. This is not final agency action within the meaning of 5 U.S.C. § 704.

This application was held abandoned for failure to submit the issue fee, the publication fee, and a
completed PTOL-85b within three months of the mailing of the April 27, 2005 Notice of
Allowance and Fee(s) Due. The application became abandoned on July 28, 2005. A Notice of
Abandonment was mailed on September 21, 2005. .

It is noted that the Notice of Allowability allowed only claims 1-28 and was silent as to claims
29-59, also present in the application. Petitioners contacted the examiner of record on June 5,
2005 and informed him of the situation. Petitioners assert the application is not abandoned
because the examiner of record stated in the June 8, 2005 Interview Summary that he would
reopen the application and examine all the pending claims.

Examiner Meky stated on the record that he wouldieopen prosecution, but unfortunately, he did
not do so prior to July 27, 2005. The Office did not withdraw the requirements listed in the
Notice of Allowance and Fee(s) Due. Applicants did not satisfy the requirements listed in the
Notice of Allowance and Fee(s) Due. The application did become abandoned.
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Petitioners are strongly encouraged to file a petition to revive under the unavoidable standard of
37 CFR 1.137(a).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U.S. Patent and Trademark Office
Customer Service Window, Mail Stop Petition
Randolph Building '
401 Dulany Street
Alexandria, VA 22314

By FAX: (571) 273-8300 - ATTN: Office of Petitions

Telephone inquiries pertaining to this decision may be directed to the undersigned at (571) 272-
3230.

Shirene Willis BrantleW
Senior Petitions Attorney

Office of Petitions
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, OFFICE OF PETITIONS
In re Application of
Brown, et al. T .
Application No, 09/915,995 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. AUS920010397US|1

This is a decision on the petition under 37 CFR 1.137(a), filed August 23, 2006, requesting
revival of the above-identified application.

This application was held abandoned for failure to submit the issue fee, the publication fee, and a
completed PTOL-85b within three months of the mailing of the April 27, 2005 Notice of
Allowance and Fee(s) Due. The application became abandoned on July 28, 2005 A Notice of
Abandonment was mailed on September 21, 2005.

Petitioners have shown that they delay in responding to the April 27, 2005 Notice of Allowance
and Fee(s) Due was unavoidable because petitioners relied on the examiner’s statement in a June
8, 2005 Interview Summary that prosecution would be reopened. Despite such a statement in the
record, the examiner did not reopen prosecution and the period to respond to the April 27, 2005
Notice expired.

Pursuant to petitioner’s authorization, deposit account no. 09-0447 will be charged the required |
$1,400.00 issue fee and the $300.00 publication fee.

The petition under 37 CFR 1.137¢a) is GRANTED.

After the mailing of this decision the application will be forwarded to Publications Division for
consideration of the formal drawings filed on August 23, 2006 and processing into a patent. _
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Decision On Petition

Telephone inquiries pertaining to this decision may be directed to the undersigned at (571) 272-
3230.

Senens Yol zw@

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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: P *No.:
DATE . 7-29-0o5 wpere
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A response is requested with respect to the accompanying request for a certificate of correction.

SUBJECT : Request for Certificate of Correction on Patent No.:

Please cbmplete this form and return with file, within 7 days to:

Palm location 7580, Certificates of Correction Branch -~ South Tower — 9A22

If response is for an IFW, return to employee (named below) via PUBSCofC Team'in
MADRAS. '

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the
. patent read as shown in the cettificate of correction (COCIN)? No new matter should be introduced, nor
should the scope or meaning of the claims be changed.

' Valerie Jackson

Thank You For Your Assistance ' Cettificates of CorrectioAn.Branch
' Tel. No. 703-308-9390 ext. 114

The request for issuing the above-identified correction(s) is hereby:

_Note your dedsyanﬁmpﬂate box.
Y Approved All changes apply.

a Approved in Part Specify below which changes do not apply.

Q Denied ‘ State the reasons for denial below.
Comments:

 OC ty et

e ¢

SPE Art Unit

an? on raroms o

AT ARA IR ? wiAAY w



‘ ' UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 2231 3-1450

www.uspto.gov

At 1Y 2

FOLEY AND LARDNER
ONE MARITIME PLAZA, SIXTH FLOOR
SAN FRANCISCO, CA 94111-3404 # 1

In re Application of

Gregory M. Fahy X

Serial No.: 09/916,032 : PETITION DECISION
Filed: July 26, 2001 :

Attorney Docket No.: 074066-0105

This is in response to the petition under 37 CFR 1.181, filed December 4, 2003, for withdrawal
of abandonment based on non-receipt of an Office action. The delay in acting on this petition is
regretted.

A review of the file history shows that this application was filed with a correspondence address
of: KNOBBE MARTENS OLSON & BEAR, 620 NEWPORT CENTER DRIVE, NEWPORT
BEACH, CA 92660. The Office mailed a Notice of Missing Parts to applicant at that address on
August 13, 2001, requiring submission of a signed declaration. The declaration was filed on
October 11, 2001, and appointed FOLEY AND LARDNER at the above address as attorneys of
record. Through inadvertence this change of correspondence address was not recorded when
processing the application. Thus the first Office action was mailed to the Knobbe Martens
address on December 20, 2001. A reply was received on June 20, 2002, with a three month
extension of time and a notation of the correct address. The examiner mailed a new Office
action to the old address on September 26, 2002, setting a one month shortened statutory period
for reply. When no reply was received a Notice of Abandonment was mailed to the same
address. The Office erred in failing to record the correct correspondence address. In view of the
Office error in not utilizing the correct correspondence address, the Notice of Abandonment is
withdrawn and the application is restored to pending status with the mailing of this decision.

The petition is GRANTED.

As applicant has obtained a copy of the Office action of September 26, 2002, and provided
a reply, the application will be forwarded to the examiner for consideration thereof.

The correct correspondence will be entered in the Office’s electronic data base.

COMMISSIONER FOR PATENTS



Should there be any questions about this decision please contact William R. Dixon, Jr., by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or
by facsimile sent to the general Office facsimile number 703-872-9306.

Director, Technology Center 1600
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TIMOTHY J. MARTIN, PC
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SUITE 200

LAKEWOOD, CO 80226 @OPY MAILED
APR 0 62004

In re Application of : QFFICE OF PETITIONS

Juzer Jangbarwala :

Application No. 09/916,062 : NOTICE

Filed: July 26, 2001
Attorney Docket No. 1777

This is a notice regarding your request for acceptance of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction
of the erroneous payment of the issue fee as a small entity. See
DH Technology v. Synergystex Internatiomnal, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998). ’

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation .was done.

Your fee deficiéncy submission under 37 CFR 1.28 is hereby
ACCEPTED.

Inquiries related to this communication should be directed to the
Office of Petitions Staff at (703) 305-9285.

The application file is being referred to Publishing Division.

W
an Laym

Petitio Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paul F. Stutz
520 Madison Avenue

Spitzer Building, Suite 964 COPY MA".ED
Toledo, OH 43604 :

JAN 1 2 2004
OFFICE OF PETTTIONS
In re Application of
Staffan I. Kaempe :
Application No. 09/916,091 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. : P-954-A-2

This is a decision on the petition under 37 CFR 1.137(b), filed December 30, 2003, to revive the
above-identified application.

The petition is granted.

The above-identified application became abandoned for failure to reply in a timely manner to the
Notice of Non-Compliant Amendment filed January 2, 2003. The Notice set a reply period of
One (1) Month or Thirty (30) Days from the mailing date of the Notice. No extensions of time
under the provisions of 37 CFR 1.136 have been obtained. Accordingly, the above-identified
application became abandoned on February 3, 2003.

The application file is being forwarded to Technology Center AU 3748 for further processing.

Telephone inquiries concerning this decision should be directed to Latrice Bond at
(703) 308-6911. '

Latrice Bond

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Ansel M. Schwartz

201 N. Craig St., Suite 304 NOV 2 3 2009
Pittsburgh PA 15213

QFFICE OF PETITIONS
In re Patent No. 7,046,673
Ganmukhi, et al. :
Issue Date: May 16, 2006 : DECISION ON
Application No. 09/916,096 : REQUEST FOR RECONSIDERATION
Filed: July 26, 2001 : OF
Atty Docket No. FORE-9CONT II : PATENT TERM ADJUSTMENT
This is a decision on the correspondence entitled, “37 CFR 1.322

& 37 CFR 1.323 REQUEST FOR CERTIFICATE OF CORRECTION FOR USPTO
AND/OR APPLICANT MISTAKE,” filed November 20, 2008. The
correspondence, with respect to the request to alter the revised
patent term adjustment, will be treated as a petition under 37
CFR 1.705(d). Pursuant to petitioner’s authorization, deposit
account no. 50-1379 will be charged the required $200.00 fee set
forth in 37 CFR 1.18(e). No additional fees are required.
Patentees request that the revised patent term adjustment
indicated on the patent be corrected from seven hundred seventy-
eight (778) days to nine hundred and two (902) days. The present
constructive petition appears to be filed on behalf of the
assignee of record.

The request for reconsideration of patent term adjustment under
37 CFR 1.705(d) is dismissed as untimely filed.

Any request for reconsideration, must be filed within two months
of the mailing date of this decision. Extensions of time under
37 CFR 1.136 are not permitted. See § 1.181(f).

On May 16, 2006, the above-identified application matured into
U.S. Patent No. 7,046,673 with a revised patent term adjustment
of 778 days. No request for reconsideration of the patent term
adjustment indicated in the patent was filed within two months
of the date the patent issued.

www.uspto.gov
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A request for reconsideration of the patent term adjustment
indicated in the patent was not filed until November 20, 2008.

The relevant regulation, 37 CFR 1.705(d), provides that:

If there is a revision to the patent term adjustment
indicated in the notice of allowance, the patent will
indicate the revised patent term adjustment. If the

patent indicates or should have indicated a revised patent
term adjustment, any request for reconsideration of the
patent term adjustment indicated in the patent must be
filed within two months of the date the patent issued and
must comply with the requirements of paragraphs (b) (1) and
(b) (2) of this section. Any request for reconsideration
under this section that raises issues that were raised, or
could have been raised, in an application for patent term
adjustment under paragraph (b) of this section shall be
dismissed as untimely as to those issues. (emphasis added) .

By the express provisions of 37 CFR 1.705(d), a request for
reconsideration of patent term adjustment must be filed within
two months of the date the patent issued. It is undisputed that
no such request for reconsideration was filed by July 16, 2006,

the date two months from the date this patent issued, May 16,
2006.

35 U.S.C. 154, requires the Office to provide the applicant one
opportunity to request reconsideration of any patent term
adjustment determination made by the Director, authorizes the
Director to establish the procedures for requesting such

reconsideration. Those procedures' include pursuant to 37 CFR

]35 U.S.C. § 154(b) (3) provides that the USPTO shall: (1) prescribe
requlations establishing procedures for the application for and determination
of patent term adjustments under 35 U.S.C. § 154(b); (2) make a

determination of any patent term adjustment under 35 U.S.C. § 154 (b) and
transmit a notice of that determination with the notice of allowance under 35
U.5.C. § 151; and (3) provide the applicant one opportunity to request
reconsideration of any patent term adjustment determination. Pursuant to the
mandate and authority in 35 U.S.C. § 154 (b) (3), the USPTO promulgated 37
C.F.R. § 1.705, which provides that: (1) the notice of allowance will
include notification of any patent term adjustment under 35 U.S.C.

§ 154(b) (37 C.F.R. § 1.705(a)); (2) any request for reconsideration of the
patent term adjustment indicated in the notice of allowance (except as
provided in 37 C.F.R. § 1.705(d)) must be by way of an application for patent
term adjustment filed no later than the payment of the issue fee and
accompanied by (inter alia) the fee set forth in 37 C.F.R. § 1.18(e) (37
C.F.R. § 1.705(b)); and (3) if the patent indicates or should have indicated
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1.705(d) setting a two-month period for filing a request for
reconsideration of the revised patent term adjustment indicated
in the patent.

The Office provided notice that petitions under 37 CFR 1.182 and
1.183 or requests for certificate of corrections under 35 USC
354 and 37 CFR 1.323 or 35 U.S.C. 255 and 37 CFR 1.324 are not
substitute fora to obtain reconsideration of a patent term
adjustment determination indicated in a notice of allowance if
applicant fails to submit a request for reconsideration within
the time period specified in §1.705(b) or to obtain
reconsideration of a patent term adjustment determination
indicated in a patent if a patentee fails to submit a request
for reconsideration within the time period specified in
§1.705(d). See 69 Fed. Reg. 21704, 21707 (April, 22, 2004).

No error in the printing of the patent has been shown. The
patent term adjustment indicated on the patent reflects the
Office’s determination of patent term adjustment shown in the
PAIR system for this application. 37 CFR 1.705(d) provides the
sole avenue before the Office for requesting reconsideration of
the Office’s determination of patent term adjustment indicated
in the patent. Moreover, § 1.705(d) states that “any request
for reconsideration of the patent term adjustment indicated in
the patent must be filed within two months of the date the
patent issued and must comply with the requirements of
paragraphs (b) (1) and (b) (2) of this section.” Since the
request was not filed within two months of the issue date of the
patent, the request is properly dismissed as untimely filed.

As a one time courtesy, a copy of this decision will be mailed
to the address listed on the petition/proposed certificate of
correction. If a change in correspondence address is desired,
appropriate documents should be filed.

After the mailing of this decision, the application will be
referred to Certificates of Correction Branch for consideration
of the remaining request in the proposed Certificate of
Correction filed on November 20, 2008.

a revised patent term adjustment, any request for reconsideration of the
patent term adjustment indicated in the patent must be filed within two
months of the date the patent issued.
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Telephone inquiries specific to this matter should be directed
to Shirene Willis Brantley, Senior Petitions Attorney, at (571)
272-3230. .

CC: SIDNEY L. WEATHERFORD
6300 LEGACY, MS EVR 1-C-11
PLANO TX 75024
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ACCENTURE C/O MORRISON & FOERSTER
755 PAGE MILL ROAD

PALO ALTO CA 94304 ' ' COPY MAILED
AUG 0 7-2003
OFFICE OF PETITIONS

In re Application of

Perras, et al. :

Application No. 09/916,132 : ON PETITION
Filed: July 25, 2001 :

Attorney Docket No. 426882000700

This is a decision on the petition to revive under 37 CFR
1.137(b), pursuant to 37 CFR 1.137(f), filed May 6, 2003.

The petition is GRANTED. '

Petitioner states that the instant nonprovisional application is
the subject of a PCT international application filed on July 24,
2002. However, the US Patent and Trademark Office was
unintentionally not notified of this filing within 45 days
subsequent to the filing of the PCT application.

BApplicant filed .a “Request to Rescind Previous Nonpublication
Request" on July 25, 2002 (Certificate of Mailing under 37 CFR

1.8 dated July 19, 2002, however, the rescission request was not
eligible for the benefits of 37 CFR 1.8.!). The rescission
request did not provide notice of the PCT filin%. Accordingly,
as the rescission was not made until after the filing of the PCT
agglication, applicant was required by 35 U.S.C.

122 (b) (2) (B) (iii) to provide notice of the PCT filing not later
than forty-five days after the date the PCT application was filed
to avoid abandonment of the application.?

! See “Clarification of the United States Patent and Trademark Office’s

. Interpretation of the Provisions of 35 U.S.C. 122(b) (2) (B) (ii)-(iv)",
available at http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/
35uscl22b2binterpret.htm.

2 see id.
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In view of the above, this application.became abandoned pursuant
to 35 USC 122(b) (2) (B) (iii) and 37 CFR 1.213(c) for failure to
timely notify the Office of the filing of an application in a
foreign country, or under .a multilateral international agreement,
that requires publication of applications 18 months after filing.

. A petition under 37 CFR 1.137(f) must be accompanied by:

(1) the reply, which is met by the notification of such
filing in a foreign country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required
reply from the due date of the repl{ until the filing of a
grantable petition was unintentional. '

The instant petition has been found to be in compliance with 37
CFR 1.137(f). Accordingly, the failure to timely notify the
Office of a foreign or international filing within 45 days after
the date of filing of such foreign or international application
as provided by 35 USC 122(b) (2) (B) (iii) and 37 CFR 1.213(c) is
accepted as having been unintentionally delayed.

The previous Request and Certification under 35 USC

122 (b) (2) (B) (i) has been rescinded. A Notice Regarding
Rescission of Nonpublication Request, which sets forth a
projected publication date of November 13, 2003, accompanies this
declision on petition.

The application is being forwarded to Technology Center 3600,
Group Art Unit 3623, for examination.

Telephone inquiries regarding this decision should be directed to
the undersigned at (703) 305-0272.

Cliff Congo

Petitions Attorney
Office of Petitions

Enc: Notice Regarding Rescission of Nonpublication Request
and Notice of Foreign Filing (2 pages)
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Accenture C/O Morrison & Foerster
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Office of tho Uirectoy
Group BELD «
In re application of: I
Francis A. Perras Jr., et al. o
Application No. 09/916,132 : DECISION ON REQUEST
Filed: July 25, 2001 ) FOR WITHDRAWAL OF
For:  AUTOMATED TOOL SET FOR IMPROVING - ATTORNEY

OPERATIONS IN AN ECOMMERCE BUSINESS

This is a decision on the request filed on June 14, 2004, under 37 CFR 1.36 and
MPEP 402.06, requesting permission to withdraw as the attorney of record in the
above-identified application.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to and
approval by the Commissioner. It should be noted that a withdrawal is effective
when approved, not when filed. Besides giving due notice to his or her client and
delivering to the client all papers and property to which the client is entitied as
specified under 37 CFR 10.40, approval of such a request requires that the
following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or the
notice must contain a clear indication of one attorney signing on behalf of
another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be provided:; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c) above,
there must be at least 30 days between approval of the withdrawal and the
later of the expiration date of a time period for reply or the expiration date
of the period which can be obtained by a petition and fee for extension of
time under 37 CFR 1.136(a).




The request to withdraw as attorney is not accepted in the above-identified
application because the request lacks condition B) above.

As to condition B), a proper reason for withdrawal as enumerated in 37 CFR
10.40(b) subsections (1)-(4) or subsections (1 )-(6) of 37 CFR 10.40(c) must be
provided.

Y.

Kenneth J. Dorner

Special Programs Examiner
Patent Technology Center 3600
(703) 308-0866

KJD/vdb: 7/12/04
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In re application of:
Francis A. Perras Jr., et al.
Application No. 09/916,132 : DECISION ON REQUEST

Filed: July 25, 2001 : FOR WITHDRAWAL OF
For:  AUTOMATED TOOL SET FOR IMPROVING ATTORNEY

OPERATIONS IN AN ECOMMERCE BUSINESS

This is a decision on the request filed on June 14, 2004, under 37 CFR 1.36 and
MPEP 402.06, requesting permission to withdraw as the attorney of record in the
above-identified application.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to and
approval by the Commissioner. It should be noted that a withdrawal is effective
when approved, not when filed. Besides giving due notice to his or her client and
delivering to the client all papers and property to which the client is entitled as
specified under 37 CFR 10.40, approval of such a request requires that the
following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or the
notice must contain a clear indication of one attorney signing on behalf of
another, because the Office does not recognize law firms:

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be provided: and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c) above,
there must be at least 30 days between approval of the withdrawal and the
later of the expiration date of a time period for reply or the expiration date
of the period which can be obtained by a petition and fee for extension of
time under 37 CFR 1.136(a).
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The request to withdraw as attorney is not accepted in the above-identified
application because the request lacks condition B) above.

As to condition B), a proper reason for withdrawal as enumerated in 37 CFR
10.40(b) subsections (1)-(4) or subsections (1)-(6) of 37 CFR 10.40(c) must be
provided.

v/

Kenneth J. Dorner

Special Programs Examiner
Patent Technology Center 3600
(703) 308-0866

KJD/vdb: 7/12/04
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Hickman Palermo Truong & Becker, LLP
1600 Willow Street
San Jose, California 95125-5106 MAILED

AUG 0 1 2002

In re Application of: )

Allen Michael Salomon, et al. ) Technology Center 2100

Application No. 09/916,139 )

Filed: July 25, 2001 )

For: UNIFIED TRUST MODEL )
PROVIDING SECURE ) DECISION ON REQUEST FOR
IDENTIFICATION, ) WITHDRAWAL AS ATTORNEY
AUTHENTICATION AND )
VALIDATION OF PHYSICAL )
PRODUCTS AND ENTITIES, AND )
PROCESSING, STORAGE AND )
EXCHANGE OF INFORMATION )

This is a decision on the Request To Withdraw from Representation filed July 9, 2002 and the
Supplemental Request To Withdraw filed July 29, 2002.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The request
for withdrawal must be signed by every attorney seeking to withdraw or contain a clear indication that
one attorney is signing on behalf of another/others. A request to withdraw will not be approved unless
at least 30 (thirty) days would remain between the date of approval and the later of the expiration date
of a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being the date of decision and not the
date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires that the applicant or patent
owner be notified of the withdrawal of the attorney or agent.

The request is GRANTED.

All future communications from the Office will be directed to the below-listed address until otherwise
notified by applicant. This correspondence address is provided by the withdrawn attorney(s). Applicant
is reminded of the obligation to promptly notify the Patent and Trademark Office (Office) of any change
in correspondence address to ensure receipt of all communications from the Office.



«

Senal No. 09/916,139
Decision on Petition

o sl

Vincent N. Trans

Special Programs Examiner
Technology Center 2100

Computer Architecture and Software
(703) 305-9750

cc: Didier Perez
Authentisure, Inc.
601 Montgomery Street, Suite 325
San Francisco, CA 94111

- Page 2 -
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OFFCE OF PETITIONS

In re Application of

Richard A. A. Haylen :

Application No. 09/916,146 :  DECISION ON PETITION
Filed: July 26, 2001 : '

Attorney Docket No. 204

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 2, 2008, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before September 4, 2008, as required by the Notice of Allowance and Fee(s) Due, mailed June
4,2008. Accordingly, the date of abandonment of this application is September 5, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1,510.00 and the publication fee of $300.00, (2)
the petition fee of $1620.00; and (3) a proper statement of unintentional delay.

In regard to item (3), it is not apparent whether the person signing the statement of unintentional
delay was in a position to have firsthand or direct knowledge of the facts and circumstances of
the delay at issue. Nevertheless, such statement is being treated as having been made as the
result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR
10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131,
53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event
that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry
results in the discovery that it is not correct that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

Also, the application file does not indicate a change of address has been filed in this case,
although the address given on the petition differs from the address of record. A change of
address should be filed in this case in accordance with MPEP 601.03. A courtesy copy of this
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decision is being mailed to the address noted on the petition. However, until otherwise instructed,
all future correspondence regarding this application will be mailed solely to the address of
record.

Telephone inquiries concerning this decision should be directed to Christopher Bottorff at (571)
272-6692.

This application is being referred to the Office of Data Management for processing into a patent.

e Ll

- Christopher Bottorff
Petitions Examiner
Office of Petitions

cc: Morrison & Foerster LLP
755 Page Mill Road
Palo Alto, California 94304-1018
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AUSTIN TX 78701 MAY 2 5 2006
OFFICE OF PETITIONS

in re Application of

Michael R. Buckmaster et al. X

Application No. 09/916,148 ; ON PETITION
Filed: July 25, 2001 ;

Attorney Docket No.: 120073.415D1

This is a decision on the petition filed December 5, 2005, under 37 CFR 1.137(b),’ to
revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply to the non-Final Office Action
mailed April 5, 2005. A shortened statutory period of three months was set for replying to
the non-Final Office Action. No extensions of time having been requested, this application
became abandoned July 6, 2005. The instant petition and this decision precede the
mailing of the Notice of Abandonment.

The record reveals that a three month extension of time was filed with the instant petition,
however, pursuant to 37 CFR 1.136, an extension of time must be filed prior to the
expiration of the maximum period obtainable for reply to avoid abandonment. Accordingly,
since the $1020.00 extension of time fee submitted with the petition on August 18, 2005,
was subsequent to the maximum period obtainable for reply, this fee is unnecessary and

'Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply was unintentional,
a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed
under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required
reply may be met by the filing of a continuing application. In a nonprovisional application filed on or after June 8, 1995, and abandoned
for failure to prosecute, the required reply may also be met by the filing of a request for continued examination in compliance with §
1.114. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply must be
the payment of the issue fee or any outstanding balance thereof. In an application abandoned for failure to pay the publication fee, the
required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner may required additional information where there is a
question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).

. Commissioner for Patents
United States Patent and Trademark Office
. Box 1450

Alexandria, VA 22313-1450
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will be credited to counsel's deposit account no. 50-3534.

This matter is being referred to Technology Center 2123 for appropriate action on the
amendment filed December 5, 2005.

Telephone inquiries concerning this matter should be directed to the undersigned Petitions
ey at (571) 272-3212.

WAl

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,702,670 2004-03-09 09/916,169 2001-07-25 45167/FLC/L468

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O  3%year (1551) (& 3% year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

O An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

® The assignee of record of the entire interest

EFS - Web 2.1
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Approved for use through 44/30/2008. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

The Assignee of record of the entire interest

Under 37 CFR 3.71 an assignee becomes of record by filing a statement in compliance with 37 CFR 3.73(b).
Signature requirements are set forth in 37 CFR 1.4(d), and the undersigned certifies that he / she is empowered to act on behalf of the

assignee of the entire interest

Signature |/Larry Zeidman/ Date (YYYY-MM-DD)} |2008-07-02
Name Larry Zeidman
Enter Reel and Frame Number
Reel 012039 F Numb 0888
Number rame Number
Click ADD for additional Reel Number and Frame Number Add

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause

delays in reinstating the patent.

EFS - Web 2.1




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of informaticn shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cocoperation Treaty.

A record in this system of records may be disclosed, as a routine use, to ancther federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

In re Patent No. 6702670

Issue Date:  March 9,2004 _
DROSON SEANTRFETTON
Filed: July 25,2001

Attorney Docket No. 45167/FLC/L468

This is a decision on the electronic petition, filed July 2,2008 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 53 5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of July 2,2008

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition
and this decision has been created as an entry in an Image File Wrapper. Nevertheless, petitioner
should print and retain an independent copy

Telephone inquires related to this electronic decision should be directed to the Electronic Business Center at
1-866-217-9197.
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Commissioner for Patents
United States Patent and Trademark Office
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15th Floor
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AUG 0 5 2005

QFFICE OF PETITIONS
In re Application of
BARANOFF :
Application No. 09/916,178 : DECISION GRANTING PETITION .

Filed: July 26, 2001 : UNDER 37 CFR 1.137(b)
Attorney Docket No. 602936.1019 :

This is a decision on the petition under 37 CFR 1.137(b), filed September 2, 2004, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to file a proper and timely reply

. within two months of mailing of the September 4, 2001 Notice to File Missing Parts of
Nonprovisional Application (Notice), which required the submission of the basic filing fee, an
executed oath or declaration in compliance with 37 CFR 1.63, a $130 surcharge fee, and
substitute drawings in compliance with 37 CFR 1.84. On February 28, 2002, the Office received
the $355 small entity filing fee, the $65 small entity surcharge fee, an executed declaration in
compliance with 37 CFR 1.63, and a four month extension of time fee of $720. However, the
reply did not include the substitute drawings required by the Notice. On March 25, 2002, the
Office mailed a Notice of Incomplete Reply (Nonprovisional), again requiring the submission of
substitute drawings in compliance with 37 CFR 1.84, and indicating that the time for reply
remains as set forth in the Notice of September 4, 2001. No reply thereto was received.
Accordingly, the above-identified application became abandoned on March 5, 2002.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply (filing fee, surcharge fee, executed oath/declaration, and substitute drawings);
(2) the petition fee ($665); and (3) the required statement of unintentional delay have been
received. Accordingly, the reply to the September 4, 2001 Notice is accepted as having been
unintentionally delayed.

There is no indication that petitioner herein, Mr. J. David Dainow, was ever given a power of
attorney or authorization of agent in this application. Therefore, it is not apparent whether Mr.
Dainow was in a position to have firsthand or direct knowledge of the facts and circumstances of

o
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the delay at issue. Nevertheless, such statement is being treated as having been made as the
result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR
10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131,
53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event
that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry
results in the discovery that it is not correct that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

Further, if Mr. Dainow desires to receive future correspondence regarding this application, the
appropriate power of attorney or authorization of agent documentation must be submitted. While
a courtesy copy of this decision is being mailed to Mr. Dainow at the address noted on the latest
communication; i.e., the Status Inquiry received February 3, 2005, all future correspondence will
be directed to the above-noted address currently of record until such time as appropriate
instructions are received to the contrary.

Telephone inquiries concerning this decision should be directed to Cynthia Kratz at (571) 272-
3286, or, in her absence, the undersigned at (571) 272-3217.

This matter is being referred to the Office of Initial Patent Examination for continued processing.

o agarera blenn-gf

Senior Petitions Examiner
Office of Petitions

cc:
J. David Dainow

150 East 42nd Street
New York, NY 10017-5612
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In re Application

Brian Wells :

Application No. 09/916,212 : DECISION ON APPLICATION

Filed: July 25, 2001 : FOR PATENT TERM ADJUSTMENT
Attorney Docket No. 130109.429 :

This is a decision on the “APPLICATION FOR PATENT TERM ADJUSTMENT UNDER
37 CFR 1.705(b)...,” filed August 24, 2004. Applicants request that the initial
determination of patent term adjustment under 35 U.S.C. 154(b) be corrected from two
hundred eighty-five (285) days to three hundred twenty (320) days.

The application for patent term adjustment is GRANTED.

The Office has updated the PAIR screen to reflect that the correct Patent Term
Adjustment (PTA) determination at the time of the mailing of the Notice of Allowance is
three hundred twenty (320) days. A copy of the updated PAIR screen, showing the
correct determination, is enclosed.

On June 3, 2004, the Office mailed the Determination of Patent Term Adjustment under
35 U.S.C. 154(b) in the above-identified application. The Notice stated that the patent
term adjustment (PTA) to date is two hundred eighty-five days. On August 24, 2004,
applicants timely' submitted an application for patent term adjustment (with required
fee), asserting that the correct number of days of PTA at the time of the mailing of the
Notice of Allowance is three hundred twenty (320) days. Applicants dispute the
reduction of thirty-five (35) days attributed to applicant for failing to respond within three
months to the Notice to File Missing Parts of Application mailed September 4, 2001.

The Office initially determined a patent term adjustment of two hundred eighty-five -
(285) days based on an adjustment for PTO delay of three hundred seventy-seven
(377) days pursuant to 35 U.S.C. 154(b)(1)(A)(i) and 37 C.F.R. § 1.703(a)(1) reduced

' PALM records indicate that the Issue Fee was received in the Office on August 24, 2004
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by applicants’ delays of fifty-seven (57)days and thirty-five (35) days, both pursuant to
35 U.S.C. 154(b)(2)(C)(ii) and 37 C.F.R. § 1.704(b). The adjustment of 377 days and
the reduction of 57 days have been reviewed and found to be correct. The reduction of
thirty-five (35) days of applicant delay is at issue.

The reduction of 35 days has been found to be incorrect. A review of the application
file reveals that, as stated by applicants, their response to the Notice to File Missing
Parts of Application mailed September 4, 2001, is of record in the application with a
date of receipt by the Office of November 2, 2001. Furthermore, the response included
a complete reply to the Notice. Thus, the Office should not have entered the date that.
the instant application was complete as January 8, 2002 or assessed applicants a delay
of thirty-five (35) days. The response was filed within the three-month period under 37
CFR 1.704(b) and accordingly, applicant’s delay should have been assessed as zero
(0) days. Applicants did not fail to engage in reasonable efforts to conclude prosecution
of the application.

In view thereof, the correct determination of patent term adjustmént at the time of the
mailing of the Notice of Allowance is three hundred twenty (320) days.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e).
No additional fees are required.

The Office will refer the matter to the Office of Patent Publication so that a patent can
be issued. '

Telephone inquiries specific to this matter should be directed to Patricia Faison-Ball,
Senior Petitions Attorney, at (571) 272-3212.

IQ} M. o
Karin Ferriter i

Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner

for Patent Examination Policy

Enclosure: Copy of Revised PAIR Screen
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In re

Wells, et al. .
Application No. 09/916,213
Filed: July 25, 2001
Patent No. 6,861,167
Issued: March 1, 2005

COPY MAILED
JUL 0.5 2005
OFFICE OF PETITIONS

DECISION ON APPLICATION
: FOR PATENT TERM ADJUSTMENT
: AND NOTICE OF INTENT TO
ISSUE CERTIFICATE OF
CORRECTION

This is a decision on the “APPLICATION FOR PATENT TERM
ADJUSTMENT”, filed August 10, 2004, and the “APPLICATION FOR
PATENT TERM ADJUSTMENT UNDER 37 CFR 1.705(d)”, filed

March 30, 2005. Patentees
adjustment under 35 U.S.C.
ninety-three (193) days to

The application for patent

The patent term adjustment
corrected by issuance of a

request that the patent term
154 (b) be corrected from one hundred
four hundred ten (410) days.

term adjustment is GRANTED.

indicated on the patent is to be
certificate of correction showing a

revised Patent Term Adjustment of four hundred ten (410) days.

.0. Box 1450

A 22313-1450
www.uspto.gov
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On May 10, 2004, the Office mailed the Determination of Patent
Term Adjustment under 35 U.S.C. 154(b) in the above identified
application. The Notice stated that the patent term adjustment
(PTA) to date was two hundred thirty-two (232) days. On

August 10, 2004, Applicants timely' submitted an application for
patent term adjustment, asserting that the correct number of days
of PTA at the time of the mailing of the Notice of Allowance was
three hundred twenty-nine (329) days.

No decision on the application for patent term adjustment was
rendered. On March 1, 2005, the above-identified application
matured into U.S. Patent No. 6,861,167. The patent issued with a
Patent Term Adjustment of one hundred ninety-three (193) days.

The Office determined a patent term adjustment of one hundred
ninety-three (193) days based on an adjustment for PTO delay of
three hundred twenty-nine (329) days pursuant to 35 U.S.C.

154 (b) (1) (A) (1) and 37 C.F.R. §1.703(a) (1), and eighty-one (81)
days pursuant to 35 U.S.C. 154 (b) (1) (B) (iii) and 37 C.F.R.

§ 1.703(a) (6), reduced by applicants’ delays of ninety-seven (97)
days pursuant to 35 U.S.C. 154 (b) (2) (C) (ii) and 37 C.F.R.

§ 1.704(b), and one hundred twenty (120) days pursuant to

35 U.S.C. 154 (b) (2) (C) (ii) and 37 C.F.R. § 1.704(c) (10). The PTO
delays of 329 and 81 days have been reviewed and found to be
correct. The adjustments of 97 and 120 days are at issue.

Patentees state that the patent. is not subject to a terminal
disclaimer.

The adjustment of ninety-seven (97) days has been found to be
incorrect. A review of the application file reveals that a
Notice to File Missing Parts of Nonprovisional Application was
mailed on September 4, 2001. Applicants filed a complete
response to this notice on November 2, 2001. As this was timely
pursuant to 37 C.F.R. § 1.704(b), no applicant delay should have
been assessed.

The adjustment of one hundred twenty (120) days has also been
found to be incorrect. Pursuant to 37 C.F.R. § 1.704(e), the )
submission of an application for patent term adjustment will not
be considered a failure to engage in reasonable efforts to
conclude prosecution of the application.

! Applicants filed the application for patent term adjustment together

with the payment of the issue fee.
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In view thereof, issuance of a certificate of correction pursuant
to 35 U.S.C. § 254 and 37 C.F.R. § 1.322 is appropriate. The
determination of patent term adjustment is four hundred ten (410)
days (410 (329 + 89) days of PTO delay, reduced by 0 days of
applicant delay).

Receipt is acknowledged of the $200 fee set forth in 37 C.F.R.
§ 1.18(e) for the application for patent term adjustment filed
August 10, 2004. No fee was required for the application for

patent term adjustment filed March 30, 2005, and none has been
charged.

The application file is being forwarded to the Certificates of
Correction Branch for issuance of a certificate of correction in
‘order to rectify the error regarding the patent term information.
See 35 U.S.C. § 254 and 37 C.F.R. § 1.322. The certificate of
correction will indicate that the term of the above-identified
patent is extended or adjusted by four hundred ten (410) days,
subject to any disclaimers.

Telephone inquiries specific to this matter should be directed to
Cliff Congo, Petitions Attorney, at (571)272-3207.

/4;& Ml

Karin Ferriter
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: draft certificate of correction
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Paper No. 8

Fih & Richardson. B.C MAILED
is ichardson, P.C.
500 Arguello Street, Suite 500 M‘.;A’Y_ 2 2_.2@13»
Redwood City, CA 94063 LT
OFFICE'OF BIRECKOR
GROUP *
In re Application of:
Shapiro et al. :

Application No. 09/916,219 : DECISION ON REQUEST TO WITHDRAW

Filed: July 27, 2001 T FROM RECORD
Attorney Docket No. 07066-065001 :

This is a decision on the request to withdraw as attorney of record under 37 C.F.R. § 1.36, filed May 12,
2003.

~ A grantable request to withdraw as attorney of record must be signed by every attorney seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of the others. A request to

- withdraw will not be approved unless at least thirty (30) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time

period which can be extended under 37 C.F.R. § 1.136(a).

The request meets all the above stated requirements. The request was signed by David J. Goren, an
attorney of record, behalf of all attorneys of record except William J. Egan, IIL. Further, there is no
outstanding Office action requiring a response by the applicant.

Accordingly, the request is approved. William J. Egan, III, remains as attorney of record at this time.

As indicated in the request, all future communications from the Office will be directed to the below-listed
address until otherwise notified by the applicant or assignee.

Inquiries related to this decision should be directed to Ed Glick at (703) 308-4858.

. g il

Edward J. @&/, Special Programs Examiner 6@4\

Technology Center 2800
Semiconductors, Electrical and Optical S O
Systems and Components 8 Ll’ }
X 200
cc: Beyer, Weaver & Thomas, LLP (GLSO
P.O. Box 778

Berkeley, CA 94704-0778
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Perkins Coie LLP Paper No. 7
P.O. Box 2168
Menlo Park, CA 94026

In re Application of : DECISION ON PETITION
Theodore C. Johnson et al : TO WITHDRAW

Serial No. :09/916,235 : HOLDING OF

Filed : July 25, 2001 : ABANDONMENT

For : Method for Detecting and Treating Tumors Using

Localized Impedance

This is a decision on petitioner’s request filed June 12, 2003, to review the holding of abandonment mailed
April 18, 2003, for failure to respond to the Office action mailed September 11, 2002. The basis for the
request is that applicant did not receive the Office action mailed September 11, 2002. There is no fee
required for this petition.

In order to overcome the presumption of delivery of an Office action, a practitioner must submit the
following: (1) a statement from the practitioner stating that the Office action was not received by
practitioner; (2) a statement attesting to the fact that a search of the file jacket and docket record indicates
that the Office action was not received; and (3) a copy of the docket record where the non-received Office
action would have been entered had it been received and docketed. See 1156 OG 53. The request filed June
12, 2003 includes all the above elements. The request is therefore GRANTED.

A review of the file also shows, as correctly pointed out by petitioner, that the Office action of September
11, 2002 and the Notice of Abandonment mailed April 18, 2003, were mailed to an incorrect address as the
Office had not processed a change in power of attorney that was filed January 24, 2002. Any inconvenience
is respectfully regretted.

In view of the above facts, the abandonment of the application was in error and is hereby withdrawn. Upon
the mailing of this decision, the application will be forwarded to the Legal Instruments Examiner for the
processing of the change in power of attorney filed January 24, 2002 and the remailing of the Office action
originally mailed September 11, 2002.

Summagy: Holding of Abandonment Withdrawn.

John E. Kittl&, Director
roups 3730 and 3760
Phone: (703) 308-0873

ak/7/1/03
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COPY MAILED
PERKINS COIE LLP
P.0. BOX 2168 JUN 19 2007

MENLO PARK, CA 94026
OFFICE OF PETITIONS

In re Patent No. 6,962,587

Issued: November 8, 2005 :

Application No. 09/916,235 : NOTICE
Filed: July 25, 2001 :

Attorney Docket No. 13724-850 (37167)

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application no longer qualifies for small entity status. Accordingly, all future fees must be
paid at the large entity rate.

-,

herry D. Brinkley
Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS
In re Patent No. 6,887,606 :
De Vaal et al. : DECISION ON REQUEST FOR
Issue Date: May 3, 2005 : RECONSIDERATION OF
Apﬁlication No. 09/916,240 : PATENT TERM ADJUSTMENT
Filed: July 25,2001 : and
Attorney Docket No. 130109.409 : NOTICE OF INTENT TO
: ISSUE CERTIFICATE OF
CORRECTION

This is a decision on the “APPLICATION FOR PATENT TERM ADJUSTMENT
UNDER 37 CFR 1.705(d)” filed July 1, 2005. Patentees request
that the patent term adjustment indicated on the patent be
corrected from one hundred thirteen (113) to two hundred thirty-
three (233) days.

The request for reconsideration of the patent term adjustment
indicated on the patent is GRANTED.

The patent term adjustment indicated on the patent is to be
corrected by issuance of a certificate of correction showing a
revised Patent Term Adjustment of two hundred thirty-three (233)
days.

On May 3, 2005, the above-identified application matured into
U.S. Patent No. 6,887,606. The instant request for
reconsideration filed July 1, 2005 was timely filed within 2
months of the date the patent issued. See § 1.705(d). The
Patent issued with a revised Patent Term Adjustment of 113 days.
Patentees dispute the reduction of 120 days associated with the
filing of a “Remarks After Allowance,” filed September 22, 2004.
Patentees state that this paper did not amend the application,
and thus, no reduction under 1.704(c) (10) was warranted.

By Official Gazette Notice dated June 26, 2001, the Director has
advised applicants and patentees that the filing after the
mailing of a Notice of Allowance of a response to the examiner's
reasons for allowance will not be considered a "failure to engage
in reasonable efforts" to conclude processing or examination of
an application and will not result in reduction of a patent term
adjustment pursuant to 37 CFR 1.704(c) (10). See Clarification of
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37 CFR 1.704(c) (10) - Reduction of Patent Term Adjustment for
Certain Types of Papers Filed After a Notice of Allowance, 1247
OG 111 (June 26, 2001); See also MPEP 2731. A review of the
application record reveals that the reduction of 120 days was
based on the filing after allowance of a “Remarks After
Allowance” filed September 22, 2004. Thus, it is concluded that
the patent term adjustment should not have been reduced by 120

days.

In view thereof, the patent term adjustment indicated on the
patent should have been two hundred thirty-three (233) days.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

The application file is being forwarded to the Certificates of
Correction Branch for issuance of a certificate of correction in
order to rectify this error. See 35 U.S.C. § 254 and 37 CFR

§ 1.322. The Office will issue a certificate of correction
indicating that the term of the above-identified patent is
extended or adjusted by two hundred thirty-three (233) days.

Telephone inquiries specific to this matter should be directed to
he understgned at (571) 272-3219.

ORNso
qtitfions Attorney
X Petitions

Enclosure: Copy of DRAFT Certificate of Correction
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PATTERSON, THUENTE, SKAAR &
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OFFICE OF PETITIONS

In re Patent of

Gao et al.

Patent No. 6,912,715 :

Issued: June 28, 2005 : ON PETITION
For: SYSTEM AND METHOD FOR WEB-

BASED REMOTE PROCEDURE CALL (RPC)

This is a decision on the Petition Under 37 CFR § 1.183 for
Correction of Assignee’s Name, filed July 15, 2005, to correct
the name of the assignee in the above-identified patent. The
petition is properly treated as a request under 37 CFR 3.81(b)!.

The Petition is dismissed.

Petitioner is given TWO (2) MONTHS from the mailing date of this
decision to reply, correcting the below-noted deficiencies. Any
reply should be entitled "Request for Reconsideration of
Petition", and should only address the deficiencies noted below.
Any extensions of time will be governed by 37 CFR 1.136(a).

Applicant requests waiver of 37 CFR 3.81(a) to allow the
addition of an assignee; however, Applicant has failed to state
that the assignment was submitted for recordation before
issuance of the patent. Also, Applicant putatively provides a
copy of the Notice of Recordation of Assignment Document;
however, no such document has been located among the papers
filed with the instant petition.

Applicable Law, Rules and MPEP

37 CFR 3.81 was revised to read that

! See, 1283 0OG 148 22 June 2004, 69 Fed. Reg. 29865 26 May 2004
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after payment of the issue fee: Any request for
issuance of an application in the name of the assignee
submitted after the date of payment of the issue fee,
and any request that a patent be corrected to state
the name of the assignee, must state that the
assignment was submitted for recordation as set forth
in § 3.11 before issuance of the patent, and must
include a request for certificate of correction under
§ 1.323 of this chapter. (Emphasis supplied).

Here, Petitioner has failed to state that the assignment was
submitted for recordation as set forth in § 3.11 before issuance
of the patent.

In accordance with 37 CFR 3.81(b), Petitioner must state that
the assignment was submitted for recordation as set forth in §
3.11 before issuance of the patent, and must include a request
for certificate of correction under § 1.323 of this chapter.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450

By FAX: 571-273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter should be directed to
the undersigned at (571) 272-3232.

ég%éf{éég%gg !

Attorney
Office of Petitions
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NEW YORK, NY 10112 OFFICE OF PETITIONS
In re Patent No. 7,054,508 : DECISION REGARDING PTA
Issued: May 30, 2006 : and NOTICE OF INTENT TO ISSUE
Application No. 09/916,265 : CERTIFICATE OF CORRECTION

Filed: July 30, 2001
Atty. Dkt. No.: 862.C2318

This decision is in response to the “REQUEST FOR RECONSIDERATION
OF PATENT TERM ADJUSTMENT UNDER,” filed August 4, 2006. -

The application for patent term adjustment (PTA) under 37 CFR
1.705(d) is hereby GRANTED.

The above-identified appiication matured into U.S. Patent No.
7,054,508 on May 30, 2006. The patent issued with a PTA of 550
days. The instant application for PTA was timely filed August 4,
2006 (certificate of mailing date of July 31, 2006). Patentees
argue that the adjustment of 550 days is incorrect and further
argue that the patent is entitled to an adjustment of 580 days.
Specifically, patentees dispute the reduction of 80 days in
connection with the Rule 312 amendment submitted January 23,
2006. Instead, patentee argues that the adjustment is. properly
reduced 50 days.

A review of the application history reveals that at the time of
issuance, the patent was entitled to an adjustment of 580 days.
The adjustment of 708 days attributed to the Office in
accordance with 37 CR 1.702 is properly reduced 128 days.

The period of reduction in connection with the Rule 312
amendment was improperly calculated. The proper calculation is
as argued by patentees. The reduction began January 23, 2006,
the date the Rule 312 amendment was filed, and ended March 13,
2006, the date the examiner’s amendment in response thereto was
mailed.

Thus, at the time of issuance, the patent was entitled to an
adjustment of 580 days, as argued by patentee.

Receipt is hereby acknowledged of the required application fee
of $200.00.
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This application file will be forwarded to the Certificate of
Corrections branch for issuance of a certificate of correction
to indicate that the term of this patent is extended or adjusted
under 35 U.S.C. 154(b) by 580 days.

Telephone inquiries specific to this matter should be directed
to Petitions Attorney Alesia M. Brown at (571) 272-3205.

AL

Kery Fries
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Draft Certificate of Correction

Ccel Drmet cetheae OF Cacon



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,054,508 B2
DATED : May 30, 2006
INVENTOR(S) : Hanamoto

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted under 35 USC 154(b)
by 550 days

Delete the phrase “by 550 days” ‘and insert — by 580 days--
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PTA Calculations for Application: 09/916265
Application Filing Date:/[07/30/2001 I PTO Delay (PTO)J[708 |
Issue Date of Patent: I05/30/2006 " Three Years:"O
Pre-Issue Petitions:]IO || Applicant Delay (APPL):||158
Post-Issue Petitions:||0 I Total PTA (days):|{S80
PTO Delay Adjustment:|[30 |l

File Contents History I
Date || Contents Description |[PTO]APPL|START]
48  [09/28/2006/ADJUSTMENT OF PTA CALCULATION BY PTO |30 || |
| 44.5 [05/10/2006||PTA 36 MONTHS | I

PATENT ISSUE DATE USED IN PTA
CALCULATION

MAIL RESPONSE TO 312 AMENDMENT (PTO-271) ||

44  [05/30/2006

43 [|04/12/2006

42 ][04/12/2006|MAIL EXAMINER'S AMENDMENT Ll I

I |

[ 41 ]04/10/2006|EXAMINER'S AMENDMENT COMMUNICATION || || [ |

| 40 ]03/23/2006||[EXPORT TO FINAL DATA CAPTURE |l 1l |

| 39 ](03/22/2006||DISPATCH TO FDC (I |
| APPLICATION IS CONSIDERED READY FOR

38  |03/22/2006 ISSUE

37 [03/22/2006]RESPONSE TO AMENDMENT UNDER RULE 312 ||
36 [03/22/2006][TC RETURN TO PUBS
| 35 03/21/2006]|CASE DOCKETED TO EXAMINER IN GAU

34 loi/232006 &MUEIEE%I;NT AFTER NOTICE OF ALLOWANCE 0 43
| 33 [03/13/2006||MAIL EXAMINER'S AMENDMENT | ( |
| 32 ]03/06/2006||EXAMINER'S AMENDMENT COMMUNICATION |[ || Il |
31 llow23/2006 &M&IE];I;/;])ENT AFTER NOTICE OF ALLOWANCE 0 | a3
| 30 01/23/2006|ISSUE FEE PAYMENT VERIFIED | 5 26 |
[ 29 01/23/2006|[FINISHED INITIAL DATA CAPTURE | |
28 |(01/23/2006|[ISSUE FEE PAYMENT RECEIVED | |
27 |[10/24/2005|[EXPORT TO INITIAL DATA CAPTURE | |
26  |[10/18/2005|[MAIL NOTICE OF ALLOWANCE ] [

I
[ 25 |[10/15/2005][ISSUE REVISION COMPLETED I I |
I I l | |

http://expoweb1:8001/cgi-bin/expo/PT Alnfo/pta.pl 9/28/2006
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[

[ 22 ][10/15/2005||CASE DOCKETED TO EXAMINER IN GAU I |
[ 21 109/30/2005][DATE FORWARDED TO EXAMINER | I |
[ 20 ]/09/12/2005| AMENDMENT AFTER FINAL REJECTION | 34 17 |

REQUEST FOR EXTENSION OF TIME - GRANTED

19 109/12/2005

18  {|06/02/2005||CASE DOCKETED TO EXAMINER IN GAU

17 |[05/09/2005|[MAIL FINAL REJECTION (PTOL - 326) | 13
| 16 ](05/04/2005||FINAL REJECTION | 1l |
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

NAVAL RESEARCH LABORATORY, CODE 1008.2

4555 OVERLOOK AVE., S.W. :
CODE 10032 ‘ COPY MAILED
WASHINGTON, DC 20375-5320

JUN 1 4 2005
In re Patent No. 6,803,208 : OFFICE OF PETITIONS
Issue Date: October 12, 2004 ' : A
Application No. 09/916,272 ol ON PETITION

Filed: July 30, 2001
Attorney Docket No. N.C. 80,218

This is a decision on the petition under 37 CFR 1.183, filed October 29, 2004, which is being
treated as a petition under 37 CFR 3.81(b)’, to accept the addition of the second assignee on the
front page of the above-identified patent.

The petition is dismissed.

Petitioner requests issuance of a certificate of correction to add the second assignee’s name of
"The American National Red Cross, Rockville, MD (US)." 37 CFR 3.81(a) permits the patent to
issue to the assignee, provided that, at the time the issue fee is paid, the name of an assignee is
provided. 37 CFR 3.81(b) permits the patent to issue in the name of an assignee if the assignment
was submitted after payment of the issue fee but prior to issuance of a patent. U.S. Patent and
Trademark Office assignment records disclose that an assignment from inventor Stephen J.
Wagner to The American National Red Cross, Rockville, MD was recorded on October 25, 2004,
after the date of issuance of this patent. Accordingly, since the assignment was not submitted for
recordation until after issuance of this patent, issuance of a certificate of correction would not be
proper. Note also MPEP Section 307.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions

! See Official Gazette of June 22, 2004



Patent No. 6,803,208

Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (703) 872-9306
ATTN: Ofﬁce of Petitions

Telephone inquiries should be directed to Wan Laymon at (571) 272-3220.

Wan Layr;%

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

Page 2
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UNITED STATES PATENT AND TRADEMARK OFFICE i

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.usplo.gov

Paper No. 9
CONNOLLY BOVE LODGE & HUTZ,LLP .
P.0. BOX 2207
WILMINGTON, DE 19899 '

COPY MAILED
FEB 1 9 2004

In re Application of : ~
Gehrke, Gary Curtis : OFFICE OF PETITIONS
Application No. 09/916,364 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. 403

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed February 10, 2004, to revive the
above-identified application:

The petition is granted.

This application became abandoned for failure to timely reply within three months to the non-final Office
action mailed November 20, 2002. No extensions of time under the provisions of 37 CFR 1.136(a) were
timely obtained. Accordingly, this application became abandoned on February 21, 2003. A Notice of
Abandonment was mailed on October 22, 2003.

Petitioner has met the requirements to revive the above-identified application pursuant to
37 CFR 1.137(b).

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum extendable
period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988). Accordingly,
since the $950.00 extension o% time fee submitted with the petition on February 10, 2004 was subsequent to
the maximum extendable period for reply, this fee is unnecessary and will be credited to petitioner’s deposit
account as authorized.

The change of correspondence address file February 10, 2004, cannot be accepted because it was not signed
by an attorney of record. See MPEP §§ 601.03 and 405. If the person signing the instant petition desires to
receive future correspondence regarding this application, the appropriate power of attorney or authorization
of agent must be submitted. While a courtesY copy of this decision is being mailed to the person signing the
instant petition, all future correspondence will be directed solely to the address currently of record until such
time as appropriate instructions are received to the contrary.

The file is now being forwarded to Technology Center 2800 for further examination on the merits.

Telephone inquiries should be directed to the undersigned at (703) 306-0482.

e

Li r'x%as Gaa

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

cc: Michael R. Cammarata .
BIRCH, STEWART, KOLASCH & BIRCH, LLP
P.O. Box 747
Falls Church, VA 22040-0747

’



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, me 3-1450

.uspto.gov

AGILENT TECHNOLOGIES, INC.
Legal Department, DL429

Intellectual Property Administration COPY MAILED

P.O. Box 7599 )

Loveland CO 80537-0599 0CT 0 2 2006
OFFICE OF PETITIONS

In re Application of

Dellinger et al. :

Application No.09/916,369 : ON PETITION

Filed: July 27, 2001
Attorney Docket Number: 10003869-1

Title of Invention: Synthesis of Polynucleotides
Using Combined Oxidation/Deprotection
Chemistry

This is a decision on the petition filed July 10, 2006, under 37 CFR 1.137(b) to revive
the above-identified application.

This application became abandoned for failure to timely submit the issue and
publication fees, as required by the Notice of Allowance and Fee (s) Due which was
mailed April 6, 2006. The Notice of Allowance and Fee (s) Due set a three (3) month
statutory period for reply. Extensions of time were not available under the provisions of
37 CFR 1.136(a). Accordingly, this application became abandoned on July 7, 2006. A
Notice of Abandonment was mailed on July 28, 2006.

The requirements for a grantable petition under 37 CFR 1.137(b) have been met. This
petition is hereby Granted.

Pursuant to petitioner's request, deposit account 50-1078 will be charged the $1500.00
petition fee.

This application is being forwarded to the Office of Patent Publication for processing
into a patent.



Application No. 09/916,369 Page 2

Telephone inquiries should be directed to the undersigned at (571) 272-3215.

Chunlen— g. sp—4

Charlema R. Grant
Petitions Attorney
Office of Petitions
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COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 2023t

¢ 3
. l ' ‘
.

UNITED STATES PATENT AND TRADEMARK OFFICE

www,uspto.gov
| APPLICATION NUMBER ]|  FILING/RECEIPT DATE |  FIRSTNAMED APPLICANT. |  ATTORNEY DOCKET NUMBER |
09/916,443 07/30/2001 Bruce Eaton 2636-108-C

CONFIRMATION NO. 1798
FORMALITIES LETTER

O 00O R

*OC000000007914642*

6449
ROTHWELL, FIGG, ERNST & MANBECK, P.C. /
1425 K STREET, N.W. "
SUITE 800

WASHINGTON, DC 20005

Date Mailed: 04/19/2002

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS
CONTAINING NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE
DISCLOSURES

Applicant is given TWO MONTHS FROM THE DATE OF THIS NOTICE within which to file the items indicated
below to avoid abandonment. Extensions of time may be obtained under the provisions of 37 CFR 1,136(a).

« A copy of the "Sequence Listing” in computer readable form has been submitted. However, the content of
the computer readable form does not comply with the requirements of 37 C.F.R. 1.822 and/or 1.823, as
indicated on the attached copy of the marked -up "Raw Sequence Listing." Applicant must provide a
substitute computer readable form (CRF) copy of the "Sequence Listing" and a statement that the content
of the sequence listing information recorded in computer readable form is identical to the written (on paper
or compact disc) sequence listing and, where applicable, includes no new matter, as required by 37 CFR

1.821(e), 1.821(f), 1.821(g), 1.825(b), or 1.825(d).
RECEIVED

0CT 2 4 2002
= For Rules Interpretation, call (703) 308-4216

= To Purchase Patentin Software, call (703) 306-2600 TECH CENTER 1600/2900

= For Patentin Software Program Help, call (703) 306-4119 or e-mail at
patin21help@uspto.gov or patin3help@uspto.gov

For questions regarding compliance to these requirements, please contact:

A copy of this notice MUST be returned with the reply.

Q/l/bﬂ%
Customer Service Center J
Initial Patent Examination Division (703) 308-1202
PART 2 - COPY TO BE RETURNED WITH RESPONSE
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fo ‘ " B ‘ Complete if Known /
< W«L'\““ EAN ‘ Application Number 09/916,443//
\% . éﬁRANSMlTTAL FORM Filing Date July 30; 2001
' G r,_‘,:«/ I
(to be used for all correspondence after initial filing) First Named Inventor Bruce EATON
Group Art Unit 1655

\

. @Jox SEQUENCE

5

Examiner Name

Total Number of Pages in This Submission

' Attorney Docket Number

2636-108-Cli

ENCLOSURES (check all that apply)

[X] Fee Transmittal Form [0 Assignment Papers After Allowance
Communication to Group
Fee Attached [J Drawing(s)
. ~ Appeal Communication to
[J Amendment/Reply “[J Licensing-related Papers Board of Appeals and
Interferences
[C] Atfter Final [J Petition .
[C1 Appeal Communication to
[ Affidavits/declaration(s) ] Petition to Convertto a Group (Appeal Notice, Brief,
Provisional Application Reply Brief)
Extension of Time Request : ) )
] Power of Attorney, Revocation [J  Proprietary information
[CJ Express Abandonment Request Change of Correspondence
Address [] status Letter
[C] Information Disclosure
Statement ] Terminal Disclaimer Other Enclosure(s) (please
identify below):
[] Certified Copy of Priority [C] Request for Refund 1. Statement Pursuant to 37
Document(s) CFR §1.8_21(f) and §1.821(g)
: 1 cD, Number of CD(s) 2,  PTO Notice (copy)
[C] Response to Missing Parts/ 3. Sequence Listing
Incomplete Application 4. Disk w/icomputer readable
REMARKS: copy of Sequence Listing
[C] Response to Missing Parts
under 37 CFR 1.52 or 1.53
SUBMITTED BY Complete (if applicable) /
NAME AND . :
ree noveer | Clenn E. Karta, Reglgtrat1on No. 30,649
SIGNATURE /M ; / DATE | October21,2002 | DEPOSIT ACCT USER ID | 02-2135

I\DATA\Clients\2636\2636-108-Cll.trn

RECEIVED
0CT 7 4 2002

TECH GENTER 1600/2800
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®” for FY 2001
(Small Entity)

Fl'::!‘~ TRANSMITTAL

Complete if Known
Application Number 09/916,443
Filing Date July 30, 2001 BFCFIVH

First Named Inventor

Bruce EATON

0CT-2-42007

Group Art Unit

1655

300

PEEE AL AUTIY (ANAA
Examiner Name TeWITWRINT L“.ﬁ U]
Total Amount of Payment | (§) 720.00 Attorney Docket Number | 2636-108-ClI
METHOD OF PAYMENT (check one) FEE CALCULATION (continued)
1. The Commissioner is hereby authorized to charge 3. ADDITIONAL FEES
additional fees and credit any overpayment to Fee Fee o )
. Deposit Account Number 02-2135 in the name of Code  Paid Fee Description Fee Paid
Rothwell, Figg, Ernst & Manbeck 205 65  Surcharge - late filing fee or oath [ 1
227 25  Surcharge - late provisional filing fee [ ]
" . or cover sheet
Sarge any Addillenal Fes Required Under 139 130 Non-English specification L]
' : 147 2,520  For filing a request for reexamination [ ]
112 920 Requesting publication of SIR [ |
Applicant claims small entity status. prior to Examiner action
113 1,840 Requesting publication of SIR [ ]
2. Payment Enclosed: after Examiner action
Check 215 55  Extension for reply within first month [ ]
e‘f 216 200 ~ Extension for reply within second month [ 1
D Credit Card 217 460  Extension for reply within third month [ 1
218 720  Extension for reply within fourth month [720.00]
FEE CALCULATION 228 . 880  Extension for reply within fifth month [ 1
219 160  Notice of Appeal [ |
1. FILING FeE 2D R L
Fee Fee 138 1,510  Petition to institute a public use proceeding [ 1
Code  §$ Fee Description Fee Paid 240 55  Petition to revive -unavoidable [ ]
201 370 Utility filing fee [ ] 241 640  Petition to revive - unintentional [ ]
206 165  Design Filing Fee [ ] 242 640  Utility issue fee (or reissue) [ 1
207 255 Plant Filing Fee [ ] 243 230 Design issue fee [ ]
208 370  Reissue Filing Fee [ 1 i
o i 244 310  Plantissue fee [ 1
214 80 Provisional Flllng Fee [ ] :gg 128 EEtItIOnS to tfhe Cog"m?:'g"‘:el{ 1 17( ) E %
rocessing fee under A7(q
SUBTOTAL $ 126 180  Submission of Information Disclosure Statement [ ]
581 40 Recording each patent assignment per property [ ]
2. CLAIMS (times number of properties)
Extra 246 370  Filing a submission after final rejection { ]
Claims Fee Fee Paid (37 CFR .129(a))
Total Claims | 1-20% = 1x $9= | ] 249 370  For each additional invention to be [ ]
Independent examined (37 CFR 1.129(b))
Claims [ 1- 3* =] 1x 42= ] 1 279 370  Request for Continued Examination (RCE) [ 1
Multiple Dependent Claims + 140= | ] 169 900 Request for expedited examination [ 1
. of a design application
**or number previously paid, if greater; 195 300  Publication fee for early, voluntary, or [ 1
normal publication
SUBTOTAL § 196 300  Publication fee for republication [ ]
089 200  Filing an application for patent term adjustment [ 1
090 400  Request for reinstatement of term reduced [ 1
Other fee (specify) [ ]
* Reduced by Basic Filing Fee Paid SUBTOTAL $720.00

SUBMITTED BY

Complete (if applicable)

NAME AND i i
REG. NUMBER Glenn E. Karta, Registration No. 30,649
SIGNATURE ’M ?"/ DATE October 21, 2002 DEPOSIT ACCT USER ID 02-2135

I\DATA\Clients\2636\2636-108-Cll.fee
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UNITED STATES PATENT AND OFFICE
COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C, 20231
Wwww.uspto.gov
| APPLICATION NUMBER J FILING/RECEIPT DATE | FIRST NAMED APPLICANT | ATTORNEY DOCKET NUMBER |
09/916,443 07/30/2001 Bruce Eaton 2636-108-C

CONFIRMATION NO. 1798
6449 FORMALITIES LETTER

s 13T STRER Ny | & MANBECK. P.C. 000 AR o

555 13TH STREET, N.W. I I
SUITE 701, EAST TOWER 0C000000006444432
WASHINGTON, DC 20004

Date Mailed: 08/20/2001

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION

02/28/2002 BSAYASIT 00000029 09916443
FILED UNDER 37 CFR 1.53(b)

01 FC:201 370.00 0
02 FL:203 63.00 Op
03 FL:205 £5.00 Op Filing Date Granted

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained by
filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a).

¢ The statutory basic filing fee is missing.
Applicant must submit $ 710 to complete the basic filing fee and/or file a small entity statement claiming
such status (37 CFR 1.27).

o Total additional claim fee(s) for this application is $126.

= $126 for 7 total claims over 20.

o The oath or declaration is missing.
A properly signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by the
above Application Number and Filing Date, is required.

o To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1.16(e) of
$130 for a non-small entity, must be submitted with the missing items identified in this ietter.

o The balance due by applicant is $ 966.

o This application does not contain a statement that the content of the sequence listing information recorded
in computer readable form is identical to the written (on paper or compact disc) sequence listing and,
where applicable, includes no new matter, as required by 37 CFR 1.821(e), 1.821(f), 1.821(g), 1.825(b), or
1.825(d). Applicant must provide such statement. If the effective filing date is on or after September 8,
2000, see the final rulemaking notice published in the Federal Register at 65 FR 54604 (September 8,
2000) and 1238 OG 145 (September 19, 2000).

o A copy of the "Sequence Listing" in computer readable form has not been submitted as required by 37
C.F.R. 1.821(e). If the effective filing date is on or after September 8, 2000, see the final rulemaking notice
published in the Federal Register at 65 FR 54604 (September 8, 2000) and 1238 OG 145 (September 19,
2000). Applicant must provide an initial computer readable form (CRF) copy of the "Sequence Listing" and
a statement that the content of the sequence listing information recorded in computer readable form is
identical to the written (on paper or compact disc) sequence listing and, where applicable, includes no new
matter, as required by 37 CFR 1.821(e), 1.821(f), 1.821(g), 1.825(b), or 1.825(d). If applicant desires the
sequence listing in the instant application to be identical with that of another application on file in the U.S.

Page 1 of 2 /(L
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of
T Box Missing Parts

Bruce EATON et al.

ttention:

Serial No. 09/916,443 A
Applications Branch

Filed: July 30, 2001

For: PARALLEL SELEX

R N N N N N

RESPONSE TO NOTICE TO FILE MISSING PARTS

Box Missing Parts
Assistant Commissioner for Patents
Washington, D.C. 20231
Dear Sir:
In response to a Notice to File Missing Parts of Application under 37 CFR 1.53(b)
dated August 20, 2001, response copy attached and pursuant to 37 C.F.R. 1.63(d),
enclosed is a copy of a Declaration and Power of Attorney submitted in connection with
parent application 09/546,637. Also attached is a check in payment of the following
fees:
$ 65.00 (surcharge under 37 C.ER. 1.16(e))
370.00 (basic filing fee)

63.00 (additional claims fee)
$498.00 TOTAL




. N .
" . .
.. ‘ .

Please charge any additional fees or credit any overpayment for the payment of

the filing fee, any extra claims fees or the surcharge to deposit account number 02-2135.
An additional copy of this letter is enclosed for that purpose.
The following document is being submitted concurrently under separate cover:
- Sequence Listing and labeled computer disk; and |
- Request for Extension of Time.

Respectfully submitted,

oy T sz\

Glenn E. Karta

Attorney for Applicants

Registration No. 30,649

ROTHWELL, FIGG, ERNST & MANBECK, p.c.
Suite 701-E, 555 13th Street, N.W.

Washington, D.C. 20004

Telephone: (202)783-6040

2636-108.nmp




UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Paper No.

ERIC ROBINSON .
PMB 955
21010 SOUTHBANK ST. COPY MAILED
POTOMAC FALLS VA 20165

MAR 3 0 2004
In re Application of :
Shunpei Yamazaki et al : OFF.CE OF PETITIONS
Application No. 09/916,484 : ON PETITION

Filed: July 30, 2001
Attorney Docket No. 740756-2344

This is a decision on the petition, filed March 29, 2004, under 37 CFR 1.313(c){2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)}(2).

Petitioner is advised that the issue fee paid on March 5, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to the undersigned at (703) 305-8859.

After receipt of the file in the Office of Petitions, the application will be forwarded to
Technology Center AU 2823 for processing of the request for continued examination under
37 CFR 1.114.

Karen Creasy {2

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

WOODCOCK WASHBURN LLP
ONE LIBERTY PLACE, 46™ FLOOR

1650 MARKET STREET

PHILADELPHIA, PA 19103 ] . COPY M A".ED
4 ‘ MAY 0 52004

In re Application of 3 QFFCE OF PETITIONS

Antonius H.J. Gerrits et al :

Application No. 09/916,491 : : DECISION ON PETITION

Filed: July 27, 2001 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. FCI-2699/4450G :

This is a decision on the petition under 37 CFR 1.78(a)(3), filed March 4, 2004, to accept an
unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of priority to the prior-filed
nonprovisional application (Application No. 09/748,503) set forth in the amendment filed
November 25, 2002, and resubmitted with the instant petition.'

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only
after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under
37 CFR 1.78(a)(3) must be accompanied by:

Q) the reference required by 35 U.S.C. § 120 and 37 CFR
‘ 1.78(a)(2)(i) of the prior-filed application(s), unless previously

submitted;

) the surcharge set forth in § 1.17(t); and

A3 a statement that the entire delay between the date the claim was
due under 37.CFR 1.78(a)(2)(ii) and the date the claim was filed
was unintentional. The Commissioner may require additional
information where there is a question whether the delay was
unintentional.

The instant petition does not comply with item (1) above. In this regard, the amendment, as
currently worded, cannot be entered as filed since provisional Application No. 60/047,398 was
filed more than one year from the instant prior-filed application, to priority is being claimed . It is

! The instant application was published on May 9, 2002 and contained a reference to
nonprovisional Application No. 09/297,776 and provisional Application No. 60/047,398.



-Application No. 09/916,491 Page 2

noted that intermediate Application No. 09/297,776 is a 371 of PCT/US97/14369, filed August 13,
1997, which claims benefit to the above-noted provisional application. Where an application
claims a benefit under 35 U.S.C. 120 of a chain of applications, the application must make a
reference to the first (earliest) application and every intermediate application. See Sampson v.
Ampex Cotp., 463 F.2d 1042, 1044-45, 174 USPQ 417, 418-19 (2d Cir. 1972); Sticker Indus.
Supply Corp. v. Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179 (7th Cir. 1968); Hovlid
v. Asari, 305 F.2d 747, 751, 134 USPQ 162, 165 (9th Cir. 1962). See also MPEP § 201.11.
Every intermediate application must make a reference to the first (eatliest) application and
every application after the first application and before such intermediate application.
Therefore, if appropriate, a reference to the PCT application in the amendment should be made in
order to claim benefit of the above-noted provisional application.

If reconsideration of this decision is desired, a renewed petition under 37 CFR 1.78(a)(3), along
with a substitute amendment correcting the above-noted deficiency, must be submitted, along with
a renewed petition under 37 CFR 1.78(a)(3).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:

2011 South Clark Place
Crystal Plaza Two Lobby
Room 1B03

Arlington, VA 22202

By fax: . (703) 872-9306
ATTN: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (703) 305-
8680.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

WOODCOCK WASHBURN LLP
ONE LIBERTY PLACE, 46TH FLOOR

1650 MARKET STREET -
PHILADELPHIA PA 19103 COPY MAILED

JuL 1 52004

OFFICE OF PETITIONS
In re Application of

Gerritts | . DECISION ON PETITIONS

Application No. 09/916491 : UNDER 37 CFR 1.78(a)(3) AND

Filed: July 27, 2001 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. EL-4450-G S

This is a decision on the renewed petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed June
25,2004, to accept an unintentionally delayed claim under 35 U.S.C. §§ 120 and 119(e) for the
benefit of the prior-filed nonprovisional and provisional applications set forth in the concurrently
filed amendment.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(i1). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by:

(1) the reference required by 35 U.S.C. §§ 120 and 119(¢) and 37 CFR §§
1.78(a)(2)(1) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted; '

2) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the

~ claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional. ’

The instant petition does not comply with item (1).

37 CFR 1.78(a)(2)(i) requires that any nonprovisional application claiming the benefit of one or
more prior-filed copending nonprovisional applications must contain or be amended to contain a
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reference to each such prior-filed application, identifying it by application number (consisting of
the series code and serial number) and indicating the relationship of the applications. The
relationship between the applications is whether the subject application is a continuation,
divisional, or continuation-in-part of a prior-filed nonprovisional application. An example of a
proper benefit claim is: “This application is a continuation of Application No. 10/---, filed---." A
‘benefit claim that merely states: “This application claims the benefit of Application No. 10/---,
filed---,” does not comply with 37 CFR 1.78(a)(2)(1) since the proper relationship, which
includes the type of continuing application, is not stated. Also, the status of each nonprovisional
parent application (if it is patented or abandoned) should also be indicated, following the filing
date of the parent nonprovisional application. See Manual of Patent Examining Procedure, 8th
ed., (August 2001), Section 201.11, Reference to First Application. The amendment filed with
the renewed petition fails to comply with the provisions of 37 CFR 1.78(a)(2)(i) and is therefore
unacceptable. Specifically in line 8, the phrase. “This application” is unclear as to whether the
instant application 1s meant, or 09/297,776.

The amendment filed with the renewed petition is additionally not acceptable as drafted since it
improperly incorporates by reference prior-filed application Nos: PCT/US97/14369; provisional
06/047,398; and non provisional 08/748,503. Petitioner’s attention is directed to Dart Industries
v. Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980), where the court drew a distinction
between a permissible 35 U.S.C. § 120 statement and the impermissible introduction of new
matter by way of incorporation by reference in a 35 U.S.C. § 120 statement. The court
spectfically stated: ' '

Section 120 merely provides a mechanism whereby an application becomes
entitled to benefit of the filing date of an earlier application disclosing the
same subject matter. Common subject matter must be disclosed, in both
applications, either specifically or by an express incorporation-by-reference of
prior disclosed subject matter. Nothing in section 120 itself operates to carry
forward any disclosure from an earlier application. In re deSeversky, supra at
674, 177 USPQ at 146-147. Section 120 contains no magical
disclosure-augmenting powers able to pierce new matter barriers. It cannot,
therefore, "limit" the absolute and express prohibition against new matter
contained in section 251.

In order for the incorporation by reference statement to be effective as a proper safeguard against
the omission of a portion of a prior application, the incorporation by reference statement must be
included 1n the specification-as-filed, or in an amendment specifically referred to in an oath or
declaration executing the application. See In re deSeversky, supra. Note also MPEP 201.06(c).
The only prior application herein incorporated by reference on the date the instant application
was filed was 09/297,776 (in the transmittal letter).
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- Accordingly, before the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) can be granted, a
renewed petition and a substitute amendment to correct the above matters is required. '

Insofar as can be determined from the current content of the benefit claim, an acceptable claim
might be drafted as follows:

--This application is a continuation of application no. 09/297,776 filed July 28, 1999, now
U.S. Pat. No. 6,533,177, expressly incorporated herein by reference, which is the national stage
entry under 35 USC 371 of PCT/US97/14369, international filing date August 13, 1997, which
claims benefit of U.S. provisional application No. 60/047,398 filed May 22, 1997, and said
09/297,776 is also a continuation of application No. 08/748,503 filed November 8, 1996, now
U.S. Pat. No. 6,058,018. --

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
‘ Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: . Customer Window located at:

2011 South Clark Place
Crystal Plaza Two Lobby
Room 1B03 ‘
Arlington, VA 22202

By Fax: (703) 872-9306
ATTN: Office of Petitions

Any questions concerning this matter may be directed to the undersigned at (703) 305-1820..
\

Brian Hearn
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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o OFFICE OF PETITIONS

In re Application of :

Gerritts - DECISION ON PETITIONS

Application No. 09/916491 : UNDER 37 CFR 1.78(a)(3) AND

Filed: July 27, 2001 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. EL-4450-G :

This is a decision on the renewed petitions under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed
August 12, 2004, to accept an unintentionally delayed claim under 35 U.S.C. §§120, 365(c) and
119(e) for the benefit of the prior-filed applications set forth in the concurrently filed
amendment.

The petitions are Granted.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(i1). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by: '

1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§

1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
, previously submitted,;

2) the surcharge set forth in § 1.17(t); and A

A3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional.

The instant application was filed on July 27, 2001, and was pending at the time of filing of the
instant petition. A reference to the prior-filed applications has been included in an amendment to
the first sentence of the specification following the title, as required by 37 CFR §§ 1.78(a)(2)(iii)
and 1.78(a)(5)(1i1). A
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Additionally, the parent of the instant pending nonprovisional application was filed within twelve
months of provisional Application No. 60/047,398, whose U.S. filing date is May 22, 1997,
which parent case filing date is the international filing date of PCT/US97/14369 filed August 13,
1997. A reference to the prior-filed applications has been included in an amendment to the first
sentence of the specification following the title.

The instant nonprovisional application was filed after November 29, 2000, and the claim for
priority herein is submitted after expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii)
and 1.78(a)(5)(i1). See 35 U.S.C. §§ 120 and 365(c) and § 119(e). Accordingly, having found
that the instant petition satisfies the conditions of 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) for
acceptance of an unintentionally delayed claim for priority under 35 U.S.C. §§ 120 and 365(c):
and § 119(e), the petition to accept an unintentionally delayed claim of benefit to the prlor -filed
applications is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications

under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) should not be construed as meaning that the

instant application is entitled to the benefit of the filing date of the prior-filed applications. In

order for the instant application to be entitled to the benefit of the prior-filed applications, all

. other requirements under 35 U.S.C. §120 and 1.78(a)(1) and (a)(2) and under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed applications
should not be construed as meaning that applicant is entitled to the claim for benefit of

priority to the prior-filed applications noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the instant application is entitled to
the benefit of the earlier filing date.

A corrected Filing Receipt, which 1ncludes the priority clalm to the prior-filed applications,
accompames this decision on petition.

This application is being forwarded to Technology Center Art Unit 2876 for appropriate action
on the amendment submitted August 112, 2004, including consideration by the examiner of the
claim under 35 U.S.C. § §120 and 365(c) and 37 CFR 1.78(a)(2) for the benefit of the prior-filed
applications, and for consideration of the claim under 35 U.S.C. §119(e) and 37 CFR 1.78(a)(5)
for the benefit of the prior-filed provisional application.
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Any questions ccz(;rn;ig:h\is matter may be directed to the undersigned at (571)272-3217..

rian Hearn

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

Enclosure: Corrected Filing Receipt



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

| P No.:
DATE : “\NJ& M 200 N \l‘\\r\ o
\J
TOSPEOF :ARTUNIT X\ e

SUBJECT : Request for Certificate of Comection for Appl. No.: ﬂq ! q l(o 515 Patent No.: 704) 'B\OL*%

Please respond to this request for a certificate of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning

using document code COCX.
U

Certificates of Corregtion Branch

703-308-9390 ext. __ 11

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

)S(Approved All changes apply.
Q Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.

Comments: }:oyyy\,\,@ du W‘Zﬂ S¢w 1AQ<£ o
fm“rv@exl,

. @_ 2112
A ‘ Art Unit

— PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNDER SECRETaRY OF COMMERCE FOR INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNTED STATES PATENT AND TRADEMARK OFFICE
WasHingTon, DC 20231

MAILED

Testa, Hurwitz & Thibeault, LLP

High Street Tower ¢ ot

125 High Street JUL 1 1 s

Boston, MA 02110 Office of the Director
Group 3600

In re application of

Pito Salas et al. 4 é;
Application No. 09/916,528 : X DECISION ON
Filed: July 27, 2001 - REQUEST FOR WITHDRAWAL
For. METHOD AND APPARATUS FOR : OF ATTORNEY
CONTROLLING ACCESS TOA
PRODUCT

~ This is a decision on the renewed request filed on February 27, 2003,
under 37 CFR 1.36 and MPEP 402.06, requesting permission to withdraw
as the attorney of record in the above-identified application.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. Besides giving due notice to
his or her client and delivering to the client all papers and property to
which the client is entitled as specified under 37 CFR 10.40, approval of
such a request requires that the following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c)
above, there must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a).



A request filed May 13, 2003 to withdraw as attorney in the above-
identified application is not approved because the request does not
comply with condition A).

As to condition A), the attorney who signed the request is not of record.
Therefore he cannot withdraw on behalf of all attorneys of record.
Furthermore, the attorneys listed on the original Power of Attorney do not
correspond with those listed on the request.

Kenneth J. Dorner
Special Programs Examiner

Patent Technology Center 3600
(703) 308-3866

KJD/dxn: 7/8/03
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1750 TYSONS BOULEVARD COPY MAILED
SUITE 1800 _
T.MCLEAN VA 22102-4215 FEB 1 9 2002

OFFICE OF PETITIONS

In re Application of

Hayashi, et al. :

Application No. 09/916,529 : DECISION ON PETITION
Filed: July 30, 2001 :

Docket No. 01FN046US

This is a decision on the petition filed September 24, 2001, to
accord the above-identified application a filing date of Juiy 30,
2001, with Flgures 35 and 36 of the drawings as a part of the
original disclosure.

Application gagers in the above-identified apglication were filed
on July 30, 001. However, on September 13, 2001, the Initial
Patent” Examination Division mailed applicant a “Notice of Omitted
Items in a Nonprovisional Apﬁlication.” Applicant was notified
that the application papers had been accorded a filing date;
howﬁzeé, Figures 35 and 36 of the drawings appeared to have been
omitted.

In response, applicant filed the Eresent petition to accord a
filing date_of July 30, 2001, wit Figures 35 and 36 as part of
the original disclosure. Applicant asserted that Figures 35 and
ggoyere with the application as originally filed on July 30,

A review of the record reveals that the drawing sheet containing
Figures 35 and 36 was not submitted on July 30, 2001. Moreover,
a review reveals that two drawings sheets were submitted in
duplicate; the drawing sheet containing Figures 32 - 34, and the
drawing sheet containing Figures 68 - 69. “The evidence submitted
on petition, including a “postcard receipt” and the declarations
of attorney Reif and assistant Sosa, is not more persuasive than
the actual papers shown_to have been received by the official
file. Because Figures 35 and 36 were not gresent on July 30,
2001, the date thé application was filed, igures 35 and 36
cannot be considered a part of the original disclosure of the
application. According g, the application cannot be accorded the
filing date of July 30, 2001, with the drawings of Figures 35 and
36 as a part of the original disclosure.

Accordingly, the petition is DISMISSED.

Figures 35 and 36, submitted with the instant petition on )
September 24, 2001, will not presently be entered or used during
the Erosecutlon of this application. However, a%pllcant may
resubmit the matter included in Figures 35 and 36 as an amendment
for consideration by the examiner under Sections 608.02(h) of the
Manual of Patent Examining Procedure.
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The agplication.file is beinglreturned to the Office of Initial
Patent Examination for further processing with a fllingAdate of
July 30, 2001, using the drawings submit ed on that date.

Telephone inquiries related to this decision should be directed
to Petitions Attorney Cliff Congo at 703-305-0272.

7

isory Petitions Examiner

Offi€e of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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06212004
PILLSBURY WINTHROP, LLP

P.0. BOX 10500 , JUL 6 2004
MCLEAN, VA 22102

In re Application of

Katsura Miyashita et al. :
Application No.: 09/916,530 . WITHDRAWAL FROM ISSUE
Filed: July 30, 2001 : 37C.FR. §1.313

For: SEMICONDUCTOR DEVICE COMPRISING METAL
SILICIDE FILMS FORMED TO COVER GATE :
ELECTRODE AND SOURCE-DRAIN DIFFUSION

LAYERS AND METHOD OF MANUFACTURING THE
SAME :

The above-identified application is withdrawn from issue after payment of the issue fee due to
unpatentability of one or more claims. See 37 C.F.R. § 1.313(b)(3).

The above-identified application is hereby withdrawn from issue.

The issue fee is refundable upon request. If, however, the application is again found allowable,
the issue fee can be applied toward payment of the issue fee in the amount identified on the new
Notice of Allowance and Fee(s) Due upon written request. This request and any balance due
must be received on or before the due date noted in the new Notice of Allowance and Fee(s) Due
in order to prevent abandonment of the application.

Telephone inquiries should be directed John Niebling, Supervisory Patent Examiner, at (571)
272-1679.

The examiner will notify applicant of the new status of this application in an Office action to be

issued promptly.
M ’

aron Gibson, Grokllyp/Director
Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components
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Zilka-Kotab, PC Mail Date: 06/18/2010
P.O. BOX 721120

SAN JOSE, CA 95172-1120

Applicant : Chris A. Barton : DECISION ON REQUEST FOR

Patent Number : 7665137 : RECALCULATION of PATENT

Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Application No: 09/916,600 : OF WYETH AND NOTICE OF INTENT TO
Filed :

07/26/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 2132 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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COPY MAILED

MORRIS E. COHEN

SUITE 217 AUG 2 3 2005
1122 CONEY ISLAND AVENUE

BROOKLYN, NY 11230-2345 OFFICE OF PETITIONS
In re Application of :

David Zahner - : DECISION ON PETITIONS
Application No. 09/916,603 : UNDER 37 CFR 1.78(a)(3) AND
Filed: July 27, 2001 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. 4042.026.200

This i$ a decision on the petition filed November 24, 2004, which is being treated as a petition
under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), to accept an unintentionally delayed claim under 35
U.S.C. §§ 120 and 119(e) for the benefit of the prior-filed nonprovisional and provisional
applications set forth in the concurrently filed amendment.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(11). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by: '

1) the reference required by 35 U.S.C. §§ 120 and 119(¢e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(1) of the prior-filed application, unless
previously submitted,

(2)  the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(i1)) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional.

The petition fails to comply with item (1) above.
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The amendment filed November 24, 2004, states that Application No. 09/738,545, filed
December 15, 2000, claims benefit to Provisional Application Nos. 60/143,853 filed July 15,
1999 and Provisional Application No. 60/150,876, filed August 26, 1999. However, Application
No. 09/738,545 was filed more than twelve months of the filing dates of the provisional
applications.

Accordingly, before the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) can be granted, a
renewed petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) and a Certificate of Correction (with
fee of $100) should be submitted.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:

Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3208.

Karan W
Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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OFFICE OF PETITIONS

In re Application of

Sunit Lohtia :

Application No. 09/916, 608 : ON PETITION
Filed: July 26, 2001 :

Attorney Docket No. 3399P060

This is a decision on the petition to revive under 37 CFR
1.137(f), filed May 15, 2003, which is being treated as a
petition under 37 CFR 1.137(b).

The petition is DISMISSED AS MOOT.

The above-identified application was filed on Jul% 26, 2001 with
a nonpublication request and certification under 5 U.S.C.

122 (b) (2) (B) (1). On July 2, 2002, applicant filed a Request to
Rescind Previous Nonpublication Request.

With the instant petition, applicant states that the application
was foreign filed on July 17, 2002.

As the Request to Rescind Previous Nonpublication Request was
filed before the foreign filing, the application will be treated
as if the nonpublication request was never made.!

The petition fee of $1,300 has been refunded to Deposit Account
No. 02-2666.

See “Clarification of the United States Patent and Trademark Office’s
Interpretation of the Provisions of 35 U.S.C. 122(b) (2) (B) (ii)~-(iv)",
available at http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/
35uscl22b2binterpret.htm.
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The application file is being forwarded to Technology Center 2100
for processing in due course. :

Telephone inquiries regarding this decision should be directed to
the undersigned at (703) 305-0272.

it

Cliff Congo
Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS
In re Application of - : "
Geeng-Chuan Chern : <
Application No. 09/916,618 : DECISION GRANTING PETITION

Filed: July 26, 2001 - : UNDER 37 CFR 313(c)(2)
Attorney Docket No. 2102397-911600 : :

This is a decision on the petition, filed October 23, 2003, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2). »

Petitioner is advised that the issue fee paid on August 8, 2003 in the above-
identified application cannot be refunded. If, however, the above-identified
application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (703) 305-8680.

Upon receipt of the file in the Office of Petitions, the file will be forwarded to Technology
Center AU 2814 for processing of the request for continued examination under 37 CFR
1.114 and for consideration of the concurrently filed Information Disclosure Statement.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by completing and

returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language
thereon: “Commissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-
apply any previously paid issue fee to the application identified above.” Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form must be completed and
timely submitted to avoid abandonment. Note the language in bold text on the first page of the Notice of
Allowance and Fee(s) Due (PTOL-85).

COMMISSIONER FOR PATENTS
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Paper No. 7

HONEYWELL INTERNATIONAL INC.
101 COLUMBIA ROAD MAIL
P O BOX 2245
MORRISTOWN NJ 07962-2245 4

ocT 07200
In re Application of: :
Steve C. JOHNSON, et al. : {RECTOR 0FF\CE2600
Application No. 09/916,630 : W&Nﬁfl
Filed: July 27, 2001 : ETITION

For: VARIABLE EGPWS LOOK-AHEAD
OFFSET AND SUB-OFFSET

This is a re_[s‘gonse to the petition to revive patent application under 37 CFR 1.137(a) filed August
3(f), %003. e ;getltlon 1s being treated as a petition under 37 CFR 1.8(b) to withdraw the holding
of abandonment.

The petition is granted.

This application became abandoned for failure to timely file a response to the August 27, 2003
Office action, which set a shortened statutoay period of three (3) months to reply. "A Notice of
Abandonment was mailed on April 20, 2004.

Petitioner alleges to have timely filed a response to the Office action on December 11, 2003. To
support this position, Petitioner has included with the transmission, a statement from Michael S.
Smith (Attorney/Agent of record), a émst card which itemizes the response including a one
month extension, a copy of an amendment, a statement of common ownership and a check for
$110 for one month extension. The post card is not date stamped as having been received by the
USPTO and therefore does not serve as prima facie evidence of receipt of the items listed.

However, 37 C.F.R. d§ 1.8(b) states that in the event that correspondence is considered timel
filed by being mailed or transmitted in accordance with paragraph (a) of this section, but no
received in the Patent and Trademark Office, and the application is held to be abandoned or the
procgedmg dismissed, terminated, or decided with prejudice, the correspondence will be
considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or fransmission of the correspondence
promptly after becoming aware that the Office has no evidence of receipt of the correspondence,

é Supplies an additional copy of the previously mailed or transmitted correspondence
and certificate, and ) . ) )

3) Includes a statement which attests on a personal knowledge basis or to the satisfaction

of the Commissioner to the previous timely mailing or transmission. If the correspondence was
sent by facsimile transmission, a copy of the sending unit's report confirming transmission may
be used to support this statement.

Petitioner has met the reguirements above. Accordingly, the Notice of Abandonment is vacated
and the holding of abandonment withdrawn. Furthermore, the $110 fee sent with the original
response for extension of time has been credited to the application.

The application will be forwarded to the Technolo%y Center’s technical support staff for entry of
the response. From there, the file will be forwarded to the examiner for consideration in_due
course. Since no fee is due for these types of petitions. The $110 fee accompanying the petition
has been credited to Deposit Account No. 501050.

/fz/vwv‘ﬂ, (At

Kenneth A. Wieder
Special Program Examiner
Technology Center 2600
Communications
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Paper No. 15

BRENDA POMERANCE
LAW OFFICE OF BRENDA POMERANCE
260 WEST 52 STREET SUITE 27B

NEW YORK, NY 10019 COPY MAILED

DEC 2 9 2003
OFFICE OF PETMIONS
In re Application of
Hosogai, Toshio :
Application No. 09/916,631 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. 0815-4001 .

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed December 3, 2003, to revive
the above-identified application.

The petition is granted.

This application became abandoned for failure to timely reply within three months to the non-final
Office action mailed September 6, 2002. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, this application became abandoned on December 7, 2002.
A Notice of Abandonment was mailed on April 21, 2003. g

Petitioner has met the requirements to revive the above-identified application pursuant to
37 CFR 1.137(b).

The file is now being forwarded to Technology Center 3700 for further examination on the merits.

Telephone inquiries should be directed to Paralegal Liana Chase at (703) 306-0482.

&ar\ Lay

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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BRIGGS AND MORGAN P.A.
2200 IDS CENTER 80 SOUTH 8TH ST

MINNEAPOLIS MN 55402 COPY MAILED

. FEB 2 6 2007
In re Application of A : OFFICE OF PETITIONS
Eckert et al. . :
Application No. 09/916,636 , : DECISION ON PETITION

Filed: 07-26-2001
Attorney Docket No. 9365. 17031

This is a decision on the petition under 37 CFR 1.181, filed on January 31, 2007, to withdraw the
holding of abandonment.

On June 7, 2006, the Office mailed a nonfinal Office action, which set a three-month shortened
statutory period to reply. In the apparent absence of a tlmely response, the Office malled a Notice of
Abandonment on January 19, 2007.

Petitioner asserts that a proper reply was filed timely. In support of the assertion, petitioner submits a
copy of a return date-stamped postcard acknowledging receipt of “Amendment and Response to
Office Action of June 7, 2006, "’ in the USPTO on August 25 2006. A copy of the previously
submitted reply accompanies the petition. :

The Office has not located the original reply. Nevertheless, “[a] post card receipt which itemizes and
properly identifies the papers which are being filed serves as prima facie evidence of receipt in the
USPTO of all the items listed thereon on the date stamped thereon by the, USPTO.” MPEP 503.
Accordingly, it is concluded that the reply was filed timely in the USPTO on August 25, 2006, but was
not matched with the application.

For the reasons stated above, the petition is granted. The holding of abandonment is hereby
withdrawn and the application restored to pending status. The Office will accept the copy of the reply
submitted with the petition on January 31, 2007, in place of the reply submitted on August 25, 2006.

This matter is being referred to Technology Center Art Unit 3711 for appropriate action on the reply
received with petition.
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Telephone inquiries specifically concerning this decision should be directed to the undersigned at
(571) 272-3211. All other inquiries concerning either the examination procedures or status of the
application should be directed to the Technology Center.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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TOWNSEND AND TOWNSEND AND CREW _
TWO EMBARCADERO CENTER
EIGHTH FLOOR COPY MAlLED
Tim Corvi et al : ,
Application No. 09/916,642 : DECISION GRANTING PETITION

Filed: July 27, 2001 : UNDER 37 CFR 1.137 (b)
Attorney Docket No. 018489001610 :

This is a decision on the petition under 37 CFR 1.137(b), filed
May 16, 2005, to revive the above-identified application.

The petition is GRANTED.

37 CFR 1.137(b) (3) requires a statement that the entire delay in
filing the required reply from the due date for the reply until
the filing of a grantable petition pursuant to 37 CFR 1.137(b)
was unintentional. Since the statement contained in the instant

_petition varies from the language required by 37 CFR 1.137(b) (3),
the statement contained in the instant petition is being
construed as the statement required by 37 CFR 1.137(b) (3) and
petitioner must notify the Office if this is not a correct
interpretation of the statement contained in the instant
petition.

The petition satisfies the conditions for revival pursuant to the
provisions of 37 CFR 1.137(b) in that (1) the reply in the form
of an amendment; (2) the petition fee; and (3) the required
statement of unintentional delay have been received.

Accordingly, the reply to the nonfinal Office action is accepted
as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3208.



Application No. 09/916,642 _ -2-

This matter is being referred to Technology Center AU 3736.

Karen Creasy
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Liniak, Berenato, Longacre & White

Suite 240

6550 Rock Spring Drive copry MA,LED
Bethesda MD 20817 AUG ¢ 2 2002

Inre Application of : OFFICE oF PETITIONS
Bruno Grendene :
Application No. 09/916,650 : DECISION ON PETITION
Filed: July 30, 2007 : UNDER 37 CFR. §1.47(b)
Attorney Docket No. 1200.513 : ,
Title: METHOD AND DEVICE
FOR DETECTING THE
BLOCKING OF A STEPPER

OR

This is in Tesponse to the petition under 37 CFR §1.47(b) !, filed April 5, 2002,

The petition under 37 C.FR.§] 47(b) is DISMISSED.

ion under 37 CFR §1.47(b) requires:
(1) The petition fee;
?a surcharge if the petition was ot filed at the time
(3) a statemeny of the Jagt known adgy
(4) proof that a complete €opy of the

at each of the non
(6) proof that the R
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The above-identified application was filed on July 30, 2001, without an executed oath or
declaration and identifying Bruno Grendene as the sole inventor. On September 7,
2001, applicant was mailed a “Notice to File Missing Parts of Nonprovisional
Application - Filing Date Granted”, requiring an executed oath or declaration in
compliance with 37 CFR §1.63, a surcharge for the late filing of the oath or declaration,
and the filing fee. This Notice set a two-month period for reply.

In reply, applicant filed the original petition, along with the associated fee, the fee
associated with the late filing of an oath or declaration, the filing fee, and a five-month
extension of time to make timely this reply.

With the petition, the petitioner has provided the last known address of the inventor, a
statement by Michel Gerrard (counsel for an entitiy called Valeo Climatisation, the
purported assignee), a declaration executed by Mr. Gerrard, and the filing fee’.

The petitioner asserts that the non-signing inventor worked for the purported assignee
during the relevant period of invention, that the present application is directly related to
the business of the purported assignee, and that the purported assignee has a property
interest in the present application.

Rule 47 applicant has met requirements (1) — (3) above.

Regarding the fourth requirement above, nowhere is it set forth that a complete copy of
the application papers was sent to the non-signing inventor for him to review. Where a
refusal of the inventor to sign the application papers is alleged, the Office requires the
petitioner to establish that a bona fide attempt was made to mail a complete copy of the
application, which entails the specification, claims, drawings, and oath or declaration.?
On renewed petition, it should be established that a complete copy of the application
was sent to the non-signing inventor.

Regarding the fifth requirement above, it follows that since it has not been shown that a
complete copy of the application was sent to the inventor, one cannot refuse to sign
something which one has not seen. A refusal by an inventor to sign an oath or
declaration when the inventor has not been presented with the application papers does
not itself suggest that the inventor is refusing to join the application unless it is clear that
the inventor understands exactly what he or she is being asked to sign and refuses to
accept the application papers. Itis reasonable to require that the inventor be presented
with the application papers before a petition under 37 CFR 1.47 is granted since such a
procedure ensures that the inventor is apprised of the application to which the oath or
declaration is directed”.

2 Petitioner has also submitted a copy of the non-signing inventor’s employment agreement, as well as several e-
mails. Unfortunately, as these documents are in French and the petitioner has failed to provide a translation, their
contents cannot be discerned.

3 See MPEP 409.03(d).
4 Inre Gray, 115 USPQ 80 (Comm’r Pat. 1956).

4
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Regarding the sixth requirement above, Rule 47 applicant has not established sufficient
proprietary interest in the subject matter to justify the filing of the application. It is
noted that no assignment has been filed in conjunction with this application.
Furthermore, as stated above, the submitted employment agreement cannot be
understood. On renewed petition, petitioner should submit a translation of this
document.

Regarding the seventh requirement above, no proof of irreparable damage has been submitted.

Regarding the eighth requirement above, the submitted declaration is not in compliance with 35
U.S.C. §§ 115 and 116 and 37 CFR §1.63. It is noted that Mr. Gerrard has executed the
declaration on behalf of the non-signing inventor. First, both his residence and his post office
address are listed as “Valeo Climatisation”. It is certainly understandable that he has listed his
work address as his mailing address. However, it is less clear why the declarant has seemingly
asserted that he lives in his office. Secondly, the declaration fails to list the relationship of the
declarant to the non-signing inventor.” Thirdly, it is noted that the citizenship of both the non-
signing inventor and Mr. Gerrard is listed as “French”. This should read “France”. On renewed
petition, the petitioner should either provide an executed oath or declaration, or one that corrects
the deficiencies set forth above.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patents
Box DAC :
Washington, D.C. 20231

By FAX: (703) 308-6916
' Attn: Office of Petitions

By hand: Crystal Plaza Four, Suite 3C23
2201 S. Clark Place
Arlington, VA 22202

Telephone inquiries regarding this decision should be directed to Petitions Attorney Paul
Shanoskj at (703) 305-0011.

everly M. Flanagan

Supervisory Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

5 See MPEP §§ 409.03(b), 409.03 (f), and 605.04(a).
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Paper No. 11

Liniak, Berenato, Longacre & White

Suite 240
6550 Rock Spring Drive COPY MAILED

NOV 2 5 2002

Bethesda MD 20817

In re Application of OFFICE OF PETITIONS
Bruno Grendene

Application No. 09/916,650 :

Filed: July 30, 2001 : DECISION NOTING JOINDER OF
Attorney Docket No. 1200.513 : INVENTOR AND PETITION
Title: METHOD AND DEVICE FOR : UNDER 37 CFR 1.47(b) MOOT
DETECTING THE BLOCKING OF A

STEPPER MOTOR

This is in response to the “Request for Reconsideration of Petition under 37 CFR §1.47(b)”, filed on
October 31, 2002, in response to a “Decision on Petition Under 37 CFR §1.47(b)” mailed August 2,
2002, which dismissed the original petition, filed on April 5, 2002.

With the Renewed petition, the petitioner has included a declaration which has been executed by the
previously non-signing inventor.

Consequently, the renewed petition is dismissed as moot.

In view of the joinder of the inventor, further consideration under 37 CFR §1.47(b) is not necessary.
This application does not have any Rule 1.47 status and no such status should appear on the file wrapper.
This application need not be returned to this Office for any further consideration under 37 CFR 1.47(b).

The application file is being forwarded to Technology Center 2800 to complete processing of the
application.

Telephone inquiries should be directed to Petitions Attorney Paul Shanoski at (703) 305-0011.

Supervisory Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
* for Patent Examination Policy
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R. Michael Ananian
DORSEY & WHITNEY LLP
Intellectual Property Department W
555 California Street, Suite 1000 COPY MAILED
San Francisco, CA 94104-1513 MAY 0 4 2006

OFFICE OF PETITIONS
In re Application of :
Horen et al. : DECISION

Application No. 09/916, 655 : ON PETITION
Filed : July 27, 2001 :

Attorney Docket Number:

A-69479/RMA

This is a decision in response to the petition under 37 CFR
1.137(b), filed February 1, 2006, to revive the above-identified
application.

The petition is granted.

The above-identified application became abandoned for
failure to reply in a timely manner to the final Office
action, mailed July 19, 2005. The Notice set a shortened
statutory period for reply of three (3) months from the
mail date of the Notice, and also provided for extensions
of time under 37 CFR 1.136(a).

Applicant filed a reply on November 23, 2005; however, the
reply failed to place the application in condition for
allowance. Applicant was so notified in an Advisory Action
mailed December 28, 2005.

No complete and proper reply having been received, the
application became abandoned October 20, 2005. The mailing
of this Decision precedes the mailing of a Notice of
Abandonment.

With the instant petition, Applicant has filed a Request
for Continued Examination (“RCE”) and a submission in the
form of an Amendment.

This application is being returned to Technology Center 2151
for processing of the RCE and Amendment in due course.
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Telephone inquiries related to this decision may be directed to
the undersigned at (571) 272-3232.

V)

Attorney
Office of Petitions
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Paper No. 14

GRAY CARY WARE & FREIDENRICH LLP
2000 UNIVERSITY AVENUE

E. PALO ALTO, CA 94303-2248 MAR /2 3 2004
In re Application of )

BOON-SIEW OOI et al )

Application No. 09/916,701 ) DECISION ON REQUEST TO
Filed: July 26, 2001 ) WITHDRAW FROM RECORD
For: Attorney Docket No. 2103248-990140 )

This is a decision on the request to withdraw as attorney of record under 37 C.F.R. § 1.36, filed
October 14, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
indication that one attorney is signing on behalf of another/others. A request to withdraw will
not be approved unless at least 30 (thirty) days would remain between the date of approval and
the later of the expiration date of a time to file a response or the expiration date of the maximum
time period which can be extended under 37 C.F.R. § 1.136(a).

The request meets all the above listed requirements.
The request is APPROVED.

All future communications from the Office will be directed to the below-listed address until
otherwise notified by applicant.
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On Request to Withdraw as Attorneys of Record

L —

e’ G. Dees, %cial Program Examiner
Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components

cc: Seng-Tiong Ho
120 Picardy Lane
Wheeling, IL 60090
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LAW OFFICE OF CHARLES E. KRUEGER Mail Date: 04/21/2010
P.O. BOX 5607
WALNUT CREEK, CA 94596-1607

Applicant : Michael D. Doyle : DECISION ON REQUEST FOR
Patent Number : 7613571 : RECALCULATION of PATENT
Issue Date : 11/03/2009 : TERM ADJUSIMENT IN VIEW
Appliction No : 09/916,709 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/27/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 433 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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ZILKA-KOTAB, PC MAILED

PO BOX 721120

SAN JOSE, CA 95172-1120 MAY 142010
OFFICE OF PETITIONS

In re Patent No. 6,980,922

Issue Date: December 27, 2005 :

Application No. 09/916,714 : ON PETITION
Filed: July 26, 2001 :

Attorney Docket No. NAI1P016/01.065.01

This is a decision on the petition under 37 CFR 1.378(c), filed February 26, 2010, to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on December 27, 2009 for failure to pay the 3 % year maintenance fee. Since this
petition was submitted within twenty-four months after the six-month grace period provided in 37 CFR
1.362(e), the petition was timely filed under the provisions of 37 CFR 1.378(c).

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the mail date
of this decision.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 571-272-1642.

JAMW/

April M. Wise
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Charles N. J. Ruggiero, Esq. COPY MAILED
Ohlandt, Greeley, Ruggiero & Perle, L.L.P.
10th Floor MAY 2 2 2006
One Landmark Square
Stamford CT 06901-2682 OFFICE OF PETITIONS
In re Application of: :
ROLL, Richard, J., et al. : DECISION ON PETITION FOR
Application No.: 09/916,781 : REVIVAL OF ABANDONED
Filing Date: July 27, 2001 : APPLICATION UNDER
Attorney’s Docket No.: 2125.002USU : 37 CFR 1.137(b)
For: METHOD AND SYSTEM OF :

PROVIDING COMPETITIVE

COMPARATIVE TERMS TO THE

USER

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-entitled
application, filed February 02, 2006.

The petition is GRANTED.

The above-identified application became abandoned for failure to file a proper reply in a
timely manner to the non-final Office action mailed December 01, 2004, which set a shortened
statutory period for reply of three (3) months. A response was not filed and no extensions of
time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, this application
became abandoned at midnight on March 01, 2005.

The present petition satisfies the conditions for revival pursuant to the provisions of 37
CFR 1.137(b) in that it includes: (1) the reply in the form of a response to the Office action
mailed December 01, 2004; (2) the petition fee; and (3) the required statement of unintentional
delay. Accordingly, the reply to the Office action of December 01, 2004 is accepted as having
been unintentionally delayed.

The application file is being referred to Technology Center AU 3627.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-3296.

LR

Richard M. Ross
Attorney Advisor

Commissioner for Patents
United States Patent and Tragecr)nark Office
Alexandria, VA 22313-1450

. Box 1450

www.uspto.gov
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IPSG, P.C. -
P.O. Box 700640 SEP 07 2005
San Jose, CA 95170-0640 OFFICE OF PETITIONS
In re Application of : ‘
ANTOLIK : DECISION ON PETITION
Application No.: 09/916,784 :
Filed: July 27, 2001 ; UNDER 37 CFR 1.137(b)

Attorney Docket No.: LMRX-P040/P815

This is a decision on the petition under 37 CFR 1.137(b), filed May 16, 2005, to revive the above-
identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply within the meaning of 37
CFR 1.113 in a timely manner to the final Office action mailed October 7, 2004, which set a
shortened statutory period for reply of three (3) months. While a timely reply was filed on March
14, 2005 (reply was accompanied by petition for a two-month extension of time with certificate of
mailing of March 7, 2005), that reply did not prima facie place this application in condition for
allowance as indicated by the Advisory Action of April 7, 2005. A Notice of Appeal was not filed.
Accordingly, by operation of law, the above-identified application became abandoned on March
08, 2005.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of a Request for Continued Examination (RCE) and submission as
required by 37 CFR 1.114; (2) the petition fee and (3) the required statement of unintentional
delay have been received. Accordingly, the reply to the final Office action of October 07, 2004 is
accepted as having been unintentionally delayed.

The application is being referred to Technology Center AU 1763.

Telephone inquires concerning this decision should be directed to Derek A. Putonen at (571) 272-
3294 or in his absence, the undersigned at (571) 272-3217

Petitions Examiner
Office of Petitions
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IBM CORPORATION Mail Date: 04/20/2010
3039 CORNWALLIS RD.

DEPT. T81 / B503, PO BOX 12195
RESEARCH TRIANGLE PARK, NC 27709

Applicant : Sean James Martin : DECISION ON REQUEST FOR
Patent Number : 7606899 : RECALCULATION of PATENT
Issue Date : 10/20/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/916,792 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/27/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 906 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRAOEMARK OFFICE
WASHINGTON, D.C. 20231

www.uspto.gov

Paper No. 3
Ronald Coslick
Foley & Lardner A‘L
§8i2t3y(33500 Park E M
entu ark East

Los Angele?'CA 90067-3021 AUG 1 2 2002

. FRCE
In re Application of: : DIRECTOR O
Victor Demjanenko : TECHNOLOGY CENTER 2600
Aﬁ)phcatlon No.: 09/916,865 : DECISION ON REQUEST TO
Filed: July 27, 2001 WITHDRAW AS ATTORNEY

For: USE OF SOFT-DECISION OR SUM-
PRODUCT INNER CODERS TO IMPROVE
THE PERFORMANCE OF OUTER CODERS

This is a decision on the Request To Withdraw from Representation filed June 24, 2002.

A é{antable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/ are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
indication that one attorney is signing on behalf of another/others. A request to withdraw will
not be approved unless at Ieast 30 (thirty) days would remain between the date of a}t)lproval. and
the later of the expiration date of a time to file a response or the expiration date of the maximum
time period which can be extended under 37 C.F.R. § 1.13 g/{alg. The effective date of withdrawal
being the date of decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36
furthter requires that the applicant or patent owner be notified of the withdrawal of the attorney or
agent.

The request meets all the above-listed requirements. The request is GRANTED.

All future communications from the Office will be directed to the below-listed address until

otherwise notified by applicant. This correspondence address is provided by the withdrawn

attorneys. Applicant is reminded of the obligation to promptly notlgy the Patent and Trademark

8??06 of any change in correspondence address to ensure receipt of all communications from the
ice.

/é/vv\\ e W
Kenneth A. Wieder | 7
%pemal Program Examiner

echnology Center 2600
Communications
(703) 305-4710

cc: Dr. Victor Demjanenko
VoCal Technolog‘les, Ltd.
200 John James Audubon Pkwy.
Buffalo, NY 14228
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Commissioner for Patents
United States Patent and Trademark Office

P.0O. Box 1450
Alexandria, VA 22313-1450
www.uspio.gov
ROBERT Aé(I;IICCANN, ESQ.
PANDUIT RP. :
LEGAL DEPARTMENT - TP12 COPY MAILED
17301 S. RIDGELAND AVENUE
TINLEY PARK IL 60477 OCT 2 5 2004
in re Application of : OFFICE OF PETITIONS
Jed M. Barker et al :
Application No. 09/916,923 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. LCB 373

This is a decision on the petition, filed October 22, 2004, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 9, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2833 will consider the request for continued
examination under 37 CFR 1.114.

Kartn
Karen Creasy
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL.PROPERTY AND
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, DC 20231

WwWW, uspPto.gov

- William J. Benman R
Suite 2740 MAILED
2049 Century Park East 4
Los Angeles, CA 90067 MAY 2 / 2003
Office of the Directo?
In re application of Group 3600 1.
Ruben G. Duran % il
Application No. 09/916,927 : ‘DECISION ON REQUEST
Filed: July 27, 2001 : FOR WITHDRAWAL OF
For: ESCROW ACCOMMODATION ; ATTORNEY
SYSTEM

This is a decision on the request filed on March 11, 2003, under 37 CFR
1.36 and MPEP 402.06, requesting permission to withdraw as the attorney
of record in the above-identified application.

The request is NOT APPROVED as MOOT.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. Besides giving due notice to
his or her client and delivering to the client all papers and property to
which the client is entitled as specified under 37 CFR 10.40, approval of
such a request requires that the following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c)
above, there must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a).
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The request to withdraw as attorney in the above-identified application is
not approved as moot because the attorney making the request does not
now have, and apparently never has had, power of attorney in this
application.

There is no record of power of attorney ever being given to the attorney
making the request. The original declaration does not include a power of
attorney and no separate paper conferring power of attorney to the
attorney making the request was filed.

Since the attorney making the request does not have power of attorney,
the correspondence address will not be changed (MPEP 405, 37 CFR
1.33(a)(2) and (b)).

Randolph A. %eese

Special Programs Examiner
Patent Technology Center 3600
(703) 308-2121

(703) 605-0586 (facsimile)

RAR/tpl: 5/21/03
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Baox 1450
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Smyrski Law Group, A Professional MAILED
Corporation
3310 Airport Avenue, SW SEP 09 2009

Santa Monica, CA 90405
OFFICE OF PETITIONS

In re Application

Ruben G. Duran :

Application No. 09/916,927 :  DECISION ON PETITION
Filed: July 27, 2001 :

Attorney Docket No. Duran-1

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 20, 20009, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

The application became abandoned for failure to file a proper reply in a timely manner to the
non-final Office action mailed March 27, 2006, which set a shortened statutory period for reply
of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on June 28, 2006. A Notice of
Abandonment was mailed on October 11, 2006.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR
1.137 was unintentional, the Director may require additional information. See MPEP
711.03(c)(IN)(C) and (D). The instant petition lacks item (3).
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There are three periods to be considered during the evaluation of a petition under 37 CFR
1.137(b):

(1) the delay in reply that originally resulted in the abandonment;

(2) the delay in filing an initial petition pursuant to 37 CFR 1.137(b) to revive the
application; and '

(3) the delay in filing a grantable petition pursuant to 37 CFR 1.137(b) to revive the
application.

Currently, the delay has not been shown to the satisfaction of the Director to be unintentional for
periods (1) and (2).

As to Period (1):

The patent statute at 35 U.S.C. § 41(a)(7) authorizes the Director to revive an "unintentionally
abandoned application." The legislative history of Public Law 97-247 reveals that the purpose of
35 U.S.C. § 41(a)(7) is to permit the Office to have more discretion than in 35 U.S.C. §§ 133 or
151 to revive abandoned applications in appropriate circumstances, but places a limit on this
discretion, stating that "[u]nder this section a petition accompanied by either a fee of $500 or a
fee of $50 would not be granted where the abandonment or the failure to pay the fee for
issuing the patent was intentional as opposed to being unintentional or unavoidable." [Emphasis
added]. See H.R. Rep. No. 542, 97th Cong., 2d Sess. 6-7 (1982), reprinted in 1982
U.S.C.C.AN. 770-71. The revival of an intentionally abandoned application is antithetical to the
meaning and intent of the statute and regulation.

35 U.S.C. § 41(a)(7) authorizes the Director to accept a petition "for the revival of an
unintentionally abandoned application for a patent." As amended December 1, 1997, 37 CFR
1.137(b)(3) provides that a petition under 37 CFR 1.137(b) must be accompanied by a statement
that the delay was unintentional, but provides that "[t]he Commissioner may require additional
information where there is a question whether the delay was unintentional." Where, as here,
there is a question whether the initial delay was unintentional, the petitioner must meet the
burden of establishing that the delay was unintentional within the meaning of 35 U.S.C. §
41(a)(7) and 37 CFR 1.137(b). See In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r
Pats. 1989); 37 CFR 1.137(b). Here, in view of the inordinate delay (over 3 years) in resuming
prosecution, there is a question whether the entire delay was unintentional. Petitioner should
note that the issue is not whether some of the delay was unintentional by any party; rather, the
issue is whether the entire delay has been shown to the satisfaction of the Director to be
unintentional.
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The question under 37 CFR 1.137(b) for period (1) is whether the delay on the part of the party
having the right or authority to reply to avoid abandonment (or not reply) was unintentional.
Accordingly, any renewed petition must clearly identify the party having the right to reply to
avoid abandonment on June 28, 2006. That party, in turn must explain what effort(s) was made
to further reply to the outstanding Office action and, further, why no reply was filed. If no effort
was made to further reply, then that party must explain why the delay in this application does not
result from a deliberate course of action (or inaction). Likewise, as the applicant Ruben G.
Duran at the time of abandonment, an explanation is required as to why this application became
abandoned while it was under his control and what efforts were made by Ruben G. Duran to
further reply of itself and with whom this matter was discussed. Copies of any correspondence
relating to the filing, or to not filing, a further reply to the outstanding Office action are required
from responsible person(s), and whoever else was involved with this application at the time of
abandonment. Statements are required from any and all persons and the responsible person(s)
having firsthand knowledge of the circumstances surrounding the lack of a reply to the
outstanding Office action. As the courts have made clear, it is pointless for the USPTO to revive
a long abandoned application without an adequate showing that the delay did not result from a
deliberate course of action. See Lawman Armor v. Simon, 2005 U.S. Dist. LEXIS 10843, 74
USPQ2d 1633 (DC EMich 2005); Field Hybrids, LLC v. Toyota Motor Corp., 2005 U.S. Dist.
LEXIS 1159 (D. Minn Jan. 27, 2005); Lumenyte Int'l Corp. v. Cable Lite Corp., Nos. 96-1011,
96-1077, 1996 U.S. App. LEXIS 16400, 1996 WL 383927 (Fed. Cir. July 9, 1996) (unpublished)
(patents held unenforceable due to a finding of inequitable conduct in submitting an
inappropriate statement that the abandonment was unintentional).

As to Period (2):

Likewise, where the applicant deliberately chooses not to seek or persist in seeking the revival of
an abandoned application, or where the applicant deliberately chooses to delay seeking the
revival of an abandoned application, the resulting delay in seeking revival of the abandoned
application cannot be considered as "unintentional" within the meaning of 37 CFR 1.137(b). See
MPEP 711.03(c). )

The language of both 35 U.S.C. § 41(a)(7) and 37 CFR 1.137(b) are clear and unambiguous, and,
furthermore, without qualification. That is, the delay in filing the reply during prosecution, as
well as in filing the petition seeking revival, must have been, without qualification,
"unintentional" for the reply to now be accepted on petition. The Office requires that the entire
delay be at least unintentional as a prerequisite to revival of an abandoned application to prevent
abuse and injury to the public. See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted in
1982 U.S.C.C.A.N. 771 ("[i]n order to prevent abuse and injury to the public the Commissioner .
.. could require applicants to act promptly after becoming aware of the abandonment"). The
December 1997 change to 37 CFR 1.137 did not create any new right to overcome an intentional
delay in seeking revival, or in renewing an attempt at seeking revival, of an abandoned



Application No. 09/916,927 Page 4

application. See Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg.
53131, 53160 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 87 (October 21, 1997), which
clearly stated that any protracted delay over 2 years) could trigger, as here, a request for
additional information. As the courts have since made clear, a protracted delay in seeking
revival, as here, requires a petitioner’s detailed explanation seeking to excuse the delay as
opposed to USPTO acceptance of a general allegation of unintentional delay. See Lawman
Armor v. Simon, 2005 U.S. Dist. LEXIS 10843, 74 USPQ2d 1633, at 1637-8 (DC EMich 2005);
Field Hybrids, LLC v. Toyota Motor Corp., 2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27,
2005) at *21-*23. Statements are required from any and all persons and/or the responsible
person(s) having firsthand knowledge of the circumstances surroundmg the protracted delay,
after the abandonment date, in seeking revival. :

As noted in MPEP 711.03(c)(IL), subsection D, in instances in which such petition was not filed
within 1 year of the date of abandonment of the application, applicants should include:

(A) the date that the applicant first became aware of the abandonment of the application;
and :

(B) a showing as to how the delay in discovering the abandoned status of the application
occurred despite the exercise of due care or diligence on the part of the applicant.

In either instance, applicant's failure to carry the burden of proof to establish that the "entire"
delay was "unavoidable" or "unintentional" may lead to the denial of a petition under 37 CFR.
1.137(b), regardless of the circumstances that originally resulted in the abandonment of the
application. See also New York University v. Autodesk, 2007 U.S. DIST LEXIS, U.S.District
LEXIS 50832, *10 -*12 (S.D.N.Y. 2007)(protracted delay in seeking revival undercuts assertion
of unintentional delay).

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.
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Any renewed petition may be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralizéd facsimile number is (571) 273-8300.

Correspondence regarding this decision may also be filed through the electronic filing system of
the USPTO.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.

Carl Friedman
Petitions Examiner
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: CO%ISSIONER FOR PATENTS

PO.

1450
Alexandria, Virginia 22313-1450

[ APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPL]CAN;W WTW ATTY. DOCKETNOJTITLE |
09/916,927 07/27/2001 Ruben G. Duran Duran-1
CONFIRMATION NO. 8764
30438 POA ACCEPTANCE LETTER
SMYRSKIi LAW GROUP, A PROFESSIONAL CORPORATION
3310 ARPORT AVENUE, SW A

SANTA MONICA, CA 90405
Date Mailed: 09/02/2009

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 07/20/2009.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/kainabinet/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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COPY MAILED
Smyrski Law Group, A Professional JAN 132010
Corporation
3310 Airport Avenue, SW

Santa Monica, CA 90405

In re Application

Ruben G. Duran :

Application No. 09/916,927 :  DECISION ON PETITION
Filed: July 27, 2001 : ‘

Attorney Docket No. Duran-1

This is a decision on the renewed petition under the unintentional provisions of 37 CFR 1.137(b),
filed November 10, 2009, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to file a proper reply in a timely manner to the
non-final Office action mailed March 27, 2006, which set a shortened statutory period for reply
of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on June 28, 2006. A Notice of
Abandonment was mailed on October 11, 2006.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810 and (3) a proper statement of
unintentional delay. Accordingly, the amendment is accepted as being unintentionally delayed.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice_and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.
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Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.

This application is being referred to Technology Center AU 3693 for appropriate action by the
Examiner in the normal course of business on the reply received July 20, 2009.

Carl Friedman
Petitions Examiner
Office of Petitions
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F. CHAU & ASSOCIATES
1900 Hempstead Turnpike
Suite 501

East Meadow, NY 11554

In re Application of
Castelli et al.

Serial No. 09/916,935
Filed: July 27, 2001

For: METHOD AND APPARATUS FOR

UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Ofﬁcs

ASSISTANT SECRETARY ANU'LOMMISSIONER
OFPATENTSANDTRADEMARKS : 4433

Washington, D.C. 20231
/;w"’)

.qy?jDQ’

DECISION ON PETITION

PREDICTION OF COMPUTER
SYSTEM PERFORMANCE BASED
ON TYPES AND NUMBERS OF
ACTIVE DEVICES

This is a decision on petition filed February 22,2002 under 37

CFR 1.48(a). Petitioner requests the inventorship be corrected.
Petitioner alleges unintential ommission of one inventor.

The petition is GRANTED.

37 CFR 1.48(a) Correction of inventorship requires -

(a) If the correct inventor or inventors are not named
in a nonprovisional application through error without any
deceptive intention on the part of the actual inventor or
inventors, the application may be amended to name only the
actual inventor or inventors. Such amendment must be
diligently made and must be accompanied by:

(1) a petition including a statement of facts verified
by the original named inventor or inventors establishing
when the error without deceptive intention was discovered
and how it occurred;

(2) an oath or declaration by each actual inventor or
inventors as required by § 1.63;

(3) the fee set forth in § 1.17(h); and

\

(4) the written consent of any assignee. When the
application is involved in an interference, the petition
shall comply with the requirements of this section and shall
be accompanied by a motion under § 1.634.
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Petitioner submits (1) a petition, (2) an Oath/Declaration by each
actual inventor as required by Rule 63, (3) the requisite fee,
and (4) the written consent of the assignee.

The petition is GRANTED.

The application will be forwarded to application branch to
correct the inventorship. The inventorship will then be -

Vittorio Castelli; Peter A. Franaszek; and Joy Aloysius Thomas.

Bt i

Kevin Teska
Supervisory Patent Examiner
Technology Center 2100
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Edward J. Lynch

DUANE MORRIS LLP
ONE MARKET
SPEAR TOWER, SUITE 2000
San Francisco CA 94105 COPY MAILED
JAN 2 6 2005
OFFICE OF PETITIONS

In re Application of

Lubock, et al.

Application No. 09/916,937 :

Filed: July 21, 2001 : ON PETITION
Attorney Docket No. R0367-02600 :

For: DILATION DEVICES AND METHODS FOR

REMOVING TISSUE SPECIMENS

This is a decision on the petition under 37 CFR 1.182, filed July 21, 2004, to delete a claim of
priority.

The petition under 37 CFR 1.182 is DISMISSED AS MOOT. No petition fee has been charged.

Applicants have timely filed a RCE. Finality has been withdrawn. MPEP 201.11 Section G
Deleting Benefit Claims states that “...applicants may cancel their claim to priority by amending
the specification or submitting a new application data sheet (no supplemental declaration is
necessary) to delete any references to prior application.”

The application file will be forwarded to the examiner of record in Technology Center GAU 3736
for consideration of the RCE, amendment, and IDS filed on July 21, 2004. The examiner will
consider whether any new prior art may now be available.

Telephone inquiries pertaining to this matter may be directed to the undersigned at (571) 272-
3230.

& st Wollek

E. Shirene Willis

Senior Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

Washington, D.C. 20231
www.uspto.gov

Paper No. 4
MERCK AND CO INC COPY MAILED
PO BOX 2000
RAHWAY, NJ 07065-0907 NOV 2 7 2001
In re Application of : OFFICE OF PETITIONS
Askew et al. :
Application No. 09/916,977 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. 20009YDB

This is a decision on the petition filed September 25, 2001, to accord the above-identified
application a filing date of July 27, 2001, instead of July 28, 2001.

The petition is granted.

Petitioner has submitted the result of a search of an USPS database indicating the instant
application was deposited with the USPS at 4:49pm on July 27, 2001.

Therefore, the application will be accorded a filing date of July 27, 2001.

In the future, any petition under 37 CFR 1.10 should be accompanied by a copy of the
express mail label.

The file is now being forwarded to the Office of Initial Patent Examination to accord the
application a filing date of July 27, 2001, and to treat petitioner’s request to correct the Domestic
Priority data. The file will then be forwarded to Technology Center 1600 for examination in due
course.

Telephone inquiries should be directed to Petitions Attorney Steven Brantley at (703) 306-5683.

Eharles Steven Brantley

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy -
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USPTO's USPS Express Mail Information Database

EM_E)Z(%{?_E_S_S Express Mail Number: EL523909858US . =

UNITED STATES POSTALSERVICE

(A

CILARALII L LR SR T

] ‘j
‘Date and Time* Package was accepted by USPS:

Attempted Delivery Date and Time:

Actual Delivery Date and Time:

*Also referred to as "Date In"

Monday, November 26, 2001 05:49 AM



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:

DATE ‘/////0‘7 'V
TOSPEOF :arTuNT __ 284 [ | Waﬂm # 09(916,970

SUBJECT : Request for Certificate of Correction on Patent No.: é 7?‘/ S _5: 2

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:

Palm location 7580, Certificates of Correction Branch - South Tower — 9A22 -

If response is for an IFW, return to employee (named below) via PUBSCofC Team in
MADRAS. .

With respect to the change(s) requested, correcting Office and/or Applicant's errors, should the

patent read as shown in the certificate of correction (CO.CINI? No new matter should be introduced, nor

should the scope or meaning of the claims be changed.
-_Valerie Jackson

Thank You For Your Assistance o ' ' . Certificates of Correction ‘Branch
Tel. No. 703-308-9390 ext. 114

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Q A'pp_rovgd ' All changes épply.
X -Approved in Part Specify below which changes do not apply.
Cj Denied | . ‘ . State the réasons for denial below.
- Comments: :

I‘lm’“’-(ﬁé) IQ@zj—M\U')CC/ bd — ot APPROVED |
J:)\L/; AL %M are - pnol  cuppenT or upbereh
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UNITED STAT!S PATENT AND TRADEMARK OFFICE-

LAW OFFICES OF KARL HORMANN
86 SPARKS STREET

CAMBRIDGE, MA 02138-2216 COPY MAILED

MAR 2 6 2007
In re Application of OFFIGE OF PETITIONS _
Junghanns et al. : ‘
Application No. 09/917,038 ' : ON PETITION

Filed: July 27, 2001
Attorney Docket No. Jungshamm et al.-1

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed May 2, 2006, to revive the
above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that ? 1) the reply in the form of a Response to Restriction Requirement; (2) the petition fee; and
(3) the required statement of unintentional delay have been received. Accordingly, the response
has been accepted as having been unintentionally delayed.

The above-identified application has been abandoned for an extended period of time. The Patent
and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting the
statement that the entire delay in filing the required re})l from the due date fpr the reply until the
filing of a grantable petition pursuant to 37 CFR 1.13 @,) was unintentional. ‘

There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent to prosecute the above-identified application. If the person
signing the instant petition desires to receive future correspondence re%arding this application,
the approptiate power of attorney or authorization of agent must be submitted. While a courtesy
copy of this decision is being mailed to the person signing the instant petition, all future
correspondence will be directed solely to the address currently of record until such time as
appropriate instructions are received to the contrary.

Petitioner only submitted $650.00 towards payment of the $750.00 petition fee. However,
petitioner’s deposit account was subsequently charged $1500.00. Accordingly, $1400.00 will be
credited ft‘o petitioner’s deposit account, as authorized, and $100.00 will be applied towards the
petition fee. .

This matter is being referred to Technology Center 1600 for further examination on the merits.

I See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178; 1203 Off. Gaz.‘ Pat. Office at 88 and
103 (responses to comments 64 and 109) (applicant obligated under 37 CFR 10.18 to inquire into the underlying facts and
circumstances when providing the statement required by 37 CFR 1.137(b) to the Patent and Trademark Office).
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;I‘ze%)eé)hone inquiries regarding this decision should be directed to the undersigned at (571) 272-

A ana b Dals
iana Walsh ,
Petitions Examiner

Office of Petitions
Cc:
COLLARD & ROE, P.C. -

1077 NORTHERN BOULEVARD
ROSLYN, NY 11576-1696
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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BERRY & ASSOCIATES P.C. Mail Date: 04/21/2010
9229 SUNSET BOULEVARD

SUITE 630
LOS ANGELES, CA 90069

Applicant : Najeeb Abdulrahiman : DECISION ON REQUEST FOR
Patent Number : 7610350 : RECALCULATION of PATENT
Issue Date : 10/27/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/917,070 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/26/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1006 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
United States Patent and Trademark Office
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Paper No. 8
DAVID T. BRACKEN
THE LAW OFFICE OF DAVID T. BRACKEN

4839 BOND AVENUE
ORANGE, CA 92869 COPY MAILED

MAR 1 0 2005
In re Application of : OFFICE OF PETITIONS
Abdeltif Essalik et al :
Application No. 09/917,072 : ON PETITION

Filed: July 26, 2001
Attorney Docket No. 9911.1aV1

This is a decision on the petition under 37 CFR 1.137(b), filed February 14, 2005, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed December 20, 2001, which set a shortened statutory period for reply
of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the above-identified application became abandoned on March 21, 2002.

The above-identified application has been abandoned for an extended period of time. The Patent
and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting the
statement that the entire delay in filing the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. See Changes to
Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178; 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109) (applicant obligated under 37 CFR 10.18 to inquire
into the underlying facts and circumstances when providing the statement required by 37 CFR
1.137(b) to the Patent and Trademark Office).

Telephone inquiries concerning this decision should be directed to Wan Laymon at (571) 272-
3220.

The file is being forwarded to Technology Center 1744.

Wan La
Petitions”’Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No: 12

JOSEPH K. MOSIS COPY MAILED

1125 CRESCENT DR. SEP 15 2003
BRENTWOOD CA 94513

OFFICE OF PETITICNS
In re Application of: . : ON PETITION
Mosis. .

Filed: 30 July, 2001
Application No. 09/917,081
Docket No.: (None)

This is a decision on the petition filed herein on 5 September, 2003, under 37 C.F.R. §1.137(a) to
revive the above-identified application, and in light of the allegations (alleged timely receipt and
agreement by an unidentified person at the Office to withdraw the holding of abandonment)
constdered as a petition to withdraw the holding of abandonment under 37 C.F.R. §1.181.

For the reasons set forth below, the petition:

. the petition as considered under 37 C.F.R. §1.181 to withdraw the holding of
abandonment is DISMISSED; and

. under 37 C.F.R. §1.137(a) is DISMISSED.

NOTES:

€9 Any petition (and fee) for reconsideration of this decision under 37 C.F.R.
§1.137(a) (as to unavoidable delay) or an alternative request for relief under 37
C.F.R. §1.137(b)' (as to unintentional delay) must be submitted within two (2)

! Effective December 1, 1997, the provisions of 37 C.F.R. §1.137(b) now provide that where the delay in reply was unintentional, a
petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 C.F.R. §1.137(b). a grantable petition filed under the
provisions of 37 C.F.R. §1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to prosecute, the required reply may be met
by the filing of a continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the
required reply must be the payment of the issue fee or any outstanding balance thereof.

(2) the petition fee as set forth in 37 C.F.R. §1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable petition pursuant to 37
C.E.R. §1.137(b) was unintentional. The Commissioner may require additional information where there is a question whether the delay was
unintentional; and

(4) any terminal disclaimer (and fee set forth in 37 C.F.R. §1.20(d)) required pursuant to 37 C.F.R. §1.137(c). (Emphasis supplied.)
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~months from the mail date of this decision. Extensions of time under 37 C.F.R.

§1.136(a) are permitted. The reconsideration request should include a cover letter
entitled "Renewed Petition under 37 C.F.R. §1.137(a)"; and/or "Petition under 37
C.F.R. §1.137(b)";

Thereafter, there will be no further reconsideration of this matter.

BACKGROUND

The record indicates that:

. Petitioner/Applicant Joseph K. Mosis (Petitioner) failed to reply timely and properly to

the non-final Office action mailed on 9 April, 2002, and due (absent extension of time) on
or before 9 July, 2002;

the application was deemed abandoned after midnight 9 July, 2002;

on 13 January, 2003, papers were filed via FAX by an individual identified as Gabrielle

Tetreault, Esq.,” but who for whom there is neither a registration number listed with the

Office nor a Power of Attorney executed by the Petitioner herein--and those papers were
not entered;

Notice of Abandonment was mailed on 24 June, 2003, and contained a discussion that the
Petitioner herein might consider requesting the withdrawal of the holding of
abandonment or alternatively petitioning to revive the application as having been
abandoned due to unavoidable delay or unintentional delay;

Petitioner filed the instant petition more than two months later, allegihg, erroneously,
that:

--the Office agreed to withdraw the holding of abandonment (thus, reason for
consideration under 37 C.F.R. §1.181); and

--alternatively seeking revival of the application under 37 C.F.R. §1.137(a)
because a reply was submitted, via Federal Express (Tracking No. 834671 723937)
on 5 July but not delivered until 12 July, 2002;

a document styled “Response to Office Action Summary Dated April 9, 2002" was
submitted in the 13 January, 2003, FAX materials, and Petitioner indicates this is the
required reply.
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STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissibner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).2

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a petitioner to revive
a previously unavoidably or unintentionally, respectively, abandoned application under this
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding
Office action, as well as filing the first petition seeking revival, must have been unavoidable for
the reply now to be accepted on petition.?

Delays in responding properly raise the question whether delays are unavoidable.* Where there is
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing
that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a).’
And the Petitioner must be diligent in attending to the matter.® Failure to do so does not
constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care.

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and
regulatory requirements of unavoidable delay, and also, by definition, are not intentional.”))

Allegations as to the Request to Withdraw
the Holding of Abandonment and
the Petition Alleging Unavoidable Delay

Petitioner contends that he submitted the reply timely via Federal Express, however, that courier

2 35U.5.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to the
applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded as
abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

3 Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.

4 See: Changes 10 Patent Practice and Procedure; Final Rule Notice, 62 Fed. Rég. at 53158-59 (October 10, 1997), 1203 Off: Gaz.
Pat. Office at 86-87 (October 21, 1997).

5 See: In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pats. 1989).

6 See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment, 1124 Off. Gaz. Pat. Office 33
(March 19, 1991). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the
application revived. See 1124 Off. Gaz. Pat. Office supra. -

Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for
shipment by the US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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was not able to deliver the materials until 12 July, 2003--three days after the end of the shortened
statutory period.

Because Petitioner alleges that the holding of abandonment was improper, the instant petition is
considered in light of the regulations at 37 C.F.R. §1.181.

Petitioner could have submitted the required reply:

. via US Postal Service (USPS) first class mail or via FAX under the provisions of 37
C.F.R. §1.8 with a certificate of mailing via first class mail or certlﬁcate of FAX
transmission, respectively; or

. via USPS Express Mail under the provisions of 37 C.F.R. §1.10 with a certificate of
Express Mail identifying the submission with the Express Mail label number.

Petitioner chose none of those alternatives.

- Applicants and practitioners who fail to use the rules and procedures set out by the Office to
benefit their practice before it, not surprisingly also fail to gain those very benefits.

The courts have determined the construct for properly supporting a petltlon seeking withdrawal
of a holding of abandonment 8

Petitioner has alleged but failed to evidence that the Office improperly deemed the instant
application abandoned because the necessary reply was timely submitted under the rules and/or
received, and thus fails to satisfy the requ1rements for having the holding of abandonment
withdrawn.

A delay is not “unavoidable” when an applicant simply fails to file properly and timely the
required reply and so permits the maximum extendable statutory period for reply to expire.’

In determmmg if a delay was unavoidable, dec1sxons on reviving abandoned applications have
adopted the standard of the reasonably prudent person acting in their most important business
matters. "'’

8 See: Delgar v. Schulver, 172 USPQ 513 (D.D.C. 1971).

? See MPEP 711.03(c)(II)C)(2).

10 Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term "unavoidable" "is applicable to ordinary human
affairs, and requires no more or greater care or diligence than is generally used and observed by prudent and careful men in relation to their most
important business”); In re Mattullath, 38 App. D.C. 497, 514-15 (D.C. Cir. 1912); Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141 (Comm?r
Pat. 1913).
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In addition, decisions on revival are made on a "case-by-case basis, taking all the facts and
circumstances into account.""!

Petitioner simply failed to file a timely and proper response to the non-final Office action.

Such practice clearly does not satisfy the Pratt requirements of diligence in attending to one’s
most important business affairs.

Therefore, Petitioner fails to satisfy the showing as required under 37 C.F.R. §1.137(a).

Accordingly, Petitioner has failed to establish to the satisfaction of the Commissioner that the
delay was "unavoidable" within the meaning of 37 C.F.R. §1.137."

It is noted that, as of this writing, it does not appear that the fee for the petition under 37 C.F.R.
§1.137(a) was submitted with the petition (notwithstanding the contrary statement in the petition
that a fee of “$55" was submitted--this is erroneously set forth as an Issue Fee).

CONCLUSION

Because Petitioner failed to satisfy the burdens set forth in Delgar v. Schulyer, the petition under
37 C.F.R. §1.181 must be and hereby is dismissed.

Moreover, the circumstances of this application do not demonstrate as of this writing that the
delay in filing the first petition was/is within the statutory and regulatory meaning of unavoidable
- delay--and the instant petition fails to satisfy the “showing” requirement as to relief sought and
the “fee” requirement of the regulations.

Therefore, in the absence of those requirements, the petition herein 37 C.F.R. §1.137(a) must be
and hereby 1s dismissed.

ALTERNATIVE VENUE

It appears that Petitioner is unable to make a showing of unavoidable delay surpassing that
tendered heretofore, and, therefore, Petitioner's only alternative to irretrievable abandonment
likely is to file a petition and fee as set forth at NOTE 1, above at page 2, under 37 C.F.R.
§1.137(b), and state therein that “the entire delay in filing the required reply from the due date for

1 Smith v. Mossinghoff, 671 F.2d 533, 538. 213 USPQ 977, 982 (D.C. Cir. 1982).

2 See Application of G, 11 USPQ2d at 1380; In re Application of S, Id.
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the reply until the filing of a grantable petition pursuant to 37 C.F.R. §1 137(b) was
unintentional.”
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Thus, Petitioner may wish to supplement his petition to plead alternatively under 37 C.F.R.
§1.137(b) wherein the “showing ” burden is much less onerous.

Petitioner is cautioned that failure to submit such a petition 37 C.F.R. §1.137(b) timely mav be
viewed as intentional delay and an absolute bar to revival.

Further correspondence with respect to this matter should be addressed as follows:

By mail: (Effective 1 May, 2003)"
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (703) 308-6916
~ ATTN.: Office of Petitions

By hand: Crystal Plaza Four, Suite CP4-3C23
2201 South Clark Place
Arlington, VA 22202

Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305-
9199. '

John J. Gillon, Jr.

Senior Attorney
Office of Petitions

] . . . . .
3 To determine the appropriate addresses for other subject-specific correspondence, refer to the USPTO Web site at WWW, USpto.gov.
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OFHCE OF PETITIONS
In re Application of: : ON PETITION s
Mosis :
Filed: 30 July, 2001
Application No. 09/917,081
Docket No.: JKM-101
This is a decision on the petition filed herein on 10 November, 2003, under 37 C.F.R. §1.137(b)
to revive the above-identified application as abandoned due to unintentional delay.
For the reasons set forth below, the petition under 37 C.F.R. §1.137(b) is GRANTED.
NOTES:
(1) The Power of Attorney filed contemporaneously with the petition hereby is acknowledged
and accepted. - )
(2) In his papers, Petitioner has incorrectly identified the Art Unit-the correct listing is AU .3751.
BACKGROUND

The record indicates that:
d Applicant Joseph K. Mosis (Petitioner) failed to reply timely and properly to the non-final

Office action mailed on 9 April, 2002, and due (absent extension of time) on or before 9
July, 2002; .
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. the application was deemed abandoned after midnight 9 July, 2002;
. on 13 January, 2003, papers were filed via FAX by an individual identified as Gabrielle

Tetreault, Esq.,” but for whom there is neither a registration number listed with the Office
nor a Power of Attorney executed by the Petitioner herein--and those papers were not
entered;

o Notice of Abandonment was mailed on 24 June, 2003, and contained a discussion that the
Petitioner herein might consider requesting the withdrawal of the holding of
abandonment or alternatively petitioning to revive the application as having been
abandoned due to unavoidable delay or unintentional delay;

. more than two months later, Mr. Mosis filed a petition alleging, erroneously, that: the
Office agreed to withdraw the holding of abandonment (thus, reason for consideration
under 37 C.F.R. §1.181); alternatively seeking revival of the application under 37 C.F.R.
§1.137(a) because a reply was submitted, via Federal Express (Tracking No.
834671723937) on 5 July but not delivered until 12 July, 2002; and a document styled
“Response to Office Action Summary Dated April 9, 2002" was submitted in the 13
January, 2003, FAX materials, and Petitioner indicated this was the required reply;

. on 15 September, 2003, the petitions under 37 C.F.R. §1.137(a) and as considered under
under 37 C.F.R. §1.181 were dismissed;

~

. the instant petition was filed on 10 November, 2003, accompanied by a Power of
Attorney (discussed above) and an Amendment.

STATUTES. REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).'

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a petitioner to revive
a previously unavoidably or unintentionally, respectively, abandoned application under this
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding

: 35 U.S.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon tailure of the applicant to prosccute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days. as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.
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Office action, as well as filing the first petition seeking revival, must have been unavoidable for
the reply now to be accepted on petition.’

Delays in responding properly raise the question whether delays are unavoidable.* Where there is
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing
that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a).}

And the Petitioner must be diligent in attending to the matter.’ Failure to do so does not
constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care.

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and
regulatory requirements of unavoidable delay, and also, by definition, are not intentional.®))

Allegations as to the Petition

Alleging Unintentional Delay

Petitioner has submitted the petition with fee and the reply and has made the statement of
unintentional delay.

CONCLUSION

Petitioner has satisfied the regulatory requirements, and the petition under 37 C.F.R. §1.137(b)
hereby is granted.

The instant file is forwarded to Technology Center 3700 for further processing.

2
“ Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.

3 See: Changes o Patent Praciice and Procedure; Final Rule Notice. 62 Fed. Reg. at 53158-59 (October 10. 1997). 1203 Of. Gaz.
Pat. Office at 86-87 (October 21, 1997).

4 See: In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pats. 1989).

5 Sce: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment. 1124 Off. Gaz. Pat. Office 33
(March 19.1991). It was and is Petitioner’s burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the
application revived. See 1124 Off. Gaz. Pat. Office supra.

Therefore. by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for
shipment by the US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited tor shipment.
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Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305-
9199.

Jéhn J. Gillon, Jr.
Senior Attorney
Office of Petitions
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In re Application of : OFHCE OF PET'T'ONS

Steven J. Furnace :
Application No. 09/917,112 : DECISION ON PETITION

Filed: July 7, 2001 : TO WITHDRAW

Attorney Docket No. LKJ-162A : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed April 27,
2006.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to withdraw or
contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw will not be
approved unless at least 30 (thirty) days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date o f the maximum time period which can be extended under 37 C.F.R. §
1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of the conditions under the
mandatory or permissive categories enumerated in 37 CFR 10.40. Section 10.40 of Title 37 of the Code of Federal
Regulation states, “[a] practitioner shall not withdraw from employment in a proceeding before the Office without
permission from the Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not applicable,
a practitioner may not request permission to withdraw in matter pending before the Office unless such request or such
withdrawal is” for one the permissive reasons listed in 37 CFR 10.40(c). The reasons set forth in the request, requested
by assignee...., do not meet any the conditions set forth in 37 CFR 10.40 because the assignee has not intervened in
accordance with 37 CFR 3.71 and no statement under 37 CFR 3.73(b) has been filed.

All future communications from the Office will continue to be directed to the above-listed address until otherwise notified
by applicant.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272- 2991.

F e

Amelia Au
Petitions Examiner
Office of Petitions

cc: Mr. Joe Erway
Diﬁital Diagnostics Systems
3241 Fitzgerald Roa

Suite 1

Rancho Cordova, CA 95742
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Paper No. 4
JEFFREY FURR
176 SARATOGA DRIVE
JOHNSTOWN, OH 43031

COPY MAILED

SEP 2 8 2001
OFFICE OF PETITIONS
In re Application of
Huitt, Bauman, Gubitose, and :
Wieslaw : DECISION REFUSING STATUS

Application No. 09/917,183 : UNDER 37 CFR 1.47(a)
Filed: 27 July, 2001 :
Attorney Docket No.

This is in response to the petition filed under 37 CFR 1.47(a)?
on 27 July, 2001. .

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled “Request for Reconsideration of
Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor.

FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time may be obtained in accordance with 37 CFR
1.136(a) .

The above-identified application was filed on 27 July, 2001, with
a declaration naming Bruce Huitt, Kenneth Bauman, Christopher
Gubitose, and Mroz Wieslaw as joint inventors and signed by joint
inventor Gubitose on behalf of himself and the other joint
inventors. The present petition was also filed, in which
petitioners assert that joint inventors Huitt and Bauman are
unavailable to sign the declaration.

'a petition under 37 CFR 1.47(b) is inappropriate in this instance since one of
the inventors has signed the declaration. A petition under 37 CFR 1.47(b) is only
appropriate where none of the inventors will sign. Accordingly, the petition will be
treated as a petition under 37 CFR 1.47(a).
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A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable oath or declaration in compliance with 35
U.S.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
petition and/or declaration is not filed at the time of filing
the application, and

(5) a statement of the last known address of the non-signing
inventor.

The petition lacks item (3). Patent and trademark fees and
charges payable to the Patent and Trademark Office are required
to be paid in advance, that is, at the time of requesting any
action by the Office for which a fee or charge is payable.? As
such, the petition fee is a prerequisite to the filing of the
present petition, and the Office will not reach the merits of the
petition unless and until the petition fee is submitted. Any
request for reconsideration of this petition must be accompanied
by the petition fee.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Assistant Commissioner for Patents
Box DAC
Washington, D.C. 20231

By FAX: (703) 308-6916
Attn: Office of Petitions

By hand: Crystal Plaza Four, Suite 3C23
2201 S. Clark Place
Arlington, VA

237 CFR 1.22(a).
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Telephone inquiries related to this decision should be directed
to the undersigned at 703-308-6918.

Douglas I. Wood

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 6
JEFFREY FURR
176 SARATOGA DRIVE
JOHNSTOWN, OH 43031

COPY MAILED
APR 1 2 2002

OFFICE OF PETITIONS
In re Application of " ¢ NOTICE OF FEE DEFICIENCY,
Huitt, Bauman, Gubitose, and : NOTICE OF
Wieslaw : INCOMPLETE REPLY,
Application No. 09/917,183 : AND
Filed: 27 July, 2001 : DECISION REFUSING STATUS
Attorney Docket No. : UNDER 37 CFR 1.47 (a)

This is a decision on the paper styled "Petition for Unavailable
Inventors for the RF MULTIPLE LOAD CELL SCALE Patent Application
No 09/917,183" filed on 8 January, 2002, which is treated as a
renewed petition under 37 CFR 1.47 (a). ‘

The petition is dismissed.
NOTICE OF FEE DEFICIENCY

On 8 January, 2002, petitioners submitted $710.00 in response to
the Notice to File Missing Parts mailed on 13 September, 2001.
However, the statutory basic filing fee became $740.00 effective
1 October, 2001. Any fee paid on or after 1 October, 2001, must
be paid in the revised amount. Petitioner is responsible for
ensuring that the fee is submitted in the correct amount.
Therefore, a deficiency of $30.00 is due and must be submitted
with any request for reconsideration.

NOTICE OF INCOMPLETE REPLY

The present petition filed on 8 January, 2002,! in reply to the
decision mailed on 28 September, 2001, which set a two (2) month
period for reply is incomplete in that no extension of time was
filed therewith. The period for reply remains as set forth in

"It is noted that the petition says that it was [s]igned ... this 13th day of
November, 2001." As the petition does not contain a certificate of mailing in
accordance with 37 CFR 1.8, the actual date of receipt will be used.

Commissioner for Patents
United States Patent and Trademark Office
Washington, D.C. 20231

Wwww.uspto.gov
OIwW 04-02
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the decision mailed on 28 September, 2001. FAILURE TO FILE A
TIMELY RESPONSE WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time are available under 37 CFR 1.136(a).

While issues pertaining to acceptance of an incomplete reply are
moot, -in the interests of facilitating prosecution and
conservation of PTO resources, the petition under 37 CFR 1.47(a)
will be discussed on its merits.

PETITION UNDER 37 CFR 1.47(a)

The above-identified application was filed on 27 July, 2001, with
a declaration naming Bruce Huitt, Kenneth Bauman, Christopher
Gubitose, and Mroz Wieslaw as joint inventors and signed by joint
inventor Gubitose on behalf of himself and the other joint
inventors. The petition filed with the application papers on 27
July, 2001, was dismissed out of hand on 28 September, 2001,
because the petition fee had not been submitted. The present
renewed petition is accompanied by the petition fee.

Petitioners assert that joint inventors Huitt and Wieslaw are
unavailable for signature of the declaration.

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings):;

(2) an acceptable oath or declaration in compliance with 35
U.S.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
petition and/or declaration is not filed at the time of filing
the application, and

(5) a statement of the last known address of the non-signing
inventor.

The petition lacks items (1) and (2).

In regards to item (1), petitioners have not shown that diligent
efforts have been made to locate the non-signing inventors.?

Petitioners should send or give a copy of the application papers
to the non-signing inventors for review, with a request that the

2MPEP 409.03(d) .
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inventors sign and return the declaration. Petitioners may show
proof by providing a copy of the cover letter transmitting the
application papers to the non-signing inventor or details given
in an affidavit or declaration of facts by a person having first
hand knowledge of the details.

If the inventor(s) refuse in writing to sign the declaration,
petitioners should supply a copy of that written refusal with any
renewed petition. If the refusal was made orally to a person,
then that person must provide details of the refusal in an
affidavit or declaration of facts.

Alternatively, if the application is returned as undeliverable by
the post office, petitioners should submit a copy of the envelope
showing that a letter sent to the last known address of the non-
signing inventor was returned as undeliverable by the post
office. Details of the efforts made to locate the non-signing
inventor should be set forth in an affidavit or declaration of
facts by a person having first hand knowledge of the details.

In regards to item (2) the declaration filed on 27 July, 2001, is
defective .in that it (a) contains uninitialed/undated alterations
for joint inventors Huitt and Bauman, and (b) lacks the
citizenship for joint inventor Wieslaw. With regard to joint
inventor Huitt, there are initialed but undated alterations to
the residence and mailing address for this inventor. As Huitt
did not sign the declaration, it is unclear who initialed the
changes in his signature block. In any event, a new oath or
declaration containing the correct information for joint inventor
Huitt and signed by all of the signing inventors must be
provided.

With regard to joint inventor Bauman, it is noted that Bauman's
signature block has been crossed-out, and "no longer with the
company" is written in the margin next to Bauman’s signature
block. 37 CFR 1.41(a) (1) now defines the inventorship of a non-
provisional application as that inventorship set forth in the
oath or declaration filed to comply with the requirements of 37
CFR 1.63. As such, Bauman is a joint inventor of this
application. If it has since been determined that Bauman is not
a joint inventor of this application,. a petition under 37 CFR
1.48 should be filed to amend the inventive entity by deleting
Bauman as an inventor. Furthermore, an oath or declaration by
the actual inventor or inventors as required by § 1.63 or as
permitted by 1.42, 1.43, or § 1.47 is required.
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Lastly, the declaration supplied with the application papers also

lacks the citizenship of joint inventor Wieslaw.?

the inventor’s
be waived.*

citizenship is a statutory requirement and cannot

Further correspondence with respect to this matter should be
addressed as follows: -

By mail:

By FAX:

By hand:

Assistant Commissioner for Patents
Box DAC
Washington, D.C. 20231

(703) 308-6916
Attn: Office of Petitions

Crystal Plaza Four, Suite 3C23
2201 S. Clark Place
Arlington, VA

Telephone inquiries related to this decision should be directed
to.the undersigned at 703-308-6918.

Dol

Douglas I. Wood

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

SMPEP 605.01.

%35 U.s.c. § 115, MPEP 605.01.

A statement of
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UNITED STATES PATENT AND TRADEMARK OFFICE

Paper No. .9
JEFFREY FURR
253 N. MAIN STREET
JOHNSTOWN OH 43031

COPY MAILED
SEP 1 9 200
OFFICE OF PETITIONS
in re Application of
Huitt, Bauman, Gubitose, and :
Wieslaw : DECISION ACCORDING STATUS

Application No. 09/917,183 : UNDER 37 CFR 1.47(a)
Filed: 27 July, 2001 :
Atty Dkt No. 38,146

This is in response to the twice renewed petition under 37 CFR
1.47(a), filed by facsimile on 9 September, 2002.

The petition is GRANTED.

Petitioners have shown that non-signing inventor Kenneth Bauman
cannot be found. Specifically, petitioners have shown that a
letter was sent via first class mail to the last known addresses
of the non-signing joint inventor was returned by the U.S. Post
Office as undeliverable.

This application and papers have been reviewed and found in
compliance with 37 CFR 1.47(a). This application is hereby

accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventor at the
address given in the Declaration. Notice of the filing of this
application will also be published in the Official Gazette.

Petitioners should note that the order of inventors names is as
set forth in the declaration filed on 27 July, 2001.

The application is being forwarded to the Office of Initial
Patent Examination for further processing.

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE:
WASHINGTON, D.C. 2023

www.uspto.gov
DIW 00-02
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Telephone inquiries related to this decision should be directed
to the undersigned at 703-308-6918.

V74

Douglas I. Wood

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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COMMISSIONER FOR PATENTS
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Kenneth Bauman COPY MAILED

106 Briarwood Road

Spartanburg, SC 29301 SEP 1 9 2002
OF)

In re Application of FICE OF PET/T/ONS

Huitt et al.

Application No. 09/917,183 -

Filed: 27 July, 2001
For: INTERNET SCALE

Dear Mr. Bauman:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice
in Patent Cases. Should a patent be granted on the application you will be designated therein as a
joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of
record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant to 37 CFR
1.63. :

Telephone inquiries regarding this communication should be directed to the undersigned at
703/308-6918. Requests for information regarding your application should be directed to the File
Information Unit at 703/308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at
703/308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

i

Douglas |. Wood

Senior Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

JEFFREY FURR
253 N. MAIN STREET
JOHNSTOWN OH 43031
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Paper No. 7
FISH & RICHARDSON, PC MAIL
4350 LA JOLLA VILLAGE DRIVE
SUITE 500 JAN 3 1 2003
SAN DIEGO CA 92122
DIRECTOR OFFICE
TECHNOLOGY CENTER 2600

In re Application Serial No.: ON REQUEST TO

WITHDRAW AS ATTORNEY

09/ 917, 195

The Request to Withdraw as Attorney is GRANTED.

Further communications will be directed to the address listed below until such a time as
applicant properly notifies the Patent and Trademark Office of a change of address. This
address has been provided by the withdrawing attorney(s).

i

Krist’a Zele ax{
ec1al Prograrh Examiner

echnology Center 2600
Communications
(703) 305-4701

cc: Micron Technology, Inc.

C/o Tom D’ Amico
Dickstein, Shapiro, Moran & Oshinsky
2101 L Street NW

Washington DC 20037-1526
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CoMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRI!A, VA 22313-1450

www.uspto.gov

. Paper No.
BOZICEVIC, FIELD & FRANCIS LLP
1900 UNIVERSITY AVENUE

SUITE 200

EAST PALO ALTO, CA 94303

'COPY MAILED
JUL 2 0 2005
OFFICE OF PETITIONS

In re Application of

Granoff et al. :

Application No. 09/917,222 : ON PETITION
Filed: July 27, 2001 : ‘
Attorney Docket No. CHOR-001

This is a decision on the “REQUEST UNDER 37 C.F.R. §1. 705 (b) FOR
RECONSIDERATION OF PATENT TERM ADJUSTMENT,” filed January 19,
2005. Applicants request that the initial determination of
patent term adjustment under 35 U.S.C. 154 (b) be increased by
one hundred forty-seven (147) days, from one hundred seventy-
three (173) days to three hundred twenty (320) days.

The application for patent term adjustment is GRANTED to the
extent indicated herein.

The Office has updated the PAIR screen to reflect that the
correct Patent Term Adjustment (PTA) determination at the time
of the mailing of the Notice of Allowance is three hundred
twenty-one (321) days. A copy of the updated PAIR screen,
showing the correct determination, is enclosed.

On December 21, 2004, the Office mailed the Determination of
Patent Term Adjustment under 35 U.S.C. 154(b) in the above-
identified application. The Notice stated that the patent term
adjustment (PTA) to date is 173 days. On January 19, 2005,
applicants timely' submitted an application for patent term
adjustment (with required fee). Applicants dispute the period
of adjustment for Office failure to mail a first action under 35

' PALM records indicate that the Issue Fee payment was received on March 15,

2005.
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U.S.C. 132. Applicants maintain that in accordance with 37
C.F.R. 1.703, the period of adjustment for Office delay in
mailing the first Office action under 35 U.S.C. 132 is 405 days.
Specifically, applicants state that such action was mailed on
November 7, 2003, 405 days after the fourteen-month date.

Applicants state that the patent issuing from the appliCation is
not subject to a terminal disclaimer.

A review of the application history confirms that the number of
days in the period of adjustment pursuant to § 1.703(a) (1) for
the Office’s mailing of a first action under 35 U.S.C. 132 on
November 7, 2003, is 406 (not 405) days, counting the number of
days beginning on the day after the date that is fourteen months
after the date on which the application was filed under 35
U.S5.C. 111 (a), September 28, 2002, and ending on the date of the
mailing of the first action under 35 U.S.C. 132, November 7,
2003. '

In view thereof, the correct determination of patent term :
adjustment at the time of the mailing of the Notice of Allowance
is three hundred twenty-one (321) days.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

The application file is being forwarded to the Office of Patent
Publication for issuance of the patent.

Telephone inquiries specific to this matter should be directed
to Nancy Johnson, Senior Petitions Attorney, at (571) 272-32109.

ey A £s
e

Karin Ferriter
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Attachment: Copy of Revised PAIR Screen
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: /Z
DATE . _February 27, 2004

TO SPE OF : ARTUNIT__3736

SUBJECT : Request for Certificate of Correction on Patent No.: 6,612,995

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within days to:
Certific: | |
Palm location

- Tel. No. 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the
patent read as shown in the certificate of correction? No new matter should be introduced, nor should
the scope or meaning of the claims be changed.

I3

Please See the Foréign Application Priority Data

N

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.
Mpproved All changes apply.

O Approved in Part Specify below which changes do not apply.
Q Denied - State the reasons for denial below.
- Comments:

'&

/%«/2//@-% 323 ¢

" Ak SPE Art Unit

PTOL-306 (REV. 7/03) i M-S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450
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Paper No. 10

Fish & Richardson
12390 El Camino Real
San Diego, CA 92130-2081 COPY MAILED

NOV-0 5 2003
In re Application of :
Warrenplgalziel : QFFICE OF PETITIONS
Application No. 09/917,250 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. 08173-048001/

This is a decision on the petition under 37 CFR 1.137(b), filed October 27, 2003, to revive the above-
identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner in reply to the
non-final Office action mailed February 12, 2003, which set a shortened statutory period for reply of three
months from the mail date of the Notice. Accordingly, the above-identified application became
abandoned on May 13, 2003. '

The application is being forwarded to Technology Center AU 2652 for further processing.

Telephone inquiries concerning thi-s decision should be directed to Latrice Bond at (703) 308-6911.

Fotrire BN,

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPL0.gov

L APPLICATION NO. [ FILING DATE | FIRST NAMED INVENTOR iATTORNEY DOCKETNO. | CONFIRMATION NO. ]
09/917,264 07/27/2001 Colin P. Britton 0103488-00003 7813
21125 7590 10/07/2003 | EXAMINER |
NUTTER MCCLENNEN & FISH LLP ABELJALIL, NEVEEN
WORLD TRADE CENTER WEST
155 SEAPORT BOULEVARD { ART UNIT [ PapernumBEr |
BOSTON, MA 02210-2604

2175 l q

DATE MAILED: 10/07/2003

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE
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Paper No. 11

NUTTER MCCLENNEN & FISH LLP
WORLD TRADE CENTER WEST D
155 SEAPORT BOULEVARD : _ COPY MAILE

BOSTON, MA 02210-2604

0CT- 0 7 2003
OFFICE OF PETITIONS
In re Application of
Colin P. Britton, et al. :
Application No. 09/917,264 : DECISION GRANTING PETITION

Filed: July 27, 2001 : UNDER 37 CFR 1.137(b)
Attorney Docket No. 0103488-00003 :

This is a decision on the petition, filed September 2, 2003, which is being treated as a petition
under 37 CFR 1.137(b) to revive the instant nonprovisional application for failure to timely
notify the U.S. Patent and Trademark (USPTO) of the filing of an application in a foreign
country, or under a multinational treaty that requires publication of applications eighteen months
after filing. See 37 CFR 1.137(f). ’

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
an eighteen month publication country on May 15, 2002. However, the USPTO was
unintentionally not notified of this filing within 45 days subsequent to the filing of the subject
application in an eighteen month publication country. Petitioner explains that it was believed
that the filing of a ““PCT Request’ with the USPTO United States Receiving Office fully met
their obligation under 35 U.S.C. 112(b)(2)(B)(iii) to notify the USPTO of the foreign or
international filing of such invention.”

37 CFR 1.213(c) requires the applicant to provide notice, and 37 CFR 1.4(b) provides that each
application must be complete in itself. An international application would not be placed into the
file of an application that it relies upon for the benefit of an earlier filing date, and so applicant
was required to file a separate paper pursuant to 37 CFR 1.4(b) in the above-identified
application. Therefore, the mere filing of a PCT application is not the notification required by 35
U.S.C. § 122(b)(2)}(B)(iii) and 37 CFR 1.213(c). Petitioner’s attention is also directed to 37 CFR
1.4(c), which states:

Since different matters may be considered by different branches or sections of
the United States Patent and Trademark Office, each distinct subject, inquiry
or order must be contained in a separate paper to avoid confusion and delay in
answering papers dealing with different subjects.

Pursuant to 37 CFR 1.4(c), the separate paper was required to address a distinct subject.
Therefore, since a notification of foreign filing was required to be on a separate paper, the filing
of the PCT application did not serve as the notification of foreign filing required by 35 U.S.C. §
122(b)(2)(B)(1i1). It should be noted that the USPTO acts in a distinctly separate capacity, and in
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a dedicated, separate part of the Office, when it acts as a Receiving Office for the filing of
applications and papers under the PCT. Accordingly, as a review of the contents of the file of the
above-identified application shows that no notification of the May 15, 2002 filing of the PCT
application was filed within 45 days after the filing date of the PCT application, applicants’
failure to provide such timely notice of the filing of the PCT application, pursuant to 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c), caused the above-identified application to become
abandoned by operation of law after midnight June 29, 2002.

A petition to revive an application abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(ii1) for
failure to notify the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a
foreign country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due
date of the reply until the filing of a grantable petition was unintentional.

The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the
failure to timely notify the USPTO of a foreign or international filing within 45 days after the
date of filing of such foreign or international application as provided by 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c) is accepted as having been unintentionally delayed.

There is no indication that a reply to the non-final Office action of June 18, 2003 has been
filed. Accordingly, a shortened statutory period of three (3) months for reply to the non-
final Office action of June 18, 2003 is restarted with the mailing date of this decision.
Extensions of time pursuant to the provisions of 37 CFR 1.136(a) are permitted. Failure to
timely reply within the period restarted by this decision will result in the abandonment of
this application.

Ahy inquiries concerning this decision may be directed to Sherry D. Brinkley at (703) 305-9220.

This application is being returned to Technology Center Art Unit 2175 to await a reply to the
non-final Office action mailed June 18, 2003, the period of which is restarted to run from the
mailing date of this decision on petition as noted above.

of,

Sherry D. Brinkley

Petitions Examiner

Office of Petitions

Office of the Deputy Commigsioner
for Patent Examination Policy

Conferee: Frances M. Hick
Lead Petitions E iner



Docket No.: C1104.70075US00
(PATENT)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Kevin J. Dowling et al.

Serial No.: 09/917294

Confirmation No.: 8108

Filed: July 26, 2001

Patent No.: 7031920

For: LIGHTING CONTROL USING SPEECH RECOGNITION
Examiner: S. I. McFadden

Art Unit: 2655

REQUEST FOR CERTIFICATE OF CORRECTION
PURSUANT TO 37 CFR 1.322

Attention: Certificate of Correction Branch
Commissioner for Patents

P.O. Box 1450
Alexandria, VA 22313-1450 Please enter
Dear Sir: JBV/

Upon reviewing the above-identified patent, Patentee noted typographical errors which
should be corrected. The priority information listed is incorrect. Please note that Applicant is
attaching a copy of the Preliminary Amendment filed December 17, 2003. This Amendment was

obviously entered, as evidenced by Column 1, lines 6-57 of the issued patent.

The errors were not in the application as filed by applicant; accordingly no fee is

required.

1113970.1



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20081104
DATE : December 1, 2008
TO SPE OF : ART UNIT 2626

SUBJECT : Request for Certificate of Correction on Patent No.: 7031920
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X] Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[ ] Denied State the reasons for denial below.
Comments:

Please enter

SPE: /Patrick Edouard/ Art Unit 2626

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Paper No. 8
Royal W. Craig
Law Offices of Royal W. Craig
Suite 1319
210 N. Charles Street
Baltimore, MD 21201

COPY MAILED
DEC 1 0 2004
OFFICE OF PETITIONS

In re Application of

Linda Sweeting :
Application No. 09/917,308 : DECISION ON PETITION

Filed: July 27, 2001
Attorney Docket No. SWEETING-PA-1

This is a decision on the “PETITION TO REVIVE APPLICATION
PURSUANT TO 37 CFR 1.137(b),” filed August 30, 2004.

The petition under § 1.137(b) is DISMISSED. For the reasons set
forth herein, the petition and election as filed cannot be
accepted. Proof of authority to take action in this application
is required. :

Any request for reconsideration of this decision must be
submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are
‘permitted. The reconsideration request should include a cover
letter entitled "Renewed Petition under 37 CFR 1.137(b)." ‘

The above-identified application became abandoned for failure to
timely file a proper reply to the restriction requirement mailed
July 15, 2003. This Office action set a shortened statutory
period for reply of one month, with extensions of time obtailnable
under § 1.136(a). No reply having been received in the Office
and no extension of time obtained, the above-identified
application became abandoned on August 19, 2003. A Notice of
Abandonment was mailed on February 5, 2004.

The instant petition was filed by Royal W. Craig as “attorney of
record.” Therein, attorney Craig acknowledges that sole inventor
Linda Sweeting died on or about Sunday, September 23, 2003. The
petition suggests that attorney Craig may be acting on behalf of
Towson University, as assignee, in filing of the instant
petition. However, attorney Craig has not provided evidence of
an assignment of this application to either himself or Towson
University. Nor has attorney Craig presented a power of attorney
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to himself from the heirs, administrators, executors, or
assignees.

35.0.5.C. 117 Death or incapacity of inventor.

Legal representatives of deceased inventors and of those
under legal incapacity may make application for patent upon
compliance with the requirements and on the same terms and
conditions applicable to the inventor.

MPEP 409.01 Death of Inventor, provides that:

Unless a power of attorney is coupled with an interest
(i.e., an attorney is asslignee or part-assignee), the death
of the inventor (or one of the joint inventors) terminates
the power of attorney given by the deceased inventor. A new
power from the heirs, administrators, executors, or
assignees is necessary 1if the deceased inventor is the sole
inventor or all powers of attorney in the application have
?eegzterminated (but see MPEP § 409.01(f)). See also 37 CFR
.422.

Moreover, the provisions of 37 CFR 3.71(b) (1) and (2) identify

the. owner or assignee that can take action in patent matters,
e.g., the assignee which may conduct the prosecution of a

U.S. national application for a patent (35 U.S.C. 111l(a)), or any
other patent proceeding (e.g., a reexamination proceeding, an
interference proceeding). A national patent application 1s owned
by one of the following individual or composite entities:

(A) the inventor(s);

(B) an assignee or multiple assignees of the inventor(s);
or

(C) some combination of the assignee(s), and inventor(s)

who have not assigned away their right, title and interest
in the application. Pursuant to 37 CFR 3.73(b), a party
must be established as the assignee by satisfying the
requirements of that subsection, in order to be recognized
as an owner or part owner, for purposes of taking action in
patent matters before the Office.

37 CFR 3.73. Establishing right of assignee to take action.

(a) The inventor 1s presumed to be the owner of a patent
application, and any patent that may issue therefrom, unless
"there is an assignment.

(b) (1) In order to request or take action in a patent or
trademark matter, the assignee must establish its ownership
of the patent or trademark property of paragraph (a) of this
section to the satisfaction of the Director. The :
establishment of ownership by the assignee may be combined
with the paper that requests or takes the action. Ownership
is established by submitting to the Office a signed
statement identifying the assignee, accompanied by either:

(1) Documentary evidence of a chain of title from the ,
original owner to the assignee ( e.g., copy of an executed
assignment). The documents submitted to establish ownership
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may be required to be recorded pursuant to § 3.11 in the
assignment records of the Office as a condition to
permitting the assignee to take action in a matter pending
before the Office; or

(ii) A statement specifying where documentary evidence of a
chain of title from the original owner to the assignee is
recorded in the assignment records of the Office ( e.g.,
reel and frame number).

(2) The submission establishing ownership must show that
the person signing the submission is a person authorized to
act on behalf of the assignee by:

(1) | Including a statement that the person signing the
submission 1is authorized to act on behalf of the assignee;
or ' '

(ii) Being signed by a person having apparent authority to
sign on behalf of the assignee, e.g., an officer of the
assignee.

(c) For patent matters only:

(1) Establishment of ownership by the assignee must be
submitted prior to, or at the same time as, the paper
requesting or taking action is submitted.

(2) If the submission under this section is by an assignee
of less than the entire right, title and interest, such
assignee must indicate the extent (by percentage) of its
ownership interest, or the Office may refuse to accept the
submission as an establishment of ownership.

The instant application was filed by sole inventor Sweeting, with
a power of attorney given to attorney Royal W. Craig. The record
before the undersigned reveals no assignment of the application
to either attorney Craig or Towson University'. Attorney Craig
states that he is presently attorney of record in the case.
However, as provided in MPEP 409.01 , the death of the inventor
terminated the power of attorney given by inventor Sweeting. The
petition does not include a new power of attorney to attorney
Craig.

Furthermore, attorney Craig describes Towson University as having
an interest in this application, and states that they made a
decision to pursue this application. However, Towson University
has not established, pursuant to 37 CFR 3.73(b), their right to
take action in this application. The petition does not meet the
requirements for attorney Craig to take action in this
application on behalf of Towson University. In order for the
instant petition and response to be accepted, it must be
established that Towson University has such a right to take
action in this application, and that, a power of attorney to
attorney Craig has been given by Towson University.

"' 1t is acknowledged that the application as filed included a verified

statement claiming small entity status identifying Towson University as a non
profit organization having interest in the application.
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Further correspondence with respect to this decision should be
addressed as follows:

By mail:

By FAX:

By hand:

Mail Stop Petition
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

(703) 872-9306
ATTN: NANCY JOHNSON
SENIOR PETITIONS ATTORNEY

Effective June 5, 2004, patent correspondence
delivered by hand or delivery services, other
than the USPS, to the Customer Window must be
addressed as follows:

U.S. Patent and Trademark Office
220 20th Street S.

Customer Window, Mail Stop

Crystal Plaza Two, Lobby, Room 1BU3
Arlington, VA 22202

Telephone inquiries related to this decision may be directed to

the undersigned at

(571) 272-3219.
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UNITED STATES PATENT AND TRADEMARK OFFICE
) Commissioner for Patents

United States Patent and Trademark Office
Washington, D.C. 20231

www.usplo.gov

Paper No. 7

Maryam Imam
P Law Offices of IMAM
; Suite 1010
111 North Market Street D

San Jose, CA 95113 COPY MAILE
E FEB 19 2003
: In re Application of : OFFICE OF PETITIONS
E Hown Cheng et al. o ‘
] Application No. 09/917,312 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. Stream-09US

This is a decision on the petition under 37 CFR 1.137(b), filed January 29, 2003, to revive the above-
identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the Noitce to
File Corrected Application Papers (Notice) mailed September 4, 2001, which set a shortened statutory
period for reply of two (2) months. No extensions of time under the provisions of 37 CFR 1. 136(a) have
been obtained. Accordingly, the application became abandoned on November 5, 2001.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $930 extension of time submitted with the petition on January 29,
2003 was subsequent to the maximum extendable period for reply, this fee is unnecessary and will
be credited to petitioner’s deposit account.

Telephone inquiries concerning this decision should be directed to Latrice Bond at (703) 308-6911.

The application file is being forwarded to the Office of Initial Patent Examination for further processing.

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner

for Patent Examination Policy
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UNITED STATES PATENT AND TRABEMARK OFFICE
‘ N . Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

Paper No. 11
MCKENNA LONG & ALDRIDGE LLP
SONG K. JUNG
1900 K STREET, N.W.
WASHINGTON, DC 20006 COPY M AILED
| JUN ¢ 82004
OFFICE OF PETITIONS

_In re Application of
Jeong, In Kwon :
Application No. 09/917,344 : ON PETITION
Filed: July 27, 2001 _ : '
Attorney Docket No. 9323.050.00-US

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed May 10, 2004, to revive the
above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply within three months to the non-final
Office action mailed June 2, 2003. No extensions of time under the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, this application became abandoned on September 3, 2003. A Notice of
Abandonment was mailed on November 19, 2003. :

Petitioner has met the requirements to revive the above-identified application pursuant to 37 CFR
1.137(b).

The file is now being forwarded to Technology Center 1700 for further examination on the merits.

Telephone inquiries should be directed to the undersigned at (703) 306-0482.

Hura Oias

Liana Chase

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

SIEMENS CORPORATION

INTELLECTUAL PROPERTY DEPARTMENT
186 WOOD AVENUE SOUTH

ISELIN NJ 08830

MAILED
APR 17 2009
OFFICE OF PETITIONS
In re Application of
Beyda et al. :
Application No. 09/917,373 :  DECISION ON PETITION

Filed: July 27, 2001
Attorney Docket No. 2001P13459US

This is a decision on the petition under 37 CFR 1.137(b), filed June 21, 2007, to revive
the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(a)
are permitted. The reconsideration request should include a cover letter entitled

- “Renewed Petition under 37 CFR 1.137(b).” This is not a final agency action within the
meaning of 5 U.S.C. § 704.

The above-identified application became abandoned for failure to rely in a timely manner
to the non-final Office action mailed August 24, 2006, which set a shortened statutory
period for reply of three (3) months. No extensions of time under the provisions of

37 CFR 1.136(a) were timely obtained. Accordingly, by operation of law, the above-
identified application became abandoned on November 25, 2006. A Notice of
Abandonment was mailed May 16, 2007.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required
reply, unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a
statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and
(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR
1.137(d). Where there is a question as to whether either the abandonment or the delay in
filing a petition under 37 CFR 1.137 was unintentional, the Commissioner may require
additional information. See MPEP 711.03(c)(IIT)(C) and (D).
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The instant petition lacks item (3). Petitioner is required to submit a statement that the
entire delay was unintentional. A PTO/SB/64 petition form is enclosed.

Further, it is not apparent whether the person signing the instant petition was ever given a
power of attorney or authorization of agent to prosecute this patent. In accordance with
37 CFR 1.34(a), the signature appearing on the petition shall constitute a representation
to the United States Patent and Trademark Office that he/she is authorized to represent
the particular party in whose behalf he/she acts. Additionally, the address given on the
petition differs from the address of record. A courtesy copy of this decision is being
mailed to the address given on the petition; however, the Office will mail all future
correspondence solely to the address of record.

Further correspondence with respect to this matter should be addressed as follows: -

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries concerning this decision should be directed to the Joan Olszewski at
(571) 272-7751.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

Enclosure: PTO/SB/64 form

cc: David D. Chung
Siemens Corporation
Intellectual Property Department
170 Wood Avenue South
Iselin, New Jersey 08830

.
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UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

Www.uspto.gov

Paper No. 23

pAUL J. WHITE
NATIONAL RENEWABLE ENERGY LABORATORY

1617 COLE BLVD COPY MAILED
GOLDEN, CO 80401

NOV 2 1 2003
In re Application of 4 _ : QFFICE OF PETITIONS
Shi-You Ding et al :
Application No. 09/917,376 : NOTICE

Filed: July 28, 2001
Attorney Docket No. NREL 01-36

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(¢) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that ah investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff at (703)
305-9285. -

This ﬁle/i’% forwarded to Technology Center AU 1652.

in D1ng1e¢
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy




UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK QOFFICE
P.0. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Lathrop & Gage LC

4845 Pearl East Circle

Suite 300

Boulder, CO 80301 COPY MAILED
APR 1 1 2005

Shi-You Ding, et al. :

Application No. 09/917,376 : ON PETITION

Filed: July 28, 2001
Attorney Docket No. NREL 01-36

This is a decision on the petition under 37 CFR 1.137(b), filed March 3, 2005, to revive the above-
~ identified application.

The petition is GRANTED.

A non-final Office action was mailed to applicant on June 16, 2004, which set a three (3) month
shortened statutory period for reply. As no reply was received and no extensions of time under the
provisions of 37 CFR 1.136 were obtained, the application became abandoned on September 17, 2004.

Since the application became abandoned, applicant filed the instant petition and a proposed reply,
namely, an amendment. Receipt of the amendment is acknowledged.

Pursuant to 37 CFR 1.136, an extension of time must be filed prior to the expiration of the maximum
period obtainable for reply to avoid abandonment. Since the $900 extension of time fee submitted with
the present petition was subsequent to the six-month statutory period for reply, this fee is unnecessary
and will be credited to petitioner’s deposit account.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3223.

The application file is being referred to Technology Center 1600.

Marianne E. Jenkins

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
LATHROP & GAGE LC
4845 PEARL EAST CIRCLE
o COPY MAILED
BQULDER CO 80301 MAR 2 9 2007
OFFICE OF PETITIONS
In re Application of
SHI-YOU DING et al. :
Application No.09/917,376 : DECISION ON PETITION

Filed: July 28, 2001
Attorney Docket No. NREL 01-36

This is a decision on the petition under 37 CFR 1.137(b), filed December 8, 2006, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply within the meaning of 37
CFR 1.113 in a timely manner to the final Office action mailed April 18, 2006, which set a
shortened statutory period for reply of three (3) months. No extensions of time under the
provisions of 37 CFR 1.136(a) were obtained. Accordingly, the above-identified application
became abandoned on July 19, 2006.

"The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment, Request for Continued Examination, and the
$790 filing fee; (2) the petition fee of $1500; and (3) the required statement of unintentional
delay have been received. Accordingly, the reply to the final Office Action of April 18, 2006 is
accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Jean F. Duverne at (571) 272-
6051 or in his absence, the undersigned at (571) 272-7099. '

The application file is being referred to Technology Center AU 1652 for appropriate action on
the concurrently filed amendment.

Petitions
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

PAUL J. WHITE

NATIONAL RENEWABLE ENERGY LABORATORY
1617 COLE BLVD

GOLDEN, CO 80401

In re Application of

Shi-You Ding et al

Application No. 09/917,378
Filed: July 28, 2001

Attorney Docket No. NREL 01-35

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 223 3-1450

www.uspto.gov

Paper No. 22

COPY MAILED
NOV 17 2003
OFFICE OF PETITIONS

NOTICE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d

1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rej jects original or reissue applications under 37 CFR 1.56.
. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notlce 1S 1ntended

to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff at (703)

305-9285.
This fileis b mg forwarded to Technology Center 1600.

CﬁéDmgle

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspio.gov

Paul J. White, Senior Counsel
National Renewable Energy Laboratory (NREL)

1617 Cole Boulevard D
Golden, CO 80401-3393 COPY MAILE

MAR 0 7 2005
NS
In re Application of OFFICE OF PETITIO
Shi-You Ding, et al. :
Application No. 09/917,378 ' : ON PETITION

Filed: July 28, 2001
Attorney Docket No. NREL 01-35

This is a decision on the petition under 37 CFR 1.137(b), filed February 3, 2005, to revive the above-
identified application.

The petition is GRANTED.

37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
Since the statement contained in the instant petition varies from the language required by 37 CFR
1.137(b)(3), the statement is being construed as the statement required by 37 CFR 1.137(b)(3) and
petitioner must notify the Office if this is not a correct interpretation of the statement contained in the
instant petition.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3223.

The application file is being referred to Technology Center 1600.

o Gl s
Marianne E. Jenkins
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

!



UNITED STATES PATENT AND TRADEMARK OFFICE

' /
COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 2231 3-1450

www.uspto.gov

Paper No. 18

PAULOJ \ XVLH%%NEWABLE ENERGY LABORATORY
NATION L
1617 COLE BLVD COPY MAILED
GOLDEN, CO 80401

NOV 1 7 2003
In re Application of :
William Adney et al ; OFFICE OF PETITIONS
Application No. 09/917,384 : NOTICE

Filed: July 28, 2001
Attorney Docket No. NREL 01-38

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c¢) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff at (703)
305-9285.

This file isbﬁ forwarded to Technology Center AU 1652.
in Dingle
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Paper No. 22

PAUL J WHITE SENIOR COUNSEL

NATIONAL RENEWABLE ENERGY LABORATORY (NREL)
1617 COLE BOULEVARD

GOLDEN CO 80401-3393

COPY MAILED
JUN 0 72004
OFFICE OF PETITIONS

In re Application of

Adney, et al. :

Application No. 09/917,384 : ON PETITION
Filed: July 28, 2001 :

Attorney Docket No. NREL 01-38

This is a decision on the petition under 37 CFR 1.137(b), filed
May 24, 2004, to revive the above-identified application.

The petition under 37 CFR 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
timely file a response to the non-final Office action mailed
August 7, 2003. This Office .action set a shortened statutory
period for reply of three months. No extensions of time under 37
CFR 1.136(a) were obtained. Accordingly, the above-identified
application became abandoned on November 8, 2003. A Notice of
Abandonment was mailed on May 14, 2004.

With the instant petition, petitioner paid the petition fee,
filed a reply in the form of an amendment, and made the proper
statement of unintentional delay.
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The application file is being forwarded to Group Art Unit 1652
for consideration of the amendment filed May 24, 2004.

Telephone inquiries concerning this decision should be directed
to the undersigned at (703) 305-0272.

Ay

Cliff Congo
Petitions Attorney
Office of Petitions.



Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

HONEYWELL INTERNATIONAL INC. COPY MAILED
101 COLUMBIA ROAD
P O BOX 2245 FEB 2 1 2007
MORRISTOWN NJ 07962-2245

OFFICE OF PETITIONS

In re Application of

CONNER :

Application No. 09/917,392 : DECISION ON PETITION
Filed: July 27, 2001 C

Attorney Docket No. H0001551

This is a decision on the petition under the unavoidable provisions of 37 CFR 1.137(a), filed
November 29, 2006, to revive the above-identified application.

The petition is DISMISSED.

Any further petition to revive must be submitted within TWO (2) MONTHS from the mail date
of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration
request should include a cover letter entitled “Renewed Petition under 37 CFR 1. 137(a) ” This is
not a final agency action within the meaning of 5 U.S.C.§ 704.

The application became abandoned for failure to timely reply within the meaning of 37 CFR
1.113 to the final Office action, mailed October 18, 2004, which set a shortened statutory period
for reply of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, the application became abandoned on January 18, 2005." A Notice
of Abandonment was mailed September 7, 2006.

A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the
satisfaction of the Director that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(a) was unavoidable;
and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37
CFR 1.137(d). The instant petition lacks item (1) and (3).

' The amendments filed on January 25, 2005 and February 14, 2005 are labeled proposed amendments.
The response filed on August 11, 2006 was untimely, because it was submitted beyond the statutorily
mandated period for response set forth in 35 U.S.C. § 133, and should not be treated by the examiner.
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Regarding item (1), a reply under 37 CFR 1.113 to a final action must include a request for
continued examination (RCE) under 37 CFR 1.114 (accompanied by a submission that meets the
reply requirements of 37 CFR 1.111 and the requisite fee) or cancellation of, or appeal from the
rejection of, each claim so rejected within the statutorily permitted period for response. The
petition makes reference to the filing of an RCE on February 18, 2005 and the inclusion of a copy
of the RCE with the instant petition. However, neither the original RCE nor the copy is located
in the record. Accordingly, the reply to the final Office action of October 18, 2004 required for
granting a petition to revive has not been received. - :

As to item (3), the petitioner argues that the RCE was timely filed on February 18, 2005 and, in
essence, takes the position that there was no delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(a). As stated
previously, however, a review of the file does not include the RCE purportedly filed on February
. 18, 2005 or the copy of the RCE stated to have been submitted with the instant petition. At
present, because there is no evidence of an RCE being filed timely, petitioner-has not shown to
the satisfaction of the Director that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition was unavoidable.

In order to satisfy requirement (3), the petitioner must demonstrate the timely filing of an RCE
using the procedures set forth in 37 CFR 1.8 or a post-card/electronic acknowledgement receipt.
For example, petitioner may establish that a reply was filed with a postcard receipt that properly
identifies the reply and provides prima facie evidence that the reply was timely filed. See MPEP
§ 503. Where a certificate of mailing under 37 CFR 1.8 is relied upon in a petition, see 37 CFR
1.8(b) and MPEP § 512. As stated in 37 CFR 1.8(b)(3), the statement that attests to the previous
timely mailing or transmission of the correspondence must be on a personal knowledge basis, or
to the satisfaction of the Director of the USPTO.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since a $1020 extension of time fee submitted with the amendment filed on August 11,
2006 was subsequent to the maximum extendable period for reply, petitioner may request a
refund of this fee by writing to the following address: Mail Stop 16, Commissioner for Patents,
P. O. Box 1450, Alexandria, VA 22313-1450. A copy of this decision should accompany
petitioner’s request.

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute . the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney documents must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received.

Further correspondence with respect to this matter should be addressed as follows:
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By Mail: " Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
' : Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed to Denise Pothier at (571) 272-
4787. .

Nnces nicks

Lead Paralegal _
Office of Petitions

cc: Black Lowe Graham
701 Fifth Avenue, Suite 4800
Seattle, WA 98104
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HONEYWELL INTERNATIONAL INC. COPY MAILED
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MORRISTOWN NJ 07962-2245 OFFICE OF PETITIONS
In re Application of

CONNER :

Application No. 09/917,392 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. H0001551

This is a decision on a renewed petition under 37 CFR 1.137(a), filed April 20, 2007 and re-filed
May 9, 2007, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(a) in that petitioner has supplied Na
required reply in the form of a Request for Continued Examination (RCE) and a submission in
the form of the amendment filed December 3, 2004; (2) the petition fee of $500.00; and B3)a
showing to the satisfaction of the Commissioner that the entire delay was unavoidable.

Please note that the August 11, 2006 amendment was untimely filed beyond the maximum
statutory period for response to the October 18, 2004 final office action and has not been entered
into the record. '

The power of attorney submitted with the renewed petition is not acceptable. In order to request
or take action in a patent matter, the assignee must establish its ownership pursuant to 37 CFR
'3.71. In this regard, a Statement under 37 CFR 3.73(b) must have either: (i) documentary
evidence of a chain of title from the original owner to the assignee (e.g., copy of an executed
assignment), and a statement affirming that the documentary evidence of the chain of title from
the original owner to the assignee was or concurrently is being submitted for recordation
pursuant to § 3.11; or (ii) a statement specifying where documentary evidence of a chain of title
from the original owner to the assignee is recorded in the assignment records of the Office (e.g.,
reel and frame number). See PTO/SB/96. Neither the power of attorney submitted nor the
record includes one of the above two options.

The filing of the RCE on February 18, 2005 required a one-month extension of time fee ($120).
As the RCE authorizes, this fee will be charged to Deposit Account No. 50-1050. Additionally
per petitioner’s request for refund on April 20, 2007, the difference (8900) between the extension
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of time fee ($1020) charged August 11, 2006 and the one month extension of time fee ($120)
required for the RCE will be credited to petitioner’s deposit account.

The application file is being forwarded to the Technology Center Art Unit 2628 for further
processing.

Telephone inquiries concerning this decision should be directed to Denise Pothier at (571)
272-4787.

Lead Paralegal
Office of Petitions
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In re Application of
HAO, MING C,, et al

Serial No.: 09/917,393 :
Filed: July 27, 2001 : DECISION ON PETITION

For: METHOD FOR VISUALIZING LARGE : ACCEPTANCE OF COLOR DRAWINGS
VOLUMES OF MULTIPLE- :
ATTRIBUTE DATA WITHOUT :
AGGREGATION USING A PIXEL BAR :
CHART :

This is a decision on the petition under 37 C.F.R. § 1.84(a)(2), filed, July 27, 2001, requesting acceptance
of color drawings.

The petition requests that the color drawings identified in figures 6a, 6b, and 6c, be accepted in lieu of
black and white drawings.

A grantable petition under 37 C.F.R. §1.84(a)(2) must be accompanied by a fee set forth under 37 C.F.R.
§ 1.17(h), 3(three) set of the color drawings in question, and the specification must contain, or be
amended to contain, the following language as the first paragraph in that portion of the specification
relating to the brief description of the drawings:

“The file of this patent contains at least one drawing executed in color. Copies of this patent with
color drawing(s) will be provided by the Patent and Trademark Office upon request and payment of the
necessary fee.”

The petition is DENIED.
The petition was filed without the required 3 (three) sets of color drawings in question.

Any request for reconsideration must be filed within TWO MONTHS of the date of this
decision and include correction of the deficiency outlined above. The application will be held in

ty«f%ﬁer for two months to await any request for reconsideration of this decision.

Dwayne/ Bost

Special Program Examiner
Technology Center 2600
Communications
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FISH & RICHARDSON P.C.
225 FRANKLIN STREET

BOSTON, MA 02110-2804 COPY MAILED
SEP 2 52003

In re Application of : OFFICE OF PETITIONS

Henry A. Hill . . :

Application No. 09/917,400 : NOTICE

- Filed: July 27, 2001 .
; Attorney Docket No. 11540-005001

This is a‘notice regarding your request for acceptance of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction
of the erroneous payment of the issue fee as a small entity. See
DH Technology v. Synergystex Intermational, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

Inquiries related to this communication should be directed to the
Office of Petitions Staff at (703) 305-9285.

This file is being forwarded to Technology Center AU 2878.

Qan L on

Petitibng Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 8
MARC M. WEFERS
FISH & RICHARDSON P.C. COPY MAILED
225 FRANKLIN STREET
BOSTON, MASSACHUSETTS 02110-2804 0OCT 0 2.2003
In re Application of : OFFCE OF PETITIONS
Henry A. Hill et al :
Application No. 09/917,402 : NOTICE

Filed: July 27, 2001
Attorney Docket No. 11540-003001/ZI-15-MASKS

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff at (703)
305-9285.

This file is being forwarded to Technology Center 2600.

Irvin D'%c%/

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner

for Patent Examination Policy
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OFFICE OF PETITIONS

In re Application of

Taylor R. Efland et al. :

Application No. 09/917,419 ) ON PETITION
Filed: July 30, 2001 :

Attorney Docket No. T1-31306

This is a decision on the petition under 37 CFR 1.137(b)’, filed November 21, 2005, to
revive the above-identified application.

The petition is GRANTED.

This application became abandoned on December 22, 2004, for failure to timely file a
reply to the final Office action mailed September 21, 2004, which set a three (3) month
shortened statutory period for reply. No extensions of time under 37 CFR 1.136(a)
were obtained. Accordingly, a Notice of Abandonment was mailed August 23, 2005.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has
supplied (1) the reply in the form of an amendment; (2) the petition fee of $ 1500.00;
and (3) an adequate statement of unintentional delay.

The Examiner has determined that the amendment filed with the present petition is

'Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR
1.137(b). A grantable petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a continuing application. In an application or patent,
abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply must be the payment of
the issue fee or any outstanding balance thereof.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner may required additional
information where there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).
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acceptable. The matter therefore is being referred to Technology Center 2814.

Telephone inquiries concerning this matter may be directed to the undersigned
Petitions Attorney at (671) 272-3212

sl

Patricia Faison-Bal
Senior Petitions Attorney
Office of Petitions
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CHERNOFF VILHAUER MCCLUNG & STENZEL
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In re Application of : OFFICE OF PETITIONS
Dirk Raschke :
Application No. 09/917,430 : NOTICE

Filed: July 27, 2001
Attorney Docket No. KLR8190.001

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for
correction of the erroneous payment of the issue fee as a small entity. See DH

Technology v. Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d
1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing
in this Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions
Staff at (703) 305-9285.

This file is being forwarded to Initial Patent Examination Division for further
processing.

Wan Ié%gl

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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PATTERSON, THUENTE, SKAAR & CHRISTENSEN, P.A.
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COPY MAILED

0CT 0 6 2005
In re Application of OFFICE OF PETITIONS
Zhong et al. :
Application No. 09/917,438 : ON PETITION

Filed: July 27, 2001
Attorney Docket No. 3275.28USO01

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed January 3, 2005, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned as a result of petitioner’s failure to file an
appeal brief (and fee required by 37 CFR 1.17(c)) within the time period provided in 37 CFR
1.192(a). As an appeal brief (and appeal brief fee) was not filed within two (2) months of the
Notice of Appeal filed December 10, 2003, and no extensions of time under the provisions of

37 CFR 1.136(b) were obtained, the appeal was dismissed and the proceedings as to the rejected
claims were terminated. See 37 CFR 1.192(b) & 1.197(c). As no claim was allowed, the-above-
identified application became abandoned on February 11, 2004. See MPEP 1215.04. A Notice
of Abandonment was mailed July 15, 2004.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an Request for Continued Examination (RCE) and an
amendment; (2) the petition fee and RCE fee; and (3) the required statement of unintentional
delay have been received. Accordingly, the reply has been accepted as having been
unintentionally delayed.

A total of $1145.00 will be charged to petitioner’s deposit account for payment of the $750.00
petition fee and the $395.00 RCE fee, as authorized. _

This matter is being referred to Technolo%y Center 2800 for processing of the Request for
Continued Examination under 37 CFR 1.114 filed with the instant petition.

;er%;ezphone inquiries regarding this decision should be directed to the undersigned at (571) 272-

MJ_QE‘»LUL/L./

lana Chase
Petitions Examiner
Office of Petitions
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Paper No. 7
H. DALE LANGLEY, JR.
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AUSTIN TX 78703 JAN 3 0 2004
In re Application of : OFFCE OF PETITIONS
Edward Acosta, et al. :
Application No. 09/917,449 : : ON PETITION

Filed: July 27, 2001
Attorney Docket No. BRDC:20

This is a decision on the petition under 37 CFR 1.137(b), filed by January 20, 2004, to revive the
above-identified application.

The petition is GRANTED.
The application became abandoned for failure to timely respond to a Notice to File Missing Parts
mailed September 4, 2001. The notice required an oath or declaration under 37 CFR 1.63 and

. the requisite surcharge. A Notice of Abandonment was mailed on November 19, 2003

In response, on January 20, 2004, the present petition was filed, as well as an executed
declaration under 37 CFR 1.63 and a $130 surcharge under 37 CFR 1.16(e).

In view of the above, the application is being returned to the Office of Initial Patent Examination
(OIPE) for further processing.

Telephone inquires related to this decision should be directed to the undersigned at (703) 305-
9(2)%0. 2’(1)"Slephone inquiries related to OIPE processing should be directed to their hotline at (703)
308-1202. ~

)
Sherry D. Bfinkley
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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OFFICE OF PETITIONS

In re Application of : .
Karl Heinz-Schuster et al. :
Application No. 09/917,504 : ON PETITION
Filed: July 27, 2001 ‘ :

Attorney Docket Number: (Z) 99069 P US

This is a decision on the “Petition to Reconsider Holding of Abandonment under 37 CFR
1.181 and MPEP 711.03", filed July 25, 2004 by the previous attorney of record.

The petition under 37 CFR 1.181 is GRANTED.
The petition under 37 CFR 1.137(a) is DISMISSED as involving moot issues.

The application was held abandoned on September 2, 2003 for failure to timely file a
. response to the non-Final Office Action mailed May 29, 2003. No response having been
filed, a Notice of Abandonment was mailed June 8, 2004.

Petitioner asserts that a response in the form of an amendment was mailed November 3,
2003 with a three month extension of time and credit card authorization for the extension of
time fee. Provided as proof is a copy of the response and extension of time request, bearing
a certificate of mail dated November 3, 2003. .

A search of the application file and the USPTO records does not reveal receipt of the
response, but in view of the evidence provided, the petition is compliant with 37 CFR 1.8(b)
and accordingly, the abandonment is hereby withdrawn. No petition fee is necessary and
none has been charged. However, the three month extension of time fee in the amount of
'$950, $258 for three independent claims over 3 and $972 for 54 claims over 20 have all
been charged to deposit account no. 06-1050 per the verbal authorization of Sean P. Daley
(Reg. No. 40,978), attorney of record, on May 12,2006 in a telephone conversation with the
undersigned." ,

In view thereof, treatment of the petition under 37 CFR 1.137(a) is unnecessary.
This matter will be referred to Technology Center 2873 for appropriate action on the
response originally filed on November 3, 2003 and resubmitted with the instant petition on
July 25, 2004. '
Telephone inquiries concerning this matter may be directed to the undersigned Petitions
Aftotney at (571) 212.

CAC ﬂh-lg
Patricia Faison-Ba 4

Senior Petitions Attorney
Office of Petitions

'At the time the decision was rendered, the deposit account for the previous attorney of record was insufficient to cover the
extension of time and additional claim fees.
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In re Application of : TION

Arnold E. Goldman et al D OFHQE OF PETITIONS

Application No. 09/917,578 : ON PETITION

Filed: July 28, 2001
Attorney Docket No. GCD 98-55-US

This is a decision on the petition under 37 CFR 1.137(b), filed March 1, 2004, to
revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to submit the issue
fee/publication fee in a timely manner in reply to the Notice of Allowance mailed
October 6, 2003, which set a statutory period for reply of three (3) months.
Accordingly, the above-identified application became abandoned on January 7,

- 2004.

Telephone inquiries concerning this decision should be directed to Wan Laymon at
(703) 305-9282.

The application is referred to Publishing Division.

Petitions EXaminer

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of : , FHCEOFPE”HONS
Chien The Huang :
Application No. 09/917,628 : ON PETITION

Filed: July 31, 2001
Attorney Docket No. MR1957-572

This is a decision on the petition under 37 CFR 1.137(b), filed
February 6, 2006, to revive the above-identified application.

There is no indication that the person signing the instant
petition was ever given a power of attorney or authorization of
agent to prosecute the above-identified application. However, in
accordance with 37 CFR 1.34(a), the signature of Robert H. Berdo,
Jr. appearing on the petition shall constitute a representation
to the United States Patent and Trademark Office that he is
authorized to represent the particular partg on whose behalf he
acts. A courtesy copy of this decision is being mailed to
petitioner. However, if Mr. Berdo desires to receive future
correspondence regarding this application, the agpropriate power
of attorney or authorization of agent must be submitted. Until
otherwise 1nstructed, all future correspondence regarding this
application will be directed solely to the address of record.

This application became abandoned for failure to timely reply to
the final Office action mailed June 12, 2003. A Notice of
Abandonment was mailed January 12, 2004. In response, on
February 6, 2006 the present petition was filed including a
Request for Continued Examination.

The petition is GRANTED.

The apglication is revived for consideration of a submission
under 37 CFR 1.114 (request for continued examination).

Teleghone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3204.
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The apgliéation file is being forwarded to Technology Center AU
3671, for further processing of the request for continued
examination under 37 CFR 1.114 filed March 27, 2006.

)

Sherry |D. Brinkley
Petitiqns Examiner
Office of Petitions

cc: ROBERT H. BERDO, JR.
RABIN &}PERDO, PC
1101 14™ STREET, NW, SUITE 500
WASHINGTON, DC 20005
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In re application of ;

Feldstein , . DECISION ON

Serial No. 09/917,649 . PETITION
Filed: July 31, 2001 :
For: Fluidics System

This is a decision on PETITION TO EXPUNGE UNDER 37 C.F.R. 1.59(b), filed December 13,
2005, which has been accepted as a timely petition under 1.59(b) and MPEP 724.02 and is before
the Group Director of Technology Center for consideration.

DECISION

Petitioner requests that the “Extension of Time”; “Request for RCE” and “Transmittal to TC” be
expunged and a refund of any fee charged as a result of the filing. Each of the criteria for
granting the request has been satisfied, see the MPEP 724.05.

The petition is GRANTED.

Section 1.59 has been amended to eliminate references to returning documents that have been
expunged to recognize that, with electronic Official files, there will be nothing to return when a
paper is expunged.

The Office is capturing electronic images of all documents that form the Official file. Where the
image is generated from a physical source document, the originating document may be disposed
of once the electronic image accuracy is verified. The paper source document will eventually be
destroyed under a United States National Archives and Records Administration (NARA)
approved schedule. Therefore, if a document is to be expunged from the record, the only
operation that will be required will be removal of the image from the Official file.

Paragraph (a)(1) of §1.59 has been amended by deleting the phrase ‘‘and returned >’ from the
first sentence, and deleting the second sentence. Paragraph (b) of §1.59 has been amended by
deleting the phrase ‘‘and return >’ from each of the first and second sentences. The Office will
continue to provide notice in the Official file that a paper has been expunged and the Office will
send a decision to the applicant notifying the applicant that the paper has been expunged.
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The image of the document will be removed from the Official file and any fees charged as the
result of the filing of the expunge papers will be refunded.

Juote—

Jacqueline M. Stone, Director
Technology Center 1700
Chemical and Materials Engineering

Joseph T. Grunkemeyer

Office of the Associate Counsel (Patents), Code 1008.2
Naval Research Laboratory

4555 Overlook Ave, SW

Washington, DC 20375-5325



*
UNITED STATES PATENT AND TRADEMARK QFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
NAVAL RESEARCH LABORATORY
ASSOCIATE COUNSEL (PATENTS) ‘
CODE 1008.2 COPY MAILED
4555 OVERLOOK AVENUE, S.W.
WASHINGTON DC 20375-5320 FEB 2 0 2007
OFFICE OF PETITIONS
In re Application of
Feldstein :
Application No. 09/917,649 D ON PETITION

Filed: July 31, 2001
Title: Fluidics System

This is a decision on the petition under 37 CFR 1.181 to withdraw the holding of
abandonment, filed June 8, 2006.

The petition to withdraw the holding of abandonment is Dismissed.
The petition to revive under 37 CFR 1.137(b) is Granted.

This above-identified application became abandoned for failure to timely file a proper
reply within the meaning of 37 CFR 1.113 to the final Office Action of October 7, 2005.
The final Office Action set a three (3) month shortened statutory period for reply An
amendment and RCE were filed on December 7, 2005. Petitioner filed a petition to
expunge inter alia the RCE on December 13, 2005. The petition for expungement was
granted on May 17, 2006. As a result the restriction requirement mailed on February 22,
2006 was withdrawn and the response to the restriction requirement was deemed as
moot. The amendment submitted on December 7, 2005 was considered as a reply to
the Final Office Action. An Advisory Action was mailed on May 30, 2006 informing
applicant the response filed did not place the application in condition for allowance.
Accordingly, this application became abandoned on January 8, 2006. A Notice of
Abandonment was mailed on June 2, 2006.

Petitioner contends the holding of abandonment should be withdrawn because when
the February 22, 2006 office action was mailed, the Office was aware the RCE was
unintended. Further petitioner contends the Office Action failed to indicated the
amendment would not be entered without the submission of an RCE.

Petitioner's argument has been considered but deemed unpersuasive. A review of the
Office record shows that the submission of the an RCE for an incorrect application was
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applicant’s error. Once the documents were expunged from the record and the Office
action was withdrawn prosecution returned to the treatment of the December 7, 2005
Amendment. Petitioner was not entitled to additional time to a reply to the Office Action.
The non-final Office action provided a maximum statutory period of six months.
Additional time could not be afforded nor could the Office action be withdrawn.

Pursuant to 37 CFR 1.116 (b), the admission of, or refusal to admit, any amendment
after a final rejection, a final action, an action closing prosecution, or any related
proceedings will not operate to relieve the application or patent under reexamination
from its condition as subject to appeal or to save the application from abandonment
under § 1.135, or the reexamination from termination. Further MPEP 711.03 (c) is clear
that an amendment after final rejection will not operate to avoid abandonment of the
application in the absence of a timely and proper appeal, when the applicant simply
permits the maximum extendable statutory period for reply to expire while awaiting a
notice of allowance or other action.

Lastly, the submission of a petition does not toll the time for the prosecution of the
application.

Alternative Venue

In the alternative, petitioner has requested the above petition be treated under 37 CFR
1.137(b).

The requirements for the filing of a grantable petition under 37 CFR §1.137(b) have
been met. This petition is hereby Granted.

Pursuant to petitioner’s request deposit account no. 50-0281 will be charged the
$1500.00 petition fee.’

The application will be forwarded to Technology Center 1743 for treatment of the RCE.

Telephone inquiries concerning this matter should be directed to the undersigned at
(5671) 272-3215. .

G YN &

Charlema R. Grant
Petitions Attorney
Office of Petitions
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Paper No. 5

Paul J. Skwierawski
ANTONELLI, TERRY, STOUT &

KRAUS, LLP MA”_ED
1300 North Seventeenth Street, Suite 1800
Arlington, VA 22209 JUL 0 7 2003
Technology Center 2100
In re Application of: )
PARVATHALA, et al. )
Application No. 09/917,661 ) DECISION ON REQUEST FOR
Filed: July 31, 2001 ) WITHDRAWAL AS ATTORNEY
For: FUNCTIONAL RANDOM )

INSTRUCTION TESTING (FRIT)
METHOD FOR COMPLEX DEVICES
SUCH AS MICROPROCESSORS

This is a decision on the Request To Withdraw from Representation filed June 23, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The request
for withdrawal must be signed by every attorney seeking to withdraw or contain a clear indication that
one attorney is signing on behalf of another/others. A request to withdraw will not be approved unless
at least 30 (thirty) days would remain between the date of approval and the later of the expiration date
of a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being the date of decision and not the
date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires that the applicant or patent
owner be notified of the withdrawal of the attorney or agent.

The request filed June 23, 2003 meets all the requirements. Accordingly the request is GRANTED.

All future communications from the Office will be directed to the below-listed address until otherwise
notified by applicant. This correspondence address is provided by the withdrawn attorney(s). Applicant
is reminded of the obligation to promptly notify the Patent and Trademark Office (Office) of any
change in correspondence address to ensure receipt of all communications from the Office.
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Serial No. 09/917,661
Decision on Petition

Jomeo B MiZiKon-

incent N. Trans

Special Programs Examiner
Technology Center 2100

Computer Architecture and Software
(703) 305-9750

cc: Anne Richards
SCHWEGMAN, LUNDBERT, WOESSNER &
KLUTH P.A.
1600 TCF Tower
121 S. 8th Street
Minneapolis, MN 55402

- Page 2 -
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Applicant: Lee et al.
Aﬁ)pl. No.: 09/917,669 MAR 2 8 2003
|1

ing Date: July 31, 2001
Title: CASCADED POLICING SYSTEMS AND METHODS  OFFICE OF PETITIONS
Attorney Docket No.: 78945-15/jlo
Pub. No.: US 2003/0028670 Al
Pub. Date: February 6, 2003

This is in response to the request for correction of patent application publication under
37 CFR 1.221(b), which was received on March 14, 2003.

The request is DISMISSED.

The instant rec%]uest is that the application be republished because the assignee information is
missing from the front page of the publication.

37 CFR 1.221(b) is applicable “only when the Office makes a material mistake which is apparent
from Office records.” A material mistake must affect the public’s ability to appreciate the
technical disclosure of the patent application publication, to determine the scope of the patent
application publication, or to determine the scope of the provisional rights that an applicant may
seek to enforce upon issuance of a patent.! The instant request does not identify a material
mistake in the publication made by the Office:

The instant request does not identify a material mistake in the publication made by the Office.
The assignment information was not printed on the patent appFication publication, because it was
not provided on the transmittal letter or on an application data sheet.” The Office prints the
assignee information as reflected on the transmittal letter or application data sheet, if provided by
applicant and does not look at the assignment records for the assignment information.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of the
application in compliance with the Office’s electronic filing system requirements and be
accompanied bgf the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth mn § 1.18(d)

! Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept.
20, 2000), 1239 Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).

2See Comment 59, Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR
57023, 57047 (Sept. 20, 2000), 1239 Off. Gaz. Pat. Office Notices 63, 84 (Oct. 10, 2000) (final rule).
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will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(b), should be submitted via the EFS system
and questions should be addressed as follows:

By mail to: Box PGPUB
Commissioner for Patents
Washington DC 20231
By facsimile: 703-305-8568

The application is being forwarded to Technology Center 2100 to await further examination in
due course.

Inquires concerning this communication should be directed to Mark Polutta at (703) 308-8122
(voice) or (703) 746-3465 (facsimile).

@L\Aomdj"

ark O. Polutta ‘
Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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" RONALD P. KANANEN

RADER FISHMAN & GRAUER
SUITE 501, 1233 20 STREETN W COPY MAILED

WASHINGTON, DC 20036
AUG 1 9 2003

In re Application of OFFICE OF PETITIONS

Dai Sugimoto et al :

Application No. 09/917,681 : : ONPETITION
Filed: July 31, 2001 :

Attorney Docket No. SON-1408/DIV

This is a decision on the petition under 37 CFR 1.137(b), filed July 14, 2003, to revive
the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply within the
meaning of 37 CFR 1.113 in a timely manner to the final Office action mailed January 7,
2003, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly,
the above-identified application became abandoned on April 8, 2003.

37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. If the statement contained in the instant petition varies from
the language required by 37 CFR 1.137(b)(3), the statement contained in the instant
petition is being construed as the statement required by 37 CFR 1.137(b)(3) and
petitioner must notify the Office if this is not a correct interpretation of the statement
contained in the instant petition. .

Teiephone inquiries concerning this decision should be directed to Wan Laymon at (703)
305-9282.

The application file is being forwarded to Technology Center AU 1713.

h;ﬁ'[am

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.C. Box 1450

ALEXANDRIA, VA 22313-1450

WWW.USeTe a0V
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Commissioner for Patents
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MS. PEGGI MCCONNELL
EARTHWALK COMMUNICATIONS, INC. D
10262 BATTLEVIEW PARKWAY , COPY MP\“—E

MANASSAS, VA 20109

NOV 1 62004
PETITIONS
In re Application of QFF‘CEOF
Evan McConnell, Joseph :
Caporaletti, Robert Vanderlip, : DECISION GRANTING PETITION
William Singleton, Anthony : UNDER 37 CFR 1.47(a)

Tomarchio, Tex Rubinowitz,:
Bryan Smith and Mark Sebastian
Application No. 09/917,776
Filed: July 31, 2001

Title: MOBILE TEACHING SYSTEM

This is in response to the "Petition Under 37 CFR 1.47(a),"
filed January 14, 2002, regarding non-signing inventors
Joseph Caporaletti and Tex Rubinowitz. The petition was
recently forwarded to this office for review.

The petition is granted.

Petitioner has shown that the non-signing inventors have
refused to join in the filing of the above-identified
application.

The above-identified application and papers have been
reviewed and found in compliance with 37 CFR 1.47(a). This
application is hereby accorded Rule 1.47(a) status. As
provided in Rule 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventors at the
address given in the Declaration. Notice of the filing of
this application will also be published in the Official
Gazette.

Please note, regarding non-signing inventor William
Singleton, Applicant states:

“Applicants respectfully submit that one of the
inventors listed on the executed Joint Declaration is,
in actuality, not an inventor of the claimed subject
matter of the above-captioned patent application.
Specifically, William Singleton has indicated, upon
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review of the application and claimed subject matter,
that he is not an inventor of the claimed subject
matter. The undersigned attorney discussed Mr.
Singleton's tasks and responsibilities in connection
with the claimed subject matter with Mr. Singleton and
has determined that Mr. Singleton did not conceive or
contribute to the conception of the claimed subject
matter. Applicants respectfully submit that Willinm
Singleton Was listed on the Joint Declaration without
deceptive intent.”

Applicant may wish to file a petition under 37 CFR 1.48,
Correction of Inventorship in a Patent Application, in order
to remove William Singleton as an inventor in the above-
identified application. Petitions under 37 CFR 1.48 should be
filed in the Technology Center and not the Office of
Petitions.

The file is being forwarded to Technology Center 3700 for
further examination in due course.

Telephone inquiries regarding this decision should be
directed to the undersigned at (571)272-3228.

G

Edward J. Tannouse

Senior Petitions Attorney

Office of Petitions

United States Patent and Trademark Office
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COPY MAILED
JOSEPH CAPORALETTI

10142 SPRING HOUSE CT. - NOV 1 6 2004

MANASSAS, VA 20110
OFFICE OF PETITIONS

In re Application of

Evan McConnell, Joseph Caporaletti, Robert Vanderlip, William
Singleton, Anthony Tomarchio, Tex Rubinowitz, Bryan Smith and Mark
Sebastian

Application No. 09/917,776

Filed: July 31, 2001

Title: MOBILE TEACHING SYSTEM

Dear JOSEPH CAPORALETTI:

You are named as a joint inventor in the above identified United
States patent application, filed under the provisions of 35 U.S.C.
116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you will
be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
counsel of record (see below) would presumably assist you. Joining in
the application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed

to undersigned at (571)272-3228. Requests for information regarding

your application should be directed to the File Information Unit at
(703)308-2733. Information regarding how to pay for and order a copy
of the application, or a specific paper in the application, should be
directed to Certification Division at (703)308-9726 or 1(800)972-6382
outSlde the Washington D. C. area).

A 7

Edward J. Tannouse
Petitions Attorney
Office of Petitions
United States Patent and Trademark Office

MS. PEGGI MCCONNELL

EARTHWALK COMMUNICATIONS, INC.
10262 BATTLEVIEW PARKWAY
MANASSAS, VA 20109
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TEX RUBINOWITZ COPY MAILED

6115 CLEARBROOK DR.
SPRINGFIELD, VA 22150 _ NOV 1 6 2004

N OFFICE OF PETITIONS
In re Application of

Evan McConnell, Joseph Caporaletti, Robert Vanderlip, William
Singleton, Anthony Tomarchio, Tex Rubinowitz, Bryan Smith and Mark
Sebastian

Application No. 09/917,776

Filed: July 31, 2001

Title: MOBILE TEACHING SYSTEM

Dear TEX RUBINOWITZ:

You are named as a joint inventor in the above identified United
States patent application, filed under the provisions of 35 U.S.C.
116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you will
be designated therein as a joint inventor.

As a named inventor you are entitled to ‘inspect any paper in the file
wrapper of the application, order copies of all or any part thereof
(at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the
preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application,
counsel of record (see below) would presumably assist you. Joining in
the application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed

to undersigned at (571)272-3228. Requests for information regarding

your application should be directed to the File Information Unit at
(703)308-2733. Information regarding how to pay for and order a copy
of the application, or a specific paper in the application, should be
directed to Certification Division at (703)308-9726 or 1(800)972-6382
(outside the Washington D.C. area).

IS 7~

Edward J. Tannouse

Petitions Attorney

Office of Petitions .

United States Patent and Trademark Office

MS. PEGGI MCCONNELL

EARTHWALK COMMUNICATIONS, INC.
10262 BATTLEVIEW PARKWAY
MANASSAS, VA 20109
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1111 PENNSYLVANIA AVENUE NW JAN

WASHINGTON DC 20004 2 3 2006
OFFICE OF PETITIONS

In re Application of

Donna L. Mendrick et al. :

Application No. 09/917,800 : ONPETITION
Filed: July 31, 2001 :

Attorney Docket No. 044921-5038

This is a decision on the “Petition For According The Filing Date Of A Timely Filed
Response”, filed January 5, 2006. The petition is treated under 37 CFR 1.182.

The petition under 37 CFR 1.182 is GRANTED.

In response to a non-Final Office Action mailed June 6, 2005, petitioners argue that
they filed a response and a three month extension of time request on December 6,
2005. They further argue that due to typographical errors in the application serial
number placed on the response and the extension of time request, the USPTO was
unable to match the papers with the file. In support of the argument and the request to
have the response filed December 6, 2005 considered timely, petitioners have
submitted a complete copy of the response as well as a copy of the postcard receipt
date stamped by the USPTO on December 6, 2005.

A review of the office records reveals that both the amendment and the extension of
time request filed December 6, 2005 were incorrectly identified. The postcard receipt
submitted as evidence of the timely filing of the response also bears an incorrect
application serial number.

Minor errors in the identification of the application are usually corrected by the Office
provided the correct identification can be quickly discovered. Examples of minor errors
are transposed numbers, typographical errors, and listing the parent application
number. While petitioner argues that the error in citing the correct application serial
number on the response and extension of time was a typographical error, in this
instance it wasn't easily able to make the connection between the application number
cited and the intended application since the other identifying information (title of
invention and name of the first named inventor) was identical in both the incorrect and
the correct application.

However, although not a requirement, in view of the fact that the proper docket number
and filing date were used on the response, extension of time request and the postcard
receipt, submitted as proof of a timely response to the non-Final Office Action,
petitioner has substantially complied with the requirements set forth in MPEP 503.

) Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450
www.uspio.gov
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Each piece of evidence submitted by the petitioner, standing alone would not be
sufficient for a conclusion that a response was timely filed. However, when viewed
together, the totality of the evidence presented could point to a conclusion that an
amendment was mailed and that the delay in having the amendment matched to the
application file, was due to a typographical error.

To avoid abandonment of the instant application for failure to file a timely response to
the non-Final Office Action mailed June 6, 20086, this decision will grant petitioner’s
request to have the time for reply extended to December 6, 2005 and the amendment
filed on December 6, 2005 entered therefore as timely.

The papers incorrectly entered in the file of application no. 10/152,319 on December 6,
2005 will be properly moved to application no. 09/917,800.

It should be noted though that since this error was not one caused by the USPTO, a fee
for treatment of the petition under 37 CFR 1.182 in the amount of $400.00 will be
charged to deposit account no. 50-1283, in accordance with the authorization contained
therein.

Finally, since the address on the petition differs from the address of record, if it is
petitioner’'s desire, petitioner should file a change of address in accordance with MPEP
601.03. A change of address can’t be assumed by the noting of a different address
found in a petition. A courtesy copy of this decision is being mailed to the address noted
on the petition. However, until otherwise instructed, all future correspondence regarding
this application will be mailed solely to the address of record.

This matter will be referred to Technology Center 1631 for appropriate treatment of the
amendment filed December 6, 2005.

Telephone inquiries concerning this matter may be directed to the undersigned
Pefitigns Attorne /at (571) 272- 3212

Patricia Falson Bal
Senior Petitions Attorney
Office of Petitions

cc:
COOLEY GODWARD LLP

THE BROWN BUILDING - 875 15TH STREET, NW
SUITE 800

-WASHINGTON, DC 20005-2221
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Gowling Lafleur Henderson LLP _ MAELED
Suite 4900 .
Commerce Court West NGV U 3 2003
Toronto ON M5L 1J3 CANADA ' ;
' Office of the Diractor
In re Application of L ; Group 3800 - ?
Frank Crupi : DECISIGN ON PETITION L
Application No.09/917,824 : TO WHTHDRAW THE 4
Filed: July 31, 2001 © HOLDING OF ABANDONMENT

For: METHOD OF IN-SITU
REJUVENATION OF ASPHALT
PAVEMENT

This is a decision on applicant's petition to withdraw the holding of abandonment, filed in
_ __the United States Patent and Trademark Office (USPTO), on June 4, 2003.

The petition is DISMISSED.

A review of the file record indicates that an Office action was mailed on September 18,
2002 wherein a three-month shortened statutory period for response was set. Since no
response to the September 18, 2002 Office action was received the application was
abandoned.

Petitioner requests withdrawal of the holding of abandonment on the basis that a
response was allegedly timely filed. Petitioner alleges that a response was timely
submitted via facsimile transmission on February 18, 2002 and submits a copy of an
Auto-Reply Facsimile Transmission as provide proof of the timely submission.

The evidence submitted as proof of filing the response is flawed. Specifically, the Auto-
Reply Facsimile Transmission illustrates the cover page but the cover page does not
properly indicate what was being transmitted. There is nothing on the Auto-Reply
Facsimile Transmission that indicates an amendment to application to the present
application was sent.

The application is being forwarded to Files Repository.

Any request for reconsideration must be filed within TWO MONTHS of the date of this
decision. Extensions of time under 37 CFR 1.136(a) are permitted. Should petition
desire reconsideration, he should submit a renewed petition which addresses the
deficiencies noted above.
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Telephone inquiries relative to this decision should be directed to Special Programs

Examiner Kenneth Dorner at (703) 308-0866. -

—KzEneth J‘ Dorner: ...

Special Programs Examiner
Technology Center 3600 *, . -
(703) 308-0866 - S

KJD/ekn 10/24/03
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Gowling Lafleur Henderson LLP MAR 2 2004
Suite 4900 . .
Commerce Court West ) Ofiios of the Director

I Group 3800 i
Toronto ON M5L 1J3 CANADA g i
In re Application of : _ i’
Frank Crupi : DECISION ON PETITION
Application N0.09/917,824 X TO WITHDRAW THE
Filed: July 31, 2001 . HOLDING OF ABANDONMENT

For: METHOD OF IN-SITU
REJUVENATION OF ASPHALT
PAVEMENT

- —_.___This is a decision on applicant's renewed petition to withdraw the holding of abandonment,

filed in the United States Patent and Trademark Office (USPTOQO), on-December 30,.2003.

The petition is DISMISSED.

A review of the file record indicates that an Office action was mailed on September 18, 2002
setting a three month shortened statutory period for response. Since no response to the
September 18, 2002 Office action was received the application was held as abandoned.

Petitioner alleges that a response was timely filed on February 18, 2003 by facsimile
transmission. The copy of the response submitted with the petition includes a facsimile cover
page with a Certificate of Transmission dated February 18, 2003 and a USPTO return
facsimile receipt showing the above-noted facsimile cover page dated the same. The
remaining papers submitted with the petition do not include a Certificate of Transmission.

However, neither the USPTO return facsimile receipt nor the facsimile cover page bearing the
Certificate of Transmission specifically identify what documents were submitted by the
applicant. Applicant’s file reference number on the pages above does not provide evidence
that an amendment to the present application was sent.

While the Copy of the cover letter submitted with the petition includes a Certificate of
Transmission dated February 18, 2003;

MPEP 512 states:

“(C) When the certification is presented on a separate sheet, that sheet must (1) be
signed and (2) fully identify and be securely attached to the paper it accompanies. The
required identification should include the application number and filing date of the
application as well as the type of paper being filed, e.g., reply to rejection or refusal,
Notice of Appeal, etc...
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Moreover, without the proper identifying data, a certification presented on a
separate sheet will not be considered acceptable if there is any question or doubt
concerning the connection between the sheet and the paper filed.”

The Certificate of Transmission is contained on a separate sheet and fails to fully identify the
paper to which it accompanied. Therefore, the certification is not acceptable since there is no
connection between the certification and the paper filed.

The USPTO return facsimile receipt is analogous to a self addressed return post card. MPEP
section 503 requires “The identifying data on the postcard should be so complete as to clearly
identify the item for which receipt is requested.. The postcard should also identify the type of
paper being filed, e.g., new application, affidavit, amendment...” See MPEP p. 500-14.

The application therefore has been properly held as abandoned is being forwarded to Files
Repository.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
_____ fromthe mail date of this decision. Extensions of time under 37 CFR 1.136(b) are permitted.

The reconsideration request should include a cover letter entitted "Renewed-Petitionto — - — — — —
~ Withdraw the Holding of Abandonment Under 37 CFR 1.81."

N __

Steven N. Mgyers

Special Programs Examiner
Patent Technology Center 3600
(703) 308-3868

SNM/cps: 2/22/04
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Paper No. 14

GOWLING LAFLEUR HENDERSON LLP

COMMERCE COURT WEST, SUITE 4900

TORONTO, ONTARIO . '

MSL 1J3 ‘

CANADA COPY MAILED
JUN 1 6 2004

In re Application of : OFFCE OF PETITIONS

Crupi :

Application No. 09/917,824 : ON PETITION

Filed: July 31, 2001 :

Attorney Docket No. T8466250US

This decision concerns the April 13, 2004 petition under 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned on December 19, 2002 for failure to timely respond to the -

September 18, 2002 non-final Office Action.

The instant petition encloses an amendment and the $665 petition fee (small entity), and states in
essence that the entire delay in responding to the September 18, 2002 non-final Office Action
from the due date until the filing of a grantable §1.137(b) petition was unintentional. The
petition is thus granted.

The application file is being returned to Technology Center 3600 for further examination.

Telephone inquiries should be directed to the undersigned at (703) 308-0763.

n N

RC Tang
Petitions Attorney
Office of Petitions



UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
WasHINGTON, DC 20231

www uspto.gov

MAILED

FRANK CRUPT
1602 10TH STREET SOUTH MAR 2 5 2005
SAFETY HARBOR, FL 34693

E DI
o TC 3600 RECTOR
In re application of

Frank Crupi
Application No. 09/917,824 . DECISION ON REQUEST
Filed: July 31, 2001 . FOR WITHDRAWAL OF
For: METHOD OF IN-SITU REJUVENATION : ATTORNEY

OF ASPHALT PAVEMENT

This is a decision on the request filed on October 28, 2004, under 37 CFR
1.36 and MPEP 402.06, requesting permission to withdraw as the attorney
of record in the above-identified application.

The requestis NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to
and approval by the Commissioner. It should be noted that a withdrawal
is effective when approved, not when filed. Besides giving due notice to
his or her client and delivering to the client all papers and property to
which the client is entitled as specified under 37 CFR 10.40, approval of
such a request requires that the following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or
the notice must contain a clear indication of one attorney signing on
behalf of another, because the Office does not recognize law firms;

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be
provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c)
above, there must be at least 30 days between approval of the
withdrawal and the later of the expiration date of a time period for
reply or the expiration date of the period which can be obtained by
a petition and fee for extension of time under 37 CFR 1.136(a).



The request to withdraw as attorney in the above-identified application is
not approved because the attorney signing the request does not now have
power of attorney in this application.

L)

Kenheth J. Dorner

Special Programs Examiner
Patent Technology Center 3600
(703) 308-0866

Facsimile No.: (703) 605-0586

KJD/slb: 02/08/05
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Aamaﬁon Num oamv,su
; . Flling Date 07/31/2001
REQUEST FOR WITHDRAWAL First Namad Inventor | CRUPI, Frank
AS ATTORNEY OR AGENT Art Unit D
Examiner Nams - Addie, Raymond W.
. : Attomey Dockat Number | T8466250US )

To: Commissioner for Patents
P.O. Box 1450
Alexandrla, VA 22313-1450
i hereby apply to withdraw as attorney or agent for the above Identified patent application.

The reasons for this request are:

The Applicant/Inventor bas an outstanding s¢count receivable balance with our firm (e the firm where the agents of rec