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This is a decision on the petition under 37 C.F.R. 1.183,
requesting that the Office suspend the rules and consider on the
merits a Request for Reconsideration of Patent Term Adjustment
under 37 C.F.R. 1.705(d) filed more than two months from the
date the above-referenced patent issued and on the Request for
Reconsideration of Patent Term Adjustment under 37 C.F.R.
1.705(d), both of which were filed on December 22, 2008.

The petition under 37 CFR 1.183 is dismissed.

The request for reconsideration of patent term adjustment under
37 CFR 1.705(d) is dismissed as untimely filed.

Any request for reconsideration, whether directed to the
decision on petition under 37 CFR 1.183 or to the decision on
application for patent term adjustment under 37 CFR 1.705(d),
must be filed within two months of the mailing date of this
decision. Extensions of time under 37 CFR 1.136 are not
permitted. See § 1.181(f).



Patent No. 7,411,595 Application No. 09/996,200 Page 2

BACKGROUND

On August 12, 2008, the above-identified application matured
into U.S. Patent No. 7,411,595, with a revised patent term
adjustment of 1273 days. No request for reconsideration of the
patent term adjustment indicated in the patent was filed within
two months of the date the patent issued. Patentee now
petitions under 37 C.F.R. § 1.183 to (i) suspend or waive the
requirement of 37 C.F.R. § 1.705(d) that a Request for
Reconsideration of Patent Term Adjustment be filed within two
months of the date the patent issued; and (ii) consider the
enclosed Request for Reconsideration of Patent Term Adjustment.
Patentee makes this request, in view of the “exceptional”
situation presented by the recent decision in Wyeth v. Dudas,
No. 07-1492 (D.D.C. Sept. 30, 2008).

. ON PETITION UNDER 37 CFR 1.183
TO WAIVE THE TWO-MONTH REQUIREMENT OF 37 CFR 1.705(d)

The above-referenced patent issued on August 12, 2008. A
request for reconsideration of the patent term adjustment
indicated in the patent was not filed until December 22, 2008.
Petitioner requests that the Office suspend the rules and
consider on the merits the Request for Reconsideration of Patent
Term Adjustment under .37 C.F.R. 1.705(d) even though it was
untimely filed more than two months from the date the patent
issued.

The relevant regulation, 37 CFR 1.705(d), provides that:

If there is a revision to the patent term adjustment
indicated in the notice of allowance, the patent will
indicate the revised patent term adjustment. If the

patent indicates or should have indicated a revised patent
term adjustment, any request for reconsideration of the
patent term adjustment indicated in the patent must be
filed within two months of the date the patent issued and
must comply with the requirements of paragraphs (b) (1) and
(b) (2) of this section. Any request for reconsideration
under this section that raises issues that were raised, or
could have been raised, in an application for patent term
adjustment under paragraph.(b) of this section shall be
dismissed as untimely as to those issues. (emphasis added) .

By the express provisions of 37 CFR 1.705(d), a request for
reconsideration of patent term adjustment must be filed within
two months of the date the patent issued. It is undisputed that
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no such request for reconsideration was filed by October 12,
2008, the date two months from the date this patent issued,
August 12, 2008. Rather, on December 22, 2008, almost three
months after the issuance of a decision in Wyeth v. Dudas on
September 30, 2008, petitioner filed the instant request for
waiver of the two-month requirement.

37 CFR 1.183 provides that:

In an extraordinary situation, when justice requires, any
requirement of the regulations in this part which is not a
requirement of the statutes may be suspended or waived by
the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other
requirements as may be imposed. Any petition under this
section must be accompanied by the petition fee set forth
in § 1.17(f). '

Preliminarily, it is recognized that the two-month requirement
of 37 CFR 1.705(d) is a requirement of the regulations and not a
statutory requirement. The statute, 35 U.S.C. 154, requires the
Office to provide the applicant one opportunity to request
reconsideration of any patent term adjustment determination made
by the Director. But, the statute allows the Director to
establish the procedures for requesting such reconsideration.
Those proceduresI include pursuant to 37 CFR 1.705(d) setting a
two-month period for filing a request for reconsideration of the
revised patent term adjustment indicated in the patent. As

VI3S U.S.C. § 154 (b) (3) provides that the USPTO shall: (1) prescribe
regulations establishing procedures for the application for and determination
of patent term adjustments under 35 U.S.C. § 154(b); (2) make a

determination of any patent term adjustment under 35 U.S.C. § 154(b) and
transmit a notice of that determination with the notice of allowance under 35
U.S.C. § 151; and (3) provide the applicant one opportunity to request
reconsideration of any patent term adjustment determination. Pursuant to the
mandate and authority in 35 U.S.C. § 154 (b) (3), the USPTO promulgated 37

C.F.R. § 1.705, which provides that: (1) the notice of allowance will
include notification of any patent term adjustment under 35 U.S.C.
§ 154(b) (37 C.F.R. § 1.705(a)); (2) any request for reconsideration of the

patent term .adjustment indicated in the notice of allowance  {(except as
provided in 37 C.F.R. § 1.705(d)) must be by way of an application for patent
term adjustment filed no later than the payment of the issue fee and
accompanied by (inter alia) the fee set forth in 37 C.F.R. § 1.18(e) (37
C.F.R. § 1.705(b)); and (3) if the patent indicates or should have indicated
a revised patent term adjustment, any request for reconsideration of the
patent term adjustment indicated in the patent must be filed within two
months of the date the patent issued.
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such, it is within the Director’s authority to waive the two-
month requirement. :

Having considered petitioner’s arguments, it is concluded that
waiver of the two-month requirement is not warranted. The
primary basis for requesting waiver set forth by petitioner is
the “exceptional” situation presented by the recent decision in
Wyeth v. Dudas, No. 07-1492 (D.D.C. Sept. 30, 2008).
Specifically, petitioner states that in Wyeth, the U.S. District
Court for the District of Columbia held that contrary to USPTO
practice, a patentee is entitled to Patent Term Adjustment
credit for examination delay under 37 CFR 1.702(b) in addition
to any examination delay under 37 CFR 1.702(a), to the extent
that the two periods of delay “do not occur on the same calendar
day or days.” Petitioner argues that they could not have filed
a Request for Reconsideration of Patent Term Adjustment within
two months of the date the above-referenced patent issued )
because the basis for the Request for Reconsideration of Patent
Term Adjustment is the Wyeth decision, which was entered more
than two months after the issuance of their patent.

First, of all, the issuance of the Wyeth Opinion is not an
extraordinary situation. Wyeth followed the procedure set forth
in 37 CFR 1.705 for requesting reconsideration of the patent
term adjustment determination. Then, pursuant to 35 U.S.C.

154 (b) (4) (A)?, Wyeth timely filed a complaint in District Court
seeking judicial review of the Office’s decision. A Memorandum
Opinion and Order, the Wyeth decision of September 30, 2008,
directed to the parties involved was issued.

The fact that any relief ultimately granted in Wyeth would
benefit patentee had they timely filed a request for
reconsideration does not make the situation extraordinary.
Petitioner chose not to challenge their revised patent term
adjustment within the two-month period. Petitioner’s argument
that they could not have filed a Request for Reconsideration of
Patent Term Adjustment within two months of the date the above-
referenced patent issued because the basis for the Request for

2 35 U.S.C. 154(Db) (4) (A) APPEAL OF PATENT TERM ADJUSTMENT DETERMINATION.
— (A) An applicant dissatisfied with a determination made by the Director
under paragraph (3) shall have remedy by a civil action against the Director
filed in the United States District Court for the District of Columbia within
180 days after the grant of the patent. Chapter 7 of title 5 shall apply to
such action. Any final judgment resulting in a change to the period of
adjustment of the patent term shall be served on the Director, and the
Director shall thereafter alter the term of the patent to reflect such
change.
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Reconsideration of Patent Term Adjustment is the Wyeth decision,
which was entered more than two months after the issuance of
their patent, is not compelling. Petitioner could have filed a
Request for Reconsideration of Patent Term Adjustment as Wyeth
did. It is acknowledged that petitioner may have chose not to
file a request for reconsideration based on a conclusion that
the Office’s interpretation of 35 U.S.C. § 154 (b) (2) (A) was
correct. Nonetheless, the fact that the District Court has now
issued an Opinion contrary to the Office’s interpretation does
not make the situation extraordinary. This is not unlike any
other situation where a patentee (or applicant) challenges a
final agency decision and the decision upon judicial review
could have had applicability to another patentee (or applicant)
had they taken such action. In fact, many patentees may be in
the same situation as petitioner with respect to the Wyeth
decision.

The key consideration in determining whether waiver is warranted
is whether the circumstance that led to petitioner failing to
meet the two-month requirement was an extraordinary 51tuatlon
where justice requires waiver.

Petitioner simply fails to articulate how their failure to file
a request for reconsideration of patent term adjustment within
two months of the issue date of the patent was due to an
extraordinary situation. Petitioner cannot rely on Wyeth's
actions or the Wyeth decision to establish that their situation
was extraordinary.

Moreover, justice does not require waiver of the two-month
requirement. Justice requires that the Office continue to devote
its resources to the adjudication of timely filed requests for
reconsideration under 37 CFR 1.705(b) and (d). Further, upon
ultimate resolution of the interpretation of 37 CFR 1.702,
justice requires that the Office determine consistent with
relevant law and practice, and appropriate Court or legislative
guidance, the applicability of any changes as to all affected
patentees who failed to timely seek administrative remedy, and
thus, could not seek judicial review.

In addition, given that the law only allows 180-days for both
the filing of a petition and for the Office’s consideration of
that petition petitioner’s unexplained nearly two-month delay,
after the issuance of the Opinion in Wyeth, in filing the
petition weighs against them.



Patent No. 7,411,595 Application No. 09/996, 200 Page 6

In view thereof, the petition under 37 CFR 1.183 for waiver of
the two-month requirement of 37 CFR 1.705(d) is dismissed.

Accordingly, consideration now turns to the Request for
Reconsideration of Patent Term Adjustment under 37 CFR 1.705(d).

ON REQUEST FOR RECONSIDERATION OF
PATENT TERM ADJUSTMENT UNDER 37 CFR 1.705(d)

This is a decision on the “APPLICATION FOR PATENT TERM
ADJUSTMENT UNDER 37 CFR 1.705(d),” filed December 22, 2008.°
Therein, patentee requests correction of the patent term
adjustment (PTA) indicated in the patent to one thousand four
hundred fifty-eight (1,458) days.

On August 12, 2008, the above-identified application matured
into U.S. Patent No. 7,411,595 with a revised patent term
adjustment of 1,273 days. The instant request for
reconsideration was filed more than four months after the
issuance of the patent, on December 22, 2008.

No error in the printing of the patent has been shown. The
patent term adjustment indicated on the patent reflects the
Office’s determination of patent term adjustment shown in the
PAIR system for this application. 37 CFR 1.705(d) provides the
sole avenue before the Office for requesting reconsideration of
the Office’s determination of patent term adjustment indicated
in the patent. Moreover, § 1.705(d) states that “any request
for reconsideration of the patent term adjustment indicated in
the patent must be filed within two months of the date the
patent issued and must comply with the requirements of
paragraphs (b) (1) and (b) (2) of this section.” Since the
request was not filed within two months of the issue date of the
patent, the request is properly dismissed as untimely filed.

CONCLUSION
The request for waiver of 37 CFR 1.705(d) pursuant to 37 CFR
1.183 is not warranted. Accordingly, the request for
reconsideration of the patent term adjustment under 37 CFR
1.705(d) filed more than two months after the issue date of the
patent is dismissed as untimely filed.
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Telephone inquiries specific to this matter should be directed
to Shirene Willis Brantley, Senior Petitions Attorney, at (571)
272-3230.

1%1\ | —
Kery A. Fries |

Senior Legal Advisor
Office of Patent Legal Administration
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Todor Georgiev Art Unit : 2628

Patent No. : 7,411,5 Examiner : RyanR. Yang

Issue Date<. August 12,2008 ) Conf.No. : 1276

Serial No. : X

Filed : November 28, 2001

Title : TOOL FOR EXTRACTING AND MANIPULATING COMPONENTS OF
WARPING TRANSFORMS

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

119 |0%
PETITION UNDER 37 CF.R. §1.183 .~ 1«1/(11(0

Assignee hereby petitions the Commissioner under 37 C.F.R. §1.183 for a suspension of
37 C.F.R. §1.705(d) and (e) and for acceptance of the “APPLICATION FOR PATENT TERM
ADJUSTMENT UNDER 37 CFR 1.705(d),” which is filed with this petition, to correct the
erroneous patent term adjustment (PTA) calculation. Assignee may lose 185 days in the life of
its patent through no fault of its own, seriously prejudicing Assignee in fully enforcing its
statutory patent rights if this petition is not granted.

The above titled patent was issued on August 12, 2008. At the time of the issuance, the
Office interpreted the law in a way that did not support correcting the PTA calculation. In fact,
the applicant made an earnest attempt to follow the rules and law as have been set forth by the
Office. On September 30, 2008, the U.S. District Court for the District of Columbia issued an
opinion in Wyeth v. Dudas (Wyeth et al. v. Jon W. Dudas, U.S. District Court, D.C., CA No. 07-
1492, Mem. Op. September 30, 2008), which made clear that the Office’s method for calculating

the PTA was in error. As a result of this change in the law, which occurred more than one month

after the above entitled patent issued, petitioner could not reasonably have timely presented a

request for reconsideration of the patent term adjustment.

—_—

This case presents the rare instance where the Office’s application of the rules has been
overturned by the courts. In such excgtional cases, it would be manifestly unjust to punish
those who made an earnest attempt to comply with the laws and regulations as interpreted by the
PTO.

CERTIFICATE OF MAILING BY EFS-WEB FILING

I hereby certify that this paper was filed with the United Statcs Patent and
Trademark Office using the EFS ~WEB system on this date: December 22, 2008



Applicant : Todor Georgiev Attorney’s Docket No.: 07844-0495001 / P459
Patent No. : 7,411,595 .

Issued : August 12, 2008
Serial No. : 09/996,200

Filed : November 28, 200
Page : 20f2 :

Please apply the $400.00 fee required under 37 C.F.R. § 1.17(f) and any other charges or
credits to Deposit Account No. 06-1050.
Respectfully submitted,

Date:December 22, 2008 /Spencer C. Patterson/
Spencer C. Patterson
Reg. No. 43,849

Fish & Richardson P.C.
1717 Main Street

Suite 5000

Dallas, TX 75201
Telephone: (214) 292-4082
Facsimile: (877) 769-7945

90321921.doc
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APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 CFR 1.705(d)

Applicant hereby petitions for reconsideration of the Patent Term Adjustment (PTA)
accorded the above-referenced patent application. The Issue Notification mailed J uly 23, 2008
for the above-referenced application indicates that the Patent Term Adjustment at issuance is
1273 days. Reconsideration of the Patent Term Adjustment calculation to increase PTO Delay
from 1414 days to 1599 days, and to increase Total PTA from 1273 to 1458 days, 1s respectfully

requested.

REVIEW OF PATENT TERM ADJUSTMENT CALCULATION
A review of the Patent Term Adjustment History in the PAIR system shows that the
United States Patent and Trademark Office (PTO) calculated the Patent Term Adjustment (PTA)
as follows:
1) The PTO mailed a delayed 14-month first non-final Office Action on October 1,
2003, thereby according a PTO Delay of 246 days. Applicant does not dispute
herein this patent term adjustment calculation for this PTO “A Delay.”
2) The PTO mailed a delayed Examiner’s Answer to Appeal Brief on March 21,
2005, thereby according a PTO Delay of 37 days. Applicant does not dispute
herein this patent term adjustment for PTO Delay.
3) The PTO mailed a delayed response to the Reply Brief on February 10, 2006,
thereby according a PTO Delay of 144 days. Applicant does not dispute herein

this patent term adjustment for PTO Delay.
CERTIFICATE OF MAILING BY EFS-WEB FILING

1 hereby certify that this paper was filed with the United States Patent and
Trademark Office using the EFS ~WEB system on this date: December 22, 2008
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Applicant :
Patent No. :
Issued
Serial No. :
 Filed
Page
4)
5)
6)
7)
8)
9)

Applicaﬁt filed a response to the miscellaneous communication on March 8, 2006
(received at the PTO on March 13, 2006). Applicant was accorded a delay of 2
days. Applicant does not dispute herein this patent term adjustment for Applicant
Delay.

The PTO mailed a BPAI Decision on Appeal in favor of the applicant on
February 22, 2007, thereby according a PTO Delay of 984 days. Applicant does
not dispute herein this patent term adjustment for PTO Delay.

The PTO mailed a delayed non-final Office Action on September 27, 2007,
thereby according a PTO Delay of 3 days. Applicant does not dispute herein this
patent term adjustment for PTO Delay.

Applicant filed an Information Disclosure Statement on February 20, 2008
(received at the PTO on February 20, 2008). Applicant was accorded a delay of
55 days for a supplemental response. Applicant does not dispute herein this
patent term adjustment for Applicant Delay.

Applicant filed formai drawings after the Notice of Allowance on May 21, 2008
(received at the PTO on May 21, 2008) and a response to the Notice of Allowance
on June 25, 2008 (received at the PTO on June 25, 2008). Applicant was
accorded a delay of 84 days for a submission after allowance. Applicant does not
dispute Herein this patent term adjustment for Applicant Delay.

The application was filed on November 28, 2001 and the patent issued oﬁ August
12, 2008, more than three years later. No PTO Delay was calculated for issuance
of the patent after three years from filing. Applicant respectfully submits that the
PTO’s calculation of this PTO “B Delay” contains an error and that the correct
PTO Delay for issuance beyond three years from filing is 185 days, as outlined
further below. The “B Delay” of 185 days does not include the additional PTO
Delay of 1168 days after three years from filing, which overlaps with the “B
Delay”.

QL

<
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REMARKS

Applicant has calculated the PTA in accordance with the clear intent of Congress. As
outlined in Wyeth v. Dudas (Wyeth et al. v. Jon W. Dudas, U.S. District Court, D.C., CA No. 07-
1492, Mem. Op. September 30, 2008), the only way that periods of time can “overlap” is if they
occur on the same day, and if an “A delay” occurs on one calendar day and a “B delay” occurs
on another, they do not overlap, and 35 U.S.C. § 154(b)(2)(A) does not limit the extension to one
day. “A Delays” are deﬁned as delays by the Office under 35 U.S.C. 154(b)(1)(A), which
guarantees prompt PTO response. “B Delays” are defined as delays by the Office under
35 U.S.C..§ 154(b)(1)(B), which guarantees no more than 3-year application pendency.

_ The PTA for the instant patent, as currently calculated and shown on the face of the
patent, relies on the premise that the application was delayed under § 154(b)(1)(B) before the
initial three-year period expired.

The Wyeth court determined that this construction cannot be squared with the language
of § 154(b)(1)(B), which applies “if the issue of an original patent is delayed due. to the failure of
the United States Patent and Trademark Office to issue a patent within 3 years,” and that “B
delay” begins once the PTO has failed to issue a patent within three years, not before.

In the current PTA calculation, the Office has only given credit for the larger of “A
Delay” or “B Delay,” rather than the combined sum of “A Delay” and “B Delay” (which does
not include any days after three years from filing where “A” and “B” delays overlap).

In this patent, “A Delay” should be calculated as 246 days, and “B Delay” should be
calculated as 185 days. Including the additional PTO Delay, the total PTO Delay should be
calculated as 1599 days. '

In consideration of the events described above, Applicant believes the PTA calculation of
1273 days is incorrect.. As such, Applicant respectfully requests reconsideration of the patent
term adjustment in the following manner:

1) Total PTO Delay should be calculated as 1599 days;

2) Total Applicant Delay should be calculated as 141 days; and

3) Total PTA should be calculated as 1458 days.
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Applicant notes that this patent is not subject to a terminal disclaimer.
Please apply the fee of $200 required under 37 C.F.R. § 1.18(¢) and any other required
charges or credits to Deposit Account No. 06-1050.

Respectfully submitted,

Date:December 22, 2008 /Spencer C. Patterson/
Spencer C. Patterson
Reg. No. 43,849

Fish & Richardson P.C.
1717 Main Street

Suite 5000

Dallas, TX 75201
Telephone: (214) 292-4082
Facsimile: (877) 769-7945

90321910.doc
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Paper No. 5
FISH & RICHARDSON P.C.

225 FRANKLIN STREET
BOSTON, MA 02110-2804 COPY MAILED

APR 0 3 2003
In re Application_of . QFFICE OF PETITIONS
Cchin-Ti Chen et al :
Application No. 09/996,202 : ON PETITION

Filed: November 28, 2001
Attorney Docket No. 08919-053001

181520037 o thange the order ot tha names of the Tnvéntore. M43
The petition is granted. '
The order of the names of the inventors will be changed as follows:
1. chin-Ti Chen
2. Hsiu-Chih Yeh
3. Li-Hsin Chan
4. Rong-Ho Lee

A corrected filing receipt with the desired order of inventorship is
enclosed.

19$4app1ication file is being forwarded to Technology Center AU

Telephone inquiries concerning this decision should be directed to
wan Laymon at (703) 306-5685.

Qﬁzlféy n

Petitiorls Examiner

office of Petitions o

office of the Deputy Commissioner
for Patent Examination Policy

Enclosure: Corrected Filing Receipt
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OSTROLENK FABER GERB & SOFFEN
1180 AVENUE OF THE AMERICAS
NEW YORK NY 10036-8403 COPY MA'LED

NOV 0 3 2006
OFFICE OF PETITIONS

In re Patent No. 7,001,182

Issued: 21 February, 2006 :

Application No. 09/996,211 : ON PETITION
Filed: 28 November, 2001 :

Atty Dckt No. P/1336-156

This is a decision on the petition filed on 9 January, 2006,

which is being treated as a request under 37 CFR 3. 81(b)! to
correct the assignee on the front page of the above 1dent1f1ed
patent by way of a Certificate of Correction.

The petition is granted.

Telephone inquires concerning this matter may be directed to the
undersigned at 571.272.3231. Any questions concerning the
issuance of the Certificate of Correction should be directed to
the Certificates of Correction Branch at 703.305.8309.

The file is being referred to the Certificates of. Correction
Branch for issuance of the requested Certificate of Correction.

Douglas I. Wood

Senior Petitions Attorney
Office of Petitions

lSee Official Gazette of 22 June, 2004.
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THOMPSON HINE LLP .
2000 COURTHOUSE PLAZA N.E.
10 WEST SECOND STREET
DAYTON, OH 45402-1758

COPY MAILED

JUN 1 72004
In re Application of :
Whitby et al. : OFFICE OF PETITIONS
Application No. 09/996,221 : ON PETITION

Filed: November 28, 2001
Attorney Docket No. 006593-1908

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed May 28, 2004, to revive the
above-identified application.

The petition is DISMISSED.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time under
37 CFR 1.136(a) are permitted. The reconsideration request should include a cover letter entitled
“Renewed Petition under 37 CFR 1.137(b).” This is not a final agency action within the
meaning of 5 U.S.C. § 704.

This application became abandoned for failure to timely reply to the final Office action mailed
September 24, 2003. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, this application became abandoned on December 25, 2003. A Notice of
Abandonment was mailed May 5, 2004.

A grantable petition unfier 37 CFR 1.137(b) must be accompanied by:

(1) the required reply,

(2) the petition fee, '

(3) a statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, and

(4) aterminal disclaimer and fee if the application was filed on or before June 8, 1995 or if the
application is a design application. '

Where there is a question as to whether either the abandonment or the delay in filing a petition
under 37 CFR 1.137 was unintentional, the Commissioner may require additional information.

! In a nonprovisional application abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof,
the required reply must be the payment of the issue fec or any outstanding balance thereof.

2 See MPEP 711.03(c)(ITI)(C) and (D).
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The instant petition lacks item (1). The Amendment submitted to the Examiner on May 28, 2004
failed to place the above-identified application in condition for allowance. A proper reply to a final
rejection under 37 CFR 1.113 may be: (1) an amendment, which places the application in condition for
allowance; (2) a Notice of Appeal (with appeal fee); or (3) a Request for Continued Examination (RCE)
in compliance with 37 CFR 1.114. Petitioner must submit one of the above documents in order to
revive the above-identified application. The Advisory Action issued by the Examiner is enclosed.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

Effective December 1, 2003, the Office of Petitions can no longer receive hand-carried
correspondence, or facsimile transmissions of correspondence. The centralized location for hand-
carried correspondence is the existing Customer Window located at:

2011 South Clark Place
Crystal Plaza 1 Lobby
Room 1B03

Arlington, VA 22202

" The centralized facsimile number is (703) 872-9306.

Telephone inquiries should be directed to the undersigned at (703) 306-0482.

e

Liana Chase

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

Enclosure:  Advisory Action
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THOMPSON HINE LLP
2000 COURTHOUSE PLAZA N.E.
10 WEST SECOND STREET
DAYTON, OH 45402-1758
COPY MAILED
AUG 1 92004
OFFICE OF PETITIONS
In re Application of ,
Whitby et al. :
Application No. 09/996,221 : ON PETITION

Filed: November 28, 2001
Attorney Docket No. 006593-1908

This is a decision on the renewed petition under 37 C.F.R. § 1.137(b), filed August 6, 2004, to revive
the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply within three months to the final Office
action mailed September 24, 2003. No extensions of time under the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, this application became abandoned on December 25, 2003. A Notice of
Abandonment was mailed on May 6, 2004.

Petitiog;:r has met the requirements to revive the above-identified application pursuant to 37 CFR
1.137(b).

The matter is now being referred to Technology Center 3700 for processing of the Request for
Continued Examination under 37 CFR 1.114 filed with the instant petition.

Telephone inquiries should be directed to the undersigned at (703) 306-0482. Any telephone inquiries
after September 28, 2004 should be directed to the undersigned at (571) 272-3206.

I3

Liana Chase

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : Q%//Lﬁ/ o Paper No.. ™

TO SPE OF : ART UNIT, :éé /
SUBJECT  : Request for Certificate of Correction on Patent No.: 6&:57,7? 5-2 &{.

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-915
Palm location 7580 - Tel. No. 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant's errors, should the
patent read as shown in the certificate of correction? No new matter should be introduced, _nor should the
scope or meaning of the claims be changed.

Virginia Tolbert

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

O Approved All changes apply.

O Approved in Part Specify below which changes do not apply.

}{ Denied State the reasons for denial-below.
Comments:

Qnce Haoee 1o ondy gus o(af\wcg pd(«/ %M%MMM‘TZ e
Co'y\/\/eucaf o -Nu/d Wm{;o (J-{Q "‘(N?./M'K/v b “Hao deﬂﬁ.‘wal patl
FT&L -L\'LUJ'Q d’l R AN RS n(w«ea? W H doeinnd mmalo Hig

C.Q_! \ 4 ’2!23[2 Z{%gﬂ gg y:@!ﬁ l& ‘H.,&ga/rd ijafeﬁew‘-eé(\
| J

Rinaldil. Rada ‘
2/, Supervisory Patent Examiner. 3702 \
SPE Group 3700 Art Unit

PTOL-306 (REV. 7/03) .S. DEPARTM OF COMMERCE Patent and Trademark Office

—————
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 2231 3-1450

www.uspto.gov

DILWORTH & BARRESE
333 Earle Ovington Blvd.
Uniondale, NY 11553

In re Application of

Steinbichler et al.

Serial No.: 09/996,239 :

Filed: November 23, 2001 : DECISION ON PETITION

For: PROCESS AND APPARATUS FOR UNDER 37 C.FR. §1.181
RECORDING THE DEFORMATION :
OF OBJECTS :

This is a decision on the petition under 37 C.F.R. §1.181 filed on February 9, 2004 to
withdraw the finality of the Office action mailed December 5, 2003. The petition was
timely filed within two months of the mailing of the final rejection by way of Certificate
of Mailing under 37 C.F.R. §1.8 dated February 5, 2004 and included therein.

The petition is GRANTED.

The record indicates that applicant’s REQUEST FOR WITHDRAWAL OF FINALITY
OF OFFICE ACTION filed on January 13, 2004 by facsimile transmission was received
on the same day by the Patent and Trademark Office (PTO). Regretfully, the request
never did reach the primary examiner for consideration.

The petition is granted for the reasons stated by applicant in the petition. The finality of
the Office action dated December 5, 2003 is withdrawn and prosecution is reopened.
However, the shortened statutory period continues to run from December 5, 2003 as also
noted by applicants on page 3 of the petition. Any amendments from applicants must be
submitted by June 5, 2004 with appropriate extensions of time.

e A Srlero—

anice A. Falcone, Director
Technology Center 2800
Semiconductors, Electrical and
Optical Systems, and Components

JAF/fgf
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THOMPSON HINE L.L.P.

P.O. BOX 8801

DAYTON OH 45401-8801 COPY MAILED
0CT 1 2 2006

In re Application of . OFFICE OF PETITIONS

Schaefer et al. ;

Application No. 09/996,244 X ON PETITION

Filed: November 28, 2001
Title: Trapping and Storage of Free Thermal
Neutrons in Fullerene Molecules

This is a decision on the petition under 37 CFR 1.181 to withdraw the holding of
abandonment, filed July 20, 2006.

The petition to withdraw the holding of abandonment is GRANTED.

This above-identified application was held abandoned for failure to timely file a
supplemental appeal brief. An Appeal Brief was filed on May 14, 2004. An advisory
action was mailed on August 23, 2004. A Notice of Non-Compliance with 37 CFR 1.192
was mailed on September 8, 2004, providing petitioner with a one month reply period.
An appeal brief was filed on October 8, 2004. A Notice of non-compliant brief was
mailed on February 16, 2005, setting an extendable one month period of reply. A
supplemental appeal brief was submitted on March 18, 2005. A Notice of abandonment
was mailed on June 20, 2006.

Petitioner requests the abandonment of the above-identified application be withdrawn.
Petitioner contends the submission of the supplemental appeal brief on March 18, 2005
was timely because it contained a certificate of mailing date of March 16, 2005.

A review of the record shows that the supplemental appeal brief submitted on March
18, 2005, contains a certificate of mailing pursuant to 37 CFR 1.8. Thus, the brief is
considered as timely filed.
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The Notice of Abandonment is hereby vacated and the holding of abandonment is
withdrawn.

This application is being forwarded to Art Unit 3663 for further processing.

Telephone inquiries concerning this matter should be directed to the undersigned at
(671) 272-3215.

CRorbine 0. Yot

Charlema R. Grant
Petitions Attorney
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK QFFICE
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www.uspto.gov

Paper No. 4

WOODCOCK WASHBURN

ONE LIBERTY PLACE

46TH FLOOR
PHILADELPHIA, PA 19103

COPY MAILED
MAR 1 12002

In re Application of
Phillip Dan Coock et al :

Application No. 09/996,263 : NOTICE OFFICE OF PETITIONS
Filed: November 28, 2001 :

Attorney Docket No. ISIS-4943

This is a notice regarding your request for acceptance of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction
of the erronecus payment of the issue fee as a small entity. See

DH Technology v. Synergystex International, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

Inquiries related to this communication should be directed to the
Office of Petitions Staff at (703) 305-9285.

This file is being forwarded to Technology Center AU 1635.

Wan Lazgon

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



- SPERESPONSE FOR CERTIFICATE OF CORRECTION

DATE : (p/ 24/ 07
TO SPE OF : ART UNIT / % 75/

SUBJECT  : Request for Cetificate of Correction on Patent No.: 6f / y Z/ %

A response is requested with respect to the accompanying request for a certificate of correction.

Paper No.:

Please complete this form and return with file, within 7 days to:
Palm location 7680, Certificates of Correction Branch — South Tower - 9A22
If response is for an IFW, return to employee (named below) via PUBSCofC Team in

MADRAS..

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the _
patent read as shown in the certificate of correction (COCIN)? No new matter should be introduced, nor
should the scope or meaning of the claims be changed.

Valerie Jackson

Thank You For Your Assistance Certificates of Corraction Branch
Tel. No. 703-308-9390 ext. 114

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

%roved All changes apply.

Q -Approved in Part Specify below which changes do not apply.
O Denied ‘ State the reasons for denial below. ’
Coniments:

BRUCE R. CAMPELL, PH.U

SU
TECHNOLOGY CENTER 1600
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* GARVEY SMITH NEHRBASS & NORTH LLC

3838 N CAUSEWAY BLVD
LAKEWAY 3 SUITE 3290 COPY MAILED
METAIRIE LA 70002

MAY 0 3 2006
OFFICE OF PETITIONS
In re Application of :
James J. Shelton ‘ : DECISION GRANTING PETITION
Application No. 09/996,328 : AND WITHDRAWING THE

Filed: November 28, 2001 : HOLDING OF ABANDONMENT
Attorney Docket No. P01252US :

This is a decision on the petition to withdraw the holding of
abandonment under 37 CFR 1.181, filed March 29, 2006.

The petition under 37 CFR 1.181 is GRANTED.
The holding of abandonment is WITHDRAWN.

The above-identified application became abandoned for failure to
timely file a response to the Notice of Allowance mailed
September 8, 2005. This Office action set a statutory period for
reply of three (3) months for issue fee transmittal. On
September 15, 2005, the Office issued a notice entitled “Office
Actions and Notice of Allowances Previously Mailed to areas of
Alabama, Louisiana, and Mississippi Affected by Hurricane
Katrina”. The notice stated that the period for reply set in the
previous Notice of Allowance was restarted to begin on

September 15, 2005. Accordingly, Applicant timely paid the issue
fee on December 15, 2005. However, the Office mailed a Notice of
Abandonment on March 15, 2006.

It is obvious in view of the above that the Notice of Abandonment
was mailed in error.

Accordingly, the holding of abandonment is withdrawn.
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Given the basis for granting this petition, no petition fee was
required, and none has been charged.

The application is being forwarded to the Office of Patent
Publication for processing into a patent.

Teleghone inquiries related to this decision should be directed
to the undersigned at (571)272-3207.

Cliff Congo

Petitions Attorney
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWW.uspto.gov

I APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. | CONFIRMATION NO. I
09/996,328 11/28/2001 James J. Shelton P01252US 3584
22920 7590 10/19/2006 | ' EXAMINER I
GARVEY SMITH NEHRBASS & NORTH, LLC CARTAGENA, MELVIN A
LAKEWAY 3, SUITE 3290
3838 NORTH CAUSEWAY BLVD. | ART UNIT [ PapERNUMBER |
METAIRIE, LA 70002

3754

DATE MAILED: 10/19/2006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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In re Application of SHELTON
Serial No. 09/996,328 :
Filed November 28, 2001 : DECISION ON PETITION
For: METHOD AND APPARATUS FOR : UNDER 37 CFR 1.48(a)
DISINFECTING A REFRIGERATED :
WATER COOLER RESEVOIR

This is a decision on the papers filed February 17, 2004, June 28, 2004 and June 9,
2005 which have been treated as petitions to correct the inventorship under 37 CFR 1.48.

The petitions are dismissed.

A request to correct the inventorship under 37 CFR 1.48(a) requires: (1) A request to
correct the inventorship that sets forth the desired inventorship change; (2) A statement from
each person being added as an inventor and from each person being deleted as an inventor
that the error in inventorship occurred without deceptive intention on his or her part; (3) An oath
or declaration by the actual inventor or inventors as required by § 1.63 or as permitted by §§
1.42, 1.43 or § 1.47; (4) The processing fee set forth in § 1.17(i); and (5) If an assignment has
been executed by any of the original named inventors, the written consent of the assignee.

The papers filed February 17, 2004 requesting to add Kenneth A. Davis as a second
inventor lacks items (2)-(5). The papers filed June 28, 2004 requesting to delete James J.
Shelton as an inventor is premature because Kenneth A. Davis has not been properly added as
an inventor. Further, none of the papers filed June 28, 2004 correct the deficiencies of the
request of February 17, 2004. The papers filed June 9, 2005 attempt to overcome the previous
deficiencies in adding Kenneth A. Davis as a second inventor and deleting James J. Shelton as
an inventor. Items (2), (4) and (5) are lacking.

evin P.
Supervisory Patent Examiner
Art Unit 3754
Patent Examining Group 3700

GARVEY SMITH NEHRBASS & NORTH, LLC
LAKEWAY 3, SUITE 3290

3838 NORTH CAUSEWAY BLVD.

METAIRIE LA 70002
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NGIr: 12-07

COPY MAILED

JAN 0 4 2008
OFFICE OF PETITIONS
DOUGLAS A CHAIKAN, ESQ.
PENISULA IP GROUP A PROFESSIONAL LAW CORPORATION
26150 BUCKS RUN

CORRAL DE TIERRA CA 93908

In re Application of

Waschura, et al. :

Application No. 09/996,342 : DECISION
Filed: 21 November, 2001 :

Attorney Docket No. WASC1821

This is a decision on the petition filed on 11 August, 2006, resubmitted on 5 September, 2007,
and considered as a request to withdraw the holding of abandonment under 37 C.F.R. §1.181.

The Office regrets the delay in addressing this matter, however, the petition was presented to the
attorneys in the Office of Petitions only at this writing.

The petition as considered under 37 C.F.R. §1.181 is DISMISSED.

2

NOTES:

Any petition (and fee) for reconsideration of this decision must be submitted within two
(2) months from the mail date of this decision.

2 For more than a century, punctuality and due diligence, equally with good faith, have been deemed essential requisites to the
success of those who seek to obtain the special privileges of the patent law, and they are demanded in the interest of the public and
for the protection of rival inventors. See: Porter v. Louden, 7 App.D.C. 64 (C.A.D.C. 1895), citing Wollensak v. Sargent, 151 U.S.
221,228, 38 L. Ed. 137, 14 S. Ct. 291 (1894). An invention benefits no one unless it is made public, and the rule of diligence
should be so applied as to encourage reasonable promptness in conferring this benefit upon the public. Automatic Electric Co. v.
Dyson, 52 App. D.C. 82; 281 F. 586 (C.A.D.C. 1922). Generally, 35 U.S.C. §6; 37 C.F.R.§§1.181, 182, 183.
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Extensions of time under 37 C.F.R. §1.136(a) are permitted. The reconsideration request
should include a cover letter entitled “Renewed Petition under 37 C.F.R. §1.181.”

BACKGROUND

The record reflects that:

Petitioner failed to reply timely and properly to the Notice of Allowance mailed on 20
March, 2006, with reply due under a non-extendable deadline on or before 20 June, 2006;

the application went abandoned after midnight 20 June, 2006;

Petitioner filed an after-final amendment under 37 C.F.R. §1.312 on 27 March, 2006, .
which amendment appears not to have been entered by the Examiner;

The record reflects an Examiner interview summary mailed on 29 March, 2006,

reflecting a telephone conversation between Petitioner and the Examiner on 27 March, -
2006;

the Ofﬁc‘e mailed the Notice of Abandonment on 3 August, 2006;

on 11 August, 2006, Petitioner filed the instant petition with, inter alia, an averment of
that the Examiner’s amendment accompanying the Notice of Allowance/Allowability on
20 March, 2006, was not agreed to by the Petitioner, and Petitioner wished to have
reinstated his Appeal filed on 23 January, 2006 (Notice of Appeal actually filed in the
form of an Appeal Brief) with fee authorized and charged), with the Appeal Brief
resubmitted on 6 March, 2006 (with fee authorized but apparently not charged at that
time because it appears that the credit card authorization form may not have been
submitted at that time), and so it appears that the appeal may not have been perfected for
the lack of the fee due on filing of the brief on 6 March, 2006;

thereafter, inquiry by the Office of Petitions to the Examiner as to entry or not of the 27
March, 2006, after-final amendment resulted in the following excerpt from the
Examiner’s reply (through the Supervisory Patent Examiner of the art unit) (a copy of the
reply is enclosed):

Kok

A response to the 312 amendment would be that the amendment can not be
entered under 312.

Here is the text of the response.
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The March 27, 2006, 37 CFR 1.312 amendment has been considered but
is disapproved for the following reason. The amendment presents changes
to the claims which would necessatate withdrawing the application from
issue and as such may not be entered. An amendment under 312 is not to
be used for the purpose of continuing prosecution. As this amendment
restores the claims to a finally rejectable form, its entry is not proper use
of an amendment filed under 312.

Examiner Lau's recollection of the events discussed
inearly March 2006 with respect to what transpired to
result in an examiner's amendment and allowance of the
instant application and the filing of a continuation differ
Jfrom those of applicant.

The pertinent portions of 37 CFR 1.312 are reproduced
here.

No amendment may be made as a matter of right in an
application after the mailing of the notice of allowance.
Any amendment filed pursuant to this section must be
filed before or with the payment of the issue fee, and may
be entered on the recommendation of the primary
examiner, approved by the Director, without withdrawing

the application from issue.
% % *k

Thus, the Examiner, through his Supervisory Patent Examiner, indicates that non-entry of
the 27 March, 2006, after-final amendment under 37 C.F.R. §1.312 results, in part,
because the 27 March, 2006, after-final amendment under 37 C.F.R. §1.312 was not a
proper reply to the Notice of Allowance/Allowability of 20 March, 2006.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petitioners always are reminded that the filing of a petition
under 37 C.F.R. §1.181 does not toll any periods that may be running any action by the Office
and a petition seeking relief under the regulation must be filed within two (2) months of the act
complained of (see: 37 C.F.R. §1.181(f)), and that those registered to practice and all others who
make representations before the Office are reminded to inquire into the underlying facts of
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representations made to the Office and support averments with the appropriate documentation—
since all owe to the Office the continuing duty to disclose.’
STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is clear, unambiguous, and without
qualification: the delay in tendering the reply to the outstanding Office action, as well as filing
the first ?etition seeking revival, must have been unavoidable.for the reply now to be accepted on
petition.

Delays in responding properly raise the question whether delays are unavoidable.* Where there
is a question whether the delay was unavoidable, Petitioners must meet the burden of
establishinsg that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R.
§1.137(a).

And the Petitioner must be diligent in attending to the matter.® Failure to do so does not
constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care.

2 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

See specifically, the regulations at 37 C.F.R. §10.18.

335 U.S.C. §133 provides:

35 U.S.C. §133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded
as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

4
See: Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Off. Gaz. Pat. Office
at 86-87 (October 21, 1997).

3 See: In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pats. 1989).

6 See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment, 1124 Off. Gaz. Pat. Office 33 (March 19,
1991). It was and is Petitioner's burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the application
revived. See 1124 Off. Gaz. Pat. Office supra.
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(By contrast, unintentional delays are those that do not satisfy the very strict statutory and
regulatory requirements of unavoidable delay, and also, by definition, are not intentional.”))
Allegations as to the Request to

Withdraw the Holding of Abandonment

The courts have determined the construct for properly supporting a petition seeking withdrawal
of a holding of abandonment.? (See, also, the commentary at MPEP §711.03(c)(I)(A) and (B).)

And the regulation requires that relief be sought within two (2) months of the act complained of.

Petitioner appears not to have satisfied the showing burdens herein.

CONCLUSION

Petitioner appears to have satisfied the burdens herein, and the petition as considered under 37
C.F.R. §1.181 is dismissed.

ALTERNATIVE VENUE

Petitioner may wish to properly file a petition to the Commiséioner requesting revival of an
application abandoned due to unintentional delay under 37 C.F.R. §1.137(b). (See:
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03¢c )

A petition to revive on the grounds of unintentional delay must be filed promptly and such
petition must be accompanied by the reply, the petition fee, a terminal disclaimer and fee where
appropriate and a statement that “the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition was unintentional.” (The statement is in the
form available online.)

~ Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

7 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.

8 See: Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971).
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By FAX: IFW Formal Filings
(571) 273-8300
ATTN.: Office of Petitions

By hand: Mail Stop: Petition
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

While telephone inquiries regarding this decision may be directed to the undersigned at (571)
272-3214, it is noted that all practice before the Office is in writing (see: 37 C.F.R. §1 .2°) and the
proper authority for action on any matter in this regard are the statutes (35 U.S.C.), regulations
(37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone discussion may be
controlling or considered authority for Petitioner’s action(s).

John J. Gillon, Jr.
Senior Attorney
Office of Petitions

 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing,

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is disagreement
or doubt.



Application No. . Applicant(s)
. . 09/996,342 WASCHURA ET AL.
Response to Rule 312 Communication - -
Examiner Art Unit
Tung Lau 2863

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -

1. X The amendment filed on 27 March 2006 under 37 CFR 1.312 has been considered, and has been:
a) (] entered.

b) (] entered as directed to matters of form not affecting the scope of the invention.

c) [0 disapproved because the amendment was filed after the payment of the issue fee.
Any amendment filed after the date the issue fee is paid must be accompanied by a petition under 37 CFR 1.313(c)(1)
and the required fee to withdraw the épplication from issue. ’

d) X disapproved. See explanation below.

e) ] entered in part. See explanation below.

The March 27, 2006, 37 CFR 1.312 amendment has been considered but is disapproved for the following reason.
" The amendment presents changes to the claims which would necessatate withdrawing the application from

issue and as such may not be entered. An amendment under 312 is not to be used for the purpose of
continuing prosecution. As this amendment restores the claims to a finally rejectable form, its entry is not
proper use of an amendment filed under 312.

Examiner Lau's recollection of the events discussed in early March 2006 with respect to what transpired to result
in an examiner's amendment and allowance of the instant application and the filing of a continuation differ
from those of applicant.

The pertinent portions of 37 CFR 1.312 are reproduced here.

No amendment may be made as a matter of night in an application after the mailing of the
notice of allowance. Any amendment filed pursuant to this section must be filed before or
with the payment of the issue fee, and may be entered on the recommendation of the
primary examiner, approved by the Director, without withdrawing the application from issue.

/John E. Barlow Jr./
John E Barlow Jr
SPE TC 2800

U.S. Patent and Trademark Office .
PTOL-271 (Rev. 04-01) Reponse to Rule 312 Communication Part of Paper No. 20071207
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. CROCKETT & CROCKETT, P.C.
26020 ACERO '
SUITE 200

MISSION VIEJO, CA 92691

In re Application of

Jai K. Baek

Application No. 09/996,398
Filed: November 28, 2001
Attorney Docket No. 212/340

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
JUN 0 6 2008

DECISION ON PETITION
TO WITHFRAW
FROM RECORD

This is.a decision on the renewed Request to Withdraw as attorney or agent of record under 37

CFR 1.36(b) filed May 11, 2006.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Crockett & Crockett, P.C. has
been revoked by the assignee of the patent application on September 29, 2006. Accordingly, the

request to withdraw under 37 CFR 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below—llsted

address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to Carl Friedman at 571-272-

6842.

arl Friedman
Petitions Examiner
" Office of Petitions

Cc: SNELL & WILMER LLP (OC)
600 ANTON BOULEVARD
SUITE 1400
COSTA MESA CA 92626
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Commissioner for Patents
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BAKER & DANIELS LLP

Suite 800

111 East Wayne Street

Fort Wayne IN 46802 COPY MAILED
JUN 2 7 2007

In re Application of : OFFICE OF PETITIONS

Tommy Lewis :

Application No. 09/996,405 : ON PETITION

Filed: 11-20-2001
Attorney Docket No. HER0101

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 23, 2007, to revive the above-identified application.

 The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action, mailed June 30, 2005, which set a shortened statutory period for reply of three (3) months.
No extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on October 1, 2005. The Office mailed a Notice of Abandonment
on March 9, 2006.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a continuing application under 37 CFR 1.53(b); (2) the petition fee; and (3) a
proper statement of unintentional delay.

This application is being revived solely for purposes of continuity. As continuity has been

established by this decision, the application is again abandoned in favor of continuing application
No. 11/710,641. '

Telephone inquiries concerning this decision should be directed to the undersigned at (571)
272-3211.

C-~ Donnell

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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COMMISSIONER FOR PATENT

UNITED STATES PATENT AND TRADEMARK OFFIC
WASHINGTON, D.C. 20231

www.uspto.go

Paper No. 3

TIMOTHY P. O’HAGAN
P.0. BOX 1054 COPY MAILED

PORTSMOUTH, NH 03802

SEP 0 9 2002
In re Application of .
Vincent Bahl et al : OFFICE OF PETITIONS
Application No. 09/996,440 . NOTICE

Filed: November 29, 2001
Attorney Docket No. BT-003

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the

issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions< Staff at (703)
305-9285. :

This file is being forwarded to Technology Center 2100.

Hvin Dingle
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 10

GARY L. LOSER
VARIAN SEMICONDUCTOR EQUIPMENT ASSOCIATES, I '
35 DORY ROAD I%OPY MAILED

GLOUCESTER MA 01930 '

JUL 1 0 2003
In re Application of : - OFFICE OF PETITIONS
Daniel F. Downey and Edwin A. Arevalo : »
Application No. 09/996,446 : DECISION ON PETITION

Filed: November 28, 2001 : UNDER 37 C.F.R. §1.137(f)
Attorney Docket No. VRO-004.01 :

Title: ATHERMAL ANNEALING WITH

RAPID THERMAL ANNEALING SYSTEM

AND METHOD ‘

This is a decision on the petition filed on May 20, 2003, pursuant to 37 C.F.R. §1.137(f), to
revive the above-identified -application.

A grantable petition pursuant to 37 CFR 1 137(f) must be accompanied by:

(1) Notification of the filing of an application in a foreign country or under a
multinational treaty that requires 18 month publlcatlon

(2) The petition fee as set forth in 37 C.F.R. § 1.17(m), and;

(3) A statement that the entire delay in filing the notice from the date that the
notice was due under 35 U.S.C. §122(b)(2)(B)(iii) until the date the notice
was filed was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
either a foreign or an international application on November 26, 2002. However, the United
States Patent and Trademark Office was unintentionally not notified of this filing within 45 days
subsequent to the filing of the subject application in a foreign country.

On December 19, 2002, a Notice of Rescission of Nonpublication Request was filed with the-
Office. Unfortunately, this was not accompianied by a notice of the foreign or international
filing.

1 See PTO/SB/36 and parégraph on PTO/SB/64a for further information. Both may be downloaded at
http://www.uspto.gov/web/forms/index.htmi. ,
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In view of the above, this application became abandoned pursuant to 35 U.S.C. ‘
§1.22(b)(2)(B)(iii) and 37 C.F.R. §1.213(c) for failure to timely notify the Office of the filing of
either a foreign application or an application under a multilateral international agreement that
requires publication of applications 18 months after filing.

The petition under 37 C.F.R. §1.137(f) is GRANTED.

Petitioner has submitted the notification of either a foreign or an international filing, paid the
petition fee, and has made the proper statement of unintentional delay.

The instant petition has been found to be in compliance with 37 C.F.R. §1.137(f). Accordingly,
the failure to timely notify the Office of a foreign or international filing within 45 days after the
date of filing of such foreign or international application as provided by 35 U.S.C.

§122(b)(2)(B)(ii1) and 37 C.F.R. §1.213(c) is accepted as having been unintentionally delayed.

It is noted that the address listed on the petition differs from the address of record. The
application file does not indicate a change of correspondence address has been filed in this case,
although the address given on the petition differs from the address of record: If petitioner desires
to receive future correspondence regarding this application, the change of correspondence
address must be submitted. A courtesy copy of this decision will be mailed to petitioner.
However, all future correspondence will be directed to the address of record until such time as
appropriate instructions are received to the contrary. Petitioner will not receive future
correspondence related to maintenance fees unless a Change of Correspondence Address Form

(PTO/SB/122) is submitted for the above-identified application. A blank Change of

Correspondence Address Form (PTO/SB/122) may be found at
http://www.uspto.gov/web/forms/sb0122.pdf.

After this decision is mailed, the application will be forwarded to Technology Center 2800 for
further processing.

Telephone inquiries concerning this decision should be directed to Attorney Paul Shanoski at

~ (703) 305-0011.

LI ML

Paul Shanoski

Attorney

Office of Petitions _
United States Patent and Trademark Office

- ¢ce: Kevin Oliver

Patent Group

Foley Hoag LLP

155 Seaport Boulevard

World Trade Center West
~ Boston, MA 02210-2600
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3 Commissioner for Patents
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P.O. Box 1450
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www.uspio.gov

MATTHEW CONNORS
GAUTHIER & CONNORS

225 FRANKLIN STREET COPY MAILED
SUITE 3300 AR 02 2005

BOSTON MA 02110
OFFICE OF PETITIONS

In re Application of

Desmond R. Lim et al. :

Application No. 09/996,462 ; ON PETITION
Filed: November 28, 2001 :

Attorney Docket No. MITS066

This is a decision on the petition under 37 CFR 1.137(b)’, filed December 8, 2004, to
revive the above-identified application.

The petition is GRANTED.

The instant application became abandoned on February 5, 2004, for failure to submit
within three months, a proper and timely response to the final Office action mailed on
December 4, 2003. By Advisory Action dated March 8, 2004, petitioners were informed
that the reply to the Office Action, filed February 4, 2004, did not place the application in
condition for allowance. Accordingly, a Notice of Abandonment was mailed June 15,
2004.

'Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR
1.137(b). A grantable petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a continuing application. In an application or patent,
abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply must be the payment of
the issue fee or any outstanding balance thereof.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner may required additional
information where there is a question whether the delay was unintentional; and .

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).
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Petitioner has submitted a Request for Continued Examination (RCE) and an
amendment as the submission required under 37 CFR 1.114.

Additionally, petitioner has requested a three month extension of time, filed also with
the petition to revive. Pursuant to 37 CFR 1.136 however, an extension of time must be
filed prior to the expiration of the maximum period obtainable for reply to avoid
abandonment. Accordingly, since the $510.00 extension of time fee submitted with the
petition on December 8, 2004, was subsequent to the maximum period obtainable for
reply, this fee is unnecessary and will be credited to counsel's deposit account no. 19-
0079. Petitioner is also advised that effective December 8, 2004, the fee for a petition
to revive was increased to $750.00 and thus, upon receipt of the petition, $85.00 was
debited from deposit account 19-0079.

This matter is being referred to Technology Center 2874 for processing of the RCE and
submission.

Telephone inquiries related to this decision should be directed to the undersigned
Petitions Attorney at (571) 272-3212.

Senior Petitions Attorney
Office of Petitions
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KELLY LOWRY & KELLEY, LLP
6320 CANOGA AVENUE
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OFFICE OF PETITIONS

In re Patent No. 7,080,160
Issue Date: July 18, 2006 : '
. Application No. 09/996,490 :  DECISION ON PETITION
Filed: November 28, 2001 :
Attorney Docket No. IMEDIA-40145

This is a decision on the request filed March 9, 2006, which is being treated as a petition under 37 CFR 1.182,
to change the order of the named inventors in the above-identified patent. The delay in responding is regretted.

The petition is DISMISSED.

The issue fee in this application was paid on March 9, 2006. Effective May 29, 2000, the Office changed the
practice by clarifying that an amendment under 37 CFR 1.312 (after allowance) must be filed prior to or with
payment of the issue fee', and eliminated 37 CFR 1.312(b). Since a change to the order of the inventors’
names is an amendment to the application, and amendments are not permitted after the payment of the issue
fee, a petition under 37 CFR 1,182 to change the order of the inventors’ names cannot be granted.

Further, since the above patent issued, there is no basis for the USPTO to change the order of the named
inventors. See Fina Technology v. Ewen, 60 USPQ2D 1314 (Fed. Cir. 2001) (the order of the named inventors
is not a clerical error contemplated by § 255; it likewise cannot be corrected in a judicial proceeding under that
provision).

The patented file is being referred to Files Repbsitory.

questions concerning this matter may be directed to the undersigned at (571) 272-3226.

Petitions Examiner
Office of Petitions

! No petition to withdraw from issue under 37 CFR 1.313(¢c)(2), no request for continued examination (RCE) with the submission
requirement in 37 CFR 1.114 (the petition under 37 CFR 1.182 may act as the required submission), and no Application Data Sheet with
desired order of inventorship (MPEP § 605.04(f)) were timely submitted and granted by the appropnate officials before the date of issue
£37 CFR 1.313(d)). .

A petition under 37 CFR 1.182 requires a $400 petition fee.
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FROMMER LAWRENCE & HAUG Mail Date: 04/21/2010
745 FIFTH AVENUE- 10TH FL.

NEW YORK, NY 10151

Applicant : Natsuko Yotsumoto : DECISION ON REQUEST FOR
Patent Number : 7603686 : RECALCULATION of PATENT
Issue Date : 10/13/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 09/996,519 : OF WYETH AND NOTICE OF INTENT TO

Filed : 11/29/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1349 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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COPY MAILED
DEC 2 8 2006
OFFICE OF PETITIONS

In re Application of

Alan Walter Fink :

Application No. 09/996,530 : ON PETITION
Filed: November 28, 2001 :

Attorney Docket No. Alan.P001

This is a decision on the Petition for Revival of an Application
Abandoned Unavoidably Under 37 CFR 1.137(a), filed November 20,
2006 (Certificate of Mailing dated November 17, 2006).

The petition under 37 CFR 1.137(a) is DISMISSED.

The above-identified application became abandoned for failure to
timely file a proper response to the final Office action mailed
August 25, 2005. This Office action set a shortened statutory
period for reply of three (3) months. No extensions of time
under the provisions of 37 CFR 1.136(a) were obtained. No reply
having been received, the above-identified application became
abandoned on November 26, 2005. A Notice of Abandonment was
mailed on October 6, 2006.

Consideration of petition under 1.137(a) (Unavoidable Delay)

A grantable petition under 37 CFR 1.137(a) must be accompanied
by: (1) the required reply, unless previously filed; (2) the
petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the
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satisfaction of the Commissioner that the entire delay in filing
the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(a) was
unavoidable; and (4) any terminal disclaimer (and fee as set
forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c).

Decisions on reviving abandoned applications on the basis of
“unavoidable” delay have adopted the reasonably prudent person
standard in determining if the delay was unavoidable: “The word
‘unavoidable’ ... is applicable to ordinary human affairs, and
requires no more or greater care or diligence than is generally
used and observed by prudent and careful men in relation to their
most important business.”!

Moreover, delay resulting from the lack of knowledge or improper
application of the patent statutes, rules of practice or the
Manual of Patent Examining Procedure, however, does not
constitute “unavoidable” delay.?

Petitioner states that he was not able to file a timely proper
reply because he did not have the funds to hire a patent
attorney. Moreover, petitioner did not understand patent
practice, and thought he “would have to argue new claims for each
rejected claim”.

Petitioner has not demonstrated that the entire period of delay
was unavoidable. First, a showing of “unavoidable” delay based
upon financial hardship must be supported by documentation (e.g.
copies of bankruptcy papers, income tax returns, W-2s, copies of
bills, etc.). Petitioner has supplied no such documentation.
However, even if petitioner were able to demonstrate financial
hardship, hiring the services of a patent attorney is not
necessary to filing a proper response to a final Office action.
An applicant who can not afford the services of a patent attorney
or agent is expected to familiarize himself with the applicable
patent statutes and rules.

! In re Mattulath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte

Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221
F. Supp. 550, 552, 138 U.S.P.Q. 666, 167-68 (D.D.C. 1963), aff’'d, 143 U.S.P.Q.
172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913).

2 See Haines, 673 F. Supp. at 317, 5 U.S.P.Q. 2d at 1132; Vincent v.

Mossinghoff, 230 U.S.P.Q. 621, 624 (D.D.C. 1985); Smith v. Diamond, 209
U.S.P.Q. 1091 (D.D.C. 1981); Potter v. Dann, 201 U.S.P.Q. 574 (D.D.C. 1978);
Ex parte Murray, 1891 Dec. Comm’r Pat. 130, 131 (1891).
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If petitioner can not establish that the entire period of delay
was unavoidable, petitioner may revive the above-identified
application under the provisions of 37 CFR 1.137(b),
unintentional delay. A grantable petition pursuant to 37 CFR
1.137(b) must be accompanied by (1) The reply required to the
outstanding Office action or notice, unless previously filed;
(2) The petition fee as set forth in 37 CFR 1.17(m) (currently
$750 for a small entity); (3) A statement that the entire delay
in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to this
paragraph was unintentional. The Commissioner may require
additional information where there is a question whether the
delay was unintentional; and (4) Any terminal disclaimer (and fee
as set forth in 37 CFR 1.20(d)) required pursuant to paragraph
(d) of this section.

A copy of the form for a petition to revive due to unintentional
delay is enclosed for petitioner’s convenience.

Pursuant to 37 CFR 1.136, an extension of time must be filed
prior to the expiration of the maximum period obtainable for
reply to avoid abandonment. Accordingly, since the $510
extension of time fee submitted with the petition on November 20,
2006 was subsequent to the maximum period obtainable for reply
(February 25, 2006), this fee will be refunded to petitioner
under separate cover.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.0O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

G L

Cliff Congo
Petitions Attorney
Office of Petitions

Enc: PTO/SB/64 (2 pages)



PTO/SB/64 (09-06)

Approved for use through 03/31/2007. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT Docket Number (Optional)
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b)

First named inventor:

Application No.: Art Unit;
Filed: Examiner:
Title:

Attention: Office of Petitions
Mail Stop Petition
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
FAX (571) 273-8300

NOTE: If information or assistance is needed in completing this form, please contact Petitions
Information at (571) 272-3282.

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration
date of the period set for reply in the office notice or action plus an extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:
(1) Petition fee;
(2) Reply and/or issue fee;
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications
filed before June 8, 1995; and for all design applications; and
(4) Statement that the entire delay was unintentional.

1.Petition fee
ﬂSmall entity-fee $ (37-CFR 1.17(m)). Applicant claims small entity status. See 37 CFR 1.27.
[__] other than small entity - fee $ (37 CFR 1.17(m))

2. Reply and/or fee

A. The reply and/or fee to the above-noted Office action in
the form of (identify type of reply):

[l has been filed previously on
is enclosed herewith.

B. The issue fee and publication fee (if applicable) of $
has been paid previously on
[] is enclosed herewith.

[Page 1 of 2}
This collection of information is required by 37 CFR 1.137(b). The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




PTO/SB/64 (09-06)

Approved for use through 03/31/2007. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

3. Terminal disclaimer with disclaimer fee

l:l Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required.

D A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a small entity or $
for other than a small entity) disclaiming the required period of time is enclosed herewith (see
PTO/SB/63).

4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the
filing of a grantable petition under 37 CFR 1.137(b) was unintentional. [NOTE: The United States Patent and
Trademark Office may require additional information if there is a question as to whether either the
abandonment or the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c),
subsections (111)(C) and (D)).]

WARNING:

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card
numbers (other than a check or credit card authorization form PT0O-2038 submitted for payment purposes) is never required by
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to the
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication
of the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance
of a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO-
2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available.

Signature Date
Typed or printed name Registration Number, if applicable
Address Telephone Number
Address

Enclosures: [ | Fee Payment

[ Reply
|:| Terminal Disclaimer Form

D Additional sheets containing statements establishing unintentional delay

D Other:

CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1.8(a)]
I hereby certify that this correspondence is being:
,:] Deposited with the United States Postal Service on the date shown below with sufficient
postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for
Patents, P. O. Box 1450, Alexandria, VA 22313-1450.
D Transmitted by facsimile on the date shown below to the United States Patent and Trademark
Office at (571) 273-8300.

Date Signature

Typed or printed name of person signing certificate

[Page 2 of 2]




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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UNITED STATES PATENT AN

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
WasHINGTON, D.C. 2023t

www.uspto.gov
l APPLICATION NUMBER | FILING/RECEIPT DATE | FIRSTNAMED APPLICANT |  ATTORNEY DOCKET NUMBER |
09/996,591 11/30/2001 Tamotsu Kondow 216583USOXCONT

CONFIRMATION NO. 3947

g)28850N [ LLAND MAIER & NEUSTADT PC AU AL
POURTH P OOMCCLELLAND MAIER & T AN LR AT Y ER

1755 JEFFERSON DAVIS HIGHWAY "0C000000007246066"
ARLINGTON, VA 22202

Date Mailed: 12/31/2001

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)
Filing Date Granted

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained by
filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a).

e The oath or declaration is missing.
A properly signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by the
above Application Number and Filing Date, is required.

s To avoid abandonment, a late filihg fee or oath or declaration surcharge as set forth in 37 CFR 1.16(l) of
$130 for a non-small entity, must be submitted with the missing items identified in this letter.

+ The balance due by applicant is $ 130.

« This application clearly fails to comply with the requirements of 37 C.F.R. 1.821-1.825. Applicant's attention
is directed to the final rulemaking notice published at 55 FR 18230 (May 1, 1990), and 1114 OG 29 (May
15, 1990). If the effective filing date is on or after July 1, 1998, see the final rulemaking notice published at
63 FR 29620 (June 1, 1998) and 1211 OG 82 (June 23, 1998). If the effective filing date is on or after
September 8, 2000, see the final rulemaking notice published in the Federal Register at 65 FR 54604
(September 8, 2000) and 1238 OG 145 (September 19, 2000). Applicant must provide an initial computer
readable form (CRF) copy of the "Sequence Listing", an initial paper or compact disc copy of the
"Sequence Listing", as well as an amendment directing its entry into the application. Applicant must also
provide a statement that the content of the sequence listing information recorded in computer readable
form is identical to the written (on paper or compact disc) sequence listing and, where applicable, includes
no hew matter, as required by 37 CFR 1.821(e), 1.821(f), 1.821(g), 1.825(b), or 1.825(d). If applicant
desires the sequence listing in the instant application to be identical with that of another application on file
in the U.S. Patent and Trademark Office, such request in accordance with 37 CFR 1.821(e) may be
submitted in lieu of a new CRF.

For questions regarding compliance to these requirements, please contact: R‘E@EHW@W

= For Rules Interpretation, call (703) 308-4216 AN 0 7 2002

04/02/2002 BHGUYENS 00000041 0‘399&5‘31

01 FE:105 130.00 OF

OBL™
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= To Purchase Patentin Software, call (703) 306-2600

m For Patentin Software Program Help, call (703) 306-4119 or e-mail at
patin21help@uspto.gov or patin3help@uspto.gov

A copy of this notice MUST be returned with the reply.

<1
Customer Service Center

Initial Patent Examination Division (703) 308-1202
PART 2 - COPY TO BE RETURNED WITH RESPONSE
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UNITED STATES PATENT AND-TRADEMARK OFFICE
. (O

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
g WASHINGTON, D.C. 2023I

www.uspto.gov

ATTACHMENT TO “NOTICE TO COMPLY WITH
REQUIREMENTS...SEQUENCE DISCLOSURES”

Any reply including a sequence listing in electronic form should NOT be sent to the
20231 zip code address for the United States Patent and Trademark Office, and instead
should be submitted using one of the following methods:

1. Electrbnically submitted through EFS-Bio
(http://www.uspto.gov/ebe/efs/downloads/documents.htm, EFS Submission User
Manual - ePAVE) '

2. Mailed to:
U.S. Patent and Trademark Office
Box Sequence, P.O. Box 2327
Arlington, VA 22202

3. Mailed by Federal Express, United Parcel Service or other delivery service to:
U. S. Patent and Trademark Office
2011 South Clark Place
Customer Window, Box Sequence
Crystal Plaza Two, Lobby, Room 1B03
Arlington, Virginia 22202

4. Hand Carried directly to the Customer Window at:
2011 South Clark Place

Crystal Plaza Two, Lobby, Room 1B03, Box Sequence,
Arlington, Virginia 22202

Rev. 12/27/2001
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Docket No. 216583USOXCONT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
IN RE APPLICATION OF: Tamotsu KONDOW, et al. g é_;
SERIAL NUMBER: 09/996,591 ATTN: APPLICATION BRA
FILING DATE: November 30, 2001
FOR: METHODS FOR DETERMINING NUCLEOTIDE

SEQUENCES OF SINGLE NUCLEIC ACID MOLECULES

FILING OF DECLARATION UNDER 37 CFR 1.53(f) ‘ZMOEM-

ASSISTANT COMMISSIONER FOR PATENTS
WASHINGTON, D.C. 20231

SIR:

Responsive to the notification dated December 31, 2001, and in accordance with the provisions of 37 CFR 1.53(f),
Applicants submit herewith a Rule 63 Declaration.

The required fee was paid at the time of filing the application.

In light of the foregoing, this application is deemed to be in proper condition for examination and such favorable action is

earnestly solicited.

Respectfully Submitted,

OBLON, SPIVAK, McCLELLAND,
MAIER & NEUSTADT, P.C.

NIRRT

Norman H. Oblofir—
22850 Attorne@f Record
Tel. (703) 413-3000 Registration No. 24,618
Fax. (703) 413-2220
(OSMMN 10/98) James J. Kelly, Ph.D.

Registration No. 41,504



ATTENTION: APPLICATIONS BRANCH MAIER

&
NEUSTADT
THIS IS A RESPONSE TO A :
NOTICE TO FILE MISSING e
PARTS OF APPLICATION ATTORNEYS AT LAW
OMMISSIONER FOR PATENTS N(C_’,%"g’;z 1':3 gg(L)gN
WASHINGTON, D.C. 20231 NOBLONDOBLON.COM
) JAMES J. KELLY
Re: Serial No.: 09/996,591 (703) 413-3000
Applicant(s): Tamotsu KONDOW, et al. JKELLY@OBLON.COM
Filing Date: ~ November 30, 2001
For: METHODS FOR DETERMINING NUCLEOTIDE
SEQUENCES OF SINGLE NUCLEIC ACID
MOLECULES
SIR:

Attached hereto for filing are the following papers:

Filing of Declaration Under 37 CFR §1.53(f); De larati(,)}';[’ower of Attorney and Petition (4 pages executed);

Return Copy - Notice to File Missing Parts of Application; Preliminary Amendment w/Marked-Up Copy,
Substitute Abstract and Sequence Listing Paper (10 pp.); Sequence Listing Computer Readable Form (CRF)
Diskette; Request for Extension of Time (one month); Responsive to Notice to File Missing Parts of
Nonprovisional Application - Fees Due and enclosed $130.00

Our check in the amount of $240.00 is attached covering any required fees. In the event any variance exists
between the amount enclosed and the U.S. Patent and Trademark Office charges for filing the above-noted documents,
including any fees required under 37 C.F.R. §1.136 for any necessary Extension of Time to make the filing of the attached
documents timely, please charge or credit the difference to our Deposit Account No. 15-0030. Further, if these papers
are not considered timely filed, then a petition is hereby made under 37 C.F.R. §1.136 for the necessary extension of time.
A duplicate of this sheet is enclosed.

D" ' Respectfully Submitted,

" OBLON, SPIVAK, McCLELLAND,

MAIER & NEUSTADT, P.C.

Docket No. 216583USOXCONT
NN,
NormafF. Oblon /
ARSI Reofon o, 24615

James J. Kelly, Ph.D.
22850 Registration No. 41,504
Tel. (703) 413-3000
Fax. (703) 413-2220
(OSMMN 11/98)

1755 JErFERSON DAVIS HIGHWAY B FOURTH FLOOR B ARLINGTON, VIRGINIA 22202 B U.S.A.
TeLEPHONE: 703-413-3000 1 FacsimiLE: 703-413-2220 1 WwWw.OBLON.COM



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

OBLON SPIVAK McCLELLAND

MATIER & NEUSTADT PC e LED
1940 DUKE STREET COPY MA'
ALEXANDRIA, VA 22314 AUG 3 0 2004

OFFICE OF PETITIONS
In re Application of
Tamotsu Kondow et al :
Application No. 09/996,591 : DECISION GRANTING PETITION
Filed: November 30, 2001 : UNDER 37 CFR 1.313(c) (2)
Attorney Docket No. 216583USOXCONT :

This is a decision on the petition, filed August 26, 2004, under 37 CFR
1.313(b) (5), which is being treated as a petition under 1.313(c) (2) to
withdraw the above-identified application from issue after payment of the
issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for continued
examination). See 37 CFR 1.313(c) (2).

Petitioner ig advised that the issue fee paid on January 6, 2004 in the
above-identified application cannot be refunded. If, however, the above-
identified application is again allowed, petitioner may request that it
be applied towards the issue fee required by the new Notice of
Allowance.?

Telephone inquiries should be directed to the undersigned at (703) 305-
8680.

This matter is being referred to Technology Center AU 1634 for processing
of the request for continued examination under 37 CFR 1.114 and for
consjderation of the concurrently filed Information Disclosure Statement.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the
following language thereon: “Commissioner for Patents is requested to apply the Issue Fee
and Publication Fee (if any) or re-apply any previously paid issue fee to the application
identified above.” Petitioner is advised that, whether a fee is indicated as being due or
not, the Issue Fee Transmittal Form must be completed and timely submitted to avoid
abandonment. Note the language in bold text on the first page of the Notice of Allowance
and Fee(s) Due (PTOL-85).



_SPE RESPONSE FOR CERTIFICATE OF CORRECTION

| Paper No.:
DATE : ( ) 1> ] (o E——
TOSPEOF  :ART UNIT_I_QJ_L‘(_ Lv, Frana k-
SUBJECT : Request for Certificate of Correction for Appl. No.: DAa. ! 19 (ﬂ{ 4 l Patent No..__ 722 3.r éj!

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: |

Please review the requested changes/cbrrections as shown in the COCIN document(s),in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. CofC for- §-4- - 20677

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

A,

Certificate$ of Correction Branch
703-308-9390 ext.

Thank You For Your Assistance -

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

y Approved All changes apply.
.0 Approved in P.art ' Specify below which changes do not apply.
O Denied - . ' State the reasons for denial below.
Comments: .

JiSebt 1434
SPE/ Art Unit
PTOL-306 (REV., 7/03) u.s. [o] atent and Trademarl ice
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 20231

www.uspto.gov

MAILED
MAR 1 0 2003

Technology Center 2100 ] Paper No. 11
Fenwick & West LLP

Silicon Valley Center .

801 California Street !

Mountain View, CA 94041

In re Application of: Moshe Rubin, et al.

Application No. 09/996,623

Filed: November 28, 2001

For: METHOD AND SYSTEM FOR COPY
PROTECTION OF DISPLAYED )
DATA CONTENT

DECISION ON REQUEST FOR
WITHDRAWAL AS ATTORNEY

N’ N N N N’ N

This is a decision on the Request To Withdraw from Representation filed February 19, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The request
for withdrawal must be signed by every attorney seeking to withdraw or contain a clear indication that
one attorney is signing on behalf of another/others. A request to withdraw will not be approved unless
at least 30 (thirty) days would remain between the date of approval and the later of the expiration date
of a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being the date of decision and not the
date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires that the applicant or patent
owner be notified of the withdrawal of the attorney or agent.

The request is GRANTED.

All future communications from the Office will be directed to the below-listed address until otherwise
notified by applicant. This correspondence address is provided by the withdrawn attorney(s). Applicant ~-
is reminded of the obligation to promptly notify the Patent and Trademark Office (Office) of any
change in correspondence address to ensure receipt of all communications from the Office.



Serial No. 09/996,623
Decision on Petition

7 g -
;///L«
ﬁ%cent N. Trans

Special Programs Examiner
Technology Center 2100

Computer Architecture and Software
(703) 305-9750

cc: Marc Sockol

Squire, Sanders & Dempsey L.L.P.

600 Hansen Way
Palo Alto, CA 94304-1043

- Page 2 -



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BEYER WEAVER & THOMAS LLP
PO BOX 70250
OAKLAND CA 94612-0250

COPY MAILED
JAN 3 0 2006
OFFICE OF PETITIONS
In re Application of
Fukuda, et al. :
Application No. 09/996,624 : DECISION ON

Filed: November 28, 2001 : PETITION
Attorney Docket No. ISHDP165D1 :

This is in response to petition under 37 CFR 1.181 to withdraw
the holding of abandonment, filed December 27, 2005.

The petition under 37 CFR 1.181 is GRANTED.
The holding of abandonment is WITHDRAWN.

The above-identified application was held abandoned for failure
to file a proper reply to the final Office action mailed
January 4, 2005. Applicants filed an Amendment on

January 13, 2005. However, by Advisory Action mailed

February 7, 2005, the Office notified applicants that the
amendment would not be entered. Applicants filed another
amendment on February 23, 2005. A Notice of Abandonment was
mailed on May 26, 2005, informing applicants that the amendment
of January 13, 2005 was received, but was not a proper reply.

The undersigned has confirmed with the examiner that the
amendment filed February 23, 2005 was a proper reply.

In view of the above, it is obvious that the Notice of
Abandonment was mailed in error. Accordingly, the holding of
abandonment is withdrawn.



Application No. 09/996, 624 Page 2

Given the basis for granting this petition, no petition fee was
required.

The application file is being forwarded to Group Art Unit 3721
for consideration of the amendment filed February 23, 2005.

Teleghone inquiries related to this decision should be directed
to the undersigned at 571-272-3207.

Cliff Congo

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MOSER PATTERSON & SHERIDAN
3040 POST OAK BLVD., SUITE 1500
HOUSTON, TX 77056-6582

COPY MAILED

JuL- 0 82004
In re Application of : OFFICE OF PETITIONS
Gysling et al. :
Application No. 09/996,626 : ON PETITION

Filed: November 28, 2001
Attorney Docket No. 753-001.002

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed April 30, 2004, to revive the
above-identified application. o

The petition is DISMISSED.

Any request for reconsideration must be submitted within TWO (2)-MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time under
37 CFR 1.136(a) are permitted. The reconsideration request should include a cover letter entitled
“Renewed Petition under 37 CFR 1.137(b).” This is not a final agency action within the
meaning of 5 U.S.C. § 704.

This application became abandoned for failure to timely reply to the final Office action mailed
July 29, 2003. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
~ Accordingly, this application became abandonecf on October 30, 2003. A Notice of
Abandonment was mailed May 4, 2004.

A grantable petition unfler 37 CFR 1.137(b) must be accompanied by:

(1) the required reply,

(2% -the petition fee,

(3) astatement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, and

(4) aterminal disclaimer and fee if the application was filed on or before June 8, 1995 or if the
application is a design application.

Where there is a question as to whether either the abandonment or the delay in filing a petition
under 37 CFR 1.137 was unintentional, the Commissioner may require additional information.

In a nonprovisional application abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof,
the required reply must be the payment of the issue fee or any outstanding balance thereof.

2 See MPEP 711.03(c)(1lI)(C) and (D).
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The instant petition lacks items (1). The Amendment submitted to the Examiner on April 30, 2004
failed to place the above-identified application in condition for allowance. A proper reply to a final
rejection under 37 CFR 1.113 maly be: (1) an amendment, which places the application in condition for
allowance; (2) a Notice of Appeal (with appeal fee); or (3) a Request for Continued Examination (RCE)
in compliance with 37 CFR 1.114. Petitioner must submit one of the above documents in order to
revive the above-identified application. The Advisory Action issued by the Examiner is enclosed.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

Effective December 1, 2003, the Office of Petitions can no longer receive hand-carried
correspondence, or facsimile transmissions of correspondence. The centralized location for hand-
" carried correspondence is the existing Customer Window located at:

2011 South Clark Place
Crystal Plaza 1 Lobby
Room 1B03

Arlington, VA 22202

The centralized facsimile number is (703) 872-9306.
Telephone inquiries should be directed to the undersigned at (703) 306-0482.

Q@W« Iy
iana Chase

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

Enclosure: - Advisory Action
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Commissioner for Patents
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P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.qo
MOSER PATTERSON & SHERIDIAN
3040 POST OAK BLVD, SUITE 1500
HOUSTON, TX 77056-6582
COPY MAILED
AUG 2 4 2004
: OFFICE OF PETITIONS
In re Application of
Gysling et al. :
Application No. 09/996,626 : ON PETITION

Filed: November 28, 2001
Attorney Docket No. WEAT/0509

This is a decision on the renewed petition under 37 C.F.R. § 1.137(b), filed July 21, 2004, to revive the
above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely reply within three months to the final Office
action mailed July 29, 2003. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, this application became abandoned on October 30, 2003. A Notice of
Abandonment was mailed on May 4, 2004.

Petitioger has met the requirements to revive the above-identified application pursuant to 37 CFR
1.137(b).

This matter is now being referred to Technolofgf/ Center 2800 for processing of the Request for
Continued Examination under 37 CFR 1.114 filed with the instant petition.

Telephone inquiries should be directed to the undersigned at (703) 306-0482. Any telephone inquiries
after September 28, 2004 should be directed to the undersigned at (571) 272-3206.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Marta Fraley
804 Cooley Road
Parksville, NY 12768

COPY MAILED

In re Application of
Carl J. PACIFICO et al. ‘ -
Application No. 09/996,636 MAY 1 3 200:
Filed: November 29, 2001

For: SENSITIVE SUBSTANCE ENCAPSULATION OFFICE OF PETITIONS

Dear Ms. Fraley:

You are named as a joint inventor in the above identified United States patent
application, filed under the provisions of 35 U.S.C. 116 (United States Code), and 37
C.F.R. 1.47(a), Rules of Practice in Patent Cases. Should a patent be granted on the
application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 C.F.R.
1.19) or make your position of record in the application. Alternatively, you may
arrange to do any of the preceding through a registered patent attorney or agent
presenting written authorization from you. If you care to join the application, counsel
of record (see below) would presumably assist you. Joining in the application would
entail the filing of an appropriate oath or declaration by you pursuant to 37 C.F.R.
1.63.

Telephone inquiries regarding this communication should be directed to B. Dayoan at
(703) 305-9282. Requests for information regarding your application should be
directed to the File Information Unit at (703) 308-2733. Information regarding how to
pay for and order a copy of the application, or a specific paper in the application,
should be directed to Certification Division at (703) 308-9726 or (800) 972-6382
(outside the Washington, D.C. area).

/; ‘ /

',,(7/‘/’\/(‘\;1 ¢ /D A~
Brian Hearn

Senior Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

Susan A. Sipos
HOFFMAN & BARON, LLP
6900 Jericho Turnpike
Syosset, NY 11791




e - ‘
N .

v\"'; UNITED STATES PATENT AND TRADEMARK OFFICE
3

R ,A\.T
>t
SRS

§\
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UNITED STATES PATENT AND TRADEMARK OFFICE
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ALEXANDRIA, VA 22313-1450

Paper No. 8

Susan A. Sipos COPY MAILED
HOFFMAN & BARON, LLP

6900 Jericho Turnpike MAY 1 3 2003
Syosset, NY 11791

OFFICE OF PETITIONS

In re Application of :

Carl J. PACIFICO et al. : DECISION
Application No. 09/996,636 : ON PETITION
Filed: November 29, 2001 : 37 CFR 1.47(a)
Attorney Docket No. 1001-13 RES :

This is a decision on the petition filed April 8, 2002, under 37 CFR 1.47(a).
The petition is GRANTED.

Petitioner has shown that the non-signing inventors have refused to join in
the filing of the above-identified application.

The above-identified application and papers have been reviewed and found in
compliance with 37 CFR 1.47(a). This application is hereby accorded Rule
1.47(a) status. As provided in Rule 1.47(a), this Office will forward notice
of this application’s filing to the non-signing inventors at the addresses given
in the instant petition. Notice of the filing of this application will also be
published in the Official Gazette.

The instant application is being returned to Technology Center 1700 for
examination on the merits.

Telephone inquiries regarding this communication may be directed to B.
Dayoan at (703) 305-9282 or, in her absence, to Senior Petitions Examiner
Brian Hearn at (703) 305-1820.

N

| i

Brian Hearn

Senior Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES PATENT AND TRADEMARK OFFICE

HOFFMAN & BARON LLP
6900 JERICHO TURNPIKE
SYOSSET NY 11791

In re Application of

Carl J. Pacifico et al.

Application No. 09/996,636

Filed: November 29, 2001
Attorney Docket No. 1001-13 RES

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 223 3-1450

www.uspto.gov

COPY MAILED
FEB 0 52004

OFFICE OF PETITIONS

: DECISION ACCORDING STATUS
. UNDER 37 CFR 1.47(a)

This is in response to the petition filed under 37 CFR 1.47(a) November 24, 2003.

The petition is GRANTED.

- Petitioners have shown that the non-signing inventors, Wen-Hsin Wu and Marta Fraley,
have refused to join in the filing of the above-identified reissue application after having
been sent a copy of the application ﬂapers. Specifically, the statement of Susan A.

Sispos, Attorney of Record, establis

copy of the present reissue application, by certified ma

es that the non-siqning inventors were each sent a
I,

but the United States Postal

Service (USPS) returned the items marked “UNCLAIMED”. Thus, by their actions, the
non-signing inventors have refused to execute the declarations naming them as joint

inventors with Carl J. Pacifico.

The above-identified anli)lication and papers have been reviewed and found in

compliance with 37 C
status.

1.47(a). This application is hereby accorded Rule 1.47(a)

As 'provided in Rule 1.47(c), this Office will forward notice of this ?\Fplication's filing to

the non-signing inventor at the address
this application will also be published in

iven in the declaration.
he Official Gazette. _

otice of the filing of

The application is being forwarded to Teéhnology Center 1711 for examination on the

merits.

Telephone inquiries concerning this matter should be directed to the undersigned

Petitions Attorney at (703) 305-4497.

Patricia Faison-Ball
Senior Petitions Attorney
Office _of Petitions

)
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UNITED STATES PATENT AND TRADEMARK OFFICE
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nna Cou
Middletown. NY 10941 COPRY MAILED

FEB 0 52004
In re Application of

Carl J. Pacifico et al. OFFICE OF PETITIONS
Application No. 09/996,636

Filed: November 29, 2001

For: SENSITIVE SUBSTANCE ENCAPSULATION

Dear Ms. Wu:

You are named as a joint inventor in the above identified United States reissue patent
application, filed under the provisions of 35 U.S.C. 116 (United States Code), and 37
CFR 1.47(a), Rules of Practice in Patent Cases. Should a patent be granted on the
application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrag;;er of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19)
or make your position of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent attorney or agent presenting written
authorization from you. If you care to join the application, counsel of record (see below)
would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries rezarding this communication should be directed to the .
undersigned Petitions Attorney at 3703) 305-4497. Requests for information regarding
Your application should be directed to the File Information Unit at 703/308-2733.
nformation regarding how to ?a for and order a copy of the application, or a specific
paper in the agglicatlon, should be directed to Certification Division at 703/308-9726 or
1-800-972-6382 (outside the Washington D.C. area).

Aobcectavrn B

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions

cC:
HOFFMAN & BARON LLP
6900 JERICHO TURNPIKE
SYOSSET NY 11791
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 2231 3-1450

www.uspto.gov

Marta Fraley
804 Cooley Road

Parksville, NY 12768 7 @@PY MA“LED
In re Application of FEB 0 52004

Carl J. Pacifico et al.

Application No. 09/996,636 - OFRICE OF PETITIONS
Filed: November 29, 2001 -

For: SENSITIVE SUBSTANCE ENCAPSULATION

Dear Ms. Fraley:

You are named as a joint inventor in the above identified United States reissue patent
application, filed under the provisions of 35 U.S.C. 116 (United. States Code), and 37
CFR 1.47(a), Rules of Practice in Patent Cases. Should a patent be granted on the
application you will be designated therein as a joint inventor.

As a named invenitor you are entitled to inspect any paper in the file wragger of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19)
or make your position of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent attorney or agent presenting written
authorization from you. If you care to join the application, counsel of record (see below)
would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone ingui(ies regarding this communication should be directed to the _
undersigned Petitions Attorney at 3703) 305-4497. Requests for information regarding
Your application should be directed to the File Information Unit at 703/308-2733. N
nformation regarding how to Fa% for and order a copy of the application, or a specific
paper in the agglicatlon, should be directed to Certification Division at 703/308-9726 or
1-800-972-6382 (outside the Washington D.C. area).

Az Juan Bl

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions

CC:
HOFFMAN & BARON LLP
6900 JERICHO TURNPIKE
SYOSSET NY 11791
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COMMISSIONER FOR PATENT

UNITED STATES PATENT AND TRADEMARK OFFIC
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NORTEL NETWORKS LIMITED COPY MAILED
P. 0. BOX 3511, STATION C DEC 0 5 2002
OTTAWA ON K1Y 4H7 CA CANADA

OFFICE OF PETITIONS

Applicant: Horne

Appl. No.: 09/996,671

Filing Date: November 30, 2001 :

Title: MANAGEMENT OF LOG ARCHIVAL AND REPORTING FOR DATA NETWORK
SECURITY SYSTEMS

Attorney Docket No.: 13608ROUS02U

Pub. No.: US 2002/0138762 Al

Pub. Date: September 26, 2002

This is a decision on the request for corrected patent application publication under
37 CFR 1.221(b), filed via facsimile transmission on November 27, 2002 for the above-identified
application.

The request is DISMISSED.

The instant request is that the application be republished including missing text from page 22, line
5 to page 41, line 30 of the original application as filed.

37 CFR 1.221(b) is applicable “only when the Office makes a material mistake which is apparent
from Office records . . . Any request for a corrected publication or revised patent application
publication other than provided as provided in paragraé)h (a) of this section must be filed within
two months from the cEite of the patent application publication. This period is not extendable.”
The request for corrected publication received on November 27, 2002, was not timely filed under
37 CFR 1.221(b).

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of the
application in compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(1).” If tge request for republication does not comply with the electronic filing system
re(}uirements, the republication will not take place and the publication fee set forth n § 1.18(d)
will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(b), should be submitted via the EFS system
and questions should be addressed as follows:

By mail to: Box PGPUB
Commissioner for Patents
Washington DC 20231

By facsimile: 703-305-8568
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The application is being forwarded to Technology Center 2100 to await further examination in
due course.

Inquiries relating to this matter may be dlrected to Mark Polutta at (703) 308-8122 (voice) or
(703) 746-3465 (facsimile).

N L

0\
I \ L
Mark O. Polutta

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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July 7, 2003

Christopher D. Wati
Xerox Corporation
Xerox Square 20A
Rochester, NY 14644

In re application of:

Alain E. Perregaux et al DECISION ON PETITION
Serial No.: 09996,681

Filed: November 30, 2001

For: USE OF A U-GROOVE AS AN ALTERNATIVE et al

This is a decision on the petition received on December 23, 2002, to withdraw
the holding of abandonment in the above-identified application.

The above-identified application became abandoned for failure to reply within the
meaning of 37 C.F.R. 1.113 in timely manner to the Notice to File Missing Parts
of Application mailed February 21, 2002. Which set a shortened statutory period
for reply of two (2) months. Accordingly, this application became abandoned
April 23, 2002.

On December 23, 2002, the office received a communication from the attorney of
record. Enclosed was an acknowledgement that the attorney never received the
Notice of Missing Parts mailed February 21, 2002.

The evidence submitted is sufficient to establish that the petitioners never
received the Notice of Missing Parts mailed February 21, 2002.

The petition is hereby Granted.




2-

The application will be completed with the documents received December 23,
2002 and released to Technology Center 1765.

The office regrets any inconvenience this may have caused the client.

Telephone inquiries concerning this matter may be directed to Doshie E. Day
(703) 308-3640.

VN ayy
Doshie E. Day

Program Management Assistant
Office Initial Patent Examination
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Commissioner for Patents
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Paper No.

HEWLETT-PACKARD COMPANY  COPY MAILED

Intellectual Property Administration
P.O. Box 272400
Fort Collins CO 80527-2400 SEP 2.8 2008

In re Application of

Andrew M. Spencer et al.

Application No. 09/996,720 :

Filed: November 30, 2001 : DECISION ON PETITION
Attorney Docket No. 10014185-1 : PURSUANT TO

Title: METHOD TO STORE AND - : 37 C.F.R. § 1.137(B)
RETRIEVE MEMORY CARD USAGE :
INFORMATION

This is a decision on the petition filed July 14, 2008, pursuant
to 37 C.F.R. § 1.137(b), to revive the above-identified
application.

This petition is GRANTED.

The -above-identified application became abandoned for failure to
submit corrected drawings in a timely manner in reply to the
Notice of Allowance and Issue Fee Due, mailed November 28, 2007,
which set a shortened statutory period for reply of three
months.' No extensions of time are permitted for transmitting
corrected drawings.? Accordingly, the above-identified
application became abandoned on February 29, 2008. A Notice of
Abandonment was mailed on March 25, 2008, subsequent to the
filing of this petition.

1 It is noted that both the issue and publication fees were timely feceived on
December 12, 2007.
2 See MPEP § 710.02(e).
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Decision on Petition

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by:

(1) The reply required to .the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R.

§ 1.17(m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
pursuant to this paragraph was unintentional. The
‘Commissioner may require additional information
where there is a question whether the delay was
uhintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has included the petition fee,
corrected drawings, and the proper statement of unintentional
delay.

. The first three requirements of Rule 1.137(b) have been met.
The fourth requirement of Rule 1.137(b) is not applicable, as a
terminal disclaimer is not required.

Pursuant to this decision, the Office of Patent Publication will
be notified of this decision so that the present application can
be processed into a patent.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Office of Patent Publication in response
to this decision. It is noted that all inquiries with regard to
any failure of that change in status should be directed to the
Office of Patent Publication where that change of status must be
effected - the Office of Petitions cannot effectuate a change of
status.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272—3225.3 All other inquiries

3 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any further action(s) of Petitioner.



Application No. 09/996,720

Page 3
Decision on Petition

concerning the status of the application should be directed to
the Office of Patent Publication at 571-272-4200.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions
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PATENT APPLICATION

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

oPfent of Docket No: Q67448 RECEIVED
Shinya FUJIMOTO, et al. Allowed: April 23, 2003 SEP 09 2005
ht'e
Patent No.: 6,615,154 . Group Art Unit: 2863 Q@;@E OF PETITIONS
P
) . R 2
Issued: September 2, 2003 Examiner: Xiuqin Sun $% 8 m
S -~ O
~ I
__ For:.- .ABNORMALITY DETECTION APPARATUS OF ENGINE TEMPERATU \;3_:) j %’ S
ADJUSTING THERMOSTAT G & M
2 T O

PETITION TO PUBLISH ISSUED PATENT

'MAIL STOP PETITION RECE IVED

Commissioner for Patents

P.O. Box 1450 SEP 3 0 2005
Alexandria, VA 22313-1450 OFFICE 0FP ONS
Sir:

Pursuant to 37 C.F.R. § 1.182, Applicants submit this Petition in order to request
publication of issued patent 6,615,154. As will be noted from a review of the file, the
application upon which the subject patent is based was allowed on April 23, 2003 and issued on
September 2, 2003. However, on December 17, 2003, a Notice of Abandonment was
erroneously generated by the PTO to Applicants (see “Decision on Petition to Withdraw Holding
of Abandonment” dated June 6, 2005, which acknowledges the PTO’s error).

Applicants have noted that the subject patent does not appear in the PTO’s patent
database. Any search conducted on the subject patent number using the PTO’s database yields a
notice that the patent has been withdrawn. Applicants have discussed this matter with personnel
in the PTO’s Publications Office, who have indicated that they have interpreted the erroneous
abandonment notice of December 17, 2003 as an indication that the subject patent was to be
withdrawn. Accordingly, Applicants have been unable to obtain the requested relief from the

Publications Office.
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PETI TIO}V TO PUBLISH ISSUED PATENT 067448
USAN 09/996,735 '
US Patent No. 6,615,154

Inasmuch as the subject application was never in abandoned status and was entitled to be
issued and published in normal course, a decision directing the Publications Office to remove the
“withdrawn” status of the patent and publish the patent in the PTO’s database and elsewhere is
respectfully requested.

Please charge any fee associated with this Petition to Deposit Account No. 19-4880. A
refund of any such fee is requested in view of the fact that this Petition was necessitated solely

due to PTO error. o o

Respectfully submitted,
SUGHRUE MION, PLLC Richard C. Turner
Telephone: (202) 293-7060 Registration No. 29,710
Facsimile: (202) 293-7860 :
WASHINGTON OFFICE
23373
CUSTOMER NUMBER

Date: September 7, 2005
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ANTONELLI, TERRY, STOUT & KRAUS, LLP
1300 NORTH SEVENTEENTH STREET M A'L
SUITE 1800
ARLINGTON VA 22209-9889 ’

o JUL 1 6 2003
In re Application of :

. DIRECTOR OFFICE

PINTQ, QSCAR P. : TE§HNOLOGY CENTER 2600
Application No. 09/996,766 : DECISION ON REQUEST TO
Filed: November 30, 2001 : WITHDRAW AS ATTORNEY

For: MECHANISM FOR IMPLEMENTING
CLASS REDIRECTION IN A CLUSTER

This is a decision on the Request to Withdraw as Attorney/Agent of record filed on April 29,
2003.

A grantable request to withdraw as attorney/agent of record must do the following:

(1) indicate the present mailing address of the attorney(s)/agent(s) who seek(s) to withdraw, and

(2) be signed by each attorney/agent seeking to withdraw or clearly be signed on their behalf, and

(3) be approved at least thirty (30) days prior to the maximum extendable period for response to
any outstanding Office Action, and

(4) indicate the address to which future correspondence should be mailed.

Petitioner has met all of the above. Accordingly, the request is GRANTED.

All of the attorneys/agents listed in the Request are granted the request for withdrawal. All = -
attorneys associated with Customer Number 20,457 are also granted the request for withdrawal.
All other attorneys remain of record. Furthermore, the Patent Office does not recognize the
withdrawal of a firm.

All future communications from the Office will be directed to the address listed below
until otherwise notified by applicant. Applicant is reminded of the obligation to promptly
notify the Patent and Trademark Office of any change in correspondence address to
ensure receipt of all communications from the Office.

// AT A l//“z

Kenneth Wieder

Special Program Examiner
Technology Center 2600
Communications

(703) 305-4710

cc: ANNE RICHARDS
SCHWEGMAN, LUNDBERG, WOESSNER, & KLUTH PA
1600 TClIil TOWER
121 S. 8 " STREET
MINNEAPOLIS, MN 55402
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Supervisor, Patent Prosecution Services

PIPER MARBURY RUDNICK & WOLFE LLP
1200 Nineteenth Street, N.W.

Washington DC 20036-2412

In re Application of

Carl D. Ceresoli, et al.
Application No. 09/996,770
Filed: 11/30/2001

Attorney Docket No. 9546-002-24

For: SYSTEM AND METHOD FOR OBTAINING
COMPREHENSIVE VEHICLE RADIO
LISTENER STATISTICS

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, DC 2023t

WWW, USpPTO.gov

Paper No. 8

MAIL

JUL 17 2002

DIRECTOR OFFiCE
TECHNOLOGY CENTER 2600

DECISION ON REQUEST TO
WITHDRAW AS ATTORNEY

This is a decision on the request to withdraw as attorney/agent of record filed on May 15, 2002

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The

;cglyest for withdrawal must be signed by ev
in

attorney seeking to withdraw or contain a clear

cation that one attorney is si%lm'ng on behalf of another/others. A request to withdraw will not

be approved unless at least 30 (t

irty) days would remain between the date of approval and the later
il

of the expiration date of a time to file a response or the expiration date of the maximum time period
which can be extended under 37 C.F.R. § 1.136(a). The effective date of withdrawal being the date
of decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires
that the applicant or patent owner be notified of the withdrawal of the attorney or agent.

The request fails to provide a future correspondence address. A copy of the correspondence address
was faxed in on July 10, 2002 after the Petitioner was informed of the missing information. The
request is now complete and meets all the above-listed requirements. The request is GRANTED.

All future communications from the Office will be directed to the address listed below until
otherwise notified by applicant. Applicant is reminded of the obligation to promptly notify the
Patent and Trademark Office of any change in correspondence address to ensure receipt of all

communications from the Office.

-

Reinhard J. Eisenzopf /)
Special Program Examiner
Technology Center 2600

Communications
(703) 305-4711

cc: Carl D. Ceresoli
Chief Executive Officer
IQSTAT, Inc.
6560 Darlington Court
Cumming, GA 30040-6519



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

RAJ S. DAVE
RN omerer i,
WASHINGTON, DC 20006-1888 COPY MAILED
FEB 0 7 2006
OFFICE OF PETITIONS

In re Patent No. 6,856,461

Issued: February 15,2005 :

Application No. 09/996,823 : NOTICE
Filed: November 30, 2001 :

Attorney Docket No. 495812000100

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff at (571)

272-3282.

Sherry D. Brinkley

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

ROBERTS MLOTKOWSKI SAFRAN & COLE, P.C. Mail Date: 05/14/2010
Intellectual Property Department

P.O. Box 10064

MCLEAN, VA 22102-8064

Applicant : Michael B. Sundel : DECISION ON REQUEST FOR

Patent Number : 7620583 : RECALCULATION of PATENT

Issue Date : 11/17/2009 : TERM ADJUSTMENT IN VIEW
Application No: 09/996,825 : OF WYETH AND NOTICE OF INTENT TO
Filed :

11/30/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 704 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



A31 PTO/SB/66

Approved for use through 44/30/2008. OMB 0651-0016

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,731,729 2004-05-04 09/996,837 2001-11-29 5106-7CIP/M

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O  3%year (1551) (& 3% year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 2.1



A31 PTO/SB/G6

Approved for use through 44/30/2008. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

JAlfred W. Froebrich/

Date (YYYY-MM-DD)

2008-06-20

Name

Alfred W. Froebrich

Registration Number

38887

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 2.1




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of informaticn shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cocoperation Treaty.

A record in this system of records may be disclosed, as a routine use, to ancther federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

In re Patent No. 6731729

Issue Date: May 4,2004

ingti :DECISION GRANTING PETITION
Application No. 09996837 'UNBER 37 CFR 1.378(c)
Filed: November 29,2001

Attorney Docket No.5106-7CIP

This is a decision on the electronic petition, filed June 20,2008 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed payment of the 53 5 year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of June 20,2008

This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition
and this decision has been created as an entry in an Image File Wrapper. Nevertheless, petitioner
should print and retain an independent copy

Telephone inquires related to this electronic decision should be directed to the Electronic Business Center at
1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

W¥W. USpto. gOV

LEE G. MEYER

MEYER & ASSOCIATES, LLC COPY MAILED

17462 E. POWERS DRIVE

CENTENNIAL, CO 80015-3046 NOV 1 6 2005
OFFICE OF PETITIONS

In re Application of

Michael K. Davis et al :

Application No. 09/996,849 : ON PETITION

Filed: November 27, 2001
Attorney Docket No. 50031.0020

This is a decision on the petition under 37 CFR 1.137(b), filed October 12, 2005, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed July 15, 2004, which set a shortened statutory period for reply of
three (3) months. No extension of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the above-identified application became abandoned on October 16, 2004.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $1080 extension of time submitted on March 11, 2005 was
subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at (571) 272-
3210. -

This matter is being referred to Technology Center AU 2654 for further processing.

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspio.gov

Fernandez & Associates LLP
1047 El Camino Real
Suite 201 MAILED
Menlo Park, CA 94025
OCT 0 1 2004
In re Application of:
Edwaré) ’p} PAK, et al. Technology Center 2100
Application No. 09/996,865
Filed: November 27,2001
For: DYNAMIC CIRCUIT USING EXCLUSIVE DECISION ON REQUEST TO
STATES ' WITHDRAW AS ATTORNEY
OR AGENT

This is a decision on the Request to Withdraw from Representation filed May 12, 2004.

A grantable request to withdraw as attorney of record should indicate thereon the present
mailing addresses of the attorney(s) who is/are withdrawing from the record and of the
applicant. The request for withdrawal must be signed by every attorney seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of
another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date of the maximum time period which can be
extended under 37 C.ER. § 1.136(a). The effective date of withdrawal being the date of
decision and not the date of request. See M.P.EP. § 402.06. 37 C.F.R. § 1.36 further
requires that the applicant or patent owner be notified of the withdrawal of the
attorney or agent.

There is no indication that Applicant has been notified of the request for withdrawal.
Accordingly, the request is DENIED.

All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant. This correspondence address is
provided by the withdrawn attorney(s). Applicant is reminded of the obligation to
promptly notify the Patent and Trademark Office (Office) of any change in
correspondence address to ensure receipt of all communications from the Office.



Serial No.: 09/996,865
Decision on Petition

incent N. Trans

Special Program Examiner
Technology Center 2100

Computer Architecture, Software, and
Information Security

703-305-9750



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Paper No.
Dennis S. Fernandez & Associates LLP MA“_
1047 El Camino Real
Suite 201 APR 1 3 2005
Menlo Park, CA 94025
OIRECTOR OFFCE
In re Application of: TECHNOLOGY CENTER 2100
Edward T. Pak, et al. ‘
Application No. 09/996,865
Filed: November 27, 2001
For: DYNAMIC CIRCUIT USING EXCLUSIVE DECISION ON REQUEST TO
STATES WITHDRAW AS ATTORNEY
OR AGENT

This is a decision on the Request To Withdraw from Representation filed October 18, 2004.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
indication that one attorney is signing on behalf of another/others. A request to withdraw will
not be approved unless at least 30 (thirty) days would remain between the date of approval and
the later of the expiration date of a time to file a response or the expiration date of the maximum
time period which can be extended under 37 CFR. § 1. 136(a). The effective date of
withdrawal being the date of decision and not the date of request. See M.P.E.P. § 402.06. 37
C.F.R. § 1.36 further requires that the applicant or patent owner be notified of the withdrawal of
the attorney or agent.

The request filed October 18, 2004 meets all the requirements. Accordingly the request is
GRANTED.

All future communications from the Office will be directed to the below-listed address
until otherwise notified by applicant. This correspondence address is provided by the
withdrawn attorney(s). Applicant is reminded of the obligation to promptly notify the
Patent and Trademark Office (Office) of any change in correspondence address to
ensure receipt of all communications from the Office.



Serial No.: 09/996,865
Decision on Petition

R. Meteetoer

~Zp47Vincent N. Trans

Special Program Examiner
Technology Center 2100

Computer Architecture, Software, and
Information Security

(571) 272-3613

cc: David Ashby
IP STRATEGY GROUP
10121 Miller Ave., Suite 201
Cupertino, CA 95014



COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

MAILEp
MORGAN LEWIS & BOCKIUS LLP AUG 2 29g
1111 PENNSYLVANIA AVENUE, NW OFF’CEO;:}-
WASHINGTON, DC 20004 To 3“553’"5"708
In re application of : DECISION ON PETITION
Martin Welt : TO MAKE SPECIAL
Application No. 09/996,879 : (APPLICANT’S AGE)

Filed: November 30 2001
For: INTERNET-BASED SYSTEM AND METHOD FOR FACILTATING COMMERCIAL
TRANSACTIONS BETWEEN BUYERS AND VENDORS

This is a decision on the petition submitted on June 3, 2004 under 37 CFR 1.102 (c) to
make the above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant’'s Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a statement from the applicant.

The evidence submitted with the petition is a statement submitted by Melton Welt
indicating that he is at least 65 years of age.

The examiner is directed (1) to make an interference search for possible interfering
applications, (2) to promptly examine this application out of turn, and (3) if any
interfering application is discovered, to examine such application simultaneously and
state in the first official letter of such application that it is being taken out of tum because
of a possible interference.



Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner
makes a prompt bona fide effort, in response to each Office action, to place the
application in condition for allowance, even if it is necessary to conduct an interview with
the examiner to accomplish this purpose.

SUMMARY: Petition to Make Special GRANTED.

Steven N. Msyers
Special Programs Examiner

Technology Center 3600
(703) 308-0866

SNM/dcg: 7/26/04



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : Aufjust 17, 2006
TOSPEOF  :ART UNIT 1774
SUBJECT : Request for Certificate of Correction for Appl. No.: (9/996883 Patent No.: 6,908.694 B2

Please respdnd to this request for a certificate of correction within 7 days.
Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

Elisha Evans

Certificates of Correction Branch

703-308-9390 ext. 110

Thank You For Your Assistance

The request for issuing the above-identified correction(é) is hereby:
Note your decision on the appropriate box. ’

X\ Approved ' All changes apply.
Q Approved in Part Specify below which changes do not apply.
Q Denied | State the reasons for denial below.
Comments:
SPE Art Unit

PYOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Date 7%:?0&-‘ '5/ 22’/”

Patent No. 7003024

Inventor(s) : EXKubo et al.

Issued : February 21, 2006

Title : SEMICONDUCTOR DEVICE

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the above-identified
patent under the provisions of 37 CFR 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent are based solely on information supplied in the
appropriate space for identifying the assignment data, i.e., item 3 of the Fee(s) Transmittal Form PTOL-85B. After
payment of the issue fee, correction of assignment data submitted on the PTOL-85B can only be done by Certificate
of Correction under 37 CFR 1.323, with a request under 37 CFR 3.81(b).

A request for a patent to be corrected to state the name of the assignee must:

A. state that the assignment was submitted for recordation as set forth in 37 CFR 3.11 before issuance of
the patent;

B. include a request for a certificate of correction under 37 CFR 1.323 along with the fee set forth in 37
CFR 1.20(a); and

C. include the processing fee set forth in 37 CFR 1.17(i).

If the request is granted, Certificates of Correction Branch will be notified that a Certificate of Correction may be
issued.

See Manual of Patent Examining Procedure, Section 1481.01 (Rev. 3) (Oct. 2005).

Applicant has not included items A and or C above,”accordingly, the request for Certificate of Correction to add or
change the assignee data is dismissed.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: 571-273-8300

ATTN: Office of Petitions

EFS web uspto.gov/ebc/index.html :
(must be registered as an e-filer to submit responses)
Technical Support 1-866-217-9197

Any inquiry concerning this communication should be directed to Ms. A. Green at (703) 756-1541.

Mary Diggs, Supervisor
Decisions & Certificates
of Correction Branch
(703) 756-1580 or (703) 756- /3™/

Mattingly & Malur, P.C. _
1800 Diagonal Road, Suite 370
Alexandria, VA 22314

farg



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

Craig Holmes MAILED

Hickman, Palermo, Truong & Becker, LLP

2055 Gateway Place, Suite 550 JAN 1 0 2008

San Jose, CA 95110-1089 TECHNOLOGY CENTER 2100

In re Application of:

Chinna Pellacuru

Application No. 09/996,948 DECISION ON PETITION
Filed: November 27, 2001 UNDER 37 C.F.R. § 1.181

For: Facilitating Secure Communications Among
Multicast Nodes in a Telecommunications
Network

This is a decision on the petition filed on December 20, 2007 under 37 CFR § 1.181(a)(3)
requesting that the Examiner consider all references listed on the Form PTO-1449 filed with the
Information Disclosure Statement (IDS) on April 25, 2006.

The petition is GRANTED.

BACKGROUND
The April 25, 2006 IDS was filed under 37 CFR 1.97(c) and does meet the requirements of both
rules 1.97 and 1.98 so consideration by the examiner is warranted. The examiner has considered
the documents and a signed, initialed and dated 1449 has been scanned into IFW as of October

29, 2007. Unfortunately a copy of this 1449 was not mailed to applicant. A copy of this 1449 is
attached to this communications to remedy this situation.

Any inquiry concerning this decision should be directed to Tod Swann at (571) 272-3612.

Tod Swann

WorkGroup QAS

Technology Center 2100

Computer Architecture, Software, and
Information Security

Attachment: 1449



LK)

INFORMATION DISCLOSURE CITATION | ATTY. DOCKET NO. SERIAL NO.
IN AN APPLIC 50325-0607 09/996,948
SHEE A ATION APPLICANT
) (PTO-1449) Chinna Narasimha Reddy Pellacury
APK 27 7005 © FILING DATE: GROUFP:
November 27, 2001 2136
U.S. PATENT DOCUMENTS
Exam. ne U.S. Patent Document Name of Patentee or Applicant Date of Publication of Pages, Columns,
Initial® No.! - of Cited Document Cited Document Lines, Where
Number Kind Code’ MM-DD-YYYY Relevant
(If known) Passages or
‘Relevent Figures
Appear
A 5,491,750 Bellare et al. 02-13-1996
) 5,666,415 Kaufman 09-09-1997
C 6,782,475 Bl Sumner 08-2004
) 6,901,510 Bl _ Srivastava 05-31-2005
6,917,685 Bl Watanabe et al. 07-12-2005
6,987,855 Bl Srivastava 01-17-2006
- 2003/0044017 Al Briscoe 03-2003
FOREIGN PATENT DOCUMENTS
Exam. Ciui Foreign Patent Document Name of Patentee or Applicant Date of Pages, T
Initisl* | No. Offic® Number'  Kind Code® of Cited Document Pub‘griﬂl::ﬂ of uﬁ::m\:hc‘s're
(if known) Document Relevant
MM-DD- Passages or
YYYY Relevant
Figures
Appear
OTHER ART — NO PATENT LITERATURE DOCUMENTS
Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the Translation?
Initials® | No' itemn (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue number(s),
publisher, city and/or country where published
) - .
Examiner Date Considered
Signature 10 13 <\ae

*EXAMINER: Initial if lgq:mcecam:imm or not citation is in conformance with MPEP 609; Draw line through citation if not in conformance
ude copy

and not considered. Inc|

of this form with next conuvunication o applicant.

'Unique citation designation number. *See attached Kinds of U.S. Patent Documents. *Enter Office that issued the document, by the two-letter code
(WIPO Standard S.3). ‘For Japanese patent documents, the indication of the year of reign of the Emperor must precede the serial number of the patent
document. *Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. “Applicant is to place a
check mark here if English language Translation is attached.

Burden Hour Staternent: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any

ts on the

of time you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark Office,

Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissiener for Patents,
Washington, DC 20231.

Page l of 1
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Commissioner for Patents
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INCYTE CORPORATION

LEGAL DEPARTMENT

3160 PORTER DRIVE

PALO ALTO CALIFORNIA 94304

In re Application of

Walker et al :

Serial No.: 09/996,952 : Decision on Petition
Filing Date: 27 November 2001 :

Attorney Docket No. PB-0016 US

This letter is in response to the Petition under 37 CFR 1.181, filed on 23 January 2004, to
vacate the final restriction requirement an to require the examiner to search and examine
SEQ ID Nos. 1-9. The delay in acting upon this petition is regretted.

BACKGROUND

A review of the file history shows that the Office mailed a 9-way restriction
requirement. Applicants elected Group I, claims 1, 2, 3,9, 10, 11, drawn to a
combination comprising a nucleic acid having SEQ ID No..7, vectors and host
cells comprising said nucleic acid, with traverse. Applicants are not traversing the
restriction between Group I and Groups II-IX. Instead applicants argue that the
restriction requirement for a single sequence within Group I was improper in view

of MPEP 803.04.
The Restriction Requirement pertaining to the sequences is set forth below:

For each of inventions I-IX above, restriction to one of the
following 1s also required under 35 USC 121. Therefore, election is
required of one of inventions I-VI and one of inventions (A)-(P, sic
O).
(A). SEQID NO: 4
(B). SEQIDNO: 6

~ (C).SEQID NO: 7.



It is noted that claim 1, which has been grouped with Group 1, is
drawn to a combination comprising a plurality of cDNAs having
the nucleic acid sequence of SEQ ID NO: 1-9 and the
complements of SEQ ID NO: 1-9. Thus this claim requires that the
combination must comprise each of SEQ ID NO: 1-9 as well as the
complements of SEQ ID NO: 1-9. This claim is supported by the
spectification on page Should applicants amend this claim such that
it is drawn to a combination comprising a plurality of cDNAS
selected from the group consisting of SEQ ID NO: 1-9 and the
complements of SEQ ID NO: 1-9, a further restriction will be
made between SEQ ID NO: 1-9 and the complements of SEQ ID
NO: 1-9.

Applicants elected‘Group I, SEQ ID NO 7 and traversed the grounds similar to those

presented in this petiton. Upon consideration of the traversal, the Examiner stated that:

Applicants further submit that the Examiner's requirement for applicants
to elect a single sequence for examination relative to the claims of Group 1
is improper and applicants submit that the MPEP 803.04 supports
applicants position. Applicants specifically submit that since claim 1
contains less than ten sequences, all sequences of the combination should
be examined. Applicants argument is not found persuasive.
Applicants are reminded that with respect to claim 1 which requires the
combination of SEQ ID NOs: 1-9, all of the sequences will be
considered/examined. However with respect to the remaining claims, 2, 3,
9,10 and 11, of Group 1, only SEQ ID NO: 7 the elected Group, will be
examined based on the undue burden caused by the search and
examination of those sequences claimed in addition to SEQ ID NO: 7, (i.e.
SEQ ID NOs: 4 and 6). Applicants are reminded that a complete and
proper search of the elected subject matter involves the search of not only
the referred to nucleic acid sequences using a number of different multiple
databases, but of also the encoded amino sequences using a number of
different multiple databases. Further these searches take a considerable
amount of time that is dependent on the type and length of the sequences
and the various embodiments reasonably considered to be encompassed by
"said sequences".

The requirement is still deemed proper and is therefore made FINAL.

Claims 4-8 and 12-20 were withdrawn from further consideration by the examiner,
37 CFR 1.142(b). Claims 2, 3 and 9-11 were rejected under 35 U.S.C. 1 12, second

paragraph, as being indefinite for failing to particularly point out and distinctly claim the

subject matter which applicant regards as the invention. Claims 1-3 and 9-11 were

rejected under 35 U.S.C. 101 because the claimed invention is not supported by either a
specific and substantial asserted utility or a well-established utility. Claims 1-3 and 9-1 1

were rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the
enablement requirement.



An amendment and response and this Petition were filed on 12 December 2003.
DISCUSSION

The application, file history and petition have been considered carefully.

Claim 1 reproduced below.

1. A combination comprising a pluratity of cDNAs having the nucleic acid
sequences of SEQ ID NOs:1-9 and the complements of the nucleic acid
sequences of SEQ ID NOs:1-9.

The phrase “a combination comprising a plurality of” is being interpreted as
meaning that Claim 1 requires more than one copy of each of SEQ ID Nos. 1, 2,
3,4,5,6,7,8,and 9. Applicants are correct that Claim 1 is written in the format
of MPEP 803.04, Example B, below.

(B) acombination of DNA fragments comprising SEQ ID Nos. 1-1,000;

If combination claims such as Claim 1, written in the format of Example (B), been the
only type filed in this application, they would have been examined as follows:

Applications claiming only a combination of nucleotide sequences, such
as set forth in example (B), will generally not be subject to a restriction
requirement. The presence of one novel and nonobvious sequence within
the combination will render the entire combination allowable. The
combination will be searched until one nucleotide sequence is -

found to be allowable. The order of searching will be chosen by the
examiner to maximize the identification of an allowable sequence. If no
individual nucleotide sequence is found to be allowable, the examiner will
consider whether the combination of sequences taken as a

whole renders the claim allowable.

The petition argues that the restriction between sequences is not proper in view of section
803.04 of the MPEP. However, MPEP 803.04 states:

In applications containing all three claims set forth in examples
(A)-(C), the Office will require restriction of the application to ten
sequences for initial examination purposes. Based upon the finding of
allowable sequences, claims limited to the allowable sequences as in
example (A), all combinations, such as in examples (B) and (C),
containing the allowable sequences and any patentably indistinct
sequences will be rejoined and allowed. (Emphasis added).




Fin further support of the restriction requirement, this application does not contain (1)
only combination claims as set forth in Example (B), nor does it contain all three claim
sets (A), (B) and (C). This application contains additional types of claims that do not
conform to the formats of Examples (A), (B) or (C). See Claim 2 reproduced below:

2. A ¢cDNA comprising a nucleic acid sequence selected from SEQ ID
NOs:4, 6, and 7 and the complements thereof.

Claim 2 is an independent claim written in the format of 3 independent and distinct
molecules recited in the alternative. An examination of this claim requires a separate
search of each of SEQ ID NO 4, 6 and 7. The search for multiple independent and
distinct nucleic acid molecules requires undue burden. Moreover, it is unlikely that
“applicants would accept prior art found on one sequence being applied to another
sequence. However, there is overlap between Claim 1 and Claim 2, as the examiner
appropriately recognized. Claim 2 has been properly joined to and examined with claim
1 to the extent that it reads upon the elected sequence. This restriction is proper in view
of MPEP 803.04, which states that

By statute, “[i]f two or more independent and distinct inventions are
claimed in one application, the Commissioner may require the application
to be restricted to one of the inventions.” 35 U.S.C. 121. Pursuant to this
statute, the rules provide that “[i}f two or more independent and distinct
inventions are claimed in a single application, the examiner in his action
shall require the applicant . . . to elect that invention to which his claim
shall be restricted.” 37 CFR 1.142(a). See also 37 CFR 1.141(a).
Nucleotide sequences encoding different proteins are structurally distinct
chemical compounds and are unrelated to one another. These sequences
are thus deemed to normally constitute independent and distinct inventions
within the meaning of 35 U.S.C. 121. Absent evidence to the contrary,
each such nucleotide sequence is presumed to represent an independent
and distinct invention, subject to a restriction requirement

pursuant to 35 U.S.C. 121 and 37 CFR 1.141 et seq.

In order to have each of SEQ ID Nos. 1-9 examined together, Applicants may petition
pursuant to 37 CFR 1.181 for examination of additional nucleotide sequences by
providing evidence that the different nucleotide sequences do not cover independent and
distinct inventions. However, if such a petition were filed and granted, any prior art the
examiner applies to one sequence may be applied under 35 USC 103(a) as being obvious
in view of applicants’ admission.

Alternatively, if Applicants were to limit their invention to the combination of claim 1,
the restriction requirement would be withdrawn and Claim 1 would be examined as
required by MPEP 803.04, Example (B).



DECISION
The petition is DENIED for the reasons set forth above.

The application will be forwarded to the Examiner for consideration of the response filed
12 December 2003.

Should there be any questions with regard to this letter, please contact Special Program
Examiner Julie Burke by letter addressed to the Director, Technology Center 1600, PO
Box 1450, Alexandria VA 22313-1450 or by telephone at (571) 272-1600.

Bk

Bruce Kisliuk
TC1600 Group Director
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In re Application of

Harlan W. Waksal :
Application No. 09/996,954 : NOTICE
Filed: November 30, 2001 : OFFICE OF PETITIONS
Attorney Docket No. 11245/46605

This is a notice regarding your request for acceptance of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) 1s the sole provision governing the time for correction
of the erroneous payment of the issue fee as a small entity. See
DH Technology v. Synergystex International, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice 1is intended
to imply that an investigaticon was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

Inquiries related to this communication should be directed to the
Office of Petitions Staff at (703) 305-9285.

This file is being forwarded to Initial Patent Examination
Division.

wWan Lagﬁon

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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STROOCK & STROOCK & LAVAN LLP
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NEW YORK, NY 10038

OFFICE OF PETITIONS
In re Application of -
Toshihisa Saruta : :
Application No. 09/996,986 . : DECISION GRANTING PETITION

Filed: November 30, 2001 : UNDER 37 CFR 1.313(c) (2)
Attorney Docket No. 405507/0006 :

This is a decision on the petition, filed August 9, 2007, under 37 CFR
1.313(c) (2) to withdraw the above-identified application from issue
~after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c) (2).

Petitioner is advised that the issue fee paid on June 27, 2007 in the
above-identified application cannot be refunded. If, however, the
above-identified application is again allowed, petitioner may request
that it be applled towards the issue fee required by the new Notice of
Allowance.?

Telephone inquiries should be dlrected to the undersigned at (571)
272-3218.

This matter is being referred to Technology Center AU 2861 for
processing of the request for continued examination under 37 CFR 1.114
and, for consideration of the Information Disclosure Statement.

Petitions Examiner
Office of Petitions

C:\Documents and Settings\fhicks\My Documents\470\augl0\996986.wpd

' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). .Petitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment.
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In re Application of : OFFICE OF PETITIONS
Neter et al. :
Application No. 09/996,991 : DECISION GRANTING

Filed: November 30, 2001 : PETITION
Attorney Docket No. 13201.00137 :

This is a decision on the ctition filed February 25, 2002, to establish that pages 8 and 9 of the
specification were part of the originally filed application.

The petition under 37 CFR 1.53is dismissed.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. The reconsideration

request should include a cover letter entitled “Renewed Petition under 37 CFR 1.53.” This is not
final agency action within the meaning of 5 U.S.C. § 704.

On November 30, 2001, the application was filed.

On December 28, 2001, the Office of Initial Patent Examination mailed a Notice stating that the
application had been accorded a filing date of November 30, 2001, and advising applicants that

pages 8 and 9 of the specification appeared to have been omitted.

In response, the present petition was filed alleging that pages 8 and 9 were deposited on
November 30, 2001. In support, petitioner has submitted a postcard receipt which acknowledges
receipt of “Specification (including claims & abstract) (71 pp)” on November 30, 2001 !
Petitioner has also submitted a copy of the missing documentation- pages 8 and 9 of the
specification.

Upon review of the record, pages 8 and 9, deposited on November 30, 2001, have not been

Jocated. The evidence is convincing that the application gapers deposited on November 30,
2001, included pages 8 and 9, and that the pages were Su sequently misplaced in the PTO.

However, the copy of pages 8 and 9 submitted with the petition cannot be used for examination

purposes. The petition states, “enclosed for the Examiner’s convenience are copies of page 8 and

1 Evidence of receipt of any correspondence filed in the Patent and Trademark Office can be obtained by submitting a
self addressed post card properly itemizing and identifying the paper or papers being filed. Upon receipt of the correspondence,
the Patent and Trademark Office will check the listing on the post card against the papers submitted, making sure that all items
listed are present and will then stamp the postcard with an Official date stamp and place the post card in the outgoing mail. "A
post card receipt which itemizes and properly identifies the papers which are being filed serves as prima facie evidence of receipt
in the PTO of all items listed thereon by the PTO." M.P.E.P. § 503.



Application No. 09/996,991 Page 2

9. The copies of pages 8 and 9 are partially illegible. For example, on page 8, words such as
“preform”, “and”, “heat”, “those”, “molding”, “the”, “cooling” and others have portions of letters
omitted. Page 9 alsois partially illegible. OIPE cannot scan the entire specification if portions
are illegible. Copies of page 8 and 9 as submitted are attached. It should be noted that the other
pages of the specification are clearly legible.

Petitioner should submit a legible copy of pages 8and 9.
Further correspondence with respect to this matter should be addressed as follows:

By mail: Commissioner for Patents
Box DAC
Washington, D.C. 20231

By facsimile: (703) 308-6916
Attn: Office of Petitions

By hand: Office of Petitions
2201 South Clark Place
Crystal Plaza 4, Suite 3C23
Arlington, VA 22202

Telephope inquiries should be directed to Petitions Attorney Steven Brantley at (703) 306-5683.
arles

A

teven Brantley
Petitions Attorney
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

Attached: Copies of Page 8 and 9
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PATENT ADMINSTRATOR
KATTEN MUCHIN ZAVIS ROSENMAN
525 WEST MONROE STREET COPY MAILED
SUITE 1600
CHICAGO, IL 60661-3693 SEP 0 6 2002
In re Application of OFFICE OF PETITIONS
Neter et al. :
Application No. 09/996,991 : DECISION GRANTING

Filed: November 30, 2001 : PETITION
Attorney Docket No. 213201 .00137 :

This is a decision on the renewed petition filed August 27, 2002, to establish that pages 8 and 9
of the specification were part of the originally filed application.

The petition under 37 CFR 1.53 is granted.
On November 30, 2001, the application was filed.

On December 28, 2001, the Office of Initial Patent Examination mailed a Notice stating that the
application had been accorded a filing date of November 30, 2001, and advising applicants that
pages 8 and 9 of the specification appeared to have been omitted. :

In response, a petition was filed alleging that pages 8 and 9 were deposited on November 30,
2001. In support, petitioner submitted a postcard receipt which acknowledges receipt of
“Specification (including claims & abstract) (Z1 pp)” on November 30,2001.' Petitioner also
submitted a copy of the missing documentation- pages 8 and 9 of the specification.

Upon a review of the record, pages 8 and 9, deposited on November 30, 2001, were not located.
However, the evidence was convincing that the application papers deposited on November 30,
2001, included pages 8 and 9, and that the pages were subsequently misplaced in the PTO.

The petition was dismissed because the copies of pages 8 and 9 submitted on February 25,2002,
were partially illegible.

Petitioner has submitted a legible copy of pages 8 and 9.

No petition fee is required and none has been charged.

The Notice mailed December 28, 2001, was sent in error and is hereby vacated.

! Evidence of receipt of any correspondence filed in the Patent and Trademark Office can be obtained by submitting a
self addressed post card properly itemizing and identifying the paper or papers being filed. Upon receipt of the correspondence,
the Patent and Trademark Office will check the listing on the post card against the papers submitted, making sure that all items
listed are present and will then stamp the postcard with an Official date stamp and place the post card in the outgoing mail. "A
post card receipt which itemizes and properly identifies the papers which are being filed serves as prima facie evidence of receipt
in the PTO of all items listed thereon by the PTO." M.P.E.P. § 503.
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Application No. 09/996,991 Page 2

The Application is being returned to the Office of Initial Patent Examination for further
processing with a filing date of November 30, 2001, using the application papers filed on
November 30, 2001, and the copy of pages 8 and 9 of the specification filed on August 27, 2002.

Telephone inquiries should be directed to Petitions Attorney Steven Brantley at (703) 306-5683.

%

Charles Steven Brantley

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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UR
Mailed MAY 12 2003 Paper NO. 12
In re Application of
Faisal Queslati et al. :
Serial Number: 09/996,991 : DECISION ON
Filed: November 30, 2001 : PETITION UNDER
For: POST-MOLD COOLING APPARATUS : M.P.E.P. 708.02,11

This is in response to the petition filed, November 30, 2001, requesting that the above-identified
application be granted Special Status under Section 708.02, II of the M.P.E.P. and 37 CER 1. 102(d) (fee

authorized).

The petition has been considered and found to comply with the requlrements set forth under the above-
noted section. Accordingly, the petition is GRANTED.

—tW R

Jacqueline M. Stone, Director
Technology Center 1700
Chemical and Materials Engineering

Patent Administrator

Katten Muchin Zavis Rosenman
525 West Monroe Street, Suite 1600
Chicago, IL 60661-3693
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In re Application of

Farrant et al.

Application No. 09/997,021
Patent: 6938689

Issued: September 6, 2005
Filed: November 28, 2001
Attorney Docket N0.22.1458
Title: Communicating with a Tool

Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.u:pfo.gov

COPY MAILED
AUG 0 2 2006

OFFICE OF PETITIONS

ON PETITION

This is a decision on the petition under 37 CFR 1.182, filed on January 27, 2006,
to correct the six named inventor's name and accept the correction of the
inventor's name on the front page of the above-identified patent.

The petition is DISMISSED AS MOOT.

A review of the record shows that a certificate of correction covering the above

correction was issued on February 6, 2006.

Telephone inquiries concerning this matter should be directed to the undersigned at

(671) 272-3215.

Charlema R. Grant W
Petitions Attorney

Office of Petitions
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C/O MORRISON & FOERSTER LLP

1650 TYSONS BOULEVARD, SUITE 300 . y '
MCLEAN VA 22102 | DEC 0 6 2006
OFFICE OF PETITIONS
.In re Application of
Steven O. Markel :
Application No. 09/997,022 : DECISION ON PETITION
Filed: November 27 2001 : TO WITHDRAW :

Attorney Docket No. INTE.26USU1 (ITC42) : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed September
14, 2006.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to withdraw or
contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw will not be
approved unless at least 30 (thirty) days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date of the maximum time period which can be extended under 37 C.F.R. §
1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of the conditions under the
mandatory or permissive categories enumerated in 37 CFR 10.40. Section 10.40 of Title 37 of the Code of Federal
Regulation states, “[a] practitioner shall not withdraw from employment in a proceeding before the Office without
permission from the Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not applicable,
a practitioner may not request permission to withdraw in matter pending before the Office unless such request or such
withdrawal is” for one the permissive reasons listed in 37 CFR 10.40(c). The reasons set forth in the request, application
is being transferred to another attorney, do not meet any the conditions set forth in 37 CFR 10.40.

All future communications from the Office will continue to be directed to the above-listed address until otherwise notified
by applicant.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272- 2991.

AW Wiliama)

Terri Williams
Petitions Examiner
Office of Petitions

cc: Marc Kaufman, Esq.
Nixon Peabody LLP
401 9th Street, N W., Suite 900
Washington D.C. 20004
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c/o Morrison & Foerster LLP
1650 Tysons Boulevard, Suite 300 AUG 0 1 2007
Mclean, VA 22102

OFFICE OF PETITIONS

In re Application of

Steven O. Markel T
Application No. 09/997,022 . : DECISION ON PETITION

Filed: November 21, 2001 : TO WITHDRAW

Attorney Docket No. INTE.26USU1 (ITC42) : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed January 17,
2007. : :

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to withdraw or
contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw will not be
approved unless at least 30 (thirty) days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date of the maximum time period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Adam Keser on behalf of all attorneys of record. All attomeys/agents have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested correspondence address is not that of:
(1) the first named signing inventor; or (2) an intervening assignee of the entire interest under 37 C.F.R 3.71. All future
communications from the Office will be directed to the first named signing inventor at the first copied address below until
otherwise properly notified by the applicant.

There is no outstanding Office action at this time.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-2991. .

. (s

erri Williams
Petitions Examiner
Office of Petitions

cc: Steven O. Markel
- 3031 E. Wyecliff Wa;
Highlands Ranch, CO 80126

cc: Marc Kaufman, Esq.
Nixon Peabody LLP
401 9th Street, N.W., Suite 900
Washington DC 20004
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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| APPLICATION NUMBER | FILING OR 371 () DATE |  FrsTNAMEDAPPLICANT | ATTY.DOCKETNO/MTITLE |
09/997,022 1172772001 Steven O. Markel . INTE.26USU1 (ITC42)
CONFIRMATION NO. 6138
paail L
OPTV/MOFO . .
C/O MORRISON & FOERSTER LLP 0C000000025126265

1650 TYSONS BOULEVARD, SUITE 300
MCLEAN, VA 22102

Date Mailed: 08/01/2007

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 01/17/2007.

o The withdrawal as attorney in thls application has been accepted Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

Office of Initial Patent Exammatlon (571) 272-4000, or 1-800-PTO-9199
FORMER ATTORNEY/AGENT COPY




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
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SCHWEGMAN, LUNDBERG & WOESSNER/OPEN TV Mail Date: 05/24/2010
P.O. BOX 2938
MINNEAPOLIS, MN 55402-0938

Applicant : Steven 0. Markel : DECISION ON REQUEST FOR

Patent Number : 7661117 : RECALCULATION of PATENT

Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Application No: 09/997,022 : OF WYETH AND NOTICE OF INTENT TO
Filed :

11/27/2001 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1493 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
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TEKTRONIX, INC.
14150 S.W. KARL BRAUN DRIVE
P.O. BOX 500 (50-LAW)
BEAVERTON OR 97077-0001 COPY MAILED
MAR 0 7 2005
OFFICE OF PETITIONS

In re Application of

Grieswald, Jens :

Application No. 09/997,034 : ON PETITION
Filed: November 28, 2001 :

Attorney Docket No. 7123 US

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed Fel;ruary 28, 2005, to revive
the above-identified application. '

The petition is GRANTED.

This aH)plication became abandoned for failure to timely reply to the non-final Office action
mailed February 13, 2004. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, this application became abandoned on May 14, 2004.

Petitioner has met the requirements to revive the above-identified application pursuant to 37
CFR 1.137(b).

This matter is being referred to Technology Center 2600 for further examination on the merits.

Teéezphone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3282.

l&MCMu

iana Chase
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy
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Commissioner for Patents
United States Patent and Trademark Office
Washington, D.C. 20231
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Paper No. 9
Gregg C. Benson
Pfizer Inc.
Patent Department, MS 4159
Eastern Point Road
Groton, CT 06340 COPY MAILED
JAN 1 5 2003
OFFICE OF PETITIONS

In re Application of

Banavara L. Mylari :

Application No. 09/997,039 ; ON PETITION
Filed: November 29, 2001 '

Attorney Docket No. PC11830ARTB.

This 1s a decision on the petition under 37 CFR 1.137(b), filed December 27, 2002, to revive the above-
identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed May 9, 2002. The Notice set a shortened statutory reply period of
three months from the mail date of the notice. No extensions of time under the provisions of 37
CFR 1.136(a) have been obtained. Accordingly, the application became abandoned on August
10, 2002.

Telephone inquiries concerning this decision should be directed to Latrice Bond at (703) 308-6911.

The application file is being forwarded to Technology Center AU 1614 for further processing.

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner

for Patent Examination Policy
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Paper No. None

MAINE & ASMUS

D aaas EET | COPY MAILED

NASHUA NH 03061-3445

APR 2 7 2004
In re Application of :
Frederick D. Fullerton ' : OFFICE OF PETITIONS
Application No. 09/997,074 , : DECISION ON PETITION
Patent No. 6,712,022 : UNDER 37 C.F.R. §1.137(f)

Filed: November 29, 2001

Issue Date: March 30, 2004

Attorney Docket No. FFD0O1-US

Title: LOBSTER PACKING BOX SYSTEM

This is a decision on the petition filed December 22, 2003, pursuant to 37 C.F.R. §1.137(f), to
revive the above-identified application. ' '

A grantable petition pursuant to 37 CFR 1.137(f) must be accompanied by:
(1) Notification of the filing of an-application in a foreign country or under a
4 multinational treaty that requires 18 month publication';

(2) The petition fee as set forth in 37 C.F.R. § 1.17(m), and;

(3) A statement that the entire delay in filing the notice from the date that the
notice was due under 35 U.S.C. §122(b)(2)(B)(iii) until the date the notice
was filed was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
a foreign application on July 30, 2003. However, the United States Patent and Trademark Office
was unintentionally not notified of this filing within 45 days subsequent to the filing of the
subject application in a foreign country. :

Prior to September 17, 2003, a Notice of Rescission of Nonpublication Request was filed with
the Office. Unfortunately, notification of the filing of the international application did not
accompany this filing.

| See PTO/SB/36 and paragraph on PTO/SB/64a for further information. Both may be downloaded at
http://www.uspto.gov/web/forms/index.html.



Application No. 09/997,074 ‘ Page 2 of 2

In view of the above, this application became abandoned pursuant to 35 U.S.C.
§1.22(b)(2)(B)(iii) and 37 C.F.R. §1.213(c) for failure to timely notify the Office of the filing of
a foreign application. :

The petition under 37 C.F.R. §1.137(f) is GRANTED.

Petitioner has submitted the notification of a foreign filing, paid the petition fee, and has made
the proper statement of unintentional delay.

The instant petition has been found to be in compliance with 37 C.F.R. §1.1 37(f). Accordingly,
the failure to timely notify the Office of a foreign or international filing within 45 days after the
date of filing of such foreign application as provided by 35 U.S.C. §122(b)(2)(B)(iii) and 37
C.F.R. §1.213(c) is accepted as having been unintentionally delayed.

After this decision is mailed, the application will be forwarded to Files Repository.

Telephone inquiries concerning this decision should be directed to the undersigned at (703) 305-
0011.

-

Paul Shanoski

Senior Attorney

Office of Petitions

United States Patent and Trademark Office
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Campbell & Flores LLP o, 2 %
4370 La Jolla Village Drive A, -~
7th Floor ‘ D 2
San Diego, CA. 92122 T‘é 2 O
In re Application of: %
William D. Huse : :
Application No.: 09/724762 DECISION ON PETITION

Filed: November 28, 2000
Attorney Docket: P-IX 3907

This is a decision on your petition received in the Patent and Trademark Office
- on November 28, 2001, and treated as a petition under 37 CFR 1.53(b)(2)(ii)
to convert the above identified application to a Provisional application under
35 U.S.C. 111 (b) and 37 CFR 1.53(b)(2).

The petition is granted.

- The application will be processed in the Office of Initial Patent Examination
(OIPE) as a Provisional application under 35 U.S.C. 111(b) and 37 CFR
1.53(b)(2), including the assignment of a new Provisional application number.

The Provisional application serial number is 60/367370. - The filing receipt for
the Provisional application number will be communicated to apphcant by
OIPE in due course.

;____,\Q\__/

John Dill, Lead Legal Instruments Examiner
Office of Initial Patent Examination
(703) 308-0910

EXHIBIT B 5



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
DIW 08-04

ELIE H. GENDLOFF, PH.D., ESOQ.
AMSTER, ROTHSTEIN & EBENSTEIN
90 PARK AVENUE

NEW YORK NY 10016

COPY MAILED
SEP (¢ 2004

OFFICE OF PETITIONS
In re Application of
van Damme et al. :
Application No. 09/997,213 : DECISION
Filed: 27 November, 2001 : UNDER 37 CFR 1.28(c)
Attorney's Docket No. 65959/7 : :

This is in response to the deficiency fee payment filed pursuant
to 37 CFR 1.28(c) on 26 July, 2004.

37 CFR 1.28(c) states, "The deficiency is based on the amount of
the fee, for other than a small entity, in effect at the time the
deficiency is paid in full."

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

Small entity status will no longer apply.

The file is being forwarded to Technology Center 1600 for further
processing.

Telephone inquiries should be directed to the undersigned at
(703)308-6918.

A Yod

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Date : February 3, 2007

Patent No. :6,855,539 B2
Inventor(s) : van Damme, et al.
Issued : February 15, 2005

Title : DEVICE FOR PERFORMING AN ASSAY, A METHOD FOR MANUFACTURING SAID
DEVICE, AND USE OF A MEMBRANE IN THE MANUFACTURE OF SAID DEVICE
Docket No. : 65959/7

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of 37 CFR 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Fee(s) Transmittal Form PTOL-85B. After payment of the issue fee, correction of
assignment data submitted on the PTOL-85B can only be done by Certificate of Correction under
37 CFR 1.323, with a request under 37 CFR 3.81(b).

A request for a patent to be corrected to state the name of the assignee must:
A. state that the assignment was submitted for recordation as set forth in 37 CFR 3.11 before
issuance of the patent;
B. include a request for a certificate of correction under 37 CFR 1.323 along with the fee set
forth in 37 CFR 1.20(a); and
C. include the processing fee set forth in 37 CFR 1.17(1).
If the request is granted, Certificates of Correction Branch will be notified that a Certificate of
Correction may be issued.

See Manual of Patent Examining Procedure, Section 1481.01 (Rev. 3) (Oct. 2005).

Applicant has not included items A and or C above, accordingly, the request for Certificate
of Correction to add or change the assignee data is denied.

- Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS



Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: 571-273-8300
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Requést for Certificate
of Correction, under CFR 1.323, to correct assignment data, no additional fee is required.

Elisha Evans

For Cecelia Newman

Decisions & Certificates
of Correction Branch

(703) 308-9390 ext. 110

AMSTER, ROTHSTEIN & EBENSTEIN LLP
90 PARK AVENUE
NEW YORK NY 10016

CBN/eme
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HUNTON & WILLIAMS

INTELLECTUAL PROPERTY DEPARTMENT
1900 K STREET, N.W.

SUITE 1200

WASHINGTON, DC 20006-1109

In re Application of :

Lee W. Johnston : DECISION ON PETITION
Serial No.: 09/997,233 :

Filed: November 30, 2001

For: Improved Convection of Absorbent

Cores Providing Enhanced Thermal

Transmittance

This is in response to the petition applicant filed on January 7, 2003 to make the above-identified
application special under the provisions of 37 CFR 1.102(d).

Applicant has satisfied the provisions set forth in M.P.E.P. 708.02, VIII, thus the petition is
GRANTED.

The application will be forwarded to the examiner for action on the merits commensurate with this
decision.

Should there be any questions with regard to this letter please contact John Kittle by letter addressed

to the Director, Technology Center 3700/2900, Box Design, Washington, DC 20231, or by
telephone at (703) 308-0873 or by facsimile transmission at (703) 308-3139.

7

E. Kittle
irector

Technology Center 3700/2900
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Paper No. 4

NIXON PEABODY, LLP
8180 GREENSBORO DRIVE
SUITE 800

MCLEAN VA 22102

COPY MaILED

AUG 2 3 2002
OFFICE OF PETITIONS
In re Application of
Bodo Weigand : DECISION GRANTING PETITION

Application No. 09/997,248 : TO RESET PERIOD FOR REPLY
Filed: 30 November, 2001 :
Attorney Docket No. 740116-353

This is a decision on the petition filed on 17 June, 2002,
requesting that the period for reply set forth in the Office
communication mailed on 17 December, 2001, be reset to run from
the date on which the Office communication was actually received
at the correspondence: address of record.

The petition is granted.

Petitioner provided a statement that the Office communication in
question was received at the correspondence address of record on
14 June, 2002. The petition was filed within two weeks of
receipt of the Office communication. A substantial portion of
the set reply period had elapsed on the date of receipt.
Furthermore, the Office communication was mailed between 13
October, 2001, and 2 January, 2002, when delivery of mail from
the Office to certain regions of the country was delayed.

Accordingly the period for reply that was originally set forth in
the Office communication original mailed on 17 December, 2001, is
hereby reset to run from the receipt date of 14 June, 2002.

The petition fee of $130.00 will be refunded to counsel’s deposit
account, No. 19-2380.



T A' . .

Application No. 09/997,248 7

The application is being returned to the Office of Initial Patent
Examination for further processing.

Telephone inquiries concerning this decision may be directed to
the undersigned at 703-308-6918.

Yy 7

Douglas I. Wood

Senior Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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In re patent of: Confirmation No.: 2600
Zhao et al. Art Unit: 2829
Patent. No.: 6,882,042 B2 Examiner: Zameke, David A.
Issued: April 19, 2005 Atty. Docket: 1875.2200001
For: Thermally And Electrically

Enhanced Ball Grid Array

Packaging

Request for Certificate of Correction
Under 37 C.F.R. § 1.322 and 1.323

Attn: Certificate of Correction Branch

Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450

Sir:

It is hereby requested that a Certificate of Correction under 37 C.F.R. §§ 1.322
and 1.323 be issued for the above-captioned United States Patent. This Certificate of
Correction is being requested due to mistakes which appear in the printe_d patent. These
mistakes were made by both the U.S. Patent and Trademark Office and by Applicants.
The mistakes made by Applicants are of a clerical or typographical nature, or of a minor

character. Patentees submit that correction of these errors does not introduce new matter.

Specifically, the printed patent contains the following errors for which a

Certificate of Correction is respcctfuily requested:

On the front page, in the Inventors Section (75), please delete "Reaz-ur Rahman
Khan" and insert - - Reza-ur Rahman Khan; - - This correction is requested to correct a

typographical error made by Applicants.



SPE RESE CER ; CTION

\*2@\—— Paper No.:

DATE : _@ )

TO SPE OF : ARTUNIT @i

SUBJECT  : Request for Certificate of Correction on Patent No.: mBZD 1 : —

A response is requested with respect to the accompanying request for a certificate of correction.

Please compiete this form a'nd return with file, within 7 days to:
Palm location 7680, Certificates of Correction Branch — South Tower —9A22
If response is for an IFW, return to employee (named below) via PUBSCofC Team in -

MADRAS.

With respect to the change(s) requested, correcting Office and/or Applicant's errors, should the
atent read as shown in the cetificate of correction (COCIN)? No new matter should be introduced, nor
should the scope or meaning of the claims be changed.

_ROCHAUN JOHNSON

Thank You For Your Assistance Certificates of Correction Branch
Tel. No. 703-308-9390 EXT 119

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

@\Approved All cﬁanges apply.
Q Approved in Part Specify below which changes do not apply.
Q Denied Staté the reasons for denial below.
Comments:
2
B.WILLIAM RAUMEISTER 257 /

SUPERVISORY i i: i T EXAMINER - i
SPE Art Unit

PTOL-306 (REV. 7/03)

U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



EXPRESS Iv& NO. EV064844092US

PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicants :  Ruth A. Chenault et al.
Application No. . 09/997,279
Filed : November 28, 2001
For . COMPOSITIONS AND METHODS FOR THE THERAPY AND
DIAGNOSIS OF OVARIAN AND ENDOMETRIAL CANCER
Art Unit : 1631
Docket No. : 210121.501Ct
Date . May 23,2002
Box Missing Parts

Commissioner for Patents
Washington, DC 20231

RESPONSE TO NOTICE TO FILE MISSING PARTS OF APPLICATION

Commissioner for Patents:
In response to the Notice to File Missing Parts dated March 25, 2002, please find
enclosed the following documents:

X Fee

X Oath/Declaration
X Copy of Notice to File Missing Parts

Respectfully submitted,
Ruth A. Chenault et al.
Seed Intellectual PropertyLaw Group PLLC

J 1 . Urvater, Ph D
istration No. 50,461

D:\NrPortbl\iManage\MICHELLEO\287131_1.DOC
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ase type a plug sign (+) inside this box —>

PTO/SB/21 (08-00)
Approved for use through 10/31/2002. OMB 0651-0031
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

% Under theA*aperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
& Application Number 09/997,279
Qré‘“ TRANSMITTAL Filing Date November 28, 2001
oS FORM 4 7 [[First Named inventor | Ruth A Chenaut m
. < J
Group Art Unit 1631 T
(To be used for all correspondence - )
after initial filing) Examiner Name m B
Attorney Docket No. 210121.501C1 =
Ir i Ln” =
ENCLOSURES (check all that apply) = i
S
|:| Fee Transmittal Form Assignment Papers D CD(s), Number % 3
[] Fee Attached (for an Application) of CD(s) b2
[] Amendment/Response Drawing(s) [] After Allowance <
[] After Final Request for Corrected Filing Communication to Group

1 [

O O Oxa

[] Affidavits/declaration(s)
Extension of Time Request
Express Abandonment
Request

Supplemental Information
Disclosure Statement; Form
PTO-1449

Cited References (9)
Certified Copy of Priority
Document(s)

Response to Missing Parts
under 37 C.F.R. 1.52 or 1.53
Response to Missing
Parts/Incomplete Application

M Y | | o R v | |

| | S | I

Receipt
Licensing-related Papers
Petition

Petition to Convertto a
Provisional Application

Power of Attorney,
Revocation, Change of
Correspondence Address

Declaration

Statement under 37 CFR
3.73(b)

Terminal Disclaimer
Small Entity Statement
Request for Refund

D Appeal Communication to
Board of Appeals and
Interferences

[] Appeal Communication to

Group (Appeal Notice, Brief,

Reply Brief)

Proprietary Information

Status Letter

Return Receipt Postcard

Additional Enclosure(s)

(please identify below):

Copy of Invitation to Pay

Additional Fees for

PCT/US01/09062

EIX]E3CD

Remarks

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT

Individual Name

Julie A. Urvater, Ph.D. 50,461

IABETAANND

00500

PATENT TRADEMARK OFFICE

Signature

Date

il =
7

S -O3—

CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited with the United States Postal Service
with sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents,
Washington, D.C. 20231 on the date specified below.

Typed or printed name

Monica Steinborn

Signature

Mottea. Stombiou

Date: S/Pf’b y

F\Pat\PTOSB21.doc

a3AIZ03d




EXPRES&,QAIL NO. EV064844092US

PTO/SB/17 (11-00
Approved for use through 10/31/2002. OMB 0651-003.

for FY 2002

Patent fees are subject to annual revision.

Complete if Known
Application Number | 09/997,279
Filing Date November 28, 2001

Ruth A. Chenault

First Named Inventor

Examiner Name

Group Art Unit 1631
TOTAL AMOUNT OF PAYMENT | %) | 954.00 Attorney Docket No. | 210121.501C1
METHOD OF PAYMENT FEE CALCULATION (continued)
E . 3. ADDITIONAL FEES
Payment Enclosed: Large Entity __ Small
@ Check D Credit card D Money Order I:I Other Fee Fee Fee  Fee Fee
; oy Y Code ) Code  ($) Fee Description Paid
eposit Account: 105 130 205 65 Surcharge - late filing fee or oath 130
Deposit R . "
Q”"l‘,’m 19-1090 127 50 227 25 (S)r;(;?’ae;g:hegte provisional filing fee
umber .
Deposit 139 130 139 130 Non-English specification
Account SLeL%d Intellectual Property Law Group 7 2500 147 2520 For filing a request for ex parte
Name g g reexamination
The Commissioner is authorized to (check all that apply) 12 9200 112 920" Requesting publication of SIR prior to
D Charge fee(s) indicated below Credit any overpayments Examiner action
» X . o 113 1,840* 113 1,840* Requesting publication of SIR after
D Charge any additional fee(s) during the pendency of this application Examiner action
D Charge fee(s) indicated below, except for the filing fee 15 10 215 55 Extension for reply within first month
B Charge any deficiencies 116 400 216 200 E‘)gre“r;‘swn for reply within second
to the above-identified deposit account, 117 920 217 460 Extension for reply within third month
D Applicant claims small entity status. See 37 CFR 1.27. 118 1,440 218 720 Extension for reply within fourth
month
FEE CALCULATION 128 1,960 228 980 Extension for reply within fifth month
T BASIC FILING FEE 119 320 219 160 Notice of Appeal
Large Entity Small Entity 120 320 220 160 Filing a brief in support of an appeal
Fee Fee($) Fee Fee($) Fee Description Fee 121 280 221 140 Request for oral hearing
Code Code Paid . R .
Petition to institute a public use
101 740 201 370  Utility filing fee 740 138 1510 138 1,510 proceeding P
106 330 206 165  Design filing fee 140 110 240 55 Petition to revive — unavoidable
107 510 207 255  Plant filing fee 141 1,280 241 640 Petition to revive — unintentional
108 740 208 370  Reissuefiling fee 142 1280 242 640 Utility issue fee (or reissue)
114 160 214 80  Provisional filing L
fee 143 460 243 230 Design issue fee
SUBTOTAL (1) $) 740 144 620 244 310 Plant issue fee
2. EXTRA CLAIM FEES 122 130 122 130 zetft!ons tolthe dCtommls‘ﬂ.onerI
Fee 123 50 123 50 etlt}on§ related to provisional
Extra from Fee applications
Claims below Paid 126 180 126 180 Submission of Information Disclosure
Total Claims [___] .~ o ] * = ‘ Stmt
ind dent Recording each patent assignment
(’:‘I epenaen E 3 = E * = 581 40 581 40 per property (times number of
aims properties)
Multiple » _ . . -
Dependent = 146 740 246 370 Filing a submission after final rejection
L Entt Small Enti (37 CFR § 1.129(a))
e En all Entit . .
He %e—_xFee 149 740 249 370 For each additional invention to be
3 .
Code $) Code ) Fee Description examined (37 CFR § 1.129(b))
103 18 203 9  Claims in excess of 20 179 740 279 370 Request for Continued Examination
102 84 202 42  Independent claims in excess of 3 (RCE)
104 280 204 140 Multiple dependent claim, if not paid 169 900 169 900 Request for expedited examination of a
 Reissue independent claims over design application
09 42 L
109 8 2 original patent Other fee (specify)
** Reissue claims in excess of 20
110 18 210 9 and over original patent
SUBTOTAL (2) ($) 84 *Reduced by Basic Filing Fee Paid SUBTOTAL (3) (8) 130
**or number previously paid, if greater; For Reissues, see above

SUBMITTED BY
e, | Julie A Urvatr, PhD. [ | 50261 RNV
g™ | ) 4 00500
Signature Um Date g ] ; g D PATENT TRADEMARK OFFICE

D:\NrPortbi\iManage\M

ELLEO\287129_1.DOC
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TRADEMARK OFF'IGEA

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
WaSHINGTON, D.C. 2023

www.uspto.gov
|  APPLICATION NUMBER i FILING/RECEIPT DATE |  FIRST NAMED APPLICANT | ATTORNEY DOCKET NUMBER |
09/997,279 11/28/2001 " Ruth A. Chenault 210121.501C1
//\({ )_, CONFIRMATION NO. 3122
gOESEOg INTELLECTUAL PROPERTY LAW GROUP PLLC FORMALITIES LECIER
SEED INTEVES A e O O A
SUITE 6300 ?E(: ,F SIS u *0C000000007709101*
SEATTLE, WA 98104-7092 .
MAR 2 9 7007
ee0 INTELLECTUAL ROPERTY Date Mailed: 03/25/2002
T Law GROUP PLLC

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)
Filing Date Granted

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained by
filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a).

¢ The statutory basic filing fee is missing.
Applicant must submit $ 740 to complete the basic filing fee for a non-small entity. If appropriate, applicant

may make a written assertion of entitlement to small entity status and pay the small entity filing fee (37
CFR 1.27).

o Total additional claim fee(s) for this application is $84.
= $84 for 1 independent claims over 3 .
e The oath or declaration is missing.

A properly signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by the
above Application Number and Filing Date, is required.

» To avoid abandonment, a late filing fee or oath-or declaration surcharge as set forth in 37 CFR 1.16(l) of
$130 for a non-small entity, must be submitted with the missing items identified in this letter.
¢ The balance due by applicant is $ 954.

A copy of this notice MUST be returned with the reply.

QU

Customer Service Center
Initial Patent Examination Division (703) 308-1202
PART 1 - ATTORNEY/APPLICANT COPY
05/30/2002 MBERKE 00000049 09997279

: 740.00 0P
8% IF:H?)% 130.00 OP
03 FC:102 84,00 0P
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March 2, 2004

Chad R. Walsh

Townsend and Townsend

Two Embarcadero Center, Eighth Floor
San Francisco, CA 94111-3834

In re application of:

James R. Shay et al DECISION ON PETITION
Serial No.: 09/997,311

Filed: November 27, 2001

For: COMPUTER IMPLEMENTED METHOD FOR COANTROLLING DOCUMENT EDITS

This is a decision on the petition received by fax on February 11, 2004, to withdraw the holding of abandonment in the
above-identified application.

The above-identified application became abandoned for failure to reply within the meaning of 37 C.F.R. 1.113 in timely
manner to the Notice to File Missing Parts of Application mailed December 19, 2001. Which set a shortened statutory
period for reply of two (2) months. Accordingly, this application became abandoned February 20, 2002. A notice of
abandonment was mailed on January 22, 2004.

On February 11, 2004, the office received a communication from the attorney of record. Enclosed was an
acknowledgment that the attorney responded to the Notice to File Missing Parts by fax on March 19, 2002, with two
months of extension. .

The evidence submitted is sufficient to establish that the petitioners responded to the Notice to File Missing Parts on
March 19, 2002. The application went abandoned for failure to respond to the Notice to File Corrected Application Papers
mailed on May 9, 2002. _

On May 9, 2002, the office sent out a Notice to File Corrected Application Papers to correct the drawing in the above
application. Counsel is given two month from the date of this Petition to respond to the notice.

The office regrets an inconvenience this may have caused counsel.
Telephone inquiries concerning this matter may be directed to Doshie E. Day at (703) 308-3640.

ol Fil

Doshie E. Day
. Program Management Assistant
Office Initial Patent Examination
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COPY MAILED
ROBERT DEBERARDINE
ABBOTT LABORATORIES JAN 1 6 2007
100 ABBOTT PARK ROAD -

"~ DEPT. 377/AP6A

ABBOTT PARK, IL 60064-6008 | OFFICE OF PETITIONS

In re Application of

Akiyo K. Claiborne, et al. : ’
Application No. 09/997,323 : ON PETITION
. Filed: November 30, 2001, : _ :
Attorney Docket No. 6754.US.02

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-identified application,
filed July 25, 2006. :

The petition is GRANTED.
The application became abandoned for failure to pay the issue fee on or before July 12, 2005. A

Notice of Abandonment was mailed on September 21, 2006. In response, on July 25, 2006, the
present petition was filed.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has sﬁpplied (1) the
reply in the form of the requisite issue/publication fee; (2) the petition fee of $1,500; and (3) an
adequate statement of unintentional delay.

The application is being referred to the Office of Publications to be processed into a patent.

Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing at Publishing Division should be directed to (571)

272-42Q0.

Sherry D. Brinkley
Petitions Examiner
Office of Petitions
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Paper No.

Daphne Reddy

HELLER EHRMAN WHITE & McAULIFFE LLP.
275 Middlefield Road

Menlo Park, California 94025-3506

Date: January 31, 2005
Application No. 09/997,349
Filing Date: November 15, 2001
Subject: PRO1159 Polypeptides

ON PETITION
37 CFR 1.48(b)

Receipt is acknowledged of the petitions filed December 1, 2004, under 37 CFR 1.48(b) for
correction of inventorship. The petition has been GRANTED.

In view of the claim amendments during prosecution, fewer than all of the currently named
inventors are the actual inventors of the invention being claimed in the present application.
Accordingly, this application has been changed by deleting the names of the following inventors,
who have not made an inventive contribution to the currently claimed subject matter: Avi
Ashkenazi, Kevin Baker, David Boston, Dan Eaton, Napoleone Ferrara, Sherman Fong,
Hanspeter Gerber, Mary Gerristen, J. Christopher Grimaldi, Ivar Kljavin, Mary Napier, James
Pan, Nicholas Paoni, Margaret Ann Roy, Timothy Stewart, Daniel Tumas, P. Mickey Williams,
Zemin Zhang. The application will be forwarded to the Office of Initial Patent Examination
(OIPE) for issuance of a corrected filing receipt, and correction of the file jacket and PTO PALM
data to reflect the inventorship as corrected.

David Blanchard

United States Patent and Trademark Office
Patent Examiner

Art Unit 1642

Remsen 3B11

571-272-0827




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, Vﬁsugg%ie
COPY MAILED
| JUL 06 2004
O’'MELVENY & MEYERS OFFICE OF PETITIONS Paper No.

114 PACIFICA, SUITE 100
IRVINE CA 92618

In re Application of

Michael J. Heller :

Application No. 09/997,374 ’ : ON PETITION
Filed: November 29, 2001 :

Attorney Docket No. 267/242

This is a decision on the petition, filed July 1, 2004, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee. This is also a
decision on the petition under 37 CFR 1.78(a)(3), filed July 1, 2004 and supplemented on
July 6, 2004, to accept an unintentionally delayed claim under 35 U.S.C. § 120 for the
benefét gfogriority to the prior-filed nonprovisional application set forth in the amendment filed
July 6, 4.

The petitions are GRANTED.
As to the petition under 37 CFR 1.313(c)(2):

The above-identified épplication is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 25, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

As to the petition under 37 CFR 1.78(a)(3):

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only
applicable to those applications filed on or after November 29, 2000. Further, the
petition is appropriate only after the expiration of the period specified in 37 CFR

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85). :



Application No. 09/997,374 -2-

1.78(a)(2)(ii}. In addition, the petition under 37 CFR 1.78(a)(3) must be
accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;? _

(2) the surcharge set forth in 8 1.17(t); and

(3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant pending application was filed on November 29, 2001, and was pending
at the time of filing of the instant petition. A reference to the prior-filed
nonprovisional application has been included in an amendment to the first sentence
of the specification following the title, as required by 37 CFR 1.78(a)(2)(iii).

The instant nonprovisional application was filed after November 29, 2000, and the
claim herein for the benefit of priority to the prior-filed nonprovisional application is
submitted after expiration of the period specified in 37 CFR 1.78(a)(2)(ii). Also, the
reference to the prior-filed nonprovisional application was submitted during the
pendency of the instant nonprovisional application, for which the claim for benefit of
priority is sought. See 35 U.S.C. § 120. Accordingly, having found that the instant
petition for acceptance of an unintentionally delayed claim for the benefit of priority
under 35 U.S.C. § 120 to the prior-filed nonprovisional application satisfies the
conditions of 37 CFR 1.78(a)(3), the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed
application under 37 CFR 1.78(a)(3) should not be construed as meaning that the
instant application is entitled to the benefit of the prior-filed application. In order for
the instant application to be entitled to the benefit of the prior-filed application, all
other requirements under 35 U.S.C. 8§ 120 and 37 CFR 1.78(a)(1) and (a)(2) must be
met. Similarly, the fact that the corrected Filing Receipt accompanying this decision
on petition includes the prior-filed application should not be construed as meaning
that applicant is entitled to the claim for benefit of priority to the prior-filed

application noted thereon. Accordingly, the examiner will, in due course, consider
this benefit claim and determine whether the instant application is entitled to the

2 Any nonprovisional application or international application designating the
United States of America claiming the benefit of one or more prior-filed copending
applications or international applications designating the United States of America must
contain or be amended to contain a reference (amendment to the first line of the
specification following the title or in an application data sheet (ADS) to each such prior-
filed application, identifying it by application number (consisting of the series code and
serial number) or international application number and international filing date filing date
and indicating the relationship of the applications. Cross references to other related
applications may be made when appropriate (see § 1.14).
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benefit of the earlier filing date.

Any inquiries concerning this decision may be directed to Karen Creasy at (703) 305-
8859.

The examiner of Technology Center Art Unit 1634 will consider applicant’s
entitlement to claim benefit of priority under 35 U.S.C. § 120 to prior-filed
nonprovisional Application No. 08/703,601, filed August 23, 1996.

Karen Creasy é

Petitions Examiner

Office of Petitions .

Office of the Deputy Commissioner
for Patent Examination Policy
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Zagorin O’Brien Graham LLP ' NOV

7600B N. Capital Of Texas HWY, Suite 350 14 2007

Austin, Texas 78731 OFFICE OF PETlTlONQ

In re Application of

Zhang :

Application No. 09/997,378 | : DECISION GRANTING PETITION

Filed: Nov 30, 2001
Atty Docket: 026-024

This decision is in response to applicants’ “APPLICATION FOR PATENT TERM
ADJUSTMENT UNDER TO 37 CFR § 1.705(b)” timely' filed on June 28, 2007 requesting that
the Office adjust the PTA from zero (0) days to a determination of three hundred and thirty-eight
(338) at the time of the mailing of the notice of allowance. :

Applicants’ application for PTA is GRANTED. The Office will make an adjustment to the PTA
determination from a determination of zero days to a determination of 338 days.

Applicants request that the Office erred in asserting that the response to the restriction
requirement was not received in the Office until November 15,2004. Applicants assert that the
actual response date to the restriction requirement occurred on September 3, 2003. Accordingly,
applicants assert that the three hundred and sixty-nine day reduction by the USPTO is in error.
Therefore, applicants assert that the total amount of PTA at the time of the mailing of the notice
of allowance 1s 338 days (460 + 194-136-180=338).

Applicants arguments are persuasive to the extent herein determined. A review of the records
reveal that Applicant did in fact respond to the restriction requirement within three months.
Applicants have copy of the fax transmittal receipt indicating that the response to the
election/restriction response was received in the Office on September 3, 2003.

Accordingly, the 369-day delay by applicant is in error in that the Office entered November 5,
2004 as the reply date rather than the actual date of September 3, 2003. Accordingly, the Office
delayed 194 days under 37 CFR 1.702(a)(1) and 460 days under 37 CFR 1.702(a)(2). Applicant
delayed 180 days under 37 CFR 1.704(c)(8) and 136 days under 37 CFR 1.704(b). The correct
amount of PTA is 338 days as asserted by applicant.

After the mailing of this decision, the Office will forward this application to the Office of Patent
Publications for a prompt issuance of the application. Any delays pursuant to 37 CFR 1.702(a)(4)
or 1.702(b) or reductions under 37 CFR 1.704(b) or 1.704(c)(10) will be included in the issue
notification letter determination that is mailed to applicants approximately three weeks prior to
the issue date.

'Issue fee paid on 6/28/2007.

Alexandria, VA 22313-1450



09/997378

The Office has assessed the $200.00 fee associated with this application. No additional fees are
required by applicant.

Any questions concerning this decision should be directed to Kery A. Fries, Senior Legal
Advisor, Office of Patent Legal Administration at 571-272-7757.

l =

Kery Fries

Senior Legal Advisor

Office of Patent Legal Administration
Office of Deputy Commissioner

for Patent Examination Policy.

Cc: Copy of adjusted PAIR calculation
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PATENT
Attomey Docket No.: 011453

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Group Art Unit 1762

Examiner Eric B. Fuller

In re application of
KEVIN KORNPROBST . . DEVICE FOR ASSURING
| PROPER APPLICATION OF
Serial No. 09/997,387 ' COATINGS - - -
Filed November 29, 2001
‘ T TO WITHDRAW AS COUNSEL
- . k
P Jy L1 ks UNDER 37 CF.R. § 2.19(c)

gy :‘ ) /
. L = ] \{ i -
. EERESEewRS St

March 25, 2004 M
Commissioner for Patents : @’%ﬂé
W it

Post Office Box 1450 o aal

Alexandria, Virginia 22313-1450 wﬂw ) G -1 M0k
o 7

Dear Sir:

As Attorney of Record in the above-identified application, I hereby request to withdmv;/,
pursuant to 37 CF.R. § 2.19(c), the following attomeys: Lynn J. Alstad!, Registration No.
29,362; George P. Baier, Registration No. 26,717; Dennis M. Carleton, Registration No. 40,938;
Craig G. Cochenour, Registration No. 33,666; Michael L. Dever, Registration No. 32,216;

John E. Grosselin, I, Registration No. 38,478; Bryan H. Opalko, Registration No. 40,751;
Michael G. Panian, Registration No. 32,623; and Carla J. Vrsansky, Registration No. 36,958. of
Buchanan Ingersoll, P.C., One Oxford Centre, 20th Floor, 301 Grant Street, Pittsburgh,

Pennsylvania 15219-1410.




Please direct all further correspondence directly to the Applicant at:
Mr. Kevin Komprobst
324 Old Gardner Drive
Somerset, Pennsylvania 15501
I am signing this Request on behalf of all the attorneys listed on the previous page.

This request is enclosed in triplicate.

Registration No. 38,478
BUCHANAN INGERSOLL, P.C.
One Oxford Centre

301 Grant Street

Pittsburgh, Pennsylvania 15219

Attomeys for Applicant
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UNITED STATES PATENT AND TRADEMARK OFFICE
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Paper No. 4
Brinks Hofer Gilson & Lione COPY MAILED
P.O. Box 10395
Chicago IL 60610 APR 0 9 2002
Bei o5y caten of § OFFICE OF PETITIONS
Application No. 09/997,392 ; DECISION GRANTING

Filed: November 28, 2001 : PETITION
Attorney Docket No. 115/453 :

This is a decision on the February 15, 2002 petition under 37 C.F.R. §1.10(c) requesting
that the above-identified application be accorded a filing date of November 28, 2001, rather
than the presently accorded filing date of November 29, 2001.

Petitioner alleges that the application was deposited in Express Mail service on November
28, 2001. In support, the petition is accompanied by a copy of Express Mail receipt no.
EL562416320US (the same Express Mail number found on the original application papers
located in the official file) showing a "date in" of November 28, 2001.

In view of the above, this petition is granted.

This application will be returned to Initial Patent Examination Division for correction of the
filing aate to November 28, 2001. '

Telephone inquiries concerning this matter may be directed to the undersigned in the
Office of Petitions at (703) 306-5593.

cott M ford

Attorne

Office of Petitions

Office of the Deputy Assistant Commissioner
for Patent Examination Policy

%



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

© Alexandria, VA 22313-1450
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L COPY MAILED
TOWNSEND AND TOWNSEND AND CREW LLP
TWO EMBARCADERO CENTER : DEC 0 7 2007

STHFLOOR |
SAN FRANCISCO, CA 94111-3834 ] ' OFFICE OF PETITIONS

In re Application of

Delany, et al. :

Application No.  09/997,409 : ON PETITION
Filed: November 30, 2001 s

Attorney Docket No. 021756-013400US

This is a decision on the petition filed November 6, 2007, which is being treated as a request under 37
CFR 3.81(b)' to correct, by way of a Certificate of Correction, the name of the ass1gnee on the front page
of the patent that will issue from the above-cited application’.

The request is granted.

N

Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-3222. Any
questions concerning the. issuance of the Certificate of Correctlon should be directed to the Certificate of
Correction Branch at (703) 305-8309.

The file is being forwarded to the Certificate of Correction Branch for issuance of the requested
Certificate of Correction.

0 G usfplor

Kenya A. McL#ghlin
Petitions Attorney
Office of Petitions

' See Official Gazette of June 22, 2004.
? The instant petition was filed after payment of the issue fee. Accordingly, the correction to the assignee’s name
could only be effected by way of Certificate of Correction after the application matures into a patent.
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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HELLER EHRMAN WHITE & MCAULIFFE COPY MAILED
275 MIDDLEFIELD ROAD JUN § 4 2004
MENLO PARK CA 94025-3506 |

"OFFICE OF PETITIONS
In re Application of :
Jaime E. Ramirez-Vick et al : DECISION ON PETITION
Application No. 09/997,475 : : UNDER 37 CFR 1.78(a)(3)

Filed: November 19, 2001
Attorney Docket No. 25527-0003 C1

This is a decision on the petition under 37 CFR 1.78(a)(3), filed October 22, 2003, to accept an
unintentionally delayed claim under 35 U S.C. §120 for the benefit of the prior-filed
nonprovisional applications.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant petition does not comply with item (1)

Petitioner failed to submit an amendment to the first sentence of the speciﬁcation following the
title to include a proper reference to the prior-filed applications or an Application Data Sheet.
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37 CFR 1.78(a)(2)(i) requires that any nonprovisional application claiming the benefit of one or
more prior-filed copending nonprovisional applications must contain or be amended to contain a
reference to each such prior-filed application, identifying it by application number (consisting of
the series code and serial number) and indicating the relationship of the applications.

Further, the instant petition reference Application No. 09/977,475 rather than 09/997,475.

Accordingly, before the petition under 37 CFR § 1.78(a)(3) can be granted, a renewed petition
under 37 CFR § 1.78(a)(3) and a substitute amendment' stating the relationship of the prior-filed
applications to the instant application is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
‘ Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:

2011 South Clark Place
Crystal Plaza Two Lobby
Room 1B03

Arlington, VA 22202

By fax: (703) 872-9306
ATTN: Office of Petitions

Any questions concerning this matter may be directed to the undersigned at (703) 305-8859 .

Karen Creasy é

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' Note 37 CFR 1.121
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HELLER EHRMAN WHITE & MCAULIFFE :

275 MIDDLEFIELD ROAD CoPY MAILED

MENLO PARK CA 94025-3506 JUL 1 42004
OFFICE OF PETITIONS

In re Application of :

Jaime E. Ramirez-Vick et al : DECISION ON PETITIONS

Application No. 09/997,475 : UNDER 37 CFR 1.78(a)(3) AND

Filed: November 19, 2001 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. 25527-0003 C1 :

This is a decision on the renewed petition filed June 18, 2004 which is being treated under 37
CFR §§ 1.78(a)(3) and 1.78(a)(6), to accept an unintentionally delayed claim under 35 U.S.C. §§
120 and 119(e) for the benefit of the prior-filed nonprovisional and provisional applications set
forth in the concurrently filed amendment.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(i1) and
1.78(2)(5)(i1). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by: '

(1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(1) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(i1) and 1.78(a)(5)(11) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional.
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The petition fails to comply with item (1) above.

37 CFR 1.78(a)(2)(i) requires that any nonprovisional application claiming the benefit of one or
more prior-filed copending nonprovisional applications must contain or be amended to contain a
reference to each such prior-filed application, identifying it by application number (consisting of -
the series code and serial number) and indicating the relationship of the applications. The
relationship between the applications is whether the subject application is a continuation,
divisional, or continuation-in-part of a prior-filed nonprovisional application. An example of a
proper benefit claim is: “This application is a continuation of Application No. 10/---, filed---." A
benefit claim that merely states: “This application claims the benefit of Application No. 10/---,
filed---,” does not comply with 37 CFR 1.72(a)(2)(i) since the proper relationship, which
includes the type of continuing application, is not stated. Also, the status of each nonprovisional
parent application (if it is patented or abandoned) should also be indicated, following the filing
date of the parent nonprovisional application. See Manual of Patent Examining Procedure, 8th
ed., (August 2001), Section 201.11, Reference to First Application. The amendment filed June
18, 2004 does not clearly state the relationship of Application No. 10/029,113 to the instant
application.

Accordingly, before the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) can be granted, a
renewed petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) and correction of the above matter is
required.

Further correspondence with respect to this matter should be addressed as follows:
By mail: » Mail Stop Petition

Commissioner for Patents

Post Office Box 1450

Alexandria, Va 22313-1450

By FAX: (703) 872-9306

Attn: Office of Petitions

By hand: 2011 South Clark Place
Crystal Plaza Two Lobby
Room 1B03

Arlington, VA 22202
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Any questions concerning this matter may be directed to the undersigned at (703) 8859.

Katign

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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HELLER EHRMAN WHITE & MCAULIFFE COPY MAILED

275 MIDDLEFIELD ROAD ,

MENLO PARK CA 94025-3506 NOV 3 0 2004
OFFICE OF PETITIONS

In re Application of :

Jaime E. Ramirez-Vick et al " : DECISION ON PETITION

Application No. 09/997,475 . UNDER 37 CFR 1.78(a)(3)

Filed: November 19, 2001
Attorney Docket No. 25527-0003 C1

This is a decision on the renewed petition under 37 CFR 1.78(a)(3), filed July 23, 2004, to accept
an unintentionally delayed claim under 35 U.S.C. §120 for the benefit of the prior-filed
nonprovisional applications.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by: -

1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant petition does not comply with item (1)

The amendment submitted with the instant petition is still not clear.
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Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.

The application is being referred to the Office of Patent Publicatioh.

Karen Creasy &M-dﬂ/

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



. :mff,
® @

Commissioner for Patents
United States Patent and Trademark Office
) Alexandria, Vﬁ? 2283?;-}:3
RECEIVED spio.gor
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H.E. W M. LLP
HELLER EHRMAN WHITE & MCAULIFFE ~
275 MIDDLEFIELD ROAD ‘ “OPY MA'LE D
MENLO PARK CA 94025-3506 ; JUL 142004
OFFICE OF PETITIONS
In re Application of : :
Jaime E. Rarnire§7Vick etal . : DECISION ON PETITIONS
Application No. 09/997,475 . UNDER 37 CFR 1.78(a)(3) AND

Filed: November 19, 2001 ' : UNDER 37 CFR 1.78(a)(6) .-.
Attomey Docket No. 25527-0003 C1 L ; .

This is a decision on the renewed petmon filed June 18 2004 which is bemg treated under 37
- CFR §§ 1.78(2)(3) and 1.78(a)(6), to'accept an unintentjonally delayed claim urider- 35US.C. §§
* 120 and 119(e) for the benefit of the prior-filed nonprov1s1onal and prowsmnal apphcatxons set
forth in the concurrently filed amendment. -

z'. S T O

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000. Further, the petition is
appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(ii). In addition, the petition under 37 CFR §§ 1. 78(a)(3) and 1.78(a)(6) must be
accompanied by:

* (1)  the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§ .
1.78(a)(2)(i) and 1.78(a)(5)(i) of the pnor-ﬁled appllcatlon unless
previously submitted;

2) - the surcharge set forth in § 1.17(t); and :
(3)  astatement that the entire delay between the date the claim was due |
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the

n‘-nm wae R‘AA wae unintont! innnal Tha Mamarinnianas sseace e
wwasass LSOV AAME e A AW \WNALAMAMODIVIASVA “l“J l\ﬂmv

additional where there is a question whether the delay was
unintentional.

REVIEWED
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The petition fails to comply with item (1) above.

37 CFR 1.78(a)(2)(i) requires that any nonprovisional application claimiing the benefit of one or
more prior-filed copending nonprovisional applications must contain or be amended to containa
reference to each such prior-filed application, identifying it by application number (consisting of
the series code and serial number) and indicating the relationship of the applications. The
relationship between the applications is whether the subject application is a continuation,
divisional, or continuation-in-part of a prior-filed nonprovisional application. An example ofa
proper benefit claim is: “This application is a continuation of Application No. 10/---, filed---" A
benefit claim that merely states: “This application claims the benefit of Application No. 10/---,
filed—--,” does not comply with 37 CFR 1.72(a)(2)(i) since the proper relationship, which
includes the type of continuing application, is not stated. Also, the status of each nonprovisional
parent application (if it is patented or abandoned) should also be indicated, following the filing:
* date of the parent nonprovisional application. See Manual of Patent Examining Procedure, Sth
ed., (August 2001), Section 201.11, Reference to First Application. The amendment filed June -
18, 2004 does not clearly state the relationship of Application No. 10/029,113 to the instant h
application. o - Lol '

Accordingly, before the petition under 37 CFR §§ 1.78(2)(3) and 1.78(a)(6) can be graritéd,a

" . renewed petition usder 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) and correction of the above matter is - B

required.- - :
Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
" Commissioner for Patents
Post Office Box 1450
Alexandria, Va 22313-1450 ~

ByFAX; . (703)872:9306
' Attn: Office of Petitions
By hand: - 2011 South Clark Place
Crystal Plaza Two Lobby
Room 1B03

Arlington, VA 22202
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Any questions concerning this matter may be directed to the undersigned at (703) 8859.

K agn

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 9

Chernoff Vilhauer McClung & Stenzel
1600 ODS Tower COPY MAILED

601 S.W. Second Avenue

Portland, OR 97204-3157 MAR 0 3 2004
OFFICE OF PETITIONS

In re Application of :

Leonard Hayden et al. : ON PETITION

Application No. 09/997,501
Filed: November 19, 2001
Attorney Docket No. KLR 1016.073

This is a decision on the petition under 37 CFR 1.137(b), filed February 20, 2004, to revive the above-identified
application.

The petition is Granted.

The above-identified application became abandoned for failure to reply in a timely manner in reply to the non-final
Office action mailed February 19, 2003, which set a shortened statutory period for reply of three months. No
extensions of time under the provisions of 37 CFR 1.136 have been obtained. Accordingly, the application became
abandoned on May 20, 2003. '

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum extendable period
for reply. See Inre Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988). Accordingly, since the $475
extension of time submitted with the petition on February 20, 2004 was subsequent to the maximum extendable
period for reply, this fee is unnecessary and will be credited to petitioner’s deposit account.

Telephone inquiries should be directed to the undersigned at (703) 308-6911.

The application is being forwarded to Technology Center AU 2829 for further processing.

Birecers ¥ O

Latrice Bond

Paralegal Specialist

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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COPY MAILED
JUN 17 2005
OFFICE OF PETITIONS

In re Application of

Himmel, et al. :

Application No. 09/997,504 : DECISION ON PETITION
Filed: November 11, 2001 ' : ’

Attorney Docket No. NREL-99-38

This is a decision on the petition to revive under 37 CFR
1.137(b), filed April 18, 2005.

The petition is GRANTED.

The above-identified application became abandoned for failure to
timely file a proper response to the final Office action mailed
August 19, 2004. Applicants filed an amendment on

November 22, 2004, made timely by including a Certificate of
Mailing dated November 19, 2004. However, the examiner determined
that the amendment did not prima facie place the application in
condition for allowance. Accordingly, an Advisory Action was
mailed on December 10, 2004, informing applicants that the
amendment would not be entered. No additional reply with an
extension of time having been received, the above-identified
application became abandoned on November 20, 2004. The mailing
of this decision precedes the mailing of a courtesy Notice of
Abandonment .

With the instant petition, petitioner paid the petition fee, made
the proper statement of unintentional delay, and filed a proper
reply in the form of a Request for Continued Examination (RCE),
including the required submission in the form of an amendment.
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Application No. 09/997,504 Page 2
The application file is being forwarded to Group Art Unit 1652
for consideration of the RCE, filed April 18, 2005.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

Cliff Congo

Petitions Attorney
Office of Petitions
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SHEPPARD, MULLIN, RICHTER & HAMPTON LLP
333 SOUTH HOPE STREET
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LOS ANGELES CA 90071-1448
COPY MAILED
FEB 2 2 2006
OFFICE OF PETITIONS
In re Patent No. 6,882,045 :
Issued: 19 April, 2005 : DECISION DISMISSING PETITION
Application No. 09/997,589 : UNDER 37 CFR 3.81(b)

Filed: 29 November, 2001
Atty Docket No. 6136-53804
(25916-162)

This is a decision on the petition, filed on 12 August, 2004,
which is being treated as a request under 37 CFR 3.81(b)! to
correct the assignee on the front page of the above-identified
patent by way of a Certificate of Correction.

The Office apologizes for the delay in responding to the present
petition and regrets any inconvenience to petitioner.

The request is DISMISSED.

Petitioners state that the assignee data was inadvertently
omitted from the Fee(s) Transmittal form PTOL-85(b) at the time
of payment of the issue fee. Accordingly, petitioners request
leave to correct the assignee data.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for
issuance of an application in the name of the
assignee submitted after the date of ‘payment of the
issue fee, and any request for a patent to be
corrected to state the name of the assignee, must
state that the assignment was submitted for

! See Official Gazette of June 22, 2004
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recordation as set forth in § 3.11 before issuance
of the patent, and must include a request for a
certificate of correction under § 1.323 of this
chapter (accompanied by the fee set forth in §
1.20(a) and the processing fee set forth in §
1.17(i) of this chapter.

The request under 37 CFR 3.81(b) was not accompanied by a request
for a certificate of correction (and fee) as required by 3.81(b).
As petitioner has failed to comply with the provisions of 37 CFR
3.81(a), the request cannot be granted.

A review of Office database assignment records reflects that an
assignment to FUJITSU LIMITED has been recorded. Therefore, upon
submission of the required certificate of correction and fee, it
would be appropriate for the Office to issue a certificate of
correction to correct the front page of the Letters Patent to
reflect that FUJITSU LIMITED was the assignee of record at the
time of issuance of the instant application into a patent. Note
also 35 U.S.C. § 152.

In view of the above the Certificates of Correction Branch is
instructed to issue a certificate of correction upon submission
by petitioner of a request for a certificate of correction (and
fee) which sets forth FUJITSU LIMITED as the assignee. No
certificate of correction will be issued which sets forth an
assignee other than the assignee set forth in this request. A
copy of this decision must accompany the request for a
Certificate of Correction.

No further renewed request under 37 CFR 3.81(b) is necessary for
consideration by the Office of Petitions for issuance of a
certificate of correction in the name of the assignee set forth
in this request, as this decision operates as an instruction to
the Certificates of Correction Branch to issue the requested
certificate of correction.

The address in the petition is different than the address in
office records. A courtesy copy of this decision is being mailed
to the address in the petition. All future correspondence will
be mailed solely to the address of record.

Inquiries concerning this decision should be directed to the
undersigned at (571) 272-3231.



Patent No. 6,882,045

After the submission by petitioner of the request for a
certificate of correction to correct the assignee data on the
front page of the Letters Patent, any questions pertinent thereto

should be directed to the Certificates of Correction Branch at
(703) 305-8309.

A Voo

Douglas 1. Wood
Senior Petitions Attorney
Office of Petitions

cc: SHEPPARD MULLIN RICHTER & HAMPTON LLP
FOUR EMBARCADERO CENTER, 17™ FLOOR
SAN FRANCISCO CA 94111-4106
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OFFICE OF PETITIONS
In re Application of : _ ‘
Kwasaki, et al. - : : DECISION ON APPLICATION

Application No. 09/997, 655 : FOR PATENT TERM ADJUSTMENT
Filed: November 29,. 2001 :
Atty. Dkt. No.: FUJR 19.202

This is a decision on the “APPLICATION FOR PATENT TERM
ADJUSTMENT UNDER 37 CFR 1.705,” filed March 7, 2008. This matter
is being properly treated under 37 CFR 1.705(b) as an
application for patent term adjustment.

The application for patent term adjustment (“PTA”) under 37 CFR
1.705(b) is hereby GRANTED TO THE EXTENT INDICATED HEREIN.

The correct determination of PTA at the time of the mailing of
the Notice of Allowance is 631 days. ‘

The Determination of Patent Term Adjustment under 35 U.S.C.

154 (b), mailed January 9, 2008, indicated a patent term
adjustment (PTA) to date of 491 days. The instant application
for PTA was timely filed March 7, 2008 prior to the payment of
the issue fee. Applicants argue that the application is entitled
to an overall adjustment of 688 days (827 days for Office delays
less 139 days for applicants’ delays) . a

Applicants do not contest the adjustment under 37 CFR 1.702(a)
of 827 days.

Applicants do not contest the reduction of 80 days assessed in
connection with applicants’ response filed September 22, 2006 in
response to the non-final Office mailed April 4, 2006.

Applicants do not contest the reduction of 29 days assessed in
connection with applicants’ response filed December 13, 2007 in
response to the final rejection mailed August 14, 2007.

Applicants do contest the reduction of 227 days assessed in _
connection with the reply filed March 20, 2006 in response to
the non-final Office action mailed November 18, 2005.



Application No. 09/373,625

Appllcants assert the correct reduction in this regard is 30
days.

A review of the record reveals that applicants are correct. The
non-final Office action was re-mailed November 18, 2005. Thus,
the adjustment of 827 days is properly reduced 30 days in
accordance with 37 CFR 1.704(b), as argued by applicants. The
reduction commenced February 19, 2006, the day after the date
that is three months after the date the non-final Office action
was mailed, and ended March 20, 2006, the date the response
thereto was filed. ‘

The adjustment of 827 days must also be reduced an additional 57.
days in connection with the submission of the RCE on March 14,
2007. In accordance with 37 CFR 1.704(b), the reduction
commenced January 18, 2007, the day after the date that is three
months after the date that the first final rejection was mailed,
and ended March 15, 2007, the date that the RCE was filed in
response to the final rejection.

In view thereof, at the time of allowance, the application is
entitled to an overall adjustment of 631 days (adjustments
totaling 827 days less reductions totaling 196 days).

The required PTA application fee of $200.00 has been charged to
appllcants dep051t account as authorized.

Applicants are further advised that the patent term adjustment
indicated in the patent will include any additional patent term
accrued pursuant to §§ 1.702(a) (4) and 1.702 (b).

The application file is being forwarded to the Office of Patent
Publication for issuance of a patent.

Telephone inquiries specific to this matter should be directed
to Petitions Attorney Alesia M. Brown at (571) 272-3205.

IZQ/‘&J\'\:.M
Kery Fries
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Adjusted PAIR Calculation
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Day : Monday .
- N f, N -i‘“ Date: 6/23/2008
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PTA Calculations for Application: 09/997655
Application Filing Date:|[11/29/2001 [ PTO Delay (PTO):|[827
Issue Date of Patent: I |F Three Years: [O
Pre-Issue Petitions: IO Applicant Delay (APPL): |336 |
Post-Issue Petitions:”O ' Total PTA (daysﬂ|63l J
PTO Delay Adjustment:||140 || |

File Contents History ' B
|Number" Date " Contents Description ”PTO||APPL||START|
| 64 1/06/23/2008]|ADJUSTMENT OF PTA CALCULATION BY PTO  [[140 || I

[101/09/2008[[MAIL NOTICE OF ALLOWANCE | I
1101/08/2008|[ISSUE REVISION COMPLETED [ |
[l01/08/2008][DOCUMENT VERIFICATION | I

NOTICE OF ALLOWANCE DATA VERIFICATION
COMPLETED :

01/07/2008|[NOTICE OF ALLOWABILITY

12/21/2007|[DATE FORWARDED TO EXAMINER
48  |(12/13/2007 AMENDMENT AFTER FINAL REJECTION 29 || 43
REQUEST FOR EXTENSION OF TIME - GRANTED

01/08/2008

47 ||12/13/2007

43 |08/14/2007MAIL FINAL REJECTION (PTOL - 326) (I I

| |
I 42 J08/13/2007|[FINAL REJECTION 0 |
[ 41 J07/27/2007]DATE FORWARDED TO EXAMINER | |

[ 40 ]07/18/2007]]RESPONSE AFTER NON-FINAL ACTION L | |

[ 39 ]04/19/2007MAIL NON-FINAL REJECTION |

[ 38 ][04/13/2007|NON-FINAL REJECTION o |

|

| 37 ][03/26/2007|DATE FORWARDED TO EXAMINER L

AMENDMENT SUBMITTED/ENTERED WITH
36 [03/14/2007 ey NG OF CPA/RCE
| 35 03/26/2007|DATE FORWARDED TO EXAMINER [ ]
34 llo3/14/2007|[REQUEST FOR CONTINUED EXAMINATION
(RCE)
DISPOSAL FOR A RCE/CPA/129 (EXPRESS
33 |j03/26/ 2007”ABANDONMENT IF CPA)
3 o34 /2007”REQUEST FOR EXTENSION OF TIME - GRANTED
| 31 ]/03/14/2007||WORKFLOW - REQUEST FOR RCE - BEGIN Ll I B

http://expoweb1:8001/cgi-bin/expo/PT Alnfo/pta.pl 6/23/2008
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| 30 [[03/15/2007|WORKFLOW - REQUEST FOR RCE - BEGIN N I |
| 29 |10/17/2006|[MAIL FINAL REJECTION (PTOL - 326) Ll L |
[ 28 |[10/14/2006|[FINAL REJECTION | I |
| 27 |10/03/2006|DATE FORWARDED TO EXAMINER N I N
| 26 (09/22/2006||RESPONSE AFTER NON-FINAL ACTION | J80 || 24 |
25 |loo/22/2006|REQUEST FOR EXTENSION OF TIME - GRANTED
| 24 ](04/04/2006|[MAIL NON-FINAL REJECTION I | I |
| 23 [(04/01/2006||[NON-FINAL REJECTION B I |
| 22 [03/24/2006|DATE FORWARDED TO EXAMINER Il i |
| 21 [03/20/2006|RESPONSE AFTER NON-FINAL ACTION [ {227 |[ 16 |

20 }|03/20/2006

REQUEST FOR EXTENSION OF TIME - GRANTED

03/21/2006||CASE DOCKETED TO EXAMINER IN GAU

MAIL NOTICE OF RESTARTED RESPONSE

11/18/2005 PERIOD

LETTER RESTARTING PERIOD FOR RESPONSE

L1/17/2005]1 . LETTER RE: REFERENCES)

||05/05/2005||MA1L NON-FINAL REJECTION

|[05/03/2005|[NON-FINAL REJECTION

104/08/2005][CASE DOCKETED TO EXAMINER IN GAU

|l04/08/2005]|CASE DOCKETED TO EXAMINER IN GAU

[10/01/2004||CASE DOCKETED TO EXAMINER IN GAU

IFW TSS PROCESSING BY TECH CENTER

06/07/2004 COMPLETE

REQUEST FOR FOREIGN PRIORITY (PRIORITY

11/29/2001|p  PERS MAY BE INCLUDED)

INFORMATION DISCLOSURE STATEMENT (IDS)

11/29/2001 FILED

INFORMATION DISCLOSURE STATEMENT (IDS)

11/29/2001 FILED

O

|l04/29/2003|IMISCELLANEOUS INCOMING LETTER

|

112/22/2002||CASE DOCKETED TO EXAMINER IN GAU

I

I

~ 1109/18/2002||CASE DOCKETED TO EXAMINER IN GAU

Il

[01/04/2002|| APPLICATION DISPATCHED FROM OIPE

L

|12/28/2001|{APPLICATION IS NOW COMPLETE

L

[[12/17/2001||CORRESPONDENCE ADDRESS CHANGE

|

1112/07/2001|[IFW SCAN & PACR AUTO SECURITY REVIEW

|

|

= IIN|W i3]

[[11/29/2001[INITIAL EXAM TEAM NN .

|
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Search Another: Application# | | l
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50TH FLOOR -
NEW YORK, NY 10020-1105 | SEP 16 2002
OFFICE OF PETITIONS

In re Application of

Gerald E. Bennington, et al. :

Application No. 09/997,659 : ON PETITION
Filed: November 29, 2001 :

Attorney Docket No. UV-133 CONT3

This is a decisibn on the petition under 37 CFR 1.313(c)(2) to withdraw the above-identified
application from issue after payment of the issue fee filed September 16, 2002.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on August 8, 2002, with a Certificate of Mailing
under 37 CFR 1.8 dated August 2, 2002, in the above-identified application cannot be
refunded. If, however, the above-identified application is again allowed, petitioner may
request that it be applied towards the issue fee required by the new Notice of Allowance. !
After receipt of the file in the Office of Petitions, the file will be forwarded to Technology
Center AU 2614 for further processing of the request for continued examination under 37
CFR 1.114.

Sherry D{ Brinkley
" Petitions\Examiner
Office of Petitions
Office of the Deputy Cgmmissioner

for Patent Examination Policy
(703) 305-9220

"The request to apply the issue fee to the new Notice must be made in writing and should be
accompanied by the new Issue Fee Transmittal Form PTOL-85(b), along with a copy of this decision.
Additionally, if the issue fee has increased from the previously paid issue fee, the balance due must be
submitted. Failure to timely request_in writing that the previously paid issue fee be applied towards the
new Notice and payment of any balance due will result in the abandonment of the application.
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Thomas V. Miller
Howrey Simon Arnold & White, LLP
PO Box 4433

Houston, TX 77210-4433 COPY MAILED

In re Application of DEC 2 0 2005
Joseph G. Farmerie * OFFICE OF PETITIONS

Application No. 09/997,678
DECISION ON PETITION
Filed: November 29, 2001

Attorney Docket No.  10807.0098.NPUS00

This is a decision on the petition under 37 CFR §1.137(b), October 11, 2005, to revive the above-
identified application.

The petition is granted.

This application became abandoned for failure to timely remit the issue fee of $1400.00 and publication
fee of $300.00 as required by the Notice of Allowance and Issue Fee Due (the “Notice”) mailed August 2,
2004. The Notice set forth a three (3) month statutory period for reply. No response was received within
the allowable period. Accordingly, this application became abandoned on November 3, 2004.

The issue fee of $1400.00 and publication of $300.00 were received on October 11, 2005.
Form PTOL-85(b) , filed October 11, 2005, is noted and made of record.

It is not apparent whether the person signing the statement of unintentional delay was in a position to have
firsthand or direct knowledge of the facts and circumstances of the delay at issue. Nevertheless, such
statement is being treated as having been made as the result of a reasonable inquiry into the facts and
circumstances of such delay. See 37 CFR 10.18(b) and Changes to Patent Practice and Procedure; Final
Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October
21, 1997). In the event that such an inquiry has not been made, petitioner must make such an inquiry. If
such inquiry results in the discovery that it is not correct that the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.
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The request for a change of the correspondence address cannot be entered because a person that is neither
the inventor, nor the assignee, or a person that has been given power of attorney in the application made
the request. Although a courtesy copy of the decision is being mailed to the address as cited on the
petition, all future correspondence will be mailed solely to the address of record until appropriate written
instructions to the contrary are received.

The application file is being forwarded to the Office of Patent Publications for processing into a patent.

Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-3222.

%aK/ by

Kenya A McLaughlin
Petitions Attorney
Office of Petitions

cc:
Monte R. Rhodes

3400 JP Morgan Chase Tower
600 Travis Street

Houston, TX 77002-3095
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In re Application of r OFFICE OF PETITIONS
Nancy P. Brody ‘ :
Application No. 09/997,689 : ON PETITION

Filed: December 3, 2001
Attorney Docket No. 3768P2398

This is a decision on the petition under 37 CFR 1.137(b), filed February 17, 2004, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
final Office action mailed June 11, 2003, which set a shortened statutory period for reply of three
(3) months. No extensions of time under the provisions of 37 CFR 1.136(a) was obtained. An
Advisory action was mailed September 30, 2003 indicating that the reply filed on September 15,
2003 failed to place the application in condition for allowance. Accordingly, the application
became abandoned on September 12, 2003. - '

Since the present RCE was filed without a submission, the uhentered amendment filed
September 15, 2003 will be considered the submission required under 37 CFR 1.114.

The application file is being forwarded to Technology Center 3700, Art Unit 3727 for processing
the Request for Continued Examination under 37 CFR 1.114 filed with the instant petition.

Telephone inquiries concerning this decision should be directed to the undersigned at
(703) 306-5594.

% Wdhiama
Retta Williams

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of

William P. Acker et al :

Application No. 09/997,693 : ON PETITION
Filed: November 30, 2001 :

Attorney Docket No. 21535-001

This is a decision on the petition, filed July 6, 2005, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c}(2).

Petitioner is advised that the issue fee paid on June 23, 2005 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 1745 will consider the request for continued
examination under 37 CFR 1.114,

Xajum

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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. OFFICE OF PETITIONS
In re Application of
Gerald Cowley et al : :
Application No. 09/997,694 : : DECISION GRANTING PETITION
Filed: November 30, 2001 ‘ : UNDER 37 CFR 1.137(f)

Attorney Docket No. 301928.3000-100

This is ‘a decision on the petition, filed April. 15, 2003,
revive the instant nonprovisional appllcatlon under the
unintentional provisions of 37 CFR 1.137(f).

. The petition is GRANTED.

Petitioner states that the instant nonprovisional application is
the subject of an application filed in a foreign country on
November 26, 2002. However, the U.S. Patent and Trademark Office
was unintentionally not notified of this filing within 45 days
subsequent to the filing of the subject appllcatlon in a foreign
country.

In view of the above, this application became abandoned pursuant
to 35 U.S.C. § 122(b) (2) (B) (iii) and 37 CFR 1.213(c) for failure
~to timely notify the Office of the filing of an application in a
foreign country, or under a multilateral international agreement,
that requires publication of applications 18 months after filing.

A petition under 37 CFR 1.137(f) must be accompanied by:
(1) the reply which is met by the notification of
such filing in a foreign country or under a

multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17 (m);
and ' :

(3) a statement that the entire delay in filing the
required reply from the due date of the reply until

Washlngton D.C. 20231 '
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the filing of a grantable petition was-
unintentional. .

The instant petition has been found to be in compliance with 37
CFR 1.137(f). Accordingly, the failure to timely notify the
Office of a foreign or international filing within. 45 days after
the date of filing of such foreign or international application
as provided by 35 U.S.C. § 122(b) (2) (B) (iii) and 37 CFR 1.213(c)
is accepted as having -been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § .

122 (b) (2) (B) (i) has been rescinded. A corrected Filing Receipt
which sets forth the projected publication date of July 31, 2003
accompanies this decision on petition. ‘

Any inquiries concerning this -decision méy be directed to the
undersigned at (703) 305-8680.

This application is being forwarded to Technology Center Art Unit
1744 to await a reply to the nonfinal Office action mailed March
31, 2003. Failure to timely reply to the March 31, 2003 Office
action will again result in the abandonment of the application.

Petitions Examiner

Office of Petitions -

Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Corrected Filing Receipt
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In re Application of . ‘
Cowley, Mason, . SEP- 0 82004
Eltomi and Dechant :
Application No. 09/997,694 : OFFICE OF PETITIONS

Filed: November 30, 2001 : ON PETITION
Title of Invention: :

METHODS OF USING CHLORINE

DIOXIDE AS A FUMIGANT

This is a decision on the Petition under 37 CFR § 1.182 to
permit joint prosecution, filed July 19, 2004.

Background

The oath or declaration for the above-identified application was
filed on May 20, 2002, wherein inventors Cowley, Mason, Eltomi
and Dechant appointed as counsel Bowditch & Dewey, LLP.

Subsequent to the filing of the oath, two assignments have been
recorded with this Office. 1In the first, inventor Cowley
executed an Assignment to Sterling Pulp Chemicals, Ltd.
("“Sterling”). Sterling continued with Bowditch & Dewey as
correspondent for the application. The assignment was recorded
on October 30, 2002. 1In the secorid, inventor Eltomi executed an
Assignment to Ashland Inc. (“Ashland”). Ashland appointed
itself as correspondent. The Assignment to Ashland was recorded
on February 19, 2003.

The instant petition

The instant petition is a request to enter as counsel of record
for Assignee Sabre Oxidation Technologies, Inc. (“Sabre”), Mark
E. Waddell, Esqg., and Kathleen Gersh, Esg., at Chadbourne & Park
LLP. An Assignment is included with the petition, executed by
inventor Mason, assigning his interest in the application to
Sabre. An Assignment executed by inventor Dechant is said to be
forthcoming. The petition further avers that inventors Mason
and Denchant previously executed assignments to Sabre; however,
the assignments listed the wrong application serial number. A
correct[ed] copy of the Assignment is “being submitted for
recordation under separate cover”. - Petition at p.2.

The petition further provides that Sterling’s successor in
interest, ERCO Worldwide (“ERCO”) it relinquishing its part
interest in this application. “A formal assignment of
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Sterling’s interest in this application is being prepared and
will be submitted in due course”. Id.

Sabre has filed a statement under 37 CFR 1.73(b), asserting that
its interest in this application is 50%, and filed a Revocation
of Prior Power of Attorney and Appointment of New Attorneys of
Record.

Analysis

Office records indicate that Sabre’s interest in this ‘
application is 25%. The assignment to Sabre has been executed
by inventor Mason only. Office records further indicate that
inventor Cowley executed an Assignment on October 3, 2002,
assigning his interest in the application to Sterling, and that
inventor Eltomi executed an assignment on February 7, 2003,
assigning his interest in the application to Ashland. A Power
of Attorney has not been filed by Sterling or Ashland. Finally,
the Office has no record that inventor Dechant has executed an
assignment in this application. In view of the above, Sabre,
Ashland, Sterling and inventor Dechant each own a 25% interest
in this application.

Accordingly, the petition is granted in part. The petition is
granted to the extent that Mark E. Waddell, Esqg., and Kathleen
Gersh, Esqg., at Chadbourne & Park LLP have been entered as
counsel of record for Assignee Sabre Oxidation Technologies,
Inc. (“Sabre”), but dismissed to the extent that Sabre’s
interest in the application is currently 25%, and not 50%.

In order to ensure that all interests are properly and
effectively represented, all further correspondence to the
Patent and Trademark Office (Office) must be signed by Richard
B. Hoffman et al., and the Law Firm of Bowditch & Dewey, LLP, as
counsel to prosecute this application on behalf of inventors
Cowley, Eltomi and Dechant, and likewise signed by Mark E.
Waddell or Kathleen Gersh, and the Law Firm of Chadbourne &
Parke, LLP as counsel to prosecute this application on behalf of
inventor Mason. Each attorney or agent signing subsequent
papers must indicate whom he or she represents.

All parties are reminded that dual correspondence is not
permitted, and will not be undertaken by this Office.

The Office will continue to conduct correspondence with the
attorneys first named in the application; the Law Firm of
Bowditch & Dewey, LLP, at the correspondence address of record
noted above, who will also be responsible for coordinating
replies or submissions to this Office. See, Manual of Patent
Examining Procedure (“MPEP”) 402.10.

It is noted that, notwithstanding this Decision, the inventors
may still jointly appoint or revoke power of attorney.
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This application is being returned to the Office of Initial
Patent Examination for continued processing.

Telephone inquiries concerning this decision should be directed
to the undersigned at (703) 305-0014.

gére% 1,. Woods

Petitions Attorney
Office of Petitions
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In re Application of : OFFICE OF PETITIONS
Winter, et al. :

Application No. 09/997,724 : DECISION NOTING JOINDER
Filed: November 30, 2001 : OF INVENTOR AND PETITION
Atty. Dkt. No. POW-011209 ‘ :. UNDER 37 CFR 1.47 (a) MOOT

Title: LEAK SENSOR FOR FLOWING
ELECTROLYTE BATTERIES

This is in response to the petition under 37 CFR 1.47(a),
filed March 19, 2002 and supplemented July 25, 2002.

In view of the joinder of the inventor, further consideration
under 37 CFR 1.47(a) is not necessary and the petition is
considered to be moot. This application does not have any
Rule 1.47(a) status and no such status should appear on the
file wrapper. This application need not be returned to this
Office for further consideration under 37 CFR 1.47(a).

This application is being forwarded to the Office of Initial
Patent Examination for further processing.

Telephone inquiries related to this decision may be directed
to the undersigned at (703) 305-0310.

W%\
KlesIa M. BroWn

Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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James A. Proctor, Jr.
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Issued: February 24, 2009
Appln. No.: 09/997,733
Filed: November 29, 2001 Our File:  TAN-2-1403.06.US
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For: SYSTEM AND METHOD FOR
CONTROLLING SIGNAL STRENGTH OVER
A REVERSE LINK OF A CDMA WIRELESS
COMMUNICATION SYSTEM

REQUEST FOR CERTIFICATE OF CORRECTION

Certificate of Corrections Branch
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Sir:

A Certificate of Correction under 35 U.S.C. §§ 254, 255 and 37 C.F.R. §§1.322,
1.323 is requested for U.S. Patent No. 7,496,072. Correction of the following errors is

requested.



Patentee: James A. Proctor, Jr.
Patent No.: 7,496,072

ON THE FACE PAGE

At section (56), U.S. PATENT DOCUMENTS, page 2, left column, after line
beginning with “5,373,502”, delete “5,375,124 A 12/1994 D’Amgrogio et al.” and insert
therefor --5,375,124 A 12/1994 D’Ambrogio et al.--.

At section (56), U.S. PATENT DOCUMENTS, page 2, left column, after line
beginning with “5,758,288”, delete “5,781,542 A * 7/1998 Ault et al. ... 370/342” and
insert therefor --5,781,542 A * 7/1998 Tanaka et al. ... 370/342--.

At section (56), U.S. PATENT DOCUMENTS, page 2, right column, after line
beginning with “6,031,827”, delete “6,049,535 A * 4/2000 Ozukturk et al. ... 370/335”
and insert therefor --6,049,535 A * 4/2000 Ozluturk et al. ... 370/335--.

At section (56), U.S. PATENT DOCUMENTS, page 3, left column, delete line
beginning with “6,504,830” and insert therefor
--6,504,830 B1 1/2003 Ostberg et al. ... 370/342--.

At section (56), U.S. PATENT DOCUMENTS, page 3, left column, delete line
beginning with “2002/0012332”, and insert therefor
--2002/0012332 A1 1/2002 Tiedemann et al.--.

At section (56), OTHER PUBLICATIONS, page 3, right column, delete line 2,

and insert therefor --cations Networks, Jun. 18, 1995--,



Patentee: James A. Proctor, Jr.
Patent No.: 7,496,072

At section (66), OTHER PUBLICATIONS, page 3, right column, delete line
beginning with “#531-981-20814-95C” and insert therefor
--#531-981-20814-95C , part 2 on 3GPP2 website (ftp:/ftp.3gpp2.org/--.

At section (56), OTHER PUBLICATIONS, page 4, at bottom of left column,
insert
--Attachment 2, High Speed Data RLP Lucent Technologies, Version 0.1, January 16,
1997.
Azad et al., Multirate Spread Spectrum Direct Sequence CDMATechniques, 1994, The
Institute of Electrical Engineers.
Data Service Options for Wideband Spread Spectrum Systems. TIA/EIA Interim
Standard. TIA/EIA/IS-707-A. April 1999.
Data Service Options for Wideband Spread Spectrum Systems: Introduction, PN-
3676.1 (to be published as TIA/EIA/IS-707.1), March 20, 1997 (Content Revision 1).
Data Services Option Standard for Wideband Spread Spectrum Digital Cellular
System. TIA/ETA/IS-99. TIA/EIA Interim Standard. July 1995.
Data Services Options Standard for Wideband Spread Spectrum Systems: Packet Data
Services. PN-3676.5 (to be published as TIA/EIA/IS-707.5)Ballot Version, May 30,
1997.
Ejzak, et al. Proposal for High Speed Packet Data Service, Version 0.1. Lucent

Technologies, January 16, 1997.



Patentee: James A. Proctor, Jr.
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Heine, Gunnar, “The Air-Interface of GSM”, in GSM Networks: Protocols, Terminology,
and Implementation, (MA: Artech House, Inc.), pp. 89-100 (1999).

Honkasalo, Harri. High Speed Data Air Interface. 1996.

Introduction to cdma2000 Spread Spectrum Systems, Release C. TIA/EIA Interim
Standard. TIA/EIA/IS-2000.1-C. May, 2002.

Knisely, Douglas, N. Telecommunications Industry Association Subcommittee TR-45.5
- Wideband Spread Spectrum Digital Technologies Standards. Banff, Alberta. February
24,1997 (TR45.5/97.02.24)21.

Knisely, Douglas, N. Telecommunications Industry Association Subcommittee TR-45.5
- Wideband Spread Spectrum Digital Technologies Standards, Working Group III-
Physical Layer. Banff, Alberta. February 24, 1997 (TR45.5/97.02.24)22,

Melanchuk et al.. CDPD and Emerging Digital Cellular Systems, Digest of Papers of
COMPCN, Computer Society Conference 1996, Santa Clara, CA, no. CONF. 41,
February 25, 1996, pp. 2-8, XP000628458.

Motorola, Version 1.0. Motorola High Speed Data Air Interface Proposal Comparisons
and Recommendations. January 27, 1997.

MSC-BS Interface (A-Interface) for Public 800 MHz. TIA/EIA/IS-634-A. TIA/EIA
Interim Standard (Revision of TIA/EIA/IS-634) July 1998.

MSC-BS Interface for Public 800 MHz. TIA/EIA/IS-634. TIA/EIA Interim Standard,

December 1995.
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Ott, David TR45.5, CDMA WBSS Technical Standards Meeting Summary. February
24-28, 1997 Banff, Alberta.

Ovesjo Frederik, European Telecommunication Standard, SMG2 UMTS Physical Layer
Expert Group, “UTRA Physical Layer Descriptions FDD parts” (v0.4, 1998-06-25), pp.
1-41, XP-002141421.

Physical Layer Standard for cdma2000 Spread Spectrum Systems, Release C. TIA/EIA
Interim Standard. TIA.EIA/IS-2000.2C. May, 2002.

Shacham, et al., “A Selective-Repeat-ARQ Protocol for Parallel Channels and Its
Resequencing Analysis,” IEEE Transactions On Communications, XP000297814, 40
(4): 773-782 (Apr. 1997).

Simpson, W. (Editor). “RFC 1661 - The Point-to-Point Protocol (PPP).” Network

Working Group, July 1994, pgs. 1-35. http://www.faqs.org/rfcs/rfc1661.html.

Simpson, W. (Editor). “RFC 1662 - PPP in HDLC-Like Framing.” Network Working
Group, July 1994, pgs. 1-17. http://www.fags.org/rfes/rfc1662.html.

Stage 1 Service Description for Data Services - High Speed Data Services (Version
0.10) CDG RF 38. December 3, 1996.

Support for 14.4 kbps Data Rate and PCS Interaction for Wideband Spread Spectrum
Cellular Systems. TSB74, December 1995. TIA/EIA Telecommunications Systems
Bulletin.

Telecommunications Industry Association Meeting Summary. Task Group I, Working

5.
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Group III, Subcommittee TR45.5. February 24-27, 1997. Banff, Alberta.
Telecommunications Industry Association Meeting Summary. Task Group I, Working
Group III, Subcommittee TR45.5. January 6-8, 1997. Newport Beach, California.
Upper Layer (Layer 3) Signaling Standard for cdma2000 Spread Spectrum Systems,
Release C. TIA/EIA Interim Standard. TIA/EIA/IS-2000.5-C. May, 2002.

WWW.CDG.ORG/NEWS/PRESS/1997.ASP. CDA Press Release Archive, 1997.--.

IN THE SPECIFICATION

At column 2, line 21, after the word “Access” delete “(EDNA)” and insert therefor
--(FDMA)--.

At column 3, delete lines 5-13, and insert therefor
--In addition, the existing CDMA system requires certain operations before a channel
can be used. Both access and traffic channels are modulated by so-called long code
pseudonoise (PN) sequences; therefore, in order for the receiver to work properly it
must first be synchronized with the transmitter. The setting up and tearing down of
channels therefore requires overhead to perform such synchronization. This overhead
results in a noticeable delay to the user of the subscriber unit.--.

At column 5, line 57, after the word “standard” delete “ISON” and insert therefor
--ISDN--,

At column 6, line 58, before the word “these” delete “bands” and insert therefor

--band--.
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At column 9, line 47, after “400,” delete “t0” and insert therefor --or--.
IN THE CLAIMS
At claim 1, column 10, line 17, before the words “at least” insert --control--.

At claim 6, column 10, line 50, before the words “no data” delete “there is”.
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REMARKS
Patentees believe that the above errors are of such a nature as to justify the
issuance of a Certificate of Correction. Patentees have enclosed a completed Certificate
of Correction Form PTO/SB/44.
Since at least one of the errors was caused by Applicants, please charge the
surcharge fee pursuant to C.F.R. §1.20(a) of $100.00 to the Deposit Account of
InterDigital Communications Corporation, Deposit Account No. 09-0435.

Patentees respectfully request that the Certificate of Correction be issued.

Respectfully submitted,

James A. Proctor, Jr.

By(/Jeseph P. Gushue/
Joseph P. Gushue
Registration No. 59,819
(215) 568-6400

Volpe and Koenig, P.C.
United Plaza, Suite 1600
30 South 17th Street
Philadelphia, PA 19103

JPG/emb
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INVENTOR(S)  : James A. Proctor Jr.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

ON THE FACE PAGE

At section (56), U.S. PATENT DOCUMENTS, page 2, left column, after line beginning with
“5,373,502”, delete ‘5,375,124 A 12/1994 D’Amgrogio et al.” and insert therefor
--5,375,124 A 12/1994 D’Ambrogio et al.--.

At section (56), U.S. PATENT DOCUMENTS, page 2, left column, after line beginning with
“5,758,288”, delete 5,781,542 A *7/1998 Aultet al. ... 370/342” and insert therefor
--5,781,542 A *7/1998 Tanakaetal. ... 370/342--.

At section (56), U.S. PATENT DOCUMENTS, page 2, right column, after line beginning with
“6,031,827”, delete 6,049,535 A * 4/2000 Ozukturk et al. ... 370/335” and insert therefor
--6,049,535 A * 4/2000 Ozluturk et al. ... 370/335--.

At section (56), U.S. PATENT DOCUMENTS, page 3, left column, delete line beginning with
“6,504,830” and insert therefor --6,504,830 B1 1/2003 Ostberg et al. ... 370/342--.

At section (56), U.S. PATENT DOCUMENTS, page 3, left column, delete line beginning with
“2002/0012332”, and insert therefor --2002/0012332 A1 1/2002 Tiedemann et al.--.

At section (56), OTHER PUBLICATIONS, page 3, right column, delete line 2, and insert therefor
--cations Networks, Jun. 18, 1995--.
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At section (56), OTHER PUBLICATIONS, page 3, right column, delete line beginning with
“#531-981-20814-95C” and insert therefor
--#531-981-20814-95C , part 2 on 3GPP2 website (ftp:/ftp.3gpp2.org/--.

At section (56), OTHER PUBLICATIONS, page 4, at bottom of left column, insert

--Attachment 2, High Speed Data RLP Lucent Technologies, Version 0.1, January 16, 1997.

Azad et al., Multirate Spread Spectrum Direct Sequence CDMATechniques, 1994, The Institute of
Electrical Engineers.

Data Service Options for Wideband Spread Spectrum Systems. TIA/EIA Interim Standard.
TIA/EIA/IS-707-A. April 1999.

Data Service Options for Wideband Spread Spectrum Systems: Introduction, PN-3676.1 (to be published
as TIA/EIA/IS-707.1), March 20, 1997 (Content Revision 1).

Data Services Option Standard for Wideband Spread Spectrum Digital Cellular System. TIA/EIA/IS-99.
TIA/EIA Interim Standard. July 1995.

Data Services Options Standard for Wideband Spread Spectrum Systems: Packet Data Services.
PN-3676.5 (to be published as TIA/EIA/IS-707.5)Ballot Version, May 30, 1997.

Ejzak, et al. Proposal for High Speed Packet Data Service, Version 0.1. Lucent Technologies, January
16, 1997.

Heine, Gunnar, “The Air-Interface of GSM”, in GSM Networks: Protocols, Terminology, and
Implementation, (MA: Artech House, Inc.), pp. 89-100 (1999).

Honkasalo, Harri. High Speed Data Air Interface. 1996.

Introduction to cdma2000 Spread Spectrum Systems, Release C. TIA/EIA Interim Standard.
TIA/EIA/IS-2000.1-C. May, 2002.
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Knisely, Douglas, N. Telecommunications Industry Association Subcommittee TR-45.5 - Wideband
Spread Spectrum Digital Technologies Standards. Banff, Alberta. February 24, 1997 (TR45.5/97.02.24)
21.

Knisely, Douglas, N. Telecommunications Industry Association Subcommittee TR-45.5 - Wideband
Spread Spectrum Digital Technologies Standards, Working Group III-Physical Layer. Banff, Alberta.
February 24, 1997 (TR45.5/97.02.24)22.

Melanchuk et al.. CDPD and Emerging Digital Cellular Systems, Digest of Papers of COMPCN,
Computer Society Conference 1996, Santa Clara, CA, no. CONF. 41, February 25, 1996, pp. 2-8,
XP000628458.

Motorola, Version 1.0. Motorola High Speed Data Air Interface Proposal Comparisons and
Recommendations. January 27, 1997.

MSC-BS Interface (A-Interface) for Public 800 MHz. TIA/EIA/IS-634-A. TIA/EIA Interim Standard
(Revision of TIA/EIA/IS-634) July 1998.

MSC-BS Interface for Public 800 MHz. TIA/EIA/1IS-634. TIA/EIA Interim Standard, December 1995.
Ott, David TR45.5, CDMA WBSS Technical Standards Meeting Summary. February 24-28, 1997 Banff,
Alberta.

Ovesjo Frederik, European Telecommunication Standard, SMG2 UMTS Physical Layer Expert Group,
“UTRA Physical Layer Descriptions FDD parts” (v0.4, 1998-06-25), pp. 1-41, XP-002141421.
Physical Layer Standard for cdma2000 Spread Spectrum Systems, Release C. TIA/EIA Interim
Standard. TIA.EIA/IS-2000.2C. May, 2002.

Shacham, et al., “A Selective-Repeat-ARQ Protocol for Parallel Channels and Its Resequencing
Analysis,” IEEE Transactions On Communications, XP000297814, 40 (4): 773-782 (Apr. 1997).

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Volpe and Koenig, P.C.

United Plaza, Suite 1600

30 South 17th Street

Philadelphia, PA 19103

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this forr and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




PTO/SB/44 (04-05)
Approved for use through 04/30/2007.
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page 4 of_®

PATENT NO. : 7,496,072
APPLICATION NO.: 09/997,733
ISSUE DATE : February 24, 2009

INVENTOR(S)  : James A. Proctor Jr.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

Analysis,” IEEE Transactions On Communications, XP000297814, 40 (4): 773-782 (Apr. 1997).
Simpson, W. (Editor). “RFC 1661 - The Point-to-Point Protocol (PPP).” Network Working Group, July
1994, pgs. 1-35. http://www.fags.org/rfcs/rfc1661.html.

Simpson, W. (Editor). “RFC 1662 - PPP in HDLC-Like Framing.” Network Working Group, July 1994,
pgs. 1-17. http://www.fags.org/rfcs/rfc1662.html.

Stage 1 Service Description for Data Services - High Speed Data Services (Version 0.10) CDG RF 38.
December 3, 1996.

Support for 14.4 kbps Data Rate and PCS Interaction for Wideband Spread Spectrum Cellular Systems.
TSB74, December 1995. TIA/EIA Telecommunications Systems Bulletin.

Telecommunications Industry Association Meeting Summary. Task Group I, Working Group III,
Subcommittee TR45.5. February 24-27, 1997. Banff, Alberta.

Telecommunications Industry Association Meeting Summary. Task Group I, Working Group III,
Subcommittee TR45.5. January 6-8, 1997. Newport Beach, California.

Upper Layer (Layer 3) Signaling Standard for cdma2000 Spread Spectrum Systems, Release C. TIA/EIA
Interim Standard. TIA/EIA/IS-2000.5-C. May, 2002.

WWW.CDG.ORG/NEWS/PRESS/1997.ASP. CDA Press Release Archive, 1997.--.
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At column 3, delete lines 5-13, and insert therefor --In addition, the existing CDMA system requires
certain operations before a channel can be used. Both access and traffic channels are modulated by
so-called long code pseudonoise (PN) sequences; therefore, in order for the receiver to work properly it
must first be synchronized with the transmitter. The setting up and tearing down of channels therefore
requires overhead to perform such synchronization. This overhead results in a noticeable delay to the
user of the subscriber unit.--.

At column 3, line 57, after the word “standard” delete “ISON” and insert therefor --ISDN--.
At column 6, line 58, before the word “these” delete “bands™ and insert therefor --band--.
At column 9, line 47, after “400,” delete “to”” and insert therefor --or--.

IN THE CLAIMS
At claim 1, column 10, line 17, before the words “at least” insert --control--.

At claim 6, column 10, line 50, before the words “no data’ delete “there is”.
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Pleaée respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES: .

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 9D62-B
Palm Location 7580

Certiﬁcvates of Correction Branch
703-756-1591

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. ’

X Approved All changes apply.

O Approved in Part Specify below which changes do not apply.

O Denied State the reasons for denial below.
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|Verified and approved certificate of correction filed on 06/10/2009. /V.H./|
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Patrick J. S. Incuye, P.S.
810 Third Avenue

Suite 258 MA'L

Seattle, WA 98104

JUN 1 3 2002
o DIRECTOR OFFICE
In re Application of TECHNOLOGY CENTER 2100
Janet MARQUES .

Application No. 09/997,759

Filed: November 30, 2001

For: APPLICATION-INDEPENDENT
SYSTEM AND PROCESS FOR
DYNAMICALLY GENERATING
LOW-COMPLEXITY GRAPHICS
EMBEDDED AS WEB CONTENT
USING A TAG-DELIMITED SCRIPT

DECISION ON REQUEST FOR
WITHDRAWAL AS ATTORNEY

Nt Nt N Nt Nt St Nt N N Nt

This is a decision on the Request To Withdraw from Representation filed April 18, 2002.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
indication that one attorney is signing on behalf of another/others. A request to withdraw will not
be approved unless at least 30 (thirty) days would remain between the date of approval and the later
of the expiration date of a time to file a response or the expiration date of the maximum time period
which can be extended under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being the date
of decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further requires that
the applicant or patent owner be notified of the withdrawal of the attorney or agent.

The request is GRANTED.

All future communications from the Office will be directed to the below-listed address until
otherwise notified by applicant. This correspondence address is provided by the withdrawn
attorney(s). Applicant is reminded of the obligation to promptly notify the Patent and Trademark
Office (Office) of any change in correspondence address to ensure receipt of all communications
from the Office.

COMMISSIONER FOR PATENTS
UNSTED STATES PATENT AND TRADEMARK OFFICE
WasHINGTON, D.C. 20231

Ww_USPLD gov
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Vincent N. Trans

Special Programs Examiner
Technology Center 2100

Computer Architecture, Software, and
Electronic Commerce

(703) 305-9750

cc: Hickman, Palermo, Truong & Becker
1600 Willow Street
San Jose, CA 95125
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Commissioner for Patents
United States Patent and Trademark Office
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WELSH & KATZ, LTD.
120 S RIVERSIDE PLAZA
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CHICAGO, IL 60606 : Sep 2 0 2007

" OFFICE OF PETITIONS

In re Application of

T. Mukhopadhyay et al :

Application No. 09/997,774 , : DECISION ON PETITION
Filed: November 30, 2001 ‘-

Attorney Docket No.

7416/78598-PPA 6

This is a decision on the petition under 37 CFR 1.137(b), filed
June 13, 2007 to revive the above-identified application. 1In
view of the facts of this case, the petition is being treated as
a petition under 37 CFR 1.181(a) requesting withdrawal of the
holding of abandonment.

The petition treated under 37 CFR 1.181(a) is GRANTED.

A Notice of Abandonment ‘was mailed on May 31, 2007 stating this
application is abandoned since “[t]he two-month suspension
period has ended and [the] RCE is improper since no submission
under 37 CFR 1.114 has been filed.” .

A review of the file record discloses that a final Office action
was mailed on May 17, 2006, which set a three (3) month
shortened statutory period for reply. Accordingly, a reply was
due on or before August 17, 2006, or on or before November 17,
2006 with the appropriate extension of time fee. On August 17,
2006, petitioner submitted an amendment, which was deemed by the
Advisory Action of September 28, 2006 to not place the
application in condition for allowance. Thereafter, on November
17, 2006, a request for continued examination (RCE) under 37 CFR
1.114, was filed, along with a request to suspend for two months
and a three (3) month extension of time fee of $1,020. 1In a
communication mailed on May 21, 2007, the examiner granted the
request to suspend under 37 CFR 1.103 and indicated that
applicant is required to notify the examiner and request

www.uspto.gov
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4

continuance of prosecution or a further suspension, citing MPEP
Section 709. A Notice of Abandonment was mailed on May 21, 2007
holding this application abandoned for the reasons stated above.

MPEP 706.07 (h) (II), under submission requirement, states that
the submission in an RCE may be “a previously filed amendment
after final (whether or not entered) * * *, Therefore, a
submission was present at the time of filing the RCE on November
17, 2006; i.e., the amendment filed on August 17, 2006 in
response to the final Office action of May 17, 2006. It should
be noted here that an examiner cannot grant a request to suspend
where the submission'requirement has not been met under 37 CFR
1.114. As the request to suspend was granted, it was recognized
that a proper submission under 37 CFR 1.114 had been submitted.
Accordingly, the statement in the Notice of Abandonment that
there was no submission as required by 37 CFR 1.114 was
improper.

Further, an application does not go abandoned merely because an
applicant fails to notify the Office to either request ,
continuance of prosecution or a further suspension. As noted in
MPEP 709, notification of the approval of the suspension will be
mailed to the applicant, which acts to suspend further action by
the examiner. Once the suspension period has expired, the
application will be placed on the examiner’s docket for further
prosecution. An applicant may at any time during suspension
submit a letter requesting examination but does not have to
request the Office to act on his case after a suspension has
expired. Therefore, this application did not go abandoned for
failure of the applicant to notify the Office to either continue
prosecution or request a further suspension.

For the reasons stated above, the Notice of Abandonment mailed
on May 31, 2007 is vacated and the holding of abandonment
withdrawn. : :

In view of the favourable treatment of this petition under the
provisions of 37 CFR 1.181(a), the $1,500 fee submitted for the
petition to revive is unnecessary and will be refunded to
petitioner’s deposit account in due course.

Inquiries concerning this decision may be directed to the
undersigned at (571) 272-3218. 'Inquiries concerning either the
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status or examination of this application should be'directed'to
the Technology Center.

This application is being referred to Technology Center AU 2616
for processing the RCE filed on November 17, 2006 and for taking
appropriate action in the normal course of business on the
submission under 37 CFR 1.114.

Petitions Examiner
Office of Petitions
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RONALD M. ANDERSON COPY MAILED
MICROSOFT CORPORATION
600 108TH AVENUE N.E., SUITE 507 FEB 1 0 2006

BELLEVUE, WA 98004 OFFICE OF PETITIONS

In re Application of Ledoux et al. :

Application No. 09/997,801 : Decision on Petition
Filing Date: November 30, 2001 :

Attorney Docket No. MICR0218

This is a decision on the petition under 37 CFR 1.137(b), filed October 17, 2005, to revive the
above-identified application.

The petition is granted.

The above-identified application became abandoned for failure to submit the issue fee in a timely
manner in reply to the Notice of Allowance mailed June 28, 2005, which set a statutory period
for reply of three (3) months. Accordingly, the above-identified application became abandoned
on September 29, 2005.

The instant petition requests revival of the application.

Petitioner has met the requirements to revive the above-identified application pursuant to 37
CFR 1.137(b). Therefore, the petition is granted and the application is revived.

The Office of Patent Publications will be notified of the instant decision so that it may take steps
to have the application issued as a patent.

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven-Brantley at (571) 272-3203.

Charles Steven Brantley-
Senior Petitions Attorney
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COOK, ALEX, MCFARRON, MANZO,
CUMMINGS & MEHLER LTD

SUITE 2850 4

200 WEST ADAMS STREET COPY MAILED

CHICAGO IL 60606 MAY 1 3 2005
OFFICE OF pPeT| ITICNS

In re Application of

Charles Martinka :

Application No. 09/997,805 : DECISION ON PETITION
Filed: November 30, 2001 :

Attorney Docket No. 121 P 120

This is a decision on the petition under 37 CFR 1.137(b), filed
April 21, 2005, to revive the above-identified application.

This application became abandoned for failure to reply timely to the
nonfinal Office Action mailed June 16, 2004, which set a three (3)
month shortened statutory period to reply. Accordingly, this
application became abandoned on September 17, 2004. A Notice of
Abandonment was mailed on January 18, 2005.

Petitioner has met the requirements to revive the above-identified
application pursuant to 37 CFR 1.137(b). Petitioner submitted the
required reply in the form of an amendment, paid the petition fee,
and made the proper statement of unintentional delay.

The petition is granted.
The matter is being referred to Technology Center Art Unit 3723.

Telephone inquiries should be directed to the undersigned at
(571) 272-3211.

Coniodina Yt Dormadld

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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DEC 10 200

Paper No. 4

Townsend and Townsend and Crew LLP
Two Embarcadero Center

Eighth Floor

San Francisco, CA 94111-3834

In re Application of: )
Rajiv Maheshwari )
Application No. 09/997,839 )
Filed: November 29, 2001 ) DECISION ON REQUEST FOR
For: METHOD FOR TRANSFERRING ) WITHDRAWAL AS ATTORNEY
MESSAGES ALONG OPTIMALLY )
REDUNDANT NETWORK PATHS )
IN A DISTRIBUTED )
COMMUNICATION NETWORK )

This is a decision on the Request To Withdraw from Representation filed November 18, 2002.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a
clear indication that one attorney is signing on behalf of another/others. A request to withdraw
will not be approved unless at least 30 (thirty) days would remain between the date of approval and
the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1. 136(a). The effective date of withdrawal being
the date of decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further
requires that the applicant or patent owner be notified of the withdrawal of the attorney or
agent.

The request is signed by Charles J. Kulas alone and does not contain a clear indication that Mr.
Kulas is authorized to sign on behalf of the other attorneys of record and is signing on behalf of the
other attorneys of record. Furthermore, there is no indication that Applicant has been notified of the
request for withdrawal. Accordingly, the request is DENIED.

All future communications from the United States Patent and Trademark Office (Office) will
continue to be directed to the above-listed address until otherwise notified by applicant. Applicant
is reminded of the obligation to promptly notify the Office of any change in correspondence address
to ensure receipt of all communications from the Office.
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Decision on Pe