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In re Patent No. 7,379,215

Issue Date: May 27, 2008 :

Application No. 10/330,545 : ON PETITION
Filed: December 30, 2002 :

Attorney Docket No. 16406-

008001/ ULTRAVOX

This is a decision on the petition filed August 12, 2008, which is being treated as a request under
37 CFR 3.81(b)' to correct the name of the assignee on the front page of the above-identified
patent by way of a Certificate of Correction.

The request is GRANTED.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
6842. Inquiries regarding the issuance of a certificate of correction should be directed to the
Certificate of Correction Branch at (571) 272-4200.

The Certificates of Correction Branch will be notified of this decision granting the petition under
37 CFR 3.81(b) and directing issuance of the requested Certificate of Correction.

Petitions Examiner
Office of Petitions

1 See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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_ OFFICE OF PETITIONS
In re Application of - DECISION ACCORDING STATUS
Tan-Joong Park et al. : UNDER 37 CFR 1.47(a)

Application No. 10/330,548
Filed: December 30, 2002
Attorney Docket No. P-0474

IT; i(s ;n response to the petition, filed April 2, 2003 to accord status under 37 CFR
47 (a).

The petition is GRANTED.

The above-identified application was filed on December 30, 2002. The application
names as inventors Tan-Joong Park and Hun-Geun Song. The declaration is signed by
inventor Park only. The applicant files this petition alleging that joint inventor Son
refuses to execute the oath/declaration and thus seeks status under 37 CFR 1.47?a).

By declaration of Bong-Kyoung Kim, Assistant Manager of LG Enterprises, Mr. Son
verbally refused in a conversation with Mr. Kim, to accept the application papers an
refused to execute the oath/declaration.

A grantable petition under 37 CFR § 1.47(a) requires: (1) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been
presented with the application papers (specification, claims and drawmgs?; 82) an
acceptable oath or declaration in compliance with 35U.S.C. t§$| 115 and 116; (3) the
petition fee; and (4) a statement of the last known address of the non-signing inventor.

The above-identified ?:pF?Iication and papers have been reviewed and found in
compliance with 37 CFR § 1.47(a). In view thereof, this application is hereby accorded

Rule 1.47(a) status.

Thus, as provided in Rule 1.47(c), this Office will forward notice of this application's
flllng_ to the non-signing inventors at the addressf?wen in the petition. Notice of the filing
of this application will also be published in the Official Gazette.

The application is being forwarded to the Office of Initial Patent Examination to be
processed in due course. :

Telephone inquiries related to this decision should be directed to the undersigned
Petitions Attorney at (703) 305-4497,

atricia FaisoﬁlM

Senior Petitions Attorney
Office of Petitions
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In re Application of

Brian Heikes et al.

"Application No. 10/330,552

Filed: December 30, 2002

Attorney Docket No. 06975-31300 / Communicati

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
AUG 2 7 2007
OFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed

April 2, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to
withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval and the
later of the expiration date of a time to file a response or the expiration date of the maximum time period which

can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Scott Boalick. Scott Boalick has been withdrawn as attorney or agent of record; all

other attorneys remain of record.

The correspondence address of record remains unchanged.

There is an outstanding Office action mailed June 20, 2007 that requires a reply from the attorneys of record.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-2991.

—

o)

Terri Williams
Petitions Examiner
Office of Petitions

cc: FISH & RICHARDSON P.C.
P.0. BOX 1022
MINNEAPOLIS MN 55440-1022
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OFFICE OF

In re Application of PETmONS

Larry L. Lu, et al. :

Application No. 10/330,561 : DECISION ON PETITION

Filed: December 30, 2002 : TO WITHDRAW

Attorney Docket No. 06975-327001 / : FROM RECORD

COMMUNICAT : '

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed November 14, 2007.

‘The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
CFR.§ 1. 136(a) '

The request was signed by Babak Akhlaghi on behalf of himself.

Babak Akhlaghi has been withdrawn as attorneys or agénts of record; all other attorneys remain of
record. |

The correspondence address of record remains unchanged.
There are no pending Office actions at the present time.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.

Apfil M. Wise
Petitions Examiner
Office of Petitions
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Applicant : Larry L. Lu : DECISION ON REQUEST FOR
Patent Number : 7640336 : RECALCULATION of PATENT
Issue Date 1 12/29/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/330,561 : OF WYETH AND NOTICE OF INTENT TO

Filed : 12/30/2002 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 931 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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JOHN S. PRATT, ESQ
KILPATRICK STOCKTON, LLP MAR 0 5 2007
1100 PEACHTREE STREET '
ATLANTA GA 30309 . OFFICE OF PETITIONS
In re Application of
Yoshiki Matsuoka et al. :
Application No. 10/330,572 : DECISION ON PETITION
Filed: December 27, 2002 : UNDER 37 C.F.R. §1.181
Attorney Docket No. :
44471/281752

Title: LSI DESIGN VERIFICATION
APPARATUS, LSI DESIGN
.VERIFICATION METHOD, AND LSI
DESIGN VERIFICATION PROGRAM

This is a decision on the petition filed on November 28, 2006,
pursuant to 37 C.F.R. §1.181, requesting that the holding of
abandonment in the above-identified application be withdrawn.

The above-identified application became abandoned for failure to
reply within the meaning of 37 C.F.R §1.113 in a timely manner
to the final Office action mailed May 18, 2006, which set a
shortened statutory period for reply of three months. No
response was received, and no extensions of time under the
provisions of 37 C.F.R §1.136(a) were obtained. Accordingly,
the above-identified application became abandoned on August 19,
2006. A notice of abandonment was mailed on November 27, 2006.

With the present petition, Petitioner has alleged that the
mailing was not received. The showing required to establish
nonreceipt of .an Office communication must include a statement
from the practitioner stating that the Office communication was
not received by the practitioner and attesting to the fact that
a search of the file jacket and docket records indicates that
the Office communication was not received. 1In addition, a copy
of the docket record where the non-received Office communication



Application No. 10/330,572 Page 2 of 2
Decision on Petition

would have been entered had it been received and docketed must
be attached to and referenced in practitioner’s statement®.

Petitioner has met the requirements of Delgar v. Schuyler, 172
USPQ 513 (D.D.C. 1971), in that he has asserted that the Office
communication was not received, that he has searched both the
file jacket and the docket record, and he has included a copy of
the latter.

Considering the facts and circumstances of the delay at issue,
as set forth on petition, it is concluded that Petitioner has
met his burden of establishing that the mailing was not
received. o

Accordingly, the petition under 37 C.F.R. §1.181(a) is GRANTED.
The holding of abandonment is WITHDRAWN.

The Technology Center will be notified of this decision. The
Technology Center’s support staff will re-mail the communication
of May 18, 2006, and will set a new period for response.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225%. All other inquiries
concerning examination procedures or status of the application
should be directed to the Technology Center.

Paul Shanoski

Senlor Attarey

QOffice of Petitions

United States Patent and Trademark Offfee

1 See MPEP 711.03(c).

2 Petitioner will note that all practice before the Office should be in
writing, and the-action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. §1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner’s further action(s).



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Rutan & Tucker, LLP. Mail Date: 04/21/2010
611 ANTON BLVD

SUITE 1400
COSTA MESA, CA 92626

Applicant : Kamil Synek : DECISION ON REQUEST FOR
Patent Number : 7603441 : RECALCULATION of PATENT
Issue Date : 10/13/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/330,591 : OF WYETH AND NOTICE OF INTENT TO

Filed : 12/27/2002 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1012 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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» OFFICE OF PETITIONS
In re Application of
Koebler, Athanassiou, Qian & Lisovich : _
Application No. 10/330,599 : DECISION ACCORDING STATUS

Filed: December 27, 2002 : : UNDER 37 CFR 1.47(a)
Attorney Docket No. HOUCK-10 :

For: METHOD AND APPARATUS FOR

FOLLOWING CELLS

This is in response to the petition under 37 CFR 1.47(a), filed July 7, 2003 (certificate of mailing
date July 3, 2003).

The petition is granted.

Petitioners have shown that non-signing inventor Aleksandr Lisovich, through his attorney, Mark
R. Leslie, has refused to join in the filing of the above-identified apfplication after having been
presented with the application papers. Specifically, the statement of facts of Attorney Ansel
Schwartz establishes that Attorney Leslie was mailed the application papers, including the
specification, claims and drawings, but Attorney Leslie returned the application and stated that his
client would not review the application, let alone sign a declaration, uni)ess his client received
additional compensation. Petitioners have submitted documentary evidence in the form of letters
between Attorney Leslie and Attorney Schwartz to support their allegation of Mr. Lisovich’s
refusal to join in the filing of the above-identified application. Petitioners have submitted a
declaration in compliance with 37 CFR 1.63 and 1.64.

This application and papers have been reviewed and found in compliance with 37 CFR 1.47(a).

This application is hereby accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of this application's filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will
also be published in the Official Gazette.

After this decision is mailed, the above-identified application will be forwarded to the Office of
Initial Patent Examination for further processing.

Telephone inquiries should be directed to the undersigned at (703) 308-6712.

E Suners 44l0d
E. Shirene Willis

Senior Petitions Attorney
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

| . Paper No.:
oate .25 -0% \
TO SPE OF :ART UNIT Q!Ql S .
SUBJ ECT : Request for Centificate of Correction for App!l. No.: XD_(MM_ Patent No.:N(o’rR lb 7

Please respond to this request fora oertiﬁcéte of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor.should the scope or
meaning of the glaims be chapged. '

Pleagze ek s, |
Please complete the response (see below) and forward the completed response to scanning
using document code COCX. :

Certificates af’Corfection Branch

703-308-9390 ext. W7

Thank You For-Your Assistance

.

The request for issuing the above-identified correction(s) is hereby:
Note your declsion on the appropriate box.

Vi Approved . . " All changes apply.
Q Approved in Part : “Specify below which changes do not apply.
QO Denied State the reasons for denial below. .
Comments:
WET Y. 2HEN
/' spE o arkunive

s 7T T TV 70| S - S BEPARTMENT GF COMMERCE Faténi ,»,',;{j.""y’;,1."_}'(._?,‘];'}.?!3."i;‘i'f'fiv:.e 7.
D
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:

'DATE - February 27, 2007
TO SPE OF : ART UNIT 3739

SUBJECT : Request for Certificate of Correction on Patent No.: 7156867 B2 — 10/330638

A responseis requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:

Palm location 7580 Certificates of Correction Branch — South Tower — 9A22

If response is for an IFW, return to employee (named below) via PUBSCofC Team in
MADRAS.

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the

patent read as shown in the certificate of correction (COCIN)? No new matter should be introduced, nor

should the scope or meaning of the claims be changed.

Elisha Evans
Thank You For Your Assistance - ‘ Certificates of Correction Branch

Tel. No. 703-308-9390 EXT 110

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Ji Approved ‘ AII'changes apply.

Q Approved in Part Specify below which changes do not apply;

Qa Deriied | State the reasons for denial‘below.
Comments

’QWWD//&(AO ﬂ(rw«ZL/«.wupw-«/

me/&%w @ﬂ%@ga//ﬁe

WOJW;M&/ J
/Hﬁﬂmﬂm

ol T

Art Unit

PTOL-306 (REV. 7/03) uU.s. OFC atent and Trademark Office
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Docket No.: 104891-14
(PATENT)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Letters Patent of:
Charles D. Lennox

Patent No.: 7,156,867 B2
Issued: January 2, 2007

For: UNIFORM SELECTIVE CEREBRAL
HYPOTHERMIA

1 hereby certify that this correspondence is being deposited with the U.S. Postal
Service with sufficient postage as First Class Mail, in an enyelope addrgssed to:
Attention: Certificate of Correction Branch, Commissioner, Pjﬁ. Box

1450, Alexandria, VA 22313-1450, on the date sho

Dated: January 3 . 2007 Signaturs

REQUEST FOR CERTIFICATE OF CORRECTION
PURSUANT TO 37 CFR 1.322

/)7%’0

Attention: Certificate of Correction Branch - /1/
Commissioner for Patents O, 62
P.0. Box 1450 S 4 Oo %y
Alexandria, VA 22313-1450 | 901,0
Dear Sir:

Upon reviewing the above-identified patent, Patentee noted errors which should be
corrected, specifically that the Patent Office failed to incorporate the amendments to the claims
as outlined in the amendment filed on June 5, 2006, on which amendment the Notice of

Allowability was based. Patentee requests that the following changes be made:

In the Claims:

At column 18, line 46, in claim 23 (previously prosecuted as claim 37), change the
dependent claim from “claim 1” to claim 22.

. meev. .

pn 2o

"m“.".gllm



Patent No.: 7,156,867 Docket No.: 104891-14

/ At column 18, line 48, in claim 24 (previously prosecuted as claim 38), change the
dependent claim from “claim 17 to claim 22.
0, €. ,
At column 19, line &, in claim 31 (previously prosecuted as claim 45), after “‘head” add,
~ the head-cooling cap in thermal communication with a control console.
0, ¢ .

(/ At column 19, line 8, in claim 31 (previously prosecuted as claim 45), after “brain” add ,

the sensor in electrical communication with the control console; and.

At column 19, lines 9-11, in claim 31 (previously prosecuted as claim 45), delete
“cooling cap in thermal communication with the console and the sensor of the brain
probe in electrical communication with the console; and”.

v |
At column 20, line J4, in claim 37 (previously prosecuted as claim 51), change
“configured to” to capable of.

(v

At column 20, line)A, in claim 37 (previously prosecuted as claim 51), change *direct”
to directing.

7 ,
At column 20, line ¥5, in claim 37 (previously prosecuted as claim 51), change “at least
one” to fewer than alfl’.

i
At column 20, line V7, in claim 37 (previously prosecuted as claim 51), change “at least
one” to fewer than all.

At column 20, line 18, in claim 38 (previously prosecuted as claim 52), change “body
cooling” to head-cooling.
: 70

At column 20, line 27, in claim 39 (previously prosecuted as claim 53), change “body

cooling” to head-cooling.

Transmitted herewith is a proposed Certificate of Correction effecting such amendment,
and as none of the errors were made by the Applicant, no fee is believed to be due. However, if
a fee is due, the Director is hereby authorized to charge any deficiency in the fees filed, asserted
to be filed or which should have been filed herewith (or with any paper hereafter filed in this

application by this firm) to our Deposit Account No. 141449, under Order No. 104891-14.

PR A A
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Patent No.: 7,156,867 Docket No.: 104891-14

Patentee respectfully requests the granting of the requested Certificate of Correction.

Dated: January 23,2007 Respectfully submitted,

ol

Thoma$< Engellénne
Registration No.: 28,711
NUTTER MCCLENNEN & FISH LLP
World Trade Center West
155 Seaport Boulevard
/ ' Boston, Massachusetts 02210-2604
(617) 439-2000 _
(617) 310-9000 (Fax) -
Attorney for Applicant

1596960.1

TR
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Approved for use through 04/30/2007. OMB 0651-0033

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no p are required to respond to a collection of information uniess it displays a valid OMB control number.
(Also Form PTQ-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _1_of _1_|
| PATENT NO. : 7,156,867 B2
APPLICATION NO. : 10/330,638
ISSUE DATE : January 2, 2007
INVENTOR(S) : Charles D. Lennox

it is certified that an error appears or errors appear in the above-identified patent
and that said Letters Patent is hereby corrected as shown below:
In the Claims:

At column 18, line 46, in claim 23 (previously prosecuted as claim 37), change the dependent claim from
“claim 1" to claim 22. .

At column 18, line 48, in claim 24 (previously prosecuted as claim 38), change the dependent claim from
“claim 1" to claim 22.

At column 19, line 5, in claim 31 (previously prosecuted as claim 45), after “head” add , the head-
cooling cap in thermal communication with a control console.

At column 19, line 8, in ctaim 31 (previously prosecuted as claim 45), after “brain” add , the sensor in
electrical communication with the control console; and.

At column 19, lines 9-11, in claim 31 (previously prosecuted as claim 45), delete “cooling cap in thermal
communication with the console and the sensor of the brain probe in electrical communication with the
console; and”.

At column 20, line 14, in claim 37 (previously prosecuted as claim 51), change “configured t0” to
capable of.

At column 20, line 14, in claim 37 (previously prosecuted as claim 5§1), change “direct” to directing.

At column 20, line 15, in claim 37 (prewously prosecuted as claim 51), change “at least one” to fewer
than all.

At column 20, line 17, in claim 37 (previously prosecuted as claim 51), change “at least one” to fewer
than all.

At column 20, line 19, in claim 38 (previously prosecuted as claim 52), change “body cooling” to head-
cooling.

At calumn 20, line 22, in claim 39 (prev:ously prosecuted as claim 53), change “body cooling” to head-
cooling.

MAILING ADDRESS OF SENDER:

Thomas J. Engellenner
NUTTER MCCLENNEN & FISH LLP 1
- World Trade Center West
"155 Seaport Boulevard
Boston, Massachusetts 02210-2604 !
29 i
‘JAN



US 7,156,867 B2

15

inlet manifold 130 from control console 51 (FIGS. 6 & 7).
Qutlet manifold 132 connects to the outlet end of left fluid
channel 140, and outlet end of right fluid channel 141 to
provide a common cooling fluid return port. Outlet tube 16
returns cooling fluid 11 to the control console 51 from outlet
manifold 132. Chinstrap 136 retains head-cooling cap 8 to
the patient’s head. Cooling module brackets 135 provides a
secure means to mount cooling module 7 to the head-cooling
cap 8, and to restrain cooling module umbilical 10 (FIGS. 1,
2, & 5). Ventricle-cooling catheter opening 14 provides
surgical access to the part of the head where ventriculostomy
is performed to place one or two ventricle-cooling
catheter(s) (2 or 20) into lateral ventricle(s).

FIG. 14 depicts in planar form the path of left cooling
fluid channel 140, and the path of right fluid cooling channel
141 through head-cooling cap 8. Also shown is flow control
valve 131, inlet manifold 130, return manifold 132, cooling
module retaining bracket 135, and ventricle-cooling catheter
opening 14.

FIG. 15 depicts the construction of cooling fluid channels
140 & 141, the operation of fluid control valve 131 and inlet
manifold 130, and mounting of inlet manifold 130 to outer
liner 128. Fluid channel 140 and 141 are formed from outer
liner 128, and inner liner 129 as shown using either adhesive
143, or thermal bonding. Inlet manifold 130 is attached to
outer liner 128 with a compression grommet 142 as shown.
Fluid control valve rotates within inlet manifold to: direct
cooling fluid 11 flow to both fluid channels 140 and 141
(position shown), to direct cooling fluid 11 to cooling fluid
channel 140 only (fluid control valve 131 rotated 90 degrees
clockwise from position shown), to direct cooling fluid 11 to
cooling fluid channel 141 (fluid control valve 131 rotated 90
degrees counterclockwise from position shown), or to pre-
vent cooling fluid 11 from entering either cooling fluid
channel 140 or 141 (fluid control valve 131 rotated 180
degrees from position shown).

Alternate Embodiments
Cooling of the brain may be accomplished by withdraw-
ing cerebrospinal fluid from one or more ventricles, cooling
" the cerebrospinal fluid ex vivo and reintroducing the cooled
cerebrospinal fluid back in the ventricle in a continuous or
cyclical cycle. A compressor based refrigeration system may
be used to cool the cooling fluid. A separate portable battery
operated cooling unit may be provided for use with the
head-cooling cap so that the head-cooling cap may be
applied by emergency medical personnel in the field, and
ventricle-cooling catheter(s) may be applied when the
patient reaches the emergency room. A thermally conductive
gel or other medium may be applied to the patient’s hair to
provide efficient cooling of the scalp by the head-cooling cap
thereby eliminating the need to shave the patient’s head. The
CSF pump mechanism may be a mechanically driven rotary
pump. Heat may be removed from the cooling block in the
cooling module by a cooling mechanism other than thermo-
electric heat pumps.

ADVANTAGES

From the description above there are a number of advan-

- tages my method and apparatus for inducing selective cere-

bral hypothermia for the prevention of secondary brain

injury provide:

(a) The therapeutic agent (hypothermia) for preventing
secondary injury according to this invention is applied
directly to the brain.
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(b) The therapeutic agent (hypothermia) for preventing
secondary injury according to this invention is limited to
the brain.

(c) Lower hypothermic temperatures can be practically
achieved in the brain than can be achieved by the methods
currently described in the art since only the brain is
exposed to hypothermia.

(d) Hypothermic temperatures can be maintained longer in
the brain than with methods described in the art.

(e) Cerebral hypothermia therapy may be applied faster than
with methods described in the art since only the brain is
cooled.

(f) Cerebral hypathermia therapy may be applied faster than
with methods described in the art since head-surface
cooling may be initiated in the field, and ventricle cooling
may be initiated as soon as the patient reaches the
emergency room.

(g) Selective cerebral hypothermia may be achieved without
clinically significant temperature gradients within the
brain.

(h) The degree of hypothermia in the brain can be adjusted
according to the physiological response to hypothermia.

(i) Core body temperature may be precisely maintained at
normal during cerebral hypothermia.

() The thalamus, hypothalamus and medulla are not cooled
to a level that suppresses the autonomic nervous system.
I claim:

1. A method of inducing and maintaining selective cere-
bral hypothermia in a patient, comprising the steps of:

(a) placing the distal end of at least one ventricle-cooling
catheter into a lateral ventricle of the brain of said
patient; )

(b) placing a head-cooling cap on the head of said patient;
and

(c) activating said ventricle-cooling catheter and said
head-cooling cap whereby said brain is cooled by said
ventricle-cooling catheter and by said head-cooling cap
10 a temperature lower than a body temperature of the
patient.

2. The method of claim 1 further comprising:

attaching a body-heating device to the body of said
patient; and

warming said body with said body-heating device while
cooling the brain of the patient.

3. The method of claim 1 wherein said ventricle-cooling

catheter comprises a temperature sensor. :

4. The method of claim 1 wherein said ventricle-cooling-
catheter comprises a pressure sensor.

5. The method of claim 2 wherein said ventricle-cooling
catheter comprises a means to remove fluid from, and insert
fluid into, said lateral ventricle.

6. The method of claim 1 wherein said head-cooling cap
comprises a means for selecting at least a portion of the scalp
of said head for cooling by said head-cooling cap. )

7. The method of claim 2 wherein said body-heating
device is chosen from the group consisting essentially of a
body-heating blanket, a body-heating garment, a body-
heating catheter, or a body-heating source of light.

8. A brain cooling assembly comprising:

a cooling catheter assembly having:

a catheter defining a lumen, the catheter having a distal
end and a proximal end, the distal end configured to
insert within a brain ventricle of a body, and

a cooling assembly coupled with the proximal end of
the catheter, the cooling assembly having:

a pump in fluid communication with the lumen
defined by the catheter, the pump configured to
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remove fluid from the ventricle of the brain and
return the fluid to the ventricle of the brain via the
lumen defined by the catheter, and

a heat transfer assembly in thermal communication
with the pump and in fluid communication with
the catheter, the heat transfer assembly configured
to reduce a temperature of the fluid removed from
the ventricle of the brain by the pump; and

a body cooling device configured to cover an exiernal

surface of a head of the brain and configured to cool a

portion of the brain oriented in proximity to the body

cooling device.

9. The brain cooling assembly of claim 8 wherein the
body cooling device comprises a cooling cap defining a first
fluid channel and a second fluid channel, the first fluid
channel configured to cool a first portion of the brain
oriented in proximity to the first fluid channel and the second
cooling channel configured to cool a second portion of the
brain oriented in proximity to the second fluid channel.

10. The brain cooling assembly of claim 8 wherein the
catheter comprises a temperature sensor configured to orient
in thermal communication with the fluid of the ventricle.

11. The brain cooling assembly of claim 8 wherein the
catheter comprises a pressure sensor oriented on the distal
end of the catheter.

12. The brain cooling assembly of claim 8 further com-
prising a drainage assembly in fluid communication with the
lumen defined by the catheter.

13. The brain cooling assembly of claim 8 wherein the
lumen defined by the catheter comprises an aspiration chan-
nel defining an aspiration port and an infusion channel
defining an infusion port, the aspiration port configured to
orient within an anterior horn of the brain ventricle and the
infusion port configured to orient within an inferior horn of
the ventricle.

14. The brain cooling assembly of claim 8 wherein the
brain cooling system further comprises a body heating
device configured to increase the temperature of the body.

15. The brain cooling assembly of claim 8 wherein the
body heating device comprises a warming catheter config-
ured to insert within a vena cava of the body.

_ 16. The brain cooling assembly of claim 8 wherein the
heat transfer assembly defines a circuitous fluid path.

17. A brain cooling system comprising:

a cooling catheter assembly having:

a catheter defining a lumen, the catheter having a distal
end and a proximal end, the distal end configured to
inser{ within a brain ventricle of a body, and

a cooling assembly coupled with the proximal end of
the catheter, the cooling assembly having:

a pump in fluid communication with the lumen
defined by the catheter, the pump configured to
remove fluid from the ventricle of the brain and
return the fluid to the ventricle of the brain via the
lumen defined by the catheter, and

a heat transfer assembly in thermal communication
with the pump and in fluid communication with
the catheter, the heat transfer assembly configured
to reduce a temperature of the fluid removed from
the ventricle of the brain by the pump;

a body cooling device configured to cover an external
surface of a head of the brain and configured to cool a
portion of the brain oriented in proximity to the body
cooling device; and
control console in thermal communication with the
cooling catheter assembly and the body cooling device,
the contro! console configured:
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(i) to provide cooling fluid to the heat transfer assern-
bly, and
(ii) to provide cooling fluid to the body cooling device.

18. The brain cooling system of claim 17 further com-
prising a body heating device in thermal communication
with the control console, the body heating device configured
to increase the temperature of the body.

19. A method for adjusting a degree of cerebral hypoth-
ermia of a brain comprising:

covering an external surface of a head with a head-cooling

- device configured to remove heat from the external

surface of the head;

providing selective cerebral hypothermia to the brain by

cooling a portion of the brain oriented in proximity to
the head-cooling device;

measuring an intra-cranial pressure of the head associated

with the brain;

detecting a change in the intra-cranial pressure; and

altering the degree of cerebral hypothermia of the brain in

response to detecting the change in intra-cranial pres-
sure.
20. The method of claim 19 wherein measuring the
intra-cranial pressure of the head associated with the brain
comprises measuring a pressure within a lateral ventricle of
the brain.
21. The method of claim 19 wherein:
detecting a change in the intra-cranial pressure comprises
detecting an increasc in the intra-cranial pressurc; and

altering the degree of cerebral hypothermia of the brain
comprises increasing a level of cerebral hypothermia in
response to detecting the increase in intra-cranial pres-
sure.

22. A system for inducing cerebral hypothermia compris-
ing:

a head cooling cap configured to cool a region of a surface

of a head to a level that induces cerebral hypothermia;

a brain probe having a sensor configured to detect at least

one physiological parameter of a brain; and

a control console in thermal communication with the

head-cooling cap and in electrical communication with
the sensor of the brain probe, the control console
configured to adjust cooling by the head-cooling cap in
response 1o a signal received from the sensor of the
brain probe.

23. The system of claim ¥ wherein the brain probe is
configured to insert within the brain. 2.2~

24. The system of claimd"'v’vﬁe_rﬁm head-cooling cap
defines an opening configured to allow insertion of the probe
into the brain of the patient at a location relative to land-
marks of the head while the head cooling cap is mounted on
the head. .

25, The system of claim 22 further comprising a warming
device in thermal communication with the console.

26. The system of claim 22 wherein the control console is
configured to adjust cooling by the head-cooling cap in
response 10 a pressure signal received from the sensor of the
brain probe, the pressure signal indicative of brain pressure.

27. The system of claim 22 wherein the control console is
configured to adjust cooling by the head-cooling cap in
response to a temperature signal received from the sensor of
the brain probe, the temperature signal indicative of brain
temperature.

28. The system of claim 22 wherein the control console is
configured to circulate fluid through the head-cooling cap.

29. The system of claim 28 wherein the control console
comprises a cooling assembly configured to cool the fluid.
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30. The system.in claiin 23 wherein said probe comprises
a ventricle cooling catheter.
31. A method for controlling cerebral hypothgrmla com-
prising:”
placing a head-cooling’ [cap on a patient’s head
placing a brain probe into the patient’s brau{\he brain
probe-having'a sensor configured to detect at least one

physmlégxcal parameter of a bra1 q
o o calids

agd-the-sexm;oﬁ-&he—bsma—pfebeﬂn-dccmeal-eemmu-_m

activating the control console to (i) receive a signal from
the sensor of the brain probe and (ii) adjust cooling by
the head-cooling cap in response to the signal received
from the sensor of the brain probe.

32. The method of claim 31 wherein the step of placing a
brain probe into the patient’s brain comprises placing a
ventricle cooling catheter into the patient’s brain.

33. The method of claim 31 wherein the step of activating
the control console further comprises the steps of:

cooling a fluid; and

circulating the fluid through the head-cooling cap.

34. The method of claim 31 wherein when receiving a
signal from the sensor of the brain probe, the control console
receives a brain pressure signal from the sensor of the brain
probe.

35. The method of claim 31 wherein when receiving a
signal from the sensor of the brain probe, the control console
receives a brain temperature signal from the sensor of the
brain probe.

36. The method of claim 31 wherein: )

receiving a signal from the sensor of the brain probe

further comprises detecting an increase in the intra-
cranial pressure based upon the signal; and

Jin W
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adjusting cooling by the head-cooling cdp in response to
the signal received from the sensor of the brain probe
coimprises increasing a level of cerebral hypothermia in
responsé to detecting the increase in intra-cranial pres-
- sure based upon the signal.
37. A-head-cooling device comprising:
-a cap defining a. plurality of cooling zones;
+a fluid inlet coupled to the cap and in fluid communication

Qwith the cooling zones the fluid inlet configured to

coupleto a cooling fluid source; and

a valve in fluid communication with the fluid i
valve configused-te-direct flow of cooling fluid from the
cooling fhiid source to atteastomeof the p]umhty of

cobling zones to.cool a portion of a hea
roXimity to the at least one of the plurality of ¢

-

zorles. =
38. The.bedy cooling device of claim 37 wherein the

cooling zone,and a econd hemispherical cooling zone.

\plurahty of cooling zones comprises a first hemispherical

39. The body coohng device of claim 38 wherein the cap
further defines a first fluid channel associated with the first

25 hemispherical cooling zone and a second fluid channel

30

A

EAST Version:

associated with the second hemispherical cooling zone, the
‘first fluid channel configured to cool a first portion of a head
riented in proximity to the first fluid channel and the second
cooling channel configured to cool a second portion of the
brain oriented in proximity to the second fluid channel.
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. Commissioner for Patents
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Alexandria, VA 22313-1450
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN
12400 WILSHIRE BOULEVARD, SEVENTH FLOOR
LOS ANGELES CA 90025 _ COPY MAILED
JUL 0 2 2004
OFFICE OF PETITIONS
In re Application of :
Ryals : DECISION ON PETITION

Application No. 10/330,640 : UNDER 37 CFR 1.78(a)(3)
Filed: December 27, 2002 : -
Attorney Docket No. 082771.P114CS

This is a decision on the petition under 37 CFR 1.78(a)(3), filed January 20, 2004, ro accept the
unintentionally delayed claim under 35 U.S.C. §120 for the benefit of the prior-filed
nonprovisional application set forth in the concurrently filed petition. .

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable

to those applications filed on or after November 29, 2000. Further, the petition is appropriate

only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addltlon the petition
. under 37 CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. - The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant petition does not comply with item (1)
37 CFR 1.78(a)(2)(1) requires that any nonprovisional application claiming the benefit of one or

more prior-filed copending nonprovisional applications must contain or be amended to contain a
reference to each such prior-filed application, identifying it by application number (consisting of
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the series code and serial number) and indicating the relationship of the applications. Here, while
the statemnt proffered under 35 USC 120 is acceptable it only resides in the petition. That is,
peititenr must also prepare either an amendment to the specification complying with 37 CFR
1.121, or an ADS, the contains the section 120 statement. The statement made in the petition may
not also be employed as the amendment. See 37 CFR 1.4(b),(c).

Accordingly, before the petition under 37 CFR § 1.78(a)(3) can be granted, a renewed petition
under 37 CFR § 1.78(a)(3) and an amendment complying with 37 CFR 1.121 is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail:

By hand:

By fax:

Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

Customer Window located at:

2011 South Clark Place
Crystal Plaza Two Lobby
Room 1B03

Arlington, VA 22202

(703) 872-9306
ATTN: Office of Petitions

Any questions C/I_minmg\ﬂlisr/natter may be directed to the undersigned at (703) 305-1820 .
- s
];rian Hearn

Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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. Commissioner for Patents
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Paper No. 10
BLAKELY SOKOLOFF TAYLOR & ZAFMAN
12400 WILSHIRE BOULEVARD, SEVENTH FLOOR
LOS ANGELES CA 90025 COPY MAILED
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OFFICE OF PETITIONS
In re Application of :
Ryals : DECISION ON PETITION
Application No. 10/330,640 : UNDER 37 CFR 1.78(a)(3)

Filed: December 27, 2002
Attorney Docket No. 082771.P114CS

This is a decision on the renewed petition under 37 CFR 1.78(a)(3), filed by facsimile
transmission on July 28, 2004 , to accept an unintentionally delayed claim under 35 U.S.C. § 120
for the benefit of priority to the prior-filed nonprovisional applications set forth in the
amendment filed concurrently with the instant petition.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(2)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(1) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Commissioner may
require additional information where there is a question
whether the delay was unintentional.

The instant pending application was filed on December 27, 2002, and was pending at the time of
filing of the instant petition. A reference to the prior-filed nonprovisional applications has been
included in an amendment to the first sentence of the specification following the title, as required
by 37 CFR 1.78(a)(2)(iii).
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The instant nonprovisional application was filed after November 29, 2000, and the claim herein
for the benefit of priority to the prior-filed nonprovisional applications is submitted after
expiration of the period specified in 37 CFR 1.78(a)(2)(ii). Also, the reference to the prior-filed
nonprovisional applications was submitted during the pendency of the instant nonprovisional
application, for which the claim for benefit of priority is sought. See 35 U.S.C. § 120.
Accordingly, having found that the instant petition for acceptance of an unintentionally delayed
claim for the benefit of priority under 35 U.S.C. § 120 to the prior-filed nonprovisional
applications satisfies the conditions of 37 CFR 1.78(a)(3), the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications

under 37 CFR 1.78(a)(3) should not be construed as meaning that the instant application is

entitled to the benefit of the prior-filed applications. In order for the instant application to be
entitled to the benefit of the prior-filed applications, all other requirements under 35 U.S.C. §

120 and 37 CFR 1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed applications
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed applications noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the instant application is entitled to

the benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
applications, accompanies this decision on petition. The USPTO regrets the necessity for a
renewed petition in that it misplaced the amendment which the postcard receipt shows was
previously received on January 20, 2004.

Any inquiries concerning this decision may be directed to the undersigned at (703) 305-1820..

This application is being forwarded to Technology Center Art Unit 2141 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the

prior-filed nonprg¥isional applications.

Brian Hearn

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES PATENT AND TRADEMARK OFFICE
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ALEXANDRIA, VA 22313-1450

www.uspto.gov
Paper No. 6
MAILED
WOODCOCK WASHBURN LLP
One Liberty Place, 46th Floor DEC 2 2 2003
1650 Market Street
Philadelphia, PA 19103 Technology Center 2100
In re Application of
Brian J. GOLDSMITH, et al. :
Application No. 10/330,648 . DECISION ON REQUEST FOR

Filed: December 27, 2002 : WITHDRAWAL AS ATTORNEY
For: PERSONALIZED LIBRARY :

INTERFACE FOR PROVIDING DATA TO

A USER

This is a decision on the Request To Withdraw from Representation filed December 11, 2003.

A grantable request to withdraw as attorney of record should indicate thereon the present mailing
addresses of the attorney(s) who is/are withdrawing from the record and of the applicant. The
request for withdrawal must be signed by every attorney seeking to withdraw or contain a clear
indication that one attorney is signing on behalf of another/others. A request to withdraw will
not be approved unless at least 30 (thirty) days would remain between the date of approval and
the later of the expiration date of a time to file a response or the expiration date of the maximum
time period which can be extended under 37 C.F.R. § 1. 136(a). The effective date of withdrawal
being the date of decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36
further requires that the applicant or patent owner be notified of the withdrawal of the attorney or
agent.

The request is GRANTED.

All future communication from the Office will be directed to the below-listed address until
otherwise notified by applicant. This correspondence address is provided by the withdrawn
attorney(s). Applicant is reminded of the obligation to promptly notify the U.S. Patent and
Trademark Office (the Office) of any change in correspondence address to ensure receipt of all
communications from the Office.

ecial Programs Examiner
echnology Center 2100

Computer Architecture, Software and
Information Security

(703) 305-9750
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Wilson Sonsini Goodrich & Rosati
650 Page Mill Road

Palo Alto, CA 94304
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In re Application of : OFFICE OF PETITIONS
Scott Clare .
Application No. 10/330,686 . ON PETITION

Filed: 27 December, 2002 :
Atty Docket No. INN643/4-5CON2US :

This is a decision on the petition under 37 CFR 1.137(b),*! filed
on 12 February, 2004, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned on 11 December, 2003, for

» failure to file a proper reply to the non-final Office action
mailed on 10 June, 2003, which set a three (3) month shortened
statutory period for reply. Petitioners filed a Notice of Appeal
and a three (3) month extension of time in accordance with 37 CFR

]Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that
where the delay in reply was unintenticnal, a petition may be filed to revive an
abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable
petition filed under the provisions of 37 CFR 1.137(b) must -be accompanied by:

(1) the required reply, unless previously filed. 1In a nonprovisional
application abandoned for failure to prosecute, the required reply may be met by the
filing of a continuing application. In a nonprovisional application filed on or after
June 8, 1995, and abandoned for failure to prosecute, the required reply may also be
met by the filing of a request for continued examination in compliance with § 1.114.
In an application or patent, abandoned or lapsed for failure to pay the issue fee or
any portion thereof, the required reply must be the payment of the issue fee or any
outstanding balance thereof. In an application abandoned for failure to pay the
publication fee, the required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due :
date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. The Commissioner may required additional information where :
there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required
pursuant to 37 CFR 1.137(c)).
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2004, will be credited to counsel’s deposit account, No. 22-0365

Application No. 10/330,686 2

1.136(a) on 10 December, 2003. However, a Notice of Appeal is
not a proper reply to a first action on the merits.? The filing
of the present petition precedes the mailing of Notice of
Abandonment.

Petitioner has now filed an amendment as well as payment for an
additional extension of time.

An extension of time under 37 CFR 1.136 must be filed prior to
the expiration of the maximum extendable period for reply.’ The
three-month extension request filed on 12 February, 2004, was
submitted more than six (6) months after the mailing date of the
Office action mailed on 10 June, 2003, and therefore is
unnecessary. The extension of time fee paid on 12 February,

as authorized.

The statement contained in the instant petition does not set
forth that the entire delay from the due date of the required
reply to the date of the filing of a grantable petition was
unintentional as required by 37 CFR 1.137(b) (3). However, the
statement contained in the instant- petition is being so
construed. Petitioner must notify the Office if this is not a
correct interpretation. ,

The application is being forwarded to Technology Center 3600 for
further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703)308-6918.

el

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

zAn applicant for patent, any of whose claims have been twice or finally
rejected may appeal from the decision of the examiner to the Board of Patent Appeals
and Interferences by filing a notice of appeal and the fee set forth in § 1.17(b).

See 37 CFR 1.191(a).

3See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988).
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OFFICE OF PETITIONS
In re Patent No. 6,768,634
Issue Date: July 27, 2004 :
Application No. 10/330,690 : DECISION ON PETITION
Filed: December 27, 2002 :
Attorney Docket-No. 2100653-991410

This is a decision on the petition under 37 CFR 1.378(c), filed August 5, 2008 to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on July 28, 2008 for failure to pay the three and one-half year maintenance
fee. Since this petition was submitted within twenty-four months after the six-month grace period
provided in 37 CFR 1.362(e), the petition was timely filed under the provisions of 37 CFR
1.378(c). '

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the
mail date of this decision.

Telephone inquiries concerning this decision should be directed to Joan Olszewski at (571) 272-
7751.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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In re Application of

John D. Hatlesad et al. :

Application No. 10/330,693 : DECISION ON PETITION
Filed: December 27, 2002 : UNDER 37 C.F.R. §1.181
Attorney Docket No.: GDT.237.A1

Title: MEASUREMENT OF

RESPIRATORY SINUS ARRHYTHMIA

USING RESPIRATORY AND

ELECTROGRAM SENSORS IN AN

IMPLANTABLE DEVICE

This is a decision on the petition filed on July 13, 2006,
pursuant to 37 C.F.R. §1.181, requesting that the holding of
abandonment in the above-identified application be withdrawn.

" BACKGROUND

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
September 1, 2005, which set a shortened statutory period for
reply of three months. No response was received, and no
extensions of time under the provisions of 37 C.F.R. §l.136(a)
were requested. Accordingly, the above-identified application
became abandoned on December 2, 2005. A notice of abandonment
was mailed on June 12, 2006.
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ANALYSIS

With the present petition, Petitioner has asserted that a
response to this communication, along with a one-month extension
of time, was submitted on January 3, 2006'.

Petitioner has submitted a copy of this submission and the
petition for a one-month extension of time.

Petitioner has also indicated why each of these items was not
associated with the present file: Petitioner placed the wrong
serial number on each of these submissions. As such, each of
these items was associated with application number 10/339,693,
as requested by Petitioner.

Petitioner is reminded that errors such as occurred can result
in loss of rights and care must be taken to avoid such.

CONCLUSION

It is clear that the submission was timely received on January
5, 2006, and placed into the paper file associated with
application number 10/339,693. Accordingly, the petition under
37 C.F.R. §1.181(a) is GRANTED. The holding of abandonment is
WITHDRAWN.

The petition for an extension of time and the response to the
non-final Office action will be moved from the paper file
associated with 10/339,693 and placed into the electronic file
and records associated with the present application in due
course.

The Technology Center will be notified of this decision. The
Technology Center'’s support staff will notify the Examiner of
this decision, so that the response which was received on
January 5, 2006 can be processed. :

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225°. All other inquiries

1 It is noted that January 2, 2006 was a federal holiday.

2 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. §1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner’s further action(s).
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concerning examination procedures or status of the application
should be directed to the Technology Center.

iy 4

Paul Shanoski

Senior Attorney

Office of Petitions

United States Patent and Trademark Office
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Commissioner for Patents
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GEORGE ENNENGA ’ ’
361 CANAL ST. f COPY MAILED

NEW YORK, NY 10013 SEP 1 0 2007

. In re Application of Ennenga OFFICE OF PETITIONS

Application No. 10/330,708 : Decision on Petition
Filing Date: March 10, 2003 :
Title: Hospitality Trade Process

This is a decision on the petition under 37 CFR 1.137(a), filed May 3, 2007, to revive the above-
identified application.

The petition is DISMISSED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed October 6, 2006, which set a shortened statutory period for reply
of three (3) months. An extension of time under the provisions of 37 CFR 1.136(a) was not
obtained. Accordingly, the above-identified application became abandoned as of midnight on
Monday, January 8, 2007. A Notice of Abandonment was mailed on April 19, 2007.

The instant petition was filed May 3, 2007, and seeks revival of the application.
The required fee for a petition under 37 CFR 1. 137(a) is $250 for a small entlty The Office will
not consider the merits of a petition without payment of the required petition fee. Therefore, the

petition must be dismissed.

Petitioner's current options:

(n Take no action and let the application remain abandoned.

2 File a request for reconsideration within TWO (2) MONTHS from the mail date of this
decision. The reconsideration request should include a cover letter entitled “Renewed
Petition under 37 CFR 1.137(a).” The petition must be accompanied by:

(A) - The non-refundable petition fee of $250,

(B) A reply to the outstanding non-final Office action, AND
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(C) A showing to the satisfaction of the Director that the entire delay in filing
the required reply from the due date for the reply until the filing of a
grantable petition pursuant to this paragraph was unavoidable.

3) File a petition under 37 CFR 1.137(b) within TWO (2) MONTHS from the mail date of
' this decision. The petition must be only be accompanied by:

(A)  The petition fee of $750, and
(B) A reply to the outstanding non-final Office ‘action.

A copy of a blank petition under 37 CFR 1.137(b) form is enclosed for petitioner’s convenience.
Petitioner can obtain a PDF "fillable" version of the form at:
http://www.uspto.gov/web/forms/sb0064_fill.pdf.

Further correspondence with respect to this matter should be addressed as follows:

By mail: - Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
Attn: Office of Petitions

By hand: U.S. Patent and Trademark Office
Customer Service Window
Randolph Building
401 Dulany Street
. Alexandria, VA 22314 .

Telephone inquiries regarding this communication should.be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions

Attached: Copy of Form PTO/SB/64 (Petition under 37 CFR 1. 137(b))
Privacy Act Statement



PTO/SB/64 (04-07)

' Approved for use through 09/30/2007. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number,

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT Docket Number (Optional)
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b)

First named inventor:

Application No.: Art Unit:
Filed: . Examiner:
Title:

Attention: Office of Petitions
Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
FAX (571) 273-8300

NOTE: If information or assistance is needed in completing this form, please contact Petitions
Information at (571) 272-3282.

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration
date of the period set for reply in the office notice or action plus an extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:
(1) Petition fee;
- (2) Reply and/or issue fee;
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications
filed before June 8, 1995; and for all design applications; and
(4) Statement that the entire delay was unintentional.

1.Petitjon fee
Iiu]Small entity-fee $ (37 CFR 1.17(m)). Applicant claims small entity status. See 37 CFR 1.27.
[_] Other than small entity — fee $ ___ (37 CFR 1.17(m)) '
2. Reply and/or fee

A. The reply and/or fee to the above-noted Office action in ‘
the form of (identify type of reply):

] 'has been filed previously on
[] is enclosed herewith.

B. The issue fee and publication fee (if applicable) of $
has been paid previously on ,
[] is enclosed herewith.

[Page 1 of 2]
This collection of mformatlon is required by 37 CFR 1. 137(b) The information is required to obtain or retain a benefit by the publlc which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary.depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.




PTO/SB/64 (04-07)

Approved for use through 09/30/2007. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valld OMB control number.

3. Terminal disclaimer with disclaimer fee

D Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required.

A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a small entity or $
for other than a small entity) disclaiming the required period of time is enclosed herewith (see
PTO/SB/63). '

4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the

filing of a grantable petition under 37 CFR 1.137(b) was unintentional. [NOTE: The United States Patent and

Trademark Office may require additional information if there is a question as to whether either the

abandonment or the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c),

subsections (I1)(C) and (D)).]

‘ WARNING:

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by
“the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to the
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication
of the application (unless a non-publicalion request in compliance with 37 CFR 1.213(a) is made in the application) or issuance
of a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO-
2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available.

Signature ' Date
Typed or printed name , Registration Number, if appiicable
Address Telephone Number
Address

Enclosures: [ | Fee Payment

[_] Reply
[:] Terminal Disclaimer Form

D Additional sheets containing statements establishing unintentional delay

[:] Other:

CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1.8(a)]
| hereby certify that this correspondence is being:
D Deposited with the United States Postal Service on the date shown below with sufficient
postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for
Patents, P. O. Box 1450, Alexandria, VA 22313-1450.
|:| Transmitted by facsimile on the date shown below to the United States Patent and Trademark
Office at (571) 273-8300.

Date Signature

Typed or printed name of person signing certificate

[Page 2 of 2}




Privacy Act Statement

. The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will bé subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 5§52a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency'’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Bax 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

DANIEL K. NICHOLS
MOTOROLA, INC.
IP SECTION, LAW DEPT.

1303 E. ALONQUIN ROAD COPY MAILED

SCHAUMBERG, IL 60196 FEB1 & 2005
In re Application of: : OFF!I PETITI
Raad et al. : CE OF ONS
Application No. 10/330,721 : DECISION ON
Filed: October 27, 2002 : PETITION

Attorney Docket Number: CR1106AC

This is a decision on the petition for revival of an application
abandoned unintentionally under 37 CFR 1.137(b), filed January 27,
2005, to revive the above-identified application.

This Petition is hereby granted.

The above-identified application became abandoned for failure
to reply in a timely manner to the nonfinal Office action, )
mailed May 5, 2004. The Notice set a shortened statutory
period for reply of three (3) months from the mail date of the
Notice, and also provided for extensions of time under 37 CFR
1.136(a). No reply having been received, the application
became abandoned January 23, 2004. A Notice of Abandonment
was mailed January 25, 2005.

With the instant petition, Applicant has filed an Amendment in
response to the nonfinal Office action.

The petition fee, $1500.00, has been charged to deposit account 50-
2117 as authorized in the instant petition.

This application is being returned to Technology Center 2662 for
processing of the Amendment, filed January 27, 2005, in due course.

Telephone inquiries related to this decision may be directed to the
undersigned at (571) 272-3232.

Attorney/Advisor
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPLO.GOV
[ APPLICATION NO. FILING DATE 1 FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. ] CONFIRMATION NO. I
10/330,730 12/2712002 James Meek . D-1 1 19 R3 4210
28995 7590 05/19/2008
EXAMINER
RALPH E. JOCKE L INE |
walker & jocke LPA CUFF, MICHAEL A
231 SOUTH BROADWAY o Py e,
MEDINA, OH 44256 l I l
3627
r MALL DATE | DELIVERY MODE I
05/19/2008 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED

FROM DIRECTORS OFFICE
Ralph E. Jocke MAY 1 6 2008
WALKER & JOCKE LPA
231 South Broadway TECHNOLOGY CENTER 3600
Medina, Ohio 44256
in re Application of: JAMES MEEK etal. : ON PETITION TO WITHDRAW
Appl. No. 10/330,730 ~ . OFFICE ACTIONS AND
Filed: December 27, 2002 . : PREMATURE FINAL
For: ATM CUSTOMER MARKETING : REJECTION UNDER 37 C.F.R. 1.181

SYSTEM

This is a decision on Applicants’ Petition under 37 CFR 1.181 received on June 11,
2007 requesting withdrawal of the Office actions dated December 29, 2006 and April
12, 2007 and further to withdraw the premature final rejection of the action dated April
12, 2007.

The Petition is DISMISSED as MOOT.

A review of the file record reveals that on August 15, 2006 the Examiner was
reversed in a decision by the Board of Patent Appeals and Interferences on a
rejection of claims 1 and 72 under 35 U.S.C. 102 as being anticipated by Murphy, a
rejection of claims 48-71 under 35 U.S.C. 103 as being unpatentable over Murphy in
view of Patterson, and a rejection of claims 73-82 under 35 U.S.C 103 as being
unpatentable over Murphy in view of Kepecs.

The Examiner reopened prosecution on December 29, 2006 with a non-final
rejection of claims 1, 48, 50-64, and 66-82 under 35 U.S.C. 102 as being anticipated
by Walker et al. and of claims 49 and 65 under 36 U.S.C. 103 as being unpatentable
over Walker et al.-in view of Jheeta. A final rejection of the same claims based on
the same art was mailed on April 12, 2007. A second appeal brief was received on
November 7, 2007. An allowance of claims 1 and 48-82 was issued on February 11,
2008.

Petitioners argue that the reopening of prosecution on December 29, 2006 after the
decision by the Board was not legally valid because it was not authorized by the
Director of the Technology Center. Further, Petitioners argue that the finality of the
Office action mailed April 12, 2007 is premature because of the illegality of the
previous office action.

www.uspto.gov



A further review of the file history indicates that the Office action mailed December
29, 2006 reopening prosecution after the Board decision was not authorized by the
Director as required by 37 C.F.R. 1.198. Therefore, the Office action mailed
December 29, 2006 was improper and further the finality of the subsequent Office
action was premature.

However, in view of the Examiner’s allowance of claims 1 and 48-82 on February
11, 2008, the petition-is moot and thereby dismissed.
SUMMARY: The Petition is DISMISSED as MOOT.

Any questions regardlng this decision should be directed to Supervisory Patent
Examiner F. Ryan Zeender at 571-272-6790.

pz.om

Wynn Coggins#Bfrector
Technology Center 3600
(571) 272-5350

FZ 4/14/2008
7
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TN a legal protessional association

Ralph E. Jocke : '
o Dalent ‘ ‘ OCKC ‘

1 T N e il

FACSIMILE TRANSMISSION COVER SHEET -

TRANSMITTING: 6 PAGES (INCLUDING THIS PAGE)

NAME: Director of Technology Center 3600
Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450

FAX NUMBER: (571) 273-8300
SENDER: , | Ralph E. Jocke, Esci.
FAX NUMBER: (330) 722-6446
PHONE NUMBER: (330) 721-000C

COMMENTS: Petitions for entry in Application 10/330,730 (Docket No. D-1119 R3).
Please refer to the following. '

If you do not receive all pages, contact the sender IMMEDIATELY at the number listed below.

The information contained in this facsimile message is confidential and intended only for the use of the
individual or entity named above. If the reader of this message is not the intended recipicnt, you are
hereby notified that any dissemination, distribution, or copying of this communication is strictly
prohibited and will be considered at a tortious interference in our confidential business relationships. If
you have received this communication in error, please immediately potify us by telephone and return the
original message to us at the address below via the U.S. Postal Service. Thank you.

CERTIFICATION UNDER 37 C.F.R. SECTIONS 1.8(b) AND 1.6(d)

FACSIMILE TRANSMISSION : .
I hereby certify that, an the date shown below, this correspondence is being transmitted by facsimile to the

Patet and Trademark Office at (571.) 273-8300.

Date: é/ ¢ 200 '
) Ralph B Jpfke

330 « T21 » 0000 330 - 225 « " 669 m 390726446 rej @ walkcrendjocke.comn
MEDINA . CLEVELAND FACSIMILY E-MAIL

231 Bouvth Broadway. Medins. Ohio U.8.A. 44256-2601
PAGE 1/5* RCVD AT 6/1112007 7:51:42 AM [Eastem Dayfight Time] * SVR:USPTO-EFXRF-8/3* DNIS:2738300 * CSID:3307226446* DURATION (mm-5s):0066
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: K a legal professional association:

Ralph E. Jocke
e ocke

Tradcmark Law

June 9, 2007

Director of Technology Center 3600
Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450
Attn:  Art Unit 3627
Patent Examiner Mich:iel Cuff
Re:  Application No.: 10/330,730 .
Confirmation No.: - 4210
Applicants: James Meek, et al,
Title: ATM Customer Marketing System
Docket No.: D-1119 R3

Sir:

With regard to the Office Action dated April 12, 2007, please find enclosed Petitions
pursuant to 37 C.F.R. § 1.181, including botb a "Petition to Withdraw an Office Action” and a
"Petition to Withdraw Premature Final Rejection".

No fee is deemed required. However, the Commissioner is authorized to charge any
necessary fee associated with the filing of these Petitions, and any other fee due, to Deposit

Account 09-0428. .
Very truly yours,
Ralph E. Jocke
Reg. No. 31,029
330 « T21 » 0000 330 « 725 « 1569 m 30:TRe646  cj@wslkerendjocke.com
MEDINA CLEVILAND PACSIMLE E-MAL

231 &outh Broadway. Mecdina, Ohio U.&.A. 44256-2601
PAGE 2/6* RCVD AT 611112007 7:51:42 AM [Eastern Dayfight Time]* SVR:USPTO-EFXRF 515 DNIS:2738300 CSID:3307226446 * DURATION (mm:):00-66



‘ 08/11/2007 07:52 FAX 3307226446 " Walker & Jocke . . . "@oo3

. RECE&’ED | D-1119 R3

"JUN 11 2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Previous Appeal No.: 2006-1285 )
. : )
In re Application of: James Meek, «t al. )
" ) Art Uuit 3627
Application No.: 10/330,730 ) :
) .
Confirmation No.: 4210 ) Patent Examiner
' : ) Michael A. Cuff
Filed: December 27, 2002 )
- . ' )
Title: ATM Customer Marketing System )

Director of Technology Center 3600
- Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Sir:
With regard to the Office Action. dated April 12, 2007, please find for filing without
prejudice in the above identified Application, both a "Petition to Withdraw an Office Action" and

a "Petition to Withdraw Premature Final Rejection”.

PAGE 36" RCVD AT 6/1472007 7:51:42 AM [Eastem Dayfight Time] * SVR:USPTO-EFXRF-&/5 * DNIS:2738300* CSID:3307226446 * DRATION {mm-5s):00-56
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QOverview of dates and papers gssoda@ﬁm_@mﬁm
: -1, | 0871 5/06 Board decision in Appeal No. 2006-1285. Examiner was reversed.
2. 12/29/06  Office Action ("Action"). |
3. 03/27/07 = Request for reconsideration, including arguments that the Action is absent
a Technology Director's approving signature to reopen prosecution, the
Action is legally improper, and prosecution legally remains closed.

4, 04/12/07 Final Rejection.

PETITION TO WITHDRAW THE OFFICE ACTIONS

The examiner’s attempt in tﬁe Action to reopen prosecution after the decision by the
‘ Board of Patent Appeals and Interferences ("Board") lacks legal basis. The Examiner was
reversed. The leéal criteria needed to reopen prosecution after the 'decisiou on appeal has not
been met by the Office. As a result, the prosecﬁtion remains closed, the decision remains
pending, and a grant of patent is respmtﬁ:ll)f expected,

Technology Center Director approval is required to reopen prosecution

As a result of the decision, any attempt to reopen prosecution requires thg written
@thority of a Technology Ceﬁter Director. The Techuology Center Director’s approval is
required to be placed on an Office aclion reopening prosecution. Note MPEP § 1214.04,
121'4.07, and 1002.02(c)(1). As evidence by the record, the Action (dated Decembé_’ 29, 2006) is
absent the required approval from a Technology Center Director to reopen prosecution, Thus,

the Action (and any additional Office Action relying thereon) is not legally valid. |

-2-
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The "new" referenc;e relied upon was 'awwmmﬂmjm__m

The Examiner's interpretation of the relied upoh reference (Walker US 6,694,300) is
inconsistent with (and contrary to) a related Board decision (dated February 28, 2007 in appeé.l
no. 2007-0390, which involved the same Examiner Michael Cuff). The related decision ruled
that Walker does not teach or suggest the features and relationships which the Office again ‘
attemnpts (in the Action) to rely upon fo reopen prosecution. Thus, the Exa;nﬁner's attempt to

_reopen prosecution based on issués already decided by the Board in a related application |
involving the same Examiner, further renders the Action legally improper.

Also, thleﬁce is not permitied to coﬂtinually impose new grounds of rejection in an
effort to delay a grant of patent to Applicants, especially on issues already considered by the
Board in rcversing the same Examiner. Such action violates the fundamental legal principle set
forth in Southern Pacific Terminal Co. v. Interstate Commerce Com., 219 US 498, 55 L.Ed.
3.i0. 31S.Cr. 279 (1911). An admibpistrative agency may not disregard judicial deciéion on its

actions by engaging in even further wnecessary (and arbitrary and capricious) activity.

PETITION TO WITHDRAWAL PREMATURE FINAI, BE‘ JECTION
Applicants further petition for the finality of the Office Action dated April 12, 2007 to be
withdrawn due to the premature final rejections therein. Because the Action (dated December
29, 2006) is not legally valid and must be withdrawn (for the reasons discussed above), then any

final Office Action based thereon is prima facie premature.

-3-
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If necessary, fi ry i ion is requested

If further request for reconsideration is required, then Applicants respectfully request

further reconsideration by the Examiner.

Conglusion
Applicants respectfully request that their petitions be granted for the reasons presented

herein. The undersigned is willing to discuss any aspect of the petitions by phone at the Qﬂioe‘s

convenience.

Respectfully submitted,

Ralph E(Jdcke Reg. No. 31,029
WALKER & JOCKE

231 South Broadway

Medina, Ohio 44256

(330) 721-0000
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PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
© www.uspio.gov

MAILED
FROM DIRECTORS OFFIGE
Ralph E. Jocke JiIN 0 2 2008
WALKER & JOCKE LPA
231 South Broadway TECHNGLOGY CENTER 3600
Medina, Ohio 44256
In re Application of: : DECISION ON PETITION TO
JAMES MEEK et al. : WITHDRAW OFFICE ACTIONS AND
Appl. No. 10/330,745 : PREMATURE FINAL REJECTION
Filed: December 27, 2002 : UNDER 37 C.F.R. 1.181
For: ATM CUSTOMER MARKETING

SYSTEM

This is a decision on Applicants’ Petition under 37 CFR 1.181 received on June 11,
2007 requesting withdrawal of the Office actions mailed on December 29, 2006 and

April 12, 2007 and further to withdraw premature final rejection of the action on April 12,

2007.
The Petition is DISMISSED as MOOT.

A review of the file record reveals that on June 13, 2006, the Examiner was
reversed in a decision by the Board of Patent Appeals and Interferences on a
rejection of claims 1, 49, 52-55, 57-59, 62, and 69 under 35 U.S.C. 102 as being
anticipated by Murphy, and a rejection of claims 48, 50, 51, 56, 60, 61, and 63-68
under 35 U.S.C. 103 as being unpatentable over Murphy in view of Patterson.

The Examiner reopened prosecution on December 29, 2006 with a non-final
rejection of claims 1 and 48-69 under 35 U.S.C. 102 as being anticipated by Walker
et al. A final rejection of the same claims based on the same art was mailed on April
12, 2007. A second appeal brief was received on November 7, 2007. An allowance
of claims 1 and 48-69 was issued on February 11, 2008.

Petitioners argue that the reopening of prosecution on December 29, 2006 after the
decision by the Board was not legally valid because it was not authorized by the
Director of the Technology Center. Further, Petitioners argue that the finality of the
Office action mailed April 12, 2007 is premature because of the illegality of the
previous Office action.

A further review of the file history indicates that the Office action mailed December
29, 2006 reopening prosecution after the Board decision was not authorized by the
Director as required by 37 C.F.R. 1.198. Therefore, the Office action mailed



December 29, 2006 was improper and further the finality of the subsequent Office
action was premature.

However, in view of the Examiner’s allowance of claims 1 and 48-69 on February
11, 2008, the petition is moot and thereby dismissed.

SUMMARY: The Petition is DISMISSED as MOOT.

Any questions regarding this decision should be directed to Supervisory Patent
Examiner F. Ryan Zeender at (571) 272-6790.

S

Wy n Coggifs, Direetor:
t Technology Center 3600
(571) 272-5350

FZ 4/14/2008
. T



UNITED STATES PATENT AND TRADEMARK OFFICE

BACHMAN & LAPOINTE, P.C.

900 CHAPEL STREET COPY MA“‘ED

SUITE 1201

NEW HAVEN CT 06510 , FEB 2 4 2005
PETITIONS

In re Application of OFFICE OF

Mark E. Addis :

Application No. 10/330,746 : ON PETITION

Filed: December 26, 2002
Attorney Docket No. 02-757/EH-10649

This is a decision on the petition, filed July 13, 2004, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 {request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on May 10, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at {571) 272-3208.

The examiner of Technology Center AU 3745 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy W

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).

Commissioner for Patents
United States Patent and Tra%egark Office
Alexandria, VA 22313-1450

Box 1450

QUV
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

————

. . : .P No.:
DATE 4 // 4 / ¢/ , e —
_ TOSPEOF :arTunt__2&//

SUBJECT - Request for Certificate of Correction on Patent No.: ,723 3 é 2’%

S A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and retum with file, within 7 days to:
-Palm location 7580, Certificates of Correction Branch — South Tower — 9A22
. - Ifresponse is for an IFW, return to employee (named below) via PUBSCofC Team in
S MADRAS. : '
”' With respect to the change(s) requested, correcting Office andjor Applicant's errors, should the

e atent read as shown in the certificate of comrection COCIN)? No new matter should be introduced, nor
< : should the scope or meaning of the claims be changed. ‘

Valerie Jackson

Thank You For Your Assistance = ' ~ Certificates of Correction Branch
Tel. No. 703-308-9390 ext. 114

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. '

K APPFOVQd : .Al'l cﬁanges apply.
5 a ~Approved in Part : Specify below which changes do not apply. .
1' : a Denied ' State the reasons for denial below.' '
i | Comments:

S A N A

spe ( ' Art Unit

MR S o e T, TR T e
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PTQ/SB/21 (09-04)
\ Approved for use through 07/31/20086.
' U S. Fatem and Trademark Offce, u. S DEPARTMENT OF COMMERCE

%
0cr 1 1207 ®

2t

v & Patent Number . A 7,233,624
" ~  TRANSMITTAL s5ua Date June 19, 2007
FORM First Named Inventor | Kazakevich et al.
| Application Number 10/330,749
(to be used for all correspondence after Inilial filing) Filng Date . |December 27, 2002
\ Tﬁtal Number of Pages in This Submission - | Attomey Dacket Number I-2-0336.1US j

ENCLOSURES  (Check all that apply)

Fee Transmittal Form . I:] Drawing(s)
D Fee Attached

After Allowance Communication to TC

Appeal Communication to Board

Licensing-related Papers of Appsals and Interferences

Appeal Communication to TC

L

Amendment/Reply Petition {Appeal Notice, Brisf, Reply Brief)
Petition to Convert to a
After Final - Provisional Application Proprietary Information

Power of Attorney, Revocation
Change of Correspondence Address Status Letter

X Other Enclosure(s) (please Identify

D Affidavits/declaration(s)

COoddod o
XU O

Extension of Time Request Terminal Disctaimer below): _

Express Abandonment Request Request for Refund Request for Certificate of
rrection and

Information Disclosure Statement CD,NumberofCO(s)} ________ Correction

Form PTO/SB/44
D Landscape Table on CD .

OO 4o

- Certified Copy of Priority ' | Remarks |
Document(s)
Reply to Missing Parts/ Ce’.t. "
Incomplete Application /f[

issing Parts : C‘Q
e e 59 ., ‘s
00y

o 69/7"
SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT %r
7

Firm Name

VOLPE A}\JP KPENIG P.C.
Signature ‘Wﬂ /

4
Printed name Robert D. Leonard

Date - /0/4 /qu Reg. No. 57,204
- ’ ¥

( CERTIFICATE OF TRANSMISSION/MAILING \

| hereby cenrtify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Posta! Service with sufficient
postage as first class mail in an envelope addrei fd lcycemf icate of Corrections Branch, Commissioner fOl’ Patents, P.O. Box 1450, Alexandria, VA 22313-

1450 on the date shown below:

Signature %W
. / {

L
Date
\[Jped orprintedname - 1Ropert D. Leonard - 109 [Zoo 1
This collection of information Is required Dy 37 CFR 1.5. TNe infofmation is required 10 obtain of relain a beneit by the public which is to itle (and by the to

process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and1.14. This collection is estimated to 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you nesd assistance in completing the form, call 1-800-PT0O-9199 and select option_z.

0CT 16 2007



S

PTO/SB/17 (10-07)
Appraved for use through 06/30/2010.
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
1
Effective on 12/06/2004.

3spond to a collection of information unless it displays a valid OMB control number
52 Complete if Known \
— Fees pursuant to the Consolidated Appropriations Act, 2005 (H.R. 4818). Application Nember ] 10/330,749
' F E E TRAN s M ITTAL Filing Date December 27, 2002

For FY 2008 First Named Inventor | Kazakevich et al.

Examiner Name Dac V. Ha

licant claims small entity status. See 37 CFR 1.27
D Aep y Art Unit - 2611

\TOTAL AMOUNT OF PAYMENT |($) 100 [ Atomey Dockel No. | -2-0336.1US }

METHOD OF PAYMENT (check all that apply)

D Check GCredit Card DMoney Order D None DOther (please identify):

Deposit Account Deposit Account Number: 09-0435 Deposit Account Name:_InterDigital Comm. Corp.
For the above-identified deposit account, the Director is hereby authorized to: {check all that apply)

DCharge fee(s) indicated below D Charge fee(s) indicated below, except for the filing fee

Charge any additional fee(s) or underpayments of fes(s) [/ credit any overpayments
under 37CFR 1.16 and 1.17. It any overpay

WARNING: Information on this form may become public. Credit card information should not be included on this form. Provide credit card
information and authorization on PT0-2038.

FEE CALCULATION
1. BASIC FILING, SEARCH, AND EXAMINATION FEES
FILING FEES , SEARCH FEES EXAMINATION FEES
Small Entity Small Entity Small Entity

Application Type Eee ($) ~ Fee (§) Fee ($) ";:93 ml Feo($)  Fee (;n)l Fees Paid ($}
Utility 310 155 510 255 210 105

Design 210 105 100 50 130 65

Plant 210 105 310 155 160 80

Reissue 310 155 510 255 620 310

Provisional 210 105 0 0 0 0

2. EXCESS CLAIM FEES Small Entity

Fee Description ‘ , : Ege ($) Fee ($)

Each claim over 20 (including Reissues) 50 25

Each independent claim over 3 (including Reissues) 210 105
Multiple dependent claims : 370 185

Total Claims Extra Claims Fee ($) Fee Paid ($) Multiple Dependent Claims
-200rHP = x = 0 Fee ($) Fee Paid ($)
HP = highest number of total claims paid for, if greater than 20.
Indep. Claims Extra Claims Fee ($) Fee Paid ($)
-30rHP = x = 0

HP = highest number of independent claims paid for, if greater than 3.

3. APPLICATION SIZE FEE , _ .

If the specification and drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer
listings under 37 CFR 1.52(e)), the application size fee due is $260 ($130 for small entity) for each additional 50

sheets or fraction thereof. See 35 U.S.C. 4lfa)(l)(G) and 37 CFR 1.16$s).
Total Sheets Extra Sheets Num f each additional 50 or ion thereof Foe ($) Fee Paid ($)

-100= 150 = (round up to a whole number) x
4. OTHER FEE(S) Fees Paid ($)
Non-English Specification, $130 fee (no small entity discount) )
Other (e.g., late filing surcharge): Request for Certificate of Correction 100.00
SUBMITTED BY Y/
Signature /W( \ zigl:\::/%g:ntl)o 57,204 Telephone 215-568-6400
Name (Print/Type)| Robert D. Leonard Date 0/ 1 / 200

This collection of information is required by 37 CFR 1.136. The information is required to obtain or retain a benefit by the public which I; to file (and by the
USPTO to process) an application. Confidentlality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete,
including gathering, preparing, end submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, U.S. Depariment of Commaerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

OCT 16 200¢



PATENT

/8 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In the PATENT of: |
Kazakevich et al.
Patent No.: 7.933 624 Our File:  1-2-0336.1US
Issued: June 19, 2007 Date: October 9, 2007
Appln. No.: 10/330,749
Filed: | December 27, 2002
For: METHOD AND SYSTEM FOR ALL
DIGITAL GAIN CONTROL

REQUEST FOR CERTIFICATE OF CORRECTION

Certificate of Corrections Branch
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

A Certificate of Correction under 35 U.S.C. §255 and 37 C.F.R. §1.323 is
requested for U.S. Patent No. 7,233,624. Correction of the following typographical
errors is reqﬁested.

IN THE ABSTRACT
At section (57), ABSTRACT, page 1, right column, line 1, after the word "device",

delete "avoid" and insert therefor --avoids--.

10/12/2007 SSESHE2 00000048 090435 7233624

01 FC:1811

100.00 DA

ocT 1620



Patentee: Kazakevich et al.
Patent No.: 7,233,624

IN THE SPECIFICATION
At column 2, delete line 11, and insert therefor --BRIEF DESCRIPTION OF

THE DRAWINGS--.

)
‘ - ). 5
At column 3, delete Equation (1), and insert therefor --X = 7 &=t .

At column 3, line 66, before the first use of the words "of the", delete "relation"

and insert therefor --relationship--.

0cT 16 7001



Patentee: Kazakevich et al.
Patent No.: 7,233,624

REMARKS
Patentees believe that the above errors are of such a nature as to justify the
issuance of a Certificate of Correction. Patentees have enclosed a completed Certificate
of Correction Form PTO/SB/44.
Since at least one of the errors was caused by Applicants, please charge the
surcharge fee pursuant to C..F.R. §1.20(a) of $100.00 to the Deposit Account of
InterDigital Communications Corporation, Deposit Account No. 09-0435.

Patentees respectfully request that the Certificate of Correction be issued.

Respectfully submitted,

Kazakevich et al.

/"

Robert D. Leonard
Registration No. 57,204
(215) 568-6400

Volpe and Koenig, P.C.
United Plaza, Suite 1600
30 South 17th Street
Philadelphia, PA 19103

RDL/dcb

naT 16 2007



R PTO/SB/44 (04-05)
* ) ' Approved for use through 04/30/2007. .

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction’ Act of 1895, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

{Also Fon'n PTO-105Q)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

. ‘ Page 1T of 1
PATENT NO. : 7,233,624

APPLICATION NO.: 10/330,749
ISSUE DATE : June 19, 2007

IN\(ENTOR(S) ' Kazakevich et al.

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

IN THE ABSTRACT

At section (57), ABSTRACT, page 1, right column, line 1, after the word "device", delete "avoid”
and insert therefor --avoids--.

IN THE SPECIFICATION

At column 2, delete line 11, and insert therefor --BRIEF DESCRIPTION OF THE DRAWINGS--.

At column 3, delete Equation (1), and insert therefor --X = — Z S -
R oge

At column 3, line 66, before the first use of the words "of the", delete "relation" and insert therefor
--relationship--.

MAILING ADDRESS OF SENDER (Please do not use customer number below)

Volpe and Koenig, P.C.

United Plaza, Suite 1600

30 South 17th Street

Philadelphia, PA 19103

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Depariment of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED

FORMS TO THIS ADDRESS. SEND To Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.

0CT 16 2001




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

SACCO & ASSOCIATES, PA COPY MAILED
P.O. BOX 30999

PALM BEACH GARDENS FL 33420-0999 0CT 1 4 2004

In re Application of : OFFICE OF PETITIONS
James J. Rawnick et al :

Application No. 10/330,755 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. 7162-47

This is a decision on the petition, filed October 12, 2004, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). S_efe 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 21, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (703) 305-8859.

The examiner of Technology Center AU 2821 will consider the request for continued
examination under 37 CFR 1.114.

Kaun

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

DLA PIPER LLP (US) Mail Date: 06/01/2010
4365 EXECUTIVE DRIVE
SUITE 1100

SAN DIEGO, CA 92121-2133

Applicant : Jiwu Wang : DECISION ON REQUEST FOR

Patent Number : 7625750 : RECALCULATION of PATENT

Issue Date : 12/01/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/330,772 : OF WYETH AND NOTICE OF INTENT TO
Filed :

12/26/2002 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 708 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

COPY MAILED
WOODARD, EMHARDT, NAUGHTON,

MORIARTY AND MCNETT LLP JUL 1 6 2007
BANK ONE CENTER/TOWER
111 MONUMENT CIRCLE, SUITE 3700

INDIANAPOLIS IN 46204-5137 OFFICE OF PETITIONS

In re Application of

BELL, John Francis III et al. :
Application No. 10/330,786 : DECISION ON PETITION

Filed: December 27, 2002 : TO WITHDRAW
Attorney Docket No. 20202-55 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed June 20, 2007.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to withdraw or
contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw will not be approved
unless at least 30 (thirty) days would remain between the date of approval and the later of the expiration date of a time to file a
response or the expiration date of the maximum time period which can be extended under 37 C.F.R. § 1.136(a).

The request cannot be approved because there remains less than 30 (thirty days) between the date of this decision and the
maximum extendable time period for filing a response to the Office action mailed on November 30, 2006.

The Office cannot approve the request at this time since the reasons provided do not meet any of the conditions under the
mandatory or permissive categories enumerated in 37 CFR 10.40. Section 10.40 of Title 37 of the Code of Federal Regulation
states, “[a] practitioner shall not withdraw from employment in a proceeding before the Office without permission from the
Office{.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not applicable, a practitioner may not
request permission to withdraw in matter pending before the Office unless such request or such withdrawal is” for one the
permissive reasons listed in 37 CFR 10.40(c). The reasons set forth in the request, responsibility for prosecution of the
application has been transferred, does not meet any of the conditions set forth in 37 CFR 10.40.

All future communications from the Office will continue to be directed to the above-listed address until otherwise notified by
applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272- 2783.

owica X. Qvaves
Petitions Examiner
Office of Petitions

cc: WONG, CABELLO, LUTSCH,
RUTHERFORD & BRUCCULERI LLP
20333 SH 249
SUITE 600
HOUSTON, TX 77070



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

INVENTARIUM

4050 ROSEMONT BLVD. #1607

MONTREAL, QC COPY MAILED
H1X IM4

CANADA NOV 1 0 2005

OFFICE OF PETITIONS
In re Application of

Yvan Auger :

Application No. 10/330,794 : ON PETITION
Filed: December 30, 2002 :

Attorney Docket No.

This is a decision on the petition under 37 CFR 1.137(b), filed October 9, 2005, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to submit the issue fee in a timely
manner in reply to the Notice of Allowance mailed July 14, 2004, which set a statutory period
for reply of three (3) months. Accordingly, the above-identified application became abandoned
on October 15, 2004.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of payment of the issue fee; (2) the petition and publication fees;
and (3) the required statement of unintentional delay have been received. Accordingly, the issue
fee is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-3229.

This application matter is being forwarded to the Publishing Division for further processing.

Tette, withama
Retta Williams

Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS

In re Application of
Zhang, et al.
Application No. 10/330,804 DECISION ON PETITION

Filed: December 27, 2002
Attorney Docket No. BAKER 3.0-025

This is a decision on the “PETITION UNDER RULE 1.78", filed
September 27, 2004, which is being treated as a petition under
37 CFR 1.78(a) (6) to accept an unintentionally delayed claim for
priority under 35 U.S.C. 119(e) for the benefit of provisional
application 60/344,291.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under’

37 CFR 1.78(a) (6) is only applicable to those applications filed on or
after November 29, 2000. Further, the petition is appropriate only
after the expiration of the period specified in 37 CFR 1.78(a) (5) (ii).
In addition, the petition under 37 CFR 1.78(a) (6) must be accompanied
by:

(1) the reference required by 35 U.S.C. § 119 (e)
and CFR § 1.78(a) (5) (i) of the prior-filed
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application(s), unless previously submitted;!
(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between

the date the claim was due under 37 CFR

§ 1.78(a) (5) (ii) and the date the claim was filed
was unintentional. The Commissioner may require
additional information where there is a question
whether the delay was unintentional.

A reference to add the above-noted , prior-filed application on page
one following the first sentence of the specification has been
included in a concurrently filed amendment. However, the amendment is
not acceptable as drafted since it improperly incorporates by
reference the prior-filed applications. Petitioner’s attention is
directed to Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980), where the court drew a distinction between a
permissible 35 U.S.C. 120 statement and the impermissible introduction
of new matter by way of incorporation by reference in a 35 U.S.C. 120
statement. The court specifically stated:

Section 120 merely provides a mechanism whereby an application
becomes entitled to benefit of the filing date of an earlier
application disclosing the same subject matter. Common subject
matter must be disclosed, in both applications, either
specifically or by an express incorporation-by-reference of prior
disclosed subject matter. Nothing in section 120 itself operates
to carry forward any disclosure from an earlier application. In
re deSeversky, supra at 674, 177 USPQ at 146-147. Section 120
contains no magical disclosure-augmenting powers able to pierce
new matter barriers. It cannot, therefore, “limit” the absolute
and express prohibition against new matter contained in section
251.

In order for the incorporation by reference statement to be effective
as a proper safeguard against the omission of a-portion of a prior
application, the incorporation by reference statement must be included
in the specification-as-filed, or in an amendment specifically
referred to in an oath or declaration executing the application. See
In re deSeversky, supra. See also MPEP 201.06(c).

! Any nonprovisional application or international application

designating the United States of America claiming the benefit of one or more
prior-filed copending applications or international applications designating
the United States of America must contain or be amended to contain a reference
(amendment to the first line of the specification following the title or in an
application data sheet (ADS) to each such prior-filed application, identifying
it by application number (consisting of the series code and serial number) or
international application number and international filing date filing date and
indicating the relationship of the applications. Cross references to other
related applications may be made when appropriate (see § 1.14).
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Accordingly, before the instant petition can be granted, a substitute
amendment? deleting the incorporation by reference statement, along
with a renewed petition under 37 CFR 1.78(a) (6) is required.

Further correspondence with respect to this matter should be addressed
as follows: :

By mail: Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (703) 872-9306
Attn: Office of Petitions

Telephone inquiries concerning this matter should be directed to
Petitions Attorney Cliff Congo at (571)272-3207.

HAfZ_

Charles Pearson
Director
Office of Petitions

ee 37 CFR 1.121
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In re Application of

Helen M. Blau, et al. :

Application No. 10/330,811 : DECISION ON REQUEST
Filed: December 26, 2002 : TO WITHDRAW

Attorney Docket No. 286002022200 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed November 22, 2005.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every

- attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by.Kate H. Murashige on behalf of all the attorneys of record who are
associated with Customer No. 25225.

While all attorneys/agents associated with the Customer Number 25225 have been withdrawn, the
request to change the correspondence address of record is not acceptable as the requested
correspondence address is not that of: (1) the first named inventor or (2) the assignee of the entire
interest. All future communications from the Office will be directed to the first named inventor at
the first copied address below until otherwise properly notified by applicant. '

Further, it is noted that the power of attorney submitted on December 7, 2005 was improperly
accepted by the Office by a letter mailed April 20, 2006. In this regard, the assignee of the entire
interest has not properly intervened since the power of attorney was signed by an assignee with



Application No. 10/330,811 Page 2

less than the entire right, title and interest. Consequently, the Office communication mailed
April 20, 2006 is hereby vacated. There is no attorney of record at this time.

Applicant should note that there is no outstanding Office action that requires a reply from the
applicant.

Telephone inquiries concerning this decision should be directed to Sherry D. Brinkley at
571-272-3204.

.Y

Sherry D.Brinkley
Petitions Examiner
Office of Petitions

Conferee%@’%ﬂ,/

cc: HELEN M. BLAU
580 COTTON STREET
MENLO PARK, CA 94025

THE BOARD OF TRUSTEES OF THE
LELAND STANFORD JUNIOR UNIVERSITY
1705 EL CAMINO REAL

PALO ALTO, CA 94306-1106

BOZICEVIC, FIELD & FRANCIS LLP
1900 UNIVERSITY AVENUE

SUITE 200

EAST PALO ALTO CA 94303
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BOZICEVIC, FIELD & FRANCIS LLP
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COPY MAILED
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Inre Application of
Blau et al. ' : '-
Application No. 10/330811 . DECISION DISMISSING PETITIONS

Filed: 12/26/2002 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. STAN-466 :

This is a decision on the petition filed on March 27, 2008, which is treated as a petition under 37
CFR §§ 1.78(a)(3) and 1.78(a)(6), to accept an unintentionally delayed claim under 35 U.S.C. §§
120 and 119(e) for the benefit of priority to the prior-filed nonprovisional and prov151onal
applications set forth in the concurrently filed amendment

The petition is DISMISSED

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000 and after the expiration
of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addition, the petition
under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be accompanied by:

(1)  the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted;

(2)  the surcharge set forth in § 1.17(t); and

(3)  astatement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional where there is a question whether the delay was
unintentional.
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The petition does not comply with items (1) and (3).

The amendment is not acceptable as drafted since it improperly incorporates by reference the
prior-filed applications. An incorporation by reference statement added after an application’s
filing date is not effective because no new matter can be added to an application after its filing
date (see 35 U.S.C. § 132(a)). If an incorporation by reference statement is included in an
amendment to the specification to add a benefit claim under 35 U.S.C. § 120 after the filing date
of the application, the amendment would not be proper. When a benefit claim under 35 U.S.C. §
120 is submitted after the filing of an application, the reference to the prior application cannot
include an incorporation by reference statement of the prior application. See Dart Industries v.
Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980). Note MPEP §§ 201.06(c) and
608.04(b).

The rule at 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) requires a statement that the entire delay
between the date the claim was due under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the
date the claim was filed was unintentional. The statement appearing in the petition varies from
the required language, the statement is being construed as the statement required by 37 CFR §§
1.78(a)(3) and (a)(6). Any renewed petition should include a proper statement as required by 37
CFR §§ 1.78(a)(3) and (a)(6). ‘

Before the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) can be granted, a renewed petition
- and either an Application Data Sheet or a substitute amendment (complying with the provisions
of 37 CFR 1.121 and 37 CFR 1.76(b)(5)) to correct the above matters are required.

Finally, petitioners should note that line 3 of the petition miscaptions the prior-filed application
number as “09/536,106” rather than the correct application number of -09/526,106—. This
error should be corrected in any renewed petition.

. Further correspondence with respect to this matter should be addressed as follows:

- By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions
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Any questions concerning this matter may be directed to Senior Petitions Attorney Douglas I. -
Wood at (571) 272-3231

nthony Knight
Supervisor

Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Blau et al. :

Application No. 10/330811 : DECISION ON PETITIONS

Filed: 12/26/2002 ~ :UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. STAN-466 :

This is a decision on the renewed petitions under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed May
20, 2008, to accept an unintentionally delayed claim under 35 U.S.C. §§120 and 119(e) for the
benefit of the prior-filed applications set forth in the concurrently filed amendment.

The petitions are GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6)
is only applicable to those applications filed on or after November 29, 2000. Further, the petition
is appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(ii). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by:

(1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(1) of the prior-filed apphcatlon unless
previously submitted;

(2)  the surcharge set forth in § 1.17(t); and

A3 a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(i1) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional information where there is a question whether the delay
was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.
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All the above requirements having been satisfied, the late claim for benefit of priority under 35
U.S.C. §§ 120 and 119(e) is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) should not be construed as meaning that this
application is entitled to the benefit of the filing date of the prior-filed applications. In order
for this application to be entitled to the benefit of the prior-filed applications, all other
requirements under 35 U.S.C. §8120 and 1.78(a)(1) and (a)(2) and under 35 U.S.C. §119(e)
and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected Filing
Receipt accompanying this decision on petition includes the prior-filed applications should not
be construed as meaning that applicant is entitled to the claim for benefit of priority to the
prior-filed applications noted thereon. Accordingly, the examiner will, in due course, consider
this benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed applications,
" accompanies this decision on petition.

Any questions concerning this matter may be directed to Senior Petitions Attorney Douglas I.
Wood at (571) 272-3231. All other inquiries concerning either the examination procedures or
status of the application should be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 1641 for consideration by the
examiner of the claim under 35 U.S.C. § §120 and 119(e) of the prior-filed nonprovisional and

Supervisor
- Office of Petitions

ATTACHMENT : Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.O. Box 1450

Alexandria, Virginia 22313-1450
www.uspto.gov
APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
10/330,811 12/26/2002 1641 768 STAN-466 57 3
CONFIRMATION NO. 1063
77974 CORRECTED FILING RECEIPT

Bozicevic, Field & Francis LLP

Stanord Univerity Offc of Techmnology Licensing L
1900 University Avenue

Suite 200

East Palo Alto, CA 94303

Date Mailed: 08/04/2008

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
‘ Helen M. Blau, Menlo Park, CA;
Robert F. Balint, Palo Alto, CA;
Thomas S. Wehrman, Redwood City, CA;
Jeng-Horng Her, San Jose, CA;
Power of Attorney: The patent practitioners associated with Customer Number 24353

Domestic Priority data as claimed by applicant
This appln claims benefit of 60/344,757 12/26/2001
and is a CIP of 09/526,106 03/15/2000 ABN
which claims benefit of 60/124,339 03/15/1999
and claims benefit of 60/135,926 05/25/1999
and claims benefit of 60/175,968 01/13/2000

Foreign Applications

If Required, Foreign Filing License Granted: 02/28/2003

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 10/330,811
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
* SMALL ENTITY **
page 1 of 3



Title

Detection of molecular interactions by beta-lactamase reporter fragment complementation
Preliminary Class
435

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant’s license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless

it is revoked. This license is automatically transferred to any related appllcattons(s) filed under 37 CFR 1.53(d). This
Ilcense is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national

~ security or the export of technical data. Licensees should apprise themselves of current regulations especially with

respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of

State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and

Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 8 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 3
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UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office

. P.O. Box 1450
Alexandria, VA 22313-1450
b 7
Paper No. 8 '
DANIEL S. POLLEY, ESQ.
MALIN, HALEY & DIMAGGIO, P.A.
1936 SOUTH ANDREWS AVENUE
FORT LAUDERDALE, FL 33316
COPY MAILED
JUN 1 4 2004
In re Application of : OFFICE OF PETITIONS

Edward J. Domanico

Application No. 10/330,814
Filed: 27 December, 2002 :
Atty Docket No. 9417.6822 :

ON PETITION

This is a decision on the petition under 37 CFR 1.137(b),! filed
on 20 February, 2004, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned on 6 April, 2003, for failure
to file a timely reply to the Notice to File Missing Parts of
Nonprovisional Application mailed on 5 February, 2003, which set
a two (2) month shortened period for reply. Notice of
Abandonment was mailed on 1 June, 2004.

lEffective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that
where the delay in reply was unintentional, a petition may be filed to revive an
abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b). A grantable
petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. 1In a nonprovisional
application abandoned for failure to prosecute, the required reply may be met by the
filing of a continuing application. In a nonprovisional application filed on or after
June 8, 1995, and abandoned for failure to prosecute, the required reply may also be
met by the filing of a request for continued examination in compliance with § 1.114.
In an application or patent, abandoned or lapsed for failure to pay the issue fee or
any portion thereof, the required reply must be the payment of the issue fee or any
outstanding balance thereof. 1In an application abandoned for failure to pay the
publication fee, the required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. The Commissioner may required additional information where
there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required
pursuant to 37 CFR 1.137(c)).
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Petitioner has now filed the basic filing fee, corrected
drawings, and an abstract.

The application is being forwarded to the Office of Initial
Patent Examination for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703)308-6918.

Douglas I. Wood
Senior Petitions Attorney

Office of Petitions
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March 7, 2005

In re application of : Edward J. Domanico.
Serial No. : 10/330,814
Filed . : December 27, 2002
For o : FLUORESCENT LAMP DISPOSAL SYSTEM
Art Unit : 1764
Our File No. : 9417.6822
CERTIFICATE OF MAILING

1 hereby certify that this correspondence, and any attachments thereto, is being deposited with the United States
Postal Service, as First Class mail, with sufficient postage, in an envelope addressed to: Mail Stop Petitions,
Commissioner For Patents; P. O. Box 1450, Alexandria, VA 22313-1450.

Berry Beanac M? [Arll_ 0 3/0 7[2005—

Namie of Person Mailing Signature Dafe
Paper '

PETITION TO MAKE SPECIAL

Mail Stop Petitions
Commissioner for Patents
P.0O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

Applicant hereby requests that the above-identified
application be made special based on the state of health of the
Applicant, as documented in the _enclosed letter from Applicant’s
doctor (Exhibit “A”). Accordingly, in view applicant’s health as
evidenced by the attached Exhibit, Applicant specifically
requests that this Petition be granted by Patent Office and
Applicant’s application placed in line for accelerated
examination. ' ’ ”

PETITION GRANTED,

Richard Crispino

. Special Program Examiner

' TC1700  MAR 17 2005
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Paper No. 4
Dan Swayze i
Texas Instruments Incorporate _
M/S 3999 P COPY MAILED
P. 0. BOX 655474
Dallas TX 75265 JUN 2.3 2003

F PETITIONS

In re Application of OFFICE 0
Fujiwara & Miyanohara :
Application No. 10/330,818 " : DECISION ACCORDING STATUS

Filed: December 27, 2002 _ : UNDER 37 CFR 1.47(a)
Attorney Docket No. TI-31510 :
For: HIGH PSRR CURRENT SOURCE

This is in response to the petition under 37 CFR 1.47(a), filed May 12, 2003 (certificate of mailing
date May 7, 2003).

The petition is granted.

Petitioner has shown that the non-signing inventor, Akihiko Miyanohara, has constructively
refused to join in the filing of the above-identified application after having been presented with the
application papers. Specifically, the declardtion of Lisa Lynch, Patent Secretary for Jackson
Walker LLP, establishes that the inventor was mailed the application papers, including the
specification, claims and drawings, received the ng;ers, but failed to respond to the request that

he sigré the declaration. Petitioner has submitted a declaration in compliance with 37 CFR 1.63
and 1.64.

This application and papers have been reviewed and found in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of this application's filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will
also be published in the Official Gazette. ‘

Pursuant to petitioner’s authorization, deposit account no. 20-0668 will be charged the $130 fee
associated with filing a petition under 37 CFR 1.47(a).

After this decision is mailed, the above-identified application will be forwarded to Technology
Center 2800 for examination in due course. -

Telephone inquiries should be directed to the undersigned at (703) 308-6712.

E S Btene Nelbt

E. Shirene Willis
Senior Petitions Attorney
Office of Petitions
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AKIHIKO MIYANOHARA

RM. 401, 1-35-25 HIGASHI-IZUMI COPY MAILED
KOMAE-SHI TOKYO 201-0014 .
JAPAN JUN2 3 2003
In re Application of OFFICE OF PETITIONS

Fujiwara & Miyanohara , :

Application No. 10/330,818 : LETTER

Filed: December 27, 2002
Attorney Docket No. TI-31510
For: HIGH PSRR CURRENT SOURCE

Dear Mr. Miyanohara:

You are named as a joint inventor in the above identified United States patent application, filed under
the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application; counsel
of record (see below) would presumably assist you. Joining in the application would entail the filing of
an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Requests for information regarding your application should be directed to the File Information Unit at
(703)308-2733. Information regarding how to pay for and order a copy of the application, or a specific
paper in the application, should be directed to Certification Division at (703)308-9726 or 1(800)972-
6382 (outside the Washington D.C. area). . .

Telephone in'quiries regarding this communication should be directed to the undersigned at (703) 308-
6712. ' ‘

Osdlune Wit

E. Shirene Willis
Senior Petitions Attorney
Office of Petitions

ATTORNEY OF RECORD: Dan Swayze
Texas Instruments Incorporated
M/S 3999
P. 0. BOX 655474
Dallas TX 75265
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Paper No. / é
LAW OFFICE OF LAWRENCE E LAUBSCHER, JR

1160 SPA RD
SUITE 2B COPY MAILED

ANNAPOLIS, MD 21403 APR 1 3 2004

In re Application of : OFFICE OF PETITIONS
Robertus Laurentius Van Der Valk, et al. :

Application No. 10/330,836 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. 23211

This is a decision on the petition, filed April 12, 2004, under 37 CFR(c)(2) to withdraw the above-
identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR
1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 20, 2004, in the above-identified application
cannot be refunded. If, however, the above-identified application is again allowed, petitioner may
request that it be applied towards the issue fee required by the new Notice of Allowance. '

‘ Telephone inquiries relating to this decision should be directed to the undersigned at (703) 305-9220.

The application is being forwarded to Technology Center AU 2816 for further processing of the request
for continued examination under 37 CFR 1.114.

gherry D. I}rinkley
Petitions Examiner
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

IThe request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon:
“Commissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any
previously paid issue fee to the application identified above.” Petitioner is advised that, whether a fee is
indicted as being due or not, the Issue Fee Transmittal Form must be completed and timely submitted to
avoid abandonment. Note the language on bold text on the first page of the Notice of Allowance and
Fee(s) Due (PTOL-85).
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In re Application of ] OFFICE OF PETITIONS

Robertus Laurentius Van Der Valk, et al.

Application No. 10/330,836 ON PETITION

Filed: December 27, 2002
Attorney Docket No. 23211

This is a decision on the petition, filed April 12, 2004, under 37 CFR(c)(2) to withdraw the above-
identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR
1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 20, 2004, in the above-identified application
cannot be refunded. If, however, the above-identified application is again allowed, petitioner may
request that it be applied towards the issue fee required by the new Notice of Allowance. ’

| Telephone inquiries relating to this decision should be directed to the undersigned at (703) 305-9220.

The application is being forwarded to Technology Center AU 2816 for further processing of the request

for continued examination under 37 CFR 1.114.
7 { .

1/ P g
~le gy, il DEGE]T VE

Sherry D. B'il'inkley ‘/ T
’ !

Petitions Examiner
Office of Petitions
- Office of the Deputy Commissioner
for Patent Examination Policy L AW OFFICE OF
LAWRENGE E. LAUBSCHER JR.

'The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon:
“Commissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any
previously paid issue fee to the application identified above.” Petitioner is advised that, whether a fee is
indicted as being due or not, the Issue Fee Transmittal Form must be completed and timely submitted to
avoid abandonment. Note the language on boid text on the first page of the Notice of Allowance and
Fee{s) Due (PTOL-85).
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Paper No. 8

John R. Posthumus, Esq. COPY MAILED

Greenberg Traurig, LLP
1200 Seventeenth Street, Suite 2400 JAN 06 2004
Denver, CO 80202

OFFICE OF PETITIONS
In re Application of ‘ :
Tim Kast : DECISION REFUSING
Application No. 10/330,839 : STATUS UNDER
Filed: December 27, 2002 : 37 CFR 1.47(b)

Attorney Docket No. 07387-00693

For: APPARATUS, SYSTEM AND METHOD
FOR NON-CHEMICAL TREATMENT
AND MANAGEMENT OF COOLING
WATER

This is in response to the petition under 37 CFR 1.47(b), filed August 25, 2003.
The petition is dismissed. .

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
Any response should be entitled "Request for Reconsideration of Petition Under 37 CFR 1.47(b)"
and may include an oath or declaration executed by the inventor. Failure to respond will result
in abandonment of the application. :

A grantable petition under 37 CFR 1.47(b) requires:
(1)  proof that the non-signing inventor cannot be reached or refuses to sign the oath
or declaration;
2) an acceptable oath or declaration;
3) the petition fee;
4) a statement of the last known address of the non-signing inventor;
(5) proof of proprietary interest; and
(6) proof of irreparable damage.

Applicant lacks item (5) set forth above.

As to item (5), Rule 47 applicant has failed to show or provide proof that Global Water

Technologies has sufficient proprietary interest in the subject matter to justify the filing of the

application (see MPEP 409.03(f)). Acceptable proof would include:

1 a copy of the employment agreement between the non-signing inventor and the Rule

_ 47(b) applicant,

2) a copy of an assignment agreement showing that the invention disclosed in the
application is assigned to the Rule 47(b) applicant, or

3) a legal memorandum signed by an attorney familiar with the law of the jurisdiction
stating that a court of competent jurisdiction ' would by the weight of authority in that
jurisdiction award the title of the invention to the Rule 47(b) applicant.
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There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent to prosecute the above-identified application. If the person
signing the instant petition desires to receive future correspondence regarding this application,
the appropriate power of attorney or authorization of agent must be submitted. While a courtesy
copy of this decision is being mailed to the person signing the instant petition, all future
correspondence will be directed solely to the address currently of record until such time as
appropriate instructions are received to the contrary.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (703) 872-9306
Attn: Office of Petitions

By hand:' U.S. Patent and Trademark Office
2011 South Clark Place
Customer Window
Crystal Plaza Two, Lobby, Room 1B03
Arlington, VA 22202

If a request for reconsideration is filed, and a decision on the new petition is not received within
three months, petitioner may wish to call the number below to check on the status of the renewed
petition.

Telephone inquiries should be directed to Petitions Attorney Steven Brantley at (703) 306-5683.

éﬂen Brantley

Petitions Attorney
Office of Petitions

" If the response is mailed using a service other than the United States Postal Service, such as Federal Express or
United Parcel Service, then this address may be used by such service.
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| Paper No. 14 -

GLOBAL WATER TECHNOLOGIES COPY MAILED
'1767 DENVER WEST BLVD
GOLDEN, CO 80401 MAY 2 4 2004

OFFi
In re Application of : CE OF PETITIONS
Tim Kast : DECISION REFUSING
Application No. 10/330,839 ' : STATUS UNDER
Filed: December 27, 2002 .. 37 CFR 1.47(b)

Attorney Docket No. 07387-00693

For: APPARATUS, SYSTEM AND METHOD
FOR NON-CHEMICAL TREATMENT
AND MANAGEMENT OF COOLING
WATER

This is in response to the renewed petition under 37 CFR 1.47(b), filed May 6, 2004.
The petition is dismissed.

Any response should be entitled "Request for Reconsideration of Petition Under 37 CFR 1.47(b)"
and may include an oath or declaration executed by the inventor.

Normally the petition under 37 CFR 1.47(b) would be granted. However, the application cannot
be granted at this time because the petition was not accompanied by payment for the appropriate
extension of time.

The paper filed on May 6, 2004 authorized the Office to charge $210 to deposit account no.
50-2775. However, when the Office attempted to charge the fee, the account only contained $80.

This decision does not set a new time period for reply. Therefore, the extension of time payment
amount submitted with any request for reconsideration should be based on the mailing date of the
prior decision - January 6, 2004. For example, if a request for reconsideration were submitted on
June 1, 2004, it would need to be accompanied by payment for a three month extension of time.

There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent to prosecute the above-identified application. If the
person signing the instant petition desires to receive future correspondence regarding this
application, the appropriate power of attorney or authorization of agent must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
instant petition, all future correspondence will be directed solely to the address currently of
record until such time as appropriate instructions are received to the contrary. :

Further correspondence with respect to this matter should be addressed as follows: .

By mail: Mail Stop Petition
Commissioner for Patents
P.O.Box 1450 .
Alexandria, VA 22313-1450
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By facsimile: (703) 872-9306
Attn: Office of Petitions

If a request for reconsideration is filed, and a decision on the new petition is not received within
three months, petitioner may wish to call the number below to check on the status of the renewed
petition.

led be directed to Petitions Attorney Steven Brantley at (703) 306-5683.

Charles Steven Brantley
Petitions Attorney
Office of Petitions

cc: John R. Posthumus, Esq.
Greenberg Traurig, LLP
1200 Seventeenth Street, Suite 2400
Denver, CO 80202

Py

—
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Paper No. 18
John R. Posthumus, Esq.
Greenberg Traurig, LLP COPY MAILED
1200 Seventeenth Street, Suite 2400
Denver, CO 80202 AUG 2 5 2004
In re Application of ' : OFFICE OF PETITIONS
Tim Kast : DECISION ACCORDING
Application No. 10/330,839 : STATUS UNDER

Filed: December 27, 2002 : 37 CFR 1.47(b)

Attorney Docket No. 07387-00693

For: APPARATUS, SYSTEM AND METHOD
FOR NON-CHEMICAL TREATMENT
AND MANAGEMENT OF COOLING
WATER

This is in response to the renewed petition under 37 CFR 1.47(b), filed June 2, 2004. |

The petition is granted.

This application and papers have been reviewed and found in compliance with 37 CFR 1.47(b).
This application is hereby accorded Rule 1.47(b) status.

§

As provided in Rule 1.47(c), this Office will forward notice of this application's filing to the non-
signing inventor at the address %iven in the petition. Notice of the filing of this application will
also be published in the Official Gazette. .

After this decision is mailed, the above-identified application will be forwarded to the Office of
Initial Patent Examination for further processing.

Telephone inquiries may be directed to Petitions Attorney Steven Brantley at (703) 306-5683
prior fo-September 27, 2004, and (571) 272-3203 thereafter.

Charles Steven Brantley
Petitions Attorney
Office of Petitions

YRS - S
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Paper No. 19
Timothy Kast
2388 East Lookout Drive
Coeur d’Alene, Idaho 83815
COPY MAILED

In re Application of : AUG 2 5 2004
Timothy Kast :
Application No. 10/330,839 : OFFICE OF PETITIONS

Filed: December 27, 2002 : Letter

Attorney Docket No. 07387-00693

For: APPARATUS, SYSTEM AND METHOD
FOR NON-CHEMICAL TREATMENT
AND MANAGEMENT OF COOLING
WATER

Dear Mr. Kast:

You are named as the sole inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 118 (United States Code), and 37 CFR 1.47(b), Rules of
Practice in Patent Cases. Should a patent be granted on the application you will be designated
therein as the sole inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,

order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position

of record in the application. Alternatively, you may arrange to do any of the preceding through a

registered patent attorney or agent presenting written authorization from you. If you care to join

the application, counsel of record (see below) would presumably assist you. Joining in the

%pplication would entail the filing of an appropriate oath or declaration by you pursuant to 37
FR 1.63.

Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at
(703) 308-9726 or 1 (800) 972-6382 (outside the Washington D.C. area).

Telephone inquiries may be directed to Petitions Attorney Steven Brantley at (703) 306-5683

%004, and (571) 272-3203 thereafter.

Charles Steven Brantley
Petitions Attorney
Office of Petitions

cc: John R. Posthumus, Esq.
Greenberg Traurig, LLP
1200 Seventeenth Street, Suite 2400
Denver, CO 80202
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SCHWEGMAN, LUNDBERG & WOESSNER, P.A. Mail Date: 06/01/2010
P.O. BOX 2938
MINNEAPOLIS, MN 55402

Applicant : Matthew A. Hayduk : DECISION ON REQUEST FOR

Patent Number : 7636371 : RECALCULATION of PATENT

Issue Date : 12/22/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/330,840 : OF WYETH AND NOTICE OF INTENT TO
Filed :

12/27/2002 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1484 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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COPY MAILED |

Cooper & Dunham LLP
1185 Avenue of the Americas OCT 01 2008

New York, NY 10036 OFFICE OF PETITIONS

In re Application of

Chin-Hsin Yang :

Application No. 10/330,857 : DECISION ON PETITION
Filed: December 26, 2002 :

Attorney Docket No. 7257/68735

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 9, 2008, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS from the
mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration
request should include a cover letter entitled “Renewed Petition under 37 CFR 1.137(b).” This is not a
final agency action within the meaning of 5 U.S.C. § 704.

The application became abandoned for failure to reply in a timely manner to the Non-Final Rejection
mailed, May 23, 2005, which set a shortened statutory period for reply of three (3) months. No extensions
of time under the provisions of 37 CFR 1.136 (a) were obtained. Accordingly, the application became
abandoned on August 24, 2004.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply, unless
previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that the entire delay in
filing the required reply from the due date for the reply until the filing of a grantable petition pursuant to
37 CFR 1.137(b) was unintentional; and (4) any terminal disclaimer (and fee as set forth in 37 CFR
1.20(d)) required by 37 CFR 1.137(d). Where there is a question as to whether either the abandonment or
the delay in filing a petition under 37 CFR 1.137 was unintentional, the Director may require additional
information. See MPEP 711.03(c)(II)(C) and (D).

There are three periods to be considered during the evaluation of a petition under 37 CFR 1.137(b):
(1) the delay in reply that originally resulted in the abandonment;
(2) the delay in filing an initial petition p'ursuant to 37 CFR 1.137(b) to revive the application; and

(3) the delay in filing a grantable petition pursuant to 37 CFR 1.137(b) to revive the application.



Application No. 10/330,857 Page 2

Currently, the delay has not been shown to the satisfaction of the Director to be unintentional for periods
(1) and (2).

As to Period (1):

The patent statute at 35 U.S.C. § 41(a)(7) authorizes the Director to revive an "unintentionally abandoned
application." The legislative history of Public Law 97-247 reveals that the purpose of 35 U.S.C.

§ 41(a)(7) is to permit the Office to have more discretion than in 35 U.S.C. §§ 133 or 151 to revive
abandoned applications in appropriate circumstances, but places a limit on this discretion, stating that
"under this section a petition accompanied by either a fee of $500 or a fee of $50 would not be granted
where the abandonment or the failure to pay the fee for issuing the patent was intentional as opposed to
being unintentional or unavoidable." [emphasis added]. See H.R. Rep. No. 542, 97th Cong., 2d Sess. 6-7
(1982), reprinted in 1982 U.S.C.C.A.N. 770-71. The revival of an intentionally abandoned application is
antithetical to the meaning and intent of the statute and regulation.

35 U.S.C. § 41(a)(7) authorizes the Director to accept a petition "for the revival of an unintentionally
abandoned application for a patent." As amended December 1, 1997, 37 CFR 1.137(b)(3) provides that a
petition under 37 CFR 1.137(b) must be accompanied by a statement that the delay was unintentional, but
provides that "[tJhe Commissioner may require additional information where there is a question whether
the delay was unintentional." Where, as here, there is a question whether the initial delay was
unintentional, the petitioner must meet the burden of establishing that the delay was unintentional within
the meaning of 35 U.S.C. § 41(a)(7) and 37 CFR 1.137(b). See In re Application of G, 11 USPQ2d 1378,
1380 (Comm'r Pats. 1989); 37 CFR 1.137(b). Here, in view of the inordinate delay (over 3 years) in
resuming prosecution, there is a question whether the entire delay was unintentional. Petitioner should
note that the issue is not whether some of the delay was unintentional by any party; rather, the issue is
whether the entire delay has been shown to the satisfaction of the Director to be unintentional.

The question under 37 CFR 1.137(b) for period (1) is whether the delay on the part of the party having the
right or authority to reply to avoid abandonment (or not reply) was unintentional. Accordingly, any
renewed petition must clearly identify the party having the right to reply to avoid abandonment on August
25, 2005. That party, in turn must explain what effort(s) was made to further reply to the outstanding
Office action and, further, why no reply was filed. If no effort was made to further reply, then that party
must explain why the delay in this application does not result from a deliberate course of action (or
inaction). Likewise, as Cooper & Dunham LLP. was counsel of record at the time of
abandonment, they should explain why this application became abandoned while it was under their
control and what efforts they made to further reply of itself and with whom this matter was discussed.
Copies of any correspondence relating to the filing, or to not filing a further reply to the outstanding
Office action are required from responsible person(s), and whoever else was involved with this
application at the time of abandonment. Statements are required from any and all person(s) having
firsthand knowledge of the circumstances surrounding the lack of a reply to the outstanding Office action.
As the courts have made clear, it is pointless for the USPTO to revive a long abandoned application
without an adequate showing that the delay did not result from a deliberate course of action. See Lawman
Armor v. Simon, 2005 U.S. Dist, LEXIS 10843, 74 USPQ2d 1633 (DC EMich 2005); Field Hybrids,
LLC v. Toyota Motor Corp., 2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27, 2005); Lumenyte Intl Corp.
v. Cable Lite Corp., Nos. 96-1011, 96-1077, 1996 U.S. App. LEXIS 16400, 1996 WL 383927 (Fed. Cir.
July 9, 1996) (unpublished) (patents held unenforceable due to a finding of inequitable conduct in
submitting an inappropriate statement that the abandonment was unintentional).
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As to Period (2):

Likewise, where the applicant deliberately chooses not to seek or persist in seeking the revival of an

abandoned application, or where the applicant deliberately chooses to delay seeking the revival of an
abandoned application, the resulting delay in seeking revival of the abandoned application cannot be
considered as "unintentional" within the meaning of 37 CFR 1.137(b). See MPEP 711.03(c).

The language of both 35 U.S.C. § 41(a)(7) and 37 CFR 1.137(b) are clear and unambiguous, and,
furthermore, without qualification. That is, the delay in filing the reply during prosecution, as well as in
filing the petition seeking revival, must have been, without qualification, "unintentional" for the reply to
now be accepted on petition. The Office requires that the entire delay be at least unintentional as a
prerequisite to revival of an abandoned application to prevent abuse and injury to the public. See H.R.
Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted in 1982 U.S.C.C.A.N. 771 ("[i]n order to prevent
abuse and injury to the public the Commissioner . . . could require applicants to act promptly after
becoming aware of the abandonment"). The December 1997 change to 37 CFR 1.137 did not create any
new right to overcome an intentional delay in seeking revival, or in renewing an attempt at seeking
revival, of an abandoned application. See Changes to Patent Practice and Procedure; Final Rule Notice,
62 Fed. Reg. 53131, 53160 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 87 (October 21, 1997),
which clearly stated that any protracted delay (over 3 years) could trigger, as here, a request for additional
information. As the courts have since made clear, a protracted delay in seeking revival, as here, requires a
petitioner’s detailed explanation seeking to excuse the delay as opposed to USPTO acceptance of a
general allegation of unintentional delay. See Lawman Armor v. Simon, 2005 U.S. Dist. LEXIS 10843,
74 USPQ2d 1633, at 1637-8 (DC EMich 2005); Field Hybrids, LL.C v. Toyota Motor Corp., 2005 U.S.
Dist. LEXIS 1159 (D. Minn Jan. 27, 2005) at *21-*23. Statements are required from any and all persons
then at Cooper & Dunham LLP and the responsible person(s) having firsthand knowledge of the
circumstances surrounding the protracted delay, after the abandonment date, in seeking revival.

As noted in MPEP 711.03(c)(I), subsection D, in instances in which such petition was not filed within 1
year of the date of abandonment of the application, applicants should include:

(A) the date that the applicant first became aware of the abandonment of the application; and
(B) a showing as to how the delay in discovering the abandoned status of the application occurred
despite the exercise of due care or diligence on the part of the applicant.

In either instance, applicant's failure to carry the burden of proof to establish that the "entire" delay was
"unavoidable" or "unintentional" may lead to the denial of a petition under 37 CFR 1.137(b), regardless of
the circumstances that originally resulted in the abandonment of the application. See also New York
University v. Autodesk, 2007 U.S. DIST LEXIS, U.S.District LEXIS 50832, *10 -*12 (S.D.N.Y.
2007)(protracted delay in seeking revival undercuts assertion of unintentional delay).

There is no indication that the person signing the petition was ever given a power of attorney or
authorization of agent to prosecute the above-identified application. However, in accordance with 37CFR
1.34(a), the signature of Y. Jenny Chen appearing on the petition shall constitute a representation to the
United States Patent and Trademark Office that he is authorized to represent the particular party in whose
behalf he acts. If petitioner desires to receive future correspondence regarding this patent, the appropriate
power of attorney or authorization of agent must be submitted. A courtesy copy of this decision will be
mailed to the address on the petition.



Application No. 10/330,857 Page 4

It is not apparent whether the statement of unintentional delay was signed by a person who would have
been in a position of knowing that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless,
in accordance with 37 CFR 10.18, the statement is accepted as constituting a certification of unintentional -
delay. However, in the event that petitioner has no knowledge that the delay was unintentional, petitioner
must make such an inquiry to ascertain that, in fact, the delay was unintentional. If petitioner discovers
that the delay was intentional, petitioner must so notify the Office.

Any renewed petition may be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Correspondence regarding this decision may also be filed through the electronic filing system of the
USPTO.

To expedite consideration, petitioner may wish to contact the undersigned regarding the filing of the
renewed petition under 37 CFR 1.137(b).

Telephone inquiries concerning this decision should be directed to Denise Williams at (571) 272-8930.

etitions Examiner
Office of Petitions

cc: Y. Jenny Chen
Occhiuti Rohlicek & Tsao LLP
10 Fawcett Street
Cambridge, MA 02138
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MAY 1 8 2004
In re Application of : OFFICE OF PETITIONS
Gabor Kiss et al :
Application No. 10/330,860 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. P2002J105

This is a decision on the petition, filed May 14, 2004, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on April 5,2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to Irvin Dingle at (703) 306-5684.

The file will be forwarded to Technology Center AU 1621 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disc]osure Statement.

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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TECHNOLGGY CENTER 3600

Ralph E. Jocke

Walker & Jocke Paper No. 022106
231 South Broadway

Medina, Ohio 44256

In re Application of: : DECISION ON PETITION
James Meek et al. : UNDER 37 CFR 1.181
Application No. 10/330,877 :
Filed: December 27, 2002
Attorney Docket No.: D-1119 R6
For: ATM CUSTOMER

MARKETING SYSTEM

This is in response to applicants' petition under 37 CFR 1.181 filed October 3, 2005 requesting
withdrawal of the finality of the Office action mailed July 13, 2005 as being premature.

The Petition is DENIED.

Applicant alleges that the final rejection mailed July 13, 2005 is premature because the Final
rejection is legally improper.

MPEP 706.07(a) sets forth that the second or any subsequent action on the merits shall be
made final except where the examiner introduces a new ground of rejection that is neither
necessitated by applicants' amendment nor based on information submitted in an information
disclosure statement filed during the period set forth in 37 CFR 1.97(c) with the fee set forth in
37 CFR 1.17(p).

A review of the record reveals that the examiner issued a new ground of rejection based on 35
USC 102 citing Amundsen, WO 99/08214 in a Final rejection mailed on July 13, 2005 in
response to an amendment filed by Applicants dated December 30, 2004. The examiner
clearly indicated that this new ground of rejection was necessitated by Applicants’ amendment.
A review of Applicants’ amendment filed December 30, 2004 shows that substantial
amendments were made to all the independent claims in addition to amendments to other
claims that would necessitate a new ground of rejection by the examiner. Applicants
subsequently filed an After Final response dated June 17, 2005, with no claim amendments,
arguing that the newly applied Amundsen reference was not prior art with respect to at least



one of the limitations in the independent claims and that even if the Amundsen reference was
prior art with respect to the claimed invention, Amundsen did not disclose all claim limitations
and therefore, the Final rejection was premature. In response, the Examiner issued a new
ground of rejection based on 35 USC 102 using a newly cited reference to Walker et al., U.S.
Pat. No. 6,694,300 in a second Final Rejection mailed on July 13, 2005. The Walker reference
was used to disclose a teaching reference with a superior date to Applicant’s earliest priority
date. The Examiner clearly indicated that this new ground of rejection was necessitated by
Applicants’ amendment.

Applicants argue that the second Final rejection is legally improper since Applicant did not
amend the claims in the After Final response dated June 17, 2005. In addition, Applicants
further argue that no information disclosure statement was filed in the June 17, 2005 After
Final response so the new ground of rejection could not be based on information submitted in
an information disclosure statement. Therefore, Applicants argue that the Examiner could not
introduce new grounds of rejection and make the rejection a Final rejection of the claims in
reply to the After Final response dated June 17, 2005.

It is noted that Applicants’ argument is based on the After Final response dated June 17, 2005,
which did not amend the claims, and not on Applicants’ amendment dated December 30, 2004
where the claims were substantially amended. According to office practice, when determining
whether new grounds of rejection in a second or subsequent rejection were necessitated by
Applicants’ amendment and ultimately whether the rejection of the claims is a Final rejection,
the amendment in response to the action prior to the Final Rejection is the amendment under
consideration. In the instant case, Applicants’ amendment dated December 30, 2004 was filed
in response to the non final office action mailed on October 13, 2004. In addition, Applicants’
amendment dated December 30, 2004 substantially amended the claims. The Examiner
introduced new grounds of rejection in the Final rejection mailed on July 13, 2005. The new
grounds of rejection in the Final Rejection mailed on July 13, 2005 were necessitated by
Applicants’ amendment that was dated December 30, 2004. Therefore, the Final rejection is
proper.

For the foregoing reasons, the finality of the office action mailed July 13, 2005 is proper and
accordingly the petition to withdraw the finality of the final office action is denied.

Inquiries related to this decision may be directed to Supervisory Patent Examiner Alexander
Kalinowski at (571) 272-6771.

ﬁﬁmﬂ@ée, Director
atent'Technology Center 3600

(571) 272-5250
FAX (571) 273-3600
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FACSIMILE TRANSMISSION COVER SHEET
TRANSMITTING: 6 PAGES (INCLUDING THIS PAGE)
NAME: Director of Technology Center 3600

Commissioner for Patents

PO Box 1450
Alexandria, VA 22313-1450

f'AX NUMBER: (571) 273-8300
DATE: October 3, 2005
SENDER: Ralph E. Jocke, Esq.
FAX NUMBE‘R: (330) 722-6446
PHONE NUMBER: (330) 721-0000

COMMENTS: Petition for entry in Application No. 10/330,877 (Docket No. D-1119 R6).
Please refer to the following.

If you do not receive all pages, contact the sender IMMEDIATELY at the number listed below. .

The information contained in this facsimile message is confidential and intended only for the use of the
individual or entity named above. If the reader of this message is not the intended recipient, you are
hereby notified that any dissemination, distribution, or copying of this communication is strictly
prohibited and will be considered at a tortious interference in our confidential business relationships. If
you have received this communication in error, please immediately notify us by telephone and return the
original message to us at the address below via the U.S. Postal Service. Thank you.

" CERTIFICATION UNDER 37 C.F.R. SECTIONS 1.8(a) AND 1.6(d)

TRANSMISSION
I hereby certify that, on the date shown below, this correspondence is being transmitted by facsimile to the
Patent and Trademark Office at (571) 273-8300.

Date: ¢w l3lzo0S .
Ralph E. j&@ke

330 - 721 - Q000 330 « 205 » 1669 | 330 Th-6ub rej@valkcrandjocke. com
MEDINA CLIVELAND PACSMILE EMAIL

' 231 &outh DBroadway, Medins. Ohio U.8.A. 44256-32601
PAGE 115" RCVDAT 1072005 11:32:42 AM [Eastem Daylight Time} * SVR:USPTO-EFXRF 4125 * DNIS: 2738300 * CSID: 3307226446 DURATION fmmes):01-24
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RECEIVED
CENTRAL FAX CENTER

OCT ¢ 3 2005

October 3, 2005

Director of Technology Center 3600
Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Attm:  Art Unit 3627

Patent Examiner Michael Cuff
Re:  Application Serial No.: 10/330,877
Confirmation No.: 1366
Applicants: James Meek, et al.
Title: ATM Customer Marketing System
Docket No.: D-1119 R6

Sir:

Please find enclosed a Petition pursuant to 37 C.F.R. §1.181 requesting withdrawal of a
premature final rejection for filing in the application.

No fee is deemed required. However, the Commissioner is authorized to charge any
necessary fee associated with the filing of the Petition, and any otber fee due, to Deposit Account
09-0428. .

Very truly yours,

ﬂ/ﬁ’ 9
Ralph E. Jocke
Reg. No. 31,029

PAGE 215" RCVD AT 107212005 11:32:42 AM [Eastem Daylight Time]* SVR:USPTO-EFXRF 4125 * DNIS:2738300°® CSID: 3307226445 * DURATION (mm-ss);01-24
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of )
James Meek, et al. )
)
Application No.: 10/330,877 ) Art Unit 3627
)
Confirmation No.: 1366 )
) Patent Examiner
Filed: December 27, 2002 ) Michael Cuff
)
Title: ATM Customer Marketing System )

Director of Technology Center 3600
Commissioner for Patents
PO Box 1450
Alexandria, VA 22313-1450
Sir:
Kindly enter the following petition without prejudice, which is being submitted within

two months of the Office Action dated September 21, 2005:

PAGE 3/6* RCVD AT 107312005 11:32:42 AM [Eastern Dayfight Time) * SVR:USPTO-EF XRF-6125 * DNIS:2738300* CSID:3307226446 * DURATION fmm-5s}:01-24
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1. 12/13/04
2, 12/30/04
3. 05/18/05
4. 06/17/05
S. 07/13/05
6. 09/01/05
7. 09/21/05

associated with this icatio

Mail Non-Final Rejection.

Response filed.

Mail 1st Final Rejection.

Claims 56 and 82-83 rejected as anticipated by Amundsen.

AF Response filed, with no claim amendments.

Mail new Final Rejection with new rejections. 06/17/05 Response eutered.
Vacated the previous rejection based on Amundsen.

Claims 56 and 82-83 newly rejected as anticipated by Walker.

AF Response filed, with a Request to withdraw premature final rejection.

Mail Advisory Action. Applicants’' 09/01/05 Request denied.

This petition is the result of the Office denying Applicants' request for withdrawal of the

pending premature final rejection. Applicants petition for the finality of the Office Action dated

July 13, 2005 to be withdrawn due to the premature final rejection therein.

Applicants’ Response filed June 17, 2005 did not contain any amendment, but rather

pointed out the errors in the prior Office Action dated May 18, 2005. In response thereto, the

Office (on July 13, 2005) substituted a Walker-based new ground of rejection (against claims 56

and 82-83) for the previous Amundsen-based rejection. The Office then made this Walker-based

new ground of rejection Final. Applicants assert, based on the laws, rules, and patent examining

-2-
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procedures, that the Final rejection dated July 13, 2005 is legally improper. The Office can't
make a new ground of rejection final (July 13, 2005) in response to an entered non amending
Response (June 17, 2005).
MPEP 706.07(a) states:
“Under present practice, second or any subsequent actions on the merits shall be final,
except where the examiner introduces a new ground of rejection that is neither
necessitated by applicantfs amendment of the claims nor based on information submitted
in an infon;xzation disclosure statement filed during the period set forth in 37 CFR 1.97(c)
with the fee set forth in 37 CFR 1.17(p).”
Applicants respectfully submit that since their Response filed June 17, 2005 did not
contain any amendment, the new ground of rejection in the next Office Action (dated July 13,
| 2005) could not have been necessitated by amendment. Furthermore, since no information
disclosure statement was in the Response filed June 17, 2005, the new ground of rejection could
.nqt have been based on information submitted in an information disclosure statement. The
record shows that the conditions did not meet the legal criteria for the Office to apply a Final
rejection on July 13, 2005. Therefore, the Final rejection is prima facie premature.
Furthermore, because of the finality of the rejection in the Office Action dated July 13,
2005, Applicants have not been given an opportunity in accordance with 37 CF.R. 1.111 to
properly rebut the Office’s newly imposed ground of rejection. Again, Applicants respectfully

submit that the finality of the Office Action dated July 13, 2005 is premature and should be

withdrawn.

PAGE 315° RCVD AT 10732005 11:32:42 AM [Eastern Dayfight Time) * SVR:USPTO-EFXRF 6125 DNIS:2738300* CSID:3307226446 * DURATION (mmss).01-24
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For reasons previously discussed, the Walker reference must first be applied iﬁ anew non
final rejection in order to be legally proper. This situation has not yet occurred. As the Walker-
based rejection is not legally pending, claims 56 and 82-83 stand allowed,

Applicants petition that the pending final rejection (set forth in the Office Action dated
July 13, 2005) be withdrawn because it is premature. Applicants respectfully submit that their

claims 1 and 48-86 set forth on September 1, 2005 are the currently pending claims.

If necessary. then further reconsideration is requested
If a further request for recon.sideratiOn is required, then Applicants respectfully request
further reconsideration by the Examiner.
Conclusion
Appel'laflts' petition should be granted for the reasons presented herein. The undersigned
is willing to discuss any aspect of the Application by telephone at the Office’s convenience. '

" Respectfully submitted,

Ralph E. Jotke Reg. No. 31,029
W. JOCKE

231 South Broadway
Medina, Ohio 44256
(330) 721-0000

PAGE 616 * RCVD AT 10132005 11:32:42 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6125°* DNIS:2738300* CSID: 3307226446 * DURATION (mm-5s):01-24



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

MAR ¢ 9 2005 Alexandria, VA 22313-1450

www.uspto.gov

Covington & Burling
1201 Pennsylvania Avenue, N.W.
Washington, DC 20004-2401 .

In re Application of : DECISION ON PETITION
Bradley P. Glassman et al :  TO MAKE SPECIAL

Serial No. :10/330,889 _ . (INFRINGEMENT)

Filed : December 26, 2002 :

For : Method and Apparatus for Dispensing a Composition :

This is a decision on the petition under C.F.R. § 1.102(d) filed December 6, 2004 to make the above-identified
application special. The petition requests that the above-identified application be made special under the
procedure set forth in M.P.E.P § 708.02, item II: Infringement.

MPEP 708.02 states that a Petition to Make Special based on Infringement must have the following: ( 1) the

- appropriate petition fee under 37 CFR 1.17(h); (2) a statement by the assignee, applicant, or attorney alleging:
(A) that there is an infringing device or product actually on the market; (B) that a rigid comparison of the
alleged infringing device or product with the claims of the application has been made, and that, in his or her
opinion, some of the claims are unquestionably infringed; and (C) that he or she has made a careful and
thorough search of the prior art, or has good knowledge of the prior art, and has sent a copy of the references
deemed most closely related to the subject matter encompassed by the claims.

The petition filed December 6, 2004 includes all of the requirements above and, therefore, the petition is
GRANTED. :

The examiner is directed (1) to make an interference search for possible interfering applications; (2) to promptly
examine this application out of turn; and (3) if any interfering application is discovered, to examine such
application simultaneously and state in the first official letter of such application that it is being taken out of

. turn because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire prosecution and
pendency, including interference and appeal, if any, only if petitioner makes a prompt bona fide effort, in
response to each Office action, to place the application in condition for allowance, even if it is necessary to
conduct an interview with the examiner to accomplish this purpose.

" e A NN
Richard A. Bertsch, Director
Technology Center 3700
Phone: (571) 272-3750
ak/3/4/05
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Commissioner for Patents

United States Patent and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

WOODCOCK WASHBURN LLP

One Liberty Place — 46™ Floor

Philadelphia, PA 19103 MAILED

JUN 2 5 2005

In re Application of:

Raymoflg P. STATA, et al. , Technology Center 2100

Application No.: 10/330,898

Filed: December 26, 2002

For: SYSTEMS AND METHODS FOR DECISION ON REQUEST TO
SELECTING A DATE OR RANGE OF WITHDRAW AS ATTORNEY
DATES OR AGENT

This is a decision on the Request to Withdraw from Representation filed May 25, 2005.

A grantable request to withdraw as attomey of record should indicate thereon the present
mailing addresses of the attorney(s) who is/are withdrawing from the record and of the
applicant. The request for withdrawal must be signed by every attorney seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of
another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date of the maximum time period which can be
extended under 37 CF.R. § 1.136(a). The effective date of withdrawal being the date of
decision and not the date of request. See M.P.E.P. § 402.06. 37 C.F.R. § 1.36 further
requires that the applicant or patent owner be notified of the withdrawal of the attorney
or agent.

The request is GRANTED.

All future communications from the Office will be directed to the below-listed address
until otherwise notified by applicant. This correspondence address is provided by the
withdrawn attomney(s). Applicant is reminded of the obligation to promptly notify the
Patent and Trademark Office (Office) of any change in correspondence address to
ensure receipt of all communications from the Office.



Serial No.: 10/330,898
Decision on Petition

¢cial Program Examiner

echnology Center 2100

Computer Architecture, Software, and
Information Security

571-272-3613

cc: Hickman Palermo Truong & Becker LLP
2055 Gateway Place
Suite 550
San Jose, CA 95110
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wmﬂm OF CORRECTION
| ' Paper No.:

DATE : 1917 IOb o

TOSPEOF :ARTUNT (= (J/ | | ‘

SUBJECT : Request for Certificate of Correction for Appl. No.: /O /}3 29) oPatent No.$: 7 04 4{ Luq v

Please respond to this request for a certificate of correction within 7 days. -

Please review the réquested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. ' '

Please complete the response (see below) and forward the completed fesponse to scanning -
using document code COCX.

HENRY RANDALL

Certificates of Correction Branch
703-308-9390 ext.

' Thank You For Your Assistance

The request for Issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. . '

p Approved _ , All changes apply.
Q Approvéd in Part ‘ Specify below which changes do not apply.
Q Denled State the reasons for denial below.

Comments: __Up e AMW\

XAMINER | 255"

| X~ ske \ Art Unit
PTOL-306 (REV. 7/103) UISNDEPARTMENT OF COMMERTF Patant and Tradamark OFirn



o ‘
\‘\ UNITED STATES PATENT AND TRADEMARK OFFICE -

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDRIA, VA 22313-14580

www.uspto.gov

| COPY MAILED

MARO GARZA JUL 2 5 2007
3833 BRIGADOON : ‘

SAN JOSE, CA 95121 OFFICE OF PETITIONS
In re Application of ,

Ebo Croffie, et al. : :

Application No. 10/330,929 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. 02-0312

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-identified application,
filed April 2, 2007. :

It is noted that the petition is not signed by an attorney of record. 'However, in accordance with 37
CFR 1.34(a), the signature of James R. Foley appearing on the petition shall constitute a '
representation to the United States Patent and Trademark Office that he is authorized to re;l.)resent
the particular party on whose behalf he acts. A courtesy copy of this decision is being mailed to
petitioner. ' If Mr. Foley desires to receive future correspondence regarding this application, then
the appropriate power of attorney or authorization of agent must be submitted. All future
correspondence regarding this application file will be directed solely to the address of record.

The petition is GRANTED.

The application became abandoned for féilure to pay the issue fee on or before November 9, 2006:.
A Notice of Abandonment was mailed on December 6, 2006. In response, on April 2, 2007, the
present petition was filed. : . '

The petition satisfies the requirements of 37 CFR 1.137(b) in that the petitioner has supplied (1)
the reply in the form of the requisite issue fees; (2) the petition fee of $1,500; and (3) an adequate
statement of unintentional delay’. _ :

While receipt is acknowledged of the issue fee on April 2, 2007, there is no indication that
petitioner has submitted an Issue Fee Transmittal Form (PTOL-85b). If petitioner desires to have
the information normally found on the PTOL-85b printed on the patent, then the enclosed form
slfxog!d (li)e completed and returned to Publishing Division within ONE MONTH from the mail date
of this decision. :

! 37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
rantable petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney of record, such statement is
geing-trealed as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Chan%es to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the

discovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing at Publishing Division should be directed to
(571) 272-4200. :

Sherry D. Brlnkiey

Petitions Examiner
Office of Petitions

Enclosure

cc: JAMES FOLEY,
TREXLER BUSHNELL GIANGIORGI
BLACKSTONE & MARR, LTD.
105 W ADAMS ST, 36TH FLOOR

CHICAGO, IL 60603



PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if requiredthloc_:ks 1 through S should be completed where
appropriatc. All further comespondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unl?ss cor_r‘gcugi below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for
maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Usc Block 1 for any change of address) Note: A certificate of mailing can only be used for domestic mailings of the
: Fee(s) Transmittal. This certificate cannot be used for any other accompanying
gapers. Each additional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or transmission.

7590 08/09/2006
Certificate of Mailing or Transmission
Maro Garza ’ ’ I hereby certify that this Fcc(ﬂ) Transmitial is being deposited with the United
3833 Brigadoon States Postal Service with sulficient postage for first class mail in an envelope
. . addressed to the Mail Stop ISSUE FEE address above, or being facsimile
San Jose, CA 95121 transmittcd to the USPTO (§71) 273-2885, on the date indicated below.

(Depositor's name)

(Signature)

P . (Datc)
L APPLICATION NO. ] FILING DATE J - FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. |

10/330,929 12/27/2002 Ebo Croffie 02-0312 9456

TITLE OF INVENTION: PROCESS WINDOW COMPLIANT CORRECTIONS OF DESIGN LAYOUT

I APPLN. TYPE I SMALL ENTITY’ I ISSUE FEE DUE I PUBLICATION FEE DUE I PREV. PAID ISSUE FEE l TOTAL FEE(S) DUE I DATE DUE I

nonprovisional ) NO ' $1400 $300 $0 $1700 11/09/2006
[ EXAMINER [ ART UNIT | CLASS-SUBCLASS I
FREJD, RUSSELL WARREN . - 2128 703-014000

1. Chanaggsc))f correspondence address or indication of "Fee Address” (37 2. For printing on the patent front page, list*

CFR 1.3¢ (1) the names of up to 3 registered patent attorneys 1
a Chan;f.;e of correspondence address (or Change of Correspondence or agents OR, altematively,

Address form PTO/SB/122) attached, (2) the name of a single firm (having as a member a 2
(3 "Fee Address"” indication (or “Fee Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer | 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

w

. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an nssifncc is identificd bclow, no assignee data will appear on the patent. If an assignee is identified bcl6w, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Plcasc check the appropriatc assignee category or categories (will not be printed on the patent) : O individuat O Corporation or other private group entity O Government

4a. The following fee(s) arc submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
O 1ssue Fec (3 A check is enclosed. :
O publication Fee {No small entity discount pcrmitted) , ' Q Payment by credit card. Form PTO-2038 is attached. .
O Advance Order - # of Copies (O The Dircctor is hercby authorized to-charge the required fccis), any deficiency, or credit ar‘\y
overpayment, to Deposit Account Number enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above) . .
Qa. Applicant claims SMALL ENTITY status. Sec 37 CFR 1.27. Qv. Applicant is no longer claiming SMALL ENTITY status. Sec 37 CFR 1.27(g)(2).

NOTE: The Issuc Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature . Date

Typed or printcd name Registration No.

This collection of information is requircd b{37 CFR 1.311. The information is required to obtain or retain a benefit b{ the public which is to file (and by the USPTO to process
an application. Confidentiality is govemned by 35 U.S.C. 122 and 37 CFR 1.14. This collcction is estimated to take 12 minutes to complete, including gathering, prepanng, an

submitting thc completed application form to the USPTO. Time will va déggndmf upon the individual case. Any comments on the amount of time you require to completc
this form and/or ng_‘gcslipns. for reducing this burden, should be scnt to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alcxandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,

Alcxandria, Virginia 22313-1450
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 07/06) Approved for usc through 04/30/2007. OMB 0651-0033 us. Pafcnt and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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In re Application of ' : OFFICE OF PETITIONS

Ebo Croffie, et al. :

Application No. 10/330,929 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. 02-0312

This is a corrected decision on the petition under 37 CFR 1.137(b) to revive the above-identified
application, filed April 2, 2007. Consequently, the decision mailed July 25, 2007, is hereby
vacated.

It is noted that the petition is noted signed by an attorney or record. However, in accordance with
37 CFR 1.34, the signature of James R. Foley appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent
the particular party on whose behalf he acts. A courtesy copy of this decision is being mailed to
Mr. Foley. If, Mr. Foley desires to receive correspondence regarding this file, then the
appropriate power of attorney documents must be submitted. All future correspondence
regarding this application file will be directed solely to the address of record.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of S U.S.C. § 704.

A review of the record discloses that on August 9, 2006, a Notice of Allowance and Fee(s)

Due was mailed, along with a Notice of Allowability, requiring the issue fee on or before
November 9, 2006. Thereafter, on August 29, 2006 the Office of Patent Publications issued a
Notice Regarding Drawings requiring corrections to the drawings filed December 27, 2002. The
Notice of August 29, 2006 set a two-month, non-extendable period for response. On April 2,
2007, the present petition was filed.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(c). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR
1.137 was unintentional, the Commissioner may require additional information. See MPEP
711.03(c)(IIT)(C) and (D).

The instant petition lacks item 1. Receipt is acknowledged of the requisite issue/publication fees
on April 2, 2007; however, the corrected drawings as required by the Notice mailed August 29,
2006, have not been provided. At present, the petition does not comply with 37 CFR 1.137(b).
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U.S. Patent and Trademark Office
Customer Service Window, Mail Stop PETITION
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204.

Jy{w{ of. frrwele.

Sherry D. Brmkley
Petitions Examiner
Office of Petitions

cc: JAMES FOLEY
TREXLER BUSHNELL GIANGIORGI
BLACKSTONE & MA%B LTD
105 W ADAMS ST, 3 FLOOR
CHICAGO, IL 60603
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In re Application of D OFFICE OF PETITIONS

Ebo Croffie, et al. ~ : .

Application No. 10/330,929 ‘ o -ON PETITION

Filed: December 27, 2002
Attorney Docket No. 02-0312

This is a corrected decision on the petition under 37 CFR 1.137(b) to revive the above-identified
application, filed April 2, 2007. Consequently, the decision mailed July 25, 2007, is hereby
vacated.

It is noted that the petition is noted signed by an attorney or record. However, in accordance with
37 CFR 1.34, the signature of James R. Foley appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent
the particular party on whose behalf he acts. ‘A couirtesy copy of this decision is being mailed to
Mr. Foley. If, Mr. Foley desires to receive correspondence regarding this file, then the- .
appropriate power of attorney documents must be submitted. All future correspondence
regarding this application file will be directed solely to the address of record. »

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

A review of the record discloses that on August 9, 2006, a Notice of Allowance and Fee(s)

Due was mailed, along with a Notice of Allowability, requiring the issue fee on or before
November 9, 2006. Thereafter, on August 29, 2006 the Office of Patent Publications issued a -
Notice Regarding Drawings requiring corrections to the drawings filed December 27, 2002. The
Notice of August 29, 2006 set a two-month, non-extendable period for response. On April 2,
2007, the present petition was filed. -

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(c). Where there is
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR

" 1.137 was unintentional, the Commissioner may require additional information. See MPEP
. 711.03(c)(IIM)(C) and (D). . _ . | T

The instant petition lacks item 1. Receipt is acknowledged of the requisite issue/publication fees
on April 2, 2007; however, the corrected drawings as required by the Notice mailed August 29,
2006, have not been provided. At present, the petition does not comply with 37 CFR 1.137(b).
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
: Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: _U.S. Patent and Trademark Office , o
Customer Service Window, Mail Stop PETITION
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204.

%a of . frrwsdlee

Sherry D. Brlnkley
Petitions Examiner

Office of Petitions

cc: JAMES FOLEY
TREXLER BUSHNELL GIANGIORGI
BLACKSTONE & ,LTD
105 W ADAMS ST, 36 © FLOOR
CHICAGO, IL 60603
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| o OFFICE OF PETITIONS
In re Application of ‘
Ebo Croffie, et al. ‘ : '
Application No. 10/330,929 D ON PETITION

Filed: December 27, 2002
Attorney Docket No. 02-0312

This is a decision on the renewed petition, filed October 1, 2007, to revive the above-identified
application under the provisions of 37 CFR 1.137(b). '

The petition is GRANTED.

A review of the record discloses that the above-identified application became abandoned for
failure to respond in a timely manner to the Notice of Allowance/Allowability mailed

August 9, 2006, which set a statutory period for reply of three (3) months. A Notice of
Abandonment was mailed on December 6, 2006. On April 2, 2007, a petition under 37 CFR
1.137(b) was filed; however, the petition was dismissed in a decision mailed August 8, 2007. In -
response, on October 1, 2007, the present petition was filed. :

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney documents must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of corrected drawings and the requisite the issue fee; (2) the petition fee of
$1,500; and (3) an adequate statement of unintentional delay’.

The application is being referred to the Office of Publications to oversee the review of the
drawing filed October 1, 2007.

' 37CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
rantable petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney of record, such statement is
geing treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
- Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
" (October 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the
discovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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Telephone inquires related to this decision may be directed to the undersigned at (571) 272-3204.
Status inquires related to processing at Publishing Division should be directed to (571) 272-4200.

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc: JAMES R. FOLEY
TREXLER BUSHNELL GIANGIORGI
BLACKSTONE & MARR, LTD.
105 W ADAMS ST, 36TH FLOOR
CHICAGO, IL 60603
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BRIAN ROFFE, ESQ o
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VALLEY STREAM, NY 11580-6170 DIRECTOR'S PFFICE Paper No. 4
TECHNOLOGY CENTER 3600

In re application of 0GY :  DECISION ON PETITION

David S. Breed ' : TO MAKE SPECIAL

Application No. 10/330,938 : (APPLICANT’S AGE)

Filed: December 27, 2002
For: VEHICLE PART CONTROL SYSTEM INCLUDING
ELECTRONIC SENSORS

This is a decision on the petition submitted on October 14, 2003 under 37 CFR'1.102
(c) to make the above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant’s Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a statement from the applicant.

The evidence submitted with the petltlon is a copy of a passport from the applicant showing that
he is at least 65 years of age. A

The examiner is directed (1) to make an interference search for possible interfering applications,
(2) to promptly examine this application out of turn, and (3) if any interfering application is
discovered, to examine such application simultaneously and state in the first official letter of such
application that it is being taken out of turn because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner makes a
prompt bona fide effort, in response to each Office action, to place the application in condition
for allowance, even if it is necessary to conduct an interview with the examiner to accomplish
this purpose.
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SUMMARY: Petition to Make Special GRANTED.

3

enneth J. Dorner
Special Programs Examiner
Technology Center 3600
(703) 308-0866

KJD/cps 11/6/03
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MAILED
FROM DIRECTORS OFFICE

Brian Roffe, Esq. | - / MAY ¢ 1 2007
11 Sunrise Plaza Ste. #303
Valley Stream, NY 11580 ' : TECHNOLOSY CENTER 3600
In re application of :  DECISION ON PETITION

David S. Breed ‘ _ : TO MAKE SPECIAL
Application No. 10/330,955 o : (APPLICANT’S AGE)

Filed: December 27, 2002 :
For: SELF-CONTAINED AIRBAG SYSTEM :

This is a decision on the petition submitted on April 11, 2005 under 37 CFR 1.102 (c)
to make the above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant's Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a.statement from the applicant.

The evidence submitted with the petition is a copy of Mr. Breed'’s passport indicating
that he is at least 65 years of age.

The examiner is directed (1) to make an interference search for possible interfering
applications, (2) to promptly examine this application out of turn, and (3) if any
interfering application is discovered, to examine such application simultaneously
and state in the first official letter of such appllcatlon that it is being taken out of turn
because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its
entire prosecution and pendency, including interference or appeal, if any, only if
petitioner makes a prompt bona fide effort, in response to each Office action, to
place the application in condition for allowance, even if it is necessary to conduct an
interview with the examiner to accomplish this purpose.



SUMMARY: Petition to Make Special GRANTED .

S \-

Steven N. ers

Special Programs Examiner
Technology Center 3600
(571) 272-6611

SNM/dew: 04/30/07
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FOLEY AND LARDNER
SUITE 500

3000 K STREET NW
WASHINGTON DC 20007

In re Application of

Osamu HONMOU et al. ;

Serial No.: 10/330,963 : PETITION TO MAKE SPECIAL
Filed: December 23, 2002 : :

Attorney Docket No.: 084335-0174

This is in response to applicants’ petition filed August 8, 2005, to make the above-identified
application special under the provisions of 37 CFR 1.102(c), based on the age of the applicant.
No fee is required for-this petition.

Applicants have satisfied the provisions set forth in M.P.E.P. 708.02, IV. Therefore, the petition
1s GRANTED.

The application will be forwarded to the examiner for action on the merits commensurate
with this decision. '

Should there be any questions with regard to this letter please contact William Dixon by letter
addressed to the Director, Technology Center 1600, PO BOX 1450, ALEXANDRIA, VA 22313-
1450, or by telephone at 571-272-0519 or by facsimile transmission to the general Office
facsimile number.

illiam Dixo
Special Program Examiner
Technology Center 1600



‘

;ﬁ'w
“'\

UNITED STATES PATENT AND TRADEMARK OFFICE

COMMIESIONER FOR PATENTS

LUNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDRIA, VA 22313-1450

‘ www.uspto.gov

UNITY SEMICONDUCTOR CORPORATION
250 NORTH WOLFE ROAD COPY MAILED

SUNNYVALE, CA 94085

JUL 2 8 2005
In re Patent No. 6,831,854 :
Issued: December 14, 2004 : OFHCEOFPEUHONS

Application No. 10/330, 964 : PATENT TERM ADJUSTMENT
Filed: December 26, 2002 :
Atty. Dkt. No.: UNTYPOO4

This is a decision on the “Application for Patent Term
Adjustment under 37 CFR § 1.705(d),” filed January 13, 2005,
requesting that the above-identified patent be accorded a patent
term adjustment of 62 days.

The application for patent term adjustment (“PTA”) under 37 CFR
1.705(d) is GRANTED AS INDICATED HEREIN.

The above-identified application matured into U.S. Patent No.
6,831,854 on December 14, 2004. The instant request for
reconsideration was timely filed January 13, 2005 in accordance
with 37 CFR 1.705(d).

The patent issued with a PTA of zero days. Applicants argue that
the adjustment of 112 days should have been reduced 50 days in
connection with the amendment after Notice of Allowance that was
filed August 2, 2004, thus reducing the patent term adjustment
to 62 days.

A review of the application history reveals that an adjustment
of 112 days can be attributed to the Office in accordance with
37 CFR 1.702(a) (1).

An amendment under 37 CFR 1.312 was filed August 2, 2004. A
response to the amendment was mailed September 21, 2004. Thus,
the adjustment of 112 days is reduced 51 days' in accordance with:
37 CFR 1.704(c) (10). The .reduction began August 2, 2004, the
date the amendment was filed, and ended September 21, 2004, the
date a response to the amendment was mailed.

Therefore, at the time of issuance, the patent was entitled to a
PTA 61 days.



. Patent No. 6,831,854

The PTA indicated on the patent is to be corrected by issuance
of a certificate of correction showing a revised Patent Term
Adjustment of 61 days.

This application file will be forwarded to the Certificate of
Corrections branch for issuance of a certificate of correction
to indicate that the term of this patent is extended or adjusted
under 35 U.S.C. 154(b) by 61 days.

The Office acknowledges submission of the required application
fee of $200.00.

Telephone inquiries specific to this matter should be directed
to Petitions Attorney Alesia M. Brown at (571) 272-3205.

Karin Fél&&fer

Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner

for Patent Examination Policy

CC: Draft Certificate of Correction
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UNITY SEMICONDUCTOR CORPORATION
250 NORTH WOLFE ROAD DEC 1 4 2004
SUNNYVALE, CA 94085

OFFICE OF PETITIONS
In re Application of :
Rinerson, et al. : DECISION ON APPLICATION FOR

Application No. 10/330, 965 : PATENT TERM ADJUSTMENT
Filed: December 26, 2002 :
Atty. Dkt. No.: UNTYPOOS

This is a decision on the “Application for Patent Term
Adjustment under 37 CFR 1.705(b)” filed October 8, 2004.

The application for patent term adjustment (“PTA”) under 37 CFR
1.705(b) is hereby GRANTED.

Applicants request that the Determination of Patent Term
Adjustment be corrected from the 4 days determination indicated
on the Determination of Patent Term Adjustment mailed September
le, 2004 to an adjustment of 48 days. Applicants do not dispute
the delay of 48 days attributed to the Office under 37 CFR
1.702(a) (1) . Applicants, however, argue that the reduction of 44
days for applicants’ failure to engage in reasonable efforts to
conclude prosecution under 37 CFR 1.704 (c) (8) is in error.

A review of the application history reveals that in accordance
with 37 CFR 1.702(a) (1) and 37 CFR 1.703(a) (1), an adjustment of
48 days can be attributed to the Office!. The adjustment of 48
days was errantly reduced 44 days for applicants’ submission of
a supplemental amendment on August 26, 2004. In accordance with
37 CFR 1.704(c) (8), submission of a supplemental reply or other
paper, other than a supplemental reply or other paper expressly
requested by the examiner, after a reply has been filed. While
no interview summary is contained in the application file to
support applicants’ argument that the supplemental amendment was
requested by the examiner, the supplemental amendment submitted
August 26, 2004 does in fact reference the examiner’s request.
Accordingly, the submission of the supplemental amendment will
not be considered a failure to engage in reasonable efforts to
conclude prosecution.

'The delay began February 27, 2004, the day after the day that is fourteen
months from the date the application was filed, and ended April 14, 2004, the
date the non-final Office action was mailed.



Application No. 10/330,965

Accordingly, the period of patent term adjustment is 48 days as
argued by applicant.

The application file is being forwarded to the Publications
Division for issuance of a patent.

Telephone inquiries specific to this matter should be directed
to Senior Petitions Attorney Alesia M. Brown at (703) 305-0310.

Koo A Flon

Karin Ferriter
Senior Legal Advisor
Office of Patent Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Copy of Adjustment PAIR Calculation



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20060406
DATE : April 6, 2006
TO SPE OF : ART UNIT 2824

SUBJECT : Request for Certificate of Correction on Patent No.: 6,850,455 B2
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby

Note your decision on the appropriate box.

] Approved All changes apply.

(] Approved in Part Specify below which changes do not apply.

X Denied State the reasons for denial below.
Comments:

The correction, filed 22 February 2006 (and a duplicate, filed 16 March 2006), is denied, since
it is not merely formal in nature. o ,

s

A\
RICHARD ELMS

ISORY PATENT EXAMINER

TECHNOLOGY CENTER 2800

X
?“ ’15°1/

SPE: Richard Elms Art Unit 2824

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20060626

DATE : June 26, 2006
TO SPE OF : ART UNIT 2824

SUBJECT : Request for Certificate of Correction on Patent No.: 6,850,455
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance ) Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.

[[] Approved in Part Specify below which changes do not apply.

[L] Denied State the reasons for denial below.
Comments:

Ineffective incorporation by reference (see applicant's request for consideration filed on
04/26/2006 pages 2-3)

- \/uu\ Twe Mfauw L‘iﬁm

RICHARD ELMS
SUPERVISORY PATENT EXAMINER
/ TECHMNLOGY CENTER 2800

L127(D¢, SPE: Richard Eims Art Unit 2824

PTOL-306 (Rev. 7/03) - U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Charles A. Johnson
Unisys Corporation

P O Box 64942 MS 4773
St. Paul MN 55164
COPY MAILED
JAN 1 0 2008
In re Application of OFFICE OF PETITIONS
Gregory B. Wiedenman et al. :
Application No. 10/330,995 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. RA 5479 (USYS.053PA)

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 22, 2007, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of July 19, 2006. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2), an amendment that prima facie places the application in condition for
allowance, a Request for Continued Examination and submission (37 CFR 1.114), or the filing of
-a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(II1)(A)(2). No extensions
of time pursuant to the provisions of 37 CFR 1.136(a) was obtained. Accordingly, the date of
abandonment of this application is October 20, 2006. The Notice of Abandonment was mailed
February 7, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee of $790, and the
submission required by 37 CFR 1.114; (2) the petition fee of $1,500; and (3) a proper statement
of unintentional delay.

Telephone inquiries concerning this decision should be directed to Terri Williams at (571) 272-
2991.
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This application is being referred to Technology Center AU 2186 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.

é%iana Walsh
Petitions Examiner

Office of Petitions
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U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6,974,110 2005-12-13 10/331,007 2002-12-27 1005-002-CIP

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O  3%year (1551) (& 3% year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 22
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Approved for use through 43/31/2012. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

Michael B. Farber/

Date (YYYY-MM-DD)

2010-01-26

Name

Michael B. Farber

Registration Number

32612

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 22




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act
(5 U.8.C. 552) and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request
involving an individual, to whom the record pertains, when the individual has requested assistance from the Member
with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contracter of the Agency having need for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an Internaticnal Application filed under the Patent Cocperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cocperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.5.C. 122(b) or issuance of a patent pursuant to 35 U.S5.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 22
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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In re Patent No. 6974110
Issue Date: December 13,2005
ieati :DECISION GRANTING PETITION
Application No. 10331007 "UNDER 37 CFR 1.378(0)
Filed: December 27,2002

Attorney Docket No. 37865.00002.CIP

This is a decision on the electronic petition, filed ~ January 26,2010 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 3.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of January 26,2010
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address : COMMISSIONER OF PATENTS AND TRADEMARKS

Washington, D.C. 20231

SERIAL NUMBER l FILING DATE [ ’ . FIRST NAMED APPLICANT

I ATTORNEY DOCKET NO.

/0/%3],010

Delay in Prosecution Held Unavoidable (35 U.S.C. 133),

Petition Granted

‘Delayed Payment of Issue Fee Accepted (35 U.S.C. 151),

Petition Granted

54 Petition Granted—__ &uCCiji' O\r Cj/l/(s 4“‘9 S

Petition Denied

- Petition Dismissed

By direction of the Deputy
Assistant Commissioner for Patents

D
’lfsz

PTOL-206 (rev. 9-85)

EXAMINER

ART UNIT

PAPER NUMBER

The decision.on the petition filed in the above entitled application is as follows:

DATE MAILED:

TR R CAMPELL, PHD
1Y PATENT EXAMINER
LOGY CENTER 1600

'U.S. DEPARTMENT of COMME RCE-Patent & Trademark Office
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Commissioner for Patents

United States Patent and Trademark Office
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Paper No.
FISH & RICHARDSON P.C.
P.O. BOX 1022
MINNEAPOLIS MN 55440-1022 CQPY MA“LED
JAN 2 5 2007
OFFICE OF PETITIONS
Patent No. 7,038,917 : LETTER REGARDING
Issue Date: May 2, 2006 : 'PATENT TERM ADJUSTMENT
Application No. 10/331,032 :  AND
Filed: December 27, 2002 : NOTICE OF INTENT TO ISSUE
Atty Docket No. 00614-135001 : CERTIFICATE OF CORRECTION

This is in response to the “LETTER REGARDING PATENT TERM
ADJUSTMENT” filed June 5, 2006. Pursuant to patentees’ duty of
good faith and candor to the Office, patentees disclose that the
PTA in the above-identified patent appears to be longer than
_appropriate.

The request for reconsideration of patent term adjustment
indicated in the patent is GRANTED.

The patent term adjustment indicated in the patent is to be
corrected by issuance of a certificate of correction showing a
revised Patent Term Adjustment of two hundred thirty-six (236)
days.

On May 2, 2006, this application matured into U.S. Patent No.
7,038,917, with a revised patent term adjustment of 302 days.
Patentees give no basis for their assertion that this patent
term adjustment is incorrect.

Nonetheless, a review of the application history confirms that
patentees are correct that an additional period of reduction of
66 days is warranted. Pursuant to § 1.704(c) (10), a period of
reduction of 66 days should have been entered for applicant
delay in filing an Information Disclosure Statement (IDS) on
November 22, 2005 after the mailing of a Notice of Allowance on
November 10, 2005. The IDS was not expressly requested by the
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examiner. The IDS did not include a § 1.704(d) statement.
Accordingly, pursuant to 1.704(c) (10), a reduction of 66 days
for the period beginning on November 22, 2005, the date of
filing of the IDS and ending on January 26, 2006, the date the
Office mailed a response, should have been entered.

In view thereof, the patent should have issued with a revised
patent term adjustment of two hundred thirty-six (236) days.

As this letter was submitted as an advisement to the Office of
an error in Patentees’ favor, the Office will not assess the
$200.00 application fee under 37 CFR 1.705(b). The Office
thanks patentees for their good faith and candor in bringing
this to the attention of the Office.

‘The application file is being forwarded to the Certificates of
Correction Branch for issuance of a certificate of correction in
order to rectify this error. The Office will issue a
certificate of correction indicating that the term of the above-
identified patent is extended or adjusted by TWO HUNDRED THIRTY-
SIX (236) days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3219.

Serrio etitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,038,917 B2 .
DATED  : May2, 2006 WF—\——
INVENTOR(S) : Vinciarelli et al. '

It is certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice:‘_ _ Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (302) days :

Delete the phrase “by 302” and insert — by 236 days--
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P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Paper No. 9
INTELLECTUAL PROPERTY DEPARTMENT
DEWITT ROSS & STEVENS S.C.
US BANK BUILDING
8000 EXCELSIOR DRIVE, SUITE 401
MADISON, WI 53717-1914 COPY MAILED
APR 1 9 2004

' NS
In re Application of OFFCE OF PETITIO
Robert L. Schade :
Application No. 10/331,042 : ON PETITION

Filed: December 28, 2002
Attorney Docket No. 38965000

This is a decision on the petition under 37 CFR 1.137(b), filed March 18, 2004, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed July 9, 2003, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on October 10, 2003.

The Revocation of Power of Attorney and Change of Correspondence Address has been accepted
and recorded.

The application file is being forwarded to Technology Center 3700, Art Unit 3723 for further
processing.

Telephone inquiries concerning this decision should be directed to the undersigned at
(703) 306-5594.

‘Kt lhioms

Retta Williams

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
_United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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TIMOTHY E. NAUMAN

FAY, SHARPE, FAGAN, COPY MAILED
MINNICH & MCKEE, LLP J

SEVENTH FLOOR JUN 1 9 2008

1100 SUPERIOR AVENUE OFFICE OF PETITIONS
CLEVELAND OH 44114 :

In re Application of

Iorio, et al. :

Application No. 10/331,046 :  DECISION
Filed: 27 December, 2002 :

Attorney Docket No. RD 28695 GCRZ 2

00009

This is a decision on the petition, filed on 11 March, 2008, considered as a petition under 37
C.F.R. §1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application.

The petition as considered under 37 C.F.R. §1.181 is GRANTED.

As to the Request to Withdraw
the Holding of Abandonment

A proper showing as to non-receipt requires at the very minimum: a statement from practitioner
stating that the Office action was not received by the practitioner; a statement from the
practitioner attesting to the fact that a search of the file jacket and docket records for the
application indicates that the Office action was not received with a copy of those docket records;
and a brief statement of the calendaring process and a copy of the due-date (calendar) docket
record(s) where the nonreceived Office action would have been scheduled for reply had it been
received must be attached to and referenced in the practitioner’s statement.
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Alternatively, for a showing of timely and proper reply: a statement from practitioner stating that
the reply was-timely submitted by the practitioner; and copies of all papers submitted as and/or in
support of that reply, with/and a copy of the date-stamped receipt card, Office FAX receipt
acknowledgement (not simply Petitioner’s FAX transmittal), or EFS receipt acknowledgment
from the Office, along with practitioner’s attestation as to the correctness/completeness of his/her
records.

The showing(s) must include that of the person(s) with first-hand knowledge and an
acknowledgment by the Petitioner that he/she has reviewed that information in compliance with
his/her duty of candor to the Office.

- BACKGROUND

The record reflects as follows:

This application was held abandoned for Petitioner’s failure to reply timely and properly to a
non-final Office action mailed on 4 June, 2007, with reply due absent extension of time on or
before 4 September, 2007.

The application went abandoned after midnight 4 September, 2007.

The Office mailed the Notice of Abandonment on 9 January, 2008.

On 11 March, 2008, Petitioner filed the instant petition with, infer alia, and averred that a reply
in the form of an amendment was filed timely and properly on 7 December, 2007, over a 3
December, 2007 certificate of mailing with a request and fee for extension of time, and Petitioner
supports the averment with a copy of a date-stamped (“DEC 07 2007”) receipt card and copies of
the papers averred to have been filed.

Moreover, the Office record, as seen in IFW, supports Petitioner’s averment.

The guidance in the Commentary at MPEP §711.03( ¢) sets forth the showing requirements for
overcoming the presumptions herein.'

1 The guidance in the Commentary at MPEP §711.03( c) as to non-received Office actions and timely filed replies is as follows:

A.Petition To Withdraw Holding of Abandonment Based on Failure To Receive Office Action

In Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971), the court decided that the Office should mail a new Notice of Allowance in view of the
evidence presented in support of the contention that the applicant’s representative did not receive the original Notice of Allowance. Under the
reasoning of Delgar, an allegation that an Office action was never received may be considered in a petition to withdraw the holding of
abandonment. If adequately. supported, the Office may grant the petition to withdraw the holding of abandonment and remail the Office action.
That is, the reasoning of Delgar is applicable regardless of whether an application is held abandoned for failure to timely pay the issue fee (35
U.S.C. 151) or for failure to prosecute (35 U.S.C. 133).

To minimize costs and burdens to practitioners and the Office, the Office has modified the showing required to establish nonreceipt of an
Office action. The showing required to establish nonreceipt of an Office communication must include a statement from the practitioner
**>describing the system used for recording an Office action received at the correspondence address of record with the USPTO. The statement
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(See MPEP § 711.03(c) under subheading "Petition to Withdraw Holding of Abandonment
Based on Failure to Receive Office Action," alternatively “A Reply Was Timely Filed”; see also:
“Withdrawing the Holding of Abandonment When Office Actions Are Not Received,” 1156
Official Gazette 53 (November 16, 1993).)

should establish that the docketing system is sufficiently reliable. It is expected that the record would include, but not be limited to, the
application number, attorney docket number, the mail date of the Office action and the due date for the response.

Practitioner must state that the Office action was not received at the correspondence address of record, and that a search of the practitioner’s
record(s), including any file jacket or the equivalent, and the application contents, indicates that the Office action was not received. A copy of
the record(s) used by the practitioner where the non-received Office action would have been entered had it been received is required.

A copy of the practitioner’s record(s) required to show non-receipt of the Office action should include the master docket for the firm. That is, if a
three month period for reply was set in the nonreceived Office action, a copy of the master docket report showing all replies docketed for a date
three months from the mail date of the nonreceived Office action must be submitted as documentary proof of nonreceipt of the Office action. If
no such master docket exists, the practitioner should so state and provide other evidence such as, but not limited to, the following: the
application file jacket; incoming mail log; calendar; reminder system; or the individual docket record for the application in question.<

The showing outlined above may not be sufficient if there are circumstances that point to a conclusion that the Office action may have been
lost after receipt rather than a conclusion that the Office action was lost in the mail (e.g., if the practitioner has a history of not receiving Office
actions).

Evidence of nonreceipt of an Office communication or action (e.g., Notice of Abandonment or an advisory action) other than that action to
which reply was required to avoid abandonment would not warrant withdrawal of the holding of abandonment. Abandonment takes place by
operation of law for failure to reply to an Office action or timely pay the-issue fee, not by operation of the mailing of a Notice of Abandonment.
See Lorenz v. Finkl, 333 F.2d 885, 889-90, 142 USPQ 26, 29-30 (CCPA 1964), Krahn v. Commissioner, 15 USPQ2d 1823, 1824 (E.D. Va
1990); In re Application of Fischer, 6 USPQ2d 1573, 1574 (Comm’r Pat. 1988).

B.Petition To Withdraw Holding of Abandonment Based on Evidence That a Reply Was Timely Mailed or Filed

37 CFR 1.10(c) through 1.10(e) and 1.10(g) set forth procedures for petitioning the Director of the USPTO to accord a filing date to
correspondence as of the date of deposit of the correspondence as “Express Mail.” A petition to withdraw the holding of abandonment relying
upon a timely reply placed in “Express Mail” must include an appropriate petition under 37 CFR 1.10(c), (d), (e), or (g) (see MPEP § 513).
When a paper is shown to have been mailed to the Office using the “Express Mail” procedures, the paper must be entered in PALM with the
“Express Mail” date. )

Similarly, applicants may establish that a reply was filed with a postcard receipt that properly identifies the reply and provides prima facie
evidence that the reply was timely filed. See MPEP § 503. For example, if the application has been held abandoned for failure to file a reply to a
first Office action, and applicant has a postcard receipt showing that an amendment was timely filed in response to the Office action, then the
holding of abandonment should be withdrawn upon the filing of a petition to withdraw the holding of abandonment. When the reply is shown to
have been timely filed based on a postcard receipt, the reply must be entered into PALM using the date of receipt of the reply as shown on the
post card receipt.

Where a certificate of mailing under 37 CFR 1.8, but not a postcard receipt, is relied upon in a petition to withdraw the holding of
abandonment, see 37 CFR 1.8(b) and MPEP § 512. As stated in 37 CFR 1.8(b)(3) the statement that attests to the previous timely mailing or
transmission of the correspondence must be on a personal knowledge basis, or to the satisfaction of the Director of the USPTO. If the statement
attesting to the previous timely mailing is not made by the person who signed the Certificate of Mailing (i.e., there is no personal knowledge
basis), then the statement attesting to the previous timely mailing should include evidence that supports the conclusion that the correspondence
was actually mailed (e.g., copies of a mailing log establishing that correspondence was mailed for that application). When the correspondence is
2'shown to have been timely filed based on a certificate of mailing, the correspondence is entered into PALM with the actual date of receipt (i.e.,
the date that the duplicate copy of the papers was filed with the statement under 37 CFR 1.8).

37 CFR 1.8(b) also permits applicant to notify the Office of a previous mailing or transmission of correspondence and submit a statement
under 37 CFR 1.8(b)(3) accompanied by a duplicate copy of the correspondence when a reasonable amount of time (e.g., more than one month)
has elapsed from the time of mailing or transmitting of the correspondence. Applicant does not have to wait until the application becomes
abandoned before notifying the Office of the previous mailing or transmission of the correspondence. Applicant should check the private Patent
Application Information Retrieval (PAIR) system for the status of the correspondence before notifying the Office. See MPEP § 512,

C.Treatment of Untimely Petition To Withdraw Holding of Abandonment

37 CFR 1.181(f) provides that, inter alia, except as otherwise provided, any petition not filed within 2 months from the action complained of
may be dismissed as untimely. Therefore, any petition (under 37 CFR 1.181) to withdraw the holding of abandonment not filed within 2 months
of the mail date of a notice of abandonment (the action complained of) may be dismissed as untimely. 37 CFR 1.181(f).

Rather than dismiss an untimely petition to withdraw the holding of abandonment under 37 CFR 1.181(f), the Office may require a terminal
disclaimer as a condition of granting an untimely petition to withdraw the holding of abandonment.
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Out of an abundance of caution, Petitioners always are reminded that the filing of a petition
under 37 C.F.R. §1.181 does not toll any periods that may be running any action by the Office
and a petition seeking relief under the regulation must be filed within two (2) months of the act
complained of (see: 37 C.F.R. §1.181(f)), and that those registered to practice and all others who
make representations before the Office are reminded to inquire into the underlying facts of
representations made to the Office and support averments with the appropriate documentation—
since all owe to the Office the continuing duty to disclose.’

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Allegations as to the Request to
Withdraw the Holding of Abandonment

The courts have determined the construct for properly supporting a petition seeking withdrawal
of a holding of abandonment.’ (See, also, the commentary at MPEP §711.03(c)(I)(A) and (B).)

And the regulation requires that relief be sought within two (2) months of the act complained of.

Petitioner appears to have satisfied the showing requirements as discussed hereinabove.

‘CONCLUSION

The petition under 37 C.F.R. §1.181 is granted, and the 9 January, 2008, Notice of
Abandonment is vacated

The instant application is released to Technology Center/AU 2879 for further processing in due
course. ‘

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the Technology Center/AU in response to this
decision—and it is noted that all inquiries with regard to that change in status should be directed

to the Technology Center/AU where that change of status must be effected.

2 See supplement of 17 J'unc, 1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a

statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

See: Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971).



Application No. 10/331,046

While telephone inquiries regarding this decision may be directed to the undersigned at (571)
272-3214, it is noted that all practice before the Office is in writing (see: 37 C.F.R. §1.2*) and the

roper authority for action on any matter in this regard are the statutes (35 U.S.C.), regulations
(37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone discussion may be
controlling or considered authority for Petitioner’s action(s).

John J. Gillon, Jr.

Senior Attorney
Office of Petitions

4 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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CHOATE, HALL & STEWART LLP

TWO INTERNATIONAL PLACE

BOSTON, MA 02110 COPY MAWLED
MAR 1 6 2009

In re Application of ; OFFICE OF PETITIONS

Dara E. WINTERS :

Application No. 10/331,052 : DECISION ON PETITION TO

Filed: December 27, 2002 : WITHDRAW FROM RECORD

Attorney Docket No. 2006967-0001 : "~ UNDER 37 CFR 1.36(b)

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed November 19, 2008.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is
signing on behalf of another/others. A request to withdraw will not be approved unless
at least ‘30 (thirty) days would remain between the date of approval and the later of the
expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(q).

The request was signed by Christopher J. McKenna on behalf of all attorneys of record.
All attorneys/agents associated have been withdrawn. Applicant is reminded that there
is no attorney of record at this time.

All future communications from the Office will be difecfed to the sole named signing
inventor Dara E. Winters at the address below until otherwise properly nofified by the
applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at
571-272-7253.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

cc:  DARA E. WINTERS
P.O. BOX 2394
LIVINGSTON, NJ 07039
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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Law Office of Michael J. Feigin
103 The Circle :
(http://PatentLawNY.com)
Passaic NJ 07055

COPY MAILED
JAN 25 2010
In re Application of :
Dara E. Winters : DECISION ON PETITION
Application No. 10/331,052 - : TO WITHDRAW

Filed: December 27, 2002 : FROM RECORD
Attorney Docket No. WINOO1 :

This is a decision on the Request to Withdraw as attorney or agent of record under 37 |
C.F.R. § 1.36(b), filed December 1, 2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is
signing on behalf of another/others. The Office will require the practitioner(s) to certify
that he, she or they have: (1) given reasonable notice to the client, prior to the expiration
of the reply period, which the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notified the client of any
replies that may be due and the time frame within which the client must respond,
pursuant to 37 CFR 10.40 (c).

The request was signed by Michael J. Feigin on behalf of all attorneys of record who are
associated with Customer No. 66793.

All attorneys/agents associated with Customer Number 66793 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the applicant at the address indicated below.

Currently, there is an outstanding Office action mailed October 16, 2009 that requires a
reply.
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Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

o U

Joan Olszewski
Petitions Examiner
Office of Petitions

cC: Dara E. Winters
P.O. Box 2394
Livingston, NJ 07039



N

PTQSSB/B3 (09-04)
Approved for uss through 11/30/2005. OMB 0851-0038
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

fequired to respond to @ coliection of information untess & displays a vasid OMB control number.
Application Number 10/331,053 )
L Filing Date December 26, 2002
REQUEST FOR WITHDRAWA :
AS ATTORNEY OR AGENT First N.amed Inventor David Wf MORRIS
AND CHANGE OF Ast Unit 1642
CORRESPONDENCE ADDRESS Examiner Name Not Yet Assigned
Attomey Docket Number | 529452001100
Commissioner for Patents

To: P.O.Box 1450
’ Alexandria, VA 22313-1450

Please withdraw me as atlorney or agent for the above identified patent application, and

L_X_I all the attorneys/agents of record.
[] the attomeys/agents (with registration numbers) listed on the attached paper(s), or
[] the attomeysragents associated with Customer Number | J

NOTE: This box can only be checked when the power of attomey of record in the application is to all the
practitioners associated with a customer number.

The reasons for this request are: . D
This request is being made at the request of Sagres Discovery, Inc. _

CORRESPONDENCE ADDRESS R. DIXON, JR.
1. D The correspondence address is NOT affected by this withdrawal. . PROGHAM EXAMINER
2. E Change the correspondence address and direct all future correspondence to: # /7/%
D The address assodiated with Customer Number:
OR
e o Name | Gwilym Attwell (Cozen O'Connor)

Address

’ 1900 Market Street :
City Philadelphia | state |Pennsylvania |lze [19103
Country
Telephane [Fax_|

Signature M ﬁ(ﬁuul—\

Name / Gladys H. Mbhroy Registration No. 32,430

Date March 3¢, 2005 Telephone No. (650) 813-5711

NOTE: Withirawel is effective when approved rather than when received. Unless thera ars at feast 30 days between approvel of withdrawal and
the expiration date of @ time period for response or possibie extension period, the request to withdraw is normally disapproved.

1 heredy certify that this comespondence is being deposited with the U.S. Postal Service with sufficient postage as First Class Mail, in
an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandnia, VA 22313-1450, on the date shown below.

Dated: March Q |, 2005 Signature: (Martina Ptacid)

pa-965755
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KUDIRKA & JOBSE, LLP
ONE STATE STREET
SUITE 1510

BOSTON MA 02109

In re Application of

Kerr et al.

Application No. 10/331,057

Filed: 27 December, 2002

Atty Docket No. LOT9-2002-0004US2

COMMISSIONER FOR PATENTS

UNITED S:rATEs PATENT AND TRADEMARK OFFICE
P.O. Box 1450
ALEXANDRIA, 'VA 2231 3-1450

WWW.USpto.gov
0w 0803

Paper No. 6

COPY MAILED
AUG 12.2003
OFFICE OF PETITIONS

ON PETITION

This is a decision on the petition under 37 CFR 1.182, filed o 2
June, 2003, to change the order of the names of the inventors.

The petition is granted.

The order of the names of the inventors will be changed as

follows:
i. Benard Kerr
2. Daniel M. Gruen
3. Paul B. Moody
4. Steven L. Rohall
5. Seymour Kellerman

6. John Patterson

A corrected filing receipt reflecting the correct order of the

names of the inventors is attached.

There is no indication that petitioners herein was ever empowered

to prosecute the instant application.

If petitioners desire to

receive future correspondence regarding this application, the
appropriate power of attorney documentation must be mailed. A
courtesy copy of this decision will be mailed to petitioners.
However, all future correspondence will be directed to the
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address of record until such time as appropriate instructions are
received to the contrary. A power of attorney and change of
correspondence address form is enclosed for petltloners
convenlence

This application is being forwarded to Technology Center 2100 for

examination in due course.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703) 308-6918.

D Bws!

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: Corrected Filiﬁg Receipt
PTO/SB/81
Privacy Act Notification

cc: Stephen T. Keohane
IBM Corporation - Lotus Software
One Rogers Street
Cambridge MA 02142
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UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE

- P.O. Box 1450
ALEXANDRIA, VA 2231 3-1450

www.uspto.gov
Paper No. 10
KUDIRKA & JOBSE, LLP
ONE SEATE STREET :
SUITE 800
BOSTON, MA 02109 | COPY MAILED
APR 19 2004
In re Application of : :
Gruen et al. : OFFICE OF PETITIONS
Application No. 10/331,057 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. LOT9-2002-0004US2

This is a decision on the petition filed March 29, 2004, to establish that page 2 of the
specification was part of the originally filed application.

On December 27, 2002, the application was filed.

On March 11, 2004, the Office of Initial Patent Examination mailed a Notice advising applicants
that page 2 of the specification was not present.

In response, the instant petition was filed alleging that page 2 of the specification was deposited
on December 27, 2002. In support, petitioner has submitted a postcard receipt which
acknowledges receipt of 40 pages otp specification, not including claims and the abstract, on
December 27, 2002." Only 39 pages of the specification are present in the file. Petitioner has
also submitted a copy of the missing documentation- page 2 of the specification.

Upon review of the record, page 2 of the specification deposited on December 27,2002, has not
been located. However, the evidence is convincing that the application papers deposited on
December 27, 2002, included page 2, and that page 2 was subsequently misplaced in the PTO.

In view of the above, the petition is granted. The copy of page 2 of the specification submitted
with the petition will be used for examination purposes. :

No petition fee is required. Therefore, the petition fee of $130 will be credited back to
petitioner’s deposit account. '

The Notice mailed March 11, 2004, was sent in error and ié hereby vacated.
The Application is being returned to the Office of Initial Patent Examination for further

processing with a filing date of December 27, 2002, using the application papers filed on
December 27, 2002, and the copy of page 2 of the specification filed on March 29, 2004.

" Evidence of receipt of any correspondence filed in the Patent and Trademark Office can be obtained by submitting a
self addressed post card properly itemizing and identifying the paper or papers being filed. Upon receipt of the correspondence,
the Patent and Trademark Office will check the listing on the post card against the papers submitted, making sure that all items
listed are present and will then stamp the postcard with an Official date stamp and place the post card in the outgoing mail. "A
post card receipt which itemizes and properly identifies the papers which are being filed serves as prima facie evidence of receipt
in the PTO of all items listed thereon by the PTO.” M.P.E.P. § 503.
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Telephone inquiries shguld be directed to Petitions Attorney Steven Brantléy at (703) 306-5683.

Charles Steven Brantley
Petitions Attorney -
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

RISSMAN JOBSE HENRICKS
& OLIVERIO, LLP

ONE STATE STREET

SUITE 800

BOSTON, MA 02109

In re Application of

Daniel M. GRUEN, et al
Application No. 10/331,057
Filed: December 27, 2002
Attorney Docket No. L006-7079

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED

SEP 2 0 2007
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed June 26, 2007.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney given to Rissman, Jobse,
Henricks & Oliverio, LLP has been revoked by the assignee of the patent application on June 27,
2007. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

The correspondence address of record has been changed and the new correspondence address is

the address indicated below.

Telephone inquires concerning this decision should be directed to Diane Goodwyn at 571-272-
6735. '

cc: DAVID A. DAGG, ESQ.
MCGUINNESS & MANARAS LLP
125 NAGAG PARK DRIVE
ACTON, MA 01720-3451
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BRIAN ROFFE, ESQ 0CT 2'9 2003

11 SUNRISE PLAZA, SUITE 303 OFFICE OF THE DIRECTOR

VALLEY STREAM, NY 11580-6170 TC 3600 Paper No. 9
In re application of : DECISION ON PETITION
David S. Breed : TO MAKE SPECIAL

Application No. 10/331,060 : (APPLICANT’S AGE)
Filed: December 27, 2002 :

For: CRASH SENSOR ARRANGEMENT FOR

CONTROLLING DEPLOYMENT OF AN OCCUPANT

RESTRAINT DEVICE

This is a decision on the petition submitted on October 07, 2003 under 37 CFR 1.102
(c) to make the above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant’s Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a statement from the applicant.

The evidence submitted with the petition is a copy of a passport from the applicant showing that
he is at least 65 years of age.

The examiner is directed (1) to make an interference search for possible interfering applications,
(2) to promptly examine this application out of turn, and (3) if any interfering application is
discovered, to examine such application simultaneously and state in the first official letter of such
application that it is being taken out of turn because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner makes a
prompt bona fide effort, in response to each Office action, to place the application in condition
for allowance, even if it is necessary to conduct an interview with the examiner to accomplish
this purpose.



SUMMARY: Petition to Make Special GRANTED.

RN\

Steven N. Meyers

Special Programs Examiner
Technology Center 3600
(703) 308-3868

SNM/cps 10/28/03



. r______SEE_BESEQN.S.E_EQB_QEBIIEISATE OF CORRECTION
‘ ' Paper No.. ——
DATE ?/ 7/ 7

TOSPEOF :ARTUNIT 763§

SUBJECT : Request for Certificate of Correction for Appl. No.: ( /33/ % é/ Patent No: 2 ZZ ZZ:S , 3 &2

A response is requested with respect to a request for a certnficate of correction.

With respect to the change(s) requested to correct Office and/or Applicant's errors, should

the patent read as shown in the certificate of correction attached herewith or the COCIN
document(s), in IFW images for the above-identified patented application? No new matter

should be introduced, nor should the scope or meaning of the claims be changed.

If the response is for an IFW, within 7 days ple'ase complete and forward the response, to
the employee (named below) via scanning into application images, using document code
COCX. :

If the response is for a paper file wrapper, please complete the response and forward the
response with the paper file wrapper, to the employee (named below), within 7 days, to:
Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

VIRGINIA TOLBERT

Certificates of Correction Branch

703-308-9390 ext. 113

A Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decislon on the appropriate box. .

U/Approved | All changes apply.
Q Approved in Part " Specify below which changes do not apply.
Q Denled State the reasons for denial below.

Comments C"’W‘teﬁﬂ»‘l‘ﬁ e 50)\%«, L%‘qu are }aa{w»o@-/
'/\memw M ‘\'Lv(i'um C‘W'Céqd lk’ﬂc sd o e

Lewl-»-v\ aifl w)&wﬂ% pearls aig P clambin 1(/10@2,
Zru 9eif56 .

7
/\.’(’7’76\.@ )%\@;ﬁ : AAftéug%l

PTOL-306 (REV. 7/03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

MA'LED ) P.O. Box 1450
FROM DIRECTORS OFFICE Alexandria, VA 223131450
MAR 0 3 2006
TECHNOLGGY CENTER 36800

Ralph E. Jocke

Walker & Jocke Paper No. 022106
231 Sqﬁth Broadway

Medina, Ohio 44256

In re Application of: : DECISION ON PETITION
James Meek et al. : UNDER 37 CFR 1.181
Application No. 10/331,065 :
Filed: December 27, 2002
Attorney Docket No.: D-1119 R7
For: ATM CUSTOMER

MARKETING SYSTEM

This is in response to applicants' petition under 37 CFR 1.181 filed October 3, 2005 requesting
withdrawal of the finality of the Office action mailed July 13, 2005 as being premature.

The Petition is DENIED.

Applicant alleges that the final rejection mailed July 13, 2005 1s premature because the Final
rejection is legally improper.

MPEP 706.07(a) sets forth that the second or any subsequent action on the merits shall be
made final except where the examiner introduces a new ground of rejection that is neither
necessitated by applicants’' amendment nor based on information submitted in an information
disclosure statement filed during the period set forth in 37 CFR 1.97(c) with the fee set forth in
37 CFR 1.17(p).

A review of the record reveals that the examiner issued a new ground of rejection based on 35
USC 102 citing Amundsen, WO 99/08214 in a Final rejection mailed on July 13, 2005 in
response to an amendment filed by Applicants dated December 30, 2004. The examiner
clearly indicated that this new ground of rejection was necessitated by Applicants’ amendment.
A review of Applicants’ amendment filed December 30, 2004 shows that substantial
amendments were made to all the independent claims in addition to amendments to other
claims that would necessitate a new ground of rejection by the examiner. Applicants
subsequently filed an After Final response dated June 17, 2005, arguing that the newly applied
Amundsen reference was not prior art with respect to at least one of the limitations in the



independent claims and that even if the Amundsen reference was prior art with respect to the
claimed invention, Amundsen did not disclose all claim limitations and therefore, the Final
rejection was premature. In response, the Examiner issued a new ground of rejection based on
35 USC 102 using a newly cited reference to Walker et al., U.S. Pat. No. 6,694,300 in a second
Final Rejection mailed on July 13, 2005. The Walker reference was used to disclose a teaching
reference with a superior date to Applicant’s earliest priority date. The Examiner clearly
indicated that this new ground of rejection was necessitated by Applicants’ amendment.

Applicants argue that the second Final rejection is legally improper since Applicant did not
amend the claims in the After Final response dated June 17, 200S. In addition, Applicants
further argue that no information disclosure statement was filed in the June 17, 2005 After
Final response so the new ground of rejection could not be based on information submitted in
an information disclosure statement. Therefore, Applicants argue that the Examiner could not
introduce new grounds of rejection and make the rejection a Final rejection of the claims in
reply to the After Final response dated June 17, 2005.

It is noted that Applicants’ argument is based on the After Final response dated June 17, 2005,
which did not amend the claims, and not on Applicants’ amendment dated December 30, 2004
where the claims were substantially amended. According to office practice, when determining
whether new grounds of rejection in a second or subsequent rejection were necessitated by
Applicants’ amendment and ultimately whether the rejection of the claims is a Final rejection,
the amendment in response to the action prior to the Final Rejection is the amendment under
consideration. In the instant case, Applicants’ amendment dated December 30, 2004 was filed
in response to the non final office action mailed on October 13, 2004. In addition, Applicants’
amendment dated December 30, 2004 substantially amended the claims. The Examiner
introduced new grounds of rejection in the Final rejection mailed on July 13, 2005. The new
grounds of rejection in the Final Rejection mailed on July 13, 2005 were necessitated by
Applicants’ amendment that was dated December 30, 2004. Therefore, the Final rejection is
proper.

For the foregoing reasons, the finality of the office action dated July 13, 2005 is proper and
accordingly the petition to withdraw the finality of the final office action mailed 12 August 2003
is denied.

Inquiries related to this decision may be directed to Supervisory Patent Examiner Alexander
Kalinowski at (571) 272-6771.

y.SES

Loxg, Director
ateny J€chnology Center 3600
(571) 272-5250

FAX (571) 273-3600
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a legal professional association
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FACSIMILE TRANSMISSION COVER SHEET
TRANSMITTING: 6 PAGES (INCLUDING THIS PAGE)
NAME: Director of Technology Center 3600
Commissioner for Patents

PO Box 1450
Alexandria, VA 22313-1450

FAX NUMBER: (571) 273-8300
DATE: ~ October 3, 2005
SENDER: Ralph E. Jocke, Esq.
FAX NUMBﬁR: (330) 722-6446
PHONE NUMBER: (330) 721-0000

COMMENTS: Petition for entry in Application No. 10/330,877 (Docket No. D-1119 R6).
Please refer to the following.

If you do not receive all pages, contact the sender IMMEDIATELY at the number listed below. .

The information contained in this facsimile message is confidential and intended only for the use of the
mdividual or entity named above. If the reader of this message is not the intended recipient, you are
hereby notified that any dissemination, distribution, or copying of this communication is strictly
prohibited and will be considered at a tortious interference in our confidential business relationships. If
you have reeeived this communication in error, please immediately notify us by telephone and return the
original message to us at the address below via the U.S. Postal Service. Thank you.

" CERTIFICATION UNDER 37 C.FR. SECTIONS 1.8(a) AND 1.6(d)

TRANSMISSION
I hereby certify that, on the date shown below, this correspondence is being transmitted by facsimile to the
Patent and Trademark Office at (571) 273-8300.

Date: ew l3lzo0§ /T-Z~ Q,*
Ralph E. e
330 - 731 « Q000 330 « 225 » 1669 [ 330 « TR » 6446 rej@walkcrandjocke.com
MEDINA CLEVELAND FACSIMILE T MAIL

. 231 Qdouth DBroadway. Medine. Ohio U.&.A. 44256-32601
PAGE 116 RCVDAT 10/3/2005 11:32:42 AM [Eastem Dayllght Time] * SVR:USPTO-EFXRF-6125 * DNIS:2738300* CSID: 3307226446 DURATION (mm+5s):01:24
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October 3, 2005
e
* - Director of Technology Center 3600
’ Commissioner for Patents
PO Box 1450
-* Alexandria, VA 22313-1450
- Attn:  Art Unit 3627
" Patent Examiner Michael Cuff
- Re:  Application Serial No.: 10/330,877
) - Confirmation No.: 1366
Applicants: James Meek, et al.
Title: ATM Customer Marketing System
e ' Docket No.; D-1119 R6
T Sir
Please find enclosed a Petition pursuant to 37 C.F.R. §1.181 requesting withdrawal of a
- premature final rejection for filing in the application.

No fee is deemed required. However, the Commissioner is authorized to charge any
necessary fee associated with the filing of the Petition, and any otber fee due, to Deposit Account
Ll 09-0428. )

Very truly yours,

ﬂ——‘ 9
Ralph E. Jocke
- Reg. No. 31,029

Nl

 PAGE 25" RCVD AT 11132005 11:32:42 AM [Easterm Daylight Time) * SVRUSPTO.£FXRF-4125* DNIS:2738300° CSID:3307226446 * DURATION (mm-5s).01-24
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- OCT g3 2003

D-1119R6

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of )
James Meek, et al. )
)
Application No.: 10/330,877 ) Art Unijt 3627
)
Confirmation No.: 1366 )
) Patent Examiner
Filed: December 27, 2002 ) Michael Cuff
)
Title: ATM Customer Marketing System )

Director of Technology Center 3600
Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Sir:
Kindly enter the following petition without prejudice, which is being submitted within

two months of the Office Action dated September 21, 2005:

PAGE 315" RCVD AT 10732005 11:32:42 AM [Eastern Daylight Time] * SVR:USPTO-EF XRF 6125 * DNIS:2738300 * CSID: 3307225446 DURATION (mm-ss):01-24
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Qverview of dates and papers associated with this application

1.

2,

12/13/04
12/30/04

05/18/05

06/17/05

07/13/05

09/01/05

09/21/05

Mail Non-Final Rejection.

Response filed.

Mail 1st Final Rejection.

Claims 56 and 82-83 rejected as anticipated by Amundsen.

AF Response filed, with no claim amendments.

Mail new Final Rejection with new rejections. 06/17/05 Response entered.
Vacated the previous rejection based on Amundsen.

Claims 56 and 82-83 newly rejected as anticipated by Walker.

AF Response filed, with a Request to withdraw premature final rejection.

Mail Advisory Action. Applicants’ 09/01/05 Request denied.

This petition is the result of the Office denying Applicants' request for withdrawal of the

pending premature final rejection. Applicants petition for the finality of the Office Action dated

July 13, 2005 to be withdrawn due to the premature final rejection therein.

Applicants' Response filed June 17, 2005 did not contain any amendment, but rather

pointed out the errors in the prior Office Action dated May 18, 2005. In response thereto, the

Office (on July 13, 2005) substituted a Walker-based new ground of rejection (against claims 56

and 82-83) for the previous Amundsen-based rejcction; The Office then made this Walker-based

new ground of rejection Final. Applicants assert, based on the laws, rules, and patent examining

-2-

PAGE 4/5* RCVD AT 10122005 11:32:42 AM Eastern Dayfight Time) * SVR:USPTO-EFXRF-6125 * DNIS: 2738300 * CSI0:3307226448° DURATION (mim-ss):01:24
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procedures, that the Final rejection dated July 13, 2005 is legally improper. The Office can't
make a new ground of rejection final (July 13, 2005) in response to an entered non amending
Response (June 17, 2005). |
MPEP 706.07(a) states:
“Under present practice, second or any subsequent actions on the merits shall be final,
except where the examiner introduces a new ground of rejection that is neithcr.
necessitated by applicant"s amendment of the claims nor based on information submitted
in an infoﬁnation disclosure statement filed during the period set forth in 37 CFR 1.97(c)
with the fee set forth in 37 CFR 1.17(p).”

Applicants respectfully submit that since their Response filed June 17, 2005 did not
contain any amendment, the new ground of rejection in the next Office Action (dated July 13,
| 2005) could not have been necessitated by amendment. Furthermore, since no information
disclosure statement was in the Response filed June 17, 2005, the new ground of rejection could
’nqt have been based on information submitted in an information disclosure statement. The
record shows that the conditions did not meet the legal criteria for the Office to apply a Final
rejection on July 13, 2005. Therefore, the Final rejection is prima facie premature.
Furthermore, because of the finality of the rejection in the Office Action dated July 13,
2005, Applicants have not been given an opportunity in accordance with 37 CF.R. 1.111 to
properly rebut the Office’s newly imposed ground of rejection. Again, Applicants respectfully
submit that the finality of the Office Action dated July 13, 2005 is premature and should be

withdrawn.

.3-
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For reasons previously discussed, the Walker reference raust first be applied in a new non

final rejection in order to be legally proper. This situation has not yet occurred. As the Walker-
based rejection is not legally pending, claims 56 and 82-83 stand allowed.,

Applicants petition that the pending final rejection (set forth in the Office Action dated
July 13, 2005) be withdrawn because it is premature. Applicants respectfully submit that their
claims 1 and 48-86 sct forth on September 1, 2005 are the currently pending claims.
If necessary, then further reconsideration is requested |

If a further request for rcconéidmtim: is required, then Applicants respectfully request

further reconsideration by the Examiner.

Conclusion
Appellants' petition should be granted for the reasons presented herein. The undersigned
is willing to discuss any aspect of the Application by telephone at the Office's convenience.

' Respectfully submitted,

Ralph E. Jg€ke Reg. No. 31,029
Ww. JOCKE

231 South Broadway
Medina, Ohio 44256
(330) 721-0000
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

JUN -9 2004

In re Application of
Michael J. Swanson :
Serial No. 10/331,076 : DECISION ON PETITION

Filed: December 27, 2002 - TO WITHDRAW AS ATTORNEY
For: PADDED LEATHER PITCHING:
TARGET :

By papers filed on February 20, 2004, counsel has petitioned to withdraw as
attorney of record in this application.

The petition is GRANTED.

Applicant is advised that the current correspondence address for this
application is:

Michael J. Swanson
1311 Southwest 328th Court
Federal Way, WA 98023

G s s

E. Rollins-Cross, Director
Technology Center 3700

Donald W. Meeker
750 La Playa, Suite 512
San Francisco, CA 94121
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

Donald W. Meeker Paper No. 5
Patent Agent - JUN 28 2005

#512 : Diractor's Office

. 750LaPlaya o ~ Group 3700

San Francisco, CA 94121

In re Application of :

GARVER, LEE A. ‘ : DECISION
Application No.: 10/331,077 :
Filed: December 27, 2002

This application is before the Directof of Technology Center 3700 for reconsideration of the
Notice of Abandonment mailed April 29, 2004 for failure to respond to the Office Action mailed
October 22, 2003. '

A review of the file indicates that a response was timely filed on January 20, 2004..

In view of the above, the Notice of Abandonment mailed April 29, 2004 is in error and is hereby

vacated. The holding of abandonment is withdrawn. This application is being forwarded to the

Technical Support Staff to return the application to an active status and for entry of the
~amendment. The application will then be forwarded to the examiner for appropriate action.

Summary: Holding of Abandonment Withdrawn.

Richard A. Bertsch, Director
Technology Center 3700
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

SEP 10 2003
Paper No. 7
In re Application of
Frederick N. Blesecker et al. :
Serial No. 10/331,084 :  DECISION ON PETITION

Filed: December 27, 2002 : TO MAKE SPECIAL
For: CHILD RESISTANT CAP :

Applicant's petition, filed August 4, 2003, seeks to have this application made
special pursuant to the Accelerated Examination Program. The petition is
GRANTED.

The petition has been reviewed and is found to be in compliance with the
requirements for special status as set forth in Section 708.02(VIII) of the Manual
of Patent Examining Procedures (MPEP).

Applicant is advised that the examiner's search will be restricted to the subject
matter encompassed by the claims. In the event that the application receives a
first action rejection, applicant is encouraged to arrange for an interview with
the examiner, and to provide the examiner with a working copy of any proposed
amendment one working day prior to the interview. Any amendment filed in
response to a first action rejection which would require broadening of the field of
search will be treated as an improper response.

PETITION GRANTED.

gﬁw,@u«/

E. Rollins-Cross, Director
Technology Center 3700

Akin Gump Strauss Hauer & Feld LLP
One Commerce Square

2005 Market Street, Suite 2200
Philadelphia, PA 19103-7013
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UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
Washington, D.C. 20231

www.uspto.gov

Paper No. 6

1350 Ta JOLLA VILLAGE DRIVE
SUITE_500 COPY MAILED

SAN DIEGO CA 92122

APR 2 3 2003

OFFICE OF PETITIONS
In re Agﬁlication of
ABDENNADHER AND IHS :
Apglication No. 10/331,122 : DECISION GRANTING °
Filed: December 26, 2002 : PETITION UNDER
Attorneg Docket No. : 37 CFR 1.47 (a)
10559/734001/P13507 :

For: ON-CHIP JITTER TESTING

This is in response to the petition under 37 CFR 1.47(a),
filed March 31, 2003.

The petition is granted.

Petitioner has shown that Mr. Hassan Ihs, the non-signing
inventor, cannot be located after diligent efforts.
$pe¢iflcallg, the statements of facts of Paul A. Levy
indicated that he sent a letter by Certified Mail to Mr. Ihs’
last known addresses. The letter included a complete copy of
the specification for the application. However, the letter
was returned as “not deliverable.” Additionally, Mr. Levy
states that he made repeated attempts to located and contact
Mr. Ihs but was unsuccessful.

The above-identified application and papers have_been
reviewed and found in compliance with 37 CFR 1.47(a). This
application is hereby accorded Rule 1.47(a) status.

As grqvided in Rule 1.47(c¢c), this Office will forward notice
of this aiplicatlon's filln%_to the non-signing inventor at
the last known address. Notice of the filing Of this
application will also be published in the Official Gazette.

The application file is being forwarded to the Office of
Initial Patent Examination for further processing.

Telephone inquiries regarding this decision should be
directed to the undersigned at (703) 306-5589.

(!w\J\J;O *if\Ck:~€kLA_t'1ﬁ43,‘t)(7Y\V\JLJL5L—
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under g Paperwork Reduction Act of 1995, no p are tequired to respond to a collection of i unless & displays a valid OMB control fumber.

) o> Application Number 10/331,145 TN\
. Filing Dat December 27, 2002
REQUEST FOR WITHDRAWAL | First Named Inventor Kerins, et al.
AS ATTORNEY OR AGENT Group Art Unit 1731 ¢
Examiner Name Not yet assigned
L Attomey Docket Number 11302-1350 (44040-270838) j
To: Commissioner for Patents
PO Box 1450 ; JUN 29 2004
Alexa.ndna, VA 22313-1450 - s Sty
| hereby apply to withdraw as attomey or agent for the above identified apphcagg’% i M, B Diredt
The reasons for this request are: Conflict of interest .

1 hereby apply on behalf of all attorneys at Kilpatrick Stockton LLP, to withdraw as attomey or agent for the above-identified patent
application. | am authorized to act on behalf of all attomeys at Kilpatrick Stockton LLP associated with Customer Numbers 23370
and 23594 and 29843.

1. [J The corespondence address is NOT affected by this withdrawal.

2. Change the comrespondence address and direct all future correspondence to:

CORRESPONDENCE ADDRESS
Place Customer Number
[ customer Number | | — Bar Code Labe! here
OR
7
;i{j?/ig:’a | Name Andrew D. Stover
Address Brinks, Hofer, Gilson & Lione
Address NBC Tower — Suite 3600, 455 Cityfront Plaza Orive
City Chicago [ State I L l zip kom 1-5599
Country USA
Telephone 312-321-4200 I Fax _[ 312-321-4293

Bd This request is made on behalf of myself an
[0 atl the attomeys/agents of record,
[ the attorneys/agents (with tegistratiop’numbers) listed on the attached paper(s), or

[0 the attomeys/agents jated wi
This request is enclosed inAni te (inclugin

Name Robert E. Rcharge’- Reg. No.

Signature / /
[ /4
Date 4 L g’ < ’;

NOTE: Withdrawal is effective when approved rather than when received
Unless there are at least 30 days between approval of withdrawal and the expiration date of a time period for
response or possible extension period, the request to withdraw is nommally disapproved.

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark
Offica, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TQ: Assistant Commissioner for
Patents, Washington, DC 20231.
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Attorney and/or Agent Registration N ] ttorney and/or Agent Registration No.
Roper T. Frost 22,176 . Camilla Camp Williams 43,992
Anthony B. Askew 24,154 Christopher J. Chan 44,070
John M. Harrington 25,592 John William Ball, Jr. 44,433
Robert E. Richards 29,105 Dawn-Marie Bey 44,442
John S. Pratt 29,476 Tiep H. Nguyen 44,465
James L. Ewing, IV 30,630 Michael J. Dimino 44,657
Stephen M. Schaetzel 31,418 Lisa C. Pavento 44,669
James Dean Johason 31,771 Kristin L. Johnson 44,807
Charles W. Calkins 31,814 J. Jason Link 44,874
Larry A. Roberts 31,871 Goran P. Stojkovich 45,841
Jamie L. Greene 32,467 Vaibhav P. Kadaba 45,865
George T. Marcou 33,014 J. Michael Boggs 46,563
Dean W. Russell 33,452 Tywanda L. Harris 46,758
Charles T. Simmons 35,359 Kristin D. Mallatt 46,895
Eleanor M. Musick 35,623 Cynthia B. Rothschild 47,040
Bruce D. Gray 35,799 . John C. Alemanni 47,384
Geoff L. Sutcliffe 36,348 Geoflrey K. Gavin 47,591
Mitchell G. Stockwell 39,389 Janina Malone 47,768
Jeffery B. Arnold 39,540 Aleta A. Mills 47,794
Brenda Ozaki Holmes 40,339 Eric Sophir 48,499
Michael J. Turton 40,852 Todd W. Galinski 51,713
Yoncha L. Kundupogiu 41,130 William K. McGreevey 52,012
J. Steven Gardner 41,772 Elena S. Polovnikova 52,130
Theodore M. Green 41,801 Samuel B. Rollins 52,180
Thomas A. Corrado 42,439 David E. Wigley 52,362
J hn K. McDonald 42,860 Jane M. Terry 53,682
Sima Singgdia Kulkarni - 43,732 )




UNITED STATES PATENT AND TRADEMARK OFFICE

CoMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK QOFFICE
P.0. Box 1450

ALEXANDRIA, VA 22313-1450

MAIL

WELSH & KATZ, LTD
120 S RIVERSIDE PLAZA

22ND FLOOR APR 2 5 2005
CHICAGO IL 60606 '
DIRECTOR (77i(E
In re Application of: g TECHNOLOGY CC.vi i 2600
Georg Wagner, et. al. g
Iz:kji)phcation No. 10/331,178 : DECISION
i

ed: December 27, 2002 ON PETITION
For: RECEIVER :

This is a response to the petition, filed October 12, 2004, which is treated as a Petition to
Withdraw Notice of Abandonment pursuant to 37 C.F.R. §1.181. No fee is required.

This application became abandoned for failure to timely file a response to the non-final Office
action mailed November 17, 2003, which set a shortened statutory period of three (3) months to
reply. A Notice of Abandonment was mailed September 21, 2004.

Petitioner alleges to have timely filed a response to the Office action. To support this position,
Petitioner has included with the instant petition a copy of a response bearing a proper certificate
of transmission having a date of October 5, 2004.

37 CF.R. § 1.8(b) states that in the event that correspondence is considered timely filed by being
mailed or transmitted in accordance with paragraph (a) of this section, but not received in the
Patent and Trademark Office, and the application is held to be abandoned or the proceeding
dismissed, terminated, or decided with prejudice, the correspondence will be considered timely if
the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of the correspondence
promptly after becoming aware that the Office has no evidence of receipt of the correspondence,

(}éf) Supplies an additional copy of the previously mailed or transmitted correspondence
and certificate, and

(3) Includes a statement which attests on a personal knowledge basis or to the satisfaction
of the Commissioner to the previous timely mailing or transmission. If the correspondence was
sent by facsimile transmission, a copy of the sending unit's report confirming transmission may
be used to support this statement.

Given that petitioner is the one who apparently signed the certificate of mailing and petitioner
states that they submitted a response on February 12, 2004, then petitioner has met the
requirements above. Accordingly, the holding of abandonment is withdrawn.

The petition is Granted.

The application will be forwarded to the Technology Center’s technical support staff for entry of
the response submitted with the petition. From there, the file will be forwarded to the examiner
for consideration in due course.

v
wayne Bost
Special Program Examiner
Technology Center 2600
Communications




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
DIW Oct-06

WELSH & KATZ, LTD

120 S RIVERSIDE PLAZA

22ND FLOOR : COPY MAILED
CHICAGO IL 60606 NOV. 0 1 2006

OFFICE OF PETITIONS

In re Application of :
Wagner et al. : ON PETITION
Application No. 10/331,178 :
Filed: 27 December, 2002 :
Atty Docket No. 8052/89015 :

This is a decision on the petition filed on 15 August, 2006, to
withdraw the holding of abandonment in the above-identified
application, or in the alternative, under 37 CFR 1.137(b)?* to
revive the application.

The petition to withdraw the holding of abandonment is DISMISSED.

The.petition under 37 CFR 1.137(b) is GRANTED.

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay
in reply was unintentional, a petition may be filed to revive an abandoned application or a
lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed under the provisions of 37
CFR 1.137(b) must be accompanied by: .

(1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. In a nonprovisional utility or plant application filed on or after June 8, 1995,
and abandoned for failure to prosecute, the required reply may also be met by the filing of a
request for continuing examination in compliance with § 1.114. In an application or patent,
abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply
must be the payment of the issue fee or any outstanding balance thereof. 1In an application,
abandoned for failure to pay the publication fee, the required reply must include payment of the
publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
The Commissioner may required additional information where there is a question whether the delay
was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c)).
i



Application No. 10/331,178 2

The application was held abandoned for failure to timely reply to
the Notice of Non-Compliant Amendment (37 CFR 1.121) mailed on 26
October, 2005, which set a one (1) month shortened period for
reply. Notice of Abandonment was mailed on 18 May, 2006.

Petitioners assert that a reply was timely submitted, via
facsimile, on 7 November, 2005. In support, petitioners have
provided a copy of an amendment bearing a certificate of
facsimile transmission stating that the response was sent by
facsimile to 571-273-7278. A copy of the sending unit report was
also provided.

Any petition to withdraw the holding of abandonment based on a
Certificate of Transmission by facsimile must include the
following requirements:

(1) A copy of the original response bearing a signed
Certificate of Transmission which includes the
date of signing; and

(2) A statement under 37 CFR 1.8(b) (3) attesting to
the personal knowledge of transmitting the
original responseé on the date indicated on the
Certificate of Transmission (see 37 CFR 1.8 and
MPEP 512) .

The showing of record is that is that petitioners did not use the
correct facsimile number. Specifically, the Official Gazette
notice published on 12 July, 2005, states that as of 15 July,
2005, the U.S. Patent and Trademark Office requires most patent
related correspondence submitted by facsimile to be faxed to the
Central FAX number of 571-273-8300.° As the reply to the Notice
mailed on 26 October, 2005, does not. fall within one of the
exceptions provided for in the notice, replies must be faxed to
the above-referenced number.

While it is noted that the sending unit report appears to
indicate that the facsimile which petitioners attempted to send
on 7 November, 2005, was properly sent, the report cannot serve
as evidence that the response was timely sent because it does not
show that the fax was sent to the specified number for receipt of
facsimile transmissions in the USPTO.

2
See 1296 0.G. 76 (July 12, 2005).
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As such, the showing of record is that the reply which
petitioners attempted to file on 7 November, 2005, was not filed
because an improper facsimile number was used. As such, the
application was properly held abandoned, and the holding of
abandonment will not be withdrawn.

The petition to revive is granted.

The statement contained in the instant petition does not set
forth that the entire delay from the due date of the required
reply to the date of the filing of a grantable petition was
unintentional as required by 37 CFR 1.137(b) (3). However, the
statement contained in the instant petition is being so
construed. Petitioner must notify the Office if this is not a
correct interpretation.

The petition fee will be charged to counsel’s deposit account, as
authorized in the petition.

The application will be forwarded to Technology Center Art Unlt
2615 for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571)272-3231.

Wl

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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. Commissioner for Patents
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BRINKS HOFER GILSON & LIONE
PO BOX 10395
CHICAGO IL 60610

COPY MAILED
JUN 2 4 2004
In re Application OFFICE OF PETITIONS
Tsai et al. :
Application No. ‘10/331,197 : DECISION ON APPLICATION
Filed: December 27, 2002 : : FOR PATENT TERM ADJUSTME‘.NT

Atty Docket No. 659/140

This is a decision on the “REQUEST FOR RECONSIDERATION OF THE PATENT
TERM ADJUSTMENT UNDER 37 CFR 1.705(d),” filed May 18, 2004, which is
being treated under 37 C.F.R. 1.705(b). Applicants request that the
initial determination of patent term adjustment under 35 U.S.C. 154 (Db)
be corrected from zero (0) days to. twelve (12) days.

The application for patent term adjustment is GRANTED.

The Office has updated the PAIR screen to reflect that the correct
Patent Term Adjustment (PTA) determination at the time of the mailing
of the Notice of Allowance is twelve (12) days. A copy of the updated
PAIR screen, showing the correct determination, is enclosed.

On March 10, 2004, the Office mailed the Determination of Patent Term
Adjustment under 35 U.S.C. 154(b) in the above-identified application.
The Notice stated that the patent term adjustment (PTA) to date is
zero (0) days. On May 18, 2004, applicants timely! submitted an
application for patent term adjustment, asserting that the correct
number of days of PTA at the time of the mailing of the Notice of
Allowance is twelve (12) days.

1 pALM records indicate that applicant paid -the issue fee with the
filing of the application for patent term adjustment on May 18, 2004.
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Bpplicants specifically state that the patent issuing from the
application is not subject to a terminal disclaimer.

The Office initially determined a patent term adjustment of zero (0)
days based on an adjustment for PTO delay of twelve (12) days pursuant
to 35 U.S.C. 154 (b) (1) (A) (i) and 37 C.F.R. § 1.703(a) (1), reduced by
applicant’s delay of seventy-one (71) days, pursuant to 35 U.S.C.

154 (b) (2) (C) (iii) and 37 C.F.R. § 1.704(b). The PTO delay of 12 days
has been reviewed and found to be correct. The applicant delay of 71
days 1is at issue. ’

The adjustment of 71 days for applicant’s delay has been found to be
incorrect. . The application file reveals that applicant timely
responded to the April 14, 2003 Notice to File Missing Parts on

May 19, 2003. Furthermore, the response was a complete reply to the
Notice. Thus, the Office should not have entered the date that the
instant application was complete as September 23, 2003, or assessed
applicant a delay of 71 days.

In view thereof, the correct determination of patent term adjustment
at the time of the mailing of the Notice of Allowance is twelve days
(12 days of PTO delay and 0 days of applicant delay).

The $200.00 fee set forth in 37 C.F.R. §1.18(e) has been charged to
Deposit Account No. 23-1925, as authorized. '

The application file is being forwarded to the Office of Patent
Publication for processing into a patent.

Telephone inquiries specific to this matter should be directed to
Cliff Congo, Petitions Attorney, at (703) 305-0272.

Karin Ferriter '
Senior Legal Advisor
Office of Patent Legal Administration

Office of Deputy Commissioner
for Patent Examination Policy

Enclosure: Copy of Revised PAIR Screen
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

BRINKS HOFER GILSON & LIONE COPRY MAILED
P.0. BOX 10395

CHICAGO IL 60610 0CT 2 2 2004
In re Application of : OFFICE OF PETITIONS
Daniel Tsai et al :

Application No. 10/331,197 : ON PETITION

Filed: December 27, 2002
Attorney Docket No. 659/1480

This is a decision on the petition, filed October 19, 2004, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on May 18, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 1774 will consider the request for>continued
examination under 37 CFR 1.114.

Kardn (1

Karen Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Paper No. None

DICKINSON WRIGHT PLLC

1901 L. STREET NW COPY MAILED

SUITE 800

WASHINGTON DC 20036 JUN 192006
OFFICE OF PETITIONS

In re Application of
Keith David Wallaker

Application No. 10/331,210 : DECISION ON PETITION
Filed: December 30, 2002 : UNDER 37 C.F.R. §1.137 (b)
Attorney Docket Number: :

28627.00002

Title: MOUNTING APPARATUS

This is a decision on the petition, pursuant to 37 C.F.R.
§1.137(b)', to revive the above-identified application, filed on
May 3, 2006.

The above-identified application became abandoned for failure to
submit the issue and publication fees in a timely manner in
reply to the Notice of Allowance and Issue Fee Due, mailed
February 2, 2006, which set a shortened statutory period for
reply of three (3) months. No extensions of time are permitted
for transmitting issue or publication fees?. Accordingly, the
above-identified application became abandoned on May 3, 2006.

1 A grantable petition pursuant to 37 C.F.R. 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice,
unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may
require additional information where there is a question whether
the delay was unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d))
required pursuant to paragraph (d) of this section.

2 See MPEP §710.02(e).
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With the present petition, Petitioner has submitted the petition
fee, the publication fee, the issue fee, and the proper
statement of unintentional delay.

As such, the petition is GRANTED.

After the mailing of this decision, the Office of Patent
Publications will be notified of the same so that the present
application can be processed into a patent.

The phone number for the Office of Patent Publication is (571)

272-4200. Telephone inquiries regarding this decision should be
directed to the undersigned at (571) 272-3225.

Al ot

Paul Shanoski :
Senior Attorney

ice of Petitions
3':3::‘: States Patant and Trademark Office
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Paper No.:
DATE : December 14, 2006
TOSPEOF :ART UNIT 1723
SUBJECT : Request for Certificate of Correction for Appl. No.: 10/331213 Patent No.: 7,083,697 B2

Please respond to this réquest for a certificate of correction within 7 days.
Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complefe the response (see below) and forward the completed response to scanning
using document code COCX.

| Elisha Evans

Certifig:ates of Correction Branch

703-308-9390 ext. J 10

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

K Approved All changes apply.
0O Approved in Part Specify below which changes do not apply.
Q Denied State the reasons for denial below.
Comments:

P e o2a

Art Unit

PTOL-306 (REV. 7/03) Us. Patent and Trademark Office
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MAIL

MILLER JOHNSON SNELL CUMMISKEY, PLC
800 CALDER PLAZA BUILDING JUL 05 2005
250 MONROE AVENUE, N.W.
GRAND RAPIDS, MI 49503-2250 DIRECTOR OFFICE

o TECHNOLOGY CENTER 2600
In re Application of
Scott M. Alazraki :
Application No. 10/331,218 ; DECISION ON REQUEST TO
Filed: December 30, 2002 : WITHDRAW AS ATTORNEY
For: AUTOMATIC FREQUENCY CONTROL
(AFC) SYSTEM AND METHOD USING AN
ADAPTIVE THRESHOLD TO IMPROVE
ACCURACY OF THE DIRECT CURRENT
(D(2 COMPONENT CALCULATION FOR A
RECEIVED SIGNAL '
This 1s a decision on the Request to Withdraw as Attorney/Agent of record filed on December

17, 2004.

A grantable request to withdraw as attorney/agent of record must do the following:
1) indicate the present mailing address of the attorney(s)/agent(s) who seek(s) to withdraw, and
2) be signed by each attorney/agent seeking to withdraw or clearly be signed on their behalf,
an
(3) be approved at least thirty (30) days prior to the maximum extendable period for response to
any outstanding Office Action, and .
(4) indicate the address to which future correspondence should be mailed.

Attorneys/Agents associated with Customer Number 20576 are withdrawn.
Accordingly, the request is GRANTED.

All future communications from the Office will be directed to the address listed below
until otherwise notified by applicant. Applicant is reminded of the obligation to
promptly notify the Patent and Trademark Office of any change in correspondence
address to ensure receipt of all communications from the Office.

i b

Kenneth Wieder ]
%pemal Program Examiner
echnology Center 2600
Communications
(571) 272-2986 -

cc: MOTOROLA, INC.
1300 EAST ALGONQUIN ROAD
ILO1/3RD
SCHAUMBURG, IL 60196
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MILLER JOHNSON SNELL CUMMISKEY, PLC
800 CALDER PLAZA BUILDING

250 MONROE AVENUE, N.W.

GRAND RAPIDS, M1 49503-2250

In re Application of

Vance H. Peterson et al.
Application No. 10/331,219
Filed: December 30, 2002

For: DYNAMIC POWER SHARING ZERO
INTERMEDIATE FREQUENCY (ZIF) MIXER
AND METHOD OF FORMING SAME

Commissioner for Patents
United States Patent and Trademark Office

‘MAIL

Alexandria, VA 22313-1450
JUL 2 5 2005

www.uspto.gov
DIRECTOR OFFICE
TECHNOLOGY CENTER 2600

DECISION ON REQUEST TO
WITHDRAW AS ATTORNEY

This 1s a decision on the Request to Withdraw as Attorney/Agent of record filed on December

17, 2004.

A grantable request to withdraw as attorney/agent of record must do the following:
indicate the present mailing address of the attorney(s)/agent(s) who seek(s) to withdraw, and

and

1
§2§ be signed by each attorney/agent seeking to withdraw or clearly be signed on their behalf,

(3) be approved at least thirty (30) days prior to the maximum extendable period for response to

any outstanding Office Action, and

(4) indicate the address to which future correspondence should be mailed.

Petitioner has satisfied the requirements for successfully requesting withdrawal. Accordingly,

the request is GRANTED.

All attorneys/agents listed in Customer No. 20576 withdrawal have been withdrawn.

All future communications from the Office will be directed to the address listed below
until otherwise notified by applicant. Applicant is reminded of the obligation to
promptly notify the Patent and Trademark Office of any change in correspondence
address to ensure receipt of all communications from the Office.

Howr=, (Ll

Kenneth A. Wieder
%pecial Program Examiner
echnology Center 2600
Communications

(571)272-2986

cc: MOTOROLA, INC.
8000 WEST SUNRISE BLVD.
ROOM 1610
PLANTATION, FL 33322-9947
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.go

MAIL

MILLER JOHNSON SNELL CUMMISKEY, PLC
800 CALDER PLAZA BUILDING -
250 MONROE AVENUE, N.W. JUL 2 5 2005
GRAND RAPIDS, MI 49503-2250

: DIRECTOR OFFICE
Inre Apphcatlon of ‘ TECHNOLOGY CENTER 2600
Ariel L. Galan ‘ ; :
Application No. 10/331,220 : : DECISION ON REQUEST TO

Filed: December 30, 2002 . : WITHDRAW FROM RECORD

For: APPARATUS AND METHOD FOR A
RADIO FREQUENCY (RF) RECEIVER FRONT
END PRE-SELECTOR TUNING FOR
IMPROVING THE REDUCTION IN
INTERMODULATION DISTORTION (IMD)

This is a decision on the request for withdrawal as agent of record filed on December 17, 2004.
A grantable request to withdraw as attorney/agent of record must:
indicate the present maxlm§ address of the attorney(s)/agent(s) who seek(s) to withdraw, and
dbe signed by each attorney/agent seekmg to withdraw or clearly be signed on their behalf,
an
(3) be approved at least thirty (30) days prior to the maximum extendable period for response to
outstanding Office Action, and
(4)1 1n icate the address to which future correspondence should be mailed.

Petitioner has met all of the above. Accordingly, the request is GRANTED.
Attorneys/agents associated in Customer No. 20576 to withdraw are withdrawn.

All future communications from the Office will be directed to the address listed below
until otherwise notified by applicant. Applicant is reminded of the obligation to
promptly notify the Patent and Trademark Office of any change in correspondence
address to ensure receipt of all communications from the Office.

Kenneth A Wleder
Special Program Examiner |
Technology Center 2600

Communications
(571) 272-2986

Cc: MOTOROLA, INC.
8000 WEST SUNRISE BOULEVARD
ROOM 1610
PLANTATION, FLORIDA 33322-9947
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PHILIP M. WEISS, ESQ. COPY MAILED

WEISS & WEISS '
300 OLD COUNTRY ROAD, SUITE 251 MAY 0 1 2006

MINEOLA NY 11501 OFFICE OF PETITIONS

In re Application of

Wendy L. Arent et al :

Application No. 10/331,298 : ON PETITION
Filed: December 30, 2002 : '
Attorney Docket No. P/73-20

This is a decision on the petition, filed May 1, 2006, under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 {request for continued examination). See 37 CFR 1.313(c}{2).

Petitioner is advised that the issue fee paid on March 7, 2006, in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

The file does not indicate a change of address has been submitted, although the address
given on the petition differs from the address of record. If appropriate, a change of address
should be filed in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address given on the petition; however, the Office will mail all future
correspondence solely to the address of record.

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Application No. 10/331,298 -2-

The examiner of Technology Center AU 1773 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy C\%

Petitions Examiner
Office of Petitions

cc:

PHILIP M. WEISS

WEISS & WEISS

310 OLD COUNTRY RD,, STE. 201
GARDEN CITY, NY 11530



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
P.O.

Box 1450

ALEXANDRIA, VA 22313-1450

Paper No.
Date : May 1, 2006
TO : Director, Office of Patent Publication
FROM : Office of the Deputy Commissioner
for Patent Examination Policy
SUBJECT : withdrawal from Issue of
Applicant(s) :Wehdy L. Arent et al
Application No. :10/331,298
Filed :December 30, 2002

The above-identified application has been assigned Patent No.
7,037,566 and an issue date of May 2, 2006.

It is hereby directed that this_application be withdrawn from
issue at the request of the applicant.

Do not refund the issue fee.

The fo11owinﬁ erratum should be published in the official
Gazette if the above-identified application is published in the
0G of may 2, 2006:

"Al1l reference to Patent No. 7,037,566 to wendy L.
Arent et al of wisconsin for STATIC OF COF
DIFFERENTIAL POLY FILM REAM WRAP appearing in the
official Gazette of May 2, 2006 should be deleted
since no patent was granted "

,Kar'en Creasy ﬁ

Petitions Examiner

office of Petitions

office of the Deputy Commissioner
for Patent Examination Policy

cc: Paul Harrison, Mbw-4B03, (FAX-273-5468)
Deneise Boyd, MDE-3D39 (FAX-273-5124)
Mary Louise McAskill, ST-8C1l5 (FAX 305-4372)
Niomi Farmer, ST-8Cl4 (FAX-305-4372)
Mary E. Johnson (Cookie), MDE-7C71 (FAX 273-0038
Duane Davis P/OPC MDE-7D89

www.uspto.gov
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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MR. S.H. DWORETSKY

AT&T CORP., ROOM 2A-207 COPY MAILED

ONE AT&T WAY

BEDMINISTER NJ 07921 MAY 20 2005
OFFICE OF PETITIONS |
In re Application of
Barin Geoffry Haskell et al :
Application No. 10/331,344 : DECISION GRANTING PETITION

Filed: December 31, 2002 : UNDER 37 CFR 1.137 (b)
Attorney Docket No. 2685/5990 :

This is a decision on the petition under 37 CFR 1.137(b), filed
September 23, 2004, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the
provisions of 37 CFR 1.137(b) in that (1) the reply in the form
of an amendment; (2) the petition fee; and (3) the required
statement of unintentional delay have been received.

Accordingly, the reply to the nonfinal Office action of January
28, 2004, is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3208.

This matter is being referred to Technology Center AU 2613.
aren Creasy

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 4

HEAD, JOHNSON & KACHIGIAN
228 W. 17TH PLACE

TULSA, OK 74119 COPY MAILED
| APR 0 8 2003

In re Application of : OFFICE OF PETITIONS

William Mark Adams :

Application No. 10/331, 365 : ON PETITION

Filed: December 30, 2002
Attorney Docket No. BAI525-915/02839

This is a decision on the “Petition,” filed on March 4, 2003,
requesting that the above-identified application be accorded a
filing date of December 30, 2002, including Figure 8A as
described in the specification.

The application was filed on December 30, 2002. However, on
February 10, 2003, the Office of Initial Patent Examination
(OIPE) mailed a “Notice To File Missing Parts Of Nonprovisional
Application” (Notice) that stated the application had been
accorded a filing date, but Figure 8A as described in the
specification appears to have been omitted.

In response, on March 4, 2003, the instant petition and a copy of
Figure B8A as described in the specification were submitted. The
papers were accompanied by a copy of applicant’s postcard receipt
that acknowledges receipt of twelve (12) sheets of drawings on
December 30, 2002. The twelve (12) sheets of drawings contain
Figures 1-11. A review of the application file indicates the
presence of only eleven (11) sheets of drawings with the sheet
containing Figure 8A missing. It is assumed that missing sheet of
drawings containing Figure 8A was misplaced by the Office.

In view of the above, the petition is grgntgg.

The $130.00 petition fee submitted on March 4, 2003 will be
refunded to deposit account no. 08-1500.



| -

Bpplication No. 10/331/365 : Page 2

This application will be returned to OIPE for further processing
with a filing date of December 30, 2002, using the copy of

Figure 8A as described in the specification, supplied on March 4,
2003.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703) 306-9200.

A j—

Edward J. Tannouse
Petitions Attorney
Office of Petitions
United States Patent and Trademark Office
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UMITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450
ALEXANDRIA, VA 2231 3-1450
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Paper No. 5
FLOYD A. GONZALEZ
IBM CORPORATION COPY MAILED
2455 SOUTH ROAD, P386
POUGHKEEPSIE, NY 12601 JUN 1 6 2003
OFFICE OF PETITIONS
In re Application of
Goldrian et al. :
Application No. 10/331,369 : ON PETITION

Filed: December 30, 2002
Attorney Docket No. DE920010020US1

This decision concerns the May 27, 2003 petition under 37 CFR 1.47(a).’
The petition is DISMISSED.

Three inventors are named in this application which, upon filing, included a declaration that was
not executed. A Notice to File Missing Parts of Nonprovisional Application was mailed on
February 21, 2003, giving Applicants an extendable 2-month period to submit a properly
executed oath/declaration. The instant petition then followed, stating that one of the joint-
inventors, Bernd Leppla (“Leppla”), has refused to sign the declaration, and requesting that the
signing inventors be allowed to file this application on behalf of themselves and Leppla. The
petition is accompanied by a declaration signed by 2 inventors (*5/27/03 Declaration”).

The available inventors may file the application on behalf of themselves as well as Leppla,
provided that a bona fide attempt has been made to present to Leppla, for review and signature, a
copy of the entire application (specification including claims; drawings),” and that the latter
refuses to join in this application.

! Including a request for a 1-month extension of time and the authorization to charge the

$110 extension-of-time fee to Deposit Account No. 09-0463.

2 MPEP section 409.03(d) (Rev.1, Feb. 2003) REFUSAL TO JOIN (A refusal . . . to sign . .
. when the inventor[’s representative] has not been presented with the application papers does not itself
suggest that [he] is refusing to join in the application unless it is clear that [he] understands exactly what he
is being asked to sign and refuses to accept the application papers.); also citing In re Gray, 115 U.S.P.Q. 80
(Comm’r Pat. 1956) (It is reasonable to require that the inventor([’s representative] be presented with the
application papers before a petition under 37 CFR 1.47 is granted since such a procedure ensures that [he]
is apprised of the application to which the oath/declaration is directed.).

3 See MPEP section 409.03(d) (Rev. 1, Feb. 2003) (Where a refusal of the inventor to sign
the application papers is alleged, the circumstances of the presentation of the application papers and of the
refusal must be specified in a statement of facts by the person who presented the inventor with the
application papers and/or to whom the refusal was made. Statements by a party not present when an oral
refusal is made will not be accepted . . . When there is an express oral refusal, that fact along with the time
and place of the refusal must be stated in the statement of facts. When there is an express written refusal, a
copy of the document evidencing that refusal must be made part of the statement of facts.).
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To show that Leppla has refused to join in this application despite such a bona fide attempt, the
petition must include, inter alia, a statement of facts, signed by a person with firsthand
knowledge of the facts recited therein, concerning the circumstances of the presentation of the
application papers to Leppla at his last known address,* and his subsequent refusal.’

The instant petition is accompanied by a statement of facts by 1 of the 2 available inventors,
Norbert Schumacher (“Schumacher”) (“Schumacher Statement”), stating that Schumacher
mailed Leppla the application declaration and the assignment document, and that Leppla not only
returned the forms unsigned, but verbally indicated to Schumacher his refusal to sign the
documents. However, there is no evidence that, as required by 37 CFR 1.47, a copy of the entire
application (specification including claims; drawings) had been provided to Leppla prior to
concluding that he refused to join in this application. The petition is thus dismissed. The
5/27/03 Declaration is not accepted.

To prevent abandonment of this application,® one of the following must be submitted within
TWO MONTHS of the mailing date of this decision:’

) an oath/declaration properly signed by all inventors, including Leppla;®
or
(2) a renewed §1.47(a) petition (no fee) that includes proper statement(s)’ of facts
establishing that a bona fide attempt was made to present to Leppla, at his last
known address, a copy of the entire application (specification including claims;
drawings), and that Leppla nevertheless refused to sign the declaration.

The renewed §1.47(a) petition should be addressed as follows:

by mail/by hand: Commissioner for Patents, USPTO
Office of Petitions
Crystal Plaza Four, Suite CP4-3C23
2201 South Clark Place
Arlington, VA 22202

4 37 CFR 1.47(a); MPEP section 409.03(e) (Rev. 1, Feb. 2003).
See supra note 3.

6 See 37 CFR 1.53(f) (If an application which has been accorded a filing date . . . does not
include an oath or declaration . . . pursuant to §1.63 . . ., applicant will be notified and given a period of
time within which to . . . file an oath or declaration . . . to avoid abandonment).

? Unless proper extension(s) of time under 37 CFR 1.136(a) is (are) obtained.

8 A declaration listing the invention and all of the inventors, but signed only by Leppla,
would be sufficient for supplementing the 5/27/03 Declaration.

s Statements based on hearsay will not be considered.
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by fax: (703) 308-6916
Attn: Office of Petitions

Finally, as authorized in the petition, the $130 petition fee and the $130 surcharge for failure to
submit an acceptable oath/declaration upon filing of the application have been charged to Deposit
Account No. 09-0463.

Telephone inquiries should be directed to the undersigned at (703) 308-0763.

pely”

RC Tang
Petitions Attorney
Office of Petitions
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Paper No. 7
FLOYD A. GONZALEZ
IBM CORPORATION
2455 SOUTH ROAD, P386
POUGHKEEPSIE, NY 12601 COPY MAILED
FEB 1 3 2004
In re Application of :
Jre Applica : OFFICE OF PETITIONS
Application No. 10/331,369 : ON PETITION

Filed: December 30, 2002
Attorney Docket No. DE920010020US1

This decision concerns the August 4, 2003 “Submission of Declaration” which is being treated as
a renewed petition under 37 CFR 1.47(a).

The renewed petition is DISMISSED as moot.

A “Declaration and Power of Attorney for Patent Application” enclosed with the May 27, 2003
petition under 37 CFR 1.47(a) lacked the signature of one of the named inventors, Bernd Leppla.
The available inventors asserted in that petition that Bernd Leppla refused to sign the declaration.

The May 27, 2003 petition was dismissed on June 16, 2003 for lacking sufficient showing that an
entire copy of the application (specification including claims; drawings) had been sent to Bernd
Leppla before concluding that the latter refused to join in this application.

The instant submission encloses a supplemental declaration signed by all of the named inventors,
including Bernd Leppla, rendering a §1.47(a) petition moot and subject to dismissal.

The application is now complete.

The application file is being forwarded to Technology Center 2600 for examination in due
course.

Telephone inquiries should be directed to the undersigned at (703) 308-0763.

0

RC Tang
Petitions Attorney
Office of Petitions
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MILLER JOHNSON SNELL CUMMISKEY PLC . MA‘ L
800 CALDER PLAZA BUILDING '
250 MONROE AVE NW , : JUL 27 2005
RAND RAP -
G . IDS MI 49503-2250 DIRECTOR 05%%%600
In re application of: TECHNOLOGY CE
Cutcher, Jeffrey Lee :
Aﬁ;plication No. 10/331373 : - DECISION ON REQUEST TO
Filed: December 30, 2002 : WITHDRAW FROM RECORD
For. SYSTEM.AND METHOD FOR - i
SELECTIVELY UTILIZING AN

ATTENUATON DEVICE IN A TWO-WAY
RADIO RECEIVER BASED ON SQUELCH
DETECT AND RADIO SIGNAL STRENGTH
INDICATION (RSSI)

This is a decision on the request for withdrawal as attorney/agent and change of corespondence
address filed on December 17, 2004.

A grantable request to withdraw as attorney/agent of record must:
‘13 indicate the present mailing address of the attomey(s)/agent(s) who seek(s) to withdraw, and
Zdbe signed by each attorney/agent seeking to withdraw or clearly be signed on their behalf,

an .

(3) be approved at least thirty (30) days prior to the maximum extendable period for response to
any outstanding Office Action, and _

(4) indicate the address to which future correspondence should be mailed.

Petitioner has satisfied the requirements for successfully requesting withdrawal. Accordingly,
the request is GRANTED.

All attorneys/agents associated with Customer Number 20576 have been withdrawn.

All future communications from the Office will be directed to the address listed below
until otherwise notified by applicant. Applicant is reminded of the obligation to promptly
notify the Patent and Trademark Office of any change in correspondence address to
ensure receipt of all communications from the Office.

A ///bv{

Ken Wieder

_%pecial Program Examiner
echnology Center 2600

Communications

(571) 272-7288

€ MOTOROLA, INC.

Is{%golg&{%ﬂ SUNRISE BOULEVARD
PLANTATION FL 33322-9947
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Paper No. None

MARSHALL, GERSTEIN & BORUN LLP

233 S. WACKER DRIVE, SUITE 6300 COPY MAILED
SEARS TOWER
CHICAGO IL 60606 0CT 0 32005
) OFFICE OF PETITIONS
In re Application of
Dwight R. Smith :
Application No. 10/331,379 . DECISION ON PETITION
Filed: December 30, 2002 . UNDER 37 C.FR. §1.137(b)

Attorney Docket Number: 29505/PF01794NA
Title: THRESHOLD-BASED SERVICE
NOTIFICATION SYSTEM AND METHOD

This is a decision on the petitidn, pursuant to 37 C.F.R. §1.137(b)", to revive the above-identified
application, filed on June 8§, 2005.

The above-identified application became abandoned for failure to submit the issue and
publication fees in a timely manner in reply to the Notice of Allowance and Issue Fee Due,
mailed January 21, 2005, which set a shortened statutory period for reply of three (3) months.
No extensions of time are permitted for transmitting issue or publication fees’. Accordingly, the
above-identified application became abandoned on April 22, 2005. A Notice of Abandonment
was mailed on May 25, 2005.

With the present petition, Petitioner has submitted the petition fee, the issue fee, the publication
fee, and the proper statement of unintentional delay.

As such, the petition is GRANTED.

1 A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to this paragraph was unintentional. The
Commissioner may require additional information where there is a question whether the
delay was unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required pursuant to paragraph (d) of
this section.

2 See MPEP §710.02(e).
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After this decision is mailed, the application will be forwarded to the Office of Patent Publication
for processing into a patent.

The phone number for the Office of Patent Publication is (703) 308-6789. Telephone inquiries
regarding this decision should be directed to the undersigned at (571) 272-3225.

It is noted that the address listed on the petition differs from the address of record. The
application file does not indicate a change of correspondence address has been filed in this case,
although the address given on the petition differs from the address of record. If petitioner desires
to receive future correspondence regarding this application, the change of correspondence
address must be submitted. A courtesy copy of this decision will be mailed to petitioner.
However, all future correspondence will be directed to the address of record until such time as
appropriate instructions are received to the contrary. Petitioner will not receive future
correspondence related to this application unless Change of Correspondence Address, Patent
Form (PTO/SB/122) is submitted for the above-identified application. For petitioner’s
convenience, a blank Change of Correspondence Address, Patent Form (PTO/SB/122), may be
found at http://www.uspto.gov/web/forms/sb0122.pdf.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay’. In the event that such an
inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the
discovery that the delay in paying the maintenance fee under 37 CFR 1.137(b) was intentional,

petitioner must notify the Office. 74/4/ %/

Pan! Shanoski
Sonior Attorney

of Pgtitions
gm::d Staies Patent and Trademark Office

cc: Motorola, Inc.
Mobile Devices
Intellectual Property Department
600 North US Highway 45, RM AS437
Libertyville, IL 60048

3 See 37 CFR 10.18(b); cf. Changes to Patent Practice and Procedure; Final Rulé Notice, 62 Fed. Reg. 53131,
53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997).
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CROMPTON, SEAGER & TUFTE, LLC Mail Date: 04/21/2010
1221 NICOLLET AVENUE

SUITE 800

MINNEAPOLIS, MN 55403-2420

Applicant : Jackson Demond : DECISION ON REQUEST FOR
Patent Number : 7625389 : RECALCULATION of PATENT
Issue Date : 12/01/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/331,380 : OF WYETH AND NOTICE OF INTENT TO

Filed : 12/30/2002 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 884 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1,136(a) - Docket No.
{Large Entity) 7 LOT920020044US1 (©05)

In Re Application Of:  Li-Te Cheng

Confirmation No.
4225

Application No, Filing Date Exarniner Customar Na. | Group Art Unit '
10/331,398 12/30/02 Nguyen, Miuh Dien T 46321 237

Invention: SECURE RESOURCE DISTRIBUTION THROUGH ENCRYPTED POINTERS

COMMISSIONER FOR PATENTS:
This is a request under the provisions of 37 CFR 1.136(a} to extend the period for filing a response to the Office Action
of 1(1'{0312006 above-identified application.
ile
The réquested extension is as follows (check tima period desired):
One month T Two months O Threemonths [ Four months U Five months
from: January 3, 2007 _ until: February 3, 2006
' Dare ) Date
The fee for the extansion of tima is $120 and is to be paid as follows:
O Acheck in the amount of the fee is enclosed.
The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to

Deposit Account No. 122158

It an additional extension of time is required, please consider this a petition therefor and charge
any additional fess which may be required to Deposit Account Ne. 122158
Payiment by credit card. Form PTO-2038 Is attached.

WARNING: infarmation on this form may became public, Credit card information should not be
included on this form. Provide credit card information and authorization on PT0-2038.

0 e

Dated: February 5, 2007

Steven M. Greenberg,
Reg. No. 44,725

CUSTOMER NUMBER 4632 | heveby cerify that this caorrespondance is belng

deposiied with the Unlted Stales Postal Service with
sufficient poslage &s first class mail In an envelope
addressed to "Commissloner for Patents, P.0. Box 1450,
Alexandria, VA 22313-1450" {37 CFA 1.8{(a)] on

{Date)

Signature of Person Mailing Correspondence

€G!

Typed or Pn‘_nﬁtf Ném:.quem Mailing Correspondence

PT2LARGEREVIA




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissione

r for Patents

United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

LEON I EDELSON
LAW OFFICE OF LEON I EDELSON

35 CODY LANE | ) ' COPY MAH_ED
DEERFIELD IL 60015 ;
JAN 0 5 2009

OFFICE OF PETITIONS

In re Patent No. 6,792,653

Issue Date: September 21, 2004 :

Application No. 10/331,409 : DECISION ON PETITION
Filed: December 30, 2002 :

Patentee: Protz :

This is a decision on the petition under 37 CFR 1.378(c), filed
November 26, 2008, to accept the unintentionally delayed payment
of the maintenance fee for the above-identified patent.

The petition under 37 CFR 1.378(c) is GRANTED.

The above-identified patent issued September 21, 2004.
Accordingly, the first maintenance fee could have been paid
during the period from September 21, 2007 through March 21, 2008
without surcharge, or with a late payment surcharge during the
period from March 22, 2008 through September 21, 2008. No
maintenance fee having been received, the patent expired on
September 22, 2008.

Since the instant petition was filed within twenty-four months
after the six-month grace period provided in 37 CFR 1.362(e), th
petition was timely filed under the provisions of 37 CFR
1.378(c). The maintenance fee in this case is accepted and the
above-identified patent is hereby reinstated as of the mail date
of this decision..

www.uspto.gov

e



Patent No. 6,792,653 Page 2

Receipt of the $490 maintenance fee and $1640 surcharge is
acknowledged. '

The patented file is being returned to Files Repository.

Telephone inquiries specific to this decision may be directed to
the undersigned at (571)272-3207.

o 4

Cliff Congo
Petitions Attorney
Office of Petitions

)

cc: Leon I Edelson .
2275 Half Day Rd
Suite 122
Bannockburn IL 60015



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

COPY MAILED

Wayne L. Tan

g
MAYER, BROWN & PLATT o
P.O. Box 2828 AUG 2 9 2007
Chicago, IL 60690-2828

OFFICE OF PETITIONS

‘In re Application of :
GINGRICH, Mark A. et al. :
Application No. 10/331,417 . T DECISION ON PETITION
Filed: December 30, 2002 Co oo TO WITHDRAW

Attorney Docket No. 02063298’ . : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed August
07, 2007. ‘

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to

withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw .
will not be approved unless at least 30 (thirty) days would remain between the date of approval and the later of the

expiration date of a time to file a response or the expiration date of the maximum time period which can be extended

under 37 C.F.R. § 1.136(a). ’ :

The request was signed by Joseph ‘A. Mahoney on behalf of all attorneys of record. All attorneys/agents associated
have been withdrawn. Applicant is reminded that there is no attorney of record at this time.

The reciuest to change the correspondence of record is not acceptable as the requested correspondence address is not
that of: (1) the first named signing inventor; or (2) an intervening assignee of the entire interest under 37 C.F.R 3.71.
All future communications from the Office will be directed to the first named signing inventor.

There are no outstanding office actions at this time.

Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-272-4231.

Wil

Terri Williams
Petitions Examiner
Office of Petitions

cc: MARK A. GINGRICH
4820 UPTON AVENUE SOUTH
MINNEAPOLIS, MN 55410

cc: T. LANE MACALESTER
SENIOR VICE PRESIDENT AND GENERAL COUNSEL
RXHUB LLC ‘
380 ST. PETER STREET
SUITE 530 :
ST. PAUL, MN 55102
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
 United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
m{guw ja 22313-1450
. www.uspto.gov

APPLICATION NUMBER I FILING OR 371 (c) DATE I FIRST NAMED APPLICANT I

ATTY. DOCKETNO/TITLE |
10/331,417 12/30/2002 _ Mark A. Gingrich 02063298

CONFIRMATION NO. 2667
Wayne L. Tang

MAYER, BROWN & PLATT Illlllllllllll[lllllllllﬂIllﬂllﬂlIIHIIIIHIIHIHlllllllllﬂlllﬂllﬂlllﬂllllIIIIIIIHIII

P.O. Box 2828 . *0C000000025563291*
Chicago, IL 60690-2828

Date Mailed: 08/27/2007
NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
, Th|s is in response to the Power of Attorney filed 08/07/2007.

o The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33. :

Aofclll f Jassr
Office of Initial Patent Examination (571) 272-4000, or 1-800-PTO-9199
FORMER ATTORNEY/AGENT COPY




A31 PTO/SB/66

Approved for use through 44/30/2008. OMB 0651-0016

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

PETITION TO ACCEPT UNINTENTIONALLY DELAYED PAYMENT OF MAINTENANCE FEE IN AN
EXPIRED PATENT (37 CFR 1.378(c))

Issue Date Application Filing Date . .
Patent Number (YYYY-MM-DD) Number (YYYY-MM-DD) Docket Number (if applicable)
6729883 2004-05-04 10331430 2002-12-30

CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent number and (2) the application number|
of the actual U.S. application leading to issuance of that patent to ensure the fee(s) is/are associated with the correct patent. 37 CFR
1.366(c) and (d).
SMALL ENTITY

Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27.

LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS
|:| Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g)

NOT Small Entity Small Entity
Fee Code Fee Code
O  3%year (1551) (& 3% year (2551)
(O  7Vyear (1552) (O 7 Vayear (2552)
O 11%year  (1553) O 1 Ysyear (2553)
SURCHARGE

The surcharge required by 37 CFR 1.20(}2) (Fee Code 1558) must be paid as a condition of accepting unintentionally delayed payment
of the maintenance fee.

MAINTENANCE FEE (37 CFR 1.20(e}-(@))
The appropriate maintenance fee must be submitted with this petition.

STATEMENT
THE UNDERSIGNED CERTIFIES THAT THE DELAY IN PAYMENT OF THE MAINTENANCE FEE TO THIS PATENT WAS
UNINTENTICONAL

PETITIONER(S} REQUEST THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEFTED AND THE PATENT
REINSTATED

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

37 CFR 1.378(d) states: “Any petition under this section must be signed by an attorney or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other party in interest.”

| certify, in accordance with 37 CFR 1.4(d){4) that | am

@ An attorney or agent registered to practice before the Patent and Trademark Office

(O A sole patentee

O A joint patentee; | certify that | am authorized to sign this submission on behalf of all the other patentees.
O A joint patentee; all of whom are signing this e-petition

O The assignee of record of the entire interest

EFS - Web 2.1



A31 PTO/SB/G6

Approved for use through 44/30/2008. OMB 0651-0016
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwerk Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays valid OMB control number.

Patent Practitioner

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18. Please see 37 CFR 1.4{d) for the
form of the signature

Signature

IJoanne M. Denison/

Date (YYYY-MM-DD)

2008-10-15

Name

Joanne M. Denison

Registration Number

34150

This collection of information is required by 37 CFR 1.378(c). The information is required to obtain or retain a benefit by the public which
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This
collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed application form to the
USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/
or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Cffice, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. This form can only be used when in conjunction with EFS-Web. If this form is mailed to the USPTO, it may cause
delays in reinstating the patent.

EFS - Web 2.1




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submission, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.5.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these record s.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of informaticn shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cocoperation Treaty.

A record in this system of records may be disclosed, as a routine use, to ancther federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFS - Web 2.1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWWw.Uspto.gov

In re Patent No. 6729883
Issue Date: May 4,2004
icati :DECISION GRANTING PETITION
Application No. 10331430 "UNDER 37 CFR 1.378(c)
Filed: December 30,2002
Attorney Docket No.

This is a decision on the electronic petition, filed ~ October 15,2008 ,under 37 CFR 1.378(c)
to accept the unintentionally delayed paymentof the 3.5  year maintenance fee for the above-identified patent.

The petition is GRANTED.

The maintenance fee is accepted, and the above-identified patent reinstated as of October 15,2008
This decision also constitutes notice that the fee has been accepted. An electronic copy of the petition and

this decision has been created as an entry in the Image File Wrapper. Nevertheless, petitioner should print
and retain an independent copy.

Telephone inquiries related to this electronic decision should be directed to the Electronic Business Center at 1-866-217-9197.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

RS OFFICE
Charles E. Baxley, Esq. FROMDIRECTO
90 John Street ‘ EC -2005
Third Floor DEL 0 8
New York , NY 10038 TECHNOLOGY CENTER 3600
In re Application of ;

Yu-Cheng Lin ; DECISION ON PETITION

Application No. 10/331,445 : TO WITHDRAW THE
Filed: December 27, 2002 : HOLDING OF ABANDONMENT

For: CONNECTOR

This is in reply to the petition to withdraw the holding of abandonment under 37 CFR
1.181, filed in the United States Patent and Trademark Office, on October 27, 2004.

The petition is GRANTED .

A review of the file record shows that an Office Action was mailed to applicant on March
3, 2004, wherein a three-month shortened statutory period for response was set. Since
no timely response to the Office Action was received and the six-month statutory time
period for reply expired, the application was abandoned and a notice to that effect was
mailed on September 9, 2004.

Petitioner states that a timely response was filed on September 3, 2004 to the Office
Action.

The original amendment filed by the applicant on September 3, 2004 has been found by
the Office and entered into the file. The original amendment is considered timely since
it included a Petition for Extension of Time and the appropriate fee for the requested
extension of time. However, an Office Action was mailed on December 12, 2004 in
response to the applicant’'s amendment filed on September 3, 2004. Since no timely
response to the December 12, 2004 Office Action was received and the six-month
statutory time period for reply had expired, the application was abandoned and a notice
to that effect was mailed on June 24, 2005. The notice of abandonment mailed on June
24, 2005 is maintained and the current status of the application is abandoned.

Randoiph A. Reese

Special Programs Examiner
Patent Technology Center 3600
(571) 272-6619

RAR/bkg: 12/7/05



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450
Alexandria, VA 22313-1450

DEC - 7 2004 www.uspto.gov

DAVID A. EINHORN, ESQ.
ANDERSON, KILL & OLICK, P.C.
1251 AVENUE OF THE AMERICAS
NEW YORK, NY 10020

In re Application of

Tae-Ho Park et al :

Serial No.: 10/331,457 : PETITION DECISION
Filed: December 27, 2002 :

Attorney Docket No.: DE-1432

This is in response to the petition under 37 CFR 1.144, filed September 10, 2004, requesting
withdrawal of an improper restriction requirement.

BACKGROUND

A review of the file history shows that this application was filed under 35 U.S.C. 111 on
December 27, 2002, and contained claims 1-2. In a first Office action, mailed May 21, 2003, the
examiner required restriction between the inventions claimed, as follows:

Group I - Claims 1-2, drawn to naphthyridines where W is N;

Group II - Claims 1-2, drawn to quinolines where W is CY or CH;

Group III - Claims 1-2, drawn to benzoxazines where W is C and W and R form a
COCH,CH(CH3) ring closure;

Group IV - Claims 1-2, drawn to benzothiazines where W is C and W and R! form a
CSCH,CH(CH3;) ring closure;

Group V - Claims 1-2, drawn to instances where W is C and W and R' form a
CCH,CH,CH(CHj3) ring closure.



The examiner reasoned that the inventions were distinct as they were directed to different fused
ring structures.

Applicants replied on June 24, 2003, electing Group II with traverse and arguing that the ring
structures on which the restriction is based are conventional structures known in the art and that
all of the compounds could/should be classified/examined together and cited several references
to support the position.

The examiner mailed a new Office action to applicants on August 14, 2003, maintaining the
restriction requirement for essentially the same reasons as previously set forth. The examiner
rejected claims 1-2 under 35 U.S.C. 102(a), (b), (€) or (f), as anticipated by, and under 35 U.S.C.
103(a) as obvious over, Laborde et al.

Applicants replied on November 14, 2003, amending claims 1 and 2, and again traversing the
restriction requirement and arguing the rejections of record.

The examiner mailed a Final Office action to applicants on March 11, 2004, maintaining the
restriction requirement and the rejection under 35 U.S.C. 103(a) for reasons of record.

Applicants filed this petition on September 10, 2004, concurrently with a response to the Final
Office action which response has not yet been addressed by the examiner.

DISCUSSION

Applicants argue that the restriction requirement should be withdrawn and the claims examined
in their entirety based on the fact that the quinolone carboxylic acid structure is well known in
the art as shown in US Patents 5,059,597; 5,770,597; and 5,990,122. It is clear from the
disclosures of these three references that the quinolone carboxylic acid structure with variables A
(corresponds to W in this application) and R' are identical to the structure of this application
including the bridge structures between A (or W) and R!. This shows an equivalence between
the naphthyridine, quinoline and benzoxazine and benzothiazine structures. While the examiner
is correct in stating that these structures are different and may be differently classified, it is also
clear that the state of the prior art shows that they have a reasonable equivalence and searching
for one structure likely will lead to art showing all structures. The examiner’s restriction
requirement and subsequent election has effectively reduced the examiner’s search to one
subclass, yet references showing all of the structures claimed are found in that subclass. As
further evidence, any claim of burden on the examiner is dispelled by applicants’ prior art
citation references any of which could be combined with the Laborde et al reference to reject all
aspects of the claims, if necessary. It is noted that Laborde et al has essentially the same
structures disclosed as the three references cited by applicants. In view of the state of the art and
the suggested equivalence shown by applicants of the core structure, maintaining the restriction
requirement for examination purposes based on burden on the examiner and different
classification is not warranted.



DECISION
The petition is GRANTED. The restriction requirement is withdrawn for the above reasons.

The application will be forwarded to the examiner for consideration of applicants’ reply to
the Final Office action commensurate with the above decision.

Should there be any questions about this decision please contact William R. Dixon, Jr., by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or
by facsimile sent to the general Office facsimile number.

Bruce M. Kisliuk%n/(gbf42

Director, Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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RABIN & BERDO, P.C.
1101 14™ STREET, NW

SUITE 500
WASHINGTON DC 20005 COPY MAILED

SEP 0 5 2006
OFFICE OF PETITIONS

In re Application of :
Hidekazu Kikuchi : DECISION ON PETITION

Application No. 10/331,480 : TO WITHDRAW HOLDING OF

Filed: 31 December, 2002 : ABANDONMENT
Atty Dcket No. OHG 122D1 :

This is a decision on the petition, filed on 20 June, 2006, which
is treated as a petition to withdraw the holding of abandonment
in the above-identified application.

The application was held abandoned for failure to properly to the
final Office action mailed on 24 August, 2005, which set a three
(3) month shortened statutory period for reply. ©On 18 October,
2005, an amendment after final rejection was filed. The
amendment did not place the application in condition for
allowance, however, and an Advisory Action was mailed on 26
October, 2005. Notice of Abandonment was mailed on 13 June,
2006.

Petitioners assert that a proper response was in fact timely
filed in the form of a Request for Continued Examination (RCE)
filed on 22 November, 2005. In support of the petition,
petitioners submitted a copy of a date-stamped post card receipt .
acknowledging receipt of an RCE and a Credit Card payment form
in the United States Patent and Trademark Office (Office) on 22
November, 2005. Additionally, petitioners have submitted a copy
of the RCE Request and credit card payment form with the present
petition.

Petitioners’ response to the Advisory Action is not of record in
the file and cannot be located. However, M.P.E.P. § 503 states,
“[a] post card receipt which itemizes and properly identifies the
papers which are being filed serves as prima facie evidence of
receipt in the PTO of all the items listed thereon on the date
stamped thereon by the PTO.” Accordingly, it is concluded that
the reply to the Advisory Action was received in the Office but
was not matched with the application file.



Application No. 10/331,480 2

Accordingly, the Notice of Abandonment is hereby vacated and the
holding of abandonment withdrawn.

The petition is GRANTED.

The application file will be referred to the Technology Center’s
technical support staff for entry of the response. Thereafter,
the application file will be referred to the éxaminer for action
in due course.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571)272-3231.

N2

Douglas I. Wood
Senior Petitions Attorney
Office.of Petitions



’
< :

UNITED STATES PATENT AND TRADEMARK OFFICE

UNDER SECRETARY OF COMMERCE FOR INTELLECTUAL PROPERTY AND
DIRECTOR OF THE UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, D.C. 20231

www.uspto.gov

Paper No. 4
McDermott, Will & Emery ) MAILLED
600 13th Street, N.W. ' A6 1,
Washington, D.C. 20005-3096 ' ' :%‘—03
OFFICE OF DIRECTOR
GROUP ~ *-
- In re Application of

Tomohiko Kanie et al. : ‘
Application No.: 10/331,493 : DECISION ON PETITION
Filing Date: December 31, 2002 : TO MAKE SPECIAL

Attorney Docket No.: 50212-453

This is a decision on the petition filed March 11, 2003 requesting that the above identified
application be granted special status and examined out of turn under the accelerated examining
procedures set forth in MPEP § 708.02 VIII.

The petition has been considered and found to comply with all the requirements set forth in
MPEP § 708.02 VIII. '

The petition is GRANTED.

The application is being forwarded to the examiner for the preparation of an Office action.
After the Office action is mailed, any further prosecution should be in compliance with the
accelerated examining procedures set forth in MPEP § 708.02 VIII.

Eakivaned Gl aZ

Edward P. Westin, Special Programs Examiner
Technology Center 2800
Semiconductors, Electrical and

Optical Systems, and Components




UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

COPY MAILED

' TEXAS INSTRUMENTS INCORPORATED “APR 1 92004
P.0. BOX 655474, M/S 3999 APR 1 9 2004
DALLAS TX 75265 GFFICE OF PETITIONS

In re Application of

Thomas J. Meyer et al : ,
Application No. 10/331,495 : ON PETITION
Filed: December 30, 2002 :

Attorney Docket No. TI-32559

This is a decision on the petition, filed April 12, 2004, under 37 CFR 1.313(c){2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on February 17, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to the undersigned at (703) 305-8859.

After receipt of the file in the Office of Petitions, the application will be forwarded to

Technology Center AU 2873 for processing of the request for continued examination under
37 CFR 1.114.

Kasten

Karen Creasy
Petitions Examiner
" Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85). ’
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Paper No.
Date : April 19, 2004
TO : Director, Office of Patent Publication
FROM : office of the Deputy Commissioner
' for Patent Examination Policy
SUBJECT :  withdrawal from Issue of
Applicant(s) :Thomas 3. Meyer et al
Application No. :10/331,495
Filed :December 30, 2002

The above-identified application has been assigned Patent No.
6,724,518 and an issue date of April 20, 2004.

It is hereby directed that this application be withdrawn from
issue at the request of the applicant.

Do not refund the issue fee.

The f011owinﬁ erratum should be published in the official '
Gazette if the above-identified application is published in the
oG of April 20, 2004:

"Al1l reference to Patent No. 6,724,518 to Thomas J.
Meyer et al of Texas for SPLIT BEAM MICROMIRROR
appearing in the official Gazette of April 20, 2004
should be deleted since no patent was granted."

Zgren Creagg}léha<%éﬁ\

Petitions Examiner

office of Petitions

office of the Deputy Commissioner
for Patent Examination Policy

cc: Geraldine Dozier, Crystal Park 3-441 (FAX-306-2737)
Deneise Boyd, Crystal Park 2, Suite 1100 (FAX-308-5413)
Mary Louise McAskill, Crystal park 3-910 (FAX 305-4372)
Niomi Farmer, Crystal Park 3-910 (FAX-305-4372)
Mary E. Johnson (Cookie), P/0CS, CM1-6D07 ‘
Duane Davis (CDS), CM1-6A07
Tamara Greene, Crystal Park 3-908




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
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GENENTECH, INC.
1 DNA WAY _
SOUTH SAN FRANCISCO CA 94080 COPY MAILED
MAY 2 3 2006
OFFICE OF PETITIONS
In re Application of
Frantz, et al. :
Application No. 10/331,496 : ON PETITION

Filed: December 30, 2002

Attorney Docket No. P5014R1

For: COMPOSITIONS AND METHODS
FOR THE DIAGNOSIS AND TREATMENT
OF TUMOR

This is a decision on the petition, filed January 25, 2006 (certificate of mailing date January 23,
2006), under 37 CFR 1.137(b) to revive the above-identified application.

The above-identified application became abandoned for failure to timely submit a reply within
three (3) months of the mailing of the July 14, 2005 non-final Office action. No response being
received and no extensions of time being obtained, this application became abandoned on
October 15, 2005. A Notice of Abandonment was mailed on January 24, 2006.

Applicants have submitted an amendment in reply to the July 14, 2005 non-final Office action,
an acceptable statement of the unintentional nature of the delay in responding to the July 14,
2005 non-final Office action, and the petition fee.

As this utility application was filed after June 8, 1995, no terminal disclaimer-is required for the
Rule 137(b) revival petition. The $130.00 terminal disclaimer fee will be refunded to deposit
account. No.07-0630.

The petition is GRANTED.
After the mailing of this decision the application will be forwarded to Technology Center AU

1641 for consideration of the amendment filed on January 25, 2006 (certificate of mailing date
January 23, 2006).



Application No. 10/331,496 page 2

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

b il Bl

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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MARSHALL, GERSTEIN & BORUN LLP
6300 SEARS TOWER : COPY MAILED
233 S. WACKER DRIVE

CHICAGO, IL 60606 | AUG 1 52003
In re Application of : QFFICE OF PETITIONS
Park - . R

Application No. 10/331,514 : ON PETITION
Filed: March 5, 2003 :
Attorney Docket No.: 29925/39029

This is a decision on the petition, filed March 5, 2003, to
accord the above-identified application a filing date of December
30, 2002 or alternatively to accord the application a filing date
as of the date of submission of Figure 2g. This petition is being
treated under 37 CFR 1.53(e) (2). . :

The application was submitted December 30, 2002. On February 14,
2003, the Office of Initial Patent Examination mailed a Notice of
Omitted Items in a Nonprovisional Application (“Notice”). The
Notice indicated that the application had been accorded a filing
date but that Figure 2g appeared to have been omitted.

The Notice permits applicant to either: (1) promptly establish
prior receipt in the PTO of the drawing(s) at issue” (generally by
way of a date-stamped postcard receipt” (MPEP 503)), or (2)
promptly submit the omitted drawing(s) in a nonprovisional
application and accept the date of such submission as the
application filing date. An applicant asserting that the missing
drawings were in fact deposited in the PTO with the application
papers must file a petition (and the appropriate petition fee)
with evidence of such deposit. An applicant desiring to submit
the omitted drawings in a nonprovisional application and accept
the date of such submission as the application filing date must
file any omitted drawing(s) with an oath or declaration in
compliance with 37 CFR 1.63 and 1.64 referring to such drawing(s)
and-a petition under 37 CFR 1.182 (with the pétition fee under 37
CFR 1.17(h)) requesting the later filing date within two months
of the date of the Notice (37 CFR 1.181(f)). .

In resgonse to the Notice, petitioner has submitted the omitted
item along with a preliminary amendment requesting entry of the
omitted Figure 2g. Petitioner has reguested that the application
maintain a filing date of December 30, 2002, or, in .the
alternative, requests that the application be accorded a filing
date as of the date of submission of the omitted item.

The transmittal letter accompanying the instant application on
filing indicated that Figures la to 2f were enclosed. The Office
acknowledges receipt of Figures la to 2f. Petitioner, however,
has presented no evidence to establish prior receipt of the
Figure 2g.. Petitioner, therefore, has effectively elected item
(2) set forth above.

In view of the above, the petition to accord the application a
filing date of December 30, 2002 is hereby DISMISSED.

FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 14s0
ALEXANDRIA, VA 2231 3-1450

WWw.uspto.gov
v



» o

Application No. 10/331,514

The petition to accord the application a filing date as of the
date of submission of omitted Figure 2g is hereby GRANTED.

This application is being returned to the Office of Initial
Patent Examination for further processing with a filing date of
March 5, 2003, the date of submission of Figure 2g.

Telephone inquires related to this matter may be directed to the

u rsigned at (703)305-0310.

(\ . L N\

A . Brown

Senior Petitions Attorney
Office of Petitions
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MOTOROLA INC

600 NORTH US HIGHWAY 45/W4 - 30Q COPY MAILED COPY MAILED
LIBERTYVILLE, IL 60048-5343 -

In re Application of

ZHAO, et al. .

Application No. 10/331,515 : DECISION ON PETITION

Filed: December 30, 2002 : UNDER 37 CFR 1.137(b)

Attorney Docket No. CS21230RL

This is a decision on the petition under 37 CFR 1.137(0), filed May 31, 2007, to revive the above-identified
application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to Notice of
Non-Compliant Amendment, mailed February 23, 2007. The Notice set a period for reply of one (1)
month from the mail date of the Notice. No extensions of time under the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, the application became abandoned on March 24, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an amendment/election; (2) the petition fee of $1500; and (3) an adequate statement of
unintentional delay.

The petition is not signed by an attorney of record. Nevertheless, in accordance with 37 CFR 1.34, the
. signature of Ms. Valerie M. Davis appearing on the correspondence shall constitute a representation
to the United States Patent and Trademark Office that she is authorized to represent the particular
party on whose behalf she acts. If Ms. Davis desires toreceive future correspondence regarding this
file, the appropriate power of attorney documents must be submitted. A courtesy copy of this
decision is being mailed to petitioner herein. However, until otherwise instructed, all future
correspondence regarding this application file wil ‘be directed solely to the above-noted
correspondence address of record.

The application is being referred to Technology Center 2624 for processing of the amendment.

Telephone inquiries concerning this_decision should be directed to Monica A. Graves at (571) 272-7253.

Pefitions Examiner
Office of Petitions

Cc: VALERIE M. DAVIS
1301 E. ALGONQUIN ROAD
LAW DEPARTMENT
SCHAUMBURG, IL. 60196
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Paper No. 9
DICKSTEIN SHAPIRO MORIN & OSHINSKY |
2101 L STREET NW _
ASHINGTON, DC 20037-1526 ' :
WASHINGTON, be COPY MAILED
OCT 0.6 2003
In re Application of : : OFFICE OF PETITIONS
Julio Reinecke et al :
Application No. 10/331,583 : NOTICE

Filed: December 31, 2002
Attorney Docket No. G5005.0001/P001-A

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for correction of
the erroneous payment of the issue fee as a small entity. See DH Technology v.
Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1,
1998).

The Office no longer investigates or rejects original or reissue applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in
this Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

Inquiries related to this communication should be directed to the Office of Petitions Staff
at (703) 305-9285. '

This file is being forwarded to Technology Center AU 1647.

4n

an Lay
Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy
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Paper No. 7

HARNESS, DICKEY & PIERCE, P.L.C. COPY MAILED
P.O. BOX 8910 SEP 1 0 200

RESTON, VA 20195
OFFICE OF PETITIONS

In re Application of

Axelsson, et al. :

Application No. 10/331,601 : ON PETITION
Filed: December 31, 2002 :

Attorney Docket No. 19200-000012/US

This is a decision on the renewed petition under 37 C.F.R.
§ 1.137(b), filed July 23, 2004, to revive the above-identified
application.

The petition is GRANTED.

The above-identified application became abandoned for failure to
reply in a timely manner to the Notice to File Missing Parts of
Application (Notice) mailed February 11, 2003. The Notice set a
period for reply of two (2) months from the mail date of the
Notice. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the above-identified
application became abandoned on April 12, 2003.

Petitioner contends a response to the Notice was timely submitted
on April 11, 2003. A review of the application file indicates a
response in the form of a executed declaration and $65.00 late
fee was, in fact, submitted on April 11, 2003, as these items are
found in the application file and date-stamped as received by the
USPTO on April 11, 2003.

As such, the petition shall be treated as a petition under 37 CFR
1.181 and the holding of abandonment is withdrawn.

The $130.00 petition fee, submitted July 23, 2004, will be
refunded to deposit account no. 08-0750.
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This application is being forwarded to the Office of Inltlal
Patent Examination for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (703)306-9200.

[ —
/

Edward J. Tannouse
Petitions Attorney

Office of Petitions
United States Patent and Trademark Office
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EITAN, PEARL, LATZER & COHEN ZEDEK LLP
10 ROCKEFELLER PLAZA, SUITE 1001 CO
NEW YORK NY 10020 Py MAL ED

. AUG 1 5 2995
In re Application of : FFICE OF PET, Imo
Efraim Rotem : NS
Application No. 10/331,610 : ON PETITION

Filed: December 31, 2002
Attorney Docket No.: P-5541-US

This is a decision on the petition, filed August 15, 2005, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37
CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on July 22, 2005, in the above-identified application,
cannot be refunded. If, however, the above-identified application is again allowed, petitioner may
request that it be applied towards the issue fee required by the new Notice of Allowance. !

It is noted that the address given on the petition slightly differs from the address of record. If
appropriate, a change of address should be filed in this case in accordance with MPEP 601.03.

Telephone inquiries relating to this decision should be directed to the undersigned at (571) 272-3204.

The application is being referred to Technology Center AU 2857 for further processing of the request for
continued examination under 37 CFR 1.114.

¥
Petitions Examiner
Office of Petitions

"The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon:
“ Commissioner for Patents is requested to apply the Issue Fee and Publication Fee (if any) or re-apply any
previously paid issue fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed and timely submitted to
avoid abandonment. Note the language in bold text on the first page of the Notice of Allowance and
Fee(s) Due (PTOL-85).
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Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450
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Date : August 15, 2005 COP
TO : Director, Office of Patent Publication y ¥ MA’LED

U
FROM . Office of the Deputy Commissioner 0 615 2005
for Patent Examination Policy FF/CEOFPH
SUBJECT : Withdrawal from Issue of /770”8
Applicant(s) : Efraim Rotem

Appllcatlon No. :10/331,610
Filed : December 31, 2002

The above-identified application has been assigned Patent No. 6,931,360
and an issue date of August 16, 2005.

It is hereby directed that this application be withdrawn from issue at the
request of the applicant.

Do not refund the issue fee.

The followm% erratum should be gublished in the Official Gazette if the
above-ident |ed application is published in the OG of August 16, 2005:

"All reference to Patent No. 6,931,360 to EFRAIM ROTEM of ISRAEL
for METHOD AND APPARATUS FOR CONTROLLING MULTIPLE
RESOURCES USING THERMAL RELATED PARAMETERS appearing in the
Official G?zgtte of August 16, 2005, should be deleted since no patent
was grante

/Sherry D./Brinkley
* Petitions Examiner
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

cc: Paul Harrison, Crystal Park 3-44| (FAX-306-2737)
Deneise Boyd Crystal Park 2, Suite 1100 SIZAX 308 -5413)
Mary Louise McAskKill, Crystal Park 3-910 (FA 305-4372)
Niomi Farmer, C stal Park 3-910 (FAX-305-4372)
Mary E. Johnson Cookie), P/OCS, CM1 6D07
Duane K.Davis, P/OCS, M1-6A07
Tamara K. Greene PK3-910
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Commissioner for Patents
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WOLF GREENFIELD & SACKS, P.C. COPY MAILED
600 ATLANTIC AVENUE
BOSTON, MA 02210-2206 - JUN 2 02007
OFFICE OF PETITIONS
In re Application of
Simon Atkinson, et al. :
Application No. 10/331,622 . DECISION GRANTING PETITION

Filed: December 30, 2002 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. W00583.70001 SJTH : '

This is a decision on the petition under 37 CFR 1.313(c)(2), filed June 15, 2007, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on April 23, 2007 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3204.

‘This application is being referred to Technology Center AU 2611 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement (IDS).

o).

herry D. Brinkley
Petitions Examiner
Office of Petitions

U The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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Paper No. 8

Brian K. Seidleck

McDermott, Will & Emery MAILED

600 13" Street, N.W.

Washington, DC 20005-3096 F G- 120083
OFFICE OF DIRECTOR

GROUP _#

In re Application of

Makoto Katayama, et al. :

Application No. 10/331,660 : DECISION ON PETITION

Filed: December 31, 2002 : TO MAKE SPECIAL
Attorney Docket No. 50212-454 :

This is a decision on the petition under 37 C.F.R. § 1.102, filed April 23, 2003, to make the
above-identified application special.

The petition requests that the above-identified application be made special under the accelerated
examination procedure set forth in the Manual of Patent Examining Procedure (M.P.E.P.),
Section 708.02, Item VIII: Accelerated Examination.

The petition complies with M.P.E.P. § 708.02, Item VIII: Accelerated Examination, in that it is
accompanied by (a) a petition fee of $130.00, (b) a statement that all claims are directed a single

~___ invention and an offer to make an oral election without traverse should the Patent and Trademark
Office hold that the claims are not directed to a single invention, (c) a statement that a pre-
examination search has been made by the inventor, attorney, agent, or professional searchers,
etc., the field of search was also provided, (d) one copy of each of the references deemed most
closely related to the subject matter encompassed by the claims, and (e) a detailed description of
the submitted references and discussions pointing out how the claimed subject matter

distinguishes over these references.

For the above stated reasons, the petition is GRANTED.
The application file is being forwarded to the examiner for expedited prosecution.

If the examiner can make this application special without prejudice to any possible interfering
applications, and he/she should make a rigid search for such, he/she is authorized to do so for the
next action. Should the application be rejected, the application will not be considered special for
the subsequent action unless the applicant promptly makes a bona fide effort to place the



Application No. 10/331,660
On Petition

application in condition for allowance, even if it is necessary to have an interview with the
examiner to accomplish this purpose.

If the examiner finds any interfering application for the same subject matter, he/she should
consider such application simultaneously with this application and should state in the official
letter of such application that he/she is taking it out of its turn because of possible interference.

Should an appeal be taken in this application or should this application becomes involved in an
interference, consideration of the appeal and the interference will be expedited by all Patent and

Trademark Office officials concerned, contingent likewise upon diligent prosecution by the
applicant.

After allowance, this application will be given priority for printing. See M.P.E.P. § 1309.

The petition is granted to the extent indicated.

Hién H. Phat, Special Program Examiner

Technology €enter 2800

Semiconductors, Electrical and Optical
Systems and Components
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LEVISOHN, BERGER & LANGSAM, LLP

805 THIRD AVENUE, 19TH FLOOR COPY MAILED

NEW YORK, NY 10022 ‘
MAY 2 6 2004

In re Application of : OFFICE OF PETITIONS

Stephen Shapiro, et al. :

Application No. 10/331,677 : DECISION GRANTING PETITION

Filed: December 27, 2002 : UNDER 37 CFR 1.137(b)
Attorney Docket No. 547.124 :

This is a decision on the petition, filed May 14, 2004, under 37 CFR 1.137(b) to revive the
instant nonprovisional application for failure to timely notify the U.S. Patent and Trademark
(USPTO) of the filing of an application in a foreign country, or under a multinational treaty that
requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
an eighteen month publication country on December 23, 2003. However, the USPTO was
unintentionally not notified of this filing within 45 days subsequent to the filing of the subject
application in an eighteen month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. §122(b)(2)(B)(ii1)
and 37 CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a
foreign country or under a multilateral international agreement that requires publication of
applications 18 months after filing.

A petition to revive an application abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(ii1) for
failure to notify the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a
foreign country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due
date of the reply until the filing of a grantable petition was unintentional.

The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the
failure to timely notify the USPTO of a foreign or international filing within 45 days after the
date of filing of such foreign or international application as provided by 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c) is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(1) has been rescinded. A
Notice Regarding Rescission of Nonpublication Request which sets forth the projected
publication date of September 2, 2004 accompanies this decision on petition.
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Any inquiries concerning this decision may be directed to Sherry D. Brinkley at (703)
305-9220.

This application is being referred to Technology Center Art Unit 3749 for examination in due
course.

vy

/Sherry D. Brinkley

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Notice Regarding Rescission of Nonpublication Request
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March 18, 2008

Kent J. Tobin

TOWNSEND and TOWNSEND and CREW LLP
Two Embarcadero Center, Eighth Floor

San Francisco, CA 9411-3834

Patent No.: 7,218,023 B2
Application No.: 10/331,698
Inventor(s): Jun Hirose, et al.
Issued: May 15, 2007

Title: SPINDLE MOTOR

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request, in this matter, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

the processing fee set forth in 37 CFR 1.117(h) (currently $130);

a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and '

a copy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

% >

e



In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile

number:

By mail:

By hand:

By fax:

Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

Customer Service Window
Mail Stop Petitions
Randolph Building

401 Dulany Street
Alexandria, VA 22314

(571) 273-0025
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Reduest for Certificate
of Correction, under CFR 1.323, to correct assignment data, no additional fee is required.

ginia Tolbert

For Mary Diggs, Supervisor
Decisions & Certificate of Correction Branch
(703) 305-8309 or (703) 308-9390 ext 113

vt
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Commissioner for Patents
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TOWNSEND AND TOWNSEND AND CREW, LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR :
SAN FRANCISCO CA 94111-3834 COPY MAILED
In re Patent No. 7,218,023 SEP 25 2008

Issue Date: May 15, 2007

Application No.  10/331,698
ON PETITION
Filed: December 30, 2002

Attorney Docket No.  25779K-018300US

This is a decision on the request under 37 CFR 3.81(b)' filed May 19, 2008, to correct the assignee data
on the front page of the above-identified patent by way of Certificate of Correction.

The request is granted.
The Certificate of Correction filed December 13, 2007, is noted.

Telephone inquiries concerning this matter may be directed to the undersigned at (571)272-3222. Any
questions concerning the issuance of the Certificate of Correction should be directed to the Certificate of
Correction Branch at (703) 305-8309. '

The file is being forwarded to the Certificate of Correction Branch for issuance of the requested
Certificate of Correction.

KenyaA. McLaughlin
Petitions Attorney

Office of Petitions

' See Official Gazette of June 22, 2004.
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OCT 2 0 2004
In re Application of :
Eric C. Hannah et al. X OFFICE OF PETITIONS
Application No. 10/331,700 : ON PETITION

Filed: December 28, 2002
Attorney Docket No. P11343

This is a decision on the petition filed September 17, 2004, to revive the above
identified application under 37 CFR 1.137(b)".

The petition under 37 CFR 1.137(b) is GRANTED.

This application became abandoned on January 25, 2004, for failure to file a timely
response to a Restriction Requirement mailed December 24, 2003, which set a one (1)
month shortened statutory period for reply. No extensions of the time for reply under
37 CFR 1.136(a) were obtained. Accordingly, a Notice of Abandonment was mailed
December 24, 2004.

The petition fee in the amount of $1,330.00 has been appiied to the finance records for
the instant patent application.

- This application file and the response to the Restriction Requirement filed September
17, 2004 will be forwarded to Technology Center 2818 for further processing.

Telephone inquiries concerning this matter may be directed to the undersigned
Petitions Attorney at (571) 272-3212.

b
Patricia Faison-Ball

Senior Petitions Attorney
Office of Petitions

'Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR
1.137(b). A grantable petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a continuing application. In an application or patent,
abandoned or lapsed for faiiure to pay the issue fee or any portion thereof, the required reply must be the payment
of the issue fee or any outstanding balance thereof.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner may required additional
information where there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).

. Commissioner for Patents
United States Patent and Trademark Office

. Box 1450

P.
Alexandria, VA 22313-1450
WWw,

.uspto.gov
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WITHROW & TERRANOVA, P.L.L.C.
P.O. BOX 1287 JUN 13 2003
CARY NC 27512 DIRECTOR OFFICE

: TECHNOLOGY CENTER 2600
In re Application of:
YOAKUM, JOHN H.
Application No. 10/331,706 : DECISION ON PETITION
Filed: December 30, 2002 : TO MAKE SPECIAL
For: PRESENCE ENABLED QUEUE :
MANAGEMENT

This is a decision on the petition filed March 13, 2003 under Manual of Patent Examination
Procedure §708.02, VIII requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIII, must:

(1) be filed prior to receiving any examination by the examiner,

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the claims pertain to
more than one invention, then applicant will have to make an election without traverse or
forfeit accelerated examination status),

(4) state that a pre-examination search was made, and fully discuss the search method employed,
such as classes and subclasses searched, publications, Chemical abstracts, patents, etc. A
search made by a foreign patent office satisfies this requirement,

(5) be accompanied by a copy of each of the references most closely related to the subject matter
encompassed by the claims if said references are not already of record,

(6) submit a detailed discussion of the references, which discussion points out, with the particularity
required by 37 CFR 1.111 (b)-(c), how the claimed subject matter is patentable over the
references.

The petition meets all of the requirements listed above.
Accordingly, the petition is GRANTED.

The application is being forwarded to the examiner for immediate action.

~

Kenneth AY Wiederd
Special Program Examiner
Technology Center 2600
(703) 305-4710

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
WASHINGTON, DC 20231

www. uspto.gov
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COPY MAILED
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401
NEENAH WI 54956 DEC 0 7 2004

OFFICE OF PETITIONS
In re Application of
Creagan :
Application No. 10/331,708 : ON PETITION

Filed: December 30, 2002
Attorney Docket No. 17851

This is a decision on the petition, filed November 29, 2004, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the} issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 17, 2004 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 1732 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy W

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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COPY MAILED
Sean Kaufhold
P.O. Box 89626 JAN 2 4 2006
Sioux Falls SD 57109
OFFICE OF PETITIONS

In re Application of

Jennifer Armstrong :

Application No. 10/331,734 : DECISION ON PETITION
Filed: December 31, 2002 :

Attorney Docket No. NWK 1504

This is a decision on the petition under 37 CFR 1.181, filed January 10, 2006, to withdraw the holding
of abandonment for the above-identified application.

On July 14, 2005, the Office mailed a Notice Allowability, which set a three-month statutory period to
submit corrected drawings. In the apparent absence of a timely filed response, the Office mailed a
Notice of Abandonment on December 30, 2005.

In the present petition, petitioner asserts that he timely filed a response in the form of a copy of the
Notice of Allowance and Fee(s) Due, payment of the issue fee, 2 sheets of corrected drawings, and a
certificate of mailing dated October 5, 2005. In support of his assertion, petitioner submits a copy of a
check in the amount of $700.00 for the payment of the issue fee, 2 sheets of corrected drawings
(Figures 1, 2 and 3),' a copy of a completed Part B- Fee(s) Transmittal, containing a certificate of
mailing dated October 5, 2005, and a copy of a signed Certificate of Mailing under 37 CFR 1.8 (Form
PTO/SB/92) dated October 5, 2005.

' The Office notes that petitioner submitted the copy of the two sheets of corrected drawings by facsimile transmission.
The USPTO has sua sponte waived the prohibition in 37 CFR 1.6(d)(4) against the submission of drawings by facsimile
when drawings are submitted with the issue fee. See 1254 OG 91 (January 15, 2002). Petitioner showed that the original
drawings were filed timely with the payment of the issue fee but were subsequently misplaced in the USPTO. Therefore,
the drawings are acceptable.
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Pursuant to 37 CFR 1.8:

(b) In the event that correspondence is considered timely filed by being mailed or
transmitted in accordance with paragraph (a) of this section, but not received in the U.S. Patent
and Trademark Office after a reasonable amount of time has elapsed from the time of mailing or
transmitting of the correspondence, or after the application is held to be abandoned or after the
proceeding is dismissed, terminated, or decided with prejudice, the correspondence will be
considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of the correspondence
promptly after becoming aware that the Office has no evidence of receipt of the
correspondence;

(2) Supplies an additional copy of the previously mailed or transmitted correspondence
and certificate; and

(3) Includes a statement which attests on a personal knowledge basis or to the
satisfaction of the Director to the previous timely mailing or transmission. If the
correspondence was sent by facsimile transmission, a copy of the sending unit's report
confirming transmission may be used to support this statement.

(c) The Office may require additional evidence to determine if the correspondence was
timely filed.

After reviewing the record and the papers submitted on petition, the response is considered timely
filed on October 5, 2005. Additionally, the Draftsperson has approved the copy of the original
drawings submitted on petition, as indicated in the enclosed Notice of Draftsperson’s Patent Drawing
Review. Accordingly, the petition is granted. The Notice of Abandonment is hereby withdrawn.

The application is restored to pending status in view of the fact that a response was timely submitted
on October 5, 2005.

The matter is being referred to the Office of Patent Publication.
Telephone inquiries specific to this decision may be directed to the undersigned at (571) 272-3211.

All other questions regarding the status of the application or the issuance of a patent should be
directed to the Office of Patent Publication Customer Service at (571) 272-4200.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

Enclosure: Notice of Draftsperson’s Patent Drawing Review (1 page)
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Paper No. 090304

MPRRISON & FOERSTER LLP
755 PAGE MILL RD |
PALO ALTO, CA 94304-1018 SEP 15 2004

In re Application of:

JOHN WOOD : v
Serial No.: 10/331,748 : DECISION ON REQUEST TO WITHDRAW

Filed: December 30, 2002 : FROM RECORD
Attorney Docket No.: 559652000111 :

This is a decision on the request to withdraw as attorney/agent of record under 37 C.F.R. § 1.36, filed July
19, 2004.

A grantable request to withdraw as attorney of record must be signed bv every attorney seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of others. A request to
withdraw will not be approved unless at least thirty (30) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period, which can be extended under 37 C.F.R. § 1.136(a).

The request meets all the above stated requirements. The request was signed by Alan S. Hodes, on behalf
of himself and all the attorneys/agents of record. There is no outstanding Office action at this time.

The request is APPROVED.

All future communications from the Office will be directed to David C. Bohrer, at the below address,
until otherwise notified by applicant.

Inquiries related to this decision should be directed to Clayton E. LaBalle at (571) 272-1594.

layfon E. LaBalle, Special Programs Examiner
Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components

cc: DAVID C. BOHRER
DECHERT LLP
975 PAGE MILL ROAD
PALO ALTO, CA 94304-1013
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SYNNESTVEDT & LECHNER LLP
2600 ARAMARK TOWER
1101 MARKET STREET

PHILADELPHIA PA 19107-2950
COPY MAILED

In re Patent No. 6,902,742 ; FEB 0 6 2008

Issued: June 7, 2005 : NS
Application No. 10/331,754 : %FAFEE%%WOM
Filed: December 30, 2002 :

Attorney Docket No. P26,522-D USA

This is a decision on the petition filed March 27, 2006 under 37 CFR 1.182, requesting
a withdrawal of a previously filed Terminal Disclaimer.

The petition is GRANTED to the extent indicated below.

Petitioner argues that since two different dates beyond which the terminal part of the
. instant patent has been disclaimed is indicated and thus causes ambiguity to the
public, the October 28, 2003 Terminal Disclaimer should be withdrawn and replaced
with one that properly notes the expiration date.

A review of the record indicates that a terminal disclaimer was filed under 35 U.S.C. §
253 and 37 CFR 1.321( c¢) on October 28, 2003(certificate of mail date). The terminal
disclaimer was relied upon by petitioner to overcome a rejection on the grounds of
obviousness-type double patenting involving the claims of commonly owned U.S.
Patent 6,288,398 and Patent Application Nos. 10/354,483 and 09/850,425. The
terminal disclaimer was executed by Registered Patent Attorney Joshua Slavit on
behalf of the assignee, and specified in part:

Elan Corporation, plc hereby disclaims the terminal part of the
statutory term of any patent granted on the present application
which would extend beyond the expiration date of the full statutory
term defined in 35 U.S.C. §§ 154 to 156 and 173 of the ‘398
Patent, said expiration date being November 2, 2018, and it is
agreed that any patent so granted on the present application shall
be enforceable only for, and dureing, such period that the legal title
to said patent shall be the same as the legal title to the ‘398 Patent,
this agreement to run with any patent granted on the present
application and to be binding upon the grantee, its successors or
assigns.
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While the Terminal Disclaimer was filed and accepted, at the time the present patent
was published, the USPTO failed to include the Terminal Disclaimer on the face of the
Patent. Thus, while of record, neither the terminal disclaimer nor the alleged ambiguity
actually exists on the patent.

At the outset, unfortunately, once a patent issues, the USPTO will not remove the effect
of a recorded terminal disclaimer in an issued patent. See Manual of Patent

Examining Procedure (MPEP) § 1490(B); Bayer AG v. Carlsbad Technology Inc., 64
USPQ2d 1045, 1048-49 (Fed. Cir. 2002).

What is here controlling is that petitioner seeks to correct an issued patent. The
statutory authority for amendment or correction of an issued patent is found in title 35,
chapter 25. The instant petition does not involve correction of a mistake by the Patent
and Trademark Office (Office) (35 USC § 254) or correction of the named inventor (35
USC § 256). In addition, while the instant petition involves a disclaimer, 35 USC § 253
merely authorizes the filing and recording of disclaimers; it does not authorize the
withdrawal of a terminal disclaimer. Bayer, supra.

Unless a "mistake" is provided for in 37 CFR 1.322, 1.323, or 1.324, or affords legal
grounds for reissue or for reexamination, such "mistake" will not be corrected
subsequent to the issuance of an application as a patent. See 37 CFR 1.325: MPEP
1490. As further noted in MPEP 1490, the mechanisms to correct a patent (i.e.,
certificate of correction (35 USC § 255), reissue (35 USC § 251 ( notwithstanding the
filing of this reissue application and the instant petition reissue) and reexamination (35
USC § 305)) are not available to withdraw or otherwise nullify the effect of a recorded
terminal disclaimer.

However, in order to resolve the ambiguity in the aforementioned terminal disclaimer
filed on March 27, 1997 created by the changes to 35 U.S.C. § 154(c)(1) contained in
Public Law 103-465, the clarification requested by petitioner (i.e. that the term of the
above identified patent expires on November 1, 2019, the expiration date of the ‘398
patent filed November 1, 1999 is not necessary. It is noted that, the correction of the
terminal disclaimer date indicated on patent due to the changes to 35 U.S.C. § 154
contained in Public Law 103-465, § 532, 108 Stat. 4809 (1994), is, if such correction is
appropriate, by way of 35 U.S.C. § 254 and 37 CFR 1.322. However, in light of
possible future changes to the patent statutes, the requested clarification, as it also
recites a specific expiration date, might tend to replicate the problem already
encountered herein. As such, the requested correction will not be made.

Nevertheless, to make the patent consistent with the record wherein the terminal
disclaimer filed October 28, 2003 was acknowledged, the present matter is being
referred to the Certificates of Correction Branch for issuance of a Certificate of
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Correction to now indicate that:’
-{*] Note: This patent is subject to a terminal disclaimer.--

Telephone inquiries concerning this matter should be directed to the undersigned
itions Attorney at (571) 272-321

-

Patricia Falson- all
Senior Petitions Attorney
Office of Petitions

lS_ee Bayer AG v. Carlsbad Tech. Inc., 298 F.3d 1377, 64 USPQ2d 1045 (Fed Cir. 2002).




UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION
PATENT : 6,902,742 B2

DATED June 7, 2005

INVENTOR(S): John G. Devane

It is certified that error appears in the above -identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: This patent is subject to a terminal disclaimer.
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MCDERMOTT, WILL & EMERY : R P
600 13th Street, N.W. AUG 2953
Washington, DC 20005-3096 OFFICE OF DIRECTOR
GROUP _¥3
In re Application of: :
SUNAGA et al. : DECISION ON PETITION

Application No. 10/331,756 : TO MAKE SPECIAL
Filed: December 31, 2002 :
Attorney Docket No. 50212-451

This 1s a decision on the petition under 37 C.F.R. § 1.102, filed February 05, 2003, to make the
above-identified application special.

The petition is being treated as a request that the above-identified application be made special
under the accelerated examination procedure set forth in the Manual of Patent Examining
Procedure (M.P.E.P.), Section 708.02, Item VIII: Accelerated Examination.

A grantable petition to make special under 37 C.F.R. § 1.102 and in accordance with M.P.EP,,
Section 708.02, Item VIII, must be accompanied by (a) the fee set forth in 37 C.F.R. § 1.17(h),
(b) a statement that all claims are directed a single invention or an offer to make an oral election
without traverse should the Patent and Trademark Office hold that the claims are not directed toa
single invention, (c) a statement that a pre-examination search has been made by the inventor,
attorney, agent, professional searcher, etc., and a listing of the field of search by class and
subclass, (d) one copy of each of the references deemed most closely related to the subject matter
encompassed by the claims, and (e) a detailed description of the submitted references and
discussions pointing out how the claimed subject matter is distinguishable over these references.

The petition satisfies the above requirements. Accordingly, the petition is GRANTED.

If the examiner can make this application special without prejudice to any possible interfering
applications, and he/she should make a rigid search for such, he/she is authorized to do so for the next
action. Should the application be rejected, the application will not be considered special for the
subsequent action unless the applicant promptly makes a bona fide effort to place the application in
condition for allowance, even if it is necessary to have an interview with the examiner to accomplish
this purpose.

If the examiner finds any interfering application for the same subject matter, he/she should consider
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Application No. 10/331,756 Page -2-
Decision on Petition to Make Special

such application simultaneously with this application and should state in the official letter of such
application that she/he is taking it out of its turn because of possible interference.

Should an appeal be taken in this application or should this application becomes involved in an
interference, consideration of the appeal and the interference will be expedited by all Patent and
Trademark Office officials concerned, contingent likewise upon diligent prosecution by the applicant.

After allowance, this application will be given priority for printing. See M.P.E.P. § 1309.

Inquiries regarding this decision should be directed to Clayton E. LaBalle at (703) 308-0519.

Lte sl zr

Claytén E. LaBalle, Special Programs Examiner
Technology Center 2800
Semiconductors, Electrical and Optical

Systems and Components
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN
12400 WILSHIRE BOULEVARD

SEVENTH FLOOR

LOS ANGELES CA 90025-1030

COPY MAILED

JAN 0 8 2007
OFFICE OF PETITIONS
In re Application of :
Ghiya et al. : DECISION ON PETITION TO
Application No. 10/331,782 : WITHDRAW HOLDING OF

Filed: 12/31/2002 : ABANDONMENT
Attorney Docket No. :
042390.P15244

This is a decision on the petition, filed on 10 October, 2006, to
withdraw the holding of abandonment in the above-identified
application.

The petition is GRANTED.

The application was held abandoned for failure to timely respond
to the non-final Office action mailed on 27 February, 2006, which
set a three (3) month period for reply. Notice of Abandonment
was mailed on 21 September, 2006.

Petitioner asserts that a response to the non-final Office action
was timely filed. 1In support, petitioners have supplied a copy
of an amendment and a one (1) month extension of time, each
containing a Certificate of Mailing dated 27 June, 2006.

A review of the official file reveals that on 30 June, 2006, an
amendment and one (1) month extension of time were received.
Additionally, the amendment and the extension of time each
contain a valid certificate of mailing dated 27 June, 2006.

It is noted that the first page of the amendment inadvertently
miscaptions the application number as “09/655,971”. Under
current Office procedure, a response that has an incorrect serial
number is handled in accordance with M.P.E.P. § 508.03. 1If a
paper having an incorrect serial number contains sufficient
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information to identify the correct application and was timely
received at the Office, the holding of abandonment will be
withdrawn. In reviewing the papers which were submitted, it is
concluded that there was sufficient information thereon to
associate the papers with the present application file.

The papers filed on 30 June, 2006, have been located in the
Office. A copy of the papers has been placed in the file of the
subject application.

As petitioner has provided convincing evidence that a reply to
the Office communication was transmitted to the USPTO on 27 June,
2006, the showing of record is that a response was timely filed,
and there is no abandonment in fact. Any inconvenience caused to
applicant is regretted.

The holding of abandonment is withdrawn, and the Notice of
Abandonment is vacated.

The application is being referred to the Technology Center Art
Unit 2193 for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571)272-3231.

B Wagel

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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MAILEp

Ladas & Parry OFF’CEOFT
224 South Michigan Avenue, Suite 1200 To g&%"RECron
Chicago, IL 60604
In re application of

Makoto Murakami :
Application No. 10/331,784 : DECISION ON REQUEST
Filed: December 26, 2002 : FOR WITHDRAWAL OF
For: VEHICLE SALES METHOD, SERVER : ATTORNEY

DEVICE, AND AREA INFORMATION
DISPLAYING AND CHARGING SYSTEM FOR A CAR

This is a decision on the request filed on May 18, 2004, under 37 CFR 1.36 and
MPEP 402.06, requesting permission to withdraw as the attorney of record in the
above-identified application.

The request is NOT APPROVED.

Under 37 CFR 1.36 an attorney may withdraw only upon application to and
approval by the Commissioner. It should be noted that a withdrawal is effective
when approved, not when filed. Besides giving due notice to his or her client and
delivering to the client all papers and property to which the client is entitled as
specified under 37 CFR 10.40, approval of such a request requires that the
following conditions be met:

A) Each attorney of record must sign the notice of withdrawal, or the
notice must contain a clear indication of one attorney signing on behalf of
another, because the Office does not recognize law firms:

B) A proper reason for the withdrawal as enumerated in 37 CFR
10.40(b) or subsection (1)-(6) of 37 CFR 10.40(c) must be provided; and

C) If withdrawal is requested in accordance with 37 CFR 10.40(c) above,
there must be at least 30 days between approval of the withdrawal and the
later of the expiration date of a time period for reply or the expiration date




of the period which can be obtained by a petition and fee for extension of
time under 37 CFR 1.136(a).

The request to withdraw as attorney is not accepted in the above-identified
application because the request lacks condition A) above.

As to condition A), the attorneys associated with Customer No. 26530 do not
correspond with those named in the Power of Attorney in the declaration thereby
creating confusion as to who is withdrawing.

S\ _

Steven N. Meyers

Special Programs Examiner
Patent Technology Center 3600
(703) 308-3868

SNM/vdb: 7/20/04
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FANN-MKE C/O

FOLEY & LARDNER LLP
777 EAST WISCONSIN AVENUE
MILWAUKEE WI 53202-5306 MA' LED

MAR 2 92010

OFFICE OF PETITIONS

In re Application of D
Raines et al. : ON REQUEST
Patent Number: 7,593,889 : FOR RECONSIDERATION OF
Issue Date: 09/22/2009 : PATENT TERM ADJUSTMENT
Application No. 10/331811 : and
Filing or 371(c) Date: 12/30/2002 ’ : NOTICE OF INTENT TO ISSUE
Attorney Docket Number: 037607-0158 : CERTIFICATE OF CORRECTION

This is a decision on the petition filed on October 15, 2009, which is being treated as a petition
under 37 CFR 1.705(d) requesting that the patent term adjustment indicated on the above-
identified patent be corrected to indicate that the term of the above-identified patent is extended
or adjusted by two thousand twenty-one (2021) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by two thousand
twenty-one (2021) days is GRANTED.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e). No
additional fees are required. ‘

The application is being forwarded to the Certificates of Branch for issuance of a certificate of
correction. The Office will issue a certificate of correction indicating that the term of the above-
identified patent is extended or adjusted by two thousand twenty-one (2021) days.
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' Telephone inquiries specific to this matter should be directed to Attorney Derek Woods, at (571)
272-3232. ' :

Anthon ight
Supervisor
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION
PATENT : 7,593,889 B2
DATED : September 22, 2009
INVENTOR(S) : Raines et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by 1400 days.

Delete the phrase “by 1400 days” and insert — by 2021 days--
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MITCHELL P. NOVICK, ESQ. bUI“"Y MAILED
LAW OFFICES OF MITCHELL P. NOVICK AUG ¢ 7 2006
66 PARK STREET
MONTCLAIR NJ 07042 OFFICE OF PETITIONS
In re Application of
Christopher P. Scott :
Application No. 10/331, 844 : DECISION GRANTING PETITION

Filed: December 31, 2002 : UNDER 37 CFR 1.137 (b)
Attorney Docket No. 1657-1174 :

This is a decision on the petition under 37 CFR 1.137(b), filed
February 8, 2006, to revive the above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to
reply in a timely manner to the Notice To File Corrected
Application Papers mailed February 14, 2003, which set a period
for reply of two (2) months. No extensions of time under the
provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
above-identified application became abandoned on April 15, 2003.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3208.

This matter is being referred to the Office of Initial Patent
Examination.

Karen Creasy
Petitions Examiner
Office of Petitions
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Commissioner for Patents
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Alexandria, VA 22313-1450

www.uspto.gov

INTEL/BSTZ

BLAKELY SOKOLOFF TAYLOR

& ZAFMAN, LLP MAILED

1279 OAKMEAD PARKWAY '

SUNNYVALE, CA 94085-4040 FEB 02 2009
OFFICE OF PETITIONS

In re Application of

Tariqg SHUREIH :

Application No. 10/331,857 . DECISION ON PETITION

Filed: December 30, 2002
Attorney Docket No. 42P14903

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
January 6, 2009, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned as a result of petitioner’s failure to file a proper reply to the
Notice of Non-Compliant Amendment mailed, July 7, 2008, which set a period for reply of one
(1) month. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on August 8, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) a
reply in the form of an amendment, (2) the petition fee of $1620; and (3) the required statement
of unintentional delay. .

Telephone inquiries concerning this decision should be directed to Diane Goodwyn at (571) 272-
6735.

This application is being referred to Technology Center 2434 for appropriate action by the
Examiner in the normal course of business on the reply received January 6, 2009.

Petitions Examiner
Office of Petitions
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KONRAD RAYNES VICTOR & MANN LLP
Suite 210

315 S. Beverly Drive COPY MAILED
Beverly Hills CA 90212
NOV 2 4 2008

OFFICE OF PETITIONS
In re Application of
Katibah et al. :
Application No. 10/331911 : DECISION ON APPLICATION
Filing or 371(c) Date: 12/30/2002 : FOR PATENT TERM ADJUSTMENT
Attorney Docket Number: : ‘
SVL920020115US1

This is a decision on the “Application for Patent Term Adjustment Under 37 C.F.R. 1.705(b),
filed September 9, 2008. Applicant requests that the determination of patent term adjustment
under 35 U.S.C. 154(b) at the time of mailing of the notice of allowance be corrected from four
hundred thirty-two (432) days to four hundred twenty-eight (428) days.

The application for patent term adjustment is DISMISSED.

The Office has updated the PAIR screen to reflect that the correct Patent Term Adjustment
(PTA) determination at the time of the mailing of the Notice of Allowance is three hundred
sixty-seven (367) days. A copy of the updated PAIR screen, showing the correct determination,
is enclosed.

On June 17, 2008, the Office mailed the Determination of Patent Term Adjustment under 35
U.S.C. 154(b) in the above-identified application. The Notice stated that the patent term
adjustment (PTA) to date is 432 days.

On September 9, 2008, applicant timely submitted the instant application for patent term
adJustment Applicant requests review of the Patent Term Adjustment determination, in
particular, the four (4) day period of reduction for applicant delay associated with the RCE ﬁled, :
February 13, 2008.

Applicant does not dispute the delay of 472 days attributed to the Office under 1.702(a), for
failing to mail at least one of a notification under 35 U.S.C. 132 or a notice of allowance under

' PALM records show that the Issue Fee payment was received in the Office on September 16, 2008.
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35 U.S.C. 151 not later than fourteen months after the date on which the application was filed
under 35 U.S.C. 111(a). Nor does Applicant dispute the delay of 6 days attributed to Applicant
under 37 CFR 1.704(b), for filing a reply to the non-final Office action, mailed April 27, 2006,
more than three (3) months after the mail date of the Office action, or the delay of 30 days
attributed to Applicant under 37 CFR 1.704(b), for filing a reply to the non-final Office action,
mailed January 16, 2008, more than three (3) months after the mail date of the Office action.

Regarding the delay of 4 days attributed to Applicant under 37 CFR 1.704(b), for filing the RCE
in response to the final Office action, mailed November 9, 2008, Applicant provides that the
response was filed under the provisions of 37 CFR 1.8, Certificate of mailing or transmission,
dated February 8, 2006. Accordingly, Applicant requests reinstatement of the 4 days of
Applicant Delay.

In this regard, applicants’ attention is directed to 37 CFR 1.703(f), which provides that “[t]he
date indicated on any certificate of mailing or transmission under § 1.8 shall not be taken into
account in this calculation” of patent term adjustment. See also, Comment 10, Changes to
Implement Patent Term Adjustment under Twenty-Year Patent Term; Final Rule, 65 Fed. Reg.
54366 (September 18, 2000). In accordance with 37 CFR 1.703(f), the Office properly used
February 13, 2008, the date of receipt of the RCE, in calculating Applicant delay. Accordingly,
applicants’ argument on application for patent term adjustment is not found persuasive.

In addition, a review of the record confirms that an additional period of reduction of 65 days
'should be entered for applicant’s failure to engage pursuant to 37 CFR 1.704(c)(8).

37 CFR 1.704(c)(8) states:

Submission of a supplemental reply or other paper, other than a supplemental reply or
other paper expressly requested by the examiner, after a reply has been filed, in which
case the period of adjustment set forth in § 1.703 shall be reduced by the number of days,
if any, beginning on the day after the date the initial reply was filed and ending on the
date that the supplemental reply or other such paper was filed;

The MPEP 2732 explains:

37 CFR 1.704(c)(8) establishes submission of a supplemental reply or other paper after
areply has been filed as a circumstance that constitutes a failure of an applicant to engage
in reasonable efforts to conclude processing or examination of an application. The
submission of a supplemental reply or other paper (e.g., an information disclosure
statement (IDS) or petition) after an initial reply was filed requires the Office to restart -
consideration of the initial reply in view of the supplemental reply or other paper, which
will result in a delay in the Office’s response to the initial reply. 37 CFR 1.704(c)(8) does
not apply to a supplemental reply or other paper that was expressly requested by the
examiner. If an amendment is requested by an examiner, the examiner will have the paper
processed so that it is included as part of an interview summary or examiner’s
amendment and not a separate paper for PALM to flag in the patent term adjustment
calculation. 37 CFR 1.704(c)(8) also provides that in such a case the period of adjustment
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set forth in 37 CFR 1.703 shall be reduced by the number of days, if any, beginning on
the day after the date the initial reply was filed and ending on the date that the
supplemental reply or such other paper was filed.

After filing a response on February 13, 2006, applicants filed an Information Disclosure
Statements (IDS) on April 19, 2006, 65 days later. The record does not support a conclusion that
the IDS was expressly requested by the examiner. Further, the IDS did not include a 1.704(d)
statement. Accordingly, a period of reduction of 65 days is being entered.

In view thereof, the correct determination of pateﬁt term adjustment at the time of the mailing of
the Notice of Allowance is three hundred sixty-seven (367) days (472 days of PTO delay,
reduced by 105 (4+6+30+65) days of applicant delay), subject to any terminal disclaimer.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e). No
additional fees are required.

The application is being forwarded to the Office of Data Management for issuance of a patent.
The patent term adjustment indicated on the patent (as shown on the Issue Notification mailed
about three weeks prior to patent issuance) will include any additional adjustment accrued both
for Office delay in issuing the patent more than four months after payment of the issue fee and
satisfaction of all outstanding requirements, and for the Office taking in excess of three years to
issue the patent. : B

Telephone inquiries specific to this matter should be directed to Attorney Derek Woods at (571).
272-3232.

Petitions

Enclosure: Copy of Revised PALM Screen
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