s

18 DEC 2007 [ ]

UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK DOFFICE
. P.0. Box 1450
i - ALEXANDRIA, VA 22313-1450
t www.uspto.gov

MERCK AND CO., INC
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RAHWAY, NJ 07065-0907

In re Application of KATH et al
U.S. Application No.: 10/536,120
PCT Application No.: PCT/US2006/017368
Int. Filing Date: 05 May 2006 :
Priority Date Claimed: 11 May 2005 : DECISION
Attorney Docket No.: 21767P :
For: METHOD AND APPARATUS FOR
MEASURING THE VOLUME OF AN
ANIMAL PAW

This is in response to applicant's "Petition to the Commissioner Under 37 CFR 1.181"
filed 30 November 2007.

BACKGROUND

On 05 May 2006, applicant filed international application PCT/US2006/017368, which
claimed priority of an earlier United States application filed 11 May 2005. The thirty-month
period for paying the basic national fee in the United States expired on 11 November 2007.

On 15 October 2007, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 30 November 2007, applicant filed the present petition under 37 CFR 1.181.

DISCUSSION

A review of USPTO records reveals that the national stage papers filed 15 October 2007
were mistakenly placed in the application file for international application PCT/US2006/017368
and not processed as a national stage application filed under 35 U.S.C. 371.
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CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 05 May 2006,
and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 15 October 2007.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision including: (1) transfer of the
national stage papers filed 15 October 2007 from the application file for international application
PCT/US2006/017368 to the application file for the present U.S. application number 10/536,120
and (2) processing U.S. application number 10/536,120 as a national stage application filed
under 35 U.S.C. 371.

Bayoum Lo
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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CInre Application of ;
Gary S. Kath et al. : DECISION ON APPLICATION FOR
Application No. 10/536,120 : PATENT TERM ADJUSTMENT

Filed: October 15, 2007
Atty. Dkt. No.: 21767P

This is a decision on the “REQUEST FOR RECONSIDERATION OF THE PATENT
TERM ADJUSTMENT INDICATED IN THE NOTICE OF ALLOWANCE AND
APPLICATION FOR PATENT TERM ADJUSTMENTPURSUANT TO 37 C.F.R. § 1.705
(b)", filed December 18, 2009. Applicants request that the initial determination of patent
term adjustment under 35 U.S.C. 154(b) be corrected from two hundred thirty-four (234)
days to two hundred eighty (280) days.

The request for correction of the initial determination of patent term adjustment (PTA) is
GRANTED. The determination of PTA at the time of the mailing of the Notice of
Allowance is two hundred eighty (280) days.

The Office has updated the PAIR screen to reflect that the correct Patent Term
Adjustment determination at the time of the mailing of the Notice of Allowance is two
hundred eighty (280) days. A copy of the updated PAIR screen, showing the correct
determination, is enclosed.

On September 21, 2009, the Office mailed the Determination of Patent Term
Adjustment under 35 U.S.C. §154(b) in the above-identified application. The Notice
stated that the patent term adjustment to date is two hundred thirty-four (234) days.

The Office initially determined a patent term adjustment based on an adjustment for
PTO delay of two hundred thirty-four (234) days, pursuant to 35 U.S.C. 154(b)(1)(A)(I)
and 37 CFR §§1.702(a)(1).

Applicant disputes the period of adjustment for Office failure to mail a first action under
35 U.S.C. 132. Applicant asserts that for the present application, October 15, 2007 is
the date Applicants filed all the necessary requirements under 35 U.S.C. § 371(c).

The record supports a conclusion that the patent issuing from the application is not
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subject to a terminal disclaimer.

A review of the application history confirms that the requirements of 35 U.S.C. 371 were
fulfilled on October 14, 2007 and not on November 30, 2007 as indicated in the PTA
Calculation and thus the number of days in the period of adjustment pursuant to

§ 1.703(a)(1) for the Office’s mailing of a first action under 35 U.S.C. 132 on September
21, 2009, is 280 days. This period is counted beginning on the day after the date that is
fourteen months after the date on which the application fulfilled the requirements of 35
U.S.C. 371, October 15, 2007, and ending on the date of the mailing of the first action
under 35 U.S.C. 132, September 21, 2009.

Given the reduction of 280 days for PTO delay, the correct determination of patent term
adjustment at the time of the mailing of the Notice of Allowance is two hundred eighty
(280) days.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e).
No additional fees are required.

Applicants are reminded that any delays by the Office pursuant to 37 CFR 1.702(a)(4)
and 1.702(b) and any applicant delays under 37 CFR 1.704(c)(10) will be calculated at
the time of the issuance of the patent and applicants will be notified of the revised
patent term adjustment to be indicated on the patent in the Issue Notification letter that
is mailed to applicants approximately three weeks prior to issuance.

The Office of Data Management has been advised of this decision. This matter is being
referred to the Office of Data Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed to Senior Petitions
Attorney Patricia Faison-Ball at (571) 272-3212.

e

/ 9
Anthony Knight
Director

Office of Petitions

Enclosure: Copy of Revised PALM Screen
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RAYMOND R. MOSER JR., ESQ.
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In re Application of REEVES

U.S. Application No.: 10/536,121 :

PCT Application No.: PCT/US2005/009439 : . DECISION
Int. Filing Date: 21 March 2005 :

Priority Date Claimed: 26 March 2004

Attorney Docket No.: ATS001

For: REAL TIME PRIVILEGE MANAGEMENT

This is in response to applicant's "Petition for Revival of an International Application for
Patent Designating the U.S. Abandoned Unintentionally Under 37 CFR 1.137(b)" filed 23
November 2007.

BACKGROUND

On 21 March 2005, applicant filed international application PCT/US2005/009439, which
claimed priority of an earlier United States application filed 26 March 2004. The thirty-month
period for paying the basic national fee in the United States expired on 26 September 2006.

International application PCT/US2005/009439 became abandoned as to the United States
for failure to timely pay the basic national fee. ,

On 23 November 2007, applicant filed the present petition under 37 CFR 1.137(b).

DISCUSSION

Under 37 CFR 1.137(b), a petition requesting that an application be revived on the
grounds of unintentional abandonment must be accompanied by: (1) the required reply unless
previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition was unintentional, and (4) a terminal disclaimer if the application was filed before
08 June 1995.
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With regard to item (1), applicant has provided the required reply under 35 U.S.C. 371.
With regard to item (2), applicant has provided the required petition fee.
With regard to item (3), applicant has provided the required statement.

With regard to item (4), because the international application was filed after 08 June
1995, no terminal disclaimer is required.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.137(b) is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 21 March 2005,

and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 23 November 2007.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Byoumlom
Bryan Lin -

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile:; 571-273-0459
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PTO/SBI/B4/PCT (05-07)
Approved for use through 02/28/2010. OMB 0651-0021
U.S. Paten! and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Attention; PCT Legal Staff
Mail Stop PCT
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

The above-identified application became abandoned as to the United States because the fees and documents
required by 35 U.S.C. 371(c) were not filed prior to the expiration of the time set in 37 CFR 1.495(b) or (c) as
applicable. The date of abandonment is the day after the date on which the 35 U.S.C. 371(c) requirements were
due. See 37 CFR 1.495(h). ’

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:
(1) Petition fee ‘
(2) Proper reply
(3) Terminal disclaimer with disclaimer fee which is required for all intemational applications
having an international filing date before June 8, 1995; and
(4) Statement that the entire delay was unintentional.

1. Petition fee
Small entity -fee $___ 770. (37 CFR 1.17(m)). Applicant claims small entity status.
See 37 CFR 1.27.

[J other than small entity - fee $ (37 CFR 1.17(m))

2. Proper reply

A. The proper reply (the missing 35 U.S.C. 371(c) requirement(s)) in the form of
papers for application for LS utility patent under 35 USC 371(c) _ (identify type of reply):

D has been filed previously on

7 GFRENK] Q0RO ARG i 6558

3 770.00 DA

i [Page 1 of 2]
This collection of information is required by 37 CFR 1.137(b). The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is govemed by 35 U.$.C., 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of lime you require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Dep of Cc e, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Maii Stop PCT, Commissioner for Patents, P.0. Box 1450, Alexandria, VA 22313-1450.

If you need assislance in compleling the form, call 1-800-PTO-9199 and select option 2.

ActofY895, no persons are required to ond to a coflection of information unless it displays a valid OMB control number.
e oee” - Docket Number
PETITION FOR REVIVAL OF AN INTERNATIONAL APPLICATION FOR PATENT (Optional) ATFS001
DESIGNATING THE U.S. ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) fo J
« \‘C
First Named Inventor: Robert B. Reeves S/ l/@
Intemational (PCT) Application No.:  p~T/US2005009439 U.S. Application No:: J 0 Y O
, (if known) oy 2 :
Filed:  march 21, 2005 Yl p
Title: Crnaglel
*  REAL TIME PRIVILEGE MANAGEMENT /0’73/5‘?'7
/V/;S‘/'
%
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RUSSELL H. WALKER
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COPY MAILED
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OFFICE OF PETITIONS

In re Application of

Igal R. Elfezouaty

Application Number: 10/536122
Filing Date: 02/01/2008
Attorney Docket Number: A7,039

DECISION GRANTING PETITION

This is a decision on the petition filed on February 28, 2008,
under 37 CFR 1.10(e),? requesting that the above-identified
application be accorded a filing date of February 1, 2008.

The petition is granted.

! 37 CFR 1.10(e) provides that:

Any person mailing correspondence properly addressed to the Office with
sufficient postage utilizing "Express Mail Post Office to Addressee” service of the
USPS but not received by the Office, may petition the Commissioner to consider such
. correspondence filed in the Office on the USPS deposit date, provided that:

(1) The petition is filed promptly after the person becomes aware that the
Office has no evidence of receipt of the correspondence;

(2) The number of the “Express Mail” mailing label was placed on the paper(s)
or fee(s) that constitute the correspondence prior to the original mailing by "Express
Mail"; .
(3) The petition includes a copy of the originally deposited paper(s) or fee(s)
that constitute the correspondence showing the number of the “Express Mail” mailing
label thereon, a copy of any returned postcard receipt, a copy of the "Express Mail”
mailing label showing the “date-in,” a copy of any other official notation by the USPS
relied upon to show the date of deposit, and, if the requested filing date is a date
other than the “date-in” on the “Express Mail” mailing label or other official notation
entered by the USPS, a showing pursuant to paragraph (d) (3) of this section that the
requested filing date was the date the correspondence was deposited in the “Express .
Mail Post Office to Addressee” service prior to the last scheduled pickup for that day:;
and

(4) The petition includes a statement which establishes, to the satisfaction of
the Director, the original deposit of the correspondence and that the copies of the
correspondence, the copy of the “Express Mail” mailing label, the copy of any returned
postcard receipt, and any official notation entered by the USPS are true copies of the
originally mailed correspondence, original “Express Mail” mailing label, returned
postcard receipt, and official notation entered by the USPS. :
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Petitioner alleges that the application was deposited in "Express
Mail" service with the U.S. Postal Service on February 1, 2008.
In support, petitioner provided a copy of the Express Mail label,
receipt No. EQ391934326US, showing a “Date-in” of “2-1-08”. The
same Express Mail receipt number was referred to on the itemized
Utility Patent Application Transmittal sheet submitted with the
application papers. Petitioner has also provided a copy of,
inter alia, the application transmittal, 38 pages of
specification (including eight (8) pages of claims and one (1)
page of abstract), and 14 sheets of drawings. ’

The Office considers the date the paper or fee is shown to have
been deposited as "Express Mail" to be the "Date In" on the
Express Mail label.? That is the date that verifies that the
package was actually mailed. 1In view of the above, the evidence
is convincing that the application was deposited as "Express
Mail" with the USPS on February 1, 2008.

The application will be processed and examined with a filing date
of February 1, 2008, using the copies of the application papers
supplied with the .present petition.

The application is being referred to the Office of Patent
Application Processing for processing with a filing date of
February 1, 2008, using the application papers present on filing.

Telephone inquiries specific to this matter should be directed to
the undersigned at 571-272-3231.

W Yood

Douglas I. Wood

Senior Petitions Attorney
Office of Petitions

2 MPEP 513.
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W-H ENERGY SERVICES, INC.
2000 W. SAM HOUSTON PKWY. S
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HOUSTON, TX 77042

- COPY MAILED
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OFFICE OF PETITIONS

In re Application of

McElhinney et al. :
Application No. 10/536,124 : DECISION GRANTING PETITION
Filing Date: August 25, 2006 :
Atty Docket Number: PATO59US :

This is a decision oh the petition under 37 CFR 1.1O(e),1 filed
May 7, 2008, requesting that the above-identified application be
accorded a filing date of August 25, 2006.

The petition is granted.

! 37 CFR 1.10(e) provides that:

Any person mailing correspondence properly addressed to the Office with
sufficient postage utilizing "Express Mail Post Office to Addressee" service of the
USPS but not received by the Office, may petition the Commissioner to consider such
correspondence filed in the Office on the USPS deposit date, provided that:

(1) The petition is filed promptly after the person becomes aware that the
Office has no evidence of receipt of the correspondence;

(2) The number of the “Express Mail” mailing label was placed on the paper (s)
or fee(s) that constitute the correspondence prior to the original mailing by "Express
Mail™;

(3) The petition includes a copy of the originally deposited paper(s) or fee(s)
that constitute the correspondence showing the number of the “Express Mail” mailing
label thereon, a copy of any returned postcard receipt, a copy of the “Express Mail”
mailing label showing the “date-in,” a copy of any other official notation by the USPS
relied upon to show the date of deposit, and, if the requested filing date is a date
other than the “date-in” on the “Express Mail” mailing label or other official notation
entered by the USPS, a showing pursuant to paragraph (d) (3) of this section that the
requested filing date was the date the correspondence was deposited in the “Express
Mail Post Office to Addressee” service prior to the last scheduled pickup for that day;
and ) ; .

(4) The petition includes a statement which establishes, to the satisfaction of
the Director, the original deposit of the correspondence and that the copies of the
correspondence, the copy of the “Express Mail” mailing label, the copy of any returned
postcard receipt, and any official notation entered by the USPS are true copies of the
originally mailed correspondence, original “Express Mail” mailing label, returned
postcard receipt, and official notation entered by the USPS.
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Petitioner alleges that the application was deposited in "Express
Mail" service with the U.S. Postal Service on August 25, 2006. In
support, petitioner provided a copy of the Express Mail label,
receipt No. ED437870125US, showing a “Date-in” of “08/25/08”. The
same Express Mail receipt number was referred to on the Utility
Patent Application Transmittal sheet submitted with the
application papers. Petitioner has also provided a copy of,
inter alia, the application transmittal, 22 pages of
specification (including five (5) ‘pages of claims and one (1)
page of abstract), five (5) sheets of drawings, a Declaration,
and an Application Data Sheet.

The Office considers the date the paper or fee is shown to have
been deposited as "Express Mail" to be the "Date In" on-the
Express Mail label.? That is the date that verifies that the
package was actually mailed. In view of the above, the evidence
is convincing that the application was deposited as "Express
Mail" with the USPS on August 25, 2006. v '

The duplicate papers received on August 25, 2006, will be used
for examination purposes because the original nonprovisional
application papers cannot be located in the USPTO. The
application has been assigned nonprovisional application No.
10/536,124. All future correspondence concerning this
nonprovisional application should be directed to that application
number. Petitioner should notify this Office if the original
nonprovisional application papers are subsequently discovered in
the USPTO. ‘

The application is being referred to the Office of Patent
Application Processing for processing with a filing date of
August. 25, 2006, using the application papers present on filing. -

Telephone inquiries specific to this matter should be directed to
the undersigned at 571-272-3211.

CNvub+WNafﬁxctLLa,ﬁgfﬁﬁﬂﬂJLQ
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions

Cc: PathFinder Energy Services, Inc.
15151 Sommermeyer Street
Houston, TX 77041

2 MPEP 513.
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In re Application of

Jean Dubreuil, et al.
Application No. 10/536,125
Filed: April 2, 2004

Docket No. 2993-406US-1 JR/as

This is a decision on the petition filed April 26, 2007
requesting that the application papers filed April 2, 2004, based
on prior application No. 10/232,591 be treated as an application
under 37 CFR 1.53(b).

The original application papers have been located in the file of
prior Application No. 10/232,591. The present petition and the
application papers submitted on April 2, 2004 have been removed
from the prior application and have been assigned Application No.
10/536,125. All future correspondence regarding this application
should reference Application No. 10/536,125.

The $400 petition fee is unnecessary and will be refunded to
counsel’s deposit account.

The application is being referred to the Office of Patent
Application Processing (OPAP) for further processing.

Telephone inquires related to this decision should be directed to
the undersigned at (571) 272-3204. Telephone inquiries related
to processing at OPAP should be directed to their hotline at
(571) 272-4000. '

¥)

Brinkley
Petitions\Examiner
Office of Petitions

/
{




UNITED STATES’TENT AND TRADEMARK OFFICE .

=Y,

CommiSSijet-foﬁfRatents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
DIW Qct-00

Paper No. 3

SEARETE LLC
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OFFICE OF PETITIONS

In re Application of

BOYDEN, EDWARD S. :

Application Number: 10/536,126 : DECISION GRANTING PETITION
Filing Date: October 23, 2007

Attorney Docket Number: 0807-

002-001-000000

This is a decision on the petition under 37 CFR 1.10(e), filed
October 3, 2008, requesting that a nonprovisional application
entitled “Adaptive Dispensation in a Digestive Tract” (Attorney
Docket No. 0807-002-001-000000) be assigned an application number
and accorded a filing date of October 23, 2007.

The petition is granted.

Petitioner alleges that the application was deposited in "Express
Mail" service with the U.S. Postal Service on October 23, 2007.
In support, petitioner provided a copy of the Express Mail label,
receipt No. EM002256159US, showing a “Date-in” of “10/23/07”, as
well as a USPS stamp of October 23, 2007. The same Express Mail
label number appears on the copy of the original application
papers.

Petitioner provided a copy of the original application papers,
deposited on October 23, 2007, which consist of a New Utility
Patent Application Transmittal and Fee Transmittal, 52 pages of
specification, and 10 sheets of drawings (Figs. 1-17).
Additionally, petitioner submitted an original Information
Disclosure Statement, an original Form PTO-1449, and copies of 3
cited references (59 pages) on October 3, 2008.
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The Office considers the date the paper or fee is shown to have
been deposited as "Express Mail" to be the "Date In" on the
Express Mail label. MPEP 513. This is the date that verifies
that the package was actually mailed.

In view of the above, the evidence is convincing that the
application was deposited as "Express Mail" with the USPS on
October 23, 2007. Accordingly, the petition is granted. The
application papers have been assigned Application No. 10/536,126.
No petition fee is necessary.

This application is being forwarded to the Office of Patent
Application Processing for further processing as a nonprovisional
application with a filing date of October 23, 2007, using the
copies of the application papers supplied with the present
petition.

Telephone inquiries specific to this matter should be directed to
the undersigned at 571-272-3211.

( ok na fatine. Dovae I

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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In re Application of : : ' o o

CARMINCKE, et al. ‘ .. - DECISION ON PETITION

Application No.: 12/046,617 e ' -

Filing Date: 20 March 2008 ' . UNDER 37 CFR 1.182

Atty. Docket No.: H01.21-13902-US01
For: TOOL ARRANGEMENT FOR THE PRODUCTION
OF HELICAL TEETH IN GEAR WHEELS

This is a decision on appllcant s “Petition Response to Notice of Incomplete
Nonprovisional Application” filed on 20 May 2008 in the United. States Patent and Trademark
Office (USPTO). The petition is being considered under 37 C.F.R. § 1.182. Applicant has
provided payment of the $400.00 petition fee.

BACKGROUND

On 09 June 2006, applicant filed international application ECT/EP2006/008658, which
claimed priority of an earlier application filed 13 September 2005. A copy of the-international

"~ application was.communicated to the United States Patent and Trademark Office from the

International Bureau on 22 March 2007. Pursuant to 37 CFR 1.495, the thirty-month period for
paying the basic national fee in the United States expired at midnight on I3 March 2008.

On 12 March 2008, applicant electronically filed a utility patent application in the United
States via EFS-WEB , which was accompanied by, inter alia,: a fee payment of $1030, a
“Transmittal Letter to the United States Designated/Elected Office (DO/EOQ/US) Concerning a
Submission Under 35 U.S.C. 371" (Form PTO-1390), an English translation of the international
application as filed; a substitute specification and an Application Data Sheet. The application
" was processed as a filing under 35 U.S.C. 111(a).

On 20 March 2008, applicant was mailed a “Notice of Incomplete Nonprovisional
Application”

On 20 May 2008, applicant filed the present petition which is being treated as a petition '
under 37 CFR 1.182 to convert the application from a U.S. utility application under 35 U.S.C.
111(a) to a U.S. National stage entry under 35 U.S.C. 371.

DISCUSSION

As confirmed in applicant’s present filing, applicant's did not select the radio button for
filing under 35 U.S.C. 371, but rather used the button for filing a “Utility under 35 USC 111(a)”

vuniissioner for Patents
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when electronically filing the above-captioned application on'07 April 2008. The PTO-1390
transmittal letter and Application Data Sheet did identify the application as 4 National stage entry
of PCT International Application number PCT/EP2006/008658, Thus, it was unclear what type
of application applicant was intending to file. Any intended filing of an intersiational application
as a national stage application must clearly and unambiguously be identified as such and must
satisfy all of the conditions set forth in 35 U.S.C. 371(c). (See 37 CFR 1.494(f) and 37 CFR
1.495(g)). In addition, section 1893.03(a), page 1800-114 of the MPEP states that "[i]f there are
any conflicting instructions as to whether the filing is under 35 U.S.C. 111(a) or 35 U.S.C. 371,
the application will be accepted as filed under 35 U.S.C; 11 1(a)." The use of the “Utility under
35 USC 111(a)” radio button is considered a conflicting instruction.” A§ such, the application
was properly treated as an application under 35 U.S.C. 111 and 37 CFR 1.53.

Furthermore, U.S. statutes and regulations do not make specxﬁc prov151on for the requested
action and as such, the Office does not grant such petitions for conversion as-& mere matter of
course. The Office will only grant such petitions upon a showing by applicant of sufficient cause
(i.e., the loss of patent rights) where no other remedy is available,

Applicant is entitled to claim benefit under 35 U.S.C. 120 and 365(c) of the filing date of
the international application for the common subject matter, if this application (Apphcatlon No.
12/046,617) and the international application'(PCT/EP2006/008658) designating the United
States were copending on 12 March 2008. In order to obtain benefit of the earlier international
application, applicant must amend the beginning of the specification of this appllcatlon by
inserting a proper reference to the parent international apphcatlon An approprlate passage
would be, "This is a continuation of international application PCT/EP2006/008658, filed 09 June
2006 which designated the United States and is now abandoned."

Applicant.is reminded that in order to perfect the claim for priority under 35 U.S.C. 119,
applicant must submit a certified copy of the priority document. The certified copy of priority
document submitted to the International Bureau for the national stage cannot be relied upon to
perfect the claim for priority. See MPEP § 1896.

In addition, applicant is advised that it is possible to revive the present international
application in the National Stage in the United States pursuant to 37 CFR 1.137(b). This advice
should not be construed as.a statement as to whether said petition will be granted.

CONCLUSION

The petition to convert the application from a 35 U.S.C. 111 filing to a national stage
application under 35 U.S.C. 371 is DISMISSED. .

Applicant’s request for refund of the $400.00 petition fee is refused.
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Any further correspondence with respect to this decision should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

Wi o JE

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration -
Tel: (571)272-3294

Fax: (571) 273-0459
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VIDAS, ARRETT & STEINKRAUS, P.A.
SUITE 400, 6640 SHADY OAK ROAD
EDEN PRAIRIE MN 55344

In re Application of
CARMINCKE, et al.

U.S. Application No.: 10/536,167 : DECISION ON PETITION
PCT No.: PCT/EP06/08658 :
Int. Filing Date: 06 September 2006 : UNDER 37 CFR 1.137(b)

Priority Date: 13 September 2005

Attorney Docket No.: HO1.2-13902-US01

For: TOOL ARRANGEMENT FOR THE
PRODUCTION OF HELICAL TEETH IN
GEAR WHEELS

The petition to revive under 37 CFR 1.137(b) filed 21 November 2008 in the above-captioned
application is hereby GRANTED as follows:

Applicant's statement that "the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional"
and the prompt filing of the petition satisfies the requirement of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has now provided payment of the full, U.S.
Basic National Fee. Therefore, the request to revive the application abandoned under 35 U.S.C.
371(d) is granted as to the National stage in the United States of America. Further, a review of
the application file reveals that all of the requirements of 35 U.S.C. 371 for entry into the
national stage in the United States have been satisfied.

The application has an international filing date of 06 September 2006 under 35 U.S.C. 363 and
will be given a date of 21 November 2008 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).
Applicant is advised that application serial number 10/536,167 is the U.S. National stage entry of
international application PCT/EP06/08658.

This application is being returned to the United States Designated/Elected Office (DO/EO/US)
for treatment in accordance with this decision.

A & ot

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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Michael J. Tota

268 Bell Canyon Rd. COPY MAILED

Bell C CA 91307

P e 0CT 2 2 2008
OFFICE OF PETITIONS

In re Application of

Tota et al. :

Application No. 10/536169 : ON PETITION

Filing or 371(c) Date: 12/07/2007
Title of Invention: PROCESS FOR
CREATING MEDIA CONTENT
BASED UPON SUBMISSIONS
RECEIVED ON AN ELECTRONIC
MULTI-MEDIA EXCHANGE

This Decision is in response to the “Petition to Separate Continuations,” filed December 7, 2007,
and re-filed July 18, 2008, requesting the present application be accorded a filing date of October
30, 2007, based upon an Express Mailing. The petition is properly treated under 37 CFR 1.10(¢).

The petition is granted to the extent indicated herein

Background

Applicant alleges that the present application, along with a second application, were deposited in
the same Express Mail envelope and deposited in Express Mail service of the United States
Postal Service on October 30, 2007. In support of this assertion, Applicant files copies of
Express Mail label EB592471639US; copies of the USPS Track & Confirm for Express Mail
label EB592471639US, copies of a Certificate of Mailing Under 37 CFR 1.8 that has written
thereon Express Mail No. EB592471639US, and also written thereon, in relevant part, is
“continuation application including Specification, Drawings and Claims.” Applicant has also
filed a copy of the putatively-filed application. A review of the application putatively-filed on
October 30, 2007, reveals that the application papers do NOT include an Express Mail Label
Number.

Applicant asserts that this application, along with a second continuation, were deposited in the
same Express Mail envelope and deposited in Express Mail service of the United States Postal
Service on October 30, 2007.
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Office records
A review of Office records reveals that this Office received an application and accorded the
application the serial number 11/978,781, and a filing date of October 30, 2007. The application
included a Utility Patent Application Transmittal that listed Express Mail No. EB592471639US.
The Office has no record of receipt of the present application on October 30, 2007. The
application papers were received in this Office on December 7, 2007, and placed in the

application file of application no. 11/978,781.

Applicable Law, Rules and MPEP

The applicable rule, 37 CFR § 1.10, Filing of correspondence by “Express Mail”, provides thét

(1) Any correspondence received by the U.S. Patent and Trademark Office
(USPTO) that was delivered by the “Express Mail Post Office to Addressee”
service of the United States Postal Service (USPS) will be considered filed

with the USPTO on the date of deposit with the USPS.

(2) The date of deposit with USPS is shown by the “date in” on the “Express
Mail” label or other official USPS notation. If the USPS deposit date cannot be
determined, the correspondence will be accorded the USPTO receipt date as

the filing date. See § 1.6(a).

(b) Correspondence should be deposited directly with an employee of the USPS to
ensure that the person depositing the correspondence receives a legible copy of
the “Express Mail” mailing label with the “date-in” clearly marked. Persons
dealing indirectly with the employees of the USPS (such as by deposit in an
“Express Mail” drop box) do so at the risk of not receiving a copy of the
“Express Mail” mailing label with the desired “date-in” clearly marked. The
paper(s) or fee(s) that constitute the correspondence should also include the
“Express Mail” mailing label number thereon. See paragraphs (c), (d) and (e) of
this section.

Section (e) of 37 CFR 1.10 provides:

Any person mailing correspondence addressed as set out in § 1.1(a) to the
Office with sufficient postage utilizing the “Express Mail Post Office to
Addressee” service of the USPS but not received by the Office, may petition the
Director to consider such correspondence filed in the Office on the USPS deposit
date, provided that:

(1) The petition is filed promptly after the person becomes aware that the Office
has no evidence of receipt of the correspondence;

(2) The number of the “Express Mail” mailing label was placed on the paper(s)
or fee(s) that constitute the correspondence prior to the original mailing by

“Express Mail”;
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(3) The petition includes a copy of the originally deposited paper(s) or fee(s)
that constitute the correspondence showing the number of the “Express Mail”
mailing label thereon, a copy of any returned postcard receipt, a copy of the
“Express Mail” mailing label showing the “date-in,” a copy of any other

official notation by the USPS relied upon to show the date of deposit, and, if
the requested filing date is a date other than the “date-in” on the “Express

Mail” mailing label or other official notation entered by the USPS, a showing
pursuant to paragraph (d)(3) of this section that the requested filing date was
the date the correspondence was deposited in the “Express Mail Post Office

to Addressee” service prior to the last scheduled pickup for that day; and

(4) The petition includes a statement which establishes, to the satisfaction of the
Director, the original deposit of the correspondence and that the copies of the
correspondence, the copy of the “Express Mail” mailing label, the copy of

any returned postcard receipt, and any official notation entered by the USPS

are true copies of the originally mailed correspondence, original “Express Mail”
mailing label, returned postcard receipt, and official notation entered by the
USPS.

(f) The Office may require additional evidence to determine if the correspondence
was deposited as “Express Mail” with the USPS on the date in question.

Analysis

The present petition lacks item(s) (2) and (3) as stated above.

As to item (2), Applicant has failed to demonstrate that the number of the “Express Mail”
mailing label was placed on the application paper(s) that constitute the correspondence prior to
the original mailing by “Express Mail.”

As to item (3) the petition does not includes a copy of the originally deposited paper(s)
that constitute the correspondence showmg the number of the “Express Mail” mailing label
thereon.

Conclusion

The petition is dismissed. The application papers have been accorded application number
10/536169, with a filing date of December 7, 2007, the date that the application papers were
received in this Office. See, 37 CFR 1.6.

The application is being forwarded to the Office of Patent Application Processmg for processing
of the application in the normal course of business.
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Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232. :

/Derek L. Woods/
Derek L. Woods
Attorney

Office of Petitions
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Thaddius J. Carvis
102 North King Street
Leesburg, VA 20176
In re Application of : .
VALENTINE, et al. : DECISION ON PETITION
Serial No.: 10/536,170 .
PCT No.: PCT/US03/40263 oo UNDER 37 CFR 1.10(e)

Int. Filing Date: 17 December 2003

Priority Date: 17 December 2002

Atty Docket No.: CDT PA112 US

For: NOX CONTROL FOR IC ENGINES

X
This decision is in response to applicant's correspondence filed 27 March 2006 in the
United States Patent and Trademark Office (USPTO). The correspondence is being treated as a
petition under 37 CFR 1.10(e). No petition fee is required.

BACKGR

On 17 December 2003, applicant filed international application PCT/US03/40263 which
claimed priority to an earfier U.S. application filed 17 December 2002. The thirty-month period
for paying the basic national fee in the United States expired at midnight on 17 June 2005.

On 27 March 2006, applicant filed papers purporting to be a 17 June 2005 Unjted States
National stage filing for the above-identified international application. The papers are being
treated as a petition under 37 CFR 1.10(e) for correspondence addressed as set out in § 1.1(a) to
the Office with sufficient postage utilizing the “Express Mail Post Office to Addressee” service of
the USPS but not received by the Office. '

~ DISCUSSION

A revisw of USPTO finds that applicant’s originally filed papers were received as filed on
17 June 2005 and assigned serial number 10/536,170. As such, applicant’s petition under 37 CFR

1.10(e) is DISMISSED AS MOOT.

A review of the filed papers finds that the filing contains both a “Request For Filing a
Continuing Application of an International Application” (Form PCT/SB/13/PCT) and a
“Transmittal Letter to The United States Designated/Elected Office (DO/EO/US) Concerning a

Submission Under 35 U.S.C. 371" (Form PTO-1390). Both papers contain the attormney docket
mumber “CDT PA112 US.” ‘

Applicant is advised that pursuant to the Manual of Patent Examining Procedure (MPEP)
section 1893.03(a) the present application is being accepted as filed under 35 U.S.C. 111(a).

PAGE 6/7* RCVD AT /2512007 §:52:32 P [Easter Dayfight Time] * SVR:USPTO-EFXRF-2/3 DNIS:2738300 CSID:7037377813* DURATION (mim-ss):0246
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Section 1893.03(a) provides that if there are any conflicting instructions as to whether the filing is
under 35 U.S.C. 111(a) or 35 U.S.C. 371, the application will be accepted as filed under 35
U.S.C. 111(a). In the present case, applicant included in the initial submission under 35 U.S.C.
371 both a “Request For Filing a Continuing Application of an Imternational Application” (Form
PCT/SB/13/PCT) and a “Transmittal Letter to The United States Desighated/Elected Office
(DO/BO/US) Concerning a Submission Under 35 U.S.C. 371" (Form PTO-1390).

Applicant is further advised that while applicant has provided a Form PCT/SB/13/PCT
indicating that the application is a continuation of PCT/US2003/040263, it does not appear that
applicant has included a specific reference to the prior international application either in an

“application data sheet nor in the first sentence of the specification. (Se¢ 37 CFR 1.78.)

CONCLUSION

For the reasons stated above, applicant’s beﬁtion under 37 CFR 1.10(¢) is DISMISSED

This application is being returned to Office of Initial Patent Examination for continued
procesging a$ an application filed under 35 U.S.C. 111(a).

Y

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: 571-272-3294

Fax: 571-273-0459
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of
James M. Valentine, et al.

Serial No. Herewith : Examiner:
(Continuation of PCT/US2003/040263)

Filed: Herewith

For: NOx Control for IC Engines
Mail Stop PCT

Commissioner for Patents

PO Box 1450
Alexandria, VA 22313-1450

Certificate of Mailing by Express Mail

I hereby certify that the enclosed

| (1) Preliminary Amendment;

(2) Request for Filing a Continuation or Division of an International
Application;

(3) Transmittal Letter to the United States Designated/Elected Office
(DO/EO/US) Concerning a submission under 35 USC 371; and

(4) a copy of PCT/US2003/040263
are today being sent by USPS Express Mail (No. ED 015701438 US to Mail Stop PCT,
Commissioner for Patents, PO Box 1450, Alexandria, VA 22313-1450.

June 17, 2005 %@%‘M/\ !

Thaddius J. 5
Registratio 26,)10

APCTPTEG 17 JUN 2005
#)
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LEYDIG VOIT & MAYER, LTD

TWO PRUDENTIAL PLAZA, SUITE 4900
180 NORTH STETSON AVENUE
CHICAGO IL 60601-6780

In re Application of

FUJIO et al.

Application No.: 10/536,173 :

PCT No.: PCT/JP03/149504 :  DECISION ON RESPONSE
Int. Filing Date: 21 November 2003 :

Priority Date: 22 November 2002

Attorney Docket No.: 235836

For: ISOQUINOLINE COMPOUNDS AND

MEDICINAL USE THEREOF

This is a decision on applicants’ “Response to Notification of Missing Requirements” to
correct the inventor’s name, filed on 23 November 2005 in the United States Patent and
Trademark Office (USPTO). Petitioner seeks to correct a transliteration error in the name of
inventor Toshifumi Matsumoto.

BACKGROUND

On 27 September 2005, a Notification of Missing Requirements was mailed to applicant

indicating that the oath or declaration in compliance with 37 CFR 1.497(a) and (b) was required.

Applicant was advised that the declaration submitted on 05 July 2005, was sifned by Toshifumi
Matsumoto, rather than Hisashi Matsumoto, who was named in the published International
application.

On 23 November 2005, applicant filed a Response to the Notification of Missing
Requirements. Applicant stated that the name Hisashi Matsumoto, identified in the international
aEp ication, was a transliteration error of the inventor’s given name from the original Chinese
characters. The error was made during the prosecution of the international applhcation. The
complete and correct name of the inventor is Toshifumi Matsumoto.

DISCUSSION

Applicant requests correction of the inventor's name to Toshifumi Matsumoto by
notification to the Office. See MPEP 201.03. The present communication was filed explaining
that the first name of Mr. Matsumoto was incorrect in the international application as the result
of a transhiteration error. Applicant’s explanation of the difference in Mr. Matsumoto’s given
name is accepted and noted for the record. The declaration submitted on 05 July 2005, and
executed by the inventors is acceptable under 37 CFR 1.497(a) and (b).

Commissioner for Patents
United States Patent and Trademark Office

] 6 DEC 2005 Alexandria, SA%ZE%-}:gg

www.uspto.gov
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CONCLUSION

The request under 37 CFR 1.182 to correct a transliteration error in the name of the
inventor to Toshifumi Matsumoto is GRANTED. -

The application will be forwarded to the United States Designated/Elected Office for
further processing. The 35 U.S.C. 371(c)(1), (¢)(2) and (c)(4) date is 05 July 2005.

WQ I i
/ Cynthia M. Kratz -
Attorney Advisor

PCT Legal Office

Telephone: (571)272-3286
Facsmmile: 571)273-0459
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KEUSEY, TUTUNJIAN & BITETTO, P.C.
14 Vanderventer Avenue, Suite 128

Port Washington, NY 11050

In re Application of: :

RA, Jang, Keon, et al. : : DECISION ON PETITION FOR
U.S. Application No.: 10/536,174 : REVIVAL OF ABANDONED
PCT No.: PCT/KR2003/002234 : APPLICATION UNDER

International Filing Date: 22 October 2003 : R 37 CFR 1.137(b)
Priority Date: 08 November 2002 :
Attorney’s Docket No.: 240-34
For: DATABASE SYSTEM MONITORING
METHOD WITHOUT CONNECTING
THE DATABASE SYSTEM

The petition for revival under 37 CFR 1.137(b) filed 23 May 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicants’ statement that “the entire delay in filing the required reply from the dué date
for the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” satisfies the requirements of 37 CFR 1.137(b)(3).

Applicants have now submitted the small entity basic national fee, and the requirements
of 37 CFR 1.137(b) have been satisfied. Therefore, the request to revive the application is
granted as to the national stage in the United States of America.

The 23 May 2005 submission was accompanied by a declaration that identified and was
executed by only one of the two inventors of record herein. Accordlngly, the declaration cannot
be accepted under 37 CFR 1.497.

The application is being returned to the National Stage Processing Division of the Office
of PCT Operations for further processing in accordance with this decision, including the mailing
of a Notification Of Missing Requirements (Form PCT/DO/EO/905) requiring submission of an
executed oath or declaration in compliance with 37 CFR 1.497 and the surcharge for filing the
oath or declaration later than thirty months after the priority date.

QYL

Richard M. Ross

PCT Petitions Attorney

Office Of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571)-273-0459

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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01 AUG 2006

OLIFF & BERRIDGE, PLC
P.O. BOX 19928
ALEXANDRIA VA 22320

In re Application of

SHIBAO et al.

Application No.: 10/536,179 :

PCT No.: PCT/JP03/15036 : DECISION
Int. Filing Date: 25 November 2003 :

Priority Date: 25 November 2002

Attorney Docket No.: 124043

For:  PRODUCTION EVALUATION MANAGING

SYSTEM AND MANAGING METHOD

This is a decision on applicants’ “RESPONSE TO NOTIFICATION OF DEFECTIVE
RESPONSE” filed 14 April 2006.

BACKGROUND
On 25 November 2003, applicant filed international application PCT/JP03/15036, which
designated the United States and claimed a priority date of 25 November 2002. A copy of the
international application was communicated to the United States Patent and Trademark Office
(USPTO) from the International Bureau on 06 October 2004. The thirty-month period for paying
the basic national fee in the United States expired at midnight on 25 May 2005.

On 24 May 2005, applicants filed a transmittal letter for entry into the national stage in the
United States, which was accompanied by, inter alia, the basic national fee and an English
translation of the international application.

On 16 September 2005, the USPTO mailed a NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EQO/905) indicating, inter alia, that
an oath or declaration of the inventors in compliance with 37 CFR 1.497(a)-(b) and the surcharge
under 37 CFR 1.492(h) for filing any of the search fee, the examination fee, or the oath or
declaration after the date of the commencement of the national stage were required.

On 16 November 2005, applicants submitted a response to the NOTIFICATION OF.

MISSING REQUIREMENTS, which was accompanied by a declaration of inventors and the
surcharge under 37 CFR 1.492(h).

On 17 February 2006, the USPTO issued a NOTIFICATION OF DEFECTIVE
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RESPONSE (Form PCT/DO/EQ/916) indicating, inter alia, that the declaration of inventors
submitted with the 16 November 2005 submission was not in compliance with 37 CFR 1.497(a)-
(b) because the first inventor’s first name is different on the declaration than on the International
Application.

On 14 April 2006, applicants submitted the instant “RESPONSE TO NOTIFICATION
OF DEFECTIVE RESPONSE”.

DISCUSSION
The response filed 14 April 2006 concerns the correction of an inventor’s name and
notifies the Office that the correct translation of the inventor’s name is as follows: Satoru Shibao
as indicated in the declaration filed 16 November 2005 rather than Satoshi Shibao, as is indicated
in the international application. The response explains that the international application contained
an incorrect translation concerning the name of Mr. Shibao.

Applicants’ explanation of the difference in the translation of Satoru Shibao’s name is
accepted and noted for the record.

The response filed 14 April 2006 is a proper reply to the notification mailed 17 February
2006. The declaration of inventors filed 16 November 2005 is in compliance with 37 CFR
1.497(a)-(b).

CONCLUSION
Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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Andrew F. Young, P.C.
115 Orchid St.
Floral Park, NY 11001-3225

In re Application of :  DECISION ON
Mr. Nikolaus LOLIS :
Application No.: 10/536,201
/ PCT No.: PCT/DE2003/003458 :
Int. Filing Date: 22 October 2003 : PETITION UNDER
Priority Date: 25 October 2002 :
Attorney's Docket No.: Y3-21 :
For: PROTECTIVE CLOTHING OR LINING : 37CFR 1.137(b)

This decision is in response to applicant’s “Petition For Revival Of An Application For
Patent Abandoned Unintentionally Under 37 CFR 1.137(b),” filed on 24 May 2005.

BACKGROUND

On 22 October 2003, this international application was filed, claiming an earliest priority
date of 25 October 2002.

The deadline for paying the basic national fee in the United States under 35 U.S.C. 371
and 37 CFR 1.495 was 25 April 2005. This international application became abandoned with
respect to the United States at midnight on 25 April 2005 for failure to pay the required basic
national fee.

On 24 May 2003, applicant filed the instant petition under 37 CFR 1.137(b) and
Transmittal letter for entry into the national stage in the United States, which was accompanied |
by the basic national fee and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.
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Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this

application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspio.gov

Jennifer D. Adamson

Shell Oil Company
Intellectual Property

P.O. Box 2463

Houston, Texas 77252-2463

In re Application of:

WEDLOCK, David John

Application No.: 10/536,202

PCT No.: PCT/EP03/06758 :

International Filing Date: 25 June 2003 : DECISION ON PETITION
Priority Date: 26 June 2002 :

Attorney Docket No.: TS7614US

For: LUBRICANT COMPOSITION

This decision is in response to applicant’s “Petition under 37 CFR 1.181” filed on 23
May 2005 which is being treated as a petition under 37 CFR 1.10(e) to accord a receipt date
of 22 December 2004 to the above-identified U.S. National stage application. No petition
fee is required.

BACKGROUND

On 25 June 2003, applicant filed international application PCT/EP03/06758 which
claimed a priority date of 26 June 2002. A copy of the international application was
communicated to the United States Patent and Trademark Office from the International
Bureau on 08 January 2004. Pursuant to 37 CFR 1.495, the deadline for payment of the
basic national fee in the United States was to expire 30 months from the priority date, 26
December 2004.

On 22 December 2004, applicant allegedly submitted a Transmittal Letter to the
United States Designated/Elected Office (DO/EO/US) Concerning a Filing Under 35 U.S.C.
371” which included: an authorization to charge deposit account number 19-1800 the
requisite basic national fee; a preliminary amendment; an executed declaration; and a
postcard receipt.

On 23 May 2005, applicant filed the present petition forwarding copies of papers
filed in the above-identified application on 22 December 2005 which included: a
Transmittal Letter to the United States Designated/Elected Office (DO/EQ/US) Concerning
a Filing Under 35 U.S.C. 371; an authorization to charge deposit account number 19-1800
the requisite basic national fee; a preliminary amendment; an executed declaration; and a
postcard receipt. The submission was assigned U.S. application number 10/536,202.
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On 08 November 2005, a Notification of Acceptance was issued identifying the 35
U.S.C. 371(c) date as 23 May 2005. Subsequently, an Official Filing Receipt was issued
indicating a “FILING DATE” of 23 May 2005.

DISCUSSION

Applicant states in the present petition that the U.S. National Stage application
was mailed via United States Express Mail to the USPTO on 22 December 2004.

37 CFR 1.10 (e) states:

Any person mailing correspondence addressed as set out in § 1.1(a) to
the Office with sufficient postage utilizing the "Express Mail Post Office to
Addressee" service of the USPS, but not received by the Office, may petition
the Commissioner to consider such correspondence filed in the Office on the
USPS deposit date, provided that:

(1) The petition is filed promptly after the person becomes aware that
the Office has no evidence of receipt of the correspondence;

(2) The number of the "Express Mail" mailing label was placed on the
paper(s) or fee(s) that constitute the correspondence prior to the original
mailing by "Express Mail,"

(3) The petition includes a copy of the originally deposited paper(s) or
fee(s) that constitute the correspondence showing the number of the "Express
Mail" mailing label thereon, a copy of any returned postcard receipt, a copy
of the "Express Mail" mailing label showing the "date-in," a copy of any other
official notation by the USPS relied upon to show the date of deposit, and, if
the requested filing date is a date other than the "date-in" on the "Express
Mail" mailing label or other official notation entered by the USPS, a showing
pursuant to paragraph (d)(3) of this section that the requested filing date
was the date the correspondence was deposited in "Express Mail Post Office
to Addressee" service prior to the last scheduled pickup for that day; and

(4) The petition includes a statement which establishes, to the
satisfaction of the Commissioner, the original deposit of the correspondence,
and that the copies of the correspondence, the copy of the "Express Mail"
mailing label, the copy of any returned postcard receipt, and any official
notation entered by the USPS are true copies of the originally mailed
correspondence and original "Express Mail" mailing label, returned postcard
receipt, and official notation entered by the USPS.

Applicants have satisfied Items (1) through (4). The evidence of record is sufficient
to establish with reasonable certainty that the national stage application was deposited
with the United States Postal Service as an "Express Mail" Mailing on 22 December 2004.

CONCLUSION

For the reasons discussed above, applicants’ petition under 37 CFR 1.10(e) is
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GRANTED and the receipt date for transmittal letter and accompanying papers will be
accorded a date of 22 December 2004.

The Notification of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR
1.494 or 1.495 (Form PCT/DO/E0O/903) and Official Filing Receipt are hereby VACATED.

This application is being returned to the United States Designated/Elected Office
(DO/EOQ/US) for treatment in accordance with this decision, that is, for mailing of a
NOTIFICATION OF ACCEPTANCE OF APPLICATION (Form PCT/DO/E0/903) and
Official Filing Receipt which identifies a date of 22 December 2004 under 35 U.S.C. 371(c).
Thereafter, the application will be forwarded to the appropriate Art Unit.

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Tel:  (571) 272-3298

Fax: (571) 273-0459
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Commissioner for Patents

United States Patent and Trademark Office
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Michael A. Glenn

Glenn Patent Group

3475 Edison Way, Suite L
Menlo Park, CA 94025

In re Application of
LEWIS et al.
Application No. 10/5636, 216 :
PCT No.: PCT/US03/37885 : DECISION ON PETITION
Int. Filing Date: 24 November 2003 :
Priority Date: 22 November 2002 : UNDER 37 CFR 1.181
Attorney Docket No.: AOL0156-2 :
For: SYSTEM AND METHOD TO
FACILITATE REAL-TIME
COMMUNICATIONS AND CONTENT
SHARING AMONG USERS OVER A
NETWORK

This decision is in response to applicants’ “Request for Corrected Serial Number”
filed in the Unites States Patent and Trademark Office (USPTO) on 15 August 2005, which
is being treated as a Petition under 37 CFR 1.181.

BACKGROUND

_ On 24 November 2003, applicants filed the above identified international application
which claimed a priority date of 22 November 2002. Pursuant to 37 CFR 1.495, the thirty-
month period for paying the basic national fee in the United States expired at midnight on
22 May 2005. '

On 23 May 2005, applicants filed a transmittal letter for entry into the national
stage in the United States, which was accompanied by, inter alia, the requisite basic
national fee as required by 35 U.S.C. 371(c)(1); a copy of the international; and an
unexecuted declaration.

On 2'7 June 2005, applicants filed “Corrected Transmittal” which stated that, “the
transmittal form submitted with above-referenced application on May 23, 2005 did not
contain our correspondence information. A corrected transmittal sheet is enclosed and
should replace the forms sent on May 23, 2005. However, a new serial number was
inadvertently assigned to the application.”

* On 29 July 2005, the United States Designated/Elected Office mailed a Notification
of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating that an
oath or declaration in compliance with 37 CFR 1.497(a) and (b) must be filed. The
notification set a two-month time limit in which to respond. :
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On 15 August 2005, applicants filed “Request for Corrected Serial Number.”

DISCUSSION

Applicants state in the present request that, “[a] transmittal form was submitted on
June 27, 2005 to replace the transmittal form filed with the original application on May 23,
2005. However, a new serial number was inadvertently assigned to this application.”
According to USPTO records, the subsequent transmittal letter was inadvertently treated
as a new application. This error has been corrected and the subsequent transmittal letter
has been forwarded to the appropriate application (10/536,216).

It is noted that the United States Designated/Elected Office used the correspondence
address listed on the declaration in accordance with 37 CFR 1.33.

CONCLUSION o |

The petition under 37 CFR 1.181 is GRANTED.

The application is being returned to the United States Designated/Elected. Office to
await a response to the Notification of Missing Requirements under 35 U.S.C. 371 (Form
PCT/DO/E0/905) mailed 29 July 2005.

-

St

Anthony Smith

Attorney-Advisor ,
Office of PCT Legal Administration
Telephone: 571-272-3298

Fax: 571-273-0459

AN e B fe.
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Commissioner for Patents
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MIRICK, O'CONNELL, DEMALLIE & LOUGEE, LLP
1700 WEST PARK DRIVE COPY MAILED

WESTBOROUGH, MA 01581 MAR 2 4 2008

Applicant: Colpas et al.
Appl. No.: 10/536,220 OFFICE OF PETITIONS

Filing Date: November 21, 2003

Title: METHODS, BIOSENSORS, AND KITS FOR DETECTING AND IDENTIFYING
FUNGI

Attorney Docket No.: 15535-46039

Pub. No.: US 2006/0292646-A1

Pub. Date: December 28, 2006

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on February 21, 2007, for the above-identified application.

The request is DISMISSED.

Applicants request that the application be republished because Barabara A. Appiah and Mitchell
C. Sanders were not listed as inventors on the front page of the patent application publication.

37 CFR 1.221(b) is applicable “only when the Office makes a material mistake which is apparent
from Office records. Any request for a corrected or revised patent application publication other
than as provided in paragraph (a) of this section must be filed within two months from the date of
the patent application publication. This period is not extendable.” A material mistake must
affect the public’s ability to appreciate the technical disclosure of the patent application
publication, to determine the scope of the patent application publication, or to determine the
scope of the provisional rights that an applicant may seek to enforce upon issuance of a patent. :

The instant request does not identify a material mistake in the publication made by the Office
under 37 CFR 1.221(b) with respect to the omitted inventor information. The error does not
affect the public’s ability to appreciate the technical disclosure of the patent application
publication, determine the scope of the patent application publication, or determine the scope of
the provisional rights that an applicant may seek to enforce upon issuance of a patent.

Applicants are advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application in compliance with the Office electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

lChanges to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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§ 1.17(i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(a) must be submitted via the EFS system as a
“Pre-Grant Publication” and any questions or request for reconsideration of the decision should
be addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

o7
Mark Polutta
Senior Legal Advisor
Office of Patent Legal Administration
Office of the Deputy Commissioner

for Patent Examination Policy
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KENYON & KENYON LLP Mail Date: 04/21/2010
1500 K STREET N.W.

SUITE 700
WASHINGTON, DC 20005

Applicant : Motoyoshi Okumura : DECISION ON REQUEST FOR
Patent Number : 7626364 : RECALCULATION of PATENT
Issue Date : 12/01/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,265 : OF WYETH AND NOTICE OF INTENT TO

Filed : 05/25/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 64 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Paper No.
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET
ALEXANDRIA VA 22314 MA'LED
In re Patent No. 7,591,973 . DECISION ON REQUEST JUN 22 2010
Takano et al. : FOR OFFICE OF PETITIONS
Issue Date: September 22, 2009 : RECONSIDERATION OF
Application No. 10/536,275 : PATENT TERM ADJUSTMENT
Filed: May 25, 2005 : and

Atty Docket No. 272908USOPCT : NOTICE OF INTENT TO ISSUE
: CERTIFICATE OF CORRECTION

This is a decision on the petition filed on November 20, 2009, which is being treated as a petition
under 37 CFR 1.705(d) requesting that the patent term adjustment indicated on the above-
identified patent be corrected to indicate that the term of the above-identified patent is extended
or adjusted by nine hundred and twenty-three (923) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by nine hundred and
twenty-three (923) days is GRANTED.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(e). No
additional fees are required.

The application is being forwarded to the Certificates of Branch for issuance of a certificate of
correction. The Office will issue a certificate of correction indicating that the term of the above-
identified patent is extended or adjusted by nine hundred and twenty-three (923) days.

Telephone inquiries specific to this matter should be directed to Senior Attorney Paul Shanoski
(571) 27

SerfiorPetitiony/Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

'PATENT - : 7,591,973B2
DATED . September 22, 2009 DRAFT
INVENTOR(S): Takano et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted under 35
USC 154(b) by 438 days

Delete the phrase “by 438 days™ and insert — by 923 days--
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DIW Dec-06

WILLIAM COLLARD

COLLARD & ROE, P.C.
1077 NORTHERN BOULEVARD
ROSLYN NY 11576

COPY MAILED
DEC 1 3 2006

OFFICE OF PETITIONS

In re Patent No. 7,069,889

Issued: 4 July, 2006 :

Application No. 10/536,277 : ON PETITION
Filed: 24 May, 2005 :

For: CAMSHAFT, ESPECIALLY FOR

AN INTERNAL COMBUSTION ENGINE

OF A MOTOR VEHICLE, COMPRISING

SHIFTABLE CAMS

This is a decision on the petition under 37 CFR 1.183, filed on
14 August, 2006, requesting that the rules be suspended such that
a supplemental declaration be accepted in the above-identified
patented file.

The petition is dismissed as immaterial.

Petitioners request that the Office accept a supplemental oath or
declaration as prescribed by 37 CFR 1.63 to correct the
citizenship of one of the inventors. Specifically, petitioners
state that the citizenship of joint  inventor Martin Lechner was
incorrectly indicated as an Austrian citizen on the declaration
filed while the case was pending. 1In fact, aver petitioners, Mr.
Lechner is a German citizen.

37 CFR 1.63 stateé, in pertinent part

(a) An oath or declaration filed under § 1.51(b) (2) as
a part of a nonprovisional application must:
(1) Be executed, i.e., signed, in accordance
with either § 1.66 or § 1.68. There is no
minimum age for a person to be qualified to
sign, but the person must be competent to
sign, i.e., understand the document that the
person is signing;
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(2) Identify each inventor by full name,
including the family name, and at least one
given name without abbreviation together with
any other given name or initial;

(3) Identify the country of citizenship of
each inventor; and

(4) State that the person making the oath or
declaration believes the named inventor or
inventors to be the original and first
inventor or inventors of the subject matter
which is claimed and for which a patent is
sought.

37 CFR 1.63 requires an oath or declaration to execute an
application. The above-identified application has issued as a
patent and is no longer pending, however. As such, there is no
application for the supplemental oath or declaration to execute.
Consequently, there is no requirement of a rule to waive, and the
petition under 37 CFR 1.183 must therefore be dismissed.

Furthermore, 35 U.S.C. § 255 states:

Whenever a mistake of a clerical or typographical
nature, or of minor character, which was not the fault
of the Patent and Trademark Office, appears in a patent
and a showing has been made that such mistake occurred
in good faith, the Director may, upon payment of the
required fee, issue a certificate of correction, if the
correction does not involve such changes in-the patent
as would constitute new matter or would require
reexamination. Such patent, together with the
certificate, shall have the same effect and dperation
in law on the trial of actions for causes thereafter
arising as if the same had been originally issued in
such corrected form.

As the citizenship of the inventors is not printed in the patent,
there is no mistake which may be corrected by a certificate of
correction.

As such, the petition is dismissed. However, the Office will
place the supplemental declaration filed with the present
petition in the official file which is laid open for public
inspection.
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Petitioners should note that the fee for a petition under 37 CFR
1.183 is $400.00. The balance due will be charged to counsel’s
deposit account, as authorized in the present petition.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571) 272-3231.

W ood

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Chief Intellectual Property Counsel Mail Date: 04/21/2010
Bridgestone Americas Holding Inc

1200 Firestone Parkway

Akron, OH 44317-0001

Applicant : Xiaorong Wang : DECISION ON REQUEST FOR
Patent Number : 7576155 : RECALCULATION of PATENT
Issue Date : 08/18/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,278 : OF WYETH AND NOTICE OF INTENT TO

Filed : 01/17/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 826 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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YOUNG & THOMPSON Mail Date: 04/20/2010
209 Madison Street

Suite 500
Alexandria, VA 22314

Applicant : Mikael Nutsos : DECISION ON REQUEST FOR
Patent Number : 7597269 : RECALCULATION of PATENT
Issue Date : 10/06/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,314 : OF WYETH AND NOTICE OF INTENT TO

Filed : 11/04/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 979 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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SEP 21 2006

OLIFF & BERRIDGE, PLC
P.0. BOX 19928
ALEXANDRIA VA 22320

In re Application of

Joel Plumas et al :

Serial No.: 10/536,318 : PETITION TO MAKE SPECIAL
Filed: May 26, 2005 :

Attorney Docket No.: 123978

This is in response to applicants’ petition filed August 24, 2006, to make the above-identified
application special under the provisions of 37 CFR 1.102(d).

Applicant has satisfied the provisions set forth in M.P.E.P. 708.02, VIII. Therefor the petition is
GRANTED.

The following condition applies to the grant of this petition: If, upon examination, it is
determined that a restriction requirement is necessary because of multiple inventions being
claimed, applicant will be required to make an election without traverse of a single
invention to be prosecuted. Failure to make an election without traverse will void the
special status accorded in this decision.

The application will be forwarded the examiner for action on the merits commensurate
with this decision.

Should there be any questions with regard to this letter please contact William R. Dixon, Jr. by
letter addressed to the Director, Technology Center 1600, P.O. Box 1450, Alexandria, VA
22313-1450, or by telephone at 571-272-0519 or by facsimile transmission at the general Office
facsimile number, 571-273-8300.

William R. Dixon, Jr.
Special Program Examiner
Technology Center 1600
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Foley and Lardner LLP
Suite 500

3000 K Street NW
Washington, DC 20007

In re Application of

Tapesh Yadav

Application No. 10/536,323

Filed: October 7, 2005 .
Attorney Docket No. 037768-0126

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.usplto.gov

COPY MAILED
AUG 2 6 2008
OFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§1. 36(b) filed May 5, 2008.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Foley and Lardner LLP has
been revoked by the assignee of the patent application on July 2, 2008. Accordingly, the request

to withdrawA under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Williams at 571-272-

2991.

Petitions Examiner
Office of Petitiqns

cc: PPG Industries Inc.
Intellectual Property Dept.
One PPG Place
Pittsburgh, PA 15272
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BACON & THOMAS, PLLC Mail Date: 06/17/2010
625 SLATERS LANE

FOURTH FLOOR
ALEXANDRIA, VA 22314-1176

Applicant : Lars Orning : DECISION ON REQUEST FOR

Patent Number : 7632648 : RECALCULATION of PATENT

Issue Date : 12/15/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/536,327 : OF WYETH AND NOTICE OF INTENT TO
Filed :

12/19/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 835 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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. Papef No.
BROWDY AND NEIMARK, P.L.L.C.
624 NINTH STREET, NW

SUITE 300 COPY MAILED

WASHINGTON DC 20001-5303

JUL 2.5 2007
OFFICE OF PETITIONS
In re Application of :
Tanga et al. : DECISION ON

Application No. 10/536, 357 : PETITION
Filed: January 17, 2006
Attorney Docket No. TANGAl2 -

This is a decision on the “PETITION TO VACATE HOLDING OF
ABANDONMENT, ” filed March 22, 2007.

The above-identified application became abandoned for failure to
file a timely and proper reply to the restriction requirement
mailed July 3, 2006. A courtesy Notice of Abandonment was
mailed on February 28, 2007.

In response, applicants timely filed the instant petition.
Petitioner states that applicant timely and properly responded
within the time period established by the Office action by
timely filing a response on July 12, 2006.- However, said
response contained the wrong application number and filing date.
In support thereof, applicant provided a copy of their itemized
return postcard and a copy of the response.

A postcard receipt, which itemizes and properly identifies the
items, which are being filed, serves as prima facie evidence of
receipt in the Office of all items listed thereon on the date
stamped thereon by the Office. See MPEP 503. A review of
petitioner’s postcard receipt reveals that: 1) it was- date
stamped as received in the USPTO on July 12, 2006;

2) it specifically identifies the items being filed, including
a restriction and 3) it lacks any annotation of nonreceipt of
any item denoted on the postcard. The evidence shows that a
complete response should be considered timely filed on July 12,
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2006. It is noted that the response misidentifies the
application number, but properly identifies the title, inventor
name, and docket no. of the application. '

Accordingly, the Notice of Abandonment mailed February 28, 2007
is hereby VACATED and the holding of abandonment is hereby
WITHDRAWN. : ‘

The petition under § 1.181 is GRANTED.
No fee is required on petition under § 1.181.

Technology Center AU 1637 has been advised of this decision.
The application file is, thereby, forwarded to the Technology
Center’s technical support staff to withdraw the holding of
abandonment and for consideration by the examiner of the
response re-supplied on petition filed March 22, 2007.

Telephone inquiries concerning this ‘decision should be directed
to the undersigned at (571) 272-3219.
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LERNER GREENBERG STEMER LLP
P O BOX 2480
HOLLYWOOD, FL 33022-2480

In re Application of RENKEN
U.S. Application No.: 10/536,368
PCT Application No.: PCT/DE03/03822 N
Int. Filing Date: 19 November 2003 : DECISION
Priority Date Claimed: 28 November 2002 :
Attorney Docket No.: S4-02P18261
For: LOW-INDUCTANCE CIRCUIT
ARRANGEMENT

This is in response to applicant's "Petition" filed 12 January 2006, which is being treated
under 37 CFR 1.181. ’ '

BACKGROUND

. On 19 November 2003, applicant filed international application PCT/DE03/03822, which
claimed priority of an earlier Germany application filed 28 November 2002. A copy of the
international application was communicated to the USPTO from the International Bureau on 10
June 2004. The thirty-month period for paying the basic national fee in the United States expired
on 28 May 2005.

On 25 May 2005, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1) and an executed declaration.

On 27 December 2005, the DO/EO/US mailed a Notification of Missing Réquirements
Under 35 U.S.C. 371 (Form PCT/DO/EQ/905), which indicated that the declaration filed 25 May

2005 was improper.

On 12 January 2006, applicant filed the present petition under 37 CFR 1.181.

DISCUSSION

A review of the declaration filed 25 May 2005 reveals that the title of invention is in the
German language.
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37 CFR 1.69(b) states,

Unless the text of any oath or declaration in a language other than English is in a
form provided by the Patent and Trademark Office or in accordance with PCT
Rule 4.17(iv), it must be accompanied by an English translation together with a
statement that the translation is accurate, except that in the case of an oath or
declaration filed under § 1.63, the translation may be filed in the Office no later
than two months from the date applicant is notified to file the translation.

In the present case, although the submitted declaration uses USPTO Form PTO/SB/103,
the title consists of text that is not in a form provided by Form PTO/SB/103. In other words, text
which is preprinted on a form provided by the USPTO need not be translated. However, non- -
preprinted text must be translated. Because the declaration does not contain a translation of the
title, the declaration is improper.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is DISMISSED without
prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1.181".

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration. '

St

Bryan Tung .
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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LERNER GREENBERG STEMER LLP
P O BOX 2480
HOLLYWOOD, FL 33022-2480

In re Application of RENKEN

U.S. Application No.: 10/536,368

PCT Application No.: PCT/DE03/03822 :

Int. Filing Date: 19 November 2003 : DECISION
Priority Date Claimed: 28 November 2002 :

Attorney Docket No.: S4-02P18261

LOW-INDUCTANCE CIRCUIT
ARRANGEMENT

This is in response to applicant's "Renewed Petition Under 37 C.F.R. 1.181" filed 26

January 2006.

BACKGROUND

On 19 November 2003, applicant filed international application PCT/DE03/03822, which

claimed priority of an earlier Germany application filed 28 November 2002. A copy of the
international application was communicated to the USPTO from the International Bureau on 10
June 2004. The thirty-month period for paying the basic national fee in the United States expired
on 28 May 2005.

On 25 May 2005, applicant filed national stage papers in the United States

Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1) and an executed declaration.

On 27 December 2005, the DO/EO/US mailed a Notification of Missing Requirements

Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that the declaration filed 25 May
2005 was improper.

On 12 January 2006, applicant filed a petition under 37 CFR 1.181.

On 17 January 2006, this Office mailed a decision dismissing the 12 January 2006

petition.

On 24 January 2006, applicant filed a newly executed declaration.
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On 26 January 2006, applicant filed the present renewed petition under 37 CFR 1.181.

DISCUSSION

The renewed petition states that because the declaration filed 25 May 2005 met all of the
requirements of 37 CFR 1.497, the application should have been accepted by initial processing
and forwarded to the proper examining group. However, consideration of 37 CFR 1.497 must be
preceded or accompanied by consideration of 37 CFR 1.69(b). Otherwise, e.g. in a situation
where a declaration is submitted completely in a foreign language without any translation, the
Office would have to determine if all of the 37 CFR 1.497 elements are present even though the
declaration is not in a language readable by the Office. Clearly, such a result would be
nonsensical.

37 CFR 1.497(c) specifically indicates that the requirements of 37 CFR 1.63 need not be
met at the same time the requirements of 37 CFR 1.497 are met. See also MPEP 1893.01(e).
However, there is no similar provision with respect to 37 CFR 1.69 which exempts applicant
from complying with the language requirement until a later date.

CONCLUSION

For the reasons above, the renewed petition under 37 CFR 1.181 is DISMISSED without
prejudice.

The application has an International Filing Date under 35 U.S.C. 363 of 19 November
2003, and a date under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) of 24 January 2006.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Sy ate-

Bryan Tung
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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In re Application of

Elaine Ostrander, et al. :

Application No.: 10/536,369 : ON PETITION
Filed: February 1, 2006 :

Attorney Docket No.: FHCR125375

This is a decision on the petition, filed March 3, 2010, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on February 3, 2010, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 1631 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be

completed and timely submitted to avoid abandonment of the application.
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VENABLE LLP Mail Date: 04/21/2010
P.O. BOX 34385

WASHINGTON, DC 20043-9998

Applicant : Sten Kollberg : DECISION ON REQUEST FOR
Patent Number : 7669638 : RECALCULATION of PATENT
Issue Date : 03/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,424 : OF WYETH

Filed : 10/05/2005 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)
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John A. Sopp

MILLEN, WHITE, ZELANO & BRANIGAN
2200 Clarendon Blvd, Suite 1400

Arlington, VA 22201

In re Application of:

KENDALL, Roger, V.

U.S. Application No.: 10/536,434

PCT No.: PCT/US02/12425

International Filing Date: 19 April 2002

Priority Date: 20 April 2001

Attorney’s Docket No.: FSC-0008-A

For: METHOD OF PREVENTING OR
TREATING BREAST, PROSTATE,
AND/OR CERVICAL CANCER WITH
N,N-DIMETHYLGLYCINE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

DECISION ON PETITION FOR
REVIVAL OF ABANDONED
APPLICATION UNDER
37 CFR 1.137(b)

The petition for revival under 37 CFR 1.137(b) filed 26 May 2005 in the above-captioned

application is hereby GRANTED as follows:

Applicant’s statement that “the entire delay in filing the required reply from the due date
for the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” satisfies the requirements of 37 CFR 1.137(b)(3).

Applicant has now submitted the small entity basic national fee, and the requirements of
37 CFR 1.137(b) have been satisfied. Therefore, the request to revive the application is granted

as to the national stage in the United States of America.

The application is being returned to the National Stage Processing Division of the Office
of PCT Operations for further processing in accordance with this decision, including the mailing
of a Notification Of Missing Requirements (Form PCT/DO/EQ/905) requiring submission of an
executed oath or declaration in compliance with 37 CFR 1.497 and the surcharge for filing the
oath or declaration later than thirty months after the priority date.

U

Richard M. Ross

PCT Petitions Attorney

Office Of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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23373

SUGHRUE MION PLLC

2100 Pennsylvania Avenue, N.W.
Suite 800

Washington, DC 20037

In re Application of
RESIAK, Bernard et al
Application No.: 10/536,455
PCT No.: PCT/FR2003/003516
int. Filing Date: 27 November 2003 :
Priority Date: 27 November 2002 : DECISION
Attorney’s Docket No.: Q87902 :
For: READY-USE LOW-CARBON STEEL
MECHANICAL COMPONENT FOR
PLASTIC DEFORMATION AND
METHOD FOR MAKING THE SAME

This application is pefore the Office of PCT Legal Administration for matters
arising under 35 u.s.C.371. ,

BACKGROUND

On 25 May 2005, applicants filed papers to enter the national stage of
PCT/FR2003/003516 using docket number Q87902 which was accompanied by, inter
alia, fees to enter the national stage and authorization to charge any additional fees or
credit any fees to Deposit Account No. 19-4880. This application was given U.S.
application number 10/536,455.

On 27 May 2005, a duplicate national stage application for PCT/FR2003/003516
using docket number Q87815 was filed by the samé firm. Applicants paid fees in the
amount of $1,000.00 for this application. The U.S. application number was denoted as
10/536,769.

DISCUSSION
As is evident from the above recited facts, two sets of papers to enter the
national stage were submitted for international application PCT/FR2003/003516. The
end result for an international application designating the United States of America is a
single U.S. national stage application.

Therefore, the submission of two sets of national stage papers to enter the
United States was improper.



10/536,455 2

CONCLUSION

Both applications will be merged into one national stage application for
PCT/FR2003/003516.

-Applicants are advised that U.S. application No. 10/536,769 is no longer a valid
U.S. National stage application.

Applicants must use only U.S. application No. 10/536,455 for all correspondence
to the national stage application of PCT/FR2003/003516. The attorney docket number
is Q87902.

The fees paid in U.S. application No. 10/528,609 have been credited back to
Deposit Account No. 19-4880.

This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

Ko

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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MAILED
SOFER & HAROUN LLP
317 MADISON AVENUE, SUITE 910 ARR 062010
NEW YORK NY 10017

OFFICE OF PETITIONS
In re Application of
DEMIA et al. :
Application No. 10/536,477 : ON PETITION

Filed: 12/08/2005
Attorney Docket No. 979-141

This is a decision on the PETITION TO UNAVOIDABLY ABANDONED APPLICATION UNDER
37 CFR 1.137(B) filed August 7, 2009. As petitioner has paid the petition fee as set forth in 37 CFR
1.17(m) and made a statement of unintentional delay pursuant to 37 CFR 1.137(b)(3), the Office is treating the
petition under the unintentional provisions of 37 CFR 1.137(b).

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS from
the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The
reconsideration request should include a cover letter entitled "Renewed Petition under 37 CFR
1.137(b)." No additional petition fee is necessary.

The application became abandoned for failure to timely file a reply within the meaning of 37 CFR
1.113 to the final Office action of August 27, 2007, which set a three-month shortened statutory period
for response. On January 16, 2008, petitioner submitted an amendment and a request for an extension
of time for response within the second month pursuant to 37 CFR 1.136(a) in response to the final
Office action. On March 20, 2008, the examiner mailed an Advisory Action, indicating that the
amendment filed on January 16, 2008, did not place the application in condition for allowance.'
Accordingly, the application became abandoned on February 28, 2007. A Notice of Abandonment was
mailed on May 14, 2008.

' As petitioner asserted that petitioner did not receive a copy of the Advisory Action mailed March 20, 2008, the Office has
enclosed a copy with this decision.
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On August 7, 2009, petitioner filed the present petition. Petitioner stated that the required reply in the
form of a Request for Continued Examination (RCE) accompanied the present petition. However, the
Office has no record of receiving a RCE or the requisite RCE fee with the petition or to date.

A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:
(1) The reply required to the outstanding Office action or notice, unless previously filed.
(2) The petition fee as set forth in 37 CFR '1 .17(m);

(3) A statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The
Director may require additional information where there is a question whether the delay was
unintentional; and

(4) Any terminal disclaimer (and fee set forth in § 1.20(d)) required pursuant to 37 CF}R 1.137(d).
The present petition does not satisfy requirement (1) above.

In a nonprovisional application abandoned for failure to reply to a final action, the reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by 37 CFR
41.20(b)(2)), an amendment that prima facie places the application in condition for allowance, a -
Request for Continued Examination and submission (37 CFR 1.114), or the filing of a continuing
application under 37 CFR 1.53(b). See MPEP 711.03(c)(IID)(A)(2).

With any renewed petition, petitioner must submit a proper reply to the outstanding final Office action.
Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450 .
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314
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Correspondence may‘also be submitted via the electronic filing system of the USPTO.
Telephone inquiries related to this decision may be directed to the undersigned at (571) 272-3211.

(o b noFPoudzna Vonaago

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

Enclosure: Advisory Action
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I APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. ]

10/536.477 12/08/2005 Laurent Demia 979-141 4956
SOFER & HAROUNLLD. | EXAMINER ]

317 MADISON AVENUE, SUITE 910 LUU, THANH X
NEWYORK, NY 10017 I ART UNIT I PAPER NUMBER J
2878
{

| MAIL DATE I DELIVERY MODE I

03/20/2008 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



Application No. Applicant(s)
Advisory Action 10/536,477 DEMIA ET AL.
Before the Filing of an Appeal Brief Examiner Art Unit
Thanh X. Luu 2878

—~The MAILING DATE of this communication appears on the cover sheet with the correspondence address —~

THE REPLY FILED 1/16/08 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

1. X The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this
application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which places the
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following time
periods:

a) E The period for reply expires 3 months from the mailing date of the final rejection.

b) [:] The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In
no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f).

Extensions of ime may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee

have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee

under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed,

may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. [J The Notice of Appeal was filed on . Abrief in compliance with 37 CFR 41.37 must be filed within two months of the date of
filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS

3. X The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will pot be entered because

(a)@ They raise new issues that would require further consideration and/or search (see NOTE below);

(b)D They raise the issue of new matter (see NOTE below);

(c) ] They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

d)[] They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: See Continuation Sheet. (See 37 CFR 1.116 and 41.33(a)).

4.[] The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. [] Applicant's reply has overcome the following rejection(s):

6. [] Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the
non-allowable claim(s).

7.4 For purposes of appeal, the proposed amendment(s): a) BJ will not be entered, or b) [[] will be entered and an explanation of
how the new or amended claims would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows:

Claim(s) allowed:

Claim(s) objected to:

Claim(s) rejected: 1,2.4-11 and 13.
Claim(s) withdrawn from consideration:

AFFIDAVIT OR OTHER EVIDENCE

8. [ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will pot be entered
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and
was not earlier presented. See 37 CFR 1.116(e).

9. O The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be
entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. [[] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. [J Note the attached Inforrnatton Disclosure Statement(s). (PTO/SB/08) Paper No(s).
13. [ Other: _____

/Thanh X Luu/
Primary Examiner, Art Unit 2878

U.S. Patent and Trademark Office
PTOL-303 (Rev. 08-06) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20080315
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In re Application of: :

HOFFMANN, Botho, et al. : DECISION ON PETITION
U.S. Application No.: 10/536,494 ;

PCT No.: PCT/EP2003/014364

International Filing Date: 17 December 2003

Priority Date: 17 December 2002

Atty Docket No.: 235811

For: COPOLYAMIDES

This decision is issued in response to the “Petition To Correct Filing Date Pursuant To 37

CFR 1.10(D)” and the “Request For Corrected Filing Receipt” filed 24 July 2006. No petition
fee is required. :

BACKGROUND

On 17 December 2003, applicants filed international application PCT/EP2003/014364.
The application claimed a priority date of 17 December 2002, and it designated the United

States. On 01 July 2004, the International Bureau (IB) communicated a copy of the international

application to the United States Patent And Trademark Office (USPTO). The deadline for

submission of the basic national fee was thirty months from the priority date, i.e., 17 June 2005.

In May 2005, applicants filed a Transmittal Letter for entry into the national stage in the
United States accompanied by, among other materials, payment of the U.S. basic national fee
and a translation of the international application into English. Based on the “date in” on the
“Express Mail” envelope, the USPTO assigned these materials a filing date of 25 May 2005.

On 03 July 2006, the United States Designated/Elected Office (DO/EO/US) mailed a
Notification Of Acceptance (Form PCT/DO/EO/903) indicating that the requirements of 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) were satisfied on 25 May 2005. '

- Also on 03 July 2006, a filing receipt was issued identifying 25 May 2005 as the 371(c)
date. The filing receipt identified the application as “a 371 of PCT/EP03/14364,” but it did not
include the foreign priority claim contained in PCT/EP03/14364.

On 24 July 2006, applicants filed the “Petition To Correct Filing Date Pursuant To 37
CFR 1.10(D)” and the “Request For Corrected Filing Receipt” considered herein. The petition
seeks correction of the filing date to 24 May 2005, the date on which applicants assert the

“Express Mail” envelope containing the materials initiating the present national stage application
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was deposited with the USPS. The request for corrected filing receipt seeks to have the German
priority application added to the filing receipt.

On 05 October 2006, applicants submitted via facsimile an executed declaration in
compliance with 37 CFR 1.497.

DISCUSSION

A review of the application file reveals that the Notification Of Acceptance and filing
receipt mailed 03 July 2006, both of which identified the 35 U.S.C. 371(c) date as 25 May 2006,
were issued in error in that applicants had not yet satisfied the oath or declaration requirement of
35 U.S.C. 371(c)(4). The Notification Of Acceptance and filing receipt mailed 03 July 2006 are
therefore appropriately vacated.

Applicants’ 05 October 2006 submission of an executed declaration completed the
requirements of 35 U.S.C. 371(c)(1), (c)(2), and (c)(4). Accordingly, a new Notification Of
Acceptance (Form PCT/DO/E0/903) and filing receipt will be issued which properly identify the
35 U.S.C. 371(c) date as 05 October 2006. .

~ Based on the above, applicants petition to correct “the filing date” from 25 May 2005 to
24 May 2005 is moot, as the filing date of the materials initiating this national stage application
is not the operative filing date for this application; rather, 05 October 2006, the date on which
applicants completed the requirements of 35 U.S.C, 371(c)(1), (c)(2), and (c)(4) is the date which
will appear on the corrected Notification Of Acceptance and filing receipt to be issued herein. It
is noted that: “for most legal purposes, the filing date [for a national stage application] is the PCT
" international filing date” (see MPEP section 1893.03(b)).

Pursuant to applicants’ request for a corrected filing receipt, the German priority
information set forth in the published international application and on the Application Data Sheet

(ADS) will be added to the chrected filing receipt to be issued herein.

CONCLUSION

The Notification Of Acceptance (Form PCT/DO/E0O/903) and filing rece1pt mailed 03
July 2006 are hereby VACATED.

For the reasons discussed above, apphcants petition to correct the filing date herein is

. DISMISSED as moot.

This application is being referred to the National Stage Processing Branch of the Office
of PCT Operations for further processing in accordance with this decision, including the mailing
of a corrected Notification Of Acceptance (Form PCT/DO/EO/903) identifying the date under 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) as 05 October 2006, and the mailing of a corrected filing
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receipt that sets forth the proper 35 U.S.C. 371(c) date and includes the claim of benefit to the
German priority application (German Application No. 102 59 048.6, filed 17 December 2002).

Richard M. Ross
Attorney Advisor
Office of PCT Legal Administration

Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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THELEN REID & PRIEST
P.O. Box 640640
San Jose, CA 95164-0640

In re Application of

OUVRIER-BUFFET et al

U.S. Application No.: 10/5636,505

PCT No.: PCT/FR2003/050125

Int. Filing Date: 20 November 2003

Priority Date: 25 November 2002 :

Attorney Docket No.: 034299-635 : DECISION

For: ENHANCED PROCESSING CIRCUIT
FOR SPECTROMETRY SYSTEM AND
SPECTROMETRY SYSTEM USING
SAME

This is a decision on the “Correction to Filiﬁg Receipt” filed on 07 September
2007 and again on 19 December 2007 which is treated under 37 CFR 1.10(c).

BACKGROUND

Applicants filed .papers to enter the national stage of international application
PCT/FR2003/050125. These papers were deemed as received by the USPTO on 25
May 2005.

On 30 September 2005, the DO/EO/US mailed a Notification of Acceptance of
Application Under 35 U.S.C. 371 (Form PCT/DO/EO/903) indicating a date of receipt of
35 U.S.C. 371(c)(1), (c)(2) and (c)(4) requirements and all 35 U.S.C. 371 requirements
of 25 May 2005. A filing receipt indicating a “Filing or 371(c) Date” of “05/25/2005" was
also mailed the same day. '

. On 07 September 2007 and again on 19 December 2007, applicants filed via
facsimile the subject petition which was accompanied by, inter alia, a copy of the
Customer Copy of Express Mail label No. EV310861215US. ‘

On 28 February 2008, after a request by the undersigned, applicants resubmitted
a copy of Express Mail label No. EV310861215US which had been partially cut off in
receipt of the facsimile transmission.

DISCUSSION

Applicants claim that the above-captioned application was originally submitted
with the USPS using Express Mail on 24 May 2005 and have requested that the filing
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receipt and Form PCT/DO/EO/903 reflect this. Applicants also request that the city of
residence of one of the inventors and the spelling of the assignee be corrected on the
filing receipt. The city of residence of co-inventor, Loick Verger and the spelling of the
assignee have been corrected.

Regarding the ﬁllng date, a review of the subject application indicates that the
original documents are stamped as received by the Office on 25 May 2005.
Nonetheless, any correspondence received by the United States Patent and Trademark
Office (“Office”) delivered by Express Mail will be considered filed in the Office on the
date of deposit with the USPS. 37 CFR § 1.10(a). Moreover, 37 CFR § 1.10(c) states:

Any person filing correspondence under this section that was received by
the Office and delivered by the "Express Mail Post Office to Addressee”
service of the USPS, who can show that there is a discrepancy between
the filing date accorded by the Office to the correspondence and the date
of deposit as shown by the "date - in" on the "Express Mail" mailing label
or other official USPS notation, may petition the Commissioner to accord
the correspondence a filing date as of the "date - in" on the "Express Mail"
mailing label or other official USPS notation, provided that:

(1) The petition is filed promptly after the person becomes aware
that the Office has accorded, or will accord, a filing date other than the
USPS deposit date;

. (2) The 'number of the "Express Mail" mailing label was placed on
the paper(s) or fee(s) that constitute the correspondence prior to the
original mailing by "Express Mail;" and

(3) The petition includes a true copy of the "Express Mail" mailing
label showing the "date - in," and of any other official notation by the
USPS relied upon to show the date of deposit. :

. All the requirements of 3‘7 CFR 1.10(c) have been satisfied.

The Express Mail label number is listed on the declaration filed with the origirial‘
papers. Applicants included a copy of the Customer Copy of Express Mail label No.
EV310861215US which appears to be stamped by the USPS on “MAY 24 2005” and
has a Date In of “5 24 05."

CONCLUSION

Applicants’ petition pursuant to 37 CFR 1.10(c) is GRANTED.
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The Form PCT/DO/EO/903 and Filing Receipt mailed 09 December 2005
contain erroneous data and are both hereby VACATED.

This application is being forwarded to the Office of Patent Application Processing
for processing including mailing a corrected Form PCT/DO/EO/903 and Filing Receipt
indicating that the completion of all 35 U.S.C. 371 requirements and 35 U.S.C. 371(c)
date of 24 May 2005. 4 -

HKomson
mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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MAILED
MAY 17 2010

OFFICE OF PETITIONS
In re Application of :
Rai et al. :
Application Number: 10/536533 : DECISION ON PETITION
Filing Date: 11/29/2005 :
Attorney Docket Number: 4544- : .

051675

This is a decision on the petition filed on February 1, 2010,
under 37 CFR 1.137(b),! to revive the above-identified
application.

The petition is dismissed. ‘

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay
in reply was unintentional, a petition may be filed to revive an abandoned application or a
lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed under the provisions of 37
CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. 1In a nonprovisional utility or plant application filed on or after June 8, 1995,
and abandoned for failure to prosecute, the required reply may also be met by the filing of a
request for continuing examination in compliance with § 1.114. In an application or patent,
abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply
must be the payment of the issue fee or any outstanding balance thereof. In an application,
abandoned for failure to pay the publication fee, the required reply must include payment of the
publication fee.

(Zi the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
The Director may require additional information where there is a question whether the delay was
unintentional; and :

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c)).
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Any request for reconsideration of this decision must be
submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are
permitted. The reconsideration request should include a cover
letter entitled “Renewed Petition under 37 CFR 1.137(b).” This
is not a final agency action within the meaning of 5 U.S.C.

§ 704.

The application became abandoned on November 23, 2009, for
failure to file a timely submit a proper reply to the final-
Office action mailed on May 22, 2009, which set a three (3) month
shortened statutory period for reply. On November 23, 2009,? a
three (3) month extension of time request was filed, along with
an amendment after final rejection. On December 15, 2009, an
Advisory Action Before the Filing of an Appeal Brief was mailed,
stating that the reply filed on November 23, 2009, fails to place
this application in condition for allowance. Notice of
Abandonment was mailed on January 11, 2010.

The petition lacks the reply required by 37 CFR 1.137(b) (1).
Specifically, the Request for Continued Examination (RCE) filed
with the petition is not properly signed. 37 CFR 1.4(d) (2)
requires that if an S-signature is used, the signer’s name must
be presented in printed or typed form preferably immediately
below or adjacent to the S-signature. The RCE form filed with
the petition, however, contains both the signature and the
signer’s name within slashes. As the name has not been provided
without slashes, the signer’s name has not been properly
presented.

A properly signed RCE request form must be filed with a renewed
petition.

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

2 As November 22, 2009 fell on a Sunday, the reply filed on Monday, November 23, 2009,
is considered timely filed. 37 CFR 1.7(a).
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The centralized facsimile number is (571) 273-8300.

Correspondence regarding this decision may also be filed through
the electronic filing system of the USPTO.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571)272-3231.

D i

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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BRINKS HOFER GILSON & LIONE
P.0. BOX 10395
CHICAGO, IL 60610

In re Application of:
Christensen et al. :
Application No. 10/536,535 : DECISION ON PETITION

Filed: February 28, 2006 ‘ : UNDER 37 CFR 1.181
For: CONNECTING PIECE FOR A TUBING :

This is a decision in response to the submission denominated “Request for
Consideration of References Previously Submitted” received on March 3, 2010. The
paper is being treated as a petition under 37 CFR 1.181 to accept a late paper.

The petition is DISMISSED as moot.

Applicants assert that Information Disclosure Statements (IDSes) were timely filed May
26, 2005, July 14, 2005, March 24, 2006 and April 18, 2006.

A review of the file shows that the original IDSes have since been matched with the file.
The original IDSes were timely filed before the issuance of the Notice of Allowance.
Since the original of the IDSes in question are now in the file, there is no need to treat
the petition on the merits and it is therefore dismissed as moot.

This application will be forwarded to the examiner for consideration of the IDSes.

Inquiries regarding this communication should be directed to Teri P. Luu, Quallty
Assurance Specialist, at (671) 272-7045

i

David L. Talbott, Director
Technology Center 3600
(571) 272-5150
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WALDWICK, NJ 07463 DEC 3 0 2005
OFFICE OF PETITIONS

In re Application of :

Keikhosrow Irani : DECISION ON PETITION

Application No. 10/536,541 : TO MAKE SPECIAL UNDER

Filed: May 26, 2005 : 37 CFR 1.102(c)(1)

Attorney Docket No. P-1560PCT/US

This is a decision on the petition under 37 CFR 1.102(c)(1), filed August 26, 2005, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.
A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,

Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants
is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement by Keikhosrow Irani attesting that he is over 65 years of
age. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Wan Laymon at 571-272-3220.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

This matter is being referred to Technology Center AU 1615 action on the merits commensurate with this
decisi

Amellh Au
Petitions Examiner
Office of Petitions
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1100 NEW YORK AVENUE, N.W.
WASHINGTON, DC 20005 OFFICE OF PETITIONS
In re Application of
Gunter Henning et al :
Application No. 10/536,554 : ON PETITION

Filed: January 9, 2006
Attorney Docket No. 00139-016001

This is a decision on the petition under 37 CFR 1.137(b), filed April 30, 2008, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed October 30, 2007, which set a shortened statutory period for reply
of three (3) months. No extension of time under the provisions of 37 CFR 1.136(a) were

obtained. Accordingly, the above-identified application became abandoned on January 31, 2008.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $1050 extension of time submitted with the petition on April 30,
2008 was subsequent to the maximum extendable period for reply, this fee 1s unnecessary and
will be credit to petitioner’s credit card.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at (571) 272-
3210.

This mafter is yrred to Technology Center AU 3735 for further processing.

in Dingle
Petitions Examiner
Office of Petitions
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OHLAND, GREELEY, RUGGIERO & PERLE, LLP
One Landmark Square, 10" Floor

Stamford, CT 06901

In re Application of
DVIR et al
U.S. Application No.: 10/536,555
PCT No.: PCT/US02/12443 :
Int. Filing Date: 08 July 2005 ; DECISION
Priority Date: 19 July 2004 :
Docket No.: 00022779USU/2279
For: APPARATUS AND METHODS FOR
THE SEMI-AUTOMATIC TRACKING
AND EXAMINING OF AN OBJECT OR
AN EVENT IN A MONITORED SITE

This is a decision on applicants’ “Letter” filed 05 June 2008 which is treated as a
petition under 37 CFR 1.181. '

BACKGROUND

On 24 October 2007, the United States Designated/Elected Office (DO/EO/US)
mailed a Notification of Missing Requirements under 35 U.S.C. 371 (Form
PCT/DO/EO/905) indicating that an oath or declaration in compliance with 37 CFR
1.497(a) and (b) and a $130.00 surcharge fee must be provided. Applicants were given
two months to respond with extensions of time available under 37 CFR 1.136(a).

On 05 March 2008, a “Status Request” was filed.

On 23 May 2008, the DO/EO/US mailed a Notification of a Defective Response
(Form PCT/DO/EO/916) notifying applicants that the requirements set forth in the Form
PCT/DO/EQ/905 mailed 24 October 2007 were still required. Specifically, applicants
were requested to provide a declaration in compliance with 37 CFR 1.497(a) & (b) and
the surcharge fee. Applicants were given one month to respond, or within any time
remaining in the Form PCT/DO/EO/905 mailed 24 October 2007.

On 05 June 2008, applicants filed the subject petition along with the $130.00
surcharge fee.

On 08 September 2008, a “Second Status Request” was filed.
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DISCUSSION

In the response filed 05 June 2008, applicants provided the $130.00 surcharge
fee as required. Applicants also state that a “Declaration and Power of Attorney form
executed by Igal DVIR and Moti Shabti were included with the papers filed 05 June
2008.

HOWEVER, AN EXECUTED DECLARATION WAS NOT INCLUDED WITH THE
PAPERS FILED 05 JUNE 2008.

Applicants claim that the Form PCT/DO/EO/905 mailed 24 October 2007 was
not received until 02 June 2008 when Suzanne Lombardo checked PAIR after receiving
the Form PCT/DO/EQ/916. Applicants claim that were waiting for the Form
PCT/DO/EQ/905 to be issued to submit the declaration. Applicants state that they
should not be charged an extension of time fee.

It is first noted that the Form PCT/DO/EO/916 provides applicants one month to
respond with no extension of time fees. Therefore, the response filed 05 June 2008 (if
it contained an acceptable declaration) would not have been charged an extension fee.
However, applicants did not submit an executed declaration within this time period.
Moreover, the time period with extensions of time under 37 CFR 1.136(a) noted in the
Form PCT/DO/EQ/905 mailed 24 October 2007 has expired.

As such, the above-captioned application is abandoned.

Regarding applicants’ claim that the Form PCT/DO/EO/905 mailed 24 October
2007 was not received, the showing required to establish the failure to receive an Office
communication consists of: :

(1) a statement from the practitioner describing the system used for recording an
Office action received at the correspondence address of record with the USPTO;
(2) a statement that the Office action was not received at the correspondence
address of record; (3) a statement that a search of the practitioner's record(s),
including any file jacket or the equivalent, and the application contents, indicates
that the Office action was not received; and, (4) a copy of the docket record
where the nonreceived Office communication would have been entered had it
been received and docketed is required.

See § 711.03(c)(1)(A) MPEP.
In this case, applicants state that the Form PCT/DO/EO/QOS was not received.

Applicants must also provide a statement from the practitioner describing the system
used for recording an Office action received at the correspondence address of record
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with the USPTO. Moreover, applicants must provide a statement that a search of the
practitioner's record(s), including any file jacket or the equivalent, and the application
contents, indicates that the Office action was not received. Finally, applicants must
provide a copy of the docket record where the nonreceived Office communication would
have been entered had it been received and docketed." ‘

For these reasons, applicants have failéd to establish the failure to receive the
Form PCT/DO/EOQ/905 mailed 24 October 2007.

CONCLUSION

Applicants’ petition under 37 CFR 1.181 is DISMISSED without prejudice.

The above-captioned application is hereby ABANDONED.

If reconsideration on the merits of this petition is desired, a proper response
establishing nonreceipt of the Form PCT/DO/EO/905 mailed 24 October 2007 must be
filed within TWO (2) MONTHS from the mail date of this decision. A declaration in
compliance with 37 CFR 1.497(a) and (b) must also be provided with any response.

Any further correspondence with respect to this matter may be filed electronically
via the USPTO EFS-Web, by facsimile to (571) 273-0459, or if mailed addressed to
Mail Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O.
Box 1450, Alexandria, Virginia 22313-1450. '

Homan

mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302

! Section 711.03(c)(1)(A) of the MPEP expands on the docket record requirement and states that:

A copy of the practitioner's record(s) required to show non-receipt of the Office action should include the
master docket for the firm. That is, if a three month period for reply was set in the nonreceived Office action, a
copy of the master docket report showing all replies docketed for a date three-months from the mail date of the
nonreceived Office action must be submitted as documentary proof of nonreceipt of the Office action. If no
such master docket exists, the practitioner should so state and provide other evidence such as, but not limited
to, the following: the application file jacket; incoming mail log; calendar; reminder system; or the individual
docket record for the application in question.
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In re Application of
DVIR et al
U.S. Application No.: 10/536,555
PCT No.: PCT/US02/12443 :
Int. Filing Date: 08 July 2005 ' : DECISION
Priority Date: 19 July 2004 -
Docket No.: 00022779USU/2279
For: APPARATUS AND METHODS FOR

THE SEMI-AUTOMATIC TRACKING

AND EXAMINING OF AN OBJECT OR

AN EVENT IN A MONITORED SITE

This is a decision on the petition to withdraw the holding of abandonment filed 14
January 2009. :

BACKGROUND

On 10 November 2008, a decision was mailed indicating that an executed
declaration purportedly filed 05 June 2008 was not located in the file.

On 19 December 2008, the DO/EO/US mailed a Notification of Abandonment
(Form PCT/DO/EO/909) for failing to reply to the Form PCT/DO/EO/905 mailed 24
October 2007.

On 05 June 2008, applicants filed the subject petition which was accompanied
by, inter alia, a copy of papers purportedly filed 05 June 2008 and a postcard receipt for
those documents.

DISCUSSION

MPEP § 503 lists procedures to ensure receipt of any paper filed in the USPTO.
A postcard receipt which itemizes and properly identifies the papers which are being
filed serves as prima facie evidence of receipt in the USPTO of all the items listed
thereon on the date stamped thereon by the USPTO.

In this case, applicants have provided a copy of the date-stamped postcard
receipt for documents submitted 05 June 2007. The postcard receipt records that
among the papers received in the USPTO included a “Declaration.” The postcard
receipt is stamped “Rec’'D PCT/PTO 05 JUN 2008” across its face. The U.S.
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application number and docket number are listed on the postcard receipt. Applicants
also provided a copy of the declaration and response filed 05 June 2007.

Applicants have provided prima facie evidence that the declaration was originaily
received by the USPTO on 05 June 2007. This response is within the time period given
by the Form PCT/DO/EO/916 mailed 23 May 2008.

DECISION

For the reasons noted above, applicants’ petition to withdraw the holding of
abandonment is GRANTED.

The Form PCT/DO/EO/909 mailed 19 December 2008 is hereby VACATED.

The declaration originally filed 05 June 2007 is in compliance with 37 CFR
1.497(a) and (b). Applicants have completed the requirements for acceptance under 35
U.S.C. 371(c). The application has an international filing date of 08 July 2005
under 35 U.S.C. 363, and a 35 U.S.C. 371 date of 05 June 2007.

This application is being forwarded to the Office of Patent Application Processing
for further processing in accordance with this decision.

Htpn

mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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In re Patent No. 7,396,602
Antonino Toro
Issue Date: July 8, 2008

Application No. 10/536,561 : DECISION ON REQUEST FOR
Filed: May 25, 2005 : RECONSIDERATION OF

Attorney Docket No. 10585.0019 : PATENT TERM ADJUSTMENT
Title: Electrochemical :

Generator and Method For Its

Utilisation

This is a decision on the 1) Petition under 37 C.F.R. 1.183,
requesting that the Office waive the rules and consider on the
merits a Request for Reconsideration of Patent Term Adjustment
under 37 C.F.R. 1.705(d) filed more than two months from the
date the above-referenced patent issued; and on the 2) Request
for Reconsideration of Patent Term Adjustment under 37 C.F.R.
1.705(d), all of which were filed .on December 31, 2008.

The petition under 37 CFR 1.183 is dismissed.

The request for reconsideration of patent term adjustment under
37 CFR 1.705(d) is dismissed as untimely filed.

BACKGROUND

On July 8, 2008, the above-identified application matured into
U.S. Patent No. 7,396,602, with a patent term adjustment of 350
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days. No request for reconsideration of the patent term
adjustment indicated in the patent was filed within two months
of the date the patent issued. Patentee now petitions under 37
C.F.R. § 1.183 to (i) suspend or waive the requirement of 37
C.F.R. § 1.705(d) that a Request for Reconsideration of Patent
Term Adjustment be filed within two months of the date the
patent issued; and (ii) consider the enclosed Request for
Reconsideration of Patent Term Adjustment. Patentee makes this
"request, in view of the recent decision in Wyeth v. Dudas, No.
07-1492 (D.D.C. Sept. 30, 2008).

ON PETITION UNDER 37 CFR 1.183
TO WAIVE THE TWO-MONTH REQUIREMENT OF 37 CFR 1.705(d)

The above-referenced patent issued on July 8, 2008. A request
for reconsideration of the patent term adjustment indicated in
the patent was not filed until December 31, 2008. Petitioner
requests that the Office waive the rules and consider on the
merits the Request for Reconsideration of Patent Term Adjustment
under 37 C.F.R. 1.705(d) even though it was untimely filed more
than two months from the date the patent issued.

The relevant regulation, 37 CFR 1.705(d), provides that:

If there is a revision to the patent term adjustment
indicated in the notice of allowance, the patent will
indicate the revised patent term adjustment. If the

patent indicates or should have indicated a revised patent
term adjustment, any request for reconsideration of the
patent term adjustment indicated in the patent must be
filed within two months of the date the patent issued and
must comply with the requirements of paragraphs (b) (1) and
(b) (2) of this section. Any request for reconsideration
under this section that raises issues that were raised, or
could have been raised, in an application for patent term
adjustment under paragraph (b) of this section shall be
dismissed as untimely as to those issues. (emphasis added) .

By the express provisions of 37 CFR 1.705(d), a request for
reconsideration of patent term adjustment must be filed within
two months of the date the patent issued. It is undisputed that
no such request for reconsideration was filed by September 8,
2008, the date two months from the date this patent issued, July
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8, 2008. Rather, on December 31, 2008, over three months after
the issuance of a decision in Wyeth v. Dudas on September 30,
2008, petitioner filed the instant request for waiver of the
two-month requirement.

37 CFR 1.183 provides that:

In an extraordinary situation, when justice requires, any
requirement of the regulations in this part which is not a
requirement of the statutes may be suspended or waived by
the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other
requirements as may be imposed. Any petition under this
section must be accompanied by the petition fee set forth
in § 1.17(£f).

Preliminarily, it is recognized that the two-month requirement
of 37 CFR 1.705(d) is a requirement of the regulations and not a
statutory requirement. The statute, 35 U.S.C. 154, requires the
Office to provide the applicant one opportunity to request
reconsideration of any patent term adjustment determination made
by the Director. But, the statute allows the Director to
establish the procedures for requesting such reconsideration.
Those procedures' include pursuant to 37 CFR 1.705(d) setting a
two-month period for filing a request for reconsideration of the
revised patent term adjustment indicated in the patent. As

l35 U.5.C. § 154(b) (3) provides that the USPTO shall: (1) prescribe
regulations establishing procedures for the application for and determination
of patent term adjustments under 35 U.S.C. § 154(b); (2) make a determination
of any patent term adjustment under 35 U.S.C. .S 154 (b) and transmit a notice
of that determination with the notice of allowance under 35 U.S.C. § 151; and
(3) provide the applicant one opportunity to request reconsideration of any
patent term adjustment determination. Pursuant to the mandate and authority
in 35 U.s.C. § 154(b)(3), the USPTO promulgated 37 C.F.R. § 1.705, which
provides that: (1) the notice of allowance will include notification of any
patent term adjustment under 35 U.S.C.§ 154(b) (37 C.F.R. § 1.705(a)); (2) any
request for reconsideration of the patent term adjustment ‘indicated in the
notice of allowance (except as provided in 37 C.F.R. § 1.705(d)) must be by
way of an application for patent term adjustment filed no later than the
payment of the issue fee and accompanied by  ((inter alia) the fee set forth in
37 C.F.R. § 1.18(e) (37 C.F.R. § 1.705(b)); and (3) if the patent indicates or
should have indicated a revised patent term adjustment, any request for
reconsideration of the patent term adjustment indicated in the patent must be
filed within two months of the date the patent issued.
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such, it is within the Director’s authority to waive the two-
month requirement.

Having considered petitioner’s arguments, it is concluded that
waiver of the two-month requirement is not warranted. The
primary basis for requesting waiver set forth by petitioner is
the ruling made by the court in Wyeth v. Dudas, No. 07-1492
(D.D.C. Sept. 30, 2008). Specifically, petitioner states that
in Wyeth, the U.S. District Court for the District of Columbia
held that contrary to USPTO practice, a patentee is entitled to
Patent Term Adjustment credit for examination delay under 37 CFR
1.702(b) in addition to any examination delay under 37 CFR
1.702(a), to the extent that the two periods of delay “do not
occur on the same calendar day or days.” Petitioner argues that
they could not have filed a Request for Reconsideration of
Patent Term Adjustment within two months of the date the above-
referenced patent issued because the basis for the Request for
Reconsideration of Patent Term Adjustment is the Wyeth decision,
which was entered more than two months after the issuance of
their patent. :

First, of all, the issuance of the Wyeth Opinion is not an
extraordinary situation. Wyeth followed the procedure set forth
in 37 CFR 1.705 for requesting reconsideration of the patent
term adjustment determination. Then, pursuant to 35 U.S.C.

154 (b) (4) (A)?, Wyeth timely filed a complaint in District Court
seeking judicial review of the Office’s decision. A Memorandum
Opinion and Order, the Wyeth decision of September 30, 2008,
directed to the parties involved was issued.

The fact that any relief ultimately granted in Wyeth would
benefit patentee had they timely filed a request for
reconsideration does not make the situation extraordinary.
Petitioner chose not to challenge their revised patent term
adjustment within the two-month period. Petitioner’s argument
that they could not -have filed a Request for Reconsideration of

2 35 U.S.C. 154(b) (4) (A) APPEAL OF PATENT TERM ADJUSTMENT DETERMINATION. —

(A) An applicant dissatisfied with a determination made by the Director
under paragraph (3) shall have remedy by a civil action against the Director
filed in the United States District Court for the District of Columbia within
180 days after the grant of the patent. Chapter 7 of title 5 shall apply to
such action. Any final judgment resulting in a change to the period of
adjustment of the patent term shall be served on the Director, and the
Director shall thereafter alter the term of the patent to reflect such
change.
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Patent Term Adjustment within two months of the date the above-
referenced patent issued because the basis for the Request for
Reconsideration of Patent Term Adjustment is the Wyeth decision,
which was entered more than two months after the issuance of
their patent, is not compelling. Petitioner could have filed a
Request for Reconsideration of Patent Term Adjustment as Wyeth
did. It is acknowledged that petitioner may have chosen not to
file a request for reconsideration based on-a conclusion that
the Office’s interpretation of 35 U.S.C. § 154(b) (2) (A) was
correct. Nonetheless, the fact that the District Court has now
issued an Opinion contrary to the Office’s interpretation does
not make the situation extraordinary. This is not unlike any
other situation where a patentee (or applicant) challenges a
final agency decision and the decision upon judicial review
could have had applicability to another patentee (or applicant)
had they taken such action. 1In fact, many patentees may be in
the same situation as petitioner with respect to the Wyeth
decision.

Petitioner simply fails to articulate how their failure to file
a request for reconsideration of patent term adjustment within
two months of the issue date of the patent was due to an
extraordinary situation. Petitioner cannot rely on Wyeth’s
actions or the Wyeth decision to establish that their situation
was extraordinary. '

Moreover, Jjustice does not require waiver of the two-month
requirement. Justice requires that the Office continue to devote
its resources to the adjudication of timely filed requests for
reconsideration under 37 CFR 1.705(b) and (d). Further, upon
ultimate resolution of the interpretation of 37 CFR 1.702,
justice requires that the Office determine consistent with
relevant law and practice, and appropriate Court or legislative
guidance, the applicability of any changes as to all affected
patentees who failed to timely seek administrative remedy, and.
thus, could not seek judicial review.

In view thereof, the petition under 37 CFR 1.183 for waiver of
the two-month requirement of 37 CFR 1.705(d) is dismissed.

Accordingly, consideration now turns to the Request for
Reconsideration of Patent Term Adjustment under 37 CFR 1.705(d).

ON REQUEST FOR RECONSIDERATION OF
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PATENT TERM ADJUSTMENT UNDER 37 CFR 1.705(d)

This is a decision on the “REQUEST FOR RECONSIDERATION OF
PATENT TERM ADJUSTMENT UNDER 37 CFR 1.705(d),” filed December
31, 2008. Therein, patentee requests correction of the patent
term adjustment (PTA) indicated in the patent to three hundred
fifty (350) days.

On July 8, 2008, the above-identified application matured into
U.S. Patent No. 7,396,602 with a revised patent term adjustment
of 350 days. The instant request for reconsideration was filed

almost six months after the issuance of the patent, on December
31, 2008.

No error in the printing of the patent has been shown. The
patent term adjustment indicated on the patent reflects the
Office’s determination of patent term adjustment shown in the
PAIR system for this application. 37 CFR 1.705(d) provides the
sole avenue before the Office for requesting reconsideration of
the Office’s determination of patent term adjustment indicated
in the patent. Moreover, § 1.705(d) states that “any request
for reconsideration of the patent term adjustment indicated in
the patent must be filed within two months of the date the
patent issued and must comply with the requirements of
paragraphs (b) (1) and (b) (2) of this section.” Since the
request was not filed within two months of the issue date of the
patent, the request is properly dismissed as untimely filed.

CONCLUSION

It is determined that waiver of the requirement pursuant to 37
CFR 1.183 is not warranted. Accordingly, the request for
reconsideration of the patent term adjustment under 37 CFR
1.705(d) filed more than two months after the issue date of the
patent is dismissed as untimely filed.
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Telephone inquiries specific to this matter should be directed
to Charlema Grant, Petitions Attorney, at (571) 272-3215.

%7 K=

Kery A. Fries
Senior Legal Advisor
Office of Patent Legal Administration
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OFFICE OF PETITIONS

In re Application of

Christoph Brabec, et al. :

Application No. 10/536,568 : DECISION GRANTING PETITION

Filed: October 24, 2005 . UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 15626-0049US1 / SA-17

US

This is a decision on the petition under 37 CFR 1.313(c)(2), filed May 20, 2009, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on May 1, 2009 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Williams at (571) 272-2991.

This application is being referred to Technology Center AU 2814 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

e Witliamd)
Terri Williams :

Petitions Examiner
Office of Petitions

U The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.uspto.gov

Todd A. Benni
McDonald Hopkins Company
Suite 2100
600 Superior Avenue E MAI
Cleveland, OH 44114 LED
MAY 12 2009
OFFICE OF PETITIONS

In re Application of

Sean Phillips, et. al. :

Application No. 10/536,575 : ON PETITION
Filed: May 26, 2005 :

Attorney Docket No. 18801-00797

This is a decision on the petition under 37 CFR 1.137(b), filed April 8, 2009, to revive the
above-identified application.

The application became abandoned for failure to file a reply to the final Office action mailed
on July 8, 2008. A Notice of Abandonment was mailed on February 5, 2009.

The instant petition is not signed by an attorney of record. However, in accordance with 37
CFR 1.34(a), the signature of Stacy L. Emhoff appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he/she is authorized to
represent the particular party on whose behalf he/she acts.

Additionally, it is not apparent whether the statement of unintentional delay was signed by a
person who would have been in a position of knowing that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition pursuant
to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37 CFR 10.18, the
statement is accepted as constituting a certification of unintentional delay. However, in the
event that petitioner has no knowledge that the delay was unintentional, petitioner must
make such an inquiry to ascertain that, in fact, the delay was unintentional. If petitioner
discovers that the delay was intentional, petitioner must so notify the Office.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1)
the reply in the form of a Request for Continued Examination (RCE) and required submission
under 37 CFR 1.114, with the $810 fee; (2) the petition fee of $1,620; and (3) a proper
statement of unintentional delay. Therefore, the petition is GRANTED.
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This application file is being referred to Technology Center Art Unit 3611 for processing of
the RCE and for appropriate action by the Examiner in the normal course of business on the
amendment filed with the present petition.

Telgphone inquiries concerning this decision should be directed to the undersigned at
(571) 272-3226.

~

Anfdlrea Smith
Petitions Examiner
Office of Petitions
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DARBY & DARBY P.C.
P. 0. BOX 5257
NEW YORK NY 10150-5257

In re Application of

URY V. DIKUN . ;

Serial No.: 10/536,583 ; DECISION ON
PCT App. No.: PCT/RU03/00222 ;

Int’1 Filing Date: 20 May 2003 : PETITION UNDER
Priority Date: 24 October 2002 ;

Attorney Docket No.: 20484/0202904-USO ; 37 CFR 1.137(b)
For: METHOD FOR SURFACE PROCESSING;,:

METHOD FOR SURFACE PREPARATION... '

The petition to revive under 37 CFR 1.137(b) filed 24 May 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that the "entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b§ was unintentional" meets the
requirement of 37 CFR 1.137(b)(3).

A review of the application file reveals that the basic national fee of $150 has been provided. The
required petition fee of $750 was also paid. Thus, the requirements of 37 CFR 1.137(b) have been
satisfied. Therefore, the request to revive the application abandoned under 35 U.S.C. 371(d) is granted
as to the National stage in the United States of America.

Applicant is advised that the declaration of inventors filed 24 May 2005 is not in compliance with
37 CFR 1.69(b) since applicant did not use one of the pre-agproved foreign language forms or furnish- -
the requisite statement attesting to the accuracy of the translation.

This application is being forwarded to the United States Designated/Elected Office for further
processing including issuance of a Notification of Missing Requirements, indicating that an oath or
declaration, in compliance with 37 CFR 1.497(a) and (b), an English translation otg the international
application as filed, and the surcharge for filing the oath or declaration and the processing fee for filing
the English translation after the thirty month period is required.

mtz

Attorney Advisor
Office of PCT Legal Administration

Telephonc: 571-272-3286
Facsimile: 571-273-0459
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In re Application of

Spindler et al. ; '

Application No. 10/536,596 X ON PETITION

Filed: May 26, 2005

~ Attorney Docket No. HUBR-1282
Title of Invention: POLYAMIDE-BASED
WATER-SOLUBLE BIODEGRADABLE
COPOLYMERS AND THE USE THEREOF

This is a decision on the petition, filed May 21, 2008, which is being treated as a
petition under 37 CFR 1.181 (no fee) requesting withdrawal of the holding of
abandonment in the above-identified application.

The petition filed under 37 CFR 1.181 is Dismissed.

Any request for reconsideration should be filed within TWO MONTHS of the mailing
date of this decision in order to be considered timely. 37 CFR 1.181(f). This time period
may not be extended pursuant to 37 CFR 1.136.

This above-identified application became abandoned for failure to file a response to a
Notice of Non-Responsive Amendment which was mailed on January 2, 2008. The
Notice set an extendable one (1) month period for reply. No timely request for
extension of time was obtained under the provisions of 37 CFR §1.136(a). Accordingly,
this application became abandoned on February 3, 2008. A Notice of Abandonment
‘was mailed on May 16, 2008.

Petitioner maintains that a the Notice was made in error because a complete reply to
the Restriction Requirement was submitted on September 28, 2007. Petitioner states
that upon receiving the Notice of Non-Responsive amendment, petitioner called the
examiner to state that he believed the January 2, 2008 Notice was improper. Petitioner
states that the Examiner left a phone message on January 24, 2008 indicating the
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response was complete and that no further action needed to be taken. Petitioner states
as a result of the examiner's message, no response was filed.

A review of the record shows that petitioner failed to reply to the Restriction
Requirement. Pursuant to 37 CFR 1.2, all business with the Patent and Trademark
Office should be transacted in writing. The personal attendance of applicants or their
attorneys or agents at the Patent and Trademark Office is unnecessary. The action of
the Patent and Trademark Office will be based exclusively on the written record in the
Office. No attention will be paid to any alleged oral promise, stipulation, or ,
understanding in relation to which there is disagreement or doubt. The Notice clearly
stated failure to reply would result in the abandonment of the application. Since a reply
was not filed in reply to the Notice of Non-Responsive Amendment, the application was
properly held abandoned.

Petitioner may wish to file a petition to revive under 37 CFR 1.137(b).
Further correspondence with respect to this matter should be addressed as follows:
By mail: _ Mail Stop Petition

| Commissioner for Patents

P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
By delivery service: U.S. Patent and Trademark Office
(FedEx, UPS, DHL, etc.) Customer Service Window,

Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter should be directed to the undersigned at
(671) 272-3215.

Che~e—_. R. M
Charlema R. Grant
Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of |

Spindler et al. : ‘

Application No. 10/536,596 : ON PETITION

Filed: May 26, 2005

Attorney Docket No. HUBR- 1282

Title of Invention: POLYAMIDE-BASED
WATER-SOLUBLE BIODEGRADABLE
COPOLYMERS AND THE USE THEREOF

This is a decision on the renewed petition, filed June 24, 2008, which is being treated
as a petition under 37 CFR 1.181 (no fee) requesting withdrawal of the holding of
abandonment in the above-identified application.

‘The petition filed under 37 CFR 1.181 is GRANTED.

This above-identified application became abandoned for failure to file a response to a
Notice of Non-Responsive Amendment which was mailed on January 2, 2008. The
Notice set an extendable one (1) month period for reply. No timely request for
extension of time was obtained under the provisions of 37 CFR §1.136(a). Accordingly,
this application became abandoned on February 3, 2008. A Notice of Abandonment
was mailed on May 16, 2008. A petition was dismissed on June 19, 2008.

Petitioner maintains that a the Notice was made in error because a complete reply to
the Restriction Requirement was submitted on September 28, 2007. Petitioner states
that upon receiving the Notice of Non-Responsive amendment, petitioner called the
examiner to state that he believed the January 2, 2008 Notice was improper. Petitioner
states that the Examiner left a phone message on January 24, 2008 indicating the
response was complete and that no further action needed to be taken. Petltloner states
as a result of the examiner's message, no response was filed.

A review of the record shows that petitioner failed to reply to the Notice of Non-
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Responsive Amendment. Pursuant to 37 CFR 1.2, all business with the Patent and
Trademark Office should be transacted in writing. The personal attendance of
applicants or their attorneys or agents at the Patent and Trademark Office is
unnecessary. The action of the Patent and Trademark Office will be based exclusively
on the written record in the Office. No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which there is disagreement or doubt

However, further review of the record shows that the application was prematurely
abandoned. The Notice of Non-Responsive amendment provided petitioner with a one
month extendable reply period. As such the extendable reply period expired on July 3,
2008. In light of the submission of the reply and five month extension of time, the
application was improperly held abandoned and has been returned to pending status.

This applicétion is being referred to Technology Center AU 1796 for appropriate action
in the normal course of business on the reply received with petition.

Telephone inquiries concerning this matter should be directed to the undersigned at

(671) 272-3215.
EM

Charlema R. Grant
Petitions Attorney
Office of Petitions
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Applicant : Christian Spindler : DECISION ON REQUEST FOR
Patent Number : 7612150 : RECALCULATION of PATENT
Issue Date : 11/03/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,596 : OF WYETH AND NOTICE OF INTENT TO

Filed : 05/26/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 703 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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BASF Performance Products LLC Mail Date: 04/20/2010
Patent Department

540 White Plains Road

P.0O. Box 2005

Tarrytown, NY 10591

Applicant : Emmanuel Martin : DECISION ON REQUEST FOR
Patent Number : 7659238 : RECALCULATION of PATENT
Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,607 : OF WYETH AND NOTICE OF INTENT TO

Filed : 05/25/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 754 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Joseph A. Sebolt

SAND & SEBOLT

Aegis Tower Suite 1100

4940 Munson Street NW
Canton, OH 44718-3615

In re Application of
KEIGHTLEY et al _ :
Application No.: 10/536,615 : DECISION

- PCT No.: PCT/AU2003/001596

International Filing Date: 01 December 2003
Priority Date: 29 November 2002

Attorney Docket No.: 1849023US1ANP

For: DUAL LOCK APPARATUS

This is a decision on the petition under 37 CFR 1.78(a)(3) filed 06 August 2007 which is
hereby DISMISSED without prejudice. . .

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only
appllcable to those applications filed on or after November 29, 2000. Further, the .
petition is appropriate only after the expiration of the period specified.in 37 CFR
1.78(a)(2)(ii). The petition under 37 CFR 1.78(a)(3) must be accompanied by:

" (1) the reference required by 35 U.S.C. § 120 and 37 CFR 1.78(a)(2)(i)
of the prior-filed application, unless previously submitted,
(2) the surcharge set forth in § 1.17(t); and
(3) a statement that the entire delay between the date the claim was
due under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information where
there is a question whether the delay was unintentional. ‘

The petition does not comply with item (1).

Applicants submitted an amendment that states, in part: “[t]his is a continuation-in-part
of U.S. Application Serial No. 10/276,547, now Patent No. 6,964,183 having a 371(c)
date of November 14, 2002; the application being a National Stage filing of
PCT/AU01/00579 having an international filing date of May 18, 2001, which application
claims priority from Australian Application PQ75786, filed May 18, 2000; the entire
disclosures of which are incorporated herein by reference.”

The reference to add the prior-filed applications is not acceptable as drafted since it
improperly incorporates by reference the prior-filed appllcatlons An incorporation by
reference statement added after an application’s filing date is not effective because no
new matter can be added to an application after its filing date (see 35 U.S.C. § 132(a)).

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

1 1 MAR 2008 Alexandria,vmgulgggsog



10/536,615

If an incorporation by reference statement is included in an amendment to the
specification to add a benefit claim under 35 U.S.C. § 120 after the filing date of the
application, the amendment would not be proper. When a benefit claim under 35
U.S.C. § 120 is submitted after the filing of an application, the reference to the prior
application cannot include an incorporation by reference statement of the prior
application. See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C.
1980). Note MPEP §§ 201.06(c) and 608.04(b).

Moreover, applicants may not add a foreign priority benefit claim to a national stage
application submitted under 35 U.S.C. 371. Foreign priority in a national phase
application is governed by 35 U.S.C. 365(b), which requires, inter alia, compliance with
the PCT and PCT Regulations. In the present case, the priority claim to Australian
Application PQ7576 does not comply with PCT Rules 4.10 and 26bis. Thus, the request
to add Australian Application PQ7576 as a foreign priority can not be accepted in this
national phase application.

Any further correspondence with respect to this matter may be filed electronically via
the USPTO EFS-Web, by facsimile to the Office of PCT Legal Administration at (571)
273-04559, or if mailed addressed to Mail Stop PCT, Commissioner for Patents, Office
of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

Any questions concerning this matter may be directed to James Thomson at (571) 272-
3302. ' :

Boris Milef
Legal Examiner

Office of Petitions and PCT Legal Admlnlstratlon
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KNOBBE MARTENS OLSON & BEAR LLP COPY MAILED
2040 MAIN STREET

FOURTEENTH FLOOR AUG 0 8 2006
IRVINE CA 92614 OFFICE OF PETITIONS

Applicant: Nakamori et al.

Appl. No.: 10/536,621

International Filing Date: November 27, 2003

Title: POLISHING PAD AND METHOD OF PRODUCING SEMICONDUCTOR DEVICE
Attomey Docket No.: UNIU86.001APC

Pub. No.: US 2006/0037699 Al

Pub. Date: February 23, 2006

This is a decision on the paper requesting a corrected publication under 37 CFR 1.221(b)
received on April 21, 2006, for the above-identified application

The request is DISMISSED.

Applicant requests that the application be republished because the patent application publication
contains a material error on the front page of the publication as the Office misprinted the title of
the invention “Polishing Pad And Method of Producing Semiconductor Device” as “Polishing
Pad And Method For Manufacturing Semiconductor Device”.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an apphcant may seek to
enforce upon issuance of a patent

The instant request does not identify a material mistake in the publication made by the Office.
The phrase “For Manufacturing” is used in the title of the invention on the cover page of the
WIPO publication. The Office will normally use the title of the invention indicated on the cover
page of the publication as the title of the national stage application that will appear on the filing
receipt. The cover page will include an English translation of the title if the international
application was published in a foreign language. See PCT Rule 48.3(c). Applicants desiring to

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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have the filing receipt reflect a title that is different than the English language title appearing on
the cover page must submit either a preliminary amendment amending the title or an application
data sheet (37 CFR 1.76) with the desired title. See MPEP 1893.03(e).

Applicant is reminded of his duty to conduct a reasonable inquiry before filing a paper before the
Office. See MPEP 410.

Applicant’s request for a Corrected Publication on April 21, 2006, may constitute a “failure to
engage in reasonable efforts to conclude processing or examination of the application.” See
1.704(c). This determination will be made on or after a mailing of a Notice of Allowance.

On October 21, 2005, a Filing Receipt was mailed by the Office, which listed the title as
“Polishing Pad And Method For Manufacturing Semiconductor Device.” To avoid this type of
problem or to make a change in the title in the future, applicant’s representative should make
request a corrected filing receipt along with a supplemental application data sheet.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221 (a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18 (d) and the processing fee set forth in §
1.17 (i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18 (d)
will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system and
questions or request for reconsideration of the decision, should be addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709 (voice).

Pl |

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
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TOWNSEND AND TOWNSEND AND CREW LLP
Two Embarcadero Center, 8" Floor
San Francisco, CA 94111-3834

In re Application of

KENYON, Cynthia et a/

U.S. Application No.: 10/536,635 :

PCT No.: PCT/US2003/025266 : DECISION ON

Int. Filing Date: 11 August 2003 : PETITION FOR REVIVAL
Priority Date: 09 August 2002 : UNDER 37 CFR 1.137(b)

Attorney Docket No.: 023070-119970US
For: EUKARYOTIC GENES INVOLVED IN
ADULT LIFESPAN REGULATION

Applicants’ “Petition for Revival of an International Application for Patent Designating
the U.S. Abandoned Unintentionally Under 37 CFR 1.137(b)” filed on 26 May 2005 is
hereby GRANTED as follows:

The basic national fee, surcharge fee and petition fee for a small entity have been paid.

Applicants’ statement is sufficient to meet the requirements of 37 CFR 1.137(b)(3). A
terminal disclaimer is not required. Accordingly, all requirements under 37 CFR
1.137(b) have been satisfied.

A declaration was filed in the international application pursuant to PCT Rule 4.17(iv).
This declaration is in compliance with 37 CFR 1.497(a) and (b). A search fee,
examination fee, or oath or declaration late fee pursuant to 37 CFR 1.492(h) has been
charged to Deposit Account No. 20-1430 as authorized.

Applicants have completed the requirements for acceptance under 35 U.S.C. 371(c).
The application has an international filing date of 11 August 2003, under 35 U.S.C. 363
and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 26 May 2005.

This application is being forwarded to the National Stage Processing Division of the
Office of PCT Operations for continued processing.

Homon~

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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COPY MAILED

FOLEY & LANDNER LLP - AUG 2 8 2000
1530 PAGE MILL ROAD

PALO ALTO, CA 94304 OFHCE OF PETITIGNS

In re Application of

Bernard C.B. Lim et al :

Application No. 10/536,651 : ON PETITION
Filed: :

Attorney Docket No. 355908-8251

This is a decision on the petition under 37 CFR 1.182, filed May 30, 2006, to change the name of
Inventor Kathleen Muller to Kathleen Chancellor-Maddison.

The petition is GRANTED.
Telephone inquiries concerning this matter may be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to the Initial Patent Examination Unit for issuance of the corrected
filing receipt.

ol 20

Irvin Dingle
Petitions Examiner
Office of Petitions
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Applicant: Lim et al.
Appl. No.: 10/536,651 | OFFICE OF PETITIONS

International Filing Date: November 26, 2003

Title: MEDICAL TREATMENT CONTROL SYSTEM
Attorney Docket No.: 355908-8251

Pub. No.: US 2007/0191787 Al

Pub. Date: August 16, 2007

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on October 15, 2007, for the above-identified application

The request is dismissed.

Applicant requests that the application be republished because the patent application publication
contains material errors, wherein the provisional application is published with a date of “2007”
rather than “2002” and in ‘RF ID” appears as “RP ID” in a paragraph and the preliminary
amendment of May 26, 2007 was not published.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. '

The errors noted by the requestor regarding the date of the provisional application and the
misspelling are not material mistakes which hinder the public from understanding the
application. The correct application number is printed and it is on the front page of the
publication. The mistakes do not affect the public’s ability to appreciate the technical disclosure
of the patent application publication, or determine the scope of the patent application publication
or determine the scope of the provisional rights that an applicant may seek to enforce upon
issuance of a patent.

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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The error noted by requestor with respect to the preliminary amendment is not an Office error.
The patent application publication does not include a mistake regarding the failure to include the
preliminary amendment to the priority data in the publication by the Office because patent
application publications are not required to include preliminary amendments, according to 37
CFR 1.215(a), > which says the following, in part:

(a) . . . The patent application publication will be based upon the specification and
drawings deposited on the filing date of the application, as well as the executed oath or
declaration submitted to complete the application. The patent application publication
may also be based upon amendments to the specification (other than the abstract or the
claims) that are reflected in a substitute specification under Sec. 1.125(b), amendments to
the abstract under Sec. 1.121(b), amendments to the claims that are reflected in a
complete claim listing under Sec. 1.121(c), and amendments to the drawings under Sec.
1.121(d), provided that such substitute specification or amendment is submitted in
sufficient time to be entered into the Office file wrapper of the application before
technical preparations for publication of the application have begun. (emphasis added)

§ 1.215(c) says the following:

* (c) At applicant's option, the patent application publication will be based upon the copy of the
application (specification, drawings, and oath or declaration) as amended, provided that applicant
supplies such a copy in compliance with the Office electronic filing system requirements within
one month of the mailing date of the first Office communication that includes a confirmation
number for the application, or fourteen months of the earliest filing date for which a benefit is
sought under title 35, United States Code, whichever is later.

Furthermore, while the patent application publication may now include a preliminafy
amendment, the Office is not required to use the preliminary amendment.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221 (a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18 (d) and the processing fee set forth in §
1.17 (i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18 (d)
will be refunded. The processing fee will be retained.

Changes to Support Implementation of the United States Patent and Trademark Office 21st Century Strategic Plan;
Final Rule, 69 FR 56482 (Sept. 21, 2004).
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Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication” and questions or request for reconsideration of the decision, should be
addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

o Mh—

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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Frank J Uxa Mail Date: 04/21/2010
Stout Uxa Buyan & Mullins
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Irvine, CA 92618

Applicant : Michael John Clarke : DECISION ON REQUEST FOR
Patent Number : 7625427 : RECALCULATION of PATENT
Issue Date : 12/01/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,659 : OF WYETH AND NOTICE OF INTENT TO

Filed : 11/23/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 707 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
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Frank J Uxa Mail Date: 05/18/2010
Stout Uxa Buyan & Mullins

Suite 300
4 Venture
Irvine, CA 92618

Applicant : Michael John Clarke : NOTICE CONCERNING IMPROPER
Patent Number : 7625427 : CALCULATION OF PATENT TERM
i;;‘ficiiiﬁn o %%fg éé 200% : ADJUSTMENT BASED UPON USPTO
D 1005305000 : IMPROPERLY MEASURING REDUCTION

: PERIOD UNDER 37 CFR 1.704(c)(10).

The United States Patent and Trademark Office (USPTO) discovered that in processing the recent recalculation decisions
mailed in response to patentee’s filed Request for Recalculation of Patent Term Adjustment in view of Wyeth, the USPTO
improperly measured the reduction period for reductions under 37 CFR 1.704(c)(10). Pursuant to 37 CFR 1.704(c)(10),
patentee's reduction begins on the date of filing the amendment under 37 CFR 1.312 ("1.312 amendment”) or other
related paper and ends on the date that the Office mails a response to the filing of the 1.312 amendment or other paper. It
has been discovered that during the recalculation, the calculation failed to the limit the reduction to the mail date of the
response to the 1.312 amendment or other paper. Accordingly, patentee's reductions were greater than warranted.

This notice VACATES the previous GRANTED request for recalculation and provides patentee with a revised GRANTED
recalculation.

The patent term adjustment has been determined to be 739 days. The USPTO will sua sponte issue a certificate of
correction reflecting the amount of patent term adjustment (PTA) days determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford patentee an opportunity to be heard and
request reconsideration. Accordingly, patentee has one month or thirty (30) days from the mail date of this notice,
whichever is longer, to file a request for reconsideration of this PTA calculation. See 35 U.S.C. § 154(b)(3)(B)(ii) and 37
CFR 1.322(a)(4).

Patentee should use document code PET.OP if electronically filing a request for reconsideration of this PTA calculation.
The patentee must also include the information required by 37 CFR 1.705(b)(2), and the fee required by 37 CFR 1.18(e).
If patentee does not file a timely request for reconsideration of this PTA calculation, including the information required by
37 CFR 1.705(b)(2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a certificate of correction reflecting the
PTA determination noted above.

Patentee should be aware that in order to preserve the right of review of the USPTO's PTA determination in the United
States District Court for the District of Columbia, patentee must ensure that the steps required under 35 U.S.C. § 154
(b)(4) are taken in a timely manner. Nothing in the request for recalculation should be construed as providing an
alternative time frame for commencing a civil action under 35 U.S.C. § 154(b)(4).

PTOL-549-16G (05/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

WRIGLEY & DREYFUS 28455
BRINKS HOFER GILSON & LIONE
P.O. BOX 10395

CHICAGO IL 60610

In re Application of
ZUEHLKE, Julius W, et al. :
Application No.: 10/536,670 : DECISION ON
PCT No.: PCT/US2004/028732 :
Int. Filing Date: 02 September 2004 : PETITION
Priority Date: None :
Attorney Docket No.: 1391/1650 : UNDER 37 CFR 1.182
For: METHOD AND APPARATUS ...

PRODUCTS PRODUCED THEREBY

This is a decision on applicant’s petition under 37 CFR 1.182, filed in the United States Patent
and Trademark Office on 22 July 2008.

BACKGROUND
On 27 May 2005, applicant filed national stage papers in the United States Designated/Elected
Office (DO/EO/US). The transmittal letter indicated this application was a national phase of
PCT/US2004/002873. Other papers listed international application no. PCT/US2004/028732.

On 22 July 2008, applicant filed this petition under 37 CFR 1.182 to correct the above
discrepancy. '

DISCUSSION
Applicants have explained that the paperwork was intended as a national stage entry of
PCT/US2004/028732. The indications will be corrected in the file and the file will be processed as a
national stage entry of PCT/US2004/028732.
CONCLUSION

For the reasons listed above, the Petition Under 37 CFR 1.182 is GRANTED.

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

This application is being forwarded to the National Stage Processing Division of the Office of the

Patent Application Processing for continued processing consistent with this decision.

/Erin P. Thomson/

Erin P. Thomson

Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292
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PN United States Patent and Trademark Office

}

Donald W. Margolis
P.O. Box 20338
Boulder, CO 80308-3338

In re Application of

Ocondi

Application No.: 10/536,676

PCT No.: PCT/US03/34812

Int. Filing Date: 30 October 2003

Priority Date: 30 October 2002

Attorney Docket No.: P4454-US

For: Intelligent Wireless Multicast Network

Commisgons! for Paten
Urifed Sttes Paloy en S ok oA

. PO Box1
e S

DECISION
ON
PETITION

The petition to revive under 37 CFR 1.137(b) filed 27 May 2005 in the above-captioned

application is hereby GRANTED as follows:

Applicant states that “the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional.”
This statement is being accepted in satisfaction of 37 CFR 1.137(b)(3).

A review of the application file reveals that counsel has filed the required reply in the form
of the basic national fee, and has paid the petition fee. Thus, the requirements of 37 CFR
1.137(b) have been satisfied. Therefore, the request to revive the application abandoned under 35
U.S.C. 371(d) is granted as to the National stage in the United States of America.

The $130.00 surcharge under 37 CFR 1.492(h) is being charged to counsel’s Deposit
Account No. 13-1705, as authorized by the Transmittal Letter filed on 27 May 2005.

This application is being forwarded to the United States Designated/Elected Office for
further processing. The date of this application under 35 U.S.C. 371(c)(1), (2) and (4) is 27 May

200S.

chard Cole

PCT Legal Examiner
Office of PCT Legal Administration

George M. Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283

Fax: (571) 273-0459
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VOLENTINE FRANCOS & WIHITT, PLLC
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RESTON, VA 20190 . TECHNOLOGY CENTER 3600

In re application of ‘ o : DECISION ON PETITION
Mario Villena et al. : TO MAKE SPECIAL

Application No. 10/536,691 : (ACCELERATED

Filed: September 28, 2005 ;- EXAMINATION)

For: AUTOMATIC EVALUATION SYSTEM USING :
SPECIALIZED COMMUNICATIONS
INTERFACES

This is in response to the petition filed on December 28, 2005 to make the above-identified
application special on the basis of special examining procedure for certain new applications -
accelerated examination as set forth in MPEP § 708.02 VIil.

The requirements for granting special status under this section are: (A) a petition to make .
special accompanied by the fee set forth in 37 CFR 1.17(i); (B) all claims being directed to a
single invention, or an election without traverse if the Office determines that all the claims are not
directed to a single invention; (C) a statement that a pre-examination search was made listing
the field of search; (D) one copy of each of the references deemed most closely related to the
subject matter encompassed by the claims if said references are not already of record; and (E) a

detailed discussion of how the claimed subject matter is patentable over the references in

accordance with 37 CFR 1.111 (b) and (c).

- Since all of the reqmrements for special status under MPEP § 708.02 VIIl have been met, the

petition is GRANTED.

The examiner is directed (1) to make an interference search for possible interfering applications,
(2) to promptly examine this application out of turn; and (3) if any interfering application is
discovered, to examine such application simultaneously and state in the first official letter of such
application that it is being taken out of turn because of a possible interference.



Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner makes a
prompt bona fide effort, in response to each Office action, to place the application in condition
for allowance, even if it is necessary to conduct an interview with the examiner to accomplish
this purpose.

SUMMARY: Petition to Make Special GRANTED.

Steven N. M&yers
Quality Assurance Specialist

- Technology Center 3600
571-272-6611

SNM/dew: 03/09/07 -

~cc: B.Y. Mathis
Baker & Hostetler LLP
Washington Square, Suite 1100
1050 Connecticut Avenue, N.W.
- Washington, DC 20036
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NATH & ASSOCIATES .
112 SOUTH WEST STREET COPY MAILED

ALEXANDRIA, VA 22314

AUG 2 8 2008
In re Application of
Villena et al. : :
Application No. 10/536,691 :  DECISION ON PETITION

Filed: September 28, 2005
Attorney Docket No. HXI.1521

This is a decision on the petition under 37 CFR 1.137(b), filed April 8, 2008, to revive the above-
identified design application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an Amendment; (2) the petition fee of $770.00; (3) a proper statement of
unintentional delay.

Telephone inquiries concerning this decision should be directed to Joan Olszewski at (571) 272-
7751.

This application is being referred to Technology Center AU 3689 for appropriate action by the
Examiner in the normal course of business on the amendment submitted April 8, 2008.

S

Liana Walsh
Petitions Examiner
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

VOLENTINE FRANCOS & WHITT, PLLC
ONE FREEDOM SQUARE
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RESTON, VA 20190

In re application of : DECISION ON PETITION
Mario Villena, et al : TO MAKE SPECIAL

Application No. 10/536,692 : (ACCELERATED

Filed: September 9, 2005 : EXAMINATION)

For. COMPUTERIZED SYSTEMS FOR
FORMATION AND UPDATE OF DATABASES

This is in response to the petition filed on May 3, 2006 to make the above-identified application
special on the basis of special examining procedure for certain new applications - accelerated
examination as set forth in MPEP § 708.02 VIII.

The requirements for granting special status under this section are: (A) a petition to make -
special accompanied by the fee set forth in 37 CFR 1.17(i); (B) all claims being directed to a
single invention, or an election without traverse if the Office determines that all the claims are not
directed to a single invention; (C) a statement that a pre-examination search was made listing
the field of search; (D) one copy of each of the references deemed most closely related to the
subject matter encompassed by the claims if said references are not already of record; and (E) a
detailed discussion of how the claimed subject matter is patentable over the references in
accordance with 37 CFR 1.111 (b) and (c).

Since all of the requirements for special status under MPEP § 708.02 VIII have been met, the
petition is GRANTED.

The examiner is directed (1) to make an interference search for possible interfering applications,
(2) to promptly examine this application out of turn, and (3) if any interfering application is
discovered, to examine such application simultaneously and state in the first official letter of such
application that it is being taken out of tum because of a possible interference.



Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner makes a
prompt bona fide effort, in response to each Office action, to place the application in condition
for allowance, even if it is necessary to conduct an interview with the examiner to accomplish
this purpose.

SUMMARY:: Petition to Make Special GRANTED.

M

Steven N. Mayers

Special Programs Examiner
Technology Center 3600
(571) 272-6611

* SNM/dcg: 7/26/06
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MAILED
FROM DIRECTOR'S OFFICE
' n 2001
NATH & ASSOCIATES MAR 3
112 SOUTH WEST STREET TECHNOLOGY CENTER 3600
ALEXANDRIA, VA 22314
In re application of : DECISION ON PETITION
Mario A. Villena et al. ' : TO MAKE SPECIAL
Application No. 10/536,693 . : (ACCELERATED
Filed: August 4, 2006 : EXAMINATION)

For. COMPUTERIZED AGENT AND SYSTEMS
FOR AUTOMATIC SEARCHING OF
PROPERTIES HAVING FAVORABLE
ATTRIBUTES

This is in response to the petition filed on April 25, 2006 to make the above-identified
application special on the basis of special examining procedure for certain new applications
- accelerated examination as set forth in MPEP § 708.02 VIII.

The requirements for granting special status under this section are: (A) a petition to make
special accompanied by the fee set forth in 37 CFR 1.17(i); (B) all claims being directed to
a single invention, or an election without traverse if the Office determines that all the claims
are not directed to a single invention; (C) a statement that a pre-examination search was
made listing the field of search; (D) one copy of each of the references deemed most
closely related to the subject matter encompassed by the claims if said references are not
already of record; and (E) a detailed discussion of how the claimed subject matter is
patentable over the references in accordance with 37 CFR 1.111 (b) and (c).

Since all of the requirements for special status under MPEP § 708.02 VIII have been met,
the petition is GRANTED.

The examiner is directed (1) to make an interference search for possible interfering
applications, (2) to promptly examine this application out of turn, and (3) if any interfering
application is discovered, to examine such application simultaneously and state in the first
official letter of such application that it is being taken out of turn because of a possible
interference.



Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner makes
a prompt bona fide effort, in response to each Office action, to place the application in
condition for allowance, even if it is necessary to conduct an interview with the examiner to
accomplish this purpose.

SUMMARY: Petition to Make Special GRANTED.

SN

Steven N. Ngyers~

Quality Assurance Specialist
Technology Center 3600
571-272-6611

SNM/dew: 03/26/07

cc: VOLENTINE FRANCOS & WHITT PLLC
ONE FREEDOM SQUARE
11951 FREEDOM DRIVE SUITE 1260
RESTON, VA 20190
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Homexperts

Attn: William Kennedy COPY MAILED

Suite 401

10700 N Kendall Dr. - NOV 2 0 2008

Miami FL 33176 OFFICE OF PETITIONS

In re Application of

Mario A. Villena, et al. :

Application No. 10/536,693 - :  DECISION ON PETITION

Filed: August 4, 2006
Attorney Docket No. Homexperts-693

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
April 8, 2008, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, September 5, 2007, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on December 6, 2007. The Notice of
Abandonment was mailed April 8, 2008. '

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $770, and (3) a proper statement of
unintentional delay. '

37 CFR 1.137(b)(3) requires a statement that “the entire delay in filing the required repiy from
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional.” Since the statement appearing in the petition varies from the language required
by 37 CFR 1.137(b)(3), the statement is being construed as the required statement. Petitioner
must notify the Office if this is not a correct reading of the statement appearing in the petition.



Application No. 10/536,693 Page 2

Telephone inquiries concerning this decision should be directed to Terri Williams at (571) 272-
2991. :

This application is being referred to Technology Center AU 3689 for appropriate action by the
Examiner in the normal course of business on the reply received

(g bt

Chris Bottorff
Petitions Examiner

Office of Petitions



PATENT APPLICATION

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re the Applicatioh of

Mario A. VILLENA et al. Group Art Unit: 3629
10/536,693

Application No.: =gsGrE0Sm= Examiner: D. Ruhl

Filed: September 28, 2005 _ A Docket No.: 28024U

For: COMPUTERIZED AGENT AND SYSTEMS FOR AUTOMATIC SEARCHING OF
PROPERTIES HAVING FAVORABLE ATTRIBUTES

PETITION UNDER 37 CFR 1.137(b) TO REVIVE AN
UNINTENTIONALLY ABANDONED APPLICATION

Mail Stop Petitions
Commissioner for Patents 11/26/2068 CKHLOK  88@@8G11 146112 10536693
P.O. Box 1450 Bl FOs245 .
Alexandria, VA 22313 FC:2453 28.08 DA 750,68 0P

This is a Petition to Revive the above-captioned application under 37 CFR 1.137(b) as an
unintentional abandonment.

By this Petition, Applicant respectfully submits a response to the non-final Office Action
of March 18, 2005, accompanied by a check for the requisite fees.

The entire delay in providing this response was unintentional, from the mailing of the
Office Action until the filing of this petition. It is respectfully submitted that no terminal

disclaimer is required in this case beyond that presently submitted.

Please charge any fee deficiency, or credit any overpayment, in connection with this
matter to Deposxt Account No. 14-0112.

Respectfﬁlly submitted,

NATH & ASSOCIATES PLLC
April 8,2008 =
Gary M. Nath
NATH & ASSOCIATES PLLC . Registration No. 26,965
112 South West Street Jerald Meyer
Alexandria, VA 22314-2891 Registration No. 41,134
Tel: 703-548-6284 B. Y. Mathis
Fax A 703-683-8396 Registration No. 44,907
3;333/53'3’3 555&13@%53334 TABIES  1aseess Customer No. 20529
BCR  -750.80 OP 84/69/2808 MBELETE] 888664 148112 10526693

81 FC:2453 26.68 DA 758,80 oP
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UNlTED STATES PATENT AND TRADEMARK QFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DIEHL SERVILLA LLC
77 Brant Avenue
Suite 110

Clark, NJ 07066

In re Application of

MONTELIONE, Gaetano

U.S. Application No.: 10/536,705

PCT No.: PCT/US2004/020244 :

Int. Filing Date: 26 June 2004 : DECISION ON

Priority Date: 27 June 2003 : PETITION FOR REVIVAL
Attorney Docket No.: RUT0001-00US - UNDER 37 CFR 1.137(a) and,

For: RIBOSOMAL RNA : 37 CFR 1.137(b)
METHYLTRANSFERASES RImA; :
TARGET VALIDATION AND
PROCESSES FOR DEVELOPING AN
INHIBITOR ASSAY . ..

This decision is in response applicant’s petition to re\}ive under 37 CFR 1.137(a)
and in the alternative, 37 CFR 1.137(b) filed on 23 August 2006.

BACKGROUND

On 09 January 2006, a Notification of Missing Requirements Under 35 U.S.C.
371 in the United States Designated/Elected Office (DO/EQ/US) (Form
PCT/DO/EO/905) was mailed indicating that additional claim fees, an executed
declaration and surcharge fee was required. Appllcants were given two months to
respond with extensions of time available.

On 08 March 2006, applicant submitted a response which included, inter alia, an
executed declaration, a preliminary amendment to change claims and authorization to
charge the required fees to Deposit Account No. 50-1943.

On 13 July 20086, a Notification of Abandonment (Form PCT/DO/EO/909) was
mailed for failure to pay the required surcharge fee.

On 23 August 2006, 09 May 2006, applicant submitted the subject petition under
37 CFR 1.137(a) and 37 CFR 1.137(b) along with a copy of the documents previously
filed 08 March 2006.



10/536,705

DISCUSSION
Petition Under 37 CFR 1.137(a)

A petition to revive an abandoned application pursuant to 37 CFR 1.137(a) must
be accompanied by: (1) the required reply; (2) a showing to the satisfaction of the
Commissioner that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to 37 CFR 1.137(a) was
unavoidable; (3) any terminal disclaimer required pursuant to 37 CFR 1.137(c); and (4)
the petition fee. Applicant submitted items (1), (3) and (4).

Regarding item (2), a check with Patricia Booker of the DO/EO/US reveals that
the documents filed 08 March 2006 were received and the required fees were
attempted to be collected from Deposit Account No. 50-1943. However, there were
insufficient funds in the account to collect the required fee. For this reason, item (2) is
not satisfied.

Accordingly, applicant’s petition to revive under 37 CFR 1.137(a) is DISMISSED.
Petition Under 37 CFR 1.137(b)

Applicant’s petition to revive under 37 CFR 1. 137(b) filed in the alternative is
hereby GRANTED as follows:

The required‘surcharge fee and the petition fee for a small entity have been
paid. Applicant makes the required statement pursuant to 37 CFR 1.137(b)(3). A
terminal disclaimer is not required.

Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

This application .is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

Jhomsn

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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0ld Ref, No.: RUT0001-00US
New Ref. No.: 70439-00003

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES RECEIVING OFFICE (RO/US)

In re International application of
RUTGERS, THE STATE UNIVERSITY, et al.

US Application No.: 10/536,705 : Date: November 8, 2006
International Application No.: PCT/US04/20244 :

Filed: 26 June 2004 (26.06.2004)

Title: RIBOSOMAL RNA METHYLTRANSFERASES R
RimA: TARGET VALIDATION AND : ECgy
PROCESSES FOR DEVELOPING AN : | VED
INHIBITOR ASSAY AND IDENTIFICATION  : 9
OF CANDIDATE INHIBITORS : Noy 0

V1A FACSIMILE TQ: 571-273-0459 &

Mail Stop PCT Mernagg St
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

iWSIo”

REQUEST TO PROCESS POWER OF ATTORNEY
WITH CHANGE OF CORRESPONDENCE ADDRESS,
AND REQUEST FOR CORRECTED FILING RECEIPT

‘Dear Sir:

On January 9, 2006, a Notification of Missing Requirements with respect (o

A response to the Notification of Missing Requirements was submitted to the PCT
Branch of the Office on March 9, 2006. Enclosed with the response to the Notification
was an Oath and Power of Attorney with a Correspondence Address indication. The
Oath and Power of Attorney as signed by the inventors directed that both the power of

attorney and correspondence address for this application be U.S.P.T.O Custormer Number

29.880.



Fox Rothschild LLP Fax:2152992150

.

Petition was granted on October 2, 2006.

Trademark Office Customer Number 29,880,

Dated: M‘P} 2006

CERTIFICATE OF FACSIMILE TRANSMISSION
) hereby certify that this paper, along with any paper refarred to es
being attached or enclosed, is being facsimile trangmitted on the date
indicated betow to the Patent and Trademark Office.
BY: Gayle Ruckstuhl

o =

tfhature

oaie e § . 200,

Nov 9 2006 10:02 P.02

Appilication Serial No. 10/536,705

Attorney Docket No. 70439.00003 (Previously RUT00001-00US)

Dueto a processing error, this application was abandoned. On August 23, 2006, a

Petition to Revive this application was submitted on behalf of the Applicants. The

However, it appears the instructions from the Petition’s office to enter the Oath
and Power of Attorney was inadvertently sent to the United States Patent and Trademark
Office’s Office of Initial Patent Examination instead of the PCT branch for processing.

This letter formally requests that the correspondence address and the power of
attorney be entered, and that the Office’s records be corrected 1o indicate that both the

correspondence address and the power of attorney are to United States Patent and

It is also respectfully requested that a corrected filing receipt be issued for this

application clearly showing the accurate carrespondence address information.

Respectfully submitted,

B)’A%(Ea_

Gerard Norton

Registration No. 36,621
U.S.P.T.O. Customer No. 29880
FOX ROTHSCHILD LLP
Princeton Pike Corporate Center
997 l.enox Drive, Building 3
Lawrenceville, NJ 08648-23] 1
Tel: 609.896.3600

Fax: 609.896.1469

Attorney for Applicant
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NITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JAGTIANI + GUTTAG
10363-A Democracy Lane
Fairfax, VA 22030

In re Application of: :
DEBRUYNE, Kristine, et al. : DECISION ON PETITION UNDER
U.S. Application No.: 10/536,714 : 37 CFR 1.47(a)
PCT No.: PCT/AU2003/001584 :
International Filing Date: 28 November 2003
Priority Date: 29 November 2002
Attorney’s Docket No.: COCH-0149-US1
For: COCHLEAR IMPLANT DRUG
DELIVERY DEVICE

This decision is issued in response to applicants’ “Petition Under 37 CFR 1.47(a) At
Least One Joint Inventor Available” filed 04 May 2006. Applicants have paid the required
petition fee.

BACKGROUND

On 28 November 2003, applicants filed international application PCT/AU2003/001584.
The international application claimed a priority date.of 29 November 2002 and it designated the
United States. On 17 June 2004, the International Bureau (IB) communicated a copy of the
international application to the United States Patent and Trademark Office (USPTO). The
deadline for submission of the basic national fee was thirty months from the priority date, 1.e., 29
May 2005. :

On 27 May 2005, applicants filed a Transmittal Letter for entry into the national stage in
the United States accompanied by, among other materials, payment of the basic national fee.

On 04 October 2005, the United States Designated/Elected Office (DO/EO/US) mailed a
Notification Of Missing Requirement (Form PCT/DO/EQ/905) indicating that an executed
declaration in compliance with 37 CFR 1.497 and the surcharge for filing the oath or declaration
later than thirty months after the priority date was required.

On 04 May 2006, applicants filed a response to the Notification Of Missing
Requirements (with required five-month extension fee). The submission includes the required
surcharge payment and the petition under 37 CFR 1.47(a) considered herein. The petition seeks
acceptance of the application without the signature of inventor Kristine DEBRUYNE, whom
applicants assert has refused to execute the application.
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DISCUSSION

A grantable petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37
CFR 1.17; (2) a statement of the last known address of the nonsigning inventor; (3) an oath or
declaration executed by the other inventors on behalf of themselves and the nonsigning inventor;
and (4) factual proof that the inventor refuses to execute the application or cannot be reached
after diligent effort.

Applicants here have submitted the required petition fee, and the petition expressly states
the last known address of the nonsigning inventor. Items (1) and (2) are therefore satisfied.

Regarding item (3), section 409.03(a) of the Manual of Patent Examining Practice
(MPEP) states that:

An oath or declaration signed by all the available joint inventors with the
signature block of the nonsigning inventor(s) left blank may be treated as
having been signed by all the joint inventors on behalf of the nonsigning
inventor(s), unless otherwise indicated.

Here, the declaration materials filed by applicants include three copies of a declaration
form that identifies four of the inventors and indicates that additional inventors are being named
on attached sheet(s) (the declaration form does not indicate how many sheets are attached); each
of these sheets is executed by one of the inventors listed thereon. Applicants have also submitted
two copies of a page identified as “Page 2 of 2.” These pages list the remaining two inventors of
record, and each of these sheets is executed by one of the inventors listed thereon. This five-
page declaration submission appears to be a compilation of multiple copies of a two-page
declaration, and as such is not acceptable under 37 CFR 1.497 (See MPEP § 201.03(II)(B):
“Where individual declarations are executed, they must be submitted as individual declarations
rather than combined into one declaration.”) Applicants must submit complete declarations
acceptable under 37 CFR 1.497 executed by each of the signing inventors and containing an
unsigned signature block for the non-signing inventor. Until the required declarations are
submitted, item (3) is not satisfied.

Regarding item (4), MPEP section 409.03(d) states that “[a] copy of the application
papers should be sent to the last known address of the nonsigning inventor, or, if the nonsigning
inventor is represented by counsel, to the address of the nonsigning inventor's attorney.” The
MPEDP also states the following:

Where a refusal of the inventor to sign the application papers is
alleged, the circumstances of the presentation of the application
papers and of the refusal must be specified in a statement of facts
by the person who presented the inventor with the application
papers and/or to whom the refusal was made. Statements by a party
not present when an oral refusal is made will not be accepted.
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Here, applicants have provided statements from Jayne ANDREWS and Kate KRALJ,
with supporting documents, providing a firsthand description of the efforts made to obtain the
inventor’s signature. These materials provide the required showing that the non-signing inventor
has been provided (via email) with a request for signature and a copy of the application papers,
that the inventor orally confirmed receipt of these documents, and that the inventor expressly
stated that she would not execute the application documents. Item (4) is satisfied.

CONCLUSION

Applicants’ petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Renewed Petition Under 37 CFR 1.47(a)”
and must include the materials required to satisfy item (3) of a grantable petition, as discussed
above. No additional petition fee is required.

Failure to file a proper response will result in abandonment of the application.
Extensions of time are available under 37 CFR 1.136(a)

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

QO (L

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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JAGTIANI + GUTTAG
10363-A Democracy Lane
Fairfax, VA 22030

In re Application of: DEBRUYNE, Kristine, et al

U.S. Application No.: 10/536,714 : DECISION ON RENEWED
PCT No.: PCT/AU2003/001584 : PETITION UNDER

International Filing Date: 28 November 2003 : 37 CFR 1.47(a)
Priority Date: 29 November 2002 :
Attorney’s Docket No.: COCH-0149-US1
For: COCHLEAR IMPLANT DRUG
DELIVERY DEVICE

In a decision mailed by this Office on 30 June 2006, applicants’ petition under 37 CFR
1.47(a) was dismissed without prejudice for failing to satisfy all the requirements of a grantable
petition. Specifically, applicants had not submitted an acceptable a declaration executed by the
inventors on their own behalf and on behalf of the non-signing inventor (the materials submitted
by applicants appeared to be a compilation of multiple declaration documents).

On 09 August 2006, applicants filed the renewed petition considered herein. The
renewed petition includes the complete two-page declaration executed by the four signing
inventors; these declarations each contain an unsigned signature block for the non-signing
inventor. These materials satisfy the declaration requirement of a grantable petition.

Applicants have now satisfied all the requirements for a grantable petition under 37 CFR
1.47(a). Accordingly, the renewed petition under 37 CFR 1.47(a) is GRANTED. The
application is accepted without the signature of inventor Kristine DEBRUYNE.

A notice of the acceptance of the application will be published in the Official Gazette,
and a letter informing the non-signing inventor of the application will be forwarded to the non-
signing inventor at her last-known address, as set forth in the petition.

The application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations for further processing. The date under 35 U.S.C. 371(c)(1), (c)(2), and (c}(4)
is 09 August 2006.

QL U

Richard M. Ross

Attorney Advisor

Office Of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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Kristine DEBRUYNE
R. Dodoensstraat 72
2800 Mechelen
BELGIUM

In re Application of: DEBRUYNE, Kristine, et al.

U.S. Application No.: 10/536,714

PCT No.: PCT/AU2003/001584

International Filing Date: 28 November 2003

Priority Date: 29 November 2002

Attorney’s Docket No.: COCH-0149-US1

For: COCHLEAR IMPLANT DRUG DELIVERY DEVICE

Dear Ms. DEBRUYNE:

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

You are identified as an inventor in the above identified United States patent application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be

granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or
to make your position of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent agent or attorney presenting written
authorization from you. If you care to join the application, counsel of record (see below)
would presumably assist you. Joining in the application would entail the filing of an

appropriate oath or declaration by you pursuant to 37 CFR 1.63.

JS%N1Y

Richard M. Ross

Attorney Advisor

Office Of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459

Counsel Of Record:
JAGTIANI + GUTTAG
10363-A Democracy Lane
Fairfax, VA 22030
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JAGTIANI + GUTTAG
10363A DEMOCRACY LANE COPY MAILED
FAIRFAX, VA 22030 : )

APR ©i 2008
In re Application of : ' OFFICE OF PETlTlONS
HABERLAND, et al. | o :
Application No. 11/503,314 : DECISION ON PETITION
Filed: August 15, 2008 : TO WITHDRAW

Attorniey Docket No. 032528.0034 : FROM RECORD

This is a decision on the renewed Request to Withdraw as attorney or agent of record under
37 C.F.R. § 1.36(b), filed October 3, 2007.

The request is APPROVED.

A grantable request to withdraw as attorneys/agent of record must be signed by every
attorneys/agent seeking to withdraw or contain a clear indication that one attorney is signing
on behalf of another/others. A request to withdraw will not be approved unless at least 30
(thir tg) days would remain between the date of approval and the later of the expiration date
of a time to file a response or the expiration date of the maximum time period which can be
extended under 37 C.FR. § 1.136(a).

The request was signed by Ajay A. Jagtiani on behalf of all attorneys of record. Al
attorneys/agents associated have been withdrawn. Applicant is reminded that there is no
attorney of record at this time.

The reguest to change the correspondence of record is not acceptable as the requested
correspondence address is not that of: (1) the first named signing inventor; or (2) an-
intervening assignee of the entire interest under 37 C.F.R 3.71. All future communications from
the Office will be directed to the first named signing inventor at the first copied address
below until otherwise properly notified by the applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at (571)
272-7253. '

Petitions Examiner
Office of Petitions

cc: KRISTINE DEBRUYNE
SCHALIENHOEVEDREEF 201
MECHELEN, BELGIUM B-2900

cc: JAYNE ANDREWS, PATENT MANAGER
COCHLEAR LIMITED :
14-16 MARS ROAD
LANE COVE, NSW AUSTRALIA 2066
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UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BUCHANAN, INGERSOLL & ROONEY PC
POST OFFICE BOX 1404
ALEXANDRIA, VA 22313-1404

In re Application of
SANDNER, Bernhard et al. :
Application No.: 10/536,720 : DECISION ON
PCT No.: PCT/EP03/14408 :
Int. Filing Date: 17 December 2003 : PETITION
Priority Date: 18 December 2002 :
Attorney’s Docket No.: 031309-011 : UNDER 37 CFR 1.182
For: HIGHLY CONCENTRATED ... :

IN AQUEOUS SYSTEMS -

This decision responds to “Petition Pursuant to 37 C.F.R. §1.182,” filed with the United
States Patent and Trademark Office on 17 May 2006.

BACKGROUND

On 17 December 2003, applicant filed international application PCT/EP03/14408,
claiming a priority date of 18 December 2002. A copy of the international application was
transmitted to the Office by the International Bureau on 01 July 2004. The deadline for entry into
the national stage in the United States was midnight 18 June 2005.

On 27 May 2005, applicant filed a submission for entry into the national stage in the
United States which was accompanied by the basic national fee.

On 16 December 2005, the Office mailed Notification of Missing Requirements (Form
PCT/DO/E0/905) indicating that an oath or declaration and the surcharge for late filing the
search fee, examination fee or oath or declaration were required.

On 27 January 2006, applicant submitted a declaration of the inventors and the surcharge
for late filing of the search fee, examination fee or the oath or declaration.

On 28 March 2006, the Office mailed Notification of Defective Response (Form
PCT/DO/EO/916) indicating that the last name of the second inventor did not match the last
name on the international application.

On 17 May 2006, applicant submitted a petition under 37 CFR 1.182.
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DISCUSSION

The declaration is executed by Cristina Stanica. The international application listed
Cristina Schedlowski. :

Applicant has supplied a statement signed by Cristina Stanica stating that she has legally
changed her name. This is sufficient explanation. The balance of the $200 petition fee will be
charged to deposit account no. 02-4800, as authorized.

CONCLUSION
Applicant’s petition under 37 CFR 1.182 is GRANTED.

This application is being forwarded to the National Phase Processing Branch Division of
PCT Operations for further processing. The application has a 35 U.S.C. 371(c)(1), (c)(2) and
(c)(4) date of 27 January 2006.

LR Theraere

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone: 571-272-3292
Facsimile: 571-273-0459
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Commissioner for Patents

United States Patent and Trademark Office
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NXP, B.V. »
NXSP INTELLECTUAL PROPERTY DEPARTMENT COPY MAILED
M/S41-SJ

1109 MCKAY DRIVE JUN 0 4 2p9
SAN JOSE, CA 95131 OFFICE OF PETITIONS

In re Application of

Eric Desmicht, et al. :

Application No. 10/536,732 : ON PETITION
Filed: May 27, 2005 :

Attorney Docket No. FR02 0129 US

This is a decision in response to the petition, filed April 17, 2009, to revive the above-identified
application under the provisions of 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned for a failure to reply in a timely manner to a non-final Office
action mailed September 12, 2008, which set a shortened statutory period for reply of three (3)
months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the application became abandoned on December 13, 2008. A Notice of
Abandonment was mailed on April 1, 2009. In response, on April 17, 2009, the present petition
was filed.

There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent to prosecute the above-identified application. However, in
accordance with 37 CFR 1.34(a), the signature of Thomas H. Ham appearing on the petition shall
constitute a representation to the United States Patent and Trademark Office that he is authorized
to represent the particular party on whose behalf he acts. While a courtesy copy of this decision is
being mailed Mr. Ham, all future correspondence will be directed solely to the address of record.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of amendment; (2) the petition fee of $1,620; and (3) an adequate statement of
unintentional delay'.

' 37CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
lg)ramable petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney of record, such statement is

eing treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an in<1uiry. If such inquiry results in the
discovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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The application is being referred to Technology Center AU 2432 for appropriate action by the
Examiner in the normal course of business on the reply received April 17, 2009.

Telephone inquiries concerning this decision should be directed to the undersigned at
5715) 272-3204. Inquiries relating to further prosecution should be directed to the Technology
enter.

[

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc: THOMAS H. HAM
PMB: 348, 2530 BERRYESSA ROAD
SAN JOSE, CA 95132
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:

DATE : ‘7"// 5/ 08
TO SPE OF : Technology Center &(ﬁ/a - /0/55 b7 (,(— SL
SUBJECT" " : Request for Certificate of Correction on Patent No.: 7 59 5 / 0—?5 8 L/ .

A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:

Palm location 7580, Certificates of Correction Branch — South Tower — 9A22

If response is for an IFW, return to employee (named below) via PUBSCofC Team in
MADRAS.

With respect to the change(s) requested, correcting Office and/or Applicant's errors, should the
patent read as shown in the certificate of correction (COCIN)? No new matter should be introduced, nor
should the scope or meaning of the claims be changed.

Elisha Evans
Thank You For Your Assistance Certificates of Correction Branch

Tel. No. 703-308-9390 EXT 110 .

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

& Approved All changes apply.

Q Approved in Part Specify below which changes do not apply.

O Denied Staté the reasons for denial below.
Comments:

C accechun Yo xpfm("ﬁ—y showld ke ynada

1T,
(/41,,\,11

PTOL-306 (REV. 7/03)
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UNITED STATES PATE'D TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK QFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

: Www.uspto.gov

REED SMITH LLP

1301 K STREET, N.W.
SUITE 1100 EAST TOWER
WASHINGTON, DC 20005

In re Application of REIMERS

U.S. Application No.: 10/536,758

PCT Application No.: PCT/NO03/00390 : :

Int. Filing Date: 20 November 2003 : DECISION
~ Priority Date Claimed: 20 November 2002 :

Attorney Docket No.: 966917/00009

For: METHOD AND DEVICE FOR

ACTIVATION OF A DETONATOR

This is in response to applicant's "Petition to Correct Filing Date Under 37 C.F.R. §
1.182" filed 22 June 2005, which is being treated under 37 CFR 1.181.

BACKGROUND

On 20 November 2003, applicant filed international application PCT/NO03/00390, which
claimed priority of an earlier Norway application filed 20 November 2002. A copy of the
international application was communicated to the USPTO from the International Bureau on 02
December 2004. The thirty-month period for paying the basic national fee in the United States
expired on 20 May 2005.

On 20 May 2005, applicant purportedly filed national stage papers in the United States
Designated/Elected Office (DO/EO/US).

On 22 June 2005, applicant filed the present petition under 37 CFR 1.181.

DISCUSSION

The evidence of record is sufficient to establish that the national stage papers
were originally filed on 20 May 2005. Specifically, the copy of the return postcard, which
includes the national stage papers in its itemized contents and which bears a USPTO date stamp
of 20 May 2005, serves as prima facie evidence that the national stage papers were
received by the USPTO on 20 May 2005.
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CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is GRANTED.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision, including preparation and
mailing of a Notification of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EQ/905)
indicating that an oath or declaration in compliance with 37 CFR 1.497 must be filed.

Fuaaty

Bryan Tung
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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COPY MalLEp

, AUG 0 ¢ 2007
DICKE, BILLIG & CZAJA OFFICE .
FIFTH STREET TOWERS .
100 SOUTH FIFTH STREET, SUITE 2250 OF P ET ITIONS
MINNEAPOLIS MN 55402
In re Application of
Christian Paulus . : :
Application No. 10/536,764 ‘ : : ON PETITION

Filed: December 21, 2005
Attorney Docket No. 1432.112.101/P29326

This is a decision on the petition, filed August 2, 2007, under 37 CFR 1.313(c)(2) to withdraw the above-
identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37
CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner Is advised that the Issue fee pald on July 3, 2007 In the above-identifled
application cannot be refunded. If, however, the above-ldentified application is agaln
allowed, petitioner may request that it be applled towards the Issue fee required by the
new Notlice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2819 will consider the regquest for continued examination under
37 CFR 1.114. : ,

Karen Creasy
Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-BS(D),‘WhiCh includes the
following language thereon: “Commissioner for Patents is requested to apply the Issue Fee
and Publication Fee (if ang) or re-apply any previously paid issue fee to the application
identified above.” Petitioner is advised that, whether a fee is indicated as being due or not,
the Issue Fee Transmittal Form must be completed and timely submitted to avoid
abandonment. Note the language in bold text on the first page of the Notice of Allowance
and Fee(s) Due (PTOL-85).
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Commissioner for Patents

United States Patent and Trademark Office
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HEDMAN & COSTIGAN P.C.

1185 AVENUE OF THE AMERICAS
NEW YORK, NY 10036 COPY MAILED

JAN 23 2010

In re Application of

Tatsuru SHIRAFUJI, et al. . : :

Application No. 10/536,774 : DECISION DISMISSING PETITION
Filed: May 26, 2005 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. MOR-4 : '

This is a decision on the petition under 37 CFR 1.313(c)(2), filed January 19, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is DISMISSED AS MOOT.

Unfortunately, the petition was not referred to the appropriate deciding official for
decision until after the issuance of this application into a patent. However, petitioner’s
attention is directed to 37 CFR 1.313(d), which states:

A petition under this section will not be effective to withdraw the
application from issue unless it is actually received and granted by the
appropriate officials before the date of issue. (Emphasis added)

In this case, the petition was not received in the Office of Petitions for consideration until
the day of issuance January 19, 2010. Therefore, as the case has now issued, the
petition to withdraw from issue cannot be granted.

Accordingly, the $130 petition fee submitted is unnecessary and will be refunded in due
course. ' '

Petitioner is advised, that while petitions to withdraw from issue may be mailed to the
Commissioner for Patents, as was done in this case, applicants were cautioned to hand
carry or fax petitions to withdraw from issue directly to the Office of Petitions. See MPEP
§ 1308.

Telephone inquiries should be directed to the undersigned at (571) 272-7253.

/Monica A. Graves/
Petitions Examiner, Office of Petitions
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07 JUL 2006

Andrew Wilford

The Firm of Karl F. Ross
5676 Riverdale Avenue
P.O. Box 900

Bronx, NY 10471-0900

In re Application of
GROKE, et al.
Application No.: 10/536,777 :
PCT No.: PCT/EP03/50712 K DECISION ON PAPERS
Int. Filing Date: 13 October 2003 :
Priority Date: 27 November 2002 : UNDER 37 CFR 1.42
Attorney Docket No.: 23304 :
For: AGENT HAVING A DESTRUCTIVE
EFFECT ON MALIGNANT TUMORS
AND PRODUCTION THEREOF

This application is before the Office of PCT Legal Administration for issues arising under
35 U.S.C. 371. The combined declaration and power of attorney filed 03 May 2006 is being
treated as a request for status under 37 CFR 1.42. No petition fee is due.

BACKGROUND

On 13 October 2003, applicant filed international application PCT/EP03/50712, which
claimed priority to an earlier application filed 27 November 2002. A copy of the international
application was communicated to the United States Patent and Trademark Office from the
International Bureau on 10 June 2004. Pursuant to 37 CFR 1.495, the thirty-month period for
paying the basic national fee in the United States expired at midnight on 27 May 2005.

On 26 May 2005, applicant filed a transmittal letter for entry into the national stage in the
United States which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371(c)(1); a First Preliminary amendment and an English translation of the international
application.

On 09 December 2005, applicant was mailed a "Notification of Missing Requirements"
(Form PCT/DO/EO/905) informing applicant that an executed oath or declaration of the
inventors in compliance with 37 CFR 1.497(a)-(b) was required. Applicant was afforded two
months to file the required response and advised that this period could be extended pursuant to
37 CFR 1.136(a).

On 03 May 2006, applicant filed the response including an executed combined
declaration and power of attorney accompanied by a petition for a three-month extension of time
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and payment of the appropriate petition fee. With the filing of the petition for a three-month
extension of time and payment of the petition fee, the present response is considered timely filed.

DISCUSSION

37 CFR 1.42 When the Inventor is Dead, states, in part:

“In case of the death of the inventor, the legal representative (executor, administrator,
etc.) of the deceased inventor may make the necessary oath or declaration, and apply for and
obtain the patent.”

The declaration submitted on 03 May 2006 was executed by Dr. Ilse Groke, Veronika
Groke and Paul Groke heirs of the estate of deceased inventor, Karl Groke. However, the filed
declaration does not satisfy the requirements under 37 CFR 1.497(b). Specifically, the oath or
declaration must provide the citizenship, residence, and mailing address of both the deceased
inventor and the signing heirs. The present declaration provides this information for Veronika
Groke and Paul Groke. However, there is only one set of information for the signature block
where Dr. Groke has executed the declaration. The information must be provided for both Dr.
Ilse Groke and the deceased inventor Karl Groke. In addition, applicant is required to provide a
statement that a legal representative has not been appointed nor is statutorily required to be
appointed.

CONCLUSION

Applicant’s petition under 37 CFR 1.42 is DISMISSED, without prejudice.

Applicant is hereby afforded TWO (2) MONTHS from the mail date of this decision to
file an oath or declaration in compliance with 37 CFR 1.497 (a)-(b). Any reconsideration request
should include a cover letter entitled, "Renewed Petition Under 37 CFR 1.42." No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

oy =

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571)272-3294

Fax: (571) 273-0459
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Andrew Wilford

The Firm of Karl F. Ross
5676 Riverdale Avenue
P.O. Box 900

Bronx, NY 10471-0900

In re Application of
GROKE, et al.
Application No.: 10/536,777 :
PCT No.: PCT/EP03/50712 : DECISION ON PAPERS
Int. Filing Date: 13 October 2003 :
Priority Date: 27 November 2002 : UNDER 37 CFR 1.42
Attorney Docket No.: 23304 :
For: AGENT HAVING A DESTRUCTIVE
EFFECT ON MALIGNANT TUMORS
AND PRODUCTION THEREOF

This decision is in response to the applicant's “Renewed Petition Under 37 C.F.R. 1.42"
filed 07 September 2006 in the United States Patent and Trademark Office (USPTO). No
petition fee is due.

BACKGROUND

On 07 July 2006, applicant was mailed a decision dismissing applicant’s request for
status pursuant to 37 CFR 1.42. Applicant was afforded two months to file any request for
‘reconsideration.

On 07 September 2006, applicant filed the response considered herein.
DISCUSSION

As detailed in the 07 July 2006 decision, 37 CFR 1.42 When the Inventdr is Dead, states,
in part:

“In case of the death of the inventor, the legal representative (executor, administrator,
etc.) of the deceased inventor may make the necessary oath or declaration, and apply for and
obtain the patent.”

Applicant’s originally filed declaration was held to be non-compliant as it did provide the
citizenship, residence, and mailing address of both the deceased inventor and all of the signing
heirs. Applicant has presently provided newly ex¢cuted declarations which provide all of the
required information and therefore it is appropriate to grant applicant’s renewed petition at this
time.

) Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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CONCLUSION

Applicant's renewed request for status under 37 CFR 1.42 is GRANTED.

This application has an international application filing date of 13 October 2003 and will
be given a date of 07 September 2006 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the DO/EO/US for processing in accordance with
this decision.

W & f oA

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571)272-3294

Fax: (571) 273-0459
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MILLEN, WHITE, ZELANO & BRANIGAN, P.C. Mail Date: 04/20/2010
2200 CLARENDON BLVD.
SUITE 1400

ARLINGTION, VA 22201

Applicant : Peer Kirsch : DECISION ON REQUEST FOR
Patent Number : 7638641 : RECALCULATION of PATENT
Issue Date : 12/29/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,803 : OF WYETH AND NOTICE OF INTENT TO

Filed : 05/27/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1191 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of

HANSEN, Doris H.

Application No. 10/536,815

Filed: August 11,2005

Attorney Docket No. 133630-0001

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

COPRY MAILED o 0o

SEP 1 4 2009
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed July 28,

2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. The Office requires the
practitioner(s) requesting withdrawal to certify that he, she, or they have: (1) given reasonable notice to the client,
prior to the expiration of the response period, that the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the time frame within

which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Beverly Bunting on behalf of all attorneys of record who are associated with customer No.
50659. All attorneys/agents associated with the Customer Number 50659 have been withdrawn. Applicant is

reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor Doris H. Hansen at the address indicated below.
There is an outstanding Office action mailed March 20, 2009 that requires a reply from the applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272-2783.

Tredelle D. Jackson

Petitions Examiner
Office of Petitions

cc: DORIS H. HANSEN
CASALE NASSIO SOPRA 15
1-10010 CHIAVERANO, ITALY
DENMARK
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Paper No.

Mark A. Litman

3209 West 78th Street COPY MAILED

Edina MN 55435

JAN 04 2010
In re Application of
Hansen : :
Application No. 10/536,815 : DECISION ON PETITION
Filed: August 11, 2005 : PURSUANT TO
Attorney Docket No.: 133630- : 37 C.F.R. § 1.137(A)
0001 ‘ :

Title: POST-OPERATIVE VEST

This is a decision on the petition filed on November 13, 2009,
pursuant to 37 C.F.R. § 1.137(a), to revive the above-identified
application.

This petition is GRANTED.
The concurrently submitted Power of Attorney and Change of

Correspondence Address (originally presented on August 18, 2009)
has been entered and made of record: :

BACKGROUND

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
March 20, 2009, which set a shortened statutory period for reply
of three months. No response was received, and no extensions of
time under the provisions of 37 C.F.R. § 1.136(a) were
requested. Accordingly, the above-identified application became
abandoned on June 21, 2009. A notice of abandonment was mailed ~
on October 28, 2009.

RELEVANT PORTION OF THE C.F.R.

37 C.F.R. § 1.8(b) sets forth, in toto:

{(b) In the event that correspondence is considered timely filed
by being mailed or transmitted in accordance with paragraph (a)
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of this section, but not received in the U.S. Patent and
Trademark Office after a reasonable amount of time has elapsed
from the time of mailing or transmitting of the correspondence,
or after the application is held to be abandoned, or after the
proceeding is dismissed, terminated, or decided with prejudice,
the correspondence will be considered timely if the party who
forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of
the correspondence promptly after becoming aware that the Office
has no evidence of receipt of the correspondence;

(2) Supplies an additional copy of the previously mailed or
transmitted correspondence and certificate; and

(3) Includes a statement which attests on a personal knowledge
basis or to the satisfaction of the Director to the previous
timely mailing or transmission. If the correspondence was sent by
facsimile transmission, a copy of the sending unit's report
confirming transmission may be used to support this statement.

ANALYSIS

A grantable petition pursuant to 37 C.F.R. § 1.137(a) must be
accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R.

§ 1.17(1);

(3) A showing to the Commissioner that the entire
delay in filing the required reply from the due
date for the reply until the filing of a grantable
petition was unavoidable, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has alleged that a response was
submitted via facsimile transmission on August 18, 2009, along
with a two-month extension of time so as to make timely the
submission. Petitioner has further included, inter alia, a copy
of this response (an amendment and remarks), and it is noted
that it contains a certificate of facsimile transmission,
executed by Petitioner and dated August 18, 2009.

Considering the facts and circumstances of the delay at issue,
as set forth on petition, it is concluded that Petitioner has
met his burden of establishing that a response was timely
submitted, pursuant to 37 C.F.R. § 1.8.

Both the two-month extension of time and the petition fee have
been charged to Deposit Account number 50-1391.



Application No. 10/536,815 Page 3 of 3
Decision on Petition

The Technology Center will be notified of this decision, and
jurisdiction over this application is transferred to the
Technology Center, so that the application may receive further
processing. The Technology Center’s support staff will notify
the Examiner of this decision, so that the amendment that was
received on November 13, 2009 (originally submitted on August
18, 2009) can be processed in due course.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Technology Center in response to this
decision. It is noted that all inquiries with regard to any
failure of that change in status should be directed to the
Technology Center where that change of status must be effected -
the Office of Petitions cannot effectuate a change of status.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571)‘272—3225.1 All other inquiries
concerning examination procedures should be directed to the
Technology Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

1 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for any of Petitioner’s further action(s).
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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BASELL USA INC.

INTELLECTUAL PROPERTY

912 APPLETON ROAD :

ELKTON MD 21921 COPY MAILED
. APR 1 1 2007

In re Application of o : OFFICE OF P ETITIONS

Luigi RESCONI, et al. :

Application No. 10/536,858 : DECISION GRANTING PETITION

Filed: May 27, 2005 . UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. FE 6071 (U S)

This is a decision on the petition under 37 CFR 1.313(c)(2), filed April 5, 2007, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on March 9, 2007 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance.'

Telephone inquiries should be directed to Monica A. Graves at (571) 272-7253.

This application is being referred to Technology Center AU 1713 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

arices Hicks Aj”‘ojad)

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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Commissioner for Patents
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SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. COPY M AILED

MINNEAPOLIS MN 55402
NOV 0 3 2006
. OFFICE OF PETITIONS
In re Application of
Hana Golding :
Application No. 10/536,860 : DECISION ON PETITION
Filed: January 6, 2006 : TO WITHDRAW

Attorney Docket No. 1094.068US1 : FROM RECORD

This is a decision on the.Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed August 11, 2006.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under
37 C.F.R. § 1.136(a).

The request cannot be approved because no reasons for withdrawal have been provided. The
Office cannot, at this time, determine whether practitioner’s request is one of the mandatory or
permissive reasons enumerated in 37 CFR 10.40. Any subsequent requests must include reasons
for withdrawal. Please note that there is a space provided for on PTO/SB/83 (Request to
Withdraw as Attorney or Agent) to supply practitioner’s reasons.

It is also noted that the docket number on the Request for Withdrawal of Attorney dated August
11, 2006 is different from the Withdrawal request dated August 4, 2006.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.
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Telephone inquiries concerning this decision should be directed to April Wise at 571-272-1642.

Petitions Exqrr_liner
Office of Petitions

cc:  HAMRE, SCHURMANN, MUELLER
& LARSON P.C.
225 SOUTH SIXTH STREET
SUITE 2650
MINNEAPOLIS, MN 55402
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SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. COPY MAILED

P.0. BOX 2938
MINNEAPOLIS MN 55402 NOV 0 3 2006
I OFFICE OF PETITIONS
In re Application of
Hana Golding :
Application No. 10/536,860 : DECISION ON PETITION
Filed: January 6, 2006 : TO WITHDRAW

Attorney Docket No. 1662.005US1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed August 4, 2006.

The request is NOT APPROVED. N

?
A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under
37 C.F.R. § 1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of
the conditions under the mandatory or permissive categories enumerated in 37 CFR 10.40.
Section 10.40 of Title 37 of the Code of Federal Regulation states, “[a] practitioner shall not
withdraw from employment in a proceeding before the Office without permission from the
Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not
applicable, a practitioner may -not request permission to withdraw in matter pending before the
Office unless such request or such withdrawal is” for one the permissive reasons listed in 37
CFR 10.40(c). The reasons set forth in the request, “assignee/client has request that the file be
transferred to another attorney for future prosecution”, does not meet any the conditions set forth
in 37 CFR 10.40. The assignee did not properly intervene i.e. there is no 3.73(b) in the file.

In order to request or take action in a patent matter, the assignee must establish its ownership of
the patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b)
must have either: (i) documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment), and a statement affirming that the documentary
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evidence of the chain of title from the original owner to the assignee was or concurrently is being
submitted for recordation pursuant to § 3.11; or (ii) a statement specifying where documentary
evidence of a chain of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to April Wise at 571-272-1642.

Pétitions Examiner
Office of Petitions

cc: EDWARDS ANGEL PLANNER AND DODGE
101 FEDERAL STREET
BOSTON, MA 02110
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Commissioner for Patents
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SCHWEGMAN, LUNDBERG, WOESSNER'& KLUTH, P.A.

P.0. BOX 2938 COPY MAILED
MINNEAPOLIS MN 55402

MAR 2 2 2007
In re Application of OFFICE OF PETITIONS
Hana Golding :
Application No. 10/536,860 : DECISION ON PETITION
Filed: January 6, 2006 ' : TO WITHDRAW

Attorney Docket No. 1662.005US1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed November 27, 2006. ‘ '

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Schwegman, Lundberg,
Woessner & Kluth, and PA has been revoked by the applicant of the patent application on
February 15, 2007. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

Aprjl M. Wise
Petilions Examiner
Office of Petitions

cc: EDWARDS, ANGELL PALMER & DODGE
101 FEDERAL STREET
BOSTON, MA 02110
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
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Alexandria, VA 22313-1450
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RADER FISHMAN & GRAUER PLLC
LION BUILDING

1233 20TH STREET N.W., SUITE 501
WASHINGTON DC 20036

In re Application of
MIZUNO, et al.
Application No.: 10/536,867 :
PCT No.: PCT/JP03/15341 : DECISION ON PETITION
Int. Filing Date: 01 December 2003 ' : UNDER 37 CFR 1.47(a)
Priority Date: 29 November 2002 :
Atty. Docket No.: OMY-0045
For: PRESSURE CONTROLLING APPARATUS, :
TRANSPORTING VEHICLE AND A UNIT FOR
CONTROLLING PRESSURE DIFFERENCE

This decision is in response to applicant's petition under 37 CFR § 1.47 filed 23 July 2008
in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 01 December 2003, applicant filed international application PCT/JP03/15341 which
claimed priority to an earlier application filed 29 November 2002. A copy of the international
application was communicated from the International Bureau (IB) to the United States on 17
June 2004. Pursuant to 37 CFR 1.495, the thirty-month period for paying the basic national fee
in the United States expired at midnight on 29 May 2005.

On 27 May 2005, applicant filed a transmittal letter for entry into the national stage in the
United States, which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371(c)(1), an English translation of the international application; a declaration signed by
five of the six inventors and an assignment document for recording.

On 02 February 2006, applicant was mailed a “NOTICE OF ACCEPTANCE" (Form
PCT/DO/EO/903) indicating a 35 U.S.C. 371 date of 27 May 2005.

On 23 July 2008, applicant filed the present petition under 37 CFR 1.47(a) to accept the
filed declaration without the signature of inventor Tsuyoshi Abe.
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(g), (2) factual proof that the missing joint investor refuses to execute the application or -
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor. With the filing of the present petition and
accompanying papers, applicant has satisfied all four items.

CONCLUSION

For the reasons above, applicant's petition under 37 CFR 1.47(a) is GRANTED.

The application has an international filing date of 01 December 2003 under 35 U.S.C.
363, and a date of 27 May 2005 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

As provided in 37 CFR 1.47(c), a notice of the filing of this application will be forwarded
to the non-signing inventor at his last known address of record. A notice of the filing of the
application under 37 CFR 1.47(a) will be published in the Official Gazette.

This application is being returned to the DO/EO/US for processing in accordance with
this decision.

2y

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571)272-3294

Fax: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Mr. Tsuyoshi Abe

Freiru Ayase 3-401, 4-3-21 Kosuge
Katsushika-ku, Tokyo 124-0001
JAPAN

In re Application of

MIZUNQO, et al.

Application No.: 10/536,867

PCT No.: PCT/JP03/15341

Int. Filing Date: 01 December 2003

Priority Date: 29 November 2002

Atty. Docket No.: OMY-0045

For: PRESSURE CONTROLLING APPARATUS,
TRANSPORTING VEHICLE AND A UNIT FOR
CONTROLLING PRESSURE DIFFERENCE

Dear Mr. Abe:

You are named as an inventor in the above identified United States patent application, filed under
the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you will be
designated as an inventor. As a named inventor, you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof (at a prepaid cost per 37 CFR
1.19) or to make your position of record in the application. Alternately, you may arrange to do
any of the preceding through a registered patent agent or attorney presenting written

authorization from you. If you care to join in the application, the law firm of record (see below)
would presumably assist you. Joining in the application would entail the filing of the appropriate
oath or declaration by you pursuant to 37 CFR 1.63.

WL v 28

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
. Tel: (571) 272-3294

Fax: (571) 273-0459

Mr. Brian K. Dutton

RADER FISHMAN & GRAUER PLLC
LION BUILDING

1233 20TH STREET N.W., SUITE 501
WASHINGTON DC 20036 '
United States of America
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MORGAN LEWIS & BOCKIUS LLP
1111 Pennsylvania Ave. NW
Washington, DC 20004

In re Application of
BRIGGS et a/
U.S. Application No.: 10/536,875 : _
PCT No.: PCT/US03/37905 ' : DECISION
Int. Filing Date: 28 November 2003 :
Priority Date: 27 November 2002
Attorney Docket No.: 038136-5001-US
-For:  PLANT PRODUCTION OF .
. IMMUNOGLOBULINS WITH REDUCED :
FUCOSYLATION :

This is a decision on matters before the United States Designated/Elected Office
(DO/EO/US). :

BACKGROUND

On 16 November 2005, the United States Designated/Elected Office _
(DO/EO/US) mailed a Notification of Missing Requirements Under 35 U.S.C. 371 (Form
PCT/DO/EO/905) to applicants indicating that an oath or declaration in compliance with -
37 CFR 1.497(a) and (b) and a surcharge fee were required. Applicants were given ’
two months to respond with extensions of time available under 37 CFR 1.136(a).

On 16 May 2006, applicants mailed a response which included an executed-
declaration, the surcharge fee and a four-month extension of time. . '

On 20 July 2006, a Notification of Defective Response (Form PCT/DO/EO/916)
was mailed indicating that the declaration did not comply with 37 CFR 1.497(a) and (b)
because it was not properly executed. Applicants were given one month to respond, or
any time remaining in the Form PCT/DO/EO/S05 with extensions, whichever was
longer.

On 21 August 2006, applicant submitted a response to the Form
PCT/DO/EO/916 requesting clarification on the defective declaration. Applicants also
included a copy of the declaration previously submitted.

On 26 October 2006, the DO/EO/US mailed a second Form PCT/DO/EQO/916
advising applicants again that the declaration was not properly executed. Applicants
were given one month to respond, or any time remaining in the Form PCT/DO/EQO/905
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with extensions, whichever was longer.

On 27 November 2006, applicants submitted a response which included a
declaration executed by nine of the eleven named inventors and a petition under 37
CFR 1.47(a) for the two inventors whose signature were missing.

'On 01 December 20086, apphcants filed executed declarations for the two
missing inventors.

On 11 January 2007, DO/EO/US mailed a Notification of Acceptance of
Application Under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 (Form PCT/DO/EO/S03)
advising applicants that the 35 U.S.C. 371 requirements were satisfied on 01 .
December 2006.

DISCUSSION

The time period to respond to the Form PCT/DO/EO/905 mailed 16 November
2005 including all extensions of time expired 16 June 2006. The Form
PCT/DO/EO/916 provides applicants an additional month to respond if the time period
to reply to the Form PCT/DO/EO/905 had expired. : .

Here, a proper response to the Form PCT/DO/EO/916 mailed 20 July 2006 was |
to provide a declaration in compliance with 37 CFR 1.497(a) and (b) W|th|n one month.
However, applicants failed to provide such a response. ‘

Instead, applicants submitted a copy of the declaration previously submitted and
-a request for clarification of which declaration was not in compliance.

This was not a sufficient response.
CONCLUSION

The above-captioned application is hereby ABANDONED for failing to provide
an appropriate reply to the Form PCT/DO/EOQ/905 mailed 16 November 2005.

The Form PCT/DO/EQ/916 mailed on 26 October 2006 was-sent in error and is
hereby VACATED.

The Notification of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR
1.494 or 1.495 (Form PCT/DO/EO/903) mailed 11 January 2007 is also VACATED.

The petition under 37 CFR 1.47(a) filed 27 November 2006 will not be discussed
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as the subject application was already abandoned.

If reconsideration on the merits of this decision is desired, a response must be
. filed within TWO (2) MONTHS from the mail date of this decision.

Any further correspondence with respect to this matter deposited with the United
States Postal Service should be addressed to the Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

éames Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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WOLF GREENFIELD & SACKS, P.C.

600 Atlantic Avenue

Boston, MA 02210-2206

In re Application of

BRIGGS et al

U.S. Application No.: 10/536,875

PCT No.. PCT/US03/37905 X 4

Int. Filing Date: 28 November 2003 : DECISION ON

Priority Date: 27 November 2002 ; PETITION FOR REVIVAL
Attorney Docket No.: P0850.70005US01 : UNDER 37 CFR 1.137(b)
For: PLANT PRODUCTION OF ;

IMMUNOGLOBULINS WITH

REDUCED FUCOSYLATION

Applicants’ petition to revive under 37 CFR 1. 137(b) filed on 05 July 2007 is hereby
GRANTED as follows:

A declaration in compliance with 37 CFR 1.497(a) and (b) was previously submitted.
The petition fee has been paid. Applicants make the required statement pursuant to 37
CFR 1.137(b)(3). A terminal disclaimer is not required.

Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

The petition under 37 CFR 1.47(a) filed 27 November 2006 is DISMISSED as moot.
Applicants submitted executed declarations for the two nonsigning inventors on 01
December 2006.

Applicants have completed the requirements for acceptance under 35 U.S.C. 371(c).
The application has an international filing date of 28 November 2003 under 35 U.S.C.
363 and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 01 December 2006.

This application is being forwarded to the National Stage Processing Division of the
Office of PCT Operations for continued processing.

2/\%"‘\

mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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QUINE INTELLECTUAL PROPERTY LAW GROUP, P.C. Mail Date: 06/11/2010
P O BOX 458
ALAMEDA, CA 94501

Applicant : Thomas R. Young : DECISION ON REQUEST FOR

Patent Number : 7663021 : RECALCULATION of PATENT

Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/536,888 : OF WYETH AND NOTICE OF INTENT TO
Filed :

05/31/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 473 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Address: COMMISSIONER FOR PATENTS
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BANNER & WITCOFF, LTD. Mail Date: 04/21/2010
1100 13th STREET, N.W.
SUITE 1200

WASHINGTON, DC 20005-4051

Applicant : Christine Beswick : DECISION ON REQUEST FOR
Patent Number : 7612201 : RECALCULATION of PATENT
Issue Date : 11/03/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,899 : OF WYETH AND NOTICE OF INTENT TO

Filed : 01/06/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 706 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Oblon, Spiivak, McClelland, Maier & Neustadt, P.C.
1940 Duke Street
Alexandria, VA 22314

In re Application of :

Yasuda, et al. : DECISION ON
Application No.: 10/536,909 :

PCT No.: PCT/JP03/14440 : REQUEST UNDER
Int. Filing Date: 13 November 2003 :

Priority Date: 28 November 2002 : 37CFR 142

Attorney's Docket No.:273074USOPCT

For: PHOTOCURING RESIN COMPOSITION,
MEDICAL DEVICE USING SAME AND METHOD
MANUFACTURING SAME

This is a decision on the papers filed 06 March 2006 which are being treated as a request
under 37 CFR 1.42.

BACKGROUND

On 13 November 2003, applicants filed international application PCT/JP03/14440, which
claimed priority of earlier Japanese applications, the earliest of which was filed 28 November
2002. A copy of the international application was communicated to the United States Patent and
Trademark Office from the International Bureau on 10 June 2004. Accordingly, the thirty-month
period for paying the basic national fee in the United States expired at midnight on 28 May 2005.

On 27 May 2005, applicants filed a transmittal letter for entry into the national stage in
the United States which was accompanied by, inter alia, a translation of the international
application and the requisite basic national fee as required by 35 U.S.C. 371(c)(1). These papers
were assigned Application No. 10/536,909.

On 05 January 2006, the United States Patent and Trademark Office in its capacity as an
Elected Office mailed the “NOTIFICATION OF MISSING REQUIREMENTS UNDER 35
U.S.C. 371 IN THE UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)”
(Form PCT/DO/EO/905) indicating that applicant was required to file an oath/declaration. The
notification set a two-month time period in which to respond.

"7
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On 27 May 2005, applicants filed the current response which included an executed
declaration for inventors Yasuda and Besho, and Michiko Yokoyama, Naomi Shinoda and Risa
Yokoyama as heirs and legal representative for inventor Yasuaki Yokoyama.

DISCUSSION
Applicant’s declarations are being treated as a request under 37 CFR 1.42.

With respect to applicants’ declarations in the current application, 37 CFR 1.42 states, in
part:

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may make
the necessary oath or declaration, and apply for and

obtain the patent.

37 CFR 1.497 states, in part:

(a) When an applicant of an international application desires to
enter the national stage under 35U.S.C. 371 pursuant to 1.494 or
1.495, he or she must file an

oath or declaration that:

(1) Is executed in accordance with either 1.66 or 1.68;

(2) Identifies the specification to which it is directed;

(3) Identifies each inventor and the country of citizenship of
each inventor; and

(4) States that the person making the oath or declaration believes
the named inventor or inventors to be the original and first inventor
or inventors of the subject matter which is claimed and for which a
patent is sought.

(b) (1) The oath or declaration must be made by all of the actual
inventors except as provided for in 1.42, 1.43 or 1.47.

(2) If the person making the oath or declaration is not the
inventor, the oath or declaration shall state the relationship of the
person to the inventor, the facts required by 1.42, 1.43 or 1.47, and,
upon information and belief, the facts which the inventor would
have been required to state. If the person signing the oath or
declaration is the legal representative of a deceased inventor, the
oath or declaration shall also state that the person is a legal
representative and the citizenship, residence and mailing address of
the legal representative.
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The declarations filed 23 August 2005 appear to identify the citizenship, residence and
mailing address of Michiko Yokoyama, Naomi Shinoda and Risa Yokoyama as heirs and legal
representative, and the citizenship of the deceased inventor (Yasuaki Yokoyama). Further, the
Application Data Sheet properly identifies the citizenship, residence and mailing address of the
deceased inventor (Yasuaki Yokoyama). Accordingly, the declaration is acceptable under 37
CFR 1.497.

CONCLUSION

Applicants’ request under 37 CFR 1.42 is GRANTED.

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the

Office of PCT Legal Administration.
W( sl QCZ{UW[ b A
ebra Brittingh Leonard Smith

PCT Special Prograrths Examiner PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Tel: (571)272-3280
Fax: (571)273-0459



"\ UNITED STATES PATENT AND TRADEMARK OFFICE ' )

¢ Commissioner for Patents
2 3 N C 2005 United States Patent and Trademark Office
¥ P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

LERNER AND GREENBERG, PA
P O BOX 2480
HOLLYWOOD FL 33022-2480

In re Application of DEISS et al.
Application No.: 10/536,925 :
PCT No.: PCT/DE03/02644 : DECISION ON

Int. Filing: 06 August 2003 :
Priority Date: 27 September 2002 : PETITION UNDER
Attorney Docket No.: S4-02P15746 :
For: SUCTION DEVICE . 37 CFR 1.137(b)

The petition to revive under 37 CFR 1.137(b) filed 31 May 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that the "entire delay in filing the required reply from the due date
for the required reply until the filing of the petition was unintentional” meets the requirements of
37 CFR 1.137(b).

A review of the application file reveals that the basic national fee of $300 has been
provided. The required petition fee of $1500 was also paid. Thus, the requirements of 37 CFR
1.137(b) have been satisfied. Therefore, the request to revive the application abandoned under 35
U.S.C. 371(d) is granted as to the National stage in the United States of America.

The declaration submitted on 27 June 2005 did not contain page 1 and thus was not
properly executed. The declaration appears to have been faxed and it 1s unclear whether the
mventors were presented with a complete declaration. What is required is one declaration where
all inventors have signed or separate complete declarations. Thus, the requirements of 37 CFR
1.497 (a) and (b) have not been met and the declaration is unacceptable as filed.

This application is being forwarded to the United States Designated/Elected Office for
further processing including issuance of a Notification of Missing Requirements indicating that an
oath or declaration, in compliance with 37 CFR 1.137(b), is required.

Cynthia M. Kratz M
¢/ Attorney Advisor
PCT Legal Office

Office of PCT Legal Administration

Telephone: (571) 272-3286
Facsimile: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

] Commissioner for Patents
United States Patent and Trademark Office
 P.0.Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

John S. Pratt

Kilpatrick Stockton, LLP
1100 Peachtree Street
Atlanta, GA 30309

In re Application of

HORROBIN

Application No.: 10/536,927 :

PCT No.: PCT/GB03/05131 : REQUEST FOR STATUS
Int. Filing Date: 26 November 2003 :

Priority Date: 02 December 2002 : UNDER 37 CFR 1.42

Attorney Docket No.: 56170/316314
For: TREATMENT OF HUNTINGTON’S
DISEASE WITH EPA

This decision is in response to applicant’s declaration filed 09 November 2005 in the
United States Patent and Trademark Office (USPTO). The declaration is being treated as a
submission of papers pursuant to 37 CFR 1.42. No fee is required.

BACKGROUND

On 26 November 2003, applicant filed international application PCT/GB03/05131 which
claimed a priority date of 02 December 2002. A copy of the international application was
communicated to the United States Patent and Trademark Office from the International Bureau
on 17 June 2004. Pursuant to 37 CFR 1.495, the thirty-month period for paying the basic national
fee in the United States expired at midnight on 02 June 2005.

On 31 May 2005, applicant filed a transmittal letter for entry into the national stage in the
United States accompanied, inter alia, by: the requisite basic national fee; an unexecuted
combined declaration and power of attorney and a First Preliminary Amendment.

On 20 October 2005, applicant was mailed a “NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371" (Form PCT/DO/EO/905) informing applicant of the
need to provide an oath or declaration of the inventor, in compliance with 37 CFR 1.497(a) and
(b), identifying the application by the international application number and international filing
date. Applicant was afforded two months to file the required response and advised that
extensions of time were available pursuant to 37 CFR 1.136(a).

On 09 November 2005, applicant filed the declaration discussed herein executed by
Sherri Clarkson as the executor of the estate of deceased sole inventor David Frederick Horrobin.
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DISCUSSION
Pursuant to 37 CFR 1.42, first sentence:

“In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make the necessary oath or
declaration, and apply for and obtain a patent.”

The filed declaration is executed by Sherri Clarkson as the executor of the estate of
deceased sole inventor David Frederick Horrobin. However the declaration is not in compliance
with 37 CFR 1.497 (a)-(b) in that the declaration sets forth the residence, citizenship and post
office address for only one individual; presumably the executor, Ms. Clarkson. In order to
comply with 37 CFR 1.497(b), this information must be provided for both the deceased inventor
and his legal representative.

CONCLUSION

Applicant’s petition under 37 CFR 1.42 is DISMISSED, without prejudice.

Applicant is hereby afforded TWO (2) MONTHS from the mail date of this decision to
file an oath or declaration in compliance with 37 CFR 1.497 (a)-(b). Any reconsideration request
should include a cover letter entitled, "Renewed Petition Under 37 CFR 1.42." No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

%Aéz%

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

John S. Pratt

Kilpatrick Stockton, LLP
1100 Peachtree Street
Atlanta, GA 30309

In re Application of

- HORROBIN

Application No.: 10/536,927 : :

PCT No.: PCT/GB03/05131 : RENEWED REQUEST

Int. Filing Date: 26 November 2003 : ,

Priority Date: 02 December 2002 : FOR STATUS

Attorney Docket No.: 56170/316314 :

For: TREATMENT OF HUNTINGTON’S : UNDER 37 CFR 1.42
DISEASE WITH EPA :

This decision is in response to applicant’s renewed petition under 37 CFR 1.42 filed 01
November 2006 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 04 April 2006, applicant was mailed a decision dismissing applicant’s request for
- status under 37 CFR 1.42. Applicant was afforded two months to file any request for
reconsideration and advised that this period could be extended pursuant to 37 CFR 1.136(a).

01 November 2006, applicant filed the present renewed petition accompanied by a
petition for a five-month extension of time accompanied by payment of the appropriate extension

of time fee. As such, applicant’s renewed petition is timely filed.

DISCUSSION

As detailed in the petition mailed 04 April 2006, 37 CFR 1.42 When the Inventor is
Dead, states, in part:

“In case of the death of the inventor, the legal representative (executor, administrator,
etc.) of the deceased inventor may make the necessary oath or declaration, and apply for and
obtain the patent.”

The declaration submitted on 09 November 2006 was executed by Sherri Clarkson as the
executor of the estate of deceased sole inventor David Frederick Horrobin. However the
declaration was not in compliance with 37 CFR 1.497 (a)-(b) in that the declaration set forth the
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residence, citizenship and post office address for only one individual; presumably the executor,
Ms. Clarkson. Applicant has presently filed an executed declaration signed by the legal
representative which provides the above information for both the deceased inventor and his legal
representative and details their respective roles in the application. Thus, it is appropriate to grant
applicant’s renewed petition at this time. ‘

CONCLUSION
Applicant's renewed request for status under 37 CFR 1.42 is GRANTED.

This application will be given an international application filing date of 26 November
2003 and a date of 01 November 2006 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the DO/EO/US for processing in accordance with
this decision. :

L o2

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

) Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

FASTH LAW OFFICES (ROLF FASTH)
26 PINECREST PLAZA, SUITE 2
SOUTHERN PINES NC 28387-4301

In re Application of ' :

MANNER, Juha-Pekka (deceased) ; DECISION ON
Application No.: 10/536,949 ;

PCT No.: PCT/SE03/01856 ; PAPERS

Int. Filing Date: 28 November 2003 ;

Priority Date: 03 December 2002 : - UNDER 37 CFR 1.42

Attorney’s Docket No.: 502.1153USN
For: METHOD AND SYSTEM FOR FILE
MANAGEMENT IN A MOBILE NETWORK

This is a decision on applicants’ submission filed in the United States Patent and
Trademark Office (USPTO) on 31 May 2005, which was accompanied by a declaration of the
inventor. The indication in this declaration that inventor Juha-Pekka MANNER is deceased has
been treated as a request for status under 37 CFR 1.42.

<

BACKGROUND
On 28 November 2003, applicants filed international application PCT/SE03/01856, which
designated the United States and claimed a priority date of 03 December 2002. A copy of the
international application was communicated to the United States Patent and Trademark Office
(USPTO) from the International Bureau on 17 June 2004. The thirty-month period for paying the
basic national fee in the United States expired at midnight on 03 June 2005.

On 31 May 2005, applicants filed a transmittal letter for entry into the national stage in the
United States accompanied by, inter alia, the basic national fee and a declaration of the inventor.
The indication in this declaration that inventor Juha-Pekka MANNER is deceased has been
treated as a request for status under 37 CFR 1.42.

DISCUSSION
The submission filed 31 May 2005 has been reviewed and has been found in compliance
with 37 CFR 1.42. The declaration filed 31 May 2005 is in compliance with 37 CFR 1.497(a)-

(b).

CONCLUSION :
For the above reasons, the request for status under 37 CFR 1.42 is ACCEPTED.
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Application No.: 10/536,949 -2-

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application in accordance with
this decision. : ‘ ’

ézme; étemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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MCDONNELL BOEHNEN HULBERT & BERGHOFF LLP Mail Date: 04/21/2010
300 S. WACKER DRIVE

32ND FLOOR

CHICAGO, IL 60606

Applicant : David Andrew Faulkner : DECISION ON REQUEST FOR
Patent Number : 7609293 : RECALCULATION of PATENT
Issue Date : 10/27/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/536,952 : OF WYETH AND NOTICE OF INTENT TO

Filed : 05/31/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 939 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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FISH & RICHARDSON PC
P.O. BOX 1022
MINNEAPOLIS, MN 55440-1022

In re Application of: :
MULLER, Horst : DECISION ON PETITION FOR

U.S. Application No.: 10/536,964 : : : REVIVAL OF ABANDONED
PCT No.: PCT/DE2003/003418 : APPLICATION UNDER
International Filing Date: 13 October 2003 : 37 CFR 1.137(b)

Priority Date: 14 October 2002
Attorney’s Docket No.: 16011-605US]
For: EMULSIFIER-FREE MICROGEL

Commissioner for Patents
United States Patent and Trademark Office

O. Box 1450

www.uspto.gov

19 DEC 2005 Alexandria, \7}\22313-1450

The petition for revival under 37 CFR 1.137(b) filed 31 May 2005 in the above-captioned

application is hereby GRANTED as follows:

Applicant’s statement that “the entire period of delay was unintentional” is construed as
the statement required under 37 CFR 1.137(b)(3), that is, a statement that “the entire delay in
filing the required reply from the due date for the required reply until the filing of a grantable
petition under 37 CFR 1.137(b) was unintentional.” Based on this interpretation, it is concluded
that 37 CFR 1.137(b)(3) is satisfied. Applicant must contact this Office immediately if this is
not a proper interpretation of applicant’s statement. .

Applicant has now submitted the small entity basic national fee, and the requirements of
37 CFR 1.137(b) have been satisfied. Therefore, the request to revive the application is granted
as to the national stage in the United States of America.

The 31 May 2005 submission included an executed declaration in compliance with 37
CFR 1.497 and an English translation of the international application. Deposit Account No. 06-
1050 will be charged the small entity surcharge and the processing fee for filing the declaration
and translation later than thirty months after the priority date.

The application is being returned to the National Stage Processing Division of the Office
of PCT Operations for further processing in accordance with this decision. The date under 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) is 31 May 2005.

(LA

Richard M. Ross

PCT Petitions Attorney

Office Of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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LEON R YANKWICH
YANKWICH & ASSOCIATES
201 BROADWAY
CAMBRIDGE MA 02139

In re Application of :

Ugur Sahin et al : PETITION TO MAKE SPECIAL
Serial No.: 10/537,002 : :
Filed: May 20, 2005

Attorney Docket No.: GMD-102.1P

This is in reéponse to the petition filed December 12, 2005, to make the above-identified
application special under the provisions of 37 CFR 1.102(d).

Applicant has satisfied the provisions set forth in M.P.E.P. 708.02, X. Therefor the petition is
GRANTED.

The application will be forwarded to the examiner for action on the merits commensurate
with this decision.

Should there be any questions with regard to this letter please contact William R. Dixon, Jr. by
letter addressed to the Director, Technology Center 1600, P.O. Box 1450, Alexandria, VA
22313-1450, or by telephone at 571-272-0519 or by facsimile transmission to the Office general
facsimile number, 571-273-8300.

Wi%liam R. %lxoi, Jr. Et

Special Program Examiner
Technology Center 1600
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il APPLICATION NUMBER I FILING/RECEIPT DATE Il FIRST NAMED APPLICANT J|_ATTORNEY DOCKET NUMBER ||

10/637,006 03/10/2006 Stuart A. Coles RJENK41.004APC

KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET
FOURTEENTH FLOOR

IRVINE CA 92614
DATE MAILED: August 3, 2007

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(d) filed on July 30, 2007, requesting for a refund of
any previously paid search fee and excess claims fee in the above-identified application.
The petition is dismissed.
The express abandonment will not be recognized for the reason(s) indicated below:
Q The petition was not filed in sufficient time to permit the appropriate officials to recognize the
abandonment before an examination has been made of the application. See 37 CFR

1.138(d).

E/T he application is not an application filed under 35 U.S.C. 111(a) on or after December 8,
2004.

0 The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

0O The petition for express abandonment under 1.138(d) is dismissed because the applicant
did not pay any search fee and excess claims fees in the above-identified application.

is decision should be directed to the Pre-Grant Publication Division at

Barbara J. Debn
Pre-Gra_nt Publication Division

11/14/05
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Thomas A. Miller

Michael Best & Friedrich LLP
100 East Wisconsin Avenue
Milwaukee, WI 53202

In re Application of :  DECISION ON
Fang et al : '
Application No.: 10/537,011

PCT No.: PCT/US2003/038168

Int. Filing Date: 28 November 2003 s

Priority Date: 27 November 2002 :  PETITION UNDER
Attorney's Docket No.: 013869-9004-US01 :

For: AMORPHOUS SELENIUM DETECTOR FOR

AND OTHER IMAGE-GUIDED RADIOTHERAPY

SYSTEMS : 37CFR1.10(d)

This decision is in response to applicants’ “CLARIFICATION OF THE DATE OF
SUBMISION OF THE NATIONAL STAGE ENTRY FOR PCT” filed on 11 July 2005,
which is being treated as a petition under 37 CFR 1.10(d) requesting that the filing date of
28 May 2005 be changed to 27 May 2005 for the national stage submission for the above
identified international application. No fee is required for this petition.

BACKGROUND

On 28 November 2003, the above international application was filed and claims an
earliest priority date of 27 November 2002.

On 27 May 2005, petitioner purportedly filed a transmittal letter for entry into the
national stage in the United States. However, the USPTO granted a filing date of 28 May
2005 as shown by the “date-in” on the “Express Mail” mailing label.

On 11 July 2005, petitioner filed a petition under 37 CFR 1.10(d) requesting that
the application be granted the correct the filing date for the transmittal letter of May 27,
2005 under 37 CFR 1.10(d) for the receipt of the transmittal letter.

DISCUSSION

37 CFR 1.10(d) provides:

Where the “date in” on the Express Mail mailing label is believed to be in error, applicants
may file a petition under 37 CFR 1.10(d) to have the correspondence accorded a filing
date as of the date of the correspondence is shown to have been deposited with the USPS.
The requirements under 37 CFR 1.10(d) are:

¥
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(1) The petiﬁon is filed promptly after the person becomes aware that
the Office has accorded, or will accord, a filing date based upon an

_ incorrect entry by the USPS;

(2) The number of the “Express Mail” mailing label was placed on
the paper(s) or fee(s) that constitute the correspondence prior to the
original mailing by “Express Mail”; and

(3) The petition includes a showing which establishes, to the
satisfaction of the Commissioner, that the requested filing date was
the date the correspondence was deposited in the “Express Mail Post
Office to Addressee” service prior to the last scheduled pickup for
that day. Any showing pursuant to this paragraph must be
corroborated by evidence from the USPS or that came into being
after deposit and within one business day of the deposit of the
correspondence in the “Express Mail Post Office to Addressee”
service of the USPS.

Petitioner has satisfied items (1)-(3) above.

The petition was filed promptly. 37 CFR 1.10(d)(1). In addition, a review of the
application papers reveals that "Express Mail" Label No. EV635801958US was placed on the
certification of mailing. CFR 1.10(d)(2).

Finally, the showing under 37 CFR 1.10(d)(3) is also satisfactory. ‘Petitioner has
provided evidence from the USPS, i.e., a copy of the USPS’ Express Mail Information Database
website “Track & Confirm” service indicates a date and time package of acceptance of USPS on
May 27, 2005 at 6:48 pm in the Milwaukee for the “Express Mail” label No.EV635801958US,
and in addition the USPTO returned stamped postcard also indicates a date of receipt of the
transmittal letter of May 27, 2005.

Accordingly, the requirements under 37 CFR 1.10(d) have been satisfied.

CONCLUSION

For the above reasons, the petition under 37 CFR 1.10(d) is GRANTED.
The National Stage papers were received by the USPTO on 27 May 2005.

The application is being returned to the United States Designated/Elected Office
(DO/EO/US) for processing in accordance with this decision.

egal Examiner
Legal Office

Tel: (571)272-3276
Fax: (571) 273-0459
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Lefevour Law Group, LL.C
4365 Lawn Avenue

Suite 5

Western Springs, IL 60558

In re Application of

Robert C. Brennan et al.

Application No. 10/537,012

Filed: May 31, 2005

Attorney Docket No. NOR-1334US

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

COPY MAILED
FEB 2 8 2008

OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed October 17, 2007.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Lefevour Law Group, LLC has
been revoked by the assignee of the patent application on January 3, 2008. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Williams at 571-272-

2991.

Terri Williams
Petitions Examiner

Office of Petitions

cc: Wood, Herron & Evans, LLP (Nordson)
2700 Carew Tower
441 Vine Street
Cincinnati, OH 45202
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Ajay Jagtiani

Jagtiani & Guttag
10363-A Democracy Lane
Fairfax, VA 22030

In re Application of : '
VAN DEN HEUVEL, et al. : DECISION ON PETITION
Application No.: 10/537,027 ;
PCT No.: PCT/AU03/01475 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 07 November 2003 :
Priority Date: 07 November 2002
Atty. Docket No.: COCH-0148-US1
For: CLINICAL ASSISTANT FOR COCHLEAR
IMPLANT CARE

The petition to revive under 37 CFR 1.137(b) filed 31 May 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant's statement that "the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional”
and the prompt filing of the petition satisfies the requirement of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has now provided payment of the full, U.S.
Basic National Fee. Therefore, the request to revive the application abandoned under 35 U.S.C.
371(d) is granted as to the National stage in the United States of America.

This application is being returned to the United States Designated/Elected Office (DO/EO/US)
for the preparation and mailing of a “Notification of Missing Requirements” (Form
PCT/DO/EO/905) informing applicant that an executed oath or declaration of the inventors and
payment of the appropriate surcharge is required. :

Py

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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JESSICA M. SINNOTT
EI DU PONT DE NEMOURS AND COMPANY COPY MAILED
LEGAL - PATENTS

WILMINGTON DE 19898 NOV 1 8 2008

In re Application of

Stephan Claude De La Veaux et al :

Application No. 10/537,042 - DECISION ON PETITION
Filed: June 1, 2005 :

Attorney Docket No.CH2905USPCT

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 3, 2008, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment; (2) the petition fee; and (3) the required statement
of unintentional delay have been received. Accordingly, the reply to the nonfinal rejection
mailed December 10, 2007, is accepted as having been unintentionally delayed.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3208.



Application No. 10/537,042 Page 2

This application is being referred to Technology Center AU 1797 for appropriate action by the
Examiner in the normal course of business on the reply received September 3, 2008.

Karen Creasy W

Petitions Examiner
Office of Petitions

CC:

E.I. DU PONT DE NEMOURS AND COMPANY
LEGAL PATENT RECORDS CENTER,
BARLEY MILL PLAZA 26/1122-B

4417 LANCASTER PIKE

WILMINGTON DE 19805
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Harness, Dickey & Pierce, P.L.C.
7700 Bonhomme, Suite 400

St. Louis, MO 63105 MAILED
MAR 30 2009
In re Application of :
Weiliang Lian et al. . OFFICE OF PETITIONS
Application No. 10/537,043 : DECISION ON
Filed: January 17, 2006 : PETITION TO WITHDRAW

Attorney Docket No. 6246-000004/US/NP oo FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CF.R.
§ 1.36(b), filed March 6, 2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by Michael J. Thomas on behalf of all attorneys/agents associated with
customer number 28997. All attorneys/agents associated with customer number 28997 have been
withdrawn. '

Applicant is reminded that there is no attorney of record at this time.

The correspondence address has been changed to that of the first signing inventor and is copied
below.



Application No. 10/537,043

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-
4618.

Petitions Examiner

Office of Petitions

cc: Weiliang Lian
ZTE Plaza
Keji Road South, Hi-Tech Industrial Park
Nanshan District -

Shenzhen City, Guangdong Province 518057
. P.R. China
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: UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450

WWW.uspto.gov
[ APPLICATION NUMBER l FILING OR 371(C) DATE ] FIRST NAMED APPLICANT | ATTY. DOCKET NOJTITLE ]
10/537,043 01/17/2006 Weiliang Lian 6246-000004/US/NP
CONFIRMATION NO. 1313
28997 POWER OF ATTORNEY NOTICE

HARNESS, DICKEY, & PIERCE, P.L.C

7700 Bonnomme, S 403 g B

ST. LOUIS, MO 63105
Date Mailed: 03/30/2009

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 03/06/2009.

» The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/kainabinet/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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Arthur R. Crawford

Nixon & Vanderhye, P.C.

901 North Glebe Road, 11" Floor
Arlington, VA 22203-1808

In re Application of

GEACH :

U.S. Application No.: 10/537,047 : DECISION ON PETITION
PCT No.: PCT/GB03/04735 :

Int. Filing Date: 03 November 2003 : UNDER 37 CFR 1.137(b)

Priority Date: 01 November 2002

Attorney Docket No.: 613-96 :

For: PREPARATION COMPRISING 1,3 AND/OR 1,6 :
BETA GLUCANS FOR THE TREATMENT OF
INFECTIONS AND INFLAMMATIONS IN
ANIMALS

The petition to revive under 37 CFR 1.137(b) filed 02 June 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that "The delay in prosecuting this case (i.e. filing the declaration
and paying the filing fee) was unintentional” is being interpreted to mean that the entire delay in
providing payment of the full U.S. Basic National Fee from the due date for paying the fee until
the filing of a grantable petition pursuant to this paragraph was unintentional. If this is an
incorrect reading of applicant's statement applicant should contact the PCT Legal Office
immediately. Applicant's statement and the prompt filing of the petition satisfies the requirement
of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has now provided payment of the
full, U.S. Basic National fee and the requirements of 37 CFR 1.137(b) have been satisfied.
Therefore, the request to revive the application abandoned under 35 U.S.C. 371(d) is granted as
to the National stage in the United States of America.

It is noted that applicant’s petition and transmittal letter indicate the filing of a declaration
in the present papers, however, no such declaration was included.
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This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing including the issuance of a Notification of Missing
Requirements (Form PCT/DO/EQ/905) indicating that an executed oath or declaration of the
inventor and payment of the $65.00 surcharge for providing an executed oath or declaration later
than thirty months from the earliest claimed priority date is required.

Derek A. Putonen

Attorney Advisor

~ Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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Arthur R. Crawford

Nixon & Vanderhye, P.C.

901 North Glebe Road, 11* Floor
Arlington, VA 22203-1808

In re Application of

GEACH, Mark :
Application No.: 10/537,048 : DECISION ON PETITION

PCT No.: PCT/GB03/04714 : ' UNDER 37 CFR 1.137(b)
Int. Filing Date: 03 November 2003 :

Priority Date: 01 November 2002

Attorney Docket No.: 613-95

For: GEL FEED

The petition to revive under 37 CFR 1.137(b) filed 02 June 2005 in the above-captioned
application is hereby GRANTED as follows: '

Applicant’s statement that "the entire delay in filing the reqhired reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional" meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has submitted the basic national fee
and the requirements of 37 CFR 1.137(b) have been satisfied. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the National
stage in the United States of America.

However, a review of the declaration filed on 02 June 2005 reveals that the declaration is
defective. Specifically, the declaration is illegible due to the facsimile/copying process.
Therefore, a newly executed declaration of the inventor is required.

This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing including the issuance of a Notification of Missing
Requirements (Form PCT/DO/EQ/905) indicating that an oath or declaration is required.

nthony Sm[th

Attorney-Advisor '
Office of PCT Legal Administration
Tel.: 571-272-3298

Facsimile: 571-273-0459

Commissioner for Patents
United States Patent and Tragemark Office
Alexandria, VA 22313-1450

O. Box 1450

www.uspto.gov
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Arthur R. Crawford

Nixon & Vanderhye, P.C.

901 North Glebe Road, 11® Floor
Arlington, VA 22203-1808

In re Application of :

CALVANI, et al. : DECISION ON PETITION
Application No.: 10/537,057 :

PCT No.: PCT/IT03/00566 : UNDER 37 CFR 1.137(b)

Int. Filing Date: 23 September 2003

Priority Date: 01 October 2002

Atty. Docket No.: 2818-236 :

For: USE OF PROPIONYL L-CARNITINE FOR THE :
PREPARATION OF A MEDICAMENT FOR THE
TREATMENT OF GLAUCOMA

The petition to revive under 37 CFR 1.137(b) filed 02 June 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant's statement that "the delay in prosecuting this case (i.e. filing the declaration and paying
the filing fee) was unintentional" is being interpreted to mean that “the entire delay in filing the
required reply from the due date for the required reply until the filing of a grantable petition under
37 CFR 1.137(b) was unintentional.” If this interpretation is incorrect, applicant must notify the
Office immediately. Applicant’s statement and the prompt filing of the petmon satisfies the
requirement of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has now provided payment of the full, U.S.
Basic National Fee. Therefore, the request to revive the application abandoned under 35 U.S.C.
371(d) is granted as to the National stage in the United States of America. Further, a review of
the application file reveals that all of the requirements of 35 U.S.C. 371 for entry into the national
stage in the United States have been satisfied.

The application has an international filing date of 23 September 2003 under 35 U.S.C. 363 and
will be given a date of 02 June 2005 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4). This
application is being returned to the United States Designated/Elected Office (DO/EO/US) for
treatment in accordance with this decision.

o é/%

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWW.uspto.gov

NXP, B.V. Mail Date: 04/20/2010
NXP INTELLECTUAL PROPERTY & LICENSING

M/S41-8J
1109 MCKAY DRIVE
SAN JOSE, CA 95131

Applicant : Alphons Antonius Bruekers : DECISION ON REQUEST FOR
Patent Number : 7577696 : RECALCULATION of PATENT
Issue Date : 08/18/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/537,066 : OF WYETH

Filed : 06/01/2005 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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FULBRIGHT & JAWORSKI, LLP
600 CONGRESS AVENUE
SUITE 2400

AUSTIN TX 78701

In re Application of

COLLINS et al. ;

Application No.: 10/537,069 ; DECISION ON
PCT No.: PCT/CA04/00620 :

Int. Filing Date: 27 April 2004 :  PETITION UNDER
Priority Date: None :

Attorney Docket No.: GOUD:061US : 37 CFR 1.137(a)
For:  PRODUCTION OF ACTIVE NICKEL POWDER :

AND TRANSFORMATION THEREOF INTO NICKEL

CARBONYL

This decision is in response to applicants’ petition under 37 CFR 1.137(b) filed 17 March
2006 in the United States Patent and Trademark Office (USPTO).

BACKGROUND
On 27 April 2004, applicant filed international application PCT/CA04/00620 which
designated the U.S. and did not claim a priority date. A copy of the international application was
communicated to the United States Patent and Trademark Office (USPTO) from the International
Bureau on 03 November 2005. The thirty-month period for paying the basic national fee in the
United States expires at midnight on 27 October 2006.

On 31 May 2005, applicants filed a transmittal letter for entry into the national stage in the
United States, which was not accompanied by any fees or any authorization to pay fees. e

On 17 March 2006, applicants filed the instant petition under 1.137(b) which was
accompanied by, inter alia, the basic national fee, the search fee, and the examination fee.

DISCUSSION
As noted above, the thirty-month period for paying the basic national fee does not expire
until midnight on 27 October 2006. Accordingly, the application has not gone abandoned and a
petition to revive the application is unnecessary. The petition fee will be credited to Deposit
Account 50-1212.
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Because applicént did not file an express request to begin national examination procedures
early, the application will be forwarded for storage and will not be taken up for processing until
the expiration of thirty months from the international filing date. See, e.g., 35 U.S.C. 371(f).

CONCLUSION
The petition under 37 CFR 1.137(b) is DISMISSED as MOOT for the reasons set forth

above.

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Admunistration.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR ' I ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
10/537,079 . 06/01/2005 ' Brita Diego FE 6106+6085 (US) 8247
34872 7590 12/15/2008
EXAMINER
Basell USA Inc. I —l
Delaware Corporate Center 11 MCDONOUGH, JAMES E
2 l.hg}')ter Parkway, Suite #300 l TITN | APER NOEER I
Wilmington, DE 19803 :
1793
| MAIL DATE | oeuverymooe |
12/15/2008 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

'

PTOL-90A (Rev. 04/07)
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wk
Mailed: / 2//5 /DX‘
In re application of : :
Diego Brita et al. : . DECISION ON

Serial No. 10/537,079 : : PETITION
Filed: June 1, 2005 :
For: Magnesium Dichloride-Based Adducts And

Catalyst Components Obtained Therefrom

This is a decision on the PETITION UNDER 37 CFR 1.181 to the Group Director regarding the
Suspension of Action and the Finality of the Office Action Issued January 22, 2008.

On July 24, 2008; the instant petition under 37 CFR 1.181 was filed.

DECISION

Rule 1.181, Section (f) states:
§ 1.181 Petition to the Commissioner.

(f) Any petition under this part not filed within two months of the mailing date of the action or
notice from which relief is requested may be dismissed as untimely, except as otherwise
provided. This two-month period is not extendable

Accordingly, the instant petition is DISMISSED.

Wwilli i,'Quality Assurance Specialist
Techndlogy Center 1700
Chemicel and Materials Engineering

Jarrod N. Raphael

Basell USA Inc.

Delaware Corporate Center 11
2 Righter Parkway, Suite #300
Wilmington DE 19803
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Davidson, Davidson & Kappel, LLC COPY
485 7th Avenue ' MAILED
14th Floor » MAY 1 2 2008

New York NY 10018
OFFICE OF PETITIONS

In re Application of

Denis Reibel et al. o

Application No. 10/537,082 ' D ON PETITION
Filed: January 20, 2006 : ' '
Attorney Docket No. 331.1095

This is a decision on the petition under 37 CFR 1.137(b), filed January 28, 2008, to revive the
above-identified application. '

The petition is GRANTED.

This application became abandoned as a result of petitioner’s failure to file an appeal brief (and
fee required by 37 CFR 41.20(b)(2)) within the time period provided in 37 CFR 41.37(a)(1). As
an appeal brief (and appeal brief fee) was not filed within two (2) months of the Notice of Appeal
filed May 22, 2007, and no extensions of time under the provisions of 37 CFR 1.136(a) were
obtained, the appeal was dismissed and the proceedings as to the rejected claims were
terminated. See 37 CFR 1.197(b). As no claim was allowed, the application became abandoned
on July 22, 20§4. See MPEP 1215.04.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an Appeal brief; (2) the petition fee of $1,540; and (3) the
required statement of unintentional delay have been received. Accordingly, the Appeal Brief is
accepted as having been unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $2,230 extension of time fee submitted with the petition on January 28, 2008
was subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account. -
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Telephone inquiries concerning this decision should be directed to Carl Friedman at (571) 272-
6842, ‘

The application file is being referred to Technology Center Art Unit 2831 for consideration of the
Appeal Brief filed January 28, 2008.

U= Bt

@/ David Bucci
Petitions Examiner

Office of Petitions
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DANIEL J SWIRSKY
55 REUVEN ST.

BEIT SHEMESH 99544
ISRAEL

In re Application of
EDELIST, Guy :
Application No.: 10/537,090 : DECISION
PCT No.: PCT/IL03/01014 o :
Int. Filing Date: 28 November 2003 : ON PETITION UNDER
Priority Date: 29 November 2002 :
Docket No.: 1447-US : 37 CFR 1.137(b)
For: INFRA RED NETWORKING
SYSTEM AND METHOD

Applicants’ “Petition For Revival of an International Application For Patent Designating the
U.S. Abandoned Unintentionally Under 37 CFR 1.137(b),” filed in the above-captioned application on 02
June 2005 is GRANTED.

Applicant indicates that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The appropriate national fee and petition fee have been submitted. A
terminal disclaimer is not required as the application was filed on or after 08 June 1995. Accordingly, all
requirements under 37 CFR 1.137(b) have been satisfied.

Applicant supplied a declaration in compliance with 37 CFR 1.497(a)-(b) during the international
phase. The surcharge for filing the oath or declaration later than 30 months from the priority date will be
charged to deposit account no. 50-1380, as authorized.

This application is being forwarded to the National Stage Processing Branch of the Office of
PCT Operations for continued processing in accordance with this decision. The application has a 35
U.S.C. §371(c)(1), (c)(2) and (c)(4) date of 02 June 2005.

CL/‘N“@ Thermoen

Erin P. Thomson
Attorney Advisor
- PCT Legal Administration

Telephone: 571-272-3292
Facsimile: 571-273-0459



240CT 2005 @

UNITED STATES PATENT AND TRADEMARK QFFICE

o 2

BARNES & THORNBURG
P.O. Box 2786
Chicago, Illinois 60690-2786

In re Application of:

FOURET, Joachim

U.S. Application No.: 10/537,104
PCT No.: PCT/GB02/05487

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DECISION ON PETITION FOR
REVIVAL OF ABANDONED
APPLICATION UNDER

International Filing Date: 05 December 2002
Priority Date:06 December 2001

Attorney’s Docket No.: 99604

For: NARROWBAND DETECTOR

37 CFR 1.137(b)

The petition for revival under 37 CFR 1. 137(b) filed 01 June 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that “the entire delay in the filing of this application from its due
date of June 6, 2004 until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional" satisfies the requirements of 37 CFR 1.137(b)(3).

Applicant has now submitted the small entity basic national fee and the requirements of
37 CFR 1.137(b) have been satisfied. Therefore, the request to revive the application is granted
as to the national stage in the United States.

This application is being returned to the National Stage Processing Division of the Office
of PCT Operations for further processing in accordance with this decision, including the issuance
of a Notification Of Missing Requirements (Form PCT/DO/EO/905) requiring submission of an
. oath or declaration in compliance with 37 CFR 1.497.

0 (L

Richard M. Ross

PCT Petitions Attorney

Office Of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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BARNES & THORNBURG, LLP
P.O. Box 2786
Chicago, IL 60690-2786

In re Application of

AHMADI, Masoud

U.S. Application No.: 10/537,105 : :

PCT No.: PCT/GB2003/000745 : DECISION ON

Int. Filing Date: 21 February 2003 : PETITION FOR REVIVAL

Priority Date: 21 February 2002 : "~ UNDER 37 CFR 1.137(b)
Attorney Docket No.: 99605 : -

For: ECHO DETECTOR HAVING
CORRELATOR WITH
PREPROCESSING

Applicant’s “Petition Pursuant to 37 C.F.R. §1.137(b)” filed with the nat|onal stage
papers on 01 June 2005 is hereby GRANTED as follows:

The basic national fee and petition fee for a small entity have been paid. Applicant’s
statement in the petition has been interpreted as meeting the requirements of 37 CFR
1.137(b)(3). If this is an incorrect interpretation, applicant should notify the office. A
terminal disclaimer is not required. Accordingly, all requirements under 37 CFR
1.137(b) have been satisfied.

An executed declaration in compliance with 37 CFR 1.497(a) and (b) has not been
provided.

This application is being forwarded to the United States Designated/Elected Office for
further processing including mailing a Notification of Missing Requirements Under 35
U.S.C. 371 in the United States Designated/Elected Office (DO/EO/US) (Form
PCT/DO/EO/S05) indicating that an oath or declaration in compliance with 37 CFR
1.497(a) and (b) and a $130.00 surcharge fee pursuant to 37 CFR 1.492(h) are

required.
7le‘l-/v\

mes Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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TOWNSEND TOWNSEND & CREV%,HLLP
TWO EMBARCASERO CENTER, 8 ° FLOOR
SAN FRANCISCO, CA 94111-3834

In re Application of

KOLESNIKOV, et al.

Application No. 10/537,115

Filed: March 20, 2006

Attorney Docket No. 25922-760.831

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
MAR 1 4 2008
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed August 28, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to TOWNSEND TOWNSEND
& CREW, LLP has been revoked by the assignee of the patent application on February 19,
2008. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at 571-272-

7253.

Mon a@. raves

Petitions Examiner
Office of Petitions

cc: WILSON SONSINI GOODRICH & ROSATI
650 PAGE MILL ROAD
PALO ALTO, CA 94304-1050
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Russell W. Warnock

BSH Home Appliances Corporation
100 Bosch Blvd.

New Bern NC 28562

In re Application of :  DECISION ON
BAUMGARTNER et al :

PCT No.: PCT/EP2003/013041

Application No.: 10/537,131 :

Int. Filing Date: 20 November 2003 . PAPERS FILED
Priority Date: 02 December 2002 ;

Attorney's Docket No.: 2002P01288WQUS

For: DOMESTIC APPLIANCE AND SWITCH FOR :

APPLICATION IN A DOMESTIC APPLIANCE : UNDER 37 CFR 1.42

This is a decision on the declaration filed 08 February 2005, which has been treated as a
request for status under 37 CFR 1.42.

BACKGROUND

On 02 June 2005, applicants filed a transmittal letter for entry into the national stage in
the United States which was accompanied by, inter alia, the requisite basic national fee as
required by 35 U.S.C. 371(c)(1). However, applicants did not satisfy the requirement set forth
by 35 U.S.C. 371(c)(4) because an executed oath or declaration was not provided.

On 26 September 2005, the United States Designated/Elected Office (DO/EQ/US) mailed
a "NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE
UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EQ/905)
which informed applicant, inter alia, that an "Oath or Declaration of the inventors, in compliance
with 37 CFR 1.497(a) and (b), identifying the application by International application number
and international filing date" must be submitted within two months from the date of this notice or
by 32 months from the priority date, whichever is later, in order to avoid abandonment of the
national stage application.

In response to the Notification mailed on 26 September 2005, applicants filed a
declaration on 08 February 2005 signed by Ingeborg Sturm as heir of the inventor, Wilhelm

Sturm, now deceased.

DISCUSSION

The declaration is unacceptable at this time because it is not clear that Ingeborg Sturm is
the sole heir for the deceased inventor, Wilhelm Sturm. (see MPEP § 409.01(a)).

T3
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That is, there may be other heirs who are required to also sign the declaration. The
declaration must indicate that Ingeborg Sturm is the sole heir for the deceased inventor in order
for the Office to accept the application under 37 CFR 1.42.

In this instance, it is unclear if the residence and citizenship in the declaration is of the
deceased inventor or heir. Applicants should have to two separate sections one for deceased
inventor and one for the sole heir in the declaration stating their citizenship, residence, and
mailing address. See 37 C.F.R. §1.497(b)(2).

Moreover, a submission of a declaration executed by all of the heirs of the deceased
inventor is construed as an indication that no legal representative of the deceased's estate has
been appointed or is statutorily required to be appointed. If this interpretation is incorrect
applicants are required to promptly notify the Office of such and submit a declaration properly
executed by the legal representative(s) of the deceased inventor.

CONCLUSION

For the above reasons, the request for status under 37 CFR 1.42 is not accepted.

If reconsideration on the merits of this petition is desired, a proper reply must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to respond will result in
the abandonment of the application. Any reconsideration request should include a cover letter
entitled "Renewed Request Under 37 CFR 1.42." Extensions of time are available under 37 CFR
1.136(a).

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
office of PCT Legal Administration.

egal Examiner
PCT Legal Office
Tel: (571) 272-3276
Fax: (571) 273-0459
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Russell W. Warnock

BSH Home Appliances Corporation
100 Bosch Blvd.

New Bern NC 28562

In re Application of : DECISION ON
BAUMGARTNER et al :

PCT No.: PCT/EP2003/013041

Application No.: 10/537,131 :

Int. Filing Date: 20 November 2003 . PAPERS FILED
Priority Date: 02 December 2002 :

Attorney's Docket No.: 2002P01288WOUS

For: DOMESTIC APPLIANCE AND SWITCH FOR :

APPLICATION IN A DOMESTIC APPLIANCE : UNDER 37 CFR 1.42

This is a decision on the “RENEWED REQUEST UNDER 37 CFR 1.42” filed 26
September 2006, which has been treated as a renewed request for status under 37 CFR 1.42.

BACKGROUND

In a decision from this office dated 11 April 2006, the papers filed on 26 September 2006
were not accepted under 37 CFR 1.42. The reason was that it was not clear if Ingeborg Sturm
was the sole heir of the deceased inventor, Wihelm Sturm.

On 26 September 2006, applicants submitted the renewed submission under 37 C.F.R.
§1.42. :

DISCUSSION

Applicants have provided a proper declaration, which sets forth that Ingeborg Sturm is in
fact the sole heir of the deceased inventor Wihelm Sturm.

Accordlngly, the requirements under 37 CFR 1.42 are satlsﬁed and the declaration is
acceptable at this time.

If she is executing the declaration as the sole heir of the deceased inventor then it is
hereby construed as an indication that no legal representative of the deceased's estate has been
appointed or is statutorily required to be appointed. If this interpretation is incorrect applicant is
required to promptly notify the Office of such and to submit a declaration properly executed by
the legal representative(s) of the deceased inventor in response to this decision.
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CONCLUSION

The renewed submission filed under 37 CFR 1.42 is ACCEPTED.

The application is being returned to the United States Designated/Elected Office
(DO/EO/US) for processing in accordance with this decision. The 35 U.S.C.§ 371(c)(1) ©)(2),
and (c)(4) date of this application as 26 September 2006.

PCT Legal Examiner
PCT Legal Office
Tel: (571) 272-3276
Fax: (571) 273-0459
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BSH HOME APPLIANCES CORPORATION Mail Date: 04/20/2010
INTELLECTUAL PROPERTY DEPARTMENT

100 BOSCH BOULEVARD

NEW BERN, NC 28562

Applicant : Thomas Baumgartner : DECISION ON REQUEST FOR
Patent Number : 7651232 : RECALCULATION of PATENT
Issue Date : 01/26/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/537,131 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/26/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 332 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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SONNENSCHEIN NATH & ROSENTHAL

P.0. BOX 061080
WACKER DRIVE STATION, COPY MAILED

SEARS TOWER
CHICAGO IL 60606-1080 JAN 0 5 2007

OFFICE OF PETITIONS

In re Application of

Masahiro Tada et al :

' Application No. 10/537,132 : ON PETITION
Filed: June 2, 2005 :

Attorney Docket No. 09792909-6280

This is a decision on the petition, filted December 29, 2006, under 37 CFR 1.313(c){2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFvR 1.313(c)(2).

Petitioner is advised that the issue fee paid on December 11, 2006 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.’

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2817 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy
Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).

Commissioner for Patents

United States Patent and Trademark Office
. P.O.Box 1450

Alexandria, VA 22313-1450

www.uspio.gov
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE | : f’)/;o‘/o? ' ~ Paper No.:

l .
TO SPE OF :ART UNIT__L(’_ZZ_ ?4-9 man)unad’h (—Sfl-)
SUBJECT : Request for Certificate of Correction for Appl. No.: /o ! $37/4> Patent No..__ 75 3 15 or

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAP§R FILES:

Please review the requested changes/corrections as shown in the attached certificate of

correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

ALY

Certificat?s of Correction Branch
703-308-9390 ext.

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box. . .
Approved All changes apply.

Q Approved in Part Specify below which changes do not apply.

Q Denied | State the reasons for denial below.
" Comments:

o
KMM@W/ b

SPE Art Unit

PTOL-306 (REV. 7/03) ~U.5. DEPARTMENT OF COMMERCE Patent and Trademark Oflice
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HODGSON RUSS LLP
ONEM & T PLAZA
SUITE 2000

'BUFFALO, NY' 14203-2391

In re Application of ROMERO et al
U.S. Application No.: 10/537,148
PCT Application No.: PCT/AU2003/001620 : :
Int. Filing Date: 05 December 2003 : DECISION
Priority Date Claimed: 05 December 2002 :
Attorney Docket No.: 11474.0NEW
For: GLUE LINE USE OF BIFENTHRIN IN
WOOD PRODUCTS

This is in response to applicant's "Petition Under 37 C.F.R. §1.182" filed 05 December
12006. ' ‘

BACKGROUND

On 05 December 2003, applicant filed international application PCT/AU2003/001620,
which claimed priority of an earlier Australia application filed 05 December 2002. A copy of the
international application was communicated to the USPTO from the International Bureau on 17
June 2004. The thirty-month period for paying the basic national fee in the United States expired
on 05 June 2005.

On 02 June 2005, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 19 September 2005, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EQO/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 14 November 2005, applicant filed an executed declaration.
On 27 February 2006, the DO/EO/US mailed a Notification of Defective Response (Form

PCT/DO/EO/916), which indicated that the name of the first inventor does not match that shown
in the published international application.



— Application Number: 10/537,148 _ -2-

On 12 April 2006, applicant filed a response to the Notification of Defective Response.

On 08 November 2006, this Office mailed a communication which indicated that a
petition under 37 CFR 1.182 is required to resolve the name discrepancy. ‘

On 05 December 2006, applicant filed the present petition under 37 CFR 1.182.

DISCUSSION

A review of the application file reveals that the name of the first inventor is listed in the
international application as "Javier Romero" while the name is listed in the declaration as
"Francisco Javier Romero Amaya". Applicant has submitted a proper petition under 37 CFR
1.182 along with the requisite petition fee of $400.00 as well as supporting affidavits.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.182 is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 05 December
2003, and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 02 June 2005.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

gﬂ,(u, ijl/\

Bryan Lin
- PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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Commissioner for Patents
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Paper No.
Modiano & Associati
Via Meravigli 16
Milano 20123 COPY MA”.ED
ITALY
NOV 0 7 2008
OFFICE OF PETIT IONS

In re Application of :

Biscarini et al. : DECISION ON PETITION
Application No. 10/537,158

Filed: May 31, 2005

Atty Docket No. 40379/DOB/LP

This is in response to the PETITION TO THE DIRECTOR, TO WITHDRAW
HOLDING OF ABANDONMENT BASED ON FAILURE TO RECEIVE OFFICE ACTION
(MPEP 711.03(c)A) filed March 21, 2008. Receipt of the status
inquiry filed October 15, 2008 is acknowledged.

The petition is DISMISSED.

Any request for reconsideration pursuant to § 1.181 must be
filed within TWO (2) MONTHS of the date of this decision in
order to be considered timely. See 37 CFR §1.181(f).
Extensions of time under §1.136(a) are not permitted.

The above-identified application became abandoned for failure to
file a response to the NOTICE TO FILE CORRECTED APPLICATION
PAPERS mailed October 24, 2007. This Office communication set a
two month period for reply. No extensions of time under

§ 1.136(a) were permitted. No response was received; the
application became abandoned effective December 25, 2007. A
courtesy Notice of Abandonment was mailed on October 15, 2008.

In response, applicants filed the instant petition. The agent
of record states that the Office letter mailed October 24, 2007
was never received by the agent of record. In support thereof,
applicant submits the declaration of Mrs. Myriam Canonne.
Applicant argues that the Office letter was not received by the
agent of record’'s firm, since otherwise it would not have been
necessary for Mrs. Canonne to obtain an on-line copy of such’

www.uspto.gov
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Notice. Further, applicant supplies a copy of the December 24,
2007 page of the calendered note book of Mrs. Canonne, where the
time limits of specific patent application prosecution dockets
are indicated for which the agent of record actions were due on
December 24, 2007. In addition, applicant submits a copy of the
December 24, 2007 page of the calendered note book of the head
of the general office, Mrs. Sara Modiano. Finally, applicant
submits a copy of the journalistic public information sheet
(with translation) to show that in Italy, in general and in
particular in the October-November 2007 time period, frequent
disruption of mail delivery occurred so that it is reasonable to
assume that also the Office letter mailed October 24, 2007 went
astray in the mail.

A review of the application file reveals no irregularities in
the mailing of the Office action mailed October 24, 2007. Thus,
there is a strong presumption that the correspondence was
properly mailed to the applicants at the correspondence address
of record. In the absence of demonstrated irregularities in
mailing of this Notice, petitioner must submit evidence to
overcome this presumption. The following showing is required:

The showing required to establish nonreceipt of an Office
communication must include a statement from the
practitioner describing the system used for recording an
Office action received at the correspondence address of
record with the USPTO. The statement should establish that
the docketing system is sufficiently reliable. It is
expected that the record would include, but not be limited
to, the application number, attorney docket number, the
mail date of the Office action and the due date for the
response.

Practitioner must state that the Office action was not
received at the correspondence address of record, and that
a search of the practitioner’s record(s), including any
file jacket or the equivalent, and the application
contents, indicates that the Office action was not
received. A copy of the record(s) used by the practitioner
where the non-received Office action would have been
entered had it been received is required.

A copy of the practitioner’s record(s) required to show
non-receipt of the Office action should include the master
docket for the firm. That is, if a three month period for
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reply was set in the nonreceived Office action, a copy of
the master docket report showing all replies docketed for a
date three months from the mail date of the nonreceived
Office action must be submitted as documentary proof of
nonreceipt of the Office action. If no such master docket
exists, the practitioner should so state and provide other
evidence such as, but not limited to, the following: the
application file jacket; incoming mail log; calendar;
reminder system; or the individual docket record for the
application in question.

The practitioner has not submitted a sufficient showing. First,
the agent of record supplies copies of calendered note book
pages and a statement of the tasks performed by Mrs. Canonne
with respect to the calendered note book entries. This
statement does not make entirely clear that the system is
reliable.

Second, the agent of record does not state as required that a
search of the practitioner’s record(s), including any file
jacket or the equivalent, and the application contents,
indicates that the Office action was not received.
Practitioner’s statement lacks such specificity. This is
noteworthy as Mrs. Canonne notes that part of her task is to
mark the time limit on the front page of the papers of the
specific case. Moreover, practitioner has not explained why his
. statement should be accepted despite its inconsistency with the
required showing for non-receipt.

Most importantly, practitioner has not supplied a copy of the
master docket report required to make the showing.
Specifically, practitioner has not submitted the master docket
report showing where the non-received Office action would have
been entered had it been received and docketed. Rather,
practitioner submits the calendered note book pages. As stated
above, the showing required requires that a copy of the master
docket report showing all replies docketed for a date, in this
instance, two months from the mail date of the nonreceived
Office action must be submitted as documentary proof of
nonreceipt of the Office action, unless no master docket exists.
Absent sufficient explanation, submission of the master docket
is required.

Moreover, if no such master docket exists, the practitioner
should so state and provide other evidence such as, but not
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limited to, the following: the application file jacket; incoming
mail log; calendar; reminder system; or the individual docket
record for the application in question. Again, the standard
must be met that the docket record provided is where the Office
action would have been entered had it been received.

Given the deficiencies in petitioner’s showing, it is concluded
that the required showing of non-receipt has not been met.

If applicants cannot provide persuasive evidence of non-receipt
of the Office action, applicants may submit a petition to revive
pursuant to § 1.137.

Further correspondence with respect to this decision should be
addressed as follows: '

By mail: Mail Stop Petition
: Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By fax: (571) 273-8300
ATTN: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3219.
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OFFICE OF PETITIGNS

In re Application of :

Biscarini et al. : DECISION ON PETITION
Application No. 10/537,158

Filed: May 31, 2005

Atty Docket No. 40379/DOB/LP

This is in response to the PETITION FOR REVIVAL OF AN
APPLICATION FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 CFR
1.137(b) filed December 18, 2008.

The petition is GRANTED.

The above-identified application became abandoned for failure to
file a response to the NOTICE TO FILE CORRECTED APPLICATION
PAPERS mailed October 24, 2007. This Office communication set a
two month period for reply. No extensions of time under

§ 1.136(a) were permitted. No response was received; the
application became abandoned effective December 25, 2007. A
courtesy Notice of Abandonment was mailed on January 25, 2008.

By decision mailed November 7, 2008, the initial petition to
withdraw the holding of abandonment filed March 21, 2008 was
dismissed. Applicant did not make an adequate showing, as
alleged, of non-receipt of the Office communication.

Applicant has now filed a petition to revive based on
unintentional delay. The required reply in the form of
replacement sheets of drawings was previously filed on March 21,
2008. The petition includes the required statement of
unintentional delay and payment of the petition fee. No
terminal disclaimer is required.

www.uspto.gov
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The Office of Data Management has been advised of this decision.
The application is, thereby, forwarded to the Office of Data
Management for consideration of the response to the Notice to
File Corrected Application Papers mailed October 24, 2007;
replacement drawings submitted on March 21, 2008; and processing
of this application into a patent. '

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3219. '

Lo A N
ti ions Attorney

Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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SUGHRUE MION, PLLC

2100 Pennsylvania Avenue, N.W.
Suite 800

Washington, DC 20037

In re Application of

HAQUE et al

Application No.: 10/537,175 :

PCT No.: PCT/GB03/04596 : DECISION ON
Int. Filing Date: 24 October 2003 : PETITION
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For: GAMES CONSOLE ADAPTOR UNIT

This is a decision on the papers filed 03 April 2006 and 15 June 2006.
BACKGROUND

On 02 November 2005, the DO/EO/US mailed a Notification of Missing
Requirements Under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating that an oath or
declaration in compliance with 37 CFR 1.497(a) and (b) and a surcharge fee was
required. Applicants were given two months to respond with extensions of time
available.

On 03 April 2006, applicants filed the subject petition which was accompanied
by, inter alia, a petition under 37 CFR 1.47; a declaration of David Cushing; a
declaration signed by three of the four joint inventors; a three-month extension and fee;
the surcharge fee; and authorization to charge any required additional fee to Deposit
Account No. 19-4880.

On 15 June 20086, applicants filed a supplemental response which included a
declaration signed by the nonsigning inventor.

DISCUSSION

Applicants originally claimed on 03 April 2006 that co-inventor, Gerard Keating,
could not be located after a diligent effort and filed a petition under 37 CFR 1.47(a) as
a response to the Form PCT/DO/EO/905. The petition fee has been charged to
Deposit Account No. 19-4880 as authorized.
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On 15 June 2006, petitioners submitted a declaration signed by the nonsigning

inventor. No further action on the petition under 37 CFR 1.47(a) is required.
CONCLUSION

The petition under 37 CFR 1.47(a) is DISMISSED as MOOT.

The declaration provided complies with 37 CFR 1.497(a) and (b).

Applicants have completed the requirements for acceptance uhder 35U.S.C.
371(c). The application has an international filing date of 24 October 2003, under 35
U.S.C. 363 and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 15 June 2006.

This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

%ﬁmior)
mes Thomson
ttorney Advisor

Office of PCT Legal Administration

Tel.: (571) 272-3302
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This is a decision on applicant’s letter to “REQUEST FOR REFUND?” filed in the United

States Patent and Trademark Office on 15 February 2006.

On 02 June 2005, applicant filed a transmittal letter to enter national stage along with the
basic national fee, search and examination fees. The transmittal letter (PTO Form 1390)
indicated a “small entity status” on page 2. Applicant was charged the full fees, rather than the
imall zeélélsty fees. On 15 February 2006, applicant filed a request for refund of fees paid on 02
une .

A review of the finance records reveals that applicant paid the basic national fee in the
amount of $300, search fee of $400 and examination fee of $200. No credit for a refund of the
basic national fees upon receipt of the small entity statement appears in the finance records.

A review of the transmittal letter indicates that small entity status was requested on 02
June 2005. Therefore, the fees that are entitled to refund based on small entity status are those
fees, which were paid on or after that date.

Since applicant indicated small entity status on the Form 1390 filed on 02 June 2005,
applicant is deemed to meet the requirements of 37 CFR 1.27, a refund of $450.00 the basic
national fee pursuant to 37 CFR 1.27 and 37 CFR 1.26 is in order and will be credited to
applicant's deposit account.

For the reasons above, applicants’ request for refund filed 15 February 2006 is
GRANTED. The amount of $450 will be credited to applicant’s deposit account No. 50-1241.

\ﬁﬂ.

ynthia M. Kratz
Attorney Advisor
Office of Patent Cooperation Treaty
Legal Administration Office
Telephone: (571) 571-3286
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In re Application of
Piperidis, Stavros :
Application No. 10/537,183 : ON PETITION

Filed: June 2, 2005
Attorney Docket No. 2626

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed March 26, 2009, to revive the
above-identified application.

The petition is DISMISSED.

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time
under 37 CFR 1.136(a) are permitted. The reconsideration request should include a cover letter
entitled “Renewed Petition under 37 CFR 1.137(b).” This is net a final agency action within the
meaning of 5 U.S.C. § 704.

This eH)plication became abandoned for failure to timely reply to the non-final Office action
mailed November 16, 2006. No extensions of time under the provisions of 37 CFR 1.136(a)
were obtained. Accordingly, this application became abandoned on February 17, 2007. A Notice
of Abandonment was mailed June 4, 2007.

A grantable petition under 37 CFR 1.137(b) must be accompanied by:

(1) the required reply,

(2) the petition fee,

(3) astatement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, and

(4) aterminal disclaimer and fee if the application was filed on or betore June 8, 1995 or if the
application is a design application.

Where there is a question as to whether either the abandonment or the delay in filing a petition
under 37 CFR 1.137 was unintentional, the Commissioner may require additional information.

! In a nonprovisional application abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the
required reply must be the payment of the issue fee or any outstanding balance thereof.

2 See MPEP 711.03(c)(I1)(C) and (D).
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The instant petition lacks item(s) (3). In the declarations filed on March 26, 2009 and April 24,
2009, it states, “Without a UL Listing, Applicant believed that the potential market in the U.S.A.
for the subject reflector would be severely restricted for any company.” That statement is
followed by, “Accordingly, Applicant did not respond to the Office Action in the subject
application dated November 6, 2006, informing the undersigned patent attorney (who was
prosecuting the application) on February 12, 2007 of the ‘non—acceﬁ)tance by the UL Laboratory
of the U.S.A of the way the reflector is supports on the fluorescent lamp’,” and, “Similarly,
Apglicant did not respond to the Notice oF Abandonment date June 4, 2007.” Petitioner follows
up by stating that the aﬁplicant did not intend to abandon the instant application, which appears
to be contradictory to the preceding statements. A delay resulting from a deliberately chosen
ggu(r:_sFeRojlf c%t;o(g)on the part of the applicant is not an "unintentional" delay within the meaning of

Where the aﬁp]icant deliberately permits an application to become abandoned (e.g., due to a
conclusion that the claims are unpatentable, that a rejection in an Office action cannot be
overcome, or that the invention lacks sufficient commercial value to justify continued
prosecution), the abandonment of such application is considered to be a deliberately chosen
course of action, and the resulting delay cannot be considered as "unintentional" within the
meaning of 37 CFR 1.137(b). See In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pat.
1989). An intentional course of action is not rendered unintentional when, upon reconsideration,
the applicant changes his or her mind as to the course of action that should have been taken. See
In re Maldague, 10 USPQ2d 1477, 1478 (Comm'r Pat. 1988).

A delay resulting from a deliberately chosen course of action on the part of the applicant does
not become an "unintentional” delay within the meaning of 37 CFR 1.137(b) because:

(A) the applicant does not consider the claims to be patentable over the references relied
upon in an outstanding Office action;

(B) the applicant does not consider the allowed or fpatentable claims to be of sufficient
breadth or scope to justify the financial expense of obtaining a patent;

g_C) the applicant does not consider any patent to be of sufficient value to justify the
inancial expense of obtaining the patent;

(D) the applicant does not consider any patent to be of sufficient value to maintain an
interest in obtaining the patent; or '

(E) the applicant remains interested in eventually obtaining a patent, but simply seeks to
defer patent fees and patent prosecution expenses.

Likewise, a change in circumstances that occurred subsequent to the abandonment of an
application does not render "unintentional” the delay resulting from a previous deliberate
decision to permit an application to be abandoned. These matters simply confuse the question of
whether there was a deﬁ%erate decision not to continue the prosecution of an application with
why there was a deliberate decision not to continue the prosecution of an application.

The “unavoidable” delay and “unintentional” delay standards are not alternatives: an
“unavoidable” delay is the epitome of an “unintentional” delay. A petition under 37 CFR 1.137
cannot be granted unless it meets the minimal “unintentional” delay threshold. Thus, an
intentional delay precludes revival under either 37 CFR 1.137(a) (on the basis of “unavoidable”
delay) or 37 CFR 1.137(b) (on the basis of “unintentional” delay). See In re Maldague, 10

- USPQ2d 1477, 1478 (Comm’r Pat. 1988). The record indicates that petitioner, by deliberate
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intent, allowed this application to become abandoned, and that course of action precludes revival

under 37 CFR 1.137.

Further correspondence with respect to this matter should be addressed as follows:

By mail:

By hand:

By fax:

Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

Customer Window located at:

U.S. Patent and Trademark Office

Customer Service Window Randolph Building
401 Dulany Street

Alexandria, VA 22314

(571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to the undersigned at (571) 272-3206.

e

iana Walsh
Petitions Exap;iner
Office of Petitions
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In re Application of

Piperidis, Stavros : _
Application No. 10/537,183 :  DECISION ON PETITION
Filed: June 2, 2005 :

Attorney Docket No. 2626

This is a decision on the renewed petition under the unintentional provisions of 37 CFR 1.137(b),
filed September 17, 2009, to revive the above-identified application.

The petition is GRANTED.
The petition now satisfies the requirements of 37 CFR 1.137(b).

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3206.

This application is being referred to Technology Center AU 2875 for appropriate action by the
Examiner in the normal course of business on the reply received

IMLDA&L/'
iana Walsh
Petitions Examiner

Office of Petitions
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Application No. 10/537,195
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MAILED

NOV 1 3 2009
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed August 31, 2009.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Morrison & Foerster, LLP has
been revoked by the assignee of the patent application on September 21, 2009. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.
All other inquiries concerning the examination or status of this application should be directed to

the Technology Center.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions

cc: FITCH, EVEN, TABIN & FLANNERY
120 SOUTH LASALLE STREET
SUITE 1600 :
CHICAGO, IL 60603-3406
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r APPLICATION NO. I FILING DATE [ FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. ] CONFIRMATION NO. I
10/537,213 06/02/2005 Guy Patrick Hindle GB920020006US| . 4682
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IBM CORP. (WIP)

¢/o WALDER INTELLECTUAL PROPERTY LAW, P.C.
17330 PRESTON ROAD

SUITE 100B .

DALLAS, TX 75252

I EXAMINER I

AL HASHEMI, SANA A

[ ART UNIT I PAPER NUMBER J
2156
| MAIL DATE I DELIVERY MODE J
01/29/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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In re Application of:

HINDLE et al.

Application No. 10/537,213

Attorney Docket No. GB92002006US1

Filed: June 2, 2005

For: SYNCHRONIZING DATA IN A
DISTRIBUTED DATA PROCESSING
SYSTEM ’

DECISION ON PETITION TO
WITHDRAW FINALITY OF
OFFICE ACTION UNDER 37 CFR
§ 1.181 AND WITHDRAW
RESTRICTION REQUIREMENT
UNDER 37 CFR §1.144

N N’ N N N N N N N’

This is a decision on the petition filed August 14, 2009 under 37 CF.R.§1.181 and 37 C.F.R.
§1.144 to withdraw finality of Office Action and to withdraw an outstanding restriction
requirement.

The petition is GRANTED.

RELEVANT PROSECUTION HISTORY

20 November 2008 A non-final Office action was mailed rejecting claims 1-5 and 23.

20 February 2009 An amendment was filed canceling claim 23 and adding new claims 24-
31. Claims 1-5 and 24-31 were pending.

15 May 2009 A Final Office action was mailed including (1) maintain rejections of
claims 1-5 and (2) withdrawal of claims 24-31 from consideration as non-
elected due to the claims 24-31 being directed to an invention that is
independent or distinct from the invention originally claimed.

11 August 2009 A response after Final was filed.
14 August 2009 The instant petition was filed seeking (1) to withdraw the improper

restriction requirement; and (2) to withdraw the Final Office Action
mailed May 15, 2009.
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REGULATIONS AND PRACTICE

37 C.F.R. § 1.143 states:

If the applicant disagrees with the requirement for restriction, he may request
reconsideration and withdrawal or modification of the requirement, giving the reasons
therefor. (See § 1.111). In requesting reconsideration the applicant must indicate a
provisional election of one invention for prosecution, which invention shall be the one
elected in the event the requirement becomes final. The requirement for restriction will be
reconsidered on such a request. If the requirement is repeated and made final, the
examiner will at the same time act on the claims to the invention elected.

37 C.F.R. § 1.144 states:

After a final requirement for restriction, the applicant, in addition to making any reply
due on the remainder of the action, may petition the Commissioner to review the
requirement ... A petition will not be considered if reconsideration of the requirement
was not requested (see § 1.181).

37 C.F.R. § 1.145 states:

If; after an Office action on an application, the applicant presents claims directed to an
invention distinct from and independent of the invention previously claimed, the
applicant will be required to restrict the claims to the invention previously claimed if the
amendment is entered, subject to reconsideration and review as provided in, §§ 1.143 and
1.144.

37 C.F.R. § 1.181(c) states:

When a petition is taken from an action or requirement of an examiner in the ex- parte
prosecution of an application, or in the ex parte or inter partes prosecution of a
reexamination proceeding, it may be required that there have been a proper request for
reconsideration (§ 1.111) and a repeated action by the examiner. The examiner may be
directed by the Commissioner to furnish a written statement, within a specified time,
setting forth the reasons for his or her decision upon the matters averred in the petition,
supplying a copy to the petitioner.

MPEP § 806.05(d) states in part:

Two or more claimed subcombinations, disclosed as usable together in a single
combination, and which can be shown to be separately usable, are usually restrictable
when the subcombinations do not overlap in scope and are not obvious variants. To
support a restriction requirement where applicant separately claims plural
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subcombinations usable together in a single combination and claims a combination that
requires the particulars of at least one of said subcombinations, both two-way distinctness
and reasons for insisting on restriction are necessary... [Emphasis added.]

MPEP § 821.01 states:

Where the initial requirement is traversed, it should be reconsidered. If, upon
reconsideration, the examiner is still of the opinion that restriction is proper, it should be
repeated and made final in the next Office action. (See MPEP § 803.01.) In doing so, the
examiner should reply to the reasons or arguments advanced by applicant in the traverse.

DECISION

37 C.F.R. § 1.181(c) requires that an action by an examiner, to be properly petitionable,
must be followed by a request for reconsideration, and a repeated action by the
examiner. 37 C.F.R. § 1.144 states that the applicant may petition the Commissioner
after a final requirement for the restriction has been made.

In the above-identified application, applicant filed a request for reconsideration prior to
the petition of 14 August 2009 in accordance with 37 C.F.R. § 1.143. Although the
restriction was never made final in accordance with MPEP § 821.01, the initial
restriction requirement was maintained in two telephone communications on 21 July
2009 and 04 August 2009. To expedite prosecution of this application, the telephone
communications of 21 July 2009 and 04 August 2009 (not of record) are being treated as
a Final restriction requirement.

The issue presented in the petition is whether the restriction based on original
presentation under 37 C.F.R. § 1.145 is proper under the current regulations and
practice.

A review of the restriction based on original presentation mailed 15 May 2009, it
revolves that the examiner held the invention of newly added claims 24-31 and the
invention of claims 1-5 as being disclosed as usable together but they do not have to be
together and she provided no further explanations, reasons and/or examples to support
her conclusion. MPEP § 806 does not have such a language as referred by the examiner.
Thus, the examiner’s statement has been interpreted as subcombinations usable together
in a single combination.

As stated in MPEP § 806.05(d), two or more claimed subcombinations, disclosed as
usable together in a single combination, and which can be shown to be separately usable,
are usually restrictable when the subcombinations do not overlap in scope and are
not obvious variants. A review of the new added claims 24-31 and the pending claims
1-5 indicates that these two set of claims are substantially overlap in scope and are
obvious variants. Therefore, the restriction based on original presentation is improper.
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For the above reasons, the petition is GRANTED.

The restriction requirement is hereby WITHDRAWN. Further, since the restriction
based on original presentation is improper, the Final Office Action mailed 15 May 2009
is herewith WITHDRAWN and VACATED.

The application is being forwarded to the examiner for consideration on the merits of
claims 24-31.

Any inquiry concerning this decision should be directed to Vincent N. Trans whose
telephone number is (571) 272-3613.

Noude f2,Q.

Wendy R. Gar%r, rector
Tech Center 2100
Computer Architecture and Software
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GIFFORD, KRASS, GROH, SPRINKLE & CITKOWSKI, P.C
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In re Application of

SYRON :

Application No.: 10/537,219 : DECISION ON
PCT No.: PCT/US03/07270 :

Int. Filing Date: 18 February 2003 :  PETITION UNDER
Priority Date: 15 February 2002 :

Attorney Docket No.: VTI-10352/16 : 37 CFR 1.137(b)
For:  METHOD AND ARTICLE FOR MASKING

PORTIONS OF A VEHICLE BY ADHERENT

APPLIQUES

This decision is in response to applicants’ submission filed 03 June 2005.

BACKGROUND
On 18 February 2003, applicants filed international application PCT/US03/07270 which
designated the U.S. and claimed a priority date of 15 February 2002. A copy of the international
application was communicated to the United States Patent and Trademark Office (USPTO) from
the International Bureau on 28 August 2003. The thirty-month period for paying the basic
national fee in the United States expired at midnight on 16 August 2004 (15 August 2004 being a
Sunday).

On 03 June 2005, applicants filed a transmittal letter for entry into the national stage in the
United States, which was accompanied by, inter alia, the basic national fee, an assertion of small
entity status, and a petition under 37 CFR 1.137(b) to revive the application.

DISCUSSION
A petition to revive the present application under 37 CFR 1.137(b) must include:
(1) The required reply;
(2) The petition fee;
(3) A statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition was unintentional.

As to item (1), applicant submitted the basic national fee on 03 June 2005.



Application No.: 10/537,219 22-

As to item (2), applicant submitted the petition fee on 03 June 2005.
As to item (3), the required statement has been provided.
A review of the application file reveals that, with the filing of the present petition and

accompanying papers, a proper response has been submitted and all of the requirements of 37
CFR 1.137(b) for revival have been satisfied and revival is therefore appropriate.

CONCLUSION
The petition under 37 CFR 1.137(b) is GRANTED for the reasons set forth above.

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application including preparing
and mailing a NOTIFICATION OF MISSING REQUIREMENTS (Form PCT/DO/EQ/905)
requiring an oath or declaration of the inventor in compliance with 37 CFR 1.497(a)-(b) and the
surcharge under 37 CFR 1.492(e) for providing the oath or declaration later than thirty months
from the priority date.

Dariiel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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OFFICE OF PETITIONS

In re Patent No. 7,509,739

Issue Date: March 31, 2009 : ‘

Application No. 10/537,232 : DECISION ON PETITION
Filed: May 31, 2005 : '
Attorney Docket No. 05677/0202806-US0O

This is a decision on the petition, filed, April 15, 2009, which is being treated as a request under
37 CFR 3.81(b)' to correct the assignee’s residence on the front page of the above-identified
patent by way of a certificate of correction.

The request is GRANTED.

Petitioner states that the correct assignee’s residence is “Anjo-Shi, Aichi (JP)” and that the
incorrect assignee’s residence was included on the Fee(s) Transmittal form PTOL-85(b) at the
time of payment of the issue fee. Accordingly, petitioner requests that a certificate of correction
be issued to reflect the correct assignee’s residence on the front page of the Letters Patent.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in §
3.11 before issuance of the patent, and must include a request for a certificate
of correction under § 1.323 of this chapter (accompanied by the fee set forth
in § 1.20(a) and the processing fee set forth in § 1.17(i) of this chapter

! See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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The request was accompanied by a certificate of correction (and fee) as required by 3.81(b).
Further, Office assignment records reflect that “Anjo-Shi, Aichi (JP)” is the assignee’s residence
of record. Accordingly, as the request complies with the provisions of 37 CFR 3.81(b), it would
be appropriate for a certificate of correction to be processed after issuance of this application into
a patent.

Inquiries concerning this decision should be directed to Terri Johnson at (571) 272-2991. Any
questions concerning the issuance of a certificate of correction should be directed to the
Certificates of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for processing of a
certificate of correction.

Chris Bottorff

Petitions Examiner
Office of Petitions



Docket No.: 05677/0202806-US0
(PATENT)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Letters Patent of:
Tomiharu Okita et al.

Patent No.: 7,509,739
Issued: March 31, 2009

For: METHOD OF MANUFACTURING FULL
FACE VEHICLE WHEEL

PETITION UNDER 37 CFR 1.183 AND REQUEST FOR CERTIFICATE OF
CORRECTION PURSUANT TO 37 CFR 1.322

Attention: Certificate of Correction Branch
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Madam:

The above-identified patent contains an error that arose from an incomplete or erroneous
assignee residence furnished in item 3 of PTOL-85B. Failure to include the correct assignee
residence on the PTOL-85B was inadvertent. The error is of a clerical or typographical nature, the

correction of which does not constitute new matter or require reexamination.
In the Assignee:
Please replace the Assignee Residence as follows:
(B)Residence: Anjo-Shi, Aichi, Japan

Patentee respectfully requests that the Commissioner waive the requirements of 37 CFR

3.81 to permit the correct name of the assignee to be provided after issuance of the patent.

fid justuent dates 11/18/2669 CKHLOK

#4/15/2089 (NIEFSW UDUU661E B4B10D 18537232
61 FL21464 130.68 CR

11716/2669 CKHLUK  ©86B6017 048186 7589739

¥l rl:1808 136.48 DA
82 Ht:1611 144,66 DA

4229988.1 0202806-USO
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Enclosed is:

Docket No.: 05677/0202806-USO

(1) Evidence that the assignment was recorded before issuance of the patent;

(2) Processing fee set forth in 37 CFR 1.17(1);

(3) Fee set forth in 37 CFR 1.20(a); and

(4) Form PTO/SB/44.

Please charge our Deposit Account in the amount of $230.00 for the filing of this

Petition and Request. The Commissioner is authorized to charge any deficiency of up to $300.00 or

credit any excess in this fee to Deposit Account No. 04-0100.

Applicant respectfully requests that the petition be granted and that a Certificate of

Correction be issued.

The Commissioner is authorized to chafgé any deficiency of up to $300.00 or credit any

‘excess in this fee due with this submission to Deposit Account No. 04-0100.

Dated: April 15, 2009

Respectfully submitted,

By_/Flynn Barrison 53,970/
Colin Wright

Registration No.: 62,900
DARBY & DARBY P.C.
P.O. Box 770
Church Street Station
New York, New York 10008-0770
(212) 527-7700
(212) 527-7701 (Fax)
Attorneys/Agents For Applicant

4229988.1 0202806-US0
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Correspondent: PETER C. SCHECHTER
DARBY & DARBY P.C. . . -
P.O. BOX 5257
NEW YORK, NY 10150-5257

: Search Results as of: 04/09/2009 03:00 PM
if you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350.
Waeb intertace last modified: October 18, 2008 v.2.0.2

i HOME | INDEX{ SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http://assignments.uspto.gov/assignments/q?db=pat&qt=pat&reel=&frame=&pat=7509739...  4/9/2009



PTO/SB/44 {09-07)

Approved for use through 08/31/2010. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information untess it displays a valid OMB control number.
(Also Form PTO-1050

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page _1_of _1 |
PATENT NO. : 7,509,739
APPLICATION NO. : 10/537,232
ISSUE DATE : March 31, 2009
INVENTOR(S) : Tomiharu Okita et al.

It is certified that an error appears or errors appear in the above-identified patent and that said
Letters Patent is hereby corrected as shown below:

In the Front Cover:

Please replace the Assignee residence with “Anjo-Shi, Alchl (JP)”.

MAILING ADDRESS OF SENDER (Please do not use customer number below):
Colin Wright

DARBY & DARBY P.C. 1

P.O. Box 770

Church Street Station

New York, New York 10008-0770

4222310.1 0202806-USO
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UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

03 FEB 2006 MRS

John P. Musone

Siemens Corporation
Intellectual Property Department
170 Wood Avenue South

Iselin, NJ 08830

In re Application of
JANSSEN, et al.

Application No.: 10/537,237 : DECISION ON PETITION
PCT No.: PCT/DE03/03959 :
Int. Filing Date: 02 December 2003 : UNDER 37 CFR 1.181

Priority Date: 05 December 2002

Attorney Docket No.: 2002P19841WOUS

For: TURBINE SHAFT AND PRODUCTION OF A
TURBINE SHAFT

This decision is in response to applicant's "Request to Withdraw Notification of
Abandonment” filed 27 January 2006 in the United States Patent and Trademark Office
(USPTO). The request is being treated as a petition under 37 CFR 1.181. No petition fee is
required.

BACKGROUND

On 02 December 2003, applicant filed international application PCT/DE03/03959, which
claimed priority of an earlier application filed 05 December 2002. A copy of the international
application was communicated to the United States Patent and Trademark Office from the
International Bureau on 17 June 2004. Pursuant to 37 CFR 1.495, the deadline for payment of the
basic national fee in the United States was to expire 30 months from the priority date, 05 June
2005.

On 31 May 2005, applicant filed a transmittal letter for entry into the national stage in the
United States, which was accompanied by, inter alia: the requisite basic national fee as required
by 35 U.S.C. 371(c)(1); an English language translation of the international application; an
executed declaration of the inventors; a preliminary amendment and an assignment document for
recording.

On 04 November 2005, applicant was mailed a NOTIFICATION OF ABANDONMENT
(Form PCT/DO/E0/909) informing applicant that payment of full U.S. Basic National Fee had
not been received prior to the expiration of thirty months from the priority date and that above-
identified application was abandoned as to the United States.

On 27 January 2006, applicant filed the present petition under 37 CFR 1.181 requesting
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Application No.: 10/537,237
withdrawal of the abandonment.
DISCUSSION

A review of the USPTO fee records for deposit account number 19-2179 finds that there
were sufficient funds in the account to charge the full U.S. Basic National Fee.

Further, a review of the application file reveals that all of the requirements of 35 U.S.C.
371 for entry into the national stage in the United States were satisfied on 31 May 2005.

CONCLUSION

Applicant's petition under 37 CFR 1.181 is GRANTED.
The Notification of Abandonment mailed 04 November 2005 is hereby VACATED.

This application will be given an international application filing date of 02 December
2003 and a date of 31 May 2005 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the DO/EO/US for processing in accordance with
this decision.

YA Y as

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571)272-3294

Fax: (571) 273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
] P.0. Box 1450
Alexandria, VA 22313-1450

COPY MAILED |

AUG 1 0 2009
GOUDREAU GAGE DUBUC
2000 MCGILL COLLEGE ~ OFFICE OF PETITIONS
SUITE 2200

MONTREAL QC H3A 3H3 CA CANADA

In re Application of

Daniel Bleau :

Application No. 10/537,253 : ON PETITION
Filed: June 1, 2005 :

Attorney Docket No. 712/15107.2

This is a decision in response to the petition, filed June 4, 2009, to revive the above-identified
application under the provisions of 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the final Office
action mailed September 19, 2008, which set a shortened statutory period for reply of three (3)
months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the application became abandoned on December 20, 2008. A Notice of
Abandonment was mailed on April 27, 2009. On June 4, 2009, the present petition was filed.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of amendment; (2) the petition fee of $810; and (3) an adequate statement of
unintentional delay’.

The application is being referred to Technology Center AU 3772 for appropriate action by the
Examiner in the normal course of business on the amendment received June 4, 2009.

Telephone inquiries concerning this decision should be directed to the undersigned at
571§ 272-3204. Inquiries relating to further prosecution should be directed to the Technology
enter.

D e

Brinkley
Petitions Examiner
Office of Petitions

! 37CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional. While it is not apparent whether the person signing the statement of .
unintentional delay was in a position to have firsthand or direct knowledge of the facts and circumstances of the delay at issue, such statement is
being treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
gOcto er 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an in1uiry. If such inquiry results in the

iscovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

GOUDREAU GAGE DUBUC Mail Date: 05/17/2010
2000 MCGILL COLLEGE
SUITE 2200
MONTREAL, QC H3A 3H3
CANADA
Applicant : Daniel Bleau : DECISION ON REQUEST FOR
Patent Number : 7625349 : RECALCULATION of PATENT
Issue Date : 12/01/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/537,253 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1142 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

BIRCH STEWART KOLASCH & BIRCH MAR 262010
PO BOX 747
FALLS CHURCH VA 22040-0747 OFFICE OF PETITIONS

In re Application of

Antonio CAMARGOQO, et al :
Application No. 10/537,264 : DECISION ON PETITION

Filed: February 28, 2008 : TO WITHDRAW
Attorney Docket No. 1890-0103PUSI : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed January 19, 2010. '

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to
the client or a duly authorized representative of the client all papers and property (including
funds) to which the client is entitled; and (3) notified the client of any responses that may be due
and the time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request cannot be approved because no correspondence address for future communications
from the Office has been provided.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.
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Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
6735.

/DCG/

Diane C. Goodwyn
Petitions Examiner
Office of Petitions

cc: MARK J. NUELL
12770 HIGH BLUFF DRIVE,
SUITE 260
SAN DIEGO CA 92130
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Robert E. Cannuscio

Drinker, Biddle & Reath, LLP

One Logan Square

18" and Cherry Streets

Philadelphia, PA 19103-6996

In re Application of

Pitt et al. :

Application No.: 10/537,276 ; DECISION
PCT No.: PCT/GB02/02730 :

Int. Filing Date: 14 June 2002 ; ON
Priority Date: 12 February 2002 :

Attorney Docket No.: 8830-338 US1 (209954) : PETITION

For:  Method And Apparatus For Displaying
Advertisements On A Vehicle

This is in response to the petition under 37 CFR 1.137(b) filed on 27 May 2005.

BACKGROUND

This international application was filed on 14 June 2002, claimed an earlier priority date of
12 February 2002, and designated the U.S. The International Bureau transmitted a copy of the
published international application to the USPTO on 21 August 2003. The 30 month time period
for paying the basic national fee in the United States expired at midnight on 12 August 2004.
This international application became abandoned with respect to the national stage in the United
States under 35 U.S.C. 371 for failure to timely pay the basic national fee. '

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1. 137(b) must be
accompanied by (1) the required reply, unless previously filed, (2) the petition fee as set forth in §
1.17(m); (3) a statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to this paragraph was unintentional. The
Commissioner may require additional information where there is a question whether the delay was
unintentional; and (4) any terminal disclaimer (and fee as set forth in § 1.20 (d)) required pursuant
to paragraph (c) of this section.

Regarding requirement (1), the required reply in the form of the $150.00 small entity basic
national fee has been paid.

Regarding requirement (2), the $750.00 small entity petition fee accompanied the petition.

Regarding requirement (3), the petition itself does not include a statement of unintentional
delay, but it is accompanied by a “Statement From Assignee In Support Of Petition For Revival
Of Application” which is accompanied by an assignment document executed in favor of Agripa
Limited by the inventors nominated in the international application. The “Statement...” has been
signed by John Dunlop Pitt in the capacity of “CEO Agripa Limited.” The “Statement...”
indicates that “the entire delay in filing a national application related to the above international
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application from the date the national application was required to be filed until the date of filing of
grantable petition under 37 CFR 1.137(b) was unintentional,” but the assignment in favor of
Agripa was not executed until 26 May 2005, over nine months after the date the application
became abandoned. Since assignee Agripa had no interest in the application between the date of
abandonment (midnight on 12 August 2004) and the date the assignment was executed (26 May
2005), assignee does not have standing to state that the “entire delay” was unintentional. As
such, assignee’s statement relating to unintentional delay is not sufficient to satisfy the
requirements of 37 CFR 1.137(b).

Regarding requirement (4), no terminal disclaimer is required because the international
filing date of this application is later than 8 June 1995.

The declaration of the inventors is defective because the name of one of the inventors
(“O’Neil”) differs from the similar name (“O’Neill”) of an inventor nominated by the published
international application, and counsel has not adequately explained this discrepancy. Therefore, it
is not clear if the declaration nominates the same inventive entity as does the published
international application. Counsel is required to explain this discrepancy (e.g., whether it arose
from a mere typographic error).

DECISION
The petition under 37 CFR 1.137(b) is DISMISSED, without prejudice.

If reconsideration on the merits of this matter is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1. 137(b).” Extensions of
time may be obtained under 37 CFR 1.136(a).

Please direct any further correspondence with respect to this matter to the Assistant
Commissioner for Patents, Mail Stop PCT, P.O. Box 1450, Alexandria, VA 22313-1450, and
address the contents of the letter to the attention of the PCT Legal Office.

Boris Milef George M. Dombroske
PCT Legal Examiner PCT Legal Examiner
PCT Legal Office PCT Legal Office

Tel: (571) 272-3283
Fax: (571) 273-0459
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Robert E. Cannuscio

Drinker, Biddle & Reath, LLP
One Logan Square

18" and Cherry Streets
Philadelphia, PA 19103-6996

In re Application of

Pitt et al. ;

Application No.: 10/537,276 : DECISION
PCT No.: PCT/GB02/02730 ;

Int. Filing Date: 14 June 2002 ; ON
Priority Date: 12 February 2002 :

Attorney Docket No.: 8830-338 US1 (209954) : PETITION

For:  Method And Apparatus For Displaying
Advertisements On A Vehicle

This is in response to the renewed petition under 37 CFR 1.137(b) filed on 09 January
2005.

DISCUSSION

In a decision mailed on 23 November 2005, the petition under 37 CFR 1.137(b) filed on
27 May 2005 was dismissed without prejudice because

Regarding requirement (3), the petition itself does not include a statement of
unintentional delay, but it is accompanied by a “Statement From Assignee In
Support Of Petition For Revival Of Application” which is accompanied by an
assignment document executed in favor of Agripa Limited by the inventors
nominated in the international application. The “Statement...” has been signed by
John Dunlop Pitt in the capacity of “CEO Agripa Limited.” The “Statement...”
indicates that “the entire delay in filing a national application related to the above
international application from the date the national application was required to be
filed until the date of filing of grantable petition under 37 CFR 1.137(b) was
unintentional,” but the assignment in favor of Agripa was not executed until 26
May 2005, over nine months after the date the application became abandoned.
Since assignee Agripa had no interest in the application between the date of
abandonment (midnight on 12 August 2004) and the date the assignment was
executed (26 May 2005), assignee does not have standing to state that the “entire
delay” was unintentional. As such, assignee’s statement relating to unintentional
delay is not sufficient to satisfy the requirements of 37 CFR 1.137(b).

The instant renewed petition is accompanied by a “Statement From Applicant’s
Attorney...” which states in part that

Based on the facts related to the filing of this application and the information that
has been provided to me by representatives of the Applicants and the Assignee, the
entire delay in filing a national application related to the above international
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application from the date the national application was required to be filed until the
date of filing of grantable petition under 37 CFR 1.137(b) was unintentional.

This is being construed as a statement that “the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b)
was unintentional.” Petitioner must notify the Patent and Trademark Office if such an
interpretation of the statement in the petition is not correct. Thus, the statement in the petition is
being accepted in satisfaction of 37 CFR 1.137(b)(3).

The decision mailed on 23 November 2005 also stated that

The declaration of the inventors is defective because the name of one of the
inventors (“O’Neil”) differs from the similar name (“O’Neill”) of an inventor
nominated by the published international application, and counsel has not
adequately explained this discrepancy. Therefore, it is not clear if the declaration
nominates the same inventive entity as does the published international application.
Counsel is required to explain this discrepancy (e.g., whether it arose from a mere
typographic error).

Since applicants have not resolved this issue, it would not be appropriate to accept the
declaration of record at this time. In the event that the discrepancy arose from a mere
typographic error, applicants are required to provide a statement to that effect. In the event that
the discrepancy did NOT arise from a mere typographic error, either a new oath or declaration in
compliance with 37 CFR 1.497(a) and (b) or else a petition under 37 CFR 1.182 is required.

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.
A proper response must be filed within TWO (2) MONTHS from the mail date of this
decision. Extensions of time are available under 37 CFR 1.136(a). Failure to timely reply will

result in ABANDONMENT of this application.

Please direct any further correspondence with respect to this matter to the Assistant
Commissioner for Patents, Mail Stop PCT, P.O. Box 1450, Alexandria, VA 22313-1450, and

adc%jficjltents of the letter to the attention of the PCT Legal Office.

Boris Milef eorge M. Dombroske
PCT Legal Examiner PCT Legal Examiner
PCT Legal Office PCT Legal Office

Tel: (571) 272-3283
Fax: (571) 273-0459



= ! d . :
07 Jun 2006 N
United States Patent and.d. emark Office ,.

) 3 Ny "

N

Urited States Paioal am Yoo AT
AL

Atexandnagxewmpmgw

Robert E. Cannuscio

Drinker, Biddle & Reath, LLP
One Logan Square

18" and Cherry Streets
Philadelphia, PA 19103-6996

In re Application of

Pitt et al.

Application No.: 10/537,276

PCT No.: PCT/GB02/02730 ;

Int. Filing Date: 14 June 2002 : DECISION
Priority Date: 12 February 2002 :

Attorney Docket No.: 8830-338 US1 (209954)

For: Method And Apparatus For Displaying

: Advertisements On A Vehicle

This is in response to the “Response To Decision On Petition” filed on 10 April 2006.

DISCUSSION

In a decision mailed on 17 March 2006, the renewed petition under 37 CFR 1.137(b) filed
on 09 January 2006 was granted, but the declaration of the inventors was not accepted because

The decision mailed on 23 November 2005 also stated that

The declaration of the inventors is defective because the name of one of the inventors
(“O’Neil”) differs from the similar name (“O’Neill”) of an inventor nominated by the
published international application, and counsel has not adequately explained this
discrepancy. Therefore, it is not clear if the declaration nominates the same inventive
entity as does the published international application. Counsel is required to explain this
discrepancy (e.g., whether it arose from a mere typographic error).

Since applicants have not resolved this issue, it would not be appropriate to accept
the declaration of record at this time. In the event that the discrepancy arose from
a mere typographic error, applicants are required to provide a statement to that
effect. In the event that the discrepancy did NOT arise from a mere typographic
error, either a new oath or declaration in compliance with 37 CFR 1.497(a) and (b)
or else a petition under 37 CFR 1.182 is required.

The instant “Response...” states in part that

the Declaration included a typographic error... Specifically, the inventor’s name
was misspelled as “O’Neil.” The correct spelling of the inventor’s name is
“O’Neill.” The spelling was correct on the published international application as
well as the Assignment. The typographic error was inadvertently introduced into
the Declaration by the undersigned, and it was overlooked by the inventor when
the Declaration was executed.
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The details of how the typographic error arose are further clarified by the “Statement In
Support Of Declaration” signed by Robert E. Cannuscio. Based on the totality of the evidence
now of record, it would be appropriate to conclude that the discrepancy between the spelling of
the inventor’s name on the published international application and on the executed declaration
constitutes a mere typographic error. Accordingly, the declaration is being accepted for purposes
of compliance with 37 CFR 1.497(a) and (b).

DECISION

The declaration is ACCEPTED as noted above.

The $65.00 surcharge under 37 CFR 1.492(h) is being charged to counsel’s Deposit
Account No. 50-0573, as authorized by the 27 May 2005 Transmittal Letter.

This application is being forwarded to the National Stage Processing Branch for further
processing. Its date under 35 U.S.C. 371(c)(1), (2) and (4) is 27 May 2005.

9

Leonard Smith George M. Dombroske
PCT Legal Examiner PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Tel: (571) 272-3283
Fax: (571) 273-0459
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Commissioner for Patents
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Marina Larson & Associates, LLC COPY MAILED

P.O. Box 4928

Dillon CO 80435 DEC 0 5 2007
OFFICE OF PETITIONS

Applicant: Sanders et al.

Appl. No.: 10/537,280

International Filing Date: November 28, 2003

Title: Binding Partners for the Thyrotropin Recepto and Uses Thereof
Attorney Docket No.: URQU.P-016

Pub. No.: US 2006/0241289 Al

Pub. Date: October 26, 2006

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on December 26, 2006, for the above-identified application

The request is granted-in-part.

Applicant requests that the application be republished because the patent application publication
contains material errors, wherein the preliminary amendment to the specification was not
included in the publication, as the Office did not follow its procedures and require a substitute
specification and because an unrelated Figure 5 was included with the publication.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. :

The request for republication of the application with respect to the drawings is GRANTED. The
corrected patent application publication will be published in due course, unless the patent issues
before the application is republished.

The error noted by requestor with respect to the preliminary amendment is not an Office error.
Applicant’s assertion that the Office did not follow the procedure as set forth in the MPEP by

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 26, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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requiring a substitute specification since the amendment filed with the application was not in a
format usable for publication is not persuasive. A preliminary amendment filed upon the entry of
the national stage of an international application under 35 U.S.C. 371 is not part of the original
disclosure (because the filing date of the national stage application is the international filing date
and not the national stage entry date) so the patent application publication need not include such
an amendment.

The patent application publication does not include a mistake regarding the failure to include the
preliminary amendment to the specification in the publication by the Office because patent
application publications are not required to include preliminary amendments, according to 37
CFR 1.215(a), 2 which says the following, in part:

(a) ... The patent application publication will be based upon the specification and
drawings deposited on the filing date of the application, as well as the executed oath or
declaration submitted to complete the application. The patent application publication
may also be based upon amendments to the specification (other than the abstract or
the claims) that are reflected in a substitute specification under Sec. 1.125(b),
amendments to the abstract under Sec. 1.121(b), amendments to the claims that are
reflected in a complete claim listing under Sec. 1.121(c), and amendments to the
drawings under Sec. 1.121(d), provided that such substitute specification or amendment
is submitted in sufficient time to be entered into the Office file wrapper of the application
before technical preparations for publication of the application have begun. (emphasis
added) '

§ 1.215(c) says the following:

(c) At applicant's option, the patent application publication will be based upon the copy of the
application (specification, drawings, and oath or declaration) as amended, provided that applicant
supplies such a copy in compliance with the Office electronic filing system requirements within
one month of the mailing date of the first Office communication that includes a confirmation
number for the application, or fourteen months of the earliest filing date for which a benefit is
sought under title 35, United States Code, whichever is later.

While the patent application publication may now include a preliminary amendment, the Office
is not required to use the preliminary amendment. The Office changed the procedures for
publication of patent applications so as to publish applications as amended, when possible. Until
2004, patent application publications were published as origi