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This is a decision on the petition under 37 CFR 1.78(a)(3), filed July 14, 2009, to accept an
unintentionally delayed claim under 35 U.S.C. §120 for the benefit of priority to the prior-
filed nonprovisional applications set forth in the Application Data Sheet (ADS) filed
concurrently with the instant petition.

The petition under 37 CFR 1.78(a)(3) is DISMISSED.

The present nonprovisional application was filed after November 29, 2000, and the claim

herein for the benefit of priority to the prior-filed nonprovisional application is submitted
after expiration of the period specified in 37 CFR 1.78(a)(2)(ii). Therefore, this is a proper
petition under 37 CFR 1.78(a)(3).

A petition for acceptance of a claim for late priority under 37 CFR §1.78(a)(3) is only
applicable to those applications filed on or after November 29, 2000. Further, the petition
is appropriate only after the expiration of the period specified in 37 CFR § 1.78(a)(2)(i1). In
addition, the petition under 37 CFR § 1.78(a)(3) must be accompanied by:

(1 the reference required by 35 U.S.C. §120 and 37 CFR
§1.78(a)(2)(i) of the prior-filed application, unless previously

submitted;
(2 the surcharge set forth in § 1.17(t); and
3 a statement that the entire delay between the date the claim was

due under 37 CFR §1.78(a)(2)(ii) and the date the claim was filed
was unintentional. The Director may require additional
information where there is a question whether the delay was
unintentional.
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As to item (1), the petition does not comply with the requirements for a grantable petition
under 37 CFR §§1.78(a)(3), in that, a proper reference to the prior-filed applications has
not been included in an amendment to the first sentence of the specification following the
title or in an executed supplemental Application Data Sheet, as provided by 37 CFR §§
1.78(a)(2)(iid).

Applicant is advised that a supplemental application data sheet (ADS) must bear a proper
signature as required by 37 CFR 1.33(b). The ADS submitted with the present petition
does not bear a proper signature as required by 37 CFR 1.33(b). Form PTO/SB/14 contains
an appropriate signature block and can be obtained at _http://www.uspto.gov/ebc/
portal/efs/sb0014.fill. pdf. Applicant is further advised that a supplemental ADS must be
titled in accordance with 37 CFR 1.76(c)(2). Therefore, before the petition under 37 CFR §
1.78(a)(3) can be granted, a renewed petition and either an Application Data Sheet (37
CFR 1.76(a)(5)) or a proper amendment (complying with the provisions of 37 CFR 1.121) to
correct the above matters must be filed in the present application.

Any questions concerning this matter may be directed to Anthony Smith at (571) 272-3298.

Any further correspondence with respect to this matter may be filed electronically via EFS-
Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of
PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration

Byanlvu

Bryan Lin

Legal Examiner

PCT Legal Administration
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This is a decision on the renewed petition under 37 CFR 1.78(a)(3), filed December 29,
2009, to accept an unintentionally delayed claim under 35 U.S.C. §120 for the benefit of
. priority to the prior-filed nonprovisional applications set forth in the Application Data
. Sheet (ADS) filed concurrently with the instant petition.

The petition is GRANTED.

The present nonprovisional application was filed after November 29, 2000, and the claim
herein for the benefit of priority to the prior-filed application is submitted after expiration
of the period specified in 37 CFR 1.78(a)(2)(ii). Therefore, this is a proper petition under 37
CFR 1.78(a)(3).

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only
applicable to those applications filed on or after November 29, 2000. Further, the petition
is appropriate only after the expiration of the period specified in 37 CFR 1.78(a)(2)(i1). In
addition, the petition under 37 CFR 1.78(a)(3) must be accompanied by:

€)) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(1) of the prior-filed application, unless previously
submitted;

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(i1) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.
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The petition complies with the requirements for a grantable petition under 37 CFR
1.78(a)(3) in that (1) a reference to the prior-filed nonprovisional applications has been
included in an application data sheet, as provided by 37 CFR 1.78(a)(2)(iii); (2) the
surcharge fee required by 37 CFR 1.17(t) has been submitted; and (3) the petition contains
a proper statement of unintentional delay. Accordingly, having found that the instant
petition for acceptance of an unintentionally delayed claim for the benefit of priority under
35 U.S.C. § 120 to the prior-filed nonprovisional application satisfies the conditions of 37
CFR 1.78(a)(3), the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed
application under 37 CFR 1.78(a)(3) should not be construed as meaning that this
application is entitled to the benefit of the prior-filed applications. In order for
this application to be entitled to the benefit of the prior-filed applications, all
other requirements under 35 U.S.C. § 120 and 37 CFR 1.78(a)(1) and (a)(2) must be
‘met. Similarly, the fact that the corrected Filing Receipt accompanying this
decision on petition includes the prior-filed applications should not be construed .
as meaning that applicant is entitled to the claim for benefit of priority to the
prior-filed applications noted thereon.

A corrected Filing Receipt, which includes the priority claim to the prior-filed
nonprovisional and international applications, accompanies this decision on petition.

" Any inquiries concerning this decision may be directed to Anthony Smith, Attorney
Advisor, at (571) 272-3298. All other inquiries concerning either the examination
procedures or status of the application should be directed to the Technology Center.

This matter is being referred to Technology Center Art Unit 2629 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority to the prior-filed
applications.

—

Byontun

Bryan Lin
Legal Examiner
PCT Legal Administration
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Applicant : H Randall Craig : DECISION ON REQUEST FOR
Patent Number : 7637418 : RECALCULATION of PATENT
Issue Date : 12/29/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/553,593 : OF WYETH AND NOTICE OF INTENT TO

Filed : 10/18/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 489 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of :

OZAKI et al : DECISION ON
Application No.: 10/553,601 :

PCT No.: PCT/JP2004/005818 :

Int. Filing Date: 22 April 2004 : PETITION UNDER
Priority Date: 22 April 2003 : '

Attorney Docket No.: 10/553,601

For: CELL STIMULATING DEVICE AND CELLS :

STIMULATING METHOD : 37 CFR 1.181

This decision is in response to applicant’s “COVER LETTER REGARDING
SUBMISSION OF SUPPLEMENTAL APPLICATION DATA SHEET” filed on 15 August
2008 with the correct name of the second inventor as Kouichi, ITOH. This is being treated as a
petition under 37 CFR 1.181.

BACKGROUND

On 22 April 2004, applicants filed international application No. PCT/DE03/01519, which
claims a priority date of 22 April 2003.

On 18 October 2005, applicant filed in the United States Patent and Trademark Office
(PTO) a Transmittal Letter (Form PTO-1390) accompanied by, inter alia, the basic national fee.
No executed declaration was filed on such date.

On 22 January 2007, the United States Designated/Elected Office (DO/EOQ/US) mailed a
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EOQ/905) which
informed applicant, inter alia, that an "Oath or Declaration of the inventors, in compliance with
37 CFR 1.497(a) and (b), identifying the application by International application number and
international filing date. The current oath or declaration does not comply with 37 CFR 1.497(a)
and (b) in that it: is not executed in accordance with either 37 CFR 1.66 or 37 CFR 1.68.

On 23 July 2007, applicants filed an executed declaration.

On 22 February 2008, the United States Designated/Elected Office (DO/EOQ/US) mailed a
“NOTIFICATION OF DEFECTIVE RESPONSE” (Form PCT/DO/EQ/916), which, inter alia,
stated that the spelling of the second inventor’s first name on the declaration doesn’t correspond
with the spelling on the published application.
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On 15 August 2008, applicants responded with the current petition.

DISCUSSION

It is unclear from the submission whether the corrected name is due to a name change or
a typographical error since applicant has provided no explanation. Therefore, the declaration of
the inventor is not acceptable at this time, in that the name of the named inventor, Kouichi ITOH,
does not correspond to that set forth in the international application, Koichi, ITO.

MPEP § 605.04(c) requires in instances where an inventor has changed his or her name
after the application has been filed to submit a petition under 37 CFR 1.182. The petition must
include (1) the appropriate petition fee and (2) an affidavit signed with both names setting forth
the procedure whereby the change of name was effected, or a certified copy of the court order.

Applicant must provide items (1) and (2) for consideration. Alternatively, applicants may
provide a showing that the name change was effected in accordance with PCT Rule 92Bis prior
to the filing of the present national stage application.

Also, in the case where there is no change name of the individual but an incorrect name
was given, a petition under 37 CFR 1.182 should be filed requesting correction of applicant's
name.

If, however, the name change is due to a typographical error then applicant needs to state
and explain it by filing a petition under 37 CFR 1.181. If filed under 37 CFR 1.181 the
reconsideration request should include a cover letter entitled “Renewed Petition under 37 CFR
1.181.”

For the reasons above, the application may not enter into national stage processing at this
time. '

CONCLUSION

The petition under 37 CFR 1.181 is DISMISSED, without prejudice.

A proper response to the Notice must be filed within TWO (2) MONTHS from the mail
date of this decision. Extensions of time are available under 37 CFR 1.136(a). Failure to timely
file the proper response will result in ABANDONMENT.

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration. ’

Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 272-0459
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In re Application of ;

OZAKI et al ; - DECISION ON
Application No.: 10/553,601 '

PCT No.: PCT/JP2004/005818 :

Int. Filing Date: 22 April 2004 ; PETITION UNDER
Priority Date: 22 April 2003 :

Attorney Docket No.: 10/553,601

For: CELL STIMULATING DEVICE AND CELLS :

STIMULATING METHOD : 37 CFR 1.181

This decision is in response to applicant’s “RENEWED PETITION UNDER 37 CFR
1.181” filed on 18 November 2008.

BACKGROUND

In a decision from this Office on 19 September 2008, the decision indicated that the
application could not enter into national stage at that time since it was unclear the name of the
second named inventor . '

On 18 November 2008, this renewed petition was filed and states that the correct name of
the second inventor is Kouichi ITOH.

DISCUSSION

The correct name of the second named inventor is “Kouichi ITOH” as explained in the
petition and this name will be reflected in the US national stage processing. Applicants indicate
that the mistake was merely a transliterated error. As such, the correct name Kouichi ITOH will
be reflected in the U.S. national stage processing.

Applicants’ response is accepted as a sufficient response to the Notification of Missing
Requirements (FORM PCT/DO/EQ/905) mailed on 22 February 2008.

For the reasons above, the application may enter into national stage processing at this
time.

CONCLUSION

The petition under 37 CFR 1.181 is GRANTED.
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This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing. The 35 USC 371(c)(1), (c)(2), and (c)(4) date of this

application is 23 July 2007.

caétg("/‘

PLegal Examiner
PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 272-0459
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In re Application of :

Becker, et al. : LETTER REGARDING

Application No.: 10/553,607 : PATENT TERM ADJUSTMENT
Filed: November 3, 2006
Attorney Docket No0.09432.0062-00

This is in response to the “NOTICE OF POSSIBLE PTO ERROR IN THE
DETERMINATION OF PATENT TERM ADJUSTMENT AND REQUEST FOR REVIEW
OF CALCULATION” filed July 24, 2009. Pursuant to applicants’
duty of good faith and candor to the Office, applicants requests
that the determination of patent term adjustment under 35 U.S.C
154 (b) be reviewed for accuracy.

The request for review of determination of the patent term
adjustment is GRANTED to the extent indicated herein.

The Office has updated the PALM and PAIR screens to reflect that
the Patent Term Adjustment (PTA) determination at the time of
the mailing of the Notice of Allowance is zero (0) days. A copy
of the updated PALM screen, showing the corrected determination,
is enclosed. ’

On June 11, 2009, a Determination of Patent Term Adjustment
under 35 U.S.C. 154(b) was mailed indicating that the patent
term adjustment to date is 36 days. On July 24, 2009,
applicants submitted the instant comment. Applicants disclose
that based on their calculations the patent term adjustment
should be 13 days. Specifically, applicants state that:

Applicants believe that there should have been a 40
day deduction of patent term adjustment from the date the
Applicants filed a Supplemental Information Disclosure
Statement on July 9, 2008 rather than a 17 day delay for
filing the previously filed Supplemental Information
Disclosure Statement on June 16, 2008.

Excerpt from Notice of Possible PTO Error in the Determination of Patent Term
Adjustment and Request for Review of Calculation, filed July 24, 2009, pgs.
1-2.
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A review of the record reveals that an additional period of
reduction is warranted under 37 CFR 1.704 (c) (8) for the filing
of an Information Disclosure Statement on July 9, 2008.

37 CFR 1.704(c) (8) provides that:

(c) Circumstances that constitute a failure of the
applicant to engage in reasonable efforts to conclude
processing or examination of an application also include
the following circumstances, which will result in the
following reduction of the period of adjustment set forth
in § 1.703 to the extent that the periods are not
overlapping:

(8) Submission of a supplemental reply or other
paper, other than a supplemental reply or other paper
expressly requested by the examiner, after a reply has been
filed, in which case the period of adjustment set forth in
§ 1.703 shall be reduced by the number of days, if any,
beginning on the day after the date the initial reply was
filed and ending on the date the supplemental reply or
other such paper was filed.

37 CFR 1.704(d) provides that:

(d) A paper containing only an information disclosure
statement in compliance with §§ 1.97 and 1.98 will not be
considered a failure to engage in reasonable efforts to
conclude prosecution (processing or examination) of the
application under paragraphs (c) (6), (c) (8), (c) (9), or
(c) (10) of this section if it is accompanied by a statement
that each item of information contained in the information
disclosure statement was first cited in any communication
from a foreign patent office in a counterpart application
and that this communication was not received by any
individual designated in § 1.56(c) more than thirty days
prior to the filing of the information disclosure
statement. This thirty-day period is not extendable.

It is undisputed that applicants filed Information Disclosure
Statements on June 16, 2008, and July 9, 2008, after a response
was filed to the non-final Office action on May 30, 2008. A
review of the Information Disclosure Statements, filed June 16,
2008, and July 9, 2008, reveals that the Information Disclosure
Statements were not accompanied by statements under 37 CFR
1.704(d). Furthermore, the record does not support a conclusion
that the examiner expressly requested the filing of either
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Information Disclosure Statement. Thus, applicants failed to
engage in reasonable efforts to conclude prosecution of the
application.

Pursuant to 37 CFR 1.704(c) (8), a first period of reduction of
17 days was entered, counting the number of days beginning on
the day after the date the initial reply was filed, May 31,
2008, and ending on the date that the IDS was filed, June 16,
2008. Pursuant to 37 CFR 1.704(c) (8), a second period of
reduction 40 days should have been entered, counting the number
of days beginning on the day after the date the initial reply
was filed, May 31, 2008, and ending on the date that the second
IDS was filed, July 9, 2008.

37 CFR 1.704 (c) provides that “[clircumstances that constitute
a failure of the applicant to engage in reasonable efforts to
conclude processing or examination of an application .. will
result in the following reduction of the period of adjustment
set forth in § 1.703 to the extent that the periods are not
overlapping.” In this instance, the first period of reduction
of 17 days (from May 31, 2008 to June 16, 2008) totally
overlaps with the second period of reduction of 40 days (from
May 31, 2008 to July 9, 2008). Accordingly, an additional
period of reduction of 23 days (i.e. the non-overlapping period
from June 17, 2008 to July 9, 2008) is warranted and will be
entered. '

Additionally, a review of the application history reveals that a
period of reduction is warranted under 37 CFR 1.704(b)' for the

1 37 CFR 1.704 (b) states:

With respect to the grounds for adjustment set forth in §§ 1.702(a)
through (e), and in particular the ground of adjustment set forth in
§ 1.702(b), an applicant shall be deemed to have failed to engage in
reasonable efforts to conclude processing or examination of an
application for the cumulative total of any periods of time in
excess of three months that are taken to reply to any notice or
action by the Office making any rejection, objection, argument, or
other request, measuring such three-month period from the date the
notice or action was mailed or given to the applicant, in which case
the period of adjustment set forth in § 1.703 shall be reduced by
the number of days, if any, beginning on the day after the date that
is three months after the date of mailing or transmission of the
Office communication notifying the applicant of the rejection,
objection, argument, or other request and ending on the date the
reply was filed. The period, or shortened statutory period, for
reply that is set in the Office action or notice has no effect on
the three-month period set forth in this paragraph.
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filing of a reply in the form of a Declaration and Power of
Attorney on November 3, 2006, in excess of the three month
period from the June 27, 2006, mailing date of the Notification
of Missing Requirements under 35 U.S.C. 371 in the United States
Designated/Elected Office (DO/EO/US). Thus, applicants failed
to engage in -reasonable efforts to conclude processing or
examination of this application. Accordingly, the period of
adjustment set forth in § 1.703 should have been reduced under
37 CFR 1.704(b) by 37 days, the number of days in the period
beginning on the day after the date that is three months after
the date of mailing of the Notification of Missing Requirements
under 35 U.S.C. 371 in the United States Designated/Elected
Office (DO/EO/US), September 28, 2006, and ending on the date
the reply was filed, November 3, 2006. A period of reduction of
37 days will be entered.

In view thereof, the determination of patent term adjustment at
the time of the mailing of the notice of allowance is zero (0)

days (57 days of Office delay - 81 (37 + 1 + 17 + 23 + 3) days

of applicant delay).

As this letter was submitted as an advisement to the Office of
an error in the calculation of the Patent Term Adjustment, the
Office will not assess the $200.00 application fee under 37
1.18(e). The Office thanks applicants for their good faith and
candor in bringing this to the attention of the Office.

Applicants are reminded that any delays by the Office pursuant
to 37 CFR 1.702(a) (4) and 1.702(b) and any applicant delays
under 37 CFR 1.704(c) (10) will be calculated at the time of the
issuance of the patent and applicants will be notified of the
revised patent term adjustment to be indicated on the patent in
the Issue Notification letter that is mailed to applicants
approximately three weeks prior to issuance.

Telephone inquiries regarding this specific matter should be
directed to Kenya A. McLaughlin, Petitions Attorney, at (571)
272~3222.

Chuiio 1 no~Falia. Dorine 89

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of REVISED PALM screen
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Applicant : Wolfgang Becker : DECISION ON REQUEST FOR
Patent Number : 7610582 : RECALCULATION of PATENT
Issue Date : 10/27/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/553,607 : OF WYETH AND NOTICE OF INTENT TO

Filed : 11/03/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 291 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Mark G. Lappin, P.C.
Greenberg Traurig LLP
One International Place
Boston, MA 02110

In re Application of :  DECISION ON
RIVEST et al :

Application No.: 10/553,611

PCT No.: PCT/US04/01845 :

Int. Filing Date: 23 January 2004 :  PETITION UNDER
Priority Date: 25 January 2003 :

Attorney's Docket No.: 67065-037(PEPL-0112)

For: MICROPAYMENT PROCESSING :

METHOD AND SYSTEM : 37CFR 1.137(b)

This decision is in response to applicant’s “Petition For Revival Of An International
Application For Patent The U.S. Abandoned Unintentionally Under 37 CFR 1.137(b),” filed on
18 October 2005. The petition fee of $750.00 under 37 CFR 1.17(m) has been charged to
Deposit Account No.: 50-1133.

BACKGROUND

On 23 January 2004, this international application was filed claiming an earliest priority
date of 25 January 2003. The deadline for paying the basic national fee in the United States
under 35 U.S.C. 371 and 37 CFR 1.495 was 25 July 2005. This international application became
abandoned with respect to the United States at midnight on 25 July 2005 for failure to pay the
required basic national fee.

On 18 October 2005, applicants filed in the United States Patent and Trademark Office
(PTO) a transmittal letter for entry into the national stage in the U.S. under 35 U.S.C. 371, which
was accompanied by, inter alia, the national basic fee, the instant petition under 37 CFR
1.137(b), and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed; (2) the petition fee as set forth in
§ 1.17(m); and (3) a statement that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant to this paragraph was unintentional.
The Commissioner may require additional information where there is a question whether the
delay was unintentional; and (4) any terminal disclaimer (and fee as set forth in § 1.20 (d))
required pursuant to paragraph (c) of this section.
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Petitioner has provided: (1) the proper reply by having submitted the basic national filing
fee, (2) the petition fee set forth in §1.17(m), and (3) the proper statement under 137(b)(3). In
this application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459



0 8 JUN 2007

UNITED STATES PATENT and TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450

ALEXANDRIA, VA 22313-1450

WWW.uspto.gov

Stephen E.- Arnett

PERKINS COIE LLP

P.O. Box 1247

Seattle, Washington 98111-1247

In re Application of - : DECISION ON
Rivet et al :

PCT No.: PCT/US04/01845 :

Application No: 10/553,611 :  PETITION UNDER

Int. Filing Date: 23 January 2004

Priority Date: 25 January 2005 :

Attorney's Docket No.: 67065-037 (PEPL-0112) : 37CFR 1.47(a)
For: MICROPAYMENT PROCESSING ‘ :

METHOD AND SYSTEM

This is in response to the “PETITION UNDER 37 CFR 37 C.F.R. 1.47(A)” filed on 26
February 2007. The petition fee is now $200.00 for a petition under 37 CFR 1.47(a) so the check
of $130.00 is insufficient to cover the petition fee.

BACKGROUND

In a decision from this Office on 16 June 2006, the petition to revive aforementioned
application was granted.

On 24 July 2006, the United States Designated/Elected Office (DO/EO/US) mailed a
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/E0/905) which
informed applicant, inter alia, that an "Oath or Declaration of the inventors, in compliance with
37 CFR 1.497(a), and (b), identifying the application by International application number and
international filing date" must be submitted within two months from the date of this Notice or by
32 months from the priority date, whichever is later, in order to avoid abandonment of the
national stage application.

On 26 February 2007, petitioner filed the present petition, a declaration in support of
filing on behalf of omitted inventors Prasad Jonnalagadda, Perry Solomon and Robert Carey
accompanied, inter alia, an executed Declaration without their signatures.
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee
under 37 CFR 1.17(g), (2) factual proof that the missing joint inventor refuses to
execute the application or cannot be reached after diligent effort, (3) a statement
of the last known address of the missing inventor, and (4) an oath or declaration
by each 37 CFR 1.47(a) applicant on his or her own behalf and on behalf of the
non-signing joint inventor.

Furthermore, section 409.03(d) of the Manual of Patent Examining Procedure (M.P.E.P.)
Proof of Unavailability or Refusal, the relevant sections states, in part:

REFUSAL TO JOIN:

A refusal by an inventor to sign an oath or declaration when the inventor
has not been presented with the application papers does not itself suggest
that the inventor is refusing to join the application unless it is clear that the
inventor understands exactly what he or she is being asked to sign and
refuses to accept the application papers. A copy of the application papers
should be sent to the last known address of the nonsigning inventor, or, if
the nonsigning inventor is represented by counsel, to the address of the
nonsigning inventor's attorney. The fact that an application may contain
proprietary information does not relieve the 37 CFR 1.47 applicant of the
responsibility to present the application papers to the inventor if the
inventor is willing to receive the papers in order to sign the oath or
declaration. It is noted that the inventor may obtain a complete copy of the
application, unless the inventor has assigned his or her interest in the
application, and the assignee has requested that the inventor not be
permitted access. See MPEP § 106. It is reasonable to require that the
inventor be presented with the application papers before a petition under
37 CFR 1.47 is granted since such a procedure ensures that the inventor is
apprised of the application to which the oath or declaration is directed. In
re Gray, 115 USPQ 80 (Comm'r Pat. 1956).

Where a refusal of the inventor to sign the application papers is alleged,
the circumstances of the presentation of the application papers and of the
refusal must be specified in a statement of facts by the person who
presented the inventor with the application papers and/or to whom the
refusal was made. Statements by a party not present when an oral refusal
is made will not be accepted.

Proof that a bona fide attempt was made to present a copy of the ,
application papers (specification, including claims, drawings, and oath or
declaration) to the nonsigning inventor for signature, but the inventor
refused to accept delivery of the papers or expressly stated that the
application papers should not be sent, may be sufficient. When there is an
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express oral refusal, that fact along with the time and place of the refusal
must be stated in the statement of facts. When there is an express written
refusal, a copy of the document evidencing that refusal must be made part
of the statement of facts. The document may be redacted to remove
material not related to the inventor's reasons for refusal.

When it is concluded by the 37 CFR 1.47 applicant that a nonsigning
inventor's conduct constitutes a refusal, all facts upon which that
conclusion is based should be stated in the statement of facts in support of
the petition or directly in the petition. If there is documentary evidence to
support facts alleged in the petition or in any statement of facts, such
evidence should be submitted. Whenever a nonsigning inventor gives a
reason for refusing to sign the application oath or declaration, that reason
should be stated in the petition.

Petitioner has not satisfied items (1) - (4) of 37 CFR 1.47(a).

Regarding item (1), petitioner has not prov1ded the complete fee of $200.00 under 37
CFR 1.17(g).

Regarding item (2), it has not been sufficiently demonstrated that a copy of the
application papers were presented to the nonsigning inventors Prasad Jonnalagadda, Perry
Solomon and Robert Carney. Petitioner asserts that the documents were e-mailed to them by Mr.
Nix. The documents forwarded to them, however, did not appear to include a copy of the
application papers (specification, including claims, drawings, and oath or declaration) as required
under MPEP 409.03(d) because only two documents (declaration and ass1gnment) were sent to
them as indicated by Mr. Nix.

Regarding item (3), petitioner has provided a statement of the last known address of the
missing inventors but it is unclear why the addresses of nonsigning inventors Prasad
Jonnalagadda and Perry Solomon differ from the addresses stated in the declaration.

Regarding item (4), it is unclear if the signing inventors are Ronald L. Rivest, Silvio
Micali, Joseph Bergeron III and Mark Bates are signing on their behalf and on the behalf of the
non51gmng inventors. A statement that they are signing the declaratlon on behalf of the non-
signing inventors is required. SEE MPEP 602.

Consequently, the petition has not met the requirements under 37 CFR 1.47(a).

CONCLUSION

The petition under 37 CFR 1.47(a) is DISMISSED without prejudice.
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If reconsideration of the merits of the petition under 37 CFR 1.47(a) is desired, applicant
must file a request for reconsideration within TWO (2) MONTHS from the mail date of this
Decision. Any reconsideration request should include a cover letter entitied "Renewed Petition
Under 37 CFR 1.47(a)." Extensions of time are available under 37 CFR 1.136(a). Failure to
timely file the proper response will result in ABANDONMENT.

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration. '

PCT Legal Examiner -
PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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Stephen E. Arnett

PERKINS COIE LLP

P.O. Box 1247

Seattle, Washington 98111-1247

In re Application of . DECISION ON RENEWED
Rivet et al ' :

PCT No.: PCT/US04/01845 :

Application No: 10/553,611 : PETITION UNDER

Int. Filing Date: 23 January 2004 ' o

Priority Date: 25 January 2005 :

Attorney's Docket No.: 67065-037 (PEPL-0112) : 37CFR 1.47(a)/ 1.181

For: MICROPAYMENT PROCESSING :

METHOD AND SYSTEM

 Thisisin response to the “RENEWED PETITION UNDER 37 CFR 1.47(a),” filed on 08
January 2008.

BACKGROUND

In a decision from this Office on 08 June 2007, the initial petition under 37 CFR 1.47(a)
was dismissed. The decision stated that items (1)- (4) under 37 CFR 1.47(a) were not met, and

the decision set a time period of response of two (2) months and extensions of time were
available under 37 CFR 1.136(a). '

On 05 December 2007, the United States Patent and Trademark Office mailed a
“NOTICE OF ABANDONMENT” stating that-the above-identified application is abandoned for
failure to timely reply to the Decision on Petition mailed on 06/08/2007.

On 08 January 2008, petitioner submitted a “Renewed Petition Under 37 CFR 1.47(a)
and Petition to Withdraw Holding of Abandonment under 37 CFR 1.181(a)” requesting
reconsideration of the Office’s decision of 08 June 2007, and to withdraw the abandonment
mailed on 05 December 2007.

DISCUSSION

PETITION UNDER 37 CFR 1.181:

A review of the filed reveals that petitioner had time to response to the Decision mailed
on 08 June 2007, and that petitioner’s response on 08 January 2008 accompanied by a petition:
for a five-month extension time is timely.
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The renewed petition under 37 CFR 1.47(a) is timely.

The petition under 37 CFR 1.181 is GRANTED. The Notice of Abandonment mailed on
05 December 2007 was in error and is hereby VACATED.

PETITION UNDER 37 CFR 1.47(a):

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee
under 37 CFR 1.17(h), (2) factual proof that the missing joint inventor refuses to
execute the application or cannot be reached after diligent effort, (3) a statement
of the last known address of the missing inventor, and (4) an oath or declaration
by each 37 CFR 1.47(a) applicant on his or her own behalf and on behalf of the
non-signing joint inventor. '

The renewed petition satisfies requirements (1), (3), and (4) under 37 CFR 1.47(a) but not
item (2).

Regarding requirement (1), petitioner has provided the complete fee of $200.00 under
37 CFR 1.17(g). ‘

With respect to requirement (2), although the averments of Ms. Kellie S. Bickel and the
signed postal receipts are sufficient to support a bona fide attempt was made to present a copy of
the application papers (specification, including claims, drawings, and oath or declaration) to the
nonsigning inventors for their signatures, the time period for their responses before filing the
~ petition was too short. The application papers were mailed on December 18, 2007 and received
-on December 22, 2007 and December 27, 2007 by Mr. Gione and Mr. Carney, respectively but

the renewed petition was filed on 08 January 2008 (less than a month for the nonsigning
inventors to read, and decide to whether to respond). In fact, an email from Perry Solomon on
December 21, 2007 states that the “end of year is very busy time.” Accordingly, this is a short
time period (about two weeks) to make a determination that they refuse to sign the papers.

With respect to requirement (3), a statement of the last known address of the missing
inventors have been provided.

(1) Perry Solomon
111 85" Street E #17G
New York, New York 10028

(11) Robert Carney
‘ 15 Newman Street
Cambridge, Massachusetts 02140
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Regarding requirement (4), petitioner has provided an executed declaration signed by
Ronald L. Rivest, Silvio Micali, Robert Nix, Prasad Jonnalagadda, Joseph Bergeron iii and Mark
Bates on their behalf and on the behalf of the nonsigning joint inventors Perry Solommon and
Robert Carney.

~ Consequently, the petition does not satisfy all the requirements under 37 CFR 1.47(a).

CONCLUSION

The petition under 37 CFR 1.47(a) is DISMISSED without prejudice.
The petition under 37 CFR 1.181 is GRANTED.

If reconsideration of the merits of the petition under 37 CFR 1.47(a) is desired, applicant
must file a request for reconsideration within TWO (2) MONTHS from the mail date of this
Decision. Any reconsideration request should include a cover letter entitled "Second Renewed
Petition Under 37 CFR 1.47(a)." Extensions of time are available under 37 CFR 1.136(a).
Fatlure to timely file the proper response will result in ABANDONMENT.

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
- Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
- Office of PCT Legal Administration.

acares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3267
Facsimile: (571) 273-0459
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DORSEY & WHITNEY LLP

INTELLECTUAL PROPERTY DEPARTMENT
250 PARK AVENUE

NEW YORK, NY 10177

In re Application of MISHRA et al
U.S. Application No.: 10/553,618
PCT Application No.: PCT/US03/37114
Int. Filing Date: 20 November 2003 :
Priority Date Claimed: 20 November 2002 : DECISION
Attorney Docket No.: 036017/US/2 - 475396-00153 :
For: SYSTEM, PROCESS AND SOFTWARE
ARRANGEMENT FOR DISEASE
DETECTION USING GENOME WIDE
HAPLOTYPE MAPS

This is in response to applicant's "Petition for Revival of an Application for Patent
Abandoned Unintentionally Under 37 CFR 1.137(b)" filed 17 October 2005.

BACKGROUND

On 20 November 2003, applicant filed international application PCT/US03/37114, which
claimed priority of an earlier United States application filed 20 November 2002. The thirty-
month period for paying the basic national fee in the United States expired on 20 May 2005.

International application PCT/US03/37114 became abandoned as to the United States for
failure to timely pay the basic national fee.

On 17 October 2005, applicant filed the present petition under 37 CFR 1.137(b).

DISCUSSION

Under 37 CFR 1.137(b), a petition requesting that an application be revived on the
grounds of unintentional abandonment must be accompanied by: (1) the required reply unless
previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition was unintentional, and (4) a terminal disclaimer if the application was filed before
08 June 1995.
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With regard to item (1), applicant has provided the required basic national fee under
35U.8.C. 371. :

With regard to item (2), applicant has provided the required petition fee.
With regard to item (3), applicant has provided the required statement.

With regard to item (4), because the international application was filed after 08 June
1995, no terminal disclaimer is required.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.137(b) is GRANTED.

‘This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision, including preparation and
mailing of a Notification of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EQ/905)
indicating that an oath or declaration in compliance with 37 CFR 1.497 must be filed.

gt

Bryan Tung
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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LEE WEINSTEIN ’
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OFFICE OF PETITIONS
In re Application of
Sinclair et al. :
Application No. 10/553, 621 : DECISION ON PETITION
Filed: October 17, 2005 : PURSUANT TO
Attorney Docket No.: ) : 37 C.F.R. § 1.181(a)

ObjectDetect?2
Title: OBJECT DETECTION SYSTEM

This is a decision on the petition pursuant to 37 C.F.R.

§ 1.137(b), to revive the above-identified application, filed on
April 6, 20009.

This petition is DISMISSED.

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
May 11, 2007, which set a shortened statutory period for reply
of three months. No response was received, and no extensions of
time under the provisions of 37 C.F.R. § 1.136(a) were

requested. Accordingly, the above-identified application became
abandoned on August 12, 2007. A notice of abandonment was '
mailed on December 27, 2007.

A grantable petition pursuant to 37 C.F.R § 1.137(b) must be
accompanied by:

(1) The reply required to the outstanding Office action or
notice, unless previously filed;

(2) The petition fee as set forth in 37 C.F.R § 1.17 (m);

(3) A statement that the entire delay in filing the

' required reply from the due date for the reply until
the filing of a grantable petition pursuant to this
paragraph was unintentional. The Commissioner may
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require additional information where there is a
question whether the delay was unintentional, and;

(2) Any terminal disclaimer (and fee as set forth in 37
C.F.R § 1.20(d)) required pursuant to paragraph (d) of
this section.

37 C.F.R. § 10.18(a) sets forth, in toto:

For all documents filed in the Office in patent, trademark, and
other non-patent matters, except for correspondence that is
required to be signed by the applicant or party, each piece of
correspondence filed by a practitioner in the Patent and
Trademark Office must bear a signature, personally signed by such
practitioner, in compliance with § 1.4(d) (1) of this chapter.

This petition has been submitted without a signature, and as
such, the petition cannot be processed. For this reason, the
petition must be dismissed.

Any reply must be submitted within TWO MONTHS from the mail date
of this decision. Extensions of time under 37 C.F.R. § 1.136(a)
are permitted. The reply should include a cover letter entitled
“Renewed Petition pursuant to 37 C.F.R. § 1.137(b)”. This is
not a final agency action within the meaning of 5 U.S.C § 704.

Any subsequent filing pertaining to the abandonment of this
application should indicate that the attorney handling this
matter is Paul Shanoski, and may be submitted by mail,1 hand-
delivery,® or facsimile.® Registered users of EFS-Web may
alternatively submit a response to this decision via EFS-Web.?

If responding by mail, Petitioner is advised not to place the
undersigned’s name on the envelope. Only the information that
appears in the footnote should be included - adding anything
else to the address will delay the delivery of the response to
the undersigned.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225.° All other ingquiries

1 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

2 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314.

3 (571) 273-8300- please note this is a central facsimile number.

4 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

5 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
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concerning examination procedures should be directed to the
Technology Center.

Paul Shanoski
Senior Attorney
Office of Petitions

reminded that no telepﬁone discussion may be controlling or considered
authority for any further action(s) of Petitioner.
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Robert J. Goodell

Morgan, Lewis & Bockius LLP
1111 Pennsylvania Avenue N.W.
Washington, D.C. 20004

In re application of
IWAKURA, Masabhiro; et al. :
U.S. Application No.: 10/553,626 : DECISION ON PETITION
Filing Date: 09 April 2004 : UNDER 37 CFR 1.137(b)
Attorney Docket No.:040894-7330 :
For: PROTEIN ARRAY AND PROCESS

FOR PRODUCING THE SAME

This decision is in response to applicants’ “Petition to Revive an Abandoned
Application under 37 CFR 1.37(b)” filed 07 March 2006 in the United States Patent and
Trademark Office (USPTO).

BACKGROUND

On 09 April 2004, applicants filed international application PCT/JP04/005150
which claimed priority of an earlier application filed 10 April 2003. Pursuant to 37 CFR
- 1.495, the deadline for payment of the basic national fee in the United States was to expire
30 months from the priority date, 10 October 2005. :

On 07 March 2006, applicants filed a transmittal for entry into the national stage in
the United States, which accompanied by, inter alia: the requisite basic national fee as
required by 35 U.S.C. 371(c)(1); and the present petition to revive pursuant to 37 CFR
1.137(b) .

DISCUSSION

A petition under 37 CFR 1.137(b) requesting that the application be revived on the
grounds of unintentional abandonment must be accompanied by (1) the required reply, (2) the
petition fee required by law, (3) a statement that the “entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to this paragraph was
unintentional,” and (4) any terminal disclaimer and fee required pursuant to 37 CFR 1.137(c).

With regard to Item (1), the proper response, i.e., the submission of the basic national fee
has been received.

Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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As to Item (2), the appropriate petition fee of $1500.00 as required by 37 CFR 1.17(m)
has been paid.

With regard to Item (3), applicant’s statement that “[t]he entire delay in filing the
national stage application in the USPTO as well as the entire delay in filing this Petition from the
due date set forth by 37 C.F.R. 1.495(b) until the filing of this Petition was unintentional” is
construed to mean “that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to this paragraph was unintentional. If this
interpretation is incorrect, Applicant must immediately notify the Office of PCT Legal
Administration. As such, the requirement under 37 C.F.R. 1.137(b)(3) has been satisfied.

As to Item (4), the terminal disclaimer is not required since this application was filed
after 08 June 1995. :

CONCLUSION

All of the requirements of 37 CFR 1.137(b) have been met and applicant’s petition to
revive is GRANTED.

This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing including the issuance of a Notification of Missing
Requirements (Form PCT/DO/EO/905) indicating that an oath or declaration in compliance with
37 C.F.R. 1.497(a)-(b), a surcharge fee under 37 C.F.R. 1.492(h), a translation of the
international application and a processing fee under 37 G.F.R. 1.492(1) are required. _

Boris Milef

Petitions Detailee Attorney-Advigor

Office of PCT Legal Administration Office of PCT Legal Administration
U.S. Patent and Trademark Office U.S. Patent and Trademark Office
P.O. Box 1450 = : P.O. Box 1450

Alexandria, VA 22313 Alexandria, VA 22313

VOX (571) 272-6094 : VOX (571) 272-3288

FAX (571) 273-0459 © FAX (571) 273-0459
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In re Application of

Svenn Kluver JEPSEN :

Application No. 10/553,629 : DECISION ON PETITION

‘Filed: July 20, 2006 : TO WITHDRAW

Attorney Docket No. 052209-0140 . : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed November 17, 2008. :

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to the
client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the
time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Courtenay C. Brinckerhoff behalf of the attorneys of record associated
with Customer No. 22428.

The attorneys of record associated with Customer No. 22428 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

All future communications from the Office will be directed to the address indicated below until
otherwise properly notified by the applicant.

In order to request or take action in a patent matter, the assignee must establish its ownership of the
patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b) must
have either: (i) documentary evidence of a chain of title from the original owner to the assignee
(e.g., copy of an executed assignment), and a statement affirming that the documentary evidence of
the chain of title from the original owner to the assignee was or concurrently is being submitted for
recordation pursuant to § 3.11; or (ii) a statement specifying where documentary evidence of a
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chain of title from the original owner to the assignee is recorded in the assignment records of the
Office (e.g., reel and frame number).

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
6735.

iane Goodwyn
Petitions Examiner
Office of Petitions

cc: SVENN KLUVER JEPSEN
KOLLEMOSEVEJ 33D
HOLTE DK-2840
DENMARK
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In re Application of

WIDERSTROM, Carin

Application No. 10/553,630

Filed: August 21, 2006

Attorney Docket No. (15041.10USWO)

Commissioner for Patents

Umted States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
JAN 212009

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed November 17, 2008.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Foley and Lardner LLP has
been revoked by the assignee of the patent application on January 13, 2009. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Michelle R. Eason at 571-272-

4231.

Tl 4] aar
Michelle R. Eason

Paralegal Specialist
Office of Petitions

cc: MERCHANT & GOULD PC
P.O. BOX 2903
MINNEAPOLIS MN 55402-0903
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LERNER, DAVID, LITTENBERG,
KRUMHOLZ & MENTLIK

600 SOUTH AVENUE WEST
WESTFIELD NJ 07090

In re Application of

CHAIVIGNAC ;

Serial No.: 10/553,643 : DECISION ON
PCT App. No.: PCT/IB04/00898 :

Int’l Filing Date: 27 January 2004 ; PETITION UNDER
Priority Date: 27 January 2003 :

Attorney Docket No.: SAIME 3.3-003 : 37 CFR 1.137(b)
For: . BREATHING ASSISTANCE DEVICE,

AND METHOD OF REGULATION

The petition to revive under 37 CFR 1.137(b) filed 14 October 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that the "entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1. 137(b5) was unintentional" meets the
requirement of 37 CFR 1.137(b)(3). :

A review of the application file reveals that the basic national fee of $300 has been provided. The
required petition fee of $1500 was also paid. Thus, the requirements of 37 CFR 1.137(b) have been
satisfied. Therefore, the request to revive the application abandoned under 35 U.S.C. 371(d) is granted
as to the National stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office for further
processing. The 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date is 14 October 2005.

: Cynthia M. Kratz

Attorney Advisor
Office of PCT Legal Administration

Telephone: 571-272-3286
Facsimile: 571-273-0459
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BAKER & DANIELS LLP Mail Date: 04/21/2010
111 E. WAYNE STREET

SUITE 800
FORT WAYNE, IN 46802

Applicant : Emil Stark : DECISION ON REQUEST FOR
Patent Number : 7654285 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/553, 645 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/24/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 460 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Address: COMMISSIONER FOR PATENTS
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David A. Einhorn, Esqg. Mail Date: 07/23/2010
Baker & Hostetler LLP

45 Rockefeller Plaza
New York, NY 10111

Applicant : Tae Wan Kim : DECISION ON REQUEST FOR

Patent Number : 7655307 : RECALCULATION of PATENT

Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/553,647 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/14/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 952 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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FOLEY AND LARDNER LLP
SUITE 500

3000 K STREET NW
WASHINGTON DC 20007

In re Application of

Serguei Soukharev et al :

Serial No.: 10/553,650 : PETITION TO MAKE SPECIAL
Filed: October 14, 2005 :

Attorney Docket No.: 089548-0155

This is in response to the petition filed on October 14, 2005, to make the above-identified
application special under the provisions of 37 CFR 1.102(d).

M.P.E.P. 708.02, part XI relates to petitions to make an application special for countering
terrorism.

International terrorism as defined in 18 U.S.C. 2331 includes activities that - (A) involve violent acts or acts
dangerous to human life that are a violation of the criminal laws of the United States or of any State, or that
would be a criminal violation if committed within the jurisdiction of the United States or of any State; [and] (B)
appear to be intended - (I) to intimidate or coerce a civilian population; (ii) to influence the policy of a
government by intimidation or coercion; or (iii) to affect the conduct of a government by assassination or .
kidnapping... The types of technology for countering terrorism could include, but are not limited to, systems for
detecting/identifying explosives, aircraft sensors/security systems, and vehicular barricades/disabling systems.
Applicants who desire that an application relating to inventions for countering terrorism be made special should
file a petition requesting the U.S. Patent and Trademark Office to make the application special. The petition for
special status should be accompanied by a statement explaining how the invention contributes to countering
terrorism. .

Applicant meets the requirements of the above section. Therefor the petition is GRANTED.
The application will be acted on by the assigned examiner in due course.

Should there be any questions with regard to this letter please contact William R. Dixon, Jr. by
letter addressed to the Director, Technology Center 1600, PO BOX 1450, ALEXANDRIA, VA

22313-1450, or by telephone at 571-272-0519 or by facsimile transmission to the general Ofﬁce’
facsimile number, 571-273-8300.

Special Program Exammer, Technology Center 1600
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SMART & BIGGAR Mail Date: 06/22/2010
P.O. BOX 2999, STATION D

900-55 METCALFE STREET
OTTAWA, ON KI1P 5Y6

CANADA
Applicant : Kenneth Kao : DECISION ON REQUEST FOR
Patent Number : 7635560 : RECALCULATION of PATENT
Issue Date : 12/22/2009 : TERM ADJUSTMENT IN VIEW

Application No: 10/553, 661 : OF WYETH AND NOTICE OF INTENT TO
Filed : 10/17/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 0 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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David M. McConoughey
Stoll, Miskin & Badie

350 Fifth Ave. Ste. 4710
New York NY 10118-4710

In re Application of

EDUARDO DIAZ DEL RIO PEREZ :  DECISION ON
Application No.: 10/553,663 :

PCT No.: PCT/IB04/01539 : PETITION

Int. Filing Date: 16 April 2004 o :

Priority Date: 18 April 2003 : UNDER 37 CFR 1.47(b)

Attorney's Docket No.: 576391-2003 S
For: EXPLOSION-INHIBITING ARTICLES OF :
MANUFACTURE

This is a decision on petition under 37 CFR 1.47(b), filed 09 November 2006 to permit
petitioner (applicant) to file the above-captioned application on behalf of the non-signing sole
inventor, EDUAROD DIAZ DEL RIO PEREZ. Applicant’s request for a three month extension
of time is granted.

BACKGROUND

On 16 April 2004, applicant filed international application No. PCT/IB04/01539 which
claimed a priority date of 18 April 2003, and which designated the United States. A copy of the

international application was communicated to the United States by the International Bureau on
28 October 2004.

On 17 October 2005, within 30 months from the priority date, applicant filed a transmittal
letter for entry into the national stage in the United States which was accompanied by, inter alia,:
basic national filing fee.

On 09 June 2006, the United States Designated/Elected Office (DO/EQO/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS indicating that the oath or declaration of the
inventor, in compliance with 37 CFR 1.497(a) and (b) must be furnished within two months from
the mail date of the notice or the application would be abandoned. Extensions of time were
available. _

On 09 November 2006, petitioner filed the instant petition requesting that the above-
identified application be accepted under the provisions of 37 CFR 1.47(b). The petition was
accompanied by a Statement of David M. McConoughey, regarding inventor Eduardo Diaz Del
Rio Perez’s refusal to sign the application, a declaration executed by the nonsigning inventor
directed to the prior filed provisional application, and a copy of an Agreement executed by
inventor Eduardo Diaz Del Rio Perez, which identifies the U.S. priority application.
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DISCUSSION

A petition under 37 CFR 1.47(b) must be accompanied by (1) the requisite petition fee, (2)
factual proof that the inventor refuses to execute the application or cannot be reached after
diligent effort, (3) a statement of the last known address of the inventor, (4) an oath or
declaration by the 37 CFR 1.47(b) applicant on behalf of and as agent for the non-signing
inventor, (5) proof that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the
application, and (6) a showing that such action is necessary to preserve the rights of the parties or
to prevent irreparable damage. '

Petitioner has satisfied Item (1), with the payment of the required $200 petition fee charged
to Petitioner’s deposit account per his authorization.

With regard to Item (2), petitioner is attempting to provide adequate proof that the sole
inventor refuses to sign the application. Specifically, Mr. McConoughey’s declaration states, and
accompanying exhibits demonstrate, that in a 29 September 2006 letter, he requested the
nonsigning inventor Diaz Del Rio Perez to execute the declaration for this application. The letter
included a copy of the international application and declaration. Thereafter, on 6 November
2006, Mr. McConoughey communicated with the nonsigning inventor’s lawyer, Daniel J.
O’Connor. Mr. O’Connor indicated that he would “see what he could do with respect to the
execution of the declaration by the inventor.” No reply from either the nonsigning inventor or
his attorney was received. On 9 November 2006, applicant filed the instant petition. Three days
is insufficient time to allow the nonsigning inventor’s counsel to reach Mr. Diaz Del Rio Perez
and confirm his willingness or unwillingness to sign the application. Applicant has not yet
satisfied Item (2).

Item (3) is satisfied because Petitioner provided a statement of the last known address of
the inventor.

As for Item (4), Petitioner provided a declaration executed by the inventor directed to the
provisional application. What is required is a declaration executed on behalf of the nonsigning
inventor and identifying the 37 CFR 1.47(b) applicant. Here, the declaration does not fulfill the
requirement of 37 CFR 1.497(b) and a newly executed declaration is required which complies
with 37 CFR §§1.497(a) and (b) and 1.47(b). Where an application is executed by one other than
the inventor, the declaration required by 37 CFR 1.63 must state the full name, residence, post
office address, and citizenship of the nonsigning inventor. Also, the title or position of the person
signing must be stated if signing on behalf of a corporation under 37 CFR 1.47(b). The 37 CFR
1.47(b) applicant must state his or her relationship to the inventor as required by 37 CFR 1.64.
See MPEP §409.03(b) for further details. Item (4) is not yet satisfied. .

_ Regarding item (5), Section 409.03(f) of the MPEP, Proof of Proprietary Interest, states,
1n part: :

When an application is deposited pursuant to 37 CFR 1.47(b), the 37 CFR 1.47(b)
applicant must prove that

(A) the invention has been assigned to the applicant, or

(B) the inventor has agreed in writing to assign the invention to the applicant, or

(C) the applicant otherwise has sufficient proprietary interest in the subject matter to justify
the filing of the application.

If the application has been assigned, a copy of the assignment (in the English
Language) must be submitted. The assignment must clearly indicate that the
~1nvention described in the 37 CFR 1.47(b) application was assigned to the 37 CFR
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1.47(b) applicant. A statement under 37 CFR 3.73(b) by the assignee must also be
- submitted (see MPEP § 324)....

When an inventor has agreed in writing to assign an invention described in an
application deposited pursuant to 37 CFR 1.47(b), a copy of that agreement should
be submitted. If an agreement to assign is dependent on certain specified conditions
being met, it must be established by a statement of facts by someone with first hand
knowledge of the circumstances in which those conditions have been met. A typical
agreement to assign is an employment agreement where an employee (nonsigning
inventor) agrees to assign to his or her employer (37 CFR 1.47(b) applicant) all
inventions made during employment. When such an agreement is relied on, it must
be established by the affidavit or declaration of a person having firsthand knowledge
of the facts that the invention was made by the employee while employed by the 37
CFR 1.47(b) applicant.

If the invention has not been assigned, or if there is no written agreement to
assign, the 37 CFR 1.47(b) applicant must demonstrate that he or she otherwise has a
sufficient proprietary interest in the matter.

A proprietary interest obtained other than by assignment or agreement to assign
may be demonstrated by an appropriate legal memorandum to the effect that a court
of competent jurisdiction (federal, state, or foreign) would by the weight of authority
in that jurisdiction award title of the invention to the 37 CFR 1.47(b) applicant. The
facts in support of any conclusion that a court would award title to the 37 CFR
1.47(b) applicant should be made of record by way of an affidavit or declaration of
the person having firsthand knowledge of same. The legal memorandum should be

repared and signed by an attorney at law familiar with the law of the jurisdiction
involved. A copy (in the English language) of a statute (if other than the United
States statute) or a court decision (if other than a reported decision of a federal court
or a decision reported in the United States Patents Quarterly) relied on to
demonstrate a proprietary interest should be made of record.

Here, petitioner is attempting to prove that the 37 CFR 1.47(b) applicant has sufficient
proprietary interest in the subject matter to justify filing the application. The assignment,
attached to the petition, is between Eduardo Diaz Del Rio Perez and Fusaco IP Sarl. The
assignment is defective to prove the proprietary interest because the assignment does not identify
the U.S. application at issue, but identifies provisional priority application. Applicant does not
demonstrate how this agreement is directed to the above referenced application.

Where there is no written agreement to assign or the invention has not been assigned,
petitioner must demonstrate a proprietary interest by an appropriate legal memorandum. No such
statement is found for such purpose. As stated above and reiterated here, an appropriate legal
memorandum to the effect that a court of competent jurisdiction (federal, state, or foreign) would
by the weight of authority in that jurisdiction award title of the invention to the 37 CFR 1.47(b)
applicant is required. The facts in support of any conclusion that a court would award title to the
37 CFR 1.47(b) applicant should be made of record by way of an affidavit or declaration of the
person having ﬁrstEand knowledge of same. The legal memorandum should be prepared and. -
signed by an attorney at law familiar with the law of the jurisdiction involved. A copy (in the
English language) of a statute (if other than the United States statute) or a court decision (if other
than a reported decision of a federal court or a decision reported in the United States Patents
Quarterly) relied on to demonstrate a proprietary interest should be made of record. A statement
under 37 CFR 3.73(b) by the assignee must also be submitted. Where the oath or
declaration is being signed on behalf of an assignee, see MPEP § 324. Item (5) is not satisfied.
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As for Item (6), irreparable damage may be established by a showing (a statement) that a
filing date is necessary to preserve the rights of the party and to prevent irreparable damage.
Such statement has been presented (section F of the petition). Thus, item (6) is satisfied.

Accordingly, items (2), (4) and (5) above are not satisfied and the petition under 37 CFR
1.47(b) must be dismissed.

CONCLUSION
The petition under 37 CFR 1.47(b) is DISMISSED WITHOUT PREJUDICE.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(b)." No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box'1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the

Office of PCT Legal AdministrationT

e . [t

Cynthia M. Kratz
Attorney Advisor
PCT Legal Office
Office of PCT Legal Administration

Tel: 571-272-3286
Fax: 571-273-0459
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Commissioner for Patents
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David M. McConoughey
Stoll, Miskin & Badie

350 Fifth Ave. Ste. 4710
New York NY 10118-4710

In re Application of .

EDUARDO DIAZ DEL RIO PEREZ - . DECISION ON
Application No.: 10/553,663 : :

PCT No.: PCT/IB04/01539 : PETITION

Int. Filing Date: 16 April 2004 : »

Priority Date: 18 April 2003 : UNDER 37 CFR 1.47(b)

Attorney's Docket No.: 576391-2003 :
For: EXPLOSION-INHIBITING ARTICLES OF : -
MANUFACTURE

This is a decision on petition under 37 CFR 1.47(b), filed 30 October 2007 to permit
petitioner (applicant) to file the above-captioned application on behalf of the non-signing sole
inventor, EDUAROD DIAZ DEL RIO PEREZ. Applicant’s request for a four month extension
of time is granted.

BACKGROUND

On 16 April 2004, applicant filed international application No. PCT/IB04/01539 which
claimed a priority date of 18 April 2003, and which designated the United States. A copy of the
international application was communicated to the United States by the International Bureau on
28 October 2004. '

On 17 October 2005, within 30 months from the priority date, applicant filed a transmittal
letter for entry into the national stage in the United States which was accompanied by, inter alia,:
basic national filing fee.

On 09 June 2006, the United States Designated/Elected Office (DO/EOQ/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS indicating that the oath or declaration of the
inventor, in compliance with 37 CFR 1.497(a) and (b) must be furnished within two months from
the Ilmll)lll date of the notice or the application would be abandoned. Extensions of time were
available.

On 09 November 2006, petitioner filed a petition requesting that the above-identified
application be accepted under the provisions of 37 CFR 1.47(b). The petition was accompanied
by a Statement of David M. McConoughey, regarding inventor Eduardo Diaz Del Rio Perez’s
refusal to sign the application, a declaration executed by the nonsigning inventor directed to the
prior filed provisional application, and a copy of an Agreement executed by inventor Eduardo
Diaz Del Rio Perez. S

On 30 April 2007, a decision dismissing the petition was mailed indicating that applicant
had not demonstrated with factual proof that the inventor refuses to execute the application or
cannot be reached after diligent effort; had not submitted an oath or declaration by the 37 CFR
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1.47(b) applicant on behalf of and as agent for the non-signing inventor; and had not submitted
. proof that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the application.

DISCUSSION

A petition under 37 CFR 1.47(b) must be accompanied by (1) the requisite petition fee, (2)
factual proof that the inventor refuses to execute the application or cannot be reached after
diligent effort, (3) a statement of the last known address of the inventor, (4) an oath or
dec%aration by the 37 CFR 1.47(b) applicant on behalf of and as agent for the non-signing
inventor, (5) proof that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the
application, and (6) a showing that such action is necessary to preserve the rights of the parties or
to prevent irreparable damage.

Petitioner previously satisfied Item (1), (3) and (6) .

With regard to Item (2), petitioner has provided adequate proof that the sole inventor
refuses to sign the application. Specifically, counsel for assignee David McConoughey
enumerates several attempts to contact the nonsigning inventor for his signature on the
application through his attorney, without success. In a 29 September 2006 letter, Mr.
McConoughey requested the nonsigning inventor Diaz Del Rio Perez to execute the declaration
for this application. The inventor never responded to this letter. Thereafter, on 6 November
2006, 31 August 2007, 03 October 2007 and 11 October 2007, Mr. McConoughey
communicated with the nonsigning inventor’s lawyer, Daniel J. O’Connor in an attempt to obtain
the nonsigning inventor’s signature on the application papers. These attempts were unsuccessful.
This is sufficient evidence to show that the inventor is unwilling to sign the application papers.
Applicant has now satisfied Item (2). .

As for Item (4), Petitioner provided a declaration executed by the inventor directed to the
international application. The declaration is executed on behalf of the nonsigning inventor and
identifies the 37 CFR 1.47(b) applicant. The declaration fulfills the requirement of 37 CFR
1.497(b) and complies with 37 CFR §§1.497(a) and (b) and-1.47(b). Item (4) is now satisfied.

Regarding item (5), the 37 CFR 1.47(b) applicant has proven that the invention has been
assigned to the applicant. The assignment, attac%ed to the petition, is between Eduardo Diaz Del
Rio Perez and Fusaco IP Sarl. Counsel has demonstrated gow this agreement is directed to the
above referenced application. However, a statement under 37 CFR 3.73(b) by the assignee must
also be submitted and is still outstanding. Where the oath or declaration is being signed on
behalf of an assignee, see MPEP § 324. Item (5) is not satisfied.

Accordingly, item (5) above is not satisfied and the petition under 37 CFR 1.47(b) must be
dismissed. . - ,
CONCLUSION
The petition under 37 CFR 1.47(b) is DISMISSED WITHOUT PREJUDICE.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(b)." No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).



Application No.: 10/553,663 | 3

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration. A

f Cynthia M. Kratz W

" Attorney Advisor
PCT Legal Office
Office of PCT Legal Administration

Tel: 571-272-3286
Fax: 571-273-0459




d 7 JUN 2008

Commissioner for Patents
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“\ UNITED STATES PATENT AND TRADEMARK OFFICE

David M. McConoughey
Stoll, Miskin & Badie

350 Fifth Ave. Ste. 4710
New York NY 10118-4710

In re Application of

EDUARDO DIAZ DEL RIO PEREZ :  DECISION ON
Application No.: 10/553,663 :

PCT No.: PCT/IB04/01539 : PETITION

Int. Filing Date: 16 April 2004 :

Priority Date: 18 April 2003 : UNDER 37 CFR 1.47(b)

Attorney's Docket No.: 576391-2003 :
For: EXPLOSION-INHIBITING ARTICLES OF:
MANUFACTURE

This is a decision on renewed petition under 37 CFR 1.47(b), filed 28 April 2008 to permit
petitioner (applicant) to file the above-captioned application on behalf of the non-signing sole
nventor, EDUAROD DIAZ DEL RIO PEREZ. Applicant requested a two month extension of
time, which is granted.

BACKGROUND

On 09 November 2006, petitioner filed a petition requesting that the above-identified
application be accepted under the provisions of 37 CFR 1.47(b). The petition was accompanied
by a Statement of David M. McConoughey, regarding inventor Eduardo Diaz Del Rio Perez’s
refusal to sign the application, a declaration executed by the nonsigning inventor directed to the
prior filed provisional application, and a copy of an Agreement executed by inventor Eduardo
Diaz Del Rio Perez.

On 30 April 2007, a decision dismissing the petition was mailed indicating that applicant
had not demonstrated with factual proof that the inventor refuses to execute the application or
cannot be reached after diligent effort; had not submitted an oath or declaration by the 37 CFR
1.47(b) applicant on behalf of and as agent for the non-signing inventor; and had not submitted
proof that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the application.

On 30 October 2007, applicant filed a renewed petition under 37 CFR 1.47(b), which was
dismissed in a decision mailed on 18 December 2007. On 28 December 2007, a decision
dismissing the petition was mailed. :

On 28 April 2008, a renewed petition was filed along with a statement under 37 CFR
3.73(b).

DISCUSSION

A petition under 37 CFR 1.47(b) must be accompanied by (1) the requisite petition fee, (2)
factual proof that the inventor refuses to execute the application or cannot be reached after
diligent effort, (3) a statement of the last known address of the inventor, (4) an oath or declaration



Application No.: 10/553,663 2

by the 37 CFR 1.47(b) applicant on behalf of and as agent for the non-signing inventor, (5) proof
that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the application, and (6) a
showing that such action is necessary to preserve the rights of the parties or to prevent irreparable
damage.

Petitioner previously satisfied Item (1), (2), (3), (4) and (6) .

Regarding item (5), the 37 CFR 1.47(b) applicant previously proved that the invention has
been assigned to the applicant. The assignment, attached to the petition, is between Eduardo Diaz
Del Rio Perez and Fusaco IP Sarl. Counsel has demonstrated how this agreement is directed to
the above referenced application. With the renewed petition, applicant has provided a statement
under 37 CFR 3.73(b) l?)y the assignee. Item (5) is now satisfied.

Accordingly, the petition under 37 CFR 1.47(b) is GRANTED.

CONCLUSION
“The petition under 37 CFR §1.47(b) is GRANTED.

The U.S. Designated/Elected Office is authorized to accept the application as a 37 CFR
1.47(b) application using the declaration filed 30 October 2007. The application has an
international filing date of 16 April 2004 under 35 U.S.C. 363, and a date of 30 October 2007
under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4). '

As provided in 37 CFR 1.47(b), a notice of the filing of this application will be forwarded to
the non-signing inventors at their respective last known address of record. Also, a notice of the
filing of this application will be published in the Official Gazette.

Cynthia M. Kratz
Attorney Advisor

PCT Legal Office
Office of PCT Legal Administration

Tel: 571-272-3286
Fax: 571-273-0459 -
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Commissioner for Patents

United States Patent and Trademark Office
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Eduardo Diaz Del Rio Perez
Calle Caleruega No. 3
Madrid

SPAIN 28033

Daniel J. O’Connor
Baker & McKenzie LLP
One Prudential Plaza

130 East Randolph Drive
Chicago, IL 60601

In re Application of ' :
EDUARDO DIAZ DEL RIO‘PEREZ : DECISION ON

Application No.: 10/553,663 :

PCT No.: PCT/IB04/01539 : PETITION

Int. Filing Date: 16 April 2004 : '

Priority Date: 18 April 2003 : UNDER 37 CFR 1.47(b)

Attorney's Docket No.: 576391-2003 :
For: EXPLOSION-INHIBITING ARTICLES OF:
MANUFACTURE

Dear Mr. Diaz Del Rio Perez :

You are named as an inventor in the above identified United States patent application, filed under
the provisions of 37 CFR 1.47(a) and 35 U.S.C. § 116. Should a patent be granted, you will be
designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. If you
care to join in the application, counsel of record (see below) would presumably assist you.
Joining in the application would entail the filing of an appropriate oath or declaration by you
pursuant to 37 CFR 1.63.

Gt T LA

/ Cynthia M. Kratz
Attorney Advisor
PCT Legal Office

Telephone: (571)272 -3286

David M. McConoughey
Stoll, Miskin & Badie

350 Fifth Ave. Ste. 4710 .
New York NY 10118-4710
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STERNE, KESSLER, GOLDSTEIN & FOX, P.L.L.C. COPY MAILED
1100 NEW YORK AVE., N.W. APR 0 3 2008
WASHINGTON DC 20005

OFFICE OF PETITIONS

Applicant: Strittmatter et al.

Appl. No.: 10/553,669

International Filing Date: April 16, 2004
Title: NOGO-RECEPTOR ANTAGONISTS FOR THE TREATMENT OF CONDITIONS
INVOLVING AMYLOID PLAQUES

Attorney Docket No.: 2159.0470001/EJH/SAC

Pub. No.: US 2007/0065429-A1

Pub. Date: March 22, 2007

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on May 2, 2007, for the above-identified application.

The request is DISMISSED.

Applicants request that the application be republished because Stephen M. Strittmatter was' not
listed as the first named inventor on the front page of the patent application publication.

37 CFR 1.221(b) is applicable “only when the Office makes a material mistake which is apparent
from Office records. Any request for a corrected or revised patent application publication other
than as provided in paragraph (a) of this section must be filed within two months from the date of
the patent application publication. This period is not extendable.” A material mistake must
affect the public’s ability to appreciate the technical disclosure of the patent application
publication, to determine the scope of the patent application publication, or to determine the
scope of the provisional rights that an applicant may seek to enforce upon issuance of a patent

The instant request does not identify a material mistake in the publication made by the Office
under 37 CFR 1.221(b) with respect to the omitted inventor information. The error does not
affect the public’s ability to appreciate the technical disclosure of the patent application
publication, determine the scope of the patent application publication, or determine the scope of
the provisional rights that an applicant may seek to enforce upon issuance of a patent.

The Combined Declaration and Power of Attorney forms submitted by applicant on

August 9, 2006 are improper because each Declaration does not include a complete listing of the
inventors. When multiple Declarations are submitted, each Declaration must be complete and
contain a complete listing of all the inventors. See MPEP 201.03(II)(B) and MPEP 605.04(a).

'Changes to Implement Eighteen-Month Publication of Patent Applicatioﬁs. 65 FR 57023, 57038 (Sept. 20, 2000),
]239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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On December 13, 2006, a Filing Receipt was mailed by the Office, which improperly listed the
inventive entity. To avoid this type of problem in the future, applicant’s representative should
review the Filing Receipt and make a request for a Corrected Filing Receipt.

To change the order of the inventors after a declaration has been submitted, applicant is required
to submit a petition and fee under 37 CFR 1.182. See MPEP 605.04(f).

. Applicants are advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application in compliance with the Office electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in
§ 1.17(1).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(a) must be submitted via the EFS system as a
“Pre-Grant Publication” and any questions or request for reconsideration of the decision should
be addressed as follows: '

By mailto:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

pLo- Nt

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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UNITED STATES PATENT AND TRADEMARK OFFICE
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STERNE, KESSLER, GOLDSTEIN & FOX, P.L.L.C.
1100 New York Avenue, NW
Washington, DC 20005

In re Application of
MIA, Sha et al
U.S. Application No.: 10/553,685
PCT No.: PCT/US2004/008223 :
Int. Filing Date: 17 March 2004 : DECISION
Priority Date: 19 March 2003 :
Attorney’s Docket No.: 2159.0440003/EJH/J-H
For: NOGO RECEPTOR BINDING
PROTEIN

Applicants’ “Petition for Revival of an International Application for Patent Designating
the United States Abandoned Unintentionally Under 37 CFR §1.137(b)" filed with the
national stage papers on 17 October 2005 is hereby GRANTED as follows:

The basic national fee and petition fee have been paid. Applicants’ statement is
sufficient to meet the requirements of 37 CFR 1.137(b)(3). A terminal disclaimer is not
required. Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

No declaration was provided.

Accordingly, this application is being forwarded to the United States
Designated/Elected Office for further processing including mailing a Notification of
Missing Requirements Under 35 U.S.C. 371 in the United States Designated/Elected
Office (DO/EO/US) (Form PCT/DO/EQ/905) indicating that an oath or declaration in
compliance with 37 CFR 1.497(a) and (b) and a surcharge fee is required.

Momeon_

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302

Commissicner for Patents
United States Patent and Trademark Office
.0. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov
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Craig H Evans Mail Date: 04/21/2010
E I Du Pont De Nemours and Company

Legal Patent Records Center
4417 Lancaster Pike
Wilmington, DE 19898

Applicant : Akiko Mizutani : DECISION ON REQUEST FOR
Patent Number : 7619034 : RECALCULATION of PATENT
Issue Date : 11/17/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/553,691 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/30/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 471 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE
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HENRY M FEIEREISEN, LLC
350 FIFTH AVENUE

SUITE 4714 ,
NEW YORK, NY 10118

In re Application of PFEANNSCHMIDT et al
U.S. Application No.: 10/553,698
PCT Application No.: PCT/EP2004/003475
Int. Filing Date: 01 April 2004 :
Priority Date Claimed: 16 April 2003 : DECISION
Attorney Docket No.: PEANNSCHMIDT-2 . :
For: ELECTRIC MACHINE PROVIDED WITH
COOLED METAL STACKS AND
WINDINGS OF THE STATOR ROTOR

This is in response to applicant's "Petition Under 37 C.F.R. 1.181" filed 21 June 2007.

BACKGROUND

On 01 April 2004, applicant filed international application PCT/EP2004/003475, which
claimed priority of an earlier Germany application filed 16 April 2003. A copy of the
international application was communicated to the USPTO from the International Bureau on 28
October 2004. The thirty-month period for paying the basic national fee in the United States
expired on 17 October 2005 (16 October 2005 was a Sunday).

On 17 October 2005, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 06 June 2006, the DO/EO/US mailed a Notification of Missing Requirements Under
35 U.S.C. 371 (Form PCT/DO/EQ/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 03 August 2006, applicant filed an executed declaration.
On 30 October 2006, the DO/EO/US mailed a Notice of Acceptance of Application

Under 35 U.S.C. 371 (Form PCT/DO/EQ/903), which indicated that the application as filed
contained 10 claims and also indicated a date under 35 U.S.C. 371 of 23 August 2006.
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On 21 June 2007, applicant filed the present petition under 37 CFR 1.181.

DISCUSSION

A review of the application file reveals that there were 11 claims present at the time of
filing and that the 35 U.S.C. 371 requirements were met on 03 August 2006.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is GRANTED.

The Notice of Acceptance of Application Under 35 U.S.C. 371 (Form PCT/DO/EO/903)
mailed 30 October 2006 is hereby VACATED.

. This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision, including preparation and
mailing of: (1) a corrected Notice of Acceptance of Application Under 35 U.S.C. 371 (Form
PCT/DO/EQ/903) which should indicate a date under 35 U.S.C. 371 of 03 August 2006 and (2) a
corrected filing receipt which should indicate a 371(c) date of 03 August 2006 and 11 total
claims.

@M_ow\ (, :/1/-

Bryan Lin
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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PATRICK P ZARETSKI

ATTORNEY-AT-LAW COPY MAILED
51 YOUNG AVENUE

TOTOWA NJ 07512-2044 MAY 2 2 2008

OFFICE OF PETITIONS

In re Application of :

James Schroeder : DECISION ON PETITION
Application No. 10/553,701 :

Filed: May 27, 2005

Attorney Docket No.: P-71804-1

This is a decision on the petition under 37 CFR 1.182 to expedite the petition under
1.181, filed February 22, 2008.

The petition under 37 CFR 1.182 is DISMISSED as unnecessary.

In response to a Petition to Withdraw the Holding of Abandonment, filed February 22,
2008 under 37 CFR 1.181, the Notice of Abandonment was rescinded in a Notice of
Rescinded Abandonment mailed May 13, 2008.

In view thereof, there is no need to treat the petition to expedite. The petition fee in the
amount of $400 is also unnecessary and will be refunded in due course. This matter is
being forwarded to the Publishing Division.

Telephone inquiries related to this decision should be directed to the undersigned
Petitions Attorney at (67 1).272-3212.

i

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
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Hanley, Flight & Zimmerman, LLC
150 S. Wacker Drive

Suite 2100

Chicago, IL 60606

In re Application of
STARK, Emil
Application No.: 10/553,712
PCT No.: PCT/EP2004/003946
Int. Filing Date: 15 April 2004 :
Priority Date: 15 April 2003 : v DECISION
Atty. Docket No.: 102132-30 : '
For: QUICK ACTION CLAMPING
CYLINDER WITH A SIMPLIFIED
STRUCTURE

This decision is issued in response to applicant’s “Request Correction of Filing
Receipt” filed 18 February 2010 and to the “Transmittal of Substitute Declaration”
submitted on 05 April 2010 treated herein as a petition under 37 CFR 1.182 to treat the
present application as a national stage of PCT/EP2004/003946. Deposit Account No. 50-
2455 will be charged the required petition fee, as authorized in the 05 April 2010
communication.

BACKGROUND

On 15 April 2004, applicant filed international application PCT/EP2004/003946
which claimed a priority date of 15 April 2003. On 28 October 2004, a copy of the
international application was communicated to the United States Patent and Trademark
Office (“USPTO”) by the International Bureau (“IB”). The deadline for submission of the
basic national fee was thirty months from the priority date, i.e., 17 October 2005. (15
October 2005 was a Saturday and 16 October 2005 was a Sunday.)

On 17 October 2005, applicant filed a Transmittal Letter for entry into the national
stage in the United States accompanied by, among other materials, payment of the basic
national fee, a preliminary amendment, and a translation into English of the international
application PCT/EP2004/003946. The Transmittal Letter identified the application as a
national stage of PCT/DE2004/003946, filed 15 April 2004.

4 Based on the international application number listed on the Transmittal Letter, the
present application file was established as a national stage of PCT/DE2004/003946.
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On 23 October 2006, applicant filed an executed declaration which identified the
application as a national stage of PCT/DE2004/003946, filed 15 April 2004.

On 04 April 2007, the USPTO mailed a Notification Of Acceptance indicating that
the application was a national stage of PCT/DE2004/003946 (the filing receipt also listed
the application as a national stage of PCT/DE2004/003946).

On 18 February 2010, applicant filed “Request Correction of Filing Receipt.”

On 05 April 2010, applicant filed “Transmittal of Substitute Declaration” which is
being treated as a petition under 37 CFR 1.182.

DISCUSSION

As noted above, the Transmittal Letter filed by applicant to initiate this national
stage application identified the submission as a national stage of PCT/DE2004/003946.
The present submission filed by applicant confirms that the listing of PCT/DE2004/003946
on the original application materials was incorrect, and that the application was intended
as a national stage of PCT/EP2004/003946." Because the present application was created
as a national stage of PCT/DE2004/003946 based on applicant’s original submission,
correction of the application to indicate that it is a national stage of PCT/EP2004/003946
requires a petition under 37 CFR 1.182. The “Transmittal of Substitute Declaration” has
been treated as such a petition. Applicant has authorized a charge to Deposit Account No.
50-2455 for required fees; based on this authorization, Deposit Account No. 50-2455 will be
charged the required $400 petition fee.

It is noted that the 05 April 2010 declaration has been reviewed and is in
compliance with 37 CFR 1.497(a)-(b).

The petition to treat the present application as a national stage of
PCT/EP2004/003946 is granted. The Notification Of Acceptance and filing receipt mailed
04 April 2007 (both of which indicate that the application is a national stage of
PCT/DE2004/003946), are appropriately vacated. '

CONCLUSION

The petition under 37 CFR 1.182 is GRANTED.

USPTO records will be corrected to indicate that the present application is the

_ national stage of PCT/EP2004/003946 with an international filing date of 15 April 2004
and claims priority to DE 103.17 350.1 (15 April 2003). The 35 U.S.C. 371(c) date is 05
April 2010.

"It is noted that the submission included a preliminary amendment which identified the correct international
application number, PCT/EP2004/003946.
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The Notification Of Acceptance and filing receipt mailed 04 April 2007 are hereby
VACATED based on their identification of the present application as a national stage of
PCT/DE2004/003946.

This application is being returned to the National Stage Processing Branch of the
Office Of PCT Operations for processing in accord with this decision, including: (1)
correcting USPTO records so as to identify the present application as a national stage of
PCT/EP2004/003946; and (2) issuing a corrected Notification Of Acceptance; and (3) issuing
a corrected filing receipt which properly identifies the application as a national stage of
PCT/EP2004/003946.

Aoy, —

Anthony Smith
Attorney-Advisor
Office of PCT Legal Administration

Tel.: 571-272-3298
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In re Application of

Christian Hubschwerlen, et al.
Application No. 10/553,721
Filed: January 21,2006
Attorney Docket No. 25587-036

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
SEP.- 67 2007
OFFICE OF PETITIONS

- DECISION ON PETITION .

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b) filed April 16, 2007.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Manatt, Phelps & Phillips has
been revoked by the assignee of the patent application on July 3, 2007. Accordingly, the request

to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed '

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

Apffl M. Wise
Pettions Examiner
Office of Petitions

cc: SCOTT MCKEOWN
OBLON, SPIVAK, MCCLELLAND,
MAIER & NEUSTADT, PC
1940 DUKE STREET
ALEXANDRIA, VA 22314-3412



. 10 NOV 2005 @
— UNITED STATE'ENT and TRADEMARK OFFICE ‘
?if -~ COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Peter F. Corless

EDWARDS & ANGELL, LLP
P.O. Box 55874

Boston, Massachusetts 02205

In re Application of :  DECISION ON
Christian Hubschwerlen et al :

Application No.: 10/553,731

PCT No.: PCT/EP04/003306 :

Int. Filing Date: 29 March 2004 . PETITION UNDER
Priority Date: 08 April 2003 :

Attorney's Docket No.: 64348(41925)

For: NOVEL COMPOUNDS HAVING AN ;

ANTI-BACTERIAL ACTIVITY . 37 CFR 1.137(b)

This decision is in response to applicants’ “Petition For Revival Of An International
Application For Patent Designating The U.S. Abandoned Unintentionally Under 37 CFR
1.137(b),” filed on 18 October 2005.

BACKGROUND

On 29 March 2004, this international application was filed, claiming an earliest priority
date of 08 April 2003.

The deadline for paying the basic national fee in the United States under 35 U.S.C. 371
and 37 CFR 1.495 was 08 October 2005. This international application became abandoned with
respect to the United States at midnight on 08 October 2005 for failure to pay the required basic
national fee.

On 18 October 2005, applicants filed the instant petition under 37 CFR 1.137(b) and
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional

3



o Application No.: 10/553," ‘ 2

information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.

Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this

application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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DIEDERIKS & WHITELAW, PLC Mail Date: 04/21/2010
13885 HEDGEWOOD DR., SUITE 317

WOODBRIDGE, VA 22193

Applicant : Real Champagne : DECISION ON REQUEST FOR
Patent Number : 7608217 : RECALCULATION of PATENT
Issue Date : 10/27/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/553,740 : OF WYETH AND NOTICE OF INTENT TO

Filed : 10/20/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1008 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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WPPLICATION NO. | FILING DATE | "~ FIRST NAMED INVENTOR }ATTOBNEY DOCKET.NO.| . CONFIRMATION NO.—l
10/553,741 ] Minoru Nakano : SON-2984 7782
' 7590 09/17/2008 I EXAMINER J
RADER FISHMAN & GRAUER PLLC ' DUONG, TAI'V
LION BUILDING ’
1233 20TH STREET N.W., SUITE 501 [ amrowr [ Parernumser |
WASHINGTON, DC 20036 o pyy A
I MAIL DATE I DELIVERY MODE J

09/17/2008 PAPER

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application. :

The petition is dismissed. \
The express abandonment will not be recognized for the reason(s) indicated below: -
1. O The petition was not filed in sufficient time to permit the appropriate officials to recognize the

" abandonment before an examination has been made of the application. See 37 CFR 1.138(d).

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).
3. ¥ The application is not an application filed under 35 U.S.C. 111(a) on or after December 8, 2004.

4. O The petition for express abandonment under 1.138(d) is dismissed because the applicant did
not pay any search fee and excess claims fees in the above-identified application.

Telephone inquiries should be directed to the Office of Data Management at (5671) 272-4200.

Bty Gl

Patent Publication Branch
Office of Data Management

) Page'1 of 1
. FORM PET651D (Rev. 08/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WwWw.uspto.gov

James Oliff

Oliff & Berridge, PLC
P.O. Box 19928
Alexandria, Virginia 22320

In re Application of
WASAKI et al. ;
Application No.: 10/553,752 : DECISION ON

PCT No.: PCT/JP04/05883 ; PAPERS UNDER 37 CFR 1.42
Int. Filing Date: 23 April 2004 ;
Priority Date: 24 April 2003
Attorney Docket No.: 125703
For: NORMAL MODE NOISE SUPPRESSING
CIRCUIT

This decision is issued in response to the declaration filed 18 October 2005 which is being
treated as a request under 37 CFR 1.42. No petition fee is required.

BACKGROUND

On 23 April 2004, applicants filed international application PCT/JP04/05883, which
claimed a priority date of 24 April 2003. Pursuant to 37 CFR 1.495, the deadline for payment of
the basic national fee in the United States was to expire 30 months from the priority date, 24
October 2005.

On 18 October 2005, applicants filed a transmittal letter for entry into the national stage in
the United States accompanied, inter alia, by: the basic national fee; an application data sheet; a
preliminary amendment; and an executed declaration. The declaration is executed by: Yoshihiro
Saitoh as inventor and Hitomi Wasaki on behalf of deceased inventor, Masaru Wasaki.

DISCUSSION
37 CFR 1.42 When the Inventor is Dead, states, in part:

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make-the necessary oath or
declaration, and apply for and obtain the patent.

The declaration filed 18 October 2005 is executed by Hitomi Wasaki as the legal
representative of the deceased inventor and provides his/her residence, post office address and
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country of citizenship. In addition, the declaration provides the residence, post office address and
country of citizenship of the deceased inventor. The declaration is acceptable under 37 CFR 1.42
and complies with 37 CFR 1.497(a)-(b).

CONCLUSION
The renewed submission under 37 CFR 1.42 is GRANTED.

The application has an international filing date of 23 April 2004 under 35 U.S.C. 363, and
will be given a date of 18 October 2005 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the United States Designzited/Elected Office for
processing in accordance with this decision.

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Tel:  (703) 308-6314

Fax: (703) 308-6459
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Roger L. Browdy

Browdy And Neimark, P.L.L.C.
624 Ninth Street, N.W., Suite 300
Washington, D.C. 2001

In re Application of
KVITNITSKY, et al.

U.S. Application No.: 10/553,757 : DECISION ON PETITION
PCT No.: PCT/IL04/00343 :
Int. Filing Date: 21 April 2004 : UNDER 37 CFR 1.47(a)

Priority Date: 21 April 2003

Attorney Docket No.: KVITNITSKY1A

For: STABILIZED DERIVATIVES OF ASCORBIC
ACID

This decision is in response to the applicant's “Petition Under 37 CFR §1.47 (a) " filed 06
October 2006 in the United States Patent and Trademark Office (UPSTO) to accept the
application without the signature of joint inventor Vladimir Babtsov.

BACKGROUND

On 21 April 2004, applicant filed international application PCT/IL04/00343 which
claimed priority to an earlier application filed 21 April 2003. A copy of the International
Application was forwarded to the United States Patent and Trademark Office (USPTO) from the
International Bureau (IB) on 04 November 2004. The thirty-month period for paying the basic
national fee in the United States expired at midnight on 21 October 2005.

On 20 October 2005, applicant filed a transmittal letter for entry into the national stage in
the United States which was accompanied by the requisite basic national fee and a first
preliminary amendment.

On 08 August 2005, applicant was mailed a “NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371" (Form PCT/DO/EO/905) informing applicant of the
need to provide an oath or declaration of the inventors, in compliance with 37 CFR 1.497(a) and
(b), identifying the application by the international application number and international filing
date. Applicant was afforded two months to file the proper reply and informed that this period
could be extended pursuant to 37 CFR 1.136(a).

On 06 October 2006, applicant filed the present petition under 37 CFR 1.47
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(g), (2) factual proof that the missing joint investor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor. Applicant has satisfied items (1) and (3)
above.

Regarding item (2), Section 409.03(d) of the Manual of Patent Examining Procedure
(MPEP) states, in part:

Before a refusal can be alleged, it must be demonstrated that a bona fide attempt
was made to present a copy of the application papers (specification, including
claims, drawings, and oath or declaration) to the non-signing inventor for
signature."

Applicant has provided a firsthand statement from Mr. Ron Folman explaining that prior
to the papers being mailed to him inventor Babtsov stated that he would not executed documents
for the present application. In addition, applicant has included a declaration from Ms. Beverly
Benaroya detailing her efforts to supply Mr. Babstov with a complete set of the application
papers accompanied by exhibits showing that the registered mailing was never picked up at the
post office. This evidence seems to indicate that Mr. Babstov refused to go to the post office to
pick up the mailing consistent with his earlier comments to Mr. Folman that he was not
interested in signing any documents for this application. However, the mailing process is not
entirely clear. Before the petition can be granted applicant should confirm to the office that Mr.
Babstov lived at the address in question when the notice was left. This is to make sure that the
parcel was not picked up or delivered since the address was no longer valid. The post office
should be able to confirm that if Mr. Babstov no longer lived at the address in question a
different notation would have been made. This is necessary since if the inventor had moved
additional effort would be necessary to locate a current address.

Regarding item (4), while applicant has submitted a declaration signed by the remaining
inventors on their own and on behalf of the non-signing inventors, however, the declaration does
not comply with 37 CFR 1.497. The declaration signed by the remaining inventors on their
behalf, and on behalf of the non-signing inventor contains three pages numbered “Page 3 of 3
Pages.” This suggests that the enclosed declaration was constructed from numerous complete
declarations or that the inventors forwarded to counsel only the signatures pages of the
declaration. Either alternative renders the submitted declaration defective under 37 CFR 1.497.
While each inventor need not execute the same oath or declaration, where individual declarations
are executed, they must be submitted as individual declarations rather than combined into one
declaration. (See MPEP 201.03 B. Oath or Declaration.)
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In light of the above it is not possible to grant applicant's petition under 37 CFR 1.47(a) at
this time.

CONCLUSION

For the reasons stated above, applicant’s petition under 37 CFR 1.47(a) is DISMISSED
without prejudice.

Any reconsideration on the merits of this petition must be filed within TWO (2)
MONTHS from the mail date of this decision. Any reconsideration request should include a
cover letter entitled "Renewed Petition Under 37 CFR 1.47(a)." Extensions of time may be
obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

Y

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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Roger L. Browdy ' .
Browdy And Neimark, P.L'L.C. 1 3 FEB 2007
624 Ninth Street, N.W., Suite 300

Washington, D.C. 2001

In re Application of
KVITNITSKY, et al. : :
U.S. Application No.: 10/553,757 : DECISION ON RENEWED
PCT No.: PCT/IL04/00343 :
Int. Filing Date: 21 April 2004 : PETITION UNDER
Priority Date: 21 April 2003 o
Attorney Docket No.: KVITNITSKY 1A : 37 CFR 1.47(a)
For: STABILIZED DERIVATIVES OF ASCORBIC
ACID

This decision is in response to the applicant's "RENEWED PETITION UNDER 37
C.F.R. § 1.47(a)" filed 03 January 2007 in the United States Patent and Trademark Office
(USPTO).

BACKGROUND

On 31 October 2006, applicant was mailed a decision dismissing applicant’s petition
under 37 CFR 1.47(a) to accept the application without the signature of joint inventor Vladimir
Babtsov. Applicant was afforded two months to file a renewed petition.

On 03 January 2007, applicant filed the renewed petition under 37 CFR 1.47(a) discussed
herein. With 31 December 2006 being a Sunday and the USPTO being closed on both 01 and 02
January 2007, applicant’s renewed petition is considered timely filed.

DISCUSSION

As detailed in the decision mailed 31 October 2006, a petition under 37 CFR 1.47(a) must
be accompanied by (1) the fee under 37 CFR 1.17(g), (2) factual proof that the missing joint
investor refuses to execute the application or cannot be reached after diligent effort, (3) a
statement of the last known address of the missing inventor, and (4) an oath or declaration by
each 37 CFR 1.47(a) applicant on his or her own behalf and on behalf of the non-signing joint
inventor. Applicant previously satisfied items 1 and 3.

With the filing of the present renewed petition and supporting documentation, applicant
has satisfied all of the concerns raised in the decision of 31 October 2006 and it is proper to grant
applicant’s renewed petition at this time.
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CONCLUSION

For the reasons discussed above, applicant’s renewed petition under 37 CFR 1.47(a) is
GRANTED.

The application has an international filing date of 21 April 2004 under 35 U.S.C. 363, and
will be given a date of 03 January 2007 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

As provided in 37 CFR 1.47(c), a notice of the filing of this application will be forwarded
to the non-signing inventors at their last known addresses of record. A notice of the filing of the
application under 37 CFR 1.47(a) will be published in the Official Gazette.

This application is being returned to the DO/EO/US for processing in accordance with
this decision. ' '

Yy

Derek A. Putonen

Attorney Advisor .

Office of PCT Legal Administration
Tel: (5§71) 272-3294

Fax: (5§71) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Edwin D. Schindler
Five Hirsch Avenue
P.O. Box 966

Coram, NY 11727-0966

In re Application of

McMILLAN, Vern :

Application No.: 10/553,768 : DECISION ON PETITION
PCT No.: PCT/AU04/00542 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 28 April 2004 :

Priority Date: 28 April 2003

Attorney Docket No.: None

For: TRAINING DEVICE FOR GOLFERS

The petition to revive under 37 CFR 1.137(b) filed 31 October 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that "the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional" meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has submitted the basic national fee
and the requirements of 37 CFR 1.137(b) have been satisfied. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the National .
stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing including the issuance of a Notification of Missing
Requirements (Form PCT/DO/E0O/905) indicating that an oath or declaration along with
the $65 surcharge for filing the oath or declaration after the thirty-month period is
required.

~

hose syt —

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (571) 272-3298
Facsimile: (571) 273-0459

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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Dykema Gossett PLLC

Franklin Square, Third Floor West
1300 I Street, NW

Washington D.C. 20005

In re Application of

Nikolai Korpan et al.
" Application No. 10/553,782
Filed: December 7, 2005
Attorney Docket No. 66376-366-7

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www,usplo.gov

COPY MAILED
APR 2 7 2007
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed October

30, 2006.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to

withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw -
 will not be approved unless at least 30 (thirty) days would remain between the date of approval and the later of the

expiration date of a time to file a response or the expiration date of the maximum time period which can be extended

under 37 C.F.R. § 1.136(a).

The request was signed by Richard H. Tushin on behalf of all attorneys of record.

All attorneys/agents associated have been withdrawn.

Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor Nikolai Korpan at the address indicated below.

There is no outstanding Office action at this time.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-2991.

Terri Williams

Petitions Examiner
Office of Petitions

cc: Nikolai Korpan
Kaasgrabengasse 52/3/5
Vienna, Austria A-1190
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
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I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR ] ATTORNEY DOCKETNO. | CONFIRMATION NO. ]
10/553,793 : 10/18/2005 Xu He 279307USOPCT 6091
22850 7590 08/03/2009 I T ]
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C.
1940 DUKE STREET EGWIM, KELECHI CHIDI
ALEXANDRIA, VA 22314
’ | ART UNIT J PAPER NUMBER |
1796
| NOTIFICATION DATE l DELIVERY MODE I
08/03/2009 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

patentdocket@oblon.com
oblonpat@oblon.com
jgardner@oblon.com

PTOL-90A (Rev. 04/07)
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wk
Mailed : AllG ()3 iy ;
In re Application of ; DECISION ON

Xu He, et al. : PETITION
Serial No. 10/553,793 X

Filed: October 18, 2005

For: Polymer Dispersion With A Colour Effect

This is a decision on the PETITION filed on May 21, 2009 UNDER 37 CFR 1.181 and 1.183
petitioning Examiner’s withdrawal of claims 11-16, 21 and 25 from consideration in the office
action mailed on April 16, 2009. ‘

Applicants filed an amendment on December 19, 2008. The Examiner determined that newly
amended claims 11-16, 21 and 25 were directed to an invention that was independent or distinct
from the original invention. The Examiner stated that the present intermediate process and
product to be deemed separately useful as coating film and the inventions were deemed to be
patentably distinct because there is nothing of record to show them to be obvious variants
(MPEP 806.05()).

Applicants assert that amended claim 11 is not independent and not distinct from original claim
11.

A review of the application indicates that application was filed under 37 CFR 371. The proper
standard to apply should be unity of invention whereby an application should relate to only one
invention or, if there is more than one invention, the inclusion of those inventions in one
application is only permitted if all inventions are so linked as to form a single general inventive
concept (PCT Rule 13.1).

With respect to a group of inventions claimed in an application, unity of invention exists only
when there is a technical relationship among the claimed inventions involving one or more of the
same or corresponding special technical features. The expression "special technical features" is
defined in PCT Rule 13.2 as meaning those technical features that define a contribution which
each of the inventions, considered as a whole, makes over the prior art. The determination is
made on the contents of the claims as interpreted in light of the description and drawings (if any).



Whether or not any particular technical feature makes a "contribution” over the prior art, and
therefore constitutes a "special technical feature," should be considered with respect to novelty
and inventive step. -

Although lack of unity of invention should certainly be raised in clear cases, it should neither be
raised nor maintained on the basis of a narrow, literal or academic approach. There should be a
broad, practical consideration of the degree of interdependence of the alternatives presented, in
relation to the state of the art as revealed by the international search or, in accordance with PCT
Article 33(6), by any additional document considered to be relevant. If the common matter of the
independent claims is well known and the remaining subject matter of each claim differs from
that of the others without there being any unifying novel inventive concept common to all, then
clearly there is lack of unity of invention. If, on the other hand, there is a single general inventive
concept that appears novel and involves inventive step, then there is unity of invention and an
objection of lack of unity does not arise. For determining the action to be taken by the examiner
between these two extremes, rigid rules cannot be given and each case should be considered on
its merits, the benefit of any doubt being given to the applicant.

The Examiner did not do a determination of “unity of invention” for the newly amended claims
before withdrawing the claims from consideration.

DECISION
The petition is GRANTED.

The Examiner is directed to issue a new office action incorporating the claims that were
withdrawn from consideration. If upon consideration, the Examiner feels that a lack of unity of
invention exists with the newly amended claims, the Examiner should clearly demonstrate this in
the new office action and may then consider withdrawing the claims from consideration.

[Gregory L Mills/

Gregory L. Mills, Acting Director
Technology Center 1700

Chemical and Materials Engineering

Harris A. Pitlick

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C.
1940 DUKE STREET

ALEXANDRIA VA 22314



|

UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPD. g0V

APPLICATION NO. ] FILING DATE FIRST NAMED INVENTOR . lA’I‘]‘ORNEY DOCKET NO. ] CONFIRMATION NO. |
10/553,793 10/18/2005 Xu He 279307USOPCT 6091
22850 7590 12/17/2009
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P. L EXAMINER |
1940 DUKE STREET EGWIM, KELECHI CHIDI

ALEXANDRIA, VA 22314
l ART UNIT | PAPER NUMBER J

1796

I NOTIFICATION DATE | DELIVERY MODE J

12/17/2009 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es): ’

patentdocket@oblon.com
oblonpat@oblon.com

J gardner@oblon.com

PTOL-90A (Rev. 04/07)
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bc
Miled: /R /17 /09
Inre applicatibn of ;
Xu He et al. ; DECISION ON

Serial No. 10/553,793 : PETITION
Filed: October 18, 2005 . :
For: POLYMER DISPERSION WITH A COLOUR

EFFECT

This is a decision on the both (1) the PETITION filed on November 20, 2009 UNDER 37 CFR
1.181 (and 1.183) petitioning the examiner’s withdrawal of claims 11-16, 21 and 25 from
consideration in the Office action mailed on October 23, 2009 and (2) the PETITION filed on
November 24, 2009 UNDER 37 CFR 1.181 (and 1.183) requesting entry of the amendment filed
on June 22, 2009,

On October 06, 2008, the examiner mailed a non-final Office action that rejected all of the
claims of record, including claim 11 which clearly was directed to a process for manufacturing a
multi-layered article. The applicants responded with an amendment on December 19, 2008.

This amendment included only a minor change to claim 11 to maintain proper antecedent basis.
On April 16, 2009, the examiner mailed a final Office action, which held claim 11 and those
dependent upon claim 11, i.e. claims 12-16, 21 and 25, to be withdrawn as being drawn to an
invention that is distinct from the original invention. The applicants petitioned the withdrawal of
these claims in a Petition filed on May 21, 2009. On June 22, 2009, a response and amendment
to the final Office action was filed, which resulted in the examiner’s mailing of an advisory
action on July 08, 2009. A decision on the May 21, 2009 Petition was mailed on August 03,
2009 which required the examiner to issue a new Office action due to the examiner failing to use
the unity of invention standard for the withdrawal of claims 11-16, 21 and 25. On October 23,
2009, the examiner issued a new final Office action, which again held claims 11-16, 21 and 25 as
being withdraw as being drawn to an invention that is distinct from the original invention. The
second final Office action used the lack of unity of inventions standard to support this holding.

DECISION

37 CRF 1.145 states:
If, after an office action on an application, the applicant presents claims directed to an invention distinct
from and independent of the invention previously claimed, the applicant will be required to restrict the
claims to the invention previously claimed if the amendment is entered, subject to reconsideration and
review as provided in § § 1.143 and 1.144.

As set forth in the present Petition, the examiner’s basis for the withdrawal of claims 11-16, 21
and 25 as being directed to an invention that is distinct from the original invention is erroneous,
since original claim 11, which the examiner searched and examined in the non-final Office
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action of October 06, 2008, clearly was drawn to a process for manufacturing a multi-layered
article. Accordingly, the Petition for reconsideration of the withdrawal of claims 11-16, 21 and
25 is GRANTED.

As noted in the Petition filed on November 24, 2009, the record is unclear as to whether the
amendment of June 22, 2009 was entered and considered by the examiner in the second final
Office action mailed on October 23, 2009. Since the Petition Decision of August 03, 2009
effectively vacated the first final Office action, the response and amendment of June 22, 2009
should have been entered and fully considered by the examiner. Accordingly, the Petition for
entry of the June 22, 2009 amendment is GRANTED.

The examiner is instructed to issue a new Office action that treats all pending claims on their
merits. The amendment of June 22, 2009 should be entered and fully considered. No restriction
of any of the current pending claims should be made. An Office action on the menits will follow
in due course.

/Jacqueline M. Stone/
Jacqueline M. Stone, Director
Technology Center 1700
Chemical and Materials Engineering

HARRIS A. PITLICK

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET

ALEXANDRIA VA 22314
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JACOBSON HOLMAN PLLC
400 Seventh Street, N.W., Suite 600
Washington, DC 20004

In re Application of
MORRISON et al
U.S. Application No.: 10/553,805
PCT No.: PCT/IB2004/050207 :
____Int.Filing Date: 08 March 2004 : DECISION
Priority Date: 07 March2003— — &7 —— ———— e
Attorney’s Docket No.: P70884US0 X
For: ILLUMINABLE RETRACTOR

Applicants’ “Petition for Revival of an Application for Patent Abandoned Unintentionally
Under 37 C.F.R. §1.137(b)" filed with the national stage papers on 18 October 2005 is
hereby GRANTED as follows: '

The basic national fee, surcharge fee and petition fee have been paid. Applicants’
statement is sufficient to meet the requirements of 37 CFR 1.137(b)(3). A terminal
disclaimer is not required. Accordingly, all requirements under 37 CFR 1.137(b) have
been satisfied.

A signed oath or declaration was not included with any of the papers submitted.

Accordingly, this application is being forwarded to the United States
Designated/Elected Office for further processing including mailing a Notification of
Missing Requirements Under 35 U.S.C. 371 in the United States Designated/Elected
Office (DO/EO/US) (Form PCT/DO/EQ/905) indicating that an oath or declaration in
compliance with 37 CFR 1.497(a) and (b) is required.

7
(games Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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P.0. BOX 320850 _ |
ALEXANDRIA VA 223204850 . SEP 027008

Inre Apphcatlon of

Blan¢! et ai. : '
Application No. 10/553,806 " : DECISION ON PETITION
Filed: November18; 2005 S

Attorney Docket No.- 125580

This is a décision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 7, 2008, to revive the above-identified application.

>The petition is Gi:{ANTED.

This application became abandoned July 11, 2008 for failure to timely pay the issue and
publication fees; as required by the Notice of Allowance and Fee(s) Due (Notice), mailed April
10, 2008. The No‘tlce set a three month statutory period of time for reply. Notice of
Abandonment was mailed August 6, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
required reply, (2) the required petition fee; and (3) an adequate statement of unintentional delay.

Telephone inquiries concerning this decxs1on should be directed to then under51gned at (571)

1

272-32055 vy L

Thi;é 5pplieétion ifs being referred to Publishing Division for processing into a patent.

Jesia M. Brown
Petltlons Attomey ,
Office of Petmons s o !

<
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BAE Systems Information and Electronic
Systems Integration Inc.

65 Spit Brook Road

P.O. Box 868 NHQ1-719

Nashua, NH 03061-0868

In re Application of
KUPPENHEIMER, John
Application No.: 10/553,822 . ‘
PCT No.: PCT/US04/05812 . : DECISION ON PETITION
Int. Filing Date: 26 February 2004 : :
Priority Date: 24 April 2003
Attorney Docket No.: 20030022
For: SINGLET OR STABILIZING BTS BY
USING E1 TRUNK BOARD ‘
DUPLEXING OF BSC

This decision is issued in response to applicant’s “Request to Correct Filing Receipt”
filed 11 May 2007. Applicant requests a corrected filing receipt which indicates the first
inventor as John D. Kuppenheimer and lists the filing (or 371) date as 20 October 2005.
Additionally, this application is before the Office Of PCT Legal Administration for issues
arising under 35 U.S.C. 371. No petition fee is required.

BACKGROUND

On 26 February 2004, applicants filed international application PCT/US04/05812
which claimed a priority date of 24 April 2003. The published international application
identified two applicant/inventors for the United States: John Kuppenheimer and William
F. Wing. The deadline for submission of the basic national fee was thirty months from the
international filing date, i.e., 24 October 2005. ‘

On 20 October 2005, applicants filed a transmittal letter for entry into the national
stage in the United States accompanied by, among other materials, payment of the basic
national fee.

On 08 December 2006, the United States Designated Office (DO/EO/US) mailed a
Notification Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EQ/905) indicating
that a signed oath/declaration of the inventors in compliance with 37 CFR 1.497(a) and (b)
together with a surcharge payment were required. The notification set a two-month time
limit in which to respond.

On 20 December 2006, applicants submitted a declaration executed by inventor
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William Wing and Robert Kuppenheimer, on behalf of inventor, John Kuppenheimer.

On 24 April 2007, a Notification of Acceptance was issued identifying the 35 U.S.C.
371(c) date as 20 December 2006. Subsequently, an Official Filing Receipt was issued
indicating a “FILING DATE” of 20 December 2006.

On 11 May 2007, applicants file_d “Request to Correct Filing Receipt.”

DISCUSSION

A. Iséues Arising Under 35 U.S.C. 371

A review of the application file and other United States Patent and Trademark
Office records reveals that the requirements of 35 U.S.C. 371(c) for entry into the national
stage in the United States of America have not been completed as indicated in the
Notification of Acceptance mailed by the DO/EO/US on 24 April 2007. Specifically, the
oath or declaration requirement under 35 U.S.C. 371(c)(4) for entry into the national stage
in the United States of America has not been properly executed under 37 CFR 1.497 and 37
CFR 1.42. As such, the Notification Of Acceptance (Form PCT/DO/E0/903) and filing
receipt mailed 24 April 2007, based as they were on applicant’s purported submission of an
acceptable declaration under 37 CFR 1.497, are appropriately vacated.

B. Submission Under 37 CFR 1.42

As noted above, the declaration was not executed by inventor John Kuppenheimer.
Instead, the declaration was executed on his behalf by “Robert Kuppenhelmer (executor).”
Apparently, applicant John Kuppenheimer is deceased.

37 CFR 1.42 When the Inventor is Dead, states, in part:
In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make the necessary oath or

declaration, and apply for and obtain the patent.

The declaration submitted on 20 December 2006 was executed by William F. Wing

and Robert Kuppenheimer as “executor” to the deceased inventor, John Kuppenheimer.

The declaration is executed by the proper party under 37 CFR 1.42, however, the
declaration does not satisfy the requirements under 37 CFR 1.497(b)(2).

In addition, it is noted that revised 37 CFR 1.497(b)(2) states the following:

(2) If the person making the oath or declaration or any supplemental
oath or declaration is not the inventor (§§ 1.42, 1.43, or § 1.47) the
oath or declaration shall state the relationship of the person to the
inventor, and, upon information and belief, the facts which the
inventor would have been required to state. If the person signing is
the legal representative of a deceased inventor, the oath or
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declaration shall also state that the person is a legal representative
and the citizenship, residence, and mailing address of the legal
representative.

Pursuant to revised 37 CFR 1.497(b)(2), in addition to the citizenship and former residence
and post office address of the deceased inventor referenced under 37 CFR 1.497(a)(3) and
37 CFR 1.63, the declaration must also provide residence, citizenship, and post office
address for the legal representative (executor). The declaration filed on 20 December 2006

" provides the residence, citizenship, and post office address for only one individual and it is

unclear whether this information is for the executor or the deceased inventor. Accordingly,
the declaration is not in compliance with 37 CFR 1.497(b)(2).

C Filing (or 371) Date

Applicants are reminded that the actual filing date of the present application is
considered to be the international filing date, 26 February 2004. The date in the filing date
portion on the filing receipt of a national stage application is the date upon which the
requirements set forth in 35 U.S.C. 371(c) for entry into the national stage are completed
(see MPEP §1895.01).

The name of the first inventor has been corrected to JOHN Kuppenheimer in the

. USPTO Palm database.

CONCLUSION

The submission under 37 CFR 1.42 is DISMISSED without prejudice. The _
Notification Of Acceptance (Form PCT/DO/EO/903) and filing receipt mailed 24 April 2007
are hereby VACATED.

Applicants have TWO (2) MONTHS from the mailing date of this Decision to
submit a proper response under 37 CFR 1.42. Failure to provide a proper and timely
response will result in abandonment. A proper response must include an acceptable
declaration executed by either the legal representative of the deceased inventor or, if no

legal representative has been appointed, all of the deceased inventor’s heirs. Extensions of
time may be obtained under 37 CFR 1.136(a).

Please direct further correspondence with respect to this matter to the Assistant
Commissioner for Patents, Mail Stop PCT, Commaissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of

the Office of PCT Legal Admigistration.
Anthony Smith Wg;'wb[’ N

Attorney-Advisor

Office of PCT Legal Administration
Tel.: (571) 272-3298

Fax: (571) 273-0459
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BAE SYSTEMS INFORMATION AND ELECTRONIC SYSTEMS INTEGRATION INC.
65 Spit Brook Road

P.O. Box 868 NHQ1-719

Nashua, NH 03061-0868

In re Application of
KYLER et al
U.S. Application No.: 10/553,825
PCT No.: PCT/US04/12425 :
Int. Filing Date: 21 April 2004 : DECISION
Priority Date: 21 April 2003 :
Attorney Docket No.: 20030081
For: PROCESS FOR PREPARING HIGH
PURITY TNT ,

This decision is in response to applicants’ petition under 37 CFR 1.47(a) filed 08
January 2007.

BACKGROUND

On 31 July 2006, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating that an oath or declaration in
compliance with 37 CFR 1.497(a) and (b) and a surcharge fee was required.
Applicants were given two months to respond with extensions of time available.

On 08 January 2007, applicants filed a response which was accompanied by,
inter alia, the subject petition, a declaration signed by two of the three named inventors;
a statement by Daniel J. Long; a three-month extension and fee; the petition fee of
$200.00; a copy of a letter dated 21 September 2006; a copy of an email dated 21
September 2006 and authorization to charge any additional fee to Deposit Account No.
19-0130.

DISCUSSION

Applicants claim that they have been unable to locate Keith Kyler and have filed
the subject petition in response to the Form PCT/DO/EO/905 mailed 31 July 2006.

A petition under 37 CFR 1.47(a) requires: (1) the petition fee; (2) factual proof
that the missing joint inventor cannot be located or refuses to cooperate; (3) a
statement of the last known address of the nonsigning joint inventor; (4) and an oath or
declaration executed by the signing joint inventors on their behalf and on behalf of the
nonsigning joint inventors. Applicants completed items (1) and (3) with this petition.
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Concerning item (1), the petition fee is now $200.00. Petitioners submitted a
$130.00 petition fee. The $70.00 difference has been charged to Deposit Account No. 19-
0130 as authorized.

With regards to item (3), the last known address of co-inventor Keith Kyler is
listed as:

1401 University Blvd., Apt D-3
Kingsport, TN 37660

However, regarding item (2) of 37 CFR 1.47(a), section 409.03(d) of the MPEP
discusses situations where an inventor cannot be reached and states, in part:

Where inability to find or reach a nonsigning inventor “after diligent effort”

_is the reason for filing under 37 CFR 1.47, a statement of facts should be
submitted that fully describes the exact facts which are relied on to
establish that a diligent effort was made . . .

The statement of facts must be signed, where at all possible, by a person
having firsthand knowledge of the facts recited therein. Statements
based on hearsay will not normally be accepted. Copies of documentary
~ evidence such as internet searches, certified mail return receipts, cover
letters of instructions, telegrams, that support a finding that the
nonsigning inventor could not be found or reached should be made part
of the statement. The steps taken to locate the whereabouts of the
nonsigning inventor should be included in the statement of facts. Itis
important that the statement contain facts as opposed to conclusions.

Here, applicants submitted a statement of facts by Mr. Long, an attorney
representing the assignee. Mr. Long states that a letter sent to the last known address
of the nonsigning inventor was returned as being undeliverable. Moreover, a co-
inventor was contacted by email, but he did not know the whereabouts of Mr. Kyler. A
copy of the email and a copy of the cover letter sent to the nonsigning inventor was
included as evidence in the petition. Petitioners did not state that they made any other
attempts to locate the nonsigning inventor and no other evidence was provided.

This evidence is insufficient to show that a “diligent effort” was made to locate
the nonsigning inventor. Petitioners did not even attempt to locate Mr. Kyler using the
internet or telephone. In addition, Mr. Kyler would likely belong to professional
organizations. Moreover, a check with Human Resources and other co-workers should
be done to see if anyone has any information on the whereabouts of Mr. Kyler.
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Documentary evidence of the attempts made to locate the nonsigning inventor should
be included with any renewed petition. For these reasons, item (2) of 37 CFR 1.47(a)
is not yet satisfied.

- Concerning item (4), the 37 CFR 1.47(a) applicant submitted a declaratlon
signed by one of the two co-inventors on behalf of themselves and the nonsigning joint
inventor. The residence, address and citizenship of all three inventors are recorded on
the declaration as required. However this declaration fails to comply with 37 CFR
1.497(a) and (b).

Petitioners submitted one first page and two second pages of the declaration.
While each inventor need not execute the same oath or declaration, each oath or
declaration executed by an inventor must contain a complete listing of all inventors so
as to clearly indicate what each inventor believes to be the appropriate inventive entity.
Applicants must submit the complete declaration signed by each co-inventor.

For this reason, item (4) of 37 CFR 1.47(a) is also not satisfied.
CONCLUSION
Applicants' petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. No
- additional petition fee is required.

Any further correspondence with respect to this matter deposited with the United
States Postal Service should be addressed to the Mail Stop PCT, Commissioner for
‘Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

I
ames Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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BAE SYSTEMS INFORMATION AND ELECTRONIC SYSTEMS INTEGRATION INC.
65 Spit Brook Road

P.O. Box 868 NHQ1-719

Nashua, NH 03061-0868

In re Application of
KYLER et al ,
U.S. Application No.: 10/553,825 .
PCT No.: PCT/US04/12425 :
Int. Filing Date: 21 April 2004 : DECISION
Priority Date: 21 April 2003 :
Attorney Docket No.: 20030081
For: PROCESS FOR PREPARING HIGH
PURITY TNT

This decision is in response to applicants’ petition under 37 CFR 1.181 filed 04
December 2007. No fee is required. :

BACKGROUND

On 16 February 2007, a decision dismissing applicants’ petition under 37 CFR
1.47(a) was mailed. Applicants were given two months to respond.

On 19 April 2007, applicant purportedly filed a response which contained, inter
alia, an executed declaration by the nonsigning inventor, Dr. Keith S. Kyler. These
papers were not located in the file.

On 14 November 2007, the DO/EO/US mailed a Notification of Abandonment
(Form PCT/DO/EQ/909) stating that the above-captioned application was abandoned
because applicants failed to respond to the petition decision mailed 16 February 2007
within the time period set. '

On 04 December 2007, applicants filed the subject petition to withdraw the
holding of abandonment which was accompanied by, inter alia, copies of the
-documents purportedly filed 19 April 2007 and a stamped postcard receipt for the 19
April 2007 documents. ‘

DISCUSSION

Petition to Withdraw Holding of Abandonment

A review of the subject application shows that the response purportedly filed in
the above-captioned application on 19 April 2007 was not located in the file.

. Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

wwWWw.uspfo.gov
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MPEP § 503 lists procedures to ensure receipt of any paper filed in the USPTO.
A postcard receipt which itemizes and properly identifies the papers which are being
filed serves as prima facie evidence of receipt in the USPTO of all the items listed
thereon on the date stamped thereon by the USPTO.

In this case, applicants have provided a copy of the date-stamped postcard
receipt for documents submitted 19 April 2007. The postcard receipt records that
among the papers received in the USPTO included “2 pages signed declaration and
power of attorney.” The postcard receipt is stamped “Rec’d PCT/PTO 10 APR 2007"
across its face. The U.S. application number and docket nhumber are listed on the
postcard receipt. Applicants provided a copy of these papers as required.

Accordingly, applicants have provided prima facie evidence that an executed
two-page declaration was received by the USPTO on 19 April 2007.

DECISION

For the reasons above, applicants’ petition to withdraw the holding of
abandonment is GRANTED.

The Form PCT/DO/EO/909 mailed 14 November 2007 is hereby VACATED.
Petition Under 37 CFR 1.47(a)
In the response originally filed 19 April 2007, applicants submitted a declaration
executed by the nonsigning inventor, Mr. Kyler ThIS declaration is in compliance with

37 CFR 1.497(a) and (b).

CONCLUSION

Since an executed declaration by the nonsigning inventor has been prowded the
petition under 37 CFR 1.47(a) is DISMISSED as MOOT.

However, the prior declaration filed 08 January 2007 was deemed to be a partial
declaration in the decision dated 16 February 2007. Applicants were requested to
provide the complete declaration signed by Andrew R. Wilson and Curtis Teague. In
the response originally filed 19 April 2007, applicants did not address this defect.

Applicants must provide an oath or declaration in compliance with 37 CFR
1.497(a) and (b) within TWO MONTHS of the date of mailing of this decision.

Failure to submit the required reply will result in the ABANDONMENT of this
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application.

Any further correspondence with respect to this matter deposited with the United
States Postal Service should be addressed to the Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

Hhvmarn

mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of:  Kyler, et al. US Appl. No.: 10/553,825
Filed: 10/20/05 Docket No: 20030081
PCT No.: PCT/US04/12425 Int. Filing Date: 4/21/04
For: Process for Preparing High Purity TNT

CERTIFICATE OF MAILING 37 CFR 1.8: I certify that this correspondence is being deposited on the below date with the
U.S. Postal Service with sufficient postage as FIRST CLASS MAIL addressed to: Mail Stop PCT, Commissioner for Patents,
Office of PCT Legal Administration, PO Box 1450, Alexandria, VA 22313-1450.

Date: ‘9 /6 0/’7 4)7/)/11/1’ o d)_é-p([/)/?

dureen Miles

Dear Commissioner:

RESPONSE TO DECISION
This is a response to the DECISION to Applicant’s petition under 37 CFR 1.47 (a) filed 1/8/07, for the
above-referenced matter. An executed Declaration for Patent Application and Power of Attorney is

enclosed and is timely filed prior to the two month deadline.

Transmitted herewith is the following:

X 2 pages signed declaration and power of attorney,

[X] 3 page copy of DECISION,

D We understand that no additional petition fee is required, but the Office is hereby authorized to
charge any deficiency or credit any overpayment in the fees relating to the attached submittal to
Deposit Account 190130.

Please communicate, through our customer number 22500, with the undersigned attorney if there are
any questions.

Respectfully submitted,

Dl L7

BAE Systems Daniel J. Long, Reg. No. 29,404
PO Box 868

Nashua, NH 03061-0868

Tel. No. (603) 885-2643

Fax. No. (603) 885-2167
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CASE NO. 20030081

DECLARATION FOR PATENT APPLICATION (37 CFR 1.63) AND POWER OF ATTORNEY

DECLARATION: As a below named inventor, I hereby declare that my residence, post office address and citizenship are
as stated below next to my name. I believe that I am the original, first and sole inventor (if only one name is listed below)
or an original, first and joint inventor (if plural names are listed below) of the subject matter which is claimed and for which
a patent is sought on the invention entitled:

Process For Preparing High Purity TNT

a specification of which [ ] is attached hereto OR [X ] was filed on 21 APR 2004 as United States Application Number or
PCT International Application Number US2004/012425. I hereby state that I have reviewed and understand the contents of
the above identified specification, including the claims, as amended by any amendment specifically referred to above. I
acknowledge the duty to disclose information which is material to patentability as defined in Title 37 Code of Federal
Regulations §1.56. I hereby claim foreign priority benefits under 35 U.S.C. §119(a)-(d) or 365(b) of any foreign
application(s) for patent or inventor's certificate, or 365(a) of any PCT International application which designated at least
one country other than the United States of America, listed below and have also identified below, by checking the box, any
foreign application for patent or inventor's certificate, or of any PCT International application having a filing date before
that of the application on which priority is claimed.

Prior Foreign Application(s Priority Claimed
(Number) (Country) (Date filed) Yes No

I hereby claim the benefit under 35 U.S.C. §119(e) of United States application(s) listed below.

Provisional Application Number(s): Filing Date(s):
60/464,286 4/21/03

I hereby claim the benefit under 35 U.S.C. §120 of any United States application(s) or 365(c) of any PCT International
application designating the United States of America, listed below and, insofar as the subject matter of each of the claims of
this application is not disclosed in the prior United States or PCT International application in the manner provided by the
first paragraph of 35 U.S.C. §112, I acknowledge the duty to disclose information which is material to patentability as
defined in 37 CFR §1.56 which became available between the filing date of the prior application and the national or PCT
international filing date of this application:

Application Ser. No. Filing Date Status-Patented, Pending or Abandoned

POWER OF ATTORNEY: [ hereby appoint as my attorney, with full powers of substitution and revocation, to prosecute
this application and transact all business in the U.S. Patent and Trademark Office connected therewith:

USPTO CUSTOMER NO. 22500

Daniel J. Long, Reg. No. 29,404

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information
and belief are believed to be true; and further that these statements were made with the knowledge that wiliful false
statements and the like so made are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and that such
willful false statements may jeopardize the validity of the application or any patent issued thereon.

All Inventor’s are listed below:

Solo or first Inventor's Name (first, middle if any, last) Keith S. Kyler
Additional Inventor's Name (first, middle if any, last) Andrew R. Wilson

Additional Inventor's Name (first, middle if any, last) Curtis Teague

Additional Inventor's Name (first, middle if any, last)
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ALL INVENTORS

I have read the first page of this declaration for patent application, and I hereby declare that all statements made herein of
my own knowledge are true and that all statements made on information and belief are believed to be true; and further that
these statements were made with the knowledge that willful false statements and the like so made are punishable by fine or
imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements may jeopardize the validity of the
application or any patent issued thereon.

Solo or first Inventor's Name (first, middle if any, last)___ Keith S. Kyler
Residence Address: ___1401 University Blvd, Apt. D-3, Kingsport, TN 37660

Country UsS Citizenship uUsS

Post Office Address: Same as residence

Signature: /{}/; ,,V/S/}V/?/A/\/ ' Date:(;/ -7 = 6\7/
Additional Inventor's Name (first, middle if any, last)___ Andrew R. Wilson
Residence Address: 1237 Sussex Drive, Kingsport, TN 37660

Country UsS Citizenship us

Post Office Address: Same as residence

Signature: Date:
Additional Inventor's Name (first, middle if any, last) Curtis Teague
Residence Address: __ 1045 Allandale Circle, Kingsport, TN 37660

Country us Citizenship us

Post Office Address: Same as residence

Signature: Date:

Additional Inventor's Name (first, middle if any, last)
Residence Address:

Country Citizenship
Post Office Address:

Signature: Date:
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BAE SYSTEMS INFORMATION AND ELECTRONIC SYSTEMS INTEGRATION INC.
65 Spit Brook Road

P.O. Box 868 NHQ1-719

Nashua, NH 03061-0868

In re Application of
KYLER et a/
U.S. Application No.: 10/553,825
PCT No.: PCT/US04/12425 - :
Int. Filing Date: 21 April 2004 : DECISION
~ Priority Date: 21 April 2003 .
Attorney Docket No.:20030081
For: PROCESS FOR PREPARING HIGH
PURITY TNT

This decision is in response to applicants’ petition under 37 CFR 1.47(a) filed 08
January 2007.

BACKGROUND

On 31 July 2006, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating that an oath or declaration in
compliance with 37 CFR 1.497(a) and (b) and a surcharge fee was required.
Applicants were given two months to respond with extensions of time available.

On 08 January 2007, applicants filed a response which was accompanied by,
inter alia, the subject petition, a declaration signed by two of the three named inventors;
a statement by Daniel J. Long; a three-month extension and fee; the petition fee of
$200.00; a copy of a letter dated 21 September 2006; a copy of an email dated 21
September 2006 and authorization to charge any additional fee to Deposit Account No.
19-0130.

DISCUSSION

Applicants claim that they have been unable to locate Keith Kyler and have filed
the subject petition in response to the Form PCT/DO/EO/905 mailed 31 July 20086.

A petition under 37 CFR 1.47(a) requires: (1) the petition fee; (2) factual proof
that the missing joint inventor cannot be located or refuses to cooperate; (3) a
statement of the last known address of the nonsigning joint inventor; (4) and an oath or
declaration executed by the signing joint inventors on their behalf and on behalf of the
nonsigning joint inventors. Applicants completed items (1) and (3) with this petition.

RECEIVED
FEB 2 0 2007

PATENT DEPARTMENT
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Concerning item (1), the petition fee is now $200.00. Petitioners submitted a
$130.00 petition fee. The $70.00 difference has been charged to Deposit Account No. 19-
0130 as authorized. .

With regards to item (3), the last known address of co-inventor Keith Kyler is
listed as:

1401 University Blvd., Apt D-3
Kingsport, TN 37660

However, regarding item (2) of 37 CFR 1.47(a), section 409.03(d) of the MPEP
discusses situations where an inventor cannot be reached and states, in part:

Where inability to find or reach a nonsigning inventor “after diligent effort”
is the reason for filing under 37 CFR 1.47, a statement of facts should be
submitted that fully describes the exact facts which are relied on to
establish that a diligent effort was made . . .

The statement of facts must be signed, where at all possible, by a person

having firsthand knowledge of the facts recited therein. Statements

based on hearsay will not normally be accepted. Copies of documentary

evidence such as internet searches, certified mail return receipts, cover

letters of instructions, telegrams, that support a finding that the

nonsigning inventor could not be found or reached should be made part

of the statement. The steps taken to locate the whereabouts of the

nonsigning inventor should be included in the statement of facts. Itis

important that the statement contain facts as opposed to conclusions.

Here, applicants submitted a statement of facts by Mr. Long, an attorney
representing the assignee. Mr. Long states that a letter sent to the last known address
of the nonsigning inventor was returned as being undeliverable. Moreover, a co-
inventor was contacted by email, but he did not know the whereabouts of Mr. Kyler. A
copy of the email and a copy of the cover letter sent to the nonsigning inventor was
included as evidence in the petition. Petitioners did not state that they made any other
attempts to locate the nonsigning inventor and no other evidence was provided.

This evidence is insufficient to show that a “diligent effort” was made to locate
the nonsigning inventor. Petitioners did not even attempt to locate Mr. Kyler using the
internet or telephone. In addition, Mr. Kyler would likely belong to professional )
organizations. Moreover, a check with Human Resources and other co-workers should
be done to see if anyone has any information on the whereabouts of Mr. Kyler.
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Documentary evidence of the attempts made to locate the nonsigning inventor should
be included with any renewed petition. For these reasons, item (2) of 37 CFR 1.47(a)
is not yet satisfied.

- Concerning'item (4), the 37 CFR 1.47(a) applicant submitted a declaration -
signed by one of the two co-inventors on behalf of themselves and the nonsigning joint
inventor. The residence, address and citizenship of all three inventors are recorded on
the declaration as required. However this declaration fails to comply wuth 37 CFR
1.497(a) and (b). :

Petitioners submitted one first page and two second pages of the declaration.
While each inventor need not execute the same oath or declaration, each oath or
declaration executed by an inventor must contain a complete listing of all inventors so
as to clearly indicate what each inventor believes to be the appropriate inventive entity.
Applicants must submit the complete declaration signed by each co-inventor.

For this reason, item (4) of 37 CFR 1.47(a) is also not satisfied.

CONCLUSION

Applicants’ petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. No
additional petition fee is required.

Any further correspondence with respect to this matter deposited with the United
States Postal Service should be addressed to the Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
l.egal Administration.

D
ames Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application of: Kyler, et al | ' US Appl No.: 10/553,825
Filed: 10/20/05 =~ - “Docket No: 20030081
PCT No.: - PCT/US04/ 12425 : Int. Filing Date: 4/21/04

For: Process for Preparing High Purity TNT

CERTIFICATE OF MAILING 37 CFR 1.8: 1 certify that this correspondence is being deposited on the below date with
the U.S. Postal Service with sufficient postage as FIRST CLASS MAIL addressed to: Mail Stop PCT, Commissioner
for Patents, Office of PCT Legal Administration, PO Box 1450, Alexandna, VA 22313-1450.

Date: 'y /6 - 07 S : hmow

MaureenLMlles

Dear Commissioner:

PRELIMINARY AMENDMENT

Please amend the applicant Keith K&l‘eri-’s‘ address to the following:

Indiana Universiiy of Pennsylvania
Weyandt Hall, 229A
Indiana, PA 15705

PAYMENT: All necessary fees relating to the attached submittal, if any, are intended to be
included. However, the Office is hereby authorized to charge any deficiency or credit any
overpayment in the fees to deposit account 190130.

Respectfully submitted,
Customer Number 22500 ' . Daniel J. Long, Reg. No. 29,404
BAE Systems : i
PO Box 868

Nashua, NH 03061-0868
Tel. No. (603) 885-2643
Fax. No. (603) 885-2167
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BAE SYSTEMS INFORMATION AND ELECTRONIC SYSTEMS INTEGRATION INC.
65 Spit Brook Road .

P.O. Box 868 NHQ1-719

Nashua, NH 03061-0868 RECEIVED

In re Application of JAN: 2 2 2008
KYLER et al :

U.S. Application No.: 10/553,825 :

PCT No.: PCT/US04/12425 PATENT DEPARTMENT

Int. Filing Date: 21 April 2004 X DECISION
Priority Date: 21 April 2003 : :
Attorney Docket No.: 20230081
For: PROCESS FOR PREPARING HIGH
PURITY TNT

This decision is in response to applicants’ petition under 37 CFR 1. 181 filed 04
December 2007. No fee is required.

BACKGROUND

On 16 February 2007, a decision dismissing applicants’ petition under 37 CFR
1.47(a) was mailed. Applicants were given two months to respond.

On 19 April 2007, applicant purportedly filed a response which contained, inter
alia, an executed declaration by the nonsigning inventor, Dr. Keith S. Kyler. These
papers were not located in the file.

On 14 November 2007, the DO/EO/US mailed a Notification of Abandonment
(Form PCT/DO/EQ/909) stating that the above- captioned application was abandoned

because applicants failed to respond to the petition decision mailed 16 February 2007
within the time period set.

On 04 December 2007, applicants filed the subject petition to withdraw the
holding of abandonment which was accompanied by, inter alia, copies of the

documents purportedly filed 19 April 2007 and a stamped postcard receipt for the 19
April 2007 documents.

DISCUSSION

Petition to Withdraw Holding of Abandonment

A review of the subject application shows that the response purportedly filed in
the above-captioned application on 19 April 2007 was not located in the file.

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov
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MPEP § 503 lists procedures to ensure receipt of any paper filed in the USPTO.
A postcard receipt which itemizes and properly identifies the papers which are being
filed serves as prima facie evidence of receipt in the USPTO of all the items listed
thereon on the date stamped thereon by the USPTO.

In this case, applicants have provided a copy of the date-stamped postcard
receipt for documents submitted 19 April 2007. The postcard receipt records that
among the papers received in the USPTO included “2 pages signed declaration and
power of attorney.” The postcard receipt is stamped “Rec’d PCT/PTO 10 APR 2007”
across its face. The U.S. application number.and docket number are listed on the
postcard receipt. Applicants provided a copy of these papers as required.

Accordingly, applicants have provided prima facie evidence that an executed
two-page declaration was receiyed by the USPTO on 19 April 2007.

DECISION

For the reasons above, applicants’ petition to withdraw the holding of
abandonment is GRANTED.

The Form PCT/DO/EO/909 mailed 14 November 2007 is hereby VACATED.
Petition Under 37 CFR 1.47(a)

In the response originally filed 19 April 2007, applicants submitted a declaration
executed by the nonsigning inventor, Mr. Kyler. This declaration is in compliance with
37 CFR 1.497(a) and (b).

CONCLUSION

Since an executed declaration by the nonsigning inventor has been provided, the
petition under 37 CFR 1.47(a) is DISMISSED as MIOOT.

However, the prior declaration filed 08 January 2007 was deemed to be a partial
declaration in the decision dated 16 February 2007. Applicants were requested to
provide the complete declaration signed by Andrew R. Wilson and Curtis Teague. In
the response originally filed 19 April 2007, applicants did not address this defect.

Applicants must provide an oath or declaration in compliance with 37 CFR
1.497(a) and (b) within TWO MONTHS of the date of mailing of this decision.

Failure to submit the required reply will result in the ABANDONMENT of this
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application.

Any further correspondence with respect to this matter deposited with the United
States Postal Service should be addressed to the Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia

22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

Yoo g

mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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22500

BAE SYSTEMS INFORMATION AND ELECTRONIC SYSTEMS INTEGRATION INC.
65 Spit Brook Road

P.O. Box 868 NHQ1-719

Nashua, NH 03061-0868

In re Application of
KYLER et al .
U.S. Application No.: 10/553,825
PCT No.: PCT/US04/12425 :
Int. Filing Date: 21 April 2004 : DECISION
Priority Date: 21 April 2003 ' :
Attorney Docket No.: 20030081
For: PROCESS FOR PREPARING HIGH
PURITY TNT

This decision is in response to the papers filed 03 June 2009 which are treated
as a petition to withdraw the holding of abandonment under 37 CFR 1.181.

BACKGROUND

On 18 January 2008, a decision granting applicants’ petition under 37 CFR
1.47(a) was mailed. However, applicants were requested to provide complete copies of
the declarations executed by Andrew R. Wilson and Curtis Teague. Applicants were
given two months to respond.

On 28 February 2008, applicant purportedly filed a response containing the
declarations signed by Andrew R. Wilson and Curtis Teague. ‘

On 20 May 2009, the DO/EO/US mailed a Notification of Abandonment (Form
PCT/DO/EO/909) stating that the above-captioned application was abandoned because
applicants failed to respond to the petition decision mailed 18 January 2008.

On 03 June 2009, applicants filed the subject petition to withdraw the holding of
abandonment which was accompanied by, inter alia, copies of the documents
purportedly filed 28 February 2009 and a stamped postcard receipt for the 28 February
2009 documents.

DISCUSSION

The response purportedly filed on 28 February 2008 was not located in the
above-captioned application. However, these papers have been located in the
underlying international application, PCT/US04/12425.
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A review of these papers show that applicénts identified the proper uU.sS.
application number and attorney docket number on the cover page. Accordingly, the
Office should have placed applicants’ response in the subject application.

Applicants’ response filed 28 February 2008 has been moved to the subject
application. Applicants provide a complete copy of the declarations executed by joint
inventors Mr. Wilson and Mr. Teague as required.

The declarations are in compliance with 37 CFR 1.497(a) and (b).

DECISION

Applicants’ petition to withdraw the holding of abandonment is GRANTED.

The Form PCT/DO/EQ/909 mailed 20 May 2009 is hereby VACATED.

Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 21 April 2004 under 35 U.S.C.
363, and a 35 U.S.C. 371 date of 28 February 2008.

This application is being forwarded to the Office of Patent Application Processing
for further processing in accordance with this decision.

Thornsom

mes Thomson
Attorney Advisor 7
Office of PCT Legal Administration

Tel.: (671) 272-3302
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

' : Paper No.:
DATE ' e—03:25-00
TO SPE OF :ARTUNIT _2813
SUBJECT : Request for Certificate of Correction for Appl. No.: 10/5S5384S  Patent No.: 7462540

Please respond to this request for a certificate of correction within 7 days.
FORIFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the IFW application '
image. No new matter should be introduced, nor should the scope or meaning of the claims be changed. s

Please complete the response (see below) and forward the completed response to scanning using document
code COCX. .

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of correction. Please
complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

Certificates of Corr;ction Branch

703-308-9390 ext. _ (2

"Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

| Approved ‘ All changes apply.
0O Approved in Part . Specify below which changes do not apply.
0O Denied ‘ State the reasons for denial below.

Comments:

2503

Art Unit

— gl O

PTOL-306 (REV. 7/03) CO CE Patent and Trademark Office
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

30 DEC 2005 Alexandria, VA 22313, 1450

COOPER & DUNHAM, LLP
1185 AVENUE OF THE AMERICAS
NEW YORK NY 10036

In re Application of LUM et al.
Application No.: 10/553,853

PCT No.: PCT/US03/12679 : DECISION ON
Int. Filing: 23 April 2003 :
Priority Date: 23 April 2002 :  PETITION UNDER
Attorney Docket No.: 65532-A-PCT-US/JPW/JW :
For: COMPOSITIONS AND METHODS FOR : 37 CFR 1.137(b)

' STEM CELL DELIVERY :

This is in response to the petition to revive under 37 CFR 1.137(b), filed in the United
States Patent and Trademark Office on 19 October 2005 in the above-identified application.

BACKGROUND

On 23 April 2003, applicants filed international application No. PCT/US03/12679 which
claimed a priority date of 23 April 2002, and which designated the United States. The
international application became abandoned for failure to enter the U.S. national stage by the
thirty month deadline or at midnight on 23 October 2004.

Almost a year later, on 19 October 2005, applicants filed a transmittal letter for entry into
the national stage in the United States which was accompanied by, inter alia: the $150 basic
national fee an(f a petition to revive under 37 CFR 1.137(b) along with the requisite petition fee of
$750 and an explanation of the delay.

DISCUSSION

A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by: (lg the
required reply, unless previously filed, (2) the re(ci‘uisite petition fee; (3) a showing to the
satisfaction of the Commissioner that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition Eursuant to this paragraph was unintentional,
and (4) any terminal disclaimer (and fee as set forth in 1.20(d)) required pursuant to 37 CFR
1.137(c). Applicant has satisfied items (1) and (2). Item (4) is not required.

With regard to Item (3), Petitioner states that Patricia O’Connell, Vice President and
General Counsel of applicant Roger Williams Hospital was advised of the thirty (30) month
deadline of 23 October 2004 as late as 07 October 2004 by attorney John P. White of Cooper &
Dunham. Petitioner explains that through oversight, Ms. O’Connell did not instruct the law firm
to enter the national stage by the thirty month deadline. Petitioner further states that “Prior to
October 5, 2005", Ms. O’Connell communicated on several occasions with attorney of record
Alan J. Morrison, regarding applicant’s “continued interest in entering the national stage in the
United States for the subject application and whether doing so would be possible”. Petitioner
states that “on October 5, 2005, Ms. O’Connell first informed Mr. Morrison that her not
instructing Cooper & Dunham LLP to enter the national stage in the United States was due to her
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own oversight and was thus unintentional.” The fact that communications between applicant and
counsel were held regarding the continued interest in pursuing national stage prior to October 5,
2004 without filing the national stage papers earlier raises the question as to whether the delay
was unintentional. Petitioner should provide a statement explaining the communications between
counsel and applicant “prior to October 5, 2005" showing that the delay in filing the national
stage application was unintentional.

It is aﬁ)propriate for the Office to require further information as to how the delay in
discovering the abandoned status occurred despite the exercise of due care and diligence on the
glart of applicant and applicant’s representatives. Petitioner should explained how the delay in

ing the petition occurred despite the exercise of due care and diligence on the part of applicant
and his chosen representative. The USPTO cannot conclude that t%e entire 12 month delay in
filing the petition to revive was unintentional. Accordingly, the granting of the petition under 37
CFR 1.137(b) for revival based on unintentional delay would not be proper at this time.

CONCLUSION

Therefore, the petition under 37 CFR 1.137(b) is DISMISSED and the application
remains ABANDONED. .

If reconsideration on the merits of this petition is desired, an ap?ropriate response to this
decision must be filed within TWO (2) MONTHS from the mail date of this decision. Any
recons(ig;:ration request should include a cover letter entitled "Renewed Petition Under 37 CFR
1.137 (b)."

Please direct further correspondence with respect to this matter to the Commissioner of
Patents, P.O. Box 1450, Alexandria, VA 22313-1450, and address the contents of the letter to the
attention of PCT Legal Office.

/7 4

Cynthia M. Kratz
Attorney Advisor
PCT Legal Office
Office of PCT Legal Administration

Telephone: (571) 272-3286
Facsmmile: (571) 273-0459




° ° #°
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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11 AUG '2006

COOPER & DUNHAM, LLP
1185 AVENUE OF THE AMERICAS
NEW YORK NY 10036

In re Application of LUM et al.
Application No.: 10/553,853

PCT No.: PCT/US03/12679 : DECISION ON

Int. Filing: 23 April 2003 :

Priority Date: 23 April 2002 . PETITION UNDER

Attorney Docket No.: 65532-A-PCT-US/JPW/JW :

For:  COMPOSITIONS AND METHODS FOR : 37 CFR 1.137(b)
STEM CELL DELIVERY ' ;

The petition to revive under 37 CFR 1.137(b) filed 28 February 2006 in the above-
captioned application is hereby GRANTED as follows:

Applicant’s statement that the "entire delay in filing the required reply from the due date
for the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional" meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that the basic national fee of $150 has been
provided. The required petition fee of $750 was also paid. Thus, the requirements of 37 CFR
1.137(b) have been satisfied. Therefore, the request to revive the application abandoned under 35
U.S.C. 371(d) is granted as to the National stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office for
further processing, including issuance of a Notification of Missing Requirements indicating that an
oath or declaration, in compliance with 37 CFR 1.497(a) and (b) and the $130 surcharge for filing
the oath or declaration after the thirty month period, is required.

Cynthia M. Kratz
Attorney Advisor

PCT Legal Office
Office of PCT Legal Administration

Telephone: (571) 272-3286
Facsimile: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

FOLEY AND LARDNER LLP
SUITE 500

3000 K STREET NW
WASHINGTON DC 20007

In re Application of: : } '
BJORCK, Lars, et al. : DECISION ON PETITION TO

U.S. Application No.: 10/553,904 : WITHDRAW HOLDING OF
PCT No.: PCT/EP2004/004429 : ABANDONMENT
International Filing Date: 23 April 2004 : (37 CFR 1.181)
Priority Date: 23 April 2003 ; '
Atty Docket No.: 053694-0131
For: METHOD FOR IDENTIFYING AN

ANTI-STREPTOCOCCAL AGENT

AND ITS USE FOR TREATING

STREPTOCOCCAL INFECTIONS

This decision is issued in response to the “Petition To Revive Unavoidably Abandoned
Application Under 37 CFR 1.137(a)” filed 30 January 2007, treated herein as a petition under 37
CFR 1.181 to withdraw the holding of abandonment based on applicants’ timely response to the
Notification Of Defective Response (Form PCT/DO/E0/916) mailed 20 November 2006. No '
petition fee is required at this time.'

BACKGROUND

. On 23 April 2004, applicants filed international application PCT/EP2004/004429. The
international application claimed a priority date of 23 April 2003, and it designated the United
States. On 04 November 2004, the International Bureau (IB) communicated a copy of the
international application to the United States Patent and Trademark Office (USPTO). The
deadline for submission of the basic national fee was thirty months from the priority date, i.e., 23
October 2005.

On 21 October 2005, applicants filed a Transmittal Letter for entry into the national stage
in the United States accompanied by, among other materials, payment of the basic national fee.

On 29 March 2006, applicants filed executed declaration documents and a supplemental
application data sheet (ADS).

On 27 April 2006, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification To Comply With Requirements For Patent Applications Containing Nucleotide

' The $500 petition fee filed with the present petition will be refunded to Deposit Account 19-0741.
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And/Or Amino Acid Sequence Disclosures” (Form PCT/DO/EQ/922) (hereinafter “Notlﬁcatlon
To Comply™) requiring submission of specified sequence listing materials.

- On 17 July 2006, applicants filed a revised declaration executed by the inventors.

On 20 November 2006, the DO/EO/US mailed a “Notification Of Defective Response”
(Form PCT/DO/EO/916) acknowledging applicant’s 29 March 2006 submission and indicating
that the sequence listing requirements set forth in the Notification To Comply had not yet been
submitted. : :

. On 30 November 2006, the DO/EO/US mailed a “Notification Of Abandonment” (Form
PCT/DO/EO/909) indicating that the application was abandoned for failure to file a response to
the Notification To Comply mailed 27 April 2006.

On 20 December 2006, applicants filed a response to the Notification Of Defective
Response including sequence listing materials and the petition considered herein. The petition
asserts that the holding of abandonment is improper because applicants filed a timely response to
the Notification Of Defective Response mailed 20 November 2006, and/or because applicants
never received the Notification To Comply mailed 27 April 2006.

DISCUSSION

Applicants argue that the 20 December 2006 submission of sequence listing materials
was a timely response to the Notification Of Defective Response mailed 20 November 2006 and
that abandonment of the application is therefore improper.

A review of the application file confirms that, on 20 December 2006, applicants filed a
“Response To Notification Of Defective Response” that included the sequence listing materials
required by the Notification To Comply mailed 27 April 2006 and the Notification Of Defective
Response mailed 20 November 2006, including a Computer Readable Form (CRF) of the
sequence listing. This response was timely filed before the expiration of the one-month deadline -
set forth in the Notification Of Defective Response.

The Notification Of Abandonment (Form PCT/DO/EO/909) mailed 30 November 2006,
based as it was on applicants’ failure to timely file the required sequence listing materials, is

properly vacated.
CONCLUSION

Based on applicants’ timely respoﬁse to the Notification Of Defective Response (Form
PCT/DO/EO/916) mailed 20 November 2006, applicants’ petition for withdrawal of the holding
of abandonment under 37 CFR 1.181 is GRANTED.

The Notification Of Abandonment (Form PCT/DO/EQ/909) mailed 30 November 2006 is
hereby VACATED.
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The application is being referred to the National Stage Processing Branch of the Office
Of PCT Operations for further processing in accordance with this decision.

Q€L

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: ~ (571) 273-0419

83/15/2687 SHASHEIR #AEB6GE3 193741 18553984
Sale Ref: vBdBEe
aale Ref:) 03 sl?“?ﬂ“lmé 18553984
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Christian D. Abel

Onsagers AS

Postboks 6963 St. Olavs Plass
Norway N-013-0

Norway

In re Application of
DYRLI et al. :
Application No.: 10/553,912 : DECISION
PCT No.: PCT/NO04/00008 :
Int. Filing Date: 14 January 2004
Priority Date: 14 January 2003
Attorney Docket No.: P18227USPC
For: METHOD FOR ENCAPSULATION OF
LIQUID CRYSTALS WITH A NARROW
CAPSULE SIZE RANGE

This decision is issued in response to applicants' “Request to Correct Error in
Published Application and For Corrected Filing Receipt” filed 27 February 2007.

Applicants state in the present request that, “[t]he correct filing date of
PCT/NOO04/00008 is 14 January 2005 [sic] as was indicated in transmittal form PTO-1390.”
Due to an Office error, the international filing date for PCT/N0O04/00008 was entered into
the PALM database as 14 July 2005. However, a review of the published international
application reveals that the international filing date for PCT/NO04/00008 is 14 January
2004. Therefore, applicants’ request for a corrected filing receipt is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for treatment in accordance with this decision, that is, for mailing of a
Notification of Acceptance of Application (Form PCT/DO/EO/903) and Official Filing
Receipt which properly identifies the international filing date for PCT/NO04/00008 as 14
January 2004.

Thereafter, the application is being referred to the Office of Publications.

(AN

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: 571-272-3298

Fax: 571-273-0459
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK DFFICE
' : P.O. Box 1450

ALEXANDRIA, VA 22313-1450
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CHRISTIAN D. ABEL

ONSAGERS AS :

- POSTBOKS 6963 ST. OLAVS PLASS
NORWAY, N-0130 o CQPY MAILED
NORWAY ~ JUL 3 0 2008
Applicant: Dyrli et al. : ‘ OFFICE OF PETITIONS

~ Appl. No.: 10/553,912
International Filing Date: January 14, 2004
Title: METHOD FOR ENCAPSULATION OF LIQUID CRYSTALS WITH A NARROW
CAPSULE SIZE RANGE '
Attorney Docket No.: P18227USPC
Pub. No.: US 2007/0023732 Al
Pub. Date: February 1, 2007

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on February 27, 2007, for the above-identified application.

Applicant requests that the applicatiori be republished because the filing date of the PCT
application is incorrectly identified as July 14, 2005 instead of January 14, 2005.

The request is DISMISSED as moot.

Since the application has already iésued as U.S. Patent No. 7,397,530 on July 8, 2008, the
request is deemed moot. ‘

Applicant is reminded that since different matters may be considered by different sections of the
office that each distinct matter must be contained in a separate paper to avoid confusion and
delays in answering papers dealing with different subjects. 37 CFR 1.4(c).

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

P f——

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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Rick Yeager
10805 Mellow Ln
Austin TX 78759

In re Application of
SOLOW, Howard J., et al.
Application No.: 10/553,930
PCT No.: PCT/US03/12812 :
Int. Filing Date: 23 April 2003 : DECISION
Priority Date: None :
Docket No.: PEAK 03
For: FOLDABLE TRANSPORTABLE
MULTIPLE FUNCTION PILATES
EXERCISE APPARATUS AND METHOD

This decision is in response to “Response to Notification of Missing Requirements,” filed in the
above-captioned application on 21 November 2006.

On 07 September 2006, the Office mailed a Notification of Missing Requirements (Form
PCT/DO/EQ/905) indicating that an oath or declaration in compliance with 37 CFR 1.497(a)-(b) was
required.

On 21 November 2006, applicants submitted a declaration of the inventors comprised of a 2 page
declaration and 3 pages of supplemental sheets. Supplemental sheets 1 of 3 and 2 of 3 bear two of the
same executions, but the page numbers are different. The pages were clearly altered after they were
executed by the inventors. Applicants are reminded that it is improper for anyone, including counsel, to
alter, rewrite or partly fill in any part of the application, including the oath or declaration, after execution
of the oath or declaration by the application. MPEP 605.04(a). See 37 CFR 1.52. Further, while it is
acceptable for inventors to execute separate copies of the oath or declaration, the complete copy of the
oath or declaration, as executed by the inventor, must be submitted to the Office.

An oath or declaration in compliance with 37 CFR 1.497(a)-(b) must be filed within TWO (2)
MONTHS from the mail date of this decision. Failure to timely file the proper response will result in
abandonment of this application. Extensions of time are available under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be addressed to the Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT Legal
Administration.

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone: 571-272-3292
Facsimile: 571-273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Rick Yeager
10805 Mellow Ln
Austin, TX 78759

In re Application of
SOLOW, Howard J., et al.
Application No.: 10/553,930
PCT No.: PCT/US03/12812
Int. Filing Date: 23 April 2003 : ,
Priority Date: None : DECISION
Docket No.: PEAK 03 :
For: FOLDABLE TRANSPORTABLE
MULTIPLE FUNCTION PILATES
EXERCISE APPARATUS AND
METHOD

This decision is in response to applicant’s Petition Under 37 CFR 1.182, filed in the
above-captioned application on 25 March 2008.

BACKGROUND

On 25 April 2007, the Office mailed Decision, indicating that the declaration of the
inventors was defective and that a new oath or declaration in compliance with 37 CFR 1.497(a)-
(b) was required.

On 20 June 2007, applicants submitted a declaration of the inventors, but directed the
submission to application no. 10/533,930.

On 25 March 2008, applicants filed this petition under 37 CFR 1.182 to relocate the 20
June 2007 submission.

DISCUSSION

The declaration and submission for this application was located in 10/533,930 and has
been relocated to this application. Applicants have paid the fee for a Petition Under 37 CFR
1.182 to relocate the papers.

However, the declaration submitted by applicants is not in compliance with 37 CFR
1.497(a)-(b). The originally submitted declaration had been altered after execution by the
inventors and further had been pieced together from separately executed declarations. The
replacement declaration lists only one inventor, while the international application lists five
inventors. A new oath or declaration in compliance with 37 CFR 1.497(a)-(b) is required.



Application No. 10/553,930 -2-

CONCLUSION

For the reasons set forth above, the petitioﬁ under 37 CFR 1.182 is GRANTED.

An oath or declaration in compliance with 37 CFR 1.497(a)-(b) must be filed within
TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper

response will result in abandonment of this application. Extensions of time are available under
37 CFR 1.136(a).

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration. '

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292
Facsimile: 571-273-0459



08 SEP 200p

UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
. P.O.Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

FITCH EVEN TABIN AND FLANNERY
120 SOUTH LA SALLE STREET

SUITE 1600

CHICAGO, IL 60603-3406

In re Application of

SONGER, Matthew N, et al. :

Application No.: 10/553,940 : DECISION

PCT No.: PCT/US04/03205 :

Int. Filing Date: 05 February 2004 : ON PETITION UNDER
Priority Date: 05 February 2003 :

Docket No.: 82271 : 37 CFR 1.137(b)
For: BONE PLATE SYSTEM :

Applicants’ “Petition Under 37 C.F.R. §1.137(b) to Revive an Unintentionally Abandoned
Application,” filed in the above-captioned application on 21 October 2005 is GRANTED.

Applicants indicate that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The appropriate national fee and petition fee have been submitted. A
terminal disclaimer is not required as the application was filed on or after 08 June 1995. Accordingly, all
requirements under 37 CFR 1.137(b) have been satisfied.

A signed oath or declaration has not yet been submitted. The fee for late filing of the search fee,
examination fee or oath or declaration will be charged to deposit account no. 06-1135, as authorized.

This application is being forwarded to the National Stage Processing Branch of the Office of
PCT Operations for continued processing in accordance with this decision, including the mailing of a
Notification of Missing Requirements (Form PCT/DO/EO/905) indicating that an oath or declaration in
compliance with 37 CFR 1.497(a)-(b) is required.

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

¥3/U8/2B46 SRASHEIK GE6GE8AS 661135 168533946

Telephone: 571-272-3292 81 FC:2517 65.98 DA

Facsimile: 571-273-0459
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WWW.uspto.gov

NIXON PEABODY, LLP Mail Date: 04/27/2010
401 9TH STREET, NW
SUITE 900

WASHINGTON, DC 20004-2128

Applicant : Atsushi Tendo : DECISION ON REQUEST FOR

Patent Number : 7585988 : RECALCULATION of PATENT

Issue Date : 09/08/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/553, 946 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/21/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 561 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

BANNER & WITCOFF, LTD. Mail Date: 04/21/2010
1100 13th STREET, N.W.
SUITE 1200

WASHINGTON, DC 20005-4051

Applicant : Xavier Barrilalonso : DECISION ON REQUEST FOR
Patent Number : 7632855 : RECALCULATION of PATENT
Issue Date : 12/15/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/553,955 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/10/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 248 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP Mail Date: 06/11/2010
1250 CONNECTICUT AVENUE, NW
SUITE 700

WASHINGTON, DC 20036

Applicant : Yuuji Saiki : DECISION ON REQUEST FOR

Patent Number : 7651643 : RECALCULATION of PATENT

Issue Date : 01/26/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/553,958 : OF WYETH AND NOTICE OF INTENT TO
Filed :

10/19/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 737 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

05 JUL 2006

Benoit Castel

Young & Thompson
745 South 23rd Street
Arlington, VA 22202

In re Application of

KARLSSON et al. :
Application No.: 10/553,962 : DECISION ON PETITION

PCT No.: PCT/SE03/02063 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 22 December 2003 :
Priority Date: 20 December 2002
Attorney Docket No.: 1515-1040
For: METHOD AND ARRANGEMENT FOR
THE VISUALIZATION OF DATA

The petition to revive under 37 CFR 1.137(b) filed 19 October 2005 in the above-captioned
application is hereby GRANTED as follows:

Applicants’ statement that "the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicants have submitted the basic national
fee and the requirements of 37 CFR 1.137(b) have been satisfied. Therefore, the request to
revive the application abandoned under 85 U.S.C. 371(d) is granted as to the National
stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing including the issuance of a Notification of Missing
Requirements (Form PCT/DO/E0/905) indicating that an oath or declaration is required.

Anthony Smith
Attorney-Advisor
Office PCT Legal Administration

Tel.: 571-272-3298
Facsimile: 571-273-0459
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Benoit Castel

YOUNG & THOMPSON
45 South 23" Street
Arlington, Virginia 22202

In re Application of

Jean-Paul PETILLON
Application No.: 10/553,965
PCT No.: PCT/FR04/00940
Int. Filing Date: 16 April 2004

. Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

WWw.USpto.gov

DECISION
ON PETITION
UNDER 37 CFR 1.137(b)

Priority Date: 16 April 2003

Attorney Docket No.: 0595-1050

For: SECURE INTERACTIVE 3D
NAVIGATION METHOD AND DEVICE

The petition to revive under 37 CFR 1.137(b) filed 19 October 2005 in the above-
captioned application is hereby GRANTED as follows:

On 16 April 2004, applicant filed international application PCT/FR04/00940, which
claimed priority of an earlier French application filed 16 April 2003. The application became
abandoned as to the national stage in the United States because the basic national fee was not
paid to the USPTO prior to the 30 months statutory time period, which expired at midnight on
Monday 17 October 2005.

On 19 October 2005, applicant filed the present petition, requesting revival of the
international application under the provisions of 37 CFR 1.137(b) along with the appropriate
petition fee as required by 37 CFR 1.17(m) for a large entity.

A review of the application papers filed 19 October 2005 reveals that all of the
requirements of 37 CFR 1.137(b) for revival have been submitted. Applicant's statement that
"the entire delay in filing the required reply from the due date for the required reply until the
filing of a grantable petition under 37 CFR 1.137(b) was unintentional" meets the requirements
under 37 CFR 1.137(b)(3) at the time of filing this petition.

A review of the declaration of the inventor filed with the petition reveals that it is in
compliance with 37 CFR 1.497.
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Serial No. 10/553,965 Page

Applicant's claim for priority is acknowledged. The application has an international
filing date of 16 April 2004 under 35 U.S.C. 363 and a date of 19 October 2005 under 35

U.S.C. 371.

The request to revive the application abandoned under 35 U.S.C. 371(d) is granted as
to the National stage in the United States of America.

The application is being forwarded to the United States Designated/Elected Office for

further processing. ' .
T . - =
OéJ e AA{WW«-‘ A“ié”- Hs
Leonard E. Smith " Nguyén Ngoc-Ho
PCT Legal Examiner """ 'Paralegal Specialist
PCT Legal Office PCT Legal Office

NNH/LES:hn U Tel: (571) 272-3290
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P. Mail Date: 04/27/2010
1940 DUKE STREET
ALEXANDRIA, VA 22314

Applicant : Takao Okajima : DECISION ON REQUEST FOR

Patent Number : 7640938 : RECALCULATION of PATENT

Issue Date : 01/05/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/553,988 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/24/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 804 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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ARLINGTON, VA 22202

In re Application of

Melchi et al. :

Application No.: 10/553,996 : DECISION
PCT No.: PCT/IT04/00217 :

Int. Filing Date: 15 April 2004 : ON
Priority Date: 22 April 2003 :

Attorney Docket No.: 2507-1074 : PETITION
For:  Automatic Detection Of Skin Lesions 3

This is in response to the petition under 37 CFR 1.47(a) filed on 02 March 2007.

BACKGROUND

This international application was filed on 15 April 2004, claimed an earlier priority date
of 22 April 2003, and designated the U.S. The International Bureau transmitted a copy of the
published international application to the USPTO on 04 November 2004. The 30 month time
period for paying the basic national fee in the United States expired at midnight on 24 October
2005 (since 22 October 2005 was a Saturday). Applicants filed inter alia the basic national fee on
21 October 2005. .

On 02 October 2006, a Notification of Missing Requirements (Form PCT/DO/EO/905)
was mailed to applicants, requiring the submission of an executed oath or declaration compliant
with 37 CFR 1.497(a) and (b).

DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(h), (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor.

Regarding requirement (1), the $200.00 petition fee was paid on 02 March 2007.

Regarding requirement (2), petitioner urges that the absence on the declaration of the
signature of joint inventor Carmelo Francesco Melchi be excused because he allegedly “has
refused to execute the application papers.” Counsel’s attention is respectfully drawn to MPEP
409.03(d), which states in part: ' :

A refusal by an inventor to sign an oath or declaration when the inventor has not
been presented with the application papers does not itself suggest that the inventor
is refusing to join the application unless it is clear that the inventor understands
exactly what he or she is being asked to sign and refuses to accept the application
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papers. A copy of the application papers should be sent to the last known address
of the nonsigning inventor, or, if the nonsigning inventor is represented by
counsel, to the address of the nonsigning inventor’s attorney. The fact that an
application may contain proprietary information does not relieve the 37 CFR 1.47
applicant of the responsibility to present the application papers to the inventor if
the inventor is willing to receive the papers in order to sign the oath or
declaration. It is noted that the inventor may obtain a complete copy of the
application, unless the inventor has assigned his or her interest in the application,
and the assignee has requested that the inventor not be permitted access. See
MPEP § 106. It is reasonable to require that the inventor be presented with the
application papers before a petition under 37 CFR 1.47 is granted since such a
procedure ensures that the inventor is apprised of the application to which the oath
or declaration is directed. In re Gray, 115 USPQ 80 (Comm’r Pat. 1956).

Where a refusal of the inventor to sign the application papers is alleged, the
circumstances of the presentation of the application papers and of the refusal must -
be specified in a statement of facts by the person who presented the inventor with
the application papers and/or to whom the refusal was made. Statements by a
party not present when an oral refusal is' made will not be accepted. Proof that a
bona fide attempt was made to present a copy of the application papers
(specification, including claims, drawings, and oath or declaration) to the
nonsigning inventor for signature, but the inventor refused to accept delivery of
the papers or expressly stated that the application papers should not be sent, may
be sufficient. When there is an express oral refusal, that fact along with the time
and place of the refusal must be stated in the statement of facts. When there is an
express written refusal, a copy of the document evidencing that refusal must be
made part of the statement of facts. The document may be redacted to remove
material not related to the inventor’s reasons for refusal. When it is concluded by
the 37 CFR 1.47 applicant that a nonsigning inventor’s conduct constitutes a
refusal, all facts upon which that conclusion is based should be stated in the
statement of facts in support of the petition or directly in the petition. If there is
documentary evidence to support facts alleged in the petition or in any statement
of facts, such evidence should be submitted. Whenever a nonsigning inventor
gives a reason for refusing to sign the application oath or declaratlon that reason
should be stated in the petition

Review of the petition and accompanying evidentiary documentation establishes that Mr.
Melchi has refused to execute the application within the meaning of 37 CFR 1.47(a). Therefore,
requirement (2) has been satisfied.

Regarding requirement (3), the petition includes a statement of Mr. Melchi’s last known
" address. Accordingly, requirement (3) has been satisfied.

Regarding requirement (4), the declaration filed on 02 March 2007 has been signed by
joint inventor Oscar Bellerino on behalf of himself and non-signing joint inventor Carmelo
Francesco Melchi. It is observed that the ordering of names appearing on the declaration
document reflects the ordering appearing in the published international application, but the
commas have been omitted. However, it is clear from inspection of the declaration that the
inventors’ surnames are MELCHI and BELLERINO, as these names have been capitalized in full.
This declaration is acceptable for purposes of compliance with 37 CFR 1.497(a) and (b). As such,
requirement (4) has been satisfied.
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DECISION
" The petition under 37 CFR 1.47(a) is GRANTED.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to the non-signing inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette. :

The application is being returned to the National Stage Processing Branch for processing
as the U.S. National Stage of the above-identified international application. Its date under 35
U.S.C. 371(c)(1), (2) and (4) is 02 March 2007.

George %ombroske |

PCT Legal Examiner

Office of PCT Legal Administration

Tel: (571) 272-3283

Fax: (571) 273-0459 -
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Carmelo Francesco MELCHI ‘ 0 2 A P R 2007 e
Via della Balduina, 120

1-00136 ROMA

ITALY

In re Application of

Melchi et al.

Application No.: 10/553,996

PCT No.: PCT/IT04/00217

Int. Filing Date: 15 April 2004

Priority Date: 22 April 2003

For: Automatic Detection Of Skin Lesions

Dear Dr. Melchi:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you will be de51gnated therein as a joint
inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel
of record (see below) would presumably assist you. Joining in the application would entail the filing of
an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3283. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Requests for information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at (703)
308-9726 or 1(800) 972-6382 (outside the Washington D.C. area).

Any further correspondence with respect to this matter should be addressed to the Assistant
Commissioner for Patents, Mail Stop PCT, P.O. Box 1450, Alexandria, VA 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

L) pite”

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283

Fax: (571) 273-0459

YOUNG & THOMPSON
745 SOUTH 23RD STREET
2ND FLOOR
ARLINGTON, VA 22202
USA
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OFFICIAL GAZETTE NOTICE
37 CFR 1.47 Notice by Publication

Notice is hereby given of the filing of an application with a petition under 37 CFR 1.47
requesting acceptance of the application without the signature of a joint inventor. The petltlon
has been granted. A notice has been sent to the last known address of the non-signing inventor.
The inventor whose signature is missing (Dr. Carmelo Francesco MELCHI) may join in the
application by promptly filing an appropriate oath or declaration complying with 37 CFR 1.63.
The international application number is PCT/IT04/00217 and was filed on April 15, 2004 in the
names of Carmelo Francesco MELCHI and Oscar BELLERINO for the invention entitled
AUTOMATIC DETECTION OF SKIN LESIONS. The national stage application number is
10/553,996 and has a 35 U.S.C. 371(c)(1), (2) and (4) date of March 2, 2007.
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Reginald Finn
Albihns Stockholm AB
Linnegatan 2
P.O. Box 5581
114 85 Stockholm
SWEDEN
In re Application of

NORDENFELT, et al.
U.S. Application No.: 10/554,027 :
PCT No.: PCT/SE04/00607 : COMMUNICATION
Int. Filing Date: 21 April 2004 :
Priority Date: 27 April 2003
Attorney Docket No.: 69521-81893 :
For: METHOD AND APPARATUS FOR ABSOLUTE
OPTICAL ENCODERS WITH REDUCED ;
SENSITIVITY TO SCALE OR DISK MOUNTING:
ERRORS ;

This decision is in response to counsel's "Request For Withdrawal as Attorney or Agent
And Change of Correspondence Address" filed 29 June 2006 in the United States Patent and
Trademark Office (USPTO).

BACKGROUND

On 21 April 2004, applicant filed the above-captioned international application, which
claimed a priority date of 27 April 2003 and designated the United States. A copy of the
international application was communicated to the United States Patent and Trademark Office
from the International Bureau on 04 November 2004. Pursuant to 37 CFR 1.495, the thirty-month
period for paying the basic national fee expired at midnight on 27 October 2005.

On 21 October 2005, applicant filed a transmittal letter for entry into the national stage in
the United States which was accompanied by, inter alia, payment of the U.S. basic national fee, an
executed declaration of the inventors, a preliminary amendment, an application data sheet and an
information disclosure sheet .

On 29 June 2006, Olivia Tolan filed the present request for permission to withdraw as
attorney of record.

DISCUSSION

The criteria for effecting a proper withdrawal of attorney are spelled out in Section 402.06
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of the Manual of Patent Examining Procedure (M.P.E.P.) which reads, in part, as follows:

In the event that a notice of withdrawal is filed by an attorney or agent of record... appropriate
procedure will be followed pertaining to the withdrawal. The withdrawal is effective when
approved rather than when received. To expedite the handling of requests for permission to
withdraw as attorney, under 37 CFR 1.36, the request should be submitted in triplicate (original
and two copies) and indicate thereon the present mailing addresses of the attorney who is
withdrawing and of the applicant. The examining group number should also appear on all such
requests. Because the Office does not recognize law firms, each attorney of record must sign the
notice of withdrawal, or the notice of withdrawal must contain a clear indication of one attorney
signing on behalf of another. The Commissioner of Patents and Trademarks usually requires that
there be at least thirty days between approval of the withdrawal and the latter of the expiration
date of a time response period or the expiration date of the period which can be obtained by a
petition and fee for extension of time under 37 CFR 1.136(a). This is so that the applicant will
have sufficient time to obtain other representation or take other action. Attorney Olivia Tolan has
provided a clear indication that the request is being made on her own behalf as she is leaving the
firm. Reginald Finn and Timothy Platt remain attorneys of record and the correspondence address
remains the same. Since all of the criteria delineated in Section 402.06 of the M.P.E.P. have been
complied with the request to withdraw the Power of Attorney/Agent is GRANTED.

CONCLUSION
In view of the above discussion, counsel's Request for Withdrawal is GRANTED.

A review of the application file finds that applicant has satisfied all of the requirements of
35 U.S.C. 371 for entry into the national stage in the United States. This application is being
forwarded to the United States Designated/Elected Office (DO/EO/US) for further processing in
accordance with this decision

A e LE

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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Peter C. Lauro

EDWARDS & ANGELL, LLP
P.O. Box 55874

Boston, MA 02205

In re Application of: :
ADORINI, Lucian, et al. ; DECISION ON PETITION UNDER
U.S. App. No.: 10/554,038 : 37CFR 1.182

Filing Date: October 19, 2005

Attorney Docket No.: 59756DIV1(49949)

For: GEMINI VITAMIN D3 COMPOUNDS
AND METHODS OF USE THEREOF

This decision is issued in response to applicants’ “Petition To Treat Application As Filed
Under 35 U.S.C. 111(a) Pursuant To 37 CFR 1.182” filed April 25, 2006. Deposit Account No.
04-1105 will be charged the required petition fee.

BACKGROUND

On April 30, 2004, applicants filed international application PCT/US04/13703. The
application claimed a priority date of April 30, 2003 and designated the United States. The
deadline for submission of the basic national fee was thirty months from the priority date, i.e.,
October 30, 2005. ’

On October 19, 2005, applicants filed a Transmittal Letter requesting entry into the
national stage in the United States for PCT/US04/13703. This submission, which included,
among other materials, payment of the basic national fee, an Application Data Sheet (ADS), and
a preliminary amendment, was assigned U.S. application number 10/553,854 and entered into the
USPTO system as the national stage of PCT/US04/13703 filed under 35 U.S.C. 371. The
attorney docket number was 59756DIV2(49949) (hereinafter “DIV2”).

Also on October 19, 2005, applicants filed a second Transmittal Letter requesting entry
into the national stage in the United States for PCT/US04/13703. This submission, which
included, among other materials, payment of the basic national fee, an ADS, and a preliminary
amendment, was assigned U.S. application number 10/554,038. The attorney docket number
was 59756DIV1(49949) (hereinafter “DIV1”).

Because an international application may have only one U.S. national stage under 35
U.S.C. 371, applicants were contacted by the USPTO and informed that a petition under 37 CFR
1.182 was required if applicants wanted one of the sets of papers filed on October 19, 2005 to be
treated as a separate application filed under 35 U.S.C. 111(a).

www.uspto.gov
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'On April 25 2006, applicants filed the “Petition To Treat Application As Filed Under 35
U.S.C. 111(a) Pursuant To 37 CFR 1.182” considered herein. The petition requests that the
materials assigned U.S. application number 10/554,038 (the DIV1 docket number) be treated as a
continuation of international application PCT/US04/13703 filed under 35 U.S.C. 111(a), with a
filing date of October 19, 2003. The petition also requests that the materials assigned U.S.
application number 10/553,854 (the DIV2 docket number) be treated as the U.S. national stage
of PCT/US04/13703 filed under 35 U.S.C. 371.

DISCUSSION

As is evident from the above recited facts, two sets of papers to enter the national stage
under 35 U.S.C. 371 have been submitted for international application number PCT/US04/13703
(U.S. application numbers 10/553,854 and 10/554,038). The end result for an international
application designating the United States of America is a single U.S. national stage application.
Therefore, the submission of two sets of national stage papers in the U.S. was improper.

Pursuant to applicants’ request in the present petition, the materials assigned U.S.
application number 10/554,038 (the DIV1 docket number) will be treated as a filing under 35
U.S.C. 111(a), with a filing date of October 19, 2005. The present petition includes a
supplemental ADS that contains the continuity reference to the international application required
under 37 CFR 1.78. Pursuant to 37 CFR 1.8(b), the continuity reference is considered timely
under 37 CFR 1.78(a)(2)(i1); the application can therefore properly be treated as a continuation
of the international application without the need for a petition under 37 CFR 1.78(a)(3).

As also requested in the present petition, the materials assigned U.S. application number
10/553,854 (the DIV2 docket number) will be treated as the U.S. national stage of
PCT/US04/13703 filed under 35 U.S.C. 371.

CONCLUSION

Applicants’ petition under 37 CFR 1.182 is GRANTED to the extent that the materials
assigned U.S. application number 10/554,038 (the DIV1 docket number) will be treated as a
continuation of PCT/US04/13703 filed under 35 U.S.C. 111(a) filed October 19, 2005.

Application number 10/553,854 will continue to be processed as the national stage of
PCT/US04/13703 filed under 35 U.S.C. 371.

Application number 10/554,038 is being referred to the Office Of Initial Patent
Examination for processing as an application filed under 35 U.S.C. 111(a).

QO (L

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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Commissioner for Patents
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Henry C. Query Jrv
504 S Pierce Avenue
Wheaton IL 60187

In re Application of
LE DEVEHAT, Renaud :
Application No.: 10/554,040 : DECISION
PCT No.: PCT/EP2004/004527 N _
Int. Filing Date: 20 April 2004 : ON PETITION UNDER
Priority Date: 23 April 2003 :
Docket No.: FMCE-P138 : : : 37 CFR 1.10(e)
For: DISCHARGE ARM ASSEMBL
WITH GUIDING CABLE

This decision is in response to app]icaﬁt’s Petition Under 37 CFR 1.10(e), filed in the
United States Patent and Trademark Office on 30 April 2007.

BACKGROUND

On 20 April 2004, applicant filed international application PCT/EP2004/004527,
claiming a priority date of 23 April 2003. A copy of the international application was
transmitted to the Office by the International Bureau on 04 November 2004. The deadline for
entry into the national stage in the United States was 23 October 2005.

On 21 October 2005, applicant filed a transmittal letter for entry into the national phase
1in the United States, accompanied by the basic national fee.

On 24 July 2006, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating that an oath or declaration and the surcharge for late filing of the
search fee, examination fee or oath or declaration were required.

On 02 April 2007, the Office mailed Notification of Abandonment (Form
PCT/DO/EO/909) indicating that a response had not been received to the Notification of Missing
Requirements and that the application was now abandoned.

On 30 April 2007, applicant filed a petition under 37 CFR 1.10(e).
DISCUSSION
37 CFR 1.10(e) applies only in those situations in which the correspondence at issue was -
lost in toto (i.e., the entire correspondence was not delivered to the Office). MPEP 513. Here,

applicant claims to have filed the $130 late filing fee along with the declaration. The Office
received the late filing fee. As such, this is a dispute over the content of the submission.
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Where the records of the Office (e.g., the file of the application) contain any document(s)
or fee(s) corresponding to the contents of the correspondence at issue, the Office will rely upon
its official record of the contents of such correspondence in absence of convincing evidence
(e.g., a postcard receipt under MPEP 503 containing specific itemization of the document(s) or
fee(s) purported to have been filed with the correspondence at issue) that the Office received and
misplaced any document(s) or fee(s) that is not among the official records of the Office. Id.

CONCLUSION

For the reasons set forth above, the petition under 37 CFR 1.10(e) is DISMISSED
without prejudice.

This application remains abandoned.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Extensions of time under 37
CFR 1.136(a) are available. Any reconsideration request should include a cover letter entitled
“Renewed Petition Under 37 CFR 1.10(e).”

Any further correspondence with respect to this matter may be filed electronically or if
mailed, should be addressed to the Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292
Facsimile: ~ 571-273-0459
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" UNITED STATES PATENT AND TRADEMARK OFFICE

Henry C. Query Jr
504 S Pierce Avenue
Wheaton IL 60187

In re Application of
LE DEVEHAT, Renaud :
Application No.: 10/554,040 : DECISION
PCT No.: PCT/EP2004/004527 :
Int. Filing Date: 20 April 2004 : ON PETITION UNDER
Priority Date: 23 April 2003 :
Docket No.: FMCE-P138 : 37 CFR 1.137(b)
For: DISCHARGE ARM ASSEMBLY
WITH GUIDING CABLE

Applicant’s Petition Under 37 CFR 1.137(b), filed in the above-captioned application on 02
October 2007 is GRANTED.

Applicant indicates that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The appropriate reply and petition fee have been submitted. A
terminal disclaimer is not required as the application was filed on or after 08 June 1995.
Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

Applicant previously supplied a declaration of inventor'ship in compliance with 37 CFR
1.497(a)-(b) and the fee for late filing of the search fee, examination fee or oath or declaration.

This application is being forwarded to the National Stage Processing Branch of the Office
of Patent Application Processing for continued processing in accordance with this decision. The
application has a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 30 April 2007.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292
Facsimile: 571-273-0459

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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JACOBSON HOLMAN PLLC Mail Date: 05/18/2010
400 SEVENTH STREET N.W.

SUITE 600
WASHINGTON, DC 20004

Applicant : Volker Krink : DECISION ON REQUEST FOR

Patent Number : 7645959 : RECALCULATION of PATENT

Issue Date : 01/12/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/554,051 : OF WYETH AND NOTICE OF INTENT TO
Filed :

11/06/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 0 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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Peter Zawilski

Philips Electronics North America Corp.
Intellectual Property & Standards

1109 McKay Drive, M/S41-SJ

San Jose, California 95131

In re Application of :
EL-FARHANE : DECISION ON PETITION
Application No.: 10/554,067 :
PCT No.: PCT/IB04/01254 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 16 April 2004 :
Priority Date: 24 April 2003
Atty. Docket No.: FR030044US1
For: SEMICONDUCTOR DEVICE COMPRISING :
EXTENSIONS PRODUCED FROM MATERIAL :
WITH A LOW MELTING POINT

This decision is in response to applicant’s petition for revival under 37 CFR 1.137(b) filed
19 December 2005 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 16 April 2004, applicant filed international application PCT/IB04/01254, which
claimed a priority date of 24 April 2003. A copy of the international application was transmitted
to the United States from the international bureau (IB) on 04 November 2004. Pursuant to 37
CFR 1.495, the deadline for payment of the basic national fee in the United States was to expire
30 months from the priority date, 24 October 2005.

On 21 October 2005, applicant filed a transmittal letter for entry into the national stage in
the United States accompanied by the requisite basic national fee; an executed declaration of the
inventor; an Information Disclosure Statement; an assignment document for recording and a
preliminary amendment. The application was assigned serial number 10/554,067.

On 19 December 2005, applicant filed the present petition to revive accompanied by an
additional U.S. National stage filing under 35 U.S.C. 371. These papers were assigned serial
number 10/561,399.

On 21 March 2006, applicant sent a facsimile communication containing an “amendment”
accompanied by another U.S. National stage transmittal letter, Information Disclosure Statement
and statement under 37 CFR 3.73(b). Applicant requested that these papers replace the papers
originally filed on 21 October 2005 and references a discrepancy with the attorney docket
number.
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DISCUSSIO

As detailed above, applicant timely filed a U.S. National stage entry of PCT/IB04/01254
on 21 October 2005. Thus, the filing of the petition to revive on 19 December 2005 is
unnecessary and is DISMISSED as moot. Further, there can only be one National stage entry of
an international application. As such, the papers filed 19 December 2005 and assigned serial
number 10/561,399 will be merged into serial number 10/554,067 and the fees refunded to
deposit account number 14-1270.

It is unclear what the purpose of applicant’s 21 March 2006 filing is. Absent further
instruction, no action will be taken.

CONCLUSION

For the reasons stated above, applicant’s petition to revive is DISMISSED as moot.

The application has an international filing date of 16 April 2004 under 35 U.S.C. 363 and
will be given a date of 21 October 2005 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for treatment in accordance with this decision, specifically the placing of the papers
in serial number 10/561,399 into the present application file, the refunding of all fees paid in serial
number 10/561,399 and the termination of that application. All future correspondence should
refer to serial number 10/554,067 which remains the U.S. National stage filing of
PCT/IB04/01254.

%/g///

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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Renner Kenner Greive Bobak Taylor & Weber
First National Tower, Fourth Floor
Akron, OH 44308-1456

In re Application of :

MILLER, Roy et al. : ;-
U.S. Application No.: 10/554,070 : :

PCT No.: PCT/US04/12583 : DECISION

Int. Filing Date: 23 April 2004 :

Priority Date: 24 April 2003

Attorney Docket No.: AMN.P0005

For: LIQUID CRYSTAL ACCESSORIES

This is a decision on Request for Refund, filed in the United States Patent and Trademark
Office on 27 July 2006.

BACKGROUND

On 21 October 2005, applicanfs' filed papers for entry into the national stage of
PCT/US04/12583, which included the payment of other than small entity fees of $1400 for a
national stage application.

On 27 July 2006, applicants filed this request for the refund of $700.
DISCUSSION

In the papers filed 27 July 2006, apphcants requested a refund of the $700 paid in
October 2005. 37 CFR 1.28 (a) states:

(a) Refunds based on later establishment of small entity status. A refund pursuant
to § 1.26, based on establishment of small entity status, of a portion of fees timely
paid in full prior to establishing status as a small entity may only be obtained if an
assertion under § 1.27(c) and a request for a refund of the excess amount are filed
within three months of the date of the timely payment of the full fee. The three-
month time period is not extendable under § 1.136. Status as a small entity is
waived for any fee by the failure to establish the status prior to paying, at the time
of paying, or within three months of the date of payment of, the full fee.

The refund request has a receipt date of 27 July 2006, long past 21 January 2006 the
expiration of the three-month time period for requesting a refund.

CONCLUSION

For the above reason, applicants’ request for a refund pursuant to 37 CFR 1.28(a) is
DISMISSED without prejudice.
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Any request for reconsideration of this matter should be filed within TWO (2)
MONTHS of the mail date of this decision.

Further correspondence with respect to this matter should be addressed to the Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,

Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

dm“)oj/’)men_

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Phone: (571) 272-3292
Fax: (571)273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
.0. Box 1450

Alexandria, VA 22313 1450
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Renner Kenner Greive Bobak Taylor & Weber
First National Tower, Fourth Floor
Akron, OH 44308-1456

In re Application of

TAHERI, Bahman et al. :

U.S. Application No.: 10/554,070 : DECISION ON
PCT No.: PCT/US04/12583 :

Int. Filing Date: 23 April 2004 > PETITION
Priority Date: 24 April 2003 :

Attorney Docket No.: AMN.PO00S : UNDER 37 CFR 1.181
For: LIQUID CRYSTAL ACCESSORIES

This is a decision on the petition under 37 CFR 1.181, filed in the United States Patent
and Trademark Office on 26 March 2007.

BACKGROUND

On 23 April 2004, applicants filed international application PCT/US04/12583, claiming a
priority date of 24 April 2003. The deadline for payment of the basic national fee was 24
October 2005.

On 21 October 2005, applicants filed papers for entry into the national stage of
PCT/US04/12583, including the basic national fee.

On 07 July 2006, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905), indicating that an oath or declaration in compliance with 37 CFR 1.497(a)-(b)
and the surcharge for late filing of the search fee, examination fee or oath or declaration were
required.

On 20 February 2007, the Office mailed Notification of Abandonment (Form
PCT/DO/EQ/909) indicating that the application went abandoned for failure to timely reply to
the Notification of Missing Requirements. : 4

On 26 March 2007, applicants filed a petition under 37 CFR 1.181 to withdraw the
holding of abandonment. °

DISCUSSION

Applicants claim to have submitted a timely response to the Notification of Missing
Requirements and ask that holding of abandonment be withdrawn. To withdraw the holding of
abandonment, applicants must provide sufficient ev1dence of an earlier, timely filing with the
Office and a copy of the earlier submlsswn
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Applicants have provided a date-stamped postcard receipt identifying the above captioned
application and listing a declaration, an extension of time and a credit card form. Applicants
have provided a copy of the declaration they claim to have earlier submitted and indicate that the
fee for late filing of the declaration and fee for the extension of time were charged. The copy of
the declaration is accepted as having a receipt date of 22 September 2006.

The duplicate late surcharge for the late filing of the search fee, examination fee or oath
or declaration and duplicate extension of time fee will be refunded to applicants’ credit card.

CONCLUSION

For the above reason, applicants’ request to withdraw the holding of abandonment is
GRANTED.

The Notification of Abandonment (Form PCT/DO/E0/909) mailed 20 February 2007 is
VACATED.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations for further action consistent with this decision. The application has a 35 USC
371(c)(1), (c)(2) and (c)(4) date of 22 September 2006.

d,«m"pj/d B MAC~

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Phone: (571) 272-3292
Fax:  (571) 273-0459
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CANTOR COLBURN LLP
55 Griffin Road South
Bloomfield, CT 06002

In re Application of

IVERSEN, Paul

U.S. Application No.: 10/554,130

PCT No.: PCT/DK2003/000257

Int. Filing Date: 15 April 2003

Priority Date: None

Attorney Docket No.: GRP-0141 :

For: METHOD OF SERVICING THE OUTER :
COMPONENTS OF A WIND TURBINE :
SUCH AS THE WIND TURBINE
BLADES ...

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DECISION ON
PETITION FOR REVIVAL
UNDER 37 CFR 1.137(b)

Apphcants petition to revive under 37 CFR 1.137(b) filed with the national stage
papers on 20 October 2005 is hereby GRANTED as foIlows

The basic national fee and the petition fee have been pald. Applicants make the
required statement pursuant to 37 CFR 1.137(b)(3). A terminal disclaimer is not

required.

Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

This application is being forwarded to the National Stage Processing Division of the

Office of PCT Operations for continued processing.

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
WWW.uSplo.gov

I APPLICATION NO. ] FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.| CONFIRMATION NO. 1
10/554,135 09/26/2006 Lisa M. Schultze 27866/38267A 9361
7590 05/22/2008 _ r EXAMINER _]
MARSHALL, GERSTEIN & BORUN LLP COPPINS, JANETL
233 S. WACKER DRIVE, SUITE 6300 .
SEARS TOWER | ART UNIT | PAPER NUMBER J
CHICAGO, IL 60606 1626 -
-i ' | MAIL DATE I DELIVERY MODE J
05/22/2008 PAPER

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is dismissed.

The express abandonment will ndt be recognized for the reason(s) indicated below:

1. O The petition was not filed in sufficient time to permit the appropriate officials to recbgnize the
abandonment before an examination has been made of the application. See 37 CFR 1._138(d).

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

The petition for express abandonment under 1.138(d) is dismissed because the applicant did
not pay any search fee and excess claims fees in the above-identified application.

atefft Publication Branch
Offige of Data Management

Page 1 of 1
FORM PET651D (Rev. 08/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

PANASONIC PATENT CENTER Mail Date: 04/20/2010
1130 CONNECTICUT AVENUE NW, SUITE 1100

WASHINGTON, DC 20036

Applicant : Wataru Ikeda : DECISION ON REQUEST FOR
Patent Number : 7660511 : RECALCULATION of PATENT
Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/554, 147 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/31/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 863 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

HEDMAN & COSTIGAN, P.C.
1185 Avenue of the Americas
New York, NY 10036

In re Application of
PREDAL
U.S. Application No.: 10/554,155
PCT No.: PCT/FR2003/001544 :
Int. Filing Date: 22 May 2003 : DECISION
Priority Date: 22 May 2002 :
Attorney’s Docket No.: GEI-112
For: NOVEL NUTRACEUTICAL AND
PHARMACEUTICAL COMPOSITIONS
AND THEIR USES

Applicant’s “Petition for Revival of an International Application for Patent Designating
the United States Abandoned Unintentionally Under 37 CFR §1.137(b)” filed with the
national stage papers on 20 October 2005 is hereby GRANTED as follows:

The basic national fee and petition fee for a small entity have been paid. Applicant’s
statement is sufficient to meet the requirements of 37 CFR 1.137(b)(3). A terminal
disclaimer is not required. Accordingly, all requirements under 37 CFR 1.137(b) have
been satisfied.

A declaration in compliance with 37 CFR 1.497(a) and (b) was submitted. However,
the surcharge fee of $65.00 is also required.

This application is being forwarded to the United States Designated/Elected Office for
further processing including mailing a Notification of Missing Requirements Under 35
U.S.C. 371 in the United States Designated/Elected Office (DO/EO/US) (Form
PCT/DO/EO/905) indicating that a surcharge fee pursuant to 37 CFR 1.492(h) is

required.
I

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

MERCK Mail Date: 04/21/2010
P O BOX 2000

RAHWAY, NJ 07065-0907

Applicant : Mark T Bilodeau : DECISION ON REQUEST FOR
Patent Number : 7638530 : RECALCULATION of PATENT
Issue Date : 12/29/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/554,185 : OF WYETH AND NOTICE OF INTENT TO

Filed : 10/21/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1000 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Alan Israel 4

Kirschstein, Ottinger, Israel & Schiffmiller, P.C.
489 Fifth Avenue

New York, NY 10017

In re Application of :
SUGLIANI, et al. _ : DECISION ON PETITION
Serial No.: 10/554,193 Do
PCT No.: PCT/EP04/50595 : UNDER 37 CFR 1.47(a)
Int. Filing Date: 23 April 2004 :
Priority Date: 24 April 2003
Atty Docket No.: P/63988
For: COUNTER-PUMPED DISTRIBUTED RAMAN
AMPLIFICATION IN WAVELENGTH DIVISION:
MULTIPLEX OPTICAL COMMUNICATION
SYSTEMS

This decision is in response to the “Petition Under Rule 47(a)” filed 12 February 2007 in
the United States Patent and Trademark Office (USPTO) to accept the application without the
signature of joint inventor Simone Sugliani. Applicant has provided a petition fee payment
of $130.00. Applicant is advised that the petition fee for proceeding under 37 CFR 1.47is -
$200.00. As authorized the $70.00 difference will be charged to deposit account number 11-
1145. ‘ :

BACKGROUND

On 23 April 2004, applicant filed international application PCT/EP04/50595 which
claimed priority to a previous application filed 24 April 2003. Pursuant to 37 CFR 1.495, the
thirty-month period for paying the basic national fee in the United States was set to expire at
midnight on 24 October 2005.

On 21 October 2005, applicant filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371(c)(1); a preliminary amendment and an English translation of the international
application as filed.

On 11 August 2006, applicant was mailed a NOTIFICATION OF MISSING

- Commissioner for Patents

United States Patent and Trademark Office
Washington, D.C. 20231

. www.uspto.gov

REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/E0O/905) informing applicant of the

need to provide an executed oath or declaration of the inventors, in compliance with 37 CFR _
1.497(a) and (b), identifying the application by the International application number and
international filing date. Applicant was given two months to respond and advised that this time
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period could be extended with a proper petition and payment of fees.

On 12 February 2007, applicant filed the present petition under 37 CFR 1.47(a)
accompanied by a petition for a four-month extension of time. With payment of the four-month
extension of time applicant’s present response is considered timely filed.

DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(g), (2) factual proof that the missing joint investor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor. Applicant has satisfied items 1, 2 and 3.

Regarding item (4), the filed declaration does not comply with 37 CFR 1.497 (a)-(b).
Specifically, MPEP Section 201.03 states that:

An oath or declaration under 37 CFR 1.63 by each actual inventor must be presented. While each
inventor need not execute the same oath or declaration, each oath or declaration executed by an
inventor must contain a complete listing of all inventors so as to clearly indicate what each
inventor believes to be the appropriate inventive entity. Where individual declarations are
executed, they must be submitted as individual declarations rather than combined into one
declaration.

The filed declaration contains two pages “2 of 2.” This suggests that either the filed
declaration was compiled from numerous declarations or that the inventors only returned their
signature pages. Either scenario renders the document non-compliant.

In light of the above, it is not possible to grant applicant’s petition at this time.

CONCLUSION

For the reasons stated above, applicant’s petition under 37 CFR 1.47(a) is DISMISSED.

Any reconsideration on the merits of this petition must be filed within TWO (2)
MONTHS from the mail date of this decision. Any reconsideration request should include a
cover letter entitled "Renewed Petition Under 37 CFR 1.47(a)." No additional petition fee is
required. Extensions of time may be obtained under 37 CFR 1.136(a).
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Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

P

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: 571-272-3294

Fax: 571-273-0459
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Commissioner for Patents
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Alan Israel

Kirschstein, Ottinger, Israel & Schiffmiller, P.C.
489 Fifth Avenue

New York, NY 10017

In re Application of :
SUGLIANI, et al. > DECISION ON RENEWED
Serial No.: 10/554,193 ‘ :
PCT No.: PCT/EP04/50595 ; PETITION UNDER
Int. Filing Date: 23 April 2004 ;
Priority Date: 24 April 2003 : 37 CFR 1.47(a)
Atty Docket No.: P/63988 ;
For: COUNTER-PUMPED DISTRIBUTED RAMAN

AMPLIFICATION IN WAVELENGTH DIVISION:

MULTIPLEX OPTICAL COMMUNICATION

SYSTEMS

This decision is in response to the “Renewed Petition Under 37 C.F.R. § 1.47(a)” filed 17
July 2007 in the United States Patent and Trademark Office (U. SPTO) to accept the application
without the signature of joint inventor Simone Sugliani.

BACKGROUND

On 07 June 2007, applicant was mailed a decision dismissing applicant’s petition under 37
CFR 1.47(a). Applicant was afforded two months to file any request for reconsideration.

On 17 July 2007, applicant filed the present renewed petition.

DISCUSSION

As detailed in the decision mailed 07 June 2007, a petition under 37 CFR 1.47(a) must be
accompanied by (1) the fee under 37 CFR 1.17(g), (2) factual proof that the missing joint investor
refuses to execute the application or cannot be reached after diligent effort, (3) a statement of the
last known address of the missing inventor, and (4) an oath or declaration by each 37 CFR 1.47(a)
applicant on his or her own behalf and on behalf of the non-signing joint inventor. Applicant
previously satisfied items 1, 2 and 3.

Régarding item (4), applicant has presently file an executed combined declaration and
power of attorney which complies with 37 CFR 1.497 (a)-(b). As such, applicant has satisfied the
last remaining item shown above and it is proper to grant applicant’s renewed petition at this time.
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CONCLUSION
For the reasons above, applicant's renewed petition under 37 CFR 1.47(a) is GRANTED.

The application has an international filing date of 23 April 2004 under 35 U.S.C. 363, and
will be given a date of 17 July 2007 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

As provided in 37 CFR 1.47(c), a notice of the filing of this application will be forwarded
to the non-signing inventors at their last known addresses of record. A notice of the filing of the
application under 37 CFR 1.47(a) will be published in the Official Gazette.

This application is being returned to the DO/EO/US for processing in accordance with this
decision, ‘ '

s

Derek A. Putonen

Attorney Advisor ’
Office of PCT Legal Administration
Tel: 571-272-3294

Fax: 571-273-0459
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UNITED STATES PATENT and TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.OBox 1450

ALENANDRIA, VA 22313-1450
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WENDEROTH, LIND & PONACK, L.L.P.
2033 K STREET N.W.

SUITE 800

WASHINGTON, DC 2006-1021

In re Application of :  DECISION ON
EVRARD et al :

Application No.: 10/554,201 :

PCT No.: PCT/FR2004/000953 ' :  PETITION UNDER
Int. Filing Date: 16 April 2004 :

Priority Date: 25 April 2003 : 37CFR 1.181

Attorney's Docket No.: 2005-1653A
For: A DEVICE... DRILLING FLUID

This Decision is in responseto applicants’ “PETITION TO WITHDRAWAL HOLDING
OF ABANDONMENT,” which is being treated as petition under 37 CFR 1.181 filed on 28
December 2007 that the above-identified application was improperly held abandoned because
the declaration was timely filed.

BACKGROUND

On 19 April 2004, this international application was filed, claiming an earliest priority
date of 25 April 2003.

On 24 October 2005, applicants filed a Transmittal letter for entry into the national stage’
in the United States, which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371 (c)(1); however, no executed declaration or oath as required by 35 U.S.C. 371(c)(4)
was submitted on such date.

On 02 August 2006, the United States Designated/Elected Office mailed a Notification of
Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EQ/905) indicating that the oath or
declaration complying with 37 CFR 1.497(a) and (b), identifying the application by international
application number and international filing date... that it is not executed in accordance with
either 37 CFR 1.66 or 37 CFR 1.68. It also indicated that all the items set forth above must be
submitted within two months from the date of this notice or by 32 months from the priority date
for the application, whichever is later, failure to properly respond will result in abandonment.

On 07 December 2007, the DO/EO/US mailed a “NOTIFICATION OF
ABANDONMENT” (Form PCT/DO/EO/909) which indicated that applicant had failed to
respond to the notification of MISSING REQUIREMENTS(Form PCT/DO/EO/905), mailed
08/02/2006 within the time period set therein; accordingly the application was abandoned.
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In response to the “NOTIFICATION OF ABANDONMENT” mailed on 07 December
2007, petitioner has submitted the instant petition requesting withdrawal of the Notice of
Abandonment. In support of the petition, petitioner has provided a copy of the returned/stamped
receipt card acknowledging a receipt date of 21 August 2006.

DISCUSSION

The present petition was accompanied by a copy of the original postcard which was sent
to the United States Designated/Elected Office (DO/EO/US). The postcard lists the item
submitted on 21 August 2006 and it indicates, inter alia, that an executed declaration was
received on such date by the USPTO. Petitioner states that the papers accompanying the present
petition are copies of the response to the Notification of Missing Requirements.

MPEP 503 provides:

A postcard receipt which itemizes and properly identifies the papers which are being filed serves
~as prima facie evidence of receipt in the PTO of all the items listed thereon on the date stamped
thereon by the PTO.

Applicants’ postcard receipt serves as prima facie evidence of receipt of the listed item
on 21 August 2006 by the USPTO, 1.e., the execution declaration was received on such date.

Accordingly, petitioner’s response- the declaration filed on 21 August 2006- is
considered timely. Accordingly, the instant application has been improperly abandoned.

DECISION

Applicants’ request to withdraw the “NOTIFICATION OF ABANDONMENT” is
GRANTED. The NOTIFICATION OF ABANDONMENT, mailed 07 December 2007 has
been VACATED.

The application is being returned to the United States Designated/Elected Office
(DO/EO/US) for processing in accordance with this decision, that is, for issuance of a
Notification of Acceptance of Application (Form PCT/DO/E0O/903) identifying a 35 U.S.C.§
371(C)(1), (C)(2) and (C)(4) date of 21 August 2006.

/e
Rafael Bacares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571)273-0459
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KENYON & KENYON LLP Mail Date: 04/21/2010
ONE BROADWAY

NEW YORK, NY 10004

Applicant : Hans-Dieter Bothe : DECISION ON REQUEST FOR
Patent Number : 7574315 : RECALCULATION of PATENT
Issue Date : 08/11/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/554,251 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/31/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 0 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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ROPES & GRAY LLP

PATENT DOCKETING 39/361

1211 AVENUE OF THE AMERICAS

NEW YORK NY 10036-8704 MAILED

In re Application of JUN 17 2010
Sessa, et al. ' OFFICE OF PETITIONS

Application No. 10/554,252
DECISION ON PETITION
Filed: January 18,2007

Attorney Docket No. YU/110

This is a decision on the petition under 37 CFR §1.137(b), filed April 21, 2010.
The petition is granted.

This application became abandoned for failure to timely remit the issue fee of $755.00 and publication fee
of $300.00 as required by the Notice of Allowance and Issue Fee Due (the “Notice”) mailed September
10, 2009. The Notice set forth a three (3) month statutory period for reply. A response was not received
within the allowable period. Accordingly, this application became abandoned on December 11, 2009. A
Notice of Abandonment was mailed December 29, 2009.

The issue fee and publication fee were received April 21, 2010.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
un