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This is a decision on the petition filed on 15 June, 2009, for revival of an application abandoned
due to unintentional delay under 37 C.F.R. §1.137(b).

The petition under 37 C.F.R. §1 .137(b) is GRANTED.

As to the Allegations
of Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee. (However, it does not appear that a terminal disclaimer
and fee are due here.)
Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
§711.03(c )I).

BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the non-final Office action mailed on 7 August,
2008, with reply due under absent an extension of time on or before 7 November, 2008.

The application went abandoned by operation of law after midnight 7 November, 2008..

The Office mailed the Notice of Abandonment on 13 March, 2009.
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On 15 June, 2009, Petitioner filed, inter alia, a petition (with fee) pursuant to 37 C.F.R.

§1.137(b), with a reply in the form of an amendment and made the statement of unintentional
delay..

Again, Petitioners’ attentions always are directed to the guidance in the Commentary at
MPEP §711.03(c )(II).

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation-since all owe to the Office the continuing duty to disclose.'

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994).2

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

Unintentional delays are those that do not satisfy the very strict statutory and regulatory
requirements of unavoidable delay, and also, by definition, are not intentional.’))

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat, Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

35 U.S.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded
as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.
3 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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As to Allegations of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee.

It appears that the requirements under 37 C.F.R. §1.137(b) have been satisfied.

CONCLUSION

Accordingly, the petition under 37 C.F.R. §1.137(b) is granted.

The instant application is released to the Technology Center/AU 1626 for further processing in
due course.

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the TC/AU in response to this decision. It is
noted that all inquiries with regard to that change in status need be directed to the TC/AU where
that change of status must be effected—that does not occur in the Office of Petitions.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

\

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

4 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is disagreement
or doubt.
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Applicant : Friedhelm Schmitz : DECISION ON REQUEST FOR

Patent Number : 7614849 : RECALCULATION of PATENT

Issue Date : 11/10/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/582,598 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/09/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 587 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of
PHILLIPS, et al.

U.S. Application No.: 10/582,617 o DECISION ON PETITION
PCT No.: PCT/AU04/01749 ~ :
Int. Filing Date: 13 December 2004 : UNDER 37 CFR 1.497(d)

Priority Date: 11 December 2003
Attorney Docket No.; 207,643
For: HIGH IMPACT GATE

This decision is in response to applicant’s “Petition to Add Inventor Under 37 CFR
1.497(d)” filed 23 July 2007 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 13 December 2004, applicant filed international application PCT/AU04/01749 which
~ claimed priority to an earlier application filed 11 December 2003. A copy of the International
Application was forwarded to the United States Patent and Trademark Office (USPTO) from the
International Bureau (IB) on 23 June 2005. The thirty-month period for paying the basic national
fee in the United States expired at midnight on 11 June 2005.

On 10 June 2005, applicant filed a transmittal letter for entry into the national stage in the
United States which was accompanied by the requisite basic national fee and a first preliminary
amendment.

On 02 April 2007, applicant was mailed a NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371 (Form PCT/DO/EO/905) informing applicant of the
need to provide an executed oath or declaration of the inventors, in compliance with 37 CFR
1.497(a) and (b), identifying the application by the International application number and
international filing date. Applicant was given two months to respond and advised that this time
period could be extended with a proper petition and payment of fees.

On 23 June 2007, applicant responded with the present petition accompanied by a petition
for a two-month extension of time and payment of the appropriate extension of time fee. With
the payment of the extension of time fee, the present response is considered timely filed.

United States Patent and Trademark Office -
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DISCUSSION

37 CFR 1.497(d) [formally, 37 CFR 1.48] states in part: “If the oath or declaration filed
pursuant to 35 U.S.C. 371(c)(4) and this section names an inventive entity different from the
inventive entity set forth in the international application....applicant must submit:

(H a statement from each person being added or deleted as an inventor that the error in
inventorship occurred without any deceptive intention on his or her part;

(2) the fee set forth in 37 CFR 1.17(h); and

3) if an assignment has been executed by any of the original named inventors, the written
consent of the assignee in compliance with 37 CFR 3.73(b); and

4) any new oath or declaration required by paragraph (f) of this section.

Applicant has satisfied items (1), (2) and (4). Specifically, the inventor being removed
has signed a statement indicating that his inclusion in the international application was in error
and without deceptive intent. In addition, applicant has provided a compliant declaration of the
actual inventor and authorized payment of the petition fee to deposit account number 23-2185.

Regarding item (3), while applicant has included a statement from the assignee
consenting to the correction of inventorship in the application, the statement in and of itself is

insufficient for satisfying this item. As explained in the Manual of Patent Examining Procedure
section 201.03: ‘

The individual signing on behalf of the assignee giving its consent to the requested inventorship correction, should
specifically state that he or she has the authority to act on behalf of the assignee. In the absence of such a statement,
the consent will be accepted if it is signed by an appropriate official of the assignee (e.g., president, vice president,
secretary, treasurer, or derivative thereof) if the official's title has been made of record. A general statement of

. authority to act for the assignee, or on the specific matter of consent, or the appropriate title of the party signing on
behalf of the assignee should be made of record in the consent. However, if it appears in another paper of record,
e.g., small entity assertion, it is also acceptable. Further, the assignee must establish its ownership of the application
in accordance with 37 CFR 3.73. MPEP § 324.

- The filed paper shows that Mr. Phillips is the director of EZI Automation Pty Ltd., but
does not indicate that he has the authority to act on behalf of the assignee and his title has not

been made of record. In addition, the assignee has not established its ownership in accordance
with 37 CFR 3.73. ’

In light of the above, it is not possible to grant applicant’s petition at this time.

CONCLUSION

For the reasons above, applicant’s request under 37 CFR 1.497(d) is DISMISSED
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without prejudice.

Applicant is hereby afforded TWO (2) MONTHS from the mail date of this decision to
file any request for reconsideration. Any reconsideration request should include a cover letter
entitled, "Renewed Petition Under 37 CFR 1.497(d)." No additional petition fee is required.
Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

Wi

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571)272-3294

Fax: (571) 273-0459
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In re Application of
PHILLIPS, et al.

U.S. Application No.: 10/582,617 : DECISION ON RENEWED
PCT No.: PCT/AU04/01749 D

Int. Filing Date: 13 December 2004 : PETITION UNDER
Priority Date: 11 December 2003 : ~
Attorney Docket No.: 207,643 : 37 CFR 1.497(d)

For: HIGH IMPACT GATE

This decision is in response to applicant’s “Renewed Petition Under 37 CFR 1.497(d)”
filed 29 January 2008 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 30 August 2007, applicant was mailed a decision dismissing applicant’s petition
under 37 CFR 1.497(d). Applicant was afforded two months to file any request for
recon51derat10n

On 29 January 2008, applicant responded with the present renewed petition accompanied

by a petition for a three-month extension of time and payment of the appropriate extension of
time fee. Therefore, applicant’s renewed petition is considered timely filed.

DISCUSSION

As detailed in the decision mailed 30 August 2007, 37 CFR 1.497(d) [formally, 37 CFR
1.48] states in part: “If the oath or declaration filed pursuant to 35 U.S.C. 371(c)(4) and this
section names an inventive entity different from the inventive entity set forth in the international
application....applicant must submit:

(1) a statement from each person being added or deleted as an inventor that the error in
inventorship occurred without any deceptive intention on his or her part;

(2) the fee set forth in 37 CFR 1.17(h); and

3) if an assignment has been executed by any of the original named inventors, the wrltten
consent of the assignee in compliance with 37 CFR 3.73(b); and
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4) any new oath or declaration required by paragraph (f) of this section.
Applicant previously satisfied items (1), (2) and (4). With the filing of the present
renewed petition and supporting materials, applicant has satisfied the remaining item and it is

proper to grant applicant’s renewed petition at this time.

CONCLUSION

For the reasons discussed above, the renewed petition under 37 CFR 1.497(d) is
GRANTED.

This application has an international application filing date of 13 December 2004 and
will be given a date of 23 July 2007 under 35 U.S.C. 371(c)(1), (¢)(2) and (¢)(4).

The application is being returned to the United States Designated/Elected Office for
further processing in accordance with this decision.

%Aﬂ%,é

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Admlnlstratlon
Tel: (571) 272-3294

Fax: (571) 273-0459
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YOUNG & THOMPSON Mail Date: 06/15/2010
209 Madison Street
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Alexandria, VA 22314

Applicant : Hiroshi Yokota : DECISION ON REQUEST FOR

Patent Number : 7632768 : RECALCULATION of PATENT

Issue Date : 12/15/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/582,627 : OF WYETH AND NOTICE OF INTENT TO
Filed :

05/31/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 313 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of

PEKAREK et al. :

- Application No.: 10/582,649 :  DECISION ON
PCT No.: PCT/CZ2004/000024 :
Int. Filing Date: 28 April 2004 : PETITION UNDER
Priority Date: 30 April 2003 :
Attorney Docket No.: J187-032 US : 37 CFR 1.137(b)

For:  METHOD FOR DEHALOGENATION
DETOXIFICATION OF HALOGENATED
AROMATIC AND/OR CYCLIC COMPOUNDS

This decision is in response to applicant’s submission filed 13 June 2006.

BACKGROUND
On 28 April 2004, applicant filed international application PCT/CZ2004/000024 which
designated the U.S. and claimed a priority date of 30 April 2003. A copy of the international
application was communicated to the United States Patent and Trademark Office (USPTO) from
the International Bureau on 11 November 2004. The thirty-month period for paying the basic
national fee in the United States expired at midnight on 31 October 2005 (30 October 2005 being
a Sunday).

On 13 June 2006, applicant filed a transmittal letter for entry into the national stage in the
United States, which was accompanied by, inter alia, the Basic National Fee, a declaration of
inventors, and a petition under 37 CFR 1.137(b) to revive the application.

DISCUSSION
A petition to revive the present application under 37 CFR 1.137(b) must include:
(1) The required reply;
(2) The petition fee;

(3) A statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition was unintentional.
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As to item (1), applicant submitted the basic national fee on 13 June 2006.
As to item (2), applicant submitted the petition fee on 13 June 2006.
As to item (3), the required statement has been provided.

A review of the application file reveals that, with the filing of the present petition and
accompanying papers, a proper response has been submitted and all of the requirements of 37
CFR 1.137(b) for revival have been satisfied and revival is therefore appropriate.

Declaration of Inventors

The declaration of inventors filed 13 June 2006 is in compliance with 37 CFR 1.497(a)-
(b). The surcharge under 37 CFR 1.492(h) for filing any of the search fee, the examination fee,
or the oath or declaration after the date of the commencement of the national stage has been
charged to Deposit Account 14-1431.

CONCLUSION
The petition under 37 CFR 1.137(b) is GRANTED for the reasons set forth above.

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

A?an'iel gtemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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YOUNG & THOMPSON Mail Date: 07/08/2010
209 Madison Street

Suite 500
Alexandria, VA 22314

Applicant : Eiji Akiyama : DECISION ON REQUEST FOR

Patent Number : 7645536 : RECALCULATION of PATENT

Issue Date : 01/12/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/582,666 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/14/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 496 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of :  DECISION ON
Thomas A. Brandt :

Application No.: 10/582,681

PCT No.: PCT/IB2004/003815 :

Int. Filing Date: 22 November 2004 :  PETITION UNDER
Priority Date: 02 December 2003 :

Attorney's Docket No.: PC26214A

For: Process for Converting Heterocyclic .... ;

Heterocycles : 37 CFR 1.137(b)

This decision is in response to applicants’ “PETITION FOR REVIVAL OF AN
INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S.
ABANDONED UNINTENTIONALLY UNDER 37 C.F.R. 1.137(b),” filed on 13 June 2006.
The required fee of $130.00 (the surcharge under 1.492(h) for late filing of the executed
declaration) has charged to Deposit Account No.: 16-1445 as indicated in the transmittal letter.

BACKGROUND

On 22 November 2004, this international application was filed, claiming an earliest
priority date of 02 December 2003.

The deadline for paying the basic national fee in the United States under 35 U.S.C. 371
and 37 CFR 1.495 was 02 June 2006. This international application became abandoned with
respect to the United States at midnight on 02 June 2006 for failure to pay the required basic
national fee.

On 13 June 2006, applicant filed the instant petition under 37 CFR 1.137(b) and
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee, an executed declaration and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
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information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section).
Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this

application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.
This application is being returned to the United States Designated/Elected Office

(DO/EO/US) for continued processing. The 35 USC 371(c)(1),(c)(2), and (c)(4) date of this
application is 13 June 2006.

Rafael’Bacares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

NIXON & VANDERHYE, PC Mail Date: 04/21/2010
901 NORTH GLEBE ROAD, 11TH FLOOR

ARLINGTION, VA 22203

Applicant : Jacob Strom : DECISION ON REQUEST FOR
Patent Number : 7657105 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/582,689 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/13/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 780 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
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Thomas H. Osborn Mail Date: 04/21/2010
Otis Elevator Company

10 Farm Springs
Farmington, CT 06032

Applicant : Jin Koo Lee : DECISION ON REQUEST FOR
Patent Number : 7571797 : RECALCULATION of PATENT
Issue Date : 08/11/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/582,706 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/12/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 589 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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ARENT FOX LLP Mail Date: 04/20/2010
1050 CONNECTICUT AVENUE, N.W.

SUITE 400
WASHINGTON, DC 20036

Applicant : Fumio Takeshima : DECISION ON REQUEST FOR
Patent Number : 7628129 : RECALCULATION of PATENT
Issue Date : 12/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/582,708 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/12/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 426 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
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STITES & HARBISON PLLC 2 6 JUL 2006
1199 North Fairfax Street, Suite 900
Alexandria, VA 22314

In re Application of
URPOLAHTI
U.S. Application No.: 10/582,715
PCT No.: PCT/FI2003/000666 : .
Int. Filing Date: 12 September 2003 : DECISION
Priority Date: None :
Attorney Docket No.: P08946USO00/DEJ
For: FOOT BOLT FOR A SLIDING DOOR
OR SIMILAR

Applicants’ “Petition for Revival of an International Application for Patent Designating
the U.S. Abandoned Unintentionally Under 37 C.F.R. §1.137(b)" filed with the national
stage papers on 12 June 2006 is hereby GRANTED as follows:

The basic national fee and petition fee for a small entity have been paid. Applicants’
statement is sufficient to meet the requirements of 37 CFR 1.137(b)(3). A terminal
disclaimer is not required. Accordingly, all requirements under 37 CFR 1.137(b) have
been satisfied.

A declaration in com’pliance with 37 CFR 1.497(a) and (b) was submitted. The
surcharge fee of $65.00 for furnishing the declaration late has been charged to Deposit
Account No. 12-0555 as authorized.

Applicant has completed the requirements for acceptance under 35 U.S.C. 371(c). The
application has an international filing date of 12 September 2003 under 35 U.S.C. 363
and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 12 June 2006.

This application is being forwarded to the National Stage Processing Division of the
Office of PCT Operations for continued processing.

Mowain

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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TAROLLI, SUNDHEIM, COVELL & TUMMINO L.L.P. Mail Date: 04/27/2010
1300 EAST NINTH STREET, SUITE 1700
CLEVELAND, OH 44114

Applicant : Kurt Andersson : DECISION ON REQUEST FOR

Patent Number : 7618025 : RECALCULATION of PATENT

Issue Date : 11/17/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/582,746 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/14/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 694 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

_NEIFELD IP LAW, PC
4813-B EISENHOWER AVENUE
ALEXANDRIA, VA 22304

In re Application of

David ANTHONY, et al

Application No. 10/582,758

Filed: June 13, 2006

Attorney Docket No. X2YA004UPCTUS

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www,uspto.gov

COPY MAILED
DEC 3 1 2009
OFFiCE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed October 30, 2009.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Richard Neifeld and the
attorneys associated with Customer Number 31518, has been revoked by the assignee of the
patent application on November 25, 2009. Accordingly, the request to withdraw under 37 C.F.R.

§ 1.36(b) is moot.

Telephone inquires concerning this decision should be directed to undersigned at 571-272- 6735.

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions
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2 3 MAY 2007

WENDEROTH, LIND & PONACK L.L.P.
2033 K. STREET, NW

SUITE 800

WASHINGTON DC 20006

In re Application of

UCHIDA et al

Application No.: 10/582,779

PCT No.: PCT/JP2004/018705 :

Int. Filing Date: 15 December 2004 : DECISION
Priority Date: 19 December 2003 :

Attorney Docket No.: 2006_0891A

For: COMPONENT MOUNTING HEAD,

SUCTION NOZZLE, AND SUCTION NOZZLE

MANUFACTURING METHOD

The decision is in response to applicants’ submission filed in the USPTO on 19 January
2007 and to applicants’ submission filed in the USPTO on 12 April 2007. The submissions have
properly been treated as a petition under 37 CFR 1.182.

BACKGROUND
On 15 December 2004, applicants filed international application PCT/JP2004/018705
which designated the United States and claimed a priority date of 19 December 2003. A copy of
the international application was communicated to the United States Patent and Trademark
Office from the International Bureau on 07 July 2005. The thirty-month period for paying the
basic national fee in the United States expired at midnight on 19 June 2006.

On 13 June 2006, applicants filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by, inter alia, the basic national fee.

On 19 January 2007, applicants filed an executed declaration of inventors and the
surcharge under 37 CFR 1.492(h).

On 16 March 2007, the United States Designated/Elected Office (DO/EO/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EO/903) indicating, inter alia, that the second listed inventor’s last name on the
declaration differed from the second listed inventor’s last name on the published international
application.
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On 12 April 2007, applicants filed a submission stating that the name of the second listed
inventor has changed from Arai (maiden name) to Sakurai since the filing of the international
application. This submission, together with the declaration of inventors filed 19 January 2007,
has properly been treated as a petition under 37 CFR 1.182.

DISCUSSION
In instances where an inventor has changed his or her name after the application has been
filed, a petition under 37 CFR 1.182 must be submitted. The petition must include (1) the
appropriate petition fee and (2) an affidavit signed with both names setting forth the procedure
whereby the change of name was effected, or a certified copy of the court order.

Item (1) has not been met. The petition fee has not been paid.
Item (2) has not been met. No affidavit has been submitted.
CONCLUSION

For the reasons set forth above, the petition under 37 CFR 1.182 is DISMISSED without
prejudice.

If reconsideration on the merits of this petition is desired, a proper reply must be filed
within TWO (2) MONTHS form the mail date of this decision. Any reconsideration request
should include a cover letter entitled “Renewed Petition Under 37 CFR 1.182.” Extensions of
time may be obtained under 37 CFR 1.136(a).

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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WENDEROTH, LIND & PONACK L.L.P.
2033 K. STREET, NW

SUITE 800

WASHINGTON DC 20006

In re Application of

UCHIDA et al

Application No.: 10/582,779

PCT No.: PCT/JP2004/018705 :

Int. Filing Date: 15 December 2004 : DECISION
Priority Date: 19 December 2003 :

Attorney Docket No.: 2006 0891A

For: COMPONENT MOUNTING HEAD,

SUCTION NOZZLE, AND SUCTION NOZZLE

MANUFACTURING METHOD

The decision is in response to applicants’ “RENEWED PETITION UNDER 37 CFR
1.182” filed in the USPTO on 23 July 2007.

BACKGROUND
On 15 December 2004, applicants filed international application PCT/JP2004/018705
which designated the United States and claimed a priority date of 19 December 2003. A copy of
the international application was communicated to the United States Patent and Trademark
Office from the International Bureau on 07 July 2005. The thirty-month period for paying the
basic national fee in the United States expired at midnight on 19 June 2006.

On 13 June 2006, applicants filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by, inter alia, the basic national fee.

On 19 January 2007, applicants filed an executed declaration of inventors and the
surcharge under 37 CFR 1.492(h).

On 16 March 2007, the United States Designated/Elected Office (DO/EO/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EO/903) indicating, inter alia, that the second listed inventor’s last name on the
declaration differed from the second listed inventor’s last name on the published international
application.

On 12 April 2007, applicants filed a submission stating that the name of the second listed
inventor has changed from Arai (maiden name) to Sakurai since the filing of the international
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application. This submission, together with the declaration of inventors filed 19 January 2007,
was properly treated as a petition under 37 CFR 1.182.

On 12 May 2007, a decision was mailed dismissing without prejudice applicants’ petition
under 37 CFR 1.182.

On 23 July 2007, applicants filed the instant “RENEWED PETITION UNDER 37 CFR
1.182”, which was accompanied by an affidavit of Risa Sakurai.

DISCUSSION
In instances where an inventor has changed his or her name after the application has been
filed, a petition under 37 CFR 1.182 must be submitted. The petition must include (1) the
appropriate petition fee and (2) an affidavit signed with both names setting forth the procedure
whereby the change of name was effected, or a certified copy of the court order.

As to item (1), the petition fee under 37 CFR 1.182 is $400 rather than $130. The
balance has been charged to Deposit Account 230975.

Item (2) has now been met.
Declaration of Inventors

The declaration of inventors filed 19 January 2007 is in compliance with 37 CFR
1.497(a)-(b).

CONCLUSION
For the reasons set forth above, the petition under 37 CFR 1.182 is GRANTED.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

L2

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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OLIFF & BERRIDGE, PLC

PO BOX 320850 D
ALEXANDRIA, VA 22320-4850 MAILE

FEB 242010
OFFICE OF PETITIONS
In re Application of
Toru Yamada :
Application No. 10/582,802 : DECISION ON PETITION

Filed: June 14, 2006
Attorney Docket No. 136170

This is a decision on the petition, filed October 28, 2009, which is being treated as a
petition under 37 CFR 1.181 (no fee) requesting withdrawal of the holding of
abandonment in the above-identified application.

The petition is GRANTED.

Petitioner requests the Notice of Abandonment mailed June 19, 2009 for the failure to respond to the
Office action mailed November 25, 2008 be withdrawn as petitioner timely filed a response. As
shown by the itemized copy of the post card receipt date stamped July 20, 2009, a reply was timely
received by the USPTO, and thereafter misplaced.

Telephone inquiries concerning this decision should be directed to April M. Wise at 571-272-1642.
All other inquiries concerning the examination or status of this application should be directed to the
Technology Center.

This application is being referred to Technology Center AU 1792 for appropriate action in the normal
course of business on the reply received with petition.

/dab/

David Bucci
Petitions Examiner
Office of Petitions



United States Pagmﬁgﬁﬁég (%ﬁpot:
13-1

.usplo.gov

Alexandnaw‘{'/’\w

HOFFMANN & BARON, LLP
6900 JERICHO TURNPIKE
SYOSSET NY 11791

In re Application of

Carter et al. :

Application No.: 10/582,806 : DECISION
PCT No.: PCT/AU04/01600 :

Int. Filing Date: 18 November 2004 : ON

Earlier Priority Date: 18 November 2003 :

Attorney Docket No.: 1567-6 PCT/US : PETITION
For:  Portable Boom Gate Apparatus :

. The petition to revive under 37 CFR 1.137(b) filed 14 June 2006 in the above-captioned
application is hereby GRANTED as follows:

Applicants state that “the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional.”
This statement is accepted in satisfaction of 37 CFR 1.137(b)(3).

A review of the application file reveals that counsel has filed the required reply in the form
of the basic national fee, and has paid the petition fee. Thus, the requirements of 37 CFR
1.137(b) have been satisfied. Therefore, the request to revive the application abandoned under 35
U.S.C. 371(d) is granted as to the National stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office for
further processing, including the preparation and mailing of a Notification of Missing
Requirements (Form PCT/DO/EQ/905) requiring the filing of an oath or declaration in
compliance with 37 CFRB 1.497(4) and (b) and a surcharge under 37 CFR 1.492(h).

eorge M. Dombroske
PCT Legal Examiner
Office of PCT Legal Administration
Tel: (571) 272-3283

Fax: (571) 273-0459
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THE WEBB LAW FIRM, P.C. Mail Date: 04/21/2010
700 KOPPERS BUILDING

436 SEVENTH AVENUE
PITTSBURGH, PA 15219

Applicant : Mitsuhiro Mori : DECISION ON REQUEST FOR
Patent Number : 7604263 : RECALCULATION of PATENT
Issue Date : 10/20/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/582,809 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/14/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 456 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Addison, Bradford G.
Barnes & Thornburg, Llp
11 South Meridian Street
Indianapolis, IN 46204

In re Application of

DOYLE et al.

U.S. Application No.: 10/5682,811 :

PCT No.: PCT/US04/39142 : DECISION ON PETITION

Int. Filing Date: 22 November 2004 :

Priority Date: 16 December 2003

Attorney Docket No.: 31725200230

For: COMPOSITION AND METHOD FOR
INHIBITING SALMONELLA AND
CAMPYLOBACTER COLONIZATION IN
POULTRY

This decision is issued in response to applicants’ “Assertion of Entitlement to Small
Entity Status and Request for Refund” filed on 25 July 2006.

BACKGROUND

On 14 June 2006, applicants filed a transmittal letter for entry into the national
stage in the United States accompanied, inter alia, by the basic national fee; a copy of the
international application; an oath/declaration of inventors; and a preliminary amendment.

On 25 July 2006, applicants filed “Assertion of Entitlement to Small Entity Status
and Request for Refund.”

DISCUSSION

37 CFR 1.28(a) provides:

A refund pursuant to §1.26, based on establishment of small entity
status, of a portion of fees timely paid in full prior to.establishing
status as a small entity may only be obtained if an assertion under §
1.27(c) and a request for a refund of the excess amount are filed
within three months of the date of the timely payment of the full
fee. The three-month time period is not extendable under § 1.136.
Status as a small entity is waived for any fee by the failure to
establish the status prior to paying, at the time of paying, or within
three months of the date of payment of, the full fee.
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In the present case, the 25 July 2006 request for a refund of a portion of the fees
paid upon filing the present application based upon the subsequent establishment of small
entity status was made within three-months of the payment of the large entity fees on 14
June 2006. Accordingly, petitioner is entitled to a refund of a portion of the large entity
fees paid upon filing the present application.

CONCLUSION

The request for refund under 37 CFR 1.28(a) is GRANTED.
Deposit Account no. 10-0435 will be refunded 700.00.

This application is being returned to the United States Designated/Elected Office for
processing in accordance with this decision.

Anthony Smith
Attorney-Advisor
Office of PCT Legal Administration

Tel: (571) 272-3298
Fax: (571) 273-0459
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ARTHUR G. SCHAIER

CARMODY & TORRANCE LLP MAILED

50 LEAVENWORTH STREET . ~

P.0. BOX 1110 JUN 0 32010
WATERBURY CT 06721 OFFICE OF PETITIONS

In re Patent No. 7,684,147

Issue Date: March 23, 2010 :

Application No. 10/582,813 : DECISION ON PETITION
Filed: June 14, 2006 :

Attorney Docket No. 26068-27B

This is a decision on the Petition After Payment Of Issue Fee Under 37 C.F.R. 3.81(b) and
Request For Certificate Of Correction Under 37 C.F.R. 1.323, filed March 22, 2010, requesting
correction on the Title Page of the subject patent to identify the correct assignees’ name. A
completed Certificate of Correction Form (PTO/SB/44) was submitted.

The petition under 37 CFR 3.81 is GRANTED.

Petitioner urges that the present Petition was submitted to correct the failure to include the
assignees’ name on the previously submitted PTOL 85B and that such error was inadvertent. :
Accordingly, petitioner requests, in effect, that a Certificate of Correction (PTO/SB/44) be issued
the correct assignees’ name to the Title Page of the Letters Patent.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in

§ 3.11 before issuance of the patent, and must include a request for a
certificate of correction under § 1.323 of this chapter (accompanied by the fee
set forth in § 1.20(a) and the processing fee set forth in § 1.17(i) of this
chapter. :



U.S. Patent No. 7,684,147 Page 2
Application No. 10/582,813
Decision on Petition under 37 CFR 3.81

The requisite $100.00 fee (Fee Code 1811) as set forth under 37 CFR 1.20(a), and the requisite
$130.00 processing fee (Fee Code 1464), as set forth under 37 CFR 1.17(i) were submitted with
the Petition. Further, Office assignment records are consistent with the requested correction.
Accordingly, since the Petition complies with the provisions of 37 CFR 3.81(b), it is appropriate
for the Office to issue a Certificate of Correction in accordance with the content of the Form
PTO/SB/44 that accompanied the present Petition.

Inquiries related this communication should be directed to Cheryl Gibson-Baylor at
(571)272-3213.

Any questions concerning the issuance of a Certificate of Correction should be directed to the
Certificates of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for processing of a
Certificate of Correction m\U S. Patent No. 7,684,147.

Cheryl Glbson Baylor sz/é&u

Petitions Examiner
Office of Petitions



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE ; 04/01/19
TO SPE OF ARTUNIT 2473
SUBJECT : Request for Certificate of Correction for Appl. No.: 14582818 Patent No.: 7633850

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 9D40-D
Palm Location 7580

R R R A T B e B L R R g R
\3§3\§§3 SEE TR BV RSN T 3&%‘.3"":;’2:‘35\\131:%‘\“:5’;1 Q\j\&"'Q:Q\\‘:;:QG?,‘Q:»\}Z*&\*:&;3:;’2: AR R AR
kS :

& W

Certificates of Correction Branch
703-756-1574

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

U Approved All changes apply.
@ Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.

Comments: Claims 4 and 14 Approved.

Claims 8, 11, 13 and 16 Approved with corrections

Delete -- 0>=1>n,0>=j>m- andadd --0=<i<n, O=<j<m--

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

/Chi H. Pham/ 2471

SPE Art Unit

U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

HOWARD & HOWARD ATTORNEYS PLLC Mail Date: 04/21/2010
450 West Fourth Street
Royal Oak, MI 48067

Applicant : Chang-Jun Ahn : DECISION ON REQUEST FOR
Patent Number : 7633850 : RECALCULATION of PATENT
Issue Date : 12/15/2009 : TERM ADJUSIMENT IN VIEW
Appliction No : 10/582,815 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/14/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 698 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 04/01/10
TO SPE OF ART UNIT __ 2471
SUBJECT : Request for Certificate of Correction for Appl. No.: _lﬂ;m__ Patent No.: 7633850

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: '

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or .
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (C of C)
Randolph Square 9D40-D
Pal

%nom%amo

Certificates of Correction Branch
703-756-1574

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

U Approved All changes apply.
& Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.

Comments: Claims 4 and 14 Approved.

Claims 8, 11, 13 and 16 Approved with corrections,

Delete -- 0>=1>n,0>=j>m- andadd -0=<i<n, O=<j<m--

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




PTO/SB/44 (09-07)

Approved for use through 08/31/2010. OMB 0651-0033

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are requmad 1o respond to a coilection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STA_TES PATENT AND TRADEMARK OFFICE
' CERTIFICATE OF CORRECTION

Page . of
PATENT NO. : 7,633,850 B2
APPLICATION NO.: 10/582,815 ‘
ISSUEDATE  : December 15, 2009 '
INVENTOR(S)  * Chang-Jun Ahn |

It is certified that an error appears or errors appear in the above-identified patent and that sald Letters Patent
is hereby corrected as shown below:

An error was made in Claim 4 at Column 18, Line 33:
Pledse deiete - - convened - - and add - - converted - - .

An error was made In Claim 8 at Column 20, Line 5:

" --

-Please delete; o i.'n, Oz |5 m- and'add - -0=<len, Os<lem =

An error was made in Clalm 11 at Column 20 Line 63:

Y

<
Please delete! 0>21>0,0>2]>m-andadd“= 03 k< n, O=<j<m>

An error was made in Claim 13 at Column 21, Line 38:

Please delete\l_‘o‘ -1>n 0>_l>m and add o-<|<n, O=<j<m--

An error was made in Claim 14 at Column 22, Line 8:
Please delete - - out put - and add - - output - - .

An error was made in Claim 16 at Column 22, Line 43:

Please delete~-0>=1>n, 0= > m~- andadd - 0=<l<h, O=<]<m—

MAILING ADDRESS OF SENDER (Pleaée do not use customer number below):
Gregory D. DeGrazia, Howard & Howard Attorneys PLLC, 450 West Fourth Street, Royal Oak, Ml 48067

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is requireg to obtain or retain a_benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CER 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.

0. Box 1450

Alexandria, VA 22313-1450

MAILED

MERCK

P O BOX 2000 MAR 2 62010

RAHWAY NJ 07065-0907 OFFICE OF PETITIONS

In re Patent No. 7,625,912 : DECISION ON REQUEST
Arrington et al. : FOR

Issue Date: December 1, 2009 : RECONSIDERATION OF
Application No. 10/582,826 : PATENT TERM ADJUSTMENT
Filed: June 14, 2006 : and

Atty Docket No. 21596P : NOTICE OF INTENT TO ISSUE

: CERTIFICATE OF CORRECTION

This is a decision on the petition filed on December 9, 2009, which is being treated as a petition
under 37 CFR 1.705(d) requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term of the above-identified patent is
extended or adjusted by seven hundred thirty (730) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by seven hundred
thirty (730) days is GRANTED.

The Office acknowledges submission of the $200.00 fee set forth in 37 CFR 1.18(¢). No
additional fees are required. ‘

The application is being forwarded to the Certificates of Correction Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by seven hundred thirty (730) days.

Telephone inquiries specific to this matter should be directed to Senior Petitions Attorney
Shirene Willis Brantley at (571) 272-3230.

Anthony Knight
Supervisor
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction

www.uspto.gov



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT : 7,625,912 B2
DATED :  December 1, 2009 DRAFT
INVENTOR(S) :  Arrington et al.

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 U.S.C. 154(b) by 565 days o

Delete the phrase “by 565 days™ and insert — by 730 days--




UNITED STATES PATENT AND TRADEMARK OFFICE

Philips Electronics North America Corp.
Intellectual Property and Standards

370 W. Trimble Road MS 91/ MG

San Jose, CA 95131

In re Application of :
LILLEY, et al. : DECISION ON PETITION
Application No.: 10/582,837 :

PCT No.: PCT/IB04/52741 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 09 December 2004 D
Priority Date: 15 December 2003
Atty. Docket No.: US03 0503 US2
For: SYSTEM FOR CHANGING THE AMPLITUDE
OF MOVEMENT FOR A POWER TOOTH-
BRUSH BRUSHHEAD BY CHANGING THE
DRIVE FREQUENCY OF THE TOOTHBRUSH

The renewed petition to revive under 37 CFR 1.137(b) filed 10 January 2008 in the
above-captioned application is hereby DISMISSED as follows:

DISCUSSION

A petition under 37 CFR 1.137(b) requesting that the application be revived on the
grounds of unintentional abandonment must be accompanied by (1) the required reply, (2) the
petition fee required by law, (3) a statement that the, "entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to this paragraph was
unintentional" and (4) any terminal disclaimer and fee pursuant to 37 CFR 1.137(c) (where
- required). Applicant has satisfied item 2, while item 4 does not apply.

Regarding item 1, the proper reply was a compliant, executed declaration in response to
the Notification of Missing Requirements (Form PCT/DO/EO/905) mailed 08 December 2006.
However, the filed declaration is defective in that it contains two pages listed as “page 2.” The
Manual of Patent Examining Procedure, section 201.03 states:

An oath or declaration under 37 CFR 1.63 by each actual inventor must be presented. While each
inventor need not execute the same oath or declaration, each oath or declaration executed by an
inventor must contain a complete listing of all inventors so as to clearly indicate what each
inventor believes to be the appropriate inventive entity. Where individual declarations are
executed, they must be submitted as individual declarations rather than combined into one
declaration.

It appears from the papers submitted that the present declaration was compiled from
various declarations. In addition, the filed declaration does not provide any specification

17 JAN 7008 Alexandria, sAommﬁo

Commissioner for Patents
United Smtes Patent and Trademark Office

Box 1450
Qov.
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Application No.: 10/582,837 2

information as to what is being claimed. The declaration is identified as a declaration submitted
with initial filing with the specification “attached hereto.” That is not the case.

Regarding item 3, while applicant has provided a statement that the entire delay in filing
the required reply from the due date for the reply until the filing of a grantable petition pursuant to
this paragraph was unintentional, the delay in responding to the Form PCT/DO/EQ/905 and an
examination of the response requires further information. Specifically, an examination of the filed
declaration finds that the inventors executed the declaration in 2004, while the present U.S.
National stage application was filed 14 June 2006. As such, the declaration appears to have been
ready to have been filed with the commencement of the U.S. National stage. In order to perfect
the statement of unintentional abandonment, applicant must provide further information as to the
presentation of the declaration to the inventors, as well as, the preparation of the present petition
and response.

This application remains abandoned as to the National stage in the United States.
ONCLUSION
For the reasons stated above, the petition under 37 CFR 1.137(b) is DISMISSED.

Any reconsideration on the merits of this petition must be filed within TWO (2)
MONTHS from the mail date of this decision. Any reconsideration request should include a.
cover letter entitled "Renewed Petition Under 37 CFR 1.137(b)." No additional petition fee is
required. A A

Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

%&//%

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294-

Fax: (571) 273-0459
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Philips Electronics North America Corporation
Intellectual Property & Standards
370 W. Trimble Road MS 91/mg
San Jose, CA 95131

Inre Application of
LILLEY, et al.

Application No.: 10/582,837 : DECISION ON RENEWED
PCT No.: PCT/IB04/52741 ‘ :

Int. Filing Date: 09 December 2004 : PETITION UNDER
Priority Date: 15 December 2003 : :

Atty. Docket No.: US03 0503 US2 : 37 CFR 1.137(b)

For: SYSTEM FOR CHANGING THE AMPLITUDE
- OF MOVEMENT FOR A POWER TOOTH-
BRUSH BRUSHHEAD BY CHANGING THE
DRIVE FREQUENCY OF THE TOOTHBRUSH

The renewed petition to revive under 37 CFR 1.137(b) filed 11 March 2008 in the
above-captioned application is hereby GRANTED as follows: - :

- Applicant has provided further evidence to support the original statement that "the entire delay in
filing the required reply from the due date for the required reply until the filing of a grantable
petition under 37 CFR 1.137(b) was unintentional." The currently filed declaration by Paul Im
supports the statement that the abandonment of the present application was unintentional. The
exhibits and the prompt filing of the renewed petition satisfies the requlrement of 37 CFR
1.137(b)(3).

In addition, applicant has now provided an executed combined declaration and power of attorney.
in response to the Form PCT/DO/E0O/905 mailed 08 December 2006. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the National stage in
the United States of America. The application has an international filing date of 09 December
2004 under 35 U.S.C. 363 and will be given a date of 11 March 2008 under 35 U.S.C. 371(c)(1),

(c)(2) and (c)(4).

This application is being returned to the United States Designated/Elected Office (DO/EO/US)
for treatment in accordance with this decision.

oy

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. l
10/582,850 06/14/2006 Bertram Cezanne MERCK-3185 6766
23599 7590 12/24/2009
MILLEN, WHITE, ZELANO & BRANIGAN, P.C. | EXAMINER |
2200 CLARENDON BLVD. ' JARRELL, NOBLE E
1
SUITE 1400 _ [ ART UNIT I PAPER NUMBER |

ARLINGTON, VA 22201
A 1624

I NOTIFICATION DATE ] DELIVERY MODE J

12/24/2009 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

docketing@mwzb.com

PTOL-90A (Rev. 04/07)



Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

Brion P. Heaney

MILLEN, WHITE, ZELANO & BRANIGAN, P C.
2200 CLARENDON BLVD.

SUITE 1400

ARLINGTON VA 22201

In re Application of: ;
CEZANNE et al. ; DECISION

Serial No: 10/582,850 : : ON

Filed: June 14, 2006 : PETITION
Attorney Docket No: MERCK-3185 ;

This letter is in response to the Petition under 37 C.F.R. 1.144 filed on December
29, 2008.

BACKGROUND

This application was filed as a national stage application in compliance with under
35 U.S.C. 371 and as such is subject to PCT unity of invention practice.

On February 6, 2008 a restriction requirement was mailed to applicant setting forth
11 groups and requiring an election of species. The examiner referred to the .
“Markush” practice guidelines and argued that a common core was not present. In
addition, the examiner asserted that a preliminary search of the core yielded
numerous iterations and that thus a common special technical feature was not

present.

In the paper filed March 28, 2008 applicant elected Group I (claims 1-5 & 7-29)
and stated that claims 1-37 read on the elected group. Applicant elected the
species (R)-1-(4-chlorophenyl)-3-[2-(1’-methyl-4,4’-bipiridinyl-1-yl)-2-oxo-1-
phenylethyl]urea. Applicant’s traversal stated:

The compounds share a common activity or property as discussed in applicants'
specification. Additional, the alternatives will share a common significant structure,
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namely a central piperidinyl ring, when Z, Z' and E form a piperidine ring. Thus,
applicants respectfully request that groups III, IV, and IX (as well as any relevant
compounds within group XI) be examined with the elected Group I as to those
compounds in which Z, Z' and E form a piperidine ring.

Applicant additionally amended claims 23-29 to be method of use of the
compounds of claim 1 and introduced new claims 30-37 directed to two
subgenuses of claim 1.

In the Office Action of May 21, 2008 the examiner responded to applicant’s
traversal as follows:

This is not found persuasive because when fairly considered, there is not seen a
significant common core for compounds of groups I-XI. In group I, a combination of
variables 7, Z', and E form a piperidine ring. In group 11, a combination of variables Z, Z',
and E form a piperazine ring. In addition, each of these groups differs by variable T.
Variable T is piperidine in group I and phenyl in group I1. A search for these two groups
cannot be considered co-extensive.

The examiner made no comment as to whether or not the amendments to claims
23-29 presented an invention having unity of invention with the elected group nor
did he address whether claims 30-37 had unity of invention with the elected group.

Applicant’s response of June 25, 2008 reiterated the arguments presented in
response to the original restriction requirement.

Applicant filed the instant petition December 29, 2008 which essentially reiterates
his previous arguments and additionally presents arguments relating to MPEP
§803.02 with emphasis on /n re Harnish (206 USPQ 300 (CCPA 1980)) and Ex
parte Hozumi (3 USPQ2d (Bd.Pat.App. & Int. 1984)). ‘

DISCUSSION
As provided in 37 CFR 1.475(a), a national stage application shall relate to one invention
only or to a group of inventions so linked as to form a single general inventive concept
(“requirement of unity of invention™). Where a group of inventions is claimed in a
national stage application, the requirement of unity of invention shall be fulfilled only
when there is a technical relationship among those inventions involving one or more of
the same or corresponding special technical features. The expression “special technical
features” shall mean those technical features that define a contribution which each of the
claimed inventions, considered as a whole, makes over the prior art. The determination
whether a group of inventions is so linked as to form a single general inventive concept
shall be made without regard to whether the inventions are claimed in separate claims or
as alternatives within a single claim. See 37 CFR 1.475(e).
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Unity of invention has to be considered in the first place only in relation to the
independent claims in an international application and not the dependent claims.

If the independent claims avoid the prior art and satisfy the requirement of unity of
invention, no problem of lack of unity arises in respect of any claims that depend on the
independent claims. In particular, it does not matter if a dependent claim itself contains a
further invention.

If. however, an independent claim does not avoid the prior art, then the question whether
there is still an inventive link between all the claims dependent on that claim needs to be
carefully considered. i

PCT/GL/ISPE/] Chapter 10 Unity of Invention provides examples regarding unity of invention
when a Markush group is claimed. 10.44 Example 24 appears particularly relevant to the instant
claims.

Claim 1: A pharmaceutical compound of the formula:

A-B-C-D-E

wherein:

A is selected from C1-Cioalkyl or alkenyl or cycloalkyl, substituted or

unsubstituted aryl or Cs-C7 heterocycle having 1-3 heteroatoms selected from O

and N:

B is selected from Ci-Cs alkyl or alkenyl or alkynyl, amino, sulfoxy, C3-Cs

ether or thioether.

C is selected from Cs-Cssaturated or unsaturated heterocycle having 1-4

heteroatoms selected from O, S or N or is a substituted or unsubstituted phenyl;

D is selected from B or a C+-Cs carboxylic acid ester or amide. and

E is selected from substituted or unsubstituted phenyl, naphthyl, indolyl,

pyridyl, or oxazolyl.

From the above formula no significant structural element can be readily ascertained and
thus no special technical feature can be determined. Lack of unity exists between all of
the various combinations. The first claimed invention would be considered to encompass
the first mentioned structure for each variable, that is, A is Cialkyl, B is Cralkyl,Cisa
C;s saturated heterocycle having one O heteroatom, D is Ci alkyl, and E is a substituted

phenyl.

I
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Claim 1 as originally presented recites the following structure:

Rl R‘Q

Y
XEN
5} . E——(y—
\N/U\X/HrN\ x Q—T
H z R.r

O

In order that claim 1 has unity of invention it must have a special technical feature
which is a contribution over the prior according to PCT Rule 13. The examiner
presented search evidence that structures within the scope of claim 1 were known
in the prior art, however, no actual prior art was cited.

Given that claim 1 lacked unity of invention the examiner must then consider
whether the dependent claims possess unity of invention. This presents significant
difficulties with respect to claims 1-21 as they directly depend from claim 1 and
define different subgenera. However, such an analysis is incumbent on the
examiner.

The examiner set forth groups, one of which is a catchall group, based on the
Markush practice analysis suggested for applications filed under §371. Such an
analysis should have followed the guidance of Example 24 cited above and should
have included the dependant claims. The end result of such an analysis would
have been a holding of lack of unity potentially resulting in thousands of groups.

US 20040038858, which was of record at the time of the restriction requirement, s
the English equivalent of WO 02/48099 and has four inventors in common with the
instant application and sets forth the following:
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S A
= N

T X NCHy—E—W

{0002 in whick

70003] D is phenyl or pyricyl, esch of wkich is
unsubstituted ar mozosubstitated or polysubstituted
5y Hal, A, OR®, N{R®);, NO,, CN, COOR* or
CONR);,

00047 R° is H, A1, Het, cycloalkyl or A, which may
3¢ sasstited by OR®*, SR* N(R"J. Arn Het,
cycloalkyl, CN, COQR? or CON(R?),,

00057 R¥isHor A,

"0006] E is phenyleae, which may be monosubsti-
ruted of polysubstiniied by Hel, A, OR?, N(R?),
NO,, CN, COOR? or CON(R™),, or is piperidine-1,
4.diyl,

70007] W is Ar, Het or N(R?), and, if E-piperidine-

1,4-div], is alternatively R* or cycloalkyl,
8] XisNHor O,

"0009] A is unbrarched or branched alkyl having
120 carbon rtoms, in whick one or twe CH, groups
may be replaced by O or S zicms andor by
—CH==CH— groups and/or i addition 1-7 H atoms
mey be replaced by E,

-

J0010] Ar s phenyl which is unsubstituted or mozo-
substituted, disubstituted or trisubstinuted by Hal, A,
OR?, N(R3Y,, NO. CN, COOR?, CON(RY..
NRICOA, NRZS0,A, COR?, SO;NR?* SO;H or
S(0);A,

70011] Het is a monoeyclic ar bicyclic, seturated,
vnsaturated or aromatic heterocyclic radical having
from . to 4 N, O and/or S stoms, which may be
unsubstinited or monosubsttuted, disubstituted or
irisubstituted by Hal, A, OR?, N(R®),, NO;, CN,
COORZ, CON(R%)., NR*COA, NR*S0,A, COR?,
S0O,NR? SOH, ${0),A and/or carbonyl oxygen,

00127 HalisF, ClL Brorl,
0013} nisOorl,
0014] @is0, 1o 2,

The compounds described above are a subgenus of the compounds presented in
claim 1 of the instant application. In particular, the combination of (E, W) in the

‘858 publication is a subgenus of T of the instant application when n=0.

WO 03/050199 sets forth the following structure:
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\.\’/\

N

k/'\'/l\io
I (CHalg— 2"

R? o]

The compounds within the scope of the genus in ‘199 differ appear to fall within
the scope of claim 1 of the instant application because (CH,),-R' is a subgenus of
A of instant claim 1 when A contains 3 carbons and is substituted by 3 fluorines.

Applicant has argued that there is a central core which is

O

]

However, WO 03/050199 teaches such a core which means that the core does not
constitute a special technical feature which would link Groups III, IV and IX.

The examiner’s remarks concerning search burden are not consonant with Lack of
Unity practice.

The examiner’s requirement for an election of species and the remarks attendant
thereto are confusing. MPEP §1893.03(d) provides guidance with respect to lack
of unity and in particular references form paragraph 1 8.20. Claim 22 is the sole
claim in which species are recited and the examiner has provided no explanation as
to why the species of claim 22 lack unity of invention nor which broader claims
embrace them.

Applicant’s arguments with regard to MPEP §803.02 with emphasis on /n re
Harnish (206 USPQ 300 (CCPA 1980)) and Ex parte Hozumi (3 USPQ2d
(Bd.Pat. App. & Int. 1984)) relate to applications not filed under the provisions of
35 USC §371. To the extant that said arguments apply to cases filed under §371
the arguments are not persuasive as they are predicated on the presence ofa
common core which would confer unity of invention. But it is clear from the art
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discussed above that the common core was known in the art and thus cannot confer
unity of invention.

DECISION

Applicant’s originally filed claims do not possess unity of invention as there is
prior art teaching species within the scope of applicant’s claims-claim 21 is
excepted. Based on the prosecution of the application at least the first species
recited in claim 21 appears free of the prior art. However, it is unresolved whether
all the species within claim 21 share a common core which is a contribution over
the prior art.

Thus, upon the resumption of prosecution the examiner needs to determine if the
species recited within claim 21 share a common core and to further establish the
relationship of the species of claim 21 to claims 1-20 as well as claims 30-37.

Following his determination the examiner is to either set forth a new restriction
requirement or withdraw the requirement altogether.

The petition is GRANTED for the reasons set forth above.

Should there be any questions about this decision, please contact Quality
Assurance Specialist Michael P. Woodward, by letter addressed to Director,
Technology Center 1600, at the address listed above, or by telephone at 571-272-
8373 or by facsimile sent to the general Office facsimile number, 571-273-8300.

Remy Yucel
Director, Technology Center 1600
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BIRCH STEWART KOLASCH & BIRCH
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In re Application of - | : OFFICE OF PETITIONS

Matsuoka et al.’ :

Application No. 10/582,862 : ON PETITION
Filed: June 14. 2006 :

For: SPEAKER-CHARACTERISTIC COMPENSATION
. METHOD FOR MOBILE TERMINAL DEVICE '

This is a decision on the petition filed August 9, 2007, which is beinﬁ treated as a petition under 37 CFR
1.181(a)(3) requesting that the Director exercise his supervisory authority and withdraw any holding of
abandonment and restart the period for reply due to lack of e-notification.. ‘

"The petition is granted.

Petitioner asserts that the “e-notification” of the May 4, 2007, Office action which did require a reply was
not received, while an e-notification for the PG Pub notice of May 3, 2007, which did not require a reply, did
%enerate an e notification. However, due to processing delays within the USPTO the indications of the ~
ffice action was not immediately available for inspection in the Private Pair records, such that petitioner
was unaware of its force and effect. Petitioner further asserts that a subsequent conversation with the
Electronic Business Center (EBC) of the USPTO indicates that by way of a programming error at the
USPTO, the e-notification specific to that Office action was not sent. ' A

Effective December 16, 2006, the USPTO began a pilot program to provide a limited number of Private
PAIR users with the option of receiving electronic notification of some outgoing correspondence related to
their US patents and US national patent applications retrievable through Private PAIR instead of a paper
mailing of the correspondence. See 1314 Off Gaz. Pat. Office 1321 (Jan. 16, 2007); 1319 Off. Gaz. Pat.
Office 145 (June 26, 2007). .

The EBC has confirmed that while an e-notification will be sent for a given outgoing communication from
the USPTO, the record of that notification may operate to “mask” other outgoing correspondence “mailed”
at about the same time, such that a second, separate e-notification is not generated. The USPTO regrets the
error and inconvenience, and that software fault has been corrected. o

This application is being referred to the Technology Center for “remailing” the Office action of and
 restarting the period for reply. A

Tele honé»inqu' ies related to this decision should be directed to the undersigned at (571) 272-3217.

Brian Hearn
Petitions Examiner
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OBLON, SPIVAK, McCLELLAND, MAIER & NEUSTADT, P.C.
1940 DUKE STREET
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In re Application of ’ : DECISION ON REQUEST TO

Masaki IWASAKIetal : PARTICIPATE IN PATENT
Application No. 10/582873 : "PROSECUTION HIGHWAY
Filed: June 14, 2006 _ : PILOT PROGRAM AND PETITION

Attorney Docket No. 292122USOPCT : TO MAKE SPECIAL UNDER
: 37 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) pilot
program and the petition under 37 CFR 1.102(d) and the preliminary amendment, filed
September 21, 2007, to make the above-identified application special.

The request and petition are GRANTED..

www.uspto.gov

A granfable request to participate in the PPH pilot program and petition to make Special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO appllcatlon(s)

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent appllcatlon
publications; and

(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH pilot program and petition comply with the above

requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Kathryn Gorgos at 571 272-
1012.



All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision. '
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PHILIP S. JOHNSON

JOHNSON & JOHNSON
ONE JOHNSON & JOHNSON PLAZA MAILED
NEW BRUNSWICK NJ 08933-7003
JUL 14 2010
In re Application
Malyska, et al. OFFICE OF PETITIONS

Application No. 10/582,887 : PATENT TERM ADJUSTMENT
Filed: June 18, 2007 :
Dkt. No.: MTS5003USPCT

This is in response to the application for patent term adjustment under 37 CFR 1.705(b), filed
May 4, 2010.

Applicant submits that the correct patent term adjustment to be indicated on the patent is at least:
789 days, not 317 days as calculated by the Office as of the mailing of the initial determination
of patent term adjustment. Applicant requests this correction on the basis that the Office will take
in excess of three years to issue this patent.

Insofar as the instant application for patent term adjustment requests reconsideration of the
patent term adjustment as it relates to the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

. Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See, § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent based on
the initial determination of patent term adjustment and a projected issuance date of the patent (or
even the filing date of the request for continued examination) is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Applicant is advised that they may wait until the time of the issuance of the patent and file a
request for reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the
USPTO does not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time
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of the issuance of the patent, the Office will consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the
request for reconsideration is filed within two months of the issuance of the patent. However, as
to all other bases for contesting the initial determination of patent term adjustment received with
the notice of allowance, applicant must timely file an application for patent term adjustment prior
to the payment of the issue fee'.

Receipt is hereby acknowledged of the required patent term adjustment application fee under 37
CFR 1.705(b) of $200.00. See, 37 CFR 1.18(¢).

However, any request for reconsideration of the patent term adjustment indicated on the patent
must be timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must
include payment of the required fee under 37 CFR 1.18(e).

The application file is being forwarded to the Office of Data Management for issuance of the
patent. The patent term adjustment indicated on the patent (as shown on the Issue Notification
mailed about three weeks prior to patent issuance) will include any additional adjustment
accrued both for Office delay in issuing the patent more than four months after payment of the
issue fee and satisfaction of all outstanding requirements, and for the Office taking in excess of
three years to issue the patent (to the extent that the three-year period does not overlap with
periods already accorded).

Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272-
3205.

[{ALESIA M. BROWN/
Alesia M. Brown

Petitions Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR
1.702(a)(1) for Office failure to mail a first Office action or notice of allowance not later than
fourteen months after the date on which the application was filed and under 37 CFR 1.702(b) for
Office failure to issue a patent within three years of the actual filing date of the application, then
applicant must still timely file an application for patent term adjustment prior to the payment of the
issue fee to contest the calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR
1.705(d) will be dismissed as untimely filed.
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LADAS & PARRY LLP

224 SOUTH MICHIGAN AVENUE
SUITE 1600

CHICAGO IL 60604

In re Application of
KIM, Sok-Bom et al.
Application No.: 10/582,890 :
PCT No.: PCT/KR03/02496 : DECISION
Int. Filing Date: 19 November 2003 :
Priority Date: None : ON PETITION UNDER
Docket No.: CU-4882 WWP :
For: METHOD FOR SETTING SUBSTITUTE  : 37 CFR 1.137(b)
RINGBACK TONE OF CALLING PARTY
IN MOBILE COMMUNICATION
SYSTEM

Applicants’ “Petition For Revival of an International Application For Patent Abandoned
Unintentionally Under 37 CFR 1.137(b),” filed in the above-captioned application on 14 June 2006 is
GRANTED.

Applicants indicate that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The appropriate national fee and petition fee have been submitted. A
terminal disclaimer is not required as the application was filed on or after 08 June 1995. Accordingly, all
requirements under 37 CFR 1.137(b) have been satisfied.

Applicants have supplied a declaration in compliance with 37 CFR 1.497(a)-(b). The fee for late
furnishing of the search fee, examination fee or oath or declaration will be charged to deposit account no.
12-0400, as authorized.

This application is being forwarded to the National Stage Processing Branch of the Office of
PCT Operations for continued processing in accordance with this decision. The application has a date of
14 June 2006 under 35 U.S.C. §371(c)(1), (c)(2) and (c)(4).

Erin P. Thomson 89/11/2836 SPASHEIK 6E060B83 120468 18582898
Attorney Adv1so.r ' . 81 FC:l617 138.98 DA
PCT Legal Administration

Telephone: 571-272-3292
Facsimile: 571-273-0459
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Dilworth & Barrese
333 Earle Ovington Blvd.
Suite 702

Uniondale NY 11553

In re Application of

De Kleine et al. ;

Application No.: 10/582,916 : DECISION
PCT No.: PCT/EP04/52615 ;

Int. Filing Date: 21 October 2004 : ON
Earliest Priority Date: 24 October 2003 .

Attorney Docket No.: 1321-114 PCT US ; PETITION
For:  Process To Prepare Alkyl Phenyl Phosphates

The petition to revive under 37 CFR 1.137(b) filed 14 June 2006 in the above-captioned
application is hereby GRANTED as follows:

Applicants state that “the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional.”
This statement is accepted in satisfaction of 37 CFR 1.137(b)(3).

A review of the application file reveals that counsel has filed the required reply in the form
of the basic national fee, and has paid the petition fee. Thus, the requirements of 37 CFR
1.137(b) have been satisfied. Therefore, the request to revive the application abandoned under 35
U.S.C. 371(d) is granted as to the National stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office for
further processing, including the preparation and mailing of a Notification of Missing
Requirements (Form PCT/DO/EQ/905) requiring an executed oath or declaration compliant with
37 CFR 1.497(a) and d the surcharge under 37 CFR 1.492(h).

George M. Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283

Fax: (571) 273-0459
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OFFICE OF PETITIONS
In re Patent of Kobayashi et al. : DECISION ON REQUEST
Patent No. 7,586,277 ; FOR RECONSIDERATION OF
Issue Date: September 8, 2009 : PATENT TERM ADJUSTMENT
Application No. 10/582,931 : AND NOTICE OF INTENT TO
Filing Date: June 14, 2006 : ISSUE CERTIFICATE OF
Attorney Docket No. 18733/00240 : CORRECTION

This is a decision on the petition filed on October 2, 2009, which is being treated as a petition
under 37 C.F.R. § 1.705(d) requesting that the patent term adjustment indicated on the patent be
corrected to indicate that the term of the patent is extended or adjusted by four hundred
ninety-two (492) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by four hundred
ninety-two (492) days is GRANTED to the extent indicated herein.

The first issue to be addressed is the propriety of the Office reducing the patent term adjustment
by 48 days as a result of a letter received July 23, 2009.

On July 23, 2009, applicants filed a two-page issue fee transmittal letter along with a issue fee
transmittal form (PTOL-85b). Both the letter and the sheet indicated the Office should charge
the law firm’s deposit account for the issue fee, publication fee, and an advance order of eight
copies of the patent.

A review of the Electronic Acknowledgment Receipt for the July 23, 2009 papers indicates the
letter was filed with a Document Description of “Post Allowance Communication - Incoming”
and the PTOL-85b form was filed with a description of “Issue Fee Payment (PTO-85b).”

The letter filed July 23, 2009 was coded as a Miscellaneous Incoming Letter in the Office’s
computer system. As a result, the Office entered a reduction in patent term adjustment of 48
days due to delay under 37 C.F.R. § 1.704(c)(10).
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37 C.F.R. § 1.704(c)(10) states a failure to engage in reasonable efforts to

[Upon] [s]ubmission of an amendment under § 1.312 or other paper after a notice of
allowance has been given or mailed ... the period of adjustment set forth in § 1.703 shall
be reduced by the lesser of:

1) The number of days, if any, beginning on the date the amendment under § 1.312
or other paper was filed and ending on the mailing date of the Office action or
notice in response to the amendment under § 1.312 or such other paper; or

(i1) Four months.

MPEP 2732 states,

37 CFR 1.704(c)(10) establishes submission of an amendment under 37 CFR 1.312 or
other paper after a notice of allowance has been given or mailed as a circumstance that
constitutes a failure of an applicant to engage in reasonable efforts to conclude processing
or examination of an application. The submission of amendments (or other papers) after
an application is allowed may cause substantial interference with the patent issue process.
Certain papers filed after allowance are not considered to be a failure to engage in
reasonable efforts to conclude processing or examination of an application. See
Clarification of 37 CFR 1.704(c)(10) — Reduction of Patent Term Adjustment for Certain
Types of Papers Filed After a Notice of Allowance has been Mailed, 1247 Off. Gaz. Pat.
Office 111 (June 26, 2001).

MPEP 2732 indicates a “Fee(s) Transmittal (PTOL- 85B)” is a paper that will not result in a
reduction under 37 C.F.R. § 1.704(c)(10). The July 23, 2009 letter was, in essence, a fee
transmittal letter that did not delay issuance of the patent. Therefore, a reduction of 48 days was
improper.

The second issue to be addressed is the extent to which the patent term adjustment should have
been increased as a result of delay under 35 U.S.C. § 154(b)(1)(B) (“B Delay”)."

In this case, B Delay is the number of days beginning on the day after the date three years after
the national stage commenced under 35 U.S.C. 371(b) or (f) and ending on the date the patent
issued.

The date of commencement is June 14, 2006. The day after the date three years after the date of
commencement is June 15, 2009. The date of issuance is September 8, 2009. B Delay is 86
days which is the number of days beginning on June 15, 2009, an ending on September 8, 2009.

The period of B Delay does not overlap with any delay under 35 U.S.C. § 154(b)(1)(A).
Therefore, the Office should have increased the patent term adjustment by 86 days for B Delay.

' Patentees do not discuss the issue of B Delay. However, in view of the fact a “Request for Recalculation of Patent
Term” form was filed February 11, 2010, the Office has chosen to address the issue of B Delay as part of the instant
decision.
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Conclusion

The Office’s entry of a 48-day reduction for the July 23, 2009 letter was improper and the
reduction has been removed.

The patent term adjustment should have been increased by 86 days as a result of B Delay.

The patent listed a patent term adjustment of 444 days. In view of the prior discussion, the
patent term adjustment is 578 days.

The Office will sua sponte issue a certificate of correction. Pursuant to 37 C.F.R. § 1.322, the
Office will not issue a certificate of correction without first providing assignee or patentee an
opportunity to be heard. Accordingly, patentees are given one (1) month or thirty (30) days,
whichever is longer, from the mail date of this decision to respond. No extensions of time will
be granted under 37 C.F.R. § 1.136.

The Office acknowledges submission of the $200.00 fee set forth in 37 C.F.R. § 1.18(e). No
additional fees are required.

The application is being forwarded to the Certificates of Correction Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
of the patent is extended or adjusted by five hundred seventy-eight (578) days.

Telephone inquiries specific to this decision should be directed to Senior Petitions Attorney
Steven Brantley at (571) 272-3203.

Anthony Knight
Supervisor
Office of Petitions

Enclosure: ~ Copy of DRAFT Certificate of Correction
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CERTIFICATE OF CORRECTION

PATENT NO. : 7,586,277 B2
ISSUE DATE : September 8, 2009 DRAFT
INVENTOR(S) : Kobayashi et al.

It is certified that error appears in the above-identified patent and that said Letters Patent is
hereby corrected as shown below:

"~ On the cover page,

[*] Notice:  Subject to any disclaimer, the term of this patent is extended or adjusted under
35 U.S.C. 154(b) by 444 days.

Delete the phrase "by 444 days” and insert - by 578 days--
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Applicant : Hideyuki Kobayashi : DECISION ON REQUEST FOR
Patent Number : 7586277 : RECALCULATION of PATENT
Issue Date : 09/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/582,931 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/14/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 664 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of OFHCE OF PET|T|0N3
BRYHN, Morten et al. :

Application No. 10/582,978 : DECISION ON PETITION
Filed: June 15,2006 : TO WITHDRAW

Attorney Docket No. 10400-000085/US/NPB : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed May 23,
2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw
will not be approved unless at least 30 (thirty) days would remain between the date of approval and the later of the
expiration date of a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1.136(a).

The request was signed by Donald J. Daley on behalf of all attorneys of record who are associated with customer No.
30593. All attorneys/agents associated have been withdrawn. Applicant is reminded that there is no attorney of record
at this time. .

The request to change the correspondence of record is not acceptable as the requested correspondence address is not
that of: (1) the first named signing inventor; or (2) an intervening assignee of the entire interest under 37 C.F.R 3.71.
All future communications from the Office will be directed to the first named signing inventor.

There are no outstanding office actions at this time.

Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-272-4231.

Yoy uhamd

Petitions Examiner
Office of Petitions

cc: MORTEN BRYHN
STORGATAN 43
NO-3060 SVELVIK
NORWAY

cc: ANTHONY TRIDICO
FINNEGAN HENDERSON
901 NEW YORK AVE,, N.W.
WASHINGTON, DC 20001-4413

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandris, Virginia 22313-1450

WWW.USpto.gov

|  APPLICATION NUMBER | FILING OR 371 (c) DATE [ rFrstnamepappLicant | aTTY.DOCKETNOMTITLE |
10/582,978 06/15/2006 ‘ Morten Bryhn 10400-000085/US/NPB

CONFIRMATION NO. 8212

3000 AN OO

HARNESS, DICKEY & PIERCE, P.L.C. . .
P.O. BOX 8910 . 0C000000024903622
RESTON, VA 20195

Date Mailed: 07/19/2007

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 05/23/2007.

¢ The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

Office of Initial Patent Examination (571) 272-4000, or 1-800-PTO-9199
FORMER ATTORNEY/AGENT COPY
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NIXON & VANDERHYE, PC
901 N. GLEBE ROAD, 11™ FLOOR
ARLINGTON, VA 22203

Applicant: Strom et al. COPY MA"_ED

Appl. No.: 10/582,988
International Filing Date: July 8, 2004 JUL 1 4 2008
Title: IMAGE PROCESSING

tHe : OFFICE OF PETITIONS

Attorney Docket No.: 4147-163
Pub. No.: 2007/0140554 Al
Pub. Date: June 21, 2007

This is a decision on the request for corrected of patent application publication under
37 CFR 1.221(b), received on July 24, 2007 and August 22, 2007, for the above-identified

application.
-The request is dismissed.

Apphcant requests that the application be republished because the patent application publication
contains material errors, wherein the PCT application No and the foreign priority data were not
published correctly on the front page of the publication.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent-
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. '

The request for corrected publication, received on August 22, 2007, was not timely filed under
37 CFR 1.221(b).

The error in misprinting the PCT application number and the foreign priority may be Office
errors, but they are not material Office errors under 37 CFR 1.221. The misprint with respect to
the PCT Application No. does not affect the understanding of the application, as it is an
alternative way to write the application number. The mistake does not affect the public’s ability
to appreciate the technical disclosure of the patent application publication, or determine the

lChanges to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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scope of the patent application publication or determine the scope of the provisional rights that
an applicant may seek to enforce upon issuance of a patent.

The error in the foreign priority claim is not a material mistake because it does not affect the
public’s ability to appreciate the technical disclosure of the patent application publication, to
determine the scope of the patent application publication or to determine the scope of the

_provisional rights that an applicant may seek to enforce upon issuance of a patent.. The
specification and claims were accurately published, thus one can read and understand the content
of the application. The error also does not affect the use of the patent application publication as
a prior art reference, because the foreign priority date is not useable as a reference date.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221 (a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18 (d) and the processing fee set forth in §
1.17 (i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18 (d)
will be refunded. The processing fee will be retained.

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication” and questions or request for reconsideration of the decision, should be
addressed as follows:

By mailto:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Inquiries relating to this matter may be directed to Mark O. Polutta at (571) 272-7709.

Mark O. Polutta
Senior Legal Advisor
Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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SEED INTELLECTUAL PROPERTY LAW GROUP PLLC Mail Date: 04/21/2010
701 FIFTH AVE

SUITE 5400

SEATTILE, WA 98104

Applicant : Shigeki Satou : DECISION ON REQUEST FOR
Patent Number : 7572477 : RECALCULATION of PATENT
Issue Date : 08/11/20009 : TERM ADJUSIMENT IN VIEW
Appliction No : 10/582,995 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/14/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 418 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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NIXON & VANDERHYE, PC |
901 NORTH GLEBE ROAD, 11™ FLOOR MAILED
ARLINGTON, VA 22203

NOV 19 2009
In re Application of D OFFICE OF PETITIONS
Koichi Miyachi et al : ‘
Application No. 10/582,998 : ON PETITION

Filed: June 14, 2006
Attorney Docket No. 1035-643

This is a decision on the petition, filed November 13, 2009 under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on October 13, 2009 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 2883 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

/Irvin Dingle/

Irvin Dingle
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to -
apply the Issue Fee and. Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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ORGANON USA, INC.

c/o MERCK :
2000 Galloping Hill Road
Mail Stop: K-6-1, 1990 MA“'ED
Kenilworth NJ 07033 JULO7 2010
In re Application :  QFFICE OF PETITIONS
Adam-Worrall : :
- Application No. 10/583,013 : PATENT TERM ADJUSTMENT

Filed: June 15, 2006
Dkt. No.: 2003.807US

This is in responsé to the “REQUEST FOR PATENT TERM ADJUSTMENT
DETERMINATION UNDER 37 C.F.R. § 1.705(b),” filed March 1, 2010.

Applicant submits that the correct patent term adjustment to be indicated on the patent is 72
days, not zero days as calculated by the Office as of the mailing of the initial determination of
patent term adjustment. Applicant requests this correction on the basis that the Office will take in
excess of three years to issue this patent.

Insofar as the instant application for patent term adjustment requests reconsideration of the
patent term adjustment as it relates to the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37 CFR 1.705(b) is DISMISSED as
PREMATURE.

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years.
See, § 1.702(b). (This is true even where a request for continued examination (RCE) was filed).
The computer will not undertake the § 1.702(b) calculation until the actual date of issuance of
the patent has been determined. Likewise, the computer will not calculate any further Office
delay under § 1.702(a)(4) or applicant delay under § 1.704(c)(10) until the actual date of
issuance of the patent has been determined. As such, the Office can not make a determination on
the correctness of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be indicated on the patent based on
the initial determination of patent term adjustment and a projected issuance date of the patent (or
even the filing date of the request for continued examination) is premature. Accordingly, it is
appropriate to dismiss as premature such a request.

Applicant is advised that they may wait until the time of the issuance of the patent and file a
request for reconsideration of the patent term adjustment pursuant to 37 CFR 1.705(d). As the
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USPTO does not calculate the amount of time earned pursuant to 37 CFR 1.702(b) until the time
of the issuance of the patent, the Office will consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37 CFR 1.702(b) to be timely if the
request for reconsideration is filed within two months of the issuance of the patent. However, as
to all other bases for contesting the initial determination of patent term adjustment received with
the notice of allowance, appllcant must timely file an appllcatlon for patent term adjustment prior
to the payment of the issue fee'.

Receipt is hereby acknowledged of the required patent term adjustment application fee of
$200.00. See, 37 CFR 1.18(e).

However, any request for reconsideration of the patent term adjustment indicated on the patent
must be timely filed within 2 months after issuance pursuant to 37 CFR 1.705(d) and must
include payment of the required fee under 37 CFR 1.18(e).

The application file is being forwarded to the Office of Data Management for issuance of the
patent. The patent term adjustment indicated on the patent (as shown on the Issue Notification
mailed about three weeks prior to patent issuance) will include any additional adjustment
accrued both for Office delay in issuing the patent more than four months after payment of the
issue fee and satisfaction of all outstanding requirements, and for the Office taking in excess of
three years to issue the patent (to the extent that the three-year period does not overlap with
periods already accorded).

Telephone i 1nqu1r1es specific to this decision should be directed to the undersigned at (571) 272-
3205.

{ALESIA M. BROWN/
Alesia M. Brown

Petitions Attorney
Office of Petitions

' For example, if applicant disputes both the calculation of patent term adjustment under 37 CFR
1.702(a)(1) for Office failure to mail a first Office action or notice of allowance not later than
fourteen months after the date on which the application was filed and under 37 CFR 1.702(b) for
Office failure to issue a patent within three years of the actual filing date of the application, then
applicant must still timely file an application for patent term adjustment prior to the payment of the
issue fee to contest the calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b)(3)(B). A dispute as to the calculation of the
§1.702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 CFR
1.705(d) will be dismissed as untimely filed.
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In re Application of: :
" ALLIKMETS, Ene, et al. o DECISION ON PETITION
U.S. Application No.: 10/583,014 : '
PCT No.: PCT/US2004/041801
International Filing Date: 10 December 2004
Priority Date: 19 December 2003
Atty Docket No.: AM101242
For: SERUM-FREE VERO CELL
BANKING PROCESS

This decision is issued in response to the “Petition For Revival Of An Application For
Patent Abandoned Unintentionally” filed 16 November 2006, treated herein as a petition for
withdrawal of the holding of abandonment under 37 CFR 1.181. No petition fee is required.

BACKGROUND

On 10 December 2004, applicants filed international application PCT/US2004/041801.
The international application claimed a priority date of 19 December 2003, and it designated the
United States. The deadline for submission of the basic national fee was thirty months from the
priority date, i.e., 19 June 2006.

On 15 June 2006, applicants filed a Transmittal Letter for entry into the national stage in
the United States accompanied by, among other materials, an executed declaration. The ‘
Transmittal Letter filed by applicants authorized a charge to Deposit Account No. 01-1435 for
the basic national fee (as well as the search and examination fees).

On 02 October 2006, the United States Designated/Elected Office (DO/EO/US) mailed a
Notification Of Abandonment (Form PCT/DO/EO/909) indicating that the application was
abandoned for failure to provide the “full U.S. Basic National Fee by 30 months.” Specifically,
the Notification indicated that the Deposit Account provided by applicants was not valid.

On 16 November 2006, the petition considered herein was filed. Although the petition is
entitled “Petition For Revival Of An Application For Patent Abandoned Unintentionally,” it does
not include the petition fee and statements required for such a petition under 37 CFR 1.137(b).
Accordingly, the petition is treated herein as a petition under 37 CFR 1.181 seeking withdrawal
of the holding of abandonment. ‘

P.O. Box 1450 -
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DISCUSSION

Pursuant to 35 U.S.C. 371(d)(4) and 37 CFR 1.495(h), the failure to timely pay the basic
national fee results in the abandonment of the application with respect to the United States. This
is a statutory requirement that cannot be waived by the USPTO.

Here, applicants’ only attempt to pay the basic national fee prior to the expiration of the
thirty-month deadline was ineffective in that it consisted of an authorization to charge a non-
existent Deposit Account for the required fee. The present petition confirms that the Deposit
Account provided by applicants was not correct. Regardless of whether the incorrect Deposit
Account provided by applicant was the result of a typographical error, the fact is that a valid
form of payment of the basic national fee was not filed in the USPTO prior to the expiration of
the thirty-month deadline.

The present petition does not provide evidence that an acceptable payment of the basic
national fee was submitted before the expiration of the thirty-month deadline. Withdrawal of the
holding of abandonment is therefore not appropriate on the present record.

CONCLUSION

The petition to withdraw the holding of abandonment is DISMISSED without prejudice.
The present application remains abandoned with respect to the United States of America.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Renewed Petition Under 37 CFR 1.181”
and must include an adequate showing that an acceptable form of payment of the basic national
fee was filed in the USPTO prior to the expiration of the thirty-month deadline at midnight on 19
June 2006.

In the alternative, applicants may consider filing a petition for revival of an
unintentionally abandoned application under 37 CFR 1. 137(b) with all required elements,
including the petition fee.

Please direct further correspondence with respect to this petition to Mail Stop PCT,
Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents
of the letter marked to the attention of the Office of PCT Legal Administration.

%oy

Richard M. Ross

PCT Petitions Attorney

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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Commissioner for Patents
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PATENT LAW GROUP
5 GIRALDA FARMS
MADISON NIJ 07940

In re Application of: : -
ALLIKMETS, Ene, et al. : DECISION ON PETITION
U.S. Application No.: 10/583,014 :
PCT No.: PCT/US2004/041801
International Filing Date: 10 December 2004
Priority Date: 19 December 2003
Atty Docket No.: AM101242
For: SERUM-FREE VERO CELL
BANKING PROCESS

The petition to revive under 37 CFR 1.137(b) filed 15 December 2006 in the above-
captioned application is hereby GRANTED as follows:

- Applicants’ statement that “the entire delay in filing the required reply from the due date
of the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” satisfies the requirement of 37 CFR 1.137(b)(3).

Applicants have now submitted the basic national fee, and the requirements of 37 CFR
1.137(b) have been satisfied. Therefore, the request to revive the application is granted as to the
United States of America.

This application is being referred to the National Stage Processing Branch of the Office
of PCT Operations for further processing in accordance with this decision, including requiring
applicants to submit any additional required fees (i.e., search fee, examination fee, and the
surcharge for filing the search and examination fee later than thirty months after the priority
date).

The date under 35 U.S.C. 371(c)(1), (©)(2), and (c)(4) is 15 December 2006.

Richard M. Ross
Attorney Advisor
Office of PCT Legal Administration

Telephone:  (571) 272-3296
Facsimile: (571) 273-0459

www.uspto.gov
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FISH & RICHARDSON PC
P.0. BOX 1022
-MINNEAPOLIS MN 55440-1022

In re Application of

FAITA etal.

Application No.: 10/583,023 - :

PCT No.: PCT/EP04/014420 : DECISION on

Int. Filing Date: 17 December 2004 : .

Priority Date: 19 December 2003 :MERGIN G APPLICATION FILES
Attorney Docket No.: 19214-016US1.

For: MEMBRANE FUELL CELL COUNTERCURRENT

FED WITH NON-HUMIDIFIED AIR

The above-identified application is before the PCT Legal Office for matters arising under
35U.S.C. 371.

BACKGROUND

On 17 December 2004 , applicant filed international application No. PCT/EP04/ 14420,
which claimed priority of an earlier international application filed 19 December 2003 and
designating the United States. A copy of the international application was communicated to the
United States Patent and Trademark Office from the International Bureau on 30 June 2005. The
deadline for entering the U.S. national stage to 30 months or as of midnight on 19 June 2006.

On 15 June 2006, applicant filed, through the law firm of Fish & Richardson, a
transmittal letter for entry into the national stage in the United States (Form PTO- 1390) which
was accompanied by, inter alia, the requisite basic national fee as required by 35 U.S.C.
371(c)(1). The submission, identifying PCT/EP04/14420, was assigned U.S. application
number: 10/583,023. An oath or declaration was not filed with the national stage entry

On S5 February 2007, apphcant, through the law firm of Hedman and Costigan, filed
another Transmittal Letter referencing PCT/EP04/14420 and requesting entry into the national
stage in the United States. This communication was accompanied by, inter alia, a copy of the
international application PCT/EP04/14420 and a petition to revive an umntentlonally abandoned
application under 37 CFR 1.137(b). An unexecuted declaration was also filed.
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DISCUSSION

As'is evident from the above recited facts, applicant submitted papers to enter the
national stage for the same international application on 15 June 2006 and on 05 February 2007.
The end result for an international application designating the United States of America is a
single U.S. national stage application'.  Therefore, assigning a second U.S. application number
arising from PCT/EP04/14420 is improper.

Applicant’s petition to revive an unintentionally abandoned application under 37 CFR
1.137(b) is considered MOOT. The papers filed on 05 February 2007 will be merged with
application no. 10/583,023. All fees paid on 05 February 2007 will be refunded to applicant’s
credit card.

Applicant is advised to use U.S. application number: 10/583,023 as the national stage
“application of PCT/EP04/14420.

CONCLUSION

Applicant’s petition to revive an unintentionally abandoned application under 37 CFR

1.137(b) s MOOT. The papers filed on 05 February 2007 will be merged with application no.
10/583, 023

The application will be forwarded to the United States Designated/Elected Office for
further processing, including issuance of a Notification of Missing Requirements indicating that
an oath or declaration, in compliance with 37 CFR 1.497(a) & (b) and executed by the inventors,
is required..

Cynthia M. Kratz

“ Attorney/Advisor

'35 U.S.C. 363 states: _
An' international application designating the United States shall have the effect, from its
international filing date under article 11 of the treaty, of a national application for patent regularly filed in
the Patent and Trademark Office except as otherwise provided in 102(e) of this title. (emphasis added)

Further, 35 U.S.C. 371(b) states:
(b) Subject to subsection (f) of this section, the national stage shall commence with the expiration
of the applicable time limit under article 22(1) or (2), or under article 39(1)(a) of the treaty. (emphasis added)

The language of 35 U.S.C. 363 and 371 refers to the national stage of the PCT in the singular

only, and thus only one (1) national stage application in the U.S. may develop from an international
application.
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PCT Legal Office

Telephone: (571) 272-3286
Facsimile: (571) 273-0459

cc: CHARLES A. MUSERLIAN
HEDMAN AND COSTIGAN
1185 AVENUE OF THE AMERICAS
NEW YORK, NEW YORK 10036
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YOUNG & THOMPSON Mail Date: 04/20/2010
209 Madison Street

Suite 500
Alexandria, VA 22314

Applicant : Francesco Gentile : DECISION ON REQUEST FOR
Patent Number : 7572189 : RECALCULATION of PATENT
Issue Date : 08/11/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,043 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/15/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 323 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Leea Susanne Somersalo
DODDS AND ASSOCIATES
1707 N. Street, NW
Washington, DC 20036

In re Application of

DZHAVAKHIA et al. ‘ :

Serial No.: 10/583,066 : Decision on Petition
Filed: October 6, 2006 : ~
Attorney Docket No.: Korpela MF3

This letter is in response to the petition filed under 37 C.F.R. § 1.144 filed on October 20, 2008
requesting reconsideration of the restriction and/or lack of unity requirement. The delay in
acting upon this petition is regretted.

BACKGROUND

This application was filed as a national stage application under 35 USC 371 of PCT/FI04/00766
and as such, is eligible for unity of invention practice.

On March 6, 2008, the examiner mailed to the applicant a restriction requirement under 35 USC
121 and 372 requiring applicant to elect between
GroupI claims 1, 3-4, 8-9, and 11-13, drawn to a MF3 polypeptide, a compos1t10n
comprising the polypeptide, and a method of using the polypeptide;
Group 11, claims 2, 5-7, and 14-15, drawn to DNA encoding MF3, a vector comprising
the DNA, and a plant/cell transformed with the DNA; and
Group II, claim 10, drawn to a method of isolating an purlfymg the MF3 polypeptide.

The examiner reasoned that the claimed inventions failed to share a special technical feature,
since the Djavakhia et al. (US 6,528,480), disclosed an MF2 polypeptide which meets the
limitations of the recited functional derivative of MF3 polypeptide.

On April 4, 2008, applicants elected, with traverse, Group II, arguing that Djavakhia et al.
disclosed a protein that did not share specific characteristics with the instantly disclosed
polypeptide.



On July 22, 2008, the examiner mailed to applicants a non-final Office Action. In the action, the
examiner considered applicants’ traversal of the restriction requirement and found them
unpersuasive because they were directed to features that were not claimed. The examiner made
the restriction requirement final. Claims 1, 3-4, and 8-13 were withdrawn from consideration as
being directed to a non-elected invention. The following objections and rejections were made:

1) Claims 2, 5-7, and 14-15 were objected to as depending from a withdrawn claim.

2) Claims 2, 5-7, and 14-15 were rejected under 35 USC 112 second paragraph, as being
indefinite. :

3) Claims 2, 5-7, and 14-15 were re_]ected under 35 USC 112, first paragraph, for scope of
enablement.

4) Claims 2, 5-7, and 14-15 were rejected under 35 USC 112, first paragraph for failing

to comply with the written description requirement.
5) Claims 2, 5-7, and 14-15 were rejected under 35 USC 102(b) as being anticipated by
Djavakhia et al. (WO 97/05165).

On October 20, 2008, applicants submitted a response including the instant petition, amendments
to the claims and specification, and remarks traversing the objection and rejections.

DISCUSSION

The petition and file history have been carefully considered.

Claim 1, as amended in the response received October 20, 2008, appears below:

1. (Currently amended) A bioactive polypeptide, MF3, with a primary structure depicted
in SEQ ID NO: 1, or an active fragment of MF3 according to SEQ ID NO: 3 or SEQ ID

NO:4, erany-functional-derivative-of-ME3, said polypeptide, or active fragment or
funetional derivative being capable of effecting a resistance of a plant against microbial

diseases and/or against attack of plant parasites.

The petition correctly states that Dj avakhia et al. (US 6,528,480) does not teach the claim as now
amended.

Relevant sections of PCT International Search and Preliminary 'Examination Guidelines
(published January 2004) state

Whether or not any particular technical feature makes a “contribution” over the prior art,
and therefore constitutes a “special technical feature,” is considered with respect to
novelty and inventive step. (paragraph 10.02)



In this instance, a lack of unity cannot be maintained based on the failure of the claimed
invention to make a contribution over the prior art. Therefore, the restriction requirement must
be withdrawn. ‘

DECISION
The petition is GRANTED for the reasons set forth above.
The restriction requirement set forth between Group I, II and 111 is withdrawn.

The application'will be forwarded to the examiner for further action consistent with this
decision and for consideration of the papers filed October 20, 2008.

Should there be any questions about this decision, please contact Special Program Examiner
Julie Burke, by letter addressed to Director, Technology Center 1600, at the address listed above,
or by telephone at 571-272-1600 or by facsimile sent to the general Office facsimile number,
571-273-8300. '

Mike Wityshyn
Acting Director, Technology Center 1600
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In re Application of: LOHR, et al.
Application No. 10/583,090 DECISION ON PETITION
Filed: 15 June 2006 TO MAKE SPECIAL
For: HARQ PROTOCOL WITH (ACCELERATED EXAMINATION)
SYNCHRONOUS RETRANSMISSIONS ' UNDER M.P.E.P. §708.02 (VIII)

This is a decision on the petition filed 26 July 2006, to make the above-
identified application special, under 37 CFR § 102(d) and MPEP §
708.02(VIII): Accelerated Examination.

The Petition is DISMISSED.

M.P.EP. § 708.02, Section VIII which sets out the prerequisites for a
grantable petition for Accelerated Examination under 37 C.F.R. § 102(d)
states in relevant part:

A new application (one which has not received any examination by the examiner) may be
granted special status provided that applicant (and this term includes applicant’s attorney or
agent) complies with each of the following items:

(a) Submits a petition to make special accompanied by the fee set forth in 37 CFR
1.17(h);
(b) Presents all claims directed to a single invention, or if the Office determines that all

the claims presented are not obviously directed to a single invention, will make an election
without traverse as a prerequisite to the grant of special status;

(c) Submits a statement(s) that a pre-examination search was made, listing the field of
search by class and subclass, publication, Chemical Abstracts, foreign patents, etc. The pre-
examination search must be directed to the invention as claimed in the application for which
special status is requested. A search made by a foreign patent office satisfies this requirement;

(d) Submits one copy each of the references deemed most closely related to the subject
matter encompassed by the claims if said references are not already of record; and
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(e) Submits a detailed discussion of the references, which discussion points out, with
the particularity required by 37 CFR 1.111 (b) and (c), how the claimed subject matter is
patentable over the references.

In this case, the petition fails to properly discuss the claimed subject matter
in accordance with the section (€) requirements supra.

The petition filed 26 July 2006 fails to discuss the claimed limitations
with respect to the references in accordance with the requirements of 37
CFR 1.111 (b) and (c). In particular, the instant petition specifically and
only references independent claim 28 (although there are three independent
claims in the instant application, i.e. claims 28, 41 and 51). Petitioner
should ensure that the above discussion is directed to how the language of
each of the pending independent claims (i.e. 28, 41 and 51) is specifically
distinguishable and patentable from the references provided in requirement (d)
above.

Further, the petition filed January 26 July 2006 repeats substantially the
entirety of the independent claim language (claim 28) and identifies all
limitations as those limitations that the reference(s) do not show or suggest,
thus the petition fails to discuss the claimed limitations with respect to the
references in accordance with the requirements of 37 CFR 1.111 (b) and
(c). The petition does not specifically recite language or limitations from
the independent claims to properly compare/contrast the claimed invention
(each of the independent claims) with respect to the prior art in the
identified references. Petitioner is required to submit a detailed
discussion that includes identifying claim limitations with particularity
for each independent claim that shows how the claimed invention
distinguishes over the relevant teachings of each reference.

Petitioner should ensure that the discussion of the particular claim
limitations accurately reflects the language found in each of the
independent claims (emphasis added). Note, the recitations “a NACK
feedback message”, “the mobile station transmits ...” and “even though
...” found in the instant petition discussion on page 10, do not appear to be
found in claim 28 as argued. From the foregoing, it is clear that the
petition’s discussion is not commensurate with the instant language found
in pending claim 28.

In the discussion of the references, Petitioner is required to point out
(substantively detail) the prior art elements and associations germane to the
claims to fully flesh-out the comparison between the referenced prior art
and Applicant’s claimed features. The petition must specifically show, for
each independent claim, specific language that distinguishes over each
given reference in order to specify “how the claimed subject matter is
patentable over the references.”
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Finally, Petitioner should ensure that each and every reference deemed to
be the most closely related references (identified and set forth in item (d)
above), is addressed in the discussion and/or specifically identify those
references that are not deemed to be closely related. The instant petition
appears to set forth 15 references deemed to be most closely related, but
only discusses patentability with respect to seven of those references.

Petition to Make Special DISMISSED.

Petitioner is given one opportunity to perfect the petition. Any request for
reconsideration must be filed within TWO MONTHS of the mail date of this
decision.

Until the renewed petition is submitted, the application will be returned to the
examiner’s docket to await treatment on the merits in the normal order of
examination.

Brian L. John! \ ’
Special Programs Exanhmer
Technology Center 2100

Computer Architecture, Software and Information Security
571-272-3595 :
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In re Application of: LOHR, et al.
Application No. 10/583,090 DECISION ON PETITION
Filed: 15 June 2006 TO MAKE SPECIAL
For: HARQ PROTOCOL WITH (ACCELERATED EXAMINATION)
SYNCHRONOUS RETRANSMISSIONS UNDER M.P.E.P. §708.02 (VIII)

This is a decision on the renewed petition filed 11 September 2007, to make
the above-identified application special, under 37 CFR § 102(d) and MPEP §
708.02(VIII): Accelerated Examination, originally filed on 26 July 2006 and
dismissed on 11 July 2007.

The Petition is GRANTED.

M.P.EP. § 708.02, Section VIII which sets out the prerequisites for a
grantable petition for Accelerated Examination under 37 C.F.R. § 102(d)
states in relevant part:

A new application (one which has not received any examination by the examiner) may be
granted special status provided that applicant (and this term includes applicant’s attorney or
-agent) complies with each of the following items:

(a) Submits a petition to make special accompanied by the fee set forth in 37 CFR

1.17(h);
(b) Presents all claims directed to a single invention, or if the Office determines that all

the claims presented are not obviously directed to a single invention, will make an election
without traverse as a prerequisite to the grant of special status;

©) Submits a statement(s) that a pre-examination search was made, listing the field of
search by class and subclass, publication, Chemical Abstracts, foreign patents, etc. The pre-
examination search must be directed to the invention as claimed in the application for which
special status is requested. A search made by a foreign patent office satisfies this requirement;

(d) Submits one copy each of the references deemed most closely related to the subject
matter encompassed by the claims if said references are not already of record; and
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(e) Submits a detailed discussion of the references, which discussion points out, with
the particularity required by 37 CFR 1.111 (b) and (c), how the claimed subject matter is
patentable over the references.

Petition to Make Special GRANTED since all of the requirements for
special status under MPEP § 708.02(VIII) have now been met.

The application file is being forwarded to the Examiner for accelerated
examination in accordance with M.P.E.P. §708.02, Section VIIL. If the
application is subsequently allowed, it will be given priority for printing.
See M.P.E.P. §1309.

Brian L. Johnson
Quality Assl.ilnr% Spedialist WG 2110

Technology Center 2100
Computer Architecture, Software and Information Security
571-272-3595
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In re Application of :  DECISION ON
SKRYABIN et al :

PCT No.: PCT/AU2004/001768

Application No: 10/583,121 :

Int. Filing Date: 17 December 2004 :  PETITION UNDER
Priority Date: 18 December 2003 :

Attorney's Docket No.: GRIHAC P48AUS

For: METHOD FOR... :
NANO-PARTICULATE LAYERS : 37 CFR 1.47(a)

This is in response to the “PETITION UNDER 37 CFR .147(a)” filed on 10 April 2007.
The petition fee of 200.00 has been paid.

BACKGROUND

On 17 December 2004, applicants filed international application PCT/AU2004/001768,
which claimed priority to an earlier application filed 18 December 2003.

On 16 June 2006, applicants filed a Transmittal Letter for entry into the national stage in
the United States of America. Filed with the Transmittal Letter was, inter alia, the requisite basic
national fee. No executed oath or declaration from the inventors accompanied the Transmittal
Letter.

On 19 March 2007, petitioner filed the present petition under 37 CFR 1.47(a)
accompanied, inter alia, with a declaration in support of filing on behalf of omitted inventor Igor
SKRYABIN, and an executed Declaration without the signature of Igor Lvovich SKRYABIN.

On 02 April 2007, the United States Designated/Elected Office (DO/EQ/US) mailed a
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/E0/905) which
informed applicant, inter alia, that the current Oath or Declaration does not comply with 37 CFR
1.497(a), and (b) in that it: is not executed in accordance with either 37 CFR 1.66 or 37 CFR
1.68. All of the items set forth must be submitted within two months from date of this notice or
by 32 months from the priority date, whichever is later, in order to avoid abandonment of the
national stage application. :

On 10 April 2007, petitioner re-filed the present petition under 37 CFR 1.47(a) that was
originally filed on 19 March 2007.
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee
under 37 CFR 1.17(h), (2) factual proof that the missing joint inventor refuses to
execute the application or cannot be reached after diligent effort, (3) a statement
of the last known address of the missing inventor, and (4) an oath or declaration
by each 37 CFR 1.47(a) applicant on his or her own behalf and on behalf of the
non-signing joint inventor.

Furthermore, section 409.03(d) of the Manual of Patent Examining Procedure (M.P.E.P.)
Proof of Unavailability or Refusal, the relevant sections states, in part:

REFUSAL TO JOIN:

' A refusal by an inventor to sign an oath or declaration when the inventor
has not been presented with the application papers does not itself suggest
that the inventor is refusing to join the application unless it is clear that the
inventor understands exactly what he or she is being asked to sign and
refuses to accept the application papers. A copy of the application papers
should be sent to the last known address of the nonsigning inventor, or, if
the nonsigning inventor is represented by counsel, to the address of the
nonsigning inventor's attorney. The fact that an application may contain
proprietary information does not relieve the 37 CFR 1.47 applicant of the
responsibility to present the application papers to the inventor if the
inventor is willing to receive the papers in order to sign the oath or
declaration. It is noted that the inventor may obtain a complete copy of the
application, unless the inventor has assigned his or her interest in the
application, and the assignee has requested that the inventor not be
permitted access. See MPEP § 106. It is reasonable to require that the
inventor be presented with the application papers before a petition under

. 37 CFR 1.47 is granted since sucha procedure ensures that the inventor is
apprised of the application to which the oath or declaration is directed. In
re Gray, 115 USPQ 80 (Comm'r Pat. 1956). '

Where a refusal of the inventor to sign the application papers is alleged,
the circumstances of the presentation of the application papers and of the
refusal must be specified in a statement of facts by the person who
presented the inventor with the application papers and/or to whom the
refusal was made. Statements by a party not present when an oral refusal
is made will not be accepted.

Proof that a bona fide attempt was made to present a copy of the
application papers (specification, including claims, drawings, and oath or
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declaration) to the nonsigning inventor for signature, but the inventor
refused to accept delivery of the papers or expressly stated that the
application papers should not be sent, may be sufficient. When there is an
express oral refusal, that fact along with the time and place of the refusal
must be stated in the statement of facts. When there is an express written
refusal, a copy of the document evidencing that refusal must be made part
of the statement of facts. The document may be redacted to remove
material not related to the inventor's reasons for refusal.

When it is concluded by the 37 CFR 1.47 applicant that a nonsigning
inventor's conduct constitutes a refusal, all facts upon which that
conclusion is based should be stated in the statement of facts in support of
the petition or directly in the petition. If there is documentary evidence to
support facts alleged in the petition or in any statement of facts, such
evidence should be submitted. Whenever a nonsigning inventor gives a
reason for refusing to sign the application oath or declaration, that reason
should be stated in the petition.

Petitioner have satisfied requirements (1), (3), and (4) of 37 CFR 1.47(a). However,
item (2) of 37 CFR 1.47(a) has not been satisfied.

Regarding item (1), petitioner has provided the fee under 37 CFR 1.17(g).

Regarding item (2), the statements by Bujold are insufficient to support a finding that the
nonsigning inventor, Dr. Skryabin refuses to sign the declaration because based on the
communication dated 01 November 2006 by Dr. Skryabin there appears to be a disagreement by
the parties, which has not be clarified by petitioner.

In addition, in this case Mr. Bujold has not sufficiently demonstrated that a complete
copy of the application papers were presented to the non-signing inventor, Dr. Skryabin.
Petitioner has not stated that the complete copy of the application papers (specification, including
claims, drawings, and oath or declaration) were sent to Dr. Skryabin and that he refused to sign
the required papers as stipulated under MPEP 409.03(d). The letter to Dr. Skryabin by Mr.
Bujold only refers to the Oath and the Power of Attorney being for Dr. Skryabin but is silent
about the patent applications (it just refers to three applications) being included in the
correspondence sent to him for his review.

Accordingly, the current record does not support the premise that Dr. Skryabin’s conduct
constitutes refusal since he was not given until the deadline to provide the documents.

Regarding item (3), petitioner has provided a statement of the last known address of the
nonsigning inventor.

Regarding item (4), petitioner has provided an executed declaration signed by Graeme
Leslie EVANS on his behalf and on the behalf of the nonsigning joint inventor Igor Lvovich
SKRYABIN. ' '
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Consequently, at this time it can not be concluded that Dr. SKRYABIN had refused to
sign the documents based on the evidence provided and the date the petition was filed.

DECISION
Consequently, the petition has not met the requirements under 37 CFR 1.47(a).
The petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration of the merits of the petition under 37 CFR 1.47(a) is desired, applicant
must file a request for reconsideration within TWO (2) MONTHS from the mail date of this
Decision. Any reconsideration request should include a cover letter entitled "Renewed Petition
Under 37 CFR 1.47(a)." Extensions of time are available under 37 CFR 1.136(a). Failure to
timely file the proper response will result in ABANDONMENT.

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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In re Application of :  DECISION ON
SKRYABIN et al :

PCT No.: PCT/AU2004/001768

Application No: 10/583,121 :

Int. Filing Date: 17 December 2004 :  RENEWED PETITION
Priority Date: 18 December 2003 .

Attorney's Docket No.: GRIHAC P48AUS

For: METHOD FOR... , :

NANO-PARTICULATE LAYERS :  UNDER 37 CFR 1.47(a)

This is in response to the “RENEWED PETITION UNDER 37 C.F.R. §1.47(a) AND
REQUEST FOR ONE (1) MONTH EXTENSION OF TERM? filed on 15 October 2007.

BACKGROUND

In a decision from this Office on 11 June 2007, the initial petition under 37 CFR 1.47(a)
was dismissed. The decision stated that the petition did not include sufficient factual proof that
Dr. Skryabin refused to sign the required papers.

On 15 October 2007, applicant submitted a “Renewed Petition Under 37 CFR 1.47(a)”
requesting reconsideration of the Office’s decision of 11 June 2007 with respect to accepting the
above application without the signature of nonsigning inventor Dr. Skryabin. Filed with the
renewed petition is a declaration by Mr. Bujold explaining the dlsagreements and that copy of
the application papers of 10/583,121 were sent to Dr. Skryabin and that he has refused to sign
those papers.

DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37 CFR
1.17(h), (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) applicant on his or her own behalf
and on behalf of the non-signing joint inventor.

The renewed petition of 15 October 2007 has satisfied the items under 37 CFR 1.47(a).
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Mr. Bujold’s averments do sufficiently demonstrate that a bona fide attempt was made to
present a copy of the application papers (specification, including claims, drawings, and oath or
declaration) to the nonsigning inventor, Dr. Skryabin for his signature as stipulated under MPEP
409.03(d). Mr. Bujold has also explained the disagreement between Dr. Skrybin and Dyesol
LTD. The conduct of Dr. Skrybin is interpreted as a refusal to sign the required papers.
Consequently, the current record does sufficiently establish that Dr. Skryabin refusal to join in
the application because petitioner has shown a bona fide attempt was made to deliver the
complete application to him and that he refused to sign the required papers.

Petitioner has now satisfied items (1), (2), (3), and (4) under 37 CFR 1.47(a), thus
completing the requirements under 37 CFR 1.47(a).

CONCLUSION

The petition under 37 CFR 1.47(a) is GRANTED.

The Application Division and the International Division are authorized to accept the

application as a 37 CFR 1.47(a) application and to mail a filing receipt. The application will be
given a 35 U.S.C. 371(c) date of 19 March 2007.

As provided in 37 CFR 1.47(a), a notice of the ﬁling of this application will be forwarded
to the non-signing inventor at his last known address of record.

A notice of the filing of the appliéation under 37 CFR 1.47(a) will be published in the
Official Gazette. . ’ \

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing under 35 U.S.C. 371.

¢gal Examiner
PCT Legal Office
Tel: (571) 272-3276
Fax: (571) 273-0459
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In re application of ; DECISION ON REQUEST TO
Igor L. Skryabin et al. : PARTICIPATE IN PATENT
Serial No. 10/583,121 , : PROSECUTION HIGHWAY
Filed: June 06, 2006 X PROGRAM AND

For: METHOD FOR ELECTROLYTIC : PETITION TO MAKE SPECIAL

ENGINEERING OF NANO- : UNDER 37 CFR 1.102(d)
PARTICULATE LAYERS :

This is a decision on the réquest to participate in the Patent Prosecution Highway (PPH)
program filed October 29, 2009.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make speci.al
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the IPAU,

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the IPAU
application(s);

(3) All of the claims in the U.S. application must sufficiently corréspond or be amended
to sufficiently correspond to the allowable/patentable claim(s) in the IPAU application(s);
and

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all of the Office actions from each of the IPAU
application(s);

(6) Applicant must submit:
a. An IDS listing the documents cited by the IPAU examiner in the IPAU Office
action(s) (unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent appllcatlon publications
(unless already submitted in this application); and

(7) The required petition fee under 37 CFR 1.17(h).
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The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Blaine Copenheaver, Quality
Assurance Specialist, at (571) 272-1156.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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In re Application of: :
POTHUAUD, Laurent, et al. : DECISION ON PETITION FOR
U.S. Application No.: 10/583,134 : REVIVAL OF ABANDONED
PCT No.: PCT/FR2003/003768 : APPLICATION UNDER
International Filing Date: 17 December 2003 : 37 CFR 1.137(b)
Priority Date: 17 December 2002 :
Attorney’s Docket No.: 0540-1060
For: METHOD FOR DETERMINING A :

THREE-DIMENSIONAL STRUCTURE :

FROM A TWO-DIMENSIONAL

IMAGE, IN PARTICULAR A BONE

STRUCTURE

The petition for revival under 37 CFR 1.137(b) filed 16 June 2006 in the above-captioned
application is hereby GRANTED as follows:

The statement that “the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional" satisfies the requirements of 37 CFR 1.137(b)(3).

Applicant has submitted the small entity basic national fee and the small entity petition
fee, and the requirements of 37 CFR 1.137(b) have been satisfied; therefore, the request to revive
the application is granted as to the national stage in the United States of America.

This application is being referred to the National Stage Processing Division of the Office
of PCT Operations for further processing in accordance with this decision, including the mailing
of a Notification Of Missing Requirements (Form PCT/DO/EO/905) requiring submission of an
oath or declaration in compliance with 37 CFR 1.497.

Richard M. Ross
Attorney Advisor
Office of PCT Legal Administration

Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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In re Application of: :
LEE, Yong-Su, et al. : DECISION
U.S. Application No.: 10/583,164 :
PCT No.: PCT/KR2004/003343
International Filing Date: 17 December 2004
Priority Date: 17 December 2003
Atty Docket No.: 1403-7 PCT US
For:  Automatic Gain Control Apparatus
And Method In Orthogonal Frequency
Division Multiplexing

This decision is issued in response to the “Request For Corrected Filing Receipt” filed 22
August 2007, treated herein in part as a petition under 37 CFR 1.181 to correct the 35 U.S.C.
371(c) date to 16 June 2006. No petition fee is required.

BACKGROUND

On 17 December 2004, applicants filed international application PCT/KR2004/003343.
The international application claimed a priority date of 17 December 2003 and it designated the
United States. On 30 June 2005, the International Bureau (IB) communicated a copy of the
international application to the United States Patent and Trademark Office (USPTO). The
deadline for submitting the basic national fee was 17 June 2006, i.e., thirty months from the
priority date.

On 16 June 2006, applicants filed a Transmittal Letter requesting entry into the U.S.
national stage accompanied by, among other materials, payment of the basic national fee.

On 22 March 2007, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification Of Missing Requirements” (Form PCT/DO/EO/905) indicating that an oath or
declaration in compliance with 37 CFR 1.497 and the surcharge for filing the oath or declaration
later than thirty months after the priority date were required.

On 25 May 2007, applicants filed a response to the Notification Of Missing
Requirements that included an executed declaration and payment of the required surcharge.

On 18 July 2007, the DO/EO/US mailed a “Notification Of Acceptance” (Form
PCT/DO/EOQ/903) identifying the date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) as 25 May
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2007. Also on 18 July 2007, a filing receipt was issued that identified the “Filing Date or 371(c)
Date” as 25 May 2007. '

On 22 August 2007, applicants filed the “Request For Corrected Filing Receipt”
considered herein. The submission requests correction of the “Filing Date or 371(c) Date” listed
on the filing receipt from 25 May 2007 to 16 June 2006.

DISCUSSION

The present petition requests that the “Filing Date or 371(c) Date” listed on the filing
receipt be corrected from 25 May 2007 to 16 June 2006. The “Filing Date or 371(c) Date” listed
on the filing receipt for a national stage application filed under 35 U.S.C. 371 is the date of
completion of the requirements of 35 U.S.C. 371(c)(1), (c)(2), and (c)(4). See MPEP
1893.03(b).

In the present application, the final requirement of 35 U.S.C. 371(c)(1), (c)(2), and (c)(4),
that is, the executed declaration required under 35 U.S.C. 371(c)(4), was not submitted until 25
May 2007. Accordingly, the listing of 25 May 2007 as the “Filing Date or 371(c)” on the filing
receipt mailed herein was proper. Applicants’ request that this date be corrected to 16 June
2006, a date prior to the completion of the requirements of 35 U.S.C. 371(c)(1), (c)(2), and
(c)(4), is therefore appropriately dismissed.

CONCLUSION

The petition to correct the 35 U.S.C. 371(c) date from 25 May 2007 to 16 June 2006 is
DISMISSED without prejudice.

The Notification Of Acceptance and filing receipt mailed 18 July 2007 both properly
identify the 35 U.S.C. 371(c) date herein as 25 May 2007, the date on which applicant filed the
‘executed declaration required by 35 U.S.C. 371(c)(4).

The application is being referred to the National Stage Processing Branch of the Office of
PCT Operations for further processing in accordance with this decision.

L 1L

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephoné:  (571) 272-3296
Facsimile: (571) 273-0459



27 OCT 2008

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

UNITED STATES PATENT AND TRADEMARK OFFICE

OPPENHEIMER WOLFF & DONNELLY LLP
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In re Application of

TSAI et al. :

Application No.: 10/583,179 : DECISION
PCT No.: PCT/SG2004/000417 :

Int. Filing Date: 17 December 2004

Priority Date: 19 December 2003

Attorney Docket No.: 490352-3004/US

For: PROTEIN SEPARATION DEVICE

This is a decision on applicants’ renewed petition under 37 CFR 1.47(a) filed 25 August
2008 in the United States Patent and Trademark Office (USPTO). The petition is DISMISSED
without prejudice.
BACKGROUND

On 17 December 2004, applicants filed international application PCT/SG2004/000417,
which designated the United States and claimed a priority date of 19 December 2003. A copy of
the international application was communicated from the International Bureau to the USPTO on
30 June 2005. The thirty-month period for paying the basic national fee in the United States
expired at midnight on 19 June 2006.

On 16 June 2006, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

On 25 February 2008, the United States Designated/Elected Office (DO/EO/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EO/905) indicating, inter alia, that an oath or declaration of the inventors in
compliance with 37 CFR 1.497(a)-(b) was required.

On 25 August 2008, applicants filed a petition under 37 CFR 1.47(a).
DISCUSSION
A petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37 CFR

1.17(i); (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort; (3) a statement of the last known address of the missing
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inventor; and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor.

Items (1), (3), and (4) have been met.

Item (2) has not been met. It is not clear whether it is being alleged that Hon-Chiu
Eastwood Leung refuses to execute the application or that he cannot be reached after diligent
effort. The two are distinct. See, e.g., MPEP 409.03(d), item 1. “Inventor Cannot Be Reached”
and item II. “Refusal to Join.” It is not clear that the package sent to Mr. Leung’s last known
address on 15 August 2007 (paragraph 2.b. of petition) was received by him. No form of return
receipt or tracking appears to have been used.

If it is being alleged that Mr. Leung refuses to sign, it is required that he be presented with
the application papers (specification, including claims, drawings, and oath or declaration). See
MPEP 409.03(d). “It is reasonable to require that the inventor be presented with the application
papers before a petition under 37 CFR 1.47 is granted since such a procedure ensures that the
inventor is apprised of the application to which the oath or declaration is directed. In re Gray,
115 USPQ 80 (Comm’r Pat. 1956).” Here, it appears that Mr. Leung was only presented with a
Declaration and Assignment (paragraph 2.b. of petition). Additionally, MPEP § 409.03(d) states
in part;

Where a refusal of the inventor to sign the application papers is alleged, the circumstances of the
presentation of the application papers and of the refusal must be specified in a statement of facts by
the person who presented the inventor with the application papers and/or to whom the refusal was
made. Statements by a party not present when an oral refusal is made will not be accepted.

No statement of facts by a person having firsthand knowledge has been presented.

If it is being alleged that Mr. Leung cannot be reached or found, MPEP § 409.03(d), item
I, states in part:

Where inability to find or reach a nonsigning inventor "after diligent effort" is the reason for
filing under 37 CFR 1.47, a statement of facts should be submitted that fully describes the exact
facts which are relied on to establish that a diligent effort was made.

The statement of facts must be signed, where at all possible, by a person having firsthand
knowledge of the facts recited therein. Statements based on hearsay will not normally be accepted.
Copies of documentary evidence such as internet searches, certified mail return receipts, cover
letters of instructions, telegrams, that support a finding that the nonsigning inventor could not be
found or reached should be made part of the statement. The steps taken to locate the whereabouts
of the nonsigning inventor should be included >in the< statement of facts. It is important that the
statement contain facts as opposed to conclusions.

Here, no statement of facts has been provided by a person having firsthand knowledge nor has
any documentary evidence been provided.
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CONCLUSION

For the above reasons, applicants’ petition under 37 CFR 1.47(a) is DISMISSED without
prejudice. ‘

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file the
proper response will result in abandonment of this application. Any reconsideration request
should include a cover letter entitled “Renewed Petition Under 37 CFR 1.47(a)”. No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web or if mailed should be addressed to Mail Stop PCT, Commissioner for Patents, Office
of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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In re Application of: : :

LAUFF, Markus, et al. : DECISION ON PETITION UNDER
U.S. Application No.: 10/583,184 : 37 CFR 1.47(a)

PCT No.: PCT/EP2004/053478

International Filing Date: 15 December 2004

Priority Date: 18 December 2003

Atty’s Docket No.: 2058.101US1

For: METHOD AND COMPUTER
SYSTEM FOR DOCUMENT
AUTHORING

This decision is issued in response to applicants’ “Rule 1.47(a) Petition To File
Application By Other Than All Inventors” filed 05 November 2007. Applicants have pald the
required petition fee.

BACKGROUND

On 15 December 2004, applicants filed international application PCT/EP2004/053478.
The international application claimed a priority date of 18 December 2003, and it designated the
United States. On 30 June 2005, the International Bureau (IB) communicated a copy of the
international application to the United States Patent and Trademark Office (USPTO). The
deadline for submission of the basic national fee was thirty months from the priority date, i.e., 18
June 2006.

On 16 June 2006, applicants’ filed a Transmittal Letter for entry into the national stage in
the United States accompanied by, among other materials, payment of the basic national fee and
a declaration executed by four of the eight inventors of record.

On 04 April 2007, the United States Designated/Elected Office (DO/EO/US) mailed a
Notification Of Missing Requirement (Form PCT/DO/EO/905) indicating that a properly
executed declaration in compliance with 37 CFR 1.497 was required.

On 05 November 2007, applicants filed a response to the Notification Of Missing
Requirements (with required extension fee). The response included declarations executed by
two of the previously non-signing inventors, as well as the petition under 37 CFR 1.47(a)
considered herein. The petition seeks acceptance of the application without the signature of the
remaining two inventors, Florent NICOULAND and Samuel RETHORE, whom applicants assert
have refused to execute the application.
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DISCUSSION

~ A grantable petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37
CFR 1.17; (2) a statement of the last known address of the non-signing inventor; (3) an oath or
declaration executed by the other inventors on behalf of themselves and the non-signing
inventor; and (4) factual proof that the inventor refuses to execute the application or cannot be
reached after diligent effort.

With respect to item (1), appllcants have submitted the required petition fee. ‘Item (1) is
therefore satisfied.

With respect to item (2), the petition does not include an express statement of the last
known addresses for the two non-signing inventors. Item (2) is therefore not satisfied.

Regarding item (3), section 409.03(a) of the Manual of Patent Examining Practice
(MPEP) states that:

An oath or declaration signed by all the available joint inventors with the signature block
of the nonsigning inventor(s) left blank may be treated as having been signed by all the
joint inventors on behalf of the nonsigning inventor(s), unless otherwise indicated.

Here, applicants have filed declarations executed by six of the eight inventors of record,
and these declarations each include unsigned signature blocks for the non-signing inventors,
Florent NICOULAND and Samuel RETHORE. These declarations can be accepted as having
been executed by the signing inventors on their own behalf and on behalf of the non-signing
inventors. Item (3) is therefore satisfied.

Regarding item (4), MPEP section 409.03(d) states that, before it can be concluded that
an inventor has refused to execute the application papers, “[a] copy of the application papers
should be sent to the last known address of the nonsigning inventor, or, if the nonsigning
~inventor is represented by counsel, to the address of the non31gn1ng inventor's attorney.” The

MPEP also states the following:

Where a refusal of the inventor to sign the application papers is alleged, the
circumstances of the presentation of the application papers and of the refusal
must be specified in a statement of facts by the person who presented the
inventor with the application papers and/or to whom the refusal was made.
Statements by a party not present when an oral refusal is made will not be
accepted.

Finally, the MPEP states:

When it is concluded by the 37 CFR 1.47 applicant that a nonsigning inventor's
conduct constitutes a refusal, all facts upon which that conclusion is based
should be stated in the statement of facts in support of the petition or directly in
the petition. If there is documentary evidence to support facts alleged in the
petition or in any statement of facts, such evidence should be submitted.
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Here, as evidence of the inventors’ refusal to execute the declaration, applicants have
provided a statement from counsel, with accompanying exhibits. However, as discussed below,
these materials do not provide an acceptable showing that the non-signing inventors have refused
to execute the declaration.

The petition asserts that a copy of the complete application, with a request for signature,
was forwarded to the non-signing inventors by email on 05 August 2006. A copy of the email is
attached to the petition. However, applicants have not provided a firsthand statement from
Nancy Cournoyer, the person who forwarded this email, as required to confirm the
correspondence and enclosures. Moreover, a subsequent email by Ms. Cournoyer, dated 15
August 2006 (a copy of which is included with the present petition) states that the 05 August
- 2006 email correspondence was returned as undeliverable. It is noted that, as indicated in the
MPEP, the complete application materials, accompanied by a request for signature, should be
sent to the last known address of the non-signing inventors. The emailing of such requests and
documents, even if these emails are not returned as undeliverable, is generally not considered
stifficient to satisfy this requirement. Accordingly, the 05 August 2006 email, which apparently
was never delivered to the non-signing inventors, does not support a conclusion that the non-
signing inventors have refused to execute the declaratlon

The petition also refers to the mailing of a request for signature to the non-signing
inventors by a representative of the assignee, Christine Chaux-Luedtke. A copy of an email from
Ms. Chaux-Luedtke is included with the petition. The email refers to attempts to forward “by
registered mail the documents to be executed” to the non-signing inventors, and states that the
registered mail was delivered to inventor RETHORE, but not to inventor NICOULAND (copies
of un-translated mail receipts are included with the petition). However, applicants have not
provided a firsthand statement from Ms. Chaux-Luedtke to confirm and clarify the referenced
actions (for example, it is not clear if the mailings included a copy of the complete application,
"or just the declaration and assignment documents, nor is it clear whether the address used for Mr.
NICOULAND was current). Without the required firsthand statement and further supporting
documents (i.e., copies of cover letters and receipt confirmations, with English translations), the
registered mailings referred to in the petition do not support a determmatlon that the inventors
have refused to execute the application.

Based on the above, item (4) of a grantable petition is not satisfied on the present record.
Applicants must provide adequate supplemental materials that satisfy the requirements of the
MPEP and include firsthand statements (with documentary support) confirming that a request for
signature, accompanied by a copy of the complete application, has been sent to the non-signing
inventors at their last known addresses, and that the inventors have refused to provide the
requested signatures in response to such requests.

' The petition also refers to a subsequent attempt to reach the inventors by email, this time by Dennis
Wong on 17 April 2007. As with the 05 August 2006 emails, applicants have not provided a firsthand statement to
confirm the details of this correspondence (for example, were these emails returned as undeliverable, like the 05
August 2006 emails?). In addition, it does not appear that a copy of the complete application was attached to these
emails.
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CONCLUSION

Applicants’ petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Renewed Petition Under 37 CFR 1.47(a)”
and must include the additional materials required to satisfy items (2) and (4) of a grantable
petition, as discussed above and in the MPEP. No additional petition fee is required.

Failure toA file a proper response will result in abandonment of the application.
Extensions of time are available under 37 CFR 1.136(a)

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents
of the letter marked to the attention of the Office of PCT Legal Administration.

(L

Richard M. Ross

Attorney Advisor

_ Office of PCT Legal Administration .
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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DECISION ON RENEWED
PETITION UNDER
37 CFR 1.47(a)

This decision is issued in response to applicants’ “Renewed Petition Under Rule 1.47(a)”

filed 09 May 2008. No additional petition fee is required.

BACKGROUND

In a decision mailed on 03 March 2008, applicants’ petition under 37 CFR 1.47(a) was
dismissed without prejudice for failure to satisfy all the requirements of a grantable petition.
Specifically, applicants had failed to provide an express statement of the last known addresses
for the two non-signing inventors and an acceptable showing that the non-signing inventors had
refused to execute the application or cannot be located after diligent effort. :

On 09 May 2008, applicants filed the renewed petition considered herein.

DISCUSSION

The renewed petition includes an express statement of the last known addresses of the
non-signing inventors, satisfying this requirement of a grantable petition.

The renewed petition also includes supplemental materials regarding the efforts made to
obtain the signatures of the non-signing inventors. Specifically, applicants have provided a
statement from Carol S. White, with supporting documents, providing firsthand evidence that
signature requests, accompanied by copies of the complete application, were forwarded to the
last known addresses of the non-signing inventors on 18 March 2008, and that these materials

were returned as undeliverable.

The renewed petition also includes a statement from Christine Chaux-Luédtke, with
supporting delivery receipts, providing firsthand evidence that signature requests, accompanied
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by copies of the complete application, were forwarded to the last known addresses of the non-
signing inventors on 07 June 2006 and 04 July 2006. This statement, and the supporting delivery
receipts, indicates that the materials were successfully delivered to inventor Samuel RETHORE,
but that the materials were not delivered to inventor Florent NICOULAND (notice of the
packages were left at Mr. NICOULAND’s address, but Mr. NICOULAND never went to the
post office to claim the packages).

The statement of Ms. Chaux-Luedtke provides an acceptable showing that a request for
signature, with a copy of the complete application, was delivered to non-signing inventor Samuel
RETHORE. Mr. RETHORE' s failure to provide the requested declaration in response to this
request provides an adequate showing that this inventor has refused to execute the application.
Thus, the final element of a grantable petition under 37 CFR 1.47(a) is satisfied with respect to
inventor Samuel RETHORE.

However, with respect to inventor Florent NICOULAND, the record indicates that the

vsignature requests forwarded to this inventor’s address, both in 2006 and in 2008, have not been

received by this inventor. Nor is there clear evidence that the inventor has refused to accept
delivery of the application papers forwarded for signature. The present record therefore fails to
support a conclusion that this inventor has refused to execute the application. Rather, it appears
that applicants have been unable to locate this inventor and provide him with a signature request.
Applicants have not provided ev1dence that a diligent effort has been undertaken to locate a
current address for this inventor.! Thus, the present record also fails to support a conclusion that
Florent NICOULAND cannot be located after diligent effort.

Because applicants have not provided an acceptable showing that inventor Florent
NICOULAND has refused to execute the application or cannot be located after diligent effort,
the final requirement of a grantable petition therefore remains unsatisfied with respect to this
inventor.

CONCLUSION

Applicants’ renewed petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Second Renewed Petition Under 37 CFR
1.47(a)” and must include the additional materials required to satisfy the final requirement of a
grantable petition, that is, an adequate showing that non-signing inventor Florent NICOULAND
has refused to execute the application or cannot be located after diligent effort. No additional
petition fee is required.

 Failure to file a proper response will result in abandonment of the application.
Extensions of time are available under 37 CFR 1.136(a)

' See MPEP section 409.03(d)(I) regarding the requirements for a showing of a diligent search to locate an inventor.
Note that any such effort should include, but not be limited to, an internet search, with the results of such search
being made of record.
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Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents
of the letter marked to the attention of the Office of PCT Legal Administration.

R (L

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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AUTHORING

This decision is issued in response to applicants’ “Second Renewed Petition Under Rule
1.47(a)” filed 05 September 2008. No additional petition fee is required.

BACKGROUND

The procedural background for this application was set forth in the decisions mailed on
03 March 2008 and 02 July 2008. These decisions dismissed without prejudice applicants’
petition under 37 CFR 1.47(a) for failure to satisfy all the requirements of a grantable petition.
Specifically, the most recent decision indicated that applicants had failed to provide an
acceptable showing that one of the two non-signing inventors, Florent NICOULAND, refuses to
execute the application or cannot be located after diligent effort.

On 05 September 2008, applicants filed the second renewed petition considered herein.

DISCUSSION

The second renewed petition includes a declaration executed by one of the two
previously non-signing inventors, Florent NICOULAND. The petition under 37 CFR 1.47(a) is
therefore moot with respect to this inventor.

As indicated in the previous decision, applicants have satisfied all the requirements for a
grantable petition under 37 CFR 1.47(a) with respect to the other non-signing inventor, Samuel
RETHORE. Granting of the petition under 37 CFR 1.47(a) with respect to inventor Samuel
RETHORE is therefore appropriate.
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CONCLUSION

The second renewed petition under 37 CFR 1.47(a) is GRANTED to the extent that the
application is accepted without the signature of Samuel RETHORE.

The petition is DISMISSED AS MOOT with respect to previously non-signing inventor
Florent NICOULAND.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to non-signing inventor Samuel RETHORE at the last known address set forth in the petition
materials, and notice of the filing of the application under 37 CFR 1.47(a) will be published in
the Official Gazette. - ' '

This application is being forwarded to the Nationél Stage Processing Branch of the Office
of PCT Operations for further processing in accord with this decision. The date under 35 U.S.C.
371 (c)(1), (c)(2), and (c)(4) is 05 September 2008.

N0 o

Richard M. Ross

Attorney Advisor :
Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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Samuel RETHORE
3 rue Henri Barbara
06560 Valbonne
FRANCE

In re Application of: LAUFF, Markus, et al.

U.S. Application No.: 10/583,184

PCT No.: PCT/EP2004/053478 .

International Filing Date: 15 December 2004

Priority Date: 18 December 2003

Atty’s Docket No.: 2058.101US1

For: METHOD AND COMPUTER SYSTEM FOR DOCUMENT AUTHORING

Dear Mr. RETHORE:

You are identified as an inventor in the above identified United States patent application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be
granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or
to make your position of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent agent or attorney presenting written
authorization from you. If you care to join the application, counsel of record (see below)
would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

(LQQVL

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459

Counsel Of Record:

SCHWEGMAN, LUNDBERG & WOESSNER/SAP
P.O. BOX 2938

MINNEAPOLIS MN 55402
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Gary Nathan Street

1A William Street

Burton Latimer
Northamptonshire NN15 SLN
United Kingdom

In re Application of :

STREET, Gary Nathan : DECISION
Application No.: 10/583,190 :

PCT No.: PCT/GB04/04223 : ON PETITION UNDER
Int. Filing Date: 05 October 2004 :

Priority Date: 13 October 2003 : 37 CFR 1.137(b)
Docket No.: None :

For: MULTIFUNCTIONAL FURNITURE

This is a decision on applicants’ “Petition For Revival of an Application For Patent
Abandoned Unintentionally Under 37 CFR 1.137(b),” filed in the above-captioned application on
15 June 2006.

BACKGROUND

On 05 October 2004, applicants filed an international application number
PCT/GB04/04223, claiming a priority date of 13 October 2003. A copy of the international
application was transmitted to the Office by the International Bureau on 06 May 2005. The thirty
month period for entering the national stage in the United States expired at midnight on 13 April
2006.

On 15 June 2006, applicants filed a petition to revive and a declaration.

DISCUSSION

A petition to revive an abandoned application under 37 CFR 1.137(b) must be filed
without intentional delay from the time the application became abandoned and/or applicant first
became aware of the abandoned status of the application. A petition under 37 CFR 1.137(b)
must be accompanied by (1) a statement that the entire delay in filing the required reply from the
due date for the reply until the filing of a grantable petition was unintentional, (2) the required
reply, (3) the petition fee required by law (37 CFR 1.17(m)), and (4) a terminal disclaimer and
fee (if the international application was filed prior to June 8, 1995). Pursuant to 37 CFR
1.137(b)(3), additional information may be required where there is a question whether the delay
was unintentional.

Items (1) and (4) have been satisfied. Applicant has made the required statement of

unintentional delay. A terminal disclaimer is not required as the application was filed on or after
08 June 1995.
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Item (2) has not been satisfied. The basic national fee has not been paid. Applicant
indicates that a national phase application and fee payment were enclosed with the submission,
but only the petition, declaration and unintentional delay statement were located.

Item (3) has not been satisfied. The petition fee has not been paid.

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.137(b) is DISMISSED,
without prejudice.

The application remains ABANDONED.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled “Renewed Petition Under 37 CFR 1.137(b)."

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone:  571-272-3292
Facsimile: 571-273-0459
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Gary Nathan Street

1A William Street

Burton Latimer

Northamptonshire NN15 SLN
~ United Kingdom

In re Application of :
STREET, Gary Nathan : DECISION
Application No.: 10/583,190 :
'PCT No.: PCT/GB04/04223 : ON PETITION UNDER
Int. Filing Date: 05 October 2004 :
Priority Date: 13 October 2003 : 37 CFR 1.137(b)

Docket No.: None
For: MULTIFUNCTIONAL FURNITURE

This is a decision on applicants’ “Petition For Revival of an Application For Patent
Abandoned Unintentionally Under 37 CFR 1.137(b),” filed in the above-captioned application on
16 November 2006. ’

BACKGROUND

On 02 October 2006, the Office mailed Decision On Petition Under 37 CFR 1.137(b),
dismissing applicant’s petition.

On 03 November 2006, the Office mailed Notification of Abandonment, indicating the
application went abandoned for failure to pay the basic national fee and for failure to make the
required statement of unintentional delay.

On 16 November 2006, applicant submitted a renewed petition, accompanied by the
petition fee and basic national fee. ‘

DISCUSSION

A petition to revive an abandoned application under 37 CFR 1.137(b) must be filed
without intentional delay from the time the application became abandoned and/or applicant first
became aware of the abandoned status of the application. A petition under 37 CFR 1.137(b)
must be accompanied by (1) a statement that the entire delay in filing the required reply from the
due date for the reply until the filing of a grantable petition was unintentional, (2) the required
reply, (3) the petition fee required by law (37 CFR 1.17(m)), and (4) a terminal disclaimer and
fee (if the international application was filed prior to June 8, 1995). Pursuant to 37 CFR
1.137(b)(3), additional information may be required where there is a question whether the delay
was unintentional.
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Items (1) and (4) were previously satisfied.

Items (2) and (3) have now been satisfied. The basic national fee and petition fee have
been paid. '

Additionally, the Notification of Abandonment incorrectly indicated that the earlier
petition was dismissed for failure to make the necessary statement of unintentional delay. The
statement was made.

CONCLUSION
For the above reasons, applicant’s petition under 37 CFR 1.137(b) is GRANTED.
The Notification of Abandonment (Form PCT/DO/E0/909) is VACATED.

This application is being referred to the national stage processing division of the Office of
PCT Operations for further action consistent with this decision, including the mailing of a
Notification of Missing Requirements (Form PCT/DO/EQ/905) indicating that the surcharge for
late filing of the search fee, examination fee or oath or declaration is required.

CoonP Thormaon.

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone:  571-272-3292
Facsimile: 571-273-0459
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NEEDLE & ROSENBERG, P.C.
999 Peachtree Street, Suite 100
Atlanta, GA 30309-3915

In re Application of
GESTERLAND et al
U.S. Application No.: 10/583,198 :
PCT No.: PCT/US2004/038092 : DECISION
Int. Filing Date: 15 November 2004 :
Priority Date: 14 November 2003
Attorney’s Docket No.: 21101.0046U2
For: METHODS, ARTICLES, AND
COMPOSITIONS FOR IDENTIFYING
OLIGONUCLEOTIDES

Applicants’ “Petition for Revival of an International Application for Patent Designating
the U.S. Abandoned Unintentionally Under 37 C.F.R. §1.137(b)" filed with the national
stage papers on 15 June 2006 is hereby GRANTED as follows:

The basic national fee and petition fee for a small entity have been paid. Applicants’
statement is sufficient to meet the requirements of 37 CFR 1.137(b)(3). A terminal
disclaimer is not required. Accordingly, all requirements under 37 CFR 1.137(b) have
been satisfied.

A signed oath or declaration was not included with any of the papers submitted.
Accordingly, this application is being forwarded to the United States
Designated/Elected Office for further processing including mailing a Notification of
Missing Requirements Under 35 U.S.C. 371 in the United States Designated/Elected
Office (DO/EO/US) (Form PCT/DO/EOQ/905) indicating that an oath or declaration in
compliance with 37 CFR 1.497(a) and (b) and a surcharge fee is required.

;iames Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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Osha Liang LLP

1221 McKinney Street
Suite 2800

Houston, TX 77010

In re Application of
ATKINSON (deceased)
Application No.: 10/583,215
PCT No.: PCT/AU2004/001766 :
Int. Filing Date: 16 December 2004 : DECISION
Priority Date: 18 December 2003 T
Atty. Docket No.: 04465/026001
For: HYBRID CONSTRUCTION
. ELECTRIC MACHINE

This is a decision on applicant’s “RESPONSE TO NOTIFICATION OF DEFECTIVE
RESPONSE” which filed in the U.S. Patent and Trademark Office (USPTO) on 02 October
2007, and the declaration of the inventor filed in the USPTO on 30 July 2007, which have been
treated as a request for acceptance of the application under 37 CFR 1.42.

BACKGROUND

On 16 December 2004, applicant filed international application No. PCT/AU04/01766
which claimed a priority date of 18 December 2003, and which designated the United States.

The deadline for submission of a copy of the international application (unless previously
communicated by the International Bureau) and payment of the basic national fee expired 30
months from the priority date, i.e. 18 June 2006.

On 16 June 2006, applicant filed a transmittal letter for entry into the national stage in the
United States which was accompanied by, inter alia,: the basic national fee and an unexecuted
declaration of the inventor.

On 02 April 2007, the United States Designated/Elected Office (DO/EO/US) mailed a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/E0/905) indicating that an oath or declaration in compliance with 37 CFR 1.497 and a
surcharge for providing the oath or declaration later than 30 months from the priority date were
required. ’
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On 30 July 2007, applicant filed, infer alia, a declaration executed by Daphne Atkinson
and the requisite surcharge.

On 07 September 2007, the DO/EO/US mailed a NOTIFICATION OF DEFECTIVE
RESPONSE (Form PCT/DO/E0/916) indicating that the declaration was not in compliance with
37 CFR 1.497 in that it identified and was executed someone other than the inventor named in
the international application.

On 02 October 2007, applicant filed the present response which has been treated as a
request that the application be accepted under 37 CFR 1.42 and 1.497(b)(2) as filed by Daphne
Atkinson as the legal representative of inventor Donald Atkinson who is deceased.

DISCUSSION

A review of the application file reveals that the declaration by Daphne Atkinson as the
legal representative of the deceased inventor, Donald Atkinson is not acceptable for the
following reasons. '

37 CFR 1.497(b)(2) states:

If the person making the oath or declaration or any supplemental oath or declaration is
not the inventor (§§ 1.42, 1.43, or § 1.47), the oath or declaration shall state the
relationship of the person to the inventor, and, upon information and belief, the facts
which the inventor would have been required to state. If the person signing the oath or
declaration is the legal representative of a deceased inventor, the oath or declaration shall
also state that the person is a legal representative and the citizenship, residence and
mailing address of the legal representative.

A review of the declaration filed 30 July 2007, reveals that it does not set forth the facts
which the inventor would have been required to state. Specifically, the declaration provides the
citizenship, residence and mailing address of the legal representative, but does not set forth such
information for the actual inventor. Therefore, the application cannot be accepted under 37 CFR
1.42 at this time.

CONCLUSION
For the reasons above, the request under 37 CFR 1.42 is DISMISSED without prejudice.
If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request

should include a cover letter entitled " Renewed Request Under 37 CFR 1.42". No additional
petition fee is required.
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A proper response must include a declaration of the inventors in compliance with 37 CFR -
1.42 and 1.497.

Extensions of time may be obtained under 37 CFR 1.136(a).

Please direct further correspondence with respect to this matter to the Commissioner for
Patents, Mail Stop PCT, PO Box 1450, Alexandria, VA 22313-1450, and address the contents of
the letter to the attention of the Office of PCT Legal Administration.

i

Richard R. Cole
PCT Legal Examiner
Office of PCT Legal Administration

(571) 272-3281
Fax: (571) 273-0459
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Osha Liang LLP

1221 McKinney Street
Suite 2800

Houston, TX 77010

In re Application of
ATKINSON (deceased)

- Application No.: 10/583,215
PCT No.: PCT/AU2004/001766 :
Int. Filing Date: 16 December 2004 : DECISION
Priority Date: 18 December 2003 :
Atty. Docket No.: 04465/026001
For: HYBRID CONSTRUCTION

ELECTRIC MACHINE

»
i

This is a decision on applicant’s “RENEWED REQUEST UNDER 37 CFR 1.42” which
was filed in the U.S. Patent and Trademark Office (USPTO) on 22 January 2008. The request is
GRANTED as discussed below.

On 21 November 2007, this office mailed a decision dismissing applicant’s initial request
for acceptance of the application undér 37 CFR 1.42 on the grounds that the declaration filed
30 July 2007, was not in compliance with 37 CFR 1.497(b)(2).

On 22 January 2008, applicant filed the present response which was accompanied by a
new declaration executed by Daphne Atkinson as the legal representative of the deceased
inventor, Donald Atkinson.

A review of the application file reveals that the present declaration by Daphne Atkinson,
when viewed in combination with the declaration filed 30 July 2007, satisfies the requirements
of 37 CFR 1.497(b)(2), and thus the requirements for entry into the national stage under 35
U.S.C. 371.

The application has an international filing date of 16 December 2004, under 35 U.S.C.
363, and a 35 U.S.C. 371(c)(1), (2), and (4) date of 22 January 2008.

This application is being forwarded to the National Stage Processing Branch of the
International Division for further processing in accordance with this decision. ,

Richard R. Cole W

PCT Legal Examiner
Office of PCT Legal Administration

(571) 272-3281
Fax: (571) 273-0459
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THE DOW CHEMICAL COMPANY COPY MAILED

INTEL(%EC{Ig‘léJAL PROPERTY SECTION
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MIDLAND, MI 48641-1967 APR 2 2 2008
OFFICE OF PETITIONS

Inre A%)lication of

Paul J. Caronia, et al. :

Application No. 10/583,227 : ON PETITION

Filed: June 16, 2006
Attorney Docket No. 63847A US

This is a decision in response to the petition, filed January 4, 2008, to revive the above-identified
application under the provisions of 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, July 2, 2007, which set a shortened statutory period for reply of three (3) months.
No extension of time under the provisions of 37 CFR 1.136&) was obtained. Accordingly, the
application became abandoned on October 3, 2007. On January 4, 2008, the present petition was
filed. A Notice of Abandonment was subsequently mailed on January 14, 2008.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that petitioner has supplied (1) the reply in the form of an amendment; (2) the petition fee of
$1,540; and (3) an adequate statement of unintentional delay.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $1,050 extension of time fee submitted with the petition on January 4, 2008 was
subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account.

It is noted that the address given on the petition differs from the address of record. If appropriate,
a change of address should be filed in accordance with MPEP 601.03. A courtesy copy of this
decision is being mailed to the address given on the petition; however, the Office will mail all
future correspondence solely to the address of record.

The application is being referred to Technology Center AU 1796 for appropriate action by the
Examiner in the normal course of business on the amendment received January 4, 2008.
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Telephone inquiries concerning this decision should be directed to the undersigned at
571) 272-3204. Inquiries relating to further prosecution should be directed to the Technology

enter.
%)

Sherry D. Btinkley
Petitions Examiner
Office of Petitions

cc: KEVIN R. HANSBRO
THE DOW CHEMICAL CO
2030 DOW CENTER
MIDLAND, MI 48674
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In re Application of
Junji NISHIDA :
Application No. 10/583,264 : DECISION ON PETITION

" Filed: June 14, 2006
Attorney Docket No. 2271/76466

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed March 06,
2008, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely to submit corrected formal drawings on or
before January 18, 2008 as required by the Notice of Allowance and Fee(s) Due and the Notice of
Allowability, mailed October 18, 2007. Accordingly, the date of abandonment of this application is
January 19, 2008.

The petition satisfies the réquirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of corrected formal drawings, (2) the petition fee of $1540; and (3) a proper statement of
unintentional delay. Accordingly, the corrected drawings is accepted as having been unintentionally
delayed.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-2783.

This application is being referred to Publishing Division for processing into a patent.

Petitigfis Examiner
Office of Petitions
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In re Application of

Junji Nishida : A ‘

Application No. 10/583,264 : DECISION GRANTING PETITION

Filed: June 14, 2006 . : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 2271/76466

This is a decision on the petition under 37 CFR 1 313(c)(2), filed Apr11 28, 2008, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 22, 2008 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee réquired by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 2838 for processing of the request '
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed

Petitions Examiner
Office of Petitions

1 . . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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In re Application of

Yamauchi et al.

Application No. 10/583,286

PCT No.: PCT/JP04/18923 :

Int. Filing Date: 17 December 2004 : COMMUNICATION
Priority Date: 17 December 2003 :

Att. Docket No.: IWI-16646

For:  Method For Analyzing Proteins

This is in response to the petition under 37 CFR 1.182 filed on 02 May 2007.

BACKGROUND

This international application was filed on 17 December 2004, claimed an earliest priority
date of 17 December 2003, and designated the U.S. The International Bureau communicated a
copy of the published international application to the USPTO on 30 June 2005. The 30 month
time period for paying the basic national fee in the United States expired at midnight on 19 June
2006 (since 17 June 2006 was a Saturday). Applicants filed, inter alia, the basic national fee on
16 June 2006.

On 16 March 2007, a Notification of Missing Requirements (Form PCT/DO/EO/905)
was mailed to applicants, requiring an oath or declaration compliant with 37 CFR 1.497(a) and
(b) and a surcharge under 37 CFR 1.492(h). It was noted that “The family name of the 2"
inventor doesn’t correspond with the name on the published application.”

DISCUSSION

Inspection of the declaration filed on 16 June 2006reveals that it nominates SHINKAWA
Takashi” in place of “ARAKAWA, Takashi” who is nominated in the published international
application. MPEP 605.04(b) states in part that

Except for correction of a typographical or transliteration error in the spelling of an inventor’s
name, a request to have the name changed from the typewritten version to the signed version or
any other corrections in the name of the inventor(s) will not be entertained, unless
accompanied by a petition under 37 CFR 1.182 together with an appropriate petition fee.

Since the change described above represents more than a mere typographic error or
phonetic misspelling of applicant’s name, a petition (and fee) under 37 CFR 1.182 is required.
See also MPEP MPEP § 201.03(b). Petitioner has filed such a petition (and fee). Said petition
indicates that the discrepancy in the name of the second-nominated inventor arose froma
translation error. In support of this assertion, the petition is accompanied by a copy of a page
from an allegedly “corresponding Canadian Patent Application” showing the surname Shinkawa.
Petitioner has also provided a letter signed by Yuji IWAHASHI stating that “The correct name of
the second inventor is ‘Takashi SHINKAWA’,” and indicating that “In Japan, about the name of
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a parson, the reading of Chinese Characters are various and it is not indicated in the certificate by
a notary public.”

The evidence of record is not sufficient to establish that the correct name of the second-
nominated inventor is in fact Takashi SHINKAWA as opposed to Takashi ARAKAWA.
Rather, petitioner should furnish a statement executed by the inventor in question attesting that
his correct name is Shinkawa, and that he is the same person named as Arakawa in the published
international application. ‘

CONCLUSION

The petition under 37 CFR 1.182 is DISMISSED, without prejudice.

Applicants have TWO (2) MONTHS from the mailing date of this Decision to file a
response, extendable under 37 CFR 1.136(a). Failure to timely reply will result in
ABANDONMENT.

Any further correspondence with respect to this matter should be addressed to the
Assistant Commissioner for Patents, Mail Stop PCT, P.O. Box 1450, Alexandria, VA 22313-
1450, with the contents of the letter marked to the attention of the Office of PCT Legal
Administration.

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283

Fax: (571) 273-0459
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RANKIN, HILL, PORTER & CLARK, LLP
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In re Application of

Yamauchi et al.

Application No. 10/583,286

PCT No.: PCT/JP04/18923 :

Int. Filing Date: 17 December 2004 : DECISION
Priority Date: 17 December 2003 :

Att. Docket No.: IWI-16646

For:  Method For Analyzing Proteins

This is in response to the renewed petition under 37 CFR 1.182 filed on 28 December
2007 and the “Request To Withdraw The Holding Of Abandonment” filed on 08 January 2008,
which is being treated under 37 CFR 1.181.

DISCUSSION
Petition Under 37 CFR 1.181

Petitioner requests withdrawal of the holding of abandonment because a timely reply
allegedly was filed. Review of the record reveals that, in fact, a response to the Communication
mailed 07 August 2007 was filed on 28 December 2007, along with a three-month extension of
time under 37 CFR 1.136(a), rendering the response timely. As such, the Notification of
Abandonment (Form PCT/DO/EO/909) mailed on 28 December 2007 was inappropriate, and it
is hereby VACATED. The petition under 37 CFR 1.181 is GRANTED.

Petition Under 37 CFR 1.182

In the Communication (Decision) mailed on 07 August 2007, the petition under 37 CFR
1.182 filed on 02 May 2007 was dismissed, without prejudice, because

The evidence of record is not sufficient to establish that the correct name of the
second-nominated inventor is in fact Takashi SHINKAWA as opposed to Takashi
ARAKAWA. Rather, petitioner should furnish a statement executed by the
inventor in question attesting that his correct name is Shinkawa, and that he is the
same person named as Arakawa in the published international application.

In response, petitioner presents additional evidence in support of the petition under 37
CFR 1.182, including a “Declaration...” signed by Takashi Shinkawa and stating that his name as
a joint inventor was mistranslated as ARAKAWA, without deceptive intent. He confirms that
the correct spelling of his name is instead — SHINKAWA —. In view of the totality of the
evidence now of record, it would be appropriate to accept the spelling of this inventor’s name on
the declaration as SHINKAWA.
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CONCLUSION

The petition under 37 CFR 1.182 is GRANTED.

The declaration filed on 16 June 2006 is accepted for purposes of compliance with 37
CFR 1.497(a) and (b). ‘

This application is being forwarded to the Office of Patent Application Processing for
further processing. Its date under 35 U.S.C. 371(c)(1), (2) and (4) is 16 June 2006.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283

Fax: (571) 273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

The Dow Chemical Company
Intellectual Property Section

P.0. Box 1967 COPY MAILED
Midland MI 48641-1967 SEP 1 9 2008

OFFICE OF PETITIONS

In re Application of

Bharat I. Chaudhary, et al. :

Application No. 10/583,294 : ON PETITION
Filed: June 16, 2006 :

Attorney Docket No. 64075 US

This is a decision on the petition under 37 CFR 1.137(b), filed January 7, 2008, to revive the above-
identified application.

The petition is GRANTED.

The application became.abandoned for failure to reply in a timely manner to the non-final Office action
mailed, July 2, 2007, which set a shortened statutory period for reply of three (3) months. No extensions
of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application became
abandoned on October 3, 2007. The Notice of Abandonment was mailed January 11, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an amendment; (2) the petition fee of $1,540; and (3) an adequate statement of unintentional
delay.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988).
Since the $1,050 extension of time fee submitted with the petition on January 7, 2008 was subsequent to
the maximum extendable period for reply, this fee is unnecessary and will be credited to petitioner’s

. deposit account.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of address should be filed in
accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address given on
the petition; however, the Office will mail all future correspondence solely to the address of record.

Telephone inquiries concerning this decision should be directed to Terri Williams at (571) 272-2991.
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The application file is being referred to Technology Center AU 1796 for appropriate action on the
concurrently filed amendment.

(g Bl

Chris Bottorff
Petitions Examiner
Office of Petitions

cc: The Dow Chemical Co.
2030 Dow Center
Midland, MI 48674
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In re Application of: PRESTIDGE, Tim et al. :

U.S. Application No.: 10/583,353 : ~ DECISION
PCT Application No.: PCT/GB2005/000023 :

Int. Filing Date: 06 January 2005 :

Priority Date: 06 January 2004 ‘ oo UNDER
Atty Docket No.: 128452 :

For: MACHINE TOOL WORKPIECE INSPECTION

SYSTEM ' ' : 37CFR 1.181

This decision is issued in response to applicants’ “Request to Change 35 U.S.C. 371
Date” filed on 13 February 2008, which is being treated as a petition under 37 CFR 1.181.

- BACKGROUND

On 16 June 2006, applicants filed National Phase application papers requesting entry into
the national phase in the United States of America under 35 U.S.C. 371. The National Phase
application filing included, inter alia, the requisite basic national fee; a Transmittal Letter (PTO-
1390); an executed declaration; and an application data sheet.

On 21 November 2007, the United States Designated/Elected Office (DO/EO/US) mailed
a “Notice of Acceptance of Application under 35 U.S.C. 371 AND 37 CFR 1.495” (Form
PCT/DO/EO/903) which set forth the date of receipt of 35 U.S.C. 371(c)(1), (¢)(2), and (c)(4)
requirements as 16 June 2006 and a 35 U.S.C. 371 completion date of 16 June 2006.

On 15 January 2008, the DO/EO/US mailed a “Withdrawal of Previously Sent Notice”
indicating that the Notice mailed on 21 November 2007 was sent in error and a second “Notice
of Acceptance of Application under 35 U.S.C. 371 AND 37 CFR 1.495” (Form
PCT/DO/EO/903) which set forth the date of receipt of 35 U.S.C. 371(c)(1), (c)(2), and (c)(4)
requirements as 19 June 2006 and a 35 U.S.C. 371 completion date of 19 June 2006.

On 13 February 2008, applicants filed the instant “Request to Change 35 U.S.C. 371
Date”. :
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DISCUSSION

A review of the papers reveals that the applicants have provided sufficient evidence to
establish that the National Phase application papers were filed on 16 June 2006. The proof is the
received date of 16 JUN 2006 stamped by the USPTO on the return receipt which itemized the
National Phase application papers. Further, the USPTO finance records also indicate that an
amount of $900 corresponding to the National Phase fees were received on 16 June 2006.
Therefore, the correction of the 35 U.S.C. 371 date to 16 June 2006 is proper since applicant
completed the requirements set forth in 35 U.S.C. 371(c) on 16 June 2006. (See MPEP section
1893.03(b)).

CONCLUSION

Applicant’s request under 37 CFR 1.181 to change the 35 U.S.C. 371 date is
GRANTED.

The Notice of Acceptance of Application Under 35 U.S.C. 371 and 37 CFR 1.495 (Form
PCT/DO/EO/903) mailed on 15 January 2008 is hereby VACATED.

The application has an international filing date of 06 January 2005 under 35 U.S.C. 363
and a date of 16 June 2006 under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4).

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for treatment in accordance with this decision, that is, for mailing of a NOTICE OF
ACCEPTANCE OF APPLICATION (Form PCT/DO/EO/903) which identifies a date of 16 June
2006 under 35 U.S.C. 371(c)(1), (c)}(2), and (c)(4) and preparation and mailing of a corrected
Filing Receipt in accordance with this decision, that is a filing receipt that identifies a 371(c)(1),
(c)(2), and (c)(4) date of 16 June 2006.

RBromlin Lo~

Bryan Lin Harry C. Kim

PCT Legal Examiner PCT Special Programs Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Telephone: (571) 272-3285
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Rothwell, Figg, Ernst & Manbeck
1425 K Street, N.W. .
Washington, D.C. 20005

In re Application of
ZAWIERUCHA et al. ' : .
Application No.: 10/583,364 : DECISION ON PETITION
PCT No.: PCT/EP04/14424 :
Int. Filing Date: 17 December 2004
Priority Date: 19 December 2003
Attorney Docket No.: 3165-147
For: METHOD FOR CONTROLLING
CONIFEROUS PLANTS

This decision is issued in response to applicants’ “Response to Notification of
Missing Requirements” filed 24 April 2007 which is being treated as a petition under 37
CFR 1.181. No petition fee is required. '

BACKGROUND

On 17 December 2004, applicants filed international application PCT/EP04/14424
which claimed a priority date of 19 December 2003. Pursuant to 37 CFR 1.495, the
deadline for payment of the basic national fee was to expire on 19 June 2006.

On 19 June 2006, applicants filed a Transmittal Letter for entry into the national
stage accompanied, inter alia, by: the requisite basic national fee; a copy of the
: internatiopal application; and a preliminary amendment.

On 26 February 2007, the United States Designated Office (DO/EO/US) mailed a
Notification Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/E0/905) indicating
that a signed oath/declaration of the inventors in compliance with 37 CFR 1.497(a) and (b)
together with a surcharge payment were required. The notification set a two-month time
limit in which to respond. ‘ '

On 24 April 2007, applicants filed the present petition which was accompanied,
among other things: a copy of the declaration and power of attorney and a post card receipt
dated 19 June 2006.
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DISCUSSION

Applicants state in their present petition that a declaration and power of attorney
was received at the United States Patent and Trademark Office on 19 June 2006. A review
of the present application reveals that the declaration and power of attorney is not located
therein. Section 503 of the Manual of Patent Exammmg Procedure under the heading
"RETURN POSTCARD" states, in part:

“A postcard receipt which itemizes and properly identifies the
papers which are being filed serves as prima facie evidence of
receipt in the PTO of all the items listed thereon on the date
stamped thereon by the PTO.”

Here, applicants have provided a copy of their date-stamped filing receipt. The
receipt identifies the application by the first-named inventor, corresponding international
application number, and attorney docket number. The receipt itemizes, among other
things, a declaration and power of attorney. The receipt is stamped “Rec’d PCT/PTO 19
June 2006” across its face is sufficient to indicate that the above item was in fact received
in the Office on 19 June 2006.

CONCLUSION
Applicants’ petition under 37 CFR 1.181 is GRANTED.

In view of the declaration filed 19 June 2006, the Notification of Missing
Requirements (Form PCT/DO/EQ/905) dated 26 February 2007 is hereby VACATED.

The application is being returned to the United States Designated/Elected Office for
‘further processing in accordance with this decision. '

Anthony SLith

Attorney-Advisor

Office of PCT Legal Administration
Tel: (571) 272-3298

Fax: (571) 273-0459
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KENYON & KENYON LLP
ONE BROADWAY
NEW YORK, NY 10004

In re Application of SIMON et al

U.S. Application No.: 10/583,479 :

PCT Application No.: PCT/EP2004/013280 : DECISION
Int. Filing Date: 23 November 2004 :

Priority Date Claimed: 10 December 2003

Attorney Docket No.: 12604/25

For: SYSTEM

This is in response to applicant's "Response to Notification of Missing Requirements
Under 35 U.S.C. 371" filed 17 May 2007, which is being treated as a petition under 37 CFR
1.181. No petition fee is due.

BACKGROUND

On 23 November 2004, applicant filed international application PCT/EP2004/013280,
which claimed priority of an earlier Germany application filed 10 December 2003. A copy of
the international application was communicated to the USPTO from the International Bureau on
14 July 2005. The thirty-month period for paying the basic national fee in the United States
expired on 19 June 2006.

On 19 June 2006, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter.alia, the
basic national fee required by 35 U.S.C. 371(c)(1) and a copy of an execute declaration-
submitted in the international application under PCT Rule 4.17(iv).’ :

On 26 February 2007, the DO/EO/US m‘ailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that the declaration filed 19 June
2006 does not identify the application to which it is directed.

DISCUSSION

A review of the application file reveals that the declaration filed 19 June 2006 is present.
A declaration under PCT Rule 4.17(iv) need not identify the international application number if
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the declaration is filed with the international application papers on the international filing date.

A review of the declaration indicates that joint inventor Josef Schmidt appears to have executed
the declaration on 27 November 2004, which is later than the international filing date. Assuming
this is correct, a complete declaration could not have been filed on the international filing date.
Therefore, for the purposes of the national stage in the United States, the declaration under PCT
Rule 4.17(iv) does not properly identify the application to which it is directed, and the mailing of
the Notification of Missing Requirements on 26 February 2007 was proper.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is DISMISSED without
prejudice.

Because the filing of the present petition is deemed to be a bona fide attempt to respond
to the Notification of Missing Requirements, applicant is hereby given a time limit of ONE (1)
MONTH to file a proper reply. Extensions of time are NOT available. Failure to time file a
proper reply will result in ABANDONMENT of the application. A proper reply would include
one of the following: (1) a properly executed oath/declaration, (2) adequate proof that the
declaration under PCT Rule 4.17(iv) was filed on the international filing date along with an
explanation as to the date of execution by joint inventor Schmidt, or (3) an appropriate petition
under 37 CFR 1.47 in the event one or more of the joint inventors is not available to sign.

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

8440014 Lan
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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AKERMAN SENTERFITT
P.0. BOX 3188
WEST PALM BEACH FL 33402-3188

In re Application of: :
OHSAWA, Kenji, et al. : DECISION
U.S. Application No.: 10/583,504 :
PCT No.: PCT/JP2006/301925
International Filing Date: 31 January 2006
Priority Date: 01 September 2005
Atty Docket No.: 1625-210
For: HEAT PIPE AND METHOD FOR
MANUFACTURING SAME

This decision is issued in response to the “Request For Corrected Filing Receipt” filed 18
April 2007, treated herein in part as a petition under 37 CFR 1.181 to correct the 35 U.S.C.
371(c) date to 20 March 2006. No petition fee is required.

BACKGROUND

On 31 January 2006, applicants filed international application PCT/JP2006/301925. The
international application claimed a priority date of 01 September 2005 and it designated the
United States. On 15 March 2007, the International Bureau (IB) communicated a copy of the
international application to the United States Patent and Trademark Office (USPTO). The
deadline for submitting the basic national fee is 01 March 2008, i.e., thirty months from the
priority date. .

On 20 March 2006, applicants filed a Transmittal Letter requesting entry into the U.S.
national stage accompanied by, among other materials, payment of the basic national fee, an
executed declaration, and a copy of the description, abstract, claims, and drawings of the
international application. The submission did not include a copy of the Request (Form
PCT/RO/101). These materials were initially assigned U.S. application number 10/572,517.

On 27 April 2006, applicants filed a second copy of the papers originally filed on 20
March 2006. These materials were assigned the present U.S. application number, 10/583,504.

On 08 August 2006, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notice Of Cancellation Of Assigned Serial Number” (Form PCT/DO/EO/908) indicating that
serial number 10/572,517 had been cancelled and that all further communications should be
directed to application number 10/583,504. '

On 15 November 2006, the DO/EO/US mailed a “Notice Of Insufficient Basic National
Fee Required And/Or Missing Copy Of International Application Under 35 U.S.C. 371 And 37
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CFR 1.495” (Form PCT/DO/EQ/912) indicating that a “Copy of International Application,
which includes a copy of the Request Form, submitted to the International Bureau is missing.”.

On 26 January 2007, applicants filed a “Response To Notice Of Insufficient Basic
National Fee Required And/Or Missing Copy Of International Application Under 35 U.S.C. 371
And 37 CFR 1.495” accompanied by an additional copy of the description, abstract, claims, and
drawings, as well as a copy of the Request form.

On 27 February 2006, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification Of Acceptance” (Form PCT/DO/EQ/903) identifying the “Date Of Receipt Of 35
U.S.C. 371(c)(1), (c)(2) and (c)(4) Requirements “ and the “Date Of Completion Of All U.S.C.
371 Requirements” as 27 April 2006. Also on 03 October 2005, a filing receipt was issued that
identified the “Filing Date or 371(c) Date” as 27 April 2006. '

On 18 April 2007, applicants filed the “Request For Cdrrected Filing Receipt” considered
herein as a petition under 37 CFR 1.181. The petition requests correction of the “Filing Date or -
371(c) Date” listed on the filing receipt from 27 April 2006 to 20 March 2006.'

DISCUSSION

The present petition requests that the “Filing Date or 371(c) Date” listed on the filing
receipt be corrected from 27 April 2006 to 20 March 2006. '

The “Filing Date or 371(c) Date” listed on the filing receipt for a national stage
application filed under 35 U.S.C. 371 is the date of completion of the requirements of 35 U.S.C.
371(c)(1), (c)(2), and (c)(4). See MPEP 1893.03(b).

A review of the application file reveals that the materials filed by applicant on 20 March
2006 included the basic national fee and an executed declaration in compliance with 37 CFR
1.497. Accordingly, as of 20 March 2006, applicants had satisfied the requirements of 35 U.S.C.
371(c)(1) and (c)(4).

With respect to the requirement of 35 U.S.C. 371(c)(2), applicants filed the present
national stage prior to publication of the international application and therefore prior to the
communication of a copy of the international application to the USPTO from the IB.
Accordingly, in order to satisfy the requirement of 35 U.S.C. 371(c)(2), applicants were
obligated to provide to the USPTO a copy of the complete international application as filed.
According to 35 CFR 1.431, an international application shall contain, as specified by the Treaty
and the Regulations, a Request, a description, one or more claims, an abstract, and one or more
drawings (where required); see also PCT Article 3.

Here, applicants’ 20 March 2006 and 27 April 2006 submissions included copies of the
description, claims, abstract, and drawings contained in the international application; however,
neither of these submissions included a copy of the PCT Request (PCT/RO/101) filed as part of

-! Applicants also request correction of a spelling error in the assignee’s name; this typographical error will be
corrected as requested.
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the international application. Applicants did not file a copy of the Request form until 26 January
2007, when a copy of the Request was filed as part of applicant’s response to the Form
PCT/DO/EOQ/912. Accordingly, a complete copy of the international application (including the
Request form) was first filed herein on 26 January 2007. The date of completion of the ,
requirements of 35 U.S.C. 371(c)(2) for the present national stage application is therefore 26
January 2007. '

Based on the above, the date of completion of the requirements of 35 U.S.C. 371(c)(1),
(c)(2), and (c)(4) for the present national stage application is 26 January 2007. '

The Notification Of Acceptance and filing receipt mailed 27 February 2007, both of
which identified the 35 U.S.C. 371(c) date as 27 April 2006, are therefore appropriately vacated,
to be replaced by corrected versions which properly identify the 35 U.S.C. 371(c) date as 26
January 2007. :

CONCLUSION

The petition under 37 CFR 1.181 to correct the 35 U.S.C. 371(c) date from 27 April 2006
to 20 March 2006 is DISMISSED without prejudice.

A review of the application file reveals that the correct date under 35 U.S.C. 371(c)(1),
(c)(2), and (c)(4) for the present application is 26 January 2007.

The Notification Of Acceptance and filing receipt mailed 27 February 2007, both of
which identified the 35 U.S.C. 371(c) date as 27 April 2006, are hereby VACATED.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Such a petition should include a
cover letter entitled "Renewed Petition Under 37 CFR 1.181" and must include an acceptable
showing confirming that applicants submitted to the USPTO a copy of the complete international
application as filed, including the Request form, prior to 26 January 2007.

No additional petition fee is required.

Please direct further correspondence with respect to this petition to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration )

The application is being referred to the National Stage Processing Branch of the Office of
PCT Operations for further processing in accordance with this decision, including the mailing of
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a corrected Notification Of Acceptance and filing receipt, both of which properly identified the
35 U.S.C. 371(c) date as 26 January 2007. ’

Richard M. Ross
Attorney Advisor
Office of PCT Legal Administration

Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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Patent No. :7628758

Ser. No. :10/583515

Inventor(s) :Michael F. O’Rourke

Issued : 12/8/09

Title : METHOD AND APPARATUS FOR DETERMINATION OF CENTRAL
AORTIC PRESSURE ‘

Docket No.

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request, in this mater, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

the processing fee set forth in 37 CFR 1.117(h) (currently $130);

a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and ,

a copy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

| >

|

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (703) 872-9306
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

A certificate of correction will be issued to correct the remaining errors noted in your request.

Henry Randall
Decisions & Certificates
of Correction Branch

(703) 756-1571

EDWARD R. WILLIAMS, JR.

ANDRUS SCEALES STARKE & SAWALL LLP
100 EAST WISCONSIN AVENUE, SUITE 1100
MILWAUKEE, WI 53202

HR
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MAILED
ANDRUS, SCEALES, STARKE & SAWALL, LLP MAR 2 32010
100 EAST WISCONSIN AVENUE, SUITE 1100 OFFICE OF PETITIONS

MILWAUKEE WI 53202

In re Patent No. 7,628,758

Issue Date: December 08, 2009 :

Application No. 10/583,515 : DECISION ON PETITION
Filed: March 21, 2007 :

Attorney Docket No. 000877/0002

This is a decision on the petition, filed, March 11, 2010, which is being treated as a request under
37 CFR 3.81(b)' to correct the assignee’s name on the Fee(s) Transmittal form PTOL-85(b) by
way of a certificate of correction in the patent to be issued from the above-identified application.

The request is GRANTED.

Petitioner states that the correct assignee’s name s “AtCor Medical Pty. Ltd.” and that the
incorrect assignee’s name was included on the Fee(s) Transmittal form PTOL-85(b) at the time
of payment of the issue fee. Accordingly, petitioner requests that a certificate of correction be
issued to reflect the correct assignee on the front page of the Letters Patent in the patent to be
issued from the application.

37 CFR 3.81(b), effective June 25, 2004, reads:

After payment of the issue fee: Any request for issuance of an application in
the name of the assignee submitted after the date of payment of the issue fee,
and any request for a patent to be corrected to state the name of the assignee,
must state that the assignment was submitted for recordation as set forth in §
3.11 before issuance of the patent, and must include a request for a certificate
of correction under § 1.323 of this chapter (accompanied by the fee set forth
in § 1.20(a) and the processing fee set forth in § 1.17(i) of this chapter.

' See MPEP 1309, subsection II; and Official Gazette of June 22, 2004.
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The request was accompanied by a certificate of correction (and fee) as required by 3.81(b).
Further, Office assignment records reflect that “AtCor Medical Pty. Ltd.” is the assignee of
record. Accordingly, as the request complies with the provisions of 37 CFR 3.81(b), it would be
appropriate for a certificate of correction to be processed after issuance of this application into a
patent.

Inquiries concerning this decision should be directed to the Michelle R. Eason at (571) 272-4231.
Any questions concerning the issuance of a certificate of correction should be directed to the
Certificates of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for processing of a
certificate of correction after issuance of this application into a patent.

Thurman Page

Petitions Examiner
Office of Petitions
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In re Application of OFFICE OF PETITIONS
James Deciry et al :

Application No. 10/583,547 . DECISION GRANTING PETITION
Filed: June 19, 2006 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 0598-1009

This is a decision on the petition under 37 CFR 1.313(c)(2), filed July 16, 2008, to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 5, 2008 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance."

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 2831 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

K i
Karen Creasy
Petitions Examiner

Office of Petitions

1 . . . . N
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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Applicant : Colin Brian Nicholson : DECISION ON REQUEST FOR
Patent Number : 7597048 : RECALCULATION of PATENT
Issue Date : 10/06/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,548 : OF WYETH AND NOTICE OF INTENT TO

Filed : 01/19/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 252 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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COMMISSIONER FOR PATENTS
ATTORNEYS AT LAW

ALEXANDRIA, VIRGINIA 22313

ATTENTION: MAGDALEN GREENLIEF
OFFICE OF THE DEPUTY COMMISSIONER
PATENT EXAMINATION POLICY

REB: Application Serial No.: 10/583,556
Applicants: Naoki HOSOYA, et al.
Filing Date: June 19, 2006
For: BOTTLED BEVERAGE
Group Art Unit: 1761
Examiner:
SIR: '
Attached bereto for filing are the following papers: .
Request for Participation in the Patent Prosecution Highway (PPH) Pilot Program Between the
(1) JPO or (2) UKIPO, and the USPTO w/attached Appendices A Through J :
Our credit card payment form in the amount of $130.00 is attached covering any required fees.
In the event any variance exists between the amount enclosed and the Patent Office charges for filing the.
above-noted documents, including any fees required under 37 C.F.R 1.136 for any necessary Extension
of Time to make the filing of the attached documents timely, please charge or credit the difference to our
Deposit Account No. 15-0030. Further, if these papers are not considered timely filed, then a petition is
hereby made under 37 C.F.R. 1.136 for the necessary extension of time. A duplicate copy of this sheet
is enclosed. :

Respectfully submitted,

Jacob A. Doughty /
Registration No. 46,671
Customer Number

22850

(703) 413-3000 (phone)
(703) 413-2220 (fax)

1940 DUKE STREET ALEXANDRIA, VIRGINIA 22314 US.A.
TeLEPHONE: 703-413-3000 FACSIMILE: 703-413-2220 WWW.OBLON.COM
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Request for Participation in the Patent

Prosecution Highway Pilot Program
U.S. Patent Application No. 10/583,556
Attorney Docket No. 292745USOPCT |

APPENDIX A
Explanation of Circumstances Concerning Accelerated
Examination
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Approved for use through 12/31/2008. OMB 0851-00568
U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons efe required (o respond to a collection of‘inromaﬁon unless it displays a valid OMB contrl number.

REQUEST FOR PARTIGIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) PILOT PROGRAM
BETWEEN THE (1) JPO OR (2) UKIPO, AND THE USPTO

ApplicationNo.; | 10/583,556 First Named Inventor. | Masaki IWASAKRI

Filing Date: June 19, 2006 Attorney Docket No.: | 29274 5USOPCT

Title of the )
Invention: BOTTLED BEVERAGE

THIS REQUEST FOR PARTICIPATION IN THE PPH PILOT PROGRAM MUST BE FAXED TO:
THE OFFICE OF THE COMMISSIONER FOR PATENTS AT 571-273-0125 DIRECTED TO THE ATTENTION OF MAGDALEN GREENLIEF

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) PILOT
PROGRAM AND PETITIONS TO MAKE THE ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PPH PILOT
PROGRAM.

The above-identified application validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more corresponding
JPO application(s) or UKIPO application(s).

The $% JPO [J UKIPO application number(s) is/are: JP 2003-420910
The filing date of the $X JPO [ UKIPO application(s) is/are: December 18, 2003

|. List of Required Documents:

a. A copy of all JPO office actions (excluding “Decision to Grant a Patent™) in the above-identified JPO
appliéaﬁon(s), or a copy of all UKIPO office actions in the above-identified UKIPO application(s).
= is attached. (See Appendices A and B attached hereto.)

O s available via Dossier Access System. Applicant hereby requests that the USPTO obtain these
documents via the Dossier Acoess System.
*It is not necessary to submit a copy of the “Decision to Grant a Patent® and an English translation thereof.

b. A copy of all claims which were determined to be patentable by the JPQ in the above-identified JPO
application(s), or a copy of all claims which were determined to be patentable by the UKIPO in the
above-identified UKIPO application(s).
KX Is attached. (See Appendix~C attached hereto.)
O Is available via Dossier'Acoess System. Appliwrit hereby requests that the USPTO obtain these
documents via the Dossier Access System, o

c. English translations (where applicable) of the documents in a. and b. above along with a statement that

the English translations are accurate are attached. ( iee Apandices D to G attached
ereto.

Information disclosure statement listing the documents cited in the JPO office actions or UKIPO office
actions is attached.

Copies of all d t t .S, icati icati
(SO%e %apengie:? sﬁregt%cg%%%cgpggrue%ge:tentiioif sr%a}:egra Blggng nﬁ":‘:b'léwgqg%ached have
alfeady been made of record ip this application,

. [Page10f2)

This collection of information is required by 35 U.S.C. 119, 87 CFR ?1.55. and 37 CFR 1.102(d). The information is required to obtain or retain
& benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is govemmed by 35 US.C. 122 and 37
CFR 1.11 and 1.14, This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO, Time will vary depending upon the individual case. Any commetts on the amount of time you require to
complete this form and/or suggestions for reducing this burden should be sent 10 the Chief Information Officer, U.S, Patert and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450, DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS. FAX COMPLETED FORMS TO: Office of the Commissioner for Patents at 571-273-0125, Attention: Magdalen
Greenlief. ) :
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PTO/SB/20 (09-07)
Approved for use through 12/31/2008. OMB 0651-0058
U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE

Under the Paperwark Reduction Act of 1995, no persons are required t respond o a collection of Information unless it displays a valid OMB conbrol number.

REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) PILOT PROGRAM
BETWEEN THE (1) JPO OR(2) UKIPO AND THE USPTO

(continued)

Application No.;

10/583,556

First Named Inventor: | Masaki IWASAKI

1l. Claims Correspondence Table:

Patentable Claims

Claims in US Application | in JP/UKIPO

Application

Explanation regarding the correspondence

(See Appendices I and J attached
hereto.)

IIl. All the claims in the US application sufficiently correspond to the patentablelallowable claims in the
JPO or UKIPO application.

IV. Payment of Fees:

The Commissioner is hereby authorized to charge the petition fee under 37 CFR 1, 17(h) as required by 37 CFR

1.102(d)to [ Deposit Account No.
EK Credit Card Credit Card Payment Form (PTO-2038)ssatUached
N
A \ 4
Signature WM\Q‘ \ W Date q % ¢ 1—/
Name a
(PrintTypeg) J2COD A. Dough Registration Number 46,671

l

[Page 2 of 2]
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WARNING:

Petitioner/applicant is cautioned to avoid submitting personal infoqnation in docurpents ﬁle.d in a patent
application that may contribute to identity theft. Personal information such as social secpnt)" numbers,
bank account numbers, or credit card numbers (other than a checK or credit card authorization form
PTO-2038 submitted for payment purposes) is never required by the USPTO tg support a petition or an
application. If this type of personal information is Included in do_cument§ submitted to the USPTO,
petitioners/applicants should consider redacting such personal information from the documents be_fore'
submitting them to the USPTO. Petitioner/applicant is advised that the reco_rd gf a patent a_pplscatnon is
available to the public after publication of the application (unless a non-publication request in
compliance with 37 CFR 1,213(a) is made in the application) or issuance o_f a patent. Fprthermore, the
record from an abandoned application may also be available to the public if the application is ]
referenced in a published application or an issued patent (see 37 CFR 1.14). Cl_wecks and 'crec.:ht card
authorization forms PTO-2038 submitted for payment purposes are not retained in the application file
and therefore are not publicly available. : :

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C, ‘2(b)(2); 2
fumishing of the information solicited is voluntary, and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent applicatonor
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

‘The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may be disclosed to
the Department of Justice to determine whether disclosure of these records is required by the Freedom of
Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations. _

3. Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

4. Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency having heed for
the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant o 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty. :

6. Avrecord in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2006. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for
this purpose, and any other relevant (Le., GSA or Commerce) directive. Such disclosure shall not be used to make |
determinations about individuals, - '

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of the
application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the publicif the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local [aw
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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United States Patent & Trademark Office
Credit Card Payment Form

Ty Tty ! :j:;‘".?;!b“‘\i{':: r-u 'H"l»tlmm i f, 05",1,:21 Mh %‘ﬂ‘

'»r n.rM ""g‘ B "li'u- -u,-,g .l .}fllhla

B

Credit Card Type: Jll American Express
Credit Card Account #: 3787-380062-21005

Credit Card Expiration Date: December 31, 2008

Name as it Appears on Credit Card: Carter, Dara L.

Payment Amount: $/(7JS Dollars): /’%OO
Signature: Date: September 20, 2007

Rl PRI 5 “*‘.’t"r-‘f*' R '“ | ""mm"ﬂ}ﬁ[ml&%
1po -J ﬁ ./:E..'u[? A Warty IFHI" W "'qgh -d \|I(.\1<|u- il ﬁ ) IM-auwdle-

Street Address 1: Oblon, Spivak, McClelland, Maier & Neustadt, P.C.

Street Address 2: 1940 Duke Street

‘City: Alexandria

State: Virginia . Zip/Postal Code: 22314
Country: U.S.A. '
H Daytime Phone #: (703)413-3000 Accounting Dept. | Fax # (703) 413:2220

(OISR
"’" P‘ ’\"l’" ‘{ﬁ“ vl.\"".{"'

B PRI T R T STk
B3t ; 1 1 A
R I‘NMB\“ "l i KSR R ".1 ?‘ § 0 n‘ﬂ{ll $ u-\ Xt |5Im IG} ﬂ;’i

Description of Request and Payment Infoxmatlon:
PETITION FEE (PPH)

1”"#9@“%" | 74
ftar #1 & len'g‘ i

1 Application No.: 10/583,556

I PatenﬂRegistration No.:

Docket No.: 292745US l
p NSNS A == T A

Ifthe cardholder includes a credit card number on any Sform or document other than the Credit Card Payment Form, the United
States Patent & Trademark Office will not be liable in the event that the credit card number becomes public knowledge.

Form #. 100440
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Request for Participation in the Patent
Prosecution Highway Pilot Program
U.S. Patent Application No. 10/583,556
Attorney Docket No. 292745USOPCT

APPENDIX J

Claims Correspondence Table
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SR}
) Request for Participation in the Patent
Prosecution Highway Pilot Program
U.S. Patent Application No. 10/583,556

Attorney Docket No. 292745USOPCT
CLAIMS CORRESPONDENCE TABLE

o - Patentable _
Claims in | clatms i
Us IP Explanation regarding the correspondence
Application Application _ _ '
Claim 1 of the US application is substantially identical

to claim 1 of the JP application.

Claim 2 of the US application is substantially identical
to claim 3 of the JP application. US claim 1 differs
Claim 2 Claim 3 from JP claim 3 only in that US claim 1 depends solely
from US claim 1, while JP claim 3 depends from JP
claim 1 or JP claim 2.

Claim 1 Claim 1

~ Claim 3 - Claim 3 of the US application bas been cancelled.
Claim 4 - Claim 4 of the US application has been cancelled.
Claim § - Claim 5 of the US application has been cancelled.
: : Claim 6 of the US application is substantially identical
C
laim 6 Claim 2 to claim S of the JP application. S

Claim 7 of the US application is substantially identical
, to claim 4 of the JP application. US claim. 7 differs
Claim 7 Claim 4 from JP claim 4 only in that US claim 7 depends solely
from US claim 1, while JP claim 4 depends from any
of JP claims 1-3. ‘

Claim 8 of the US application is substantially identical
to claim 5 of the JP application. US claim 8§ differs

- Claim 8 Claim 5 | from JP claim 5 only in that US claim 8 depends from
| US claim 1, while JP claim 5 depends from any of JP
claims 1-4.

Claim 9 of the US application is substantially identical

) to claim 6 of the JP application. US claim 9 differs
Claim 9 Claim 6 from JP claim 6 only in that US claim 9 depends solely
from US claim 1, while JP claim 6 depends from any
of JP claims 1-5.

Claim 10 of the US application is substantially

) | identical to claim 7 of the JP application. US claim 10
Claim 10 Claim 7 differs from JP claim 7 only in that US claim, 10
depends solely from US claim 1, while JP claim 7
depends from any of JP claims 1-6.
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e - Tomy
Request for Participation in the Patent
Prosecution Highway Pilot Program
U.S. Patent Application No. 11/190,857

Attomey Docket No. 276112080

CLAIMS CORRESPONDENCE TABLE (cont'd)

I Patentable
Claims in Claims in
Us MJP Explanation regarding the correspondence
Application Application

Claim 11 of the US application is substantially
identical to claim 8 of the JP application. US claim 11
Claim 11 Claim 8 differs from JP claim 8 only in that US claim 11

depends from US claim 10, while JP claim 8 depends
from JP claims 7. A _ C
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Request for Participation in the Patent
Prosecution Highway Pilot Program
U.S. Patent Application No. 10/583,556
Attomey Docket No. 292745USOPCT

APPENDIX C

Copy of Claims ‘Determined to be Patentable by JPO
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Request for Participation in the Patent
Prosecution Highway Pilot Program
U.S. Patent Application No. 10/583,556
Attomey Docket No. 292745USOPCT

"APPENDIX F

English—Languag'e Translation of Copy of Claims Determined to
be Patentable by JPO
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uest for Participation in the Patent

Req
Prosecution Highway Pilot Program
U.S. Patent Application No. 10/583,556

Attorney Docket No. 292745USOPCT

APPENDIX G

NO. 797

Statement Regarding Accuracy of English-Language

‘Translations

P.

35
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DOCKET NO: 292745USOPCT

IN THE UNITED STATES PATENT & TRADEMARK OFFICE

- INRE APPLICATION OF
NAOKI HOSOYA, ET AL. + EXAMINER:
SERJAL NO: 10/583,556
FILED: JUNE 19, 2006 - . GROUP ART UNIT: 1761

FOR: BOTTLED BEVERAGE

STATEMENT REGARDING ACCURACY OF ENGLISH-LANGUAGE
TRANSLATIONS

. COMMISSIONER FOR PATENTS
ALEXANDRIA, VIRGINIA 22313

SIR:

Applicants state that the English-language trapslations provided as Appendices D-F to
the Réquest for Participation in the Patent Prosecution Highway (PPH) Pilot Program and

Petition to Make Special under the PPH Pilot Program, filed herewith, are accurate.

Respectfully submitted,

OBLON, SPIVAK, McCLELLAND,
MAIER & NEUSTADT, P.C.

Custorer Number Jacob A. Doughty g‘!ﬂ

- Registration No. 4
2285 0 Attomey of Record

Tel: (703) 413-3000
Fax: (703) 413 -2220
(OSMMN 06/04)
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[1}

2]

(31

(4]

(s}

CLAIMS

A packaged beverage with a green tea extract mixed
therein, comprising thé follbwing ingredients (a), (B)
and (C):

(pn) from 0.01 to 1.0 wt% of non-polymer catechins,
(B) oxalic acid or & salt thereof, and

(c) caffeine,

wherein a content weight ratio [(B)/(2)] of said o#alic
acid or a salt thereof (B) to said non-polymer catechins
(A) is from 0.0005 to 0.05, and a éontent weight ratio
[(A)/(C)] of said non-polymer catechins (A) to said
caffeine (C) is 10 to 10000.

. The packaged beverage according to ¢laiml, wherein
said beverage further comprises 0.001 to 0.5 wt.% of
sodium ion and 0.001 to 0.2 of potassium ion.

The packaged beveré.ge accoxrding to claifn 1 or 2,
wherein said beverage further comprises 0.0001 to20Wt.%
of sweetener.

The péckaged beverage acéording to any one of ¢laims
1 to 3, which has a pH of from. 2 to 5.

The packaged beverage according to any one of claims
1 to 4, wherein sald green tea extract as a raw material
is one obtained by removihg caffeine f£rom a concentrate

of green tea extract, said concentrate comprising from

P.

33
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16}
17

(8l

20 to 90 wt% of non-polymer catechins based on a solid
content thereof, such that said content weight ratio
[(n)/(c)] of said non-polymerxr catechins (A) tb said
caffeine (c) is from 10 to 10000.

The packaged beverage according to any one of claims
1-5, which is filled in a clear container. |

The packaged beverage according to any one of ¢laims
1-6, wherein said beverage is a soft drink.

The packaged r;everage according to claim 7, wherein
said- beveragé is a carbonated drink, a fruit |
ext:act—containing drink, a vegetable

extract-containing'Vj'u_ice, near water or a sport drink.
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Mailing number: 309826 Mailing date: August 24, 2004

NOTICE OF REASONS FOR REJECTION

patent Application No.: Jp 2003-420910

prafting Date: August 19, 2004

Examiner: : Kimitaka Murakami (ID 8827 4N00)

Attorney: The Patent Corporate Body Aruga patent Office
(and six others)

Applied provisions: Article 17(2) (iid)

(Finald
The above-identified application is rejected for the
following reasons. If thexe is any opinion to be submitted in
response to this notice, Applicant should file a wxitten
yesponse within 60 days from the mailing date of this notice.

Reasons
The ‘applicant's Amendment f£iled July 9, 2004 does not
meet the requirement stipulated in Article 17(2) (iii) of the
Japanese Patent Law, in that the Amendment is deemed to exceed
the scope of the deseription originally filed by the applicant.
The reasons are as follows: ' ’

The applicant’s amendments to claim 8 (“The paékaged
beverage according to any one of claims 1-7, wherein said
beverage is a carbonated drink, a fruit—extract-containing
drink, a vegetable-é'xtract-containing juice, near water or a
sport drink”) is not supported by the specification originally
filed by the applicant, and this amendment is not deemed to be
obviously inferable from the sp_ecif'ication, either. The
present application describes that soft drinks, such as a
packaged non-green teé beverage, & fruit-extract-containing
drink, a vegetable—extract-containing juice, near: watexr, a
sport drink and a dietary drink, canbe mentioned asthe examples
of the non-tea-based beverages (see the Detailed Explanation
of the Invention, paragraph [0031]1). “Soft drink” represent
a collective term for non-alcohol drinks, ac¢cording to the
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Mailing number: 300826 Mailing date: August 24, 2004

explanation of Kojien, 5°° Edition, which is available from
Twanami Shotern. Therefore, it is self-evident that any of a
fruit-extract—containing ~ drink, a vegeta:ble-extract-
containing juice, near water, a sport drink and a dietary drink
is synonymous with a non-alcohol drink. The applic_ant's new
claim 8 fails to include the statement jndicting that the
peverage is a soft drink and contains noe alcohol, soitis obvious
that the term “fruit extract-containing arink”, for example,
encompasses an alecohol-containing drink that was not described

. in the specification orj.ginally filed by the applicant.

Furthermore, it does not seem that an alcohol-con_taining drink
ig self-evident from the description referring to soft drink.

The claims other than the above are deemed to have no
reason to he rejected for this time around. However, if any
reason has been found out at a 1ater stage, a subsequent office
action will be issued at that time.

This office action is a notice of reasons of rejection
involving only the rejection which has been necessitated by the

‘Amendment f£iled by the applicant responsive to the first office
action. '

any inquiry concerning the contents of this Notice should
be directed to: ’

Kimitaka MURAKAMI
_The third Patent Examination Department, Biotechnology

TEL: 03-3581-1101(ext. 3402)

* Kk Kk ok *
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Explanation KS0782

[Name of Document].The Explanation of Circumstances
Concerning.Accelerated Examination »

[Destination] Commissioner of the patent Office

[Indieation of Casel

[Application Number] Japanese patent Application No.
2003-420 ‘

[Submitting Person)

[Identification Number] 000000918

[Name Or Appellation] KAO CORPORATION

{Attorney] '

[Identification Number] 110000084

[Name or Appellation] The Patent Coxporate Body Aruéa
patent Office

[Representative] NARAJIMA Toshio

(Explanation of Circumstances Concerning Accelerated
Examination]
1. Circumstances
The ‘accelerated examination relates to a packaged
- beverage disclosed in Claim 1 of the present invention, which
is scheduled to be manufactured from January, 2005. As
disclosed in Clalm i, the packaged beverage is a packaged
beverage witha green-tea extract mixed therein, wherein a ratio
of a non-polymer catechins to an oxalic acid or a salt thereof
and a ratio of the non-polymer catechins to caffeine are in
?redetermined ranges, an oxalic acid or'a salt thereof; and

caffeine.
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2. Prior Art And Compaﬁ:‘:l.son

(1) Prior Art Documents

The applicant sufficiently dis‘closes'prior art documents
in Paragraphs [0002] to [0004] of the specification. The prior
art documents disclosed by the applicant are as follows.

. Japanese Patent Application Laid-Open No. €0-156614

b. Japanese Patent Application Laid-Open No. 3—133928‘

c. Japanese Patent Application Laid-Open No. 2002-142677

d. Japanese Patent Application Laid-Open No. 8-298930

e. Japanese P&tent Application Laid-Open No. 8-109178

f. Japanese Patent application National Publication No.
10-501407

g. Japanese Patent No. 3378577

(2) Comparison

i) The present invention discloses a packaged beverage
‘as described in Claims.

(Claim 1) A packaged beverage with a green-tea extract
mixed therein, comprising the following ingredients (&) to (C):

(A) 0.01 to 1.0 wt% of'nonv-polymer catechins;

(B) an oxalic acid or a salt thereof; and

(C) caffeine,

wheArein a content weight ratio [(B)/(A)] of the oxalic
acid or the salt thereof (B) to the non-polymer catechins (a)
is in a range of from 0.00005 to 0.1, and wherein a content weight
rat:.o [(A)/(C)]) of the non- polymer catechins (A) to the caffeine

(¢) is in a range of from 5 to 10000.
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(Claim 2) The packaged beverage according to claim 1,
wherein the packaged beverage is a non-tea-based beverage.

(Claim 3) The packaged beverage according to claim 1 or
2, wherein the packaged beverage further comprises 0. 001 to AO .5
wts of sodium ions and 0.001 to 0.2 wt% of potassium ions.

(Claim 4) The packaged peverage according to any one of
¢laims 1 to 3, wherein the packaged beverage further comprises
0.0001 to 20 wt% of a sweetener.

(claim 5) The packaged beverage according to any one of
clalms 1 to 4, wherein the content. wéight ratio [(B)/(A)] of
the oxalic ac:.d oxr the salt thereof (B) to the non-polymer
catechins (A) is in a range of from 0.00005 to 0.05.

(Claim 6) The packaged beverage according to any one of
claiﬁ'ls 1 to 5, wherein the content weight ratio [(a)/(C)] of
the non-polymer catechins (1;) to the caffeine (C) isina ré.nge
of from 10 to 10000.

(Claim 7) The packaged beverage according to any one of
claims 1 to 6, wherein the pH of the packaged beverage is in
a range of from 2 to 5. A

(Claim 8) The packaged beverage according to any one of
clamms 1 to 7, wherein the green-tea extract as a raw material
is obtained by removing the caffeine from a concentrate of the
green-tea extract containing 20 to 90 wt% of the non-polymer
catechins in a solid content, such that the content weight ratio
[(A)/(C)] of the non-polymer catechins (R) to the oxalic acid
or the salt thereof (C) ig in a range of froﬁ 5 to 10000.

(Claim 9) The packaged beverage according to any one of
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claims 1 to 8, wherein the packaged peverage i8 in such a form
that 300 mg or more of the non-polymer catechins can be ingested
per day-

© (Claim 10) The packaged beverade according to any one of
clajims 1 to 2. wherein the packaged beverage 18 filled in a
transparent container.

As described above, the packaged beverage according to
the present jnvention is obtained by mixing a green-tea extract
therein to contain a high concentration of non-polymex
catechins, adjusting a ratio of an oxalic acid to the
non-polymer catechins to be in a specific range, and adjusting
a ratio of the non-polymer catechins to caffeine to be in a
gpecific range. BY employing features as such, it'is pbssible
to obtain advantages in that the packaged beverage contains a
high concentration of the non-polymer catechins, has 1o
different taste and flavvor from those of a green tea, has reduced
pitterness and astringency SO as te be suitable for long-term
drinking-,' has a stability of bltterness and astringency and a
good swallow feeling, remains a long-texrm stapbility of color
tone during a high temperature storage in a transparent

container, and is partlcularly useful as a non- tea-based
packaged beverage.

ii)

A. The document (a) discloses that tea catechins is useful
as a cholesterol level suppressor. In addition, the document
(b) dlscloses that tea polyphenol of the tea catechins or the

1ike is useful as an «&- amylase activation suppressox.

P. 24
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However, the packaged beverage containing the
non-polymer catechins je not disclosed in the documents (a) and
(b) . In addition, the obj ect of the present invention such as
a problem caused from long-term drinking, the ‘adjust_ment of an
ratio of an oxalic acid to the non-polymer catechinsg to be in
a specific, and the adjustment of a ratio of the non-polymer
catechins to caffeine to be in a specific range are nolt disclosed,
or suggested.

B. The document (c) discloses a packaged beverage
containing dissolved catechins of non-epi catechins (A) and epi
catechins (B), wherein contents thereof are (a) (A)+ (B) =460 to
2500 mg, (b) (A)=160 to 2250 mg, (¢) (A)/(B)=0.54 to 0.90 per
500 mL beverage packaged in a container. In addition, the
document (c) also discloses a packaged beverage manufacturing
method, in which. a concentrate of a green-tea extract is mixed.

However, in the document (c¢), the most important features
of the present invention, that is, the adjustment of a ratio
of an oxalic acid to the non-polymer catechins tobe ina specific
range and the adjustment of a ratio of the non-polymer catechins
to caffeine to be in a specific range are not disclosed. -

C. The document (d) disclose a tea beverage having reduced
‘astringency by saccharide distribution of a polyphenol and,
more specifically, a method of manufacturing a tea extract or
a tea beverage having reduced astringency by mixing a tea
extract or a tea beverage with at least on of dextrin, .
cyclo-dextrin, and starch and reacting cyclo-malto dextrin

glucanotransferase thereon.
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1n addition, the document (e) discloses a method of
manufacturing a 1ow-caffeine tea polyphenol by dissolving oF
suspending a‘ tea extract in water or & water—contai’hing organic
solvent and contacting it with a synthetic adsorptive undexr an
alkali condition to remove caffeine. |

However, in the documents (4) and (e), the object of the
present jnvention such as 1mprovement of taste and flavor
invulnerable to long-term drinking, jmprovement of a s;ability
of bitterness and astringency and a swallow feelingd, and
improvement of a sta.ioility of color tone dur:Lng a high
temperature storage of the packaged beverage containing the
non—polymer catechins are not disclosed. In addition, in the
documents (4) and (e), the most jmportant features of the
present jnvention, that is, the adjustment of a ratio of an
oxalic acid to the non-polymer catechins to be in a spec:Lflc
range and the adjustment of a ratio of the non-polymer catechins
to cafféine to be in a specific range are not disclosed, and
any hint thereof dose not exist.

D. The document (f) discloses a fluid composite
comprising (a) 0.01 to 0.35% of flavanol,' () 0.01 to 0.3% of
sodium ions, (c) 0.005 to 0.08% of potassium ions, (@) 0.1 to

20% of a ‘carbohy'drate substance supplying (i) 0.05 to 10.0% of
fructose and (ii) 0.05 to 10.0% of glucose, and (e) water. As
aﬁ example of the flavanol, catechins is disclosed therein.

However, in the document (£), the object of the present
invention such as improvement of taste and flavor invulnerable

to long-term drinking, jmprovement of a stability of bitterness
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and astringeﬁcy and a swallow feeling, and improvement of a
stability of color tone during a high temperature storage of

the packaged beverage containing the non-polymer catechins are

" not disclosed. In addition, in the document (£), the most

important features of the present invention, that is, the

adjustment of 2 ratio of an oxalic acid to the non-polymer

catechins tobe ina specific range and the adjustment of a ratio

of the non-polymer catechins to caffeine to be in a specific
range are not disclosed, oY suggested. |

E. The document (g) discloses & beverage with a
concentrate oX a refined material of a tea extract therein,
wherein the beverage contains (3) non-polymer catechins and (B)
a quinic acid, and wherein a content weight ratio [(B) /(a)] of
the ingw;edient' (B) to the ingredient (n) is in a range of from
0.01 to 1.0.

Although a re51d1ng feeling unique to the ca.techins after
drinking is disclosed, in the document (g)., the object of the
present invention such as imprevement of taste and flavor
invulnerable to long-term drinking, improvement of a stability
of bitterness and astringency and a swallow feeling, and
jmprovement of a stability of color tone during a high
temperature storage of the packaged beverage containing the
non-polymer catechins are not disclosed. In addition, in the
document (g), the most important featuxes of the present -
invention, that is, the adjustment of a ratio of the oxalic acid
to the non- polymer catechins to be in a specific range and the

adjustment of a ratio of the non-polymer catechins to the

NO.797 P,

21
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caffeine to be in a specific range are not disclosed, or

.suggested.

F. As described above, in any one of the documents (&)
to (g), the important features of the present invention, that
is, the adjustment of a ratio of an oxalicacidto the non-polymer
cateching to be in a specific range and the adjustment of a ratio
of the non-polymer catechins.to caffeine to be in a spécific
range are not disclosed, or suggested.

According to the present invention, as disclosed in

Paragraphs [0011] and [0012] and Table 1 of the specification,

a packaged beverage obtained by adjusting the ratio [(B)/(A)]
of the oxalic acid or the salt thereof (B) to the non-polymexr
catechins (A) to be in a range of from 0.00005 to 0.1 and
adjusting the ratio [(A)/(C)] of the non-polymer catechins (3)
to the caffeine (C) be in a range of from 5 to 10000 can have
useful advantages such as é long-term drinking ability, a
stability of bitterness and aétringency, a good swallow f_eeling,
and a stability of color tone in comparison with packaged
beverages having ratios deviating from the aforementioned
ranges (see Comparison Examples 1 and 3 in Table 1).
Therefore, it is obvious that the present invention
cannot be easily derived from any combinations of the documents

(a) to (g) by the ordinarily skilled in the art.
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Disclaimer:
This English translation is produced by machine translation and may contain errors. The JPO, the INPIT, and those who
drafted this document in the original language are not responsible for the result of the translation.

Notes:
1. Untranslatable words are replaced with asterisks (****).
2. Texts in the figures are not translated and shown as it is.

Translated: 21:47:46 JST 09/25/2007
Dictionary: Last updated 09/07/2007 / Priority:

Decision to Graht a Patent

Application number: Application for patent 2003-420910

Date of Drafting: Heisei 16(2004) October 18

Patent examiner: MURAKAMI, Kimitaka 8827 4NOO

Title of invention: Bottled beverage

The number of claims: 8

Applicant: KAO CORPORATION

Representative: THE PATENT CORPORATE BODY ARUGA PATENT OFFICE (and 6 others)

This‘application is to be granted a patent as there is no reason for refusal.

http://dossier2.ipdl.inpit.go.jp/cgi-bin/tran_web_cgi_ejje?u=http%3A%2F%2Fdossier2%2Ei...  9/25/07
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Director General(p.p.) Director(p.p.) Examiner Assistant examiner Manager for Determination \
of Classification UCHIDA, Junko MURAKAMI, Kimitaka MURAKAMI, Kimitaka 8115 8827 8827

1. Distinction of Patent: Usually

2. Reference documents: **

3. Application of Patent Law, Section 30: Nothing
4. Change of Title of Invention: Nothing ‘
5. International Patent Classification (IPC)

A23F 3/16 , A23L 2/38 C, A23L 2/00 F

6. Patent Classification Additionally Assigned.
Edition code 4

7. Deposition of Microorganism

/

8. Indication that Retroactivity of Division/conversion Is Prohibited.

http://dossier2.ipdl.inpit.go.jp/cgi-bin/tran_web_cgi_ejje?u=http%3 A%2F%2Fdossier2%2Ei... 9/25/07
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Decision to Grant a Patent(Memorandum)

Application number: Application for patent 2003-420910

1. Technical Fields to Be Searched (IPC, 7th Edition, DB Name)
A23F 3/00 -A23F 5/50

2. Reference patent documents
JP,06-311847,A (JP, A) JP,2003-169603,A (JP, A) Patent Publication Heisei 10-501407 (JP
A)

3. Reference books and magazines

[Translation done.]

http://dossier2.ipdl.inpit.go.jp/cgi-bin/tran_web_cgi_ejje?u=http%3A%2F%2Fdossier2%2Ei... 19/25/07



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. I FILING DATE J FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
10/583,556 06/19/2006 Masaki Iwasaki 292745USOPCT 9861
22850 7590 10/23/2007 I EXAMINER I
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C.

1940 DUKE STREET THAKUR, VIREN A
ALEXANDRIA, VA 22314 -

I ART UNIT l PAPER NUMBER I

1794

| nomricaTionDATE | DELIVERY MODE |

10/23/2007° ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

patentdocket@oblon.com
oblonpat@oblon.com
jgardner@oblon.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

, Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

OBLON, SPIVAK, McCLELLAND, MAIER & NEUSTADT, P.C.
1940 DUKE STREET
ALEXANDRIA, VA 22314

In re Application of : DECISION ON REQUEST TO
Masaki IWASAKI et al : PARTICIPATE IN PATENT
Application No. 10/583556 : PROSECUTION HIGHWAY

Filed: June 19, 2006 : PILOT PROGRAM AND PETITION
Attorney Docket No. 292745USOPCT : TOMAKE SPECIAL UNDER

37 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) pilot
program and the petition under 37 CFR 1.102(d) and the preliminary amendment, filed
September 21, 2007, to make the above-identified application special.

The request and petition are GRANTED.

www.uspto.gov

A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. apphcatlon must sufﬁc1ently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;,

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application .
publications; and

(7) The required petition fee under 37 CFR 1. 17(h).

The request to participate in the PPH pilot program and petition comply with the above

requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Kathryn Gorgos at 571272-
1012.



\ X

All other inquiries concerning the examination or status of the apphcatlon is. access1ble in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

TQAS TC 1700



UNITED STATES PATENT AND*TRADEMARK OFFICE

United States Patent and Trad

Commissioner for Patents

emark Office

P.O. Box 1450

Alexandria, VA 22313-1450

OBLON, SPIVAK, McCLELLAND, MAIER & NEUSTADT, P.C.
1940 DUKE STREET '
ALEXANDRIA, VA 22314

In re Application of : DECISION ON REQUEST TO

Naoki HOSOYA et al : PARTICIPATE IN PATENT
Application No. 10/583558 : PROSECUTION HIGHWAY
Filed: June 19, 2006 : PILOT PROGRAM AND PETITION

Attorney Docket No. 292752USOPCT : TO MAKE SPECIAL UNDER
. . 37CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) pilot
program and the petition under 37 CFR 1.102(d) and the preliminary amendment, filed
September 21, 2007, to make the above-identified application special.

The request and petition are GRANTED.

www.uspto.gov

A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

* (6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO

office action along with copies of documents except U.S. patents or U.S. patent application
publications; and ' ' :
(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH pilot program and petition comply with the above

requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Kathryn Gorgos at 571 272-
1012.




All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

\

KathrynjjGorgos
TQAS TC 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

DICKSTEIN SHAPIRO LLP Mail Date: 04/21/2010
1825 EYE STREET NW

Washington, DC 20006-5403

Applicant : Rasmus Breivik : DECISION ON REQUEST FOR
Patent Number : 7600742 : RECALCULATION of PATENT
Issue Date : 10/13/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,561 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/19/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 674 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

OSTROLENK FABER GERB & SOFFEN Mail Date: 04/21/2010
1180 AVENUE OF THE AMERICAS
NEW YORK, NY 100368403

Applicant : Jean-Marie Beau : DECISION ON REQUEST FOR
Patent Number : 7619076 : RECALCULATION of PATENT
Issue Date : 11/17/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,567 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/19/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 349 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

1 o JUL 2007 Alexandria, VAwsaﬂg;;‘;soe

JENKINS, WILSON, TAYLOR & HUNT, P. A.
SUITE 1200, UNIVERSITY TOWER

3100 TOWER BOULEVARD

DURHAM, NC 27707

In re Application of
DESIMONE, Joseph, M. et al. :
Application No.: 10/583,570 : DECISION ON
PCT No.: PCT/US04/42706 :
Int. Filing Date: 20 December 2004 : PETITION
Priority Date: 19 December 2003 :
Attorney’s Docket No.: 421/90 PCT/US : UNDER 37 CFR 1.182
For: METHODS FOR FABRICATING ...

OR IMPRINT LITHOGRAPHY

This decision responds to applicant’s petition to correct an inventor’s name, filed with the
United States Patent and Trademark Office on 05 March 2007. It has been treated as a petition
under 37 CFR 1.182.

BACKGROUND

On 20 December 2004, applicant filed international application PCT/US04/42706,
claiming a priority date of 19 December 2003. The deadline for entry into the national stage in
the United States was midnight 19 June 2006.

On 19 June 2006, applicant filed a submission for entry into the national stage in the
United States which was accompanied by the basic national fee and an unexecuted declaration of
the inventors.

On 14 February 2007, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating that an oath or declaration and the surcharge for late filing the
search fee, examination fee or oath or declaration were required and indicating that the last name
of the eighth inventor did not match the international application and that an clarification was
required.

On 05 March 2007, applicant submitted this petition and an executed declaration.

DISCUSSION

The fee for a petition under 37 CFR 1.182 is $400. The petition fee will be charged to
deposit account no. 50-0426, as authorized.

MPEP 605.04(c) sets out how to change an applicant’s name for national phase.



*

Application No. 10/583,570 -2-

Applicant must provide a signed statement from the inventor listing her former name, her current
name and the reason for the change. Here the attorney has made the statements, not the inventor.

Additionally, the name of the third inventor has also been changed. The inventor is listed

as Ansley E. Exner on the international application, but as Ansley E. Dennis on the declaration.
A statement explaining the inventor explaining this change is also required.

CONCLUSION

Applicant’s petition under 37 CFR 1.182 is DISMISSED without prejudice.

An oath or declaration in compliance with 37 CFR 1.497(a)-(b) or a renewed petition
under 37 CFR 1.182 is required within TWO (2) MONTHS of the mailing of this decision.
Failure to timely reply will result in the abandonment of this application. Extensions of time
under 37 CFR 1.136(a) are available.

Any further correspondence with respect to this matter should be addressed to the Mail
Stop PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450,
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone: 571-272-3292
Facsimile: 571-273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.mpto.gov

JENKINS, WILSON, TAYLOR & HUNT, P. A.
3100 TOWER BLVD., Suite 1200
DURHAM NC 27707

In re Application of
DESIMONE, Joseph, M.. et al. :
Application No.: 10/583,570 : DECISION ON
PCT No.: PCT/US2004/042706 : )
Int. Filing Date: 20 December 2004 : PETITION
Priority Date: 19 December 2003 :
Attorney’s Docket No.: 421/90 PCT/US : UNDER 37 CFR 1.182
For: METHODS FOR FABRICATING ... :

OR IMPRINT LITHOGRAPHY

This decision responds to applicant’s petition under 37 CFR 1.182, filed with the United
States Patent and Trademark Office on 14 September 2007.

BACKGROUND

On 10 July 2007, the Office mailed Decision On Petition Under 37 CFR 1.182,
dismissing applicant’s petition to change inventor names, without prejudice.

On 12 July 2007, the Office mailed Notification of a Defective Response' (Form
PCT/DO/EO/916) indicating, inter alia, that a Sequence Listing in computer readable format

was required within one month.

On 14 September 2007, applicant filed this renewed petition, a sequence listing and a
diskette.

DISCUSSION

The declaration is executed by Ansley E. Dennis and Ginger Denison Rothrock. The
international application listed Ansley E. Exner and Ginger Denison.

Applicant has supplied statements signed by Ansley E. Dennis and Ginger Denison
Rothrock stating that their names changed subsequent to their marriages. This is an adequate
explanation. The declaration of the inventors complies with 37 CFR 1.497(a)-(b).

CONCLUSION

Applicant’s petition under 37 CFR 1.182 is GRANTED.



Application No. 10/583,570 -2-

This application is being referred to the National Phase Processing Branch of the Office
of Patent Application Processing for further action consistent with this decision, pending
processing of the computer readable format.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292 -
" Facsimile: 571-273-0459



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

ALSTON & BIRD LLP |

BANK OF AMERICA PLAZA COPY MAILED
101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE NC 28280-4000 JAN 08 2010

Applicant: Desimone et al.

Appl. No.: 10/583,570

International Filing Date: December 20, 2004

Title: Methods For Fabricating Isolated Micro-And Nano-Structures Using Soft Or Imprmt
Lithography

Attorney Docket: 035052/338899

Pub. No.: US 2009/0028910 Al

Pub. Date: January 29, 2009

This is a decision on the requestifor a corrected patent application publication under
37 CFR 1.221(b), received on March 30, 2009, for the above-identified application.

The request is DISMISSED.

Applicant requests that the application be republished because the publication misstates the
dependency of claim 60 from claim 59 rather than claim 57.

37 CFR 1.221 (b) is applicable:
“only when the Office makes a material mistake which is apparent from
Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of
this section must be filed within two months from the date of the patent
application publication. This period is not extendable” (emphasis added).

A material mistake must affect the public’s ability to appreciate the technical disclosure of the
patent application publication, to determine the scope of the patent application publication, or to
determine the scope of the provisional rights that an appllcant may seek to enforce upon issuance
of a patent. '

The error noted by requestor with respect to failure to include the preliminary amendment in the
publication is not an Office error. See 37 CFR 1.215(a). Applicant’s attention is further directed
to MPEP 1130(B), which clearly states “failure to include an amendment is not an Office error . .

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).




Application No.: 10/583,570 Page 2

. [a] request for corrected publication under 37 CFR 1.221(b) may result in a patent term
adjustment reduction where the Office made only non-material errors.”

The requirements for inclusion of an amendment in a patent application publication are set forth
in 37 C.F.R. § 1.215. Applicant did not file a copy of the application in compliance with the
Office electronic filing systems requirements. See 37 CFR 1.215 and MPEP 1121.

Applicant is reminded of his duty to conduct a reasonable inquiry before filing a paper before the
Office. See MPEP 410.

Applicants’ request for a corrected patent application publication on March 30, 2009, may
constitute a “failure to engage in reasonable efforts to conclude processing or examination of the
application.” See 1.704(c). This determination will be made on or after a mailing of a Notice of
Allowance.

It would greatly benefit the Office if applicant did not provide copies of papers, which were
previously submitted and/or a complete copy of the pre-grant publication, as it unnecessarily
increases the cost to the Office. See 37 CFR 1.4(b). A request for corrected publication need
only point out what was printed incorrectly in the application, where the error occurs in the
publication and where the correct text or drawing is found in the application papers. Marked up
relevant copies of the applications papers and the pre-grant publication may facilitate processing
of the request, where it is not readily apparent where the error occurs. If it is not clear why the
error is a material error, further explanation may be warranted.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(1).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained. '

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication”.

Inquiries relating to this matter may be directed to Michael Cygan at (571) 272-7700, or to the
undersigned at (571) 272-7709.

ot

Mark Polutta

Senior Legal Advisor .
Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents -
United States Patent and Trademark Office

1« 0 OCT 2007 Alexandria, C%%Z%i%%%

Sonnenschein Nath & Rosenthal LLP
P.O. Box 061080

Wacker Drive Station, Sears Tower
Chicago, IL 60606-1080

In re Application of
MERSMANN et al. :
Application No.: 10/583,592 : DECISION ON PETITION
PCT No.: PCT/EP04/14358 :
Int. Filing Date: 16 December 2004
Priority Date: 19 December 2003
Attorney Docket No.: 09792511-0250
For: REGULATING DEVICE FOR THE
COOLING AIR FLOWS OF A BULK
MATERIAL GRATE COOLER

This decision is issued in response to applicants’ “Petition under 37 CFR 1.181” filed
10 May 2007. No petition fee is required.

BACKGROUND

On 16 December 2004, applicants filed international application PCT/EP04/14358
which claimed a priority date of 19 December 2003. Pursuant to 37 CFR 1.495, the
deadline fqr payment of the basic national fee was to expire on 19 June 2006.

"On 19 June 20086, applicant filed a Transmittal Letter for entry into the national
stage accompanied, inter alia, by: the rectlisite basic national fee; a copy of the
international application; and a preliminary amendment.

On 05 February 2007, the United States Designated Office (DO/EO/US) mailed a
Notification Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/E0O/905) indicating
that a signed oath/declaration of the inventors in compliance with 37 CFR 1.497(a) and (b)
together with a surcharge payment were required. The notification set a two-month time
limit in which to respond.

On 10 May 2007, applicant filed the present petition which was accompanied,
among other things: a copy of the declaration and power of attorney; a post card receipt for
application no. 10/585,592; and a copy of a transmittal letter for application no. 10/585,592.
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DISCUSSION

A review of the application file confirms the presence of the original response to the
Notification Of Missing Requirements filed by applicants on 26 February 2007, including
the executed declaration. These documents bear a USPTO receipt stamp dated 26
February 2007, confirming the asserted filing date. Accordingly, applicants’ present
petition to confirm this filing is granted.

The declaration filed 26 February 2007 is in compliance with 37 CFR 1.497 and
constitutes a proper and timely response to the Notification Of Missing Requirements
mailed 05 February 2007. '

CONCLUSION
Applicants’ petition under 37 CFR 1.181 is GRANTED.

The declaration filed by applicants on 26 February 2007 is accepted in compliance
with 37 CFR 1.497. ' :

This application is being forwarded to the National Stage Processing Branch of the
Office of PCT Operations for further processing in accord with this decision

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration .
Tel: (571) 272-3298 .

Fax: (571) 273-0459
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JUNEAU PARTNERS
333 N. Fairfax Street

Suite 305

Alexandria, VA 22301

in re Application of

MARCOLONGO et a/

U.S. Application No.: 10/583,605

PCT No.: PCT/IT2004/000713

Int. Filing Date: 21 December 2004

Priority Date: 22 December 2003

Docket No.: 128.1016

For: POLYMETAPHOSPHATE BASED
FORMULATIONS FOR THERAPY OF
MICROCRYSTALLINE
ARTHROPATHIES

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DECISION ON
PETITION UNDER
37 CFR 1.137(b)

Applicants’ petition to revive under 37 CFR 1.137(b) filed on 30 November 2009 is

hereby GRANTED as follows:

A declaration in compliance with 37 CFR 1.497(a) & (b) and a $65.00 surcharge fee
was provided. This is an appropriate reply to the Notification of Missing Requirements
Under 35 U.S.C. 371 in the United States Designated/Elected Office (DO/EO/US)
(Form PCT/DO/EOQ/905) mailed 07 May 2007. The petition fee for a small entity has
been paid. Applicants made the required statement pursuant to 37 CFR 1.137(b)(3). A

terminal disclaimer is not required.

Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

This application is being forwarded to the United States Designated/Elected Office for

further processing.
ames Thomson

Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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Robert D. Shedd, Patent Operations Mail Date: 04/21/2010
THOMSON Licensing LLC

P.O. Box 5312

Princeton, NJ 08543-5312

Applicant : Mark Alan Schultz : DECISION ON REQUEST FOR
Patent Number : 7651226 : RECALCULATION of PATENT
Issue Date : 01/26/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,612 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/20/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 0 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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ALLEN C. TURNER
TRASKBRITT, P.C.

P.0. BOX 2550 ,

SALT LAKE CITY, UT 84110-2550

In re Application of CATTANEO et al
‘U.S. Application No.: 10/583,618
‘PCT Application No.: PCT/IT2004/000722 :
Int. Filing Date: 23 December 2004 ' : : DECISION
Priority Date Claimed: 24 December 2003 :
For: METHOD FOR THE HUMANIZATION OF
ANTIBODIES AND HUMANIZED ’
ANTIBODIES THEREBY OBTAINED

This is in response to applicant's "Petition for Access Under 37 C.FR. 1.14(g)(3). . -

Pursuant to 37 CFR 1.14(b), the Office has elected to provide access to only the
electronic copy of the application file. At present, the electronic copy of the application file is
unavailable. The electronic copy of the present application file will be accessible on the Office's
Public Pair system (http://portal.uspto.gov/external/portal/pair) when the national stage

. application has published. There is no estimate as to when publication of the present application
is expected to occur. '

For the reasons above, the petition under 37 CFR 1.14 is DISMISSED without prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision.

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration. '

Bryounl oy
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

STEFFEN SOLLER

TRASKBRITT, P.C.

P.O. BOX 2550

SALT LAKE CITY, UT 84110-2550

In re Application of CATTANEO et al
. U.S. Application No.: 10/583,618

PCT Application No.: PCT/IT2004/000722

Int. Filing Date: 23 December 2004

Priority Date Claimed: 24 December 2003

For: METHOD FOR THE HUMANIZATION OF
ANTIBODIES AND HUMANIZED
ANTIBODIES THEREBY OBTAINED

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. BOX 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

DECISION

This is in response to applicant's "Petition to the Director Under 37 C.F.R. 1.181(a)(3)"

filed 20 August 2008.

The petition requests the Office to provide petitioner with access to the file wrapper for

the above-identified U.S. national stage application.

Pursuant to 37 CFR 1.14(b), the Office has elected to provide access to only the
electronic copy of the application file. A review of Office records indicates that the electronic
copy of the present application file is currently accessible on the Office's Public Pair system

(http://portal.uspto.gov/external/portal/pair).

For the reasons above, the petition under 37 CFR 1.181 is DISMISSED AS MOOT.

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria,
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT

Legal Administration.

Byomlv
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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UNITED STATES PATENT AND TRADEMARK QFFICE

JUNEAU PARTNERS
P.0. BOX 2516
ALEXANDRIA, VA 22301

In re Application of CATTANEO et al
U.S. Application No.: 10/583,618
PCT Application No.: PCT/IT2004/000722
Int. Filing Date: 23 December 2004 :
Priority Date Claimed: 24 December 2003 : DECISION
Attorney Docket No.: DC/MS/94250AE : '
For: METHOD FOR THE HUMANIZATION OF
ANTIBODIES AND HUMANIZED
ANTIBODIES THEREBY OBTAINED

- This is in response to applicant's "Petition for Revival of an International Application for
Patent Designating the U.S. Abandoned Unintentionally Under 37 CFR 1.137(b)" filed 19
September 2008.

BACKGROUND

On 23 December 2004, applicant filed international application PCT/IT2004/000722,
which claimed priority of an earlier Italy application filed 24 December 2003. A copy of the
international application was communicated to the USPTO from the International Bureau on 07
July 2005. The thirty-month period for paying the basic national fee in the United States expired
on 24 June 2006.

On 20 June 2006, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, infer alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 02 February 2007, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.
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On 02 July 2007, applicant filed an executed declaration.

On 17 September 2007, the DO/EO/US mailed a Notification of Defective Response '
(Form PCT/DO/EQ/916), which indicated that the declaration filed 02 July 2007 failed to list the
citizenship of one of the inventors.

On, the present application became abandoned for failure to timely

On 18 October 2007, international application PCT/IT2004/000722 became abandoned as
to the United States for failure to timely respond to the Notification of Defective Response.

On 19 September 2008, applicant filed a petition under 37 CFR 1.137(b) along with an
executed declaration.

On 20 April 2009, applicant filed an executed declaration.

On 24 April 2009, applicant filed a copy of the 19 September 2008 petition.

DISCUSSION

Under 37 CFR 1.137(b), a petition requesting that an application be revived on the
grounds of unintentional abandonment must be accompanied by: (1) the required reply unless
previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition was unintentional, and (4) a terminal disclaimer if the application was filed before
08 June 1995.

With regard to item (1), applicant has provided the required reply under 35 U.S.C. 371. .
With regard to item (2), applicant has provided the required petition fee.

With regard to item (3), applicant has provided the required statement.

With regard to item (4), because the international application was filed after 08 Jpne

1995, no terminal disclaimer is required.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.137(b) is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 23 December
2004, and a date under 35 U.S.C. 371(c)(1), (¢)(2), and (c)(4) of 20 April 2009.
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This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Byemlvn
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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JUNEAU PARTNERS
P.0. BOX 2516
ALEXANDRIA, VA 22301

In re Application of

Antonino Cattaneo, et al.

Application No. 10/583,618

Filed: June 20, 2006

Attorney Docket No. AbdnByClnt-Catteneo94250

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
JUN 28 ZUtd
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.FR.

§ 1.36(b), filed April 1, 2010.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Juneau Partners has been
revoked by the assignee of the patent application on September 28, 2009.  Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Johnson at 571-272-

2991.

Terri Johri$on

Petitions Examiner
Office of Petitions

cc: LUCAS & MERCHANT, LLP
47§}PARK AVENUE SOUTH
157" FLOOR
NEW YORK, NY 10016
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LEIF SLOAN
NORTHSTAR NEUROSCIENCE
2401 FOURTH AVENUE
SUITE 300
SEATTLE WA 98121 COPY MAILED
JUL 2 4 2009
OFFICE OF PETITIONS
In re Application of , :
Andres M. Lozano : DECISION ON PETITION
Application No. 10/583,630 : TO WITHDRAW
Filed: July 23, 2007 : FROM RECORD

Attorney Docket No. 337348067US

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b) filed June 19, 2009, which is being treated as a request to withdraw from
employment in a proceeding before the Office under 37 C.F.R. § 10.40.

The request is DISMISSED.

A review of the file record indicates that John M. Wechkin does not have power of
attorne{; in this patent ag]plication. Accordingly, the request to withdraw under 37 C.F.R.
§ 1.36(b) is not applicable. Further, a review of USPTO records reveals that the
Authorization to Act in a Representative Capacity filed June 20, 2006 was improperly
recorded as a Power of Attorney by the USPTO. In view of these facts the Power of
Attorney must be corrected by reverting to the original Power of Attorney filed by
Applicant June 20, 2009.

The request to change the correspondence address of record is not accepted in view of
Mr. Wechkin not having power of attorney. See MPEP §§ 601.03 and 405. Additionally,
the address given on the petition differs from the address of record. A courtesy copy of
this decision is being mailed to the address given on the petition; however, all future
communications from the Office will continue to be directed solely to the address of
record until proper instructions have been received.

Currently, there is no outstanding Office action that requires a reply.

Telephone inquires concerning this decision should be directed to Petitions Examiner
Joan Olszewski at 571-272-7751.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

cc: John M. Wechkin
Perkins Coie LLP
P.O. Box 1247
Seattle WA 98111-1247
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LEIF SLOAN .
NORTHSTAR NEUROSCIENCE COPY MAILED
2401 FOURTH AVENUE :

SUITE 300 . 0CT 6 7 2009
SEATTLE WA 98121 OFFICE OF PETITIONS

In re Application of : »
Andres M. Lozano : DECISION ON PETITION

Application No. 10/583,630 : TO WITHDRAW

Filed: July 23, 2007 : FROM RECORD
Attorney Docket No. 337348067US :

This is a decision on the renewed Request to Withdraw as attorney or agent of record
under 37 C.F.R. § 1.36(b), filed September 18, 2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is
signing on behalf of another/others. The Office will require the practitioner(s) to certify
that he, she or they have: (1) given reasonable notice to the client, prior to the expiration
of the reply period, which the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notified the client of any
replies that may be due and the time frame within which the client must respond,
pursuant to 37 CFR 10.40 (c).

The request was signed by Leif R. Sloan on behalf of all attorneys of record.

All attorneys/agents of record have been withdrawn. Applicant is reminded that there is
no attorney of record at this time.

All future correspondence will be directed to the applicant at the address indicated below.

Currently, there is no outstanding Office action that requires a reply.
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‘

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

o 00 o

oan Olszewski
Petitions Examiner
Office of Petitions

cc: Andres Lozano
c/o Functional Neuroscience Inc.
442 Russell Hill Road
Toronto, ON MS5P2S5
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BSH Home Appliances Corporation
Intellectual Property Department
100 Bosch Boulevard

New Bern, NC 28562

Inre Applicatior} of
CLASSEN, et al.
Application No.: 10/583,637

PCT No.: PCT/EP04/53445 : DECISION ON PAPERS
Int. Filing Date: 14 December 2004 :
Priority Date: 23 December 2003 o UNDER 37 CFR 1.42

Attorney Docket No.: 2003P01972WOUS

For: CONNECTOR DEVICE FOR
PRODUCING AN ELECTRICAL
CONNECTION BETWEEN A MAINS
CABLE AND A LOOM

This application is before the Office of PCT Legal Administration for issues arising under
35 U.S.C. 371. The combined declaration and power of attorney filed 03 August 2007 is being
treated as a request for status under 37 CFR 1.42. No petition fee is due.

BACKGROUND

On 14 December 2004, applicant filed international application PCT/EP04/53445, which
claimed priority to an earlier application filed 23 December 2003. A copy of the international
application was communicated to the United States Patent and Trademark Office from the
International Bureau on 14 July 2005. Pursuant to 37 CFR 1.495, the thirty-month period for
paying the basic national fee in the United States expired at midnight on 23 June 2006.

- On 20 June 2006, applicant filed a transmittal letter for entry into the national stage in the
United States which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371(c)(1); a First Preliminary amendment, an Application Data Sheet and an English
translation of the international application.

On 02 May 2007, applicant was mailed a "Notification of Missing Requirements" (Form
PCT/DO/EQ/905) informing applicant that an executed oath or declaration of the inventors in
compliance with 37 CFR 1.497(a)-(b) was required. Applicant was afforded two months to file
the required response and advised that this period could be extended pursuant to 37 CFR
1.136(a).

On 03 August 2007, applicant filed the response including an executed combined
declaration and power of attorney accompanied by a petition for a one-month extension of time
and payment of the appropriate petition fee. With the filing of the petition for a one-month

Commissioner for Patents
United States Patent and Trademark Office

P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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extension of time and payment of the petition fee, the present response is considered timely filed.

\

DISCUSSION

37 CFR 1.42 When the Inventor is Dead, states, in part:

“In case of the death of the inventor, the legal representative (executor, administrator,
etc.) of the deceased inventor may make the necessary oath or declaration, and apply for and
obtain the patent.”

The declaration submitted on 03 August 2007 was executed by joint inventors Egbert
Classen and Hans-Dieter Rossteuscher, as well as, Erika Ertle, Marion Ertle, Lisa Ertle and
Marco Eitle as heirs of the estate of deceased inventor, Roland Ertle. The filed declaration
provides the citizenship, residence, and mailing address of both the deceased inventor and the
signing heirs. However, it is not possible to accept the declaration at this time. Applicant has

“included a paper which appears to detail the heirs of the estate of the deceased inventor, however,
applicant has not included an English translation of the this document nor a statement from
counsel that the parties who executed the declaration on behalf of Mr. Ertle represent all of the
heirs of his estate. Similarly, applicant has submitted a declaration including German text.
Applicant has not used the Form PTO/SB/103 for this application. As discussed in the Manual
of Patent Examining Procedure (MPEP) section 602.06:

Unless the text of any oath or declaration in a language other than English is in a form provided by the
Patent and Trademark Office or in accordance with PCT Rule 4.17(iv), it must be accompanied by an English
translation together with a statement that the translation is accurate, except that in the case of an oath or declaration
filed under § 1.63, the translation may be filed in the Office no later than two months from the date applicant is
notified to file the translation.

Therefore, absent an English translation it is not possible to accept applicant’s declaration
at this time. :

CONCLUSION

Applicant’s petition under 37 CFR 1.42 is DISMISSED, without prejudice.

Applicant is hereby afforded TWO (2) MONTHS from the mail date of this decision to
file an oath or declaration in compliance with 37 CFR 1.497 (a)-(b). Any reconsideration request
should include a cover letter entitled, "Renewed Petition Under 37 CFR 1.42." No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).



Application No.: 10/583,637

Any further correspondence with respect to this matter should be directed to Mail Stop
PCT, Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, ‘
Alexandria, Virginia 22313-1450, with the contents of the letter marked to the attention of the
Office of PCT Legal Administration.

oy

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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BSH Home Appliances Corporation
Intellectual Property Department
100 Bosch Boulevard

New Bern, NC 28562

In re Application of
CLASSEN, et al.
Application No.: 10/583,637

PCT No.: PCT/EP04/53445 : DECISION ON PAPERS
Int. Filing Date: 14 December 2004 o -
Priority Date: 23 December 2003 : - UNDER 37 CFR 1.42

Attorney Docket No.: 2003P01972WOUS

For: CONNECTOR DEVICE FOR
PRODUCING AN ELECTRICAL
CONNECTION BETWEEN A MAINS
CABLE AND A LOOM

This decision is in response to the “Renewed Petition Under 37 CFR 1.42" filed 01
February 2008 in the United States Patent and Trademark Office (USPTO). No petition fee is

due.

BACKGROUND

On 30 November 2007, applicant was mailed a decision dismissing applicant’s request
for status under 37 CFR 1.42. Applicant was afforded two months to file any request for
reconsideration.

On 01 February 2008, applicant filed the present renewed petition. The filing contains
certification under 37 CFR 1.8 that the renewed petition was deposited for mailing on 30 January
2008 and is therefore considered timely filed. '

DISCUSSION

As detailed in the decision mailed 30 November 2007, 37 CFR 1.42 When the Inventor is
Dead, states, in part:

“In case of the death of the inventor, the legal representative (executor, administrator,
etc.) of the deceased inventor may make the necessary oath or declaration, and apply for and
obtain the patent.” :

With the present renewed petition and English translation of the inheritance certificate,
applicant has satisfied the remaining issues listed in the 30 November 2007 decision.
Specifically, applicant has certified that the English translation of the German declaration is

Commissioner for Patents
United States Patent and Trademark Office

0 7 FEB 2008 Alexandﬁa,Vi(.)'lZgwMSO

www.uspto.gov

0. Box 1450
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accurate and that individuals executing the declaration on the behalf of inventor Ertle represent
all of the heirs of the estates. As such, it is proper to grant the request for status at this time.

CONCLUSION
Applicant's renewed request for status under 37 CFR 1.42 is GRANTED.

This application will be given an international application filing date of 14 December
2004 and a date of 03 August 2007 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the DO/EO/US for processing in accordance with
this decision. :

Wt i f 5

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET

FOURTEENTH FLOOR

IRVINE, CA 92614

In re Application of
DE KEERSMAECKER, Koen
Application No.: 10/583,640
PCT No.: PCT/BE2004/000182 :
Int. Filing Date: 22 December 2004 : DECISION
Priority Date: 22 December 2003 :
Docket No.: IMEC320.001 APC
For: THE USE OF MICROELECTRIC
STRUCTURES FOR PATTERNED
DEPOSITION OF MOLECULES
ONTO SURFACES

This application is before the Office of PCT Legal Administration for matters arising
under 35 USC 371.

BACKGROUND

Applicants filed a declaration of the inventors along with the basic national fee on 20
June 2006. The declaration contained one page 1 and two pages 2. The pages listed the same
inventor, but were separately executed. This indicates that multiple copies of the declaration
were pieced together to create a single composite declaration. This is not permitted.

On 19 March 2007, the Office mailed a Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating that an oath or declaration of the inventors was required and that
the declaration previously submitted included an inventor not listed on the published
international application.

On 27 April 2007, applicants submitted a new declaration with all the pages, listing the
same three inventors.

On 23 November 2007, the Office mailed Notification of Defective Response (Form
PCT/DO/EQO/916), indicating that the third named inventors was not listed on the international
publication.

DISCUSSION

While the inventor was not listed on the published international, he was added under PCT
Rule 92bis during the international phase, though the forms indicating the change were not

Commissioner for Patents

United States Patent and Trademark Office
.O. Box 1450
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present in the file. Under 37 CFR 1.41(a)(4), the inventorship of the international application
entering the national stage under 35 U.S.C. 371 is that inventorship set forth in the international
application, which includes any change effected under PCT Rule 92bis.

As such, the Notification of Defective Response (Form PCT/DO/E0O/916) mailed 23
November 2007, issued in error and is hereby VACATED.

CONCLUSION

This application is being referred to the National Stage Processing Branch of the Office
of Patent Application Processing for further action consistent with this decision.

/Erin P. Thomson/

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone:  571-272-3292
Facsimile: 571-273-0459
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AIR LIQUIDE
INTELLECTUAL PROPERTY COPY MAILED
2700 POST OAK BOULEVARD, SUITE 1800 JAN 1 6 2009

HOUSTON TX 77056
OFFICE OF PETITIONS

In re Application of

Julien Gatineau et al :

Application No.10/583,641 :  DECISION ON PETITION
Filed: December 3, 2008 :

Attorney Docket No. Serie 6397

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 3, 2008, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment; (2) the petition fee; and (3) the required statement
of unintentional delay have been received. Accordingly, the reply to the nonfinal rejection
mailed April 7, 2008, is accepted as having been unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since the $2,350.00 extension of time fee submitted with the petition on December 3,
2008 was subsequent to the maximum extendable period for reply, this fee is unnecessary and
will be credited to petitioner’s deposit account as authorized.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3208.
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This application is being referred to Technology Center AU 1792 for appropriate action by the
Examiner in the normal course of business on the reply received December 3, 2008.

Karen Creasy g

Petitions Examiner :
Office of Petitions
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Woodcock Waslhburn LLP
Cira Centre, 12 Floor
2929 Arch Street
Philadelphia, PA 19104

In re Application of

Timothy John Norman
Application No. 10/583,642
Filed: June 20, 2006

Attorney Docket No. Cell-0317

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED

FEB 1 4 2008
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed October 10, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to Woodcock Washburn LLP has
been revoked by the assignee of the patent application on December 6, 2007. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Williams at 571-272-

2991.

Terri Williams
Petitions Examiner
Office of Petitions

cc: McDonnell Boehnen Hulbert & Berghoff LLP
300 S. Wacker Drive
32" Floor
Chicago, IL 60606
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Blakely, Sokoloff, Taylor &
Zafman LLP

12400 Wilshire Boulevard, 7% Floor
Los Angeles,CA 90025

In re Application of :  DECISION ON
Fabrice Madigou, et al ;

Application No.: 10/583,651

PCT No.: PCT/FR2003/003792 :

Int. Filing Date: 18 December 2003 :  PETITION UNDER
Priority Date: 18 December 2002 :

Attorney's Docket No.: 15675P615

For: Game Mobile Element, Such as a Game Piece, :

And Related Game System : 37CFR 1.137(b)

This decision is in response to applicants’ “PETITION FOR REVIVAL OF AN
INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S.
ABANDONED UNINTENTIONALLY UNDER 37 C.F.R. 1.137(b),” filed on 16 June 2006.

BACKGROUND

On 18 December 2003, this international application was filed, which claimed priority to
earlier application filed on 18 December 2002. The deadline for paying the basic national fee in
the United States under 35 U.S.C. 371 and 37 CFR 1.495 was 18 June 2005. This international
application became abandoned with respect to the United States at midnight on 18 June 2005 for
failure to pay the required basic national fee.

On 16 June 2006, applicants filed the instant petition under 37 CFR 1.137(b) and
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee and the petition fee. No executed declaration was submitted at such
time.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.
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Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this
application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being sent to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

T Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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Blakely, Sokoloff, Taylor & Zafman LLP
12400 Wilshire Boulevard, 7" Floor
Los Angeles, CA 90025

In re Application of
MADIGOU, Fabrice .
Application No.: 10/583,652 : DECISION ON PETITION
PCT No.: PCT/FR03/03791 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 18 December 2003 :
Priority Date: 18 December 2002
Attorney Docket No.: 15675P614
For: GAME SYSTEM WITH ENHANCED
CONTROL FOR MOVING DISPLAYED
VIRTUAL OBJECTS

The petition to revive under 37 CFR 1.137(b) filed 16 June 2006 in the above-
captioned application is hereby GRANTED as follows:

Applicants’ statement that "the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicants have submitted the basic
national fee and the requirements of 37 CFR 1.137(b) have been satisfied. Therefore,
the request to revive the application abandoned under 35 U.S.C. 371(d) is granted as
to the National stage in the United States of America.

This application is being returned to the United States Designated/Elected Office for
processing in accordance with this decision.

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Tel: (571) 272-3298

Fax: (571) 273-0459
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BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN
12400 Wilshire Boulevard, Suite 700
Los Angeles, CA 90025

In re Application of: : :
MADGIOU, Fabrice : DECISION ON PETITION
U.S. Application No.: 10/583,654 : UNDER 37 CFR 1.137(b)
Int’l Application No: PCT/FR2003/003790
Int’l Filing Date: 18 December 2003
Priority Date: 18 December 2002
Attorney Docket No.: 15675P616
For: USER INTERFACE DEVICE FOR

ELECTRONIC GAME USING CARDS

The petition to revive under 37 CFR 1.137(b) filed 16 June 2006 in the above-captioned
application is hereby GRANTED as follows:

Applicant’s statement that “the entire delay in filing the required reply from the due date
for the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” satisfies the requirement of 37 CFR 1.137(b)(3).

Applicant has now submitted the small entity basic national fee, and the requirements of
37 CFR 1.137(b) have been satisfied. Therefore, the request to revive the application is granted
as to the United States of America.

This application is being referred to the National Stage Processing Branch of the Office
of PCT Operations for further processing in accordance with this decision, including the mailing
of a Notification Of Missing Requirements (Form PCT/DO/EO/905) requiring submission of an
oath or declaration in compliance with 37 CFR 1.497 and the surcharge for filing the oath or
declaration later than thirty months after the priority date.

Q0 L

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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KENYON & KENYON LLP Mail Date: 04/21/2010
ONE BROADWAY

NEW YORK, NY 10004

Applicant : Thomas Frenz : DECISION ON REQUEST FOR
Patent Number : 7594496 : RECALCULATION of PATENT
Issue Date : 09/29/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,655 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/26/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 238 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
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26694

VENABLE LLP

P.O. Box 34385 -
“Washington, DC 20043-9998

In re Application of

FORSLUND, Karl-Erik

U.S. Application No.: 10/583,665 :

PCT No.: PCT/SE2004/002004 ; DECISION ON

Int. Filing Date: 22 December 2004 : PAPERS FILED

Priority Date: 22 December 2003 : UNDER 37 CFR 1.42
Attorney Docket No.: 43315-230172 :
For. A WRIST UNIT TO A ROBOT ARM

This is a decision on the declaration filed on 21 June 2006 which has been
treated as a petition under 37 CFR 1.42. No fee is required.

BACKGROUND

On 21 June 2006, applicant filed the above-captioned national stage application
of PCT/SE2004/002004 which was accompanied by, inter alia, a declaration signed by
the legal representative of Karl-Erik Forslund.

DISCUSSION

37 CFR 1.42 When the Inventor is Dead, states, in part:

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may make the necessary
oath or declaration, and apply for and obtain the patent.

The citizenship, residence and address of the deceased inventor are listed on
the declaration pursuant to 37 CFR 1.497(a)(3) and 37 CFR 1.63(c)(1). Moreover, the
citizenship, residence and address of the legal representative are also recorded on the
declaration satisfying 37 CFR 1.497(b)(2) . »

" Therefore, the declaration complies with 37 CFR 1.497(a) and (b).

CONCLUSION

The papers filed under 37 CFR 1.42 are ACCEPTED.

Applicant has completed the requirements for acceptance under 35 U.S.C.



10/583,665

371(c). The application has an international filing date of 22 December 2004, under 35
U.S.C. 363 and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 21 June 2006.

| This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

%V»Sm

mes Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302
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STEVENS, DAVIS, MILLER & MOSHER, LLP MAI L
1615 L. STREET N.W.
SUITE 850 JUL U9 2007
WASHINGTON DC 20036
: DIRECTOR'S OFFICE
TECHNOLOGY CENTER 2600

In re Application of

Joacﬁlm LOHR, et al. ;
Application No. 10/583,671 : DECISION ON PETITION
Filed: November 14, 2006 E TO MAKE SPECIAL
For: QUALITY-OF-SERVICE (QOS)-AWARE
SCHEDULING FOR UPLINK
TRANSMISSION ON DEDICATED
CHANNELS

This is a decision on the petition filed July 26, 2006 under Manual of Patent Examination Procedure
§708.02, VIII requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIII, must:

(1) be filed prior to receiving any examination by the examiner,

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the claims pertain to more
than one invention, then applicant will have to make an election without traverse or forfeit accelerated
examination status),

(4) state that a pre-examination search was made, and fully discuss the search method employed, such as
classes and subclasses searched, publications, Chemical abstracts, patents, etc. A search made by a
foreign patent office satisfies this requirement,

(5) be accompanied by a copy of each of the references most closely related to the subject matter
encompassed by the claims if said references are not already of record,

(6) fully discuss the references, pointing out with the particularity required by 37 C.F.R. §1.111 (b) and
(c), how the claimed subject matter is patentable over the references. -

The petitioner meets all the above-listed requirements. Accordingly, the petition is GRANTED.

The application will retain its special status throughout its entire prosecution, including any appeal to the
Board of Patent Appeals and Interferences, subject only to diligent prosecution by the applicant. The
application file is being forwarded to the examiner for appropriate action in due course.

Krista Zéle
Special Program Examiner

Technology Center 2600
Communications

’
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MAILED
ROBERT D. SHEDD, PATENT OPERATIONS :
THOMSON LICENSING, LLC JAN 06 2010
PO BOX 5312 X
PRINCETON, NJ 08543-5312 OFFICE OF PETITIONS
In re Application of
Oliver Le Meur, et al. :
Application No. 10/583,673 , . DECISION ON PETITION

Filed: June 19, 2006
Attorney Docket No. PF030182

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 20, 2009, to revive the above-identified application.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, March 20, 2009, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on June 21, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1620, and (3) a proper statement of
unintentional delay.

In view of the above, the petition is GRANTED.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning the examination or status of this application should be
directed to the Technology Center.

This application is being referred to Technology Center AU 2624 for appropriate action by the
Examiner in the normal course of business on the reply received October 20, 2009.

Pefitions Examiner
Office of Petitions
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MARSHALL, GERSTEIN & BORUN LLP
233 S. WACKER DRIVE, SUITE 6300
SEARS TOWER

CHICAGO IL 60606

In re Application of
PATEL, et al. : '
PCT No.: PCT/GB04/05392 : DECISION ON PETITION
Application No.: 10/583,677 :
Int. Filing Date: 20 December 2004 : UNDER 37 CFR 1.47(a)
Priority Date: 19 December 2003 :
Atty. Docket No.: 29610/CDT499
For: OPTICAL DEVICE COMPRISING A CHANGE

TRANSPORT LAYER OF INSOLUBLE :

ORGANIC...FOR THE PRODUCTION THEREOF:

This decision is in response to applicant's petition under 37 C.F.R. § 1.47 filed 15
October 2008 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 20 December 2004, applicant filed international application PCT/GB04/05392 which
claimed priority to an earlier application filed 19 December 2003. A copy of the international
application was communicated from the International Bureau (IB) to the United States on 30
June 2005. Pursuant to 37 CFR 1.495, the thirty-month period for paying the basic national fee
in the United States expired at midnight on 19 June 2006.

On 19 June 2006, applicant filed a transmittal letter for entry into the national stage in the
United States which was accompanied by the requisite basic national fee as required by 35
U.S.C. 371(c)(1); an Application Data Sheet and a preliminary amendment.

On 02 September 2008, applicant was mailed a “NOTIFICATION OF MISSING
REQUIREMENTS UNDER 35 U.S.C. 371" (Form PCT/DO/E0O/905) informing applicant of the
need to provide an oath or declaration of the inventors, in compliance with 37 CFR 1.497(a) and
(b), identifying the application by the International application number and international filing
date. Applicant was afforded two months to file the proper reply and informed that this period
could be extended pursuant to 37 CFR 1.136(a).

On 15 October 2008, applicant filed the present petition under 37 CFR 1.47(a) to accept
the filed declaration without the signature of inventor Mark Leadbeater.
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(g), (2) factual proof that the missing joint investor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor. With the filing of the present petition and
accompanying papers, applicant has satisfied all four items and it is appropriate to grant the
petition under 37 CFR 1.47(a).

CONCLUSION

For the reasons above, applicant's petition under 37 CFR 1.47(a) is GRANTED.

The application has an international filing date of 20 December 2004 under 35 U.S.C.
363, and will be given a date of 15 October 2008 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

As provided in 37 CFR 1.47(c), a notice of the filing of this application will be forwarded
to the non-signing inventor at his last known address of record. A notice of the filing of the
application under 37 CFR 1.47(a) will be published in the Official Gazette.

This application is being returned to the DO/EO/US for processing in accordance with
this decision.

Derek A. Putonen
Attorney Advisor
Office of PCT Legal Administration

Tel: (571) 272-3294
Fax: (5§71) 273-0459
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Mr. Mark Leadbeater
Rookery Farm
Depden, IP29 4BU
UNITED KINGDOM

In re Application of

PATEL, et al.

PCT No.: PCT/GB04/05392

Application No.: 10/583,677

Int. Filing Date: 20 December 2004

Priority Date: 19 December 2003

Atty. Docket No.: 29610/CDT499

For:  OPTICAL DEVICE COMPRISING A CHANGE
TRANSPORT LAYER OF INSOLUBLE
ORGANIC... FOR THE PRODUCTION THEREOF

Dear Mr. Leadbeater:

You are named as an inventor in the above identified United States patent application, filed under
the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you will be
designated as an inventor. As a named inventor, you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or any part thereof (at a prepaid cost per 37 CFR
1.19) or to make your position of record in the application. Alternately, you may arrange to do
any of the preceding through a registered patent agent or attorney presenting written
authorization from you. If you care to join in the application, the law firm of record (see below)
would presumably assist you. Joining in the application would entail the filing of the appropriate
oath or declaration by you pursuant to 37 CFR 1.63.

e

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294

Fax: (571) 273-0459

Andrew M. Lawrence

Marshall, Gerstein & Borun, LLP
233 S. Wacker Drive, Suite 6300
Chicago, Illinois 60606-6357
United States of America
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Philip E. Hansen

Heslin Rothenberg Farley & Messiti P.C.
5 Columbia Circle

Albany, New York 12203

In re Application of . :  DECISION ON
Benicewicz et al ; .

ot . gi/31/00ab SERGHELR GGGGBBG6 861935 16383661
Application No.: 10/583,681 C ol Friel £5.98 D

PCT No.: PCT/US2004/016718 ;
Int. Filing Date: 27 May 2004 : :  PETITION UNDER
Priority Date: 30 May 2003 :

Attorney's Docket No.: 0094-065A

For: LOW ODOR CHAIN TRANSFER AGENTS FOR

CONTROLLED RADICAL POLYMERIZATION : 37CFR 1.137(b)

This decision is in response to applicants’ “PETITION FOR REVIVAL OF AN
INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S.
ABANDONED UNINTENTIONALLY UNDER 37 C.F.R. 1.137(b),” filed on 19 June 2006.
The required fee of $65.00 (the surcharge under 1.492(h) for late filing of the declaration) has
been charged to Deposit Account No.: 08-1935 as authorized in the transmitted letter submitted
on 19 June 2006. :

BACKGROUND

On 27 May 2004, this international application was filed, which claimed priority to
earlier application filed on 30 May 2003. The deadline for paying the basic national fee in the
United States under 35 U.S.C. 371 and 37 CFR 1.495 was 30 November 200S. This
international application became abandoned with respect to the United States at midnight on 30
November 2005 for failure to pay the required basic national fee.

On 19 June 2006, applicants filed the instant petition under 37 CFR 1.137(b) and
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee, the petition fee, and an executed declaration.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
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information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.

Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this

application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.
This application is being sent to the United States Designated/Elected Office

(DO/EO/US) for continued processing. The 35 USC 371(c)(1), (c)(2), and (c)(4) date of this
application is 19 June 2006.

| PCY Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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CLARK & ELBING LLP
101 FEDERAL STREET
BOSTON MA 02110

In re Application of:
CLARK, Paul, T., et al. :
U.S. Application No.: 10/583,684 D DECISION ON REQUEST UNDER
PCT No.: PCT/US2004/042743 : 37 CFR 1.497(d)
International Filing Date: 20 December 2004
Priority Date: 19 December 2003
Attorney’s Docket No.: 07588/020002
For: USE OF HUMAN CORD BLOOD-
DERIVED PLURIPOTENT CELLS
FOR THE TREATMENT FO DISEASE

This decision is issued in response to the “Petition To Correct Inventorship Under 37
CFR 1.497(d)” filed 02 November 2006. Applicants have paid the required $130 processing fee.

BACKGROUND

On 20 December 2004, applicants filed international application PCT/US2004/042743.
The application claimed a priority date of 19 December 2003, and it designated the United
States. The deadline for submission of the basic national fee was thirty months from the priority
date, i.e., 19 June 2006. The published international application identified three
applicant/inventors for the U.S.: Paul T. CLARK, Marc D. BEER, and Christoph M. ADAMS.

On 19 June 2006, applicants filed a Transmittal Letter for entry into the national stage in
the United States accompanied by, among other materials, payment of the basic national fee, and
Application Data Sheet (ADS), and an unexecuted declaration. The ADS and unexecuted
declaration named the same three inventors as listed on the international application.

On 02 November 2006, applicants filed the “Petition To Correct Inventorship Under 37
CFR 1.497(d)” considered herein, The petition requests that Christoph M. ADAMS be removed
as an inventor of record and that Morey KRAUS be added as an inventor of record. The petition
was accompanied by, among other materials, a supplemental ADS and an executed declaration
that identified the inventors as Morey KRAUS, Marc D. BEER, and Paul T. CLARK.

DISCUSSION

Section 1893.01(e) of the MPEP states the following regarding changes in the
inventorship of an international application entering the national stage (emphasis added):
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The inventorship of an international application entering the national stage under
35 U.S.C. 371 is that inventorship set forth in the international application,
which includes any changes effected under PCT Rule 92bis. See 37 CFR
1.41(a)(4). Accordingly, an oath or declaration that names an inventive
entity different than that set forth in the international application will not
be accepted for purposes of entering the U.S. national phase unless the
requirements under 37 CFR 1.497(d) are satisfied. These requirements
include: (A) a statement from each person being added as an inventor and from
each person being deleted as an inventor that any error in inventorship in the
international application occurred without deceptive intention on his or her part;
(B) the processing fee set forth in 37 CFR 1.17(i); and (C) the written consent of
the assignee if an assignment has been executed by any of the original named
inventors (see 37 CFR 3.73(b)).

As noted above, applicants have now filed an executed declaration that names an
inventive entity different than that set forth in the international application (specifically, Morey
KRAUS has been added as an additional inventor, and Christoph M. ADAMS has been
removed). Accordingly, applicants must satisfy the requirements of 37 CFR 1.497(d) before
such declaration can be.accepted.

The “Petition To Correct Inventorship Under 37 CFR 1.497(d)” filed by applicants
includes the required statements of non-deceptive intent from the persons being added and
removed as inventors, as well as the required processing fee. Requirements (A) and (B) are
therefore satisfied. However, applicants have not submitted the written consent of assignee
Viacell, Inc. to the requested change in inventorship. Requirement (C) is therefore not satisfied.'

N Based on the above, applicants have failed to submit all the requirements of a grantable
request under 37 CFR 1.497(d). Accordingly, the request to add Morey KRAUS as an additional
inventor of record and to delete inventor Christoph M. ADAMS, is appropriately dismissed.

CONCLUSION

Applicants’ request to correct inventorship under 37 CFR 1.497(d) is DISMISSED
without prejudice. '

The inventorship of record herein remains that set forth in the international application,
that is, Paul T. CLARK, Marc D. BEER, and Christoph M. ADAMS.

The declaration filed 02 November 2006, which includes additional inventor Morey
KRAUS and does not include Christoph M. ADAMS, is defective on the present record for
failure to properly identify the inventors of record herein.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Renewed Petition Request Under 37 CFR
1.497(d)” and must include the materials required to satisfy item (C) of a grantable petition, as

" It is noted that the assignee’s consent must be submitted in compliance with 37 CFR 3.73(b).
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discussed above and in the MPEP, that is, the written consent of the assignee to the proposed
change of inventorship in the form required by 37 CFR 3.73(b).

Failure to file a proper response will result in abandonment of the application.
Extensions of time are available under 37 CFR 1.136(a)

Please direct further correspondence with respect to this matter to Mail Stop PCT,
Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents
of the letter marked to the attention of the Office of PCT Legal Administration.

LR YU

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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CLARK & ELBING LLP
101 FEDERAL STREET
BOSTON MA 02110

In re Application of:
CLARK, Paul, T., et al. :
U.S. Application No.: 10/583,684 ; DECISION ON RENEWED

PCT No.: PCT/US2004/042743 : REQUEST UNDER

International Filing Date: 20 December 2004 : 37 CFR 1.497(d)
Priority Date: 19 December 2003 :
Attorney’s Docket No.: 07588/020002
For: USE OF HUMAN CORD BLOOD-
DERIVED PLURIPOTENT CELLS
FOR THE TREATMENT OF DISEASE

This decision is issued in response to the “Renewed Request Under 37 CFR 1.497(d)”
filed 04 December 2008. Applicants have previously submitted the required processing fee.

BACKGROUND

The procedural background for the present application was set forth in the decision
mailed herein on 04 September 2008. That decision dismissed applicants’ request to correct
inventorship under 37 CFR 1.497(d) for failure to satisfy all the requirements of a grantable
request. Specifically, applicants had failed to provide the consent of the assignee to the
requested change in inventorship.

On 04 December 2008, applicants filed the “Renewed Request Under 37 CFR 1.497(d)”
considered herein.

DISCUSSION

The renewed petition includes a statement of consent to the change of inventorship
executed on behalf of the assignee Viacell, Inc. (Viacell). The consent was provided in the form
required under 37 CFR 3.73(b). These materials satisfy the final requirement for a grantable
request to correct inventorship under 37 CFR 1.497(d). The requested addition of Morey
KRAUS as an additional inventor, and the removal of Christoph M. ADAMS, is therefore
appropriately granted.

Based on the above correction, the declaration filed 02 November 2006 is now acceptable
in compliance with 37 CFR 1.497(d).
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CONCLUSION

Applicants’ renewed request to correct inventorship under 37 CFR 1.497(d) is
GRANTED.

The inventorship of record herein is corrected to add Morey KRAUS as an additional
inventor of record, and to remove Christoph M. ADAMS.

This application is being referred to the National Stage Processing Branch of the Office
Of PCT Operations for further processing in accordance with this decision. The date under 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) is 02 November 2006.

AL

Richard M. Ross

Attorney Advisor ‘
Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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THE WEBB LAW FIRM, P.C. Mail Date: 04/21/2010
700 KOPPERS BUILDING

436 SEVENTH AVENUE
PITTSBURGH, PA 15219

Applicant : Hyung—Jun Kim : DECISION ON REQUEST FOR
Patent Number : 7654223 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,688 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/20/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 611 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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United States Patent and Trademark Office
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THE WEBB LAW FIRM, P.C. Mail Date: 05/18/2010
700 KOPPERS BUILDING

436 SEVENTH AVENUE
PITTSBURGH, PA 15219

Applicant : Hyung-Jun Kim : NOTICE CONCERNING IMPROPER
Patent Number : 7654223 : CALCULATION OF PATENT TERM
i;;‘ficiiiﬁn o %fgéé Zgég : ADJUSTMENT BASED UPON USPTO
D L era0 5006 : IMPROPERLY MEASURING REDUCTION

: PERIOD UNDER 37 CFR 1.704(c)(10).

The United States Patent and Trademark Office (USPTO) discovered that in processing the recent recalculation decisions
mailed in response to patentee’s filed Request for Recalculation of Patent Term Adjustment in view of Wyeth, the USPTO
improperly measured the reduction period for reductions under 37 CFR 1.704(c)(10). Pursuant to 37 CFR 1.704(c)(10),
patentee's reduction begins on the date of filing the amendment under 37 CFR 1.312 ("1.312 amendment”) or other
related paper and ends on the date that the Office mails a response to the filing of the 1.312 amendment or other paper. It
has been discovered that during the recalculation, the calculation failed to the limit the reduction to the mail date of the
response to the 1.312 amendment or other paper. Accordingly, patentee's reductions were greater than warranted.

This notice VACATES the previous GRANTED request for recalculation and provides patentee with a revised GRANTED
recalculation.

The patent term adjustment has been determined to be 710 days. The USPTO will sua sponte issue a certificate of
correction reflecting the amount of patent term adjustment (PTA) days determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford patentee an opportunity to be heard and
request reconsideration. Accordingly, patentee has one month or thirty (30) days from the mail date of this notice,
whichever is longer, to file a request for reconsideration of this PTA calculation. See 35 U.S.C. § 154(b)(3)(B)(ii) and 37
CFR 1.322(a)(4).

Patentee should use document code PET.OP if electronically filing a request for reconsideration of this PTA calculation.
The patentee must also include the information required by 37 CFR 1.705(b)(2), and the fee required by 37 CFR 1.18(e).
If patentee does not file a timely request for reconsideration of this PTA calculation, including the information required by
37 CFR 1.705(b)(2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a certificate of correction reflecting the
PTA determination noted above.

Patentee should be aware that in order to preserve the right of review of the USPTO's PTA determination in the United
States District Court for the District of Columbia, patentee must ensure that the steps required under 35 U.S.C. § 154
(b)(4) are taken in a timely manner. Nothing in the request for recalculation should be construed as providing an
alternative time frame for commencing a civil action under 35 U.S.C. § 154(b)(4).

PTOL-549-16G (05/10)
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COATS & BENNETT, PLLC Mail Date: 04/21/2010
1400 Crescent Green, Suite 300

Cary, NC 27518

Applicant : Jean-Marie Musslin : DECISION ON REQUEST FOR
Patent Number : 7645391 : RECALCULATION of PATENT
Issue Date : 01/12/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,702 : OF WYETH AND NOTICE OF INTENT TO

Filed : 07/06/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 18 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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HUTCHISON LAW GROUP PLLC
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In re Application of
KORDES, Markus et al.
U.S. Application No.: 10/583,710
PCT No.: PCT/EP2004/014623 :
International Filing Date: 22 December 2004 : DECISION
Priority Date: 23 December 2003 :
Attorney’s Docket No.: BASF.10158WQUS
For: 1-(AZOLIN-2-YL) AMINO ...
ARACHNIDS AND NEMATODES

This decision is in response to applicant’s petition under 37 CFR 1.181, filed in the
United States Patent and Trademark Office on 03 October 2007.

BACKGROUND

On 22 December 2004, applicant filed international application PCT/EP2004/014623,
which claimed a priority date of 23 December 2003 A copy of the international application was
communicated to the United States Patent and Trademark Office (“USPTO”) by the International
Bureau (“IB”) on 14 July 2005. The deadline for entry into the national stage in the US was 23
June 2006.

On 20 June 2006, applicant filed a transmittal letter for entry into the national stage in the
United States accompanied by, inter alia, the basic national fee, a declaration of the inventors
and an express request to commence national phase examination procedures.

On 22 March 2007, a Notification of Acceptance (Form PCT/DO/EOQ/903) was mailed
giving the application a 35 U.S.C. §371(c)(1), (c)(2) and (c)(4) date of 20 June 2006 and a date
for all 35 USC 371 requirements of 23 June 2006.

On 03 October 2007, applicant filed this petition to correct the Notice of Acceptance.

DISCUSSION

The Notification of Acceptance mailed 22 March 2007, indicated that all 35 USC 371
requirements were satisfied on 23 June 2006, the expiration of 30 months from the priority date.
However, applicant filed an express request to commence national stage examination procedures

. on 20 June 2006. As such, 20 June 2006 should be the date for all 35 USC 371 requirements.
MPEP 1893.03(b).
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CONCLUSION
For the reasons discussed above, the Petition Under 37 CFR 1.181 is GRANTED.

The Notification of Acceptance (Form PCT/DO/E0Q/903) mailed 22 March 2007 is
VACATED.

This application is being forwarded to the National Stage Processing Branch of the
Office of PCT Operations for further processing in accordance with this decision, including the
mailing of a corrected Notification of Acceptance (Form PCT/DO/EO/903). The application has
a date of 20 June 2006 for all 35 USC 371 requirements. '

/Erin P. Thomson/

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone:  571-272-3292
Facsimile: 571-273-0459
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BRINKS, HOFER, GILSON & LIONE Mail Date: 04/21/2010
P.0O. BOX 1340
MORRISVILLE, NC 27560

Applicant : Markus Kordes : DECISION ON REQUEST FOR
Patent Number : 7655600 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/583,710 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/20/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 692 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
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\ Alexandria, VA 22313-1450
www.uspto.gov

EDWARDS ANGELL PALMER & DODGE LLP
P.O. BOX 55874

BOSTON MA 02205

In re Application of: :

FUKUDA, Masanobu, et al. : DECISION ON REQUEST TO
U.S. Application No.: 10/583,714 : : CORRECT INVENTOR’S NAME

PCT No.: PCT/JP2003/016814

International Filing Date: 25 December 2003
Priority Date: None claimed

Atty Docket No.: 80357(47762)

For: INK AND LAMINATE SHEET

This decision is issued in response to the “Notification Of Spelling Correction Of
Inventor’s Name” filed 03 November 2008, treated herein as a request to correct a spelling error

in one of the inventor’s names. No petition fee is required.

BACKGROUND

On 25 December 2003, applicants filed international application PCT/JP2003/016814.
The international application did not claim an earlier priority date, and it designated the United
States. On 14 July 2005, the International Bureau (IB) communicated a copy of the international
- application to the United States Patent and Trademark Office (USPTO). The deadline for
submission of the basic national fee was thirty months from the international filing date, i.e., 25
June 2006. The published international application identified the second inventor as Tatsuya
KOYAMA.

On 20 June 2006, applicants filed a Transmittal Letter requesting entry into the U.S.
national stage for international application PCT/JP2003/016814 accompanied by, among other
materials, payment of the basic national fee, an English translation of the international
application, and an executed declaration. The declaration identified the second inventor as
Tatsuya KOUYAMA.

On 02 September 2008, the United States Designated/Elected Office (DO/EO/US) mailed
a Notification Of Missing Requirements (Form PCT/DO/EO/905) indicating that an oath or
declaration in compliance with 37 CFR 1.497 and the surcharge for filing the declaration later
than thirty months after the priority date were required. The Notification indicated that the
declaration filed 20 June 2006 was defective based on the inconsistency in the second inventor’s
name.

On 03 November 2008, applicants filed a response to the Notification Of Missing
Requirements that included the “Notification Of Spelling Correction Of Inventor’s Name”
considered herein. The submission requests correction of the spelling of the second inventor’s
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name to KOUYAMA, as set forth in the declaration filed 20 June 2006, and acceptance of the
declaration based on such correction.

DISCUSSION

Section 1893.01(e) of the Manual Of Patent Examining Procedure (“MPEP”) states the
following (emphasis added):

Where ... the name of an inventor indicated in the international application
during the international phase has changed such that the inventor's name is
different from the corresponding name indicated in an oath or declaration
submitted under 37 CFR 1.497, for example, on account of marriage, then a
petition under 37 CFR 1.182 will be required to accept the oath or declaration
with the changed name. See MPEP § 605.04(c). However, where the
discrepancy between the name of the inventor indicated in the international
application during the international phase and the name of the inventor as
it appears in the oath or declaration submitted under 37 CFR 1.497 is the
result of a typographical or transliteration error, then a petition under 37
CFR 1.182 will not be required. In such case, the Office should simply be
notified of the error.

Section 605.04(b) of the MPEP states the following (emphasis added):

When a typographical or transliteration error in the spelling of an inventor's
name is discovered during pendency of an application, a petition is not required,
nor is a new oath or declaration under 37 CFR 1.63 needed. However,
applicants are strongly encouraged to use an application data sheet such
that any patent to issue will reflect the correct spelling of the inventor's
name. Without an application data sheet with the corrected spelling, any patent
to issue is less likely to reflect the correct spelling since the spelling of the
inventor's name is taken from the oath or declaration, or any subsequently filed
application data sheet.

Based on the present submission, the discrepancy between the second inventor’s name as
listed in the international application (KOYAMA) and in the filed declaration (KOUYAMA) is
accepted as resulting from a “typographical or transliteration error” which may be corrected
without the need of a petition. Accordingly, the name of record for the second inventor will be
corrected to Tatsuya KOUYAMA, as requested.

As noted in the MPEP, it is suggested that applicants submit an Application Data Sheet

(ADS) containing the correct spelling of the inventors’ names, so as to insure that any patent
_issued herein will reflect the correct spelling of the inventors’ names.

CONCLUSION

Applicants’ request to correct the spelling of the second inventor’s name is GRANTED.
The name of record for the second inventor is accepted as Tasuya KOUY AMA, as set forth in
the declaration filed 20 June 2006.
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Based on the above correction, the declaration filed 20 June 2006 is no longer defective
under 37 CFR 1.497. In addition, because such declaration was filed prior to the expiration of
thirty months from the priority date, applicants are not required to submit the surcharge set forth
in the Notification Of Missing Requirements.

The application is being referred to the National Stage Processing Branch of the Office of
PCT Operations for further processing in accordance with this decision. The date under 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) is 20 June 2006.

Richard M. Ross
Attorney Advisor
Office of PCT Legal Administration

Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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BACON & THOMAS, PLLC Mail Date: 06/18/2010
625 SLATERS LANE

FOURTH FLOOR
ALEXANDRIA, VA 22314-1176

Applicant : Mato Nagasawa : DECISION ON REQUEST FOR

Patent Number : 7632424 : RECALCULATION of PATENT

Issue Date : 12/15/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/583,722 : OF WYETH AND NOTICE OF INTENT TO
Filed :

06/20/2006 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 841 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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DIRECTOR'S OFFICE

_ TECHNOLOGY CENTER 2600
In re Application of : 5 ‘
Joachim LOHR, et al. :

Application No. 10/583,736 DECISION ON PETITION
Filed: November 14, 2006 TO MAKE SPECIAL

For: SCHEDULING MODE DEPENDENT :

DATA TRANSMISSIONS

This is a decision on the petition filed July 26, 2006, under Manual of Patent Examination Procedure
§708.02, VIII, requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIII, must:

(1) be filed prior to receiving any examination by the examiner,

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the claims pertain to more
than one invention, then applicant will have to make an election without traverse or forfeit accelerated
examination status),

(4) state that a pre-examination search was made, and fully discuss the search method employed, such as
classes and subclasses searched, publications, Chemical abstracts, patents, etc. A search made by a
foreign patent office satisfies this requirement,

(5) be accompanied by a copy of each of the references most closely related to the subject matter
encompassed by the claims if said references are not already of record,

(6) fully discuss the references, pointing out with the particularity required by 37 CF.R. §1.111 (b) and
(c), how the claimed subject matter is patentable over the references.

The petitioner meets all the above-listed requirements. Accordingly, the petition is GRANTED.
The application will retain its special status throughout its entire prosecution, including any appeal to the

Board of Patent Appeals and Interferences, subject only to diligent prosecution by the applicant. The
application file is being forwarded to the examiner for appropriate action in due course.

Michael Horalfik
Special Program Examiner
Technology Center 2600
Communications
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In re Application of

ITO et al. :

Application No.: 10/583,739 : NOTIFICATION
PCT No.: PCT/2005/018650 [sic] :

Int. Filing Date: 07 October 2005

Priority Date: 22 October 2004

Attorney's Docket No.: 2006_0987A

For: COMMUNICATION DEVICE

This application is before the Office of PCT Legal Administration for consideration of
issues under 35 U.S.C. 371.

On 20 June 2006, applicants filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission included, inter alia, a Transmittal
Letter. The Transmittal Letter indicates the international application number as
PCT/2005/018650, which is not a valid international application number.

Applicant is required to file a reply to this communication correcting the above-stated
error. A proper reply would include a petition under 37 CFR 1.182, including the petition fee set
forth in 37 CFR 1.17(h), to correct the Transmittal Letter (The petition should set forth the
specific circumstances as to how and when the error was made and should set forth that the
mistake was an inadvertent error without deceptive intent).

A proper response must be filed within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are available. Failure to timely file a proper
response will result in abandonment of the application.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web or if mailed should be addressed to Mail Stop PCT, Commissioner for Patents, Office



Application No.: 10/583,739

of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

Facsimile: (571) 273-0459
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