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OFFICE OF PETITIONS
In re Application of
Sebastian Suerbaum, et al. :
Application No. 10/926,270 : DECISION ON PETITION
Filed: August 26,2004 : TO WITHDRAW

Attorney Docket No. 02356.0073-03 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed September 21, 2007 and September 24, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by Deborah Katz on behalf of herself.

All other attorney/agents remain of record.

The correspondence address of record remains unchanged.

There is an outstanding Office action mailed November 1, 2007 that requires a reply from the
applicant.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.

Petytions Exa_miner
Office of Petitions
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In re application of . DECISION ON PETITION
Roy E. Kirkland et al : TO MAKE SPECIAL

Application No. 10/926,278 : (APPLICANT’S AGE)
Filed: August 25, 2004 :
For: PLANT STAKE HAVING ADJUSTABLE

SUPPORT MEMBERS

This is a decision on the petition submitted on December 23, 2004, under 37 CFR 1.102
(c) to make the-above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant’'s Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a statement from the applicant.

The evidence submitted with the petition is a declaration signed by Mr. Kirkland, Sr.
indicating that he is at least 65 years of age.

The examiner is directed (1) to make an interference search for possible interfering
applications, (2) to promptly examine this application out of turn, and (3) if any
interfering application is discovered, to examine such application simultaneously and
state in the first official letter of such appllcatlon that it is being taken out of turn because
of a possible interference.



Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner
makes a prompt bona fide effort, in response to each Office action, to place the
application in condition for allowance, even if it is necessary to conduct an interview with
the examiner to accomplish this purpose.

SUMMARY: Petition to Make Special GRANTED.

Steven N. Meyers
Special Programs Examiner

Patent Technology Center 3600
(703) 308-3868

SNM/pav: 01/10/05
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. OFFICE OF PETITIONS
In re Application of
Emil Lambrache, et al. : :
Application No. 11/926,296 : DECISION ON PETITION

Filed: October 29, 2007 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. 2800.009US5 :

This is a decision on the renewed petition under 37 CFR 1.78(a)(3), filed August 24, 2009, to
accept an unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of priority to the
prior-filed non-provisional applications set forth in the amendment filed with the petition.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted; '

(2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does not satisfy item (1) above.

The amendment filed on petition filed August 24, 2009 is improper as it should read
“which claims benefit of Provisional Application No. 60/658,473 filed March 5,
2005”. The new amendment filed does not indicate that 11/738,173 claims benefit
back to 60/658,473.

If reconsideration of this decision is desired, a renewed petition under 37 CFR §
1.78(a)(3) and an Application Data Sheet or an amendment (complying with the
provisions of 37 CFR 1.121 and 37 CFR 1.76(b)(5)) to correct the above matters are

required.
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A Certificate of Correction to accept a late claim for the benefit of priority to a prior
filed non-provisional application after issuance of the application into a patent and to
help satisfy the requirements of 37 CFR 1.78(a)(2)(i) along with a renewed petition
under 37 CFR 1.78(a)(3).

Further correspondence with respeét to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building -
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to April M. Wise at (571) 272-1642. All
other inquiries concerning the examination or status of this application should be directed to the
Technology Center.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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OFFCE OF PETITIONS

In re Application of

Masaki Tamura et al :

Application No. 10/926,316 : ON PETITION
Filed: August 26, 2004 :

Attorney Docket No. SON-3085

This is a decision on the petition, filed August 17, 2006, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on July 19, 2006, in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2873 will consider the request for continued
examination under 37 CFR 1.114.

Karen Creasy W
r

Petitions Examine
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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OFFICE OF PETITIONS
In re Application of
. Nathalie Proust :
Application No. 10/926,325 : DECISION ACCORDING STATUS
Filed: August 26, 2004 : UNDER 37 CFR 1.47(b)

Attorney Docket No. 0513-1124

This decision is in response to the petition filed January 28, 2005 under 37 CFR 1.47(b).
The petition is GRANTED.

The above-identified application was filed August 26, 2004 naming Nathalie Proust as the sole
inventor but without an executed oath or declaration. On October 28, 2004, a Notice to File Missing
Parts was mailed, requiring the basic filing fees, an oath or declaration under 37 CFR 1.63 and the
surcharge set forth in 37 CFR 1.16(e). In response, on January 28, 2005, applicant submitted, inter
alia, the requisite fees and the present petition seeking status under 37 CFR 1.47(b).

A grantable petition under 37 CFR 1.47(b) requires:

(1) proof that the non-signing inventor cannot be reached or refuses to sign the oath
or declaration after having been presented with the application papers specification,
claims and drawings); (2) an acceptable oath or declaration in compliance with 35
U.S.C. " 115 and 116; (3) the petition fee; (4) a statement of the last known address
of the non-signing inventor; (5) proof of proprietary interest, and (6) proof of
irreparable damage.

Petitioner has shown that the non-signing inventor, Nathalie Proust, cannot be reached or located,
after diligent effort, to sign the oath or declaration for this application. In addition, petitioner has
shown, by declaration of Mr. Jean Pierre Robert, that Nobel Plastiques has a proprietary interest in the
above-identified application. Petitioner has submitted the requisite petition fee and the last known
address for Ms. Proust. Lastly, petitioner has submitted a declaration in compliance with 37 CFR
1.63 and 1.64 and has demonstrated that such action is necessary to prevent irreparable damage.
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The application and papers have been reviewed and found in compliance with 37 CFR 1.47(b). This
application is hereby accorded Rule 1.47(b) status.

As provided in Rule 1.47(b), this Office will forward notice of this application's filing to the non-
signing inventor at the address given in the Declaration. Notice of the filing of this application will
.also be published in the Official Gazette.

After this decision is mailed, the above-identified application will be forwarded to the Office of Initial
Patent Examination for issuance of a corrected filing receipt. Thereafter the application will be
returned to Group Art Unit 3746 for further processing.

Telephone inquiries regarding this communication should be directed to the undersigned at (571) 272-
3204. .

\g;érr%‘./&rinkley _

Petitions Examiner

Office of Petitions

Office of the Deputy Assistant Commissioner
for Patent Policy and Projects
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MS. NATHALIE PROUST
30, RUE DE SAINT BRICE
5100 REIMS, FRANCE

COPY MAILED

JUL 2 0 2005
In re Application of :
Nathalie Proust - OFFICE OF PETITIONS
Application No. 10/926,325 :
Filed: August 26,2004 : LETTER

For: A PRIMING PUMP FOR A CIRCUT
SUBJECTING SAID PUMPT TO AN OUTLET
PRESSURE GREATER THAN AN INLET
PRESSURE

Dear Ms. Proust:

You are named as the inventor in the above-identified United States patent application filed under the
provisions of 35 U.S.C. 116 (United States Code) and 37 CFR 1.47(b), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be designated therein as the inventor.

As the named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of
record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join the
application, counsel of record (see below) would presumablg assist you. Joining in the application
would entail the filing of an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571) 272-
3204. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the agglication, or
a specific pa13)er in the gpplication, should be directed to Certification Division at (703) 308-9726 or
1-800-972-6382 (outside the Washington D.C. area).

/Sherry D{Brinkley
Petitions Examiner
Office of Petitions

cc:  YOUNG & THOMPSON
745 SOUTH 23RD STREET
2ND FLOOR
ARLINGTON, VA 22202
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OFFICE OF PETITIONS
In re Patent No. 7,465,465 :
Haslam et al. : DECISION ON
Issue Date: December 16, 2008 : REQUEST FOR
Application No. 10/926,330 : RECONSIDERATION OF
Filed: August 26, 2004 : PATENT TERM ADJUSTMENT
Attorney Docket No. 20342/1202326
-USs2

This is a decision on the “REQUEST FOR PATENT TERM ADJUSTMENT
DETERMINATION UNDER 37 CFR 1.705(b),” filed February 13, 2009,
requesting that the patent term adjustment determination for the
above-identified patent be changed from zero (0) days to forty-
four (44) days.

The request for reconsideration of patent term adjustment is
DISMISSED. :

On December 16, 2008, the above-identified application matured
into US Patent No. 7,465,465 with a patent term adjustment of 0
days. This request for reconsideration of patent term
adjustment was timely filed within two months of the issue date
of the patent. See 37 C.F.R. § 1.705(d).

The $200.00 fee set forth in 37 CFR 1.18(e) was preveniently
submitted with the filing of November 18, 2008. No additional
fees are required.

Patentees request recalculation of the patent term adjustment to
include a 283-day period of adjustment pursuant to 37 C.F.R.

§ 1.703(b). This request for an adjustment of 283 days is a
miscalculation. This application was filed under 35 U.S.C.
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§ 111(a) on August 26, 2004, and a request for continued
examination (RCE) having been filed in this application on June
5, 2008, three years and 284 days later.' It follows that this
petition will be construed to contain an assertion of
entitlement to an adjustment for 284 days for the Office’s
failure to issue this patent in 3 years, along with a period of
adjustment due to other examination delays, pursuant to 37 CFR
§§ 1.702(a) (1) and (a) (2), of 136 (92 + 44) days.

Under 37 CFR § 1.703(f), Patentees are entitled to a period of
patent term adjustment equal to the period of delays based on
the grounds set forth in 37 CFR § 1.702 reduced by the period of
time equal to the period of time during which Patentees failed
to engage in reasonable efforts to conclude prosecution pursuant
to 37 CFR § 1.704. In other words, the period of Office delay
reduced by the period of applicant delay.

The period of reduction of 359 days for applicant delay is not
in dispute.

Patentees do not dispute that the total period of Office delay
is the sum of the period of Three Years Delay (284 days) and the
period of Examination Delay (136 days) to the extent that these
periods of delay are not overlapping. However, Patentees
contend that only 16 days of the Three Year Delay period
overlaps with the period of examination delay prior to the
filing of the RCE. Accordingly, this petition is being
construed as containing an assertion by Patentees that the total
period of adjustment for Office delay is 404 days, which is the
sum of the period of Three Year Delay (284 days) and the period
of Examination Delay (136 days), reduced by the period of
overlap (16 days).

It follows that this petition is being construed as containing
an assertion that Patentees are entitled to a patent term
adjustment of 45 days (284 + 136 reduced by 16 overlap - 359
(applicant delay).

The Office agrees that as of the filing of the RCE on June 5,
2008, the application was pending 3 years and 284 days after its

' pursuant to 37 C.F.R. § 1.702(b) (5), the term of a patent shall be adjusted
if the issuance of the patent was delayed due to the failure of the Office to
issue a patent within three years after the date on which the application was
filed, but not including “[alny delay in the processing of the application by
the Office that was requested by the applicant.”
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filing date. The Office agrees that the actions detailed above
were not taken within the specified time frame, and thus, the
entry of a period of adjustment of 136 days is correct. At
issue is whether Patentees should accrue 284 days of patent term
adjustment for the Office taking in excess of three years to
issue the patent, as well as 136 days for Office failure to take
certain actions within a specified time frame (or examination
delay) . '

The Office contends that the entire 284-day period overlaps.
Patentees’ calculation of the period of overlap is inconsistent
with the Office’s interpretation of this provision. 35 U.S.C.
154 (b) (2) (A) limits the adjustment of patent term, as follows:

to the extent that the periods of delay attributable to
grounds specified in paragraph (1) overlap, the period of
any adjustment granted under this subsection shall not
exceed the actual number of days the issuance of the
patent was delayed.

Likewise, 37 CFR 1.703(f) provides that:

To the extent that periods of delay attributable to the
grounds specified-in §1.702 overlap, the period of
adjustment granted under this section shall not exceed the
actual number of days the issuance of the patent was
delayed.

As explained in Explanation of 37 CFR 1.703(f) and of the United
States Patent and Trademark Office Interpretation of 35 U.S.C.
154 (b) (2) (A), 69 Fed. Reg. 34283 (June 21, 2004), the Office
interprets 35 U.S.C. 154(b) (2) (A) as permitting either patent
term adjustment under 35 U.S.C. 154 (b) (1) (A) (i) - (iv), or patent
term adjustment under 35 U.S.C. 154 (b) (1) (B), but not as
permitting patent term adjustment under both 35 U.S.C.

154 (b) (1) (A) (1) -(iv) and 154 (b) (1) (B). Accordingly, the Office
implements the overlap provision as follows:

If an application is entitled to an adjustment under 35
U.S.C. 154 (b) (1) (B), the entire period during which the
application was pending (except for periods excluded under
35 U.S.C. 154 (b) (1) (B) (1) -(iii)), and not just the period
beginning three years after the actual filing date of the
application, is the period of delay under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay
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overlap under 35 U.S.C. 154 (b) (2) (A). Thus, any days of
delay for Office issuance of the patent more than 3 years
after the filing date of the application, which overlap
with the days of patent term adjustment accorded prior to
the issuance of the patent will not result in any
additional patent term adjustment. See 35 U.S.C.

154 (b) (1) (B), 35 U.S.C. 154 (b) (2) (A), and 37 CFR §

1.703(f). See Changes to Implement Patent Term Adjustment
Under Twenty Year Term; Final Rule, 65 Fed. Reg. 54366
(Sept. 18, 2000). See also Revision of Patent Term

Extension and Patent Term Adjustment Provisions; Final
Rule, 69 Fed. Reg. 21704 (April 22, 2004), 1282 Off. Gaz.
Pat. Office 100 (May 18, 2004). See also Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154 (b) (2) (A), 69 Fed.
Reg. 34283 (June 21, 2004).

The current wording of § 1.703(f) was revised in response to the
misinterpretation of this provision by a number of Patentees.

- The rule was slightly revised to more closely track the
corresponding language of 35 U.S.C. 154 (b) (2) (A). The relevant
portion differs only to the extent that the statute refers back
‘to provisions of the statute whereas the rule refers back to
sections of the rule. This was not a substantive change to the
rule nor did it reflect a change of the Office’s interpretation
of 35 U.S.C. 154 (b) (2) (A). As stated in the Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154 (b) (2) (A), the Office has
consistently taken the position that if an application is
entitled to an adjustment under the three-year pendency
provision of 35 U.S.C. 154(b) (1) (B), the entire period during
which the application was pending before the Office (except for
periods excluded under 35 U.S.C. 154 (b) (1) (B) (i) -(iii)), and not
just the period beginning three years after the actual filing
date of the application, is the relevant period under 35 U.S.C.
154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154 (b) (2) (A).

This interpretation is consistent with the statute. Taken
together the statute and rule provide that to the extent that
periods of delay attributable to grounds specified in 35 U.S.C.
154 (b) (1) and in corresponding §1.702 overlap, the period of
adjustment granted shall not exceed the actual number of days
the issuance of the patent was delayed. The grounds specified
in these sections cover the A) guarantee of prompt Patent and
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Trademark Office responses, B) guarantee of no more than 3 year
application pendency, and C) guarantee or adjustments for delays
due to interference, secrecy orders and appeals. A section by
section analysis of 35 U.S.C. 154 (b) (2) (A) specifically provides
that: :

Section 4402 imposes limitations on restoration of term.
In general, pursuant to [35 U.S.C.] 154(b) (2) (A)-(C), total
adjustments granted for restorations under [35 U.S.C.

154] (b) (1) are reduced as follows: (1) To the extent that
there are multiple grounds for extending the term of a
patent that may exist simultaneously (e.g., delay due to a
secrecy order under [35 U.S.C.] 181 and administrative
delay under [35 U.S.C.] 154 (b) (1) (A)), the term should not
be extended for each ground of delay but only for the
actual number of days that the issuance of a patent was
delayed; See 145 Cong. Rec. S14,718?

As such, the period for over 3 year pendency does not overlap
only to the extent that the actual dates in the period beginning
three years after the date on which the application was filed.
overlap with the actual dates in the periods for failure of the
Office to take action within specified time frames. 1In other
words, consideration of the overlap does not begin three years
after the filing date of the application.

In this instance, the relevant period under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154 (b) (2) (A) is the entire period during which
the application was pending before the Office, August 26, 2004,
until the filing of the RCE on June 5, 2008. 136 days of patent
term adjustment were accorded prior to the issuance of the
patent for the Office failing to respond within a specified time
frame during the pendency of the application. All of the 284
days for Office delay in issuing the patent overlap with the
adjustment of 136 days attributable to grounds specified in §§
1.702(a) (1) and (a) (2). 284 days is determined to be the
actual number of days that the issuance of the patent was
delayed, considering the 284 days over three years to the filing
of the RCE.

The AIPA is title IV of the Intellectual Property and Communications Omnibus Reform Act of
1999 (S. 1948), which was incorporated and enacted as law as part of Pub. L. 106-113. The
Conference Report for H.R. 3194, 106" Cong. 1°° Sess. (1999), which resulted in Pub. L. 106-113,
does not contain any discussion (other than the incorporated language) of S. 1948. A section-by-
section analysis of S. 1948, however, was printed in the Congressional Record at the request of
Senator Lott, See 145 Cong. Rec. S14,708-26 (1999) (daily ed. Nov. 17, 1999).
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Accordingly, at issuance, the Office properly entered 148
additional days of patent term adjustment for the Office taking
in excess of 3 years to issue the patent for a total Office
delay of (148 + 136) 284 days.

In view thereof, no adjustment to the patent term will be made.

Telephone inquiries specific to this matter should be directed
Senior Attorney, at (571) 272-3225.

Office of Petitions



Patent No. 7,465,465 Application No. 10/926,330 Page 7

STATUTE AND REGULATION

35 U.S.C. § 154(b) as amended by § 4402 of the American
Inventors Protection Act of 1999' (AIPA) provides that:

ADJUSTMENT OF PATENT TERM. —

(1) PATENT TERM GUARANTEES. —

(A) GUARANTEE OF PROMPT PATENT AND TRADEMARK
OFFICE RESPONSES. — Subject to the limitations under
paragraph (2), if the issue of an original patent is
delayed due to the failure of the Patent and Trademark
Office to —

(1) provide at least one of the notifications under
section 132 of this title or a notice of allowance under
section 151 of this title not later than 14 months
after —

(I) the date on which an application was filed under
section 111 (a) of this title; or

(IT) the date on which an international application
fulfilled the requirements of section 371 of this title;

(1) respond to a reply under section 132, or to an
appeal taken under section 134, within 4 months after the
date on which the reply was filed or the appeal was taken;

(iii) act on an application within 4 months after the
date of a decision by the Board of Patent Appeals and
Interferences under section 134 or 135 or a decision by a
Federal court under section 141, 145, or 146 in a case in
which allowable claims remain in the application; or

(iv) issue a patent within 4 months after the date on
which the issue fee was paid under section 151 and all
outstanding requirements were satisfied, the term of the
patent shall be extended 1 day for each day after the end
of the period specified in clause (i), (ii), (iii), or
(iv), as the case may be, until the action described
in such clause is taken.

(B) GUARANTEE OF NO MORE THAN 3-YEAR APPLICATION
. PENDENCY. — Subject to the limitations under paragraph (2),
if the issue of an original patent is delayed due to the
failure of the United States Patent and Trademark Office to
issue a patent within 3 years after the actual filing date
of the application in the United States, not including —

¢ Public Law 106-113, 113 Stat. 1501, 1501A-557 through 1501A-560 (1999).
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(1) any time consumed by continued examination of
the application requested by the applicant under section
132 (b):

(ii) any time consumed by a proceeding under section

135(a), any time consumed by the imposition of an order
under section 181, or any time consumed by appellate review
by the Board of Patent Appeals and Interferences or by a
Federal court; or

(iii) any delay in the processing of the application
by the United States Patent and Trademark Office requested
by the applicant except as permitted by paragraph (3) (C),
the term of the patent shall be extended 1 day for each day
after the end of that 3-year period until the patent is
issued.

(C) GUARANTEE OR ADJUSTMENTS FOR DELAYS DUE TO
INTERFERENCES, SECRECY ORDERS, AND APPEALS. — Subject to
the limitations under paragraph (2), if the issue of an
original patent is delayed due to —

(1) a proceeding under section 135(a);
(ii) the imposition of an order under section 181;
or

(iii) appellate review by the Board of Patent Appeals
and Interferences or by a Federal court in a case in which
the patent was issued under a decision in the review
reversing an adverse determination of patentability, the
term of the patent shall be extended 1 day for each day of
the pendency of the proceeding, order, or review, as the
case may be.

(2) LIMITATIONS. — .

(A) IN GENERAL. — To the extent that periods of
delay attributable to grounds specified in paragraph (1)
overlap, the period of any adjustment granted under this
subsection shall not exceed the actual number of days the
issuance of the patent was delayed.

The implementing regulation, 37 CFR § 1.702, provides grounds
for adjustment of patent term due to examination delay under the
Patent Term Guarantee Act of 1999 (original applications, other
than designs, filed on or after May 29, 2000).

(a) Failure to take certain actions within specified
time frames. Subject to the provisions of 35 U.S.C. 154 (b)
and this subpart, the term of an original patent shall be
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adjusted if the issuance of the patent was delayed due to
the failure of the Office to:

(1) Mail at least one of a notification under 35
U.S.C. 132 or a notice of allowance under 35 U.S.C. 151 not
later than fourteen months after the date on which the
application was filed under 35 U.S.C. 1ll(a) or fulfilled
the requirements of 35 U.S.C. 371 in an international
application;

(2) Respond to a reply under 35 U.S.C. 132 or to an
appeal taken under 35 U.S.C. 134 not later than four months
after the date on which the reply was filed or the appeal
was taken;

(b) Failure to issue a patent within three years of
the actual filing date of the application. Subject to the
provisions of 35 U.S.C. 154 (b) and this subpart, the term
of an original patent shall be adjusted if the issuance of
the patent was delayed due to the failure of the Office to
issue a patent within three years after the date on which
the application was filed under 35 U.S.C. 11l1l(a) or the
national stage commenced under 35 U.S.C. 371(b) or (f) in
an international application, but not including’:

In pertinent part, 37 CFR § 1.703 provides for calculation of
the periods, as follows:

Period of adjustment of patent term due to examination delay.

(a) The period of adjustment under § 1. 702(a) is the
sum of the following periods:

(1) The number of days, if any, in the period
beginning on the day after the date that is fourteen months
after the date on which the application was filed under
35 U.S.C. 111(a) or fulfilled the requirements of 35 U.S.C.
371 and ending on the date of mailing of either an action
under 35 U.S.C. 132, or a notice of allowance under 35
U.S.C. 151, whichever occurs first;

(b) The period of adjustment under § 1.702(b) is the
number of days, if any, in the period beginning on the day

5

U.s.C.

(1) Any time consumed by continued examination of the application under 35

132(b);

(2) Any time consumed by an interference proceeding under 35 U.S.C. 135(a):

(3) Any time consumed by the imposition of a secrecy order under 35 U.S.C. 181;

(4) Any time consumed by review by the Board of Patent Appeals and Interferences or a

Federal court; or

(5) Any delay in the processing of the application by the Office that was requested by

the applicant.



Patent No. 7,465,465 Application No. 10/926, 330 Page 10

after the date that is three years after the date on which
the application was filed under 35 U.S.C. 1ll(a) or the
national stage commenced under 35 U.S.C. 371(b) or (f) in
an international application and ending on the date a
patent was issued, but not including the sum of the
following periods®:

37 CFR 1.703(f) provides that:

The adjustment will run from the expiration date of the
patent as set forth in 35 U.S.C. 154(a) (2). To the extent
that periods of delay attributable to the grounds
specified in §1.702 overlap, the period of adjustment
granted under this section shall not exceed the actual
number of days the issuance of the patent was delayed. The
term of a patent entitled to adjustment under § 1.702 and
this section shall be adjusted for the sum of the periods
calculated under paragraphs (a) through (e) of this
section, to the extent that such periods are not
overlapping, less the sum of the periods calculated under
§ 1.704. The date indicated on any certificate of mailing
or transmission under § 1.8 shall not be taken into account
in this calculation.

¢ (1) The number of days, if any, in the period beginning on the date on which a request for

continued examination of the application under 35 U.S.C. 132(b) was filed and ending on the date
the patent was issued;

(2) (1) The number of days, if any, in the period beginning on the date an interference was
declared or redeclared to involve the application in the interference and ending on the date that
the interference was terminated with respect to the application; and (ii) The number of days, if
any, in the period beginning on the date prosecution in the application was suspended by the
Office due to interference proceedings under 35 U.S.C. 135(a) not involving the application and
ending on the date of the termination of the suspension;

(3) (1) The number of days, if any, the application was maintained in a sealed condition under
35 U.s.C. 181; (ii) The number of days, if any, in the period beginning on the date of mailing of
an examiner’s answer under § 41.39 of this title in the application under secrecy order and
ending on the date the secrecy order was removed; (iii) The number of days, if any, in the period
beginning on the date applicant was notified that an interference would be declared but for the
secrecy order and ending on the date the secrecy order was removed; and (iv) The number of days,
if any, in the period beginning on the date of notification under § 5.3(c) of this chapter and
ending on the date of mailing of the notice of allowance under 35 U.S.C. 151; and,

(4) The number of days, if any, in the period beginning on the date on which a notice of
appeal to the Board of Patent Appeals and Interferences was filed under 35 U.S.C. 134 and § 41.31
of this title and ending on the date of the last decision by the Board of Patent Appeals and
Interferences or by a Federal court in an appeal under 35 U.S.C. 141 or a civil action under 35
U.S.C. 145, or on the date of mailing of either an action under 35 U.S$.C. 132, or a notice of
allowance under 35 U.S.C. 151, whichever occurs first, if the appeal did not result in a decision
by the Board of Patent Appeals and Interferences.
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RICHARD C. LITMAN
LITMAN LAW OFFICES, LTD.
P.O.BOX 15035
ARLINGTON, VA 22215

In re application of ‘ : DECISION ON PETITION
lvan L. Loesch - : TO MAKE SPECIAL

Application No. 10/926,349 : (APPLICANT’S AGE)
Filed: August 26, 2004 :
For: UNFOLDING MODULAR BUILDING SYSTEM

This ié a decision on the petition submitted on August 26, 2004 under 37 CFR 1.102 (c) to
make the above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant’s Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a statement from the applicant.

The evidence submitted with the petition is a declaration signed by Ivan L. Loesch
indicating that he is at least 65 years of age.

The examiner is directed (1) to make an interference search for possible interfering
applications, (2) to promptly examine this application out of turn, and (3) if any
interfering application is discovered, to examine such application simultaneously and
state in the first official letter of such application that it is being taken out of turn because
of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioner
makes a prompt bona fide effort, in response to each Office action, to place the
application in condition for allowance, even ff it is necessary to conduct an interview with
the examiner to accomplish this purpose.



SUMMARY:: Petition to Make Special GRANTED.

Randolph A. Reese
Special Programs Examiner

Technology Center 3600
(571) 272-6619

RAR/dcg: 10/7/05
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Workman Nydegger Mail Date: 04/21/2010
1000 Eagle Gate Tower

60 East South Temple
Salt Lake City, UT 84111

Applicant : Sara Haber : DECISION ON REQUEST FOR
Patent Number : 7564798 : RECALCULATION of PATENT
Issue Date : 07/21/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,422 : OF WYETH

Filed : 08/25/2004 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN

COPY MAILED
LA BOULEVARD AUG 1 6 2006

LOS ANGELES CA 90025-1030
OFFICE OF PETITIONS

In re Application of

Alvin H. BURGEMEISTER :
Application No. 10/926,436 : DECISION ON PETITION

Filed: August 24, 2004 : TO WITHDRAW

Attorney Docket No. 7085.P001 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed April 21, 2006.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to withdraw or contain
a clear indication that one attorney is signing on behalf of another/others. A request to withdraw will not be approved unless at
least 30 (thirty) days would remain between the date of approval and the later of the expiration date of a time to file a response or
the expiration date of the maximum time period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by James Go on behalf of all attorneys of record who are associated with customer No. 08791.

All attorneys/agents associated with the Customer Number 08791 have been withdrawn.

Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested correspondence address is not that of: (1) the
first named signing inventor; or (2) an intervening assignee of the entire interest under 37 C.F.R 3.71. All future communications
from the Office will be directed to the sole named signing inventor at the first copied address below until otherwise properly
notified by the applicant.

There is an outstanding Office action mailed March 27, 2006 that requires a reply from the applicant.

Telephone inquiries concerning this decision should be directed to Monica A.Graves at 571-272-7253.

Petition€ Examiner

Office of Petitions

cc: Alvin H. Burgemeister
17507 SE 293" Place
Kent, WA 98042-9462

cc: Law Office of R. Alan Burnett, PS
4104 131 Avneue SE
Bellevue, WA 98006
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KATTEN MUCHIN ROSENMAN LLP
575 MADISON AVENUE
NEW YORK NY 10022-2585

In re Application of
Eizou Ishizu et al :
Application No: 10/926,444 : NOTICE OF WITHDRAWAL
Filed: August 25, 2004 : FROM ISSUE
Title: Method for Forming a Beam of an Array
Antenna and Apparatus Therefor

The above-identified application is withdrawn from issue after payment of the issue fee due to
unpatentability of one or more claims. See 37 CFR 1.313(b)(3).

The above-identified application is hereby withdrawn from issue.

The issue fee is refundable upon written request. If, however, the application is again found
allowable, the issue fee can be applied toward payment of the issue fee in the amount identified
on the new Notice of Allowance and Issue Fee Due upon written request. This request and any
balance due must be received on or before the due date noted in the new Notice of Allowance in
order to prevent abandonment of the application.

Telephone inquiries should be directed to Thomas Tarcza at (571)272-6979.

The above-identified application is being forwarded to the examiner for prompt appropriate
action, including notifying applicant of the new status of this application.

1, Dfrector
Technology Center 3600

cal
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MUSKIN & CUSICK LLC Mail Date: 04/20/2010
100 West Main Street

SUITE 205
Lansdale, PA 19446

Applicant : Jon H. Muskin : DECISION ON REQUEST FOR
Patent Number : 7666080 : RECALCULATION of PATENT
Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,456 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 16 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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James V. Tura

31850 S. Woodland COPY MAILED
Pepper Pike OH 44124 MAR 112010

In re Application of

Maryann B. Meador et al. ‘ :

Application No. 10/926,457 : DECISION ON PETITION

Filed: August 26, 2004
Attorney Docket No. LEW-17, 592-1

This is a decision on the petition, under 37 CFR 1.137(b) filed on December 22, 2009, to revive
the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before November 20, 2009, as required by the Notice of Allowance and Fee(s) Due and the
Notice of Allowability, mailed August 20, 2009. Accordingly, the date of abandonment of this
application is November 21, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $ 1510 and the publication fee of $300, (2) the
petition fee of $1620, and (3) a proper statement of unintentional delay. Accordingly, the issue
fee and publication fee are accepted as having been unintentionally delayed.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand knowledge of the facts and circumstances of the delay at issue.
Nevertheless, such statement is being treated as having been made as the result of a reasonable
inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and Changes to
Patent Practice and Procedure; Final rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997),
1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that such an inquiry has not
been made, petitioner must make such an inquiry. If such inquiry results in the discovery that it is
not correct that the entire delay in filing the required reply from the due date for the reply until
the filing of a grantable petition pursuant of 37 CFR 1.137(b) was unintentional, petitioner must
notify the Office.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed



Application No. 10/926,457

in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

In view of the above, authorization was given on February 24, 2010 to charge the issue fee of
$1510, the publication fee of $300, and the petition fee of $1620 to deposit account number 140-
116.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this decision should be directed to Tammara Peyton at (571)
272-6052 or in his absence to the undersigned at (571) 272-3217.

The Application is being referred to the Office of Data Management for further processing.

Petitions
Office of Petitions

Cc:

Robert H. Earp, III

21000 Brookpark Road, M.S. 21-14
Cleveland, Ohio, 44135



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

: Paper No.:
DATE ‘——Auqust 3, 2007 ‘

TOSPEOF  :ARTUNIT 2891

SUBJECT : Request for Certificate of Correction for Appl. No.[10/926471patent no, 7235865

Please respond to this request for a certificate of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in

-the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

* Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

Magdalene Talley

Certificates of Correction Branch
703-308-9390 ext. 116
Thank You For Your Assistance

The request for issuing the above-identified correctlon(s) is hereby:
Note your decision on the appropriate box.

ﬁ. Approved : . All changes apply.
Q Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
SNPTRYISORY PATENT EXJITINTR A poacp A/‘ A
TECHHCLGGY CIWET N+ /%/////// (7&‘»& (o / Iz /ﬂ T 2 5 7 ,

Art Unit

PTOL-306 (REV. 7/03) uU.s. atent and Trademar
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : August 22, 2007

TOSPEOF :ARTUNIT 3677

SUBJECT : Request for Certificate of Correction for Appl. No.10/926480 patent 007226263

Please respond to this request for a certificate of correction within 7 days.
Please review the requested changes/corrections as shown in the COCIN document(s) in

the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

Magdalene Talley

Certificates of Correction Branch

703-308-9390 ext. _116

Thank You For Your Assistance

The request for issuing the above-identified correctlon(s) is hereby
Note your decision on the appropriate box.

Q Approved All changes apply.
Q Approved in Part Specify below which changes do not apply.
X Denied State the reasons for denial below.

Comments: méQ/)é 070/ /X)@S @M//Cﬁ?z‘/ﬂf CZK/W I
_@glicants  8[15)2004 jocperdse
7 15 Nt Mg/z 1éd to Mabo Yk ab<tizet

Upderstrdal

y—— o737

SPE Art Unit

PTOL-306 (REV. 7/03) LS. atent and Trademar ce
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Date Mailed : February 29, 2008

Serial no. : 10/926480
Patent No. :7226263 , B2
Patent Issued :June 5, 2007

Inventor(s) : Jorg Schwarzbich
Title ‘DEVICE FOR CONNECTING COMPONENT PARTS, COMPRISING A

BLIND RIVER FASTENER

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent.

Respécting the alleged error noted in your request, “means of” was explicitly deleted in
applicants 8-15-2006 response. It is not required to make the Abstract understandable.

In view of the foregoing, your request is hereby denied.

Magdalene Talley

For Cecelia B. Newman, Supervisor
Decision and Certificate

Of Correction Branch
(703)308-9390 ext. 116

Fax (703) 746-4656

Harold V. Stotland

Seyfarth Shaw, LLP

131 South Deraborn-Ste. 2400
Chicago, IL 60603

CBN/mt
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ROBERTS MLOTKOWSKI SAFRAN & COLE, P.C. Mail Date: 04/20/2010
Intellectual Property Department

P.O. Box 10064

MCLEAN, VA 22102-8064

Applicant : Todd D. Gatts : DECISION ON REQUEST FOR
Patent Number : 7630330 : RECALCULATION of PATENT
Issue Date : 12/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,495 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1464 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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FOLEY & LARDNER LLP MA‘LED
150 EAST GILMAN STREET

P.O. BOX 1497 NOV 0 9 2009
MADISON, WI 53701-1497 OFHCEOFPETHIONS
In re Application of

Michael Gillis Kane :

Application No. 10/926,521 : ON APPLICATION FOR
Filed: August 26, 2004 : PATENT TERM ADJUSTMENT

Atty Docket No.088245-4056

This is in response to the “REQUEST FOR RECONSIDERATION PATENT
TERM ADJUSTMENT UNDER 37 C.F.R. § 1.705” filed August 20, 2009.
Applicant submits that the patent term adjustment to be
indicated on the patent is one thousand one hundred forty
(1,140) days, not seven hundred twenty-two (722) days as
calculated by the Office as of the mailing of the initial
determination of patent term adjustment. Applicant requests
this correction solely on the basis that the Office will take in
excess of three years to issue this patent.

As the instant application for patent term adjustment requests
reconsideration of the patent term adjustment as it relates to
the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37
CFR 1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term patentee
is entitled to for Office failure to issue the patent within 3
years. See § 1.702(b). (This is true even where a request for
continued examination (RCE) was filed). The computer will not
undertake the § 1.702(b) calculation until the actual date of
issuance of the patent has been determined. Likewise, the
computer will not calculate any further Office delay under §
1.702(a) (4) or applicant delay under § 1.704(c) (10) until the
actual date of issuance of the patent has been determined. As
such, the Office can not make a determination on the correctness
of the patent term adjustment until the patent has issued.
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Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the
request for continued examination) is premature. Accordingly,
it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicant is
advised that they may wait until the time of the issuance of the
patent and file a request for reconsideration of the patent term
adjustment pursuant to 37 CFR 1.705(d). As the USPTO does not
calculate the amount of time earned pursuant to 37 CFR 1.702 (b)
until the time of the issuance of the patent, the Office will
consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(b)
to be timely if the request for reconsideration is filed within
two months of the issuance of the patent. However, as to all
other bases for contesting the initial determination of patent
term adjustment received with the notice of allowance, applicant
must timely file an application for patent term adjustment prior
to the payment of the issue feel.

It is noted that any period of adjustment will be entered in
light of 35 U.S.C. 154 (B) GUARANTEE OF NO MORE THAN 3-YEAR
APPLICATION PENDENCY, which provides that:

Subject to the limitations under paragraph (2), if the
issue of an original patent is delayed due to the failure
of the United States Patent and Trademark Office to issue a
patent within 3 years after the actual filing date of the
application in the United States, not including —

! For example, if applicant disputes both the calculation of patent term

adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and wunder 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154(b) (3)(B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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(i) "any time consumed by continued examination of the

application requested by the applicant under section
132 (b);

It is further noted that a Réquest for Continued Examination
(RCE) was filed in this application on March 2, 2009.

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e) for consideration of the application for
patent term adjustment under 37 CFR 1.705(b).

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months
after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision.
This application is being referred to the Office of Data
Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed
to Kenya A. McLaughlin, Petitions Attorney, at (571) 272-3222.

Chriohna~utica Dovnell

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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MAILED
FOLEY & LARDNER LLP M YT
150 EAST GILMAN STREET A' 920")
P.O. BOX 1497 OFFICE OF PETITIONS
MADISON WI 53701-1497
In re Patent No. 7,633,470 : DECISION ON REQUEST
Michael Gillis Kane :  FOR
Issue Date: December 15, 2009: RECONSIDERATION OF
Application No. 10/926,521 : PATENT TERM ADJUSTMENT
Filed: August 26, 2004 :  and

Atty Docket No.088245-4056 : NOTICE OF INTENT TO ISSUE
: CERTIFICATE OF CORRECTION

This is a decision on the petition filed on January 5, 2010,
which is being treated as a petition under 37 CFR 1.705(d)
requesting that the patent term adjustment indicated on the
above-identified patent be corrected to indicate that the term
of the above-identified patent is extended or adjusted by one
thousand, one hundred and forty (1,140) days.

The petition to correct the patent term adjustment indicated on
the above-identified patent to indicate that the term of the
above-identified patent is extended or adjusted by one thousand,
one hundred and thirty-nine (1,139) days is GRANTED to the
extent indicated herein.

As the period from the filing date of the request for continued
examination (RCE) to the issue date of the patent is not
included in the “B” delay period, the over three year period
begins on August 27, 2007, and ends on March 1, 2009, the day

waw.uspto.gov

before the RCE was filed, and is 553 days, not 554 days. See 35

U.S.C. 154(b) (1) (B) (i). As such, the patent term adjustment is
393, not 394 days.

The Office will sua sponte issue a certificate of correction.
Pursuant to 37 CFR 1.322, the Office will not issue a
certificate of correction without first providing assignee or

patentee an opportunity to be heard. Accordingly, patentees are

given one (1) month or thirty (30) days, whichever is longer,
from the mail date of this decision to respond. No extensions
of time will be granted under § 1.136.
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Deposit account 19-0741 will be charged $200.00 for the fee
under 37 CFR 1.18(e). No additional fees are due.

The application is being forwarded to the Certificates of
Corrections Branch for issuance of a certificate of correction.
The Office will issue a certificate of correction indicating
that the term of the above-identified patent is extended or
adjusted by one thousand, one hundred and thirty-nine (1,139)
days.

Telephone inquiries specific to this matter should be directed
to the undersigned at (571) 272-3222.

- e

Kenya A. McLaughlin
Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



DRAFT COPY
UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT : 7,633,470 B2
DATED . Dec. 15, 2009
INVENTOR(S) : Kane

itis certified that error appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (722) days

Delete the phrase “by 722 days” and insert — by 1139 days--
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DEAN D. SMALL Mail Date: 04/20/2010
THE SMALL PATENT LAW GROUP LLP

225 S. MERAMEC, STE. 725T
ST. LOUIS, MO 63105

Applicant : Erik Normann Steen : DECISION ON REQUEST FOR
Patent Number : 7604595 : RECALCULATION of PATENT
Issue Date : 10/20/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,547 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1455 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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SCHERING-PLOUGH CORPORATION

PATENT DEPARTMENT (K-6-1, 1990) COPY MAILED

2000 GALLOPING HILL ROAD

KENILWORTH, NJ 07033-0530 MAY 26 2009
QFFICE OF PETITIONS

In re Application of

Duane A. BURNETT, et al :

Application No. 10/926,557 : “ON PETITION
Filed: August 26, 2004 :

Attorney Docket No. CN06089USO01

This is a decision on the petition, filed January 26, 2009, which is being treated as a request
under 37 CFR 3.81(b)' to correct the assignee’s name on the Fee(s) Transmittal form PTOL-
85(b) so that the Letters Patent will issue to the assignee.

The request is DISMISSED.

Petitioner states that the correct assignee’s name is Schering Corporation and Pharmacopeia
Drug Discovery, Inc. and that an incorrect assignee’s name was included on the Part B - Fee(s)
Transmittal form at the time of payment of the issue fee.

A request to correct the Assignee undg:r 37 CFR 3.81(b) should include:

Afier payment of the issue fee: Any request for issuance of an application in the:
name of the assignee submitted after the date of payment of the issue fee, and any
request for a patent to be corrected to state the name of the assignee, must state
that the assignment was submitted for recordation as set forth in § 3.11 before
issuance of the patent, and must include a request for a certificate of correction
under § 1.323 of this chapter (accompanied by the fee set forth in § 1.20(a)) and
the processing fee set forth in § 1.17(i) of this chapter.

The request under 37 CFR 3.81(b) was not accompanied by a request for a certificate of
correction (and fee) as required by 3.81(b). See also MPEP 1481.01.

! See MPEP 1309, subsection Il and Official Gazette of June 22, 2004
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The request was not accompanied by a statement that the failure to include the correct assignee
name on the PTOL-85B was inadvertent. As petitioner has failed to comply with the provisions
of 37 CFR 3.81(b), the request cannot be granted at this time.

Inquiries concerning this decision should be directed to Diane Goodwyn at (571) 272-6735. Any
questions concerning issuance of a certificate of correction should be directed to the Certificates
of Correction Branch at (571) 272-4200.

Thurman Pag

Petitions Examiner
Office of Petitions
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BLACK LOWE & GRAHAM PLLC
701 FIFTH AVENUE, SUITE 4800

SEATTLE WA 98104 : COPY MAILED
MAY 3 1 2005

In re Application of ; OFFICE OF PETITIONS

Eichinger, et al. ;

Application No. 10/926,569 ; DECISION GRANTING

Filed: August 25, 2004 ' ; PETITION

Attorney Docket No. BING-1-1107
For: MULTIFUNCTIONAL CRYO-
INSTALLATION APPARATUS AND METHODS

This 1s a decision on the petition under 37 CFR 1.182, filed February 4, 2005, requesting that the
Office accept two Powers of Attorney, each signed by less than all of the applicants of the above-
referenced patent application.

The petition under 37 CFR 1.182 is GRANTED.

MPEP 402.10 states that in order to give or revoke power of attorney without signatures of all
applicants or owners, a petition and fee under 37 CFR 1.182 must be filed, giving good and
sufficient reasons as to why such papers should be accepted. Two of the four joint inventors have
appointed practitioners registered at Customer No. 23351. Two of the four joint inventors have
appointed practitioners associated with Customer Number 46020. There a%pears to be no conflict
with this request, as representatives of both groups of joint inventors have filed this petition.

Accordingly, the petition is granted. Dual correzpondénce will not be undertaken.
A representative of each of the parties appointed must sign all subsequent replies submitted to the
Office. See In re Goldstein, 16 USPQ2d 1963 (Dep. Assist. Comm’r Pat. 1988).

As agreed to in the petition, all correspondence will be mailed to the address associated with
Customer No. 46020.

After the mailing of this decision, the application will be forwarded to Technology Center 1700
for examination in due course. :

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

E. Shirene Willis

Senior Petitions Attorney
Office of Petitions



SPEI D, Bagnel |

SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: _ '
DATE léz [(O/Qfg |

iTO SPE OF :ART UNIT ;,3 (072\

SUBJECT : Request for Certificate of Correction for Appl. No.: [ 6’/ qz(a" S2¢ Patent No.: 2690 ol y

Please respond to this request for a certificate of correction within 7 days.

Please review the requested chahges/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. :

Please complete the response (see below) and forward the completed response to scanning
- using document code COCX.

Lamonte M. Newsome
Certificates of Correction Branch

703-308-9390 ext. _112

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

%pproved . All changes apply.

Q Approved i‘n Part Specify below which changes do not apply.-

Q Denied . State the reasons for denial below.
Comments:

DAVID BAGNELL

SUPERVISURY PATENT EXAHNER—
LOGY CENTER 3600

S ny  %rr

( éSPE /o Art Unit
PTOL-306 (REV. 7/03) US. Patent and Trademark Office
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Patent Law Office of David G. Beck
P.O. Box 1146 | COPY MAILED

Mill Valley, CA 94942

MAR 3 1 2008
In re Application of CE OF PET'TIONS
Ross Alan Tessien, et al. :
Application No. 10/926,602 _ : DECISION ON PETITION
Filed: August 25, 2004 s TO WITHDRAW

Attorney Docket No. IMP019 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C F.R. § 1.36(b), filed
March 20, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to

withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to

withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval and the
_ later of the expiration date of a time to file a response or the expiration date of the maximum time period whlch

can be extended under 37 C.F.R. § 1.136(a).

The request was signed by David G. Beck on behalf of all attorneys of record. All attorneys/agents have been
withdrawn. Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor Ross Alan Tessien at the address indicated
below.

The application became abandoned for failure to timely respond to the Office action mailed December 12, 2006.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-2991.

&VVM,@&MM)

Terri Williams
Petitions Examiner

Office of Petitions

cc: Ross Tessien c/o Impulse Devices, Inc.
13366 Grass Valley Ave.
Unit H

Grass Valley, CA 95945



UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1430

clwexwxnug{:,g\c’xpnm 22313-1450
[ APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO/TITLE |
10/926,602 08/25/2004 Ross Alan Tessien IMPO19
CONFIRMATION NO. 3251
45147 : POWER OF ATTORNEY NOTICE
PATENT LAW OFFICE OF DAVID G. BECK

P. 0. BOX 1146

PO.BOXTHE T T

Date Mailed: 03/31/2008

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 03/20/2007.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

Ntswilliams/

Office of Initial Patent Examination (571) 272-4000 or 1-800-PT0-9199

page 1 of 1
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BAKER BOTTS L.L.P. =
PATENT DEPARTMENT COPY MAILED
98 SAN JACINTO BLVD., SUITE 1500 ‘ AUG1 1 2006

AUSTIN TX 78701-4039 -
OFFICE OF PETITIONS

In re Application of :
Arndt et al. : DECISION ON PETITION
Application No. 10/926,605 : UNDER 37 CFR 1.137(b)

Filed: August 26, 2004
Attorney Docket No. 075760.0101

This is a decision on the petition under 37 CFR 1.137(b), filed March 31, 2006, to revive the above-
identified application. The petition was recently forwarded to the Office of Petitions for a decision on
the merits. The Office sincerely apologizes for any inconvenience.

The application became abandoned for failure to reply within the meaning of 37 CFR 1.113 in a timely
and proper manner to the final Office action mailed August 12, 2005, which set a shortened statutory
period for reply of three (3) months. Petitioner obtained an extension of time for response within the
second month. Accordingly, the application became abandoned on January 13, 2006.

Petitioner has met the requirements to revive the above-identified application pursuant to 37 CFR
1.137(b). Petitioner submitted the required reply in the form of a Request for Continued Examination
and a submission, paid the requisite fees, and made the proper statement of unintentional delay.

The petition is granted.

This matter is being referred to Technology Center Art Unit 1762.

Telephone inquiries regarding this decision should be directed to the undersigned at (5§71) 272-3211.

(hniotina Donne 20

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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MAILED

STEVEN L. NICHOLS

VAN COTT, BAGLEY, CORNWALL & MCCARTHY APR 2 62010
36 SOUTH STATE STREET ' :
SUITE 1900 OFFICE OF PETITIONS

SALT LAKE CITY, UT 84111

In re Application of

Thomas Poslinski :

Application No. 10/926,612 : DECISION ON PETITION
Filed: August 26, 2004 :

Attorney Docket No. 40000-0057

This is a decision on the petition, filed February 9, 2010, which is being treated as a petition
under 37 CFR 1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application, or in the alternative a petition under the unintentional provisions of 37
CFR 1.137(b) to revive the above identified application.

The petition is GRANTED.

This application was held abandoned for failure to timely pay the issue and publication fees on or
before January 9, 2010, as required by the Notice of Allowance and Fee(s) Due (Notice), mailed
November 9, 2009.

Petitioner asserts that the Notice dated November 9, 2009 was not received.

A review of the written record indicates no irregularity in the mailing of the Notice, and, in the
absence of any irregularity, there is a strong presumption that the Notice was properly mailed to
the practitioner at the address of record. This presumption may be overcome by a showing that
the Notice was not in fact received. In this regard, the showing required to establish the failure to
receive the Notice must consist of the following:

1. astatement from practitioner stating that the Notice was not received by the
practitioner;

2. a statement from the practitioner attesting to the fact that a search of the file jacket
and docket records indicates that the Notice was not received; and
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3. acopy of the docket record where the non-received Notice would have been entered
and docketed had it been received must be attached to and referenced in the
practitioner’s statement.

See MPEP § 711.03(c) under subheading "Petition to Withdraw Holding of Abandonment Based
on Failure to Receive Office Action," and “Withdrawing the Holding of Abandonment When
Office Actions Are Not Received,” 1156 Official Gazette 53 (November 16, 1993).

The petition satisfies the above-stated requirements. Accordingly, the application was not
abandoned in fact.

In view of the above, the Notice of Abandonment is hereby vacated and the holding of
abandonment withdrawn.

Since petitioner has already satisfied the requirements listed in the Notice of Allowance by
providing payment for the Issue and publication fee, this application is being forwarded to the
Office of Data Management for further processing in accordance with this decision on petition.

The petition under 37 CFR 1.137(b) is DISMISSED AS MOOT.

In view of the granting of the petition filed under 37 CFR 1.181, the petition filed under 37 CFR
1.137(b) is deemed as unnecessary and dismissed as moot.

Telephone inquiries concerning this decision should be directed to April M., Wise at (571) 272-
1642. All other inquiries concerning this application should be directed to the Office of Data
Management at their hotline 571-272-4200.

This application is being referred to the Office of Data Management for further processing in
accordance with this decision on petition :

/Carl Friedman/
Carl Friedman
Petitions Examiner
Office of Petitions
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MCANDREWS HELD & MALLOY, LTD Mail Date: 04/28/2010
500 WEST MADISON STREET

SUITE 3400

CHICAGO, IL 60661

Applicant : Gary Heinz : DECISION ON REQUEST FOR

Patent Number : 7634764 : RECALCULATION of PATENT

Issue Date : 12/15/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/926,620 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 724 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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EPSON RESEARCH AND DEVELOPMENT INC Mail Date: 04/20/2010
INTELLECTUAL PROPERTY DEPT

2580 ORCHARD PARKWAY, SUITE 225

SAN JOSE, CA 95131

Applicant : Ian Clarke : DECISION ON REQUEST FOR
Patent Number : 7590275 : RECALCULATION of PATENT
Issue Date : 09/15/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,658 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 782 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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HOFFMANN-LA ROCHE INC.
PATENT LAW DEPARTMENT
340 KINGSLAND STREET
NUTLEY, NJ 07110

In re Application of

Bernd Buettelmann et al : :

Serial No.: 10/926,670 : PETITION DECISION
Filed: August 26, 2004 :

Attorney Docket No.: 21871 US

This is in response to the petition under 37 CFR 1.144, filed December 18, 2006, requestmg
withdrawal of an improper restriction requirement.

BACKGROUND

A review of the file history shows that this application was filed under 35 U.S.C. 111 on August
26, 2004, and contained claims 1-17. In a first Office action, mailed June 6, 2006, the examiner
required restriction between the inventions claimed, as follows:

Group I — the instances where R? 1s aryl and X is CH;
Group II — the instances where R? 1s pyridyl and X is CH;
Group III — the instances where R? is aryl and X is N;
Group IV — the instances where R? is pyridyl and X is N;
Group V — any other compounds not grouped above;
Group VI - Claims 10-12 drawn to processes; -

Group VII - Claims 14-17 drawn to multiple uses.

An election of species was also required for whichever group was elected.

The examiner reasoned that the compounds of Groups I-V were based on different heterocyclic
nuclei and thus subject to restriction. Groups VI and VII were found distinct as being directed to
processes of making and using of the compounds.

Applicants replied on July 10, 2006, electing Group IV and traversing the requirement on the
basis that restriction within a claim is improper, especially in a Markush group claim.
Applicants discussed In re Weber, cited by the examiner, to refute the examiner’s reasons for
making a restriction requirement within a claim and also relied on M.P.E.P. 803.02.



The examiner mailed a new Office action to applicants on September 14, 2006, acknowledging
the election of Group IV and the species, and the traversal of the requirement. The examiner
maintained the requirement based on essentially the same reasoning as in the previous Office
action. The requirement was not made Final. The examiner rejected claims 1-3, 6-7 and 13 for
obvious double patenting over SN 11/141,547.

This petition was filed on December 18, 2006, traversing the restriction requirement as being in
error. Applicants also filed a reply to the Office action which has not yet been considered by the
examiner pending decision on this petition.

DISCUSSION

Applicants’ petition is directed primarily to the restriction between Groups I-V, directed to the
compound claims of formula I as shown:

As set forth, the examiner based the restriction requirement of the first four Groups on two
variables, X and R%. X has two values, N and CH; and R; has two basic values, aryl and
heteroaryl, set forth in the requirement as pyridyl. Group V was added to cover any other
heterocycic structures. Both aryl and heteroaryl may be substituted. The examiner did not
specifically identify which claims these Groups applied to, but based on the reasoning set forth in
the Office action and the claims excluded by Groups VI and VII, it applies to claims 1-9 and 13.

Applicants state that the restriction requirement is not in compliance with established case law

- and Office procedures. Applicants state that intraclaim restriction is not permitted in view of In
re Weber and other cases and that the examiner has not followed M.P.E.P. 803.02 which does
not permit an examiner created subgenus.

Applicants rely on In re Weber for the proposition that restriction within a claim is improper and
discuss the reasoning of Weber and the court’s conclusion. However applicants misstate the
conclusion to some extent. In re Weber, and M.P.E.P. 803.02, prohibit restriction between
species where there is a stated common use or property and there is a substantial common
structure present. In the above structure it is clear that there is a substantial common structure
comprised of the imidazole ring and the second ring bonded to it by the ethynyl bridge. The
second ring is either benzyl or pyridyl. The existence of the variable second ring permits
restriction within the claim with respect to only the benzyl and pyridyl structures. No other
réstriction is permissible. Thus restriction within a claim is permitted under In re Weber where
there are multiple common structures, as above, rather than one common structure. Rings having
variable members generally lead to this conclusion since a ring structure is generally not
divisible or is considered as a single element in determining a common structure.



The examiner alleges in justifying the maintaining of the restriction requirement that the
“structure covers billions of compounds. Based on the fact that there are only six variables

(including X) and the values of the variables are relatively limited, the number of individual

compounds encompassed by the structure appears to be more in the thousands than the billions.

In view of the above the restriction requirement is redefined as:

Group I - claims 1-5 and 13 where X is CH;

Group II — claims 1-3, 6-9 and 13 where X is N;

Group III - claims 10-12 directed to processes of making;

Group IV — claims 14-17 directed to processes of using or treating.

Inasmuch as applicants have elected the product claims of previous Group IV which is
encompassed by new Group II, Group II is considered elected. Further, claims directed to
processes of making or using which encompass all of the 11m1tat10ns of allowed product claims
are subject to rejoinder as follows:

The examiner has required restriction between product and process claims. Where
_applicant elects claims directed to the product, and the product claims are subsequently found
allowable, withdrawn process claims that depend from or otherwise require all the limitations of
the allowable product claim will be considered for rejoinder. All claims directed to a nonelected
process invention must require all the hmltatlons of an allowable product claim for that process
invention to be rejoined.

In the event of rejoinder, the requirement for restriction between the product claims and
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102,
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper
restriction requirement between product claims and process claims may be maintained.
Withdrawn process claims that are not commensurate in scope with an allowable product claim
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder
in accordance with the above policy, applicant is advised that the process claims should be
amended during prosecution to require the limitations of the product claims. Failure to do so
may result in a loss of the right to rejoinder. Further, note that the prohibition against double
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is
withdrawn by the examiner before the patent issues. See MPEP § 804.01.

DECISION
The petition is GRANTED.

The application will be forwarded to the examiner for consideration of applicants’ reply
filed December 18, 2006, and further action not inconsistent with this decision.



Should there be any questions about this decision please contact William R. Dixon, Jr., by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

George C. Elliott.
Director, Technology Center 1600
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AUZVILLE JACKSON, JR.
8652 RIO GRANDE ROAD
RICHMOND VA 23229 MAILED
JAN 252010
OFFICE OF PETITIONS

In re Patent No. 6,951,685 ‘ :

Issue Date: October 4, 2005 : ON PETITION
Application No. 10/926,681 ' :

Filed: August 25, 2004

Attorney Docket No. 1539(ITS)DIV

This is a decision on the petition under 37 CFR 1.378(c), filed November 13, 2009, to accept the
unintentionally delayed payment of a maintenance fee for the above-identified patent.

The petition is GRANTED.

This patent expired on October 4, 2009, for failure to pay the three and one-half year maintenance fee.
Since this petition was submitted within twenty-four months after the six-month grace period provided in
37 CFR 1.362(e), the petition was timely filed under the provisions of 37 CFR 1.378(c).

The maintenance fee is hereby accepted and the above-identified patent is reinstated as of the mail date
of this decision. '

There is no indication that the person signing the petition was ever given a power of attorney to prosecute
the application. If the person signing the petition desires to receive future correspondence regarding this
application, the appropriate power of attorney document must be submitted.

The Office acknowledges a credit card payment of $2620. Since the maintenance fee and surcharge total
is $2130, the balance of $490 will be refunded to petitioner by Treasury Check within the normal course
of business.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-6735.

The patent file is being forwarded to Files Repository.

/DCG/

Diane C. Goodwyn
Petitions Examiner .
Office of Petitions
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SEP 11 2006
In re Application of : OFFICE OF PETITIONS
Pierce, et al. :
Application No. 10/926,721 : DECISION ON PETITION
Filed: August 26, 2004 : TO WITHDRAW

Attorney Docket No. 16967.10002-1.6 : FROM RECORD

- This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed May 12, 2006

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by Lara Dickey Lewis on behalf of all attorneys of record who are
associated with customer No. 27526.

All attorneys/agents associated with the Customer Number 27526 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor Keith E. Pierce at the
address indicated below.

The request to change the correspondence of record is not acceptable as the requested
correspondence address is not that of: (1) the first named signing inventor; or (2) an intervening
assignee of the entire interest under 37 C.F.R 3.71. All future communications from the Office
will be directed to the first named signing inventor at the first copied address below until otherwise
properly notified by the applicant.
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In order to request or take action in a patent matter, the assignee must establish its ownership of the
patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b) must
have either: (i) documentary evidence of a chain of title from the original owner to the assignee
(e.g., copy of an executed assignment), and a statement affirming that the documentary evidence of
the chain of title from the original owner to the assignee was or concurrently is being submitted for
recordation pursuant to § 3.11; or (ii) a statement specifying where documentary evidence of a
chain of title from the original owner to the assignee is recorded in the assignment records of the
Office (e.g., reel and frame number).

Telephone inquiries concerning this decision should be directed to April Wise at 571-272-1642.

Apmd M. Wise
Petftions Examiner
Office of Petitions

cc: Keith E. Pierce i
3850 West 194™ Street
Stilwell, KS 66085

cc: ICOP Digital, Inc.
16801West 116 Street
Lenxa, KS 66219
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Date Mailed : November 5, 2009

Serial no. : 10/926722

Patent No. :7,294,405 B2

Patent Issued :November 13, 2007

Inventor(s) : Paul J. Richter, et al.

Title : ANTIGLARE COATING AND ARTICLES

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above identified patent..

Respecting the alleged errors noted in your request, the change to the cover page is not approved
because this word cannot be found in the location described.

In view of the foregoing your request in this matter is hereby denied.

A certificate of correction will issue for the remaining errors noted in your request.

Magdalene Talley

For Mary F. Diggs, Supervisor
Decision and Certificate

Of Correction Branch
(571)272-0423

Office of Intellectual Property Counsel
3M Innovative Properties CO.

3M Center-P.O. Box 33427

St. Paul, MN 55133-3427

MD/mt
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/ PHILIP S. JOHNSON

.JOHNSON & JOHNSON
/ ONE JOHNSON & JOHNSON PLAZA
="~ NEW BRUNSWICK NJ 08933-7003 COPY MAILED
AUG 3 0 2005
OFFICE OF PETITIONS

In re Application of

Ansell, Scott F. :

Application No. 10/926,738 : ON PETITION
Filed: August 26, 2004 :

Attorney Docket No. VITN5064

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed July 26, 2005, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
Notice to File Missing Parts of Application (Notice) mailed October 22, 2004. The Notice set a
period for reply of two (2) months from the mail date of the Notice. No extensions of time under
the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the above-identified application
bec(:)z;me abandoned on December 23, 2004. A Notice of Abandonment was mailed on July 11,
2005.

Petitioner has met the requirements to revive the above-identified application pursuant to 37
CFR 1.137(b).

This matter is being referred to the Office of Initial Patent Examination for further processing.

;F;éezphone inquiries regarding this decision should be directed to the undersigned at (571) 272-

9’ Lﬂ&w
Cl Eiana Chase

Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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MICHAEL, BEST & FRIEDRICH LLP Mail Date: 04/21/2010
100 EAST WISCONSIN AVENUE

SUITE 3300

MILWAUKEE, WI 53202

Applicant : Jonathan A. Zick : DECISION ON REQUEST FOR
Patent Number : 7609027 : RECALCULATION of PATENT
Issue Date : 10/27/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926, 744 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 186 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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100 CAMPUS DRIVE COPY MAILED
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OFFICE OF PETITIONS

In re Application of
Navin Patel, et. al. :

Application No. 10/926,752 :  DECISION ON PETITION
Filed: August 26, 2004 :

Attorney Docket No. 5026

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), ﬁléd September
24, 2008, to revive the above-identified application. '

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Non-Final Rejection
mailed, October 17, 2007, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136 (a) were obtained. Accordingly, the application
became abandoned on January 18, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an Amendment After Non-Final Rejection, (2) the petition fee of $1540, and (3) a proper
statement of unintentional delay.

It is not apparent whether the statement of unintentional delay was signed by a person who would have
been in a position of knowing that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless,
in accordance with 37 CFR 10.18, the statement is accepted as constituting a certification of unintentional
delay. However, in the event that petitioner has no knowledge that the delay was unintentional, petitioner
must make such an inquiry to ascertain that, in fact, the delay was unintentional. If petitioner discovers
that the delay was intentional, petitioner must so notify the Office.

Telephone inquiries concerning this decision should be directed to Denise Williams at (571) 272-8930.

This application is being referred to Technology Center AU 1793 for appropriate action by the Examiner
in the normal course of business on the reply received.

Br row
Petitions Examiner
Office of Petitions
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MCANDREWS HELD & MALLOY, LTD Mail Date: 05/10/2010
500 WEST MADISON STREET

SUITE 3400

CHICAGO, IL 60661

Applicant : Yue Chen : DECISION ON REQUEST FOR

Patent Number : 7653204 : RECALCULATION of PATENT

Issue Date : 01/26/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/926,762 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1553 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Warren A. Sklar Mail Date: 04/21/2010
Renner, Otto, Boisselle & Sklar, LLP

19th Floor
1621 Euclid Avenue
Cleveland, OH 44115-2191

Applicant : Martin A. Alpert : DECISION ON REQUEST FOR
Patent Number : 7604012 : RECALCULATION of PATENT
Issue Date : 10/20/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,765 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 972 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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JUL 2 7 2009
In re Application of | OFFICE OF PET. ITIONS
Philipp Wohrle, et al. :
Application No. 10/926,767 : DECISION ON PETITION
Filed: August 26, 20048 : TO WITHDRAW

Attorney Docket No. 11336-775 (P04017US) : FROM RECORD

This is a decision on the Request to Withdraw as attorney or égent of record under 37 C.F.R. §
1.36(b), filed June 15, 2009.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others

The request cannot be approved because the practitioner(s) requesting the withdrawal have not
certified that they have (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intend to withdraw from employment; (2) deliver to the
client or duly authorized representative of the client papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the
time frame within which the client must respond. The failure to do so may subject the
practitioner to discipline. It is also noted that false certification may violate a practitioners’ duty
under 37 CFR 10.23(b)(4) and (b)(5).

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.
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All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

IAMW/
April M. Wise

" Petitions Examiner
Office of Petitions

Attachment: Blank copy of PTOL/SB/83 Form

cc: ROBERT P. HART, ESQ.
HARMAN INTERNATIONAL INDUSTRIES, INCORPORATED
8500 BALBOA BOULEVARD :
NORTHRIDGE, CA 91329
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BACHMAN & LAPOINTE, P.C. COPY MAILED

900 CHAPEL STREET _
 SUITE 1201 ~ JUL 1 8 2007
NEW HAVEN CT 06510
OFFICE OF PETITIONS
In re Application of
Minor et al. : .
Application No. 10/926,772 :  DECISION ON PETITION

Filed: August 26, 2004
Attorney Docket No. 085.11113-US(04-308)

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
May 1, 2007, to revive the above-identified application.

The petition is GRANTED.
This application became abandoned for failure to timely pay the issue and publication fees on or

before March 28 2007, as required by the Notice of Allowance and Fee(s) Due, mailed December
28 2006. Accordingly, the date of abandonment of this application is March 29, 2007.

Y

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1,400.00 and publication fee of $300 00, (2) the
petition fee of $1,500.00; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to Christopher Bottorff at (571)
272-6052 or in his absence, the undersigned at (571) 272-7099.

This application is being referred to Publishing Division for processing into a patent.

Petitidns’Examiner
Office of Petitions
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LAURENCE A WEINBERGER
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' COPY MAILED

DEC 0 8 2006
OFFICE OF PETITIONS -

In re Application of :
Abrahamian et al. : DECISION ON PETITION TO

Application No. 10/926,781 : WITHDRAW HOLDING OF
Filed: 08/25/2004 : ABANDONMENT

Attorney Docket No. 3017-71

This is a decision on the petition filed on 30 August, 2006, to
withdraw the holding of abandonment in the above-identified
application. '

The petition is GRANTED.

The application was held abandoned for failure to timely reply to
the non-final Office action mailed on 21 October, 2005, which set
a three (3)-month shorted statutory period for reply. Notice of
Abandonment was mailed on 30 June, 2006.

Petitioners assert that the non-final Office action mailed on 21
October, 2005, was never received.

In the absence of any irregularity in the mailing of the final
Office action, there is a strong presumption that the final
Office action was properly mailed to practitioner at the address
of record. This presumption may be overcome by a showing that
the final Office action was not in fact received. The showing
required to establish the failure to receive an Office
communication must include a statement from the practitioner
stating that the Office communication was not received by the
practitioner and attesting to the fact that a search of the file
jacket and docket records indicates that the Office action was
not received. A copy of the docket record where the non-received
Office action would have been entered had it been received and
docketed must be attached to and referenced in practitioner's
statement. See "Withdrawing the Holding of Abandonment When
Office Actions Are Not Received" 1156 Official Gazette 53
(November 16, 1993) and M.P.E.P. § 711.03(c). The showing
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outlined above may not be sufficient if there are circumstances
that point to a conclusion that the final Office action may have
been lost after receipt rather than a conclusion that the final
Office action was lost in the mail.

A review of the record indicates that the Office action was
properly mailed to the practitioner of record at the
correspondence address of record at the time of mailing. Thus,
there was no irregularity in mailing the Office action on the
part of the United States Patent and Trademark Office.

In support, the petition includes a statement from the
practitioner, Laurence A. Weinberger, stating that the Office
communication was not received by the practicioner, and attesting
to the fact that a search of the file jacket and counsel’s
calendaring system indicates that the Office action was not
received.. A copy of counsel’s calendar page where the non-
received Office action would have been entered had it been
received and docketed is attached. '

The petitioner has made a sufficient showing of nonreceipt of the
Office action. Accordingly, the Notice of Abandonment is hereby
vacated and the holding of abandonment withdrawn.

The petition is GRANTED.

It is noted that applicant has filed an amendment in reply to the
Office action mailed on 21 October, 2005, with the present
petition. As such.the Office action will not be remailed.

As no petition fee is due, the fee submitted with the petition
will be refunded to counsel.

The application file is being referred to Technology Center Art
Unit 2857 for consideration of the reply filed with the present
petition.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571)272-3231.

D

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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SCHWEGMAN, LUNDBERG,
WOESSNER & KLUTH, P.A.
P.O. BOX 2938
MINNEAPOLIS MN 55402
COPY MAILED
JAN 0 5 2007
o OFFICE OF PETITIONS
In re Application of
Kinley et al. :
Application No. 10/926783 : DECISION

Filing or 371(c) Date: 08/26/2004 : ON PETITION
Patent No.: 7101691 :

Issue Date: 09/05/2006

Attorney Docket No.

1927.001US1

This is a decision on the correspondence entitled “Request Under 37 C.F.R. § 3.81(b)”, filed
November 6, 2006, requesting a change in the name of the assignee after payment of the issue
fee.

The Petition is granted.
Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232. Any questions concerning the issuance of the Certificate of Correction should be directed

to the Certificate of Correction Branch at (703) 305-8309.

The application is being referred to the Certificate of Corrections Branch for issuance of the
requested Certificate of Correction.

i;erek L: @ooés

Attorney
Office of Petitions
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Commissioner for Patents
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P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

SCHWEGMAN, LUNDBERG,
WOESSNER & KLUTH, P.A.
P.O. BOX 2938
MINNEAPOLIS MN 55402
COPY MAILED

JAN 0 5 2007
Inre Application of : OFFICE OF PETITIONS
Kinley et al. :
Application No. 10/926783 : DECISION

Filing or 371(c) Date: 08/26/2004 : ONPETITION
Patent No.: 7101691 :

Issue Date: 09/05/2006

Attorney Docket No.

1927.001US1

This is a decision on the “Request Under 37 C.F.R. § 1.182 — Expedited Processmg of Request
Under 3.81(b)”, filed December 12, 2006

This Petition is hereby granted.
A Decision on the Petition under 37 CFR 3.81(b) is being mailed on even date herewith.

Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232.

erek L. Woods
Attorney

Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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FISH & RICHARDSON, PC COPY MAILED
JUN 11 2007

MINNEAPOLIS MN 55440-1022
In re Application of : OF FICE OFP ET'T'ONS

WAUPOTITSCH, Roman et al. :
Application No. 10/926,788 : DECISION ON PETITION

Filed: August 25,2004 : TO WITHDRAW

Attorney Docket No. 14873-004001 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed March 19,
2007. -

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to withdraw or
contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw will not be
approved unless at least 30 (thirty) days would remain between the date of approval and the later of the expiration date of a
time to file a response or the expiration date of the maximum time period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Scott C. Harris on behalf of all attorneys of record who are associated. All attorneys/agents
associated have been withdrawn. Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested correspondence address is not that of:
(1) the first named signing inventor; or (2) an intervening assignee of the entire interest under 37 C.F.R 3.71. All future
communications from the Office will be directed to the first named signing inventor at the first copied address below until
otherwise properly notified by the applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272-2783.

n .
Petitions Examiner
Office of Petitions

cc: ROMAN WAUPOTITSCH
82 CANADA DEL RANCHO
SANTA FE, NM 87508

cc: - DAVID WEST
GEOMETRIX
1590 THE ALAMEDA
SAN JOSE, CA 95126
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

MCANDREWS HELD & MALLOY, LTD Mail Date: 05/10/2010
500 WEST MADISON STREET

SUITE 3400

CHICAGO, IL 60661

Applicant : Charles Abraham : DECISION ON REQUEST FOR

Patent Number : 7656350 : RECALCULATION of PATENT

Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/926,792 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 212 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450

www.uspto.gov

Bever Hoffman & Harms, LLP

Tri-Valley Office

1432 Concannon Blvd., Bldg. G COPY MA"'ED

Livermore, CA 94550 MAY 1 0 2005
OFFICE OF PETITIONS

In re Application of :

Zhao and Lindahl : DECISION ACCORDING STATUS

Application No. 10/926,795 : UNDER 37 CFR 1.47(a)

Filed: August 25, 2004
Attorney Docket No. IDT-1710

This is in response to the petition under 37 CFR 1.47(a), filed March
14, 2005.°

The petition is granted.

Applicants have shown that Craig A. Lindahl, the non-signing inventor,
has refused to join in the filing of the above-identified application
after having been presented with the application papers. Specifically,
Christopher Novak, attorney for applicants, stated that Mr. Lindahl
expressly refused to join the application and to sign the declaration
provided to him with a copy of the patent application.

The above-identified application and papers have been reviewed and
found in compliance with 37 CFR 1.47(a). This application is hereby
accorded Rule 1.47(a) status. As provided in Rule 1.47(c), this
Office will forward notice of this application's filing to the non-
signing inventor at the address given in the declaration.? Notice of
the filing of this application will also be published in the Official
Gazette.

This matter is being referred to Technology Center Art Unit 2661 for
further processing.

! Applicants obtained a three-month extension of time to reply. Accordingly, the
petition is filed timely.

? The Office is construing the address provided in the declaration as Mr. Lindahl’s
last known address. If this is an incorrect interpretation, applicants should
contact the undersigned Petitions Attorney.



Application No. 10/926,795 Page 2

Telephone inquiries regarding this decision should be directed to the
undersigned at (571) 272-3211.

Chnistina V%bLCLca.Z)77W1£lUZ
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions

e
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ROSSI, KIMMS & McDOWELL LLP. COPY MAILED
P.0. BOX 826 -
ASHBURN VA 20146-0826 : . AUG 0 2 2007

| OFFICE OF PETITIONS

In re Application of

Katsumichi Ueyanagi, et al. :

Application No. 10/926,797 ' : ON PETITION
Filed: August 26, 2004 ' :

Attorney Docket No. FUJI:316

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed April 9,
2007, to revive the above-identified application. :

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of 37 CFR 1.113
to the final Office action of May 2, 2006. The proposed reply required for consideration of a petition-to
revive must be a Notice of Appeal (and appeal fee required by 37 CFR 41.20(b)(2), an amendment that
prima facie places the application in condition for allowance, a Request for Continued Examination and
submission (37 CFR 1.114), or the filing of a continuing application under 37 CFR 1.53(b). See MPEP.
711.03(c)(IND(A)(2). A three-month extension of time pursuant to the provisions of 37 CFR 1.136(a) was
obtained. Accordingly, the date of abandonment of this application is November 3, 2006.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of a previously filed Request for Continued Examination (RCE) dated December 5, 2006
(certificate of mail of November 2, 2006) and fee of $790, and the submission required by 37 CFR 1.114;
(2) the petition fee of $1500; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the April Wise at (571) 272-1642.

- This application is being referred to Technology Center AU 2855 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business on the amendment submitted in
accordance with 37 CFR 1.114.

27

vin Dingle
Petitions Examiner
Office of Petitions
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Commissioner for Patents

demark Office
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Alexandria, VA 22313-1450

Patent No. : 7,130,500 B2

Ser. No. :10/926,809

Inventor(s) : Wachsman, et. al.

Issued . October 31, 2006

Title : RECONFIGUARABLE OPTICAL ADD-DROP MULTIPLEXER

Docket No. : 15436.247.43.1.1.
Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322.

www.uspto.gov

The change to column 12, line 7 is not approved. “512” was used to designate an optical input |

(fig. 10C, column 10 lines 36-37), not an optical signal. ‘512” designates an optical signal as
shown in fig. 10B (note paragraph spanning columns 10-11).

In view of the foregoing, your request in this matter is hereby denied.

A certificate of correction will issue to correct the remaining error noted in your request.

Eva James
For Mary Diggs
Decisions & Certificates
of Correction Branch
(703) 308-9390 ext. 124 or 125

Eric L. Maschoff

Workman Nydegger

1000 Eagle Gate Tower

60 East south Temple

Salt Lake City, Utah 84111

€]
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Patent No. : 7,130,500 B2
Inventor(s) : Wachsman, et. al.
Issued : October 31, 2006
Application No: 10/926,806

.Re. Request for Certificate of Correction

Consideration has bcffen given your request under thcprovisions of Rule 1.323.

The change to column 12, line 7 is not approi?e‘d, n512" was used todesignate an optical ierut
(fig. 10C, column 10 lines 36-37), not an optical signal. "521" designates an optical signal as
shown in fig. 10B (note paragraph spanning‘ columns 10-11). ‘

In view of the foregoing, your request in this matter is hereby denied.
Further correspondence concerning this matter, should be directed to:

U.S. Patent and Trademark Office
Washington, DC 20231
Attn: Decisions & Certificates of Correction Branch

Eva James
For Mary Diggs
Decisions & Certificate
of Correction Branch
(703) 305- 756-1583 or 1580

Eric L. Maschoff, Workman Nydegger
1000 Eagle Gate Tower

60 East South Temple

Salt Lake City, Utah 84111

¢j



r SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20081021
DATE : October 22, 2008
TO SPE OF : ART UNIT 2874

SUBJECT : Request for Certificate of Correction on Patent No.: 7130500
‘| A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correctlon(s) is hereby:
Note your decision on the appropriated box.

] Approved All changes apply.

X Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

The change to column 12, line 7 is not approved. "512" was used to designate an optical input
(fig. 10C, column 10 lines 36-37), not an optical signal. "521" designates an optical signal as
shown in fig. 10B (note paragraph spanning columns 10-11).

~ Yo AU 2874

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

AT&T Legal Department — JW Mail Date: 05/06/2010
Attn: Patent Docketing

Room 2A-207
One AT&T Way
Bedminster, NJ 07921

Applicant : Robert R. Bushey : DECISION ON REQUEST FOR

Patent Number : 7623632 : RECALCULATION of PATENT

Issue Date : 11/24/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/926,813 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1490 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

CHARLES G. CALL COPY MAILED

WEST YARMOUTH MA 02673-2516 :

OFFICE OF PETITIONS

In re Application of

Joseph A. Paradiso, et al. D

Application No. 10/926,814 :  DECISION ON PETITION
Filed: August 26, 2004 :

Attorney Docket No. E-24

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed December
6, 2006, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office action
mailed, May 17, 2006, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained.  Accordingly, the application
became abandoned on August 18, 2006.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an amendment, (2) the petition fee of $1500; and (3) a proper statement of unintentional
delay.

Telephone inquiries concerning this decision should be directed to April Wise at 571-272-1642.

This application is being referred to Technology Center AU 2612 for appropriate action by the Examiner
in the normal course of business on the reply received December 6, 2006.

Irvin Dingle
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Charles G. Call

20 EAST GOETHE STREET

CHI1 COPY MAILED

CHICAGO IL 60610-2368 : ‘

AUG 2 9 2008

OFFICE OF PETITIONS

In re Application of

Paradiso et al. :

Application No. 10/926,814 :  DECISION ON PETITION

Filed: August 26, 2004
Attorney Docket No. E-24

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 24, 2008, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before December 10, 2007, as required by the Notice of Allowance and Fee(s) Due, mailed

September 10, 2007. Accordingly, the date of abandonment of this application is December 11,
2007. ‘

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1440.00 and the publication fee of $300.00, (2)
the petition fee of $1540.00; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3215.

This application is being referred to the Office of Data Management for processing into a patent.

C/Q\WM

Charlema Grant
Petitions Attorney
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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Alexandria, Virginia 22313-1450

WWW.uspto.gov

GARLICK, HARRISON & MARKISON (ALU) Mail Date: 07/15/2010
P.O. BOX 160727
AUSTIN, TX 78716-0727

Applicant : Hakki C. Cankava : DECISION ON REQUEST FOR

Patent Number : 7646730 : RECALCULATION of PATENT

Issue Date : 01/12/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/926,818 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1486 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20100412
DATE : April 12, 2010
TO SPE OF : ART UNIT 2617

SUBJECT : Request for Certificate of Correction on Patent No.: 7,231,221
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[ 1 Denied State the reasons for denial below.
Comments:

It appears as though the additional language to patented claim 11 was a result of Office error.
The additional language was not in the allowed claim.

/Dwayne Bost/
Supervisory Patent Examiner.Art Unit 2617

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

KENYON & KENYON LLP Mail Date: 04/21/2010
RIVERPARK TOWERS, SUITE 600

333 W. SAN CARLOS ST.
SAN JOSE, CA 95110

Applicant : Naoto Matono : DECISION ON REQUEST FOR
Patent Number : 7583472 : RECALCULATION of PATENT
Issue Date : 09/01/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/926,895 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/25/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 469 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspfo.gov

glenn s, Doll & M Donald, PLLC
reenbaum, Do c¢Donald,
3500 National City Tower : COPY MAILED
101 South Fifth Street
Louisville, KY 40202 MAY ¢ 9 2007
OFFICE OF PETITIONS
In re Application of
William R. Nelson . : ‘
~ Application No. 10/926,905 : DECISION ON PETITION
Filed: August 26, 2004 = TO WITHDRAW

Attorney Docket No. 110993.1 , : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R §
1.36(b), filed February 21, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days-would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.FR. § 1.136(a).

The request was signed by Glenn D. Bellamy on behalf of all attorneys of record who are
associated with customer No. 23828. All attorneys/agents associated with the Customer Number
23828 have been withdrawn.

The correspondence address of record has been changed since it is that of the CEO, of e-
FoodSafety.com, an assignee who has properly intervened in this application. It is further noted
that there is no attorney of record.

A final rejection was mailed on February 20, 2007. Failure to timely reply will result in the
abandonment of this application.



Application No. 10/926,905 Page 2

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-.

4618.

fices Hicks
Petitions Examiner
Office of Petitions

cc: Mark Taggatz
P.O. Box 580490
North Palm Springs, CA 92258
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In re Application of

Tal Anker, et al.

Application No. 10/926,946

Filed: August 27,2004

Attorney Docket No. MP0442.C1-166157

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
MAR 132003
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed October 31, 2008.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Fitzpatrick Cella (Marvell) has
been revoked by the assignee of the patent application on November 4, 2008. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions

cc: MARVELL PATENT DEPARTMENT
C/O KEVIN VIVIAN
5488 MARVELL LANE
SANTA CLARA, CA 95054
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In re Application of OFFICE OF PETITIONS

Gurbakhash Singh et al. :

Application No. 10/926, 960 : DECISION ON PETITION
Filed: August 27, 2004 : UNDER 37 C.F.R. §1.181
Title: VEHICLE-MOUNTED HYDRO-

ELECTRIC JACK SYSTEM

This is a decision on the petition filed on July 25, 2006,
pursuant to 37 C.F.R. §1.181, requesting that the holding of
abandonment in the above-identified application be withdrawn.

BACKGROUND

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
October 17, 2005, which set a shortened statutory period for
reply of three months. No response was received, and no
extensions of time under the provisions of 37 C.F.R. §1.136(a)
were requested. Accordingly, the above-identified application
became abandoned on January 18, 2006. A notice of abandonment
was mailed on July 19, 2006.

RELEVANT PORTION OF THE MPEP

MPEP 711.03(c) states, in pertinent part:

PETITION TO WITHDRAW HOLDING OF ABANDONMENT BASED ON FAILURE TO
RECEIVE OFFICE ACTION ’

In Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971), the court decided that the
Office should mail a new Notice of Allowance in view of the evidence
presented in support of the contention that the applicant’s representative
did not receive the original Notice of Allowance. Under the reasoning of
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Delgar, an allegation that an Office action was never received may be
considered in a petition to withdraw the holding of abandonment. If
adequately supported, the Office may grant the petition to withdraw the
holding of abandonment and remail the Office action. That is, the reasoning
of Delgar is applicable regardless of whether an application is held
abandoned for failure to timely pay the issue fee (35 U.S.C. 151) or for
failure to prosecute (35 U.S.C. 133).

To minimize costs and burdens to practitioners and the Office, the Office has
modified the showing required to establish nonreceipt of an Office action.
The showing required to establish nonreceipt of an Office communication must
include a statement from the practitioner stating that the Office
communication was not received by the practitioner and attesting to the fact
that a search of the file jacket and docket records indicates that the Office
communication was not received. A copy of the docket record where the
nonreceived Office communication would have been entered had it been received
and docketed must be attached to and referenced in practitioner’s statement.
For example, if a three month period for reply was set in the nonreceived
Office action, a copy of the docket report showing all replies docketed for a
date three months from the mail date of the nonreceived Office action must be
submitted as documentary proof of nonreceipt of the Office action. See Notice
entitled “Withdrawing the Holding of Abandonment When Office Actions Are Not
Received,” 1156 0.G. 53 (November 16, 1993).

The showing outlined above may not be sufficient if there are circumstances
that point to a conclusion that the Office action may have been lost after
receipt rather than a conclusion that the Office action was lost in the mail
(e.g., if the practitioner has a history of not receiving Office actions).

Evidence of nonreceipt of an Office communication or action (e.g., Notice of
Abandonment or an advisory action) other than that action to which reply was
required to avoid abandonment would not warrant withdrawal of the holding of
abandonment. Abandonment takes place by operation of law for failure to
reply to an Office action or timely pay the issue fee, not by operation of
the mailing of a Notice of Abandonment. See Lorenz v. Finkl, 333 F.2d 885,
889-90, 142 USPQ 26, 29-30 (CCPA 1964); Krahn v. Commissioner, 15 USPQ2d
1823, 1824 (E.D. Va 1990); In re Bpplication of Fischer, 6 USPQ2d 1573, 1574
(Comm’r Pat. 1988).

Two additional procedures are available for reviving an application that has
become abandoned due to a failure to reply to an Office Action: (1) a
petition under 37 CFR 1.137(a) based upon unavoidable delay; and (2) a
petition under 37 CFR 1.137(b) based on unintentional delay.

ANALYSIS

The showing in the instant petition is not sufficient to
withdraw the holding of abandonment. Petitioner has stated that
the Office communication was not received and has included a
copy of the docket record where the nonreceived Office
communication would have been entered had it been received and
docketed. However, Petitioner has failed to attest to the fact
that a search of the file jacket and docket records indicates
that the Office communication was not received.

As such, Petitioner has not established non-receipt of the
communication.
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CONCLUSION
As such, the petition must be DISMISSED.

Any reply must be submitted within TWO (2) MONTHS from the mail
date of this decision. Extensions of time under 37 C.F.R.
§1.136(a) are permitted. The reply should include a cover
letter entitled “Renewed Petition Under 37 C.F.R. 1.181(a).”
This is not a final agency action within the meaning of 5 U.S.C
704 . .

The renewed petition should indicate in a prominent manner that
the attorney handling this matter is Paul Shanoski, and may be
submitted by mail®, hand-delivery?, or facsimile’.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225". All other inquiries
concerning examination procedures or status of the application
should be directed to the Technology Center.

Paul Shanoski

Senior Attorney

Office of Petitions

United States Patent and Trademark Office

1 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

2 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314. ’

3 (571) 273-8300- please note this is a central facsimile number.

4 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. §1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner’s further action(s).
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In re Application of
Gurbakhash Singh et al.

Application No. 10/926, 960 : DECISION ON RENEWED PETITION
Filed: August 27, 2004 : UNDER 37 C.F.R. §1.181
Title: VEHICLE-MOUNTED HYDRO-

ELECTRIC JACK SYSTEM

This is a decision on the renewed petition filed on November 6,
2006, pursuant to 37 C.F.R. §1.181, requesting that the holding
of abandonment in the above-identified application be withdrawn.

The above-identified application became abandoned for failure to
reply in a timely manner to the non-final Office action, mailed
October 17, 2005, which set a shortened statutory period for
reply of three months. No response was received, and no
extensions of time under the provisions of 37 C.F.R. §1.136(a)
were requested. Accordingly, the above-identified application
became abandoned on January 18, 2006. A notice of abandonment
was mailed on July 19, 2006.

The original petition was filed on July 25, 2006, and was
dismissed via the mailing of a decision on September 11, 2006.

In the original petition, Petitioner stated that the Office
communication was not received and has included a

copy of the docket record where the nonreceived Office
communication would have been entered had it been received and
docketed.

With this renewed petition, Petitioner has attested to the fact
that a search of the file jacket and docket records indicates
that the Office communication was not received.
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Decision on Renewed Petition

Thus, on renewed petition, Petitioner has established non-
receipt of the communication.

Accordingly, the petition under 37 C.F.R. §1.181(a) is GRANTED.
The holding of abandonment is WITHDRAWN. '

The Technology Center will be notified of this decision. The
Technology Center’s support staff will re-mail the non-final
action of October 17, 2005, and will set a new period for
response.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225'. All other inquiries
concerning examination procedures or status of the application
should be directed to the Technology Center.

L4

Paul Shanoski

Senior Attorney

Office of Petitions

United States Patent and Trademark Office

1 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. §1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for Petitioner’s further action(s).
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| | OFFICE OF PETITIONS
In re Application of
Wang et al. ) :
Application No. 10/926,970 , : ON PETITION

Filed: 08/27/2004
Attorney Docket No. MR3315-22

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed June 12, 2007,
to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of 37 CFR 1.113 to
the final Office action of November 1, 2006. The proposed reply required for consideration of a petition to
revive must be a Notice of Appeal (and appeal fee required by 37 CFR 41.20(b)(2), an amendment that
prima facie places the application in condition for allowance, a Request for Continued Examination and
submission (37 CFR 1.114), or the filing of a continuing application under 37 CFR 1.53(b). See MPEP
711.03(c)(HIN)(A)(2). Petitioner obtained a request for an extension of time for response within the first
month pursuant to the provisions of 37 CFR 1.136(a). Accordingly, the application became abandoned on
March 2, 2007. A Notice of Abandonment was mailed on June 1, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in the
form of a Request for Continued Examination (RCE), the RCE fee and the submission required by 37 CFR
1.114; (2) the petition fee; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3211.

This application is being referred to Technology Center AU 1794 for processing of the RCE and for
appropriate action by the Examiner in the normal course of business on the amendment submitted in
accordance with 37 CFR 1.114.

C]/W'w"ina “IDaM% 00
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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MUIR PATENT CONSULTING, PLLC

9913 Georgetown Pike, Suite 200

P.O. Box 1213 '

GREAT FALLS VA 22066 MAILED

JUN 2 1 2010
OFFICE OF PETITIONS

In re Application of

Yido Koo, et al. : :
Application No. 10/927,012 . DECISION ON PETITION

Filed: August 27,2004
Attorney Docket No. GCTS-0052

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
May 14, 2010, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before August 22, 2007, as required by the Notice of Allowance and Fee(s) Due, mailed May 22,
2007. Accordingly, the date of abandonment of this application is September 26, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $700 and the publication fee of $300, (2) the

petition fee of $810; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991.

This application is being referred to the Office of Data Management for processing into a patent.

NI s

Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS
In re Application of
Nobuo Kawasaki et al :
Application No. 10/927,057 : ON PETITION
Filed: August 27, 2004 :
Attorney Docket No. 117018

This is a decision on the petition, filed July 13, 2006, under 37 CFR 1.313(c){2) to withdraw
the above-identified application from issue after payment of the issue fee. '

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on May 25, 2006, in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

The examiner of Technology Center AU 2883 will consider the request for continued
examination under 37 CFR 1.114.

K aun

Karen Creasy
Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: “Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue
fee to the application identified above.” Petitioner is advised that, whether a fee is
indicated as being due or not, the Issue Fee Transmittal Form must be completed
and timely submitted to avoid abandonment. Note the language in bold text on the
first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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Date : July 14, 2006
TO : Director, Office of Patent Publication COPY MAILED
FROM : oOffice of the Deputy Commissioner .
for Patent Examination Policy JUL 1 4-2006
SUBJECT : Withdrawal from Issue of OFFICE OF PETITIONS
Applicant(s) :Nobuo Kawasaki et al
Application No. :10/927,057
Filed :August 27, 2004

The above-identified application has been assigned Patent No.
7,079,261 and an issue date of July 18, 2006.

It is hereby directed that this_application be withdrawn from
issue at the request of the applicant.

Do not refund the issue fee.

The f011ow1nﬂ erratum should be published in the official
Gazette if the above-identified application is published in the
0G of July 18, 2006:

"Al1l reference to Patent No. 7,079,261 to Nobuo
Kawasaki et al of Japan for COEFFICIENT OF LINEAR
EXPANSION MEASURING APPARATUS AND COEFFICIENT OF
LINEAR EXPANSION MEASURING METHOD appearing in the
official Gazette of July 18, 2006 should be deleted
since no patent was granted."”

Kanun

Karen Creasy

Petitions Examiner

office of Petitions

office of the Deputy Commissioner
for Patent Examination Policy

cc: Paul Harrison, MDwW-4B03, (FAX-273-5468)
Deneise Boyd, MDE-3D39 (FAX-273-5124)
Mary Louise McAskill, ST-8C15 (FAX 305-4372)
Niomi Farmer, ST-8Cl4 (FAX-305-4372)
Mary E. Johnson (Cookie), MDE-7C71 (FAX 273-0038
Duane Davis P/OPC MDE-7D89
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APPLICATION NO. FILING DATE J FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. I

10/927,099 08/27/2004 Yasuhiro Nonobe 257663US-2DIV 1846
22850 7590 08/13/2009 l IINER ]
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET HODGE, ROBERT W
ALEXANDRIA, VA 22314

L ART UNIT I PAPER NUMBER j

1795
| NOTIFICATION DATE | DELIVERY MODE |
08/13/2009 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es): ’

patentdocket@oblon.com
oblonpat@oblon.com
jgardner@oblon.com

PTOL-90A (Rev. 04/07)
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wk
Mailed : 2% 13 7¢38 ;
‘In re Application of ; DECISION ON

Nonobe et al. ' : PETITION
Serial No. 10/927,099 -
Filed: August 27, 2004
For: ON-BOARD FUEL CELL SYSTEM AND METHOD OF
CONTROLLING THE SAME

This is a decision on the PETITION FILED UNDER 37 CFR 1.144 and 1.181 TO WITHDRAW
THE RESTRICTION REQUIREMENT made February 5, 2009.
In the restriction mailed on February 5, 2009, the Examiner set forth a two-way requirement.

I. Species 1- Figure 1.

II. Species 2- Figure 4.
Applicants traversed the election requirement and provisionally elected Species 1. Claims 1-6,
12-15 and 21-26 are generic or readable on the elected Species.
Applicant asserts that the Examiner failed to establish a serious or undue burden. Further, the
application was examined through final rejection prior to filing of an RCE, and therefore, both .
Species were purportedly searched. It is noted that in the final office action dated September 24,
2008, claims to both species had already been allowed.
DECISION
No serious burden has been established in examining all claims together and the election of

species requirement is manifestly improper in withdrawing claims that were previously
examined and allowed.
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Accordingly, the petition to withdraw the restriction requirement is GRANTED.

[Gregory L Mills/

Gregory L. Mills, Acting Director
Technology Center 1700 _

Chemical and Materials Engineering

Steven P. Weihrouch

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C.
1940 DUKE STREET

ALEXANDRIA VA 22314
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MAIL
MATTINGLY, STANGER, MALUR & BRUNDIDGE, P.C. SEP 9 1 2005
1800 DIAGONAL ROAD
SUITE 370 DIRECTOR OFFICE
ALEXANDRIA VA 22314 TECHNOLOGY CENTER 2100
In re Application of: KUBO, et al. DECISION ON PETITION
Application No. 10/927,137 TO MAKE SPECIAL
Filed: August 27,2004 (ACCELERATED EXAMINATION)
For: A METHOD FOR ACQUIRING UNDER M.P.E.P. §708.02 (VIII)
SNAPSHOT

This is a response to the petition filed 10 August 2005 under 37 C.F.R. §1.102(d) and M.P.E.P.
§708.02 (VIII): Accelerated Examination, to make the above-identified application special.

The Petition is GRANTED.

M.P.EP. §708.02, Section VIII which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. §1.102(d) states in relevant part:

A new application (one which has not received any examination by the examiner) may be granted special status provided
that applicant (and this term includes applicant’s attorney or agent) complies with each of the following items:

(@) Submits a petition to make special accompanied by the fee set forth in 37 CFR 1.17(h);

b) Presents all claims directed to a single invention, or if the Office determines that all the claims presented are not
obviously directed to a single invention, will make an election without traverse as a prerequisite to the grant of special
status;

© Submits a statement(s) that a pre-examination search was made, listing the field of search by class and subclass,
publication, Chemical Abstracts, foreign patents, etc. The pre-examination search must be directed to the invention as
claimed in the application for which special status is requested. A search made by a foreign patent office satisfies this
requirement;

((4)) Submits one copy each of the references deemed most closely related to the subject matter encompassed by the
claims if said references are not already of record; and

© Submits a detailed discussion of the references, which discussion points out, with the particularity required by 37
CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the references.
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Applicant’s submission meets all the criteria set out above. The statement repeated for each
reference deemed most closely related in the discussion of each reference on pages 9-15 of the
petition is sufficient in distinguishing how the claimed subject matter is patentable over the
references. Accordingly, the petition is GRANTED.

It is noted that although the statement discussed above has been deemed sufficient, the petition as a
whole is potentially confusing. In addition to the statement discussed above, the petition also
identifies a first feature of independent claim 1, a second feature of independent claims 2 and 6, a
third feature of independent claim 7, a fourth feature of independent claims 8 and 12, and a fifth
feature of independent claim 13 and then states that “the prior art does not teach or suggest, at a
minimum, the above-described features” (pages 7-8 of the petition). The statement repeated for each
reference on pages 9-15 essentially recites a subset of each of the first, second, third, fourth, and fifth
features. The petition is potentially confusing since the statement for each reference and the
numbered features are of different scope and one could argue that it is not clear whether the
statement is intended to distinguish the references or whether the numbered features are intended to
distinguish the references. Accordingly, it is suggested that any future petitions be prepared so that
there is no such potential confusion. Also, it is suggested that if the identical statement is being made
to distinguish each reference from the claims, then the statement should simply be made once in the
petition. (E.g., “None of the references disclose . . . .”)

The application file is being forwarded to the Examiner of Record for accelerated examination
according to the procedures set forth in MPEP § 708.02, Section VIIL.

VO A ok

Pinchus M. Laufer

Special Program Examiner

Technology Center 2100

Computer Architecture, Software and Information Security
571-272-3599

ds
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OFFICE OF PETITIONS
Application of
Kubo et al. :
Application No. 10/927,137 : DECISION GRANTING PETITION

Filed: August 27, 2004 : UNDER 37 CFR 1.55(¢c)
Attorney Docket No. ASA-1191 :

This is a decision on the petition under 37 CFR 1.55(c), filed November 6, 2006, for acceptance
of an unintentionally delayed claim under 35 U.S.C. § 1 19(a)-8? for benefit of the filing date of
Japanese Patent Application No. 2004-202564, filed July 9, 2004.

A petition under 37 CFR 1.55(c) to accept an unintentionally delayed claim for priority requires:

¢)) The nonprovisional application claiming the benefit of an earlier filing
date must be filed on or after November 29, 2000;

(2)  the claim submitted with the petition must identify the prior foreign
application for which priority is claimed, as well as any foreign
application for the same subject matter and having a filing date before that
of the application for which priority is claimed, by the application number,
country, and the filing date and be included either in an oath or declaration
(37 CFR 1.63(c)(2)) or in an Application Data Sheet (37 CFR 1.76(b)(6);

3) the surcharge as set forth in 37 CFR 1.17(t);

4 a statement that the entire delay between the date the claim was due under 37
CFR 1.55(a)(1) and the date the claim was filed was unintentional. (The
Commissioner may require additional information where there is a question
whether the delay was unintentional.); and

| (5)  the above-identified nonprovisional application must be filed within 12 months
of the filing date of the foreign application.

The instant pending nonprovisional application was filed after November 29, 2000, and did not

include a reference to the foreign a pﬁcation, for which benefit is now sought, within the later of

four months from the actual filing date of the application or sixteen months from the filing date

of the prior foreign application. Therefore, since the claim for priority is submitted after the

;é%r{gcll s 5e(ci)ﬁed in 37 CFR 1.55(a)(1)(i), this is an appropriate petition under the provisions of 37
.55(c).
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The above-identified gendin nonprovisional application was filed on August 27, 2004, which is
after November 29, 2000 and within 12 months of July 9, 2004. On November 6, 2006, an
executed oath/declaration was received which identifies the foreign application for which

riority is claimed by application number, country and ﬁlinﬁ date. The required petition fee of
I$)1 370.00 was received with the petition. Lastly, petitioner has provided an adequate statement
of unintentional delay.

All requirements being met, the petition under 37 CFR 1.55(c) to accept an unintentionally
delayed claim for priority under 35 U.S.C. § 119(a)-(d) is GRANTED.

A filing receipt accompanies this decision on petition.

This application is being forwarded to Technology Center AU 2185 for examination in due
course and for consideration by the examiner of record of the foreign priority claim under 35
U.S.C. § 119(a)-(d).

Any inquiries directly pertaining to this decision may be directed to the undersigned at (571)
272-3206. All other inquiries should be directed to the Technology Center.

@é ) alel

1ana Walsh
Petitions Examiner
Office of Petitions

ATTACHMENT: Corrected Filing Receipt




Page 1 of 3

UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Bax 1450

Alexandria, Virginia 22313-1450

worw.aspto
APPL NO. F"-:g%g?g" ARTUNIT | FIL FEE RECD ATTY.DOCKET NO prawiNgs | ToT cLms | IND cLms
10/927,137 08/27/2004 2185 1244 ASA-1191 15 13 7
CONFIRMATION NO. 3163
f/ld:ﬂg'ls_?lNGLY STANGER, MALUR & BRUNDIDGE, P.C CORRECTED FILING RECEIPT
1 ' N o * *
1800 DIAGONAL ROAD OC000000022262603
SUITE 370 '- *0C000000022262603*

ALEXANDRIA, VA 22314

Date Mailed: 01/31/2007

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s) _
Kei Kubo, Yokohama, JAPAN;
Koji Sugiyama, Yokohama, JAPAN;

Power of Attorney:

Gene Stockman--21021 Shrinath Malur--34663
John Mattingly--30293

Jeffrey Ketchum-31174

Daniel Stanger—-32846

Scott Brickner—34553

Domestic Priority data as claimed by applicant

Foreign Applications

JAPAN 2003-421955 12/19/2003

JAPAN 2004-202564 07/09/2004

If Required, Foreign Filing License Granted: 10/26/2004

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US10/927,137

Projected Publication Date: Not Applicable
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Non-Publication Request: No

Early Publication Re~quest: No

Title
Method for acquiring snapshot

Preliminary Class
711

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent" and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired. .

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generallindex.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
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the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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MAIL

Mark J. Thronson
DICKSTEIN SHAPIRO MORIN & OSHINSKY LLP

2101 L Street NW APR 2 5 2005
Washington DC 20037-1526 DIRECTOR OFFICE

In re Application of : TECHNOLOGY CENTER 2600
HAGIWARA, KEI :

Application No. 10/927,138 : DECISION ON PETITION
Filed: August 27, 2004 : TO MAKE SPECIAL

For: PRE-PIT INFORMATION-DETECTING
APPARATUS, OPTICAL-INFORMATION
DETECTING APPARATUS, PROGRAM, AND
COMPUTER-READABLE INFORMATION-
RECORDING MEDIUM

This is a decision on the petition filed March 16, 2005 under Manual of Patent Examination Procedure
§708.02, VIII requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIII, must:

(1) be filed prior to receiving any examination by the examiner, .

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the claims pertain to more
than one invention, then applicant will have to make an election without traverse or forfeit accelerated
examination status),

(4) state that a pre-examination search was made, and fully discuss the search method employed, such as
classes and subclasses searched, publications, Chemical abstracts, patents, etc. A search made by a
foreign patent office satisfies this requirement,

(5) be accompanied by a copy of each of the references most closely related to the subject matter
encompassed by the claims if said references are not already of record,

(6) fully discuss the references, pointing out with the particularity required by 37 C.F.R. §1.111 (b) and
(c), how the claimed subject matter is patentable over the references.

The petitioner meets all the above-listed requirements. Accordingly, the petition is GRANTED.

The application will retain its special status throughout its entire prosecution, including any appeal to the
Board of Patent Appeals and Interferences, subject only to diligent prosecution by the applicant. The
application file is being forwarded to the examiner for appropriate action in due course.

WA, /(//ﬁ}(

Kenneth A. Wieder
Special Program Examiner
Technology Center 2600
Communications
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Address: COMMISSIONER FOR PATENTS
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RIDOUT & MAYBEE LLP Mail Date: 04/21/2010
225 KING STREET WEST

10TH FLOOR
TORONTO, ON M5V 3M2

CANADA
Applicant : Steven Louis Shafer : DECISION ON REQUEST FOR
Patent Number : 7648982 : RECALCULATION of PATENT
Issue Date : 01/19/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/927,145 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 0 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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FENWICK & WEST LLP
SO  copv s
MOUNTAIN VIEW CA 94041 C

, MAY 1 7 2007
In re Application of ' : OFFICE OF PETITIONS
Dave Olson - :
Application No. 10/927, 170 : DECISION ON PETITION
Filed: August 25,2004 : TO WITHDRAW

Attorney Docket No. 23368-09048 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed December 12, 2006.

The request is DISMISSED as moot.

. A review of the file record indicates that the power of attorney to Fenwick & West, LLP has
been revoked by the assignee of the patent application on April 10, 2007. Accordingly, the
request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant. .

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

Petitions Examiner
Office of Petitions

cc: MICHAEL L. HAWKINS
QLOGIC CORPORATION
26650 ALISO VIEJO PARKWAY
ALISO VIEJO, CA 92656
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' UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
0. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

l APPLICATION NUMBER | FILING OR 371 (c) DATE | FrsTNAMEDAPPLICANT | ATTY.DOCKETNO/TITLE |
10/927,170 08/25/2004 Dave Olson 23368-09048

CONFIRMATION NO. 3127

758 LD DRI ORI MO

FENWICK & WEST LLP I !
SILICON VALLEY CENTER 0C000000023760733
801 CALIFORNIA STREET

MOUNTAIN VIEW, CA 94041

Date Mailed: 05/08/2007

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attornéy filed 04/10/2007.

¢ The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

Office of Initial Patéfit Examination (571) 272-4000, or 1-800-PT0O-9199
FORMER ATTORNEY/AGENT COPY
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FENWICK & WEST LLP .
SILICON VALLEY CENTER | c
801 CALIFORNIA STREET OPY MAILEp
MOUNTAIN VIEW, CA 84041
AR 31 200
In re Application of
PANIGRAHY, Rina .
Application No. 10/927,175 :  DECISION ON PETITION
Filed: August 25, 2004 : TO WITHDRAW

Attorney Docket No. 03311.0015U4 : FROM RECORD

ThiS iS a decision on the Request to Withdraw as attorney or agent of record under
37 C.FR. § 1.36(b), filed October 12, 2007.

The request is NOT APPROVED as moot.

A review of the file record indiéates that the power of attorney to FENWICK & WEST
LLP has been revoked by the assighee of the patent application on January 24, 2008.
Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-
listed address until otherwise notified by applicant.

Telephone inquires concerning this decision ShOUld be directed to the undersigned at
571-272-7253.

petitions Examiner
Office of Petitions

cc:  NEEDLE & ROSENBERG, PC '
< 999 PEACHTREE STREET, SUITE 1000
~ ATLANTA, GA 30309-3915
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PATTERSON & SHERIDAN, LLP/CISC Mail Date: 05/20/2010
3040 POST OAK BLVD.

SUITE 1500

HOUSTON, TX 77056-6582

Applicant : Rina Panigrahy : DECISION ON REQUEST FOR

Patent Number : 7619983 : RECALCULATION of PATENT

Issue Date : 11/17/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/927,175 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/25/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1481 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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MAILED

Gerald R. Boss

Troutman Sanders LLP MAR 1 O 2005

600 Peachtree Street, NE

Suite 5200 Directot’s gmce

Atlanta, Georgia 30308-2216 Group 3700

In re application of : DECISION ON PETITION‘

Zinn et al. : TO MAKE SPECIAL

: UNDER 37 CFR. 1.102(c)
Serial Number: 10/927205
Filed: August 26, 2004

For: STAGNATION POINT REVERSE FLOW COMBUSTOR

This is a decision on the petition filed on August 26, 2004, under 37 CFR. 1.102(c) to make
special the above identified application because of the age/health of the applicant. Since the
requirements of the M.P.E.P Section 708.02 IV have been met, the petition will be GRANTED.

The examiner is directed (1) to make an interference search for possible interfering applications,
(2) to promptly examine this application out of turn, and (3) if any interfering application is
discovered, to examine such application simultaneously and state in the first official letter of
such application that it is being taken out of turn because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only is Petitioner makes a
prompt bona-fide effort, in response to each Office action, to place the application in condition
for allowance, even if it is necessary to conduct an interview with the Examiner to accomplish
this purpose.

Summary: Decision on Petition GRANTED.

Richard A. Bertsch
Director

Technology Center 3700
(5671) 272-3750

rt: 3/9/05
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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George P. Kobler MA! LED
LANIER FORD SHAVER & PAYNE P.C. _
P.0. Box 2087 APR 2 0 2005

Huntsvill, AL 35804-2087 Director’s Giiice

Group 3700
In re Application of : DECISION ON PETITION
Lee Bender :  TO MAKE SPECIAL
Serial No. :10/927213 : (INFRINGEMENT)
Filed : August 26, 2004
For : INTAKE AIR PLENUM FOR INTERNAL COMBUSTION ENGINE

This is a decision on the petition under C.F.R. § 1.102(d) filed April 11, 2005 to make the above-identified
application special. The petition requests that the above-identified application be made special under the
procedure set forth in M.P.E.P § 708.02, item II: Infringement.

MPEP 708.02 states that a Petition to Make Special based on Infringement must have the following: (1) the
appropriate petition fee under 37 CFR 1.17(h); (2) a statement by the assignee, applicant, or attorney alleging:
(A) that there is an infringing device or product actually on the market; (B) that a rigid comparison of the
alleged infringing device or product with the claims of the application has been made, and that, in his or her
opinion, some of the claims are unquestionably infringed; and (C) that he or she has made a careful and
thorough search of the prior art, or has good knowledge of the prior art, and has sent a copy of the references
deemed most closely related to the subject matter encompassed by the claims.

The petition filed April 11, 2005 includes all of the requirements above and, therefore, the petition is
GRANTED.

The examiner is directed (1) to make an interference search for possible interfering applications; (2) to promptly
examine this application out of turn; and (3) if any interfering application is discovered, to examine such
application simultaneously and state in the first official letter of such application that it is being taken out of
turn because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire prosecution and
pendency, including interference and appeal, if any, only if petitioner makes a prompt bona fide effort, in
response to each Office action, to place the application in condition for allowance, even if it is necessary to
conduct an interview with the examiner to accomplish this purpose.

Richard A. Bertsch, Director
Technology Center 3700
Phone: (571) 272-3750
t/4/19/05




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE 550k

TOSPEOF :ARTUNIT. D M 7

SUB.!ECT : Request for Certificate of Correction for Appl. No.: \O/Q a”la [ Patent No. LQCIC{DQ’J/

Please respond to this request for a certificate of correction within 7 days.

Please review the requested changeslcorrectio'ns as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

PIQ \ease 0\\8«\'\ ‘(—\Surr_s

ase complete the response (see below) and forward the completed response to scanning
using document code COCX. :

B ow,

Certiﬁca‘tes oV‘ Correction Branch

703-308-9390 ext.

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

B/Approved ‘ All changes apply.

Q Approved in Part Specify below which changes do not apply.

Q Denied ' State the reasons for denial below.
Comments: |

fodn wl ol o HE Foud YV ﬂ!‘)[‘\KllN
Tl 1 41 U xe W1 (VTN

SUPERVISORY PATENT EXAMINER

P 210

SPE Art Unit

e
PTOL-306 (REV. 7/03) US. DEPARTMENT OF COMMERCE Patent and Trademark Office
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Paper No.:

DATE . O—HoY

TOSPEOF . : ART UNIT 3)7‘*(7

SUBJECT : Request for Certificate of Correction for Appl. No.: _} (m ‘9“ D Patent No.: (99 ?0 2 Ll{

Please respond. Fo this request for a certificate of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor shouid the scope or
meaning of the claims be changed.

Q\u«&e C ‘ r\g,s
Please complete the response (see below) and forward the completed response to scanning
using document code COCX. -

BUpm

Certiﬁca“es of dorrection Branch
703-308-9390 ext.

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. .

‘lé Approved All changes apply.

QO Approved in Part . Specify below which changes do not apply.

QO Denied | State the reasons for denial below.
Comments: |

SUPERVISORY PATENT EXAMINER

K_\ )9)

7/
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office .
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COPY MAILED

Intellectual Property Department

DEWITT ROSS & STEVENS S.C. DEC 1 7 2004

8000 Excelsior Drive, Suite 401

Madison WI 53717-1914 . OFFICE OF PETITIONS

In re Application of : DECISION DISMISSING

Stamatescu et al. : REQUEST FOR NONPUBLICATION
Application No. 10/927,214 : UNDER 37 CFR 1.213

Filed: August 25, 2004
Attorney Docket No. 40725.020

This is in response to the paper “Response to October 25, 2004 Notice Regarding Nonpublication
Request,” filed via facsimile on November 1, 2004, to consider applicant’s previously filed
Nonpublication Request under 35 U.S.C. 122(b)(2)(B)(i) to be a valid Nonpublication Request in
light of the priority claim to AU Application No. 2003904679, filed August 29, 2003.

The request is dismissed.

Applicant argues that the Nonpublication Request filed with the application is a valid
Nonpublication Request even in light of the priority claim to AU Application No. 2003904679,
because the invention disclosed in Australian application will not be published at eighteen months
after filing. Applicant argues that the invention disclosed in the application has not been and will
not be the subject of an application filed in another country, or under a multilateral international
agreement, that requires publication of applications eighteen months after filing. Applicant argues
that the Australian priority application is not being pursued in Australia and thus its publication is
not required in Australia or elsewhere.

35 U.S.C. § 122(b)(2)(B) states:
(i) If an applicant makes a request upon filing, certifying that the invention disclosed in the
application has not and will not be the subject of an application filed in another country, or

under a multilateral international agreement, that requires publication of applications 18
months after filing, the application shall not be published as provided in paragraph (1).

37 CFR 1.213 implements the provisions of 35 U.S.C. § 122(b)(2)(B).



Application No. 10/927,214 _ Page 2

Accordingly, in order to request nonpublication, applicants must certify that “the invention
disclosed in the application has not been and will not be the subject of an application filed in
another country, or under a multilateral international agreement that requires publication at
eighteen months after filing.” This application was filed with a priority claim to a patent
application that was filed in Australia, a country that requires publication of patent application of
applications 18 months after filing, and a nonpublication request with a certification that the
application had not be filed in a country that requires publication 18 months after filing. Due to
this inconsistency, the Office has not accepted the Nonpublication Request. The argument that
the Request is proper is not persuasive because the statutory language clearly provides that so
long as an application has been filed in a country (or under a multilateral agreement) that requires
publication 18 months after filing, a Nonpublication Request is not appropriate. Where a patent
application is filed and subsequently abandoned or withdrawn and which does not actually publish,
such an application still is an application for patent. Accordingly, the statute clearly provides that
where applicant has filed such an application for patent in a foreign country, applicant cannot later
allege that no such application was filed in a Nonpublication Request.

Any inquiries concerning this decision may be directed to Mark Polutta at (571) 272-7709.

KW

Karin Ferriter

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner
for Patent Examination Policy
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Christopher M. Goff (27860)

ARMSTRONG TEASDALE LLP COPY MAILED
ONE METROPOLITAN SQUARE :

SUITE 2600 MARAI 6 2009
ST. LOUIS MO 63102 OFFICE OF PETITIONS

In re Application

Maione, et al. :

Application No. 10/927,224 : PATENT TERM ADJUSTMENT
Filed: August 25, 2004 :

Dkt. No.: 27861-59

This is a decision on the “PETITION FOR PATENT TERM ADJUSTMENT
PURSUANT TO 37 CFR §1.705(b),” filed January 9, 2009. This
matter is being treated as a timely filed application for patent
term adjustment under 37 CFR 1.705(b).

The application for patent term adjustment (PTA) under 37 CFR
1.705(b) is HELD IN ABEYANCE.

The Determination of Patent Term Adjustment under 35 U.S.C.

154 (b) was mailed October 9, 2008. The instant application for
PTA was timely filed January 9, 2009 at the time of payment of
the issue fee. Applicants argue that applicants are entitled to
an additional adjustment of 264 days in accordance with 35 USC
154 (b) (1) (B) . Applicants contest the adjustment insofar as it
relates to the Office’s failure to issue the patent within three
years of the filing date of the application pursuant to 37 CFR
1.703(b) in view of Wyeth v. Dudas, No. 07-1492 (D.D.C.
September 30, 2008).

To the extent that this application for patent term adjustment
requests reconsideration of the patent term adjustment as it
relates to the Office’s failure to issue the patent within 3
years of the filing date, a decision is being held in abeyance
until after the actual patent date. Knowledge of the actual date
the patent issues is ordinarily required to calculate the
amount, if any, of additional patent term patentee is entitled
to for Office failure to issue the patent within 3 years. See,
37 CFR 1.703(b). It is noted that at the time of this decision,
the patent has not issued.
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Applicants are given TWO (2) MONTHS from the issue date of the
patent to file a written request for reconsideration of the
patent term adjustment for Office failure to issue the patent
within 3 years. A copy of this decision should accompany the
request. Applicants may seek such consideration without payment
of an additional fee. However, as to all other bases for seeking
reconsideration of the patent term adjustment indicated in the
patent, all requirements of § 1.705(d) must be met. Requests for
reconsideration on other bases must be timely filed and must
include payment of the required fee.

With respect to the over 3 year calculation, rather than file
the request for reconsideration of Patent Term Adjustment at the
time of the mailing of the notice of allowance, applicants are
advised that they may wait until the time of the issuance of the
patent and file a request for reconsideration of the patent term
pursuant to 37 CFR 1.705(d). The USPTO notes that it does not
calculate the amount of time earned pursuant to 37 CFR 1.702 (b)
until the time of the issuance of the patent and accordingly,
the Office will '‘consider any request for reconsideration of the
patent term adjustment due to an error in the calculation of 37
CFR 1.702(b) to be timely if the request for reconsideration is
filed within two months of the issuance of the patent.

" Receipt is hereby acknowledged of the required patent term
adjustment application fee of $200.00.

The application file is being forwarded to the Office of Data
Management for issuance of the patent. The patent term
adjustment indicated on the patent (as shown on the Issue
Notification mailed about three weeks prior to patent issuance)
will include any additional adjustment accrued both for Office
delay in issuing the patent more than four months after payment
of the issue fee and satisfaction of all outstanding
requirements, and for the Office taking in excess of three years
to issue the patent (to the extent that the three-year period
does not overlap with periods already accorded).

Telephone inquiries specific to this matter should be directed
to Petitions Attorney Alesia M. Brown at (571) 272-3205.

Kery Fries
Senior Legal Advisor
Office of Patent ‘Legal Administration
Office of Deputy Commissioner
for Patent Examination Policy’
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DNAX RESEARCH, INC.

ARTMENT -
I94(1>51G &L?FE(I))RNIA AVENUE COPY MAILED
PALO ALTO, CA 94304
DEC 1 5 2005
In re Application of OFFICE OF PETITIONS
Pedro A. Reche-Gallardo et al :
Application No. 10/927,228 : ON PETITION

Filed: August 25, 2004
Attorney Docket No. DX01341B

This is a decision on the petition, filed December 9, 2005 under 37 CFR 1.313(c)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified aptplication is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on November 30, 2005 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 1646 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

i ég?/
in Dingl

Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-8S5).
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Paper No.
BANNER & WITCOFF, LTD.
1100 13th STREET, N.W.
SUITE 1200
WASHINGTON DC 20005-4051
COPY MAILED
SEP 2 5 2008
In re Application of
Koo et al. :
Application No. 10/927,233 : LETTER REGARDING
Filed: August 27, 2004 : PATENT TERM ADJUSTMENT

Atty Docket No. 003797.01011

This letter is in response to the “MISCELLANEOUS PAPER
CONCERNING PATENT TERM ADJUSTMENT” filed August 22, 2008.
Pursuant to their duty of good faith and candor to the Office,
applicants request review of the initial determination of patent
term adjustment of seven hundred (700) days.

The request for review of the initial determination of patent
term adjustment (PTA) is DISMISSED.

On August 8, 2008, the Office mailed the Determination of Patent
Term Adjustment under 35 U.S.C. 154 (b) in the above-identified
application. The Notice stated that the patent term adjustment
to date is 700 days. Applicants disclose that the filing of a
request for continued examination (RCE) and information
disclosure statement (IDS) after the mailing of the (first)
notice of allowance mailed July 1, 2008 do not appear to have
been considered in computing the patent term adjustment.

Applicants are incorrect. No reduction is warranted for the
filing of the RCE and IDS on July 23, 2008. 1In lieu of paying
the issue fee, applicants filed the RCE and IDS in response to,
and within three months of, the mailing of the notice of
allowance. As such, the calculation of applicant delay in
responding to the notice of allowance mailed July 1, 2008 is
based on the date of filing of the RCE and IDS. As these papers

AN
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were filed within the three-month period provided for in 37 CFR
1.704(b), there was no applicant delay. Applicants are advised
had they paid the issue fee and then withdrew the application
from issue to file an RCE and IDS, this would have constituted
applicant delay under 37 CFR 1.704(c) (10).

In view thereof, the determination of patent term adjustment at
the time of the mailing of the notice of allowance of SEVEN
HUNDRED (700) days is correct.

As this letter was submitted as an advisement to the Office of
an error in applicants’ favor, the Office will not assess the
$200.00 fee under 37 CFR 1.18(e). The Office thanks applicants
for their good faith and candor in bringing this to the
attention of the Office.

The Office of Data Management has been advised of this decision.
The application is, thereby, forwarded to the Office of Data
Management for issuance of the application. The patent term
adjustment indicated on the patent (as shown on the Issue
Notification mailed about three weeks prior to patent issuance)
will include any additional adjustment accrued both for Office
delay in issuing the patent more than four months after payment
of the issue fee and satisfaction of all outstanding
requirements, and for the Office taking in excess of three years
to issue the patent (to the extent that the three-year period
does not overlap with periods already accorded).

Telephone inquiries specific to this matter should be directed
dersigned at (571) 272-3219.

Office of Petitions
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DORSEY & WHITNEY LLP Mail Date: 04/21/2010
INTELLECTUAL PROPERTY DEPARTMENT

Columbia Center
701 Fifth Avenue, Suite 6100
SEATTLE, WA 98104-7043

Applicant : Tyler J. Gomm : DECISION ON REQUEST FOR
Patent Number : 7583115 : RECALCULATION of PATENT
Issue Date : 09/01/2009 : TERM ADJUSIMENT IN VIEW
Appliction No : 10/927,248 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/26/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 217 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : .,5//9 /0 g PaperNo.. ____

TO SPE 6F : ART UNIT J gg/

SUBJECT  : Request for Certificate of Correction for Appl. No.: LMHW No:_ZAA55 ’@2

A response is requested with respect to a request for a oertlﬂcate of correction.

With respect to the change(s) requested to correct Office and/or Applicant’s errors, should
the patent read as shown in the certificate of correction attached nerewlth or the COCIN

ent(s).-in IFW images for the above-identified patented on? No new matter
should be introduced, nor should the scope or meaning of the claims be changed.

If the response is for an IFW, within 7 days, please complete and forward the response, to
the employee (named below) via scannlng into application images, using document code
COCX. '

If the response is for a paper file wrapper, please complete the response and forward the
response with the paper file wrapper, to the employee (named below), within 7 days.
Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

VIRGINIA TOLBERT

Certificates of Correction Branch
703-308-9390 ext. 113
Thank You For Your As’slstan’ce

The request for issuing the ebove-ldentlﬂed correction(s) is hereby:
Nota yourdeolslm on the epproprlate box. .

ﬂ Approved ‘ o AN changes apply.
Q Apbrbved In Part - . Specify below llvhich changes do not apply.
Q Denled : o * State the reasons for denial below.
Comments ' o
. . . — ", A
SUPERVISORY PATENT EXAMINER Ry 4 H ?/89 Z
nmmcmm 2800 _— 7 B RNy AR . aamw . ' - -
: v PE Art Unlt

PTOL-306 (REV. 7/03) - . TTBEFIRTMENT‘GF‘C’GMMER‘CEPmnt and Trademark OFfice .
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APPL NO. F"‘EL“)GD%E:’” ARTUNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT ctms | IND cLms
10/927,261 08/26/2004 2831 770 SUSU123513 20 20 2

CONFIRMATION NO. 2637
26389 ' CORRECTED FILING RECEIPT

CHRISTENSENL QGONNOR JOUNSON. KNONESS. PG TGN
420 AVENUE S i
SEATTLE, WA 98101-2347

Date Mailed: 12/08/2004

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination’s Filing
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts” for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if
appropriate).

- Applicant(s)
Kazuya Masu, Kawasaki-shi, JAPAN;

Kenichi Okada, Fujisawa-shi, JAPAN;
Hiroyuki Ito, Yokohama-shi, JAPAN;

Assignment For Published Patent Application
Semiconductor Technology Academic Research Center

Power of Attorney: The patent practitioners associated with Customer Number 26389.

Domestic Priority data as claimed by applicant

Foreign Applications
JAPAN 2003-307086 08/29/2003

If Required, Foreign Filing License Granted: 10/21/2004

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US10/927,261

Projected Publication Date: 03/17/2005

Non-Publication Request: No



Page 2 of 2

Early Publication Request: No

Title
Parallel wiring and integrated circuit
Preliminary Class .
174
LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).



UNITED STATES PATENT AND TRADEMARK OFFICE

Valeo, Inc.

Intellectual Property Department
4100 North Atlantic Boulevard
Auburn Hills MI 48326

In re Application of

Elbourini

Application No. 10/927,264
Filed: August 26, 2004
Attorney Docket No. RUS118

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
AUG 2 4 2006

OFHCE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed January 5, 2006.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37

CF.R. § 1.136(a).

The request was signed by Thomas P. Liniak on behalf of himself.

All other attorneys/agents associated with this application remain of record.

The correspondence address of record remains unchanged.

Telephone inquiries concerning this decision should be directed to April Wise at 571-272-1642.

Aptil M. Wise

Petitions Examiner
Office of Petitions
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FENWICK & WEST LLP
SILICON VALLEY CENTER
801 CALIFORNIA STREET
MOUNTAIN VIEW, CA 94041

In re Application of

Rina Panigrahy, et al.

Application No. 10/927,290

Filed: August 25, 2004

Attorney Docket No. 22347-09070

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
APR 0 7 2008
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the »Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed October 12, 2007.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attormey to Fenwick & West, LLP has
been revoked by the assignee of the patent application on January 24, 2008. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

April M. Wise
Petifions Examiner
Office of Petitions

cc: GREGORY J. KIRSCH
NEEDLE & ROSENBERG, PC
999 PEACHTREE STREET
SUITE 1000
ATLANTA, GA 30309
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWW.uspto.gov

PATTERSON & SHERIDAN, LLP/CISC Mail Date: 06/01/2010
3040 POST OAK BLVD.

SUITE 1500

HOUSTON, TX 77056-6582

Applicant : Rina Panigrahy : DECISION ON REQUEST FOR

Patent Number : 7623468 : RECALCULATION of PATENT

Issue Date : 11/24/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/927,290 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/25/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1474 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

FLIESLER MEYER, LLP

FOUR EMBARCADERO CENTER
SUITE 400

SAN FRANCISCO CA 94111

In re Application of

Beust et al.

Application No. 10/927,293

Filed: August 26, 2004

Attorney Docket No. BEAS-01610US2

Title: Systems and Methods for Plain Old Java :

Object (POJO) Retrieval

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
SEP 2 8 2005
OFFICE OF PETITIONS

DECISION REFUSING STATUS
UNDER 37 CFR 1.47(a)

This is in response to the petition filed May 12, 2005, under 37 CFR. §1.47(b). This
petition is properly treated as a petition under 37 CFR 1.47(a).

The petition under 37 CFR. §1.47(a) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to
reply, correcting the below-noted deficiencies. Any reply should be entitled "Request
for Reconsideration of Petition Under 37 CFR. §1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an oath or declaration
executed by the non-signing inventor. Failure to respond will result in abandonment
of the application. Any extensions of time will be governed by 37 CFR. §1.136(a).

The above-identified application was filed on August 26, 2004, without an executed
oath or declaration. Accordingly, on November 1, 2005, applicant was mailed a “Notice
to File Missing Parts of Nonprovisional Application - Filing Date Granted,” requiring for
the purposes of this decision an executed oath or declaration in compliance with §1.63,
and a surcharge for its late filing. This Notice set an extendable two-month period for
reply of January 1, 2005. The Notice was subsequently withdrawn and a corrected
Notice to file Missing Parts was mailed on July 11, 2005.

In reply, applicant filed a petition, the surcharge for late filing of the declaration, and a
partially executed declaration. To make the reply timely, a five (5) month extension of

time was also submitted.

A grantable petition under 37 CFR. §1.47(a) requires: (1) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been
presented with the application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 35 U.S.C. §§115 and 116; (3) the
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petition fee; and (4) a statement of the last known address of the non-signing inventor.
The instant petition does not satisfy requirements (1) and (2).

As to item (1), rule 47 applicant has failed to show that inventor Beust was ever
presented with a copy of the application papers. Before a refusal can be alleged,
applicant must demonstrate a bona fide attempt was made to present a copy of
application papers (specification, including claims, drawings, and oath or declaration) to
the non-signing inventors. See MPEP 409.03(d). The evidence presented only indicates
that the assignment and declaration were the only documents presented. If the
application papers were presented, a statement should be provided on renewed
petition. '

As to item (2) the declaration states that inventor Beust is a U.S. citizen but the petition
states that he is a French citizen. Rule 47 applicant should clarify the record. If Beust is
a French citizen a newly executed oath or declaration is required. If Beust is a U.S.
citizen, a statement to that effect should be provided.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
By facsimile: (571) 273-8300
By delivery service: U.S. Patent and Trademark Office
(FedEx, UPS, DHL, etc.) Customer Service Window,

Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision may be directed to the undersigned at (571)
272-3215.

C Wb o € JF—&

Charlema R. Grant
Petitions Attorney
Office of Petitions
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Paper No:
FLIESLER MEYER, LLP '
FOUR EMBARCADERO CENTER COPY MAILED
SUITE 400
. SAN FRANCISCO CA 94111 JUL 2.8 2005
OFFICE OF PETITIONS
In re Application of
Beust, et al. : ’
Application No. 10/927,336 : ON PETITION

Filed: 26 August, 2004
Attorney Docket No. BEAS-01610US3 SRM/DTX

This is a decision on the papers submitted and considered as a petition filed on 12 May, 2005,
under 37 C.F.R. §1.47(a).

For the reasons set forth below, the petition under 37 C.F.R. §1.47(a) is DISMISSED.

NOTES:

(1) Any reply must include a renewed petition (and fee) must include a petition under
37 C.F.R. §1.47 and must be submitted within two (2) months from the mail date
of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted. The
reconsideration request should include a cover letter entitled "Petition under 37
CF.R.§1.47";

2) Thereafter, there will be no further reconsideration of this matter.

BACKGROUND

The record indicates:
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. the instant application was filed on 26 August, 2004, without, inter alia, a fully executed
oath/declaration;
. on 25 October, 2004, the Office mailed a Notice of Missing Parts indicating, inter alia,

that a fully executed oath/declaration was required within two months;

. on 12 May, 2005, Petitioner filed the instant petition with, inter alia, a statement by
Petitioner David T. Xue (Reg. No. 54,554), along with an oath/declaration containing the
signature of named co-inventor White (for himself and on behalf of) but without the
signature of named non-signing co-inventor Cedric Beust (Mr. Beust), a narration the
statement of, and an averment that the oath or declaration was presented to Mr.
Beust-however, the transmittal letter speaks only to the oath/declaration and assignment
and thus does not demonstrate that the entire application (description, claims, abstract,
drawings) was presented to the non-signing inventor Mr. Beust along with the oath or
declaration.

ANALYSIS
The regulations at 37 C.F.R. §1.47 provide in pertinent part:

§ 1.47 Filing when an inventor refuses to sign or cannot be reached.

(a) If a joint inventor refuses to join in an application for patent or cannot be
found or reached after diligent effort, the application may be made by the other
inventor on behalf of himself or herself and the nonsigning inventor. The oath or
declaration in such an application must be accompanied by a petition including
proof of the pertinent facts, the fee set forth in § 1.17(h), and the last known
address of the nonsigning inventor. The nonsigning inventor may subsequently

join in the application by filing an oath or declaration complying with §1.63.
% %k 3k

The regulations at 37 C.F.R. §1.63 provide in pertinent part:
§1.63 Oath or declaration.

(b) In addition to meeting the requirements of paragraph (a)of this section, the
oath or declaration must also:

- (DIdentify the application to which it is directed;

(2) State that the person making the oath or declaration has



Application No. 10/927,336 3

the claims, as amended by any amendment specifically referred to
in the oath or declaration; and

(3) State that the person making the oath or declaration
acknowledges the duty to disclose to the Office all information
known to the person to be material to patentability as defined in §
1.56.

When one alleges a refusal of the inventor to sign the application papers, the circumstances of the
presentation of the application papers and of the refusal must be specified in a statement of facts
by the person who, inter alia, presented the inventor with the application papers and/or to whom
the refusal was made.

The commentary at MPEP §409.03(d) provides:
409.03(d) Proof of Unavailability or Refusal
INVENTOR CANNOT BE REACHED

Where inability to find or reach a nonsigning inventor "after diligent effort" is the
reason for filing under 37 C.F.R. §1.47, a statement of facts should be submitted
that fully describes the exact facts which are relied on to establish that a diligent
effort was made.

The fact that a nonsigning inventor is on vacation or out of town and is therefore
temporarily unavailable to sign the declaration is not an.acceptable reason for
filing under 37 C.F.R. §1.47.

Furthermore, the fact that an inventor is hospitalized and/or is not conscious is not
an acceptable reason for filing under 37 C.F.R. §1.47. 37 C.F.R. §1.43 may be
available under these circumstances. See MPEP §409.02. Such a petition under 37
C.F.R. §1.47 will be dismissed as inappropriate.

The statement of facts must be signed, where at all possible, by a person having
firsthand knowledge of the facts recited therein. Statements based on hearsay will
not normally be accepted. Copies of documentary evidence such as internet
searches, certified mail return receipts, cover letters of instructions, telegrams, that
support a finding that the nonsigning inventor could not be found or reached
should be made part of the statement. The steps taken to locate the whereabouts of
the nonsigning inventor should be included statement of facts. It is important that
the statement contain facts as opposed to conclusions.
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REFUSAL TO JOIN

A refusal by an inventor to sign an oath or declaration when the inventor has not
been presented with the application papers does not itself suggest that the inventor
is refusing to join the application unless it is clear that the inventor understands
exactly what he or she is being asked to sign and refuses to accept the application
papers. A copy of the application papers should be sent to the last known address
of the nonsigning inventor, or, if the nonsigning inventor is represented by
counsel, to the address of the nonsigning inventor's attorney. The fact that an
application may contain proprietary information does not relieve the 37 C.F.R.
§1.47 applicant of the responsibility to present the application papers to the
inventor if the inventor is willing to receive the papers in order to sign the oath or
declaration. It is noted that the inventor may obtain a complete copy of the
application, unless the inventor has assigned his or her interest in the application,
and the assignee has requested that the inventor not be permitted access. See
MPEP §106. It is reasonable to require that the inventor be presented with the
application papers before a petition under 37 C.F.R. §1.47 is granted since such a
procedure ensures that the inventor is apprised of the application to which the oath
or declaration is directed. In re Gray, 115 USPQ 80 (Comm'r Pat. 1956).

Where a refusal of the inventor to sign the application papers is alleged, the
circumstances of the presentation of the application papers and of the refusal must
be specified in a statement of facts by the person who presented the inventor with
the application papers and/or to whom the refusal was made. Statements by a
party not present when an oral refusal is made will not be accepted.

Proof that a bona fide attempt was made to present a copy of the application
papers (specification, including claims, drawings, and oath or declaration) to the
nonsigning inventor for signature, but the inventor refused to accept delivery of
the papers or expressly stated that the application papers should not be sent, may
be sufficient.

When there is an express oral refusal, that fact along with the time and place of
the refusal must be stated in the statement of facts. When there is an express
written refusal, a copy of the document evidencing that refusal must be made part
of the statement of facts. The document may be redacted to remove material not
related to the inventor's reasons for refusal.

When it is concluded by the 37 C.F.R. §1.47 applicant that a nonsigning inventor's
conduct constitutes a refusal, all facts upon which that conclusion is based should
be stated in the statement of facts in support of the petition or directly in the
petition. If there is documentary evidence to support facts alleged in the petition or



Application No. 10/927,336 : 5

in any statement of facts, such evidence should be submitted. Whenever a
nonsigning inventor gives a reason for refusing to sign the application oath or
declaration, that reason should be stated in the petition.

Thus, not only must a copy of the entire application must be sent to the last known address of the
non-signing inventor (or the estate representative) with a request that he/she sign the declaration

for the patent application—and evidence of that transmittal submitted—but also a reasonable effort
must be made to ascertain a current or last known address, and the petition (with fee) must state
over the signature and registration number of the Petitioner the last known address and, if
appropriate, evidence of the due diligence effort ascertaining same.

Altematively, an oath or declaration for the patent application in compliance with 37 C.F.R.
§§1.63 and 1.64 must be presented.

(The declaration must set forth the inventor's residence, citizenship and post office address. An

oath or declaration in compliance with 37 C.F.R. §§1.63 and 1.64 signed by the Rule 1.47
applicant is required.!)

CONCLUSION

The record as it stands shows no effort to comply with the regulations and provide a last known
address for the non-signing inventors, a showing of a diligent effort to obtain same, or the
transmission of the entire application (description, claims, abstract and drawings)—as evidenced
by a copy of the transmittal letter describing same. The evidence of these requirements should be
submitted with any renewed petition.

Therefore, the instant petition hereby is dismissed.

Further correspondence with respect to this matter should be addressed as follows:2

! See: MPEP 409.03(b).

2 On July 15, 2005, the Central Facsimile (FAX) Number will change from (703) 872-9306 to (571) 273-8300. Faxes sent to the old
number will be routed to the new number until September 15, 2005. After September 15, 2005, the old number will no longer be in service and
(571) 273-8300 will be the only facsimile number recognized for centralized delivery. (For further information. see:
http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/cfax062005.pdf .)
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By mail: Commissioner for Patents®
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: IFW Formal Filings
(571) 273-8300
ATTN.: Office of Petitions

By hand: Mail Stop: Petition
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries regarding this decision sﬁould be directed to the undersigned at (571) 272-
3214.

John J. Gillon, Jr.
Senior Attorney
Office of Petitions

3 To determine the appropriate addresses for other subject-specific correspondence, refer to the USPTO Web site at www.uspto.gov.
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OFFICE OF PETITIONS

In re Application of

Beust, et al. :

Application No. 10/927,336 : ON PETITION
Filed: 26 August, 2004 :

Attorney Docket No. BEAS-01610US3 SRM/DTX

This is a decision on the papers submitted and considered as a renewed petition filed on 2
November, 2005, under 37 C.F.R. §1.47(a).

The petition under 37 C.F.R. §1.47(a) (so considered from the papers of 2 November, 2005) is
DISMISSED-and the apparent abandonment of the application is noted.

NOTES:

(1 Any reply must include a renewed petition (and fee) must include a petition under
37 C.F.R. §1.47 and must be submitted within two (2) months from the mail date
of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted. The
reconsideration request should include a cover letter entitled "Petition under 37
C.F.R. §1.47";

2) Thereafter, there will be no further reconsideration of this matter.
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BACKGROUND
The record indicates:
. the instant application was filed on 26 August, 2004, without, inter alia, a fully executed
oath/declaration;
. on 25 October, 2004, the Office mailed a Notice of Missing Parts indicating, infer alia,

that a fully executed oath/declaration was required within two months;

. on 12 May, 2005, Petitioner filed the original petition with, infer alia, a statement by
Petitioner David T. Xue (Reg. No. 54,554), along with an oath/declaration containing the
signature of named co-inventor White (for himself and on behalf of) but without the
signature of named non-signing co-inventor Cedric Beust (Mr. Beust), a narration the
statement of, and an averment that the oath or declaration was presented to Mr.
Beust-however, the transmittal letter speaks only to the oath/declaration and assignment
and thus does not demonstrate that the entire application (description, claims, abstract,
drawings) was presented to the non-signing inventor Mr. Beust along with the oath or
declaration, and so the petition was dismissed on 28 July, 2005, and Petitioner was given
two months within which to reply;

. the instant papers suggest a possible joinder—and should be so pleaded in the
petition-however, the papers were untimely filed and no request and fee for extension of
time were in evidence.

Thus, the application appears to have gone abandoned by operation of law after midnight
28 September, 2005.

Petitioner’s only alternative to irretrievable abandonment is to file a petition and fee, and the
statement/showing alleging unintentional delay under 37 C.F.R. §1.137(b)'-along with the
proper reply (the renewed petition under 37 C.F.R. §1.147(a) alleging joinder, with evidence
thereof).

Petitioner may wish to file such a petition to the Commissioner requesting revival of an
application abandoned due to unintentional delay. (See:
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_711 03 c.htm#sect711.03¢c )

A petition to revive on the grounds of unintentional delay must be filed promptly and such
petition must be accompanied by the reply (the amendment), the petition fee, and a statement that

! The regulations at 37 C.F.R. §1.183 sets forth that waiver of the rules is "subject to such other requirements as may be imposed.”
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“the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition was unintentional.” (The statement is in the form available online.)

Further correspondence with respect to this matter should be addressed as follows:?

By mail: Commissioner for Patents®
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: IFW Formal Filings
(571) 273-8300
ATTN.: Office of Petitions

By hand: Mail Stop: Petition
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3214.

John J. Gillon, Jr.
Senior Attorney
Office of Petitions

2 On July 15, 2005, the Central Facsimile (FAX) Number changed to (571) 273-8300. The old FAX number no longer is in service
and (571) 273-8300 will be the only facsimile number recognized for centralized delivery. (For further information. see:
http://www.uspto.gov/web/ofﬁces/pac/dapp/opla/preognotice/cfax062005.pdf )

3 To determine the appropriate addresses for other subject-specific correspondence, refer to the USPTO Web site at www.uspto.gov.
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In re Application of OFFICE OF PETITIONS
Beust, et al. :
Application No. 10/927,336 : ON PETITION

Filed: 26 August, 2004
Attorney Docket No. BEAS-01610US3

This is a decision on the papers submitted and considered as a renewed petition filed on 28 June,
2006, under 37 C.F.R. §1.47(a).

The Office regrets the delay in addressing this matter, however, the petition was presented to the
attorneys in the Office of Petitions only at this writing.

The petition under 37 C.F.R. §1.47(a) is DISMISSED.

BACKGROUND
The record indicates:

. the instant application was filed on 26 August, 2004, without, inter alia, a fully executed
oath/declaration;
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. on 25 October, 2004, the Office mailed a Notice of Missing Parts indicating, inter alia,
that a fully executed oath/declaration was required within two months;

. on 12 May, 2005, Petitioner filed the original petition with, inter alia, a statement by
Petitioner David T. Xue (Reg. No. 54,554), along with an oath/declaration containing the
signature of named co-inventor White (for himself and on behalf of) but without the
signature of named non-signing co-inventor Cedric Beust (Mr. Beust), a narration the
statement of, and an averment that the oath or declaration was presented to Mr.
Beust-however, the transmittal letter speaks only to the oath/declaration and assignment
and thus does not demonstrate that the entire application (description, claims, abstract,
drawings) was presented to the non-signing inventor Mr. Beust along with the oath or
declaration, and so the petition was dismissed on 28 July, 2005, and Petitioner was given
two months within which to reply;

. the instant papers suggest joinder in that it now appears that the oath/declaration has been
signed by all inventors.

In view of the joinder of the inventors, further consideration under Rule 1.47(a) is not necessary
and the petition is considered to be moot. This application does not have any Rule 1.47 status
and no such status should appear on the file wrapper. This application need not be returned to
this Office for any further consideration under Rule 1.47(a).

CONCLUSION

For the foregoing reasons, the instant petition is dismissed as moot for joinder.

This application is being released to OIPE for further processing as necessary before being
returned to substantive examination in due course.
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While telephone inquiries regarding this decision may be directed to the undersigned at (571)
272-3214, it is noted that all practice before the Office is in writing (see: 37 C.F.R. §1.2') and
the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and_the commentary on policy (MPEP). Therefore. no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

J ohﬁ J. on, Jr.
Senior Attorney
Office of Petitions

' The regulations at 37 C.F.R. §1.2 provide:
§1.2 Business to be transacted in writing.
All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation,or understanding in relation to which there is
disagreement or doubt.
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OFFICE OF PETITIONS

In re Application of

Beust, et al. :

Application No. 10/927,336 : ON PETITION

Filed: 26 August, 2004
Attorney Docket No. BEAS-01610US3

This is a decision on the papers submitted and considered as a renewed petition filed on 28 June,
2006, under 37 C.F.R. §1.137(b).

The Office regrets the delay in addressing this matter, however, the petition was presented to the
attorneys in the Office of Petitions only at this writing.

The petition under 37 C.F.R. §1.137(b) is GRANTED.

BACKGROUND

The record indicates:

. the instant application was filed on 26 August, 2004, without, inter alia, a fully executed
oath/declaration;
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. on 25 October, 2004, the Office mailed a Notice of Missing Parts indicating, inter alia,
that a fully executed oath/declaration was required within two months;, and on 12 May,
2005, Petitioner filed a petition under 37 C.F.R. §1.47(a), which was dismissed on 28
July, 2005, for failing to satisfy regulatory requirements, and Petitioner was given two (2)
months within which to refile to seek relief;

. Petitioner failed to re-petition timely and the Office mailed a Notice of Abandonment on
5 June, 2006;
. on 28 June, 2006, Petitioner submitted the instant petition to revive, a renewed petition

under 37 C.F.R. §1.47(a) and papers suggesting joinder.

Petitioners always are reminded of the burden of those registered to practice and all others who
make representations before the Office, inter alia, to inquire into the underlying facts of
representations made to the Office.'

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and
accepting a statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat.
Office at 88 and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and
circumstances when providing statements to the Patent and Trademark Office).

Specifically, the regulations at 37 C.F.R. §10.18 provide:

§ 10.18 Signature and certificate for correspondence filed in the Patent and Trademark Office.

(a) For all documents filed in the Office in patent, trademark, and other non-patent matters, except for con'espondence that is required to be
signed by the applicant or party, each piece of correspondence filed by a practitioner in the Patent and Trademark Office must bear a signature
by such practitioner complying with the provisions of §1.4(d), §1.4(¢), or § 2.193(c)(1) of this chapter.

(b) By presenting to the Office (whether by signing, filing, submitting, or later advocating) any paper, the party presenting such paper, whether a
practitioner or non-practitioner, is certifying that—

(1) All statements made therein of the party’s own knowledge are true, all statements made therein on information and belief are
believed to be true, and all statements made therein are made with the knowledge that whoever, in any matter within the jurisdiction of the Patent
and Trademark Office, knowingly and willfully falsifies, conceals, or covers up by any trick, scheme, or device a material fact, or makes any
false, fictitious or fraudulent statements or representations, or makes or uses any false writing or document knowing the same to contain any
false, fictitious or fraudulent statement or entry, shall be subject to the penalties set forth under 18 U.S.C. 1001, and that violations of this
paragraph may jeopardize the validity of the application or document, or the validity or enforceability of any patent, trademark registration, or

certificate resulting therefrom; and
' (2) To the best of the party’s knowledge, information and belief, formed after an inquiry reasonable under the circumstances, that —

(i) The paper is not being presented for any improper purpose, such as to harass someone or to cause unnecessary delay or neediess
increase in the cost of prosecution before the Office;

(ii) The claims and other legal contentions therein are warranted by existing law or by a nonfrivolous argument for the extension,
modification, or reversal of existing law or the establishment of new law;

(iii) The allegations and other factual contentions have evidentiary support or, if specifically so identified, are likely to have
evidentiary support after a reasonable opportunity for further investigation or discovery; and

(iv) The denials of factual contentions are warranted on the evidence, or if specifically so identified, are reasonably based on a lack of

information or belief.
(c) Violations of paragraph (b)(1) of this section by a practitioner or non-practitioner may jeopardize the validity of the application or document,
or the validity or enforceability of any patent, trademark registration, or certificate resulting therefrom. Violations of any of paragraphs (b)(2)(i)
through (iv) of this section are, after notice and reasonable opportunity to respond, subject to such sanctions as deemed appropriate by the
Commissioner, or the Commissioner's designee, which may include, but are not limited to, any combination of —

(1) Holding certain facts to have been established;
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STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable.” 35 U.S.C. §133 (1994).2

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a petitioner to revive
a previously unavoidably or unintentionally, respectively, abandoned application under this
congressional grant of authority. The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is
clear, unambiguous, and without qualification: the delay in tendering the reply to the outstanding
Office action, as well as filing the first petition seeking revival, must have been unavoidable for
the reply now to be accepted on petition.?

Delays in responding properly raise the question whether delays are unavoidable.* Where there is
a question whether the delay was unavoidable, Petitioners must meet the burden of establishing
that the delay was unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a).’
And the Petitioner must be diligent in attending to the matter.® Failure to do so does not
constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care.

(By contrast, unintentional delays are those that do not satisfy the very strict statutory and

(2) Returning papers; .

(3) Precluding a party from filing a paper, or presenting or contesting an issue;

(4) Imposing a monetary sanction;

(5) Requiring a terminal disclaimer for the period of the delay; or

(6) Terminating the proceedings in the Patent and Trademark Office.
(d) Any practitioner violating the provisions of this section may also be subject to disciplinary action. See § 10.23(c)(15).
[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985; para. (a) revised, 58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993; paras. (a) &
(b) revised, paras. (c) & (d) added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a) revised, 69 FR 56481, Sept. 21, 2004, effective
Oct. 21, 2004]

2 35 U.S.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.

3 Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.

4 See: Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Of- Gaz.
Pat. Office at 86-87 (October 21, 1997).

5 See: In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pats. 1989).

6 See: Diligence in Filing Petitions to Revive and Petitions to Withdraw the Holding of Abandonment, 1124 Off. Gaz. Pat. Office 33
(March 19, 1991). It was and is Petitioner’s burden to exercise diligence in seeking either to have the holding of abandonment withdrawn or the

application revived. See 1124 Off. Gaz. Pat. Office supra.
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regulatory requirements of unavoidable delay, and also, by definition, are not intentional.”))

Allegations as to
Unintentional Delay

The requirements for a grantable petition under 37 C.F.R. §1.137(b) are the petition and fee, a
statement/showing of unintentional delay, a proper reply, and—where appropriate--a terminal
disclaimer and fee.

Petitioner appear to have satisfied the requirements under the regulation.

CONCLUSION

The petition as considered under 37 C.F.R. §1.137(b) is granted.
The application is released to OIPE for further processing in due course.

While telephone inquiries regarding this decision may be directed to the undersigned at (571)
272-3214, it is noted that all practice before the Office is in writing (see: 37 C.F.R. §1.2%) and the
proper authority for action on any matter in this regard are the statutes (35 U.S.C.), regulations

37 C.F.R.) and the commen on policy (MPEP). Therefore. no telephone discussion may be
controlling or considered authority for Petitioner’s action(s).

Johy J. Gillon, Jr.
- Senior Attorney
Office of Petitions

7 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for
shipment by the US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.

8 The regulations at 37 C.F.R. §1.2 provide:
§1.2 Business to be transacted in writing.
All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation,or understanding in relation to which there is
disagreement or doubt.
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KOLISCH HARTWELL, P.C.
520 SW YAMHILL STREET, Suite 200
PORTLAND, OR 97204 COPY MAILED
MAR 0 6 2008
In re Application of :
Richard R. Heuser : OFFICE OF PETITIONS

Application No. 10/927,340 : ON PETITION
Filed: August 25, 2004 :
Attorney Docket No. HEU 310

This is a decision on the petition, filed March 5, 2008, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee. This is also a decision on
the petition under 37 CFR 1.78(a)(6), filed March 5, 2008, to accept an unintentionally delayed
claim under 35 U.S.C. §119(e) for the benefit of the prior-filed provisional application set forth
in the concurrently filed amendment

The petition under 37 CFR 1.313(c)(2) is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on March 5, 2008, in the above-identified
application cannot be refunded. If, however, the above-identified application is again allowed,
petitioner may request that it be applied towards the issue fee required by the new Notice of
Allowance.

As to the petition under 37 CFR 1.78(a)(6):

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(1)
to the prior-filed application, unless previously submitted,
2) the surcharge set forth in § 1.17(t); and

! The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Part B - Fee(s) Transmittal Form (along with any balance due at the time of
submission). Petitioner is advised that the Issue Fee Transmittal Form must be completed and
timely submitted to avoid abandonment of the application.
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3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(i1) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
119(e) is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(6) should not be construed as meaning that this application is entitled to
the benefit of the filing date of the prior-filed application. In order for this application to be
entitled to the benefit of the prior-filed application, all other requirements under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application should
not be construed as meaning that applicant is entitled to the claim for benefit of priority to the
prior-filed application noted thereon. Accordingly, the examiner will, in due course, consider
this benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed provisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3204.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

The application is being forwarded to Technology Center AU 3736 for further processing of the

RCE under 37 CFR 1.114 filed March 6, 2008, including consideration by the examiner of the
claim under 35 U.S.C. §119(e) for the benefit of priority to the prior-filed provisional

application.

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
10/927,340 08/25/2004 3736 879 HEU 310 14 6
CONFIRMATION NO. 9776
23581 CORRECTED FILING RECEIPT

KOLISCH HARTWELL, P.C.

520 SWYAMHILL STREET Suie 200 O

PORTLAND, OR 97204
Date Mailed: 03/07/2008

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
write to the Office of Initial Patent Examination's Filing Receipt Corrections. Please provide a copy of this
Filing Receipt with the changes noted thereon. If you received a "Notice to File Missing Parts” for this
application, please submit any corrections to this Filing Receipt with your reply to the Notice. When the
USPTO processes the reply to the Notice, the USPTO will generate another Filing Receipt incorporating the
requested corrections

Applicant(s)
_ Richard R. Heuser, Phoenix, AZ;
Power of Attorney: The patent practitioners associated with Customer Number 23581

Domestic Priority data as claimed by applicant
This applin claims benefit of 60/498,427 08/27/2003

Foreign Applications

If Required, Foreign Filing License Granted: 10/22/2004

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 10/927,340

Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **

page 10of 3



Title

CATHETER GUIDEWIRE SYSTEM USING CONCENTRIC WIRES
Preliminary Class

600

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, hitp://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits” giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 30of 3



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

ALSTON & BIRD LLP

BANK OF AMERICA PLAZA
101 SOUTH TRYON ST
SUITE 4000

CHARLOTTE NC 28280-4000

COPY MAILED

- JUL 21 2005
OFFICE OF PETITIONS
In re Application of
Hunter, et al. :
Application No. 10/927,429 : DECISION REFUSING

Filing Date: August 25, 2004 : STATUS UNDER § 1.47(a)
Attorney Docket No. 046125/282162 :

This is in response to the “PETITION UNDER 37 C.F.R. §1.47(a) TO
ACCEPT DECLARATION WITHOUT SIGNATURE OF INVENTOR REFUSING TO SIGN
DECLARATION IN RESPONSE TO NOTICE TO FILE MISSING PARTS,” filed
June 6, 2005, which is being treated as a petition under 37 CFR
1.47(a).?

The petition under 37 CFR 1.47(a) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration of
Petition Under 37 CFR 1.47(a)," and should only -address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventors.
Failure to respond will result in abandonment of the application.
Any extensions of time will be governed by 37 CFR 1.136(a).

'a petition under 37 CFR 1.47(b) is only applicable when all of the

inventors refuse to execute the application for patent.
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The above-identified application was filed on August 25, 2004,
without an executed ocath or declaration. Accordingly, a Notice
to File Missing Parts of Nonprovisional Application was mailed on
December 6, 2004. This Notice set an extendable period for reply
of two months for applicants to submit the statutory basic filing
fee, an executed ocath or declaration, and a surcharge for their
late filing. On June 6, 2005, applicants filed the instant
petition, made timely by obtaining a four month extension of
time. Accompanying the petition was a declaration executed by
inventors Ned Moritz Hunter, Mark Allan Thomson, Monique Ennis,
Jianbo Stancil, and Linda Postenrieder, but with the signature
block for inventor Nandu Nandakumar left blank.

A grantable petition under 37 CFR 1.47(a) requires: (1) proof
that the non-signing inventor(s) cannot be reached or refuses to
sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 37 CFR 1.63;

(3) the petition fee; and (4) a statement of the last known
address of the non-signing inventor(s). The instant petition
does not satisfy requirement (1).

As to requirement (1), there has been no showing that inventor
Nandakumar was presented with the application papers
(specification, claims, drawings, oath or declaration). Rather,
the petition only establishes that Nandakumar was forwarded a
copy of the declaration. Regarding this, the Manual of Patent
Examining Procedure states:

A refusal by an inventor to sign an oath or declaration when
the inventor has not been presented with the application
papers does not itself suggest that the inventor is refusing
to join the application unless it is clear that the inventor
understands exactly what he or she is being asked to sign
and refuses to accept the application papers.

It is reasonable to require that the inventor be presented
with the application papers before a petition under 37 CFR
1.47 is granted since such a procedure ensures that the
inventor is apprised of the application to which the oath or
declaration is directed. In re Gray, 115 U.S.P.Q. 80 Comm’r
Pat. 1956).

Proof that a bona fide attempt was made to present a copy of the
application papers (specification, including claims, drawings,
and oath or declaration) to the nonsigning inventor for
signature, but the inventor refused to accept delivery of the
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papers or expressly stated that the application papers should not
be sent, méy be sufficient.? If Nandakumar was in fact presented
with the application papers, that fact can simply be stated on
the record upon the filing of a renewed petition.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision may be directed to
the undersigned at (571)272-3207.

W Aoy

Cliff Congo
Petitions Attorney
Office of Petitions

2 MPEP 409.03(d).



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
ALSTON & BIRD LLP
BANK OF AMERICA PLAZA
101 SOUTH TRYON ST
SUITE 4000
CHARLOTTE NC 28280-4000
COPY MAILED
NOV 1 4 2005
QFFICE OF PETITIONS
In re Application of
Hunter, et al. :
Application No. 10/927,429 : DECISION ACCORDING

Filing Date: August 25, 2004 : STATUS UNDER § 1.47(a)
Attorney Docket No. 046125/282162 :

This is in response to the “REQUEST FOR RECONSIDERATION OF
PETITION UNDER 37 C.F.R. 1.47(a)”, filed September 15, 2005.

The petition under 37 CFR 1.47(a) is GRANTED.

The above-identified application was filed on August 25, 2004,
without an executed ocath or declaration. Accordingly, a Notice
to File Missing Parts of Nonprovisional Application was mailed on
December 6, 2004. This Notice set an extendable period for reply
of two months for apglicants to submit the statutory basic filing
fee, an executed ocath or declaration, and a surcharge for their
late filing.

On June 6, 2005, afplicants filed a getition under 37 CFR
1.47(a), made timely by obtaining a four month extension of time.
Accompanying the petition was a declaration executed by inventors
Ned Moritz Hunter, Mark Allan Thomson, Monique Ennis, Jianbo
Stancil, and Linda Postenrieder, but with the signature block for
inventor Nandu Nandakumar left blank.
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However, the petition was dismissed in a decision mailed on

July 21, 2005. Petitioner had not demonstrated that inventor
Kangakumar was presented with the application papers
(specification, claims, drawings, ocath or declaration). Rather,
petitioner only established that Nandakumar was forwarded a copy
of the declaration.

With the instant getition, petitioner has overcome the objection
set forth in the

ecision mailed Julg 21, 2005. Accordingly, the
above-identified application is hereby accorded Rule 1.47§a§
status.

As provided in 37 CFR 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventor at the
address given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

The application file is being forwarded to Group Art Unit 3623
for examination in due course.

Telephone inquiries concerning this decision may be directed to
the undersigned at (571)272-3207.

Cliff Congo

Petitions Attorney
Office of Petitions
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NANDU NANDAKUMAR
1050 CROWN POINTE PARKWAY
SUITE 1405
ATLANTA GA 30338
COPY MAILED
NOV 14 2005 °
In re Application of OFFICE OF PETITIONS

Ned Moritz Hunter, Mark Alan Thomson,

Nandu Nandakumar, Monique Ennis,

Jianbo Stancil, Linda Postenrieder

Apglication No. 10/927,429 : LETTER
Filed: August 25, 2004

Title: System for Assisting User with

Task Involving Form, and Related

Apparatuses, Methods, and Computer-

Readable Media

Dear Mr. Nandakumar:

You are named as a_ joint inventor in the above-identified United
States patent agpllcatlon filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in_Patent
Cases. Should a patent be granted on the application you will be
designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file
wrapper of the apgllcatlon, order copies of all or ang,part thereof |
(at” a prepaid cos er 37 CFR_1.19) or make your 2051 ion of record in
the agpllcatlon. Alternatively, gou mag arrange to do any of the
preceding through a registered patent a torneg or agent presenting
written authorization from you.. If you care to joih the agpllgathn,
agent of record (see below) would presumably asslst you. ©oining in
the_application would entail the fllln% of an appropriate oath ofr
declaration by you pursuant to 37 CFR 1.63.

Teleghone inquiries regarding this communication should be directed to
Petitions Attorneg,Cll f Congo_at (571)272-3207. _Requests for .
information regardin Xour agpllcatlon should be directed to the File
Information Unit at ?7 3) 308-2733. Information rggardlng how to pay
for_and order a cogy of the apgllcatlon, or a specific paper in the

a gllcatlon, should  be directed to the Certification Division at (703)
308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

o

Cliff Congo Jon M. Jurgovan
Petitions Attorney Alston & Bird LLP . i
Office of Petitions Bank of America Building
101 South Tryon St
Suite 4000

Charlotte, NC 28280
404-881-7600
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DOW Now-0S

CHARLES HAUFF, ESQ.
SNELL AND WILMER L.L.P.
ONE ARIZONA CENTER
PHOENIX AZ 85004-2202

COPY MAILED
NOV 17 2005

OFFICE OF PETITIONS

In re Application of

Coppinger et al. :

Application No. 10/927,430 : DECISION ON PETITION
Filed: 25 August, 2004 :

Atty Docket No. 64196.00020

This is a decision on the petition under 37 CFR 1.78(a) (6), filed
11 October, 2005, to accept an unintentionally delayed claim
under 35 U.S.C. §119(e) for the benefit of the prior-filed
provisional application set forth in the amendment filed on 11
October, 2004.

The petition is GRANTED.

A petition under 37 CFR 1.78(a) (6) is only applicable to those
applications filed on or after November 29, 2000. Further, the
petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a) (5) (ii) and must be filed during the
pendency of the nonprovisional application. In addition, the
petition must be accompanied by:

(1) the reference required by 35 U.S.C. § 119 (e)
and 37 CFR 1.78(a) (5) (1) to the prior-filed
application, unless previously submitted;

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the
date the claim was due under 37 CFR 1.78(a) (5) (ii)
and the date the claim was filed was unintentional.
The Commissioner may require additional information
where there is a question whether the delay was
unintentional.

The instant nonprovisional application was filed after November
29, 2000, and the claim herein for the benefit of priority to the
prior-filed provisional application is submitted after expiration
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of the period specified in 37 CFR 1.78(a) (5) (ii). Therefore,
this is a proper petition under 37 CFR 1.78(a) (6) .

The petition complies with the requirements for a grantable
petition under 37 CFR 1.78(a) (6) in that (1) a reference to the
prior-filed provisional application has been included in an
amendment to the first sentence of the specification following
the title, as provided by 37 CFR 1.78(a) (5) (iii); (2) the
surcharge fee required by 37 CFR 1.17(t) has been submitted; and
(3) the petition contains a proper statement of unintentional
delay. Accordingly, having found that the instant petition for
acceptance of an unintentionally delayed claim for the benefit of
priority under 35 U.S.C. § 119(e) to the prior-filed provisional
application satisfies the conditions of 37 CFR 1.78(a) (6), the
petition is granted.

The granting of the petition to accept the delayed benefit claim
to the prior-filed application under 37 CFR 1.78(a) (6) should not
be construed as meaning that the instant application is entitled
to the benefit of the filing date of the prior-filed application.
In order for the instant application to be entitled to the
benefit of the prior-filed application, all other requirements
under 35 U.S.C. §119(e) and 37 CFR 1.78(a) (4) and (a) (5) must be
met. Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed
application should not be construed as meaning that applicant is
entitled to the claim for benefit of priority to the prior-filed
application noted thereon. Accordingly, the examiner will, in
due course, consider this benefit claim and determine whether the
instant application is entitled to the benefit of the earlier
filing date.

A corrected Filing Receipt, which includes the priority claim to
the prior-filed provisional application, accompanies this
decision on petition.

The address in the petition is different than the correspondence
address. A courtesy copy of this decision is being mailed to the
address listed

Any inquiries concerning this decision may be directed to Senior
Petitions Attorney Douglas I. Wood at (571) 272-3231. All other
inquiries concerning either the examination procedures or status
of the application should be directed to the Technology Center.
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The application is being forwarded to Technology Center AU 2153
for appropriate action on the amendment submitted 11 October,
2005, including consideration by the examiner of the claim under
35 U.S.C. §119(e) for the benefit of priority to prior-filed
provisional Application No. 60/181,416.

cés M. Hicks
Lead Paralegal
Office of Petitions
Office of the Deputy Commissioner
for Patent Examination Policy

ATTACHMENT: Corrected Filing Receipt



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 06/17/09
TO SPE OF :ART UNIT _1643
SUBJECT : Request for Certificate of Correction for Appl. No.: 10/927.433._Patent No.:_7,256004

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

| Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

Randolph Square
Palm Location 7580

U ‘r"\jges be made Valerie Jackson Certificates of
Correction Branch

703-756-1573

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

XApproved All changes apply.

Approved in Part ’ Specify below which changes do not apply.

Denied | State the reasons for denial below.
Comments: _

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

/Larry R. Helms/ SPE AU 1643 6/17/09

SPE Art Unit

PTOL-306 (REV. 7/03) . U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.: X
DATE : Eebruary 26, 2008 |
TO SPE OF - ART UNIT 2826
SUBJECT : Request for Certificate of Correction for Appl. No.: 10/927434 _ Patent No.: 7109551 B2

A response is requested with respect to a request for a certificate of correction.

With respect to the change(s) requested to correct Office and/or Applicant’s errors, should
- the patent read as shown in the certificate of correction attached herewith or the COCIN
document(s), in IFW images for the above-identified patented application? No new matter

should be introduced, nor should the scope or meaning of the claims be changed.

DO NOT SENT TO ATTORNEY
If the response is for a paper file wrapper, please complete the response and forward the
response with the paper file wrapper, to the employee (named below), within 7 days, to:
Certificates of Correction Branch (CofC)
South Tower - 9A22

LAMONTE NEWSOME

Certificates of Correction Branch
703-308-9390 ext. 112

Thank You For Your Assistance

The request for issuing the above-identified correction{s) is hereby:
Note your decision on the appropriate box.

Xl Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:
ISue Purvis/ 2826
SPE Art Unit

BT 2nG 1067 T (=] ma ice

vinan A D o an. varda
PAGE 2/2 * RCVD AT 2/28/2008 12:15:22 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/0 * DNIS:2709990 * CSID:USPTO * DURATION (mm-ss):00-00




UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

Mark J. Thronson MAH L

DICKS"gEIN SHAPIRO MORIN & OSHINSKY LLP

2101 L Street NW p

Washington DC 20037-1526 APR 2 5 2005
L DIRECTOR OFFICE

In re Application of : TECHNOLOGY CENTER 2600

WATABE, TERUYASU :

Application No. 10/927,440 : DECISION ON PETITION

Filed: August 27, 2004 : TO MAKE SPECIAL

For: OPTICAL INFORMATION RECORDING
APPARATUS, INFORMATION PROCESSING
APPARATUS, OPTICAL INFORMATION
RECORDING MEDIUM, OPTICAL
INFORMATION RECORDING METHOD,
AND COMPUTER-READABLE STORAGE
MEDIUM

This is a decision on the petition filed March 8, 2005 under Manual of Patent Examination Procedure
§708.02, VIII requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIII, must:

(1) be filed prior to receiving any examination by the examiner,

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the claims pertain to more
than one invention, then applicant will have to make an election without traverse or forfeit accelerated
examination status),

(4) state that a pre-examination search was made, and fully discuss the search method employed, such as
classes and subclasses searched, publications, Chemical abstracts, patents, etc. A search made by a
foreign patent office satisfies this requirement,

(5) be accompanied by a copy of each of the references most closely related to the subject matter
encompassed by the claims if said references are not already of record,

(6) fully discuss the references, pointing out with the particularity required by 37 C.F.R. §1.111 (b) and
(c), how the claimed subject matter is patentable over the references.

The petitioner meets all the above-listed requirements. Accordingly, the petition is GRANTED.

The application will retain its special status throughout its entire prosecution, including any appeal to the
Board of Patent Appeals and Interferences, subject only to diligent prosecution by the applicant. The
application file is being forwarded to the examiner for appropriate action in due course.

A, /M

ehneth A. Wieder
Special Program Examiner
Technology Center 2600
Communications
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} MAR 0 2 2005
In re Application of : OFFICE O'F PETITIONS
Steven Verhaverbeke _ Co
Application No. 10/927,442 : ON PETITION

-Deposited: August 26, 2004
Attorney Docket No.:008906

US Title of Inverntion:
SEMICONDUCTOR PROCESSING USING
ENERGIZED HYDROGEN GAS AND IN
COMBINATION WITH WET CLEANING

This is a decision on the Petition for Filing Date filed January
14, 2005 (certificate of mailing January 10, 2005), requesting
that the above-identified application be accorded the filing date
of August 26, 2004. '

Application papers in the above-identified application were
deposited on August 26, 2004. However, on November 9, 2004, the
Office of Initial Patent Examination mailed a “Notice of
Incomplete Nonprovisional Application”, notifying applicants that
the application papers had not been accorded a filing date
because the application was deposited without drawings.!

In response, 9 sheets of drawings, including figures 1-14 and the
present petition were filed on January 14, 2005. The petition
contends that the application as filed included 9 sheets of
drawings and were described in the original filed specification.
In support, the petition is accompanied by a declaration from
Emma Koh and a copy of applicant’s postcard receipt which
acknowledges receipt in the office of “ drawings 9 pages
informal” on August 26, 2004.

'Seel 35 U.S.C. 111 (a) (4)
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Applicant's postcard receipt is prima facie? evidence that
drawings were received on August 26, 2004, but no drawings are
present in the file. Hence, it is clear that the papers for this
application were mishandled by the Office. Therefore, it is
concluded that 9 sheets of drawings, including figures 1-14, were
received on August. 26, 2004, as shown in counsel's file, and
later misplaced in the Office. ’

The petition is Granted. The $130.00 submitted towards the
current petition fee of $400.00 will be refunded to deposit
account 50-1074.

Since the original drawings cannot be located in the Office, the
copy of the drawings supplied on January 14, 2005, will be used
for processing and examination purposes.

The application will be returned to the Office of Initial Patent
Examination for further processing with a filing date of Auqust
26, 2004, using the 9 sheets of drawings supplied on January 14,
2005. o

Telephone inquiries related to this decision may be directed to
the undersigned at (571) 272-3215.

Charlema R. Grant

Petitions Attorney
Office of Petitions

r

" ?p postcard receipt which itemizes and properly identifies
the items which are being filed serves as prima facie evidence of

receipt in the office of all items listed thereon. See MPEP 503.
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In re Application of

Steven Verhaverbeke :

Application No. 10/927,442 : DECISION GRANTING PETITION
Filed: August 26, 2004 : UNDER 37 CFR 1.137(b)
Attorney Docket No. 008906 :

This is a decision on the petition under 37 CFR 1.137(b), filed
September 27, 2007, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the
provisions of 37 CFR 1.137(b) in that (1) the reply in the form
of an amendment; (2) the petition fee; and (3) the required
statement of unintentional delay have been received.

Accordingly, the reply to the Nonfinal Rejection mailed February
23, 2007, is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3208.

This matter is being referred to Technology Center AU 2812 to
consider the reply received September 27, 2007.

L oin

Karen Creasy
Petitjions Examiner
Office of Petitions
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In re Application of . OFFICE OF PETITIONS
Gary M. Zelman :
Application No. 10/927,455 : ON PETITION

Filed: August 26, 2004
Attorney Docket No. 04-08-2309

This is a decision on the petition filed under 37 CFR 1.10, on November 18, 2004,
requesting a filing date of August 26, 2004 for the above identified application. The
petition is treated under 37 CFR 1.53. .

Application papers in the above-identified application were filed on August 26, 2004.
However, on November 2, 2004, the Office of Initial Patent Examination mailed a
“Notice of Incomplete Nonprovisional Application,” notifying applicant that the
application had not been accorded a filing date because the application had been filed
without drawings.

In response, the instant petition, under 37 CFR 1.10, with a date-stamped postcard
receipt itemized was filed to show that twenty-four (24) sheets of drawings containing
Figures 1-47, were filed on August 26, 2004.

Additionally, petitioner submits a copy of the Express Mail label as proof that the
application as filed was complete, and argues under 37 CFR 1.10 that the application
should be accorded a filing date of August 26, 2004. The Express Mail label however is
not persuasive evidence of the receipt of the drawings on August 26, 2004. Where
there is a dispute as to the contents of correspondence submitted to the Office an
applicant may not rely upon the provisions of 37 CFR 1.10 to establish what documents
and or fees were filed in the Office with such correspondence. Reliance on an express
mail label is only appropriate where the correspondence was sent by Express Mail but
nothing was received by the Office.

The postcard receipt however, corroborates petitioners assertion that the application as
filed on August 26, 2004 was complete and the true copies of the application satisfies
the requirements as set out in the Notice mailed November 2, 2004.

In view of the foregoing, the petition is GRANTED.
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Given the basis for granting the petition, the petition fee filed with the petition on
October 4, 2004 in the amount of $130.00 will be credited to deposit account no. 50-
0703.

This application is being forwarded to the Office of Initial Patent Examination (OIPE) for
further processing with a filing date of August 26, 2004, using the application papers
received in the Office on that date and the papers submitted on petition November 18,
2004. Applicant will receive appropriate notifications regarding the fees owed, if any,
and other information in due course from OIPE.

Telephone inquiries regarding this decision should be directed to the undersigned
Petitions Attorney at (571) 272-3212.

o by Pl

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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Applicant : Horst Werner : DECISION ON REQUEST FOR

Patent Number : 7617185 : RECALCULATION of PATENT

Issue Date : 11/10/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/927,458 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 345 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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SEATTLE WA 98104 OFFICE OF PETITIONS
In re Application of

Daniel Alberts et al. :

Application No. 10/927,464 ' :  DECISION ON PETITION

Filed: August 26, 2004
Attorney Docket No. ORMO-1-1004

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 17, 2007, to revive the above-identified application.

The petition is GRANTED.

_ This application became abandoned for failure to reply in a timely manner to the Non-final
Office action mailed May 02, 2007, which set a shortened statutory period for reply of three (3)
months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the above-identified application became abandoned on August 03, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment; (2) the petition fee of $770.00 and (3) a proper statement of
unintentional delay. Accordingly, the reply to the Non-final Office action of December 17, 2007
is accepted as having been unintentionally delayed. :

Telephone inquiriés concerning this decision should be directed to Thuy Pardo at (571) 272-6052
or in her absence, the undersigned at (571)272-7099.

This application is being referred to Technology Center AU 3724 for appropriate action by the
Examiner in the normal course of business on the reply received

Lo David A. Bucci

Petitions Examiner
Office of Petitions
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SUBJECT : Request for Centificate of Corrsction on Patent No.: 8,985,012

A response is requested with respect o the accompanying requast fora certificate of correction.

LN » .
Please corfplete this form and return with file *(PFW), within 7 days to:
Certificates of Correction Branch - 2800 South, Tower ste.9A43A

Palm location 7580 or forward *(IFW) to scanning using document code COCX.

Al
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rnest C. Whige, L 308-9390x122

Thank You For Your Assistance Certificates of Correction Branch

PTOL-306 (REV. 1/03) us.

The request for issuing the above-identified correction(s) is hereby:
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Approved All changes apply.
Q Approved in Part Specify below which changes do not apbly.
Q Denied State the reasons for denial balow.
Comments:
3
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SPE ) Art Unit
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Technology Center 2100

In re Application of: Virgil V. Wilkins et al.

Application No. 10/927479

Filed: 27 August 2004 DECISION ON PETITION

For: HIGH SPEED I/O CONTROLLER TO MAKE SPECIAL

HAVING SEPARATE CONTROL AND DATA (ACCELERATED EXAMINATION)

PATHS UNDER M.P.E.P. §708.02 (VIII)

This is a decision on the petition filed 24 August 2006, under 37 C.F.R. 102(d) and M.P.E.P. §
708.02(VIII): Accelerated Examination, to make the above-identified application special.

The Petition is DISMISSED.

M.P.E.P. § 708.02, Section VIII which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. § 102(d) states in relevant part:

A new application (one which has not received any examination by the examiner) may be granted special status provided
that applicant (and this term includes applicant’s attorney or agent) complies with each of the following items:

(@ . Submits a petition to make special accompanied by the fee set forth in 37 CFR 1.17(h);

(b) Presents all claims directed to a single invention, or if the Office determines that all the claims presented
are not obviously directed to a single invention, will make an election without traverse as a prerequisite to the grant
of special status;

(c) Submits a statement(s) that a pre-examination search was made, listing the field of search by class and
subclass, publication, Chemical Abstracts, foreign patents, etc. The pre-examination search must be directed to the
invention as claimed in the application for which special status is requested. A search made by a foreign patent
office satisfies this requirement;

() Submits one copy each of the references deemed most closely related to the subject matter encompassed by the
claims if said references are not already of record; and

(e) Submits a detailed discussion of the references, which discussion points out, with the particularity
required by 37 CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the references.
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In this case, the petiﬁon filed 24 August 2006 fails to adequately meet the requirements (b), (¢c), &
(e) as set forth supra.

With respect to requirement (b), the petition fails to state unequivocally “all claims are directed to a
single invention or if the Office determines that all the claims presented are not obviously directed to
a single invention, will make an election without traverse as a prerequisite to the grant of special
status” .

With respect to requirement (c), the listing of the field of search by class and subclass must be
directed to the invention as claimed in the application for which special status is requested. The
instant claims are drawn to an I/O Controller and a method of operating an I/O Controller. A
required search for the claimed subject matter in class 710 (ELECTRICAL COMPUTERS AND
DIGITAL DATA PROCESSING SYSTEMS: INPUT/OUTPUT) subclasses 036 (Input/Output
access regulation) should have been included.

With respect to requirement (e), a complete detailed discussion of the references has not been
provided with the necessary specificity required under 37 CFR 1.111 (b) and (c). Applicant must
provide a “detailed discussion of the references, which discussion points out, with the particularity
required by 37 CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the
references”. The petition filed 24 August 2006, however, provides only a terse summary of the
claimed invention and then asserts that none of the references teach Applicant’s claimed features.
Petitioner merely alludes to the references in broad terms, and fails to furnish the "detailed discussion
of the references, which discussion points out how the claimed subject matter is patentable over the
references." Reference is made to Petitioner’s cursory treatment of the references, with a statement
for each of the cited references, with respect to independent claim 9, that the cited prior art ...does
not disclose a dedicated control information link and a dedicated data link. Additionally, with
respect to claim 1 (the other independent claim in the application), it is noted that a mere allegation
that “claim 1 includes limitations comparable to the above cited limitations of claim 9” does not
satisfy the requirements of 37 CFR 1.111 (b) and (c). Claim 1 does not contain the claim language
discussed above with respect to claim 9. Specifically, Petitioner should ensure that the above
discussion is directed to how the language of each of the independent claims is specifically
distinguishable and patentable from the references provided in requirement (d) above. In the
discussion of the references, Petitioner is required to point out (substantively detail) the prior art
elements and associations germane to the claims to fully flesh-out the comparison between the
referenced prior art and Applicant’s claimed features.

Petition to Make Special DISMISSED.

Petitioner is given one opportunity to perfect the petition. Any request for reconsideration must be
filed within TWO MONTHS of the mail date of this decision.

Until the renewed petition is submitted, the application will be returned to the examiner’s docket to
await treatment on the merits in the normal order of examination.

{
Mano Padmanabhan
Quality Assurance Specialists, Technology Center 2100, Work Group 2180
Computer Architecture, Software and Information Security
571-272-4210
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Stephen A. Soffen.

Dickstein Shapiro LLP

1825 Eye Street, NW
Washington, DC 20006-5403

In re Application of: Virgil V. Wilkins et al.

Application No. 10/927479

Filed: 27 August 2004 DECISION ON PETITION

For: HIGH SPEED I/O CONTROLLER TO MAKE SPECIAL

HAVING SEPARATE CONTROL AND DATA (ACCELERATED EXAMINATION)
. PATHS UNDER M.P.E.P. §708.02 (VIII)

This is a decision on the petition filed 24 August 2006, and the request for reconsideration of
adverse decision filed March 29, 2007, under 37 C.F.R. 102(d) and M.P.E.P. § 708.02(VIII):
Accelerated Examination, to make the above-identified application special.

The Petition is GRANTED.

M.P.E.P. § 708.02, Section VIII which sets out the prerequisites for a grantable petition for
Accelerated Examination under 37 C.F.R. § 102(d) states in relevant part:

A new application (one which has not received any examination by the examiner) may be granted special status provided
that applicant (and this term includes applicant’s attorney or agent) complies with each of the following items:

(a) Submits a petition to make special accompanied by the fee set forth in 37 CFR 1.17(h);

(b) Presents all claims directed to a single invention, or if the Office determines that all the claims presented are not
obviously directed to a single invention, will make an election without traverse as a prerequisite to the grant of special
status;

(c) Submits a statement(s) that a pre-examination search was made, listing the field of search by class and subclass,

publication, Chemical Abstracts, foreign patents, etc. The pre-examination search must be directed to the invention as
claimed in the application for which special status is requested. A search made by a foreign patent office satisfies this
requirement;

(d) Submits one copy each of the references deemed most closely related to the subject matter encompassed by the
claims if said references are not already of record; and

(e) Submits a detailed discussion of the references, which discussion points out, with the pﬁrti(mlarity required by 37
CFR 1.111 (b) and (c), how the claimed subject matter is patentable over the references.
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Applicant’s submission meets all the criteria set out above, accordingly, the Petition is GRANTED.

The application file is being forwarded to the Examiner of Record for accelerated examination according
to the procedures set forth in M.P.E.P. §708.02, Section VIII.

Any inquiry concerning this decision should be directed to Mano Padmanabhan whose telephone number
is (571) 272-4210.

e Nl Fon.
Méno Padmanabhan '

Quality Assurance Specialists, Technology Center 2100, Work Group 2180

Computer Architecture, Software and Information Security
571-272-4210
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In re Patent No. 7,525,938 : .
Hurtta : DECISION ON

Issue Date: April 28, 2009 : REQUEST FOR RECONSIDERATION
Application No. 10/927,482 : OF .
Filed: August 27, 2004 : PATENT TERM ADJUSTMENT

Attorney Docket No. 088245-1068

This is in response to the “REQUEST FOR RECONSIDERATION OF
PATENT TERM ADJUSTMENT UNDER 37 C.F.R.§1.705,” filed June 19,
2009, requesting that the patent term adjustment determination
for the above-identified patent be changed from eight hundred
thirty-one (831) days to one thousand two hundred seventy-
nine(1,279) days.

Patentee requests that the decision on this request for
reconsideration of patent term adjustment be deferred or delayed
until a final decision has been rendered in Wyeth v. Dudas.
There is no specific regulatory provision for requesting that a
petition under 37 CFR 1.705(d) be held in abeyance.

The request for reconsideration is granted to the extent that
the determination has been reconsidered; however, the request
for reconsideration of patent term adjustment is DISMISSED with
respect to making any change in the patent adjustment
determination under 35 U.S.C. § 154(b) of 831 days.

On April 28, 2009, the above-identified application matured into
U.S. Patent No. 7,525,938 with a patent term adjustment of 831

~ days. This request for reconsideration of patent term
adjustment (including the required fee) was timely filed within
two months of the issue date of the patent. See 1.705(d).
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Patentee requests recalculation of the patent term adjustment

based on the decision in Wyeth v. Dudas, 580 F. Supp. 2d 138, 88
U.S.P.Q. 2d 1538 (D.D.C. 2008). Patentee asserts that pursuant
to Wyeth, a PTO delay under §154(b) (1) (A) overlaps with a delay
under §154(b) (1) (B) only if the delays “occur on the same day.”
Patentee maintains that a portion of the period of adjustment

due to the Three Year Delay by the Office, pursuant to 37 CFR §
1.703(b), 448 of the 610 days, and the period of adjustment due
to examination delay, pursuant to 37 CFR §1.702(a), of 831 days
do not overlap as these periods do not occur on the same day.

Patentee argues that the period of adjustment due to the Three
Year Delay by the Office, pursuant to 37 CFR § 1.703(b), is 610
days. This 610 day period is calculated based on the
application having been filed under 35 U.S.C. §111 on August 27,
2004, and the patent having not issued until April 28, 2009,
three years and 610 days later. Patentee asserts that in
addition to this 610 day period, he is entitled to a period of
adjustment due to examination delay, pursuant to 37 CFR
§1.702(a) of 831 days for the failure by the Office to mail at
least one of a notification under 35 U.S.C. 132 not later than
fourteen months after the date on which the application was
filed under 35 U.S.C. 111(a), pursuant to § 1.702(a) (1).

Under 37 CFR § 1.703(f), patentee is entitled to a period of
patent term adjustment equal to the period of delays based on
the grounds set forth in 37 CFR §1.702 reduced by the period of
time equal to the period of time during which applicant failed
to engage in reasonable efforts to conclude prosecution pursuant
to 37 CFR §1.704. 1In other words, the period of Office delay
reduced by the period of applicant delay. The period of
reduction of 0 days for applicant delay is not in dispute.
Patentee asserts that the total period of Office delay is the
sum of the period of Three Years Delay (610 days) and the period
of Examination Delay (831 days) to the extent that these periods
of delay are not overlapping.

Patentee contends that only 162 days of the period of delay of
831 days for the Office’s failure to mail at least one of a
notification under 35 U.S.C. 132 not later than fourteen months
after the date on which the application was filed (October 28,
2005 to February 5, 2008) overlap with the Three Year Delay
period (August 28, 2007 to April 28, 2009). Patentee asserts
that this overlapping period is the 162 days running from August
28, 2007 to February 5, 2008.
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Accordingly, patentee submits that the total period of Office
Delay is 1,279 days, which is the sum of the period of Three
Year Delay (610 days) and the period of Examination Delay (831
days), reduced by the period of overlap (162 days).

As such, patentee asserts entitlement to a patent term
adjustment of 1,279 days (610 +831 reduced by 162 overlap -0 for
applicant delay).

The Office agrees that the patent issued 3 years and 610 days
after its filing date. The Office agrees that the action
detailed above was not taken within the specified time frame,
and thus, the entry of period of adjustment of 831 days is
correct. At issue is whether patentee should accrue 448
(adjusted for overlap, per patentee’s calculations) days of
patent term adjustment for the Office taking in excess of three
years to issue the patent, as well as, 831 days for Office
failure to take a certain action within a specified time frame
(or examination delay).

The Office contends that the full 610 period of Three Year Delay
overlaps with the 831 days accorded during the pendency of the
application. Patentee’s interpretation of the period of overlap
has been considered and found to be incorrect. Patentee’s
calculation of the period of overlap is inconsistent with the
Office’s interpretation of this provision. 35 U.S.C.

154 (b) (2) (A) limits the adjustment of patent term, as follows:

to the extent that the periods of delay attributable to
grounds specified in paragraph (1) overlap, the period of
any adjustment granted under this subsection shall not
exceed the actual number of days the issuance of the
patent was delayed.

Likewise, 37 CFR 1.703(f) provides that:

To the extent that periods of delay attributable to the
grounds specified in §1.702 overlap, the period of
adjustment granted under this section shall not exceed the
actual number of days the issuance of the patent was
delayed. ‘

As explained in Explanation of 37 CFR 1.703(f) and of the United
States Patent and Trademark Office Interpretation of 35 U.S.C.
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154 (b) (2) (A), 69 Fed. Reg. 34283 (June 21, 2004), the Office
interprets 35 U.S.C. 154 (b) (2) (A) as permitting either patent
term adjustment under 35 U.S.C. 154(b) (1) (A) (i)-(iv), or patent
term adjustment under 35 U.S.C. 154 (b) (1) (B), but not as
permitting patent term adjustment under both 35 U.S.C.

154 (b) (1) (A) (i)-(iv) and 154 (b) (1) (B). Accordingly, the Office
implements the overlap provision as follows:

If an application  is entitled to an adjustment under 35
U.S.C. 154 (b) (1) (B), the entire period during which the
application was pending (except for periods excluded under
35 U.S.C. 154(b) (1) (B) (i)-(iii)), and not just the period
beginning three years after the actual filing date of the
application, is the period of delay under 35 U.S.C.
154(b) (1) (B) in determining whether periods of delay
overlap under 35 U.S.C. 154(b) (2) (A). Thus, any days of
delay for Office issuance of the patent more than 3 years
after the filing date of the application, which overlap
with the days of patent term adjustment accorded prior to
the issuance of the patent will not result in any
additional patent term adjustment. See 35 U.S.C.

154 (b) (1) (B), 35 U.S.C. 154(b) (2) (A), and 37 CFR

§ 1.703(f). See Changes to Implement Patent Term
Adjustment Under Twenty Year Term,; Final Rule, 65 Fed. Reg.
54366 (Sept. 18, 2000). See also Revision of Patent Term

Extension and Patent Term Adjustment Provisions,; Final
Rule, 69 Fed. Reg. 21704 (April 22, 2004), 1282 Off. Gaz.
Pat. Office 100 (May 18, 2004). See also Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154(b) (2) (A), 69 Fed.
Reg. 34283 (June 21, 2004).

The current wording of § 1.703(f) was revised in response to the
misinterpretation of this provision by a number of applicants.
The rule was slightly revised to more closely track the
corresponding language of 35 U.S.C. 154(b) (2) (A). The relevant
portion differs only to the extent that the statute refers back
to provisions of the statute whereas the rule refers back to
sections of the rule. This was not a substantive change to the
rule nor did it reflect a change of the Office’s interpretation
of 35 U.S.C. 154(b) (2) (A). As stated in the Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154(b) (2) (A), the Office has
consistently taken the position that if an application is
entitled to an adjustment under the three-year pendency
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provision of 35 U.S.C. 154 (b) (1) (B), the entire period during
which the application was pending before the Office (except for
periods excluded under 35 U.S.C. 154(b) (1) (B) (i)-(iii)), and not
just the period beginning three years after the actual filing
date of the application, is the relevant period under 35 U.S.C.
154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154 (b) (2) (A)-.

This interpretation is consistent with the statute. Taken
together the statute and rule provide that to the extent that
periods of delay attributable to grounds specified in 35 U.S.C.
154 (b) (1) and in corresponding §1.702 overlap, the period of
adjustment granted shall not exceed the actual number of days
the issuance of the patent was delayed. The grounds specified
in these sections cover the A) guarantee of prompt Patent and
Trademark Office responses, B) guarantee of no more than 3 year
application pendency, and C) guarantee or adjustments for delays
due to interference, secrecy orders and appeals. A section by

section analysis of 35 U.S.C. 154 (b) (2) (A) specifically provides
that:

Section 4402 imposes limitations on restoration of term.
In general, pursuant to [35 U.S.C.] 154(b) (2) (A)-(C), total
adjustments granted for restorations under [35 U.S.C.
154] (b) (1) are reduced as follows: (1) To the extent that
there are multiple grounds for extending the term of a
patent that may exist simultaneously (e.g., delay due to a
secrecy order under [35 U.S.C.] 181 and administrative
delay under [35 U.S.C.] 154(b) (1) (A)), the term should not
be extended for each ground of delay but only for the
actual number of days that the issuance of a patent was
delayed; See 145 Cong. Rec. S14,718!

As such, the period for over 3 year pendency does not overlap
only to the extent that the actual dates in the period beginning
three years after the date on which the application was filed
overlap with the actual dates in the periods for failure of the
Office to take action within specified time frames. In other
words, consideration of the overlap does not begin three years
after the filing date of the application. Treating the relevant

! The AIPA is title IV of the Intellectual Property and Communications Omnibus Reform Act of

1999 (s. 1948), which was incorporated and enacted as law as part of Pub. L. 106-113. The
Conference Report for H.R. 3194, 106" Cong. 1°° Sess. (1999), which resulted in Pub. L. 106-113,
does not contain any discussion (other than the incorporated language) of S. 1948. A section-by-
section analysis of S. 1948, however, was printed in the Congressional Record at the request of
Senator Lott, See 145 Cong. Rec. S14,708-26 (1999) (daily ed. Nov. 17, 1999).
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period as starting on August 28, 2007, the date that is 3 years:
after the actual filing date of the application, is incorrect.

In this instance, the relevant period under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154(b) (2) (A) is the entire period during which
the application was pending before the Office, August 27, 2004
to April 28, 2009. (There were no periods excluded under 35
U.S.C. 154 (b) (1) (B) (1)-(iii)). 831 days of patent term
adjustment were accorded prior to the issuance of the patent for
the Office failing to respond within a specified time frame
during the pendency of the application. The 610 days for Office
delay in issuing the patent overlaps with the 831 accorded
during the pendency of the application. During that time, the
issuance of the patent was delayed by 831 days, not 831 + 448
days. The Office took 14 months and 831 days to issue a first
Office action. Otherwise, the Office took all actions set forth
in 37 C.F.R. § 1.702(a) within the prescribed timeframes.
Nonetheless, given the initial 831 days of Office delay and the
time allowed within the timeframes for processing and
examination, and applicant delays, the patent issued, three
years and 610 days after its filing date. Accordingly, 0 days
of patent term adjustment was properly entered for the Three
Year Delay period, since the period of delay of 610 days
attributable to the delay in the issuance of the patent
completely overlaps with the adjustment of 831 days attributable
to ground specified in § 1.702(a) (1).

Accordingly, at issuance, the Office properly entered 0
additional days of patent term adjustment for the Office taking
in excess of 3 years to issue the patent for a total Office
delay of 831 days.

In view thereof, the revised determination of patent term
adjustment at the time of the issuance of the patent remains 831
days. ‘

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.
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Telephone inquiries specific to this matter should be directed
to Shirene Willis Brantley, Senior Petitions Attorney, at (571)
272-32230.

¢e of the Deputy Commissioner
for Patent Examination Policy
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In re Patent of Hurtta : DECISION ON REQUEST
Patent No. 7,525,938 :  FOR

Issue Date: April 28, 2009 : RECONSIDERATION OF
Application No. 10/927, 482 :  PATENT TERM ADJUSTMENT
Filed: August 27, 2004 :  and

Attorney Docket No. 088245-1068 : NOTICE OF INTENT TO ISSUE
' : CERTIFICATE OF CORRECTION

This is a decision on the renewed petition filed on October 21, 2009,
which is being treated as a petition under 37 CFR 1. 705(d) requesting
that the patent term adjustment indicated on the above-identified
patent be corrected to indicate that the term of the above-identified
patent is extended or adjusted by one thousand two hundred seventy-
nine (1,279) days.

The petition to correct the patent term adjustment indicated on the
above-identified patent to indicate that the term of the above-
identified patent is extended or adjusted by one thousand two hundred
seventy-nine (1,279) days is GRANTED.

The Office acknowledges the previous submission of the $200.00 fee set
forth in 37 CFR 1.18(e) on June 19, 2009. No additional fees are
required.

The application is being forwarded to the Certificates of Correction
Branch for issuance of a certificate of correction. The Office will
issue a certificate of correction indicating that the term of the
above-identified patent is extended or adjusted by one thousand two
hundred seventy-nine (1,279) days.

Telephone inquiries specific to this decision should be directed to
the undersigned at (571) 272-3230.

st Hllu

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction

www.uspto.gov



UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

PATENT . 7,525,938 B2
DATED . April 28, 2009
INVENTOR(S) : Hurtta

It is certified that error appears in the above-identified patent and that said Letters
Patent is hereby corrected as shown below: -

On the cover page,

[*] Notice: Subject to any disclaimer, the term of this patent is extended or adjusted
under 35 U.S.C. 154(b) by (831) days

Delete the phrase “by 831 days™ and insert — by 1,279 days--
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In re Application of - : OFFICE OF PETITIONS
Martin BROX, et al : '

Application No. 10/927,497 : DECISION ON PETITION
Filed: August 27, 2004 : TO WITHDRAW

Attorney Docket No. 543822008800 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed May 2, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by Deborah S. Gladstein on behalf of all attorneys of record who are
associated with customer No. 25227.

All attorneys/agents associated with Customer Number 25227 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested
correspondence address is not that of: (1) the first named signing inventor; or (2) an intervening
assignee of the entire interest under 37 C.F.R 3.71. All future communications from the Office
will be directed to the first named signing inventor at the first copied address below until otherwise
properly notified by the applicant.
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In order to request or take action in a patent matter, the assignee must establish its ownership of the
patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b) must
have either: (i) documentary evidence of a chain of title from the original owner to the assignee
(e.g., copy of an executed assignment), and a statement affirming that the documentary evidence of
the chain of title from the original owner to the assignee was or concurrently is being submitted for
recordation pursuant to § 3.11; or (ii) a statement specifying where documentary evidence of a
chain of title from the original owner to the assignee is recorded in the assignment records of the
Office (e.g., reel and frame number).

There are no Office actions pending at the present time.

Telephone inquiries concerning this decision should be directed to Diane Goodwyn at 571-272-
6735.

s Hoine
Aprff Wise

Petitions Examiner

Office of Petitions

cc: MARTIN BROX
KLARASTR. 15
MUNICH, 80636
GERMANY

cc: SLATER & MATSIL L.L.P.
17950 PRESTON ROAD,
SUITE 1000
DALLAS, TX 75252
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UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NUMBER | FILING OR 371 (c) DATE | FiRsTNAMED APPLICANT | ATTY.DOCKETNO/TITLE |
10/927,497 08/27/2004 Martin Brox 543822008800
CONFIRMATION NO. 1045
avazt | AN R 00 R WCIIM GO
MORRISON & FOERSTER LLP . .
1650 TYSONS BOULEVARD . 00000000024352435
SUITE 400

MCLEAN, VA 22102
Date Mailed: 06/14/2007

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

- This is in response to the Power of Attorney filed 05/02/2007.

e The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/0 <~ é{f‘fl/ |
Office of Initial Patent Examin;(tion (571) 272-4000, of 1-800-PTO-9199
FORMERATTORNEY/AGENT COPY




UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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COPY MAILED
JUNEAU PARTNERS

PO BOX 2516 O0CT 1 0 2008
ALEXANDRIA VA 22301 OFFICE OF PETITIONS

In re Application of

Jose L. Hernandez-Rebollar :

Application No. 10/927,508 : ON PETITION
Filed: August 27, 2004 :

Attorney Docket No. GWU-JHR-001

This is a decision on the petition under 37 CFR 1.137(b), filed
September 19, 2008, to revive the above-identified application.

The petition under 37 CFR 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
timely file a response to the non-final Office action mailed
December 10, 2007. This Office action set a shortened statutory
period for reply of three (3) months. No reply having been
received, the application became abandoned on March 11, 2008. A
Notice of Abandonment was mailed on July 28, 2008.

With the instant petition, applicant paid the petition fee, made
the proper statement of unintentional delay, and submitted the
required reply in the form of an Amendment.
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The matter is being forwarded to Group Art Unit 2626 for
consideration of the Amendment filed September 19, 2008.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

Ui 4

Cliff Congo
Petitions Attorney
Office of Petitions
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BOZICEVIC, FIELD & FRANCIS LLP ILED
1900 UNIVERSITY AVENUE COPY MA
SUITE 200 AUG 09 2005
EAST PALO ALTO, CA 94303

OFFICE OF PETITIONS
In re Application of :
Balwani, et al. : DECISION REFUSING STATUS

Application No. 10/927,518 : UNDER 37 CFR 1.47(a)
Filed: August 26, 2004 :

Atty. Dkt. No.: AERX-092CIP

For: COMPOSITIONS METHODS AND

SYSTEMS FOR PULMONARY DELIVERY

OF RECOMBINANT HUMAN INTERFERON

ALPHA-2B

This decision is in response to the petition under 37 CFR
1.47(a), filed May 20, 2005.

The petition is GRANTED.

Petitioners have shown that inventor Gul P. Balwani has refused
to sign the declaration after having been presented with the
application papers. ‘

Thus, the above-identified application and papers have been
reviewed and found in compliance with 37 CFR 1.47(a). This
application is hereby accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventor at the
address given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

After this decision is mailed, the above-identified application
will -be returned to the Office of Initial Patent Examination for
further processing. '

Telephone inquiries concerning this matter may be directed to
the undersigned at (571) 272-3205.

\. sia M. Brown

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

anhT Commissioner for Patents
mﬁ EB !2007‘ United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

www,usplo.gov

B.J. Sadoff
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In re Application of

SABLON, E. et al. ' :

Serial No.: 10/927,520 :Decision on Petition
Filed : August 27, 2004 ;

Attorney Docket No.: 2551-157

This letter is in response to the Petition under 37 C.F.R. 1.181 filed on February 26, 2007
requesting withdrawal of the restriction requirement. The delay in acting upon this petition is
regretted.

BACKGROUND

On July 26, 2006, the examiner mailed a restriction requirement in which the original claims 43-
93 were divided into 21 groups and required selection of a clade; one sequence from SEQ ID
NO: 1, 2, 8, 10, 16. Claims 55-57, 66-67, 83, 91 were identified as linking claims.

On August 28, 2006, Applicants elected Group 1, Claims 43, 44, 81, 85, 89, 55-57, 66-67, 83
and 91 and SEQ ID NO: 9. The response traversed the restriction requirement.

On November 24, 2006 the examiner considered the traversal, made the restriction requirement
FINAL and mailed to applicants a non-final Office action, in which Group 1 (Claims 43, 44, 81,
85, 89, 55-57, 66, 67, 83, 91) and SEQ ID NO: 9 were searched and examined on the merits.

On February 26, 2007, applicants filed this petition to request that the Office withdraw the
restriction requirement and a response to the action mailed November 24, 2006.



DISCUSSION
The petition and file history have been carefully considered.
Consideration of Independent and Distinct Inventions

35 U.S.C. 121.sets forth the appropriate means for restriction which permits,
“If two or more independent and distinct inventions are claimed in one
application, the Director may require the application to be restricted to one of the
inventions.”

MPEP 802.01 helps define the terms independent and distinct.

The term “independent” (i.e., unrelated) means that there is no disclosed
relationship between the two or more inventions claimed, that is, they are unconnected in
design, operation, and effect. Related inventions are distinct if the inventions as claimed
are not connected in at least one of design, operation, or effect (e.g., can be made by, or
used in, a materially different process) and wherein at -least one invention is
PATENTABLE (novel and nonobvious) OVER THE OTHER (though they may each be
unpatentable over the prior an).

The MPEP also prov1des guidance in 806.01, stating
“In passing upon questions of double patenting and restriction, it is the claimed
subject matter that is considered and such claimed subject matter must be compared in
order to determine the question of distinctness or independence.”

Finally, “Where the claims of an application define the same essential characteristics of a single
disclosed embodiment of an invention, restriction there between should never be required. This
is because the claims are not directed to distinct inventions; rather they are different definitions
of the same disclosed subject matter, varying in breadth or scope of definition” (see MPEP
806.06).

An alignment of SEQ ID NO: 9 and 10 is provided below. There is a single mismatch between
the two sequences.

Score = 427 bits (222), Expect = 9e-117
Identities = 238/239 (99%), Gaps = 0/239 (0%)
Strand=Plus/Plus

Query 1 TTTCTAGCCATGGCGTTAGTATGAGTGTCGTACAGCCTCCAGGACCCCCCCTCCCGGGAG 60

Sbject 1 TTTCTAGCCATGGCGTTAGTATGAGTGTCGTACAGCCTCCAGGACCCCCCCTCCCGGGAG 60

Query 61 GTGGTCTGCGGAACCGGTGAGTACACCGGAATTGCCGGGAAGACTGGGTCCTT 120

Sbjct 61 CTGCGGAACCGGTGAGTACACCGGAATTGCCGGGAAGACTGGGTCCTT 120

Query 121 TCTTGGATAAACCCACTCTATGCCCGGAGATTTGGGCGTGCCCCCGCGAGACTGCTAGCC 180

Sbjet 121 TCTTGGATTAACCCACTCTATGCCCGGAGATTTGGGCGTGCCCCCGCGAGACTGCTAGCC 180

Query 181 GAGTAGTGTTGGGTCGCGAAAGGCCTTGTGGTACTGCCTGATAGGGTGCTTGCGAGTGA 239

Sbjct 181 GAGTAGTGTTGGGTCGCGAAAGGCCTTGTGGTACTGCCTGATAGGGTGCTTGCGAGTGA 239



The petition asserts that Groups I, I, ITI, IV, V, VI, VII, VIII, IX, X and XI are not independent
and distinct inventions. This argument has been reviewed and deemed convincing. Group II is
directed to an oligonucleotide comprising at least 8 contiguous nucleotides of an HCV nucleic
acid according to Claim 43. An oligonucleotide comprising at least 8 contiguous nucleotides
would encompass all 239 nucleotides of SEQ ID NO: 9. Thus, Group I and II are not distinct.

Similarly, Group III is drawn to a primer of at least 8 contiguous nucleotides from SEQ ID NO:
9. This open claim language encompasses the oligonucleotides of Groups I and II. Thus, Group I
and II and III overlap in scope and are not distinct. Embodiments found within Groups IV-XI
are similarly encompassed within Group I.

Groups I-XI are all drawn to oligonucleotides which can be used to detect HCV and therefore
they are related in operation and effect. For this reason, the oligonucleotides of Groups I-XI are
not independent inventions.

As correctly pointed out by the petition, the inventions of Groups I-XI are not independent and
they are not distinct. Claims in one group overlap in scope with Claims in another group set forth
in the requirement for restriction. Thus, the groups set forth in the requirement for restriction are
not independent of each other and they are not patentably distinct from each other.

The requirement for restriction between Groups I-XI has been withdrawn.

Similarly, as argued by the response (page 2 of Petition), Groups XII and XIII overlap in scope
and are not patentably distinct from each other. The proteins of Groups XII and XIII (Claims 51-
54, 71-72, 80-82, 86, 90) have been rejoined.

The petition asserts Groups XIV, XV, XVI, XVII, XIX, XX and XXI are not independent and
they are not distinct from each other. This argument has been reviewed and is deemed
persuasive in part.

Claims 58-65 were placed in Groups XIV and XV, but they are all directed to a method for
detecting the presence of HCV using an oligonucleotide probe (Classified in 435/6). However,
Claims 68-69, 70, 75-78 were placed in Groups XVI, XVII, XVII, XIX, XX, but they are all
are drawn to a method of detecting HCV using proteins and antibodies (classified in 435/7.1).
Thus, Groups of XIV and XV have been rejoined with each other. Also, the methods of Groups
XVI1, XVII, XIX, XX (Claims 68-70, 75-78) have been rejoined with each other. However the .
restriction requirement between (XIV/XV) and (XVI, XVII, XIX, XX) is maintained because for
detecting HCV using nucleic acid oligonucleotide and methods for detecting HCV using
antibodies are patentably distinct from each other. The methods rely on different regents for
detection. Moreover, a search for nucleic acid methods is not coextensive with a search for
antibody methods and vice versa.

The requirement for restriction erroneously indicated that claims 55-57, 66-67, 83, 91 were
linking claims. This is not correct because claims 55-57, 66-67, 83, 91 are not linking claims. If
claim 535, for example, were allowable, it would not indicate that the linked inventions, as



claimed, were allowable. The claims directed to the linked inventions are broader in scope that
the so-called linking claims. Linking claims must be broader in scope than and encompass the
elected and linked inventions.

With respect to the request for rejoinder of sequences of SEQ ID NO: 1, 2, 9, 10 and 16, the
restriction requirement between SEQ ID No 9 and 10 has been withdrawn because SEQ ID NO:
9 and 10 are over 99% similar and the scope of the claims requiring at least 8 contiguous
nucleotides is overlapping between the two groups.

With respect to the request for rejoinder of sequences of SEQ ID NO: 1, 2, 16, an alignment of
the other 3 sequences did not yield any significant similarity. The requirement for restriction
between SEQ ID NO 1, 2 and 16 is maintained.

The examiner has required restriction between product and process claims. Where
applicant elects claims directed to the product, and the product claims are subsequently
found allowable, withdrawn process claims that depend from or otherwise require all the
limitations of the allowable product claim will be considered for rejoinder. All claims
directed to a nonelected process invention must require all the limitations of an allowable
product claim for that process invention to be rejoined.

In the event of rejoinder, the requirement for restriction between the product claims and
the rejoined process claims will be withdrawn, and the rejoined process claims will be

- fully examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable,
the rejoined claims must meet all criteria for patentability including the requirements of 35
U.S.C. 101, 102, 103 and 112. Until all claims to the elected product are found allowable,
an otherwise proper restriction requirement between product claims and process claims
may be maintained. Withdrawn process claims that are not commensurate in scope with
an allowable product claim will not be rejoined. See MPEP § 821.04(b). Additionally, in
order to retain the right to rejoinder in accordance with the above policy, applicant is
advised that the process claims should be amended during prosecution to require the
limitations of the product claims. Failure to do so may result in a loss of the right to
rejoinder. Further, note that the prohibition against double patenting rejections of 35
U.S.C. 121 does not apply where the restriction requirement is withdrawn by the
examiner before the patent issues. See MPEP § 804.01.

DECISION
The petition is GRANTED-IN-PART for the reasons set forth above.
To recap a revised grouping is appropriate:
Revised Group I, Claims 43-50, 55-57, 66, 67, 81, 83, 85, 87, 93, drawn to nucleic acids,

vectors and host cells and methods of culturing host cells to produce nucleic acids,
Classified in 536/23.1.



Revised Group 11, Claims 51-54, 71-72, 80-82, 86, 90, drawn to proteins, classified in
530/350.

Revised Group III, Claims 58-65, drawn to methods for detecting HCV using nucleic
acid oligonucleotides, classified in 435/6.

Revised Group IV, Claims 68-70, 75-78, drawn to methods for detecting HCV using
antibodies, classified in 435/7.1.

Revised Group V, Claims 73-74, 79, 84, 88, 92, drawn to antibodies, classified in
530/387.1.

Applicant has elected and received an examination on the merits for Group I, SEQ ID No 9.

Groups II, 11, IV, V, VI, VII, VIII, IX, X and XI, Claims 45-50, are rejoined with Group I,
Claims 43, 44, 81, 85, 89, 55-57, 66, 67, 83, 91, already under examination, and said claims will
be examined together.

SEQ ID No 9 rejoined with SEQ ID No 10.

The restriction requirement between elected SEQ ID No 9/10 and each of non-elected SEQ ID
Nos 1, 2 and 16 is maintained.

The application will be forwarded to the examiner for consideration of the papers filed 26
February 2007 and for preparation of a non-final Office action consistent with this decision.

Any request for reconsideration must be filed within two (2) months of the mailing date of this
. decision.

Should there be any questions about this decision, please contact Special Program Examiner
Julie Burke, by letter addressed to Director, Technology Center 1600, at the address listed above,
or by telephone at 571-272-1600 or by facsimile sent to the general Office facsimile number,
571-273-8300.

0

ohn LeGuyader
irector, Technology Center 1600
jb/ig
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OFFICE OF PETITIONS

In re Application of :
Todd Blake , v :
Application No. 10/927582 :
Filed: 08/26/2004 B
For: SCHEDULE SYSTEM WITH :
ENHANCED RECORDING CAPABILITY :

ON PETITION

This is a decision on the petition to withdraw the holding of
abandonment filed on 3 August, 2007. This is also a decision on
the petition to revive the above-identified application under 37
CFR 1. 137(b),1 filed on 29 August, 2007, and the petition for
expedited consideration under 37 CFR 1.182, filed on 29 August,
2007.

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay
in reply was unintentional, a petition may be filed to revive an abandoned application or a
lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed under the provisions of 37
CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. 1In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. 1In a nonprovisional utility or plant application filed on or after June 8, 1995,
and abandoned for failure to prosecute, the required reply may also be met by the filing of a
request for continuing examination in compllance with § 1.114. 1In an application or patent,
abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply
must be the payment of the issue fee or any outstanding balance thereof. In an application,
abandoned for failure to pay the publication fee, the required reply must include payment of the
publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
The Commissioner may required additional information where there is a question whether the delay
was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c))
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The petition to withdraw the holding of abandonment is DISMISSED
AS MOOT.

The petition for expedited consideration is GRANTED.
The petition under 37 CFR 1.137(b) is GRANTED.

On 26 August, 2004, the above-identified application was filed.
On 25 January, 2007, a final Office action was mailed, setting a
three (3) month shortened statutory period for reply. No
extensions of the period for reply in accordance with 37 CFR
1.136(a) were filed. Accordingly, the application became
abandoned on 26 April, 2007, for failure to timely respond to the
Office action mailed on 25 January, 2007. Notice of Abandonment
was mailed on 13 August, 2007.

fETITION TO WITHDRAW THE HOLDING OF ABANDONMENT .

A petition to withdraw the holding of abandonment was filed on 3
August, 2007. On 29 August, 2007, however, petitioner filed a
“REQUEST TO WITHDRAW PETITION FILED UNDER 37 C.F.R. § 1.181 AND
PETITION UNDER 37 C.F.R. 1.182 FOR EXPEDITED CONSIDERATION OF
PETITION TO REVIVE.UNDER 37 C.F.R. § 1.137(b),” requesting that
the petition under 37 CFR 1.181 to withdraw the holding of
abandonment be withdrawn.

Accordingly, in view of petitioner’s request to withdraw the
petition, the petition to withdraw the holding of abandonment is
dismissed as moot.

As no fee is required for a petition to withdraw the holding of
abandonment, the $130.00 fee paid with the petition will be
credited to counsel’s deposit account.

 PETITION UNDER 37 CFR 1.137(b).

The petition is accompanied by a Notice of Appeal and fee as the
required reply.

The Notice of Appeal filed 29 August, 2007, has been entered and
made of record. Accordingly, the two (2) -month period for filing
the Appeal Brief, in triplicate, accompanied by the fee requ;red
by law, runs from the date of this decision.

Receipt of the power of attorney and change of correspondence
address filed on 29 August, 2007, is acknowledged.
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The application will be referred to Technology Center Art Unit
2621 for further processing.

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.

N hood

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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Mountain View, CA 94041

In re Application of

Rina Panigrahy et al.

Application No. 10/927,602

Filed: August 25,2004

Attorney Docket No. 03311.0015U3

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED

FEB 2 0 2008
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed October 12, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to Fenwick & West LLP has been
revoked by the assignee of the patent application on January 24, 2008. Accordingly, the request

to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Williams at 571-272-

2991.

e,

Terri Williams
Petitions Examiner
Office of Petitions

cc: Needle & Rosenberg, P.C.
Suite 1000
999 Peachtree Street
Atlanta, GA 30309-3915
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WEATHERLY KERVEN & SEIGEL LLC
115 PERIMETER CENTER PLACE copy MAILED
SUITE 1082 SEP 2 9 2006
ATLANTA, GA 30346-1245

OFFICE OF PETITIONS
In re Application of
Richard J. Gordon, et al. :
Application No. 10/927,630 : DECISION ON PETITION

Filed: August 26,2004 . : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. CO11.P001US :

This is a decision on the petition under 37 CFR 1.78(a)(3), filed September 18, 2006, to accept
an unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of priority to the prior-
filed nonprovisional application set forth in the amendment filed with the petition.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

(1)  the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted; '

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
120 is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application

under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled

to the benefit of the prior-filed application. In order for this application to be entitled to the
benefit of the prior-filed application, all other requirements under 35 U.S.C. § 120 and 37
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CFR 1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed application should not be
construed as meaning that applicant is entitled to the claim for benefit of priority to the prior-
filed application noted thereon. Accordingly, the examiner will, in due course, consider this
benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
applications, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to Sherry D. Brinkley at (571) 272-3204.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2625 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the

prior-filed application.

Petitions Examiner Lead, Petitions Examiner
Office of Petitions Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

ia, Virginia 22313-1450
.gov

www.uspto,
APPL NO. FIL22)6021B5371 ARTUNIT | FIL FEE RECD ATTY.DOCKET NO prawiNGs | ToT cums| iND cLms
10/927,630 08/26/2004 2625 2070 - C0O11.POO1US 10 1 1

CONFIRMATION NO. 2882
35564 CORRECTED FILING RECEIPT

e PERIMETER CENTER PLAGE AR R Dm0

115 PERIMETER CENTER PLACE . "
SUITE 1082 OC000000020610469

ATLANTA, GA 30346-1245

Date Mailed: 09/27/2006

Receipt is acknowledged of this regular Patent Application. it will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts"” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)

Richard J. Gordon, Los Angeles, CA;
James R. Kennedy, Tucson, AZ;

Assignment For Published Patent Application
Audiofax IP LLC

Power of Attorney: The patent practitioners associated with Customer Number 355

Domestic Priority data as claimed by applicant

This application is a CON of 09/717,996 11/21/2000 PAT 6,785,021
which is a CON of 09/686,306 10/11/2000 PAT 6,643,034

which is a CON of 08/780,690 01/08/1997 ABN

which is a CON of 08/395,062 02/27/1995 ABN

which is a CON of 08/371,842 01/12/1995 PAT 5,459,584

which is a CON of 08/166,701 12/14/1993 ABN

which is a CON of 07/955,833 10/02/1992 PAT 5,291,302

which is a CON of 07/654,181 02/12/1991 ABN

which is a CIP of 07/248,798 09/22/1988 PAT 4,994,926

Foreign Applications
If Required, Foreign Filing License Granted: 10/27/2004

The country code and number of your priority applucatlon to be used for filing abroad under the Paris

Convention, is US10/927 630
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Projected Publication Date: Not Applicable

Non-Publication Request: No

Early Publication Request: No

Title
FACSIMILE TELECOMMUNICATIONS SYSTEM AND METHOD

Preliminary Class
358

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent' and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
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LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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FOLEY AND LARDNER LLP

SUITE 500

3000 K STREET NW COPY MAILED
WASHINGTON, DC 20007 DEC 1 8 2007

In re Application of : OFFICE OF PETITIONS
Ranjan Perera, et al. :

Application No. 10/927,641 : DECISION ON PETITION
Filed: August27,2004 : TO WITHDRAW

Attorney Docket No. 044463-0292 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b) filed August 3, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. ‘A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by Richard C. Peet on behalf of all attorneys of record who are associated
with customer No. 22428.

All attorneys/agents associated with the Customer Number 22428 have been withdrawn.

Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested
correspondence address is not that of: (1) the first named signing inventor; or (2) an intervening
assignee of the entire interest under 37 C.F.R 3.71. All future communications from the Office
will be directed to the first named signing inventor at the first copied address below until otherwise
properly notified by the applicant.

J . — — —— ...Commissioner.for.Patents. . _ _..
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- In-order-to-request or take action in-a patent-matter, the assignee-must establish-its ownership.ofthe_. ... - ..

patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b) must
have either: (i) documentary evidence of a chain of title from the original owner to the assignee
(e.g., copy of an executed assignment), and a statement affirming that the documentary evidence of
the chain of title from the original owner to the assignee was or concurrently is being submitted for
recordation pursuant to § 3.11; or (ii) a statement specifying where documentary evidence of a
chain of title from the original owner to the assignee is recorded in the assignment records of the
Office (e.g., reel and frame number).

There is an outstanding Office action mailed November 27, 2007 that requires a reply from the
applicant.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.

cc: RANJAN PERERA
1909 B ALGA ROAD
CARLSBAD, CA 92009

cc: JAYME HULEATT
COOLEY GODWARD & KRONISH
1200 19"~ STREET NW
5" FLOOR
"WASHINGTON, DC 20036



‘I‘W\

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

UNITED STATES PATENT AND TRADEMARK OFFICE

N
o)

N Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
4 Alexandria, Virginia 22313-1450
WWW.USpto.gov
, APPLICATION NUMBER l FILING OR 371(C) DATE I FIRST NAMED APPLICANT l ATTY. DOCKET NO./TITLE ]
10/927,641 08/27/2004 Ranjan Perera " 044463-0292
CONFIRMATION NO. 4409
22428 POWER OF ATTORNEY NOTICE

SOES00 L

3000 K STREET NW
WASHINGTON, DC 20007
Date Mailed: 12/17/2007 -

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 08/03/2007.

» The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/amwise/

Office of Initial Patent Examination (571) 272-4000 or 1-800-PTO-9199

page 1 of 1
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VENTURE PACIFIC LAW, PC

5201 GREAT AMERICA PARKWAY, SUITE 270

SANTA CLARA CA 95054 MAILED

JUN 11 2009

OFFICE OF PETITIONS

In re Application of

Chuanfu Wang :

Application No. 10/927,670 : DECISION ON PETITION

Filed: August 26, 2004
Attorney Docket No. BYD-US2003-012

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
April 20, 2009, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

The application became abandoned for failure to reply in a timely manner to the Restriction
Requirement mailed June 22, 2006, which set a shortened statutory period for reply of one (1)
month or thi? (30) days (whichever is late?. No extensions of time under the provisions of
37 CFR 1.136(a) were obtained. Accordingly, the application became abandoned on July 23,
2006. A Notice of Abandonment was mailegl January 19, 2007.

It is noted that Mr. Emil Chang, while not a proper Power of Attorney, has handled prosecution of
the above-identified application since its filing. The Oath or Declaration filed August 26, 2004
appoints the customer number 33139 as the correspondence address only, no power of attorney
has been appointed in the above-identified application. However, Mr. ghang is recognized as the
attorney handling the prosecution of the above-identified application from the time of filing on
August 26, 2004.

A §rantable petition under 37 CFR 1.137(b) must be accompanied ny: (1) the required rele,
unless J)reviousf!y filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that the
entire delay in filing the required reply from the due date for the reply until the filing of a

rantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal disclaimer
%and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where there is a question
as to whether either the abandonment or the delay in filing a petition under 37 CFR 1.137 was
unintentional, the Director may require additional information. See MPEP 711.03(c)(IT)(C) and
(D). The instant petition lacks item (3).

There 'g;e three periods to be considered during the evaluation of a petition under 37 CFR.
1.137(b): :

(lg the delay in reply that originally resulted in the abandonment;

(2) the delay in filing an initial petition pursuant to 37 CFR 1.137(b) to revive the
application; and

(f) the delay in filing a grantable petition pursuant to 37 CFR 1.137(b) to revive the
application. :
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Currently, the delay has not been shown to the satisfaction of the Director to be unintentional for
periods (1) and (2).

As to Period (1):

The patent statute at 35 U.S.C. § 41(a)(7) authorizes the Director to revive an "unintentionally
abandoned aﬁ)lication." The legislative history of Public Law 97-247 reveals that the purpose of
35 U.S.C. § 41(a)(7) is to permit the Office to have more discretion than in 35 U.S.C. §§ 133 or
151 to revive abandoned applications in appropriate circumstances, but places a limit on this
discretion, stating that "[u]nder this section a petition accompanied by either a fee of $500 or a
fee of $50 would not be granted where the abandonment or the failure to pay the fee for

issuing the patent was intentional as opposed to being unintentional or unavoidable." [emphasis
added]. See H.R. Rep. No. 542, 97th Cong., 2d Sess. 6-7 (1982), reprinted in 1982 U.S.C.C.A.N.
770-71. The revival of an intentionally abandoned application is antithetical to the meaning and
intent of the statute and regulation.

35 U.S.C. § 41(a)(7) authorizes the Director to accept a petition "for the revival of an
unintentionally abandoned application for a patent.” As amended December 1, 1997, 37 CFR
l.l37(b)(3? provides that a petition under 37 CFR 1.137(b) must be accompanied by a statement
that the delay was unintentional, but provides that "[tl]he Commissioner may require additional
information where there is a question whether the delay was unintentional.™ Where, as here, there
is a question whether the initial delay was unintentional, the petitioner must meet the burden of
establishing that the delay was unintentional within the meaning of 35 U.S.C. § 4](ag 7) and 37
CFR 1.137(b). See In re Application of G, 11 USPQ2d 1378, 1380 (Comm'r Pats. 1989); 37 CFR
1.137(b). Here, in view of the inordinate delay (almost three years) in resuming prosecution,
there is a question whether the entire delay was unintentional. Petitioner shoulg note that the
issue is not whether some of the delay was unintentional by any party; rather, the issue is whether
the entire delay has been shown to the satisfaction of the Director to be unintentional.

The question under 37 CFR 1.137(b) for period (1) is whether the delay on the part of the party
prosecuting and handling the application, to reply to avoid abandonment (or not replyg was .
unintentional. Accordingly, any renewed petition must clearly identifg the party handling the
prosecution of the aﬁplication to reply to avoid abandonment on July 23, 2006. "That party, in
turn must explain what effort(s) was made to further reply to the outstanding Office action and,
further, why no reply was filed. If no effort was made to further reply, then that party must
explain why the delay in this application does not result from a deliberate course of action (or
inaction). Likewise, as Mr. Chang was handling prosecution at the time of abandonment, he
should explain why this application became abandoned while it was under his handling of the
application and what efforts were made to further reply of itself and with whom this matter was
discussed outside of the practice of Mr. Chang. Copies of any correspondence relating to the
filing, or to not filing a further reply to the outstanding Office action are required from
responsible person(s), Mr. Chang and whoever else was involved with this application at the time
of abandonment. Statements are required from any and all persons then at the practice of Mr.
Chang, and the responsible person(ﬁ) having firsthand knowledge of the circumstances
surrounding the lack of a reply to the outstanding Office action. As the courts have made clear, it
is pointless for the USPTO to revive a long abandoned application without an adequate showing
that the delay did not result from a deliberate course of action. See Lawman Armor v. Simon,
2005 U.S. Dist. LEXIS 10843, 74 USPQ2d 1633 (DC EMich 2005); Field Hybrids, LLC v.
Toyota Motor Corp., 2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27, 2005); Lumenyte Int'T Corp.
v. Cable Lite Corp., Nos. 96-1011, 96-1077, 1996 U.S. App. LEXIS 16400, 1996 WL 383927
(Fed. Cir. July 9, 1996) (unpublished) (patents held unenforceable due to a finding of inequitable
conduct in submitting an inappropriate statement that the abandonment was unintentional).

As to Period (2):

Likewise, where the applicant deliberately chooses not to seek or persist in seeking the revival of

an abandoned application, or where the applicant deliberately chooses to delay seeking the revival

of an abandoned application, the resulting delay in seeking revival of the abandoned application

c_}air;n(c));(bg considered as "unintentional" within the meaning of 37 CFR 1.137(b). See MPEP
.03(c). ‘
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Any renewed petition may be addressed as follows:

Application No. 10/927,670 Page 3

The language of both 35 U.S.C. § 41(a)(7) and 37 CFR 1.137(b) are clear and unambiguous, and,
furthermore, without qualification. That is, the delay in filing the reply during prosecution, as
well as in ﬁling the petition seeking revival, must have been, without qualification,
“unintentional” for the reply to now be accepted on petition. The Office requires that the entire

delay be at least unintentional as a prerequisite to revival of an abandoned application to prevent
abuse and injury to the public. See H.R. Rep. No. 542, 97th Cong,, 2d Sess. 7 (1982), reprinted in
1982 U.S.C.C.A.N. 771 ("[i]n order to prevent abuse and injury to the public the Commuissioner .
.. could require applicants to act Igrom tly after becoming aware of the abandonment"). The
ﬁange to 37 CFR 1.137 did not create any new right to overcome an intentional
delay in seeking revival, or in renewing an attempt at seeking revival, of an abandoned
application. See Changes to Patent Practice and grocedure; inal Rule Notice, 62 Fed. Reg.
53131, 53160 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 87 SOctober 21, 1997), which
clear(l?' stated that any protracted delay (here, almost three years) could trigger, as here, a request
for additional information. As the courts have since made clear, a protracted delay in seeking
revival, as here, requires a petitioner’s detailed explanation seeking to excuse the delay as
opposed to USPTO acceptance of a general allegation of unintentional delay. See Lawman
Armor v. Simon, 2005 U.S. Dist. LEXIS 10843, 74 USPQ2d 1633, at 1637-8 (DC EMich 2005);
Field Hybrids, LLC v. Toyota Motor Corp., 2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27, 2005)
at *21-*23. Statements are required from any and all persons then at the practice of Mr. Chang
and the responsible person(s) having firsthand knowledge of the circumstances surrounding the
Emt'll.aé{)ed delay, after the abandonment date, in seeking revival. Including, but not limited to,
mil Chang.

As noted in MPEP 711.03(c)(II), subsection D, in instances in which such petition was not filed
within 1 year of the date of abandonment of the application, applicants should include:

(Ac)i the date that the applicant first became aware of the abandonment of the application;
an

(B) a showing as to how the delay in discovering the abandoned status of the application
occurred despite the exercise of due care or diligence on the part of the applicant.

In either instance, apglicant's failure to carry the burden of proof to establish that the "entire"
delay was "unavoidable" or "unintentional" may lead to the denial of a petition under 37 CFR
1.137(b), regardless of the circumstances that originally resulted in the abandonment of the
application. See also New York

niversity v. Autodesk, 2007 U.S. DIST LEXIS, U.S. District LEXIS 50832, *10 -*12 (S.D.N.Y.
2007)(protracted delay in seeking revival undercuts assertion of unintentional delay).

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office

Customer Service Window, Mail Stop Petitions
Randolph Building

401 Dulany Street

Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Chor{j:é on(()ience regarding this decision may also be filed through the electronic filing system of
the TO. :

To expedite consideration, petitioner may wish to contact the undersigned regarding the filing of
the renewed petition under 37 CFR 1.137(b).
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%eéelphone inquiries concerning this decision should be directed to Joan Olszewski at (571) 272-

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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VENTURE PACIFIC LAW, PC
5201 GREAT AMERICA PARKWAY, SUITE 270 COPRY MAILED
SANTA CLARA CA 95054
0CT 0 7 2009

OFFICE OF PETITIONS
In re Application of
Chuanfu Wang :
Application No. 10/927,670 . DECISION ON PETITION

Filed: August 26, 2004
Attorney Docket No. BYD-US2003-012

This is a decision on the renewed 8etition under the unintentional provisions of 37 CFR
1.137(b), filed September 10, 2009, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the
Restriction Requirement mailed June 22, 2006, which set a shortened statutory period for
reply of one (1) month or thirty (30) days (whichever is later). No extensions of time
under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application
lz)ggzéme abandoned on July 23, 2006. A Notice of Abandonment was mailed January 19,

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has sufplplied
(1) tlge reply in the form of a response to the Restriction Requirement (Freviouslg iled
April 20, 28,09), (2) the petition fee of $1,620.00 (previously paid April 20, 2009) and (3)
a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571)272-7751. '

This application is being referred to Techﬁology Center AU 1745 for appropriate action
b% thg xaminer in the normal course of business on the reply previously submitted April
20, 2009.

o 0t

Joan Olszewski
Petitions Exa_mmer
Office of Petitions
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STEPHEN L. KING
O S e

’ , 0CT 81 2006
In re Application of OFFICE OF PETITIONS
Edmund J. Kelly :
Application No. 10/927,681 : DECISION ON PETITION
Filed: August 27,2004 : TO WITHDRAW

Attorney Docket No. Orionl : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed July 21, 2006.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under
37 CF.R. § 1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of
the conditions under the mandatory or permissive categories enumerated in 37 CFR 10.40.
Section 10.40 of Title 37 of the Code of Federal Regulation states, “[a] practitioner shall not
withdraw from employment in a proceeding before the Office without permission from the
Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not
applicable, a practitioner may not request permission to withdraw in matter pending before the
Office unless such request or such withdrawal is” for one the permissive reasons listed in 37
CFR 10.40(c). The reasons set forth in the request, “requested by assignee of the invention”,
does not meet any the conditions set forth in 37 CFR 10.40.

In order to request or take action in a patent matter, the assignee must establish its ownership of
the patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b)
must have either: (i) documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently is being
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submitted for recordation pursuant to § 3.11; or (ii) a statement specifying where documentary
evidence of a chain of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to April Wise 571-272-1642.

April M. Wise

Petitions Examiner
Office of Petitions

CC: ALBERT S. PENILLA, ESQ.
MARTINE PENILLA & GENCARELLA, LLP
710 LAKEWAY DRIVE
SUITE 200
SUNNYVALE, CA 94085
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Commissioner for Patents
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QUARLES & BRADY, LLP
411 E. WISCONSIN AVENUE
SUITE 2040

MILWAUKEE, W1 53202-4497

COPY MAILED
NOV 1 4 2005
OFFICE OF PETITIONS

In re Application of

Steven J. Benda :

Application No. 10/927,686 : ON PETITION
Filed: August 27, 2004 :

Attorney Docket No. 180825.00018

This is a decision on the petition under 37 CFR 1.137(b), filed July 19, 2005, to revive the above-
identified application.

The petition is GRANTED.

The application became abandoned for failure to respond to the Notice to File Corrected Application
Papers mailed October 27, 2004.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of corrected drawings; (2) the petition fee of $1,500; and (3) an adequate statement of
unintentional delay.

The application file is being referred to the Office of Initial Patent Examination for further processing.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3226.

y <

ed B
Petitions Examiner
Office of Petitions
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PEARNE & GORDON LLP COPY MAILED
1801 EAST 9TH STREET
SUITE 1200 SEP 272006

CLEVELAND OH 44114-3108 OFFICE OF PETITIONS

In re Application of

Kricorissian et al. X

Application No. 10/927,694 : DECISION ON PETITION
Filed: August 27, 2004 :

Title of Invention: Optical Image Reader

This is a decision on the petition under 37 CFR.1 .48 and 1.183, filed March 20, 2006, to
waive the rules of 37 CFR 1.48 (a)(2) to accept the executed declaration and a petition
filed under 37 CFR 1.47.

The petition under 37 CFR 1.183 is Granted.
The petition under 37 CFR 1.48(a)(2) is Granted.

Petition Under 37 CFR 1.48

A grantable petition under 37 CFR 1.48 (a) requires: (1) a request to correct the
inventorship that sets forth the desired inventorship change; (2) a statement from each
person being added as an inventor and from each person being deleted as an inventor
that the error in inventorship occurred without deceptive intention on his or her part; (3)
an oath or declaration by the actual inventor or inventors as required by §1.63 or as
permitted by §§ 1.42, 1.43 or §1.47; (4) the processing fee set forth in §1.17(i); and (5)
if an assignment has been executed by any of the original named inventors, the written
consent of the assignee.

The requirements of 37 CFR 1.48 have been met with the filing of a grantable petition
under 37 CFR 1.183.

Petition Under 37 CFR 1.183

Suspension of the rules under 37 CFR 1.183 may be granted in an "extraordinary
situation, when justice requires." The facts presented on the record adequately
establishes an extraordinary situation. Petitioner has established inventor Kricorissian
has refused to locate to reexecute the supplemental declaration. Further petitioner has

. Commissioner for Patents
United States Patent and Trademark Office
. P.O.Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
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provided a statement from the assignee of record. Accordingly the petition is granted.

Telephone inquiries related to this decision may be directed to the undersigned at (571)

272.3215,
/. M

Charlema R. Grant
Petition Attorney
Office of Petitions
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MARK D. SARALINO (GENERAL) Mail Date: 04/21/2010
RENNER, OTTO, BOISSELLE & SKLAR, LLP

1621 EUCLID AVENUE, NINETEENTH FLOOR
CLEVELAND, OH 44115-2191

Applicant : Jonathan Mather : DECISION ON REQUEST FOR
Patent Number : 7580186 : RECALCULATION of PATENT
Issue Date : 08/25/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/927,724 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 163 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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COPY.MAILED
AMIN HALLIHAN, LLC

444 NORTH ORLEANS STREET
SUITE 400 "' 0CT 1 5 2008
CHICAGO, IL 60654 OFFICE OF PETITIONS

In re Application of

Brian Paul Cortes, et al. :

. Application No. 10/927,727 : ON PETITION
Filed: August 27, 2004 :

Attorney Docket No. None ca

This is a decision in response to the petition, filed July 6, 2008, to revive the above-identified
application under the provisions of 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned for a failure to reply in a timely manner to a non-final Office
action mailed September 31, 2007, which set a shortened statutory period for reply of three (3)
months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the application became abandoned on December 1, 2007. A Notice of
Abandonment was mailed on March 17, 2008. In response, on July 6; 2008, the present petition
was filed.

There is no indication that the person signing the instant petition was ever given a power of
attorney or authorization of agent to prosecute.the above-identified application. However, in
accordance with 37 CFR 1.34(a), the signature of Janine A. Moderson appearing on the petition
shall constitute a representation to the United States Patent and Trademark Office that she is
authorized to represent the particular party on whose behalf he acts.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of amendment; (2) the petition fee of $770; and (3) an adequate statement of
unintentional delay’.

The application is being referred to Technology Center AU 1655 for appropriate action by the
Examiner in the normal course of business on the reply received July 6, 2008.

' 37CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
gramab]e petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney of record, such statement is

eing treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an inquiry has not been mgde, petitioner must make such an inquiry. If such inquiry results in the
discovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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Telephone inquiries concerning this decision should be directed to the undersigned at
5715) 272-3204. Inquiries relating to further prosecution should be directed to the Technology
enter.

husged f
'Sherry D. Brinkley

Petitions Examiner
Office of Petitions
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600 GRANT STREET
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' COPY MAILED
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In re Application of
Brown et al. :
Application No. 10/927,733 : ON PETITION

Filed: August 27, 2004
Attorney Docket No. 111935-00012

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed March 7, 2008, to revive the
above-identified application. In view of the allegation in the petition of USPTO error, the
petition will be considered under 37 CFR 1.181 requesting the withdrawal of the holding of
abandonment in the above-identified application.

The petition under 37 C.F.R. § 1.181 is DISMISSED.

The above-identified application became abandoned for failure to timely file a reply to the
outstanding final Office action mailed June 4, 2007. A one-month extension of time was
submitted on October 1, 2007. Accordingly, the above-identified application became abandoned
on October 5, 2007. A Notice of Abandonment was mailed on February 28, 2008.

In the instant petition, petitioner states, “In the Notice of Abandonment, it is indicated that the
Examiner acknowledges that he is at fault for the abandonment because he told Applicants that
he would withdraw the finality of the final rejection and send out a non-final office action
because the after final amendment was entered and the prior art no longer read upon Applicants’
invention.” Further, “the Examiner states that, to satisfy Applicants’ petition to revive
requirements, he has written the note in the Notice of Abandonment, which note states ‘that it
was the fault of the Examiner and thus the PTO (and not their own) that this application went
inadvertently [i.e., unintentionally] abandoned.””

At this time, a proper reply has not been submitted in response to the final Office action. Even in
view of the Examiner stating that he would withdraw the final Office action in favor of issuing a
non-final Office action, it is still the Petitioner’s responsibility to keep the case pending (see 35
U.S.C. 133 and 37 CFR 1.135(b)).

35 U.S.C. 133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application within six months after any action
therein, of which notice has been given or mailed to the applicant, or within such shorter time,
not less than thirty days, as fixed by the Director in such action, the application shall be regarded
as abandoned by the parties thereto, unless it be shown to the satisfaction of the Director that
such delay was unavoidable.
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37 CFR 1.135 (b) states:

(b)Prosecution of an application to save it from abandonment pursuant to paragraph (a) of
this section must include such complete and proper reply as the condition of the -
application may require. The admission of, or refusal to admit, any amendment after final
rejection or any amendment not responsive to the last action, or any related proceedings,
will not operate to save the application from abandonment.

Further, petitioner may not rely upon the oral representations of Office personal. See 37 CFR
1.2 below. :

§ 1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal
attendance of applicants or their attorneys or agents at the Patent and Trademark Office 1s
unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which there is disagreement or doubt.

Petitioner may wish to file a Petition under 37 CFR 1.137 with a prot;))er response to the Office
action. A proper reply to a final rejection under 37 CFR 1.113 may be: (1) an amendment, which
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee); or (3)
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. Petitioner must
submit one of the above documents in order to revive the above-identified application.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:
U.S. Patent and Trademark Office
Customer Service Window Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: : (571) 273-8300
: ATTN: Office of Petitions

Telephone inquiries should be directed to the undersigned at (571) 272-3206.

Liana Walsh
Petitions Examiner
Office of Petitions
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ECKERT SEAMANS CHERIN & MELLOTT

600 GRANT STREET
44TH FLOOR
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=1 COPY MAILED
0CT 1 7 2008
OFFICE OF PETITIONS
In re Application of
Brown et al. :
Application No. 10/927,733 : ON PETITION

Filed: August 27, 2004
Attorney Docket No. 111935-00012

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed September 30, 2008, to revive
the above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and an Amendment, (2) the
petition fee, and (3) a proper statement of unintentional delay.

Tele6ph0ne inquiries concerning this decision should be directed to the undersigned at (571) 272-
3206.

This matter is being referred to Technology Center AU 1793 for processing of the Request for
Continued Examination under 37 CFR 1.114 filed with the instant petition.

C; %iana Walsh
Petitions Examiner

Office of Petitions
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CARTER J. WHITE LEGAL DEPARTMENT
M-IL.L.C.
5950 NORTH COURSE DRIVE
HOUSTON TX 77072 COPY MAILED
APR 1'0 2007
OFFICE OF PETITIONS

In re Application of

Johnson, Eric K. Jr. :

Application No. 10/927,736 _ : ON PETITION
Filed: August 27, 2004 :

Attorney Docket No. PA02018US

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed February 22, 2007, to revive
the above-identified application. :

The petition is GRANTED. -

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in

that F 1) the reply in the form of a Request for Continued Examination (RCE) and a submission

under 37 CFR 1.114; (2) the petition fee; and (3% the required statement of unintentional delay

ga;/e bgen received. Accordingly, the response has been accepted as having been unintentionally
elayed.

This matter is being referred to Technology Center 3600 for processing of the Request for
Continued Examination under 37 CFR 1.114 filed with the instant petition.

;I‘g(l)eé)hone inquiries regarding this decision should be directed to the undersigned at (571) 272-

/ )
(a0l
iana Walsh

Petitions Examiner
Office of Petitions
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DORSEY & WHITNEY LLP
US BANK CENTER
1420 FIFTH AVENUE

SUITE 3400 COPY MAILED
SEATTLE WA 98101-4010
| AUG 1 82008

OFFICE OF PETITIONS

In re Application of

Ik Tai YEOM et al. :

Application No. 10/927,741 : DECISION ON PETITION
Filed: August 27,2004 :

Attorney Docket No. 34787/US/ENB (469356-12)

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed March 16,
2008, to revive the above-identified application.

The petition is GRANTED.

The application became'abandoned for failure to reply in a timely manner to the non-final Office action
mailed, March 17, 2008, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application
became abandoned on June 28, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of an amendment, (2) the petition fee of $1540, and (3) a proper statement of unintentional
delay. Accordingly, the reply to the non-final Office action of March 27, 2007 is accepted as having
been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-2783.

This application is being referred to Technology Center AU 1797 for appropriate action on the
concurrently filed amendment.

Raghesh Krishnamurthy
Petitions Examiner
Office of Petitions
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469356-12
PN0024522.01/US
THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re Application of: ' , Group Art Unit: 1724
Ik Tai YEOM, et al. '
Examiner: BARRY, Chester T.

Serial No.: 10192_7,741
Filed: August 27, 2004 Confirmation No.: 2975
For:  Activated Sludge Process And Apparatus With

High Biomass Concentration Using A )
Downflow Sludge Blanket Filtration Date: March 17, 2008

PETITION FOR REVIVAL OF AN APPLICATION
ABANDONED UNINTENTIONALLY UNDER 37 CFR § 1.137(b)

Mail Stop Petitions
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313- 1450

Sir: :
The referenced patent application become abandoned due to Applicant’s failure to timely file a

proper reply to the Office Action mailed March 27, 2007.

The entire delay in filing the required response from the due date for the response until the filing
of a grantable petition pursuant to 37 C.F.R. §1.137(b) was unintentional. Accordingly, Applicants
hereby petition for revival of the above-identified application for patent due to the unintentional

abandonment of the application under 37 CFR § 1.137(b).

Authorization to charge our Deposit Account is attached with this submission in the amount of
$1,540 to pay the fee for filing a petition to revive unintentionally abandoned application ($1,540 —
Large Entity - 37 CFR §1.17(m)).

Respectfully subrmtted

Reg. No. 37, 0 ¥S
Customer No.: 75149

US Bank Centre

1420 Fifth Avenue, Suite 3400

Seattle, WA 98101-4010

Telephone No.:  (650) 857-1717

Facsimile No.:  (650) 857-1288
4821-9864-5762\1
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03/18/2008 00005383 4 1453 $1,540.00 03/17/2008 DA 502319
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08/30/2004 00000129 1 1001 $770.00 08/27/2004 CK
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In re Application of :
Rex F. Darlington : DECISION ON PETITION

Application No. 10/927,764
Filed:  August 27, 2004
For: COMPOUND ARCHERY BOW

This is a decision on the petition to make special filed on January 7, 2005. The petition is
submitted pursuant to the practice established in MPEP § 708. 02(II) “Infringement.” The
$130.00 petition fee has been received.

The petition is granted.

A review of the petition shows that petitioners have satisfied all of the requirements of the above-
cited MPEP section. Accordingly, the examiner will treat this apphcatlon as spec1al throughout
its prosecution. Prior to the first action on the merits, the examiner will conduct a rigorous
search for potentially interfering applications. The interference search will be brought up to
date prior to each successive action.

The Supervisory Patent Examiner of Patent Examining Art Unit 3714 will be notified of this
decision, and will inform the assigned examiner to take action not inconsistent there with this
decision. ‘

PETITION GRANTED.

TN N RO

Richard A. Bertsch, Director
Technology Center 3700 -

Robert C. Collins

Reising, Ethington, Barnes, Kisselle, PC
P.O. Box 4390

Troy, MI 48099-4390
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ROBERT C. COLLINS
REISING, ETHINGTON, BARNES KISSELLE,LEARMAN, ET AL COPY MAILED
P.0. BOX 4390 _

TROY MI 48099 NOV'1 6 2009

OFFICE OF PETITIONS

In re Patent No. 6,990,970

Issue Date: January 31, 2006 :

Application No. 10/927,764 : NOTICE
Filed: August 27, 2004 :

Attorney Docket No. CPS7U

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

%W

Liapa Walsh .
Petitions Exagmner
Office of Petitions
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DATE: November 30, 2009
Patent No: 7368251

- Applicant: Toshio

Issued: 05/06/08

Request for consideration of Certificate of Correction:

Consideration has been given for your requést for the
certificate of correction for the above-identified patent
under the provisions of Rules 1.322/1.323.

Respecting the alleged errors in the sequence listing are
printed in accordance with the record. The Examiner stated
the sequence listing filed on 08/03/04 has been rejected by
STIC (CRFD). Therefore, no correction(s) are in order here
under United States Codes (U.S.C.) 254 Code of Federal
Regulation (C.F.R.) 1.322/1.323.

In view of the foregoing, in this matter your request is
hereby denied.

RoChaun Johnson for

Mary Diggs, Supervisor

Decisions and Certificates of Correction
(571) 272-0740

BOZICEVIC, FIELD & FRANCIS LLP
1900 UNIVERSITY AVENUE SUITE 200
EAST PALO ALTO, CALIFORNIA 94303



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE ; 01/19/10

TO SPE OF : ART UNIT 1649
SUBJECT : Request for Certificate of Correction for Appl. No10/927766.: 7368251
Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. A

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

Should the change(s) RoChaun Johnson

Be made? ’ Certificates of Correction Branch
571 272-0470

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

Q Approved All changes apply.
Q Approved in Part Specify below which changes do not apply.
h Denied State the reasons for denial below.

Comments: /2l Wm( Z/J%M Y ﬁ/{o/ s /M/za/a
forits o Loupty wit reguireactate, 1 3E LK P15 -1 84
W e Jubuiisim 14 kot Betnepacestd }7 4 St
Hat %x .7 ﬂf%c/a,u/ Qo CEF cg e vawt duod ploca «o?
fuslude  howr nabis

L

7S DA /699

SPE Art Unit
PTOL-306 (REV. 7/03) i S T Vu.s. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
DORSEY & WHITNEY, LLP
INTELLECTUAL PROPERTY DEPARTMENT
370 SEVENTEENTH STREET
SUITE 4700
DENVER CO 80202-5647 COPY MA"_ED
DEC 0 9 2004
OFFICE OF PETITIONS

In re Application of

Matthew T. Jarman et al :
Application No. 10/927,769 : NOTICE
Filed: August 26, 2004 :

Attorney Docket No. 34667/US/2

This is a notice regarding your request for acceptance of a fee
deficiency submission under 37 CFR 1.28. On September 1, 1998,
the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction
of the erroneous payment of the issue fee as a small entity. See
DH Technology v. Synergystex International, Inc. 154 F.3d 1333,
47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby
ACCEPTED.

Inquiries related to this communication should be directed to Wan
Laymon at (571) 272-3220.

This matter is being referred to the Office of Initial Patent
Examination. ~

Wan La n

Petiti¢hs Examiner

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy



UNITED STATES PATENT AND TRADEMARK QFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

OSHA LIANG L.L.P.
TWO HOUSTON CENTER
909 FANNIN, SUITE 3500
HOUSTON TX 77010 '
COPY MAILED
DEC 0 7 2009
OFFICE OF PETITIONS

In re Application of

Pilarski et al. :

Application No. 10/927,774 :  DECISION ON PETITION
Filed: August 30, 2004 :

Attorney Docket No. 17522/005001

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed October 8, 2009, to revive the above-identified application. ‘

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed February 13, 2008, which set a shortened statutory period for reply
of three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on May 14, 2008. A Notice
of Abandonment was mailed October 14, 2008.

The Eetition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an Amendment, (2) the petition fee of §810.00, and (3) an
adequate statement of unintentional delay.

It is not aF arent whether the statement of unintentional delay was signed by a person
who wou thave been in a position of knowing that the entire delay in filing the required
reply from the due date for the reply until the %ling of a grantable petition pursuant to 37
CFR 1.137(b) was unintentional. Nevertheless, in accordance witl§)37 CFR 10.18, the
statement is accepted as constituting a certification of unintentional delay. However, in
the event that petitioner has no knowledge that the delay was unintentional, petitioner
must make such an inquiry to ascertain that, in fact, the delay was unintentional. If
petitioner discovers that the delay was intentional, petitioner must notify the Office.

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This application is being referred to Technology Center AU 1623 for a(ljppropriate action
by the Examiner in the normal course of business on the reply received.

oan Qﬁ‘?f-—:

0an Olszewski
Petitions Exa_n)iner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
DIW Jun-05

TIMOTHY J. OYER, PH.D.
WOLF, GREENFIELD & SACKS, P.C.
600 ATLANTIC AVENUE
BOSTON MA 02210-2206

COPY MAILED

"JUN 2 0 2005
F PETITIONS

In re Application of OFHCEO
Bamdad and Shendelman : :
Application No. 10/927,780 : DECISION REFUSING STATUS
Filed: 27 August, 2004 : UNDER 37 CFR 1.47 (a)
Atty Docket No. M1015.70055US02
This is a decision on the petition under 37 CFR 1.47(a), filed on

26 May, 2005.
The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled “Request for Reconsideration of
Petition Under 37 CFR 1.47(a),” and should only address. the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor.

FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time may be obtained in accordance with 37 CFR
1.136¢(a).

The above-identified application was filed on 27 August, 2004,
without an executed oath or declaration. Accordingly, on 25
October, 2004, Initial Patent Examination Division mailed a
Notice to File Missing Parts of Nonprovisional Application,
requiring the statutory basic filing fee, an executed oath or
declaration, additional claim fees, and a surcharge for their
late filing. A two (2) month period for reply was set.

In response, on 26 May, 2005 (certificate of mailing date 24 May,
2005), a petition under 37 CFR 1.47(a), the present petition,
authorization to charge any required fees and the late filing
surcharge were filed. A five (5) month extension of time was
also filed, along with a declaration naming Cynthia C. Bamdad and
Shoshana Bamded Shendelman as joint inventors and signed by joint



Application No. 10/927,780 2

inventor Bamdad on behalf of herself and non-signing joint
inventor Shendelman.

Petitioners assert that the declaration was sent to joint
inventor Shendelman’s last known address, but she refused to sign
and return it.

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable ocath or declaration in compliance with 35
U.S.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
petition and/or declaration is not filed at the time of filing
the application, and

(5) a statement of the last known address of the non-signing
inventor.

The petition lacks item (1).

In regards to item (1), petitioners have not shown that joint
inventor Erickson was sent or presented with a copy of the
application as filed (specification, including claims, drawings,
if any, and the declaration)f

Petitioners may show proof  that a copy of the application was
sent or given to the non-signing inventor for review by providing
a copy of the cover letter transmitting the application papers
(specification, including claims, drawings, if any, and the
declaration) to the non-signing inventor or details given in an
affidavit or declaration of facts by a person having first-hand
knowledge of the details.

Likewise, before a bona fide refusal to sign the declaration can
be alleged, petitioners must show that a copy of the application
was sent or given to the inventor. TIf the inventor refuses in
writing, petitioners must submit a copy of that written refusal
with any renewed petition. If the refusal was made orally to a
person, then that person must provide details of the refusal in
an affidavit or declaration of fact.

'MPEP 409.03(d) .
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Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (703) 872-9306
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.

Woas/

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
DIW Jon-04

JHK LAW
P.O. BOX 1078
LA CANADA, CA 91012-1078

COPY MAILED
JAN 2 7 2006
OFFICE OF PETITIONS
In re Application of
Bamdad and Shendelman :
Application No. 10/927,780 : DECISION ACCORDING STATUS
Filed: 27 August, 2004 : UNDER 37 CFR 1.47(a)

Atty Docket No. M1015.70055US02

This is a decision on the renewed petition under 37 CFR 1.47(a),
filed on 20 December, 2005.

The petition is GRANTED.

Petitioners have shown that the non-signing inventor, Shoshana
Bamdad Shendelman, has refused to review the sign the declaration
after having been sent a copy of the application via her counsel.
Specifically, petitioners have shown that a copy of the
application was sent to Shendelman’s attorney, Robert DiLibero,
but that the non-signing inventor has failed to sign and return
the declaration naming her as a joint inventor along with Cynthia
C. Bamdad.

The above-identified application and papers have been reviewed
and found in compliance with 37 CFR 1.47(a). This application is
hereby accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventor at the
address given in the Declaration. Notice of the filing of this
application will also be published in the Official Gazette.

The revocation and power of attorney filed on 20 December, 2005,
has been accepted. All correspondence will be mailed to the
address located therein.

The application is being referred to Technology Center Art Unit
1641 for examination in due course.



Application No. 10/927,780 2

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.

Aol

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: Notice Regarding Change of Power of Attorney
Notice of Acceptance of Power of Attorney



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DIW Jan-06

Shoshana Bamdad Shendelman
275 West 96" Street, Apt. 18F

New York NY 100251 COPY MA'LED
JAN 2 7 2006

In re Application of OFFICE OF PETITIONS

Bamdad et al. :

Application No. 10/927,780
Filed: 27 August, 2004
For: TANDEM SIGNALING ASSAY

Dear Ms. Shendelman:

You are named as a joint inventor in the above identified United States patent application, filed under the
provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in Patent Cases.
Should a patent be granted on the application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record in the
application. Alternatively, you may arrange to do any of the preceding through a registered patent attorney
or agent presenting written authorization from you. If you care to join the application, counsel of record
(see below) would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at 571/272-3231.
Requests for information regarding your application should be directed to the File Information Unit at
703/308-2733. Information regarding how to pay for and order a copy of the application, or a specific
paper in the application, should be directed to Certification Division at 571/272-3150 or 1-800-972-6382
(outside the Washington D.C. area).

D oad

Douglas |. Wood
Senior Petitions Attorney
Office of Petitions

JHK LAW
P.0. BOX 1078
LA CANADA CA 91012-1078



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JHK LAW _
P.0. BOX 1078 | | COPY MAILED
LA CANADA CA 91012-1078
APR 1 7 2008

o OFFICE OF PETITIONS
In re Application of o
Cynthia C. Bamdad et al. :
Application No. 10/927, 780 :  DECISION ON PETITION
Filed: August 27, 2004 : ,
Attorney Docket No. .

M1015.70055US02

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 27, 2007, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to file an Appeal brief within the statutory period
for reply of two (2) months after the Notice of Appeal of November 06, 2006. No extension of
time under the provisions of 37 CFR 1.136(a) for filing the Appeal Brief was obtained.
Accordingly, the above-identified application became abandoned on January 07, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, Request for Continued Examination (RCE), and the $405.00
filing fee; (2) the petition fee of $770.00, and (3) a proper statement of unintentional delay.
Accordingly, the reply to the final Office Action of January 07, 2007 is accepted as having been
unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Since $820.00 extension of time fee submitted with the petition on December 27, 2007
was subsequent to the maximum extendable period for reply, this fee is unnecessary and will be
credited to petitioner’s deposit account number 50-2486. ’

Telephone inquiries concerning this decision should be directed to Thuy Pardo at (571) 272-6052
or in her absence, the undersigned at (571)272-7099.
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This application is being referred to Technology Center AU 1641 for appropriate action by the
Examiner in the normal course of business on the reply received

LorDavid A. Bucci

Petitions Examiner
- Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexundiiy, Vinginia 22313-1450

www. usplo.gov

APPL NO. F'L'(:;‘)GD%E:’” ARTUNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cLms | IND cLms
10/927,781 08/27/2004 2614 0.00 08228/045001 13 10 2
CONFIRMATION NO. 2804
Jonathan P. Osha CORRECTED FILING RECEIPT
Quha & May L.LP. N0 O 0 O 0 0 20 0
1221 McKinney St. *0C000000015655347*

Houston, TX 77010

Date Mailed: 04/05/2005

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts"” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Junichi Kawada, Gunma-ken, JAPAN;
Power of Attorney: None

Domestic Priority data as claimed by applicant

Foreign Applications
JAPAN 2003-303532 08/27/2003

If Required, Foreign Filing License Granted: 03/09/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US1 0/927,781

Projected Publication Date: To Be Determined - pending completion of Missing Parts

Non-Publication Request: No

Early Publication Request: No

Title .
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Video signal processor and video display dev_ice J 5 lav MV/\V _LSBQ

Preliminary Class
348

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase."IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
OW May-05

FULBRIGHT & JAWORSKI L.L.P.
600 CONGRESS AVE.

SUITE 2400

AUSTIN TX 78701

COPY MAILED

MAY 0 3 2065
OFFICE OF PETITIONS
In re Application of :
McNeish, Popp, Brown, Leiby, : DECISION REFUSING STATUS

Cerul, and Berger ' : UNDER 37 CFR 1.47(a)
Application No. 10/927,782 :

Filed: 27 August, 2004

Atty Docket No. BAES:035U3C1

This is in response to the petition under 37 CFR 1.47(a) filed on
4 April, 2005. ’

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled “Request for Reconsideration of
Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor.

FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time may be obtained in accordance with 37 CFR
1.136¢(a) .

The above-identified application was filed on 27 August, 2004,
without an executed oath or declaration. Accordingly, on 1
November, 2004, Initial Patent Examination Division mailed a
Notice to File Missing Parts of Nonprovisional Application,
requiring an executed oath or declaration, the statutory basic
filing 'fee, additional claim fee(s) and a surcharge for their
late filing. A two (2) month period for reply was set.

In response, on 4 April, 2005 (certificate of mailing date 1
April, 2005), a petition under 37 CFR 1.47(a), and a three (3)
month extension of time and fee were filed. The statutory basic



Application No. 10/927,782 2

filing fee and additional claim fees were also submitted, along
with a declaration naming Allister McNeish, Edmund Popp, Mark
Brown, Mark W. Leiby, James J. Cerul, and Harvey L. Berger as
joint inventors and signed by joint inventors McNeish, Popp, and
Brown on behalf of themselves and joint inventors Leiby, Cerul,
and Berger.

Petitioners assert that a copy of the application was sent to
counsel for Sono-Tek Corporation, the assignee of prior :
application No. 10/084,293, of which the present application is a
continuation. . '

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable ocath or declaration in compliance with 35
U.s.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
~petition and/or declaration is not filed at the time of .filing
the application, and

(5) a statement of the last known address of the non-signing
inventors. <

The petition lacks item (1).

In regards to item (1), petitioners have not shown that the non-
signing inventors were sent or presented with a copy of the
application as filed (specification, including claims, drawings,
if any, and the declaration).] It is noted that while an
assignment from the non-signing inventors to Sono-Tek Corporation
has been recorded in the prior-filed application, there is no
showing that the non-signing inventors appointed any
representative of Sono-Tek as their attorney in reference to the
present application. 1In any event, a showing must be provided
that a copy of the application (specification, including the
claims, drawings, if any, and the declaration) was provided to
each of the non-signing inventors or his attorney, asking that
the inventor review the application papers and sign and return
the declaration. '

1M}?EP 409.03(4d).
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Petitioners may show proof that a copy of the application was
sent or given to the non-signing inventor for review by providing
a copy of the cover letter transmitting the application papers
(specification, including claims, drawings, if any, and the
declaration) to the non-signing inventor or details given in an
affidavit or declaration of facts by a person having first-hand
knowledge of the details.

Likewise, before a bona fide refusal to sign the declaration can
be alleged, petitioners must show that a copy of the application
was sent or given to the inventor. If the inventor refuses in
writing, petitioners must submit a copy of that written refusal
with any renewed petition. If the refusal was made orally to a
person, then that person must provide details of the refusal in
an affidavit or declaration of fact.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petition

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (703) 872-9306

Attn: Office of Petitions

By hand: : Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231. '

/24

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
DIW Aug-0s

FULBRIGHT & JAWORSKI L.L.P.
600 CONGRESS AVE.

SUITE 2400

AUSTIN TX 78701

COPY MAILED
AUG 2 4 2005
OFFICE OF PETITIONS
In re Application of :
McNeish, Popp, Brown, Leiby, : DECISION ACCORDING STATUS
Cerul, and Berger : UNDER 37 CFR 1.47 (a)

Application No. 10/927,782
Filed: 27 August, 2004
Atty Docket No. BAES:035USC1

This is in response to the renewed petition under 37 CFR 1.47 (a)
filed on 5 August, 2005 (certificate of mailing date 3 August,
2005) .

The petition is GRANTED.

Petitioners have shown that the non-signing inventors, Mark W.
Leiby, James J. Cerul, and Harvey L. Berger, have refused to
review the sign the declaration after having been sent a copy of
the application via their counsel. Specifically, petitioners
have shown, via the statement of registered patent attorney Mark
T. Garrett, that a copy of the application papers were sent to
counsel for the the non-signing inventors, but that the non-
signing inventors’ attorney told him during a telephone call that
the inventors would not be signing and returning the declaration
naming them as joint inventors along with Allister McNeish,
Edmund Popp, and Mark Brown.

The above-identified application and papers have been reviewed
and found in compliance with 37 CFR 1.47(a). This application is
hereby accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventor at the
address given in the Declaration. Notice of the filing of this
application will also be published in the Official Gazette.
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The application is being referred to Technology Center Art Unit
1762 for examination in due course.

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.

AWl

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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James J. Cerul
45 Birch Street, Apt. 5E

Kingston NY 12401 COPY MAILED

. AUG 2 4 2005
In re Application of

McNeish et al.
Application No. 10/927,782 OFFICE OF PETITIONS

Filed: 27 August, 2004
For. PROCESS FOR COATING THREE-DIMENSIONAL SUBSTRATES WITH THIN ORGANIC FILMS AND
PRODUCTS

Dear Mr. Cerul:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice
in Patent Cases. Should a patent be granted on the application you will be designated therein as a
joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of
record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant to 37 CFR
1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at
571/272-3231. Requests for information regarding your application should be directed to the File
Information Unit at 703/308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at
703/308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

ikt

uglas |. Wood
Senior Petitions Attorney
Office of Petitions

FULBRIGHT AND JAWORSKI
600 CONGRESS AVENUE
SUITE 2400

AUSTIN TX 78701
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Mark W. Leiby
235 Crum Elbow Road
Hyde Park, NY 12538

COPY MAILED

In re Application of AUG 2 4 2005
McNeish et al.
Application No. 10/927,782 OFFICE OF PETITIONS

Filed: 27 August, 2004
For: PROCESS FOR COATING THREE-DIMENSIONAL SUBSTRATES WITH THIN ORGANIC FILMS AND
PRODUCTS

Dear Mr. Leiby:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice
in Patent Cases. Should a patent be granted on the application you will be designated therein as a
joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of
record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant to 37 CFR
1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at
571/272-3231. Requests for information regarding your application should be directed to the File
Information Unit at 703/308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at
703/308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

i/

Douglas |. Wood
Senior Petitions Attorney
Office of Petitions

FULBRIGHT AND JAWORSKI
600 CONGRESS AVENUE
SUITE 2400

AUSTIN TX 78701
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Harvey L. Berger
Partridge Hill Road

Hyde Park NY 12538 COPY MAILED
In re Application of AUG 2 42005
McNeish et al.

A:plii'zsatioen :lo. 10/927,782 OFFICE OF PETITIONS

Filed: 27 August, 2004
For: PROCESS FOR COATING THREE-DIMENSIONAL SUBSTRATES WITH THIN ORGANIC FILMS AND
PRODUCTS

Dear Mr. Berger:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice
in Patent Cases. Should a patent be granted on the application you will be designated therein as a
joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of
record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant to 37 CFR
1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at
571/272-3231. Requests for information regarding your application should be directed to the File
Information Unit at 703/308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at
703/308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

%uglas l. Wood

Senior Petitions Attorney
Office of Petitions

FULBRIGHT AND JAWORSKI
600 CONGRESS AVENUE
SUITE 2400

AUSTIN TX 78701
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In re Application of Seigneurbieux :

Application No. 10/927,801 : Decision on Petition
Filing Date: August 26, 2004 :

Attorney Docket No. 8559-0005

This is a decision on the petition under 37 CFR 1.137(b), filed May 19, 2008, to revive the
above-identified application.

The petition is granted.

The Office mailed a Notice of Allowance and Notice of Allowability on September 20, 2007.
The Notice of Allowance required the submission of the issue fee. The Notice of Allowability
required the submission of a substitute oath or declaration. The Notices set forth a three-month
time period for reply. ‘

The Office did not receive a reply to the September 20, 2007 Notices. As a result, the
application became abandoned December 21, 2007. A Notice of Abandonment was mailed
January 16, 2008.

The instant petition requests revival of the application.

A grantable petition under 37 CFR 1.137(b) must be accompanied by:
(1) the reply required to the outstanding Office action or notice, unless previously
‘ filed,

2 the petition fee,

3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, and

4) a terminal disclaimer and fee if the application was filed on or before June 8, 1995
or if the application is a design application.

As to item (1), petitioner has submitted a reply to the Notice of Allowance in the form of the
issue fee. '
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. Petitioner has not supplied a reply to the Notice of Allowability. The Notice of Allowability
stated a substitute oath or declaration is necessary. The Notice indicated the attached examiner's
amendment included the reason a substitute oath or declaration was filed. The examiner's
amendment does not include any reference to a need for a substitute oath or declaration. On
August 13, 2008, in response to an inquiry from the undersigned, the current examiner of record
indicated a substitute oath or declaration is not necessary and the box on the Notice of
Allowability was inadvertently checked. Therefore, the petition may be granted despite the
absence of a substitute oath or declaration.

As to item (3) on the prior page, the petition is signed by Attorney Graciela Cowger. Attorney
Cowger was not an attorney or agent of record at the time the application became abandoned.
‘Therefore, it appears Attorney Cowger may not have been in a position to have firsthand or
direct knowledge of the facts and circumstances of the delay. Nevertheless, the statement by
Attorney Cowger that the entire delay was unintentional is being treated as having been made as
the result of a reasonable inquiry into the facts and circumstances of such delay.'v In the event
that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry
results in the discovery that a portion of the delay from the due date for the reply until the filing
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the
Office.

A review of the record indicates petitioner has met the requirements to revive the above- ‘
identified application pursuant to 37 CFR 1.137(b). The petition is granted and the application is
revived. : : '

The Office of Data Management, Patent Publication Branch, will be informed of the instant
decision and will issue the application as a patent in due course.

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

S

Charles Steven Brantley '
Senior Petitions Attorney
Office of Petitions

! See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178; 1203 Off Gaz. Pat. Office at 88 and 103
(responses to comments 64 and 109) (applicant obligated under 37 CFR 10.18 to inquire into the underlying facts and
circumstances when providing the statement required by 37 CFR 1.137(b) to the Patent and Trademark Office).
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Charles G. Call
215 WEST HURON ST.
UNIT 2 ;
CHICAGO IL 60610-3331

COPY MAILED

APR 2 8 2008

In re Application of : OFHCEOFPEHHONS
Yael Maguire : DECISION ON PETITION

Application No. 10/927,808
Filed: August 27, 2004
Attorney Docket No. E-27

This is a decision on the PETITION FOR REVIVAL OF AN APPLICATION
FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) filed
March 13, 2008.

The petition is GRANTED.

The above-identified application became abandoned for failure to
file a reply to the non-final Office action mailed June 28,
2006. This Office action set a shortened statutory period for
reply of three (3) months, with extensions of time obtainable
under § 1.136(a). No reply timely filed and no extension of
time obtained, the application became abandoned effective
September 29, 2006. A courtesy Notice of Abandonment was mailed
on January 13, 2007. :

The petition includes the required reply, the required statement
of unintentional delay and payment of the petition fee set forth
in 37 CFR § 1.17(m). No terminal disclaimer is required.

Technology Center AU 2859 has been advised of this decision.

The application is, thereby, forwarded to the examiner for
consideration of the amendment submitted on petition filed March
13, 2008.



Application No. 10/927,808 Page 2

Telephone inquiries specific to this decision should be directed
to the undersigned at (571) 272-3219.

etitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of :

Yael Maguire : ON PETITION
Application No. 10/927,808

Filed: August 27, 2004

Attorney Docket No. E-27

This is in response to the signed copy of PETITION FOR REVIVAL
OF AN APPLICATION FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37
CFR 1.137(b) filed March 13, 2008, resubmitted on January 8,
20009.

The petition is GRANTED.

The above-identified application became abandoned effective
September 29, 2006 for failure to file a reply to the non-final
Office action mailed June 28, 2006. A courtesy Notice of
Abandonment was mailed on January 13, 2007. By decision mailed
April 28, 2008, the petition to revive under 37 CFR 1.137(b)
filed March 13, 2008 was granted.

However, upon subsequent review of the petition, it was
discovered that the petition filed March 13, 2008 was not
signed. (The transmittal and the accompanying amendment were

www.uspto.gov

signed). The undersigned then telephoned the attorney of record

and requested submission of a signed copy of the petition.
Pursuant to that request, a signed copy of the petition

originally filed on March 13, 2008 was promptly filed on January

8, 2009.
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This decision ratifies the decision of April 28, 2008, granting
the petition to revive. Applicants have met all requirements
for revival of this application.

A Notice of Allowance was mailed in this application on November
26, 2008. The Office of Data Management has been advised of
this decision. The application is, thereby, forwarded to the
Office of Data Management to await applicants’ response to the
Notice of Allowance and Notice of Allowability.

Telephone inquiries specific to this decision should be directed
to the undersigned at (571) 272-3219.
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OFFICE OF PETITIONS

In re Application of

Maguire, et al. :

Application No. 10/927,808 : DECISION ON
Filed: August 27, 2004 . : " PETITION
Attorney Docket No. E-27 :

This is in response to the petition to revive under 37 CFR 1.137(b),
filed April 24, 2009.

The petition under 37 CFR 1.137(b) is GRANTED.

The above application became abandoned for failure to timely reply to
the Notice of Drawing Inconsistency with Specification, mailed
December 29, 2008. This Notice set a non-extendable period for reply
of one month. No reply having been received, the application became
abandoned on January 30, 2009. The Office mailed a Notice of
Abandonment on March 26, 2009.

With the instant petition, applicants paid the petition fee, submitted
the required reply in the form of an amendment to the specification,
and made the proper statement of unintentional delay.

Receipt of the issue and publication fee, submitted in response to the
Notice of Allowance mailed November 26, 2008, is acknowledged.

The matter is being forwarded to the Office of Data Management for
processing into a patent. '

Telephone inquiries related to this decision should be directed to the
undersigned at 571-272-3207. _

Uﬂ \‘
Cliff Congo

Petitions Attorney
Office of Petitions

www.uspto.gov
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In re Application of

Endo et al. :
Application No. 10/927819 : DECISION
Filing or 371(c) Date: 08/27/2004 : ON PETITION

Patent No.: 7526368
Issue Date: 04/28/2009
Attorney Docket Number: 00476/129

This is a decision on the Petition Inder 37 CFR 1.182, filed May 29, 2009, to correct the name of
the assignee on the front page of the above-identified patent, and to correct an additional errors,

by way of a Certificate of Correction. The delay in treating this petition is regretted.

The Petition is granted to the extent indicated herein.

The petition was accompanied by a certificate of correction as required by 3.81 (b), and the
certificate of correction and processing fee. Further, Office assignment records reflect that
TOYOTA JIDOSHA KABUSHIKI KAISHA, and AISIN SEKI KABUSHIKI KAISHA, are the
assignees of record. As the request complies with the provisions of 37 CFR 3.81(b), it would be
appropriate for a certificate of correction to correct the name of the assignee on the front page of
the above-identified patent, to be processed. '

Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-
3232. Any questions concerning the issuance of the Certificate of Correction should be directed
to the Certificate of Correction Branch at (571) 272-4200.

This matter is being referred to the Certificates of Correction Branch for correction of the name
of the assignee(s) and for consideration of the additional errors that were included on the
Certificate of Correction filed with the present petition on May 29, 2009.

/Derek L. Woods/
Derek L. Woods
Attorney

Office of Petitions
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KLARQUIST SPARKMAN, LLP Mail Date: 04/21/2010
121 SW SALMON STREET

SUITE 1600
PORTLAND, OR 97204

Applicant : Bill Pack : DECISION ON REQUEST FOR
Patent Number : 7628106 : RECALCULATION of PATENT
Issue Date : 12/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/927,832 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1503 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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HOLLAND & KNIGHT, LLP

ONE EAST BROWARD BLVD.
SUITE 1300 COPY MAILED
FT LAUDERDALE FL 33301
JAN 1 0 2007

_ OFFICE OF PETITIONS
In re Application of
Paul F. Becker, et al. :
Application No. 10/927,840 : DECISION ON PETITION
Filed: August 27,2004 : TO WITHDRAW

Attorney Docket No. 086161.00001 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 CFR.
§ 1.36(b) filed September 29, 2006.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under
37 C.FR. § 1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of
the conditions under the mandatory or permissive categories enumerated in 37 CFR 10.40.
Section 10.40 of Title 37 of the Code of Federal Regulation states, “[a] practitioner shall not
withdraw from employment in a proceeding before the Office without permission from the
Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not
applicable, a practitioner may not request permission to withdraw in matter pending before the
Office unless such request or such withdrawal is” for one the permissive reasons listed in 37
CFR 10.40(c). The reasons set forth in the request, “the attorney of record for this case is no
longer affiliated with law firm”, do not meet any the conditions set forth in 37 CFR 10.40.

All future communications from the Office will continue to be directed to the above listed
address until otherwise notified by applicant.

There is an outstanding Office action mailed September 13, 2006 that requires a reply from the
applicant.
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Telephone inquiries concerning this decision should be directed to April Wise at 571-272-1642.

April M. Wise
Petitions Examiner
Office of Petitions

cc: MR. PAUL F. BECKER
1433 S.W. STONY AVENUE :
PORT SAINT LUCIE, FL 34953
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| OFFICE OF PETITIONS
In re Application of
P. Mark Powell :
Application No. 10/927,843 : ON PETITION

Filed: August 27, 2004
Attorney’s Docket No. VTN5040

This is a decision on the petition filed July 26, 2005 under 37 CFR 1.137(b), to revive
the above-identified application. '

The pet}ition is GRANTED.

The instant application became abandoned on December 30, 2004, for failure to timely
reply to the Notice to File Missing Parts, mailed October 29, 2004, which set a two (2)
month shortened statutory period for reply. No extensions of the time for reply in
accordance with 37 CFR 1.136(a) were obtained. Accordingly, a Notice of
Abandonment was mailed July 11, 2005.

The oath or declaration and late filing surcharge, as required by the Notice to File

Commissioner for Patents

mark Office

~ P.O. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

Missing Parts mailed October 29, 2004, in addition to the petition fee is acknowledged.

All other requirements having been met, this application is being forwarded to the
Office of Initial Patent Examination for further pre-examination processing.

‘Telephone inquiries concerning this matter may be directed to the undersigned
Petitions Attorney at (671) 272-3212.

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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WARNER NORCROSS & JUDD LLP Mail Date: 04/21/2010
900 FIFTH THIRD CENTER

111 LYON STREET, N.W.
GRAND RAPIDS, MI 49503-2487

Applicant : Timothy P. Coffield : DECISION ON REQUEST FOR
Patent Number : 7647714 : RECALCULATION of PATENT
Issue Date : 01/19/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 10/927,846 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1498 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of i : OFFICE OF PETITIONS
Varghese, et al. :

Application No. 10/927,858 : DECISION GRANTING PETITION

Filed: August 27, 2004
Attorney Docket No.  TI-37102

This is a decision on the petition filed December 21, 2004, to accord the above-identified application a
filing date of August 27, 2004.

On August 27, 2004, the application was deposited.

On October 25, 2004, the Office of Initial Patent Examination mailed a Notice stating that a filing date
had not been accorded the application because drawings were not present on filing, but appeared to be
required to understand the invention claimed.

In response, the present petition alleges that the drawings were filed with the original application papers
and must have been misdirected by the Office.

A review of the application file did not reveal any drawings, and the instant petition does not provide
prima facie evidence that the Office received the drawings on August 27, 2004. Such prima facie
evidence would normally be provided in the form of an itemized Office date-stamped postcard
acknowledging receipt of those items listed. It has been determined, however, that drawings are not
necessary to understand at least one claim within the meaning of the first sentence of 35 USC 113. It has
been PTO practice to treat an application that contains at least one process or method claim as an
application for which a drawing is not necessary for an understanding of the invention under 35 U.S.C.
113 (first sentence).! A review of the record reveals that claim 9 is a method claim. Therefore, the
present application is deemed to be an application that does not require a drawing for an understanding of
the invention. Accordingly, the application, as filed, is entitled to a filing date.

In view of the above, the petition is granted. The application is accorded a filing date of August 27,
2004. '

The drawings, filed December 21, 2004, are noted.
Deposit account 20-0668 will be refunded the petition fee of $130.00.

The application is being returned to the Office of Initial Patent Examination for further processing with a
filing date of August 27, 2004 and for issuance of a corrected filing receipt. Thereafter, the application

'MPEP 601.01(f).
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will be forwarded to the appropriate group art unit for consideration by the examiner of the petition filed
December 21, 2004, as a supplemental preliminary amendment requesting entry of the five pages of
drawings filed on December 21, 2004.

Any inquiries related to this decision should be directed to the undersigned at (571)272-3222.

Q&u\u G UQQC@ULK

Kenya A. McLaughlin
Petitions Attorney
Office of Petitions
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Danuta Petelenz
2520 Blaine Ave.
Salt Lake City UT 84108

In re Application of
Petelenz et al :
Serial No.: 10/927,865 : DECISION ON PETITION
Filed: August 28, 2004 :
For: DEVICE FOR CHEST AND ABDOMINAL : .
COMPRESSION CPR : e

This is in response to applicants’ petition filed August 28, 2004, to make the above-identified
application special under the provisions of 37 CFR 1.102(c), based on the age of the applicant.

Applicant has satisfied the provisions set forth in M.P.E.P. 708.02, IV. Therefore the petition is
GRANTED.

The application will be forwarded to the examiner for action on the merits commensurate
with this decision.

Should there be any questions with regard to this letter please contact Frederick Schmidt, by
letter addressed to the Director, Technology Center 3700, P.O. Box 1450 Alexandria, VA 22313-
1450, or by telephone at (571) 272-2975 or by facsimile transmission at (571) 273-0275.

Technology Center 3700
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Address: COMMISSIONER FOR PATENTS
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TROP, PRUNER & HU, P.C. Mail Date: 05/05/2010
1616 S. VOSS ROAD, SUITE 750

HOUSTON, TX 77057-2631

Applicant : Robert P. Meagley : DECISION ON REQUEST FOR

Patent Number : 7615337 : RECALCULATION of PATENT

Issue Date : 11/10/2009 : TERM ADJUSTMENT IN VIEW
Application No: 10/927,885 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1203 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Constellation Law Group, PLLC Mail Date: 05/12/2010
P.0O. Box 220

Tracyton, WA 98393

Applicant : Bran Ferren : DECISION ON REQUEST FOR

Patent Number : 7642037 : RECALCULATION of PATENT

Issue Date : 01/05/2010 : TERM ADJUSTMENT IN VIEW
Application No: 10/927,898 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/27/2004 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 676 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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TOWNSEND TOWNSEND & CREW, LLP
TWO EMBARCADERO CENTER, EIGHTH FLOOR
SAN FRANCISCO, CA 94111-3834 COPY MAILED

JUN 2 6 2008
" OFFICE OF PETITIONS

In re Application of

DERVIEUX, et al. . :
Application No. 10/927,904 : DECISION ON PETITION

Filed: August 26, 2004 : TO WITHDRAW

Attorney Docket No. CYPR-028/02US : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under
37 C.FR. § 1.36(b), filed April 23, 2008.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to TOWNSEND
TOWNSEND & CREW, LLP has been revoked by the assignee of the patent application
on June 19, 2008. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is
Moot.

All future commmunications from the Office will continue to be directed to the below-
listed address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-72

A. Graves

Petitions Examiner
Office of Petitions

cc:  COOLEY GODWARD KRONISH, LLP
ATTN: PATENT GROUP
777 - 6 STREET NW, SUITE 1100
WASHINGTON, DC 20001



Page 1 of 2

UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent sod Trademaork Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Aleaundhi, Viginia 22313-1450

www.usplo.gov

APPL NO. F'L'((’;‘)GD%E”" ART UNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cLms | IND cLMs
10/927,905 08/27/2004 3634 860 65,310-006 7 25 1

CONFIRMATION NO. 1961
27305 CORRECTED FILING RECEIPT

HOWARD & HOWARD ATTORNEYS, P.C.

T HE PINEHURST OFFIGE CENTER. SUITE #101 !ﬂ@lﬂ!{@!@!@!@!ﬂg{!@ﬁll\ll MARREAMO
39400 WOODWARD AVENUE
BLOOMFIELD HILLS, MI 48304-5151

Date Mailed: 12/09/2004

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
- notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Filing
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if
appropriate).

Applicant(s)
Brian Kinross, Florence, KY;
Power of Attorney: The patent practitioners associated with Customer Number 27305.

Domestic Priority data as claimed-by applicant
This appln claims benefit of 60/499,235 08/29/2003

Foreign Applications

If Required, Foreign Filing License Granted: 10/25/2004

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is Us1 0/927,905

Projected Publication Date: 03/17/2005

Non-Publication Request: No

Early Publication Request: No



Page 2 of 2

Title
Sliding window assembly having an encapsulation with a silicone-based polymer

Preliminary Class
049

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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Edward J. Timmer | COPY MAILED.

P.O. Box 770
Richland MI 49083 ' NOV 0 2 2006
OFFICE OF PETITIONS

In re Application of : :

Hung et al. : DECISION ON PETITION
Application No. 10/927,924 :

Filed: August 27, 2004

Attorney Dock