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This is in response to the “COMMUNICATION REGARDING PATENT TERM
ADJUSTMENT (PTA) INDICATED ON NOTICE OF ALLOWANCE” filed April
28, 2009. Applicant requests that the determination of patent
term adjustment be corrected from four hundred eighty-three

' (483) days to eight hundred sixty-seven (867)days. ' Applicant
requests this correction on the basis that the Office will take
in excess of three years to issue this patent and in light of
the recent court decision in Wyeth v. Dudas, No. 07-1492 (D.D.C.
September 30, 2008).

The request is DISMISSED.

Applicants are advised that § 1.705(b) provides the avenue
before the Office for requesting reconsideration of the patent
term adjustment indicated in the notice of allowance. See

§ 1.702-1.705. Moreover, § 1.705(b) provides that:

An application for patent term adjustment under this
section must be filed no later than the payment of the issue fee
but may not be filed earlier than the date of mailing of the
notice of allowance. An application for patent term adjustment
under this section must be accompanied by:

(1) The fee set forth in § 1.18(e)
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The instant application for patent term adjustment was filed
after the mailing of the notice of allowance and with payment of
the issue fee. Thus, the application for patent term adjustment
was timely filed. However, neither the fee under § 1.18(e) nor
a general authorization to charge any required fees, accompanied
the application for patent term adjustment. Accordingly, the
request is dismissed for failure to comply with the requirement
of paragraph (b) (1) to submit the fee under § 1.18(e).

Applicant is not precluded from promptly paying the required fee
for consideration of this application for patent term
adjustment. Applicant should call the undersigned upon
submission of such fee.

However, with respect to Office delay in taking more than 3
years to issue the patent, rather than file the request for
reconsideration of Patent Term Adjustment at the time of the
mailing of the notice of allowance, applicant is advised that
they may wait until the time of the issuance of the patent and
file a request for reconsideration of the patent term pursuant
to 37 CFR 1.705(d). The USPTO notes that it does not calculate
the amount of time earned pursuant to 37 CFR 1.702(b) until the
time of the issuance of the patent and accordingly, the Office
will consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702(Db)
to be timely if the request for reconsideration is filed within
two months of the issuance of the patent.

The Office of Data Management has been advised of this decision
and directed to go forward with processing of this application
into a patent.

Telephone inquiries specific to this matter should be directed
to Kenya A. McLaughlin, Petitions Attorney, at (571) 272-3222.

Chuoting . Donnetl

Christina Donnell
Senior Petitions Attorney
Office of Petitions
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In re Patent No. 7,550,516 :
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This is a decision on the “Communication Regarding Patent Term
Adjustment (PTA) Indicated in Notice of Allowance”, filed June
3, 2009, which is being treated as a petition under 37 CFR
1.705(d).? Patentees request that the patent term adjustment
détermination for the above-identified patent be corrected from
four hundred eighty-three (483) days to eight -hundred sixty-
seven (867) days. :

The request for reconsideration of patent term adjustment is
DISMISSED.

On June 23, 2009, the above-identified application matured into
US Patent No. 7,550,516 with a revised patent term adjustment of
483 days. This request for reconsideration of patent term
adjustment is timely filed.

Patentees argue that the determination of 483 days is in error
in that pursuant to 35 U.S.C. 154 (b) the Office failed to issue
a patent within three years of the actual filing date of the
above-referenced application in accordance with 37 CFR 1.702(b)
and failed to take a certain action within a time frame
specified in 37 CFR 1.702(a). Specifically, patentees state:

The determination of the total PTA of 483 days is
erroneous because the US Patent & Trademark Office (PTO)

! The Office notes that 37 CFR 1.705(d) provides for revisions of the patent
term adjustment when the revision is necessitated by events occurring after
the mailing of the Notice of Allowance.
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PTA calculator failed to account for. two separate

Patent Office delays. The two PTO delay periods

should have their days added together in accordance

with the reasoning in Wyeth et a. v. Dudas No. 07-1492
(D.D.C. September 30, 3008). The number of PTA

credits of 519 days for PTO delay under 35 USC §

154 (b) (1) (A) and 37 CFR § 1.702(a) (1)..is correct but it
only accounts for one of the delays of the PTO. The
other delay warrants a PTA credit of 384 days for PTO
delay under 35 USC § 154 (1) (B) and 37 CFR § 1.702(b).
Because these two periods do not overlap, Applicants are
entitled to the sum of these two periods. Accordingly, a
total PTA credit of 903 days (i.e., 519 + 384) is
appropriate based upon PTO delay.

Petition, 04/28/09, pps. 1-2

Initially, the Office notes that patentees filed the present
petition prior to the date the patent issued. Therefore,
patentees base their argument on a projected patent issue date
of August 25, 2009, 3 years and 384 days after the filing date
of the application. However, the instant patent issued on June
23, 2009, 3 years and 322 days, after having been filed under
35 U.S.C. 111(a) on August 5, 2005. For this reason, the Office
will use the correct period of 322 days when referring to the
Three Year Delay in this decision.

Patentees assert that in addition to this Three Year Delay (322
days), they are entitled to a period of adjustment due to
examination delay pursuant to 37 CFR 1.702(a) of 519 days for
the failure by the Office to mail at least one of a notification
under 35 U.S.C. 132 not later than fourteen months after the
date on which the application was filed under 35 U.S.C. 111(a)
pursuant to 37 CFR 1.702(a) (l). A restriction requirement was
mailed on March 7, 2008, 14 months and 519 days after the
application was filed on August 5, 2005.

Under 37 CFR 1.703(f), patentees are entitled to a period of
patent term adjustment equal to the period of delays based on
the grounds set forth in 37 CFR 1.702 reduced by the period of
time equal to the period of time during which patentees failed
to engage in reasonable efforts to conclude prosecution pursuant
to 37 CFR 1.704. In other words, patentees are entitled to the
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period of Office delay reduced by the period of applicant delay.
Patentees do not dispute the period of reduction of 36 days for
applicant delay. ‘

Patentees do not dispute that the total period of Office delay
is the sum of the period of Three Years Delay (322 days) and the
~ period of Examination Delay (519 days) to the extent that these
periods of delay are not overlapping. However, in effect,
patentees contend that no portion of the Three Year Delay period
overlaps with the period of 14-month examination delay.
Patentees submit that the total period of adjustment for Office
delay is the sum of the period of Three Year Delay (322 days)
and the period of Examination Delay (519 days), reduced by the
period of overlap (0 days). As such, patentees assert
entitlement to a patent term adjustment of 805 days (322 + 519
reduced by 0 overlap - 36 days (applicant delay)).

The Office notes that as of the issuance of the patent on June
23, 2009, the application was pending 3 years and 322 days after
its filing date. The Office agrees that the action detailed
above was not taken within the specified time frame, and thus,
the entry of a period of adjustment of 322 days is correct. At
issue is whether patentees should accrue 322 days of patent term
adjustment for the Office taking in excess of three years to
issue the patent, as well as 519 days for Office failure to take
a certain action within a specified time frame (or examination
delay) .

The Office contends that 322 days overlap. Patentees’
calculation of the period of overlap is inconsistent with the
Office’s interpretation of this provision. 35 U.S.C.
154 (b) (2) (A) limits the adjustment of patent term, as follows:

to the extent that the periods of delay attributable to
grounds specified in paragraph (1) overlap, the period of
any adjustment granted under this subsection shall not
exceed the actual number of days the issuance of the
patent was delayed.

Likewise, 35 CFR 1.703(f) provides that:

To the extent that periods of delay attributable to the
grounds specified in § 1.702 overlap, the period of
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adjustment granted under this section shall not exceed the
actual number of days the issuance of the patent was
delayed.

As explained in Explanation of 37 CFR 1.703(f) and of the United
States Patent and Trademark Office Interpretation of 35 U.S.C.
154 (b) (2) (A), 69 Fed. Reg. 34283 (June 21, 2004), the Office
interprets 35 U.S.C. 154 (b) (2) (A) as permitting either patent
term adjustment under 35 U.S.C. 154(b) (1) (A) (i)-(iv), or patent -
term adjustment under 35 U.S.C. 154(b) (1) (B), but not as
permitting patent term adjustment under both 35 U.S.C.

154 (b) (1) (A) (i) -(iv) and 154 (b) (1) (B). Accordingly, the Office
implements the overlap provision as follows:

If an application is entitled to an adjustment under 35
U.S.C. 154 (b) (1) (B), the entire period during which the
application was pending (except for periods excluded under
35 U.S.C. 154 (b) (1) (B) (i)-(iii) ), and not just the period
beginning three years after the actual filing date of the
application, is the period of delay under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay
overlap under 35 U.S.C. 154 (b) (2) (A). Thus, any days of
delay for Office issuance of the patent more than 3 years
after the filing date of the application, which overlap
with the days of patent term adjustment accorded prior to
the issuance of the patent will not result in any
additional patent term adjustment. See 35 U.S.C.

154 (b) (1) (B), 35 U.S.C. 154(b) (2) (A), and 37 CFR

§ 1.703(f). See Changes to Implement Patent Term
Adjustment Under Twenty Year Term, Final Rule, 65 Fed. Reg.
56366 (Sept. 18, 2000). See also Revision of Patent Term

Extension and Patent Term Adjustment Provisions,; Final
Rule, 69 Fed. Reg. 21704 (April 22, 2004), 1282 Off. Gaz.
Pat. Office 100 (May 18, 2004). See also Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154 (b) (2) (A), 69 Fed.
Reg. 34283 (June 21, 2004).

The current wording of § 1.703(f) was revised in response to the
misinterpretation of this provision by a number of Patentees.
The rule was slightly revised to more closely track the
corresponding language of 35 U.S.C. 154(b) (2) (A). The relevant
portion differs only to the extent that the statute refers back
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to provisions of the statute whereas the rule refers back to
sections of the rule. This was not a substantive change to the
rule nor did it reflect a change of the Office’s interpretation
of 35 U.S.C. 154(b) (2) (A). As stated in the Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154(b) (2) (A), the Office has
consistently taken the position that if an application is
entitled to an adjustment under the three-year pendency
provision of 35 U.S.C. 154 (b) (1) (B), the entire period during
which the application was pending before the Office (except for
periods excluded under 35 U.S.C. 154(b) (1) (B) (i)-(iii)), and not
just the period beginning three years after the actual filing
date of the application, is the relevant period under 35 U.S.C.
154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154(b) (2) (A).

This interpretation is consistent with the statute. Taken
together the statute and rule provide that to the extent that
periods of delay attributable to grounds specified in 35 U.S.C.
154 (b) (1) and in corresponding § 1.702 overlap, the period of
adjustment granted shall not exceed the actual number of days
the issuance of the patent was delayed. The grounds specified
in these sections cover the A) guarantee of prompt Patent and
Trademark Office responses, B) guarantee of no more than 3-year
application pendency, and C) Juarantee or adjustments for delays
due to interference, secrecy orders and appeals. A section by
section analysis of 35 U.S.C. 154 (b) (2) (A) specifically provides
that:

Section 4402 imposes limitations on restoration of
term. In general, pursuant to [35 U.S.C.] 154(b) (2) (A)-
(C), total adjustments granted for restorations under [35
U.S.C. 154] (b) (1) are reduced as follows: (1) To the
extent that there are multiple grounds for extending the
term of a patent that may exist simultaneously (e.g., delay
due to a secrecy order under [35 U.S.C.] 181 and
administrative delay under [35 U.S.C.] 154(b) (1) (A)), the
term should not be extended for each ground of delay but
only for the actual number of days that the issuance of a
patent was delayed; See 145 Cong. Rec. S14,718%2

2 The AIPA is title IV of the Intellectual Property and Communications
Omnibus Reform Act of 1999 (S. 1948), which was incorporated and enacted as’
law as part of Pub. L. 106-113. The Conference Report for H.R. 3194, 106
Cong. 1% Sess. (1999), which resulted in Pub. L. 106-113, does not contain
any discussion (other than the incorporated language) of S. 1948. A 'section-
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As such, the period for over three-year pendency does not
overlap only to the extent that the actual dates in the period
beginning three years after the date on which the application
was filed overlap with the actual dates in the periods for
failure of the Office to take action within specified time
frames. In other words, consideration of the overlap does not
begin three years after the filing date of the application.

In this instance, the relevant period under 35 U.S.C.
154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154(b) (2) (A) is the entire period during which
the application was pending before the Office, August 5, 2005,
to the date the patent issued on June 23, 2009. Prior to the
issuance of the patent, 519 days of patent term adjustment were
accorded for the Office failing to respond within a specified
time frame during the pendency of the application. All of the
322 days for Office delay in issuing the patent overlap with the
519 days of Office delay. During that time, the issuance of the
patent was delayed by 519 days, not 519 + 322 days. The Office
took 14 months and 519 days to issue a first Office action.
Otherwise, the Office took all actions set forth in 37 CFR
1.702(a) within the prescribed time frames. Nonetheless, given
the 519 days of Office delay and the 36 days of applicant delay
and the time allowed within the time frames for processing-and
examination, as of the date the patent issued, the application
was pending three years and 322 days. The Office did not delay
519 days and then an additional 322 days. Accordingly, 519 days
of patent term adjustment (not 519 and 322 days) was properly
entered because the period of delay of 322 days attributable to
the delay in the issuance of the patent overlaps with the
adjustment of 519 days attributable to grounds specified in §
1.702(a) (1) . Entry of both periods is not warranted. Thus, 519
days is determined to be the actual number of days that the
issuance of the patent was delayed, considering the 322 days
over three years to the issuance of the patent.

Accordingly, at issuance, the Office properly entered no
additional days of patent term adjustment for the Office taking

in excess of three years to issue the patent.

In view thereof, no adjustment to the patent term will be made.

by-section analysis of S. 1948, however, was printed in the Congressional
Record at the request of Senator Lott, See 145 Cong. Rec. S14,708-26
(1999) (daily ed. Nov. 17, 1999).
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The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

Telephone inquiries specific to this matter should be directed
to Kenya A. McLaughlin, Petitions Attorney, at (571) 272-3222.

Chrcotinor. Devsnoll

Christina Donnell
Senior Petitions Attorney
Office of Petitions
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Applicant : John E. Jones : DECISION ON REQUEST FOR
Patent Number : 7620231 : RECALCULATION of PATENT
Issue Date : 11/17/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,065 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 906 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



- SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 05-01-09
TO SPE OF ;ART UNIT __1654
SUBJECT : Request for Certificate of Correction for Appl. No.: 1 1[ 1 980§§ Patent No.: 7462688

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the IFW application
image. No new matter should be introduced, nor should the scope or meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning using document
code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of correction. Please
complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square - 9D10-A .
Palm Location 7580 , ,

Angela Green 703-756-1541

Certificates of Correction Branch

703-756-1814
Thank You For Your Assiétance
The request for issuing the above-identified correction(s) is hereby:
Note your dec(sion on the appropriate box.
'Approved All changes apply.
O Approved in Part Spgcify below which changes do not apply.
0O Denied State the reasons for denial below.
Comments:
A\ A=
A
SPE v Art Unit

PTOL-306 (REV. 7/03) uU. Patent and Trademark Office
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Patent No. : 7,582,629

Ser. No. : 11/198,070
Inventor(s) : Ramin Farjadrad, et. al.
Issued :  May 5, 2009

Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:
A. the processing fee set forth in 37 CFR 1.117(h) (currently $130);
B. a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

C. acopy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.

In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted. :

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450



//J

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (703) 872-9306
ATTN: Office of Petitions

If a fee (currently $100) was previously submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

Eva James

For Mary Diggs

Decisions & Certificates
of Correction Branch

(703) 756-1583 or 1580

Sawyer Law Group
2465 E. Bayshore Rd., Suite 406
Palo Altao, CA 94303

e
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BOZICEVIC, FIELD & FRANCIS LLP ;

1900 UNIVERSITY AVENUE | COPY MAILED
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In re Application of : OFFICE OF PETITIONS
Bryan Oronsky, et al. :

Application No. 11/198,071 : DECISION ON PETITION
Filed: August 4, 2005 : TO WITHDRAW

Attorney Docket No. NSKY-013 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.E.R. § 1.36(b)
filed August 15, 2007. ‘

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent
seeking to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.
A request to withdraw will not be approved unless at least 30 (thirty) days would remain between the date
of approval and the later of the expiration date of a time to file a response or the expiration date of the
maximum time period which can be extended under 37 C.F.R. § 1.136(a).

The request cannot be approved bécause there remains less than 30 (thirty days) between the date of this
decision and the maximum extendable time period for filing a response to the Office action mailed on
July 16, 2007.

All future communications from the Office will continue to be directed to the above-listed address until
otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.

Petitions Examiner
Office of Petitions

cc: DAVID W. COLLINS
INTELLECTUAL PROPERTY LAW
512 E. WHITEHOUSE CANYON ROAD
SUITE 100
GREEN VALLEY, AZ 85614
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THE PROCTER & GAMBLE COMPANY

INTELLECTUAL PROPERTY DIVISION - WEST BLDG.
WINTON HILL BUSINESS CENTER - BOX 412

6250 CENTER HILL AVENUE

CINCINNATI OH 45224 COPY MAILED

NOV 2 9 2007
OFFICE OF PETITIONS
In re Application of :
Flohr et al. : DECISION ON PETITION TO
Application Number: 11/198081 : WITHDRAW HOLDING OF
Filing Date: 08/05/2005 : ABANDONMENT

Attorney Docket Number: CM2893Q

This is a decision on the petition filed on October 23, 2007, to
withdraw the holding of abandonment in the above-identified
application.

The petition is DISMISSED.

The application was held abandoned for failure to timely respond
to the non-final Office action mailed on April 10, 2007. Notice
of Abandonment was mailed on October 18, 2007.

Petitioners assert that an amendment was timely filed. 1In
support, petitioner has supplied a copy of an amendment, the
first page of which contains a cover sheet including a
Certificate of Facsimile Transmission dated July 2, 2007.

Any petition to withdraw the holding of abandonment based on a
Certificate of Transmission by facsimile must iriclude the
following requirements:

(1) A copy of the original response bearing a signed
Certificate of Transmission which includes the
date of signing; and
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(2) A statement under 37 CFR 1.8(b) (3) attesting to
the personal knowledge of transmitting the original
response on the date indicated on the Certificate of
Transmission (see 37 CFR 1.8 and MPEP.512).

The petition lacks item (2) above. Petitioners should supply a
statement by the individual who signed the Certificate of
Transmission.

Any request for reconsideration must be filed within TWO MONTHS
of the date of this decision. . This period may not be extended.!

Further correspondence with respect to this matter should be
addressed as follows: '

By mail: Mail Stop Petition
Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter may be directed to the
undersigned at (571)272-3231.

A%

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

1 37 CFR 1.181(f).
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THE PROCTER & GAMBLE COMPANY

INTELLECTUAL PROPERTY DIVISION - WEST BLDG.

WINTON HILL BUSINESS CENTER - BOX 412

6250 CENTER HILL AVENUE

CINCINNATI OH 45224 COPY MAILED

JAN 1 7 2008
OFFICE OF PETITIONS

In re Application of :
Flohr et al.

Application Number: 11/198081
Filing Date: 08/05/2005 :
Attorney Docket Number: CM2893Q :

ON PETITION

This is a decision on the petition filed on December 14, 2007,
under 37 CFR 1.137(b),! to revive the above-identified
application.

The petition is GRANTED.

The application became abandoned on July 11, 2007, for failure to
file a response to the non-final Office action mailed on April
10, 2007, which set a three (3) month shortened statutory period
for reply. No extensions of the time for reply in accordance
with 37 CFR 1.136(a) were obtained. Notice of Abandonment was
mailed on October 18, 2007. On October 23, 2007, a petition to
withdraw the holding of abandonment was filed. On November 29,
2007, the petition was dismissed. -

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay
in reply was unintentional, a petition may be filed to revive an abandoned application or a
lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed under the provisions of 37
CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. In a nonprovisional utility or plant application filed on or after June 8, 1995,
and abandoned for failure to prosecute, the required reply may also be met by the filing of a
request for continuing examination in compliance with § 1.114. 1In an application or patent,
abandoned or lapsed for failure to pay the issue fee or any portion thereof, the required reply
must be the payment of the issue fee or any outstanding balance thereof. In an application
abandoned for failure to pay the publication fee, the required reply must include payment of the
publication fee.

(2) the petition fee as set forth in 37 CFR 1.17 (m);

(3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
The Commissioner may required additional information where there is a question whether the delay
was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c)).
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Receipt of the amendment filed in response to the non-final
Office action is acknowledged.

The petition fee will be charged to counsel’s deposit account, as
authorized in the present petition.

The application is referred to Technology Center Art Unit 3761
for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571) 272-3231.

Vsl
Douglas I. Wood

Senior Petitions Attorney
Office of Petitions
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THE PROCTER & GAMBLE COMPANY Mail Date: 04/21/2010
Global Legal Department - IP

Sycamore Building — 4th Floor

299 East Sixth Street

CINCINNATI, OH 45202

Applicant : Andreas Flohr : DECISION ON REQUEST FOR
Patent Number : 7655830 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,081 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 416 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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THE PROCTER & GAMBLE COMPANY Mail Date: 04/21/2010
Global Legal Department - IP

Sycamore Building — 4th Floor

299 East Sixth Street

CINCINNATI, OH 45202

Applicant : Andreas Flohr : DECISION ON REQUEST FOR
Patent Number : 7655830 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,081 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 416 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Ward & Olivo Mail Date: 04/21/2010
382 Springfield Ave.

Suite 305
Summit, NJ 07901

Applicant : Kerry Veenstra : DECISION ON REQUEST FOR
Patent Number : 7593499 : RECALCULATION of PATENT
Issue Date : 09/22/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,097 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/04/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 988 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Patent No. 7,464,792

Issue Date: December 16, 2008 :

Application No. 11/198,105 . DECISION ON PETITION
Filed: August 5, 2005 :

Attorney Docket No. 170112-1011

This is decision is in response to the petition under 37 CFR 1.182 for a duplicate letters patent,
filed January 15, 2010. As petitioners’ request is predicated on an assertion that the original
patent was “lost in the mail,” this matter is being treated under 37 CFR 1.181 (no fee).

The petition is DISMISSED.
Petitioner states that the original Letters Patent was “lost in the mail.”

The Office follows the guidelines set forth in MPEP § 711.03(c) (see also “Withdrawing the
Holding of Abandonment When Office Actions Are Not Received,” 1156 Official Gazette 53
(November 16, 1993), which sets forth that, in the absence of any irregularity in the mailing of an
Office action (in this case, the Letters Patent), there is a strong presumption that the Office action
(Letters Patent) was properly mailed to practitioner at the address of record. This presumption
may be overcome by a showing that the Letters Patent was not in fact received.

The showing required to establish non-receipt of an Office communication must include a
statement from the practitioner describing the system used for recording an Office
communication received at the correspondence address of record with the USPTO. The statement
should establish that the docketing system is sufficiently reliable. It is expected that the record
would include, but not be limited to, the application number, attorney docket number, the mail
date of the Office communication and the due date for the response. Practitioner must state that
the Office communication was not received at the correspondence address of record, and that a
search of the practitioner’s record(s), including any file jacket or the equivalent, and the
application contents, indicates that the Office communication was not received. A copy of the
record(s) used by the practitioner where the non-received Office communication would have
been entered had it been received is required. A copy of the practitioner’s record(s) required to
show non-receipt of the Office communication should include the master docket for the firm.
That is, if a three month period for reply was set in the non-received Office communication, a
copy of the master docket report showing all replies docketed for a date three months from the
mail date of the non-received Office communication must be submitted as documentary proof of
non-receipt of the Office communication. If no such master docket exists, the practitioner should
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so state and provide other evidence such as, but not limited to, the following: the application file
jacket; incoming mail log; calendar; reminder system; or the individual docket record for the
application in question.

The instant petition does not establish non-receipt of the Letters Patent in compliance with the
procedures set forth at MPEP 711.03(c). Thus, it cannot be found that practitioner’s docketing
system is sufficiently reliable.

Any renewed petition must establish non-receipt of the Letters Patent as set forth at MPEP
711.03(c).

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
Attn: Office of Petitions

By hand: U. S. Patent and Trademark Office

Customer Service Window, Mail Stop Petitions

Randolph Building

401 Dulany Street

Alexandria, VA 22314
Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3205.

IALESIA M. BROWN/
Alesia M. Brown

Petitions Attorney
Office of Petitions
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OFF
In re Patent No. 7,464,792 CE OF PETITIONS

Issue Date: December 16, 2008 :

Application No. 11/198,105 :  DECISION ON PETITION
Filed: August 5, 2005 :

Attorney Docket No. 170112-1011

This is a decision on the petition under 37 CFR 1.182, filed January 15, 2010, requesting issuance of
duplicate Letters Patent for the above-identified patent. The decision mailed February 1, 2010 is
VACATED.

The petition is GRANTED.

The Office of Data Management is directed to issue duplicate Letters Patent.

As authorized, the $400 fee for the petition under 37 CFR 1.182 has been assessed to petitioner’s deposit
account.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3205.
Inquiries regarding the issuance of duplicate Letters Patent may be directed to Niomi Farmer in the Office
of Data Management at (703) 756-1556.

A copy of this decision is being sent to Office of Data Management for issuance of duplicate Letters
Patent. ' '

/ALESIA M. BROWN/
Alesia M. Brown
Petitions Attorney
Office of Petitions

cc: Niomi Farmer, Randolph Square, 9" Floor, Room D30-B (Fax No. (571) 270-9753)
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In re Application of
Ikezawa :
Application No. 11/198,120 : ON PETITION

Filed: August 5, 2005

Attorney Docket No. TI-38898

For: MULTIPHASED TRIANGULAR
WAVE OSCILLATING CIRCUIT AND
SWITCHING REGULATOR USING IT

This is a decision on the petition under 37 CFR 1.181, filed August 8, 2006, requesting that the
Office withdraw the holding of abandonment of the above-identified application.

The petition under 37 CFR 1.181 is GRANTED.

This application was held abandoned for failure to respond in a timely manner to the Notice to
File Missing Parts of Nonprovisional Application, mailed August 29, 2005, which set forth an
extendable two (2) month period for reply. The Office contended that this application became
abandoned on October 30, 2005 for failure to respond. A Notice of Abandonment was mailed on
May 9, 2006.

Petitioner requests withdrawal of the holding of abandonment based on the assertion that a
request for a three month extension of time and a reply to the August 29, 2005 Notice were
timely received in the Office on January 9, 2006. The undersigned finds this argument
completely convincing, as these documents are present in the application file. The Office had
authorization to charge a three month extension of time fee on January 9, 2006. Therefore, the
three month extension of time and reply to the August 29, 2006 were timely filed.

The petition under 37 CFR 1.181 is granted, the holding of abandonment is withdrawn, and the
May 9, 2006 Notice of Abandonment is vacated.

Regarding fees, no petition fee has been or will be charged in connection with this matter. The

three month extension of time filed on January 9, 2006 will be charged to deposit account no. 20-
0668.



Application No. 11/198,120 Page 2
Decision On Petition

Accordingly, the application file will be returned to the Office of Initial Patent Examination for
further processing.

Telephone inquiries pertaining to this matter may be directed to the undersigned at (571) 272-
3230.

Shirene Willis Brantley

Senior Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of : : DECISION ON PETITION
Scott Earl McNeil et al i

NO.: 11/198152

FILED: August 8, 2005

FOR: METHOD AND SYSTEM FOR

COUNTERING LASER TECHNOLOGY

This is a decision on the request filed August 8, 2005 to waive the requirements of
37 CFR 1.84(a) so as to permit the application to include a color drawing. Applicant has shown
that the use of color is an essential element in the representation of the drawing.

Petition Granted.

Sonss

Thomas H. Tarcza
SPE, Art Unit 3662
571-272-6979
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Lacasse and Associates, LLC
1725 Duke Street, Suite 650
Alexandria, VA 22314

In re Application of
BJORK, Svante :
U.S. Application No.: 11/198,160 : DECISION ON PETITION TO

Filing Date: 08 August 2005 : REVIVE ABANDONED
Attorney’s Docket No.: 119644 PA/MKA : APPLICATION UNDER
For: ARRANGEMENT FOR SEPARATION 37 CFR 1.137(b)

OF PARTICLES, AND A SEPARATION
METHOD IN CONNECTION WITH A
PROCESS FOR MANUFACTURING
POWER CABLES

This decision is issued in response to applicant’s “Petition For Revival Of An
International Application For Patent Designating The U.S. Abandoned Unintentionally
. Under 37 CFR 1.137(b)" filed on 08 August 2005 with respect to international application
PCT/SE04/00132.

BACKGROUND

International application PCT/SE04/00132 became abandoned as to the United
States under 35 U.S.C. 371(d) at midnight on 03 August 2005 for failure to pay the basic
national fee.

On 08 August 2005, applicant filed, inter alia: a transmittal letter for a patent
application under 37 CFR 1.53; a specification including claims, abstract, and drawings; a
preliminary amendment; and a petition and fee to revive international application
PCT/SE04/00132 under 37 CFR 1.137(b). The petition seeks to revive PCT/SE04/00132 for
the purpose of establishing continuity between the international application and the
present application.

DISCUSSION

37 CFR 1.137(b) permits the filing of a petition to revive an abandoned application
where the abandonment resulted from an unintentional delay. A grantable petition under
this section must include: (1) the required reply, unless previously filed; (2) the petition fee
required by law; (3) a statement that the "entire delay in filing the required reply from the
due date for the reply until the filing of a grantable petition pursuant to this paragraph
was unintentional;" and (4) any terminal disclaimer and fee required pursuant to 37 CFR
1.137(c). - Items (2), (3) and (4) have been satisfied.
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Regarding item (1), the "required reply," section 711.03(c) of the Manual of Patent
Examining Procedures states that: .

[glenerally, the required reply is the reply sufficient to have avoided
abandonment, had such reply been timely filed.

The filing of a continuation application under 35 U.S.C. 111(a) is acceptable as the
required reply under 37 CFR 1.137(b). See MPEP § 711.03(c)(ID(A). However, the instant
application is not a continuation of PCT/SE04/00132. The first sentence of the specification
has not been amended to indicate that this application is “a continuation of
PCT/SE04/00132 filed 02 February 2004.” Based on the above, the instant application is
not considered a continuation of PCT/SE04/00132. Until continuity is properly claimed
under 37 CFR 1.78, applicant has not filed the “required reply” necessary to satisfy item (1)
of a grantable petition to revive the international application.

CONCLUSION-

The petition for revival is DISMISSED without prejudice.

If reconsideration on the merits of this petition is desired, a proper response must be
filed within TWO (2) MONTHS from the mail date of this decision. Any reconsideration
request should include a cover letter entitled "Renewed Petition For Revival Under 37 CFR
1.137(b)" and include the remaining materials required for a grantable petition, that is, the
materials required under 37 CFR 1.78 to effectively make the present application a
continuation of PCT/SE(04/00132. :

Please direct further correspondence with respect to this matter to the Mail Stop
PCT, Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

Anthony Smith
Attorney-Advisor
Office of PCT Legal Administration

Telephone: (571) 272-3298
Facsimile: (571) 273-0459
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Lacasse and Associates, LLC
1725 Duke Street, Suite 650
Alexandria, VA 22314

In re Application of

BJORK, Svante :
U.S. Application No.: 11/198,160 : : DECISION ON PETITION TO

Filing Date: 08 August 2005 : REVIVE ABANDONED
Attorney’s Docket No.: 119644 PA/MKA : * APPLICATION UNDER
For:  ARRANGEMENT FOR SEPARATION 37 CFR 1.137(b)

OF PARTICLES, AND A SEPARATION
METHOD IN CONNECTION WITH A
PROCESS FOR MANUFACTURING
POWER CABLES

This decision is issued in response to applicant’s “Renewed Petition For Revival
Under 37 CFR 1.137(b)" filed on 20 October 2005 with respect to international application
PCT/SE04/00132.

BACKGROUND

International application PCT/SE04/00132 became abandoned as to the United
States under 35 U.S.C. 371(d) at midnight on 03 August 2005 for failure to pay the basic
national fee.

On 08 August 2005, applicant filed, inter alia: a transmittal letter for a patent
application under 37 CFR 1.53; a specification including claims, abstract, and drawings; a
preliminary amendment; and a petition and fee to revive international application
PCT/SE04/00132 under 37 CFR 1.137(b). In a decision dated 29 September 2005,
applicant’s petition under 37 CFR 1.137(b) was dismissed without prejudice.

On 20 October 2005, applicant filed the present renewed petition under 37 CFR
1.137(b). The petition seeks to revive PCT/SE04/00132 for the purpose of establishing
continuity between the international application and the present application.

DISCUSSION

37 CFR 1.137(b) permits the filing of a petition to revive an abandoned application
where the abandonment resulted from an unintentional delay. A grantable petition under
this section must include: (1) the required reply, unless previously filed; (2) the petition fee
required by law; (3) a statement that the "entire delay in filing the required reply from the
due date for the reply until the filing of a grantable petition pursuant to this paragraph
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was unintentional;" and (4) any terminal disclaimer and fee required pursuant to 37 CFR
1.137(c).

Items (1), (2), (3) and (4) have been satisfied. The petition is accompanied by the
required reference to the prior filed application.! The fee has been paid. The required
statement has been made. Accordingly, the renewed petition under 37 CFR 1.137(b) is
granted.

CONCLUSION

For the reasons above, the renewed petition under 37 CFR 1.137(b) is GRANTED.

International application PCT/SE04/00132 is being revived for purposes of
continuity only and since continuity has been established by this decision reviving the
international application, the international application is again abandoned in favor of the
continuing application number 11/198,160.

Any inquiries concerning this decision should be directed to Attorney-Advisor,
Anthony Smith at the telephone number listed below.

W%h&&\ B //747

Anthony Smith Boris Milef
Attorney-Advisor PCT Legal Examiner
Oftice of PCT Legal Administration Office of PCT Legal Administration

Tel:  (571) 272-:3298
Fax: (571) 273-0459

'Tt is noted, however, that the amendment to the specification filed 20 October 2005
improperly incorporates by reference PCT/SE04/00132. See Manual of Patent Examining Procedure,
section 201.11, page 200-67, which states “[ilf an incorporation by reference statement is included in
an amendment to the specification to add a benefit claim after the filing date of the application, the
amendment would not be proper. When a benefit claim is submitted after the filing of an
application, the reference to the prior application cannot include an incorporation by reference
statement of the prior application unless an incorporation by reference statement of the prior
application was presented upon filing fo the application. See Dart Indus. v. Banner, 636 F.2d 684,
207 USPQ 273 (C.A.D.C 1980).” Accordingly, applicants should file an amendment deleting the
incorporation by reference statement.
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20080903
DATE : April 01, 2008
TO SPE OF : ART UNIT 2612

SUBJECT : Request for Certificate of Correction on Patent No.: 7301440
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

XI Approved All changes apply.
O Approvéd in Part. _ Specify below which changes do -not apply.
[] Denied State the reasons for denial below.
Comments:
OK to enter.
/DANIEL WU/

Supervisory Patent Examiner.Art Unit 2612

PTOL-306 (Rev. 7/03) A U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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OFFICE OF PETITIONS

In re Application of

Christophe J. Chevallier D \
Application No. 11/198,200 : ON PETITION
Filed: August 5, 2005 :

Attorney Docket No. 400.037US05

This is a decision on the petition, filed November 13, 2006 under 37 CFR 1.137(b)", to
revive the above- ldentlfled application.

The petltlon is GRANTED.

A Notice of Allowability, mailed July 3 2006, requwed the submission of corrected
drawings on or before October 3, 2006. This application became abandoned October 4,
2006. Accordingly, a Notice of Abandonment was mailed November 2, 2006.

This application is being forwarded to the Publishing Division for review of the drawnngs
shown as having been received in the PTO on November 13, 2006.

Telephone inquiries concerning this matter may be directed to the undersigned
(571) 272-3212.

Nl

Senior Petitions Attorney
Office of Petitions

'A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be accompanied by:

(1) the required reply (unless previously filed), which may be met by the filing of a continuing application in a
nonprovisional application abandoned for failure to prosecute, but must be the payment of the issue fee or any outstanding
balance thereof in an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof;

(2) the petition fee required by 37 CFR 1.17(l);

(3) a statement that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. The Commissioner may require additional information where there is a question whether the delay was
unintentional; and

(4) a terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) in a design application, a utility application filed
before June 8, 1995, or a plant application filed before June 8, 1995.

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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OFFICE OF PETITIONS
In re Application of
Sergio Zambelli et al :
Application No.11/198,238 :  DECISION ON PETITION
Filed: August 8, 2005 D
Attorney Docket No. 4061 3/GM/Ip

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 17, 2008, to revive the above-identified application. :

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment; (2) the petition fee; and (3) the required statement
of unintentional delay have been received. Accordingly, the reply to the nonfinal rejection
mailed March 4, 2008, is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to-the undersigned at (571) 272-
3208.

This application is being referred to Technology Center AU 3633 for appropriate action by the
Examiner in the normal course of business on the reply received December 17, 2008.

Karen Creasy

Petitions Examiner
Office of Petitions
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MYERS BIGEL SIBLEY & SAJOVEC, P.A COPY MAILED
PO BOX 37428 .
RALEIGH NC 27627 0CT 1 4 2008
OFFICE OF PETITIONS

In re Application of: '

GUO, Hui - : . .
Application No.: 11/198,254 : DECISION APPROVING
Filed: August 5, 2005 | : WITHDRAWAL OF ATTORNEY

Attorney Docket No.: 9314-122

This is a decision on the Request to Withdraw as Attorney/Agent of Record under 37 CFR § 1.36, filed
October 2, 2008..

The Request is APPROVED.

Debra K. Stephens requests that she alone be withdrawn as an attorney under 37 CFR § 1.36, pursuant to
the reason set forth under 37 CFR § 10.40(b)(2), because of her current employment by the United States
Patent and Trademark Office. Since the Request satisfies all of the requirements for withdrawal, it is

appropriate to approve the Request and withdraw only Ms. Stephens as an attorney of record.

All future communications from the Office will continue to be directed to the above-identified
correspondence address.

A courtesy copy of this decision is being mailed to Ms. Stephens at the address identified in the Request.

Telephone inquiries relating to this decision should be directed Brian W. Brown at (571) 272-5338.

Petitions Examiner
Office of Petitions

Cec: Debra K. Stephens
301 Edgemore Avenue
Cary, NC 27519
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THE LAW OFFICE OF JESSICA COSTA, PC

P.O. BOX 460 -
CROZET VA 22932-0460 COPY MAILED
AUG 1 82008
OFFICE OF PETITIONS

In re Application of

Ronald J. BARNETT :

Application No. 11/198,257 :  DECISION ON PETITION
Filed: August 6, 2005 :

Attorney Docket No. 3020-109

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 7, 2008, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely pay the issue and publication fees on or
before April 17, 2008, as required by the Notice of Allowance and Fee(s) Due, mailed January
17, 2008, which set a statutory period for reply of three (3) months. Accordingly, the application
became abandoned on April 17, 2008. .

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the Issue Fee of $720 and Publication Fee of $300; (2) the
petition fee of $770; and (3) the required statement of unintentional delay.

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application. If the person signing the petition desires to receive future
correspondence regarding this application, the appropriate power of attorney document must be
submitted. While a courtesy copy of this decision is being mailed to the person signing the
petition, all future correspondence will be directed to the address currently of record until
appropriate instructions are received.

Telephone inquiries concerning this decision should be directed to Diane Goodwyn at (571) 272-
6735.
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The application is being referred to the Office of Data Management for processing into a patent.

—~ X e

Thurman Page
Petitions Examiner
Office of Petitions

cc: JESSICA COSTA
P.O. BOX 311
LEXINGTON, MA 02420
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BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP Mail Date: 04/26/2010
1279 OAKMEAD PARKWAY
SUNNYVALE, CA 94085-4040

Applicant : James Doyle : DECISION ON REQUEST FOR

Patent Number : 7628608 : RECALCULATION of PATENT

Issue Date : 12/08/2009 : TERM ADJUSTMENT IN VIEW
Application No: 11/198,266 : OF WYETH AND NOTICE OF INTENT TO
Filed :

08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1047 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.qov
THE LAW OFFICE OF JESSICA COSTA, PC
P.O. BOX 460 :
CROZET, VA 22932-0460
’ - COPY MAILED
~ AUG 192008
In re Application of
Barnett, Ronald J. ' :
Application No. 11/198,285 - : ON PETITION

Filed: August 6, 2005
Attorney Docket No. 3020-110

This is a decision on the petitibn under 37 C.F.R. § 1.137(b), filed July 17, 2008, to revive the
above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137 b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee balance, (2) the petition fee, and (3) a proper
statement of unintentional delay.

The instant application matured into Patent No. 7,304,369 on December 4, 2007.

g;éeg)hone inquiries concerning this decision should be directed to the undersigned at (57 1) 272-

iana Walsh
Petitions Examiner

Office of Petitions
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DICKSTEIN SHAPIRO LLP Mail Date: 04/21/2010
1825 EYE STREET, NW

WASHINGTON, DC 20006

Applicant : Chandra Mouli : DECISION ON REQUEST FOR
Patent Number : 7585707 : RECALCULATION of PATENT
Issue Date : 09/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,292 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/08/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 273 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. J
11/198,298 08/08/2005 Lin Cheng 70034.0010US01 8500
24728 7590 07/2312010
EXAMINER
MORRIS MANNING MARTIN LLP I I
3343 PEACHTREE ROAD, NE SKYLES, TIFNEY L

1600 ATLANTA FINANCIAL CENTER I

ATLANTA, GA 30326 ART UNIT | PAPER NUMBER I

2814

| NOTIFICATION DATE J DELIVERY MODE ] .

07/23/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

ipdocket@mmmlaw.com
jxs@mmmlaw.com
pwang@mmmlaw.com

PTOL-90A (Rev. 04/07)
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MORRIS, MANNING & MARTIN, LLP
3343 PEACHTREE ROAD, NE

1600 ATLANTA FINANCIAL CENTER
ATLANTA, GA 30326

In re Application of: . : :
Cheng et al : DECISION SUA SPONTE

Serial No.: 11/198.298 : WITHDRAWING HOLDING

Filed: August 8, 2005 : ' OF ABANDONMENT
For: Vertical channel junction field effect transistors

having buried gates and methods of making

This is a decision, sua sponte, withdrawing the holding of abandonment of the above-identified
application.

A review of the file record reveals that a Final Office action was mailed on July 17, 2009, setting
an extendable shortened statutory period of 3 months from the date of its mailing for reply. A
Notice of Appeal with appropriate extension of time was filed on January 15, 2010. The
application was held abandoned and a Notice of Abandonment was mailed on July 9, 2010.

- The Notice of Abandonment mailed on July 9, 2010 was mailed in error and is hereby vacated
and the holding of abandonment is withdrawn. Inconvenience to the applicant is regretted.

An Appeal Brief and requisite fee are due within two months of the date of the notice of appeal
of January 15, 2010 pursuant to 37 CFR § 41.37(a). Extensions of this time are governed by 37
CFR § 1.136.

Any inquiry regarding this decision should be directed to Wael F ahmy, Superv1sory Patent
Examiner, Art Unit 2814, at (571) 272-1705.

=

- Edward Leﬂ(o;'.i%ﬂn/g TC Director
Technology Cemttr 2800

Semiconductors, Electrical and Optical
Systems and Components
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N UNITED STATES PATENT AND TRADEMARK OFFICE

Thomas P. Liniak
Berenato, White, Stavish
6550 Rock Spring Drive
Suite 240

Bethesda, MD 20817

In re Application of

Shigeaki Matakeyama
Application No. 11/198,321
Filed: August 8, 2005
Attorney Docket No. 8339.004

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
JUL 3 12006

OFRCE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to W ithdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed January 5, 2006.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37

C.FR. § 1.136(a).

The request was signed by Thomas P. Liniak.

Thomas P. Liniak has been withdrawn as attorney or agent of record; all other attorneys remain of

record.
The correspondence address of record remains unchanged.

There is no outstanding Office action at this time.
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Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-
2991.

Q)

Petitio X
Office of Petitions
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MAILED it

H.C. PARK & ASSOCIATES, PLC
8500 LEESBURG PIKE APR 1 4 2006
SUITE 7500

DIRECTOR'S OFFICE
VIENNA VA 22182 O ER 2600
In re Application of .
Chul Chung ;
Application No. 11/198,356 ! DECISION ON PETITION
Filed: August 8, 2005 g TO MAKE SPECIAL
For: INTEGRATED MULTIMEDIA SIGNAL |
PROCESSING SYSTEM USING ;

CENTRALIZED PROCESSING OF SIGNALS :

This is a decision on the petition filed March 16, 2006, under Manual of Patent Examination
Procedure §708.02, VIII requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIII, must:

(1) be filed prior to receiving any examination by the examiner,

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the
claims pertain to more than one invention, then applicant will have to make an
election without traverse or forfeit accelerated examination status),

(4) state that a pre-examination search was made, and fully discuss the search method
employed, such as classes and subclasses searched, publications, Chemical
abstracts, patents, etc. A search made by a foreign patent office satisfies this
requirement,

(5) be accompanied by a copy of each of the references most closely related to the
subject matter encompassed by the claims if said references are not already of
record,

(6) fully discuss the references, pointing out with the particularity required by 37
C.F.R. §1.111 (b) and (c), how the claimed subject matter is patentable over the
references.

The petitioner meets all the above-listed requirements. Accordingly, the petition is GRANTED.

The application will retain its special status throughout its entire prosecution, including any
appeal to the Board of Patent Appeals and Interferences, subject only to diligent prosecution by
the applicant. The application file is being forwarded to the examiner for appropriate action in
due course.

T

Krista Zele ]:/ N—
Special Program Examiner
Technology Center 2600
Communications
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MILDE & HOFFBERG, LLP

10 BANK STREET ' COPY MAILED
SUITE 460
WHITE PLAINS, NY 10606 SEP 17 2007
OFFICE OF PETITIONS
In re Application of
Ronald Miles - ,
Application No. 11/198,370 : DECISION GRANTING PETITION

Filed: August 5, 2005
Attorney Docket No: SUNY RB-186

This is a decision on the petition, filed April 4, 2007, under 37 CFR1. 137(f) which is
treated as a petition to revive the above-identified nonprovisional application under the
unintentional provisions of 37 CFR 1.137(b).

The petition is GRANTED.

Petitioner states that the present nonprovisional application is the subject of a foreign
or international application filed on August 2, 2006. However, the U.S. Patent and
Trademark Office was unintentionally not notified of this filing within 45 days
subsequent to the filing of the subject application in a foreign country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c ) for failure to timely notify the Office of the filing
of an application in a foreign country, or under a multilateral international agreement,
that requires publication of applications 18 months after filing.

A petition under 37 CFR 1.137(f) must be accompanied by:

(1) the reply which is met by the notification of such filing in a foreign
country or under a multinational treaty;

(2) the pétition fee as set forth in 37 CFR 1.17(m); and

(3) a-statement that the entire delay in filing the required reply from the
due date of the reply until the flllng of a grantable petition was
unintentional.

A
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N\

‘The present petition has been found to be in compliance with 37 CFR 1.137(f).
Accordingly, the failure to timely notify the Office of a foreign or international filing
within 45 days after the date of filing of such foreign or international application as
provided by 35 U.S.C. § 122(b)(2)(B)(l) has been rescinded. The projected publication
date is December 27, 2007 and a copy of the communication regarding rescission is
included herein;

The petition fee in the amount of $750 00 has been applied to the finance records for
this application.

This matter is being referred to Technology Center 2615 for examination in due course.

Telephone inquiries related to this decision should be directed to the undersigned
gtitions Attorney at (571) 272-3212.

Patricia Faison-Ball i

Senior Petitions Attdrney
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PC. Bux 1450

Alexandrin, Viegotis 22313-1450

WWWISPIO gov

| " APPLICATION NUMBER | FILING/RECEIPT DATE l FIRST NAMED APPLICANT l ATTY. DOCKET NO. ]
11/198,370 . 0R8/05/2005 Ronald Miles SUNY RB-186
CONFIRMATION NO. 1005

10037

MILDE & HOFFBERG, LLP
10 BANK STREET

SUITE 460,

WHITE PLAINS, NY 10606

Date Mailed: 09/17/2007

Communication Regarding Rescission Of Nonpublication Request and/or Notice of
Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing s
acknowledged. The paper has been reflected in the Patent and Trademark Office's (USPTO s) computer
records so that the earliest possible projected publication date can be assigned.

The projected publication date is 12/27/2007.

If applicant rescinded the nonpublication request before or on the date of "foreign filing,"! then no notice
of foreign filing is required.

If applicant foreign filed the application after filing the above application and before filing the
rescission, and the rescission did not also include a notice of foreign filing, then a notice of foreign filing
(not merely a rescission) is required to be filed within 45 days of the date of foreign filing. See 35
U.S.C. § 122(b)(2)(B)(ii1), and Clarification of the United States Patent and Trademark Office's
Interpretation of the Provisions of 35 U.S.C. § 122(b)(2)(B)(ii)-(iv), 1272 Off. Gaz. Pat. Office 22 (July
1, 2003). |

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then
the application becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant
should either file a petition to revive or notify the Office that the application is abandoned. See 37 CFR
1.137(f). Any such petition to revive will be forwarded to the Office of Petitions for a decision. Note
that the filing of the petition will not operate to stay any period of reply that may be runmng against the
application.

Questions regarding petitions to revive should be directed to the Office of Petitions at (571) 272-3282.
Questions regarding publications of patent applications should be directed to the patent application
publication hotline at (703) 605-4283 or by e-mail pgpub@uspto.gov.

" Note, for purpose of this notice, that "foreign filing" means filing an application directed to the same invention in another
counlly, or under a multilateral international agreement, that quune\ pul)llc,allon of dpp]lcauon\ 18 months after filing".

PART I- ATTORNEY/APPLICANT COPY
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BLANK ROME LLP _
600 NEW HAMPSHIRE AVENUE, N.W.
- WASHINGTON DC 20037

.In re Application of: : D )
CARROLL, WILLIAM J. : (o\ 7-)0\0%
Serial No. 11/198,386 S
Filed: Aug. 8, 2005

“Docket: 000309-00077 ; DECISION ON PETITION
Title: SWITCHABLE AND | : UNDER 37 CFR § 1.181
PROGRAMMABLE ELECTRODE - '
CONFIGURATION

‘This is a decision on the petition filed Jun. 25, 2008 under 37 CFR 1.181 requesting withdrawal
of the finality of the last Office action mailed Jun. 6, 2008.

The petition is granted.

It is noted that the record does not show claim 5 was amended in the amendment of Feb. 7, 2008.
Therefore, the rejection of at least claim 5 under 35 U.S.C. 103(a) as unpatentable over °
Wingrove (U.S. Pat. 5,540,735) was not necessitated by any amendment filed. As such, the
finality of the Office actions issued on Jun. 6, 2008 is premature and thus the finality of the
action is hereby withdrawn. The period to respond to the last Office action of Jun. 6, 2008
remains unchanged. Since the finality is being withdrawn, any amendment responding to the
Office action dated Jun. 6, 2008 will be treated as a 37 CFR § 1.111 amendment.

In finding petitioner’s points of argument persuasive, the fequested relief is granted. The finality -
of the last Office action of Jun. 6, 2008 is hereby withdrawn.

Any questions regarding this decision should be directed to Special Program Exarhiner, Henry
“Yuen, at 571-272-4856.

PETITION GRANTED.
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MUELLER AND SMITH, LPA COPY MAILED
MUELLER-SMITH BUILDING
7700 RIVERS EDGE DRIVE AUG 1 5 2006
COLUMBUS OH 43235

OFFICE OF PETITIONS
in re Application of:
Smyser et al. :
Application No. 11/198,399 : ON PETITION

Filed: August 8, 2005
For: ISOMETRIC SYSTEM METHOD AND
APPARATUS

This application has been referred to this office due to the communication filed December 19, 2005, by or
on behalf of MD Systems, Inc. (“MDS"”) requesting under 37 CFR 1.181 that the USPTO “strike” this
application as it was allegedly not filed by or on behalf of the named inventors, or in the alternative, take
other appropriate action, which is being treated as a request under 37 CFR 1.181 for clarification as to: (1)
counsel of record, (2) the proper corresporidence address of record.

So construed, the petition is granted to the extent indicated below.

The USPTO recognition of CardioGrip IPH, Inc. (“CGIPH)as the alleged assignee-intervenor is vacated
as erroneous. The unfortunate “revocation and appointment” of a power of attorney by CGIPH as the
alleged assignee-intervenor to counsel associated with customer no 37,752: Corinne Pouliquen, Reg. No.
35753, and Gianna Julian-Arnold, registration no. 36358, of Epstein Becker & Green, P.C., at 1227 25th
Street, N.W. 7th Floor Washington, DC 20037is vacated. The previous power of attorney to: Gerald 1.
Smith, Reg No. 22,009; Jerry K.. Mueller Reg No. 27,576, and Diane Burke, Reg. No. 47525 is restored
and the correspondence address is reinstated to that given above.

The instant application was filed August 8, 2005, naming Smyser, Wiley, and Harris as joint inventors. The
papers as filed, included a preliminary amendment that amended the first sentence of the specification to
claim benefit (as a continuation) of prior non provisional application No. 10/268,363 filed October 10,
2002, which in turn, claimed benefit of provisional application No. 60/330,265 filed October 18, 2001. The
specification, drawings, and claims were provided by way of a photocopy of the Pre Grant Publication No.
2003/0093012A1 (on May 13, 2003) of prior non provisional application 10/268,363. Non provisional
application No. 10/268,363 issued as U.S. Patent No. 6,962,569 on November 8, 2005.

The combined declaration and power of attorney present on filing was a photocopy of that originally filed in
prior non provisional application No. 10/268,363, and in which the 3 named inventors gave power of
attorney to: Gerald I. Smith, Reg No. 22,009; Jerry K. Mueller Reg No. 27,576, and Diane Burke, Reg. No.
47525 at the above-noted address. However, the papers also contained a certification under 37 CFR
3.73(b), wherein Mr. Steven Wood, an allegedly empowered official of the putative assignee CGIPH,
sought to intervene and revoke all previous powers of attorney and appoint as counsel of record the
practitioners associated with customer No. 37,752: Corinne Pouliquen, Reg. No. 35753, and Gianna
Julian-Arnold, registration no. 36358, of Epstein Becker & Green, P.C., at 1227 25th Street, N.W. 7th
Floor, Washington, DC 20037.

However, the 3.73(b) certification is conspicuously devoid of either the required indication where the chain
of title is recorded-by reel and frame-- at the USPTO, or of any accompanying assignment(s). Indeed, the
certification is contains the following notation: “Documents evidencing ownership will be forthcoming.”

Since CFR 3.73(c)(1) requires that establishment of ownership by the assignee must be submitted prior
to, or at the same time as, the paper requesting or taking action, the 3.73(b) certification filed on behalf of
CGIPH was, on its face, and still remains, fatally defective. CGIPH has not established it is the assignee
of the entire interest for any purpose, including intervention per 37 CFR 3.73(b) and MPEP 324.
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CGIPH and its privies are advised that any further attempts to interfere in this application or redirect
correspondence would be an intrusion not authorized by the rules of practice.

Since this application is a continuation of non provisional application no. 10/268,363 whose conveyance to
the assignee of the entire interest is MDS was recorded at reel 13406, frame 41, and such assignment
carries to this application, MDS could intervene in this application within the meaning of 37 CFR 3.73(b)
and MPEP 324. In the absence of such intervention, then the power of attorney will continue to come by
way of the named inventors. The 3,73(b) certification filed by MDS with the instant petition did not also
contain a revocation and appointment of power of attorney to counsel who filed the petition..

While the petition is asserted to have been filed on behalf of MDS, as couns| who filed the petition has not
been given a power by either the named inventors nor MDS, he is not in a strong position to ask the
USPTO to take any action in this matter other than provide the information given above. Accordingly the
request to “strike” this application will not be further entertained, particularly as the rules of practice no
longer provide for such action. However, a similar result can be obtained if counsel of record, or MDS,
files an express abandonment.

A courtesy copy of this decision is also being mailed to counsel (not of record) who filed the petition. The
USPTO will not undertake dual correspondence.

Telephone inquiries related to this communication should be directed to the undersigned at (571) 272-

Tl

Brian Hearn
Petitions Examiner
Office of Petitions

CcC:

Christopher Elswick [for MDS)
THOMPSON HINE LLP

2000 COURTHOUSE PLAZA NE
10 WEST SECOND STREET
DAYTON OHIO 45402

cC:
EPSTEIN BECKER & GREEN, P.C. [for CGIH]

1227 25TH STREET, NW. 7TH FLOOR
WASHINGTON DC 20037
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MUELLER SMITH BUILDING RECEIVED
7700 RIVERS EDGE DRIVE COPY MAILED C
COLUMBUS OH 43235 MAR 8 0 2007 /] ﬁ/@’ E%EZJUE
In re Application of OFFICE OF PETITIONS ~ OFFICE OF PETTHONS

, SMYSER, Michael A. , A : :
Application No. 11/198,399 : DECISION ON PETITION
Filed: August 08,2005 : TO WITHDRAW

Attorney Docket No. 51656.6CON2 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed October 05, 2006. :

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under
37 C.FR. § 1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of the
conditions under the mandatory or permissive categories enumerated in 37 CFR 10.40. Section 10.40 of
Title 37 of the Code of Federal Regulation states, “[a] practitioner shall not withdraw from employment
in a proceeding before the Office without permission from the Office[.]” More specifically, 37 CFR
10.40 states, “[i]f paragraph (b) of this section is not applicable, a practitioner may not request permission
to withdraw in matter pending before the Office unless such request or such withdrawal is” for one the
permissive reasons listed in 37 CFR 10.40(c). The reasons set forth in the request, (attorney no longer
represents the assignee and conflict of interest) does not meet the conditions set forth in 37 CFR 10.40.

In order to request or take action in a patent matter, the assignee must establish its ownership of
the patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b)
must have either: (i) documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently is being
submitted for recordation pursuant to § 3.11; or (ii) a statement specifying where documentary
evidence of a chain of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.
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Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-
272-4231. , '

J Dl

Terri Williams
Petitions Examiner
Office of Petitions

cc: MICHAEL A. SMYSER
PRESIDENT OF MD SYSTEMS, INC.
P.O. BOX 1647
WESTERVILLE, OH 43086
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APPLICATION NO. l FILING DATE " FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. ] CONFIRMATION NO.
11/198,403 08/08/2005 Hiromi lto ) BJS-159-95 8364
23117 7590 01/07/2009 '

EXAMINER

NIXON & VANDERHYE, PC I
901 NORTH GLEBE ROAD, 11TH FLOOR - S WESSENDORF, TERESA D
ARLINGTON, VA 22203 : -

’ l ART UNIT l PAPER NUMBER

1639
l MAIL DATE I DELIVERY MODE
01/07/2009 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Recv. 04/07)
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Commissioner for Patents
Al O United States Patent and Trademark Office
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B.J. Sadoff

NIXON AND VANDERHYE, P.C.

901 NORTH GLEBE ROAD, 11™ FLOOR
ARLINGTON VA 22203-1808

'

In re Application of :

ITO etal :Decision on Petition
Serial No.: 11/198,403 :

Filed: 8 August 2005

Attorney Docket No.: BJS-159-95

This letter is in response to the Petition filed on 13 November 2008 requestmg for withdrawal of
the restriction requirement mailed 15 October 2008.

BACKGROUND
On 24 September 2007, the examiner issued a restriction requirement.

On 24 March 2008, applicants elected with traverse, Group I, and the combination of species .
produced by the method as set forth on page 38 of the specification.

On 5 June 2008, the Office mailed a notice of non-responsive amendment (bona fide) requesting
that applicants indicate which claims read upon the elected species.

On 7 July 2008 applicants replied with an indication that clalms 1-11 read upon the elected
species.

On 15 October 2008, the Office mailed a notice of non-responsiveness requesting that applicants
indicate an election of a single species for search purposes only.

On 13 November 2008, applicants filed this petition.
DISCUSSION
Applicants’ petition and the file hisiory have been considered carefully.

37 CFR 1.143 and 1.144 discuss the processes of reconsideration and petition.



1.143 Reconsideration of requirement.

If the applicant disagrees with the requirement for restriction, he may request
reconsideration and withdrawal or modification of the requirement, giving the reasons
therefor. (See § 1.111). In requesting reconsideration the applicant must indicate a
provisional election of one invention for prosecution, which invention shall be the one
elected in the event the requirement becomes final. The requirement for restriction will be
reconsidered on such a request. If the requirement is repeated and made final, the
examiner will at the same time act on the claims to the invention elected.

§ 1.144 Petition from requirement for restriction.

After a final requirement for restriction, the applicant, in addition to making any reply
due on the remainder of the action, may petition the Director to review the requirement.
Petition may be deferred until after final action on or allowance of claims to the invention
elected, but must be filed not later than appeal. A petition will not be considered if
reconsideration of the requirement was . not requested (see § 1.181).

In this instance, the petition has been filed before the restriction requirement was repeated or
made final. Also, the petition was filed before a request to ask the examiner to reconsider the
election of species requirement for search purposes only made 15 October 2008.

DECISION
For these reasons, the petition filed on 13 November 2008 is DISMISSED as premature.

Upon reconsideration, the Office has hereby vacated the election of species requirement mailed
15 October 2008. A new Office action, which may be restriction requirement and/or an election
of species requirement will be forthcoming shortly.

Should there be any questions regarding this decision, please contact Special Program Examiner
Julie Burke, by mail addressed to Director, Technology Center 1600, PO BOX 1450,
ALEXANDRIA, VA 22313-1450, or by telephone at (571) 272-1600 or by Official Fax at 703-
872-9306. ,

%7//5/%7/

George Elliott
Director, Technology Center 1600
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Commissioner for Patents
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COPY MAILED

'ALSTON & BIRD, LLP ; DEC 1 4 2007
BANK OF AMERICA PLAZA
101 SOUTH TRYON STREETM SUITE 4000 OFFICE OF PETITIONS

CHARLOTTE, NC 282280-4000

In re Application of

Matthew SOMMERFIELD : ‘
Application No. 11/198,407 : DECISION ON PETITION
Filed: August 5, 2005 _ : TO WITHDRAW

Attorney Docket No. 048782/281598 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under' 37 C.F.R.
§ 1.36(b), filed October 29, 2007.

The request is NOT APPROVED.

The Office cannot approve the request at this time since the reason provided does not meet any
of the conditions under the mandatory or permissive categories enumerated in 37 CFR 10.40.
Section 10.40 of Title 37 of the Code of Federal Regulation states, “a practitioner shall not
withdraw from employment in a proceeding before the Office without permission from the
Office.” More specifically, 37 CFR 10.40 states, “if paragraph (b) of this section is not
applicable, a practitioner may not request permission to withdraw in matter pending before the
Office unless such request or such withdrawal is” for one the permissive reasons listed in 37
CFR 10.40(c). The reason set forth in the request, Alston & Bird no longer represents

- Humanscale Corporation, does not meet any of the conditions set forth in 37 CFR 10.40, since
Assignee has not properly intervened.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

There is an outstanding Office action mailed August 6, 2007 that requires a reply by the
applicant. -
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Telephone i 1nqu1r1es concerning this decision should be directed to Diane Goodwyn at 571-272-

6735
Dlam M‘Z\

Petitions Exa_n_nner
Office of Petitions

cc: HUMANSCALE CORP.
ATTN : PATRICK J. HOEFFNER, ESQ.
1 1IHEAST 26" STREET
FLOOR
NEW YORK, NY 10010
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450

www.uspto.gov

ALTON & BIRD LLP

BANK OF AMERICA PLAZA COPY MAILED

101 SOUTOIg TRYON STREET,

SUITE 40

CHARLOTTE, NC 28280-4000 : FEB 0 5 2008
OFFICE OF PETITIONS

In re Application of

Matthew SOMMERFIELD :

Application No. 11/198,407 : DECISION ON PETITION

Filed: August 5, 2005 : TO WITHDRAW

Attorney Docket No. 048782/281598 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed December 20, 2007.

The request is APPROVED.

A grantable request .to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a). '

The request was signed by Walter Scott on behalf of all attorneys/agents of record associated with
Customer Number 00826.

All attorneys/agents of record associated with Customer Number 00826 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is
the address indicated below. '
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There are no outstanding Office actions pending at the present time.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
6735.

m

iane Goodwyn

Petitions Examiner
Office of Petitions

cc: HUMANSCALE CORP.
ATTN : PATRICK J. HOEFFNER, ESQ.
11 EAST 26™ STREET
8™ FLOOR
NEW YORK, NY 10010
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address; COMMISSIONER FOR PATENTS

PO. Box 1450

Alcxandria, Virginia 22313-1450

WWW.uspto.gov
[ TAPPLICATIONNUMBER | FILING OR 371(C) DATE [ FIRSTNAMEDAPPLICANT | ATTY.DOCKETNO/TITLE |
11/198,407 08/05/2005 Matthew Sommerfield 048782/281598

o CONFIRMATION NO. 8368
826 POWER OF ATTORNEY NOTICE
ALSTON & BIRD LLP
BANK OF AMERICA PLAZA I
101 SOUTH TRYON STREET, SUITE 4000 :

CHARLOTTE, NC 28280-4000

Date Mailed: 02/05/2008

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 12/20/2007.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/dcgoodwyn/

Office of Initial Patent Examination (571) 272-4000 or 1-800-PTO-9199

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

John Gladstone Mills, Il | MAILED
Bulding 2272/Suite 257
47123 Buse Road sep 2 0 2005

- Patuxent River, MD 20670-1547 o
D'u'ectofs Univ€

Group 3700
In re Application of
Kerry Keith Kelley X
Serial No. 11/198,415 : DECISION ON PETITION
Filed: August 4, 2005 : TO MAKE SPECIAL

For: WIRELESS BLADE MONITORING SYSTEM

Applicant's petition, filed August 17, 2005, seeks to have this application. made
special based upon the Environmental Quality Program.

The petition has been reviewed and is found to be in compliance with the
requirements for special status as set forth in Section 708.02(V) of the
Manual of Patent Examining Procedure (MPEP).

PETITION GRANTED.

T ey X S

Richard A. Bertsch
Technology Center 3700
571-272-3750

rt/ 9/19/05
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
f.0. Box 1450

ALEXANDRIA, VA 22313-1480

www.uspto.gov

COPY MAILED
KEELING PATENTS AND TRADEMARKS
3310 KATY FREEWAY, SUITE 100 JUL 1 7 2006

HOUSTON, TX 77007 o
OFACE OF PETITIONS

In re Application of :

Sandow : DECISION ON PETITION
Application No. 11/198, 420 :

Filed: August 5, 2005

Docket No.: 122.008

This is a decision on the petition to withdraw the holding of
abandonment under 37 CFR 1.181, filed May 19, 2006.

This application was held abandoned November 1, 2005 for failure to
timely submit a proper reply to the Office communication mailed
August 31, 2005. Notice of Abandonment was mailed May 9, 2006.

Petitioner asserts non-receipt of the Office communication mailed
August 31, 2005.

In the absence of any irregularity in the mailing of the Office
communication, there is a strong presumption that the Office
communication was properly mailed to practitioner at the address of
record. This presumption may be overcome by a showing that the
Notice was not in fact received. The showing required to establish
non-receipt of an Office communication must include a statement
from the practitioner stating that the Office communication was not
received by the practitioner and attesting to the fact that a
search of the file jacket and docket records indicates that the
Office communication was not received. A copy of the docket record
where the non-received Office communication would have been entered
had it been received and docketed must be attached to and
referenced in practitioner's statement. See, MPEP 711.03(c). The
showing outlined above may not be sufficient if there are
circumstances that point to a conclusion that the Office
communication may have been lost after receipt rather than a
conclusion that the Office communication was lost in the mail.

In support of the petition, petitioner has provided a copy of the
docket record where the non-final Office action would have been
entered had it been received along with a statement from petitioner
that a search of the docket record and file jacket indicated that
the non-final Office action was not received.

In view of the evidence presented, the Notice of Abandonment is
hereby VACATED and the Notice of Abandonment is WITHDRAWN.



Application No. 11/198,420

No fee is due in connection with this matter. Petitioner may
request a refund of the $250.00 petition fee submitted herewith by
writing to the Finance Office, Refund Section. A copy of this
decision should accompany any request for refund.

The application file is being forwarded to the Office of Initial
Patent Examination for further processing.

Telephone inquiries concerning this matter may be directed to the
ndexsigned at (571) 272-3205.

u
A ila own

Petitions Attorney
Office of Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 145D

ALEXANDRIA, VA 22313-1450

www.uspto.gov

AJIT SINGH GILL
4169 BENNION ROAD COPY MAILED
SALT LAKE CITY, UT 84119
NOV 1 4 2005

i OFFICE OF PETITIONS
In re Application of
Ajit Singh Gill :
Application No. 11/198,424 : DECISION ON PETITION
Filed: August 4, 2005 : TO MAKE SPECIAL UNDER
Attorney Docket No. ' : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed August 4, 2005, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.
A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants

is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement from Inventor Ajit Singh Gill stating that he is over 65 years of
age. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at 571-272-3210.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

The application is being forwarded to the Technology Center Art Unit 3746 for action on the
merits commensurate with this decision.

Petitions Examiner
Office of Petitions
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United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BELL, BOYD, & LLOYD LLC
P. 0. BOX 1135
CHICAGO IL 60690-1135

In re Application of

Gholam A. Peyman ;

Serial No.: 11/198,429 : PETITION TO MAKE SPECIAL
Filed: 05 August 2005 : :
Attorney Docket No.: 115588-61

This is in response to applicant’s petition filed on 05 August 2005, to make the above-identified
application special under the provisions 37 CFR 1,102(c), based on the age of applicant.

Applicant has satisfied the provisions set forth in M.P.E.P. 708.02, IV. Therefore the petition is
GRANTED.

The application will be forwarded to the examiner for action on the merits commensurate
with this decision. '

Should there by any questions with regard to this letter please contact Marianne Seidel by letter
addressed to the Director, Technology Center 1600, P.O. Box 1450, ALEXANDRIA, VA 22313-
1450, or by telephone at 572-272-0512 or by facsimile transmission to the general Office

facsimile number. .
e« M |
e ’

Marianne Seidel
Special Program Examiner
Technology Center 1600
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Commissioner for Patents

United States Patent and Trademark Office
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LEE HONG DEGERMAN KANG & WAIMEY COPY MAILED

660 S. FIGUEROA STREET, SUITE 2300

LOS ANGELES, CA 90017 OCT 1 4 2008
OFFICE OF PETITIONS

In re Application of

Myeong-Cheol Kim : .
Application No. 11/198,442 : ON PETITION
Filed: August 5, 2005 :

Attorney Docket No. 2101-3163

This is a decision on the petition, filed October 13, 2008 under 37 CFR 1.313(¢)(2) to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on September 29, 2008 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 2618 for processing of the request for
contiréued examination under 37 CFR 1.114 and for consideration of the concurrently filed
amendment.

/Irvin Dingle/

Irvin Dingle
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).
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3 Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
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Stephen C. Kaufman

IBM CORPORATION

Intellectual Property Law Dept.

P.O. Box 218

Yorktown Heights NY 10598 COPY MAILED

NOV 1 8 2005

OFFICE OF PETITIONS

In re Application of

Berger, et al. :

Application No. 11/198,466 : DECISION ACCORDING STATUS

Filed: August 5, 2005 : UNDER 37 CFR 1.47(a)

Attorney Docket No. 1L.920050029US1
For: AUTOMATED MIGRATION OF ANALOG
AND MIXED-SIGNAL VLSI DESIGN

This is in response to the petition under 37 CFR 1.47(a), filed October 21, 2005 (certificate of
mailing October 19, 2005).

The petition under 37 CFR 1.47(a) is granted.

Petitioners have shown that the non-signing inventor, Oren Shlomo, has constructively refused to
join in the filing of the above-identified application after having been presented with the
application papers. Specifically, in his declaration/statement of facts, Attorney Yoav Alkalay
states that the inventor was mailed the application papers, but refused to sign the formal
documents upon receipt and failed to respond to the request that he sign the enclosed declaration.

This application and papers have been reviewed and found in compliance with 37 CFR 1.47 (a).
This application is hereby accorded Rule 1.47(a) status.

As provided in Rule 1.47(c), this Office will forward notice of this application's filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will
also be published in the Official Gazette.

After this decision is mailed, the above-identified application will be forwarded Technology
Center GAU 1753 for examination in due course.
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Telephone inquiries should be directed to the undersigned at (571) 272-3230.

(Lo 9\ jitt

E. Shirene Willis
Senior Petitions Attorney
Office of Petitions
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. Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

OREN SHLOMO
52/6 HaAlon St.
Nesher 36811
Israel

COPY MAILED
NOV 1 8 2005
In re Application of . | OFFICE OF PETITIONS

Berger, et al.

Application No. 11/198,466 : LETTER
Filed: August 5, 2005 :

Attorney Docket No. IL920050029US1

For: AUTOMATED MIGRATION OF ANALOG

AND MIXED-SIGNAL VLSI DESIGN

Dear Mr. Shlomo:.

You are named as a joint inventor in the above identified United States patent application, filed under
the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel
of record (see below) would presumably assist you. Joining in the application would entail the filing of
an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Requests for information regarding your application should be directed to the File Information Unit at
(703)308-2733. Information regarding how to pay for and order a copy of the application, or a specific
paper in the application, should be directed to Certification Division at (703)308-9726 or 1(800)972-
6382 (outside the Washington D.C. area).
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Telephone inquiries regarding this communication should be directed to the undersigned at (571)272-
3230.

O Wy 7Wls

E. Shirene Willis
Senior Petitions Attorney
Office of Petitions

ATTORNEY OF RECORD: Stephen C. Kaufman
IBM CORPORATION
Intellectual Property Law Dept.
P.O. Box 218
Yorktown Heights NY 10598
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Stephen C. Kaufman

IBM Corporation . _

Intellectual Property Law Dept. COPY MAILED
P.O. Box 218 :

Yorkiown Heights, NY 10598 MAY 182008

In re Application of

Israel Berger et al. :

Application No. 11/198,466 ~ :  DECISION ON PETITION
Filed: August 5, 2005 :

Attorney Docket No. IL 920050029US1

‘This is a decision on the petition under 37 CFR 1.137(b), filed December 28, 2007, to revive the
above-identified application.

_ The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or
before December 18, 2007, as required by the Notice of Allowance and Fee(s) Due, mailed
September 18, 2007. Accordingly, the date of abandonment of this application is December 19,
2007. A Notice of Abandonment was mailed on February 6, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1,440 and the publication fee of $300, (2) the
petition fee of $1,540, and (3) a proper statement of unintentional delay. Accordingly, the issue
and publication fees are accepted as being unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618. ' '

This application is being referred to the Office of Data Management for further processing into a
patent. '

[t

Petitions Examiner
Office of Petitions
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Approved o1 uso through 12/31/2007. OMB 06510031

U.S. Patent and Trademark Ofice; U.S. DEPARTQJENT OF COMMERCE

Under tho Paperwork Reduction Act of 1935, no persons are required o respond 10 a coflection of information unless It disptays @ valid OMB control number.

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT Docket Number (Optional)

ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) 1L920050023US1

First named inventor: Israel Bergor
Application No.: 11/198,466 Art Unit: . 2825
Filed: . . August 5, 2005 Examiner: LIN SUN J
Tille'- ﬁ.uutamated migration of analog and mixed-signal VLSI design

Attention: Office of Petitions
Mail Stop Patition
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
FAX (571) 273-8300

NOTE: if information or assistance is needed in completing this form, please contact Petitions
Information at (571) 272-3282.

The above-idenlified application became abandoned for failure to file a timely and proper reply to a notice or
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration
date of the period set for reply in the office notice or action plus an extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable pstition requires the following items:
(1) Petition fee;
(2) Reply andlor issue feg; ]
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications
" filed before June 8, 1995; and for all design applications; and
(4) Statement that the entire delay was unintentional.

1.Patition fee .
ﬁSmall entity-fee $ (37 CFR 1.17(m)). Applicant claims small entity status. See 37 CFR 1.27.
Other than small entity - fes § 1500 (37 CFR 1.17(m))

2. Reply and/or fee
A. The reply and/or fee to the above-noted Office action in
the form of ) (identify type of reply):

8 has been filed previously on
Is enclosed herewith.

B. The issue fee and publication fes (if applicable) of $
|| has been paid previously on
Is enclosed herewith.

: (Page 1 012]
This col of information s required by 37 CFR 1.137(b). Tho information is required (o obtain of retain @ benefit by the public which is to filo (and by the
USPTO © p ) an applicali Wality is g d by 35 U.S.C. 122 end 37 CFR 1.11 and 1.14. This collection is estimated o ke 1.0 houf 1o
compiste, Inchuding gathering, praparing, and submitting the compisted application form to the USPTO. Time will vary depending upon the individuai case. Any
comments on the amount of ime you requira to compiete this form and‘ar suggestions for reducing this burden, should be gont to tho Chiof Information Officer.
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Bax 1450, Alexandra. VA 22313.1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADORESS. SEND TO: Mail Stop Petition, C issh for P ts, P.O. Box 1450, Aloxandria, VA 22313-1450.

If you noed assistance in compieting tho form, call 1-800-PTO-9199 and solect oplion 2,

12/31/2807 AHONDAF2 006A8E28 B9B468
a1 FC:lfS} ~ 1340.e2 DA




PTOISE/G4 (1207)

Approvad lor use through 12/31/2007. OMB 08510031

U.S. Pgtent and Trademark Office; U.S, DEPARTMENT OF COMMERCE

undgar tha Py mWionAacHQSS.nopomnsaruggunatoms_@dma on of int mhsslldemMOWwﬂmlnwnber.

3. Terminal disclaimer with disclaimer fee )
Since this ulility/plant application was filed on or after June 8. 1995, no terminal disclaimer is required.

D A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d))of $______for a small entity or $
for other than a small entity) disclaiming the required period of time is enclosed herewith (see
PTO/SB/63). . ’
4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the
filing of a grantable petition under 37 CFR 1.137(b) was unintentional. [NOTE: The United States Patent and
Trademark Office may require additional information if there is a question as to whether gither the
abandanment or the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c),
subsactions (lI1)(C) and (D)).}

WARNING:

Pelitioner/applicant is cautioned to avoid submitling personal information in documents filed in a_patent application thal may
contribute to identity theft. Personal information such as socia! security numbers, bank account numbers, or credit card
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by
the USPTO to support a pelilion or an application. if this type of parsonal information is Included in documents submitted to the
USPTO, petitioners/applicants should consider redacling such personal information from the documents before submitling them
to the USPTO. Petitioner/applicant is advised that the record of a paient application is available to the public after publication
of the application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in (he application) or issuance
of a patent. Furthermore. the record from an abandoned application may also be available to the public il the application is
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO-
2038 submitted for payment purposes are nol retained in the application file and therefore are not publicly available.

. fSuzanne Ere2/ . December 23, 2007
Signature Date
Suzanng Erez 46688
Typed or printed name Registration Number, if applicable
I1BM Labs, Haifa Unlversity, Mount Carmel, 31905, Haifa, srag) 972-4-8296069
Address . Telephone Numbaer
Address

Enclosures: Fee Payment

] Reply
l:] Terminal Disclaimer Form

) D Additional sheets containing statements establishing unintentional detay
D Other:

. CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1.8(a))
I hereby certify that this correspondence is being: :
D Deposited with the United States Postal Service on the date shown below with sufficient
postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for
Palents, P. O. Box 1450, Alexandria, VA 22313-1450. :

D Transmitted by facsimile on the date shown below to the United States Patent and Trademark
Office at (5§71) 273-8300.. '

Date Signature

Typed or printed name of person signing certificate

{Pago 2012




UNITED STATES PATENT AND TRADEMARK OQFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Virginis 22313-1450
WY, USPLO.BOV
| APPLICATION NO. | FILING DATE ] FIRST NAMED INVENTOR hrronnev DOCKET No.| CONFIRMATION NO. ]
11/198,466 08/05/2005 Israel Berger IL920050029US1 9030
7590 02/06/2008 I - EXAMINER I
Stephen C. Kaufman : LIN, SUN J
IBM CORPORATION ’ .
Intellectual Property Law Dept. I ART UNIT | PAPER NUMBER ]
P.0O. Box 218 2825
Yorktown Heights, NY 10598 l MAIL DATE | DELIVERY MODE I
. ) 02/06/2008 PAPER
Notice of Abandonment
This application is abandoned in view of:
1. 0 The applicant's failure to timely file a proper reply to the Office letter mailed on
(a) O A reply was received on (with a Certificate of Mailing or Transmission date ). which is after the
expiration of the period for reply (including a total extension of month(s)) which expired on
(b) O A proposed reply was received on . but it does not constitute a proper reply under 37CFR 1. 113(a) to the final

rejection. (A proper reply under 37 CFR 1.113 to a final rejectlon consists only of:

(1) a timely filed amendment which places the application in condition for allowance;

(2) a timely filed Notice of Appea! (with appeal fee);

(3) a timely filed Request for Continued Examination (RCE) in compliance with 37 CFR 1.114).
(c) O A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to
. the non final rejection. See 37 CFR 1.85(a) and 1.111. (See explanatlon inbox e below)

(d) O No reply has been received.

g Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory penod of three
months from the mailing date of the Notice of Allowance (PTOL-85).

(a) ® The issue fee and publlcatlon fee, if applicable, was received on {Z-—Z ¢-0 X with a Certificate of Mailing or Transmission
date ), which is after the expiration of the statutory penod for payment of the issue fee (and publication fee) set
in the Notice of Allowance (PTOL-85).

(b) O The submitted fee of $ is insufficient. A batance of $__ isdue.
The issue fee required by. 37 CFR 1.18is $
The publication fee, if required by 37 CFR 1.18(d) , is $

(c) O The issue fee and publication fee, if applicable, has not been recieved.

. 0 Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of
Allowability (PTO-37).

(a) O Proposed corrected drawings were received on (with a Certificate of Mailing or Trasmission dated
), which is after the expiration of the period for reply. .

(b) O No corrected drawing have been received.

. O The letter of express abandonment which is signed by the attomey or agent of record, the assignee of the entire interest, or .
all of the applicants.

. O The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR
1.34(a)) upon the filling of a continuing application.

6. O The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking
court review of the.decision has expired and there are no allowed claims.

7. O The reason(s) below:

N

w

>

v

Petitions to revive under 37 CFR 1.137(a) or (b), or request to withdraw the holding of abandonment under 37 CFR 1.181,
should be. promptly filed to minimize any negative effects on patent term. .

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

Patent Publication Branch
Office of Data Management -

FORM PTO-ABNO (Rev. 08/07)



PART B - FEE(S) TRANSMITTAL

. 20
Complete and ey ¥lorm, together with spplicable fee(s), to: Mpil Mail Stop ISSUE FEE )
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginiz 22313-1450
. or Fax (571)-273-2885
INSTRUCTIONS: This form should be_used for waosmitiing the 1SSUE FEE ond PURLICATION FEE {if requircdtnla;b 1 through § should be completed where

appropriate. All further comespondence including the Patent, sdvance orders and notification of rosintenance fees will be mailed to the current mrm#thm oaddress a3
indicated \mllt_xl comected below or directed otherwise in filock 1, by (a) specifying  new carrespnndence oddress; andlor (b) indicating a separate “FEE ADDRESS™ for
Te

CURRENT CORRESPONDENCT. ADDRESS (Nowe: Une Black | for any change of ederers: Noic: A cenilicaie 01 mailing can only be used Tor domesiic maiings of the
g ' Fee(s) Trasmitial. This ccnipltue cuuy-ot be used {ur any other uccorpaspanying
papers. Each additional paper. such os an assignment or fonnal drawing, musi
. have its own certificate of mailing or transmission, :
550 09/132007
312 Certfieate of Mailing or Transmission
Stzanne Eroz lshcn:bg r.r.r;na that this s s) Transmiital |? bc‘i_ng tkipusiuul with the U:;-x:d
tates Posial Service with sullicieat postage for first class maii in an envelol
IBM CORPORATION addsessed 1o the Mail Sto ISSUEP?E.. address above, of being fn:simm
Inteflectual Property Law Dept. : transmilted to the USPTO (371) 2732885, on the date indicated befow.
P.O. Box 218 g PR
Yorktown Heights, NY 10598 ' -
[AETVEPY]
(Desr)
. ‘ APBLICATION NO. ] FILING DATE l FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. I CONFIRMATION NO, '
11/198,466 0RA5/2005 Israel Berger . 1L920050029US! 9010

TITLE OF INVENTION: AUTOMATED MIGRATION OF ANALOG AND MIXED-SIGNAL VLSI DESIGN

[ APPLN. TYPE ] SMALL ENTITY [ ISSUE FEE DUE ]?uuuunou FEE DUE lvnev. PAID ISSUB FEE [ TOTAL FEE(S) DUE | DATE OLE |

nonprovisional NO $1400 $100 30 $1700 1241872087
’ EXAMINER | ART UNIT | cLasssusciass ]
LIN,SUNJ 28215 716003000
1. _Chanf@ of cor d ddress or indication of “Fee Address” (37 2. For printing on the pntent front page, list
CFR 1.363). 5 S
(1) the names of up 1o 3 registered patent stiomeys

Q Chnn;t of camespondence address {or Change of Carrespondence or agents OR, sltemativety, .

Address Torm PYO/SH/122) :.uachcd. " (2) the name of a single fim (having as & bers 2 .

B “Fec Address” mdicalion (ot "Fer Address” Indicaton form registered attomney of agent) and the aames of up lo -

PTO/SB/47; Rev 03-02 or more recent) siisched. Use of 5 Ci 2 red pstent atiomeys of agents. If no name is.

Nvmber Is required. listed, no naine will be printed,

). ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT {print or type)

PLEASLE NOTE: Unless sn assi,t;n:: is identificy below, no assignee data will appear on the patent. I an nssignee 13 identificd below, the document has been fited lor
recordation s set forth in 37 CFR 3.11, Completion of this form is NOT 3 substitute for fiting an essignment.

(A} NAME OF ASSIGNEL (B) RESIDENCE: (CITY and STATE OR COUNTRY)
3 » 2 2 n N
International Business Machines Corporatio Armonk, New York
Please sheck the appropriate assig gory or categories (will not be printed on the patent) L tndividust & Comoration o vher private growp entity L) Government
¢a. The following fee(s) are submitted; 4b. Payment of Fee(s): {Please first reapply any previously pald fssue fee sthiown above)
lssue Fee © A cheek is enclosed.
@ Publication Fee (No small entity discount permisted) m} Poyment by credit card. Form PTO-2038 is stlached. .

0O Advance. Order - o of Copies _ @ The Director is hercby suthorized to charge the required &1”' ony deficiency. or credit an

overpayment, 1o Depasil Account Nun 09-0468 = enclose an extra copy of this‘ o).

5. Change In Eality Sintus (frum slatus indicoted above)
Q.. Applicont claims SMALL ENTITY status, Sce 37 CFR 1.27. (W] Applicant is no langer claiming SMALL Lius a0 « saasis. See 37 CFR L2Nen2).

NOTE.: The Issuc Fee and Publication Fee (il required) will not be d fram anyone other than the applicant; o regisicred attomey or sgenl: of the ussignee or other party in
interest as shown by the records of the Unil(cd States Pme and Trademark OfTice. oP ¢ ey o :

Authanzed Signuture | %__g( < Date 2—3“\ ‘2’ ”Oj

‘Typed ot printcd name ___ Suzanne Erez — Registration No. _ 466808 — — .

This collectinn of information is requised by 37 CFR 1,361, The intormation 53 required 1o obtain or retsin » benchit h{ the public which is 10 (ile (and by the USPTO o pmcc‘:‘s‘}
an application. Confidentiality is guvcmul{sy 35 US.C, 122 and 37 CFR I.l4.“1,%is fection is estimated to take | to comp luding gathering, prepaning,
submitling the completcd applicaiton fonn (u the USPTO. Time will inf upon the individual case. Any comments on the amount of time you reyuire 10 compleic
this form andior suggestions for rcducins this burden, should be sent 1o the Chief Information Officer, U.S. Paent and Trademark Office, U.S, Depantment of Commerce, P.Q.
l{tl)k M‘jﬂ. :\‘I/c.xa' d .zg’ir In“i;o!NlJ-l 50. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND T0: Commissicner far Patemis, P 0. flox 1450,
Alexandna, Vinginia 22313 8 ’

Under the Paperwork Reduction Act of 1995, no persons are required ta respond 10 a collection of information unicss il displays » valid OMB control aumbes

9

. .
VLS e PR st e g QWIS 1515 [0 TR PRI ANRY .ot

wani +12438/2087 AKONDARR160008827.899460 ~ 11198466

81 FC:1501 1446.80 DA
82 FC:1504 . 380.88 DA




Fee History
Query

Revenue Accounting and Management

Name/Number: 11198466 Total Records Found: 11
Start Date: Any Date End Date: Any Date

Accounting

Date Num. Type Code Fee Amount  Mailroom Date = Payment Method
12/31/2007 00000055 1 1501 $1,440.00 12/28/2007 DA 090468
12/31/2007 00000056 1 1504 $300.00 12/28/2007 DA 090468
12/31/2007 00000057 1 1453 $1,540.00 12/28/2007 DA 090468
02/27/2006 00000180 4 8021 $40.00 02/27/2006 DA 090468
10/24/2005 00000038 1 1051 $130.00 10/21/2005 DA 090468
10/24/2005 00000039 1 1463 $200.00 10/21/2005 DA 090468
08/10/2005 00000261 1 1011 $300.00 08/05/2005 DA 090468
08/10/2005 00000262 1 1111 $500.00 08/05/2005 DA 090468
08/10/2005 00000263 1 1311 $200.00 . 08/05/2005 DA 090468
08/10/2005 00000264 1 1201 $400.00 08/05/2005 DA 090468
08/10/2005 00000265 1 1202 $750.00

Sequence

Fee

08/05/2005

DA 090468




Correspondence Address for 11/198466
Costomer Namber - [Contact Information———— Jasdess

[No Customer # Telephone: (914)945-3197 Stephen C. Kaufman

Delivery Mode: PAPER Fax: (914)945-3281 IBM CORPORATION
E-Mail: No E-Mail Address Intellectual Property Law Dept.
P.O. Box 218

Yorktown Heights NY 10598

[ Appin Info |] Contents ” Petition Info. Ir Atty/Agent Info . H Continuity/Reexam ” Foreign Data I
Search Another: Application # | | | Search |  or Patent#| | | Search |
PCT /| [/] | | Search | or PG PUBS #]| | [ Search]
Attorney Docket # | | | Search |
Bar Code # | ~ | | Searcn ]

To go back, right click here and select Back. To go forward, right click here and select Forward. To refresh, right click here and select
Refresh.
Back to OASIS | Home page -



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450

Alcxendria, Virginis 22313-1450

WWW.USPLO.goV

NOTICE OF ALLOWANCE AND FEE(S) DUE

7590 09/1872007 L EXAMINER |
Stephen C. Kaufman - , LIN, SUNJ
IBM CORPORATION : . | ART UNIT |  rapernumeer |
Intellectual Property Law Dept.

2825

P.O.Box 218 DATE MAILED: 09/18/2007

Yorktown Heights, NY 10598

[ areucaTonno. | LG DATE [ FIRST NAMED INVENTOR | ATrornEY DOCKETNO. | CONFIRMATION NO. |

11/198,466 08/05/2005 - Isracl Berger 1L920050029US1 9030
TITLE OF INVENTION: AUTOMATED MIGRATION OF ANALOG AND MIXED-SIGNAL VLSI DESIGN

3

| APPLN. TYPE l SMALL ENTITY | ISSUE FEE DUE IPUBLICATION FEE DUE IPREV. PAID ISSUE FEE—[ TOTAL FEE(S) DUE l DATE DUE I

nonprovisional NO $1400 $300 $0 $1700 12/1812007
THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.

THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE. -

HOW TO REPLY TO THIS NOTICE:
I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current If the SMALL ENTITY is shown as NO:
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shown above, or-
above.

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITY status before, or is now

Fee(s) Transmittal and pay the PUBLICATION FEE (if required) claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)

" and twice the amount of the ISSUE FEE shown above, or Transmittal and pay the PUBLICATION FEE (if required) and 1/2
. : the ISSUE FEE shown above. ’

11. PART B - \FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B. :

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. :

Page 1 of 3
PTOL-85 (Rev. 08/07) Approved for use through 08/31/2010.



PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be_used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
appropriate. Al further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new comespondence address; and/or (b) indicating a scparate "FEE ADDRESS" for
maintenance fec notifications. .

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block | for any change of address) Notc: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
ﬁaper_s. Each additional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or transmission.

2590 09/18/2007
Certificate of Malling or Transmission
Stephen C. Kaufman ls hereb cc;}igve that this ul:e 5) Transmittal isr bcli_ng delposited.lwith the United
tates Post Tvice Wi suificient stage for first class matl 1n an envelo
IBM CORPORATION addressed to the Mail Sto lSSUEng address above, or bein facsimﬁ:
Intellectual Property Law Dept. - transmitted to the USPTO (371) 273-2885, on the date indicated below.
P.O. Box 218 -
. {(Depositor's name)
Yorktown Heights, NY 10598
(Signature)
(Date)
l APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. L CONFIRMATION NO. I
11/198,466 08/05/2005 Israel Berger 1L920050029US1 9030
TITLE OF INVENTION: AUTOMATED MIGRATION OF ANALOG AND MIXED-SIGNAL VLS! DESIGN
l APPLN. TYPE l ~ SMALL ENTITY I 1SSUE FEE DUE | PUBLICATION FEE DUE I PREV. PAID ISSUE FEE I TOTAL FEE(S) DUE | DATE DUE I
nonprovisional NO $1400 5390 S0 $1700 12/18/2007
[ EXAMINER l ART UNIT | CLASS-SUBCLASS J
LIN, SUNJ 2825 716-003000

1 Ch?"f%‘)’r correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list

CFR (1) the names of up to 3 registered patent attomeys 1
(] Change of correspondence address (or Change of Correspondence or agents OR, altematively,

Address form PTO/SB/122) attached. (2) the name of a single firm (having as 8 member a 2

O "Fec Address” indication (or “Fee Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assi'%nee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment. :
(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : O individual Q Corporation or other private group entity 0 Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously pald issue fee shown above)
O issue Fee . 3 A check is enclosed.
O publication Fee (No small entity discount permitted) O Payment by credit card. Form PTO-2038 is attached.
(3 Advance Order - # of Copies O The Director is hereby authorized to charge the required fceﬁs), any deficiency, or credit ar;y
overpayment, to Deposit Account Number enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above) _
Q.. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. Ob. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)2).

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyonc other than the applicant; a registered attomney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date

Typed or printed name __ Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or relain a benefit b¥ the public which is to file (and by the USPTO to process

an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, prepanng, an

submitting the completed application form to the USPTO. Time will varz d(c:ggndmﬁ upon the individual case. Any comments on the amount of time you require to complete

this form and/or Sttxjggesllc_ms~ for reducing this burden, should be sent o the Chief [nformation Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.

ﬁ?x l43Q, A‘l/c_xap .ru;,zgi?lﬂ;go223l3-l450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
exandna, virginia - .

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PTOL-85 (Rev. 08/07) Approved for use through 08/31/2010. OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT.OF COMMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE

o —————————————————————————
UNITED STATES DEPARTMENT OF COMMERCE
United States Petent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandris, Virginis 22313-1450
WWW,USPLO.BOV
l APPLICATION NO. l FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. [ CONFIRMATION NO. l
11/198,466 08/05/2005 [sracl Berger 1L920050029US1 9030
7590 09/182007 - [ EXAMINER I
Stephen C. Kaufman : LIN, SUNJ
IBM CORPORATION | ART UNIT PAPER NUMBER l
Intellectual Property Law Dept. _ pyo

P.0. Box 218 .
D. ED: 09/ 7
Yorktown Heights, NY 10598 ATE fVU\lL 09/18/200

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application.filed on or after May 29, 2000)

The Patent Term Adjustment to date is 308 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 308 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessmg the Patent Application Informatlon Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1- (888) -786-0101 or
(571)-272-4200.

Page 3 of 3
PTOL-85 (Rev. 08/07) Approved for use through 08/31/2010.
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DECLARATION AND POWER OF ATTORNEY FOR PATENT APPLICATION
As a below named inventor. I hereby declare that:
My residence, post office address and citizenship are as stated below next to my name:

I believe I an the original, first and sole inventor (if only one name is listed below) or an original, firxst
and joint inventor (if plural names are listed below) of the subject matter which is claimed and for which a

patent is sought on the invention entitled:

AUTOMATED MIGRATION OF ANALOG AND MIXED-SIGNAL VLSI DESIGN
the specification of which {(check one)
X _is attached hereto.

«

was filed on

as Unitaed States Application Number

or PCT International Application Number

and was amended on (if applicable)

I hereby state that I have reviewed and understand the contents of the above identified specification, includiég
the claims, as amended by any amendment referred to above.

1 acknowledge the duty to disclose information which is material to the patentability of this application in
accordance with Title 37, Code of Federal Regulations, Section 1.56.

I hereby claim foreign priority benafits under Title 35, United States Code, §119(a)-(d) or §365(b) of any
foraign application(s) for patent or inventor's certificate, or §365(a) of any PCT International application
which designated at least one country othaer than the United States, listed below and have also identified below,
by checking the box, any foreign application for patent or inventor's certificate, or PCT International
application, having a filing date before that of the application on which priority is claimed:

Prior Fo:eign Application (s) X Priority Claimed
- . Yes No

(Number) _(Country) (Day/Month/Year Filed)
. Yes No

(Number) {(Country) (Day/Month/Year Filed)

I hereby claim the benefit under 35 U.S.C. §119(e) of any United States provisional application(s) listed below.

(Application Nunber) (Piling Date)

{Application Number) . (Filing Date)

I hereby claim the benefit under 35 U.S.C. §120 of any United States Application(s), or §36S(c) of any PCT
International application designating the United States, listed below and, insofar as the subject matter of each
of the claims of this application is not disclosed in the prior United States, or PCT International application

' in the manner provided by the first paragraph of 35 U.S.C. §112, I acknowledge the duty to disclose information

material to the patentability of this application as defined in 37 CFR §1.56 which occurrad between the filing
date of the prior application and the national or PCT international filing date of this application:

(Application Serial No.) (Filing Date) (Status) (patented, pending, abandoned)

(Application Serial No.) (Filing Date) (Status) (patanted, pending, abandoned)

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on
information and belief are believed to be true; and further that these statements were made with the knowledge
that willful false statements and the like so made are punishable by fine or imprisonment, or both, under
Section 1001 of Title 18 of the United States Code and that willful false statements may jeopardize the validity
of the application or any patent issued theraon.

POWER OF ATTORNEY: As a named inventor I hereby appoint the following attorney(s) and/or agent(s) to prosecute
this application and transact all business in the Patent and Trademark Office connected theraewith, 00877

Send Correspondence to: Stephen C. Kaufman, IBM CORPORATION, Intellectual Property Law Dept. -
P.O. Box 218, Yorktown Heights, New York 10598

Direct Telephone Calls to: (name and telephone number) §teghen C. Kaufman (914) 945-3197

BEST AVAILABLE COPY



Docket No. IL9200500290S1

Page 2 of 3

DECLARATION AND POWER_OF ATTORNEY FOR PATENT APPLICATION

Israel BERGER

Full name of sole or first inventor

Invantor's signature . i} Date

11 Kidron Street, Haifa 34463, Israe!
Address

Israel
Citizenship

IBM Corporation. Haifa Research Labs. Haita University. Mount Carmel. Haifa. Israel 31905
Post Office Address

Kirill DYAGILEV

Full name of second joint-inventor, if any

<;;=b\_, /VCJ 7(;5,‘~ :3 T SN

In r's signature R Data

16/2 Zalman Shneor Street, Haifa 32544, israel
Address

Israel
Citizenship

IBM Corporation. Haita Research Labs. Haifa University. Mount Carmel. Haifa. Israel 31905
Post Office Address

Dov RAMM : : '

Full name of third joint-inventor, if any —
/2, % Augest 04 260¢

Inventor s sanatu:e Date

Shaked, D.N. Menashe 37862, Israel
Address

Israel
Citizenship

IBM Corporation. Haifa Research Labs. Haifa University. Mount Carmel. Haifa, Israel 31905
Post Office Address .

'BEST AVAILABLE COPY

LY



Docket No. IL9200500290S1
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Benjamin SHEINMAN

Full name fourth joint-inventor, if any
L2 Auvqust > 200§
Inventonuze d Date

1 Klibanov Street, Haifa 32804, Israel

Address

Israel
Citizenship

IBM Corporation. I{aifa Research Labs. Haifa University. Mount Carmel. Haifa. Israel 31905
Post Office Address

Oren SHLOMO

Full name of fifth joint-inventor, if any

Inventor's signature Date

52/6 HaAlon Street, Nesher 36811, Israel
Address

Israel
Citizenship

IBM Corporation. Haifa Research Labs. Haifa University. Mount Carmel. Haifa. Israel 31905
Post Office Address

BEST AVAILABLE COPY,



UNITED STATES PATENT AND TRADEMARK OFFICE

N

] Commissioner for Patents
v United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

PATTERSON & SHERIDAN L.L.P COPY MAILED
595 SHREWSBURY AVE., STE 100
FIRST FLOOR . . DEC 07 2007
SHREWSBURY, NJ 07702

OFFICE OF PETITIONS
In re Application of
Rajit CHANDRA :
Application No. 11/198,467 :DECISION ON PETITION

Filed: August 5, 2005 : 37 CFR 1.137 (b)
Attorney Docket No. GRAD/00¢ :

This is a decision on the petition, filed September 18, 2007,
which is being treated as a petition under 37 CFR 1.137(b) to
revive the instant nonprovisional application for failure to
timely notify the U.S. Patent and Trademark (USPTO) of the filing
of an application in a foreign country, or under a multinational
treaty that requires publication of applications eighteen months
after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is
the subject of an application filed in an eighteen-month
publication country on August 4, 2006. However, the USPTO was
unintentionally not notified of this filing within 45 days
subsequent to the filing of the subject application in an
eighteen-month publication country.

In view of the above, this application became abandoned pursuant
to 35 U.S.C. § 122(b) (2) (B) (iii) and 37 CFR 1.213(c) for failure
to timely notify the Office of the filing of an application in a
foreign country or under a multilateral international agreement

that requires publication of applications 18 months after filing.

A petition to revive an application abandoned pursuant to 35
U.S.C. 122(b) (2) (B) (iii) for failure to notify the USPTO of a
foreign filing must ‘be accompanied by:



Application No. 11/198,467 ' ' Page 2

(1) the required reply which is met by the notification
of such filing in a foreign country or under a
multinational treaty;

(2) the petition fee as set forth in+®*37 CFR 1.17(m);
and ' .

(3) a statement that the entire delay in filing the
required reply from the due date of the reply until the
filing of a grantable petition was unintentional.

The instant petition has been found to be in compliance with 37
CFR 1.137(b). Accordingly, the failure to timely notify the
USPTO of a foreign or international filing within 45 days after
the date of filing of such foreign or international application
as provided by 35 U.S.C. § 122(b) (2) (B) (iii) and 37 CFR 1.213(c)
is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. §
122(b) (2) (B) (i) has been rescinded. A Communication Regarding
Rescission of Nonpublication Request and/or Notice of Foreign
Filing which sets forth’'the projected publication date of
accompanies this decision on petition. :

This application is being referred to Technology Center 2825.

Telephone inquiries concerning this decision should be directed
to Diane Goodwyn at (571) 272-6735.

Petitions Examiner
Office of Petitions

ATTACHMENT: Communication Regarding Rescission of Nonpublication
Request and/or Notice of Foreign Filing



UNITED STATES PATENT AND TRADEMARK OFFICE -

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

mmm\ﬁm 22313-1450

. WWW.USPLO.goV
I APPLICATION NUMBER I FILING OR 371(C) DATE l FIRST NAMED APPLICANT I ATTY. DOCKET NO/TITLE I
11/198,467 08/05/2005 Rajit Chandra GRAD/009
CONFIRMATION NO. 9029
26291 NONPUBLICATION RESCISSION
PATTERSON & SHERIDAN L.L.P. LETTER

595 SHREWSBURY AVE, STE 100
frsTriooR | I

Date Mailed: 12/07/2007

» Communication Regarding Rescission Of
Nonpublication Request and/or Notice of Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is acknowledged.
The paper has been reflected in the Patent and Trademark Office's (USPTQ's) computer records so that the
, earliest possible projected publication date can be assigned.

The projected publication date is 03/13/2008.

If applicant rescinded the nonpublication fequest before or on the date of "foreign filing," then no notice of foreign
filing is required.

If appllcant foreign filed the application after filing the above application and before filing the rescission,

and the rescission did not also include a notice of foreign filing, then a notice of foreign filing (not merely a

rescission) is required to be filed within 45 days of the date of foreign filing. See 35 U.S.C. § 122(b)(2)(B)(iii), and

Clarification of the United States Patent and Trademark Office's Interpretation of the Prowsmns of 35 U.S.C. §
122(b)(2)(B)(ii)-(iv), 1272 Off. Gaz. Pat. Office 22 (July 1, 2003).

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then the application
becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant should either file a
petition to revive or notify the Office that the application is abandoned. See 37 CFR 1.137(f). Any such petition to
revive will be forwarded to the Office of Petitions for a decision. Note that the filing of the petition will not operate
to stay any period of reply that may be running against the application.

Questions regarding petitions to revive should be directed to the Office of Petitions at (571)'272-3282. Questions
regarding publications of patent applications should be directed to the patent application publication hotline at
(703) 605-4283 or by e-mail pgpub@uspto.gov.

' Note, for purpose of this notice, that "foreign filing" means "filing an application directed to the same invention in another
country, or under a multilateral international agreement, that requires publication of applications 18 months after filing".

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
. www.uspto.gov
. TOWNSEND AND TOWNSEND AND CREW, LLP MAILED
' TWO EMBARCADERO CENTER
. EIGHTH FLOOR JUN 0 12009
. SAN FRANCISCO, CA 94111-3834
: OFFICE OF PETITIONS
In re Application of :
' Berkhin et al. ‘ : DECISION ON PETITION
: Application No. 11/198,471 : TO WITHDRAW

. Filed: August 4, 2005 : FROM RECORD
- Attorney Docket No. 50269-0673 :

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
- § 1.36(b), filed August 23, 2005.

The request is NOT APPROVED because it is moot.

. A review of the file record indicates that all previous powérs of attorney were revoked by the

. assignee of the patent application on September 12, 2005. Accordingly, the request to withdraw
" under 37 C.F.R. § 1.36(b) is moot.

. All future communications from the Office will continue to be directed to the below-listed

~ address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at 571-272-
6059

. Alicia Kelley
~ Petitions Examin
. Office of Petitions

- cc HICKMAN PALERMO TRUONG & BECKER LLP/YAHOO! INC.
2055 GATEWAY PLACE

SUITE 550

SAN JOSE CA 95110-1083



UNITED STATES PATENT AND TRADEMARK OFFICE

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

SEP |8 2005

BRINKS HOFER GILSON & LIONE
P.O. BOX 10395 '
Chicago, IL 60610

In re application of : DECISION ON PETITION
. Geoffrey M. Glass : TO MAKE SPECIAL

Application No. 11/198,476 : (APPLICANT’S AGE)
Filed: August 05, 2005 : A
For. PORTABLE SIGN FRAME ASSEMBLY WITH

CHANGEABLE SIGNAGE

This is a decision on the petition submitted on August 05, 2005, under 37 CFR 1.102 (c¢)
to make the above-identified application special under the accelerated examination
procedure set forth in MPEP 708.02, Section IV: Applicant’'s Age.

The petition is DISMISSED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
provided by evidence such as a birth certificate or a signed statement from the applicant.

'Any request for reconsideration must be filled within TWO MONTHS of the date of this
decision. Extensions of time under 37 CFR 1.136(a) are permitted. Should petitioner
desire reconsideration; he should supplement this petition by a declaration or statement
giving the information outlined above.

The application will be returned to the examiner’s docket to await treatment on the
merits in the normal order of examination.

| _R)andolph A.Reese

. Special Programs Examiner
Technology Center 3600
(671) 272-6619

RAR/pav: 10/14/05

Commissioner for Patents -



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED
FROM DiReCTo
BRINKS HOFER GILSON & LIONE RS OFFICE

P.0. BOX 10395 NOV § 7 2605
CHICAGO, IL 60610 |

TECHNOLOGY GEnTE, 51,
In re application of ' : DECISION ON PETITION
Geoffrey M. Glass : : TO MAKE SPECIAL

Application No. 11/198,476 : (APPLICANT’S AGE)
Filed: August 05, 2005 T
For: PORTABLE SIGN FRAME ASSEMBLY WITH

CHANGEABLE SIGNAGE

This is a decision on the petition submitted on November 09, 2005 under 37 CFR 1.102
(c) to make the above-identified application special under the accelerated
examination procedure set forth in MPEP 708.02, Section IV: Applicant’'s Age.

The petition is GRANTED.

An application may be accorded special status upon the filing of a petition providing
evidence showing that the applicant is at least 65 years old. Such a showing may be
_provided by evidence such as a birth certificate or a statement from the applicant.

The evidence submitted with thé petition is a signed declaration indicating Mr. Glass is at
least 65 years of age.

The examiner is directed (1) to make an interference search for possible interfering
applications, (2) to promptly examine this application out of turn, and (3) if any
interfering application is discovered, to examine such application simultaneously and
state in the first official letter of such application that it is being taken out of turn because
of a possible interference.



Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only if petitioners
makes a prompt bona fide effort, in response to each Office action, to place the
application in condition for allowance, even if it is necessary to conduct an interview with
the examiner to accomplish this purpose.

SUMMARY: Petition to Make Special GRANTED.

9 /B

Kennéth J. Dorner

Special Programs Examiner
Technology Center 3600
(571) 272-6587

KJD/slb: 11/16//05



UNITED STATES PATENT AND TRADEMARK OFFICE

Westinghouse Electric Company, LLC
P. 0. Box 355
Pittsburgh, PA 15230-0355

In re Application of

Warren R. Junker, et al.

Application No. 11/198,482

Filed: August 5, 2005

Attorney Docket No. RDM2003-002

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

COPY MAILED
0CT 3 1 2005
OFFICE OF PETITIONS

NOTICE

This is in response to the paper filed August 10, 2005 under 37 CFR 1.28(g)(2) requesting that

status as a Small Entity be removed.

In accordance with the request, status as a Small Entity has been removed.

This file is being referred to Technology Center 1700 for further processing.

Marianne E. Jenkins f

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

YOKOI & CO., U.S.A,, INC.

#1512 MAILED
13700 MARINA POINTE DRIVE
" MARINA DEL REY, CA 90292 JUN 22 2603
| OFFICE OF PETITIONS
In re Application of
Takashi Ishidoshiro :
Application No. 11/198,491 . . DECISION ON PETITION

Filed: August 5, 2005
Attorney Docket No. P05-1023

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
May 4, 2009, to revive the above-identified application.

This application became abandoned for failure to timely pay the issue and publication fees on or
before June 25, 2008, as required by the Notice of Allowance and Fee(s) Due, mailed March 25,
2008. Accordingly, the date of abandonment of this application is June 26, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1510 and the publication fee of $300, (2) the
petition fee of $1620; and (3) a proper statement of unintentional delay.

In view of the above, the petition is GRANTED.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning this application should be directed to the Office of Data
Management at their hotline 571-272-4200.

This application is being referred to the Office of Data Management for processing into a patent.




UNITED STATES PATENT AND TRADEMARK QFFICE

Y,

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLo.gov

I APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR

I‘\T‘I’ORNEY DOCKET No.] CONFIRMATION NO. |

11/198,492 08/05/2005 Takao Tani
7590

YOKO! & CO. U.S.A., INC.

13700 MARINA POINTE DRIVE #723

MARINA DEL RAY, CA 90292

05/21/2008

P05-1015 9243

~

EXAMINER ]

AMIN, BHAVESH V

r ART UNIT J PAPER NUMBER |
3664
| MAIL DATE l DELIVERY MODE J
05/21/2008 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are

hereby refunded.

Telephone ipquiries shoul

)

Pateny Publication Branch
Officg¢ of Data Management

Refs:
2888

und
22/

Ref
85/

NFARKER 8988162816

CHECK Refund Total: $560.80

Page 1 of 1
FORM PET651G (Rev. 08/07)

e directed to the Office of Data Management at (571) 272-4200.

}lstlent date: @5/22/08A8 WFARMER

32 FC:1

B/EBB'.;' UASFAML™ @@aEBAB2 11198492

-380.88 0P



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW,uspto.gov

| APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR I‘\TTORNEY DOCKET NO.| CONFIRMATION NO. ]
11/198,501 08/05/2005 Toshio Fukuda 075834.00726 9220
7590 01/11/2008 r EXAMINER l
ROBERT J. DEPKE STEPHENS, JUANITA DIONNE
LEWIS T. STEADMAN
ROCKEY, DEPKE & LYONS, LLC | arTUNT | eapernUMBER |
SUITE 5450 SEARS TOWER 2853
CHICAGO, IL 60606-6306 :
| MAIL DATE ] DELIVERY MODE J
01/11/2008 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

Patent Publication Branch
Office of Data Management

@2 FC:ii1d -568.68 OP

Page 1 of 1
FORM PET651G (Rev. 08/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USplo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. I CONFIRMATION NO. I
11/198,501 08/05/2005 Toshio Fukuda 075834.00726 9220 .
33448 7590 01/10/2008
ROBERT J. DEPKE | EXAMINER |
LEWIS T. STEADMAN STEPHENS, JUANITA DIONNE
ROCKEY, DEPKE & LYONS, LLC
SUITE 5450 SEARS TOWER l ARTUNIT | papsrnuveeR |
CHICAGO, IL 60606-6306 2853

| MAIL DATE I DELIVERY MODE J
01/10/2008 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rcv. 04/07)



Application No. Applicant(s)
: 11/198,501 FUKUDA ET AL.
Notice of Abandonment Examiner ‘ AU
Stephens, Juanita 2853

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
This application is abandoned in view of:

1. [J Applicant’s failure to timely file a proper reply to the Office letter mailed on
(a) [ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the
period for reply (including a total extension of time of month(s)) which expired on
(b) [ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.113 (a) to the finai rejection.

(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1) a timely filed amendment which places the
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for
-Continued Examination (RCE) in compliance with 37 CFR 1.114).

(c) ] A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non-
final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below).

(d) [ No reply has been received.

2. [ Applicant’s failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months
from the mailing date of the Notice of Allowance (PTOL-85).

(a) O The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated
), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of
Allowance (PTOL-85).

(b) [ The submitted fee of $ is insufficient. A balance of $ is due.
The issue fee required by 37 CFR 1.18is $ . The publication fee, if required by 37 CFR 1.18(d), is § .
(c) [ The issue fee and publication fee, if applicable, has not been received.

3.[J Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of
Allowability (PTO-37).
(a) [J Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is
after the expiration of the period for reply.

(b) TJ No corrected drawings have been received.

4. he letter of express abandonment which is signed by the attomney or agent of record, the assignee of the entire interest, or all of
the applicants.

5. ] The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR
1.34(a)) upon the filing of a continuing application.

6. [] The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review
of the decision has expired and there are no allowed claims.

7.0 The reason(s) below:

“ ﬁ;emons DD;;imlnlstrative

AssistantO0Art Unit: 3900

Petitions to revive under 37 CFR 1.137(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be bromptly filed to
minimize any negative effects on patent term.

U.S. Patent and Trademark Office
PTOL-1432 (Rev. 04-01) Notice of Abandonment Part of Paper No. 0



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

INTELLECTUAL PROPERTY GROUP Mail Date: 04/21/2010
SEAGATE TECHNOLOGY FILES

FREDRIKSON & BYRON, PA

200 SOUTH SIXTH ST, SUITE 4000

MINNEAPOLIS, MN 55402-1425

Applicant : Neal F. Gunderson : DECISION ON REQUEST FOR
Patent Number : 7599147 : RECALCULATION of PATENT
Issue Date : 10/06/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,505 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1013 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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SIEMENS CORPORATION
INTELLECTUAL PROPERTY LAW DEPARTMENT

170 WOOD AVENUE SOUTH :
attn: VDO-MDS docketing migration COPY MAILED
ISELIN NJ 08830 ,
MAY 2 3 2008
OFFICE OF PETITIONS
In re Application of
" Dallmeyer :
Application No. 11/198,514 : ON PETITION

Filed: August 5, 2005

Attorney Docket No. 2004P01843US01

For: DEEP POCKET SEAT ASSEMBLY IN
MODULAR FUEL INJECTOR HAVING
AXIAL CONTACT TERMINALS AND
METHODS

This is a decision on the correspondence filed on July 24, 2007 and supplemented on January 17,
2008, which is being treated as a petition under 37 CFR 1.181, requesting that the Office
withdraw the holding of abandonment of the above-identified application.

The petition under 37 CFR 1.181 is GRANTED.

This application was held abandoned for failure to respond in a timely manner to an Office letter
purportedly mailed on February 12, 2007. The Office contended that this application became
abandoned for failure to reply to the February 12, 2007 Office letter, as was explained in A
Notice of Abandonment, mailed on May 24, 2007.

Petitioner requests withdrawal of the holding of abandonment based on the assertion that no
February 12, 2007 Office lettér was received.

It is noted that a Notice to File Corrected Application Papers is present in an internal Office
generated document dated February 5, 2007. The Notice to File Corrected Application Papers is
not present in the application file as a separate document. It appears the Notice to File Corrected
Application Papers was never mailed to applicant.
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Decision On Petition

Therefore, the petition under 37 CFR 1.181 is granted, the holding of abandonment is
withdrawn, and the May 24, 2007 Notice of Abandonment is vacated. No petition fee has been
or will be charged in connection with this matter.

Accordingly, the application file will be forwarded to the Office of Data Management for the
mailing of the Notice to File Corrected Application Papers with a period for reply to run from the
‘mail date of the Notice.

Telephone inquiries pertaining to this matter may be directed to the undersigned at (571) 272-
3230. :

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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Commissioner for Patents
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DADE BEHRING INC.
LEGAL DEPARTMENT
1717 DEERFIELD ROAD
DEERFIELD IL 60015 COPY MAILED
JAN 3 0 2006
OFFICE OF PETITIONS
In re Application of
Craig et al. :
Application No. 11/198,535 : ON PETITION

Filed: August 5, 2005
Attorney Docket No. DCS-9194

This is a decision on the petition filed December 5, 2005, requesting that the above-identified
application be accorded a filing date of August 5, 2005, rather than the presently accorded date
of August 4, 2005. The petition is properly treated as a petition under 37 CFR 1.10(c).

Applicant reql;Jests the earlier filing date on the basis that the a{)plication was purportedly
deposited with the U.S. Postal Service (USPS) as Express Mail on August 5, 2005, pursuant to
37 CFR 1.10. In support, applicant has submitted a copy of Express Mail label No. ED
420141520 US showing a handwritten “date-in” of “August 5, SOOS.” The same Express Mail
receipt number appears on the original “Utility Patent Application Transmittal.”

To further substantiate applicant’s allegation that the application papers for this file were
deposited on the requested filing date, an independent search was made of the USPS Express
Mail Track and Confirm records which resulted in a finding that the package in question was in
fact accepted on August 5, 2005, at 5:00 p.m. at the Deerfield, IL USPS.

In view of the above evidence, it is concluded that the application was deposited as “Express
Mail” with the USPS on August 5, 2005.

The petition is GRANTED.

This matter is being referred to the Office of Initial Patent Examination Division for further

[l{rocessing with a filing date of August 5, 2005, along with a corrected filing receipt.
hereafter, the matter will be referred to Technology Center 1600 for examination in due course.

;F%eéahone inquiries concerning this matter may be directed Paralegal Liana Chase at (571) 272-

Petitions Exayr;iner
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandris, Virginia 22313-1450

WWW.0Sp1o.gov
APPL NO. F":g%g?;” ART UNIT | FIL FEE REC'D ATTY.DOCKET NO prRAWINGS | ToT cLms | iND cLms
11/198,635 08/05/2005 1642 1300 DCS-9194 26 3
CONFIRMATION NO. 8684

34500

DADE BEHRING INC.
LEGAL DEPARTMENT
1717 DEERFIELD ROAD
DEERFIELD, IL 60015

CORRECTED FILING RECEIPT

JAUADHL AT RN AR CRO

*OC000000017994023*

Date Mailed: 02/06/2006

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts" for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)

Alan R. Craig, Wilmington, DE;
Steve Kramer, Middletown, DE;
Ashok Koul, Wilmington, DE;

Power of Attorney: The patent practitioners associated with Customer Number 34500.

Domestic Priority data as claimed by applicant

This applin claims benefit of 60/605,106 08/26/2004

Foreign Applications

If Required, Foreign Filing License Granted: 09/14/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US11/198,535

Projected Publication Date: 03/02/2006

Non-Publication Request: No

Early Publication Request: No
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Title
Deactivation of linking moieties in antibody-enzyme conjugates

Preliminary Class
435

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent’ and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.
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This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. if 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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Commissioner for Patents
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Alexandria, VA 22313-1450
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THE PROCTER & GAMBLE COMPANY
INTELLECTUAL PROPERTY DIVISION - WEST BLDG.
WINTON HILL BUSINESS CENTER - BOX 412

6250 CENTER HILL AVENUE
CINCINNATI OH 45224 COPY MAILED
JUL 07 2008
OFFICE OF PETITIONS
In re Application of
WAGNER et al. :
Application No. 11/198,538 : DECISION ON PETITION

Filed: 08/05/2005
Attorney Docket No. 9835M

. This is a decision on the petition filed May 5, 2008, to withdraw the holding of abandonment in the
above-identified application.

On January 26, 2007, the Office mailed a final Office action, which set a three-month shortened
statutory period to reply. On May 24, 2007, petitioners filed a notice of appeal, an appeal brief, and a
request for an extension of time for response with the first month (and fee). On July 2, 2007, the
Office mailed a Notification of Non-Compliant Appeal Brief, which set a period of one month or thirty
days, whichever was longer to reply. On August 2, 2007, petitioners filed an appeal brief. On
November 1, 2007, petitioners filed a Request for Continued Examination (RCE) (and fee) and an
Information Disclosure Statement (IDS). On November 20, 2007, the Office mailed a Notice of
Improper Request for Continued Examination (RCE), indicating that the RCE filed on November 1,
2007, was improper because the request was not accompanied by a submission as required by 37 CFR
1.114. The Notice further indicated that because the application was not under appeal, the time period
set forth in the final Office action continued to run from the mailing date of that action. Thereafter, on
November 21, 2007, the Office mailed a Notice of Abandonment.

In the present petition, petitioners assert that they filed a proper and timely submission with the RCE in
the form of an IDS. Petitioners request that the Office withdraw the holding of abandonment.

A review of the record confirms that petitioners filed a RCE and an IDS in this application on
November 1, 2007, before a decision by the Board of Patent Appeals and Interferences. However, the
request lacked a proper submission as required by 37 CFR 1.114 because the filing of a submission in
the form of a IDS is not a complete reply to the outstanding Office action.
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The Office notes that if an RCE is filed in an application after appeal to the Board but the request does
not include the submission required by 37 CFR 1.114, the examiner will treat the request as an
improper RCE and withdraw the appeal pursuant to 37 CFR 1.114(d). See MPEP 706.07(h)(X)(B). If
the submission only includes an IDS, the submission will not be considered a bona fide attempt to
provide a complete reply to the outstanding office action and will be treated as an improper submission
or no submission at all under 37 CFR 1.114(c). See id.; MPEP 706.07(h)(VI). Furthermore, the filing
of an improper RCE does not toll the period for reply.

Upon withdrawal of the appeal, the application will be treated in accordance with MPEP § 1215.01
based on whether there are any allowed claims or not. The proceedings as to the rejected claims are
considered terminated. Therefore, when an RCE is filed without the appropriate submission in an
application that has no allowed claims, the application will be considered abandoned. See MPEP
1215.01

In view of the above, the application was properly held abandoned. Accordingly, the petition is
dismissed.

Any request for reconsideration must be submitted within TWO MONTHS of the mailing date of this
decision. No extensions of this time period are available. See 37 CFR 1.181(f). The request for
reconsideration of this decision should be entitled “Renewed Petition Under 37 CFR 1.181.”

In the alternative, the petitioner may wish to file a petition under 37 CFR 1.137(b) on the basis of
unintentional delay. A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice, unless previously
filed.

(2) The petition fee as set forth in § 1.17(m)

(3) A statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. The Director may require additional information where there is a
question whether the delay was unintentional; and

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required pursuant to
37 CFR 1.137(d).

The application will remain in its abandoned state until petitioners file a petition to revive the
application, a petition fee, and a proper submission under 37 CFR 1.114 (i.e., a reply responsive within
the meaning of 37 CFR 1.111 to the last outstanding Office action). Petitioners do not need to
re-submit the RCE and the RCE fee on filing a petition to revive under 37 CFR 1.137(b) or a
“Renewed Petition Under 37 CFR 1.181.”
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition -
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions -

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Correspondence may also be submitted via the Electronic Filing System of the USPTO.
Telephone inquiries related to this decision should be directed to the undersigned at (571) 272-3211.

Clnioh nofonding Do i—

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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CHRISTOPHER PARADIES, PH.D, RECEIVED
FOWLER WHITE BOGGS BANKER, P.A.
501 E KENNEDY BLVD, STE. 1900

TAMPA FL 33602 DEC 2 2 2008

OFFICE OF PETITIONS
In re Application of
FUNK, Conley Jack et al. :
Application No. 11/198,570 : DECISION ON PETITION
Filed: August 04, 2005 : TO WITHDRAW

Attorney Docket No. P050820-01CIP2 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed October
17, 2008.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. The Office requires the
practitioner(s) requesting withdrawal to certify that he, she, or they have: (1) given reasonable notice to the client,
prior to the expiration of the response period, that the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the time frame within
which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Christopher Paradies on behalf of all attorneys of record who are associated with customer
No. 43749. All attorneys/agents associated have been withdrawn. Applicant is reminded that there is no attorney of
record at this time.

All future correspondence will be directed to the first named inventor Conley Jack Funk at the address indicated
below.

There are no outstanding office actions at this time.

Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-272-4231.

Michelle R. Eason i}
Paralegal Specialist

Office of Petitions

~

cc: CONLEY JACK FUNK
c¢/o RECOGNITION INSIGHT, LLC
6811 MOSSEY GLENN DRIVE
FORT MYERS, FL 39908
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MAILED

Souris Nicholas NOV 02 2005

331 Hurt Road Director's Uuice

Smyma, GA 30082 Group 3700

In re application of : DECISION ON PETITION

Nickolas Souris : TO MAKE SPECIAL

: UNDER 37 CFR. 1.102(c)
Serial Number: 11/198,574
Filed: August 08, 2005

For: TIP-LARYNGEAL AIRWAY

This is a decision on the petition filed on August 08, 2005, under 37 CFR. 1.102(c) to make
special the above identified application because of the age/health of the applicant. Since the
requirements of the M.P.E.P Section 708.02 IV have been met, the petition will be GRANTED.

The examiner is directed (1) to make an interference search for possible interfering applications,
(2) to promptly examine this application out of turn, and (3) if any interfering application is
discovered, to examine such application simultaneously and state in the first official letter of
such application that it is being taken out of turn because of a possible interference.

Petitioner is advised that this application will continue to be special, throughout its entire
prosecution and pendency, including interference or appeal, if any, only is Petitioner makes a
prompt bona-fide effort, in response to each Office action, to place the application in condition
for allowance, even if it is necessary to conduct an interview with the Examiner to accomplish
this purpose.

Summary: Decision on Petition GRANTED.

N NI

Richard A. Bertsch
Director

Technology Center 3700
(571) 272-3750

rt: 11/2/05
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XILINX, INC Mail Date: 04/21/2010
ATTN: LEGAL DEPARTMENT

2100 LOGIC DR
SAN JOSE, CA 95124

Applicant : David E. Tetzlaff : DECISION ON REQUEST FOR
Patent Number : 7598768 : RECALCULATION of PATENT
Issue Date : 10/06/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,576 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1055 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Y SPE RESPONSE FOR CERTIFICATE OF CORRECTION
Paper No.:
DATE : April 11, 2006
TOSPEOF :ARTUNIT__3744  (S.P.E. Cheryl Tyler)
SUBJECT = :Request for Certificate of Correction for Appl. No.: 11/198605 Patent No.:__7,017,356

Please respond to this request for a certificate of correction within 7 days.

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

Please see claim 25, the request must be reviewed as: delete “a condenser” and substitute --an
evaporator--, and delete “an evaporator” and substitute --a condenser- (for grammar
purposes).

STaey

S’ﬁ/' Powers,

Certificates 6f Correction Branch

703-308/‘9390 ext. (20

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

[B/Approved All changes apply.
Q Approved in Part Specify below which changes do not apply.
O Denied .State the reasons for denial below.

Comments: F"‘@W'f 4 Qlearquf +eaches Hhe

Covvect order ©F Mne ComponentS  as
Suggesied b:| the  Ceotibicare  of Covrechim .

Art Unit

atent and Tradema co

Cal 7 A .3_'7‘7‘:/'
e s

PTOL-306 (REV. 7/03)
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WARD/KRAFT, INC.

2401 COOPER STREET . COPY MAILED

P. 0. BOX 938 |

FT. SCOTT KS 66701 - MAY 3 0 2008
OFFICE OF PETITIONS

In re Application of

LOWRY, et al. :

Application No. 11/198,615 ' o DECISION ON PETITION

Filed: August 5, 2005 : TO WITHDRAW

Attorney Docket No. 2005-19 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed April 2, 2008.

The request is NOT APPROVED.

A grantable request to withdraw as attorneys/agent of record must be signed by every
attorneys/agent seeking to withdraw or contain a clear indication that one attorney is
Signing on behalf of another/others. A reguest to withdraw will not be approved unless at
least 30 (thirty) days would remain between the date of approval and the later of the
expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

. The Office cannot approve the request at this time since the reasons provided do not meet
any of the conditions under the mandatory or permissive categories enumerated in 37 CFR
10.40. Section 10.40 of Title 37 of the Code of Federal Regulation states, “[a] practitioner shall
not withdraw from employment in a proceeding before the Office without permission from
the Office[.]” More specifically, 37 CFR 10.40 states, “[ilf paragraph (b) of this section is not
applicable, a practitioner may not request permission to withdraw in matter pending before
the Office unless such request or such withdrawal is” for one the permissive reasons listed
in 37 CFR 10.40(c). The reasons set forthin the request, “undersigned ceased to be counsel
for assignee of record...assignee has not yet transferred all matter to new counsel...,” does
not meet any of the conditions set forthin 37 CFR 10.40.

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-
272-7253. '

Monica A. Graves }

Petitions Examiner
Office of Petitions
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THE PROCTER & GAMBLE COMPANY

INTELLECTUAL PROPERTY DIVISION
WINTON HILL BUSINESS CENTER - BOX 161 COPY MAILED
6110 CENTER HILL AVENUE MAR 1 3 2007
CINCINNATI OH 45224

OFFICE OF PETITIONS

In re Application of

Wagner, et al. : :

Application No. 11/198,618 : DECISION ON PETITION
Filed: August 5, 2005 :

Attorney Docket No. 9833

This is a decision on the petition filed November 17, 2006 , requesting under 37 CFR 1.182 that
the acceptance of the terminal disclaimer filed November 10, 2006 be withdrawn and the Office
- accept in its place a terminal disclaimer filed concurrently with the present petition.

The petition is granted.

Petitioners assert that there was a typographical error in an application serial number being
disclaimed. Petitioners typed “11/197,138” instead of “11/067,138”. Petitioners have filed a

~ corrected/replacement terminal disclaimer listing Application No. 11/067,138, among others that
were listed in the November 10, 2006 terminal disclaimer.

The November 10, 2006 terminal disclaimer is withdrawn. USPTO records for the above-
identified application have been changed consistent with this decision.

Pursuant to petitioners’ authorization, deposit account no. 16-2480 will be charged the $130.00
terminal disclaimer fee and the $400.00 petition fee.

Telephone inquiries related to this. decision should be addressed to the undersigned at (571) —
272-3230.

Shirene Willis Brantley % |

Senior Petitions Attorney
Office of Petitions
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Workman Nydegger

1000 Eagle Gate Tower -

60 East South Temple COPY MAILED
Salt Lake City UT 84111 _NOV1 7 2008

In re Application of OFFICE OF PETITIONS

Tatum, et al.

Application No. 11/198,619
DECISION ON PETITION
Filed:  August 5, 2005

Attorney Docket No.  15436.556.1

This is a decision on the petition under 37 CFR 1.137(b), October 23, 2008, to revive the above-identified
application. '

The petition is GRANTED.

This application became abandoned for failure to file a proper and timely response to the final Office
action mailed April 18, 2008, which set a shortened statutory period for reply of three-months from its
mailing date. A response was not received within the allowable period and the application became
abandoned on July 19, 2008.

The Request for Continued Examination filed October 23, 2008, is noted.
The application file is being forwarded to Technology Center 2800, GAU 2883 for further processing.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.

oo ot

Kenya A.
Petitions Attorney
Office of Petitions
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MERIT MEDICAL SYSTEMS, INC. Mail Date: 04/21/2010
C/0 STOEL RIVES, LLP

ONE UTAH CENTER
201 SOUTH MAIN STREET —-- SUITE 1100
SALT LAKE CITY, UT 84111

Applicant : Nicholas Gerald Accisano III : DECISION ON REQUEST FOR
Patent Number : 7578814 : RECALCULATION of PATENT
Issue Date : 08/25/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,642 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1040 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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P.O. Box 1450

Alexandria, VA 22313-1450
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) UNITED STATES PATENT AND TRADEMARK OFFICE

MORRISON & FOERSTER LLP
755 PAGE MILL RD
PALO ALTO CA 94304-1018

In re Application of BROWN et al.

Application No.: 11/198,663 :  DECISION ON PETITION
Filing: 05 August 2005 :
Attorney Docket No.: 229752005820 : UNDER 37 CFR 1.78(a)(3)

For: HYALURONAN AS A CYTOTOXIC
AGENT, DRUG PRE-SENSITIZER AND CHEMO-
SENSITIZER IN THE TREATMENT OF DISEASE

This is a decision on to “Petition Accept Benefit Claim under 35 U.S.C. 120 Where Benefit Claim
is Untimely and Amendment of Specification”, filed 29 June 2009. The petition is treated under
37 CFR 1.78(a)(3)to accept an unintentionally delayed claim under 35 U.S.C. §§ 120 and 365(c)
for the benefit of priority to prior-filed PCT Application No. PCT/AU01/00849 filed on 13 July
2001. The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only
after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

(D) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(1) of the prior-filed application, unless previously
submitted;

) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

The instant petition does not comply with item (1).

The reference to add the prior-filed applications on page one following the first sentence of the
specification is not acceptable as drafted since it improperly incorporates by reference the prior-
filed foreign application. An incorporation by reference statement added after an application’s
filing date is not effective because no new matter can be added to an application after its filing
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date (see 35 U.S.C. § 132(a)). If an incorporation by reference statement is included in an
amendment to the specification to add a benefit claim after the filing date of the application, the
amendment would not be proper. When a benefit claim is submitted after the filing of an
application, the reference to the prior application cannot include an incorporation by reference
statement of the prior application. See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980). Note MPEP §§ 201.06(c) and 608.04(b).

Furthermore, the ADS lacks the proper signature required under 37 CFR 1.33(b) and 10.18. The
most recent version of Form/SB/14 contains an appropriate signature block. The form can be
obtained at: http://www.uspto.gov/ebc/portal/efs/sb0014 fill.pdf. Applicant is further advised
that a supplemental ADS must be titled in accordance with 37 CFR 1.76(c)(2).

Accordingly, before the petition under 37 CFR § 1.78(a)(3) can be granted, a renewed petition
under 37 CFR § 1.78(a)(3) and a substitute amendment' stating the relationship of the prior-filed
application to PCT/US2001/020887 is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PCT LEGAL ADMINISTRATION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:
Mail Stop PCT
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: 571-273-0459
ATTN: Office of PCT Legal Administration

Any questions concerning this matfer may be directed to Cynthia Kratz at (571) 272-3286.

By el

Byran Lin

PCT Legal Examiner

Office of PCT Legal Administration

! Note 37 CFR 1.121
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Commissioner for Patents
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“\ UNITED STATES PATENT AND TRADEMARK OFFICE

MORRISON & FOERSTER LLP
755 PAGE MILL RD
PALO ALTO CA 94304-1018

In re Application of BROWN et al.

Application No.: 11/198,663 :  DECISION ON PETITION
Filing: 05 August 2005 :

Attorney Docket No.: 229752005820 . : UNDER 37 CFR 1.78(a)(3)
For: HYALURONAN AS A CYTOTOXIC

AGENT, DRUG PRE-SENSITIZER AND CHEMO- - and 37 CFR 1.55(¢c)

SENSITIZER IN THE TREATMENT OF DISEASE

This is a decision on Petitioner’s “Renewed Petition to Accept Benefit Claim under 35 U.S.C. 120
Where Benefit Claim is Untimely and Amendment of Specification”, filed 01 October 2009. The
petition is treated under 37 CFR 1.78(a)(3)to accept an unintentionally delayed claim under 35
U.S.C. §§ 120 and 365(c) for the benefit of priority to prior-filed PCT Application No.
PCT/AUO01/00849 filed on 13 July 2001. The petition is also treated under 37 CFR 1.55(c) to
accept an unintentionally delayed claim under 35 U.S.C. 119 to foreign application number
PQ8795 filed on 14 July 2000.

As to the benefit claim under 37 CFR 1.78(a)(3):

At the time of filing the present application, applicant did not make a proper claim for domestic
priority. Thus, the filing of a petition under 37 CFR 1.78(a)(3) is necessary. Such petition is
hereby GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only
after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR
’ 1.78(a)(2)(i) of the prior-filed application, unless previously

submitted;

2) the surcharge set forth in § 1.17(t); and

€)) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information where
there is a question whether the delay was unintentional.
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(5 the above-identified nonprovisional application must be filed within 12 months of
the filing date of the foreign application.

The present application claims the benefit under 35 U.S.C. 120 of a non-provisional application
which was filed on 13 July 2001, which is after November 29, 2000 and within 12 months of the
filing date of the foreign application to which benefit is now being claimed. On 02 December
2009, applicant submitted an Application Data Sheet which identified the foreign application for
which priority is claimed by application number, country and filing date. The required petition fee
of $1410 was received with the petition. Lastly, petitioner has provided an adequate statement of
unintentional delay.

All requirements having been met, the petition under 37 CFR 1.55(c) is GRANTED.

A corrected Filing Receipt, which includes the priority claim to the prior-filed application,
accompanies this decision on petition.

This matter is being referred to Technology Center AU 1628 for continued examination. -

Any inquiries concerning this decision may be directed to Cynthia M. Kratz at (571) 272-3286.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

Byan LW!

Bryan Lin
Legal Examiner
" Office of Petitions

ATTACHMENT: Corrected FillnpgRECeIpL
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The petition complies with the requirements for a grantable petition under 37 CFR 1.78(a)(3) in
that (1) a reference to the prior-filed nonprovisional application has been included in an
amendment to the first sentence of the specification following the title, as provided by 37 CFR
1.78(a)(2)(1i1); (2) the surcharge fee required by 37 CFR 1.17(t) has been submitted; and (3) the
petition contains a proper statement of unintentional delay. Accordingly, having found that the
petition for acceptance of an unintentionally delayed claim for the benefit of priority under 35
U.S.C. §§ 120 and 365(c) to the prior-filed PCT application satisfies the conditions of 37 CFR
1.78(a)(3), the petition is granted.

The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(3) should not be construed as meaning that this instant application is
entitled to the benefit of the prior-filed application. In order for this application to be entitled
to the benefit of the prior-filed application, all other requirements under 35 U.S.C. §$ 120 and
365(c) and 37 CFR 1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed application noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether this application is entitled to the
benefit of the earlier filing date.

As to the benefit claim under 37 CFR 1.55(c):

A petition under 37 CFR 1.55(c) to accept an unintentionally delayed claim for priority requires:

(1) The nonprovisional application claiming the benefit of an earlier filing date
must be filed on or after November 29, 2000; '

(2) the claim submitted with the petition must identify the prior foreign
application for which priority is claimed, as well as any foreign application
for the same subject matter and having a filing date before that of the
application for which priority is claimed, by the application number,
country, and the filing date and be included either in an oath or declaration -
(37 CFR 1.63(c)(2)) or in an Application Data Sheet (37 CFR 1.76(b)(6));

3) the surcharge as set forth in 37 CFR 1.17(t);

(4) a statement that the entire delay between the date the claim was due under 37 CFR
1.55(a)(1) and the date the claim was filed was unintentional. (The Director may
require additional information where there is a question whether the delay was
unintentional); and
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SEP 14 2005
In re Application of
Charles Gutentag : .
Serial No. 11/198,669 :  DECISION ON PETITION
Filed: August 5, 2005 : TO MAKE SPECIAL

For: ADHESIVE BACKED CARRIER TAPE
WITH CALIBRATED LEVELS OF LOW:
TACK ADHESION FOR RETENTION :
OF SMALL COMPONENTS :

Applicant's petition, filed August 5, 2005, requests that this application be
rendered special for examination in that apphcant is over sixty-five (65) years
of age.

The petition has been reviewed and is found to be in compliance with the
requirements for special status as set forth in Sectlon 708.02(IV) of the Manual
of Patent Examining Procedure (MPEP).

PETITION GRANTED.

S ™ TSN

Richard A. Bertsch, Director
Technology Center 3700

Thomas I. Rozsa

Rozsa Law Group, LC

15910 Ventura Boulevard, Suite 1601
Encino, CA 91436-2815



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

GARDERE WYNNE SEWELL LLP Mail Date: 04/21/2010
INTELLECTUAL PROPERTY SECTION

3000 THANKSGIVING TOWER
1601 ELM ST
DALLAS, TX 75201-4761

Applicant : Roger R. Adams : DECISION ON REQUEST FOR
Patent Number : 7610972 : RECALCULATION of PATENT
Issue Date : 11/03/2009 : TERM ADJUSIMENT IN VIEW
Appliction No : 11/198,673 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/04/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 756 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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MEYERTONS, HOOD, KIVLIN, KOWERT & GOETZEL, P.C. Mail Date: 04/20/2010
P.O. BOX 398
AUSTIN, TX 78767-0398

Applicant : Kenneth W. Fernald : DECISION ON REQUEST FOR
Patent Number : 7653757 : RECALCULATION of PATENT
Issue Date : 01/26/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,698 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 6 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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LEVINE BAGADE HAN LLP
2483 EAST BAYSHORE ROAD, SUITE 100
PALO ALTO CA 94303

In re Application of

KEARBY, Gerald W. et al
Application No. 11/198,713

Filed: August 05, 2005

Attorney Docket No. NRTNNZ00700

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

© www.uspto.gov

COPY MAILED
MAY 2 9 2007
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Requést to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed February

06, 2007.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw
will not be approved unless at least 30 (thirty) days would remain between the date of approval and the later of the
expiration date of a time to file a response or the expiration date of the maximum time period which can be extended

under 37 C.F.R. § 1.136(a).

The request was signed by David Levine on behalf of all attomeys of record who are associated with customer No.
40518. All attorneys/agents associated with the Customer Number 40518 have been withdrawn.

The correspondence address of record has been changed and the new correspondence address is the address indicated

below.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272-2783.

Monica A. Graves
Petitions Exap_liner
Office of Petitions

cc: NEUROTONE, INC
2317 BROADWAY STREET
SUITE 250
REDWOOD CITY, CA 94063
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John H. Runnels
TAYLOR, PORTER, BROOKS & PHILLIPS
P.O. BOX 2471

BATON ROUGE, LA 70821

In re Application of

TODD et al :

Serial No.: 11/198,714 : Decision on Petition
Filed : 5 AUGUST 2005 :

Attorney Docket No.: Todd02A06

This letter is in response to the Petition under 37 C.F.R. 1.144 filed on 22 February 2007.
BACKGROUND

The petition filed under 37 CFR 1.144 requests reconsideration of the restriction
requirement mailed 11 July 2007 which divided claims 1-24 into 2 groups as follows:

. Clanms 1-10, drawn toan amcle of manufacture comprlsmg a nonpolar

| polymer and an amphupathuc alpha-hehcal pept;de class:ﬁed m class 530

_‘,subclass 300 |
18 Claims 11-24, drawn to a procéss _f__dr enhanéihé the ability of ‘af nonpolar
polymer to interact with a polar liquid, caassiﬁggi;njc'lasggo‘j subclass "

The examiner reasoned that the inventions were related as product and process of use.
The examiner asserted that the inventions were distinct by identifying a materially different



product, such as soap, detergent and/or surfactant applied to a non-polar surface, with which the
process could be practiced.

On 6 October 2006, Applicants elected a group I, claims 1-10 with traverse.

On 15 December 2006, the examiner considered the traversal and made the restriction
requirement FINAL. Claims 11-17 were withdrawn from examination. Claims 1-10 were
rejected under 35 USC 112, second paragraph. Claims 1, 5-7, 9-10 were rejected under 35 USC
102(b) as being anticipated by Haynie. Claims 1, 2, 4-10 were rejected under 35 USC 102(b) as
being anticipated by Hansel. Claims 1, 6-7, 9-10 were rejected under 35 USC 102(a) as being
anticipated by McDaniel. Claims 1, 5-7, 9-10 were rejected under 35 USC 102(a) and 102(e) as
being anticipated by Keeler. Claim 3 was rejected under 35 USC 103(a) as being unpatentable
over. Haynie in view of McDonald.

This petition was filed 22 February 2007, after the restriction requirement was made final
and before the filing of a Notice of Appeal, and is thus considered timely.

DISCUSSION
The petition and the file history have been considered carefully.

The petition argues that the product and process, as claimed, are not distinct. Applicants are
correct that it is the claimed subject matter which must be compared when considering restriction
- requirements. See MPEP 806.01:

In passing upon questions of double patenting and restriction, it is the claimed subject
matter that is considered and such claimed subject matter must be compared in order to
determine the question of distinctness or independence.

Moreover, the test for distinction between product and processes are requires consideration of the
product and process as claimed. See 806.05(h) (emphasis added):

A product and a process of using the product can be shown to be distinct inventions if
either or both of the following can be shown: (A) the process of using as claimed can be
practiced with another materially different product; or (B) the product as claimed can be
used in a materially different process.

The burden is on the examiner to provide an example, but the example need not be
documented.

The petition argues that the product and process, as claimed, are not distinct because the process,
as claimed, could not be practiced with the materially different product proposed by the
examiner (soap, detergent and/or surfactant applied to a non-polar surface). Applicant argues
that claim 11 requires an amphipathic, alpha helical peptide.



The indepen_dent claims of Groups I and II are set forth below.

1. An arlrcle of manufacture comprismg a nonpolar polymer and an amphipathic
alpha-helical peptide wherein at Ieast a portron of the surface of said polymer is._
'bound has an enhanced ability to rnteract wrth polar qumds as. oompared to the i
surface of an otherwise. identical polymer lacklng said peptide on its surface and;;;.
wherem said- article of manufacture is not adapted to contam to transport to .
measure or to. purify a substance ' '

1. A process for enhancing the ability of a nonpolar polymer to interacl wuth a.
polar liqwd said process compnsrng bindlng at least a portion of. the surface of the
polymerto an amphipathic alpha helical peptrde wherebythat portion ofthe surfaoe"
to which the peptide is bound has an enhanced ability to interact wrth polar quurds _
as compared to the surface of an otherwrse identical poiymer lacking the peptide on

its surface

A review of claim 11 shows that amphipathic, alpha helical peptide is a required limitation in the
third line. Applicants are correct that the process of Claim 11 could not be practiced by
substituting soap, detergent and/or surfactant for the amphipathic, alpha helical peptide required
by Claim 11. Applicants are correct that the example provided by the examiner to support
distinction between Groups I and II was not directed to or encompassed by the process as
claimed. MPEP 806.05(h) goes on to state:

If the applicant either proves or provides a convincing argument that the alternative use
suggested by the examiner cannot be accomplished, the burden is on the examiner to

support a viable alternative use or withdraw the requirement.

Because no viable alternative has been provided, the showing of distinction cannot be maintained
and the restriction requirement between Group I and II has been withdrawn.

DECISION
The petition filed under 37 CFR 1.144 is GRANTED.

The restriction requirement between Groups I and II has been .withdrawn.



The application will be forwarded to the Examiner to prepare a non-final Office action
consistent with this decision.

Should there be any questions regarding this decision, please Quality Assurance
Specialist/Program Manager Julie Burke, by mail addressed to Director, Technology Center

1600, PO BOX 1450, ALEXANDRIA, VA 22313-1450, or by telephone at (571) 272-1600 or by
Official Fax at 571-273-8300.

Bruce Kisluk
Director, Technology Center 1600
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OFFICE OF PETITIONS
In re Patent No. 7,545,086 :
Ishikawa et al. ' : DECISION ON
Issue Date: June 9, 2009 :  REQUEST FOR
Application No. 11/198,723 :- RECONSIDERATION OF
Filed: August 4, 2005 : PATENT TERM ADJUSTMENT

Attorney Docket No. 9281/5148

This is a decision on the “REQUEST FOR RECONSIDERATION OF PATENT
TERM ADJUSTMENT,” filed August 7, 2009, requesting that the

patent term adjustment determination for the above-identified
patent be changed from four hundred thirty-five (435) days to

five hundred seventy-two(572) days. The petition will be S
treated under 37 C.F.R. § 1.705(d).

The request for reconsideration of patent term adjustment is
DISMISSED.

On June 9, 2009, the above-identified application matured into
U.S. Patent No. 7,545,086 with a patent term adjustment of 435
days. This request for reconsideration of patent term
adjustment was timely filed within two months of the issue date
of the patent. See 37 C.F.R. § 1.705(d).

Pursuant to patentees’ authorization, the $200.00 fee set forth
in 37 C.F.R. § 1.18(e) will be charged to deposit account no.
23-1925. No additional fees are required.

Patentees assert entitlement to a patent term adjustment of 572
days (435 + 137 reduced by 0 overlap - 0 (applicant delay)).

The Office contends that the application accrued a period of _
adjustment of 136, not 137 days, for over three year pendency,

as terminated by the filng of a RCE on December 19, 2008.

The Office agrees that a certain action was not taken within a

specified time frame, and thus, pursuant to 35 U.S.C. §

154 (b) (1) (A) and 37 CFR 1.702(a) (1) the entry of a period of
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adjustment of 435 days for Office delay is correct. At issue is
whether Patentees should accrue 136 days1 of patent term
adjustment for the Office taking in excess of three years to
issue the patent, as well as 435 days for Office failure to take
a certain action within a specified time frame (or examination
delay) . :

The Office contends that the entire 136-day period overlaps.
Patentees’ calculation of the period of overlap is inconsistent
with the Office’s interpretation of this provision. 35 U.S.C.
154 (b) (2) (A) limits the adjustment of patent term, as follows:

to the extent that the periods of delay attributable to
grounds specified in paragraph (1) overlap, the period of
any adjustment granted under this subsection shall not
exceed the actual number of days the issuance of the
patent was delayed. :

Likewise, 37 CFR 1.703(f) provides that:

To the extent that periods of delay attributable to the
grounds specified in §1.702 overlap, the period of
adjustment granted under this section shall not exceed the
actual number of days the issuance of the patent was
delayed.

As explained in Explanation of 37 CFR 1.703(f) and of the United
States Patent and Trademark Office Interpretation of 35 U.S.C.
154(b) (2) (A), 69 Fed. Reg. 34283 (June 21, 2004), the Office
interprets 35 U.S.C. 154 (b) (2) (A) as permitting either patent.
term adjustment under 35 U.S.C. 154(b) (1) (A) (i)-(iv), or patent
term adjustment under 35 U.S.C. 154 (b) (1) (B), but not as
permitting patent term adjustment under both 35 U.S.C.

154 (b) (1) (A) (i)-(iv) and 154 (b) (1) (B). Accordingly, the Office
implements the overlap provision as follows: '

If an application is entitled to an adjustment under 35
U.S.C. 154(b) (1) (B), the entire period during which the
application was pending (except for periods excluded under
35 U.S.C. 154 (b) (1) (B) (1i)-(iii)), and not just the period
beginning three years after the actual filing date of the

' The filing of a RCE cuts-off applicants’ ability to accumulate any

additional patent term adjustment against the three-year pendency provision,
but does not otherwise affect patent term adjustment. 37 CFR § 1.703(b) (1).
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application, is the period of delay under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay
overlap under 35 U.S.C. 154 (b) (2) (A). Thus, any days of
delay for Office issuance of the patent more than 3 years
after the filing date of the application, which overlap
with the days of patent term adjustment accorded prior to
the issuance of the patent will not result in any
additional patent term adjustment. See 35 U.S.C.
154(b) (1) (B), 35 U.S.C. 154 (b) (2) (A), and 37 CFR

§ 1.703(f). See Changes to Implement Patent Term
Adjustment Under Twenty Year Term; Final Rule, 65 Fed. Reg.
56366 (Sept. 18, 2000). See also Revision of Patent Term

Extension and Patent Term Adjustment Provisions; Final
Rule, 69 Fed. Reg. 21704 (April 22, 2004), 1282 Off. Gaz.
Pat. Office 100 (May 18, 2004). See also Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154(b) (2) (3), 69 Fed.
Reg. 34283 (June 21, 2004).

As such, the period for over 3 year pendency does not overlap
only to the extent that the actual dates in the period beginning
three years after the date on which the application was filed
overlap with the actual dates in the periods for failure of the
Office to take action within specified time frames. 1In other
words, consideration of the overlap does not begin three years
after the filing date of the application.

In this instance, the relevant period under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay “overlap”
under 35 U.S.C. 154(b) (2) (A) is the entire period during which
the application was pending before the Office, August 4, 2005 to
December 18, 2008, the day before the date on which the RCE was
filed). 435 days of patent term adjustment were accorded prior
to the filing of the RCE for the Office failing to respond
within a specified time frame during the pendency of the
application. All of the 136 days for Office delay in issuing
the patent overlap with the 435 days of Office delay (No days of
Office delay were accorded subsequent to the filing of the RCE).

The 136 days attributed to the delay in the issuance of the
patent overlaps with the adjustment of 435 days attributable to
the ground specified in 37 C.F.R. § 1.702(a) (1). Accordingly,
at issuance, the Office properly entered no additional days of
patent term adjustment for the Office taking in excess of 3
years to issue the patent.
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In view thereof, no adjustment to the patent term will be made.

Telephone inquiries specific to this matter should be directed
to Shirene Willis Brantley, Senior Petitions Attorney, at (571)
272-3230.

& Yyons Attorney

Office—06f Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

M.H.K.K.G., P.C. / ADOBE SYSTEMS INCORPORATED Mail Date: 04/20/2010
P.O. BOX 398
AUSTIN, TX 78767-0398

Applicant : Jonathan Martin Shekter : DECISION ON REQUEST FOR
Patent Number : 7599572 : RECALCULATION of PATENT
Issue Date : 10/06/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/198,724 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/05/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1097 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
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Plager Law Offi '
16252 Beacg Blvd, | COPY MAILED

Suite 207 .

Huntington Beach, CA 92647 AUG 0 9 2007
o OFFICE OF PETITIONS

In re Application of '

Clark Hills et al. : -

Application No. 11/198,732 : : DECISION ON PETITION

Filed: August 4. 2005 : TO WITHDRAW

Attorney Docket No. 1117-002 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed March
12, 2007. ,

The request is APPROVED. } ‘ {

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request to withdraw
will not be approved unless at least 30 (thirty) days would remain between the date of approval and the later of the
expiration date of'a time to file a response or the expiration date of the maximum time period which can be extended
under 37 C.F.R. § 1.136(a). '

The request was signed by Mark H. Plager on behalf of all attorneys of record. All attorriéys/agents have been
withdrawn. Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor Clark Hills at the address indicated below.
There is an 4outstanding Office action mailed May 1, 2007 that requires a reply from the applicant.

Télephone inquiries concerning this decision should be directed to Terri Williams at 571-272-2991.

Petitions Examiner

Office of Petitions
cc: Clark Hills
P.O. Box 10612

Santa Ana, CA 92711
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: gg!\a@fl‘\)deESIONER FOR PATENTS

Alexandria, Virginia 22313-1450
WWW.uspto.gov

| APPLICATION NUMBER | FILING OR 371 (c) DATE |  FrsTNamEDAPPLICANT | ATTY.DOCKETNO/TITLE |
11/198,732 08/04/2005 Clark Hills 10117-002
CONFIRMATION NO. 2169
2za%2 L0 DA O ENT A
PLAGER LAW OFFICES . . v '
16152 BEACG BLVD. . 00000000025143041
SUITE 207

HUNTINGTON BEACH, CA 92647

Date Mailed: 08/01/2007

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 03/12/2007.

o The withdrawal as attorney in this application has been acceptéd. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

M LWtUaimg
Office of Initial Patent Examination (571) 272-4000, or 1-800-PTO-9199
FORMER ATTORNEY/AGENT COPY




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Pafents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www,uspto.gov
ROSS T. ROBINSON
JENKENS & GILCHRIST, A PROFESSIONAL CORPORATION
1445 ROSS AVENUE SUITE 3200
DALLAS, TX 75202 COPY MAILED
AUG 2 4 2006
OFFICE OF PETITIONS
In re Application of
Boman et al. :
Application No. 11/198,738 : ON PETITION

Filed: August 5, 2005
Attorney Docket No. 62929-00002USC1

7

This is a decision on the petition under 37 CFR 1.78(a)(6), filed March 21, 2006, to accept an
unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of the prior-filed
provisional application set forth in the concurrently filed amendment.

The petition is DISMISSED AS MOOT.

In view of the Notice to Withdraw Petition submitted on May 22, 2006, the petition is hereby
dismissed as moot. The instant %p lication does not claim benefit to provisional Application No.
60/449,406, filed February 25, 2003. :

In view of the above, the $1370.00 petition fee submitted is unnecessary and will be credited to
petitioner’s deposit account in due course.

Ang questions concerning this decision on petition may be directed to the undersigned at (571)
272-3206. All other inquiries concerning either the examination procedures or status of the
application should be directed to the Technology Center.

This matter is being referred to the Examiner of Technology Center AU 1629 for appropriate
action.

iana Chase
Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.yspto.gov
MILDE & HOFFBERG, LLP
10 BANK STREET
SUITE 460
WHITE PLAINS NY 10606 COPY MAJ LED
JUL 11 2006
OFFICE OF PET, ITIONS
In re Application of
Boze et al. :
Application No. 11/198,739 : ON PETITION

Filed: August 5, 2005
Attorney Docket No. BOZE 203

This is a decision on the petition under 37 CFR 1.102(c)(1), filed June 1, 2006, to make the
gbove-idl%ltiﬁed application special based on applicant’s age as set forth in M.P.E.P. § 708.02,
ection IV.

The petition is GRANTED.

A §rantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that at least one
of the applicants is 65 years of age, or more, such as a birth certificate or a statement by
applicant. No fee is required.

The instant petition includes a cogy of Manfred K. Lenz’s U.S. Passport. Accordingly, the
above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
3206. All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center.

This matter is being referred to the Technology Center Art Unit 1744 for action on the
merits commensurate with this decision.

a Chase

ian .
Petitions Exa_rrpner
Office of Petitions
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Commissioner for Patents
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ROBERT W PITTS

PO BOX 11483 | |
WINSTON-SALEM, NC 27116-1483 COPY MAILED

JUN 09 2008
In re Application of : OFFICE OF PETITIONS
Darrell Gauthier :
Application No. 11/198, 744 : DECISION GRANTING PETITION
Filed: August 8, 2005 : : UNDER 37 CFR 1.137(b)

Attorney Docket No. 07055

This is a decision on the petition under 37 CFR 1.137(b), filed
September 17, 2007, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the
provisions of 37 CFR 1.137(b) in that (1) the reply in the form
of an amendment; (2) the petition fee; and (3) the required
statement of unintentional delay have been received. ]
Accordingly, the reply to the Nonfinal Rejection mailed October
24, 2006, is accepted as having been unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to
the expiration of the maximum extendable period for reply.. See
In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats. 1988).
Accordingly, since the $510 extension of time submitted with the
petition on September 17, 2007, was subsequent to the maximum
extendable period for reply, petitioner may request a refund of
this fee by writing to the Office of Finance, Refund Section. A
copy of this decision should accompany petitioner’s request.

Telephone inquiries concerning this decision should be directed
to the undersigned at (571) 272-3208.
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This matter is béing referred to Technology Center AU 3721 to
consider the reply received September 17, 2007.

Karen Creasy

Petitions Examiner
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMIS%IONER FOR PATENTS

4350
Alexandrin, Virginia 22313-1450
www, usplo.gov

[ APPLICATION NUMBER [ FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO/TITLE |
11/198,744 08/08/2005 Darrell Gauthier IIM-1
' CONFIRMATION NO. 1631
24386 POA ACCEPTANCE LETTER
ROBERT W PITTS

Posoxts | A R

Date Mailed: 06/06/2008

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 09/17/2007.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/kocreasy/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DEMONT & BREYER, LLC
100 COMMONS WAY, Ste. 250

HOLMDEL NJ 07733
' COPY MAILED
JAN 22 2009
In re Application of
Guinta :
Application No. 11/198,793 : DECISION ON PETITION

Filed: August 5, 2005
Attorney Docket No. 220-016US

This is a decision on the petition under the unavoidable standard of 37 CER 1.137(a), filed
September 3, 2008, to revive the above-identified application.

The petition is DISMISSED.

Any further petition to revive must be submitted within TWO (2) MONTHS from the mail date
of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration
request should include a cover letter entitled “Renewed Petition under 37 CFR 1.137(a).” This is
not a final agency action within the meaning of 5 U.S.C.§ 704.

The application became abandoned for failure to timely reply to a non-final Office action, mailed
June 29, 2007, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on September 30, 2007. A Notice of Abandonment was mailed on
January 8, 2008.

A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the
satisfaction of the Director that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(a) was unavoidable;
and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37
CFR 1.137(d).

The instant petition lacks item (3).
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Decisions on reviving abandoned applications on the basis of “unavoidable” delay have adopted
the reasonably prudent person standard in determining if the delay was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary human affairs, and requires
no more or greater care or diligence than is generally used and observed by
prudent and careful men in relation to their most important business. It permits
them in the exercise of this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable employees, and such other
means and instrumentalities as are usually employed in such important business.
If unexpectedly, or through the unforeseen fault or imperfection of these agencies
and instrumentalities, there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its rectification being present.

In re Mattullath, 38 App. D.C. 497, 514-15 (1912)(quoting Ex parte Pratt, 1887 Dec. Comm’r
Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68
(D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat.
139, 141 (1913). In addition, decisions on revival are made on a “case-by-case basis, taking all
the facts and circumstances into account.” Smith v. Mossinghoff, 671 F.2d 533, 538,213 USPQ
977,982 (D.C. Cir. 1982). Finally, a petition cannot be granted where a petitioner has failed to
meet his or her burden of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F.
Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

Petitioner argues that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(a) was unavoidable due to the
financial condition of the applicant.

Petitioner asserts financial inability to employ the services of patent counsel to aid in preparing a
timely reply to the outstanding Office action of June 29, 2007 as the cause of unavoidable delay.

While resources would have been necessary to employ the assistance of counsel in continuing the
prosecution of the above-identified application, persons seeking patent rights have no “right” to
the assistance of counsel during the application process. Boyden v. Commissioner of Patents,
441 F.2d 1041, 168 USPQ 680 (D.C. Cir. 1971). As patent applications are commonly
prosecuted pro se, arguments that the financial inability to employ counsel to aid in the
prosecution of an application rendered the abandonment of the application “unavoidable” are
unpersuasive. That is, while applicants may obtain the services of counsel to assist in the
application process, such counsel is not strictly necessary, and, as such, the financial inability to
employ such counsel does not render a delay in providing a required response “unavoidable.”

The petition under 37 CFR 1.137(a) is dismissed.

The undersigned suggests that petitioner file a petition stating that the delay was unintentional.
Public Law 97-247, § 3, 96 Stat. 317 (1982), which revised patent and trademark fees, amended
35 U.S.C. § 41(a)(7) to provide for the revival of an “unintentionally” abandoned application
without a showing that the delay in prosecution or in late payment of the issue fee was
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“unavoidable.” This amendment to 35 U.S.C. § 41(a)(7) has been implemented in 37 CFR
1.137(b). - _

The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the date it was
discovered that the application was abandoned until-the filing of the petition to revive under 37
CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not appropriate
if petitioners intentionally delayed the filing of a petition for revival under 37 CFR 1.137(b).

Further correspondence with respect to this matter should be addressed as follows:

By Mail: : Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: - U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building :
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3230. '

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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DEMONT & BREYER, LLC

100 COMMONS WAY, Ste. 250 ' COPY MAILED
HOLMDEL NJ 07733
~ APR 0 8 2009
OFHCE OF PETITIONS
In re Application of
Guinta :
Application No. 11/198,793 : DECISION ON PETITION

Filed: August 5, 2005
Attorney Docket No. 220-016US

This is a decision on the petition under the unintentional delay standard of 37 CFR 1.137(b), filed
March 20, 2009, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely reply to a non-final Office action, mailed
June 29, 2007, which set a shortened statutory period for reply of three (3) months. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on September 30, 2007. A Notice of Abandonment was mailed on
January 8, 2008.

Applicant has submitted an amendment in reply to the June 29, 2007 non-final Office action, an |
acceptable statement of the unintentional nature of the delay in responding to the June 29, 2007
non-final Office action, and the $810.00 petition fee.

All of the requirements under 37 CFR 1.137(b) being met, the petition is granted.

After the mailing of this decision, the application will be returned to Technology Center AU
3644 for consideration of the amendment filed on March 20, 2009.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3230. -

Shirene Willis Brantley Mw&%
Senior Petitions Attorney

Office of Petitions
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Charles E. Lykes, Jr. Esq.

Suite 101

501 S. Ft. Harrison Ave. COPY MAILED

Clearwater FL 33756-5348 JAN 1 5 2008
OFFICE OF PETITIONS

In re Application of

Dunn, et al. :

Application No. 11/198,815 : ON PETITION

Filed: August 5, 2005

Attorney Docket No. 2005028PTP

For: IMPROVED ELECTROMOTIVE
MACHINE UTILIZING HALBACH ARRAY

This is a decision on the petition under 37 CFR 1.181, filed November 16, 2007 (certificate of
mailing date November 13, 2007), to withdraw the holding of abandonment and the petition
under 37 CFR 1.182 to expedite a decision on petition, filed December 10, 2007 (certificate of
mailing date December 7, 2007).

The petition under 37 CFR 1.181 is DISMISSED.
The petition under 37 CFR 1.182 to expedite is GRANTED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
This is not final agency action within the meaning of 5 U.S.C. § 704.

This application was held abandoned for failure to timely reply to the Notice to File Corrected
Application Papers, mailed August 15, 2007, which set a 60 day non-extendable period to correct
the informalities addressed in the Notice. No reply was received. Therefore, the application
became abandoned on October 15, 2007. :

Petitioner requests withdrawal of the holding of abandoned based on the assertion that any
failure to timely and fully respond to any requirement was based upon confusion regarding the
contents of the application file and, at least in part, from contradictory instructions received by
officials of the Office.

On November 28, 2006, a Notice of Allowance and Fee(s) Due and a Notice of Allowability
were mailed. On February 15, 2007, a Corrected Notice of Allowance and Fee(s) Due and
presumably, a Notice of Allowability, were mailed. The February 15, 2007 mailing set a new
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period for response. Therefore, corrected drawings, the issue fee, the publication fee, and a
completed PTOL-85b were due by May 15, 2007. No response being received by May 15, 2007
the Office mailed a Notice of Abandonment on June 11, 2007. Applicants paid the required fees
on June 26, 2007. It is noted that the PTOL-85b contains a completed proper certificate of
mailing dated May 15, 2007. Thus, the issue fee, the publication fee, and the PTOL-85b were
considered filed on May 15, 2007. The drawings were not listed on the PTOL-85b and there
appears to be no separate certificate of mailing for the drawings. It is arguable that the
application became abandoned on May 16, 2007 for failure to timely file corrected drawings.
Nevertheless, the Office of Patent Publication withdrew the June 11, 2007 Notice on July 9,
2007.

2

On August 15, 2007, the Office mailed a Notice to File Corrected Application Papers. The
Notice afforded applicants a 60 day non-extendable period to respond to the particulars of the
Notice. .

Applicants’ representative, Tashi Kench, purportedly contacted the Office in mid October 2007
to ascertain what, if any reply, was required of them because the August 15, 2007 Notice was
inconsistent with the version of the application understood to be operable by applicants’ attorney,
Charles E. Lykes, Jr., Esq.. A member of the Office, Robert Hafford, purportedly told Ms. Kench
that a miscellaneous notice had been mailed to applicants and that no further action was required
by applicants. As a preliminary matter, it is noted that Ms. Kench’s memorandum to the file is
dated October 22, 2007, which is after the 60 day non-extendable period for response to the
Notice had expired. Thus, it appears that applicants waited until after the expiration of the period
for response to obtain information regarding the Notice.

In addition, applicants are reminded that official communication with the Office must be carried
out in writing. 37 CFR 1.2. Oral advice from Office employees is not binding. See In re Sivertz,
227 USPQ 255,256 (Comm’r Pat. 1985). An Office employee’s alleged statements made during
a telephone conversation cannot nullify the August 15, 2007 Notice, which required applicants to
address specific informalities, as indicated in the Notice, to avoid abandonment of the
application. Even if the Notice appeared to be inconsistent with the version of the application
understood to be operable by applicants’ attorney, a response was required within the time period
set by the Notice. Applicants’ attorney should have pointed out the apparent inconsistency in a
response filed prior to October 15, 2007.

A delay resulting from the lack of knowledge or improper application of the patent statute, rules
of practice or the MPEP does not constitute an “unavoidable” delay. See Haines v. Quigg, 673
F. Supp. 314, 317, 5 USPQ2d 1130, 1132 (N.D. Ind. 1987), Vincent v, Mossinghoff, 230 USPQ
621, 624 (D.D.C. 1985); Smith v. Diamond, 209 USPQ 1091 (D.D.C. 1981); Potter v. Dann, 201
USPQ 574 (D.D.C. 1978); Ex parte Murray, 1891 Dec. Comm’r Pat. 130, 131 (1891).

The petition under 37 CFR 1.181 to withdraw the holding of abandonment is dismissed.

Given the facts and circumstances of this case, the undersigned suggests that petitioners file a
petition stating that the delay was unintentional, rather than unavoidable. Public Law 97-247,
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§ 3, 96 Stat. 317 (1982), which revised patent and trademark fees, amended 35 U.S.C. § 41(a)(7)
to provide for the revival of an “unintentionally” abandoned application without a showing that
the delay in prosecution or in late payment of the issue fee was “unavoidable.” This amendment
to 35 U.S.C. § 41(a)(7) has been implemented in 37 CFR 1.137(b). An “unintentional” petition
under 37 CFR 1.137(b) must be accompanied by the $770.00 petition fee.

The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the date it was
discovered that the application was abandoned until the filing of the petition to revive under 37
CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not appropriate
if petitioners intentionally delayed the filing of a petition for revival under 37 CFR 1.137(b).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U.S. Patent and Trademark Office
Customer Service Window, Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By FAX: (571) 273-8300 - ATTN: Office of Petitions
Telephone inquiries may be directed to the undersigned at (571) 272-3230.
Shirene Willis Brantley M

Senior Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Dunn, et al. :

Application No. 11/198,815 : ON PETITION

Filed: August 5, 2005

Attorney Docket No. 2005028PTP

For: IMPROVED ELECTROMOTIVE
MACHINE UTILIZING HALBACH ARRAY

This is'a decision on the petition under 37 CFR 1.137(b), filed January 17, 2008, to revive the
above-identified application.

The petition under 37 CFR 1.137(b) is GRANTED.

This application was held abandoned for failure to timely reply to the Notice to File Corrected
Application Papers, mailed August 15, 2007, which set a 60 day non-extendable period to correct
the informalities addressed in the Notice. No reply was received. Therefore, the application
became abandoned on October 15, 2007.

Applicants have submitted a proper reply to the August 15, 2007 Notice in the form of an
amendment to the specification and a sheet of drawings, an acceptable statement of the

unintentional nature of the delay in responding to the August 15, 2007 Notice, and the $770.00
petition fee.

Regarding the statement of delay: 37 CFR 1.137(b)(3) requires a statement that “the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional.” Since the statement appearing in the petition
varies from the language required by 37 CFR 1.137(b)(3), the statement is being construed as the
required statement. Practitioner must notify the Office if this is not a correct reading of the
statement appearing in the petition.

All requiremeﬁts under 37 CFR 1.137(b) being met, the petition under 37 CFR 1.137(b) is
granted
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After the mailing of this decision, the file will be returned to the Office of Data Management for
consideration of the amendment and drawings filed with the present petition.

Telephone inquiries may be directed to the undersigned at (571) 272-3230.

Lhwn by gurtly.

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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OAKLAND CA 94612-0250

QFFICE OF PETITIONS
inre Application of
LAM, et al. ‘ :
Application No. 11/198,817 : DECISION ON PETITION

Filed: August 4, 2005
Attorney Docket No. APLIP193C1/P2369C1

This is a decision on the petition under 37 CFR 1.137(b), filed May 23, 2007, to revive the
above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed, October 11, 2006, which set a shortened statutory
period for reply of three (3) months. No extensions of time under the provisions of
37 CFR 1.136(a) were obtained. Accordingly, the application became abandoned on
January 12, 2007. :

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has
supplied (1) the reply in the form of an amendment; (2) the petition fee of $1500; and
(3) an adequate statement of unintentional delay. '

Telephone inquiries concerning this decision should be directed to Monica A. Graves
at (571) 272-7253.

The application file is being referred to Technology Center Art Unit 2835 for
consideration of the amendment filed May 23, 2007 and the Information disclosure
statement filed October 17, 2007.

Sherry D. Brinkley
Petitions Examiner
Office of Petitions
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 OFFICE OF PETITIONS
In re Application of
. Lawrence Lam, et al. :
Application No. 11/198,817 : DECISION GRANTING PETITION
Filed: August 4, 2005 : UNDER 37 CFR 1.313(c)(2)

“Attorney Docket No. APL1P193C1/P2369C1

This is a decision on the petition under 37 CFR 1.313(c)(2), filed May 5, 2008, to withdraw the
above-identified application from issue after payment of the issue fee. ,

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on April 30, 2008 cannot be refunded. If, however,
this application is again allowed, petitioner may request that it be applied towards the issue fee
required by the new Notice of Allowance. :

Telephone inquiries should be directed to Terri Williams at (571) 272-2991.

This application is being referred to Technology Center AU 2835 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
amendment. '

M withamdd
Terri Williams

Petitions Examiner
Office of Petitions

1 . : . . . .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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ROPES & GRAY LLP _
PATENT DOCKETING 39/361 OFFICE OF PETITIONS

1211 AVENUE OF THE AMERICAS
NEW YORK, NY 10036-8704

In re Application of

Michael D. Ellis, et al. :

Application No. 11/198,830 : ON PETITION
Filed: August 4, 2005 :

Attorney Docket No. UV-84 Cont 3

This is a decision on the petition, filed August 27, 2009, which is being treated as a petition
under 37 CFR 1.181 (no fee), requesting withdrawal of the holding of abandonment in the above-
identified application.

The petition is GRANTED.

The application was held abandoned for failure to reply in a timely manner to the non-final
Office action mailed January 8 2009, which set a three (3) month shortened statutory period for
reply. A Notice of Abandonment was mailed on July 20, 2009. In response, on August 27,
2009, the present petition was filed wherein petitioner asserts that a reply was timely filed.

Petitioner is correct, in view of the filing of an appropriate request for extension of time and fee
on July 8, 2009, the response period of April 8, 2009 was properly extended. Accordingly, no
abandonment existed on July 8, 2009, the date upon which the amendment was filed.

The holding of abandonment for failure to timely file a response to the Office communication of
January 8, 2009 is withdrawn and the application is restored to pending status.

The Notice of Abandonment mailed March 31, 2009 is hereby vacated.

This application is being referred to Technology Center AU 2421 for appropriate action in the normal
course of business on the reply received July 8, 2009.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3204. All
other inquiries regarding this application should be directed to the Technology Center.

4

Sherry D. Brinkley
Petitions Examiner

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
OIW Och-09

COPY MAILED
SCHNECK & SCHNECK
P.O. BOX 2-E 0CT 0 7 2009
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OFFICE OF PETITIONS

In re Application of

George Benedict

Application Number: 11/198837
Filing Date: 08/05/2005
Attorney Docket Number: BPI-001

ON PETITION

This is a decision in reference to the paper entitled “Petition
to Withdraw Holding of Abandonment Or Petition to Revive
Unavoidably Abandoned Application Or Petition to Revive :
Unintentional Abandoned Application,” filed on July 22, 2009,
which is treated as a petition under 37 CFR 1.181 to revive the
above-identified application, and in the alternative under 37 CFR
1.137(a) and, in the alternative, under 37 CFR 1.137(b).! '

The petitions are dismissed.

Any request for reconsideration of this decision must be
submitted within TWO (2) MONTHS from the mail date of this

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay
in reply was unintentional, a petition may be filed to revive an abandoned application or a
lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed under the provisions of 37
CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. 1In a nonprovisional application filed on or after June 8, 1995, and abandoned for
failure to prosecute, the required reply may also be met by the filing of a request for continued
examination in compliance with § 1.114. 1In an application or patent, abandoned or lapsed for
failure to pay the issue fee or any portion thereof, the required reply must be the payment of
the issue fee or any outstanding balance thereof. In an application abandoned for failure to pay
the publication fee, the required reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
The Director may required additional information where there is a question whether the delay was
unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c)).
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decision. Extensions of time under 37 CFR 1.136(a) are
permitted. The reconsideration request should include a cover
letter entitled "Renewed Petition under 37 CFR 1.137(a)" or as
discussed below, a petition under 37 CFR 1.137 (b).

This application became abandoned on March 13, 2009, for failure
to timely the issue and publication fees in response to the
Notice of Allowance and Fee(s) Due mailed on December 12, 2008,
which set a three (3) month statutory period for reply. Notice
of Abandonment was mailed on June 15, 2009.

Petitioner’s counsel avers that the holding of abandonment was
withdrawn, or the delay was unavoidable, because applicant’s
attorney had submitted an amendment after the mailing of the
Notice of Allowance and was awaiting a Supplemental Notice of
Allowance prior to submitting the issue and publication fees.

Petitioner states, in pertinent part:

5. On February 13, 2009 an Amendment After Allowance
was submitted by attorney David Schneck. This document
summarized the interview, amended claims 1, 45, 60 and
62. It was believed by attorney David Schneck that a
Supplemental Notice of Allowance would shortly be sent
allowing claims 1-65.

6. The due date for paying the issue fee remained on a
reminder docket for attorney David Schneck. As the
March 12 due date approached, phone calls were made to
Examiner Chiem and Supervisor Font. Mr. Font was
specifically questioned about a concern that the patent
application would be abandoned, and gave specific
reassurances that this would not occur. After repeated
requests, Examiner Chiem faxed a copy of a Supplemental
Notice of Allowance. However it contained errors.
First, it stated “claims 45-82 are canceled". In

fact claims 45-64 had not been canceled. Second, it
stated in the .Interview Summary that claims 1-44 had
been discussed. In fact, as evidenced by the Amendment
After Allowance, all the claims of Group I had been
discussed. On a faxed Notice of Allowability, the
Notice stated "Applicant has THREE MONTHS FROM THE
"MAILING DATE" of this communication to file a reply
complying with the requirements noted below."
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7. After receiving this Supplemental Notice of
Allowability, attorney David Schneck called Examiner
Chiem to discuss why claims 45-64 had been rejoined and
why a Notice had not been mailed. He was assured that a
Notice would be mailed shortly.

8. On May 26, 2009 A Supplemental Notice of
Allowability was mailed to attorney David Schneck. It
was substantially identical to the one sent by Fax. It
also stated “Applicant has THREE MONTHS FOM THE
"MAILING DATE" of this communication to file a reply
complying with the requirements noted below." From this
statement, it was believed that the applicant would
have three months to resolve the remaining issues with
this application, which were believed to be in error.

9. On June 15, 2009 a Notice of Abandonment was mailed
by the Patent Office stating that the patent
application had been abandoned for failure to pay the
issue fee. '

Petitioner further asserts that if the abandonment is judged as
not unavoidable, the applicant petitions for unintentional
abandonment. As such, the petition will be treated under 37 CFR
1.181 as a petition to withdraw the holding of abandonment, and
under 37 CFR 1.137(a) as well as 37 CFR 1.137(b).

PETITION TO WITHDRAW HOLDING OF ABANDONMENT
Petitioner’s argument has been considered, but is not persuasive.
35 U.S.C. 133 states:

Upon failure of the applicant to prosecute the
application within six months after any action therein,
of which notice has been given or mailed to the
applicant, or within such shorter time, not less than
thirty days, as fixed by the Director in such action,
the application shall be regarded as abandoned by the
parties thereto, unless it be shown to the satisfaction
of the Director that such delay was unavoidable.

37 CFR 1.135 states, in pertinent part:

(a) If an applicant of a patent application fails to
reply within the time period provided under § 1.134 and
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§ 1.136, the application will become abandoned unless
an Office action indicates otherwise.

(b) Prosecution of an application to save it from
abandonment pursuant to paragraph (a) of this section
must include such complete and proper reply as the
condition of the application may require.

The Notice of Allowance and Fee(s) Due mailed on December 12,
2008 stated that THE ISSUE FEE AND PUBLICATION (IF REQURED) MUST
BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE
OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED.

As such, a statutory period of three (3) months from the date of
the mailing of the Notice of Allowance and Fee(s) Due mailed
December 12, 2008, was set for paying of the issue and
publication fees. The issue and publication fees were concededly
not paid within that three (3) month period. As such, the
application became abandoned as a matter of law for failure to
timely submit the issue and publication fees.

Moreover, the Supplemental Notice of Allowability mailed on May
26, 2009 states simply that Applicant has three months from the
“MAILING DATE” of this communication to file a reply complying
with the requirements noted below. Nothing stated in the
Supplemental Notice of Allowability, mailed on May 26, 009,
however, stated that an additional time period was given for
payment of the issue and publication fees.

Simply put, the Notice of Allowance and Fee(s) Due mailed on
December 12, 2008, and the Notices of Allowability mailed on
December 12, 2008 and May 26, 2009, set concurrent but distinct
requirements with which petitioner was required to comply.

With regard to petitioner’s contention that the examiner
“assured” counsel that the application would not go abandoned for
failure to timely pay the issue and publication fee while counsel
was awaiting receipt of a supplemental notice of allowability, 37
CFR 1.2 states that the action of the U.S. Patent and Trademark
Office will be based exclusively on the written record in the
Office. No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which there is
disagreement or doubt. 1In this regard, there is nothing in the
record stating that the period for submission of the issue and
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publication fees had been restarted, or that a new time period
had been set for submission thereof.

The showing of record is that the application became abandoned
for failure to timely submit the issue and publication fees. The
petition to withdraw the holding of abandonment is therefore
dismissed.

PETITION UNDER 37 CFR 1.137(a)

A grantable petition under 37 CFR 1.137(a) must be accompanied
by:

(1) the required reply, unless previously filed; In a
nonprovisional application abandoned for failure to prosecute,
the required reply may be met by the filing of a continuing
application. 1In a nonprovisional utility or plant application
filed on or after June 8, 1995, and abandoned for failure to
prosecute, the required reply may also be met by the filing of a
request for continued examination in compliance with § 1.114. 1In
an application or patent, abandoned or lapsed for failure to pay
the issue fee or any portion thereof, the required reply must be
the payment of the issue fee or any outstanding balance thereof.

In an application, abandoned for failure to pay the publication
fee, the required reply must include payment of the publication
fee.

(2) the petition fee as set forth 'in 37 CFR 1.17(1);

(3) a showing to the satisfaction of the Director that the
entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37
CFR 1.137(a) was unavoidable; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR
1.20(d)) required pursuant to 37 CFR.1.137(c)).

The petition lacks the showing required by item (3)

With regard to 37 CFR 1.137(a) (3), the Director may revive an
abandoned application if the delay in responding to the relevant
outstanding Office requirement is shown to the satisfaction of
the Director to be "unavoidable".? Decisions on reviving
abandoned applications on the basis of “unavoidable” delay have
adopted the reasonably prudent person standard in determining if

the delay was unavoidable:

2 35 y.s.c. § 133.
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The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. 1If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.?

The showing of record is inadequate to establish unavoidable
delay within the meaning of 35 U.S.C. § 133 and 37 CFR 1.137(a).*
Specifically, an application is "unavoidably" abandoned only
where petitioner, or counsel for petitioner, takes all action
necessary for a proper response to the outstanding Office action,
but through the intervention of unforeseen circumstances, such as
failure of mail, telegraph, facsimile, or the negligence of
otherwise reliable employees, the response is not timely received
in the Office.?® ’

The gravamen of petitioner’s argument, that he relied upon the
examiner’s oral assurances that the application would not become
abandoned, despite the fact that the issue fee and publication
fee had not been timely paid, has been carefully considered, but
is not persuasive.

37 CFR 1.2 states that all business with the Patent and Trademark
Office should be transacted in writing. The action of the Patent
and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any

alleged oral promise, stipulation, or understanding in relation
to which there is disagreement or doubt.

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec. Comm'r Pat.
31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C.
1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141
(1913). In addition, decisions on revival are made on a “case-by-case basis, taking all the
facts and circumstances into account.” Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977,
982 (D.C. Cir. 1982). Finally, a petition cannot be granted where a petitioner has failed to
meet his or her burden of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F.
Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

See MPEP 711 (c) (III)(C)(2) for a discussion of the requirements for a showing of unavoidable
delay.

Ex parte Pratt, 1887 Dec. Comm'r Pat. 31 (Comm'r Pat. 1887).
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Petitioner is reminded that it is the duty of the applicant to
take proper measures to maintain the pendency of petitioner’s
application. When a Notice of Allowance has been mailed, as
here, the only appropriate response is timely payment of the
issue and publication fees or submission of a Request for
Continued Examination and the required submission under 37 CFR
1.114.

To the extent that petitioner relied on the examiner’s assurances
that the application would not become abandoned, while such
reliance is certainly unfortunate, it does not constitute
unavoidable delay. To this end, MPEP 711.03(c) states, a delay
caused by an applicant’s lack of knowledge or improper
application of the patent statute, rules of practice or the MPEP
is not rendered “unavoidable” due to: (A) the applicants’
reliance upon oral advice from USPTO employees; or (B) the
USPTO’s failure to advise the applicants of any deficiency in
sufficient time to permit the applicant to take corrective
action.® Additionally, 37 CFR 1.2 states that the action of the
U.S. Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any
alleged oral promise, stipulation, or understanding in relation
to which there is disagreement or doubt.

Further, as stated previously, the Notice of Allowance and Fee(s)
Due and the Notice of Allowability set concurrent but distinct
requirements with which petitioner was required to comply. 1In
other words, the mailing of a Supplemental Notice of Allowability
did not reset the period for response to the Notice of Allowance
and Fee(s) Due.

The U.S. Patent and Trademark Office must rely on the actions or
inactions of duly authorized and voluntarily chosen
representatives of the applicant, and applicant is bound by the
consequences of those actions or inactions.’ Specifically,
petitioner’s delay caused by the mistakes or negligence of his
voluntarily chosen representative does not constitute unavoidable
delay within the meaning of 35 U.S.C. § 133.%

6 See In re Sivertz, 227 USPQ 255, 256 (Comm’r Pat. 1985).
! Link v. Wabash, 370 U.S. 626, 633-34 (1962).

8 Haines v. Quigg, 673 F. Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32 (N. D. Ind. 1987);
Smith v. Diamond, 209 USPQ 1091 (D.D.C. 1981); Potter v. Dann, 201 USPQ 574 (D.D.C.
1978); Ex parte Murray, 1891 Dec. Comm'r Pat. 130, 131 (Comm'r Pat. 1891).
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In summary, while the Office is mindful of the circumstances
surrounding this application, the showing of record is that
petitioner did not exercise a level of care consistent with a
reasonably prudent person in relation to his or her most
important business. Accordingly, the showing of record does not
rise to the level of unavoidable delay.

As the showing of record is insufficient to satisfy the
requirements of a grantable petition under 37 CFR 1.137(a), the
petition will be dismissed.

PETITION UNDER 37 CFR 1.137(B)

The petition must be dismissed because counsel’s deposit account
contains insufficient funds to charge the petition fee required
by 37 CFR 1.137(b). An amount sufficient to cover all fees,
services, copies, etc., requested must always be on deposit.
Charges to accounts with insufficient funds will not be
accepted.’ Specifically, on October 7, 2009, the deposit account
contained $1,419.12, which was insufficient to charge the issue
fee, publication fee, petition fee under 37 CFR 1.137(a) and also
the petition fee under 37 CFR 1.137(b). Accordingly, the fee
under 37 CFR 1.137(b) could not be charged.

In the absence of the petition fee, which is required by law, the
USPTO can only treat the instant petition as a (feeless 1.181)
petition to withdraw the holding of abandonment. The petition
has already been treated under 37 CFR 1.181 (and 37 CFR 1.137(a))
and determined not to be grantable.

The PTO will not reach the merits of any ?etition under 37 CFR
1.137 lacking the requisite petition fee.!®

Any renewed petition must be accompanied by the petition fee
required under 37 CFR 1.137(b).

It is recommended that the enclosed form be utilized in filing a
renewed petition.

Receipt of the issue and publication fees and petition fee under
37 CFR 1.137(a) are acknowledged. !

9
10

37 CFR 1.25(a).
See Krahn v. Comm'r, 15 USPQ2d 1823, 1825 (E.D. Va. 1990).
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A reply should be submitted within two (2) months of the mailing
date of this decision.

Further correspondence with respect to this matter should be
ad