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This is a decision on the petition filed October 21, 2005, requesting under 37 CFR 1.10(e) that
the USPTO accord the above-identified application papers a filing date of August 29, 2005,
instead of the currently accorded filing date of September 2, 2005.

~ The petition is dismissed. This is not a final agency action. Any request for reconsideration of
this decision must be filed within TWO MONTHS of the above-given mail date. See 37 CFR
1.181(g). This time period is not extendable under the provisions of 37 CFR 1.136(a) or (b).

Petitioner asserts that the earlier filing date is warranted in that papers for the above-captioned
application, along with papers for 2 other applications were each deposited with the Express
Mail Service of the USPS Express Mail to Addressee Service of the USPS, purportedly in
compliance with 37 CFR 1.10, on August 29, 2005, but addressed to the USPTO at its former
Washington DC 20231 correspondence address. While the other 2 sets of application papers,

- which each contained the disclosures of the other 2 as part of an IDS were delivered to the
USPTO and accorded the requested filing date, the USPS returned the Express Mail package
containing the instant papers to petitioner on September 2, 2005. On the same date petitioner
remailed the instant application papers by Express Mail, this time, however, using the PO Box
1490 Alexandria Va 22313 correspondence address. Petitioner points to the facts that (1) the
instant disclosure was in fact present at the USPTO as part of an IDS in the other 2 applications
that have been accorded a filing date of August 29, 2005, and (2) the USPS treatment of the
other 2 applications reasonably establishes that the Washington DC address was a viable
address within the meaning of 37 CFR 1.10(a)

Petitioner’s reliance on 37 CFR 1.10(e) is misplaced. The remedial provisions of 37 CFR
1.10(e) only apply to correspondence that: (1) has the Express Mail label affixed thereto, (2)
was addressed as required by 37 CFR 1.1(a), and (3) was not received at the USPTO.

Taking the last item noted above first, clearly the correspondence in question for the above-
identified application deposited with the USPS as Express Mail on September 2, 2005, was
received by the USPTO and as such 1.10(e) is inapposite to the question for the
correspondence deposited with the USPS on that date. 1.10(e) only applies when the
correspondence in question was never received by the USPTO.

As to the correspondence for the above-identified application that was deposited with the USPS
on August 29, 2005, but returned to petitioner, 1.10(e) is likewise inapposite to the question.
Here, the correspondence was admittedly not addressed as required by 37 CFR 1.1(a), but
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rather was addressed to an obsolete correspondence address. On May 1, 2003, the USPTO
changed its correspondence address for, as here, filing of patent applications to P.O. Box 1450,
Alexandria, VA 22313-1450. See 37 CFR 1.1 and “Correspondence with the United States
Patent and Trademark Office,” 68 Fed. Reg. 14332 (March 25, 2003), 1269 Off. Gaz. Pat.
Office 159 (Apr. 22, 2003). To allow applicants time to become accustomed to the new address
in Alexandria, VA, the USPTO waived the provisions of 37 CFR 1.8 and 1.10 such that
correspondence addressed to Washington, DC 20231 would be treated as acceptable under 37
CFR 1.8 and 1.10 for otherwise compliant Certificates of Mailing and "Express Mail".

However, on March 29, 2005, members of the public and registered practitioners were advised
that effective on April 4, 20085, the provisions of 37 CFR 1.8 (Certificate of Mailing) and 1.10
("Express Mail") would no longer be waived for correspondence addressed to the United States
- Patent and Trademark Office (USPTO), Washington, DC 20231. See notice entitled
“Termination of the Waiver of Provisions of 37 CFR 1.8 and 1.10 for Correspondence Intended
for the United States Patent and Trademark Office but Addressed to Washington, DC 20231,”
1292 Off. Gaz. Pat. Office 186 (March 29, 2005)." Thus, the correspondence that was returned
to petitioner by the USPS will not be considered proof of prior filing or mailing under 37 CFR
1.8(b) or 1.10(e) since that correspondence was not mailed in accordance with 37 CFR 1.1. Id.

As to the correspondence for the other 2 applications that was deposited with the USPS on
August 29, 2005, and which each included a copy of the papers for this application in the two
IDS's, § 1.10(e) is also inapposite to the question. Here, again, the correspondence (1) was
received such that 1.10(e) is inapposite, (2) was not addressed as set forth in §1.1(a) as
required by 37 CFR 1.10(e), and (3) the Express Mailing Label number that was affixed to the
copy of the instant application papers in each of the 2 IDS’s was not the Express Mail Label
number that was affixed to either set of the application papers that were accorded a filing date
of August 29, 2005.

This application is being referenced to the Office of Initial Patent Examination for further
processing with the currently accorded filing date of September 2, 2005.

Telephone inquiries related to this communication should be directed to the undersigned at
(571 272-3}1 7.

rian Hearn
Petitions Examiner
Office of Petitions

'This notice is also available on the USPTO web site at:
http://www.uspto.gov/web/offices/com/sol/og/2005/week13/patcfr2.htm
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This is a decision on the renewed petition filed January 23, 2006, requesting under 37 CFR
1.10(e) that the USPTO accord the above-identified application papers a filing date of August
29, 2005, instead of the currently accorded filing date of September 2, 2005.

The petition is denied.

STATUTE AND REGULATION

35 U.S.C. § 21(a) provides:

The Director may by rule prescribe that any paper or fee required to be filed in the
Patent and Trademark Office will be considered filed in the Office on the date on which
it was deposited with the United States Postal Service or would have been deposited
with the United States Postal Service but for postal service interruptions or emergencies
designated by the Director.

37 CFR 1.1(a) states:

In general. Except as provided in paragraphs (a)(3)(i), (a)(3)(ii) and (d)(1) of this section,
all correspondence intended for the United States Patent and Trademark Office must
be addressed to either "Director of the United States Patent and Trademark
Office, P.O. Box 1450, Alexandria, Virginia-22313-1450" or to specific areas within the
Office as set out in paragraphs (a)(1), and (a)(3)(iii) of this section. When appropriate,
correspondence should also be marked for the attention of a particular office or
individual(emphasis added).

37 CFR 1.10(a) states:

(1) Any correspondence received by the U.S. Patent and Trademark Office (USPTO)
that was delivered by the "Express Mail Post Office to Addressee"” service of the
United States Postal Service (USPS) will be considered filed with the USPTO on
the date of deposit with the USPS.

(2) The date of deposit with USPS is shown by the "date in" on the "Express Mail" label
or other official USPS notation. If the USPS deposit date cannot be determined, the
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correspondence will be accorded the USPTO receipt date as the filing date. See §
1.6(a)(emphasis added).

37 CFR 1.10(e) states:

(e) Any person mailing correspondence addressed as set out in § 1.1(a) to the
Office with sufficient postage utilizing the "Express Mail Post Office to
Addressee” service of the USPS but not received by the Office, may petition the
Director to consider such correspondence filed in the Office on the USPS deposit
date, provided that:

(1) The petition is filed promptly after the person becomes aware that the Office has no
evidence of receipt of the correspondence;

(2) The number of the "Express Mail" mailing label was placed on the paper(s) or fee(s) -
that constitute the correspondence prior to the original mailing by "Express Mail";

(3) The petition includes a copy of the originally deposited paper(s) or fee(s) that
constitute the correspondence showing the number of the "Express Mail" mailing label
thereon, a copy of any returned postcard receipt, a copy of the "Express Mail" mailing
label showing the "date-in," a copy of any other official notation by the USPS relied upon
to show the date of deposit, and, if the requested filing date is a date other than the
"date-in" on the "Express Mail" mailing label or other official notation entered by the
USPS, a showing pursuant to paragraph (d)(3) of this section that the requested filing
date was the date the correspondence was deposited in the "Express Mail Post Office to
Addressee" service prior to the last scheduled pickup for that day; and

(4) The petition includes a statement which establishes, to the satisfaction of the
Director, the original deposit of the correspondence and that the copies of the
correspondence, the copy of the "Express Mail" mailing label, the copy of any returned
postcard receipt, and any official notation entered by the USPS are true copies of the -
originally mailed correspondence, original "Express Mail" mailing label, returned
postcard receipt, and official notation entered by the USPS(emphasis added.).

PREVIOUS OPINION

Petitioner asserts that the earlier filing date is warranted in that papers for the above-captioned
application, along with papers for 2 other applications were each deposited with the Express
Mail Service of the USPS Express Mail to Addressee Service of the USPS, purportedly in :
compliance with 37 CFR 1.10, on August 29, 2005, but addressed to the USPTO at its former
Washington DC 20231 correspondence address. While the other 2 sets of application papers,
which each contained the disclosures of the other 2 as part of an IDS were delivered to the
USPTO and accorded the requested filing date, the USPS returned the Express Mail package
containing the instant papers to petitioner on September 2, 2005. On the same date petitioner
remailed the instant application papers by Express Mail, this time, however, using the PO Box
1490 Alexandria Va 22313 correspondence address. Petitioner points to the facts that (1) the
instant disclosure was in fact present at the USPTO as part of an IDS in the other 2 applications
that have been accorded a filing date of August 29, 2005, and (2) the USPS treatment of the
other 2 applications reasonably establishes that the Washington DC address was a viable
address within the meaning of 37 CFR 1.10(a).



Application No. 11/218,860 . Page 3

Petitioner’s reliance on 37 CFR 1.10(e) is misplaced. The remedial provisions of 37 CFR
1.10(e) only apply to correspondence that: (1) has the Express Mail label affixed thereto, (2)
was addressed as required by 37 CFR 1.1(a), and (3) was not received at the USPTO.

Taking the last item noted above first, clearly the correspondence in question for the above-
identified application deposited with the USPS as Express Mail on September 2, 2005, was
received by the USPTO and as such 1.10(e) is inapposite to the question for the
correspondence deposited with the USPS on that date. 1.10(e) only applies when the
correspondence in question was never received by the USPTO.

As to the correspondence for the above-identified application that was deposited with the USPS
on August 29, 2005, but returned to petitioner, 1.10(e) is likewise inapposite to the question.
Here, the correspondence was admittedly not addressed as required by 37.CFR 1.1(a), but
rather was addressed to an obsolete correspondence address. On May 1, 2003, the USPTO
changed its correspondence address for, as here, filing of patent applications to P.O. Box 1450,
Alexandria, VA 22313-1450. See 37 CFR 1.1 and “Correspondence with the United States
Patent and Trademark Office,” 68 Fed. Reg. 14332 (March 25, 2003), 1269 Off. Gaz. Pat.
Office 159 (Apr. 22, 2003). To allow applicants time to become accustomed to the new address
in Alexandria, VA, the USPTO waived the provisions of 37 CFR 1.8 and 1.10 such that
correspondence addressed to Washington, DC 20231 would be treated as acceptable under 37
CFR 1.8 and 1.10 for otherwise compliant Certificates of Mailing and "Express Mail".

However, on March 29, 2005, members of the public and registered practitioners were advised
that effective on April 4, 2005, the provisions of 37 CFR 1.8 (Certificate of Mailing) and 1.10
("Express Mail") would no longer be waived for correspondence addressed to the United States
Patent and Trademark Office (USPTO), Washington, DC 20231. See notice entitled
“Termination of the Waiver of Provisions of 37 CFR 1.8 and 1.10 for Correspondence Intended
for the United States Patent and Trademark Office but Addressed to Washington, DC 20231,"
1292 Off. Gaz. Pat. Office 186 (March 29, 2005).' Thus, the correspondence that was returned
to petitioner by the USPS will not be considered proof of prior filing or mailing under 37 CFR
1.8(b) or 1.10(e) since that correspondence was not mailed in accordance with 37 CFR 1.1. Id.

As to the correspondence for the other 2 applications that was deposited with the USPS on
August 29, 2005, and which each included a copy of the papers for this application in the two
IDS’s, § 1.10(e) is also inapposite to the question. Here, again, the correspondence (1) was
received such that 1.10(e) is inapposite, (2) was not addressed as set forth in §1.1(a) as
required by 37 CFR 1.10(e), and (3) the Express Mailing Label number that was affixed to the
copy of the instant application papers in each of the 2 IDS’s was not the Express Mail Label
number that was affixed to either set of the application papers that were accorded a filing date
of August 29, 2005.

OPINION RE RENEWED PETITION

Petitioner seeks reconsideration and a “consistent” filing date based on the alleged uniform and
simultaneous of deposit of this and 2 other applications with the USPS.

Petitioner appears to overlook that the filing dates accorded herein and in the 2 other
applications are entirely consistent with 37 CFR 1.10(a)(1). Each of the three applications,

'This notice is aléo available on the USPTO web site at:
http://www.uspto.gov/web/offices/com/sol/og/2005/week13/patcfr2.htm
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upon their being delivered by the USPS to the USPTO, has been given as the filing date, their
date of deposit with the USPS in the Express Mail to Addressee Service. That is, per 37 CFR
1.10(a)(1), each is considered filed with the USPTO on the date of deposit (the “date-in”) with
the USPS. That they have received different filing dates is simply due to the fact that petitioner
deposited them with the USPS on different dates. Since the other 2 referenced applications
were delivered to the USPTO upon their deposit with the USPS Express Mail to Addressee
service on August 29, 2005, that is the proper filing date accorded to those applications. See
37 CFR 1.10(a)(1). Since the correspondence for this application that was asserted to have
been deposited with the USPS on August 29, 2005, was not delivered to.the USPTO, then 37
CFR 1.10(a)(1) does not apply to that correspondence.

Furthermore, as noted above, petitioner knew or should have known, that any correspondence
addressed to the obsolete USPTO address that was returned to petitioner, is not considered
proof of prior filing or mailing under 37 CFR 1.10(e), since that correspondence was not mailed

in accordance with 37 CFR 1.1(a). As noted above, however, since the instant correspondence
" was properly deposited with the USPS on September 2, 2005 and was received by the USPTO,
then the remedial provisions of 37 CFR 1.10(e) do not apply to this application. Likewise, for the
reasons given above, since the correspondence for this application that was deposited with the
USPTO on August 29, 2005, did not then comply with the applicable provisions of the relevant
rules, then, again, the remedial provisions of 37 CFR 1.10(e) do not apply to that
correspondence either. See notice at 1292 Off. Gaz. Pat. Office 186 (March 29, 2005).
Petitioner’s lack of attention to the regulations and published procedures before the USPTO
was unfortunate, but that does not entitle this application to a filing date of other than
September 2, 2005. See e.q., Vincent v. Mossinghoff, 230 USPQ 621, 625 (D.D.C.
1985)(petitioner's failure to take adequate notice of USPTO published procedures will not be
permitted to shift his lack of diligence onto the USPTO );Nitto Chem. Indus. Co. v. Comer, 39
USPQ2d 1778, 1782 (D.D.C. 1994)(petitioner not entitled to any relief under 37 CFR 1.10 as
petitioner’s failure to comply with the requirements of that rule is an avoidable oversight);
Honigsbaum v. Lehman, 903 F. Supp. 8, 37 USPQ2d 1799 (D.D.C. 1995)(same).

Since, however, the correspondence for this application that was properly deposited within the
meaning of 37 CFR 1.10 with the USPS Express Mail to Addressee Service on September 2,
2005, and was delivered to the USPTO, then, again, per 37 CFR 1.10(a)(1), that is the filing
date properly accorded to the instant application. The alleged discrepancy in filing dates for the
3 applications arises not from any error or inconsistency on the part of the USPTO; rather it
arises from petitioner’s failure on August 29, 2005, to address the correspondence for this
application in the manner required by 37 CFR 1.1(a).?

? Because the USPTO regulations are published in the Federal Register as required by
the Federal Register Act, 44 U.S.C. §1505 (formerly 44 U.S.C. §§5, 7), they are binding, even
in the absence of actual knowledge. See, e.g., Timber Access Industries Co. v. United States,
213 Ct. Cl. 648, 553 F.2d 1250, 1255 (1977); Andrews v. Knowlton, 509 F.2d 898, 905 (2d
Cir.), cert. denied, 423 U.S. 873 (1975); United States v. Aarons, 310 F.2d 341, 345-48 (2d
Cir. 1962); In re Pacific Far East Line, Inc., 314 F.Supp. 1339, 1348 (N.D. Cal. 1970), affd,
472 F.2d 1382 (9th Cir. 1973). Moreover, petitioner, who is a registered practitioner, is
expected to know and apply the patent statues, rules of practice, and procedures before the
USPTO.
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DECISION

The petition is granted to the extent that the prior decision has been reconsidered, but is
denied as to any modification of that decision or any change in the instant filing date. The filing
date remains September 2, 2005, the earliest date the instant application papers were
entrusted to the USPS in compliance with the requirements of 37 CFR 1.10 (and § 1.1(a)).

This decision may be considered a final agency action within the meaning of 5 U.S.C. § 704 for
purposes of seeking judicial review. See MPEP 1002.02.

The USPTO will not further consider or reconsider this matter.

This application is being referenced to the Technology Center for examination in due course
with the currently accorded filing date of September 2, 2005.

Telephone inquiries related to this communication should be directed to Petitions Examiner
Brian Hearn at (571) 272-3217.

ot fa

Charles Pearson
Director, Office of Petitions
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COPY MAILED
OCT 3 0 2006
OFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent under 37 C.F.R. § 1.36(b) or 37 C.F.R.

§ 10.40 filed July 12, 2006.

The request is NOT APPROVED.

A review of the file record indicates that Paul K. Legaard does not have power of attorney in this patent
application nor is there any statement or evidence of record of employment in or otherwise being engaged
in the proceedings in this patent application. Furthermore, there is no evidence that Paul K. Legaard has
authority to act on behalf of all attorneys in Customer number 34138 to withdraw them of record in this
application. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is not applicable. :

All future communications from the Office will continue to be directed to the below-listed address until

otherwise properly notified by the applicant.

Telephone inquires concerning this decision should be directed to Charles Smoot at 571-272-3299.

avid Bucci
etitions Examiner
Office of Petitions

Cc: WOODCOCK WASHBURN LLP
ONE LIBERTY PLACE - 46TH FLOOR
PHILADELPHIA, PA 19103
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Motonishi et al. :
Application No. 11/218,882 : DECISION GRANTING PETITION

Filed: 26 August, 2005
Atty Dckt No. 9261-5176

This is a decision in reference to the petition filed on 17
October, 2005, which is treated as a petition filed under 37 CFR
1.10(c), requesting that the above-identified application be
accorded a filing date of 26 August, 2005, rather than the
currently-accorded filing date of 29 August, 2005.

The petition is granted.

Petitioners assert that the application was deposited in Express
Mail Service on 26 August, 2005. In support, petitioners have
provided a copy of Express Mail Customer Label EV463629495US.
(the same Express Mail number found on the itemized utility
application transmittal sheet accompanying the original
application papers located in the official file) showing a “date-
in” of “8 26 05”.

As such, the showing of record is that the correct date of
deposit in Express Mail is 26 August, 2005.

In view of the above, the petition is granted. No fee is
required, and the $130.00 fee submitted with the petition will be
credited to counsel’s deposit account, No. 23-1925.

The application is being referred to the Office of Initial Patent
Examination (OIPE) for correction of the filing date to 26
August, 2005, and for issuance of a corrected Filing Receipt.

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.
Douglas I. Wood

Senior Petitions Attorney
Office of Petitions
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Li, et al. :
Application No. 11/218,884 : DECISION ON

Filed: September 2, 2005 : PETITION
Attorney Docket No. TTI-086 US1 :

This is in response to the petition to revive under 37 CFR
1.137(a), filed August 11, 20009.

The petition under 37 CFR 1.137(a) is DISMISSED.

Any request for reconsideration of this decision must be
submitted within TWO (2) MONTHS from the mail date of this
decision. The reconsideration request should include a cover '
- letter entitled “Renewed Petition under 37 CFR 1.137(a)”.
~ Extensions of time under 37 CFR 1.136(a) are permitted.

The above-identified application became abandoned for failure to
timely file a proper reply to the final Office action mailed on
January 15, 2009. This Office action set a shortened statutory
period for reply of three (3) months. Applicants filed an
Amendment on March 13, 2009. However, by Advisory Action mailed
April 29, 2009, the Examiner informed Applicants that the
Amendment would not be entered because it failed to place the
application in condition for allowance. No further reply having
been received, the application became abandoned by operation of
law on April 16, 2009. The Office mailed a Notice of Abandonment
on August 19, 2009.

A grantable petition under 37 CFR 1.137(a) must be accompanied

by: (1) the required reply, unless previously filed; (2) the
petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the’
satisfaction of the Commissioner that the entire delay in filing
the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(a) was
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unavoidable; and (4) any terminal disclaimer (and fee as set
forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c).

The instant petition has not satisfied requirements (1) and (3)
above.

With respect to item (1), petitioner has not submitted a proper
reply to the final Office action. A proper reply consists of an
RCE, a Notice of Appeal, or a continuing application.

With respect to item (3), decisions on reviving abandoned
applications on the basis of “unavoidable” delay have adopted the

reasonably prudent person standard in determining if the delay
was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.!

Moreover, a petition cannot be granted where a petitioner has
failed to meet his or her burden of establishing that the delay
was “unavoidable.”?

Here, petitioner explains that the instant application was part
of over 100 applications that were decided to be transferred
inhouse. According to petitioner, the “status of the final
office action response, subsequent communications of the final
adjudication of the claim amendments was not completely explained
during the transfer of responsibility.” The assignee was under
the impression that an appeal had been filed.

' In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte

Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221
F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172
(D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913).

Haines v. Quigg, 673 F. Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32
(N.D. Ind. 1987).
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A misunderstanding does not constitute unavoidable delay within
the meaning of 37 CFR 1.137(a). While the delay at issue may
have been unintentional, petitioner has not demonstrated that it
was unavoidable.

While the showing of record is not sufficient to establish to the
satisfaction of the Commissioner that the delay was unavoidable,
petitioner is not precluded from obtaining relief by filing a
request for reconsideration pursuant to 37 CFR 1.137(b) on the
basis of unintentional delay. A grantable petition pursuant to
37 CFR 1.137(b) must be accompanied by (1) The reply required to
the outstanding Office action or notice, unless previously filed;
(2) The petition fee as set forth in 37 CFR 1.17(m); (3) A
statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable
petition pursuant to this paragraph was unintentional. The
Commissioner may require additional information where there is a
question whether the delay was unintentional; and (4) Any
terminal disclaimer (and fee as set forth in 37 CFR 1.20(d))
required pursuant to paragraph (d) of this section.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.0O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3207.

U

Cliff Congo
Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Fawaz Assariri :

Application No. 11/218891 : ON PETITION
Filing Date: 09/02/2005 :

Attorney Docket Number:

RLA35.089

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
March 21, 2007, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of July 18, 2006. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2), an amendment that prima facie places the application in condition for
allowance, a Request for Continued Examination and submission (37 CFR 1.114), or the filing of
a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(III)(A)(2). No extensions
of time pursuant to the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the date of
abandonment of this application is October 19, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee, and the submission
required by 37 CFR 1.114; (2) the petition fee; and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (5§71) 272-
3232. ‘

This application is being referred to Technology Center AU 3612 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.

Q&&«%&%&iﬁ%

Attorne
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
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MORRIS I. POLLACK

19 EBERHARDT ROAD LED
EAST HANOVER, NJ 07936 COPY MA

MAY 1 1 2009
OFFICE OF PETITIONS
In re Application of
John Landy, III, et al. :
Application No. 11/218,896 :  DECISION ON PETITION

Filed: September 2, 2005
Attorney Docket No. B-001

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
April 2, 2009, to revive the above-identified application.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, August 13, 2008, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on November 14, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810, and (3) a proper statement of
unintentional delay.

The petition is GRANTED.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning the examination or status of this application should be
directed to the Technology Center.

This application is being referred to Technology Center AU 3753 for appropriate action by the
Examiner in the normal course of business on the reply received April 2, 2009.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademnark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov
APPL NO. F'L:':)GD%EW‘ ARTUNIT | FIL FEE REC'D ATTY.DOCKET NO prRAWINGS | TOT cLms | IND cLms
11/218,905 09/01/2005 3761 565 81421-4051 7 18 1

CONFIRMATION NO. 2249
28765 CORRECTED FILING RECEIPT

1700 K STREET W UL AT OCCR A2 G R 00 A v

1700 K STREET, N.W. I .
WASHINGTON, DC 20006 0C000000018507217

Date Mailed: 04/12/2006

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Martin Johansson, Kungsbacka, SWEDEN;
Robert Axelsson, Granna, SWEDEN;
Anette Johnsson, Jonkoping, SWEDEN,;
Bjorn Edwin, Saetre, NORWAY;
Erik Fosse, Oslo, NORWAY,

Power of Attorney: The patent practitioners associated with Customer Number 28765.

Domestic Priority data as claimed by applicant
This appln claims benefit of 60/615,576 10/05/2004

Foreign Applications
EUROPEAN PATENT OFFICE (EPO) 04077475.4 09/06/2004

If Required, Foreign Filing License Granted: 09/27/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US11/218,905

Projected Publication Date: Not Applicable

Non-Publication Request: No
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Early Publication Request: No
** SMALL ENTITY **

Title
Implant

Preliminary Class
604

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent' and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
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date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK DFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

WWW.USPTO.GOV

Paper No. None

IPSOLON LLP COPY MAILED
111 SW COLUMBIA =
SUITE 710 SEP 11 2008
PORTLAND OR 97201

. OFFICE OF PETITIGNS
In re Application of
Kevin Hlas et al. :
Application No. 11/218,910 : DECISION ON PETITION
Filing Date: September 1, 2005 : UNDER 37 C.F.R. § 1.137(B)
Attorney Docket Number: 1006- :
189/JRD

Title: PERSONAL AUDIO-SET WITH
ADJUSTABLE SLIDING EAR CLIP
MOUNT

This is a decision on the petition under 37 CFR §1.137(b)*, filed
June 21, 2006, to revive the above-identified application.

The above-identified application became abandoned for failure to
reply in a timely manner to the Notice of Missing Parts (notice),
mailed October 3, 2005, which set a shortened statutory period
for reply of two months. No response was received, and no
extensions of time under the provisions of 37 C.F.R. §1.136(a)
were requested. Accordingly, the above-identified application
became abandoned on December 4, 2005. A notice of abandonment
was mailed on June 12, 2006.

1 A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice,
unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may
require additional information where there is a question whether the
delay was unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required
pursuant to paragraph (d) of this section.



Decision on Petition Page 2
Application No. 11/218,910

With the present petition, Petitioner has submitted the petition
fee, the proper statement of unintentional delay, an executed
declaration along with the surcharge associated with the late
submission of the same, and the filing, search, examination fees.
A terminal disclaimer is not necessary.

Petitioner has met all requirements for a grantable petition
under 37 C.F.R. §1.137(b). As such, the petition is GRANTED.

The Office of Initial Patent Examination will be notified of this
decision.

The general phone number for the Office of Petitions which should
be used for status requests is (571) 272-3282. Telephone
inquiries regarding this decision should be directed to the
undersigned at (571) 272-3225.

o

Paul Shanoski

- Senior Attorney

Office of Petitions

United States Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK QFFICE
P.0. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.go

IPSOLON LLP

111 SW COLUMBIA
SUITE 710
PORTLAND, OR 97201

COPY MAILED
SEP 13 2006

OFFCE OF PETITIONS

In re Application of

Slamka et al.

Application No. 11/218,914

Filed: September 1, 2005

Attorney Docket No. :
1006-186/JRD :

This is a decision in response to the petition under 37 CFR
1.137(b), filed June 21, 2006, to revive the above-identified
application.

This Petition is hereby granted.

The above-identified application became abandoned for failure
to reply in a timely manner to the Notice to File Missing
Parts of Nonprovisional Application (hereinafter “Notice”),
mailed October 3, 2005. The Notice set a period for reply of
two (2) months from the mail date of the Notice. Extensions
of time were available under 37 CFR 1.136(a). No reply having
been received, the application became abandoned on December 4,
2005. A Notice of Abandonment was mailed on June 12, 2006.

With the instant petition Petitioner has filed the necessary
documents and paid the requisite fees.

The Oath/declaration has been entered and made of record.

This application is being forwarded to the Office of Initial Patent
Examination for continued processing in due course.

Telephone inquiries concerning this matter should be directed to
the undersigned at (571) 272-3232.

&g& Adeu e

Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

TRASK BRITT
P.O. BOX 2550
SALT LAKE CITY UT 84110

In re Application of

ROVERI, Francisco E. et al.
Application No. 11/218,926

Filed: September 01, 2005
Attorney Docket No. 3089-7451US

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
AUG 3 0 2007
OFFICE OF PETITIONS

'DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed June 21, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to TRASK BRITT has been
revoked by the assignee of the patent application on August 14, 2007. Accordmgly, the request

to withdraw under 37 C.F.R. § 1. 36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant..

Telephone inquires concerning this decision should be directed to Tredelle Jackson at 571-272-
2783. ' '

Office of Petltlons :

cc: SUGHRUE MION, PLLC
2100 PENNSYLVANIA AVENUE, N. w.
SUITE 800
WASHINGTON, DC 20037



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

GREENBERG TRAURIG LLP (LA)
2450 Colorado Avenue, Suite 400E
Intellectual Property Department

Santa Monica, CA 90404 ' COPY MAIWED
_ AUG 2 5 2009
In re Application of : OFFICE OF PETIT IONS
Sam Schwartz :
Application No. 11/218,939 : DECISION ON PETITION
Filed: September 1, 2005 : . TO WITHDRAW

Attorney Docket No. 73605-010200 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed April 9, 2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to

file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

The request was signed by Christopher Traurig, LLP on behalf of all attorneys of record. All

attorneys/agents have been withdrawn. Applicant is reminded that there is no attorney of record at
this time.

All future correspondence will be directed to the first named inventor Sam Schwartz at the address
indicated below.

The application became abandoned for failure to timely respond to the Office action mailed
February 26, 2009. '



Application No. 11/218,939 Page 2

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-
2991.

Yy Williwmd)
err1 Williams

Petitions Examiner
Office of Petitions

cc: Sam Schwartz
21133 Superior Street
Chatsworth, CA 91311
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.LIpto.gov

| APPLICATION NUMBER ] FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NOJ/TITLE j
11/218,939 09/01/2005 Sam Schwartz 73605-010200
CONFIRMATION NO. 2137
33717 POWER OF ATTORNEY NOTICE
GREENBERG TRAURIG LLP (LA)
2450 COLORADO AVENUE, SUITE 400E ||||l|ﬂ|[mﬂﬂ|[l|||lmllmulwmmwwmm“m"mﬂm“m

INTELLECTUAL PROPERTY DEPARTMENT
SANTA MONICA, CA 90404
Date Mailed: 08/24/2009

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 04/09/2009.

+ The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/tswilliams/

- Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
i P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED

DUANE MORRIS LLP - Chicago SEP 15 2009

IP DEPARTMENT

190 South LaSalle Street OFFICE OF PETITIONS

Suite 3700

CHICAGO IL 60603-3433

In re Application of

Loren Miles :

Application No. 11/218,947 : DECISION ON PETITION
Filed: September 2, 2005 : TO WITHDRAW

Attorney Docket No. E7814-00011 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed August 5, 2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to

file a response or the expiration date of the maximum time period which can be extended under 37
CF.R. §1.136(a).

The request was signed by Richard T. Ruzich on behalf of attorney/agents associated with
customer number 76223. All attorneys/agents associated with customer number 76223 have been
withdrawn. ‘ ‘

Applicant is reminded that there is no attorney of record at this time.

The correspondence address has been changed and is copied below.
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Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-
4618.

Petitions Exarhiner

Office of Petitions

cc: Loren Miles
11155 Massachusetts Avenue
Los Angeles, CA 90025
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gOV
I APPLICATION NUMBER FILING OR 371(C) DATE l FIRST NAMED APPLICANT l ATTY. DOCKET NO./TITLE I
11/218,947 09/02/2005 Loren Miles E7814-00011
CONFIRMATION NO. 2114
76223 POWER OF ATTORNEY NOTICE

190 South LaSalle Street
Suite 3700
CHICAGO, IL 60603-3433

P DEPARTUENT o L

Date Mailed: 09/14/2009

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 08/05/2009.

» The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/kainabinet/

Office of Data Management, Application Assistance Unit (671) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Lynn Schwenning Mail Date: 04/20/2010
1600 West Hill Street

Louisville, KY 40210

Applicant : Vladimir Fridman : DECISION ON REQUEST FOR
Patent Number : 7622623 : RECALCULATION of PATENT
Issue Date : 11/24/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/218,949 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1000 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

VARIAN MEDICAL SYSTEMS

TECHNOLOGIES, INC. COPY MAILED
c/o BINGHAM MCCUTCHEN LLP 0CT 0 2 2006
THREE EMBARCADERO CENTER

SAN FRANCISCO, CA 94111-4067 OFFICE OF PETITIONS

In re Application of
Hassan Mostafavi

Application No. 11/218,960
DECISION ON PETITION
Filed: September 1, 2005

Attorney Docket No. VM7010733003

This is a decision on the petition under 37 CFR §1.137(b), July 31, 2006, to revive the above-identified
application.

The petition is granted.

This application became abandoned for failure to timely remit the issue fee of $1400.00, and publication
fee of $300.00 as required by the Notice of Allowance and Issue Fee Due (the “Notice”) mailed April 24,
2006. The Notice set forth a three (3) month statutory period for reply. No response was received within
the allowable period. Accordingly, this application became abandoned on July 25, 2006. A Notice of
Abandonment was mailed on June 27, 2006.

The issue fee was received on July 31, 2006.

Form PTOL-85B, filed July 31, 2006, is noted and made of record.

The application is being directed to the Office of Patent Publications for further processing.

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-3222.

Aoy CLAAG

Kenya A McLaughli
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Michael G. Fletcher Mail Date: 04/21/2010
FLETCHER YODER

P. 0. Box 692289
Houston, TX 77269-2289

Applicant : Larry Kinsman : DECISION ON REQUEST FOR
Patent Number : 7600314 : RECALCULATION of PATENT
Issue Date : 10/13/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/218,995 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 341 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
. P.0. Box 1450

Alexandria, VA 22313-1450
www.usplo.gov

Michael G. Fletcher

. FLETCHER YODER
P.O. Box 692289 .
Houston TX 77269-2289 e
| - s 23
In re Application of: :
Christopher K. Morzano etal. A o DECISION ACCEPTING PAPERS

Serial No.: 11/218,997 : UNDER 37 C.F.R. § 1.8(b)
Filed: September 1, 2005 : o
Attorney Docket No.: MICS:0136 (04-0730)

This is a decision on the petition under 37 C.F.R. § 1.181(a) filed on October 16, 2006 via
facsimile transmission. The petition requests that the Response to Office Action filed
concurrently with the petition be considered as timely filed on August 23, 2006. The petition is
being treated as a request to accept papers as tlmely filed pursuant to 37 C.F.R. § 1.8(b) for the
above-identified application.

The request is GRANTED.

A non-final Office action was mailed on May 24, 2006, setting a three month shortened statutory
period for filing a response. During a telephone call with the examiner on October 16, 2006, the
requester learned that the Office had no record of having received a response to the Office action
of May 24, 2006. Requester asserts that a response to the Office action mailed May 24, 2006
was deposited with the U.S. Postal Service on August 23, 2006.

In support of the assertion that a response was timely filed, requester submitted the following
papers as evidence of timely submission: 1) a copy of the response which bears a Certificate of
Transmission under 37 C.F.R. § 1.8(a) dated August 23, 2006; and 2) a statement under 37
C.F.R. § 1.8(b)(3) which attests on a personal knowledge basis to the previous mailing. The
Certificate of Mailing dated August 23, 2006 would have made the response tlmely if received in
the Patent and Trademark Office. :

The file record does not include the originally submitted response.

The request satisfies the conditions set forth under 37 C.F.R. § 1.8(b) for accepting a response,
filed using a certificate of mailing under 37 C.F.R. § 1.8(a) but not received by the USPTO, as
being timely filed. Accordingly, the request is granted.

The copy of the response filed Octob¢r 16, 2006, via facsimile transmission, is accepted as being
timely filed since the USPTO apparently did not receive the originally submitted response.
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“The examiner of record will consider the response filed October 16, 2006 and prepare an Office
action based upon the response.

Any inquiries regarding this decision should be directed to the undersigned at.(571) 272-1638.

Edivane! ZleaZo
Edward Westin
Quality Assurance Specialist/Special Programs Exammer
Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

IntraPace, Inc. & Townsend & Townsend & Crew LLP Mail Date: 04/21/2010
Two Embarcadero Center, Eighth Floor
San Francisco, CA 94111-3834

Applicant : Mir A. Imran : DECISION ON REQUEST FOR
Patent Number : 7616996 : RECALCULATION of PATENT
Issue Date : 11/10/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,004 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 687 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

TOWNSEND AND TOWNSEND AND CREW, LLP Mail Date: 04/21/2010
TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO, CA 94111-3834

Applicant : Robert K. Rowe : DECISION ON REQUEST FOR
Patent Number : 7668350 : RECALCULATION of PATENT
Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,006 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1135 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

CROMPTON, SEAGER & TUFTE, LLC Mail Date: 04/21/2010
1221 NICOLLET AVENUE

SUITE 800

MINNEAPOLIS, MN 55403-2420

Applicant : Amr Salahieh : DECISION ON REQUEST FOR
Patent Number : 7648518 : RECALCULATION of PATENT
Issue Date : 01/19/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,033 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 609 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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MAILED Paper No.
DUKE W. YEE . JAN 26 2010
P.0O. BOX 802333
YEE & ASSOCIATES, P.C. . OFFICE OF PETITIONS
DALLAS TX 75380
In re Application of
Amaru et al. :
Application No. 11/219,039 : DECISION ON PETITION
Filed: September 1, 2005 : PURSUANT TO

Attorney Docket No.: : 37 C.F.R. § 1.137(B)
SVL920060533US1 :

Title: BUSINESS RULES FOR

CONFIGURABLE METAMODELS AND

ENTERPRISE IMPACT ANALYSIS

This is a decision on the petition pursuant to 37 C.F.R.
§ 1.137(b), filed November 4, 2009, to revive the above-
identified application.

This petition pursuant to 37 C.F.R. § 1.137(b) is GRANTED.

The above-identified application became abandoned for failure to
file a proper response to the Restriction Requirement, mailed
April 2, 2009, which set a shortened statutory period to reply of
one month. .No response was received, and no extensions of time
under the provisions of 37 C.F.R. § 1.136(a) were obtained.
Accordingly, the above-identified application became abandoned on
May 3, 2009. A notice of abandonment was mailed on November 4,
20009.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by: :

(1) The reply required to the outstanding Office
action or notice, unless previously filed;
(2) The petition fee as set forth in 37 C.F.R.
§ 1.17(m); -
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(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to

paragraph (d) of this section.

With this petition, Petitioner has submitted the petition fee, an
election of species, and the proper statement of unintentional
delay. :

As such, the first three requirements of Rule 1.137(b) have been
met. The fourth requirement of Rule 1.137(b) is not applicable,
as a terminal disclaimer is not required.’

The Technology Center will be notified of this decision. The
Technology Center’s support staff will notify the Examiner of
this decision, so that the submission that was received on
November 4, 2009 can be processed in due course.

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Technology Center in response to this
decision. It is noted that all inquiries with regard to any
failure of that change in status should be directed to the
Technology Center where that change of status must be effected -
the Office of Petitions cannot effectuate a change of status.

It is noted that the address listed on the petition differs from
the address of record. The application file does not indicate a
change of correspondence address has been filed in this case,
although the address given on the petition differs from the
address of record. TIf Petitioner desires to receive future
correspondence regarding this application, the change of
correspondence address must be submitted. A courtesy copy of
this decision will be mailed to Petitioner. However, all future
correspondence will be directed to the address of record until
such time as appropriate instructions are received to the
contrary. Petitioner will not receive future correspondence
related to this application unless Change of Correspondence
Address, Patent Form (PTO/SB/122) is submitted for the above-

1 See Rule 1.137(d).
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identified application. For Petitioner’s convenience, a blank
Change of Correspondence Address, Patent Form (PTO/SB/122), may
be found at http://www.uspto.gov/web/forms/sb0122.pdf.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.%2 All other inquiries
concerning examination procedures or status of the application
should be directed to the Technology Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

cc: Rudolf 0. Siegesmund
4100 Alpha Road, Suite 1100
Dallas, TX 75244

2 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
Petitioner’s further action(s).
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Shumaker & Sieffert. P.A. Mail Date: 04/20/2010
1625 Radio Drive, Suite 300

Woodbury, MN 55125

Applicant : Brian D. Findlay : DECISION ON REQUEST FOR
Patent Number : 7660812 : RECALCULATION of PATENT
Issue Date : 02/09/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,044 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 462 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents

United States Patent and Trademark Office
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KOLISCH HARTWELL, P.C.
200 PACIFIC BUILDING
520 SW YAMHILL STREET

PORTLAND OR 97204 COPY MA"—ED
MAR 1 7 2006
OFFICE OF PETITIONS
In re Application of :
Majors et al. : ON
Application No. 11/219,052 : PETITION

Filed: September 1, 2005
Atty Docket No. CMV 301

This is in response to the “PETITION UNDER 37 C.F.R. § 1.47(a)”
filed October 25, 2005.

Pursuant to 37 CFR 3.73(b), a party must be established as the
assignee by satisfying the requirements of that subsection, in
order to be recognized as an owner or part owner, for purposes
of taking action in patent matters before the Office.

§ 3.73 Establishing right of assignee to take action.

(a) The inventor is presumed to be the owner of a patent
application, and any patent that may issue therefrom, unless
there is an assignment. The original applicant is

presumed to be the owner of a trademark application or
registration, unless there is an assignment.

(b) (1) In order to request or take action in a patent or
trademark matter, the assignee must establish its ownership of
the patent or trademark property of paragraph (a) of this
section to the satisfaction of the Director. The establishment
of ownership by the assignee may be combined with the paper
that requests or takes the action. Ownership is established by
submitting to the Office a signed statement identifying the
assignee, accompanied by either:
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(1) Documentary evidence of a chain of title from the
original owner to the assignee (e.g., copy of an executed
assignment). The documents submitted to establish ownership may
be required to be recorded pursuant to § 3.11 in the assignment
records of the Office as a condition to permitting the assignee
to take action in a matter pending before the

Office; or

(ii) A statement specifying where documentary evidence of a
chain of title from the original owner to the assignee is
recorded in the assignment records of the Office (e.g., reel and
frame number) .

(2) The submission establishing ownership must show that the
person signing the submission is a person authorized to act on
behalf of the assignee by:

(1) Including a statement that the person signing the
submission is authorized to act on behalf of the assignee; or
(i1) Being signed by a person having apparent authority to

sign on behalf of the assignee, e.g., an officer of the
assignee.

The action taken by the assignee, and the 37 CFR 3.73(b)
submission establishing that the assignee is the appropriate
assignee to take such action, can be combined in one

paper. The establishment of ownership by the assignee must be
submitted prior to, or at the same time as, the paper requesting
or taking action is submitted. 37 CFR 3.73(c). If the
submission establishing ownership is not present, the action
sought to be taken will not be given effect. If the submission
establishing ownership is submitted at a later date, that date
will be the date of the request for action or the date of the
assignee’s action taken.

The instant petition was filed by the assignee. However, the
assignee has not filed a 3.73(b) statement establishing their
right to take action in this application (and identifying the
individual authorized to file this petition on behalf of the

assignee) .

In view thereof, the petition is DISMISSED.

Further correspondence with respect to this decision should be
addressed as follows:
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By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By fax: (571) 273-8300
ATTN: Office of Petitions .

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision should be directed
to the undersigned at (571) 272-3219.

Office of Petitions
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VMWARE, INC. Mail Date: 04/20/2010
DARRYL SMITH

3401 Hillview Ave.
PALO ALTO, CA 94304

Applicant : Edouard Bugnion : DECISION ON REQUEST FOR
Patent Number : 7665088 : RECALCULATION of PATENT
Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,070 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1091 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



;ﬁihﬂb
‘\ UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

) July 9, 2010

Patent No. : 7,697,942 B2
Appl. No. : 11/219,082
Inventor(s) : Gilman R. Stevens

Issued : April 13,2010
Title : LOCATION BASED RULES ARCHITECTURE SYSTEMS AND
METHODS '

Docket No. : 020366-095‘7_00US
Re: Request for Certificate of Correction

Consideration has been given your request for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

Additionally, inspection of the application reveals that the remaining errors requested to be
corrected are printed in accordance with the record in the Patent and Trademark Office as passed
through issue by the examiner. There being no fault on the part of the Patent and Trademark
Office, it has no authority to issue a certificate of correction under the provision of 1.322.

In view of the foregoing, your request, in this mater, is hereby denied. However, further
consideration will be given to these matters, upon receipt of a request for certificate of correction
under the provision of 1.323, accompanied by the appropriate fee which is presently $100.
(Request for certificate of correction fee = $100, Petition to correct assignee = $130)

A request to correct the Assignee under 37 CFR 3.81(b) should include:
A. the processing fee set forth in 37 CFR 1.117(h) (currently $130);
B. a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and '

C. acopy of the Notice of Recordation of Assignment Document, reflecting the reel and
frame number where the assignment(s) is recorded and/or reflecting proof of the date the
assignment was submitted for recordation.
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In the Request, Applicant(s) may request that the file be forwarded to Certificates of Correction
Branch, for issuance of a Certificate of Correction, if the Request is granted.

Any request under 37 CFR 3.81(b) should be directed to the following address or facsimile
number:

By mail: Mail Stop PETITIONS
' Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
' Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

If a fee (currently $100) was previoﬁsly submitted for consideration of a Request for Certificate
of Correction, under CFR 1.323, to correct assignment data, , no additional fee is required.

For Mary F. Diggs
Decisions & Certificates
of Correction Branch

(571)272-0483

Qwest Communications International Inc.
1801 California Street, # 900
Denver CO 80202
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JLB CONSULTING, INC.

c/o INTELLEVATE

P.O0. BOX 52050

MINNEAPOLIS MN 55402 COPY MAILED
SEP 17 2007

| . OFFICE OF PETITIONS

n re Application of

Loeb :

Application No. 11/219,092 : 'DECISION ON PETITION

Filed: September 1, 2005 : UNDER 37 CFR 1.137(b)

Attorney Docket No. J103U015USII

This is a decision on the petition, filed February 12, 2007 (certificate of mailing date February 8, 2007),
which is being treated as a petition under 37 CFR 1.137(b) to revive the instant nonprovisional
application for failure to timely notify the U.S. Patent and Trademark Office (USPTO) of the filing of an
application in a foreign country, or under a multinational treaty that requires publication of applications
eighteen months after filing. See 37 CFR 1.137(f).

The petition is DISMISSED AS MOOT.

A review of the application papers reveals that a nonpublication request under 35 U.S.C. 122(b)(2)(B)(i)
was not filed in this application, even though the transmittal letter states that one was. Therefore, the
application was published on April 13, 2006.

As such, the filing of a petition to revive is unnecessary and is dismissed as involving a moot issue.

Since this application is not in fact abandoned, for the reason stated above, the petition fee of $1,500.00
is being refunded to petitioner’s credit card..

The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this application will be mailed solely to the address of record.

This application is being forwarded to Technology Center A.U. 2624 for consideration of the amendment
filed on June 27, 2007.
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Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3230.

Ahuss Wil il

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions

CC: JEFFREY L. BRANDT
148 LIMESTONE ROAD
RIDGEFIELD CT 06877
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CORRECTION OF INVENTORSHIP

Application No.: 11/219,107

On petition requesting issuance of a certificate for correction of
mventorship pursuant to 37 C.F.R. 1.48(A), it has been found that the
above-identified non-provisional patent application, through error and
without any deceptive intent, improperly sets forth the inventorship.
Accordingly, it is hereby certified that the correct inventorship of this
non-provisional patent application 1s:

Alexander M. Zeltser
Jinshan L1

Brian York

[/Detris H. Banks/|

Derris H. Banks, SPE
Technology Center 3700, Art Unit 3729
Telephone: (301) 292-9796

JOHN J. OSKOREP

ONE MAGNIFICENT MILE CENTER

980 N. MICHIGAN AVENUE, SUITE 1400
CHICAGO, ILLINOIS 60611

TELEPHONE : (312) 222-1860
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CONNOLLY BOVE LODGE & HUTZ, LLP

P O BOX 2207 COPRY MAILED

WILMINGTON, DE 19899

AUGT 1 2009
OFFICE OF PETITIONS
In re Application of
John E. DEENEN :
Application No. 11/219,111 : DECISION ON PETITION TO

Filed: September 2, 2005 . : WITHDRAW FROM RECORD
Attorney Docket No. 10623-00004-US :

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b). filed July 6, 2009.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
aftorney/agent seeking to wﬁhdrow or contain a clear indication that one attorney is signing on
behalf of another/others.

The request was signed by Patricia S. Rogowski on behalf of all attorneys of record. All
attorneys/agents associated have been withdrawn. Applicant is reminded that there is no
attorney of record at this time.

All future communications from the Office will be directed to the sole named signing inventor at
the address below until otherwise properly notified by the applicant.

there is an outstanding non-final Office action maited April 1, 2009 that requires a reply from the
applicant. _

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
7253.

/Monica A. Graves/
Petitions Examiner, Office of Pefitions

cc: JOHN E. DENEEN
1731 COUNTY LINE ROAD
VILLANOVA, PA 19805
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MICHAEL S. HEAGERTY

19861 HOLLYGRAPE STREET
BEND OR 97702 - COPY MAILED
) APR 1 4 2008

o - OFFICE OF PETITIONS

In re Application of

MICHAEL S. HEAGERTY oo

Application No. 11/219112 o DECISION

Filing or 371(c) Date: 10/24/2005 : ON PETITION

Title of Invention: DUAL ACTION LOCKING PLIERS

This is a decision on the “Petition to Revive Patent Application Unintentionally Abandoned
' Under 37 CFR 1.137(b), filed march 7, 2008, to revive the above-identified application.

This Petition is hereby dismissed.

Any further petition to revive the above-identified application must be submitted within TWO
(2) MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are
permitted. The reconsideration request should include a cover letter entitled “Request for
Reconsideration of Petition under [insert the applicable code section]”. This is not final agency
action within the meaning of 5 U.S.C. § 704.

Background

The above-identified application became abandoned for failure to timely and properly reply to
the Notice of Allowance and Issue Fee Due, mailed October 30, 2006. The Notice set a non-
extendable three (3) month period for reply. No reply having been received, the application
became abandoned January 31, 2007.

Applicant filed an Issue Fee Transmittal Form authorizing this Office to charge deposit account
50-2232 any deficient fee; however, there were insufficient fees in the deposit account on
February 5, 2007. No other form of payment (i.e. check) was been received on February 5, 2007.

The present petition

Applicant files the present petition and petition fee, and includes the issue fee; however, the
- publication fee required by the Notice of Allowance and Issue Fee Due, has not been included.

A Grantable Petition Under 37 CFR 1.137(b)

A grantable petition pursuant to this paragraph must be accompanied by:
(1) The reply required to the outstanding Office action or notice, unless previously filed;
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(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to this paragraph was unintentional. The Director
may require additional information where there is a question whether the delay was
unintentional; and

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) required pursuant to paragraph (d)
of this section.

The publication fee

As to item (1), the publication fee, $300.00, is required.

The petition is dismissed without prejudice. Applicant should file a request for reconsideration
of petition and include the publication fee.

The revocation of power of attorney and correspondence address change have been entered and
made of record.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Director for Patents
PO Box 1450 ’
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

By hand: Customer Service Window
. Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3232. All other inquiries should be directed to the applicable Office.

@M‘%&@

Attorney
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MICHAEL S. HEAGERTY

19861 HOLLYGRAPE STREET ' '
~ BEND OR 97702 | COPY MAILED
MAY 1 4 2008
: OFFICE OF PET, ITIONS
In re Application of
MICHAEL'S. HEAGERTY :
Application No. 11/219112 : ' DECISION
Filing or 371(c) Date: 10/24/2005 : ON PETITION

Title of Invention: DUAL ACTION LOCKING PLIERS

This is a decision on the renewed “Petition to Revive Patent Application Uﬁintentionally
Abandoned Under 37 CFR 1.137(b), filed May 1, 2008, to revive the above-identified
application.

This Petition is hereby granted.
Background

The above-identified application became abandoned for failure to timely and properly reply to
the Notice of Allowance and Issue Fee Due, mailed October 30, 2006. The Notice set a non-
extendable three (3) month period for reply. No reply having been received, the application
became abandoned January 31, 2007.

Applicant filed an Issue Fee Transmittal Form authorizing this Office to charge deposit account
50-2232 any deficient fee; however, there were insufficient fees in the deposit account on
February 5, 2007. No other form of payment (i.e. check) was been received on February 5, 2007.

The March 7, 2008 petition

Applicant filed a petition to revive the application on March 7, 2008 and petition fee, and
included the issue fee; however, the publication fee required by the Notice of Allowance and
Issue Fee Due, was not included. :

The petition was dismissed in a Decision mailed April 14, 2008, for failing to meet the
requirements of a grantable petition under 37 CFR 1.137(b).

The present renewed petition

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee (filed March 7, 2008), and publication fee; (2) the
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petition fee (filed March 7, 2008); and (3) a proper statement of unintentional delay (filed March
7,2008). : o :

Telephone inquiries concerning this matter should be directed to the undersigned at (571) 272-.
3232. ' .

This application is being referred to the Office of Data Management for processing into a patent.

gerek L. Woogs

Attorney
Office of Petitions
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"HELLER EHRMAN LLP
4350 LA JOLLA VILLAGE DRIVE,
7TH FLOOR
SAN DIEGO, CA 92122

In re Application of

Sherman FONG, et al

Application No. 11/219,121

Filed: September 2, 2005

Attorney Docket No. GNE-0268 R1

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
AUG 152008

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed July 17, 2008.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to Heller Ehrman LLP, -has been
‘revoked by the assignee of the patent application on July 23, 2008. Accordingly, the request to

withdraw under 37 C.F.R. § 1.36(b) is moot.

The correspondence address of record has been changed and the new correspondence address is

the address indicated below.

Telephone inquires concerning this decision should be directed to undersigned at 571-272- 67335.

Ny

Diane Goodwyn
Petitions Examiner
Office of Petitions

cc: ~GOODWIN PROCTER LLP
ATTN: PATENT ADMINISTRATOR
135 COMMONWEALTH DRIVE
MENLO PARK, CA 94025-1105
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Goodwin Procter LLP MAILED
Attn: Patent Administrator JUN2 12010
135 Conimonwealth Drive

Menlo Park CA 94025-1105 OFFICE OF PETITIONS
In re Patent No. 7,528,236 . :

Fong et al. : DECISION ON REQUEST FOR
Issue Date: May 5, 2009 : RECONSIDERATION OF
Application No. 11/219,121 : PATENT TERM ADJUSTMENT
Filed: September 2, 2005 : AND NOTICE OF INTENT
Attorney Docket No. GNE-0268 R1 : TO ISSUE CERTIFICATE OF

Title: HUMANIZED ANTI-BETA7 ¢ CORRECTION
ANTAGONISTS AND USES THEREFOR

This is a decision on the petition filed on June 25, 2009, which
is being treated as a petition under 37 CFR 1.705(d) requesting
that the patent term adjustment indicated on the above- 4
identified patent be corrected to indicate that the term of the
above-identified patent is extended or adjusted by ninety-eight
(98) days.

Submission of the patent term adjustment application fee is a
prerequisite prior to treatment on the merits of any application
submitted pursuant to 37 CFR 1.705. The instant application was
filed without the required $200.00 fee. Attorney Gao is not an
authorized user on deposit account no. 50-4634. As such the
Office was unable to obtain the required fee. 5
Accordingly, the application for patent term adjustment is
subject to dismissal for lack of fee.

Télephone inquiries specific to this matter should be directed
to Petitions Attorney, Charlema Grant at (571) 272-3215.

Director
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.uspfo.qov

DAVID I. ROCHE _
T e e JOrY MALED
EAST DRIV
CHICAGO, IL 60601 OCT 0 8 2008
OFFICE OF PETITIONS

In re Application of

Adrian A. Bruno L :

Application No. 11/219,125 : ON PETITION
Filed: September 2, 2005 :

Attorney Docket No. WEB-103

This is a decision in response to the petition, filed March 18, 2008, to revive the above-identified
application under the provisions of 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed August 3, 2007, which set a shortened statutory period for reply of three (3)
months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the application became abandoned on November 4, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of amendment; (2) the petition fee of $1,540; and (3) an adequate statement of
unintentional delay.

This application is being referred to Technology Center AU 3749 for appropriate action by the
Examiner in the normal course of business on the reply received March 18, 2008.

Tele hone i 1n8u1r1es concerning this decision should be directed to the undersigned at
571 272-3204. Inquiries relating to further prosecution should be directed to the Technology
enter.

/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addross: l‘:}ghBAl:’/IISSIONER FOR PATENTS

0. Box 1450
Alexandcia, Viginia 22313-1450

Wanw.uspto.gov
APPL NO. F"-;L“)Gog.'?s”” ARTUNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | ToT cLms | IND cLvs
11/219,138 09/02/2005 2655 1900 M-15984 US 4 22 7

CONFIRMATION NO. 2374
32605 CORRECTED FILING RECEIPT

6 TECHNOL OGS DRIVE SUE 225 00RO GO A Y

1762 TECHNOLOGY DRIVE, SUITE 226 . A
SAN JOSE, CA 95110 0C000000017450872

Date Mailed: 11/14/2005

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Richard W. Guthrie, Moorpark, CA;
Power of Attorney: The patent practitioners associated with Customer Number 32605.

Domestic Priority data as claimed by applicant

Foreign Applications

Projected Publication Date: To Be Determined - pending completion of Security Review

Non-Publication Request: No

Early Publication Request: No

Title
Relayed pupil optical control system

Preliminary Class
369
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PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent” and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, hitp://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
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Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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: Commissioner for Patents
~ United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Fenwick & West LLP COPY MAILED
g(i]licgn \;.alley (éenter

1 California Street
Mountain View, CA 94041 MAY 0 3 2007

‘ OFFICE OF PETITIONS
- In re Application of

Michael S. Mendelovich et al :
Application No. 11/219,142 : DECISION ON REQUESTS
Filed: September 1, 2005 : TO WITHDRAW

Attorney Docket No. 21297-10689 : FROM RECORD

This is a decision on the requests to withdraw as attorney or agent under 37 C.F.R. § 1.36(b),
- filed December 1, 2008, February 2, 2006, and July 19, 2006.

The requests are NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to the attorneys associated with
Customer Number 00758 has been revoked by the assignee of the patent application on March 7,
2007. Accordingly, the requests to withdraw under 37 C.F.R. § 1.36(b) are moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Kimberly Inabinet at 571-272-
4618.

\%\,@Q‘/M)d JAAZ&A)C
ances Hicks

Petitions Exqminer
Office of Petitions

CC.

Knobbe Martens Olson & Bear LLP
2040 Main Street

Fourteenth Floor

Irvine, CA 92614
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: (P;gl\l;/l\cdllSSS‘I)ONER FOR PATENTS

0. Box

4
Alexandria, Virginia 22313-1450

www.uspto.gov
l APPLICATION NUMBER | FILING OR 371 {¢) DATE | FIRSTNAMEDAPPLICANT | ATTY.DOCKETNO./TITLE |
11/219,142 09/01/2005 Michael S. Mendelovich 21297-10689

CONFIRMATION NO. 2385

758 AU 000 0T EREA E At
FENWICK & WEST LLP | .
SILICON VALLEY CENTER 0C000000023544728

801 CALIFORNIA STREET
MOUNTAIN VIEW, CA 94041

Date Mailed: 04/26/2007

NOTICE REGARDING CHAN‘GE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 03/07/2007.

o The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CER 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

Office of Initial Pateflt Examination (571) 272-4000, or 1-800-PT0O-9199
FORMER ATTORNEY/AGENT COPY




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

MEYERTONS, HOOD, KIVLIN, KOWERT & GOETZEL, P.C. Mail Date: 04/20/2010
P.O. BOX 398
AUSTIN, TX 78767-0398

Applicant : Scott C. McLeod : DECISION ON REQUEST FOR
Patent Number : 7622903 : RECALCULATION of PATENT
Issue Date : 11/24/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,151 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1118 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

Chief IP Counsel Mail Date: 04/21/2010
Bridgestone Americas Holding, Inc.

1200 Firestone Parkway
Akron, OH 44317

Applicant : Jie Jin : DECISION ON REQUEST FOR
Patent Number : 7624779 : RECALCULATION of PATENT
Issue Date : 12/01/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,160 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 422 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK OFFIGE

— e ———————
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Qffice
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450 )

Alexandrin, Viginia 22313-1450

WSO OV

APPL NO. F'L'(E)GD%;” ARTUNIT | FIL FEE REC'D ATTY.DOCKET NO DRAWINGS | TOT CLMS | IND cLMs
11/219,182 09/02/2005 1637 1000 YPL-0156 8 15 2

CONFIRMATION NO. 2733
23413 CORRECTED FILING RECEIPT

S GRErIN ROAD SouT 0O O G0 RO

55 GRIFFIN ROAD SOUTH ! |
BLOOMFIELD, CT 06002 0C000000017399907

Date Mailed: 11/07/2005

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)

You-seop Lee, Gyeonggi-do, KOREA, REPUBLIC OF;
Keon Kuk, Gyeonggi-do, KOREA, REPUBLIC OF;
Yong-soo Oh, Gyeonggi-do, KOREA, REPUBLIC OF;
Su-ho Shin, Gyeonggi-do, KOREA, REPUBLIC OF;
Min-soo Kim, Seoul, KOREA, REPUBLIC OF;

Power of Attorney: The patent practitioners associated with Customer Number 23413.

Domestic Priority data as claimed by applicant

Foreign Applications
REPUBLIC OF KOREA 10-2004-0073920 09/15/2004

If Required, Foreign Filing License Granted: 10/11/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is UsS11/21 9,1 82

Projected Publication Date: To Be Determined - pending completion of Corrected Papers

Non-Publication Request: No

Early Publication Request: No
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Title

Polymer chain reaction apparatus using marangoni convection and polymer chain reaction
method using the same

Preliminary Class
435

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent” and does not eliminate the -need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4138).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.
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This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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LOVELAND, CO 80537-0599 .
OFFICE OF PETITIONS

In re Application of

Rainer Jaeger :

Application No. 11/219,184 : ON PETITION
Filed: September 2, 2005 :

Attorney Docket No. 20041575-2

This is a decision on the petitioh under 37 CFR 1.137(b), filed June 26, 2006, to revive the above-
identified application.

The application became abandoned for failure to respond to ihe Notice to File Corrected Application
Papers mailed September 26, 2005. A Notice of Abandonment was mailed on June 6, 2006.

In accordance with 37 CFR 1.34(a), the signature appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he/she is authorized to
represent the particular party in whose behalf he/she acts. Also, it is not apparent whether the
statement of unintentional delay was signed by a person who would have been in a position of
knowing that the entire delay in filing the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in
accordance with 37 CFR 10.18, the statement is accepted as constituting a certification of
unintentional delay. However, in the event that petitioner has no knowledge that the delay was
unintentional, petitioner must make such an inquiry to ascertain that, in fact, the delay was
unintentional. If petitioner discovers that the delay was intentional, petitioner must notify the Office.

The petition satisfies the requirements of 37 CFR 1.137(b), in that, petitioner has supplied (1) the
reply in the form of a substitute specification; (2) the petition fee of $1,500; and (3) an adequate
statement of unintentional delay. Therefore, the petition is GRANTED.

While the assignee attempted to intervene in the above-identified application, the Power of Attorney
and Correspondence Indication Form filed on August 21, 2006 does not comply with the
requirements of 37 CFR §§ 3.28 and 3.31. Since petitioner has failed to provide a completed
assignment cover sheet and $40 for the recordation fee, the power of attorney and Statement under
37 CFR 3.73(b) cannot be accepted. A courtesy copy of this decision is being mailed to the address



Application No. 11/219,184 Page 2

noted below. Thereafter, all future correspondence regarding this application file will be directed
solely to the address of record until otherwise instructed.

37 CFR 3.28 states that:

Each document submitted to the Office for recording must include a single cover sheet (as
specified in § 3.31) referring either to those patent applications and patents, or to those
trademark applications and registrations, against which the document is to be recorded. If a
document to be recorded includes interests in, or transactions involving, both patents and
trademarks, then separate patent and trademark cover sheets, each

accompanied by a copy of the document to be recorded, must be submitted. If a

document to be recorded is not accompanied by a completed cover sheet, the document
and the incomplete cover sheet will be returned pursuant to § 3.51 for proper completion,
in which case the document and a completed cover sheet should be resubmitted.

Further, an extension of time under 37 CFR 1.136 must be filed prior to the expiration of the
maximum extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r
Pats. 1988). Since the $1,590 extension of time fee submitted on June 26, 2006 was subsequent to
the maximum extendable period for reply, this fee is unnecessary and will be credited to petitioner’s
deposit account.

This application file is being referred to the Office of Initial Patent Examination for further
processing.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3226.

Andrea Smith
Petitions Examiner
Office of Petitions

cc: Joseph V. Gamberdell, Jr.
Perman & Green
425 Post Road
Fairfield, CT 06824
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SCHWEGMAN, LUNDBERG & WOESSNER, P.A. Mail Date: 04/20/2010
P.O. BOX 2938
MINNEAPOLIS, MN 55402

Applicant : Lubomir D. Bourdev : DECISION ON REQUEST FOR
Patent Number : 7580563 : RECALCULATION of PATENT
Issue Date : 08/25/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,191 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1012 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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United States Patent and Trademark Office
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AGILENT TECHNOLOGIES INC.
INTELLECTUAL PROPERTY ADMINISTRATION, M/S DU404

P.0. BOX 7599 COopP |
LOVELAND CO 80537-0599 Y MAILED
OCT 1 92005

OFFICE OF PETMIONS
In re Application of
Falk-Jordan, et al. :
Application No. 11/219,192 : ON PETITION
Filed: September 2, 2005 :
Attorney Docket No. US 20041312
For: MICROFLUIDIC SYSTEM WITH
ADJUSTMENT FOR AN OPTICAL
DETECTION

This is a decision on the petition under 37 CFR 1.137(b), filed June 23, 2006 (certificate of
mailing date June 20, 2006), to revive the above-identified application.

The petition under 37 CFR 1.137(b) is GRANTED.

This application became abandoned for failure to timely reply to the Notice to File Corrected
Application Papers, mailed September 23, 2005, which set a two month shortened statutory
period for reply. No valid extensions of time having been obtained pursuant to 37 CFR 1.136(a)
and no timely reply being received in the Office, this application became abandoned on
November 24, 2005. A Notice of Abandonment was mailed on March 31, 2006.

Applicants have submitted a proper reply to the September 23, 2005 Notice in the form of a
substitute and the petition fee. The statement of unintentional delay presented in the petition
does not comply with the current rule. 37 CFR 1.137(b)(3) requires a statement that “the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional” be submitted. However, the statement
presented will be accepted and construed as meaning that “the entire delay in filing the required
reply from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional.” If this is an incorrect interpretation in view of the rules, practitioner
is required to provide a statement to that effect.

Accordingly, the petition under 37 CFR 1.137(b) is granted.

Regarding fees, pursuant to 37 CFR 1.136, an extension of time must be filed prior to the
expiration of the maximum period obtainable for reply to avoid abandonment. Accordingly,
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since the $1590.00 extension of time submitted with the petition on June 23, 2006 (certificate of
mailing date June 20, 2006) was subsequent to the maximum period obtainable for reply, this fee
is unnecessary and will be credited to petitioners’ deposit account.

The Power of Attorney and Correspondence Address Indication Form, filed August 21, 2006,
will not be entered and made of record at this time because the Office has no record of that an
assignment was submitted for recordation. A courtesy copy of this decision will be mailed to
customer number 2512.

After the mailing of this decision, the file will be returned to the Office of Initial Patent
Examination for further processing.

Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-
3230.

Shirene Wllllsyzg/n{g# %

Senior Petitions Attorney
Office of Petitions

CC: PERMAN & GREEN
425 POST ROAD
FAIRFIELD, CT 06824
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OFFICE OF PETITIONS
In re Application of
John Devincenzo et al. P : o
Application No. 11/219,212 : DECISION ON PETITION
Filed: September 6, 2005 : TO MAKE SPECIAL UNDER

Attorney Docket No. 250.25 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed June 6, 2007, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.
A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants

is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement from one of the applicants declaring that he is 65 years of age or
older. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-2991.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

The application is being forwarded to the Technology Center Art Unit 3637 for action on the
merits commensurate with this decision.

%r%iams MMW
Petitions Examiner .
Office of Petitions
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TRASK BRITT, P.C./ MICRON TECHNOLOGY Mail Date: 04/20/2010
P.0O. BOX 2550
SALT LAKE CITY, UT 84110

Applicant : Larry D. Kinsman : DECISION ON REQUEST FOR
Patent Number : 7569418 : RECALCULATION of PATENT
Issue Date : 08/04/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,214 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 571 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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TRASK BRITT, P.C./ MICRON TECHNOLOGY Mail Date: 05/17/2010
P.0O. BOX 2550
SALT LAKE CITY, UT 84110

Applicant : Larry D. Kinsman : NOTICE CONCERNING IMPROPER
Patent Number : 7569418 : CALCULATION OF PATENT TERM
i;;‘ficiiiﬁn o JB/0872007 : ADJUSTMENT BASED UPON USPTO
D L 057015005 : IMPROPERLY MEASURING REDUCTION

: PERIOD UNDER 37 CFR 1.704(c)(10).

The United States Patent and Trademark Office (USPTO) discovered that in processing the recent recalculation decisions
mailed in response to patentee’s filed Request for Recalculation of Patent Term Adjustment in view of Wyeth, the USPTO
improperly measured the reduction period for reductions under 37 CFR 1.704(c)(10). Pursuant to 37 CFR 1.704(c)(10),
patentee's reduction begins on the date of filing the amendment under 37 CFR 1.312 ("1.312 amendment”) or other
related paper and ends on the date that the Office mails a response to the filing of the 1.312 amendment or other paper. It
has been discovered that during the recalculation, the calculation failed to the limit the reduction to the mail date of the
response to the 1.312 amendment or other paper. Accordingly, patentee's reductions were greater than warranted.

This notice VACATES the previous GRANTED request for recalculation and provides patentee with a revised GRANTED
recalculation.

The patent term adjustment has been determined to be 586 days. The USPTO will sua sponte issue a certificate of
correction reflecting the amount of patent term adjustment (PTA) days determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford patentee an opportunity to be heard and
request reconsideration. Accordingly, patentee has one month or thirty (30) days from the mail date of this notice,
whichever is longer, to file a request for reconsideration of this PTA calculation. See 35 U.S.C. § 154(b)(3)(B)(ii) and 37
CFR 1.322(a)(4).

Patentee should use document code PET.OP if electronically filing a request for reconsideration of this PTA calculation.
The patentee must also include the information required by 37 CFR 1.705(b)(2), and the fee required by 37 CFR 1.18(e).
If patentee does not file a timely request for reconsideration of this PTA calculation, including the information required by
37 CFR 1.705(b)(2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a certificate of correction reflecting the
PTA determination noted above.

Patentee should be aware that in order to preserve the right of review of the USPTO's PTA determination in the United
States District Court for the District of Columbia, patentee must ensure that the steps required under 35 U.S.C. § 154
(b)(4) are taken in a timely manner. Nothing in the request for recalculation should be construed as providing an
alternative time frame for commencing a civil action under 35 U.S.C. § 154(b)(4).

PTOL-549-16G (05/10)
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ROSSI, KIMMS & McDOWELL LLP.
20609 Gordon Park Square, Suite 150
Ashburn VA 20147

In re Application of: Tadashi HAGIUDA.
Application No. 11/219215

Filed: September 6, 2005

For: DATA PROCESSING SYSTEM, CONTROL

METHOD THEREFOR, DOCUMENT INPUT DECISION ON REQUEST TO
APPARATUS, CONTROL METHOD THEREFOR, PARTICIPATE IN PATENT
DOCUMENT MANAGING APPARATUS, PROSECUTION HIGHWAY PILOT
CONTROL METHOD THEREFOR, PROGRAMS - PROGRAM AND PETITION TO
FOR IMPLEMENTING THE CONTROL MAKE SPECIAL UNDER 37 CFR
METHODS, AND STORAGE MEDIA STORING ©1.102(d)

THE CONTROL PROGRAMS

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(d), filed July 2% 2008 to make the above- identified
.M application special.

The request and petition are DISMISSED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the
English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s);

(4) Examination of the U.S. application has not begun;
(5) Applicant must submit a copy of all the office actions from each of the JPO

application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;
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(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO office action along with copies of documents except U.S. patents or U.S.
patent application publications; and

(7) The required petition fee under 37 CFR 1.17(h).
The request to pa.rticipate in the PPH pilot program and petition fail to include:
A. Item 3 above. Specifically,

1) Claims of the instant application differ in scope from the corresponding claims of the Japanese
allowed application, because many of the limitations listed in the instant US application differ from the
corresponding limitations of the allowed Japanese claims:

For instance, Claim 21 of the instant application recites in part:

21. (New) A data processing system comprising: a document input apparatus adapted to input document
data; and a document managing apparatus adapted to store templates each defining therein an input
format for document data, said document input apparatus and said document managing

apparatus being connected to each other for communication therebetween, wherein: said document input
apparatus comprises:

a first transmission unit adapted to transmit information used for selecting a template to said document
managing apparatus;...

Whereas the corresponding claim in the allowed Japanese applicatiqn recites

1. A data processing system that includes a document input apparatus that inputs document data; and a
document managing apparatus that stores templates each defining therein an input format for document
data, said document input apparatus and said document managing

apparatus being connected to each other for communication therebetween, characterized in that: said
document input apparatus comprises:

a first transmission unit that transmits information used for selecting a template to said document
managing apparatus;... etc.

This is just an example of how the claims differ in scope. Applicant is required to review all the claims
in view of the comments above to make sure that all the claims are in compliance with guidelines set
forth above for a grantable petition to make special.

The Petition is DISMISSED.

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer, to correct the
deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED.
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If the deficiencies are not corrected with the time period given, the application will await action in its
regular turn.

Response must submitted by EFS-Web using the document description "Petition to make special under
Pat Pros Hwy".

Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-272-4210.
All other inquiries concerning the examination or status of the application should be directed to Patent

Application Information Retrieval (PAIR) system.

/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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20609 Gordon Park Square, Suite 150
Ashburm VA 20147

In re Application of: Tadashi HAGIUDA.

Application No. 11/219215

Filed: September 6, 2005

For: DATA PROCESSING SYSTEM,
CONTROL METHOD THEREFOR,
DOCUMENT INPUT APPARATUS,
CONTROL METHOD THEREFOR,
DOCUMENT MANAGING APPARATUS,
CONTROL METHOD THEREFOR, '
PROGRAMS FOR IMPLEMENTING THE
CONTROL METHODS, AND STORAGE
MEDIA STORING THE CONTROL
PROGRAMS

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto. gov

DECISION ON REQUEST TO
PARTICIPATE IN PATENT
PROSECUTION HIGHWAY PILOT
PROGRAM AND PETITION TO
MAKE SPECIAL UNDER 37 CFR
1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(d), filed July 2, 2008, and the request for
reconsideration of adverse decision filed October 29, 2008, to make the above-identified

application special.

The petition is DENIED.

A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or

more applications filed in the JPO,;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the

English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the allowable/patentable claim(s) in the JPO

application(s);
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(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO

application(s) containing the allowable/patentable claim(s) along with an English

translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in

the JPO office action along with copies of documents except U.S. patents or U.S. >
patent application publications; and

(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH pilot program and petition failed item (4) above, since a First
Action on the Merits was mailed to applicants on December 16, 2008.

Therefore, the Petition is DENIED.
Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-272-4210.

All other inquiries concerning the examination or status of the application should be directed to Patent
Application Information Retrieval (PAIR) system.

/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210
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INTELLECTUAL PROPERTY LAW

OFFICE OF JOEL VOELZKE
24772 SADDLE PEAK ROAD ,
MALIBU CA 90265
COPY MAILED
JUN 2 7 2008
i OFFICE OF PETITIONS
In re Application of -
HIckling, Ronald M. :
Application No. 11/219,238 :  DECISION ON PETITION

Filed: September 6, 2005
Attorney Docket No. 106-013

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
June 4, 2008, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an Amendment, (2) the petition fee, and (3) a proper statement of
unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3206. :

This matter is being referred to T echnoldgy Center 2817 for further examination on the merits.

iana Walsh
Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Thomas H. James et al :

Application No. 11/219,247 : DECISION ON PETITION

Filed: September 2, 2005 : UNDER 37 CFR 1.137(b)

Attorney Docket No. PD-205018

This is a decision on the petition, filed May 1, 2007, which is being treated as a petition under 37 CFR
1.137(b) to revive the instant nonprovisional application for failure to timely notify the U.S. Patent and
Trademark (USPTO) of the filing of an application in a foreign country, or under a multinational treaty
that requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in an
eighteen-month publication country on August 30, 2006. However, the USPTO was unintentionally not
notified of this filing within 45 days subsequent to the filing of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii) and 37
CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a foreign country or
under a multilateral international agreement that requires publication of applications 18 months after
filing.

A petition to revae an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to notify 4
the USPTO of a foreign ﬁ‘ling must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign country
or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date of the
reply until the filing of a grantable petition was unintentional.
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The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the failure
to timely notify the USPTO of a foreign or international filing within 45 days after the date of filing of
such foreign or international application as provided by 35 U.S.C. § 122(b)(2)}(B)(iii) and 37 CFR
1.213(c) is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)}(B)(i) has been rescinded. A Notice
Regarding Rescission of Nonpublication Request which sets forth the projected publication date of
January 17, 2008 accompanies this decision on petition. '

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center Art Unit 2623 for examination in due course.

Karen Creasy
Petitions Examiner
Office of Petitions

ATTACHMENT: Notice Regarding Rescission of Nonpublication Request
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Date Mailed: 10/09/2007

Communication Regarding Rescission Of Nonpublication Request and/or Notice of
Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is
acknowledged. The paper has been reflected in the Patent and Trademark Office's (USPTO's) computer

records so that the earliest possible projected publication date can be assigned.

The projected publication date is 01/17/2008.

If applicant rescinded the nonpublication request before or on the date of "foreign filing,"' then no notice
of foreign filing is required.

'If applicant foreign filed the application after filing the above application and before filing the
rescission, and the rescission did not also include a notice of foreign filing, then a notice of foreign filing
(not merely a rescission) is required to be filed within 45 days of the date of foreign filing. See 35
U.S.C. § 122(b)(2)(B)(iii), and Clarification of the United States Patent and Trademark Office's
Interpretation of the Provisions of 35 U. S C. § 122(b)(2)(B)(i1)-(iv), 1272 Off. Gaz. Pat. Office 22 (July
1,2003).

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then
the application becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant
should either file a petition to revive or notify the Office that the application is abandoned. See 37 CFR
1.137(f). Any such petition to revive will be forwarded to the Office of Petitions for a decision. Note
that the filing of the petition will not operate to stay any period of reply that may be running against the
application.

Questions regarding petitions to revive should be directed to the Office of Petitions at (571) 272-3282.
Questions regarding publications of patent applications should be directed to the patent application
publication hotline at (703) 605-4283 or by e-mail pgpub@uspto.gov.

! Note, for purpose of this notice, that "foreign filing” means "filing an application directed to the same invention in another
country, or under a multilateral international agreement, that requires publication of applications 18 months after filing".

PART 1 - ATTORNEY/APPLICANT COPY
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Attn: Lisa Jones

1600 Smith Street, P.O. Box 4500 COPY MAILED
Houston, TX 77210-4500 DEC 0 6 2006

In re Application of . S
WANTLING, Steven : OFFICE OF PETITION

Application No.: 11/219,276

Filing Date: September 2, 2005 : DECISION
Docket No.: B22-2559 : '
For: WAX EMULSION PRESERVATIVE - ON PETITION UNDER
COMPOSITIONS AND METHOD OF .

MANUFACTURE : 37 CFR 1.137(b)
This is a decision on the petition to revive under 37 CFR 1.137(b) filed via facsimile on
August 17, 2006. The petition under 1.137(b) is hereby GRANTED.

The above-identified application became abandoned for failure to submit the issue fee
and publication fee in a timely manner in reply to a Notice of Allowance and Fee(s) Due
mailed May 15, 2006. The Office Action set a non-extendable three (3) month period
for reply. .

Petitioner has met the requirements for revival under 37 CFR 1.137(b). Petitioner
submitted the required issue and publication fee, paid the $1,500.00 petition fee and
made the required statement of unintentional delay. No terminal disclaimer is required.
Accordingly, all requirements of 37 CFR 1.137(b) have been satisfied.

Thié application is being forwarded to Art Unit 1755 for continued processing.

Hhowom

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel: 571-272-3302

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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In re Application of

Mario Fabris ' L

Application Number: 11/219280 : ON PETITION
Filing Date: 09/06/2005 : :
Attorney Docket Number: EHO

04176 ‘

This is a decision on the petition under 37 CFR 1. 137(a), filed
on 13 August 2007, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be
submitted within . TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are
permitted. The reconsideration request should include a cover
letter entitled "Renewed Petition under 37 CFR 1.137(a)" or
“Renewed Petition under 37 CFR 1.137(b).” This is not a final
agency decision.

This application became abandoned on 9 February, 2007, for
failure to timely file a response to the Notice of Non-Compliant
Amendment (37 CFR 1.121) mailed on 8 January, 2007, which set a
one (1) month shortened period for reply. No extensions of the
time for reply in accordance with 37 CFR 1.136(a) were obtained.
Notice of Abandonment was mailed on 17 July, 2007.

A grantable petition to revive an abandoned appllcatlon under 37
CFR 1. 137( ) must be accompanled by

(1) the required reply, unless previously filed. 1In a
nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a
continuing application. In a nonprovisional application
filed on or after June 8, 1995, and abandoned for. failure to
prosecute, the required reply may also be met by the filing
of a request for continued examination in compliance with-§
1.114. In an application or patent, abandonéd or lapsed for
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~ failure to pay the issue fee or any portion thereof, the
required reply must be the payment of the issue fee or any
outstanding balance thereof;

(2) the petition fee as set forth in § 1.17(1);

(3) a showing to the satisfaction of the Commissioner that
the entire delay in filing the required reply from the due

date for the reply until the filing of a grantable petition
pursuant to this paragraph was unavoidable; and .

(4). any'terminal disclaimer (and fee as set forth in § o
1.20(d)) required pursuant to paragraph (c) of this section.

This petition lacks item (3) above.

Decisions on reviving abandoned applicetions on the basis of
“unavoidable” delay have adopted the reasonably prudent person
standard in determining if the delay was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being‘present.1

The showing of record is inadequate to establish unavoidable
delay within the meaning of 37 CFR 1.137(a). Specifically, an
application is "unavoidably" abandoned only where petitioner, or
counsel for petitioner, takes all action necessary for a proper
response to the outstanding Office action, but through the
intervention of unforeseen circumstances, such as failure or
mail, telegraph, telefacsimile, or the negligence of otherwise

In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec. Comm'r Pat.
31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C.
1963), aff’'d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141
(1913). 1In addition, decisions on revival are made on a “case-by-case basis, ‘taking all the
facts and circumstances into account.” '
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rellable employees, the response is not timely received in the
Office.?

Petitioner has not explained why the delay in filing the response
was unavoidable.

It is noted that the petition states that the amendment is filed
in response to the examiner’s “faxed communication of the Notice
of Non-Compliant Amendment”. Petitioner’s counsel’s statement
suggests that counsel may not have received the Notice mailed on
8 January, 2007. 1If, in fact, the Notice was never received,
petitioner may wish to file a renewed petition requesting
withdrawal of the holding of abandonment based on the failure to
receive an Office action.

A delay resulting from the lack of knowledge or improper
application of the patent statute, rules of practice or the MPEP
does not constitute an “unavoidable” delay.® A delay caused by an
applicant’s lack of knowledge or improper application of the
patent statute, rules of practice or the MPEP is not rendered
“unavoidable” due to: (1) the applicant’s reliance upon oral
advice from Office employees; or (2) the Office’s failure to
advise the applicant of any deficiency in sufficient time to
permit the applicant to take corrective action.

As the showing presented is insufficient to establish unavoidable
delay within the meaning of 35 U.S.C. § 133 and 37 CFR 1.137(a).
Thus, the petition will be dismissed.

ALTERNATIVE VENUE

Petitioner may wish to consider filing a renewed petition under
37 CFR 1.137(b),® which now provides that where the delay in

Ex parte Pratt, 1887 Dec. Comm'r Pat. 31 (Comm'r Pat. 1887).
See MPEP 711.03(c), see also Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971).
Iid.

See In re Sivertz, 227 USPQ 255, 256 (Comm’r Pat. 1985); see also In re Colombo, Inc., 33
USPQ2d 1530, 1532 (Comm’r Pat. 1994) (while the Office attempts to notify applicants of
deficiencies in their responses in a manner permitting a timely correction, the Office has no
obligation to notify parties of def1c1enc1es in their responses in a manner permitting a timely
correction) .

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay
in reply was unintentional, a petition may be filed to revive an abandoned application or a

lapsed patent pursuant to 37 CFR 1.137(b). A grantable petition filed under the provisions of 37 -
CFR 1.137(b) must be accompanied by:

SOwWw N

5

(1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. In a nonprovisional utility or plant application filed on or after June 8, 1995, and
abandoned for failure to prosecute, the required reply may also be met by the filing of a request
for continued examination in compliance with § 1.114. In an application or patent, abandoned or
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reply was unintentional, a petition may be filed to revive an
abandoned appllcatlon or a lapsed patent pursuant to 37 CFR
1.137(b).

The filing of a petition under the unintentional standard cannot
be intentionally delayed and therefore should be filed promptly.
A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire
delay, including the delay from the date it was discovered that
the application was abandoned until the filing of the petition to
revive under 37 CFR 1.137(b), was unintentional. A statement
that the delay was unintentional is not appropriate if petitioner
intentionally delayed the filing of a petltlon for rev1val under
37 CFR.1.137(b).

A copy of the form for filing a petition under 37 CFR 1.137(b) to
revive an application unintentionally abandoned is enclosed
herewith for petitioner’s convenience.

AN
Further correspondence with respect to this matter should be
addressed as follows: '

By mail: Mail Stop Petition-
: Commissioner for Patents
P.O. Box 1450 .
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
: Attn: Office of Petitions

By hand: Customer Service Window
Mail Stop Petition
401 Dulany Street
Alexandria, VA 22314

lapsed for failure,K to pay the issue fee or any portion thereof, the required reply must be the
_ payment of the issue fee or any outstanding balance thereof.

(2) the.petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.
The Commissioner may required additional information where there is a question whether the delay
was unintentional; and ’

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c)).
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Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.

A lheod

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: PTO/SB/64
Privacy Act Statement
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OFFICE OF PETITIONS

In re Application of

Mario Fabris :

Application Number: 11/219280 : ON PETITION
Filing Date: 09/06/2005 :

Attorney Docket Number: EHO

04176

This is a decision on the renewed petition under 37 CFR
1.137(a),! filed on October 19, 2007, to revive the above-
identified application.

The petition is again DISMISSED.

Any request for reconsideration of this decision must be
submitted within TWO (2) MONTHS from the mail date of this
decision. Extensions of time under 37 CFR 1.136(a) are
permitted. = The reconsideration request should include a cover
letter entitled "Renewed Petition under 37 CFR 1.137(a)" or
“Renewed Petition under 37 CFR 1.137(b).” This is not a final
agency decision.

This application became abandoned on February 9, 2007, for

failure to timely file a response to the Notice of Non-Compliant
Amendment (37 CFR 1.121) mailed on January 8, 2007, which set a
one (1) month shortened period for reply. No extensions of the
time for reply in accordance with 37 CFR 1.136(a) were obtained.

! It is noted that the first page of petitioner’s petition form is the form

used for a petition under 37 CFR 1.137(b), while the second and third pages of
petitioner’s petition are those used for a petition under 37 CFR 1.137(a). As
the petition states that “An adequate showing of the cause of the delay..was
unavoidable, is enclosed,” and the petition fee previously paid was paid in
the in the amount required for a petition under 37 CFR 1.137(a), the petition
will be treated as a petition under 37 CFR 1.137(a).
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Notice of Abandonment was mailed on July 17, 2007. The petition
under 37 CFR 1.137(a) filed on August 13, 2007, was dismissed on
October 2, 2007.

A grantable petition to revive an abandoned application under 37
CFR 1.137(a) must be accompanied by:

(1) the required reply, unless previously filed. 1In a
nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a
continuing application. 1In a nonprovisional application
filed on or after June 8, 1995, and abandoned for failure to
prosecute, the required reply may also be met by the filing
of a request for continued examination in compliance with §
1.114. In an application or patent, abandoned or lapsed for
failure to pay the issue fee or any portion thereof, the
required reply must be the payment of the 1ssue fee or any
outstandlng balance thereof;

(2) the petition fee as set forth in § 1.17(1);

(3) a showing to the satisfaction of the Commissioner that
the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition
pursuant to this paragraph was unavoidable; and

(4) any terminal disclaimer (and fee as set forth in §
1.20(d)) required pursuant to paragraph (c) of this section.

This petition lacks item (3) above.

Decisions on reviving abandoned applications on the basis of
“unavoidable” delay have adopted the reasonably prudent person
standard in determining if the delay was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be



Application No. 11/219280 o ' 3

unavoidable, all other conditions of promptness in its
rectification being present.2

The showing of record is inadequate to establish unavoidable
delay within the meaning of 37 CFR 1.137(a). Specifically, an
application is "unavoidably" abandoned only where petitioner, or
counsel for petitioner, takes all action necessary for a proper
response to the outstanding Office action, but through the
intervention of unforeseen circumstances, such as failure or
mail, telegraph, telefacsimile, or the negligence of otherwise
rellable employees, the response is not timely received in the
Office.

Petitioner states that the Notice of Non-Compliant Amendment (37
CFR 1.121) mailed on January 8, 2007, was never received.

A review of the record indicates no irregularity in the mailing
of the Notice mailed on January 8, 2007, and in the absence of
any irregularity in the mailing, there is a strong presumption
that the Notice was properly mailed to the address of record.
This presumption may be overcome by a showing that the Notice was
not in fact received. The showing required to establish non-
receipt of an Office communication must include a statement from
~ the practitioner, stating that the practitioner did not receive
the Office communication and attesting to the fact that a search
of the file jacket and docket records indicates that the Office
communication was not received. A copy of the docket record where
the non-received Office communication would have been entered had
it been received and docketed must be attached to and referenced
in practitioner's statement.® For example, if a three month
period for reply was set in the non-received Office action, a
copy of the docket report showing all replies docketed for a date
three months from the mail date of the non-received Office action
must be submitted as documentary proof of non-receipt of the
Office action.

The showing of record is insufficient to warrant withdrawal of
the holding of abandonment at this time. The Notice mailed on
January 8, 2007, set a one (1l)-month shortened statutory period
for reply. Therefore, the practitioner must submit a copy of the

2 In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt, 1887 Dec. Comm’r Pat.
31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C.
1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141
(1913). 1In addition, decisions on revival are made on a “case-by-case basis, taking all the
facts and circumstances into account.”

Ex parte Pratt, 1887 Dec. Comm'r Pat. 31 (Comm'r Pat. 1887).

M.P.E.P. § 711.03(c); See Notice entitled "Withdrawing the Holding of
Abandonment When Office Actions Are Not Received," 1156 O. G 53 (November 16,
1993).

4
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docket report showing all replies docketed for one (1) month from
the mail date of the Notice.

Further, petitioner has not provided a statement from the
practitioner stating that the practitioner did not receive the
Office communication and attesting to the fact that a search of
the file jacket and docket records indicates that the Office
communication was not received. A copy of the docket record
“where the non-received Office communication would have been
entered had it been received and docketed must be attached to and
referenced in practitioner's statement.

A delay resulting from the lack of knowledge or improper
application of the patent statute, rules of practice or the MPEP
- does not constitute an “unavoidable” delay.5 A delay caused by an
applicant’s lack of knowledge or improper application of the
patent statute, rules of practice or the MPEP is not rendered
“unavoidable” due to: (1) the applicant’s reliance upon oral
advice from Office employees; or (2) the Office’s failure to
advise the applicant of any deficiency in sufficient time to
permit the applicant to take corrective action.®

‘As the showing presented is insufficient to establish unavoidable
delay within the meaning of 35 U.S.C. § 133 and 37 CFR 1.137(a),
the petition will be dismissed.

If petitioner is unable to provide the required showing that the
Office communication was not received, it is recommended that a
petition under 37 CFR 1.137(b) be filed.

Further correspondence with respect to this matter should be
addressed as follows:

By mail: . Mail Stop Petition
Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450

By FAX: (571) 273-8300
Attn: Office of Petitions

° 1a. .

See In re Sivertz, 227 USPQ 255, 256 (Comm’r Pat. 1985); see also In re Colombo, Inc., 33
UspQ2d 1530, 1532 (Comm’r Pat. 1994) (while the Office attempts to notify -applicants of
deficiencies in their responses in a manner permitting a timely correction, the Office has no
obligation to notify parties of deficiencies in their responses in a manner permitting a timely
correction).
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By hand: - Customer Service Window
: Mail Stop Petition
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3231.

D Weod

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Mario Fabris :

Application Number: 11/219280 : ON PETITION
Filing Date: 09/06/2005 :

Attorney Docket Number: EHO

04176

This is a decision on the twice renewed petition under 37 CFR
1.137(a), filed on November 30, 2007, to revive the above-
identified application.

The petition is GRANTED.

The application became abandoned on February 9, 2007, for failure
to timely file a response to the Notice of Non-Compliant
Amendment (37 CFR 1.121) mailed on January 8, 2007, which set a
one (1) month shortened period for reply. No extensions of the
time for reply in accordance with 37 CFR 1.136(a) were obtained.
Notice of Abandonment was mailed on July 17, 2007. The petition
under 37 CFR 1.137(a) filed on August 13, 2007, was dismissed on
October 2, 2007. The renewed petition filed on October 19, 2007,
was dismissed on November, 19, 2007.

The application is restored to pending status.

The application is being referred to Technology Center Art Unit
3725 for further processing.

Telephone inquiries concerning this matter may be directed to the
undersigned at (571) 272-3231.

2D Hal

Douglas I. Wood
Senior Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS
In re Application of : '
- Mark J. Zdeblick : DECISION ON PETITION
. Application No. 11/219,305 : TO WITHDRAW

. Filed: September 1, 2005 : FROM RECORD
. Attorney Docket No. PRTS-002 (PRO-11) :

* This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
- § 1.36(b), filed April 7, 2006.

- The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to practitioners associated with
Townsend and Townsend and Crew, LLP has been revoked by the assignee of the patent

© application on April 27, 2006. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b)
~ 1s moot.

- All future cdmmunications from the Office will continue to be directed to the below-listed
- address until otherwise notified by applicant.

' Telephone inquires concerning this decision should be directed to the undersigned at 571-272-

. 6059.

Q"

~ Alicia Kelley
~ Petitions Examiner  /
- Office of Petitions

cc: PROTEUS BIOMEDICAL, INC.
‘ BOZICEVIC, FIELD & FRANCIS LLP
1900 UNIVERSITY AVENUE, SUITE 200
EAST PALO ALTO, CA 94303
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OFFICE OF PETITIONS
Inre A({)plication of
Liu and Weiss :
Application No. 11/219,307 : Decision on Petition

Filed: September 2, 2005

Attorney Docket No. MAXC:029US

For: Loading of Cells With Antigens
By Electroporation

This is a decision on the petition filed November 23, 2005, to accord the above-identified
application a filing date of September 2, 2005.

The application was filed on September 2, 2005.

On September 21, 2005, the Office of Initial Patent Examination mailed a Notice stating that
drawings were not present and that a filing date had not been accorded and the filing date would
be the date of receipt of drawings.

In response, the present petition was filed alleging that drawings were deposited on September 2,
2005. In support, petitioner has submitted a postcard receipt which acknowledges receipt of 7
sheets of drawings on September 2, 2005.!

Upon review of the record, the originally filed drawings have not been located. However, the
evidence is convincing that the application papers deposited on September 2, 2005, included 7
sheets of drawings and that the drawings were subsequently misplaced in the PTO. Therefore,
the application is complete and entitled to a filing date of September 2, 2005.

In view of the above, the petition is granted. The copy of the drawings submitted with the
petition will be used for examination purposes.

Petitioner submitted $130 for the petition fee. The petition fee for a petition under 37 CFR 1.53
is $400. Instead of charging the remaining fee due to petitioner’s deposit account, the Office
incorrectly charged the tull $400. The $130 and the $400 will be credited to petitioner’s deposit
account.

The Notice mailed September 21, 2005, was sent in error and is hereby vacated.

! Evidence of receipt of any correspondence filed in the Patent and Trademark Office can be obtained by submitting a
self addressed post card properly itemizing and identifying the paper or papers being filed. Upon receipt of the correspondence,
the Patent and Trademark Office will check the listing on the post card against the papers submitted, making sure that all items
listed are present and will then stamp the postcard with an Official date stamp and place the post card in the outgoing mail. "A
post card receipt which itemizes and properly identifies the papers which are being filed serves as prima facie evidence of receipt
in the PTO of all items listed thereon by the PTO." M.P.E.P. § 503.
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The Office of Initial Patent Examination will be informed of the instant decision and will further
process the application with a filing date of September 2, 2005, using the application papers filed
on September 2, 2005, and the copy of the 7 sheets of drawings filed on November 23, 2005.

Telepﬁ inquiries should be directed to Petitions Attorney Steven Brantley at (571) 272-3203.

es Steven Brantley
Senior Petitions Attorney
Office of Petitions
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In re Reexamination Proceeding

Fendelmen et al. :

Application No. 11/219,336 : DECISION DISMISSING PETITION
Filed: September 1, 2005 :

Attorney Docket No. IMYT-302US

This is a decision on the petition under 37 CFR 1.183 filed on March 9, 2006,.to waive the
requirement under 37 CFR 1.52(e) that all files on a disk be of the ASCII format.

The petition has just been forwarded to the Office of Patent Legal Administration (OPLA) for
decision. Any delay in considering the petition is regretted.

37 CFR 1.52(e) states:

(e)Electronic documents that are to become part of the permanent United States Patent and Trademark Office records
in the file of a patent application or reexamination proceeding.

(1)The following documents may be submitted to the Office on a compact disc in compliance with this paragraph:

(i)A computer program listing (see §1.96);

(ii)A “Sequence Listing” (submitted under § 1.821(c)); or

(iii)Any individual table (see § 1.58) if the table is more than 50 pages in length, or if the total number of pages
of all of the tables in an application exceeds 100 pages in length, where a table page is a page printed on paper in
conformance with paragraph (b) of this section and § 1.58(c).

(2)A compact disc as used in this part means a Compact Disc-Read Only Memory (CD-ROM) or a Compact Disc-
Recordable (CD-R) in compliance with this paragraph. A CD-ROM is a “read-only” medium on which the data is pressed
into the disc so that it cannot be changed or erased. A CD-R is a “write once” medium on which once the data is recorded, it
is permanent and cannot be changed or erased.

(3)(i) Each compact disc must conform to the International Standards Organization (ISO) 9660 standard, and the
contents of each compact disc must be in compliance with the American Standard Code for Information Interchange
(ASCII). CD-R discs must be finalized so that they are closed to further writing to the CD-R.

(ii)Each compact disc must be enclosed in a hard compact disc case within an unsealed padded and protective
mailing envelope and accompanied by a transmittal letter on paper in accordance with paragraph (a) of this section. The
transmittal letter must list for each compact disc the machine format (e.g., IBM-PC, Macintosh), the operating system
compatibility (e.g., MS-DOS, MS-Windows, Macintosh, Unix), a list of files contained on the compact disc including their
names, sizes in bytes, and dates of creation, plus any other special information that is necessary to identify, maintain, and
interpret (e.g., tables in landscape orientation should be identified as landscape orientation or be identified when inquired
about) the information on the compact disc. Compact discs submitted to the Office will not be returned to the applicant.

(4)Any compact disc must be submitted in duplicate unless it contains only the “Sequence Listing” in computer
readable form required by § 1.821(e). The compact disc and duplicate copy must be labeled “Copy 1” and “Copy 2,”
respectively. The transmittal letter which accompanies the compact disc must include a statement that the two compact discs
are identical. In the event that the two compact discs are not identical, the Office will use the compact disc labeled “Copy 1



Application No. 11/219,336 | | Page 2

for further processing. Any amendment to the information 6n a compact disc must be by way of a replacement compact disc
in compliance with this paragraph containing the substitute information, and must be accompanied by a statement that the
replacement compact disc contains no new matter. The compact disc and copy must be labeled “COPY 1 REPLACEMENT
MM/DD/YYYY” (with the month, day and year of creation indicated), and “COPY 2 REPLACEMENT MM/DD/YYYY,”
respectively. .

(5)The specification must contain an incorporation-by-reference of the material on the compact disc in a separate
paragraph (§ 1.77(b)(5)), identifying each compact disc by the names of the files contained on each of the compact discs,
their date of creation and their sizes in bytes. The Office may require applicant to amend the specification to include in the
paper portion any part of the specification previously submitted on compact disc.

(6)A compact disc must also be labeled with the following information:

(i)The name of each inventor (if known); -

(ii)Title of the invention;

(iii)The docket number, or application number if known, used by the person filing the application to identify the
application; and

(iv)A creation date of the compact disc.

(V)If multiple compact discs are submitted, the label shall indicate their order (e.g. “1 of X”).

(vi)An indication that the disk is “Copy 1” or “Copy 2” of the submission. See paragraph (b)(4) of this section.

(DIf a file is unreadable on both copies of the disc, the unreadable file will be treated as not having been submitted.
A file is unreadable if, for example, it is of a format that does not comply with the requirements of paragraph (e)(3) of this
section, it is corrupted by a computer virus, or it is written onto a defective compact disc. -

37 CFR 1.183 Suspension of rules states the following:

In an extraordinary situation, when justice requires, any requirement of the regulations in this part which is not a
requirement of the statutes may be suspended or waived by the Director or the Director’s designee, sua sponte, or on
petition of the interested party, subject to such other requirements as may be imposed. Any petition under this section must
be accompanied by the petition fee set forth in § 1.17(f).

Petitioners state that the above-identified application was filed along with an appendix
containing a disc. Petitioners further state that while 37 CFR 1.52(e) requires that all files on the
disc be ASCII, all of the computer code on the disc is in all ways compliant with 37 CFR
1.52(e), except that the disc also contains some non-ASCII files that cooperate with the code.
The non-ASCII files are graphic files, which are not readily converted into ASCII files. .
Petitioners argue that the application of 37 CFR 1.52(e) would require deletion of the files on the
disc and disable a portion of the description of the invention. Petitioners request waiver of 37
CFR 1.52(e) to the extent necessary to accept the disc as filed including non-ASCII files in the
above-identified application. The petition includes a general authorization to charge counsel’s
deposit account for any fees associated with the above-identified application.

37 CFR 1.52(e) governs the submission of electronic documents that are to be come part of the
permanent record in an application file. The rule allows for submission of limited material on
either a CD-R or CD-ROM.

A review of the record reveals there appears to be no reason why petitioners could not print out
the non-ASCII files and submit them separately to the Office via EFS-Web or by paper, as the
case may be, and to have one disk for the ASCII files, which would appear to comply with 37
CFR 1.52(e). Petitioners have made no showing as to why the present situation would be
deemed to be an “extraordinary” situation where “justice requires” waiver of the rule to permit
entry of a disk containing non-ASCII files. Accordingly, petitioners have not demonstarted an
entitlement to relief under 37 CFR 1.183. No waiver of the rule is appropriate.
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In view of the above, the petition is DISMISSED.

The $400.00 petition fee under 37 CFR 1.17(f) has been charged to counsel’s deposit account no.
50-0235 in accordance with the present petition.

Jurisdiction over the above-identified application is being returned to Technology Center (TC)
Art Unit 3623 for examination, in due course.

Any further communications as to the merits of the above-identified application should be
directed to the examiner, Neil Kardos, in TC Art Unit 3623, who can be reached at
571-270-3443.

“Telephone inquiries related to this decision should be directed to Pinchus Laufer at
571-272-7726.

Tk a8

red A. Silverberg
Senior Legal Advisor
Office of Patent Legal Administration
Office of the Deputy Commissioner for Patent Examination Policy
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In re Application of : OFFICE OF PETITIONS
Ji-Won Yoon :
Application No. 11/219,339 : DECISION ON PETITION
Filed: September 1, 2005 : TO WITHDRAW

Attorney Docket No. 61359-014 (BIOJ-001) : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed December 22, 2008.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent
seeking to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.
The Office requires the practitioner(s) requesting withdrawal to certify that he, she, or they have: (1)
given reasonable notice to the client, prior to the expiration of the response period, that the practitioner(s)
intends to withdraw from employment; (2) delivered to the client or a duly authorized representative of
the client all papers and property (including funds) to which the client is entitled; and (3) notified the
client of any responses that may be due and the time frame within which the client must respond, pursuant
37 CFR 10.40(c).

The request cannot be approved because there is no indication that the acts noted in the above-identified
certifications have been performed for items (1) and (2).

All future communications from the Office will continue to be directed to the above-listed address until
otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 6735.

imberly Inabi eW

Petitions Examiner
Office of Petitions

cc: Biotech Institute for International
Innovation, Inc.
TraPalace, Suite 343
Sunae-dong 10-1
Bundang-gu, Korea 463 854
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In re Application of

Thomas C. GOODMAN
Application No. 11/219,343
Filed: September 2, 2005

Attorney Docket No. 2206.001US1

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

. Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
MAY 2 1 2007
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed July 24, 2006.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney given to Schwegman, Lundberg,
Woessner & Kluth, P.A. has been revoked by the assignee of the patent application on
September 15, 2006. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

The correspondence address of record has been changed and the new correspondence address is

the first copied address indicated below.

Telephone inquires concerning this decision should be directed to Diane Goodwyn at 571-272-

6735.

Petgfions Examiner
Offite of Petitions

cc: VIKSNINS HARRIS & PADYS PLLP
7900 INTERNATIONAL DRIVE
SUITE 870
BLOOMINGTON, MN 55425
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OFFICE OF PETITIONS

In re Application of

Plourde :

Application No. 11/219,345 :  DECISION

Filed: 1 September, 2005
Attorney Docket No. 04-R0O-194

This is a decision on the petition, filed on 31 December, 2008, considered as a petition under 37
C.F.R. §1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application.

The petition under 37 C.F.R. §1.181 is GRANTED.

As to the Request to Withdraw
the Holding of Abandonment

Petitioners always are directed to the Commentary at MPEP §711.03(c )(I) for guidance as to the
proper showing and timeliness requirements for relief under 37 C.F.R. §1.181. Petitioners must,

inter alia, provide statements and documentary support as set forth in the Commentary at MPEP
§711.03(c X(D).

BACKGROUND

The record reflects as follows:
This application was held abandoned for Petitioner’s failure to reply timely and properly to the
non-final Office action mailed on 14 March, 2008, with reply due absent extension of time on or

before 14 June, 2008.

The application went abandoned by operation of law after midnight 14 June, 2008.
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The Office mailed the Notice of Abandonment on 8 October, 2008.

On 31 December, 2008, Petitioner filed a petition, with, inter alia, an averment that a reply in the

form of an amendment was timely and properly filed with a request and fee for extension of time
(which is now charged as authorized to Deposit Account 50-1556) over a certificate of mailing
pursuant to 37 C.F.R. §1.8, and provided therewith:

a copy of the reply in the form of an amendment bearing a Monday 15 September, 2008,
certificate of mailing, with a request and fee for an extension of time to make timely the
reply; and

Petitioner, as the signer of the certificate of mailing provided a statement,

consistent with the required showing described in the guidance in the Commentary at MPEP
§711.03(c )(I), which provides in pertinent part:

%k 3k k

37 C.F.R. §1.10(c) through §1.10(e) and §1.10(g) set forth procedures for petitioning the
Director of the USPTO to accord a filing date to correspondence as of the date of deposit
of the correspondence as “Express Mail.” A petition to withdraw the holding of abandon-
ment relying upon a timely reply placed in “Express Mail” must include an appropriate
petition under 37 C.F.R. §1.10(c), (d), (e), or (g) (see MPEP §513). When a paper is
shown to have been mailed to the Office using the “Express Mail” procedures, the paper
must be entered in PALM with the “Express Mail” date.

Similarly, applicants may establish that a reply was filed with a postcard receipt that
properly identifies the reply and provides prima facie evidence that the reply was timely
filed. See MPEP §503. For example, if the application has been held abandoned for
failure to file a reply to a first Office action, and applicant has a postcard receipt showing
that an amendment was timely filed in response to the Office action, then the holding of
abandonment should be withdrawn upon the filing of a petition to withdraw the holding
of abandonment. When the reply is shown to have been timely filed based on a postcard
receipt, the reply must be entered into PALM using the date of receipt of the reply as
shown on the post card receipt.

Where a certificate of mailing under 37 C.F.R. §1.8, but not a postcard receipt, is relied
upon in a petition to withdraw the holding of abandonment, see 37 C.F.R. 1.8(b) and
MPEP §512. As stated in 37 C.F.R. §1.8(b)(3) the statement that attests to the previous
timely mailing or transmission of the correspondence must be on a personal knowledge
basis, or to the satisfaction of the Director of the USPTO. If the statement attesting to the
previous timely mailing is not made by the person who signed the Certificate of Mailing
(i.e., there is no personal knowledge basis), then the statement attesting:to the previous
timely mailing should include evidence that supports the conclusion that the
correspondence was actually mailed (e.g., copies of a mailing log establishing that
correspondence was mailed for that application). When the correspondence is shown to
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have been timely filed based on a certificate of mailing, the correspondence is entered
into PALM with the actual date of receipt (i.e., the date that the duplicate copy of the
papers was filed with the statement under 37 C.F.R. §1.8).

37 C.F.R. §1.8(b) also permits applicant to notify the Office of a previous mailing or
transmission of correspondence and submit a statement under 37 C.F.R. §1.8(b)(3)
accompanied by a duplicate copy of the correspondence when a reasonable amount of
time (e.g., more than one month) has elapsed from the time of mailing or transmitting of
the correspondence. Applicant does not have to wait until the application becomes
abandoned before notifying the Office of the previous mailing or transmission of the
correspondence. Applicant should check the private Patent Application Information
Retrieval (PAIR) system for the status of the correspondence before notifying the Office.
See MPEP §512.

* %k %

Out of an abundance of caution, Petitioners always are reminded that the filing of a petition
under 37 C.F.R. §1.181 does not toll any periods that may be running any action by the Office
and a petition seeking relief under the regulation must be filed within two (2) months of the act
complained of (see: 37 C.F.R. §1.181(f)), and that those registered to practice and all others who
make representations before the Office must inquire into the underlying facts of representations
made to the Office and support averments with the appropriate documentation—since all owe to
the Office the continuing duty to disclose.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

It is noted that Petitioner’s reply to the Notice of Abandbnment is late under the rule (37 C.F.R.
$1.181), and Petitioner is reminded of the guidance set forth in the Commentary at MPEP
$711.03(c ) (in pertinent part):

C.Treatment of Untimely Petition To Withdraw Holding of Abandonment

37 C.F.R. 1.181(f) provides that, inter alia, except as otherwise provided, any petition not filed
within 2 months from the action complained of may be dismissed as untimely. Therefore, any
petition (under 37 C.F.R. §1.181) to withdraw the holding of abandonment not filed within 2
months of the mail date of a notice of abandonment (the action complained of) may be
dismissed as untimely. 37 C.F.R. §1.181(f).

I See: MPEP §711.03(c ) (1)(B).

2 See supplement of 17 June,.1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).




Application No. 11/219,345

Rather than dismiss an untimely petitibn to withdraw the holding of abandonment under 37
C.F.R. §1.181(f), the Office may require a terminal disclaimer as a condition of granting an

untimely petition to withdraw the holding of abandonment.
% %k ¥k

3.Utility and Plant Applications Filed on or After May 29, 2000

In utility and plant applications filed on or after May 29, 2000, a terminal disclaimer should
not be required as a condition of granting an untimely petition to withdraw the holding of
abandonment. This is because any patent term' adjustment is automatically reduced under the
provisions of 37 C.F.R. §1.704(c)(4) in applications subject to the patent term adjustment
provisions of the American Inventors Protection Act of 1999 (AIPA) if a petition to withdraw a
holding of abandonment is not filed within two months from the mailing date of the notice of
abandonment, and if applicant does not receive the notice of abandonment, any patent term
adjustment is reduced under the provisions of 37 C.F.R. §1.704(a) by a period equal to the
period of time during which the applicant “failed to engage in reasonable efforts to conclude
prosecution” (processing or examination) of the application.

Where the record indicates that the applicant intentionally delayed the filing of a petition to
withdraw the holding of abandonment, the Office may simply dismiss the petition as untimely
(37 CF.R. §1.181(f)) solely on the basis of such intentional delay in taking action in the
application without further addressing the merits of the petition. Obviously, intentional delay
in seeking the revival of an abandoned application precludes relief under 37 C.F.R. §1.137(a)
or (b) (***).

* %k

STATUTES, REGULATIONS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994). And the
regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to revive a
previously unavoidably or unintentionally, respectively, abandoned application.>,*

Moreover, the Office has set forth in the Commentary at MPEP §711.03(c )(I) the showing and
timeliness requirements for a proper showing for relief under 37 C.F.R. §1.181 in these matters.

3 See: Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Off. Gaz. Pat. Office at
86-87 (October 21, 1997).

4 The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is clear, unambiguous, and without qualification: the delay in tendering the reply to
the outstanding Office action, as well as filing the first petition seeking revival, must have been unavoidable for the reply now to be accepted on
petition. (Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.) Delays in responding properly raise the question whether delays are
unavoidable. Where there is a question whether the delay was unavoidable, Petitioners must meet the burden of establishing that the delay was
unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) And the Petitioner must be diligent in attending to the matter.
Failure to do so does not constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care. (By contrast,
unintentional delays are those that do not satisfy the very strict statutory and regulatory requirements of unavoidable delay, and also, by
definition, are not intentional.))
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Allegations as to the Request to
Withdraw the Holding of Abandonment

The record evidences a satisfactory presentation of the showing requirements under the Rule. It is
noted, however, that the timing requirements were not satisfied.

CONCLUSION

The petition as considered under 37 C.F.R. §1.181 is granted and the 10 October, 2008, Notice
of Abandonment is vacated.

The instant application is released to the Technology Center/AU 2116 for further processing as
necessary in due course.

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the TC/AU in response to this decision. It is
noted that all inquiries with regard to that change in status need be directed to the TC/AU where
that change of status must be effected—that does not occur in the Office of Petitions.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2°%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

® The regulations at 37 C.F.R. §1.2 provide: .

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal anendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.



Page 1 of 3

UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT QF COMMERCE
United States Patent and Trademark Office
Addross: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Vigmia 22313-1450

WWW.ISpLo. GOV

APPL NO. F"-g;%g?g” ARTUNIT | FiL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cums | iIND cLms
11/219,349 09/01/2005 2827 1830 MICRON.305A 15 44 6

CONFIRMATION NO. 8697
20995 CORRECTED FILING RECEIPT

040 MAIN i Rery OLSON & BEARLLP L R R

2040 MAIN STREET . .
FOURTEENTH FLOOR 0C000000017367822
IRVINE, CA 92614

Date Mailed: 11/03/2005

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts" for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Gordon A. Haller, Residence Not Provided;
David K. Hwang, Residence Not Provided;
Sanh Dang Tang, Residence Not Provided;
Ceredig Roberts, Residence Not Provided;

Power of Attorney: None

Domestic Priority data as claimed by applicant
Foreign Applications

If Required, Foreign Filing License Granted: 09/21/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US11/21 9,349

Projected Publication Date: To Be Determined - pending completion of Missing Parts

Non-Publication Request: No

Early Publication Request: No
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Title
Memory cell layout and process flow

Preliminary Class
365

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent’ and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title-37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.
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This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).



UNITED STATES PATENT AND TRADEMARK -OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark QOffice
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexardria, Vignia 22313-1450

waww.spto. gov

APPL NO. F'L'(SGD‘;?EW ARTUNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cums | IND cLvs
11/219,352 09/01/2005 2661 1480 010327-010000US 5 27 3

CONFIRMATION NO. 8680
20350 UPDATED FILING RECEIPT

TR0 VB ARCASERG CarTER D CREW, LLP I AR 0E R IRty

BgaTEﬁnEfggQDERO CENTER *0C000000017449007*
SAN FRANCISCO, CA 94111-3834

Date Mailed: 11/14/2005

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Tony Hardie, Fremont, CA;

Assignment For Published Patent Application
Network Equipment Technologies, Inc., Union City, CA

Power of Attorney: The patent practitioners associated with Customer Number 20350.

Domestic Priority data as claimed by applicant
Foreign Applications

If Required, Foreign Filing License Grénted: 09/21/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is UusS11/21 9,352

Projected Publication Date: 03/01/2007

Non-Publication Request: No

Early Publication Request: No



Title
Compensation for independent clocks in relayed communication over packet-based networks

Preliminary Class
' 370

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States-and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent’ and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, hitp://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the Iicenéee and may be used at any time on or after the effective date thereof



unless it is revoked. This license is a'utomatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

GRAYBEAL JACKSON HALEY LLP Mail Date: 05/07/2010
Suite. 350

155-108th Avenue N.E.

Bellevue, WA 98004-5973

Applicant : Daniele Lo Iacono : DECISION ON REQUEST FOR

Patent Number : 7668193 : RECALCULATION of PATENT

Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/219,358 : OF WYETH AND NOTICE OF INTENT TO
Filed :

09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1159 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

, Paper No.:
DATE : 5/14/10

TOSPEOF :ARTUNIT __2463 (2400)

SUBJECT : Request for Certificate of Correction for Appl. No.: 11/219,358 Patent No.: 7,668,193

Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square - 9D10-A
Palm Location 7580

Ewmest 0, White. LIE
Rundolph Sg. Ste ID62A
703-756-1590

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved All changes apply.

Q Approved in Part Specify below which changes do not apply.

0 Denied State the reasons for denial below.
SPE___/Derrick W. Ferris/ ART UNIT 2463

PTOL-306 (REV. 7/03) U.S.DEPARTMENT OF COMMERCE Patent and Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : 5/14/10
TO SPE OF :ART UNIT ___2463 (2400)
SUBJECT : Request for Certificate of Correction for Appl. No.: _11/219,358 Patent No.: 7,668,193

Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

1

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Ennest (. White. LIE
Randolpl Sg. Ste TDCEA
703-756-1590

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved ~ All changes apply.

o Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
SPE__ /Derrick W. Ferris/ ART UNIT 2463

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

MCKELLAR IP LAW, PLLC
784 SOUTH POSEYVILLE ROAD
MIDLAND MI 48640

MAILED
FEB 02 2009
In re Application of : OFFICE OF PETITIONS
Robert S. Musselman :
Application No. 11/219,362 : DECISION ON PETITION

Filed: September 6, 2005
Attorney Docket No. MSH(S)-412

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 22, 2008, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

The application became abandoned for failure to timely file a reply within the meaning of 37 CFR
1.113 to the final Office action of December 7, 2007. A Notice of Abandonment was mailed July
11, 2008:

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that the
entire delay in filing the required reply from the due date for the reply until the filing of a ’
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal disclaimer
(and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(d). Where there is a question
as to whether either the abandonment or the delay in filing a petition under 37 CFR 1.137 was
unintentional, the Director may require additional information. See MPEP 711.03(c)(11)(C) and
(D). The instant petition lacks item 1.

Since the amendment submitted does not prima facie place the application in condition for
allowance, the reply required must be a Notice of Appeal (and appeal fee), RCE, or the filing of a
continuing application under 37 CFR 1.53(b).

The Examiner has responded to the Amendment After Final with an Advisory Action (copy
enclosed).

Further correspondence with respect to this matter should be addressed as follows:
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By Mail: Mail Stop PETITION _
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building '
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.
Telephone inquiries concerning this decision should be directed to Joan Olszewski at (571) 272-

7751,

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

Enclosure: Examiner’s Advisory Action

ks

L



Application No. Applicant(s)
Advisory Action 11/219,362 MUSSELMAN, ROBERT S.
Before the Filing of an Appeal Brief Examiner Art Unit '
KIP T. KOTTER 3617

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 22 August 2008 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.

1. [0 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3)
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following
time periods:

a) & The period for reply expires 3 months from the mailing date of the final rejection.

b) D The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In
no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN
TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee

have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee

under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed,

may reduce any earned patent term adjustment. See 37 CFR 1.704(b).

NOTICE OF APPEAL

2. [[] The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of
filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a).

AMENDMENTS )

3. [X] The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because

(a)l:] They raise new issues that would require further consideration and/or search (see NOTE below);

(b)[] They raise the issue of new matter (see NOTE below);

(c) IX] They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for
appeal; and/or

(d)[(] They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: See Continuation Sheet. (See 37 CFR 1.116 and 41.33(a)).

4. I:] The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).

5. Applicant's reply has overcome the following rejection(s):

6. ] Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the
non-allowable claim(s).

7.0 For purposes of appeal, the proposed amendment(s): a) [J will not be entered, or b) [] will be entered and an explanation of
how the new or amended claims would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows: '
Claim(s) allowed:

Claim(s) objected to:

Claim(s) rejected:

Claim(s}) withdrawn from consideration:

AFFIDAVIT OR OTHER EVIDENCE

8. [[] The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and
was not earlier presented. See 37 CFR 1.116(¢e).

9. [J The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be
entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1).

10. [ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.

REQUEST FOR RECONSIDERATION/OTHER

11. [ The request for reconsideration has been considered but does NOT place the application in condition for allowance because:

12. [] Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s).

13. [] Other: .
/KIP T. KOTTER/. /Russell D. Stormer/
Examiner, Art Unit 3617 Primary Examiner, Art Unit 3617

U.S. Patent and Trademark Office
PTOL-303 (Rev. 08-06) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20090129



Continuation Sheet (PTO-303) Application No. 11/219,362

Continuation of 3. NOTE: Claims 36-40 are not present in the proposed amendment. Also, claims 27-34 have not been provided with the
proper status identifier.



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark

Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to

process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the

record.
A record in this system of records may be disclosed, as a routine use, to a contractor of the

Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5§ U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the

World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.
A record in this system of records may be disclosed, as a routine use, to another federal

agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to

the Atomic Energy Act (42 U.S.C. 218(c)).
A record from this system of records may be disclosed, as a routine use, to the Administrator,

General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which

became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

~ www.uspto.gov

MCKELLAR IP LAW, PLLC
784 SOUTH POSEYVILLE ROAD
MIDLAND MI 48640

MAILED

OCT 15 2009

OFFICE OF PETITIONS
In re Application of
Robert S. Musselman * :
Application No. 11/219,362 : DECISION ON PETITION
Filed: September 6, 2005 :
Attorney Docket No. MSH(S)-412

This is a decision on the renewed petition under the unintentional provisions of 37 CFR
1.137(b), filed April 6, 2009, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to properly and timely reply to the final
Office action mailed December 7, 2007. No extensions of time under the provisions of
37 CFR 1.136(a) were obtained. Accordingly, this application became abandoned on
March 8, 2008. A Notice of Abandonment was mailed July 1.1, 2008.

The getition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has squlied
él)t e reply in the form of a Request for Continued Examination (RCE) and fee o

405.00 and the submission required by 37 CFR 1.114 (previously submitted August 22,
2008); (2) the petition fee of $770.00 (previously submitted August 22, 2009); and (3) a
proper statement of unintentional delay.

" Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This matter is being referred to Technology Center 3617 for processing of the Request for
Continued Examination under 37 CFR 1.114 and the Amendment previously filed on
August 22, 2008.

fo Ol
Joan Olszewski

Petitions Exayr;iner
Office of Petitions
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OFFICE OF PETITIONS
In re Application of
Santini, Luis A. :
Application No. 11/219,367 : ON PETITION

Filed: September 2, 2005
Attorney Docket No. FTMR-013

This is a decision on the petition under 37 CFR 1.102(c)(1), filed June 5, 2006, to make the
aslboye-i(}e\gltiﬁed application special based on applicant’s age as set forth in M.P.E.P. § 708.02,
ection IV,

The petition is GRANTED.

A irantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that at least one
of the applicants is 65 years of age, or more, such as a birth certificate or a statement by
applicant. No fee is required.

The instant petition includes a copy of the applicant’s birth certificate. Accordingly, the above-
identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
3206. All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center.

This matter is being referred to the Technology Center Art Unit 1761 for action on the
merits commensurate with this decision.

taChna

iana Chase
Petitions Examiner
Office of Petitions
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. Commissioner for Patents
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HECTOR M. REYES RIVERA
FERRAMAR BUILDING, SUITE 1
#1060 ASHFORD AVENUE
CONDADO

SAN JUAN PR 00907 COPY MAILED
0CT 3 0 2008
OFFICE OF PETITIONS

In re Application of

Luis A. Santini ' : ‘ _
Application No. 11/219,367 :  DECISION ON PETITION
‘Filed: September 2, 2005 :

Attorney Docket No. FTMR-013

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 20, 2008, to revive the above-identified application.

The petition is GRANTED.

" The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed September 27, 2006, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on December 28, 2006. A Notice of
Abandonment was mailed May 21, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an Amendment, (2) the petition fee of $810.00, and (3) an adequate statement
of unintentional delay.

The above-identified application has been abandoned for an extended period of time. The Patent
and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting the
'statement that the entire delay in filing the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional.'

It is not apparent whether the statement of unintentional delay was signed by a person who would
have been in a position of knowing that the entire delay in filing the required reply from the due
date for theé reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was

7z

1 See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and
53178; 1203 Off. Gaz. Pat. Office at 88 and 103 (responses to comments 64 and
109) (applicant obligated under 37 CFR 10.18 to inquire into the underlying
facts and circumstances when providing the statement required by 37 CFR
1.137(b) to the Patent and Trademark Office).
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unintentional. Nevertheless, in accordance with 37 CFR 10.18, the statement is accepted as
constituting a certification of unintentional delay. However, in the event that petitioner has no
knowledge that the delay was unintentional, petitioner must make such an inquiry to ascertain
that, in fact, the delay was unintentional. If petitioner discovers that the delay was intentional,
petitioner must notify the Office. Further, it is not apparent whether the person signing the instant
petition was ever given a power of attorney or authorization of agent to prosecute this patent. In
accordance with 37 CFR 1.34(a), the signature appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he/she is authorized to
represent the particular party in whose behalf he/she acts. While, a courtesy copy of this decision
is being mailed to the person signing the instant petition, all future correspondence will be
directed to the address currently of record until such time as appropriate instructions are received
to the contrary.

Telephone inquiries concerning this decision should be directed to Joan Olszewski at (571) 272-
7751.

This application is being referred to Technology Center AU 1761 for appropriate action by the
Examiner in the normal course of business on the reply received.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

cc: Eugenio J. Torres-Oyola
Ferraiuoli Torres Marchand & Rovira Law Offices, P.S.C.
221 Plaza '
221 Ponce de Leon Ave
Suite 403-404
Hato Rey, San Juan
Puerto Rico, 00917
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COPY MAILED

Pabst Patent Group LLP

é545 l;;ail)chtree Street NE APR 2 9 70n9
uite .

Atlanta, GA 30309 QFFICE OF PETITIONS

In re Application of
Frank J. Slack et al. :
Application No. 11/219,379 : DECISION ON PETITION

Filed: September 2, 2005 : TO WITHDRAW

Attorney Docket No. YU 1738 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed December 29, 2008.

The request is moot because a revocation of power of attorney has been filed.

A review of the file record indicates that the power of attorney to Patrea L. Pabst and all attorneys/agents
of record have been revoked by the assignee of the patent application on February 13, 2009. Accordingly,
the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will be directed to the below-listed address until otherwise
notified by applicant.

Telephone inquires concerning this decision should be directed to Kimberly Inabinet at 571-272- 4618.

Kimberly In
Petitions Examiner
Office of Petitions

cc: Mintz, Levin, Cohn, Ferris, Glovsky
and Popeo P.C.
One Financial Center
Boston, MA 02111

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE ; 05/01.09
TO SPE OF :ART UNIT
SUBJECT : Request for Certificate of Correction for Appl. No.: 1219383 Patent No.:_7481465 B2

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
South Tower - 9A22
Palm Location 7580

R D 0 T e D o s R o e
HERENRE AT SR TR ity

LAMONTE NEWSOME

Certificates of Correction Branch
703-308-9390 ext. 112

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

XX Approved All changes apply.

U Approved in Part Specify below which changes do not apply.

U Denied State the reasons for denial below.
Comments:

/Daniel P. Stodola/ 3679

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
COPY MAILED
JUN 1 8 2007
THE DIRECTV GROUP INC OFFICE OF PETITIONS
PATENT DOCKET ADMINISTRATION RE/R11/A109 .
P O BOX 956
EL SEGUNDO CA 90245-0956
In re Application of
James et al. :
Application No. 11/219,407 : DECISION ON PETITION
Filed: September 2, 2005 : UNDER 37 CFR 1.137(b)

Attorney Docket No. Pd-205017

This is a decision on the petition, filed May 1, 2007, which is being treated as a petition under 37 CFR
1.137(b) to revive the instant nonprovisional application for failure to timely notify the U.S. Patent and
Trademark (USPTO) of the filing of an application in a foreign country, or under a multinational treaty
that requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in an
eighteen-month publication country on August 30, 2006. However, the USPTO was unintentionally not
notified of this filing within 45 days subsequent to the filing of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 122(b)(2)}(B)(iii) and 37
CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a foreign country or
under a multilateral international agreement that requires publication of applications 18 months after
filing.

A petition to revive an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to notify
the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign country
or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date of the
reply until the filing of a grantable petition was unintentional.
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The statement of unintentional delay presented in the petition does not comply with the current
rule. Pursuant to 37 CFR 1.137(b)(3) a statement that “the entire delay in filing the required
reply from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR

~ 1.137(b) was unintentional” is required. However, the statement presented will be accepted and
construed as the statement required by 37 CFR 1.137(b)(3). Petitioner, must notify the Office if
this is not a correct interpretation of the statement contained in the instant petition.

The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the failure
to timely notify the USPTO of a foreign or international filing within 45 days after the date of filing of
such foreign or international application as provided by 35 U.S.C. § 122(b)(2)(B)(iii) and 37 CFR
1.213(c) is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded. A Notice
Regarding Rescission of Nonpublication Request which sets forth the projected publication date
accompanies this decision on petition.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3215.
This application is being forwarded to Technology Center Art Unit 2623 for examination in due course.

Charlema R. Grant
Petitions Attorney
Office of Petitions

ATTACHMENT: Notice Regarding Rescission of Nonpublication Request
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

| APPLICATION NUMBER | FILING/RECEIPT DATE |  FRsTNAMED APPLICANT | ATTY. DOCKET NO. |

11/219,407 09/02/2005 Thomas H. James PD-205017
CONFIRMATION NO. 1354

20991

THE DIRECTV GROUP INC

PATENT DOCKET ADMINISTRATION RE/R11/A109
P O BOX 956

EL SEGUNDO, CA 90245-0956

Date Mailed: 06/15/2007

Communication Regarding Rescission Of Nonpublication Request and/or Notice of
Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is
acknowledged. The paper has been reflected in the Patent and Trademark Office's (USPTO's) computer
records so that the earliest possible projected publication date can be assigned.

The projected publication date is 09/20/2007.

If applicant rescinded the nonpublication request before or on the date of "foreign filing,"' then no notice
of foreign filing is required.

If applicant foreign filed the application after filing the above application and before filing the
rescission, and the rescission did not also include a notice of foreign filing, then a notice of foreign filing
(not merely a rescission) is required to be filed within 45 days of the date of foreign filing. See 35
U.S.C. § 122(b)(2)(B)(iii), and Clarification of the United States Patent and Trademark Office's
Interpretation of the Provisions of 35 U.S.C. § 122(b)(2)(B)(ii)-(iv), 1272 Off. Gaz. Pat. Office 22 (July
1,2003).

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then
the application becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant
should either file a petition to revive or notify the Office that the application is abandoned. See 37 CFR
1.137(f). Any such petition to revive will be forwarded to the Office of Petitions for a decision. Note
that the filing of the petition will not operate to stay any period of reply that may be running against the
application.

Questions regarding petitions to revive should be directed to the Office of Petitions at (571) 272-3282.
Questions regarding publications of patent applications should be directed to the patent application
publication hotline at (703) 605-4283 or by e-mail pgpub@uspto.gov.

' Note, for purpose of this notice, that "foreign filing" means "filing an application directed to the same invention in another
country, or under a multilateral international agreement, that requires publication of applications 18 months after filing".

PART 1 - ATTORNEY/APPLICANT COPY



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313~1450

WWW. uspto. gov

KING & SPALDING
1185 AVENUE OF THE AMERICAS ‘
NEW YORK, NY 10036-4003 MAILED

APR 1 4 2009

In re Application of :
Daniela Brunner et al © OFFICE OF PETITIONS
Application No. 11/219,416 : ON PETITION

Filed: September 2, 2005
Attorney Docket No. 13565-105003US3

This is a decision on the petition, filed April 13, 2009 under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition'is GRANTED.

The above-identified aptplic.ation 1s withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on February 18, 2009 in the above-identified
application cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210..

This matter is being referred to Technology Center AU 1618 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement and Amendment.

Cﬁvélgle/

Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by
completing and returning the new Issue Fee Transmittal Form PTOL-85(b), which
includes the following language thereon: Commissioner for Patents is requested to
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid
issue fee to the application identified above. Petitioner is advised that,
whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in
bold text on the first page of the Notice of Allowance and Fee(s) Due (PTOL-85).



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P. O.Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

THE DIRECTV GROUP INC ' COPY MAILED
PATENT DOCKET ADMINISTRATION RE/R11/A109
P O BOX 956 JUL 2 ¢ 2007
EL SEGUNDO, CA 90245-0956 !

OFFICE OF PETITIONS
In re Application of
James, et al. :
Application No. 11/219,418 : DECISION GRANTING PETITION
Filed: September 2, 2005 : UNDER 37 CFR 1.137(b)

Attorney Docket No. PD-205016

This is a decision on the petition, filed May 1, 2007, which is being treated as a petition under 37 CFR
1.137(b) to revive the instant nonprovisional application for failure to timely notify the U.S. Patent and
Trademark (USPTO) of the filing of an application in a foreign country, or under a multinational treaty
that requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in an
eighteen-month publication country on August 30, 2006. However, the USPTO was unintentionally not
notified of this filing within 45 days subsequeént to the filing of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii) and 37
CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a foreign country or
under a multilateral international agreement that requires publication of applications 18 months after
filing:

A petition to revive an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to notify
the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign country
or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date of the
reply until the filing of a grantable petition was unintentional.
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The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the failure
to timely notify the USPTO of a foreign or international filing within 45 days after the date of filing of
such foreign or international application as provided by 35 U.S.C. § 122(b)(2)(B)(iii) and 37 CFR
1.213(c) is accepted as having been unintentionally delayed.

AY

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded. A Notice
Regarding Rescission of Nonpublication Request which sets forth the projected publication date of
accompanies this decision on petition.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3222.

This application is being forwarded to Technology Center Art Unit 2131 for examination in due course.

0/‘%/4 QW’

Kenya A. McLaughlin
Petitions Attorney
Office of Petition

'ATTACHMENT: Notice Regarding Rescission of Nonpublication Request
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

Www.uspto.gov

| AppLicATION NUMBER | FILING/RECEIPT DATE |  FiRSTNAMED APPLICANT | ATTY. DOCKET NO. 1

11/219,418 . 09/02/2005 Thomas H. James PD-205016
CONFIRMATION NO. 1342

20991

THE DIRECTV GROUP INC

PATENT DOCKET ADMINISTRATION RE/R11/A109
P O BOX 956

EL SEGUNDO, CA 90245-0956

Date Mailed: 07/19/2007

Communication Regarding Rescission Of Nonpublication Request and/or Notice of
Foreign Filing

Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is
acknowledged. The paper has been reflected in the Patent and Trademark Office's (USPTO's) computer
records so that the earliest possible projected publication date can be assigned.

The projected publication date is 10/25/2007.

If applicant rescinded the nonpublication request before or on the date of "foreign filing,"! then no notice
of foreign filing is required.

If applicant foreign filed the application after filing the above application and before filing the
rescission, and the rescission did not also include a notice of foreign filing, then a notice of foreign filing

(not merely a rescission) is required to be filed within 45 days of the date of foreign filing. See 35
U.S.C. § 122(b)(2)(B)(iii), and Clarification of the United States Patent and Trademark Office's

Interpretation of the Provisions of 35 U.S.C. § 122(b)(2)(B)(ii)-(iv), 1272 Off. Gaz. Pat. Office 22 (July
1, 2003).

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then
the application becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant
should either file a petition to revive or notify the Office that the application is abandoned. See 37 CFR
1.137(f). Any such petition to revive will be forwarded to the Office of Petitions for a decision. Note
that the filing of the petition will not operate to stay any period of reply that may be running against the
application. ' ’

Questions regarding petitions to revive should be directed to the Office of Petitions at (571) 272-3282.
Questions regarding publications of patent applications should be directed to the patent application
publication hotline at (703) 605-4283 or by e-mail pgpub@uspto.gov.

! Note, for purpose of this notice, that "foreign filing" means "filing an application directed to the same invention in another
country, or under a multilateral international agreement, that requires publication of applications 18 months after filing".

PART 1 - ATTORNEY/APPLICANT COPY



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

THE WEBB LAW FIRM, P.C. Mail Date: 04/28/2010
700 KOPPERS BUILDING

436 SEVENTH AVENUE
PITTSBURGH, PA 15219

Applicant : Keith D. Martin : DECISION ON REQUEST FOR
Patent Number : 7670213 : RECALCULATION of PATENT
Issue Date : 03/02/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/219,422 : OF WYETH

Filed : 09/02/2005 :

The Patentee's Request for Recalculation is DISMISSED.

This Request 1is deemed ineligible for consideration for one or more of the following
reasons:

(A) . The patent for which PTA recalculation is requested is either a design or reissue
application or is a reexamination proceeding;

(B) . The patent for which PTA recalculation is requested resulted from a utility or plant
application filed under 35 USC 1l1ll(a) before May 29, 2000 and no CPA filed in the
application on/after May 29, 2000;

(C). The patent for which PTA recalculation is requested resulted from an international
application in which the international filing date was before May 29, 2000 and no CPA
filed in the application on/after May 29, 2000;

(D) . The patent for which PTA recalculation is requested issued on/after March 2, 2010;

(E) . The Request for Recalculation was filed more than 180 days after the grant date of
the patent and the request was not filed within two months of a dismissal of a request
for reconsideration of the of the patent term under 37 CFR 1.705(d);

(F) . The Request for Recalculation is not solely 1limited to USPTO pre-Wyeth
interpretation of 35 U.S.C. 154(b) (2) (&);

or

(G). A civil action was filed pursuant to 35 U.S.C. 154 (b) (4) (A)concerning the same

patent at issue in this request.

Patentee may file a reply to this decision dismissing the Request for Recalculation.
Patentee must file such reply within one month or thirty days, whichever is longer, of
the mail date of the decision dismissing the Request for Recalculation. No fee 1is
required if patentee is asserting in the reply that the dismissal for ineligibility is
improper.

Patentee should use document code PET.OP if electronically filing a reply to this
dismissal. If the USPTO finds that the request was improperly deemed ineligible, the
USPTO will mail applicant a recalculation determination.

Patentee should be aware that in order to preserve the right to review in the United
States District Court for the District of Columbia of the USPTO patent term adjustment
determination, patentee must ensure that he or she also take the steps required under 35
U.S.C. 154(b) (4) (A). Nothing in the request for recalculation should be construed as
providing an alternative time frame for commencing a civil action under 35 U.S.C. 154
(b) (4) (&) .

PTOL-549D (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

LAW OFFICES OF RAYMOND A. NUZZO, LLC

579 THOMPSON AVENUE COPY MAILED

EAST HAVEN CT 06512 JAN 2 4 2007
OFFICE OF PETITIONS

In re Application of

Veronica Flores :

Application No. 11/219,429 : DECISION ON PETITION

Filed: September 2, 2005 : UNDER 37 CFR 1.137(b)

Attorney Docket No. FLO 10100

This is a decision on the petition, filed October 28, 2006, which is being treated as a petition under 37
CFR 1.137(b) to revive the instant nonprovisional application for failure to timely notify the U.S. Patent
and Trademark (USPTO) of the filing of an application in a foreign country, or under a multinational
treaty that requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in an
eighteen-month publication country on August 30, 2006. However, the USPTO was unintentionally not
notified of this filing within 45 days subsequent to the filing of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii) and 37
CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a foreign country or
under a multilateral international agreement that requires publication of applications 18 months after
filing.

A petition to revive an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to notify
the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign country
or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date of the
reply until the filing of a grantable petition was unintentional.
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The petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the failure to
timely notify the USPTO of a foreign or international filing within 45 days after the date of filing of such
foreign or international application as provided by 35 U.S.C. § 122(b)(2)(B)(iii) and 37 CFR 1.213(c) is
accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded. A Notice
Regarding Rescission of Nonpublication Request which sets forth the projected publication date of
May 3, 2007 accompanies this decision on petition.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3204.

This application is being referred to Technology Center Art Unit 3728 for examination in due course.

S'herry D. Jrinkley

Petitions Examiner
Office of Petitions

ATTACHMENT: Notice Regarding Rescission of Nonpublication Request
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

| APPLICATION NUMBER | FILING/RECEIPT DATE 1 FIRST NAMED APPLICANT | ATTY. DOCKET NO. |
11/219,429 09/02/2005 Veronica Flores FLO 10100
CONFIRMATION NO. 1334

25306

LAW OFFICES OF RAYMOND A. NUZZO, LLC
579 THOMPSON AVENUE

EAST HAVEN, CT 06512

Date Mailed: 01/23/2007
Communication Regarding Rescission Of Nonpublication Request and/or Notice of Foreign Filing
Applicant's rescission of the previously-filed nonpublication request and/or notice of foreign filing is acknowledged.
The paper has been reflected in the Patent and Trademark Office's (USPTO's) computer records so that the earliest
possible projected publication date can be assigned.

The projected publication date is 05/03/2007.

If applicant rescinded the nonpublication request before or on the date of "foreign filing,"! then no notice of foreign
filing is required.

If applicant foreign filed the application after filing the above application and before filing the rescission, and the
rescission did not also include a notice of foreign filing, then a notice of foreign filing (not merely a rescission) is
required to be filed within 45 days of the date of foreign filing. See 35 U.S.C. § 122(b)(2)(B)(iii), and Clarification of

the United States Patent and Trademark Office's Interpretation of the Provisions of 35 U.S.C. § 122(b)(2)(B)(ii)-(iv),
1272 Off. Gaz. Pat. Office 22 (July 1, 2003).

If a notice of foreign filing is required and is not filed within 45 days of the date of foreign filing, then the application
becomes abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii). In this situation, applicant should either file a petition to
revive or notify the Office that the application is abandoned. See 37 CFR 1.137(f). Any such petition to revive will be
forwarded to the Office of Petitions for a decision. Note that the filing of the petition will not operate to stay any period
of reply that may be running against the application.

Questions regarding petitions to revive should be directed to the Office of Petitions at (571) 272-3282. Questions
regarding publications of patent applications should be directed to the patent application publication hotline at (703)
605-4283 or by e-mail pgpub@uspto.gov.

! Note, for purpose of this notice, that "foreign filing" means "filing an application directed to the same invention in another country, or under a
multilateral international agreement, that requires publication of applications 18 months after filing".

PART 1 - ATTORNEY/APPLICANT COPY




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

Unlted States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED

May 2}1 2010
OFFICE OF PETITIONS

Frank L. Kubler
Oltman, Flynn & Kubler
915 Middle River Drive
Suite 403

Ft. Lauderdale FL 33304

In re Application of

Veronica Flores . :

Application No. 11/219,429 :  DECISION ON PETITION
Filed: September 2, 2005 :

Attorney Docket No.

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 16, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed November 28, 2007, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on March 1, 2008. A Notice of Abandonment
was mailed on July 7, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b).in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810, (3) a proper statement of
unintentional delay. Accordingly, the amendment is accepted as being unintentionally delayed.

It is not apparent whether the attorney signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
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date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618. ‘

This application is being referred to Technology Center AU 3728 for appropriate action by the
Examiner in the normal course of business on the reply received February 16, 2010.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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United States Patent and Trademark Office
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[ APPLICATION NUMBER ] FILING OR 371(C) DATE ] FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE ]
11/219,429 09/02/2005 Veronica Flores

CONFIRMATION NO. 1334

Frank L..Kubler ' POA ACCEPTANCE LETTER
Oltman, Flynn & Kubler

15 Wil Foer Dive N

Suite 403
‘Ft. Lauderdale, FL 33304

Date Mailed: 05/12/2010

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/16/2010.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/kainabinet/

Office of Data Management, Abplication Assistance Unit (671) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www. uspto.gov

Rex Medical _
1011 High Ridge Road '
Stamford CT 06905 | COPY MAILED
DEC 1.9 2006
_ OFFICE OF PETITIONS

In re Application of

James F. McGuckin, Jr. :

Application No. 11/219,433 . : DECISION ON PETITION
Filed: 09/02/2005 :

Attorney Docket No. 1275

This is decision on the petition under 37 CFR 1.181, filed June 6, 2006, to withdraw the holding of
abandonment in the above-identified application. '

On September 21, 2005, the Office mailed a Notice to File Missing Parts of Nonprovisional
Application, which set an extendable period of two months to reply. In the apparent absence of a
timely filed response, the application was held abandoned on November 22, 2005. The Office mailed
a Notice of Abandonment on May 31, 2006.

In the present petition, petitioner asserted that the Office issued the Notice of Abandonment in error
because petitioner submitted a timely response accompanied by a certificate of mailing dated
November 9, 2005. With the present petition, petitioner submitted a copy of the following documents:
1. Response to Notice to File Missing Parts; 2. Certificate of Mailing dated November 9, 2005;

3. Executed Declaration; 4. Assignment Recordation Form Cover Sheet; and, 5. Executed Assignment.
The certificate of mailing of November 9, 2005, would have rendered the reply timely filed if received
in the USPTO; however, the application file does not include the original response or the certificate of
mailing. ' ’ '

Pursuant to 37 CFR 1.8(b):

In the event that correspondence is considered timely filed by being mailed or /
transmitted in accordance with paragraph (a) of this section, but not received in the
U.S. Patent and Trademark Office after a reasonable amount of time has elapsed
from the time of mailing or transmitting of the correspondence, or after the
application is held to be abandoned, or after the proceeding is dismissed,
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terminated, or decided with prejudice, the correspondence will be considered timely
if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of
the correspondence promptly after becoming aware that the Office has no evidence
of receipt of the correspondence; '

(2) Supplies an additional copy of the previously mailed or transmitted
correspondence and certificate; and

(3) Includes a statement which attests on a personal knowledge basis or to the
satisfaction of the Director to the previous timely mailing or transmission. If the
correspondence was sent by facsimile transmission, a copy of the sending unit’s report
confirming transmission may be used to support this statement.

The present petition satisfies the requirements of 37 CFR 1.8(b). The petition is granted.
Accordingly, the holding of abandonment for failure to file a timely reply to the Notice to File Missing
Parts of September 21, 2005, is withdrawn and the application is restored to pending status. The
Office will accept the copy of the reply submitted with the petition in place of the reply mailed on
November 9, 2005. -

This matter is being referred to the Office of Initial Patent Examination for appropriate action on the
reply submitted on June 6, 2006 (certificate of mailing dated November 9, 2005).

Telephone inquiries specific to this decision should be directed to the undersigned at (571) 272-3211.
All other questions regarding the status of the application or the examination process should be
directed to the Technology Center.

Clhviom nofousaio Do ea i

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Bax 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

MAXWELL TECHNOLOGIES, INC.

9244 BALBOA AVENUE _

SAN DIEGO CA 92123 ‘ ' COPY. MAILED
_SEP 1 6 2008

In re Application of : OFFICE OF PETITIONS

THRAP et al. . DECISIONS ON PETITIONS
Application No. 11/219,438 :

Filed: 09/02/2005 _

Attorney Docket No. M164US

This is a decision on the petition under 37 CFR 1.48(a), filed July 21, 2008, to add persons as
inventors in the above-identified application. This is also a decision on the petition under 37
CFR 1.47(a),' filed July 21, 2008, which is being treated as a petition under 37 CFR 1.183
requesting waiver of the requirement that each of the actual inventors execute'the oath or
declaration. ‘

On September 2, 2005, petitioner filed the above-identified application, including a declaration
properly executed by inventor, Mark Wardas. On petition, petitioner requests that the Office add
Adrian Schenuwly and Philippe Lauper as a joint inventors in the above-identified application
and to accept the new declaration without Mr. Wardas’ signature.

Petition Under 37 CFR 1.183

Petitioner asserts that inventor Wardas, who executed the original declaration, constructively
refused to execute the declaration submitted with the petition pursuant to 37 CFR 1.48(a)(3).
Thus, petitioner seeks waiver of the requirement of 37 CFR 1.48(a)(3).

Pursuant to 37 CFR 1.183, in an extraordinary situation, when justice requires, any requirement
of the regulations, which is not a requirement of the statutes, may be suspended or waived by the
Director or the Director’s designee, sua sponte, or on petition of the interested party. In support,
petitioner states that a package was mailed via FedEx to Mr. Wardas, containing a copy of the
application as filed, a copy of the original executed declaration, a copy of the new declaration,
and a letter requesting that Mr. Wardas sign the declaration. Petitioner asserts that the package

! The Office notes that a petition under 37 CFR 1.47 is only applicable to an original oath or declaration and is not

applicable to the reexecution of another oath or declaration. In such circumstances, an applicant should file a

petition under 37 CFR 1.183 requesting waiver of the requirement of 37 CFR 1.64 that each of the actual inventors
- execute the oath or declaration, particularly' where assignee consent is given to the requested correction.
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was.delivered to Mr. Wardas on July 17, 2008; however, he has not responded to the request to
sign the declaration as of the filing of the petition.

In view of the fact that Mr. Wardas has constructively refused to sign the declaration, it is agreed
that justice would be served by waiving the requirement that Mr. Wardas execute the new
declaration.

Accordingly, the petition under 37 CFR 1.183 is granted.
~ Petition Under 37 CFR 1.48(a)
37 CFR 1.48(a) requires that an amendment to the named inventive entity be accompanied by:

(1) A request to correct the inventorship that sets forth the desired inventorship change;

(2) A statement from each person being added as an inventor and from each person being deleted
as an inventor that the error in inventorship occurred without deceptive intention on his or her
part;

(3) An oath or declaration by the actual inventor or inventors as required by § 1.63 or as
permitted by §§ 1.42, 1.43 or § 1.47,

(4) The processing fee set forth in § 1.17(i); and

(5) If an assignment has been executed by any of the original named inventors, the written
consent of the assignee (see § 3.73(b) of this chapter).

Petitioner has met the requirements of 37 CFR 1.48(a). Accordingly, the petition under 37 CFR
1.48 is granted. A corrected filing receipt accompanies this decision.

The current fee for filing a petition under 37 CFR 1.183 is $400.00. The Office will charge the
Deposit Account for the balance due of $200.00.

This matter is being referred to Technology Center Art Unit 2831.

Telephone inquiries related to this decision may be directed to the undersigned at (571) 272-
3211. All other questions regarding the status of the application or the examination process
should be directed to the Technology Center.

Chinhna Ffoutena Donnell
Christina Tartera Donnell

Senior Petitions Attorney

Office of Petitions

Enclosure: Corrected filing receipt
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: gOMMllbblO\ILK FOR PATENTS
Box
Alexandria, Virginia 22313-1450
WWW, ulpto gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO . TOT CLAIMS| IND CLAIMS
11/219,438 09/02/2005 2831 1700 M164US 28 3
. CONFIRMATION NO. 1296
61807 CORRECTED FILING RECEIPT

MAXWELL TECHNOLOGIES, INC

G544 BALBOAAVENUE ST

SAN DIEGO, CA 92123
Date Mailed: 09/09/2008

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts” for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)

Guy C. Thrap, Del Mar, CA;

James L. Borkenhagen, Spring Valley, CA;

Mark Wardas, Carlsbad, CA;

Adrian Schneuwly, 3185 Schmitten, SWITZERLAND;

Philippe Lauper, 1752 Villars-sur-Glane, SWITZERLAND;
Assignment For Published Patent Application

~ Maxwell Technologies, Inc., San Diego, CA

Power of Attorney: The patent practitioners associated with Customer Number 61807

Domestic Priority data as claimed by applicant
This appln claims benefit of 60/690,255 06/14/2005
and claims benefit of 60/662,113 03/14/2005
and claims benefit of 60/705,385 08/04/2005

Foreign Applications

If Required, Foreign Filing License Granted: 09/29/2005
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/219,438
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No

* SMALL ENTITY **
page 10of 3



Title

THERMAL INTERCONNECTS FOR COUPLING ENERGY STORAGE DEVICES
Preliminary Class

361

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
- patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired. '

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for.foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

o

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be uséd at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the ‘provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3of 3
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SPE RESPONSE FOR GERTIFICATE OF CORRECTION

Paper No.: X
DATE June 17, 2008
TOSPEOF  :ARTUNIT 3671
SUBJECT - Request for Certificate of Correction for App). No.: 11/219443 _ Patent No.: 7318480 B2

A response is requested with respect to a request for a certificate of correction.

With respect to the change(s) requested to correct Office and/or Applicant’s errors, should
the patent read as shown in the certificate of correction attached herewith or the COCIN
document(s). in IFW images for the above-identified patented application? No new matter
should be introduced, nor should the scope or meaning of the claims be changed.

DO NOT SENT TO ATTORNEY

iIf the respanse is for a paper file wrapper, please complete the response and forward the

response with the paper file wrapper, to the employee (named below), within 7 days, to:
Certificates of Correction Branch (CofC)
South Tower - 9A22 ,
Palm Location 7580

o ] :

: LAMONTE NEWSOME

Cortificates of Correction Branch
703-308-9390 ext. 112

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X;Approved . _ All changes apply.

‘0 Approved in Part . Specify below which changes do not apply:

QO Denied. ' ) State the reasons for denial below. '
Comments:

PTOL-306 (REV. 7/03}

PAGE 1/1* RCVD AT 7/1/2008 3.05:39 PM [Eastern Daylight Time]* SVR:USPTO-EFXRF-4/20* DNIS:2709990* CSID:703 308 3686 * DURATION (mm-ss):01-20



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

SENNIGER POWERS LLP (SMX) Mail Date: 04/20/2010
100 NORTH BROADWAY

17TH FLOOR
ST. LOUIS, MO 63102

Applicant : Peter J. Desrosiers : DECISION ON REQUEST FOR
Patent Number : 7597852 : RECALCULATION of PATENT
Issue Date : 10/06/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,445 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1069 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES PATENT AND TRADEMARK DOFFICE
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Paper No. None

Walker Digital Corporation ,
* COPY MAILED

Five High Ridge Park

Stamford CT 06905

| - SEP 1 6 2005

In re Application of OFFICE OF PETITIONS
Jay 5. Walker, James A. Jorasch, and Thomas '

M. Sparico :

Application No. 09/962,065 :  DECISION ON PETITION

Filed: September 25, 2001 :  UNDER 37 C.F.R. §1.47(a)
Attorney Docket Number: 01-039 :

Title: METHOD AND SYSTEM FOR

ADAPTING CASINO GAMES TO PLAYING

PREFERENCES

This is in response to the petition under 37 C.F.R. §1.47(a)", filed July 18, 2005.
On September 25, 2001, the application was deposited, identifying Jay S. Walker, James A.
Jorasch, and Thomas M. Sparico as joint inventors, along with a fully executed copy of the

declaration from the parent application.

With this petition, Petitioner has included the petition fee, a declaration which has been executed
by the first two named joint inventors, and several statements of fact.

'A grantable petition under 37 C.F.R. §1.47(2) requires:
(1) the petition fee of $130; '
(2) a surcharge of either $65 or $130 if the petition is not filed at the time of filing the application, as set

forth in 37 CFR § 1.16(e);

(3) a statement of the last known address of the non-signing inventors;
(4) either :

a) proofthat a copy of the entire application (specification, claims, drawings, and the cath or
declaration) was sent or given to the non-signing inventor for review and proof that the non-signing
inventor refuses to join in the application or

b) proof that the non-signing inventor cannot be found or reached after diligent effort;
(5) a declaration which complies with 37 CFR §1.63.

{1}

o
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Petitioner has met requirements (1)~ (5) above.
The petition is GRANTED and this application is hereby accorded Rule §1.47(a) status.

As provided in Rule 1.47(a), this Office will forward notice of this application's filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will
also be published in the Official Gazeite. :

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3225. All other inquiries concerning examination procedures or status of the application should
be directed to the Technology Center.

Senior Atlorme
Difice of Petmgns

une'_?,g;f Hates Patent angd Trademark Offics
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Commissioner for Patents
United States Patent and Trademark Office

. P.O. Box 1450
' Alexandria, meggﬂ
WALKER DIGITAL COPY MAILED
2 HIGH RIDGE PARK ~
STAMFORD CT 06905 0CT 2 7 2006
OFFICE OF PETITIONS

In re Application of
Jay S. Walker et al :
Application No. 11/219,447 : DECISION GRANTING PETITION

Filed: September 2, 2005 : UNDER 37 CFR 1.137(b) AND

Attorney Docket No. 01-039-Cl : TO ACCORD 1.47(a) STATUS

This is a decision on the petition under 37 CFR 1.137(b), filed
June 8, 2006, to revive the above-identified application. This
is also being treated as a request to accord 37 C.F.R. 1.47(a)
status for the above application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the
provisions of 37 CFR 1.137(b) in that (1) the reply; (2) the
petition fee; and (3) the required statement of unintentional
delay have been received. Accordingly, the reply to the Notice
To File Missing Parts Of Nonprovisional Application of September
21, 2005, is accepted as having been unintentionally delayed.

Where status under 37 CFR 1.47 is granted in a first application
and the nonsigning inventor does not later join in the filing by
executing an oath or declaration for the application, and another”
application (a child application) is later filed claiming the
benefit of the filing date of the first application and using the
declaration of the prior application, status under 37 CFR 1.47
continues to exist in the child application. Prior Application

of which the instant application claims priority benefits under

35 USC 120, were accorded 37 CFR 1.47 status.

37 CFR 1.63(d) (3) states:

Where the executed oath or declaration of which a
copy is submitted for a continuation or divisional
application was originally filed in a prior
application accorded status under § 1.47, the copy
of the executed oath or declaration for such prior
application must be accompanied by: ‘

\
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(i) A copy of the decision granting a petition to
accord § 1.47 status to the prior application,
unless all inventors or legal representatives have
filed an ocath or declaration to join in an
application accorded status under § 1.47 of which
the continuation or divisional application claims a
benefit under 35 U.S.C. 120, 121, or 365(c).

The application papers were not accompanied by a copy of the
decision granting a petition under 37 CFR 1.47(a) in the prior
application. However, as noted above, a copy of the decision
granting 37 CFR 1.47(a) status in the parent application has been
supplied.

The above-identified application and papers are now in compliance
with 37 CFR 1.47(a). This application is hereby accorded rule
1:47(a) status. As provided in 37 CFR 1.47(c), no notice of this
application’s filing will be forwarded to the nonsigning inventor
nor will such notice be published in the Official Gazette! since
notice regarding the filing of the prior application was given to
the nonsigning inventor.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3218.

This matter is being referred to the Office of Initial Patent
Examination for preexamination processing.

Karen Creasy 2

Petitions Examiner
Office of Petitions

ccC:

MAGDALENA M. FINCHAM
FIVE HIGH RIDGE PARK
STAMFORD, CT 06905

Note Federal Register, Vol. 65, No. 175; Friday, Septembér 8, 2000.
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BELL, BOYD & LLOYD LLP COPY MAILED v
P.0.BOX 1135

CHICAGO, IL 60690 | MAY 13 2008

In re Application of

Kathleen Nylund JACKSON o ‘

Application No. 11/219,471 : DECISION ON PETITION

Filed: September 02, 2005
Attorney Docket No. 112300-4987

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
March 27, 2008, to revive the above-identified application.

The petition is GRANTED.

- The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, August 20, 2007, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on November 21, 2007.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment; (2) the petition fee of 1,540; and (3) the required
statement of unintentional delay have been received. Accordingly, the reply to the non-final
Office action of August 20, 2007, is accepted as having been unintentionally delayed.

The power of attorney filed by the assignee with the petltlon on March 27, 2008 has been
accepted and made of record.

Telephone inquiries concermng this decision should be directed to the undersigned at (571) 272-
4231.

The application file is being referred to Technology Center AU 3711 for appropriate action on
the concurrently filed amendment.

Michelle R. Eason

Paralegal Specialist
Office of Petitions
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K&L Gates LLP Mail Date: 04/20/2010
P.0O. Box 1135

CHICAGO, IL 60690

Applicant : Kathleen Nylund Jackson : DECISION ON REQUEST FOR
Patent Number : 7641197 : RECALCULATION of PATENT
Issue Date : 01/05/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,471 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 277 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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INTERNATIONAL BUSINESS MACHINES CORPORATION Mail Date: 04/20/2010
9000 SOUTH RITA ROAD
TUCSON, AZ 85744

Applicant : David R. Blea : DECISION ON REQUEST FOR
Patent Number : 7657714 : RECALCULATION of PATENT
Issue Date : 02/02/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,476 : OF WYETH AND NOTICE OF INTENT TO

Filed : 08/31/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 639 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR IATTORNEY DOCKET N0.| CONFIRMATION NO. |
11/219,489 09/02/2005 Jiang-Xiao Mo 200502446-1 9916
7590 05/07/2008 l EXAMINER I
HEWLETT PACKARD COMPANY MCCULLOUGH, MICHAEL C
P O BOX 272400, 3404 E. HARMONY ROAD
INTELLECTUAL PROPERTY ADMINISTRATION I ART UNIT | PAPER NUMBER I
FORT COLLINS, CO 80527-2400 pvs
LNOTIFICATION DATE | DELIVERY MODE |
05/07/2008 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

" This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries sh ’ijld be directed to the Office of Data Management at (571) 272-4200.
,/

afent Publication Branch
Office of Data Management

}ustllent date: 85/12/28688 HFARMER
99/2605 RHEBRQHganggBBél 882625 11219489

94 FC 1292 508.08 CR
85 FC:1201 468.68 CR

Page 1 of 1
FORM PET651G (Rev. 08/07)
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GARDNER GROFF GREENWALD & VILLANUEVA. PC
2018 POWERS FERRY ROAD

SUITE 800

ATLANTA GA 30339

COPY MAILED
JAN 07 2009

In re Application of

Timothy C. Hunt :

Application No. 11/219,500 :  DECISION ON PETITION
Filed: September 2, 2005 :

Attorney Docket No. 5SH09.1-012

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
December 15, 2008, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely submit Corrected Drawings on or before
October 14, 2008, as required by the Notice of Allowability mailed July 14, 2008. Accordingly,

the date of abandonment of this application is October 15, 2008. A Notice of Abandonment was
mailed November 7, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of, Corrected Drawings; (2) the petition fee of $810.00; and (3) a proper
statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to Joan Olszewski at (571) 272-
7751.

This application is being referred to the Office of Data Management for processing into a patent '
and review of the Corrected Drawings submitted on December 15, 2008.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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FISH & RICHARDSON PC MAR 1 7 2008
P.O. BOX 1022

MINNEAPOLIS MN 55440-1022 OFFICE OF PETITIONS
In re Application of

Yang, et al. :

Application No. 11/219,503 . DECISION ON PETITION

Filed: September 2, 2005
Attorney Docket No. 08919-128001/14A-
921212

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 7, 2008, to revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under

37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

The instant petition is not properly executed and thus is submit to dismissal prior to treatment on
the merits. Tony Zhang attempts to execute the petition for Lee Crews. However, the execution
does not comply with 37 CFR 1.4(d)(2(iii). It is further noted that Lee Crews has not been
appointed to represent applicants.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 271-
3205.

Petitions Attorney
Office of Petitions
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FISH & RICHARDSON PC
P.O. BOX 1022 COPY MAILED
MINNEAPOLIS MN 55440-1022
JUN 20 2008
" In re Application of
Yang, et al. :
Application No. 11/219,503 :  DECISION ON PETITION

Filed: September 2, 2005
Attorney Docket No. 08919-128001/14A-
921212 '

This is a decision on the renewed petition under the unintentional provisions of 37 CFR 1.137(b),
filed April 25, 2008, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned July 1, 2007 for failure to timely submit a proper reply to the
non-final Office action mailed March 30, 2007 The non-final Office action set a three month
shortened statutory period of time for reply. No petition for extension of time was timely
requested. Notice of Abandonment was mailed November 5, 2007. A petition under 37 CFR
1.137(b) was filed February 7, 2008 and dismissed March 17, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
required reply, (2) the required petition fee, and (3) a proper statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
320s. : :

This application is being referred to Technology Center AU 1655 for further processing.

‘\%rom

Petitions Attorney
Office of Petitions
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BAKER BOTTS L.L.P. Mail Date: 04/20/2010
30 ROCKEFELLER PLAZA

44TH FLOOR
NEW YORK, NY 10112-4498

Applicant : Virginia Cornish : DECISION ON REQUEST FOR
Patent Number : 7575866 : RECALCULATION of PATENT
Issue Date : 08/18/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,506 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 517 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



JONES DAY
222 EAST 41° STREET
NEW YORK, NY 10017-6702

In re Application of

Bankoski, et al.

Application No. 11/219,512

Filed: September 2, 2005

Attorney Docket No. 232232-999197

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
NOV 2 5 2005
OFFICE OF PETITIONS

ON PETITION

This is a decision on the petition under 37 CFR 1.10(c), filed November 8, 2005, requesting that the
above-identified application be accorded a filing date of September 2, 2005, rather than the presently

accorded filing date of September 6, 2005.

Petitioners allege that the application was deposited in Express Mail service on September 2, 2005. In
support, the petition is accompanied by a copy of Express Mail Receipt No. EV475141348US (the same
Express Mail number found on the original application papers located in the official file), which contains

an official United States Postal Service postmark dated September 2,

-~ In view of the above, the petitionis GRANTED.

2005.

| Accordingly, the application is entitled to a filing date of September 2, 2005.

Since the instant petition has been granted, the petition fee will be refunded to deposit account

no. 50-3013.

The application is being returned to the Office of Initial Patent Examination for processing with a filing
date of September 2, 2005 and issuance of a corrected filing receipt. Thereafter, the application will be

forwarded to Technology Center 3700 for examination in due course.

Telephone inquiries concerning this matter may be directed to the undersigned at

(571) 272-3228.

-

/ D
Edward J. Tannouse

Petitions Attorney

Office of Petitions/Patent

Office of the Deputy Commissioner
for Patent Examination Policy
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MAIL

FISH & NEAVE IP GROUP

ROPES & GRAY LLP OCT 03 2005

1251 AVENUE OF THE AMERICAS FL C3

NEW YORK NY 10020-1105 DIRECTOR OFFICE
TECHNOLOGY CENTER 2600

In re Application of

BERSON, WILLIAM :

Application No. 11/219,514 : DECISION ON PETITION

Filed: September 2, 2005 : TO MAKE SPECIAL

For: METHODS AND APPARATUSES FOR
RECORDING AND PLAYING BACK AUDIO
SIGNALS

This is a decision on the petition filed September 2, 2005 under Manual of Patent Examination Procedure
§708.02, VIII requesting accelerated examination.

The petition under Manual of Patent Examination Procedure §708.02, VIIIL, must:

(1) be filed prior to receiving any examination by the examiner,

(2) be accompanied by the required fee- $130,

(3) the claims should be directed to a single invention (if it is determined that the claims pertain to more
than one invention, then applicant will have to make an election without traverse or forfeit accelerated
examination status),

(4) state that a pre-examination search was made, and fully discuss the search method employed, such as
classes and subclasses searched, publications, Chemical abstracts, patents, etc. A search made by a
foreign patent office satisfies this requirement,

(5) be accompanied by a copy of each of the references most closely related to the subject matter
encompassed by the claims if said references are not already of record,

(6) fully discuss the references, pointing out with the particularity required by 37 CF.R. §1.111 (b) and
(c), how the claimed subject matter is patentable over the references.

The petitioner meets all the above-listed requirements. Accordingly, the petition is GRANTED.

The application will retain its special status throughout its entire prosecution, including any appeal to the
Board of Patent Appeals and Interferences, subject only to diligent prosecution by the applicant. The
application file is being forwarded to the examiner for appropriate action in due course.

/ - M

Kenneth A. Wieder
Special Program Examiner
Technology Center 2600
Communications
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MCDERMOTT, WILL & EMERY

4370 LA JOLLA VILLAGE DRIVE ED
SUITE 700 COPY MAIL

SAN DIEGO CA 92122 JUN13 2007

In re Application of S OFFICE OF PETITIONS
HUSE, William D. et al.

Application No. 11/219,519 : DECISION ON PETITION
Filed: September 02, 2005 : TO WITHDRAW

Attorney Docket No. 066784-0061 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed March 16, 2007. B

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under
37 C.F.R. § 1.136(a).

The Office cannot approve the request at this time since the reasons provided do not meet any of
the conditions under the mandatory or permissive categories enumerated in 37 CFR 10.40.
Section 10.40 of Title 37 of the Code of Federal Regulation states, “[a] practitioner shall not
withdraw from employment in a proceeding before the Office without permission from the
Office[.]” More specifically, 37 CFR 10.40 states, “[i]f paragraph (b) of this section is not
applicable, a practitioner may not request permission to withdraw in matter pending before the
Office unless such request or such withdrawal is” for one the permissive reasons listed in 37
CFR 10.40(c). The reasons set forth in the request, (the assignee is winding up and going out of
business), does not meet any the conditions set forth in 37 CFR 10.40.

In order to request or take action in a patent matter, the assignee must establish its ownership of
the patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b)
must have either: (i) documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently is being
submitted for recordation pursuant to § 3.11; or (ii) a statement specifying where documentary
evidence of a chain of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number). :
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All future communications from the Office will cohtiﬁue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-
272- 4231.

Petitions Examiner
Office of Petitions

cc:  ADVENT INTERNATIONAL CORPORATION
ATTENTION: ERIC BEDNARSKI
75 STATE STREET
BOSTON, MA 02109
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CHRISTIE, PARKER & HALE, LLP Mail Date: 04/21/2010
PO BOX 7068

PASADENA, CA 91109-7068

Applicant : Jong Sam Kim : DECISION ON REQUEST FOR
Patent Number : 7583060 : RECALCULATION of PATENT
Issue Date : 09/01/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,520 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 619 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Dal})na Law Group,#I;.ZCS. '
7910 Ivanhoe Ave.
La Jolla, CA 92037 COPY MAILED
SEP 29 2008
. OFFICE OF PETITIONS
In re Application of
Tom Newman :
Application No. 11/219,525 : DECISION ON PETITION
Filed: September 2, 2005 : TO WITHDRAW

Attorney Docket No. RTI-P0002 , : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed September 19, 2008.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37
C.F.R. § 1.136(a).

~ The request was signed by Joseph J. Mayo on behalf of all attorneys of record. All
attorneys/agents have been withdrawn. Applicant is reminded that there is no attorney of record at
this time.

All future correspondence will be directed to the first named inventor Joseph J. Mayo at the
address indicated below.

There is an outstanding Office action mailed August 18, 2008 that requires a reply from the.
applicant.
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Telephone inquiries concerning this decision should be directed to Terri Williams at 571-272-
2991.

Jedh bt stV
Terri Williams

Petitions Examiner
Office of Petitions

cc: Tom Newman
16371 Gothard Street, Suite E
Huntington Beach, CA 92647
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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www.uspto.

[ APPLICATION NUMBER ] FILING OR 371(C) DATE ] FIRST NAMED APPLICANT ] ATTY. DOCKET NO./TITLE ]
11/219,525 09/02/2005 Tom Newman RTI-P0002
CONFIRMATION NO. 9445
36067 POWER OF ATTORNEY NOTICE

DALINA LAW GROUP, P.C.

o0 WANHOE AVE. #325 (T

LA JOLLA, CA 92037
Date Mailed: 09/29/2008

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 09/19/2008.

« The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the -
new address of record. 37 CFR 1.33.

/tswilliams/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

VINSON & ELKINS, L.L.P.
1001 FANNIN STREET

2300 FIRST CITY TOWER
HOUSTON TX 77002-6760

In re Application of

McMurray et al.

Application No. 11/219,530

Filed: September 2, 2005

Attorney Docket No. ANDS541/4-023US

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
SEP 272006
OFFICE OF PETITIONS

DECISION NOTING JOINDER OF
INVENTOR AND PETITION
UNDER 37 CFR 1.47(a) MOOT

This is in response to the petition under 37 CFR 1.47(a), filed on March 3, 2006.

In view of the joinder of the inventors, further consideration under 37 CFR 1.47(a) is not
necessary. Accordingly, the petition is dismissed as involving a moot issue. This application
does not have any Rule 1.47(a) status and no such status should appear on the file wrapper. This
application does not need to be returned to the Office of Petitions for further consideration under

37 CFR 1.47(a).

The $200.00 petition fee is unnecessary and will be refunded to the Deposit Account.

- This matter is being referred to the Office of Initial Patent Examination for further processing.

Telephone inquiries should be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

VINSON & ELKINS, L.L.P.

1001 FANNIN STREET COPY MAILED

2300 FIRST CITY TOWER

HOUSTON TX 77002-6760 SEP 272006
OFFICE OF PETITIONS

In re Application of

McMurray et al. :

Application No. 11/219,530 : DECISION ON PETITION

Filed: September 2, 2005
Attorney Docket No. AND541/4-023US

This is a decision on the petition filed June 28, 2006, to withdraw the holding of abandonment.

On September 30, 2005, the Office mailed a Notice to File Missing Parts of Nonprovisional
Application, which set a two-month extendable period for reply. On March 3, 2006 (certificate of
mailing dated February 28, 2006), applicants submitted a petition under 37 CFR 1.47(a), a declaration
executed by five of the six inventors, a request for an extension of time for response within the third
month, and the requisite fees. On May 30, 2006, applicants submitted a declaration signed by the non-
signing inventor. Thereafter, on June 6, 2006, the Office mailed a Notice of Abandonment.

Upon a review of the record, the Office agrees that the Notice of Abandonment was mailed in error.
The Office notes that applicants submitted a proper and timely response to the Notice to File Missing
Parts in the form of the petition under 37 CFR 1.47(a), the request for an extension of time for
response, payment of the necessary fees, and the subsequent submission of the declaration executed by
the non-signing inventor.

For the reasons stated above, the petition to withdraw the holding of abandonment is granted. No
petition fee is required.

This matter is being forwarded to the Office of Initial Patent Examination for further processing.

Telephone inquiries related to this decision may be directed to the undersigned at (571) 272-3211.
C-M- Donn

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
Proskauer Rose, LLP MA“'ED
One International Place MAR 30 2009
Boston, MA 02110
OFFICE OF PETITIONS
In re Application of
Neil Bander :
Application No. 11/219,563 : DECISION ON PETITION

Filed: -September 2, 2005
Attorney Docket No. BZL-001CP

This is-a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 26, 2009, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to file a proper reply in a timely manner to the
non-final Office action mailed April 16, 2008, which set a shortened statutory period for reply of
three (3) months. A three month extension of time under the provisions of 37 CFR 1.136(a) was
obtained. Accordingly, the application became abandoned on October 17, 2008. A Notice of
Abandonment was mailed on February 24, 2009.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment after non-final, (2) the petition fee of $810, and (3) a proper
statement of unintentional delay. Accordingly, the amendment is accepted as being
unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.

This application is being referred to Technology Center AU 1643 for appropriate action by the
Examiner in the normal course of business on the reply received February 26, 2009.

Petitions Examiner
Office of Petitions



PTO/SB/64 (01-09) .
Approved for use through 02/28/2009. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persans are required to respond to a callection of information unless it disg!axs a valid OMB control number.

PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT | Docket Number (Opfional)
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) B2L-001cP

First named inventor: Bander, Neil
Application No.: 11/218,563 Art Unit: 1643

Filed: September 2, 2005 ‘ Examiner: Blanchard, David J.

Title: Methods for Treating Prostate Cancer Using Modified Antibodies to Prostate-Specific Membrane Antigen

Attention: Office of Petitions

Mail Stop Petition
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450
FAX (571) 273-8300

NOTE: If information or assistance is needed in completing this form, please contact Petitions
Information at (571) 272-3282. . :

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or
action by the United States Patent and Trademark Office. The date of abandonment is the day after the expiration
date of the period set for reply in the office notice or action plus an extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:
(1) Petition fee;
(2) Reply and/or issue fee; .
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications
filed before June 8, 1995; and for all design applications; and
(4) Statement that the entire delay was unintentional.

1.Petitjon fee
Small entity-fee $ 810.00 (37 CFR 1.17(m)). Applicant claims small entity status. See 37 CFR 1.27.

[] other than small entity - fee $ (37 CFR 1.17(m))

2. Reply and/or fee

A. The reply and/or fee to the above-noted Office action in
the form of Resubmission of Amendment and Response (identify type of reply):

has been filed previously on Qctober 17. 2008
is enclosed herewith.

B. The issue fee and publication fee (if applicable) of $
has been paid previously on
(] is enclosed herewith.

[Page 1 of 2]
This collection of information Is required by 37 CFR 1.137(b). The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1.0 hour to
complete, indluding gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the Individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22312-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Mail Stop Petition, Commissloner for Patents, P.O. Box 1450, Alexandria, VA 22313-1460.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.




PTO/SB/64 (01-09)

Approved for use through 02/28/2009. QMB 0651-0031

U.S, Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
to a collection of information unless it displays a valid OMB control number.

3. Terminal disclaimer with disclaimer fee
Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required.

[:] A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a small entity or $
for other than a small entity) disclaiming the required period of time is enclosed herewith (see
PTO/SB/63).
4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the
filing of a grantable petition under 37 CFR 1.137(b) was unintentional. [NOTE: The United States Patent and
Trademark Office may require additional information if there is a question as to whether either the
abandonment or the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c),
subsections (ll1){(C) and (D)).]
WARNING:
Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to the
USPTO, petitioners/applicants should consider redacting such personal information from the documents before submitting them
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication
of the application (unless a non-publication request.in compliance with 37 CFR 1.213(a) is made in the application) or issuance
of a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit cand authorization forms PTO-

2038 submiZd for gaymemtain in the application file and therefore are not publicly available.

Signature Date
Sandra A. Brockman-Lee 44,045
Typed or printed name Registration Number, if applicable
Proskauer Rose LLP, One Intemational Place (617) 526-9617
Address Telephone Number

Boston, MA 02110
Address

Enclosures: [ | Fee Payment
Reply
D Terminal Disclaimer Form

D Additional sheets containing statements establishing unintentional delay

D Other:

CERTIFICATE OF MAILING OR TRANSMISSION {37 CFR 1.8(a)]
I hereby certify that this correspondence is being:
D Deposited with the United States Postal Service on the date shown below with sufficient
postage as first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for
Patents, P. O. Box 1450, Alexandria, VA 22313-1450.

D Transmitted by facsimile on the date shown below to the United States Patent and Trademark
Office at (571) 273-8300.

Date Signature

Typed or printed name of person signing certificate

[Page 2 of 2]




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Bax 1450

Alexandria Virginia 22313-1450
Www.usplo.gov
APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. I
11/219,563 09/02/2005 Neil Bander BZL-001CP 1867
42532 7590 02/24/2009
EXAMINER

PROSKAUER ROSE LLP [ I
ONE INTERNATIONAL PLACE BLANCHARD, DAVID ]
BOSTON, MA 02110

L ART UNIT | PAPER NUMBER I

1643
| MALL DATE | DELIVERY MODE J
02/24/2009 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Application No. Applicant(s)
- 11/219,563 BANDER, NEIL
Notice of Abandonment Examiner Art Unit
David J. Blanchard 1643

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

This application is abandoned in view of:

1. [J Applicant's failure to timely file a proper reply to the Office letter mailed on 17 October 2008.
(a) B A reply was received on 17 October 2008 (with a Certificate of Mailing or Transmission dated 17 October 2008 ), which is after
the expiration of the period for reply (including a total extension of time of 3 month(s)) which expired on 16 October 2008.
(b) [J A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection.
(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1) a timely filed amendment which places the

application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for
Continued Examination (RCE) in compliance with 37 CFR 1.114).

(c) [J A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non-
final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below).

(d) (O No reply has been received.

2. [ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months
from the mailing date of the Notice of Allowance (PTOL-85).

(@) [ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of
Allowance (PTOL-85).

(b) [0 The submitted fee of $, is insufficient. A balance of $ is due.

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ .
(c) [ The issue fee and publication fee, if applicable, has not been received.

3.[J Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of
Allowability (PTO-37).

(a) O Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is
after the expiration of the period for reply.

(b) O No corrected drawings have been received.

4. [0 The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of
the applicants.

5. [ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR
1.34(a)) upon the filing of a continuing application.

6. [] The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review
of the decision has expired and there are no allowed claims.

7. O The reason(s) below:

/David J Blanchard/
Primary Examiner, Art Unit 1643

Petitions to revive under 37 CFR 1.137(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be promptly filed to
minimize any negative effects on patent term.
U.S. Patent and Trademark Office

PTOL-1432 (Rev. 04-01) Notice of Abandonment Part of Paper No. 20090218
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lz;ztguntmg ;‘:g:fnce 'I;‘;;e gf::le Fee Amount Mailroom Date Payment Method
02/27/2009 00005194 4 2453 $810.00 02/26/2009 DA 503081
02/27/2009 00005195 4 1806 $180.00 02/26/2009 DA 503081
10/17/2008 00008286 4 2253 $555.00 10/17/2008 DA 503081
10/17/2008 00008287 4 1806 $180.00 10/17/2008 DA 503081
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01/17/2006 00000004 1 1081 $250.00 12/27/2005 DA 503081
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

PROSKAUER ROSE LLP Mail Date: 04/21/2010
ONE INTERNATIONAL PLACE

BOSTON, MA 02110

Applicant : Neil Bander : DECISION ON REQUEST FOR
Patent Number : 7666414 : RECALCULATION of PATENT
Issue Date : 02/23/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,563 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 864 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. BOX 1450

ALEXANDRIA, VA 22313-1450

FEB 2 9 2008 www.uspto.gov

In re Application of KREITZER, SCOTT C
Appl. No.: 11/219,587 . PETITION FOR

Filed: September 02, 2005 :  WITHDRAWAL OF
For: SYSTEM FOR VENTILATING A MOTOR :  FINALITY
: 37CFR 1.181

The purpose of this communication is to respond to applicant's petition filed 10/9/07 to withdraw
the finality of the office action mailed 8/7/07.

Applicant’s petition is DISMISSED as moot.

A review of the record indicates that the instant application has been allowed and the issue fee
has been paid. Therefore, the facts pertaining to the finality of the aforementioned office action
are no longer relevant.

Inquiries concerning this decision should be directed to Supervisory Patent Examiner Darren
Schubegg at (571).272-2044. ' :

ja

aron Gibson /
Director
Technology Center 2800

SIEMENS CORPORATION

INTELLECTUAL PROPERTY DEPARTMENT
170 WOOD AVENUE SOUTH

ISELIN, NJ 08830
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

JONES DAY
222 EAST 41ST ST

NEW YORK, NY 10017 COPY MAILED
APR 2 8 2006

In re Application of: : OFHCEOFPEHNONS
Goodwin et al. :

Application No. 11/219,588 :

Filed: September 1, 2005 : DECISION

Title of Invention: : ON PETITION

METHOD FOR MAKING AN :

ALCOHOLIC BEVERAGE

This decision is in response to the Petition for Filing on
Behalf of Uncooperative Inventor Gilberto Jasso Garcia Under 37
CFR § 1.47(a), filed March 23, 2006, to allow the other
inventor(s) to proceed with the application on behalf of himself
or herself and the nonsigning inventor(s).

The petition is granted.

The above-identified application and papers have been reviewed
and found in compliance with 37 CFR 1.47(a). This application
is hereby accorded Rule 1.47(a) status.

Petitioner has shown that the non-signing inventor, Gilberto
Jasso Garcia, refuses to join in the application.

As provided in Rule 1.47(a), this Office will forward notice of
this application's filing to the non-signing inventor at the
addresses given in the Petition. Notice of the filing of this
application will also be published in the Official Gazette.

The application file is being returned to the Office of Initial
Patent Examination for continued processing.

Telephone inquiries related to this decision may be directed to
the undersigned at (571) 272-3232.

lhest getfin

Attorney
Office of Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

MR. Gilberto Jasso Garcia
RETORNO de ACLALA #16
FRACCIONAMIENTO PEURTA del SOL
ARANDAS JALISCO C.P. 47180

MEXTCO COPY MAILED
APR 2 8 2006
In re Application of: OFFICE OF PETITIONS

Goodwin et al.

Application No. 11/219,588 :

Filed: September 1, 2005 : LETTER
Title of Invention: :

METHOD FOR MAKING AN

ALCOHOLIC BEVERAGE

Dear Mr. Jasso Garcia:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35 U.S.C.
116 (United States Code) and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you
will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the
file wrapper of the application, order copies of all or any part
thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent attorney or agent
presenting written authorization from you. If you care to join the
application, counsel of record (see below) would presumably assist
you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed
to the undersigned at (571) 272-3232. Requests for information
regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to
pay for and order a copy of the application, or a specific paper in
the application, should be directed to Certification Division at
(703) 308-9726 or 1-800-972-6382 (outside the Washington D.C.
area).

Attorney
Office of Petitions

CcC: JONES DAY
222 EAST 41ST ST
NEW YORK, NY 10017
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandnia, Virginia 22313-1450
‘www,uspto.gov

APPL NO. F‘L:'C‘)GD%EW‘ ART UNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cLMS | IND cLMS
11/219,597 09/01/2005 2819 1000 1207.P008C6 14 8 2

CONFIRMATION NO. 2352
Daniel E. Ovanezian CORRECTED FILING RECEIPT

Sevontt Fioon - CLOFF: TAYLOR & ZAFMAN LLP AR

Seventh Floor . "
12400 Wilshire Boulevard OC000000017585540
Los Angeles, CA 90025

Date Mailed: 12/05/2005

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts" for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)

Peter M. Pani, Mountain View, CA;
Benjamin S. Ting, Saratoga, CA,;

Power of Attorney:

Stanley Sokoloff--25128 Michael Bernadicou--35934
Edwin Taylor--25129 Michael Mallie--36591
Roger Blakely Jr--25831 William Babbitt--39591
James Scheller Jr--31195 Jordan Becker--39602
Lester Vincent--31460 Gregory Caldwell--39926

Domestic Priority data as claimed by applicant

This application is a CON of 10/811,422 03/25/2004 PAT 6,975,138
which is a CON of 10/412,975 04/11/2003 PAT 6,781,410
which is a CON of 10/231,320 08/28/2002 PAT 6,624,658
which is a CON of 09/960,916 09/24/2001 PAT 6,504,399
which is a CON of 09/243,998 02/04/1999 PAT 6,329,839
which is a CON of 08/708,403 09/04/1996 PAT 6,034,547

Foreign Applications

If Required, Foreign Filing License Granted: 09/28/2005

The country code and number of your priority application, to be used for filing abroad under the Paris
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Convention, is US11/219,597

Projected Publication Date: To Be Determined - pending completion of Corrected Papers

Non-Publication Request: No

Early Publication Request: No

Title
Method and apparatus for universal program controlied bus architecture

Preliminary Class
326

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent" and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generall/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED
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The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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In re Application of : OFFICE OF PETITIONS

Lin et al. :

Application No. 11/219,605 : ON PETITION

Filed: September 2, 2005
Attorney Docket No. P/727-172

This is a decision on the petition under 37 CFR 1.10, filed February 9, 2006, requesting that the
application be accorded a filing date of September 2, 2005, rather than the presently accorded filing
date of September 3, 2005.

Petitioners request the earlier filing date on the basis that the United States Postal Service (USPS)
picked up the application, bearing Express Mail label No. EV606189252US, for Express Mail Delivery
to the United States Patent and Trademark Office on September 2, 2005

In support of the allegation, the petition is accompanied by a copy of Express Mail label No.
EV606189252US and a copy of a USPS Pickup Service Statement for Express Mail, Priority Mail, or
Parcel Post. The “date-in” shown on the Express Mail label is blank. Nevertheless, the copy of the
USPS Pickup Service Statement indicates that a USPS employee accepted a package bearing Express
Mail label No. EV606189252US on September 2, 2005, as evidenced by the USPS employee’s
signature. The same Express Mail label number was placed on the original transmittal sheet located in
the official file.

In view of corroborating evidence submitted by petitioners, the petition is granted.

The Office of Initial Patent Examination is directed to correct the filing date to September 2,
2005, and to mail a corrected filing receipt.

Telephone inquiries specific to this matter should be directed to the undersigned at (571) 272-3211.

Clhivtina Yartee Dernell

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov
APPL NO. F"-'(E)GD%E“" ARTUNIT | FIL FEE RECD ATTY.DOCKET NO DRAWINGS | TOT cLms | IND cLms
11/219,605 09/02/2005 3754 1000 P/727-172 12 8 1

CONFIRMATION NO. 2393
000002352 CORRECTED FILING RECEIPT

100 AVENDE OF THE AmERIGAS T A 0 0D R R RO

1180 AVENUE OF THE AMERICAS ; )\
NEW YORK, NY 100368403 ©C000000018152778

Date Mailed: 02/28/2006

Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you wili be
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an
error is noted on this Filing Receipt, please mail to the Commissioner for Patents P.O. Box 1450
Alexandria Va 22313-1450. Please provide a copy of this Filing Receipt with the changes noted thereon. If
you received a "Notice to File Missing Parts"” for this application, please submit any corrections to this
Filing Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the
USPTO will generate another Filing Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Jan-Ching Lin, Hsin-Chuang City, TAIWAN,
Pei-Pei Ding, Hsin-Chuang City, TAIWAN,;
Hsiu-Wei Yang, Hsin-Chuang City, TAIWAN,;
Wen-Hwa Yu, Hsin-Chuang City, TAIWAN;
Yen-Wen Chen, Hsin-Chuang City, TAIWAN;

Assignment For Published Patent Application
Asia Vital Components Co., Ltd

Power of Attorney:

Samuel Weiner--18510 William Gray 111--30944
Robert Faber--24322 Douglas Miro--31643
James Finder-30173

Max Moskowitz--30576

Louis Dujmich--30625

Domestic Priority data as claimed by applicant

Foreign Applications

TAIWAN 094109573 03/28/2005
TAIWAN 094109575 03/28/2005

If Required, Foreign Filing License Granted: 09/21/2005

The country code and number of your priority application, to be used for filing abroad under the Paris
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Convention, is US1 1/21 9,605

Projected Publication Date: 09/28/2006

Non-Publication Request: No

Early Publication Request: No

Title
Heat dissipating device

Preliminary Class
222

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent’ and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-899-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED
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The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774), the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USP[O.EOV

APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR l ATTORNEY DOCKETNO. | CONFIRMATION NO. J
11/219,610 09/02/2005 Elke Jager NY-LUD 5924-USI 1485
24972 7590 02/27/2009
| EXAMINER
FULBRIGHT & JAWORSKI, LLP J
666 FIFTH AVE ) YU, MISOOK
NEW YORK, NY 10103-3198
o A , l ART UNIT I PAPER NUMBER J
1642
[ MAIL DATE | DELIVERY MODE J
02/27/2009 - PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rcv. 04/07)
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FULBRIGHT & JAWORSKI, LLP
- 666 FIFTH AVE
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In re Application of:

Elke Jager :

Serial No.: 11/219,610 : PETITION DECISION
Filed: September 2, 2005 :

Attorney Docket No.: NY-LUD 5924-US1

This is in response to the petition under 37 CFR § 1.181, filed February 23, 2009, requesting that
the finality of the Office action of September 18, 2008 be withdrawn because it is premature.

BACKGROUND

The examiner mailed a non-final Office action on September 18, 2008 setting a three month
statutory limit for reply. At the time of this non-final Office action, claims 1-25 were pending in
the application, with claims 9-16 and 18-25 being withdrawn from consideration. The examiner
rejected claims 1-4, 6-8 and 17 under 35 U.S.C. 102 (b) as anticipated by US 6548064 B1 and
further rejected claims 1-4, 6-8 and 17 under 35 U.S.C. 102 (b) as anticipated by W0O200155393.
Claim 5 was objected to for being dependent on a rejected claim.

In response thereto on November 19, 2008, applicant amended claim 1 and cancelled claim 5.
Applicants also traversed the examiner’s rejections.

The examiner mailed a final Office action on February 19, 2009 setting a three month statutory
limit for reply. In this final action, the examiner rejected claims 1-4, 6-8 and 17 under 35 U.S.C.
102(b) as being anticipated by US-6251603; rejected Claims 1-4, 6-8, and 17 under 35 U.S.C.
102(a) or 102(e) as being anticipated by US-6723832; rejected claims 1-4, 6-8, and 17 under 35
U.S.C. 102(e) as being anticipated by US-6,800,730 (filing date: 09/29/1999); rejected claims 1-
4, 6-8, and 17 under 35 U.S.C. 102(e) as being anticipated by US-7,115,729; rejected claims 1-4,
6-8, and 17 under 35 U.S.C. 102(e) as being anticipated by US-7,385,044 (filing date: May
21,2004); and rejected claims 1-4, 6-8, and 17 under 35 U.S.C. 102(e) as being anticipated by
US-7,041,502 (filing date: June 5, 2002). Claims 1-4, 6-8, and 17 were also rejected on the



ground of nonstatutory obviousness-type double patenting as being unpatentable over claims 3-9
of U.S. Patent No.6,723,832.

In response thereto, applicant filed this petition under 37 CFR § 1.181 on February 23, 2009,
requesting that the finality of the Office action of September 18, 2008 be withdrawn as
premature.

DISCUSSION
The petition and the file history have been carefully considered.

In the petition filed on February 23, 2009, applicant argues that the Office Action dated February
19, 2009 rejects the claims over six new references and rejects the claims over obviousness
double patenting that was not set forth in the previous Office Action dated September 18, 2008.
Applicant also agues that a new search was not necessitated by applicant's amendment of the
claims.

It is noted that applicant amended claim 1 in the amendment of November 19, 2008 by
cancelling dependent claim S and incorporating those limitations into claim 1. Claim 6 was
amended to parallel claim 1. The scope of the claims submitted in the amendment dated
November 19, 2008 is wholly within the scope of the claims on file at the time of the office
action dated September 18, 2008. Therefore, the newly cited prior art could have and should
have been cited against the claims in the previous office action if the Examiner felt the art was
applicable. Furthermore, the obviousness double patenting rejection should also have been made
at that time.

Therefore, as these limitations were previously before the examiner, it can not be said that the
applicant’s amendments necessitated the new ground of rejection. Also, it is noted that the new
grounds of rejection were not necessitated by an information disclosure statement filed during
the period set forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR 1.17(p). Applicant’s
arguments are thus found persuasive that the final Office action issued February 19, 2009 was
premature and, therefore, finality of the Office action will be withdrawn.

DECISION
The petition is GRANTED.

This application will be forwarded to the examiner for an action not inconsistent with this
decision.



Should there be any questions about this decision please contact Marianne C. Seidel, by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 703-872-9306.

iréctor, Technology Center 1600
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FULBRIGHT & JAWORSKI, LLP Mail Date: 04/21/2010
666 FIFTH AVE
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Applicant : Elke Jager : DECISION ON REQUEST FOR
Patent Number : 7632506 : RECALCULATION of PATENT
Issue Date : 12/15/2009 : TERM ADJUSIMENT IN VIEW
Appliction No : 11/219,610 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 725 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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MAIL

HOWARD HUGHES CENTER

6060 CENTER DRIVE, TENTH FLOOR NOV 4/ 2005

LOS ANGELES, CA 90045 DIRECTOR OFFICE
TECHNOLOGY CENTER 2600

In re Application of

Tsuhako X

Application No. 11/219,612 : DECISION ON PETITION

Filed: September 2, 2005 : TO MAKE SPECIAL

For: METHOD AND APPARATUS FOR
PRODUCING A PHANTOM THREE-
DIMENSIONAL SOUND SPACE WITH
RECORDED SOUND

This is a decision on the petition under 37 C.F.R. §1.102 to make special filed October 3, 2005
which is considered as pursuant to MPEP §708.02 (IV), applicant’s age.

A petition to make special under MPEP §708.02, IV, must show that petitioner is 65 years of
age, or more. Acceptable evidence includes a birth certificate, copy of a driver’s license, or
simply a statement by the applicant. No fee is required.

The petition includes a declaration that Parker Tsuhako is over 65 years of age.
Accordingly, the petition is GRANTED.

The application will retain its special status throughout its entire prosecution, including any
appeal to the Board of Patent Appeals and Interferences, subject only to diligent prosecution by
the applicant.

The application is being forwarded to the examiner for expedited prosecution.

Sttt

Kenneth A. Wieder
Special Program Examiner
Technology Center 2600

Communications
(571) 272-2986
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NIKOLAI & MERSEREAU, P A.
900 SECOND AVENUE SOUTH

SUITE 820
MINNEAPOLIS MN 55402 COPY MAILED
OCT 1 8 2005
OFFICE OF PETITIONS
In re Application of
- Liao et al. :
Application No. 11/219,618 : DECISION ON PETITION

Filed: September 1, 2005
Attorney Docket No. 20051063.ORI

This is a decision on the petition under 37 CFR 1.10(d), filed October 3, 2005, requesting that the
above-identified application be accorded a filing date of September 1, 2005, rather than the presently
accorded filing date of September 2, 2005.

Petitioner alleges that the application was deposited in Express Mail service on September 1, 2005. In
support of the allegation, the petition is accompanied by a copy of Express Mail label No.
EV676145426US. Although the “date-in” indicated on the Express Mail label is illegible, the label
contains a United States Postal Service stamp of September 1, 2005. Additionally, the petition is
accompanied by a United States Postal Service Track & Confirm receipt, indicating that the USPS
accepted a package bearing Express Mail label No. EV676145426US on September 1, 2005, at 4:55
PM, in Minneapolis, MN 55402. The same Express Mail label number was placed on the original
application papers located in the official file.

In view of the above, the petition is granted.

This Office of Initial Patent Examination is directed to correct the filing date of the above-identified
application to September 1, 2005, and mail a corrected filing receipt.

Telephone inquiries should be directed to the undersigned at (571) 272-3211.

%wﬁfm, */ma, Do el
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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SUITE 820 - COPY MAILED
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0CT 1 9 2005
In re Application of OFFICE OF PETITIONS
Kang-Chin Lin :
Application No. 11/219,619 : DECISION GRANTING PETITION

Filed: September 1, 2005
Attorney Docket No. PUSA050853
(20051064.0Rl)

This is a decision on the “Petition to Correct Incorrectly Entered Filing Date Under 37
CFR 1.10(d)”, filed October 6, 2005, requesting that the above-identified application be
accorded a filing date of September 1, 2005, rather than the presently accorded filing
date of September 2, 2005. ,

Petitioner alleges that the application was deposited in Express Mail service on
September 1, 2005. Amongst the evidence provided is the Finance Copy of the
Express Mail labe! with a USPS postmark of September 1, 2005 and a copy of the
USPS Track and Confirm information from the USPS website that indicates express
mail package EV676145426US (the same Express Mail number found on the itemized
transmittal sheet accompanying the original application papers located in the official
file) was accepted in Minneapolis, MN on September 1, 2005.

It should be noted however that the copy of the express mail label does not in fact
indicate a “date-in” of September 1, 2005. In fact, the “date-in” section is blank and
thus, the package was received by the USPTO on September 2, 2005 and properly
given a filing date of September 2, 2005. The error in the filing date was not therefore
occasioned by the USPTO. However, in view of the evidence present in the file
(postmark and track and confirm details) , it is concluded that the correct date of deposit
in Express Mail service was September 1, 2005 and therein, the application is entitled
to a filing date of September 1, 2005 and the petition is GRANTED.

No fees are due and none will be charged.

The application is being returned to the Office of Initial Patent Examination for
reprocessing with a filing date of September 1, 2005, not September 2, 2005.

Telephone inquiries concerning this matter may be directed to the undersigned
Petjtions Attorney at (571) 272-3212.

WM« B@Zg
atricia FaisontBall

Senior Petitions Attorney
Office of Petitions

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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ALLEN, DYER, DOPPELT, MILBRATH & GILCHRIST P.A. Mail Date: 04/20/2010
1401 CITRUS CENTER 255 SOUTH ORANGE AVENUE

P.O. BOX 3791

ORLANDO, FL 32802-3791

Applicant : Stewart G. Smith : DECISION ON REQUEST FOR
Patent Number : 7574066 : RECALCULATION of PATENT
Issue Date : 08/11/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,621 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 937 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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APPLE INC./BSTZ Mail Date: 04/21/2010
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP

1279 OAKMEAD PARKWAY
SUNNYVALE, CA 94085-4040

Applicant : Jeffry E. Gonion : DECISION ON REQUEST FOR
Patent Number : 7617496 : RECALCULATION of PATENT
Issue Date : 11/10/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,622 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/01/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1105 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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DR. FREDERICK MITCHELL . MA“_ED
P.O. BOX 392 COPY

HEMET, CA 92546-0392 DEC 2 9 2005

In re Application of : OFHCEOFPEHHONS
Mitchell :

Filed: September 3, 2005 : ON PETITION

Application No. 11/219,623
For: QUANTUM MEMORY FUSION

This decision is in response to the “NOTICE OF INCOMPLETE
NONPROVISIONAL APPLICATION,” filed November 22, 2005. This
matter is being treated as a petition to accord the above-
identified application a filing date of September 3, 2005 with
drawings as part of the original application as filed.

The application was filed September 3, 2005. The Notice of
Incomplete Nonprovisional Application (Notice) mailed September
22, 2005 indicated, inter alia, that the application had not
been accorded a filing date because the application appeared to
have been submitted without drawings as required per 35 USC 113.

In response, the petitioners herein argue that the application
as deposited included 26 sheets of drawings and have presented
as proof of mailing and proof of receipt of the three sheets of
drawings a return postcard date stamped by the Office on
September 3, 2005. A copy of the 26 sheets of drawings
purportedly filed with the application on September 3, 2005 was
submitted herewith.

The original sheets of drawings submitted with the application

papers have not been located. However, in view of the evidence

presented, the petition to accord the application a filing date
of September 3, 2005 is GRANTED.

Since the original sheets of drawings cannot be located in the
Office, the copy submitted herewith will be used for examination

purposes.

-No petition fee is due in connection with this matter.

www.uspto.gov
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This application will be returned to the Office of Initial
Patent Examination for further proce551ng with a filing date of
September 3, 2005.

Telephone inquiries related to this decision may be directed to
the undersigned at (571) 272-3205.

AQ/a /.//\@///

Brown
Petitions Attorney
Office of Petitions
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| APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. l CONFIRMATION NO. l
11/219,624 09/03/2005 : Tatsumi Nagasawa JP920040127US]1 3553
27431 7590 08/04/2008 :
EXAMINER
SHIMOKAIJI & ASSOCIATES, P.C. L I
8911 RESEARCH DRIVE AVELLINO, JOSEPH E
IRVINE, CA 9261
8 I ART UNIT I PAPER NUMBER I
2146
L MAIL DATE ] DELIVERY MODE |
08/_04/2008 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)

g
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Commissioner for Patents
United States Patent and Trademark Office
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www.uspio.gov
MAILED
SHIMOKAIJI & ASSOCIATES, P.C. AUG 04 2008
8911 RESEARCH DRIVE TECHNOLOGY CENTER 2100
IRVINE CA 92618
In re Application of: NAGASAWA et al. DECISION ON REQUEST TO
Application No. 11/219,624 PARTICIPATE IN PATENT
Filed: September 3, 2005 PROSECUTION HIGHWAY PILOT
For: INFORMATION PROCESSING PROGRAM AND PETITION TO
APPARATUS, TRANSFER PROGRAM MAKE SPECIAL UNDER 37 CFR
PRODUCT, AND TRANSFER CONTROL 1.102(d)
METHOD -

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed June 24, 2008 to make the above- 1dent1ﬁed
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the
- English translation is accurate; -

(3) All the claims in the U. S. application must sufficiently correspond or be amended
to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s);

(4) Examination of the U.S. application has not begun;
(5) Applicant must submit a copy of all the office actions from each of the JPO

application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;



Application SN 11/219,624
« Decision on Petition

i

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO office action along with copies of documents except U.S. patents or U.S.
patent application publications; and

(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH program and petition comply with the above requirements,
and accordingly, the above-identified application has been accorded "special" status.

The request and petition are GRANTED.

Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-
272-4210.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

Moo foch,aettor

Mano Padmanabhan _
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210 '
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COPY MAILED
NOV 1 5 2005
OFFICE OF PETITIONS

In re Application of

Chen, et al. :

Application No. 11/219,627 : , ON PETITION
Filed: September 1, 2005 :

Attorney Docket No. 20051061.0RI

This is a decision on the “PETITION TO CORRECT INCORRECTLY
ENTERED FILING DATE UNDER 37 CFR 1.104”, filed September 28,
2005, to accord the above-identified application a filing date of
September 1, 2005.

The petition is GRANTED.

Petitioner argues that the above-identified application was filed
on September 1, 2005, not September 2, 2005. 1In support thereof,
petitioner has included a copX of the Express Mail mailing label.
The Express Mail mailing label contains a USPS stamp date
September 1, 2005. In addition, petitioner has also included a
cogy of a printout from the United States Postal Service (USPS)
website, indicating that Express Mail number EV 676145426 US was
accepted on September 1, 2005.

37 CFR 1.10(c) states that any person filing correspondence under
37 CFR 1.10, who can show that the “date-in” on the Express Mail
mailing label was incorrectly entered by the USPS, may petition
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the Office to accord the correspondence a filing date as of the
date the correspondence is shown to have been deposited,
provided:

(1) The petition is filed promptly after the person
becomes aware that the Office has accorded, or will .
aﬁcord, a filing date based upon an incorrect entry by
the USPS;

(2) The number of the “Express Mail” mailing label was
placed on the paper(s)or fee(s) that constitute the
correspondence prior to the original mailing by
“Express Mail”; and

(3) The petition includes a showing which establishes,
to the satisfaction of the Director, that the requested
filing date was the date the correspondence was
deposited in the “Express Mail Post Office to
Addressee” service prior to the last scheduled picku
for that day. Any showing pursuant to this paragra
must be corroborated bg evidence from the USPS or that
came into being after deposit and within one business
day of the deposit of the correspondence in the
“"Express Mail Post Office to Addressee” service of the
USPS.

In view of the corroborating evidence from the USPS (the
September 1, 2005 stamp on the Express Mail mailing label, and
the USPS website printout), the above-identified application will
be accorded a filing date as of the date the application is shown
to have been deposited, or September 1, 2005.

Given the basis for granting this petition, no petition fee was
required, and none has been charged.

The application file is being forwarded to the Office of Initial
Patent Examination for further processing with a filing date of
September 1, 2005, not September 2, 2005.

Teleghone inguiries concerning this decision should be directed
to the undersigned at (571)272-3207.

M by

Cliff Congo
Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS

In re Application of

Allen Louis Gorin, et al :

Application No. 11/219,628 : DECISION ON PETITION

Filed: September 6, 2005 : UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. 2000-0109CON1

This is a decision in response to the petition under 37 CFR 1.78(a)(3), filed May 8, 2007, to accept an
unintentionally delayed claim under 35 U.S.C. §120 for the benefit of priority to the prior-filed
nonprovisional application set forth in the amendment filed with the petition.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37 CFR
1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR 1.78(a)(2)(i) and
(iii) of the prior-filed application(s), unless previously submitted;'

(2) the surcharge set forth in § 1.17(t); and

(3) astatement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information where
there is a question whether the delay was unintentional.

! Any nonprovisional application or international application designating the United States of America claiming the benefit of one or more
prior-filed copending applications or international applications designating the United States of America must contain or be amended to contain a
reference (amendment to the first line of the specification following the title or in an application data sheet (ADS) to each such prior-filed application,
identifying it by application number (consisting of the series code and serial number) or international application number and international filing date
filing date and indicating the relationship of the applications. Cross references to other related applications may be made when appropriate (see § 1.14).
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All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. § 120
is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application(s)
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled to the
benefit of the prior-filed application(s). In order for this application to be entitled to the benefit of
the prior-filed application(s), all other requirements under 35 U.S.C. § 120 and 37 CFR 1.78(a)(1)
and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt accompanying this
decision on petition includes the prior-filed application(s) should not be construed as meaning that
applicant is entitled to the claim for benefit of priority to the prior-filed application(s) noted
thereon. Accordingly, the examiner will, in due course, consider this benefit claim and determine
whether the application is entitled to the benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3204. All
other inquiries concerning either the examination procedures or status of the application should be
directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2626 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the prior-
filed application.

/.
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

Attachment: Corrected Filing Receipt
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UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

FILING OR 371(c)

APPL NO. DATE ART UNIT FIL. FEE REC'D ATTY.DOCKET NO TOT CLMS IND CLMS
11/219,628  09/06/2005 2626 1000 2000-0109CON1 8 1
CONFIRMATION NO. 1576
iﬁ%ﬁ? coRp CORRECTED FILING RECEIPT
ROOM 2A207 A 0 05 0 0 0 A A
ONE AT&T WAY . *0OC000000025750852*

BEDMINSTER, NJ 07921

Date Mailed: 09/10/2007

Receipt is acknowledged of this nonprovisional patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection. Please verify the accuracy of the data presented on this receipt. If an error is noted on this
Filing Receipt, please write to the Office of Initial Patent Examination's Filing Receipt Corrections. Please
provide a copy of this Filing Receipt with the changes noted thereon. If you received a "Notice to File
Missing Parts" for this application, please submit any corrections to this Filing Receipt with your reply to
the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another Filing
Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Allen Louis Gorin, Berkeley Heights, NJ;
Irene Langkilde Geary, Los Angeles, CA;
Marilyn Ann Walker, Morristown, NJ;
Jeremy H. Wright, Warren, NJ;

Power of Attorney: The patent practitioners associated with Customer Number 23838.

Domestic Priority data as claimed by applicant
This application is a CON of 09/765,444 01/22/2001 PAT 7,003,459
and is a CIP of 09/712,194 11/15/2000 PAT 6,941,266

Foreign Applications

If Required, Foreign Filing License Granted: 09/22/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US11/219,628

Projected Publication Date: Request for Non-Publication Acknowledged

Non-Publication Request: Yes
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Early Publication Request: No

Title
Automated dialog system and method

Preliminary Class
704

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent' and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
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under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.63(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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OFFICE OF PETITIONS

In re Application of

Allen Louis Gorin, et al :

Application No. 11/219,629 : DECISION ON PETITION

Filed: September 6, 2005 : UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. 2000-0109CON

This is a decision in response to the petition under 37 CFR 1.78(a)(3), filed April 30, 2007, to accept
an unintentionally delayed claim under 35 U.S.C. §120 for the benefit of priority to the prior-filed
nonprovisional application set forth in the amendment filed with the petition.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37 CFR
1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR 1.78(2)(2)(i) and
(iii) of the prior-filed application(s), unless previously submitted;'

(2) the surcharge set forth in § 1.17(t); and

(3) astatement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information where
there is a question whether the delay was unintentional.

' Any nonprovisional application or international application designating the United States of America claiming the benefit of one or more
prior-filed copending applications or international applications designating the United States of America must contain or be amended to contain a
reference (amendment to the first line of the specification following the title or in an application data sheet (ADS) to each such prior-filed application,
identifying it by application number (consisting of the series code and serial number) or international application number and international filing date
filing date and indicating the relationship of the applications. Cross references to other related applications may be made when appropriate (see § 1.14).
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All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. § 120
is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application(s)
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled to the
benefit of the prior-filed application(s). In order for this application to be entitled to the benefit of
the prior-filed application(s), all other requirements under 35 U.S.C. § 120 and 37 CFR 1.78(a)(1)
and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt accompanying this
decision on petition includes the prior-filed application(s) should not be construed as meaning that
applicant is entitled to the claim for benefit of priority to the prior-filed application(s) noted
thereon. Accordingly, the examiner will, in due course, consider this benefit claim and determine
whether the application is entitled to the benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3204. All
other inquiries concerning either the examination procedures or status of the application should be
directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2626 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the prior-
filed application.

Petitions Examiner
Office of Petitions

Attachment: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
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APPL NO. FILINGORST1E) | aRTUNIT | FILFEE RECD ATTY.DOCKET NO ToTcims | iNDcLMs
11/219,629  09/06/2005 2626 2050 2000-0109CON 1 1
CONFIRMATION NO. 1452
26652 CORRECTED FILING RECEIPT
AN et N D A A O A A A
ONE AT&T WAY *0C000000025751178*

BEDMINSTER, NJ 07921

Date Mailed: 09/10/2007

Receipt is acknowledged of this nonprovisional patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection. Please verify the accuracy of the data presented on this receipt. If an error is noted on this
Filing Receipt, please write to the Office of Initial Patent Examination's Filing Receipt Corrections. Please
provide a copy of this Filing Receipt with the changes noted thereon. If you received a "Notice to File
Missing Parts" for this application, please submit any corrections to this Filing Receipt with your reply to
the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another Filing
Receipt incorporating the requested corrections (if appropriate).

Applicant(s)

Allen Louis Gorin, Berkeley Heights, NJ;
Irene Langkilde Geary, Los Angeles, CA;
Marilyn Ann Walker, Morristown, NJ;
Jeremy H. Wright, Warren, NJ;

Power of Attorney: The patent practitioners associated with Customer Number 26652.

Domestic Priority data as claimed by applicant

This application is a CON of 09/765,444 01/22/2001 PAT 7,003,459
and is a CIP of 09/712,194 11/15/2000 PAT 6,941,266

Foreign Applications

If Required, Foreign Filing License Granted: 09/22/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US11/219,629

Projected Publication Date: Request for Non-Publication Acknowledged

Non-Publication Request: Yes
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Early Publication Request: No

Title
Automated dialog system and method

Preliminary Class
704

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent" and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.htmi.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardiess of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
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under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. if 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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In re Application of

Allen Louis Gorin, et al. :

Application No. 11/219,629 : ON PETITION
Filed: September 6, 2005 :

Attorney Docket No. 2000-0109CON

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-identified application,
filed September 5, 2008.

The petition is not signed by a registered attorney or agent of record. However, in accordance
with 37 CFR 1.34(a), the signature of Ronald D. Slusky appearing on the petition shall constitute
a representation to the United States Patent and Trademark Office that he is authorized to
represent the particular party on whose behalf he acts. While a courtesy copy of this decision is
being mailed Mr. Slusky, all future correspondence will be directed solely to the address of
record.

The petition is GRANTED.

The application became abandoned for failure to timely pay the issue fees on or before July 14,
2008, as required by the Notice of Allowance and Fee(s) Due, mailed April 14, 2008, which set a
statutory period for reply of three (3) months. Accordingly, the application became abandoned
on July 15, 2008. This decision precedes the mailing of a Notice of Abandonment. On
September 5, 2008, the present petition was filed.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of the $1,440 issue fee; (2) the petition fee of $1,540; and (3) an adequate
statement of unintentional delay’.

The application is being referred to the Office of Data Management to be processed into a patent.

' 37CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney of record, such statement is
being treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes 1o Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
gOctober 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the

iscovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing as a patent should be directed to (571) 272-4200.

Hhurn D1

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc: RONALD D. SLUSKY, ATTORNEY AT LAW
353 WEST 56TH ST SUITE SL
NEW YORK, NY 10019
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OFFICE OF PETITIONS

In re Application of

Allen Louis Gorin, et al :

Application No. 11/219,630 : DECISION ON PETITION

Filed: September 6, 2005 : UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. 2000-0109CON2

This is a decision in response to the petition under 37 CFR 1.78(a)(3), filed April 30, 2007, to accept
an unintentionally delayed claim under 35 U.S.C. §120 for the benefit of priority to the prior-filed
nonprovisional application set forth in the amendment filed with the petition.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37 CFR
1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. § 120 and 37 CFR 1.78(a)(2)(i) and
(iii) of the prior-filed application(s), unless previously submitted;’

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information where
there is a question whether the delay was unintentional.

! Any nonprovisional application or international application designating the United States of America claiming the benefit of one or more
prior-filed copending applications or international applications designating the United States of America must contain or be amended to contain a
reference (amendment to the first line of the specification following the title or in an application data sheet (ADS) to each such prior-filed application,
identifying it by application number (consisting of the series code and serial number) or international application number and international filing date
filing date and indicating the relationship of the applications. Cross references to other related applications may be made when appropriate (see § 1.14).
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All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. § 120
is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application(s)
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled to the
benefit of the prior-filed application(s). In order for this application to be entitled to the benefit of
the prior-filed application(s), all other requirements under 35 U.S.C. § 120 and 37 CFR 1.78(a)(1)
and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt accompanying this
decision on petition includes the prior-filed application(s) should not be construed as meaning that
applicant is entitled to the claim for benefit of priority to the prior-filed application(s) noted
thereon. Accordingly, the examiner will, in due course, consider this benefit claim and determine
whether the application is entitled to the benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3204. All
other inquiries concerning either the examination procedures or status of the application should be
directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2626 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the prior-
filed application.

/ B()
Sherry D. Bginkley

Petitions Examiner
Office of Petitions

Attachment: Corrected Filing Receipt
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UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW,uspto.gov
APPL NO. FILINGORS71() | aRTuNIT | FIL FEE RECD ATTY.DOCKET NO TOTCLMS | IND CLMS
11/219,630 09/06/2005 2626 1000 2000-0109CON2 7 1
CONFIRMATION NO. 1444
iﬁ%ﬁ? conp CORRECTED FILING RECEIPT
ROOM 2A207 0 D D A RO
ONE AT&T WAY *0OC000000025751290*

BEDMINSTER, NJ 07921

Date Mailed: 09/10/2007

Receipt is acknowledged of this nonprovisional patent application. The application will be taken up for
examination in due course. Applicant will be notified as to the results of the examination. Any correspondence
concerning the application must include the following identification information: the U.S. APPLICATION NUMBER,
FILING DATE, NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are
subject to collection. Please verify the accuracy of the data presented on this receipt. If an error is noted on this
Filing Receipt, please write to the Office of Initial Patent Examination's Filing Receipt Corrections. Please
provide a copy of this Filing Receipt with the changes noted thereon. If you received a "Notice to File
Missing Parts” for this application, please submit any corrections to this Filing Receipt with your reply to
the Notice. When the USPTO processes the reply to the Notice, the USPTO will generate another Filing
Receipt incorporating the requested corrections (if appropriate).

Applicant(s)
Allen Louis Gorin, Berkeley Heights, NJ;
Irene Langkilde Geary, Los Angeles, CA;
Marilyn Ann Walker, Morristown, NJ;
Jeremy H. Wright, Warren, NJ;

Power of Attorney: The patent practitioners associated with Customer Number 23838.

Domestic Priority data as claimed by applicant

This application is a CON of 09/765,444 01/22/2001 PAT 7,003,459
and is a CIP of 09/712,194 11/15/2000 PAT 6,941,266

Foreign Applications

If Required, Foreign Filing License Granted: 09/23/2005

The country code and number of your priority application, to be used for filing abroad under the Paris

Convention, is US11/219,630

Projected Publication Date: Request for Non-Publication Acknowledged

Non-Publication Request: Yes
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Early Publication Request: No

Title
Automated dialog system and method

Preliminary Class
704

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent in
a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the
filing of patent applications on the same invention in member countries, but does not result in a grant of "an
international patent" and does not eliminate the need of applicants to file additional documents and fees in
countries where patent protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from
specific foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO
must issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent
application serves as a request for a foreign filing license. The application's filing receipt contains further
information and guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may
wish to consult the U.S. Government website, hitp://www.stopfakes.gov. Part of a Department of Commerce
initiative, this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual
property in specific countries such as China, Korea and Mexico. For questions regarding patent enforcement
issues, applicants may call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted
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under 37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR
1.53(d). This license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the
national security or the export of technical data. Licensees should apprise themselves of current regulations
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls,
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of
Industry and Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign Assets Control,
Department of Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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In re Application of

Allen Louis Gorin, et al. :

Application No. 11/219,630 : ON PETITION
Filed: September 6, 2005 :

Attorney Docket No. 2000-0109CON2

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-identified application,
filed May 2, 2008.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue fees on or before

April 22, 2008, as required by the Notice of Allowance and Fee(s) Due, mailed January 22, 2008.
On May 2, 2008, the present petition was filed. A Notice of Abandonment was subsequently
mailed on June 10, 2008.

It is noted that the petition is not signed by an attorney or agent of record. Further, while petitioner
does not set forth his registration number on the petition, his registration number is found on the
accompanying paper entitled “Part B- Fee(s) Transmittal”. Therefore, in accordance with 37 CFR
1.34(a), the signature of Ronald D. Slusky appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent
the particular party on whose behalf he acts. A courtesy copy of this decision is being mailed to
petitioner. If Mr. Slusky desires to receive future correspondence regarding this application, then
the appropriate power of attorney or authorization of agent must be submitted. All future
correspondence regarding this application file will be directed solely to the address of record.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the issue fee of $1,440, (2) the petition fee of $1,540; and (3) an
adequate statement of unintentional delay .

The application is being referred to the Office of Data Management to be processed into a patent.

! 37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
%rantable petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney of record, such statement is

eing treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103
(October 21, 1997). In the event that such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results in the
discovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.
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Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing as a patent should be directed to (571) 272-
4200.

Sherry D. Brinkley

Petitions Examiner
Office of Petitions

cc: RONALD SLUSKY
OFFICE OF RONALD D. SLUSKY
353 WEST 56TH ST., SUITE SL
NEW YORK, NY 10019
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Applicant : Alan Graham : DECISION ON REQUEST FOR
Patent Number : 7623900 : RECALCULATION of PATENT
Issue Date : 11/24/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,632 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 1116 days. The USPTO will
sua sponte issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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OFFICE OF PETITIONS
In re Application of
Ibrahim, et al. :
Application No. 11/219,635 : ON APPLICATION FOR
Filed: September 2, 2005 : PATENT TERM ADJUSTMENT

Atty Docket No. 039363-1111

This is in response to the “REQUEST FOR RECONSIDRATION OF

PATENT TERM ADJUSTMENT UNDER 37 CFR § 1.705” filed June 19,
2009. Applicants request that the determination of patent term
adjustment be corrected from five hundred seventy-eight (578)
days to nine hundred seventy-two (972) days. Applicants request
this correction, in part, on the basis that the Office will take
in excess of three years to issue this patent and in light of
the recent court decision in Wyeth v. Dudas, No. 07-1492 (D.D.C.
September 30, 2008).

As the instant application for patent term adjustment requests
reconsideration of the patent term adjustment-as it relates to
the Office’s failure to issue the patent within 3 years of the
filing date, the application for patent term adjustment under 37
CFR 1.705(b) is DISMISSED as PREMATURE.

Knowledge of the actual date the patent issues is required to
calculate the amount, if any, of additional patent term patentee
is entitled to for Office failure to issue the patent within 3
years. See § 1.702(b). (This is true even where a request for
continued examination (RCE) was filed). The computer will not
undertake the § 1.702(b) calculation until the actual date of
"issuance of the patent has been determined. Likewise, the
computer will not calculate any further Office delay under §
1.702(a) (4) or applicant delay under § 1.704(c) (10) until the
actual date of issuance of the patent has been determined. As
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such, the Office can not make a determination on the correctness
of the patent term adjustment until the patent has issued.

Requesting reconsideration of the patent term adjustment to be
indicated on the patent under 37 CFR 1.705(b) based on the
initial determination of patent term adjustment and a projected
issuance date of the patent (or even the filing date of the
request for continued examination) is premature. Accordingly,
it is appropriate to dismiss as premature such a request.

Rather than file an application for patent term adjustment under
37 CFR 1.705(b) contesting the 37 CFR 1.702(b) calculation at
the time of the mailing of the notice of allowance, applicant is
advised that they may wait until the time of the issuance of the
patent and file a request for reconsideration of the patent term
adjustment pursuant to 37 CFR 1.705(d). As the USPTO does not
calculate the amount of time earned pursuant to 37 CFR 1.702(b)
until the time of the issuance of the patent, the Office will
consider any request for reconsideration of the patent term
adjustment due to an error in the calculation of 37 CFR 1.702 (b)
to be timely if the request for reconsideration is filed within
two months of the issuance of the patent. However, as to all
other bases for contesting the initial determination of patent
term adjustment received with the notice of allowance, applicant
must timely file an application for patent term adjustment prior
to the payment of the issue fee'. :

The Office acknowledges submission of the $200.00 fee set forth
in 37 CFR 1.18(e). No additional fees are required.

To the extent that applicants otherwise requests reconsideration
of the patent term adjustment at the time of the mailing of the
notice of allowance, the application for patent term adjustment
is dismissed.

! For example, if applicant disputes both the calculation of patent term
adjustment under 37 CFR 1.702(a) (1) for Office failure to mail a first Office
action or notice of allowance not later than fourteen months after the date
on which the application was filed and under 37 CFR 1.702(b) for Office
failure to issue a patent within three years of the actual filing date of the
application, then applicant must still timely file an application for patent
term adjustment prior to the payment of the issue fee to contest the
calculation of Office delay in issuing a first Office action or notice of
allowance. See 37 CFR 1.705(b) and 35 U.S.C. 154 (b) (3) (B). A dispute as to
the calculation of the §1.702(a) (1) period raised on request for
reconsideration of patent term adjustment under 37 CFR 1.705(d) will be
dismissed as untimely filed.
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Applicant asserts that applicant should not be assessed a delay
of 2 days pursuant to 37 CFR 1.704(b). Specifically, applicants
state that:

This 2 days of delay was improperly attributed to
Applicants from January 3, 2006, to January 5, 2006, when
a response to Notice to File Missing Parts was submitted
by Applicant on January 3, 2006 (under Certificate of
Mailing), but the PTO accorded January 5, 2006, as date
of Receipt. The accrual of any days of delay over this
time period is improper because the response was timely
filed by the Applicant.

Excerpt taken from “Request for Reconsideration of Patent Term
Adjustment under 37 CFR § 1.705”, filed June 19, 2009, pgs. 1-2

The application history has been reviewed and it has been
determined that the period of reduction of 2 days is warranted.

Pursuant to 37 CFR 1.704(b), the period of adjustment of the
term of the patent should be reduced by 2 days, the number of
days in the period beginning on the day after the date that is
three months after the date of mailing of the Notice to File
Missing Parts of Non-Provisional Application, January 4, 2006,
and ending on the date the reply was filed, January 5, 2006. The
calculation of 2 days of applicant delay is based on the date of
receipt of the response to the Notice to File Missing Parts of
Non-Provisional Application®. The Office notes that 35 U.S.C.

154 (b) (2) (C) (ii) does not require that a reply be filed in the
Office within its three (3) month grace period, but simply
specifies that there is a patent term adjustment reduction if a
reply is not filed within this three (3) month period.

2 37 CFR 1.703(f) provides that:

The adjustment will run from the expiration date of the patent as
set forth in 35 U.S.C. 154(a) (2). To the extent that periods of delay
attributable to the grounds specified in § 1.702 overlap, the period of
adjustment granted under this section shall not exceed the actual
number of days the issuance of the patent was delayed. The term of a
patent entitled to adjustment under § 1.702 and this section shall be
adjusted for the sum of the periods calculated under paragraphs (a)
through (e) of this section, to the extent that such periods are not
overlapping, less the sum of the periods calculated under § 1.704. The
date indicated on any certificate of mailing or transmission under §
1.8 shall not be taken into account in this calculation.
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Therefore, the "carry-over" provisions of 35 U.S.C. 21(b) does
not apply to the three (3) month period in 35 U.S.C.

154 (b) (2) (C) (1i) . Accordingly, the period of reduction of 2 days
is merited and will remain.

Any request for reconsideration of the patent term adjustment
indicated on the patent must be timely filed within 2 months
after issuance pursuant to 37 CFR 1.705(d) and must include
payment of the required fee under 37 CFR 1.18(e).

The Office of Data Management has been advised of this decision.
This application is being referred to the Office of Data
Management for issuance of the patent.

Telephone inquiries specific to this decision should be directed
to Kenya A. McLaughlin, Petitions Attorney, at (571) 272-3222.

C\ioh ne toadguo. Dovne

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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In re Patent No. 7,605,168
Ibrahim, et al. : DECISION DISMISSING
Application No. 11/219,635 : REQUEST FOR
Issue Date: October 20, 2009 : RECONSIDERATION OF
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039363-1111

This is in response to the RENEWED REQUEST FOR RECONSIDERATION
OF PATENT TERM ADJUSTMENT UNDER 37 C.F.R. §1.705, filed November
13, 2009, which is properly treated under 37 CFR 1.705(d).
Patentees request that the determination of patent term
adjustment be corrected from five hundred seventy-nine (579)
days to nine hundred ninety-three (993) days.

The request for reconsideration of patent term adjustment is
. DISMISSED with respect to making any change in the patent term
adjustment determination under 35 U.S.C. § 154 (b) of 579 days.

It is noted that patentees requested that the Office defer or
delay a decision on this request for reconsideration until a
final ‘decision has been rendered in Wyeth v. Dudas, 580
F.Supp.2d 138, 88 U.S.P.Q.2d 1538 (D.D.C. 2008), which is now on
appeal at the U.S. Court of Appeals for the Federal Circuit,
under Federal Circuit Docket No. 2009-1120. However, the Office
notes that there is no specific regulatory provision for
requesting that a petition under 37 CFR 1.705(d) be held in
abeyance.

On October 20, 2009, the application matured into U.S. Patent
No. 7,605,168, with a revised patent term adjustment of 579
days. The Office determined that the 413 days of Office delay
pursuant to 35 U.S.C. 154 (b) (1) (B) and 37 CFR 1.702(b) overlaps
with-the 581 days of Office delay pursuant to 35 U.S.C. §

154 (b) (1) (A) and 37 CFR 1.702(a) (1) and (a) (4) accorded prior to
the issuance of the patent. As such, 0 additional days of
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patent term adjustment were entered at issuance under the three-
year pendency provision.- Given the applicant delay of 2 days,
the patent issued with a revised patent term adjustment of 579
(581 - 2) days.

On November 13, 2009, patentees timely submitted this request
for reconsideration of patent term adjustment, asserting that
the correct number of days of Patent Term Adjustment is 993 days
under the court’s interpretation of the overlap provision as set
forth in Wyeth v. Dudas, 580 F. Supp. 2d 138, 88 U.S.P.Q. 2d
1538 (D.D.C. 2008). Patentees assert that pursuant to Wyeth, a
PTO delay under §154 (b) (1) (A) overlaps with a delay under
§154 (b) (1) (B) only if the delays “occur on the same day.”
Patentees maintain that the total non-overlapping PTO delay
under § 154 (b) (1) (A) & (B) is 993 (646 + 193) days as these
periods do not occur on the same day. Further, applicants
dispute the reduction to the patent term adjustment of 2 days
for applicant delay and state, in pertinent part, that:

This 2 dayé of delay was improperly attributed to
Applicants from Jahuary 3, 2006, to January 5, 2006, even
though a Response to Notice to File Missing Parts was
submitted by Applicant on January 3, 2006 (under
Certificate of Mailing), but the PTO accorded January 5,
2006, as date of Receipt (rather than the date of mailing).
The accrual of any days of delay over this time period is
improper because the response was timely filed by the
Applicant.

Excerpt taken from “Renewed Request for Reconsideration of
Patent Term Adjustment under 37 CFR § 1.705”, filed November 13,
2009, pg. 2

Patentees, therefore, assert entitlement to 993 (993 - 0) days
of patent term adjustment.

At the outset, is noted that the period of reduction of 2 days
is warranted and will remain. Pursuant to 37 CFR 1.704(b), the
period of adjustment of the term of the patent should be reduced
by 2 days, the number of days in the period beginning on the day
after the date that is three months after the date of mailing of
the Notice to File Missing Parts of Non-Provisional Application,
January 4, 2006, and ending on the date the reply was filed,
January 5, 2006. The calculation of 2 days of applicant delay is
based on the date of receipt of the response to the Notice to
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File Missing Parts of Non-Provisional Application!. The Office
notes that 35 U.S.C. 154(b) (2) (C) (ii) does not require that a
reply be filed in the Office within its three (3) month grace
period, but simply specifies that there is a patent term
adjustment reduction if a reply is not filed within this three
(3) month period. Therefore, the "carry-over" provisions of 35
U.S.C. 21(b) does not apply to the three (3) month period in 35
U.S.C. 154 (b) (2) (C) (ii). Accordingly, the period of reduction of
2 days is merited and will remain. :

Patentees’ interpretation of the period of overlap has been
considered, but found inconsistent with the Office’s
interpretation of the overlap provision, 35 U.S.C. 154 (b) (2) (A).
35 U.S.C. 154(b) (2) (A) limits the adjustment of patent term, as
follows:

to the extent that the periods of delay attributable to
grounds specified in paragraph (1) overlap, the period of
any adjustment granted under this subsection shall not
exceed the actual number of days the issuance of the
patent was delayed. :

As explained in Explanation of 37 CFR 1.703(f) and of the United
States Patent and Trademark Office Interpretation of 35 U.S.C.
154(b) (2) (A), 69 Fed. Reg. 34283 (June 21, 2004), the Office
‘interprets 35 U.S.C. 154 (b) (2) (A) as permitting either patent
term adjustment under 35 U.S.C. 154(b) (1) (A) (i)-(iv), or patent
term adjustment under 35 U.S.C. 154 (b) (1) (B), but not as
permitting patent term adjustment under both 35 U.S.C.

154 (b) (1) (A) (1)-(iv) and 154 (b) (1) (B). Accordingly, the Office
implements the overlap provision as follows:

! 37 CFR 1.703(f) provides that:

The adjustment will run from the expiration date of the patent as
set forth in 35 U.S.C. 154(a) {2). To the extent that periods of delay
attributable to the grounds specified in § 1.702 overlap, the period of
adjustment granted under this section shall not exceed the actual
number of days the issuance of the patent was delayed. The term of a
patent entitled to adjustment under § 1.702 and this section shall be
adjusted for the sum of the periods calculated under paragraphs (a)
through (e) of this section, to the extent that such periods are not
overlapping, less the sum of the periods calculated under § 1.704. The
date indicated on any certificate of mailing or transmission under §
1.8 shall not be taken into account in this calculation.
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If an application is entitled to an adjustment under 35
U.S.C. 154(b) (1) (B), the entire period during which the
application was pending (except for periods excluded under
35 U.S.C. 154 (b) (1) (B) (i)-(iii)), and not just the period
beginning three years after the actual filing date of the
application, is the period of delay under 35 U.S.C.

154 (b) (1) (B) in determining whether periods of delay
overlap under 35 U.S.C. 154(b)(2) (A). Thus, any days of
delay for Office issuance. of the -patent more than 3 years
after the filing date of the application, which overlap
with the days of patent term adjustment accorded prior to
the issuance of the patent will not result in any
additional patent term adjustment. See 35 U.S.C.
154(b) (1) (B), 35 U.S.C. 154(b) (2)(A), and 37 CFR

§ 1.703(f). See Changes to Implement Patent Term
Adjustment Under Twenty Year Term; Final Rule, 65 Fed. Reg.
56366 (Sept. 18, 2000). See also Revision of Patent Term

Extension and Patent Term Adjustment Provisions; Final
Rule, 69 Fed. Reg. 21704 (April 22, 2004), 1282 Off. Gaz.
Pat. Office 100 (May 18, 2004). See also Explanation of 37
CFR 1.703(f) and of the United States Patent and Trademark
Office Interpretation of 35 U.S.C. 154 (b) (2) (A), 69 Fed.
Reg. 34283 (June 21, 2004).

Further, as stated in the Explanation of 37 CFR 1.703(f) and of
the United States Patent and Trademark Office Interpretation of
35 U.S.C. 154(b) (2) (A), the Office has consistently taken the
position that if an application is entitled to an adjustment
under the three-year pendency provision of 35 U.S.C.

154 (b) (1) (B), the entire period during which the application was
pending before the Office (except for periods excluded under 35
U.S.C. 154 (b) (1) (B) (i)-(iii)), and not just the period beginning
three years after the actual filing date of the application, is
the relevant period under 35 U.S.C. 154 (b) (1) (B) in determining
whether periods of delay “overlap” under 35 U.S.C. 154 (b) (2) (A).

This interpretation is consistent with the statute. Taken
together the statute and rule provide that to the extent that
periods of delay attributable to grounds specified in 35 U.S.C.
154 (b) (1) and in corresponding §1.702 overlap, the period of
adjustment granted shall not exceed the actual number of days
the issuance of the patent was delayed.

In this instance, the relevant period under 35 U.S.C.
154 (b) (1) (B) in determining whether periods of delay “overlap”
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under 35 U.S.C. 154(b) (2) (A) is the period during which the
application was pending before the Office beginning on the
application filing date under 35 U.S.C. 1ll(a), September 2,
2005, and ending on the date of issuance of the patent, October

20, 2009, (not including any other periods excluded under 35
U.S.C. 154 (b) (1) (B) (i)-(iii)).

Pursuant to 35 U.S.C. 154(b) (1) (A) and 37 CFR 1.702(a) (1) and
(a) (4), 581 days of patent term adjustment were accorded during
the pendency of the application for Office delay. Pursuant to
35 U.S.C. 154(b) (1) (B) and 37 CFR 1.702(b), 413 days of patent
term adjustment accrued for Office issuance of the patent more
than 3 years after the filing date of the application.

The 413 days of patent term adjustment under 37 CFR 1.702 (b)
overlap with the 581 days of patent term adjustment under 37 CFR
1.702(a) (1). Entry of both the 581 days and the 413 days is
neither permitted nor warranted. 581 days is the actual number
of days issuance of the patent was delayed.

Accordingly, at issuance, the Office properly. entered 0
additional days of adjustment pursuant to § 1.702(b) for a total
of the greater period of 581 days for Office delay.

'In view thereof, no change will be made in the patent term
adjustment of 579 days (581 days of Office delay - 2 days of
applicant delay).

The payment of the petition fee of $200.00 as set forth in 37
CFR 1.18(e) is a requirement for consideration of a petition
under 37 CFR 1.705(d). The petition fee will be charged to
deposit account 19-0741, accordingly. No additional fees are
required.

Telephone inquiries specific to this matter should be directed
to Kenya A. McLaughlin, Petitions Attorney, at (571) 272-3222.

Chashng. fadtun Donne L

Christiné Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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Applicant : Prabha N. Ibrahim : DECISION ON REQUEST FOR
Patent Number : 7605168 : RECALCULATION of PATENT
Issue Date : 10/20/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,635 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/02/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 991 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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In re Application of , ' :

Seiichi Sakurai and Kensaku Higashi : OFFICE OF PETITIONS

Application No. 11/219,661 :

Filed: September 7, 2005 : DECISION ON PETITION

Attorney Docket No. 125023
Title: ANTI-GLARE FILM

This is in response to the petition under 37 C.F.R. §1.47(a)’, filed November 28, 2005.

On September 7, 2005, the application was filed, identifying Seiichi Sakurai and Kensaku
Higashi as joint inventors. The application was deposited without an executed oath or
declaration. On September 26, 2005, a “Notice to File Missing Parts of Nonprovisional
Application - Filing Date Granted” (N otice) was mailed, indicating that a fully executed oath or
declaration and the associated surcharge were required. This Notice set a two-month period for

reply.

Along with the instant petition, Petitioner has submitted the petition fee, the surcharge, the
search fee, the basic filing fee, the examination fee, a declaration which has been executed by
Mr. Higashi, and the last known address of non-signing inventor Sakurai.

'A grantable petition under 37 C.F.R. §1.47(a) requires:
(1) the petition fee of $200;
(2) a surcharge of either $65 or $130 if the petition is not filed at the time of filing the application, as set
forth in 37 CFR § 1.16(e);
(3) a statement of the last known address of the non-signing inventors;
(4) either
a) proof that a copy of the entire application (specification, claims, drawings, and the oath or
declaration) was sent or given to the non-signing inventor for review and proof that the non-signing
inventor refuses to join in the application or
b) proof that the non-signing inventor cannot be found or reached after diligent effort;
(5) a declaration which complies with 37 CFR §1.63.
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Decision on Petition

The petition has met requirements (1) = (3) and (5) above.

Regarding the fourth requirement above, it does not appear that a complete copy of the
application was sent to the last-known residential address of the non-signing inventor.
Where a refusal of the inventor to sign the application papers is alleged, the Office
requires the petitioner to establish that a bona fide attempt was made to mail a complete
copy of the application, which entails the specification, claims, drawings, and oath or
declaration. On renewed petition, it should be established that a complete copy of the
application was sent to the non-signing inventor.

It follows that since it has not been shown that a complete copy of the application was sent to the
inventor, one cannot refuse to sign something which one has not seen. A refusal by an inventor
to sign an oath or declaration when the inventor has not been presented with the application
papers does not itself suggest that the inventor is refusing to join the application unless it is clear
that the inventor understands exactly what he or she is being asked to sign and refuses to accept
the application papers. It is reasonable to require that the inventor be presented with the
application papers before a petition under 37 CFR 1.47 is granted since such a procedure ensures
that the inventor is apprised of the application to which the oath or declaration is directed>.

For these reasons, the petition under 37 C.F.R. §1.47(a) is DISMISSED.

Any reply must be submitted within TWOQ (2) MONTHS from the mail date of this decision.

Extensions of time under 37 C.F.R. §1.136(a) are permitted. The reply should include a cover
letter entitled “Renewed Petition Under 37 C.F.R. §1.47(a)”. This is not a final agency action
within the meaning of 5 U.S.C 704.

The renewed petition should indicate in a prominent manner that the attorney handling this
matter is Paul Shanoski, and may be submitted by mail®, hand-delivery®, or facsimile®.

The general phone number for the Office of Petitions which should be used for status requests is
(571) 272-3282. Telephone inquiries regarding this decision should be directed to the

undersigned at (571) 272-3225. M

Paul Shanoski
Senior Altorzey

Ofiice of Palitions
United States Patant and Trademark Offiee

2 See MPEP 409.03(d).

3 Inre Gray, 115 USPQ 80 (Comm’r Pat. 1956).

4 Mail Stop Petition, Commissioner for Patents, United States Patent and Trademark Office, P.O. Box 1450,
Alexandria, VA, 22313-1450.

5 Customer Window, Randoiph Building, 401 Dulaney Street, Alexandria, VA, 22314.

6 (571) 273-8300- please note this is a central facsimile number.
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In re Application of : OFFICE OF PETITIONS

Seiichi Sakurai and Kensaku Higashi :

Application No. 11/219,661 : DECISION ON RENEWED PETITION
Filed: September 7, 2005 : UNDER 37 C.F.R. §1.47(A)

Attorney Docket No. 125023
Title: ANTI-GLARE FILM

This is in response to the renewed petition under 37 C.F.R. §1.47(a)", filed February 15, 2006.

On September 7, 2005, the application was filed, identifying Seiichi Sakurai and Kensaku
Higashi as joint inventors. The application was deposited without an executed oath or
declaration. On September 26, 2005, a “Notice to File Missing Parts of Nonprovisional
Application — Filing Date Granted” (Notice) was mailed, indicating that a fully executed oath or
declaration and the associated surcharge were required. This Notice set a two-month period for

reply.

The original petition was submitted on November 28, 2005, along with the petition fee, the
surcharge, the search fee, the basic filing fee, the examination fee, a declaration which has been
executed by Mr. Higashi, and the last known address of non-signing inventor Sakurai.

The original petition was dismissed via the mailing of a decision on December 15, 2005.
The decision set forth that Petitioner had met requirements (1) — (3) and (5) of 37 C.F.R.
§1.47(a), but that the fourth requirement had not been satisfied:

'A grantable petition under 37 C.F.R. §1.47(a) requires:
(1) the petition fee of $200;
(2) a surcharge of either $65 or $130 if the petition is not filed at the time of filing the application, as set
forth in 37 CFR § 1.16(e);
(3) a statement of the last known address of the non-signing inventors;
(4) either
a) proof that a copy of the entire application (specification, claims, drawings, and the oath or
declaration) was sent or given to the non-signing inventor for review and proof that the non-signing
inventor refuses to join in the application or
b) proof that the non-signing inventor cannot be found or reached after diligent effort;
(5) a declaration which complies with 37 CFR §1.63.
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Decision on Renewed Petition

Regarding the fourth requirement above, it does not appear that a complete copy of the application
was sent to the last-known residential address of the non-signing inventor (emphasis added).
Where a refusal of the inventor to sign the application papers is alleged, the Office requires the
petitioner to establish that a bona fide attempt was made to mail a complete copy of the
application, which entails the specification, claims, drawings, and oath or declaration.? On
renewed petition, it should be established that a complete copy of the application was sent to the
non-signing inventor.

It follows that since it has not been shown that a complete copy of the application was sent to the
inventor, one cannot refuse to sign something which one has not seen. A refusal by an inventor to
sign an oath or declaration when the inventor has not been presented with the application papers
does not itself suggest that the inventor is refusing to join the application unless it is clear that the
inventor understands exactly what he or she is being asked to sign and refuses to accept the
application papers. It is reasonable to require that the inventor be presented with the application
papers before a petition under 37 CFR 1.47 is granted since such a procedure ensures that the
inventor is apprised of the application to which the oath or declaration is directed’.

With this renewed petition, Petitioner has included a declaration of facts from a former co-
worker of the non-signing inventor. In the fourth paragraph of his statement, the declarant
indicates that a “copy of the entire application...was sent to Seiichi Sakurai for review.”

Unfortunately, although it has been established that a complete copy of the application was sent
to the non-signing inventor, it is not clear where this mailing was sent. As such, it has not been
established that the complete copy of the application was sent to the last-known residential
address of the non-signing inventor.

For this reason, the petition under 37 C.F.R. §1.47(a) is DISMISSED.

Any reply must be submitted within TWO (2) MONTHS from the mail date of this decision.
Extensions of time under 37 C.F.R. §1.136(a) are permitted. The reply should include a cover
letter entitled “Second Renewed Petition Under'37 C.F.R. §1.47(a)”. This is not a final agency
action within the meaning of 5 U.S.C 704.

The second renewed petition should indicate in a prominent manner that the attorney handling
this matter is Paul Shanoski, and may be submitted by mail*, hand-delivery®, or facsimile®. The
general phone number for the Office of Petitions which should be used for status requests is
(571) 272-3282. Telephone inquiries regarding this decision should be directed to the

undersigned at (571) 272-3225. M /

Paul Shanoski

Senler Altoraey

Oiiice of Palitions

Unites! Sinter Patont and Trademark Bifico

2 See MPEP 409.03(d).

3 Inre Gray, 115 USPQ 80 (Comm’r Pat. 1956).

4 Mail Stop Petition, Commissioner for Patents, United States Patent and Trademark Office, P.O. Box 1450,
Alexandria, VA, 22313-1450.

5 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA, 22314,

6 (571) 273-8300- please note this is a central facsimile number.
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In re Application of
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Application No. 11/219,661 : DECISION ON SECOND RENEWED
Filed: September 7, 2005 : PETITION UNDER 37 C.F.R. §1.47(A)

- Attorney Docket No. 125023

Title: ANTI-GLARE FILM

This is in response to the second renewed petition under 37 C.F.R. §1.47(a)’, filed April 10,
2006.

On September 7, 2005, the application was filed, identifying Seiichi Sakurai and Kensaku
Higashi as joint inventors. The application was deposited without an executed oath or
declaration. On September 26, 2005, a “Notice to File Missing Parts of Nonprovisional
Application — Filing Date Granted” (Notice) was mailed, indicating that a fully executed oath or
declaration and the associated surcharge were required. This Notice set a two-month period for

reply.

The original petition was submitted on November 28, 2005, along with the petition fee, the
surcharge, the search fee, the basic filing fee, the examination fee, a declaration which has been
executed by Mr. Higashi, and the last known address of non-signing inventor Sakurai.

'A grantable petition under 37 C.F.R. §1.47(a) requires:
(1) the petition fee of $200;
(2) a surcharge of either $65 or $130 if the petition is not filed at the time of filing the application, as set
forth in 37 CFR § 1.16(e); .
(3) a statement of the last known address of the non-signing inventors;
(4) either
a) proof that a copy of the entire application (specification, claims, drawings, and the oath or
declaration) was sent or given to the non-signing inventor for review and proof that the non-signing
inventor refuses to join in the application or
b) proof that the non-signing inventor cannot be found or reached after diligent effort;
(5) a declaration which complies with 37 CFR §1.63.



Application No. 11/219,661 Page 2
Decision on Second Renewed Petition

The original petition was dismissed via the mailing of a decision on December 15, 2005.
The decision set forth that Petitioner had met requirements (1) — (3) and (5) of 37 C.F.R.
§1.47(a), but that the fourth requirement had not been satisfied.

The renewed petition was received on February 15, 2006, and was dismissed via the
mailing of a decision on February 28, 2006, as while it was made clear that a complete
copy of the application was sent to the non-signing inventor, it was not made clear
where this copy was sent.

With this second renewed petition, Petitioner has met the fourth requirement of 37
C.F.R. §1.47(a). Therefore, the petition is GRANTED and this application is hereby
accorded Rule §1.47(a) status.

As provided in Rule 1.47(a), this Office will forward notice of this application's filing to the non-
signing inventor at the address given on the declaration. Notice of the filing of this application
will also be published in the Official Gazette.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3225. All other inquiries concerning examination procedures or status of the application should

be directed to the Technology Center. %/

Paul Shanoski
Senior Attorney

Office of Petitions
United States Patent and Trademark Office
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Seiichi Sakurai - CO
657-4 Ideda PY MAN e
Suruga-ku .A‘.-'_"J

Shizuoka-Shi, Sizuoka MAY 1 0 2006
JAPAN
OFFICE OF PETITIONS

In re Application of

Seiichi Sakurai and Kensaku Higashi

Application No. 11/219,661 :

Filed: September 7, 2005 : LETTER
Attorney Docket No. 125023 :

Title: ANTI-GLARE FILM

- Dear Mr. Sakurai:

You are named a joint inventor in the above-identified United States patent application filed under the provisions of
35 U.S.C. 116 (United States Code) and 37 CFR 1.47(a), Rules of Practice in Patent Cases. Should a patent be
granted on the application, you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order copies of all or
any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record in the application.
Alternatively, you may arrange to do any of the preceding through a registered patent attorney or agent presenting
written authorization from you. If you care to join the application, the attorney of record below would presumably
assist you. Joining in the application would entail the filing of an appropriate oath or declaration by you pursuant to
37 CFR 1.63. ’

Telephone inquiries regarding this communication should be directed to the undersigned at (571) 272-3225.
Requests for information regarding your application should be directed to the File Information Unit at (703) 308-
2733. Information regarding how to pay for and order a copy of the application, or a specific paper in the
application, should be directed to the Certification Division at (703) 308-9726 or 1-800-972-6382 (outside the

Washington D.C. area).

Paul Shanoski
Ofice of Petit
ce of Petitions
United States Patent and Trademark Office

cc: OLIFF & BERRIDGE, PLC
P.O. BOX 19928
ALEXANDRIA VA 22320
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DLA PIPER RUDNICK GRAY CARY US LLP
1200 NINETEENTH STREET, N.W.

WASHINGTON, DC 20036-2412 COPY MAILED
o APR 0 4 2006

In re Application of :

Wensheng Xia, Frauke Rininsland, : OFFICE OF PETITIONS

Sriram Kumaraswamy, Stuart Kushon,

Liangde Lu, Xiaobo Shi, Casey Stankewicz,

Shannon Wittenburg, Komandoor Achyuthan,

Duncan McBranch and David Whitten :

Application No. 11/219,673 : DECISION REFUSING STATUS
Filed: September 7, 2005 - : UNDER 37 CFR 1.47(a)

Title: METAL ION MEDIATED :

FLUORESCENCE SUPERQUENCHING

ASSAYS, KITS AND REAGENTS

This is in response to the “Petition Under 37 CFR 1.47(a),” filed March 9, 2006.
The petition is dismissed.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(a),” and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Any extensions of time will be governed by 37 CFR 1.136(a).

The above-identified application was filed on September 7, 2005 without an executed oath or
declaration and naming Wensheng Xia, Frauke Rininsland, Sriram Kumaraswamy, Stuart
Kushon, Liangde Lu, Xiaobo Shi, Casey Stankewicz, Shannon Wittenburg, Komandoor

- Achyuthan, Duncan McBranch and David Whitten as joint inventors.

Accordingly, on October 7, 2005, a “Notice to File Missing Parts of Application” was mailed,
requiring, among other items, an executed oath or declaration.

In response, on March 9, 2006, the instant petition and a four (4) month extension of time were
filed. '
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A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or refuses to sign the oath or
declaration after having been presented with the application papers (specification, claims
and drawings); ‘

(2) an acceptable oath or declaration;

(3) the petition fee; and

(4) a statement of the last known address of the non-signing inventor.
Applicant lacks items (1), as set forth above.

Applicant appears to demonstrate that the non-signing inventors were only presented with the
declaration. Unless the non-signing inventors were presented with a copy of the application
papers (specification, claims and drawings), the non-signing inventors could not attest that they
have “reviewed and understand the application papers” and therefore could not sign the
declaration which they were given. Accordingly, Rule 47 applicant failed to show or provide
proof that the inventors have refused to sign the declaration. See MPEP 409.03(d). Petitioner
should show that a copy of the application papers was presented to the non-signing inventors, but
that they did not respond to, or refused, the request that they sign the oath/declaration in order to
show that the inventors have refused to join in the application. The proof of the pertinent events
should be made by a statement of someone with first hand knowledge of the events.

After this decision is mailed, deposit account No. 50-1442 will be charged the fee for the petition
under 37 CFR 1.47 ($200.00).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
Box 1450
Alexandria, VA 22313

By FAX: (571)273-8300
Attn: Office of Petitions

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314
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Telephone inquiries related to this decision should be directed to the undersigned at (571) 272-
3228.

G |~
Edward J. Tannouse '
Petitions Attorney

Office of Petitions

Office of the Deputy Commissioner
for Patent Examination Policy
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DLA PIPER US LLP COPY MAILED
ATTN: PATENT GROUP

1200 NINETEENTH STREET, NW 0CT 1 92008
WASHINGTON DC 20036 OFFCE OF PETITIONS

In re Application of :

Xia, et al. : ON PETITION
Application No.: 11/219,673 :

Filed: September 7, 2005

Attorney Docket No.: 8971-049 CONT

For: METAL ION MEDIATED

FLUORESCENCE SUPERQUENCHING

ASSAYS, KITS AND REAGENTS

This is a decision on the reconsideration petition under 37 CFR 1.47(a) and the petition under 37
CFR 1.137(b) to revive the above-identified application. Both petitions were filed on June 19,
2006.

The petition under 37 CFR 1.47(a) is DISMISSED.
The petition under 37 CFR 1.137(b) is DISMISSED AS MOOT.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
Any response should be entitled "Request for Reconsideration of Petition Under 37 CFR 1.47(a)"
and may include an oath or declaration executed by the inventor. Failure to respond will result
in abandonment of the application.

The above-identified application was filed on September 7, 2005 without an executed oath or
declaration. Accordingly, on October 7, 2005, a "Notice to File Missing Parts of Nonprovisional
Application" was mailed, requiring, inter alia, an executed oath or declaration.

In response, on March 9, 2006, applicants filed a petition under 37 CFR 1.147(a) and a four
month extension of time. The petition was dismissed on April 4, 2006 for failure to show the
non-signing inventors, McBranch and Whitten, either refused to join in the filing of the
application or could not be reached after diligent effort.
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The present petitions were filed on June 19, 2006.

With respect to the petition under 37 CFR 1.137(b), in the April 4, 2006 decision on petition
applicants were informed that extensions of time were available to reply, if applicants could not
reply within two months of the mail date of the April 4, 2006 decision on petition. June 19, 2006,
the date the reconsideration petition was filed, is within the extendable period for reply.
Therefore, $60.00 of the $750.00 petition fee will be used to purchase a one month extension of
time. The balance, $690.00, will be credited to deposit account no. 50-1442. The petition under
37 CFR 1.137(b) is dismissed as moot because the application is not abandoned.

On the topic of finances, it appears that petitioners have been charged two Rule 47(a) petition
fees. Only one is required. The second $200.00 petition fee charged on June 20, 2006 will be
credited to the same deposit account as listed above.

Turning to the reconsideration petition under 37 CFR 1.47(a), it includes a declaration executed
by 9 of 11 joint inventors and a statement of facts of Sheldon Robinette, an employee of the
assignee of the present invention. Sheldon Robinette explains that non-signing joint inventors
McBranch and Whitten were mailed a copy of the above-identified application as filed, including
specification, claims, drawings, and a declaration. The package to Whitten was unclaimed and
the package to McBranch was delivered.

A grantable petition under 37 CFR 1.47(a) requires
(1) a petition including proof of the pertinent facts establishing that the joint
inventor(s) refuses to join, or cannot be found or reached after diligent effort,
2 a proper oath or Declaration executed by the available joint inventor(s),
(3)  the fee of $200, and
@ the last known address of the omitted inventor(s).

This petition lacks item (1).

As to item (1), applicant has failed to establish that Whitten has refused to sign the declaration or
cannot be reached. A successful Rule 47 petition requires either (1) a clear refusal to join, whether
expressly or by conduct, or (2) a showing of diligence in trying to find an unavailable inventor. The
proof of the pertinent events should be made by a statement of someone with first hand
knowledge of the events.

The Office requires that the non-signing inventor be provided with a complete copy of the
application as filed. The May 22, 2006 mailing to Whitten was unclaimed. This fact alone
establishes neither diligence in trying to find the missing inventor, nor the inventor’s refusal by
conduct to join in the filing of the application. Whitten may have been on vacation or he may have
simply forgotten to pick up his mail as of June 14, 2006, which was the date the USPS stated the
mailing was still unclaimed, despite one earlier delivery attempt.

Another copy of the application should be mailed to his last known address.
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Other attempts to reach Whitten should be attempted. If the papers are returned, and other
attempts to locate the inventor, e.g. through e-mail, computer searches (such as LEXIS), or the
telephone continue to fail, then applicant will establish that the inventor cannot be reached.

Ifit is concluded by the 37 CFR 1.47 applicants that a non-signing inventor's conduct constitutes
a refusal, all facts upon which that conclusion is based should be stated in an affidavit or
declaration. If there is documentary evidence to support facts alleged in the affidavit

or declaration, such evidence should be submitted.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: U.S. Patent and Trademark Office
Customer Service Window, Mail Stop Petition
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By FAX: (571) 273-8300 - ATTN: Office of Petitions

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

houm Nello Srant?s-

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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DLA PIPER US LLP COPY

ATTN: PATENT GROUP MA”“E 2
1200 NINETEENTH STREET, NW DEC 1 82006
WASHINGTON DC 20036

OFFICE OF PETITIONS

In re Application of :

Xia, et al. ‘ : ON PETITION
Application No.: 11/219,673 :

Filed: September 7, 2005

Attorney Docket No.: 8971-049 CONT

For: METAL ION MEDIATED

FLUORESCENCE SUPERQUENCHING

ASSAYS, KITS AND REAGENTS

~ This is a decision on the reconsideration petition under 37 CFR 1.47(a), filed on November 30,
2006.

The petition under 37 CFR 1.47(a) is GRANTED.

Petitioners have shown that the non-signing inventor, Duncan McBranch, has constructively
refused to join in the filing of the above-identified application. In her statement of facts, Sheldon
Robinette, an employee of the assignee of the present invention, explains that non-signing joint
inventor McBranch was mailed a copy of the above-identified application as filed, including
specification, claims, drawings, and a declaration. The package was delivered, but McBranch
did not return signed documents. Petitioners have filed acceptable declarations signed by the
available joint inventors.

The application and papers have been reviewed and foﬁnd in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(a) status.

As provided in 37.CF R 1.47(c), this Office will forward notice of this application’s filing to the
non-signing inventor at the address given in the petition. Notice of the filing of this application
will also be published in the Official Gazette.

After the mailing of this decision, the application will be forwarded to Technology Center A.U.
1657 for examination in due course.



Application No. 11/219,673 page 2

Telephone inquiries should be directed to the undersigned at (571) 272-3230.

S, Wil Gl

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions
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DUNCAN MCBRANCH . COPY MaILED

757 CALLE ESPEJO

SANTA FE, NM 87505 : DEC 1 82008
OFFICE OF PETITIONS

In re Application of : .
Xia, et al. : LETTER
Application No.: 11/219,673 :

Filed: Septembet 7, 2005

Attorney Docket No.: 8971-049 CONT

For: METAL ION MEDIATED '

FLUORESCENCE SUPERQUENCHING

ASSAYS, KITS AND REAGENTS

Dear Mr. McBranch:

You are named as a joint inventor in the above identified United States patent application, filed under
the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you will be designated therein as a joint
inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the preceding through a registered
patent attorney or agent presenting written authorization from you. If you care to join the
application, counsel of record (see below) would presumably assist you. Joining in the application
would entail the filing of an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

~ Requests for information regarding your application should be directed to the File Information Unit
at (703)308-2733. Information regarding how to pay for and order a copy of the application, or a
specific paper in the application, should be directed to Certification Division at (703)308-9726 or
1(800)972-6382 (outside the Washington D.C. area).
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Telephone inquiries regarding this communication should be directed to the undersigned at (57])'
272-3230. . ' '

Shiae #illy Gre

Shirene Willis Brantley
Senior Petitions Attorney
Office of Petitions

ATTORNEY OF RECORD: DLA PIPER US LLP
’ ATTN: PATENT GROUP
1200 NINETEENTH STREET, NW
WASHINGTON DC 20036
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DLA Piper US LLP

Attn: Patent Group

1200 Nineteenth Street, NW
Washington, DC 20036

In re Application of

Wensheng Xia et al.

Application No. 11/219,673

Filed: September 7, 2005

Attorney Docket No. 8971-049 CONT

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
JUL 17 2007

OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ .1.36(b), filed December 18, 2006.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to DLA Piper US LLP has been
revoked by the assignee of the patent application on February 16, 2007.  Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Terri Williams at 571-272-

2991.

Terri Williams
Petitions Examiner

Office of Petitions

cc: Peacock Myers, P.C.
, 201 Third Street, N.W.
Suite 1340
Albuquerque, NM 87102
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McDERMOTT WILL & EMERY LLP
600 13" Street, N.W.
~ Washington, DC 20005-3096

MAR 2 7 2008

In re Application of : DECISION ON REQUEST TO
Nobuyasu SUZUKI et al. : PARTICIPATE IN PATENT
Application No. 11/219714 : PROSECUTION HIGHWAY

Filed: September 7, 2005 : PILOT PROGRAM AND PETITION

Attorney Docket No. 063979-0070 : TO MAKE SPECIAL UNDER
: 37 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) pilot
program and the petition under 37 CFR 1.102(d), filed March 4, 2008, to make the above-
identified application special.

The request and petition are GRANTED.

www.uspto.gov

A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; :

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications; and

(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH pilot program and petition comply with the above

requirements. Accordingly, the above-identified application has been accorded “special” status. -

Telephone inquiries concerning this decision should be directed to Kathryn Gorgos at 571 272-
1012.



All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

Klthry
TQAS TC 1700
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OBLON, SPIVAK, McCLELLAND,

MAIER & NEUSTADT, P.C. ‘ COPY MAILED

1940 DUKE STREET
NOV 1 6 2007

ALEXANDRIA, VA 22314
OFFICE OF PETITIONS

In re Application of

Hiroyuki Kutsukake et al :

Application No. 11/219,724 : DECISION GRANTING PETITION
Filed: September 7, 2005 : UNDER 37 CFR 1.313(c) (2)
'Attorney Docket No. 278059US28 :

This is a decision on the petition, filed November 15, 2007, under
37 CFR 1.313(c) (2) 'to withdraw the above-identified application from
issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for
consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c) (2).

Petitioner is advised that the issue fee paid on October 10, 2007 in
the above-identified application cannot be refunded. If, however, the
above-identified application is again allowed, petitioner may request
that it be applied towards the issue fee required by the new Notice of
Allowance.!

Telephone inquiries should be directed to the undersigned at (571)
272-3218.

This matter is being referred to Technology Center AU 2823 for
processing of the request for continued examination under 37 CFR 1.114
and r consideration of the Information Disclosure Statement.

Petitions Examiner
Office of Petitions

C:\Documents and Settings\fhicks\My Documents\470\nov11\219724.wpd

1 The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment.




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE ; 07/23/09

TO SPE OF :ART UNIT .....2882

SUBJECT : Request for Certificate of Correction for Appl. No.: 11219734
Patent No.: 7394999

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)

Randolph Square
Palm Location 7580

Should the changes be made Valerie Jackson Certificates of
Correction Branch

703-756-1573
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.
Comments:
/David M. Gray/ 2852
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

DICKSTEIN SHAPIRO LLP Mail Date: 08/04/2010
1825 EYE STREET NW

Washington, DC 20006-5403

Applicant : Gregory Guederian : DECISION ON REQUEST FOR

Patent Number : 7641695 : RECALCULATION of PATENT

Issue Date : 01/05/2010 : TERM ADJUSTMENT IN VIEW
Application No: 11/219,744 : OF WYETH AND NOTICE OF INTENT TO
Filed :

09/07/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 238 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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: Commissioner for Patents
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HELLER EHRMAN LLP

1717 RHODE ISLAND AVE, NW COPY MAILED
WASHINGTON, DC 20036-3001
' APR 1 6 2007
In re Application of OFFICE OF PETITIONS
-Chad Brown : ‘
Application No. 11/219,794 oo . ON PETITION

Filed: September 7, 2005
Attorney Docket No. 41167-0003US1

This is a decisién on the petition under 37 CFR 1.137(b), filed August 29, 2006, to revive the
above-identified application. . ’ : :

The petition is CRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
Notice to File Missing Parts of Nonprovisional Application (Notice) mailed October 3, 2005.

The Notice set a period for reply of two (2) months from the mail date of the Notice. No

extension of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the -
above-identified application became abandoned on December 4, 2005.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $1080 extension of time submitted with the petition on August 29,
2006 was subsequent to the maximum extendable period for reply, this fee is unnecessary and
will be credited to petitioner’s deposit account.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at (571) 272-
3210. :

This matter is t;eing referred to the Initial Patent Examination Unit.
e

'in Dingle %

Petitions Examiner
Office of Petitions

cc: John Isacson
Proskauer Rose LLP
1001 Pennsylvania Avenue, N.W.
Suite 400
Washington, DC 20004
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UNITED STATES DEPARTMENT OF COMMERCE
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VENABLE LLP Mail Date: 04/21/2010
P.O. BOX 34385

WASHINGTON, DC 20043-9998

Applicant : Tuomo Von Lerber : DECISION ON REQUEST FOR
Patent Number : 7574143 : RECALCULATION of PATENT
Issue Date : 08/11/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/219,802 : OF WYETH AND NOTICE OF INTENT TO

Filed : 09/07/2005 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 832 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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CONNOLLY BOVE LODGE & HUTZ LLP

1875 EYE STREET, N.W,
SUITE 1100 COPY MAILED
WASHINGTON DC 20036

- JAN 2 4 2008
In re Application of OFFICE OF PETITIONS
Christopher N. Daly et al : . -
Application No. 11/219,823 : DECISION GRANTING PETITION
Filed: September 7, 2005 : UNDER 37 CFR 1.313(c)(2)

“Attorney Docket No. 22409-00386-US

This is a decision on the petition under 37 CFR 1.313(c)(2), filed January 22, 2008, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 4, 2008 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 3766 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed

IDS.
Karen Creasy
Petitions Examiner

Office of Petitions

1 . . . , .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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Commissioner for Patents
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Alexandria, VA 22313-1450

www.uspto.gov

JAGTIANI + GUTTAG

10363A DEMOCRACY LANE
FAIRFAX, VA 22030

| COPY MAILED
In re Application of MAR 31 2008
DADD, et al. :
Application No. 11/219,824 : DECISION ON PETITION
Filed: September 7, 2005 ' : TO WITHDRAW

Attorney Docket No. 22409-00259-US : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under
37 C.F.R. § 1.36(b), filed October 3, 2007.

The request is NOT APPROVED as moot.
A review of the file record indicates that the power of attorney to JAGTIANI +
GUTTAG has been revoked by the assignee of the patent application on Novembper fi,

2007. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-
listed address until otherwise -notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
571-272-7253.

Office of Petltlons

cc:  CONNOLLY BOVE LODGE & HUTZ LLP
1875 EYE STREET NW, SUITE 1100
WASHINGTON DC 20036
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Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. I
11/219,832 09/07/2005 Hiroyoshi Ooshima 03500.119392. 3314
5514 7590 01/28/2010
EXAMINER

FITZPATRICK CELLA HARPER & SCINTO I I
1290 Avenue of the Americas LEE, JASON T
NEW YORK, NY 10104-3800

I ART UNIT [ PAPER NUMBER I

2438
l MAIL DATE I DELIVERY MODE J
01/28/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication. .

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Brian Klock

Fitzpatrick, Cella, Harper & Scinto
1290 Avenue of the Americas
New York, NY 10104-3800

In re Application of: )

Hiroyoshi Ooshima et al. )

Application No. 11/219832 ) DECISION SUA SPONTE

Filed: September 7, 2005 ) WITHDRAWING OFFICE ACTIONS
)
)

For: Storage Medium Access Control Method

This is a decision, sua sponte, withdrawing the Office Action mailed on January 12, 2010.

In January 2010, applicant’s representative called inquiring whether it is proper for the January
Office Action to issued.

A review of the application file indicates that a Request for Continued Examination (RCE) and a
request for suspension of action for a period of 3 months were submitted on November 12, 2009.
Thus, no Office Action should be mailed prior to February 13 2010.

Although no petition or request to withdraw the Office Action has been filed, a Sua Sponte
decision to vacate the Office Action of January 12, 2010 is determined to be proper in view of
the RCE and the request for suspension of action submitted on November 12, 2009. The Office
Action has been closed from public view as of mailing of this decision.

Any inquiry concerning this decision should be directed to Tod Swann whose telephone number
is (571) 272-3612. Any inquiry concerning the examination of the appllcatlon should be
addressed with the examiner.

Tod Swatin, QAS
Technology Center 2400



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

HARNESS, DICKEY & PIERCE, P.L.C.

P.0. BOX 8910

RESTON VA 20195 COPY MAILED
~.SEP-1 72008

In re Application of .

Michaeli}}.lcz-:\ad?rlrll et al . OF'F'CE OF PETITIONS

Application No. 11/219,846 : DECISION ON PETITION
Filed: September 7, 2005 :
Attorney Docket No. 98731-000012/US/01

This is a decision on the petition under 37 CFR 1.182, filed, February 14, 2008, to change the name of
inventor “Cara Fisher” to —Cara Ferrreira --.

The petition is DISMISSED.

The petition is dismissed because inventor Cara Fisher’s name is recorded in the USPTO as Cara L.
Fisher. Therefore, a request for a name change of Cara L. Fisher to Cara Ferreira must include the middle
initial also.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:

Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3208.

Kad g

Karen Creasy
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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HARNESS, DICKEY & PIERCE, P.L.C. |
P.0. BOX 8910 MAILED
RESTON, VA 20195

MAY 12 2009

OFFICE OF PETITIONS

In re Application of
Michael J. Adam et al :
Application No. 11/219,846 : DECISION ON PETITION
Filed: September 7, 2005 :

Attorney Docket No. 98731-000012/US/01

This is a decision on the renewed petition under 37 CFR 1.182, filed, October 30, 2008, to
change the name of inventor “Cara L. Fisher” to — Cara L. Ferreira --.

The petition is GRANTED.

Office records have been updated to reflect the inventor’s change of name. A corrected Filing
Receipt, which reflects the inventor’s change of name, accompanies this decision on petition.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3208.
Any questions concerning the examination procedures or status of the application should be
directed to the Technology Center.

This application is being referred to Technology Center AU 1618 to await a reply to the Office
action mailed May 1, 2009.

Karen Creasy
Petitions Examiner

Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: ggwxllsslom FOR PATENTS

450
Alexandria, Virginia 22313-1450
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www.aspto
APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS| IND CLAIMS
11/219,846 09/07/2005 1618 1130 98731-000012/US/01 7 1
A CONFIRMATION NO. 3058
30593 CORRECTED FILING RECEIPT

HARNESS, DICKEY & PIERCE, P.L.C.

P, Bx 6910 A A

RESTON, VA 20195
Date Mailed: 05/08/2009

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence conceming the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s) .
Michael J. Adam, Surrey, CANADA;

Cara L. Ferreira, Surrey, CANADA;

Simon R. Bayly, Islip, UNITED KINGDOM;

Christopher Orvig, Vancouver, CANADA;

Nathaniel C. Lim, Vancouver, CANADA;

Timothy J. Storr, Vancouver, CANADA;

Charles B. Ewart, Vancouver, CANADA;

Power of Attorney: The patent practitioners associated with Customer Number 30593

Domestic Priority data as claimed by applicant
This appln claims benefit of 60/607,295 09/07/2004

Foreign Applications

If Required, Foreign Filing License Granted: 09/23/2005

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 11/219,846

Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
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Title

Synthesis of radiolabeled sugar metal complexes
Preliminary Class ‘

424

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing. ’

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/iweb/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).
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October 9, 2008

Mark J. Thronson
DICKSTEIN SHAPIRO LLP
1825 Eye Street, NW
Washington, DC 20006-5403

Patent No.: 7,367,036 B2

Application No.: 11/219,874

Inventor(s): Yasutomo Aman, et al.

Issued: April 29, 2008

Title: RECORDING/REPRODUCTION APPARATUS, DRIVING METHOD THEREFOR AND DISK CARTRIDGE

Re: Request for Certificate of Correction

Consideration has been given your réqpest for the issuance of a certificate of correction for the
above-identified patent under the provisions of Rule(s) 1.322 and/or 1.323.

Assignees' names and addresses (assignment data) printed in a patent, are based solely on
information supplied in the appropriate space for identifying the assignment data, i.e., item 3 of
the Issue Fee Transmittal Form PTOL-85B. Granting of a request under 37 CFR 3.81(b) is
required to correct applicant's error providing incorrect or erroneous assignment data, before
issuance of a Certificate of Correction, under 37 CFR 1.323 (see Manual of Patent Examining
Procedures (M.P.E.P) Chp.1400, sect. 1481). This procedure is required at any time after the
issue fee is paid, including after issuance of the patent.

In view of the foregoing, your request, in this matter, is hereby denied.

A request to correct the Assignee under 37 CFR 3.81(b) should include:

the processing fee set forth in 37 CFR 1.117(h) (currently $130);

a statement that the failure to include the correct assignee name on the PTOL-85B was
inadvertent; and

a copy of the Notice of Recordation of Assignment Document reflecting the reel a