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The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 221 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).
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‘This is a decision on the petition filed on Junie 15, 2007 to make the above-identified
application special for accelerated examination procedure under 37 C.F.R. § 1.102(d). .

The petition to make the application special is DISMISSED.

REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the
“Change to Practice for Petitions in Patent Applications to Make Special and for
Accelerated Examination” published in the Federal Register on June 26, 2006 (71 Fed.
Reg. 36323), must satisfy the following conditions:

|. Conditions Regarding the Application:

1. the application must be a non- relssue utility or design application filed under
37 CFR 1.111(a);

2. the application, the petition and the required fees must be filed electronically
using the USPTO's electronic filing system (EFS), or EFS-web; if not filed electronically,
a statement asserting that EFS and EFS-web were not available during the normal
business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and
in condition for examination;

4. the application must contain three or fewer independent claims and twenty or
fewer total claims and the claims must be directed to a single invention.




ll. Conditions Regarding the Petition:

The petition must:

1. be filed with the application;

2. include a statement that apphcant agrees not to separately argue the
patentability of any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse
in a telephone interview.

4. include a statement that applicant agrees to conduct such an interview when
requested by the examiner. _

5. include a statement, made based on a good faith bellef that a preexamination
search in compliance with the following requirements, was conducted, including an
identification of the field of search by United States class and subclass, where
applicable, and for database searches, the search logic or chemical structure or
sequence used as a query, the name of the file(s) searched and the database service,
and the date of the search.

The preexamination search must: ,

5.1 involve U.S. patents and patent application publications, foreign patent

documents, and non-patent literature, unless the applicant can justify with

reasonable certainty that no references more pertinent than those already

identified are likely to be found in the eliminated sources and includes such a

justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the

- claims, giving the claims the broadest reasonable expectation;
5.3. encompass the disclosed features that may be claimed.
6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:
6.1. an information disclosure statement (IDS) in compliance with 37 CFR 1.98
‘citing each reference deemed most closely related to the subject matter of each
of the claims;

6.2. an identification of all the limitations in-the claims that are disclosed by the

reference specifying where the limitation is disclosed in the cited reference:;

6.3. a detailed explanation of how each of the claims are patentable over the

references cited with particularity required by 37 CFR 1.111(b) and (c);

.6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under 35 USC

- 112, first paragraph, in the written description of the specification. If applicable,
the showing must also identify: (1) each means- (or step) plus-function claim

element that invokes consideration under 35 UDC 112, sixth paragraph; and (2)

the structure, material, or acts in the specification that corresponds to each

means- (or step) plus-function claim element that invokes consideration under 35

UDC 112, sixth paragraph; if the application claims the benefit of one or more

applications under title 35, United States Code, the showing must also include

where each limitation of the claims finds support under 35 USC 112, first
paragraph, in each such application in which such ‘supports exists;

6.6. an identification of any cited references that may be dlsquallf ed under 35

~ USC 103(c).




REVIEW OF FACTS

The petition fails to comply with conditions I1.5, 11.5.1, 11.5.2, 11.5.3, 11.6.1, 11.6.2, and
11.6.3, above.

As to condition I1.5, the petition lacks an indication that a preexamination search was
conducted. The petition does not include a statement, made based on a good faith
belief, that a preexamination search in compliance with the requirements was
conducted. Further, the petition must include an identification of the field of search by
United States class and subclass, where applicable, and for database searches, the
petition must include the search logic used as-a query, the name of the file(s) searched,
the database service used, and the date of the search. In this case, Applicant should
be sure to include a search in US class/subclasses 705/35, 36R, and 37-38, related to
finance, stocks, and lending. Therefore, Applicant must include these details in an
Accelerated Examination Search Document. The USPTO website has an example of a
proper manner of presenting preexamination searches in an Accelerated Examination
Search Document at: , '
http://www.uspto.gov/web/patents/accelerated!.

As to-condition 11.5.1, the petition lacks an indication that a preexamination search was
conducted that involved U.S. patents and patent application publications, foreign patent
documents, and non-patent literature. Applicant should include these details in an
Accelerated Examination Search Document.

As to condition 11.5.2, the petition lacks an indication of a preexamination search that
encompasses all of the features of the claims, giving the claims the broadest
reasonable interpretation. Therefore, Applicant should provide these details in an
Accelerated Examination Search Document. Again, note the example Accelerated
Examination Search Document at the above website. Further, the USPTO website has
search templates that are broken down by class and subclass and provide a listing of
the databases to be searched when dealing with claimed subject matter in those
classifications at: . o s
http://www.uspto.gov/web/patents/searchtemplates/searchtemplates.htm. These should
be utilized when performing and documenting the preexamination search. With regards
to NPL, the searches should include databases such as DIALOG Finance and Banking
Newsletters, Financial Times, JSTOR Journals, and Banking Information Source,
related to finance, stocks, and lending. : '

As to condition 11.5.3, petition lacks an indication of a preexamination search that
encompass the disclosed features that may be claimed. Applicant should include these
details in an Accelerated Examination Search Document. '

As to condition 11.6.1, the information disclosure statement (IDS) submitted does not comply
with what is required of an IDS included with an Accelerated Examination Support Document.
Applicant is required to submit a support document that includes an IDS in compliance with 37
CFR 1.98 citing each reference deemed most closely related to the subject matter of each of



. the claims (whether in independent or dependent form). Applicant is not required to cite
references that are only relevant to the general subject matter of the claims. In this case,
Applicant has cited the references Harris et al., Tell et al., Sugahara, Takeshi, Kunsunoki,
Kojima, Kuba, and Wilmottmag.com in the IDS that are not discussed in Section B. of the
Support Document as references that teach limitations of the claims. If applicant wishes to cite
these references for the examiner to consider, applicant should submit a separate IDS in
compliance with 37 CFR 1.97 and 1.98 and clearly identify the IDS of that is in support of the
petition to make special and the IDS that is not in support of the petition. Consistent with 37
CFR 10.18, any reference submitted in a separate IDS that is not part of a Support Document
will be treated as a representation by applicant to the USPTO that no reference submitted in
the separate IDS is deemed closer to the subject matter of at least one claim than the
references provided in the Support Document.

The folllowing USPTO website has information concerning the procedures for filing a
* support document that includes an IDS in compliance with 37 CFR 1.98
http://www.uspto.gov/web/patents/accelerated/ae faq.htm :

As to condition 11.6.2, since it is required that the most closely related references are to
be submitted with the petition in an IDS, all of the references are considered to be “most
closely related” and need to be completely addressed in the Support Document,
specifically with regards to where these references disclose claim limitations (or portions
thereof). As discussed above, Harris et al., Tell et al., Sugahara, Takeshi, Kunsunoki,
Kojima, Kuba, and Wilmottmag.com are included on the IDS, but not discussed in
Section B. of the Support Document as references that teach limitations of the claims.
The Support Document must include an identification of all the limitations in the claims
(or portions thereof) that are disclosed by each of these references, specifying where
the limitation is disclosed. Therefore, the Support Document is insufficient for lack of
identification and explanation. '

Additionally with respect to condition 11.6.2, there currently is not an adequate listing of
all the limitations (or portions thereof) in each of the claims that are disclosed by the
references Stark, Parthasarathy, Ram et al., and Horn et al. It is noted that there are
explanations of the disclosures of the references, but it is not clear if the limitations (or a
portion thereof) of each claim are clearly taught by the reference or not. For example,
with respect to claim 3, the citation state “not shown, but see, e.g., Exemplary Tora
Trading Lender Screen 2004”". Also, claim 4 has a citation that states “not shown, but
see, e.g., ‘229 application paragraphs [0016] and [0036]". These citations do not
~adequately identify if the reference does or does not teach the limitation or a portion
thereof. Further, many of the citations include the language such as “compare with ‘581
application” or “see, e.g., ‘581 application”, which is not an adequate identification of all
of the references that teach the limitations or portions thereof. That must be made
clear.

As to condition 11.6.3, there is not a satisfactory detailed explanation of ctaim patentability over
each of the references. First, the Support Document must include a detailed explanation of
how each of the claims are patentable over the references cited in the IDS with the particularity
required by 37 CFR 1.111(b) and (c). However, none of references Harris et al., Tell et al.,
Sugahara, Takeshi, Kunsunoki, Kojima, or Kuba are included in the detailed explanation of
how each of the claims are patentable over the cited references. Further, Exemplary Tora



Trading Lender Screen 2004 was cited with regards to claim 4, and is not addressed with
regards to patentability. The explanation also needs to specify how each of the claims are
patentable over each of the cited references, which includes the need to specify whether each
of the dependent claims are separately patentable beyond the limitations contained in the
independent claims, and if so how, or a statement made that the dependent claims are not
separately patentable. As pointed out above, because the search logic was not provided as
discussed above, it is not at all clear that the search was of a sufficient scope to determine
whether or not the dependent claims were patentable separately from the independent claims.

Therefore, the petition fails to meet the required conditions to be accorded specral
status under the accelerated examlnatlon procedure.

DECISION

For the above-stated reasons, the petition is DISMISSED. The appllcatlon will therefore
be taken up by the examiner for actlon in its regularturn

Petitioner is given a single opportunity to perfect the petition. Any request for
reconsideration of this decision must be submitted within 1 (one) month or 30 (thirty)
days, whichever is longer, (no extension of time under 37 CFR 1.136(a)) from the date
of this decision in order to be considered timely. Any request for reconsuderatlon must
address the. defrcrenmes indicated above. .

Petitioner is reminded that, upon granting of the special status of the application on
request for reconsideration, the application will be processed expeditiously. However,
due to the dismissal of the instant petition, examination may not be completed within
twelve months of the filing date of the application.

Any inquiry regarding this decision should be directed to Robert Weinhardt, Business ,
Practice Specialist, at (571) 272-6633.

MM

Rabert A. Weinhardt,
Business Practice Specialist
Technology Center 3600

RW/bvd: 08/09/2007
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This is a decision on the renewed petition filed on September 12, 2007 to make the
above-identified application special for accelerated examination procedure under 37
C.F.R. § 1.102(d).

The petition to make the application special is DENIED.

A petition to make special was filed in the above identified appllcatlon under 37 CFR
1.102(d) on June 15, 2007: That petition was dismissed in'a decision mailed August 16,
2007 wherein a non-extendible period of 1 (one) month or 30 (thirty) days whichever
was longer, was set to request reconsideration.

The reasons for the dismissal were inadequate search, inadequate information
disclosure statement (IDS), inadequate listing of all the claim limitations taught by the .
cited prior art, and inadequate explanation of claim patentability over each of the
references. Specifically, with respect to a preexamination search, the petition lacked
indication that a preexamination search was conducted. The petition did not include a
statement, made based on a good faith belief, that a preexamination search in
compliance with the requirements was conducted. Further, the petition did not include
-an identification of the field of search by United States class and subclass, where
applicable, or, for database searches, the search logic used as a query, the name of the
file(s) searched, the database service used, and the date of the search. It was stated
that the Applicant should include a search in US class/subclasses 705/35, 36R, and 37-
38, related to finance, stocks, and lending. It was further stated that Applicant must
include these details in an Accelerated Examination Search Document. A USPTO
website link was provided that has an example of a proper manner of presenting
preexamination searches in an Accelerated Examination Search Document at:



hitp://www.uspto.qov/web/patents/accelerated/.

As to an indication that a preexamination search was conducted that involved U.S.
patents and patent application publications, foreign patent documents, and non-patent
literature, there was not adequate showing that a preexamination search had been
conducted involving U.S. patents and patent application publications, foreign patent
documents, and non-patent literature. It was stated that Applicant should include these
details in an Accelerated Examination Search Document.

Further with regards to the preexamination search, the petition lacked indication of a
preexamination search that encompassed all of the features of the claims, giving the
claims the broadest reasonable interpretation. It was stated that Applicant should
provide these details in an Accelerated Examination Search Document. The USPTO
website link above was again referenced. Further, a USPTO website link which has
search templates broken down by class and subclass was provided, this site further
including a listing of the databases to be searched when dealing with claimed subject
matter in those classifications at: ‘
http://www.uspto.gov/web/patents/searchtemplates/searchtemplates.htm. It was stated
that these should be utilized when performing and documenting the preexamination
search and that NPL searches should include databases such as DIALOG Finance and
Banking Newsletters; Financial Times, JSTOR Journals and Banking Information
Source, related to finance, stocks, and lending.

Further with regards to the preexamination search, the petition lacked indication of a
preexamination search that encompassed the disclosed features that may be claimed.
It was stated that Applicant should include these details in an Accelerated Examination
Search Document.

As to the information disclosure statement (IDS) submitted with the petition, the IDS submitted
did not comply with what is required of an IDS included with an Accelerated Examination
Support Document. Is was stated that Applicant is required to submit a support document that
includes an IDS in compliance with 37 CFR 1.98 citing each reference deemed most closely -
related to the subject matter of each of the claims (whether in independent or dependent form).
It was further stated that Applicant is not required to cite references that are only relevant to ‘
the general subject matter of the claims. In the petition, Applicant had cited the references
Harris et al., Tell et al., Sugahara, Takeshi, Kunsunoki, Kojima, Kuba, and Wilmottmag.com in
the IDS that were not discussed in Section B. of the Support Document as references that
teach limitations of the claims. It was stated that if applicant wished to cite these references
for the examiner to consider, applicant should submit a separate IDS in compliance with 37
CFR 1.97 and 1.98 and clearly identify the IDS of that is in support of the petition to make
special and the IDS that is not in support of the petition. Consistent with 37 CFR 10.18, any
reference submitted in a separate IDS that is not part of a Support Document will be treated as
a representation by applicant to the USPTO that no reference submitted in the separate IDS is
deemed closer to the subject matter of at least one claim than the references provided in the
Support Document. A USPTO website link with information concerning the procedures for
filing a support document was provided that includes an IDS in compliance with 37 CFR 1.98
http://www.uspto.gov/web/patents/accelerated/ae_faq.htm




As to the listing of all the claim limitations taught by the cited prior art, it was stated that
since it is required that the most closely related references are to be submitted with the
petition in an IDS, all of the references are considered to be “most closely related” and
need to be completely addressed in the Support Document, specifically with regards to
where these references disclose claim limitations (or portions thereof). It was stated
that Harris et al., Tell et al., Sugahara, Takeshi, Kunsunoki, Kojima, Kuba, and
Wilmottmag.com were all included on the IDS, but not discussed in Section B. of the
Support Document as references that teach limitations of the claims. The Support
Document needed to include an identification of all the limitations in the claims (or
portions thereof) that are disclosed by each of these references, specifying where the
limitation is disclosed. Therefore, the Support Document was insufficient for lack of
identification and explanation. Additionally, there was not an adequate listing of all the
limitations (or portions thereof) in each of the claims that are disclosed by the
references Stark, Parthasarathy, Ram et al., and Horn et al. It was noted that there
were explanations of the disclosures of the references, but it was not clear if the
limitations (or a portion thereof) of each claim were clearly taught by the reference or
not. For example, with respect to claim 3, the citation stated “not shown, but see, e.g.,
Exemplary Tora Trading Lender Screen 2004". Also, claim 4 had a citation that stated
“not shown, but see, e.g., ‘229 application paragraphs [0016] and [0036]". These
citations did not adequately identify if the reference does or does not teach the limitation
or a portion thereof. Further, many of the citations included language such as “compare
with ‘581 application” or “see, e.g., ‘581 application”, which was not an adequate
identification of all of the references that teach the limitations or portions thereof.

As to explanation of claim patentability over each of the references, there was not a
satisfactory detailed explanation of claim patentability over each of the references. First, the
Support Document did not include a detailed explanation of how each of the claims are
patentable over the references cited in the IDS with the particularity required by 37 CFR
1.111(b) and (c), specifically none of references Harris et al., Tell et al., Sugahara, Takeshi,
Kunsunoki, Kojima, or Kuba were included in the detailed explanation of how each of the
claims are patentable over the cited references. Further, Exemplary Tora Trading Lender
Screen 2004 was cited with regards to claim 4, and was not addressed with regards to
patentability. Further, the explanation needed to specify how each of the claims are patentable
over each of the cited references, including the need to specify whether each of the dependent
claims are separately patentable beyond the limitations contained in the independent claims,
and if so how, or a statement made that the dependent claims are not separately patentable. It
was stated that since the search logic was not provided, it was not at all clear that the search -
was of a sufficient scope to determine whether or not the dependent claims were patentable
separately from the independent claims.

A review of the search outlined in the renewed petition reveals that the petition now
adequately establishes that a preexamination search was conducted. Further, the
identified field of search by United States class and subclass now appears adequate
and the petition now adequately indicates that the search conducted involved U.S.
patents and patent application publications, foreign patent documents, and non-patent
literature. However, while the Applicant identifies the database services used to
perform the searches, as well as the search logic utilized for some of these searches,
the dates of the searches, the name of the file(s) searched, and the search logic used to
query each tool are not provided in all instances. First, while search logic was provided



for one of the searches performed in EAST/WEST databases, there is no search logic
provided for the other search performed in the EAST/WEST database or the searches
performed using the ESPACENET (EPO), Delphion, Google Scholar, or JPO
databases. Further, no search logic was provided for the searches performed using the
JSTOR Journals. While the correspondence from Mooreland and Moore, Inc. provided
in Appendix A broadly states that certain keywords were included in the searches as a
whole, the petition does not sufficiently establish which keywords were utilized with
respect to each search tools, or the actual search logic utilized in each instance. The
actual search logic utilized with respect to each tool must be provided. Further, what
files were searched with respect to each tool is not sufficiently established in each .
instance. For example, with regards to ESPACENET (EPO), Applicant has not
established if the Worldwide, EP, or WIPO files were searched. Finally, there are no
dates provided for any of the searches performed. The renewed petition states on
pages 2-3 that the searches were performed on April 10, 2007, and September 5, 2007.
However, in Appendix A, these dates appear to be the dates of correspondence from
Mooreland and Moore, Inc., not necessarily the dates that each search in each search
tool was performed. The date each search was performed must be provided.

Further with regards to the review of the search outlined in the renewed petition, this
petition does not include a statement, made based on a good faith belief, that a
preexamination search in compliance with the requirements was conducted. Page 2 of
the renewed petition includes the language “Applicant believes that these searches are
in compliance with the “Changes to Practice for Petitions in Patent Application to Make
Special and for Accelerated Examination” as published in the Federal Register on June
26, 2006”. However, this language still does not specifically include that a statement,
made based on a good faith belief, that a preexamination search in compliance with the
requirements was conducted.

Further with regards to the review of the search outlined in the renewed petition, the
petition still lacks indication of a preexamination search that encompasses all of the
features of both the independent and dependent claims, giving the claims the broadest
reasonable interpretation. First, since the search logic used with regards to
ESPACENET (EPO), Delphion, Google Scholar, and JPO databases was not provided,
nor was the search logic used with respect to the JSTOR Journals or the first search
performed in the EAST/WEST database, the petition does not sufficiently establish that
these searches included logic that encompasses all of the features of both the
independent and dependent claims. With respect to the search logic provided in
Appendix A for one EAST/WEST database search performed, while this search logic
contains terms directed to broad concepts of the claims, the search logic does not
encompass all of the features of both the independent and dependent claims, nor does
it link the terms in a way that would return results specific to the limitations claimed.
First, the independent claims include terms that were not included in the search logic,
such as lending rates associated with lenders and interactive dialogue boxes. Further,
while other, broad terms of the independent claims are included in the search logic, the
specific concepts and limitations of the independent claims have not been searched.
For example, none of the search logic provided specifically encompasses concepts like
displaying lender names associated with lender rates. In addition, the dependent claims
add additional features that were not searched, such as transferring stock shares,
electronic trading systems, interest fields, and borrow positions.



With regards to the Search Logic provided in Appendix B for the Proquest Search, this
search logic also does not encompass all of the features of both the independent and
dependent claims. Specifically, Applicant has limited these searches by using quotation
marks, which has overly narrowed these searches. Applicant should therefore broaden
the search by removing the quotation marks, adding additional terms and concepts to

~ the searches, as well as utilizing truncation operators.

The USPTO website has an example of the proper manner of performing and
documenting a preexamination search for Accelerated Examination petitions at:
http://www.uspto.qov/web/patents/accelerated/.

Finally, with regards to the review of the search outlined in the renewed petition, the
petition lacks indication that the preexamination search that encompasses the disclosed
features that may be claimed. Page 3 of the renewed petition states that the search
scope is broad enough to capture any feature that is claimed or will be claimed.
However, for the same reasons cited above, the search logic is not sufficiently specific
to capture any feature that is claimed or will be claimed.

A review of the information disclosure statement (IDS) submitted with the renewed petition
reveals that the IDS still does not comply with what is required of an IDS included with an
Accelerated Examination Support Document. An IDS submitted with a support document must
include an IDS in compliance with 37 CFR 1.98 citing each reference deemed most closely
related to the subject matter of each of the claims. Applicant is not required to cite references
that are only relevant to the general subject matter of the claims. In the renewed petition,
Applicant has submitted an updated IDS which now includes asterisks indicating “references
deemed to be closer to the subject matter of at least one claim of the present invention then
the other documents”. This does not comply with what is required of an IDS included with an
Accelerated Examination Support Document because it does not sufficiently establish which
references are most closely related to the subject matter of the claims. The fact a reference is
“closer to the subject matter of at least one claim of the present invention then the other '
documents” does not establish that the other documents are not also closely related to the
subject matter of the claims. References Harris et al., Tell et al., Sugahara, Takeshi,
Kunsunoki, Kojima, Kuba, and Wilmottmag.com are still included in the IDS (not asterisked)
and are still not discussed in Section B. of the Support Document as references that teach
limitations of the claims. Therefore, it seems as though these references are considered only
relevant to the general subject matter of the claims. If Applicant wishes to cite references that
are only relevant to the general subject matter of the claims for the examiner to consider,
Applicant should submit a separate IDS in compliance with 37 CFR 1.97 and 1.98 and clearly
identify the IDS that is in support of the petition to make special and the IDS that is not in
support of the petition. Consistent with 37 CFR 10.18, any reference submitted in a separate
IDS that is not part of a Support Document will be treated as a representation by applicant to
the USPTO that no reference submitted in the separate IDS is deemed closer to the subject
matter of at least one claim than the references provided in the Support Document. A USPTO
website link with information concerning the procedures for filing a support document was
provided that includes an IDS in compliance with 37 CFR 1.98

http://www.uspto.gov/web/patents/accelerated/ae_fag.htm



. A review of the listing of all the claim limitations taught by the cited prior art in the

" renewed petition reveals that not all the references cited in the IDS supporting the
renewed petition are addressed in this section of the Support Document. Specifically,
since it is required that the most closely related references are included in the IDS
submitted with the support document, all of the references in this IDS are considered to
be “most closely related” and need to be completely addressed in the Support
Document, specifically with regards to where these references disclose claim limitations
(or portions thereof). Harris et al., Tell et al., Sugahara, Takeshi, Kunsunoki, Kojima,
Kuba, and Wilmottmag.com are all still included on the IDS, but are still not discussed in
Section C. of the Support Document as references that teach limitations of the claims.
As discussed above, the use of asterisks to denote that certain references are more

" closely related to the subject matter of the claims does not change the requirement that
all references submitted with the IDS in support of the petition must be addressed in
Section C..of the Support Document, identifying all of the limitations of the claims (or
portions thereof) that are disclosed by each of these references. Therefore, Section C.
is still insufficient because it does not address Harris et al., Tell et al., Sugahara,
Takeshi, Kunsunoki, Kojima, Kuba, and Wilmottmag.com.

Further with regards to the listing of all the claim limitations taught by the cited prior art
in the renewed petition, the Support Document is still insufficient for lack of identification
and explanation because there still is not an adequate listing of all the limitations (or
portions thereof) in each of the claims that are disclosed by the references Stark,
Parthasarathy, Ram et al., and Horn et al. While there are some citations with respect
to the references and while Applicant has provided supplemental explanation in
Appendix C of the renewed-petition, it still is not adequately clear if the limitations (or a
portion thereof) of each claim are téU‘ght\by_tl@\reference or not based on the
terminology utilized. For example, with regards tb’c’:léi’rn’mit?a‘tio’n‘at‘thégnd of the
claim states “See, e.g., ‘581 application, Fig 2, element 208", which appears to establish
that ‘581 discloses the entirety of claim 2. However, Appendix C states “However,
neither element 208, nor, applicant believes, the totality of the ‘581 disclosure,
describes the display of such information”. Therefore, this citation does not sufficiently
establish if the reference does or does not teach the limitation or a portion thereof,
because areas of the prior art were cited and in other instances the language “not
shown” was utilized to indicate that the limitations were not taught. In another example,
with respect to claim 3, the citation states “not shown, but see, e.g., Exemplary Tora
Trading Lender Screen 2004". Also, claim 4 has a citation that states “not shown, but
see, e.g., ‘229 application paragraphs [0016] and [0036]". These citations do not
adequately identify if the references do or do not teach the limitation or a portion
thereof. Further, many of the citations included language such as “compare with ‘581
application” or “see, e.g., ‘5681 application”, which is not an adequate identification of all
of the references that teach the limitations or portions thereof, or where the limitation is
disclosed in the cited reference. Thus, it is not adequately clear if the limitations (or a
portion thereof) are taught by the cited prior art in each instance.

A review of the explanation of claim patentability over each of the references in the renewed
petition reveals that there still is not a satisfactory detailed explanation of claim patentability
over each of the references. While Exemplary Tora Trading Lender Screen 2004 is now
adequately addressed with regards to patentability, the Support Document still does not
include a detailed explanation of how each of the claims are patentable over the references



~ -cited in the IDS with the particularity required by 37 CFR 1.111(b) and (c). Specifically none of
" references Harris et al., Tell et al., Sugahara, Takeshi, Kunsunoki, Kojima, or Kuba are
included in the detailed explanation of how each of the claims are patentable over the cited
references. As discussed above, the use of asterisks to denote that certain references are
more closely related to the subject matter of the claims does not change the requirement that
the Support Document must include an explanation of how each of the claims are patentable
over the references cited in the IDS in support of the petition. Further, Section D., the
explanation of patentability, still does not specify how each of the claims are patentable over
each of the cited references, including the need to specify whether each of the dependent
‘claims are separately patentable beyond the limitations contained in the independent claims,
and if so how, or a statement made that the dependent claims are not separately patentable.
Beyond a reference to claim 20, Section D., the explanation of patentability, does not refer to
any specific claim when discussing what is and is not taught by each of the references and
therefore cannot establish how each of the claims are patentable over each of the cited
references, including specifying whether each of the dependent claims are separately
patentable beyond the limitations contained in the independent claims.

Petitioner is reminded that a single opportunity to perfect the petition is given.
. Therefore, further petitions for accelerated examination in this application will not be
entertained.

Any inquiry regarding this decision should be directed to Robert Weinhardt, Business
Practice Specialist, at (571) 272-6633.

Robert A. Weinhardt,
Business Practice Specialist
Technology Center 3600

RW/bvd: 11/16/07
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

CASIMIR JONES, S.C.
440 SCIENCE DRIVE
SUITE 203

MADISON WI 53711 "~ COPY MAILED
| DEC 02 2008

In re Application of

Victor Lyamichev et al :

Application No. 11/763,742 :  DECISION ON PETITION
Filed: June 15, 2007 :

Attorney Docket No. FORS-14665

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
September 29, 2008, to revive the above-identified application.

The petition is GRANTED.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment/sequence listing; (2) the petition fee; and (3) the
required statement of unintentional delay have been received. Accordingly, the reply to-the
Notice mailed November 29, 2007, is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3208.

This application is being referred to the Office of Patent Application Processing for pre-
examination processing.

Karen Creasy
Petitions Examiner

Office of Petitions
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GERALD J. WANEJKO, JR.
229 HICKORY HILL DRIVE
VOLANT, PA 16156

In re Application of

FRANCIS, et al.

Application No. 11/763,864

Filea: June 15, 2007

Attorney Docket No. RSW920070072USt1

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www . uspto.gov

COPY MAILED

AUG 1 4 2008
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37

C.FR. § 1.36(b), filed May 15, 2008.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorneg to GERALD J. l\NANEJKO,
JR. has been revoked by the assignee of the patent application on June 3, 2008.
Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot. »

All future communications from the Office will continue to be directed to the below-

listed address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at

571-272- 7253.

onica A. Graves
Petitions Examiner
Office of Petitions

cc: LEE LAW, PLLC
IBM CUSTOMER NUMBER
P.0. BOX 189
PITTSBORO, NC 27312
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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PAUL D GREELEY

OHLANDT, GREELEY, RUGGIERO & PERLE, L.L.P.
ONE LANDMARK SQUARE 10TH FLOOR
STAMFORD CT 06901-2682

In re Application of

LUI et al. :
Application No. 11/763,893 : DECISION ON PETITION

Filed: 15 June 2007 : UNDER 37 CFR 1.78(a)(3) and 1.55
Attorney Docket No. 0005696USU/3157 :

This is a decision on the petition, filed 02 April 2009, to accept an unintentionally delayed claim
under 35 U.S.C. §120 for the benefit of priority to prior-filed PCT Application No.
PCT/SG2005/000412 filed on 02 December 2005 and acceptance of an unintentionally delayed
claim under 35 U.S.C. § 119(a)-(d) for benefit of the filing date of foreign (Singapore) Patent
Application No. 200407511-5 filed 17 December 2004.

The application file has been reviewed, and it is concluded that applicant failed to timely make a
proper benefit claim to PCT Application No. PCT/SG2005/000412 in accordance with 37 CFR
1.78(a) and foreign patent application Singapore 200407511-5. Thus, the filing of a petition
under 37 CFR 1.78(a)(3) and 1.55 is necessary. Applicant failed to file a proper foreign priority
claim within four months of filing.

As to petition under 37 CFR 1.78(a)(3):

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable to
those applications filed on or after November 29, 2000. Further, the petition is appropriate only
after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

)] the reference required by 35 U.S.C. § 120 and 37 CFR 1.78(a)(2)(i) of the prior-
filed application, unless previously submitted;

) the surcharge set forth in § 1.17(t); and
3) a statement that the entire delay between the date the claim was due under 37 CFR
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1.78(a)(2)(ii) and the date the claim was filed was unintentional. The Director may
require additional information where there is a question whether the delay was
~ unintentional.

With respect to Item (1), 37 CFR 1.78(a)(2)(i) requires that any nonprovisional application
claiming the benefit of one or more prior-filed copending nonprovisional applications must contain
or be amended to contain a reference to each such prior-filed application, identifying it by
application number (consisting of the series code and serial number) and indicating the
relationship of the applications. The relationship between the applications is whether the subject
application is a continuation, divisional, or continuation-in-part of a prior-filed nonprovisional
application. The benefit claim is: “This application is a continuation of Application No.
PCT/SG2005/000412 filed 02 December 2005.” The benefit claim complies with 37 CFR
1.78(a)(2)(i) since the proper relationship, which includes the type of continuing application, is
stated. See Manual of Patent Examining Procedure, (8th ed., Revision 7 (July 2008)), Section
201.11, Reference to Prior Application(s).

Item (2) is satisfied with the payment of the petition fee. With regard to Item (3), applicant states
“the entire delay between (i) when the claim to priority was due and (ii) the present submission of
the claim, was unintentional.” This statement has been construed to mean that “the entire delay
between the date the claim was due under 37 CFR 1.78(a)(2)(ii) and the date the claims were filed -
was unintentional.” If this is incorrect, petitioner must notify the USPTO immediately. As so
construed, the petition contains a proper statement of unintentional delay satisfying 37 CFR
1.78(a)(3) statement requirements of unintentional delay. Accordingly, having found that the
petition for acceptance of an unintentionally delayed claim for the benefit of priority under 35
U.S.C. §§120 and 365(c) to the prior-filed PCT application satisfies the conditions of 37 CFR
1.78(a)(3), the petition is granted.

As to petition under 37 CFR 1.55:

The present application was filed after November 29, 2000, and did not include a proper reference
to the foreign application, for which benefit is now sought, within the later of four months from
the actual filing date of the application or sixteen months from the filing date of the prior foreign
application. In particular, the reference to the foreign application did not specify its filing date as
required by 37 CFR 1.55(a)(1)(i). Therefore, since the present claim for priority is submitted
after the period specified in 37 CFR 1.55(a)(1)(i), this is an appropriate petition under the
provisions of 37 CFR 1.55(c).

A petition under 37 CFR 1.55(c) to accept an unintentionally delayed claim for priority requires:

(1) The nonprovisional application claiming the benefit of an earlier filing date
must be filed on or after November 29, 2000;
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(2) the claim submitted with the petition must identify the prior foreign
application for which priority is claimed, as well as any foreign application
for the same subject matter and having a filing date before that of the
application for which priority is claimed, by the application number,
country, and the filing date and be included either in an oath or declaration
(37 CFR 1.63(c)(2)) or in an Application Data Sheet (37 CFR 1.76(b)(6);

3) the surcharge as set forth in 37 CFR 1.17(t);

(4)  astatement that the entire delay between the date the claim was due under 37 CFR
1.55(a)(1) and the date the claim was filed was unintentional. (The Director may
require additional information where there is a question whether the delay was
unintentional); and

The above-identified pending nonprovisional application was filed on 15 June 2007, which is
after November 29, 2000. The required petition fee of $1410 was received with the petition.
Petitioner has provided an adequate statement of unintentional delay. '

However, the claim submitted with the petition must identify the prior foreign application for
which priority is claimed, as well as any foreign application for the same subject matter and having
a filing date before that of the application for which priority is claimed, by the application number,
country, and the day, month and year of its filing. A proper benefit claim was not included either
in an oath or declaration (37 CFR 1.63(c)(2)) or in an Application Data Sheet (37 CFR 1.76(b)(6)
as set forth in 37 CFR 1.63(c)(2). ‘

Applicant is advised that the declaration filed pursuant to PCT Rule 4.17 is unacceptable because
it does not sufficiently identify the specification to which it is directed. Applicant may not rely on
the declaration under PCT Rule 4.17 pursuant to 37 CFR 1.63(d)(1) because the declaration does
not satisfy 37 CFR 1.63(d)(1)(i) as the declaration does not indicate the filing date (day, month,
and year) of the foreign application. Finally, applicant is advised that no amendment or
application data sheet may be filed after the payment of the issue fee. Since all requirements have
not been met, the petition under 37 CFR 1.55(c) to accept an unintentionally delayed claim for
priority under 35 U.S.C. § 119(a)-(d) is dismissed.

Any inquiries concerning this decision may be directed to Cynthia M. Kratz at (571) 272-3286.

All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

-

Rryownlvu

Bryan Lin
PCT Legal Examiner
Office of PCT Legal Administration
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

OSTROLENK FABER GERB & SOFFEN Mail Date: 04/21/2010
1180 AVENUE OF THE AMERICAS
NEW YORK, NY 100368403

Applicant : Eito MOROMIZATO : DECISION ON REQUEST FOR
Patent Number : 7630217 : RECALCULATION of PATENT
Issue Date : 12/08/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/763,895 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/15/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 0 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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COOLEY GODWARD KRONISH LLP

ATTN: Patent Group COPY MAILED
Suite 1100 : .

777 - 6th Street, NW JUL 3 02009
WASHINGTON DC 20001 OFFICE OF PETITIONS

In re Application of
Glen D. Tindal :
Application No. 11/763937 :  DECISION ON PETITION

Filing or 371(c) Date: 06/15/2007 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. :

CNTW-006/05US 036958-2074

This is a decision on the Petition Under 37 CFR §1.78(a)(3), to accept an unintentionally delayed
claim to priority under 37 C.F.R. § 1.78(a)(3), filed August 28, 2008, for the benefit of the prior-
filed applications set forth in the amendment filed with the petition.

The petition is GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(i1). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional'. The Director may
require additional information where there is a question
whether the delay was unintentional.

' 37 CFR 1.78(a)(3) requires a statement that “the entire delay between the date the claim was due under 37 CFR
1.78(a)(2)(ii) and the date the claim was filed was unintentional.” Since the statement appearing in the petition
varies from the language required by CFR 1.78(a)(3), the statement is being construed as the required statement.
Petitioner must notify the Office if this is not a correct reading of the statement appearing in the petition.
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All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
120 is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled
to the benefit of the prior-filed applications. In order for this application to be entitled to the
benefit of the prior-filed applications, all other requirements under 35 U.S.C. § 120 and 37
CFR 1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed applications should not be
construed as meaning that applicant is entitled to the claim for benefit of priority to the prior-
filed applications noted thereon. Accordingly, the examiner will, in due course, consider this
benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed nonprovisional
applications, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to Derek Woods at (571) 272-3232. All
other inquiries concerning either the examination procedures or status of the application should
be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 2455 for consideration by the
examiner of applicant’s entitlement to claim benefit of priority under 35 U.S.C. § 120 to the
prior-filed applications.

/

Anthorfy Knight
Supervisor
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.gOV
APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
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, ' CONFIRMATION NO. 4615
58249 CORRECTED FILING RECEIPT

COOLEY GODWARD KRONISH LLP
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777 - 6th Street, NW
WASHINGTON, DC 20001

Date Mailed: 07/27/2009

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Glen D. Tindal, Colorado Springs, CO;
Power of Attorney: None

Domestic Priority data as claimed by applicant
This application is a CON of 11/216,482 08/31/2005 PAT 7,246,163
which is a CON of 09/799,579 03/06/2001 PAT 6,978,301
which is a CIP of 09/730,864 12/06/2000 PAT 7,249,170
and is a CIP of 09/730,680 12/06/2000
and is a CIP of 09/730,863 12/06/2000 ABN
and is a CIP of 09/730,671 12/06/2000 PAT 7,054,946
and is a CIP of 09/730,682 12/06/2000 ABN

Foreign Applications

If Required, Foreign Filing License Granted: 07/06/2007

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/763,937
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
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Title

SYSTEM AND METHOD FOR CONFIGURING A NETWORK DEVICE
Preliminary Class
709

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised thatin the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14. _

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themseives of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). '
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S17 10 "20030132129A1" pn. US-PGPUB; OR ON
USPAT; JPO




EAST Search History

i {20030132129" pn. {USPGPUB;  {OR {ON 2009/12/08
i {USPAT; PO | 17:33
0 "7556149B2".pn. US-PGPUB; OR ON 2009/12/08
. USPAT; JFO | 17:39
1 "7556149".pn. US-PGPUB; OR ON :
: USPAT; JPO
is21 \"6685017".pn. US-PGPUB; 1OR ON
USPAT; JPO |
is22 \"4995871".pn. US-PGPUB; OR ON
USPAT; JPO |
i \"5322164".pn. US-PGPUB; OR ON
USPAT; JPO
i \'2734626" pn. {USPGPUB;  1OR ON
{USPAT; JPO
1 \"7322480".pn. US-PGPUB; OR ON
USPAT; JPO
1 \"3756571".pn. US-PGPUB; OR ON
USPAT; JPO !
iy "4793476" .pn. {US-PGPUB; OR 1ON 2009/12/17
{USPAT; JPO 17:51
1 "5209348" .pn. US-PGPUB; OR ON 2009/12/17
USPAT; JPO 17:51
1 "5209348" .pn. US-PGPUB; OR ON
USPAT; JPO
33 \("3756571" | "4174035" | "4177938" | "4253773" | "4793323" | "4844251").PN. OR ("5209348"). {US-PGPUB; OR {OFF
\URPN. {USPAT; USOCR
a1 ("2764983" | "3477431" | "3756571" | "4024952" | "4793476" | "5209348" | "6021892" | Us-PGPUB; OR OFF
\"6257428" | "6481571").PN. OR ("7163102").URPN. USPAT; USOCR
0 1003/0132129.pn. US-PGPUB; OR OFF
USPAT; USOCR
0 12003/0132129.pn. {US-PGPUB; \OR {OFF
{USPAT; USOCR |
1 {'20030132129".pn. US-PGPUB; OR OFF
USPAT; USOCR |
1 \"4995871".pn. USPGPUB;,  1OR OFF
USPAT; USOCR |
51 ((THOMAS) near2 (ERICKSON)).INV. {US-PGPUB; OR {OFF
{USPAT; USOCR
51 ((THOMAS) near2 (ERICKSON)).INV. US-PGPUB; OR OFF
: USPAT; USOCR
is38 {71 V(JAMES) near2 (ERICKSON)).INV. US-PGPUB; OR OFF
E USPAT; USOCR
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{7595 Vlancet and "206" {US-PGPUB; OR OFF  12009/12/18
i {USPAT; USOCR 12:13
is40 2 "4869366".pn. US-PGPUB; OR OFF 2009/12/18
USPAT; 12:18
USOCR; FPRS;
DERWENT
i 2 "4995871".pn. US-PGPUB; OR OFF 2009/12/18
; USPAT; 12:18
USOCR; FPRS;
: DERWENT
iS22 "5322164".pn. US-PGPUB; OR OFF 2009/12/18
: USPAT; 12:19
USOCR; FPRS;
) DERWENT
i3 2 "5791471".pn. US-PGPUB; OR OFF 2009/12/18
: USPAT; 12:19
USOCR; FPRS;
5 DERWENT
4 2 "20030106820".pn. US-PGPUB; OR OFF 2009/12/18
: USPAT; 12:20
USOCR; FPRS;
: DERWENT
iS5 i3 "2007065110".pn. US-PGPUB; OR OFF 2009/12/18
; USPAT; 12:20
USOCR; FPRS;
; DERWENT
is46 2 "4715374".pn. US-PGPUB; OR OFF 2009/12/18
; USPAT; 12:21
USOCR; FPRS;
DERWENT
53 {("2183482" | "3320954" | "3760809" | "4230118" | "4539988" | "4658821").PN. OR ("4715374"). US-PGPUB; OR OFF
\URPN. USPAT; USOCR :
55648682 method of removing lancet cap and "206" SUS PGPUB; OR EOFF 2009/12/18
{USPAT; USOCR | 12:55
0 "538571".pn. US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR | 12:56
1 "5385571".pn. US-PGPUB; OR OFF i
USPAT; USOCR 3
67 ("3358689" | "4375815" | "4379456" | "4388925" | "4414975" | "4416279" | "4442836" | US-PGPUB; OR OFF 2009/12/18
"4449529" | "4452243" | "4462405" | "4503856" | "4514609" | "4517978" | "4535769" | USPAT; USOCR 12:56
"4539988" | "4545376" | "4553541" | "4577630" | "4580564" | "4580565" | "4616649" |
"4624253" | "4648408" | "4653513" | "4658821" | "4676244" | "4677979" | "4712548" |
"4715374" | "4735203" | "4738261" | "4794926" | "4817603" | "4844095" | "4856515" |
"4858607" | "4869249" | "4889117" | "4892097" | "4924879" | "4990154" | "4994068" |
"4995402" | "5026388" | "5047044" | "5074872" | "5100427" | "5105823" | "5133730" |
"5147375" | "5207699" | "5527561" | "Re32922").PN. OR ("5385571").URPN.
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0 \"5707942.pn" {USPGPUB;  {OR {OFF
{USPAT; USOCR |
0 "5797942.pn" US-PGPUB; OR OFF
) \ USPAT; USOCR | i
1S54 0 "5797942.pn" US-PGPUB; OR OFF 2009/12/18
: USPAT; 12:59
USOCR; FPRS;
: DERWENT
S55 0 "5797942.pn." US-PGPUB; OR OFF 2009/12/18
i USPAT; 12:59
USOCR; FPRS;
DERWENT
0 \("5797942.pn.").PN. USPAT; USOCR {OR {OFF 009/12/18
3:00
0 5797942.pn." {US-PGPUB; §OR {OFF 009/12/18
{USPAT 3:00
1 "5797942".pn. US-PGPUB; OR ON 009/12/18
USPAT; JPO 3:01
859 1 "5385571".pn. US-PGPUB; OR ON 009/12/18
USPAT; JPO 3:03
860 67 ("3358689" | "4375815" | "4379456" | "4388925" | "4414975" | "4416279" | "4442836" | US-PGPUB; OR OFF 009/12/18
: "4449529" | "4452243" | "4462405" | "4503856" | "4514609" | "4517978" | "4535769" | USPAT; USOCR 3:03
"4539988" | "4545376" | "4553541" | "4577630" | "4580564" | "4580565" | "4616649" |
"4624253" | "4648408" | "4653513" | "4658821" | "4676244" | "4677979" | "4712548" |
"4715374" | "4735203" | "4738261" | "4794926" | "4817603" | "4844095" | "4856515" |
"4858607" | "4869249" | "4889117" | "4892097" | "4924879" | "4990154" | "4994068" |
"4995402" | "5026388" | "5047044" | "5074872" | "5100427" | "5105823" | "5133730" |
"5147375" | "5207699" | "5527561" | "Re32922").PN. OR ("5385571"). URPN.
3585807  lancet cover removal device and "206" US-PGPUB; OR OFF 009/12/18
A USPAT; USOCR | 3:11
3796895 medical lancet cover removal device and "206" US-PGPUB; OR OFF 009/12/18
USPAT; USOCR 3:12
55271 94  imedical lancet cover near device §US-PGPUB; OR §OFF
{USPAT; USOCR
907172 \"206" US-PGPUB; OR OFF
) USPAT; USOCR
188202 S63 and S64 US-PGPUB; OR OFF
USPAT; USOCR
52467181 imedical lancet cover removal near device ?US— PGPUB; OR {OFF
3 {USPAT; USOCR \
i320057 864 and S66 US-PGPUB; OR OFF
USPAT; USOCR
868 0 ;("methodofreomvingaprotedivecapwithhandlegripnearmedicallancet").PN. USPAT; USOCR {OR OFF
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57783010 imethod of reomving a protective cap with medical lancet gUSPAT OR §OFF
13685598 method of removing a protective cap with medical lancet US-PGPUB; OR OFF
USPAT; USOCR
332538 "602" US-PGPUB; OR OFF
H USPAT; USOCR
is72 i1 \"5152775".pn. {US-PGPUB; OR OFF
{USPAT; USOCR
1873 1 1"5282822".pn. US-PGPUB; OR OFF
‘ USPAT; USOCR
S74 230725  \twisting meidical lancet cap with force US-PGPUB; OR OFF
USPAT; USOCR i
is75 59071 72 "206" §US-PGPUB; OR §OFF 2009/12/18
{USPAT; USOCR | 13:28
is76 130320 S74 and S75 {US-PGPUB; {OR {OFF 2009/12/18
: {USPAT; USOCR | 13:28
16693717  lonly twisting meidical lancet cap with force {US-PGPUB; OR {OFF
{USPAT; USOCR
194264  itwisting meidical lancet cap with medical deivce with force {US-PGPUB; OR {OFF
{USPAT; USOCR
125838 §S78 and S75 {US-PGPUB; OR {OFF
{USPAT; USOCR
1332538 {"602" {USPGPUB;  {OR {OFF
{USPAT; USOCR
8946 1578 and S80 {US-PGPUB; OR {OFF
{USPAT; USOCR |
344216 "604" US-PGPUB; OR OFF
USPAT; USOCR
iss3 12326 S78 and S82 US-PGPUB; OR OFF
USPAT; USOCR
884 1191907 twisting meidical lancet cap with (force or laid) near medical deivce with force {US-PGPUB; OR OFF
: {USPAT; USOCR
11638 S82 and S84 US-PGPUB; OR OFF
USPAT; USOCR
5191910 {twisting meidical lancet cap with (force or lid) near medical deivce with force US-PGPUB; OR §OFF
USPAT; USOCR
11638 1586 and S82 {US-PGPUB; OR {OFF
{USPAT; USOCR |
i \"5282822" pn. US-PGPUB; OR {OFF
USPAT; USOCR |
i \'6783537".pn. USPGPUB;  {OR {OFF
i USPAT; USOCR | y




EAST Search History

i 120050027211".pn. {US-PGPUB; {OR OFF
{USPAT; USOCR |
991 i1 "20050216046".pn. US-PGPUB; OR OFF
USPAT; USOCR
§892 i "20060278545".pn. US-PGPUB; OR OFF
USPAT; USOCR
§893 :5626746 imethod of removing lancet cap ADJ (lid or device) {US-PGPUB; OR OFF
{USPAT; USOCR
1994 5627099 Emethod of removing lancet cap ADJ (lid or device or force) US-PGPUB; OR OFF
USPAT; USOCR
§895 3 {lancet with cap adj (lid or force) US-PGPUB; OR OFF
USPAT; USOCR
ises 1907172  \"206" {US-PGPUB; {OR {OFF
{USPAT; USOCR |
3897 0 1995 and S96 US-PGPUB; 1OR iOFF
5 : USPAT; USOCR |
344216 {"604" US-PGPUB; OR 1OFF
USPAT; USOCR
0 1595 and S98 {US-PGPUB; OR {OFF
{USPAT; USOCR |
1332538 602" US-PGPUB; OR {OFF
USPAT; USOCR {
0 1595 and $100 US-PGPUB; \OR {OFF
USPAT; USOCR |
145325  Mancet cap NEAR (lid or force) {US-PGPUB; 1OR {OFF
{USPAT; USOCR |
907172 {"206" {US-PGPUB; \OR {OFF
{USPAT; USOCR
18641 1102 and S103 {US-PGPUB;  {OR 1OFF
{USPAT; USOCR |
90175 lancet cap WITH (lid or force) {US-PGPUB; OR OFF 2009/12/18
{USPAT; USOCR 13:59
114579 5103 and S105 iUS-PGPUB; OR OFF 2009/12/18
{USPAT; USOCR 13:59
770058 Jancet cap removal WITH lid adj force {US-PGPUB; OR OFF |
{USPAT; USOCR
194721 5103 and S107 US-PGPUB; OR OFF
. USPAT; USOCR
344216 {"604" US-PGPUB; OR OFF
USPAT; USOCR
138578 {5107 and S109 {USPGPUB;  {OR {OFF
i {USPAT; USOCR | !
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i778400  {lancet cap removal WITH (lid or cap) {US-PGPUB; OR {OFF
{USPAT; USOCR |
1907172 {"206" US-PGPUB; \OR {OFF
USPAT; USOCR {
196304 5111 and S112 US-PGPUB; OR {OFF
USPAT; USOCR i
290167  \"606" {US-PGPUB; OR OFF 2009/12/18
{USPAT; USOCR 14:05
20800 {S111and S114 {US-PGPUB; OR OFF 2009/12/18
{USPAT; USOCR 14:05
242 \606/181 USPGPUB;  (OR OFF |
{USPAT; USOCR | |
0 "11763949".pn. US-PGPUB; OR OFF 2009/12/18
. USPAT; USOCR 14:07
0 "763949".pn. US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:07
0 1"11763949" pn. {US-PGPUB; OR OFF
{USPAT; USOCR
0 "11763949".pn. US-PGPUB; OR OFF
. USPAT; USOCR |
0 "763949".pn. US-PGPUB; OR OFF
USPAT; USOCR
184376  \"366" US-PGPUB; 1OR {OFF
USPAT; USOCR |
1832308 {method adj removing lancet cap US-PGPUB; OR OFF
USPAT; USOCR |
907172 {"206" US-PGPUB; OR OFF
USPAT; USOCR
101375  \S123and S124 {US-PGPUB;  {OR 1OFF
{USPAT; USOCR | Ha:
1 101766 imethod adj removing lancet (cap or lid) US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:10
1344216 \"604" US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:11
1130847 5124 and S126 {USPGPUB;,  1OR OFF
{USPAT; USOCR
332538 \'602" US-PGPUB; OR OFF
i USPAT; USOCR
5130 (39315 5126 and S129 US-PGPUB; OR OFF
: USPAT; USOCR
48748 S126 and S127 {US-PGPUB; 1OR {OFF
{USPAT; USOCR | i
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S132 52639987 {lancet dispenser with (opening or lid) ADJ gripping element US-PGPUB; OR OFF
USPAT; USOCR |
1907172 §“206" US-PGPUB; OR OFF
USPAT; USOCR
5329608 §S1 32 and S133 US-PGPUB; OR §OFF
USPAT; USOCR | 14:
557368 {lancet dispenser with (opening or lid) lancet ADJ caps WITH (force or gripping element) US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:19
1907172 §"206” US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:19
{11275 S$135 and S136 {US-PGPUB; {OR OFF |
{USPAT; USOCR {
1332538 "602" US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:20
i3498 S135 and S138 US-PGPUB; OR OFF 2009/12/18
USPAT; USOCR 14:20
6 §Ianoet adj dispenser with (opening or lid) lancet ADJ caps WITH (force or gripping element) §US-PGPUB; }OR §OFF i
{USPAT; USOCR |
0 ("2008/0308441").URPN. USPAT OR OFF
6 lancet adj dispenser with (opening or lid) lancet ADJ caps WITH (force or gripping element) and  {US-PGPUB; OR OFF
"206" USPAT; USOCR
S143 i1 §Iancet adj dispenser with (opening or lid) lancet ADJ caps WITH (force or gripping element) and  {US-PGPUB; OR OFF
"602" USPAT; USOCR
S144 2 {lancet adj dispenser with (opening or lid) lancet ADJ caps WITH (force or gripping element) and  :US-PGPUB; OR OFF
_§"604" USPAT; USOCR |
S145 {0 ;Iancet adj dispenser with (opening or lid) WITH (cap,top) WITH (force or gripping element) and US-PGPUB; OR OFF
{"604" USPAT; USOCR
0 {lancet adj dispenser with (opening or lid) WITH (cap,top) WITH (force or gripping element) and §USPGPUB; OR §OFF
{'206" {USPAT; USOCR |
0 {lancet adj dispenser with (opening or lid) WITH (cap,top) WITH (force or gripping element) and US-PGPUB; OR OFF
_§”606” USPAT; USOCR | |
0 lancet adj dispenser with (opening or lid) WITH (cap,top) WITH (force or gripping element) and US-PGPUB; OR OFF 2009/12/18
"606" USPAT; 14:30
USOCR; FPRS;
z DERWENT
§S149 0 lancet adj dispenser with (opening or lid) WITH (cap,top) adj (force or gripping element) and US-PGPUB; OR OFF 2009/12/18
: i "606" USPAT; 14:30
USOCR; FPRS;
DERWENT
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§S1 50 0 lancet adj dispenser with (opening or lid) WITH (cap,top) adj (force) and "606" US-PGPUB; OR OFF 2009/12/18

: USPAT; 14:30
USOCR; FPRS;

: DERWENT

iS151 {0 lancet adj dispenser with (opening or lid) WITH (cap,top) adj (force) and "206" US-PGPUB; OR OFF 2009/12/18

‘ USPAT; 14:30
USOCR; FPRS;

: DERWENT

§S1 52 10 lancet adj dispenser with (opening or lid) WITH (cap or top) adj (force) and "206" US-PGPUB; OR OFF 2009/12/18

: USPAT; 14:31
USOCR; FPRS;

: DERWENT

18153 {0 lancet adj dispenser with (opening or lid) WITH (cap or top) adj (force) and "606" US-PGPUB; OR OFF 2009/12/18

USPAT; 14:31
USOCR; FPRS;

‘ DERWENT

iS154 {0 lancet adj (dispenseror container) with (opening or lid) WITH (cap or top) adj (force) and "606" US-PGPUB; OR OFF 2009/12/18

: USPAT; 14:32
USOCR; FPRS;

; DERWENT

§S1 55 10 lancet adj (dispenseror container) with (opening or lid) WITH (cap or top) adj (force) and "600" US-PGPUB; OR OFF 2009/12/18

: USPAT; 14:34
USOCR; FPRS;

: DERWENT

iS156 15478380 k US-PGPUB; OR OFF 2009/12/18

i USPAT; 14:49
USOCR; FPRS;

‘ DERWENT

iS157 524652 (remov$3 or eject$3 or extract$3 or seperat$3 or shed$4 or un$1load$3 or spring$3) same (cap  {US-PGPUB; OR OFF 2009/12/18

: or cover$3) same (handle or holder or grip) same (lancet or sharp or needle or booster) (handle {USPAT; 17:49

or holder or grip) with (rotat$3 or pivot$3 or turn$3) USOCR;

: DERWENT

iS158 1987926 "206" US-PGPUB; OR OFF 2009/12/18

: USPAT; 17:51
USOCR;

; DERWENT

iS159 148054 S$157 and S158 US-PGPUB; OR OFF 2009/12/18

: USPAT; 17:52
USOCR;
DERWENT

EAST Search History (I nterference)

< This search history is empty>
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
- www.usplo.gov

Chevron Services Company ' ‘
Law, Intellectual Property Group COPY MAILED

P.O. Box 4368 - JUL 312008
Houston, TX 77210-4368 :

In re Application of

John Washbourne et al. : :

Application No. 11/763,960 :  DECISION ON PETITION
Filed: June 15, 2007 :

Attorney Docket No. T-6743

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
June 19, 2008, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to File
Missing Parts of Non-Provisional Application (Notice), mailed July 3, 2007. The Notice set a
period for reply of two (2) months from the mail date of the Notice. No extensions of time under
“the provisions of 37 CFR 1.136(a) were obtained. Accordingly the application became
abandoned on September 4, 2007. A Notice of Abandonment was mailed on May 20, 2008.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a signed oath or declaration, with the required $130 surcharge fee (filed on
July 30, 2007) and replacement drawings, filed with the petition, (3) a proper statement of
unintentional delay. Accordingly the oath and declaration and replacement drawings are
accepted as being unintentionally delayed.

37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the
due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. Since the statement contained in the petition varies from the language required by
37 CFR 1.137(b)(3), the statement contained in the petition is being construed as the statement
required by 37 CFR 1.137(b)(3). Petitioner must notify the Office if this is not a correct
interpretation of the statement contained in the petition.



Application No. 11/763,960 Page 2

The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this application will be mailed solely to the address of record.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at
(571) 272-4618.

This application is being referred to the Office of Patent Application Processing for appropriate
action in the normal course of business on the reply received June 19, 2008.

Carl Friedman
, Petitions Examiner
Office of Petitions

cc: Christopher D. Northcutt
Chevron Services Company
P.O. Box 3725
Houston, TX 77253-3725



UNITED STATES PATENT AND TRADEMARK OFFIC]E

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov

SQUIRE, SANDERS & DEMPSEY LLP .
1 MARITIME PLAZA, SUITE 300 _ ' |\/}A|LED
SAN FRANCISCO, CA 94111 .
JUN29 2010

OFFICE OF PETITIONS
In re Application of :
lan CAMERON, et al. :
Application No. 11/764,009 : DECJSION GRANTING PETITION
Filed: June 15, 2007 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 050623.00756

This is a decision on the petfition under 37 CFR 1.313(c)(2), filed June 28, 2010, to
withdraw the above-identified application from issue after payment of the issue fee.

3

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a
submission under 37 CFR 1.114 (request for continued examination). See 37 CFR
1.313(c)(2).

Petitioner is advised that the issue fee paid on June 25, 2010 cannot be refundéd. If,
however, this application is again allowed, pefitioner may request that it be applied
towards the issue fee required by the new Notice of Allowance.!

Telephone inquiries should be directed to the undersigned at (571) 272-7253.
This application is béing referred to Technology Center AU 2886 for processing of the

request for continued examination under 37 CFR 1.114 and for consideration of the
concurrently filed information disclosure statement.

/Monica A. Graves/
Petitions Examiner, Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

TOWNSEND AND TOWNSEND AND CREW, LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR '

SAN FRANCISCO, CA 94111-3834

In re Application of

MILLER, David et al.
Application No. 11/764,029
Filed: June 15, 2007

Attorney Docket No. 31132.791

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www,uspio.gov

COPY MAILED
MAR 0 4 2008

OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW '

FROM RECORD

This is a decision on thé Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed November 12, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that-the power of attorney to TOWNSEND AND
TOWNSEND AND CREW, LLP has been revoked by the assignee of the patent application on
January 04, 2008. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

iTelephone inquires concerning this decision should be directed to Tredelle Jackson at 571-272-
2783.

Office of Petitions

cc: HAYNES AND BOONE, LLP
901 MAIN STREET
SUITE 3100
DALLAS TX 75202
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In re Application of
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Application No. 11/764,030 :
Filed: June 15, 2007 : DECISION ON PETITION
Attorney Docket No.: 171.6200 : PURSUANT TO
Title: LOCATING OF PRESSURE : 37 C.F.R. § 1.181(A)
TAPS ON FACE OF ORIFICE PLATE
DEVICE

This is a decision on the petition filed September 10, 2009,
pursuant to 37 C.F.R. § 1.181(a), requesting that the holding of
abandonment in the above-identified application be withdrawn.

This petition pursuant to 37 C.F.R. § 1.181(a) is DISMISSED.

Receipt of the concurrently submitted after-final amendment is
acknowledged.

BACKGROUND

The above-identified application became abandoned for failure to
reply within the meaning of 37 C.F.R § 1.113 in a timely manner
to the final Office action mailed January 30, 2009, which set a
shortened statutory period for reply of three months. No
extensions of time under the provisions of 37 C.F.R § 1.136(a)
were obtained, and no response was received. Accordingly, the
above-identified application became abandoned on May 1, 2009. A
notice of abandonment was mailed on August 24, 2009.
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RELEVANT PORTIONS OF THE C.F.R. AND MPEP

37 C.F.R. § 1.134 sets forth, in toto:

An Office action will notify the applicant of any non-statutory or
shortened statutory time period set for reply to an Office action.
Unless the applicant is notified in writing that a reply is
required in less than six months, a maximum period of six months
is allowed.

37 C.F.R. § 1.135 sets forth, in toto:

(a) If an applicant of a patent application fails to reply within
the time period provided under § 1.134 and § 1.136, the
application will become abandoned unless an Office action
indicates otherwise.

(b) Prosecution of an application to save it from abandonment
pursuant to paragraph (a) of this section must include such
complete and proper reply as the condition of the application may
require. The admission of, or refusal to admit, any amendment
after final rejection or any amendment not responsive to the last
action, or any related proceedings, will not operate to save the
application from abandonment.

(c) When reply by the applicant is a bona fide attempt to advance
the application to final action, and is substantially a complete
reply to the non-final Office action, but consideration of some
matter or compliance with some requirement has been inadvertently
omitted, applicant may be given a new time period for reply under
§ 1.134 to supply the omission.

Section 711.03(c) (I) (A) of the MPEP sets forth, in toto:

In Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971), the court
decided that the Office should mail a new Notice of Allowance in
view of the evidence presented in support of the contention that
the applicant's representative did not receive the original Notice
of Allowance. Under the reasoning of Delgar, an allegation that an
Office action was never received may be considered in a petition
to withdraw the holding of abandonment. If adequately supported,
the Office may grant the petition to withdraw the holding of
abandonment and remail the Office action. That is, the reasoning
of Delgar is applicable regardless of whether an application is
held abandoned for failure to timely pay the issue fee ( 35 U.S.C.
151) or for failure to prosecute ( 35 U.S.C. 133).

To minimize costs and burdens to practitioners and the Office, the
Office has modified the showing required to establish nonreceipt
of an Office action. The showing required to establish nonreceipt
of an Office communication must include a statement from the
practitioner describing the system used for recording an Office
action received at the correspondence address of record with the
USPTO. The statement should establish that the docketing system is
sufficiently reliable (emphasis added). It is expected that the
record would include, but not be limited to, the application
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number, attorney docket number, the mail date of the Office action
and the due date for the response.

Practitioner must state that the Office action was not received at
the correspondence address of record, and that a search of the
practitioner's record(s), including any file jacket or the
equivalent, and the application contents, indicates that the
Office action was not received. A copy of the record(s) used by
the practitioner where the non-received Office action would have
been entered had it been received is required.

A copy of the practitioner's record(s) required to show non-
receipt of the Office action should include the master docket for
the firm. That is, if a three month period for reply was set in
the nonreceived Office action, a copy of the master docket report
showing all replies docketed for a date three months from the mail
date of the nonreceived Office action must be submitted as
documentary proof of nonreceipt of the Office action. If no such
master docket exists, the practitioner should so state and provide
other evidence such as, but not limited to, the following: the
application file jacket; incoming mail log; calendar; reminder
system; or the individual docket record for the application in
question.

\

The showing outlined above may not be sufficient if there are
circumstances that point to a conclusion that the Office action
may have been lost after receipt rather than a conclusion that the
Office action was lost in the mail (e.g., if the practitioner has
a history of not receiving Office actions).

Evidence of nonreceipt of an Office communication or action (e.g.,
Notice of Abandonment or an advisory action) other than that
action to which reply was required to avoid abandonment would not
warrant withdrawal of the holding of abandonment. Abandonment
takes place by operation of law for failure to reply to an Office
action or timely pay the issue fee, not by operation of the
mailing of a Notice of Abandonment. See Lorenz v. Finkl, 333 F.2d
885, 889-90, 142 USPQ 26, 29-30 (CCPA 1964); Krahn v.
Commissioner, 15 USPQ2d 1823, 1824 (E.D. Va 1990); In re
Application of Fischer, 6 USPQ2d 1573, 1574 (Comm'r Pat. 1988).

ANALYSIS

Petitioner has indicated that the Office action was not received
at the correspondence address of record' and that a search of the
“file jacket, the file index, and the application contents”
indicates the same.? Petitioner has further included a copy of
the file jacket, the master docket, a print-out of the
“calendaring/docketing program,” and a master docket showing
“*all matters with deadlines within three through six months
after the Office action was mailed.”’

1 Petition, page 2.
2 1Id.
3 1d.
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Petitioner’s assertion of non-receipt has not been adequately
supported, as will be now pointed out.

The statement which Petitioner has provided which describes the
system used for recording an Office communication received at
the correspondence address of record with the USPTO does not
sufficiently describe the system, so as to establish that the
docketing system is sufficiently reliable. .

Petitioner has explained that correspondence that is received
from the Office is delivered to his assistant, who dockets the
deadlines into a master docket and in the calendaring/docketing
program, as well as updates the file jacket and the “file
index.”* The meaning of the term “file index” is being construed
to refer to the section of the file jacket where the prosecution
events are recorded in numerical order, and Petitioner must
notify the Office if this is incorrect.

On renewed petition, Petitioner should:

¢ indicate whether the information contained in the
calendaring/docketing is distributed to him for his review
(and if so, at what frequency, and whether he reviews the
same), and;

e indicate whether a copy of the master docket is distributed
to him for his review (and if so, at what frequency, and
whether he reviews the same).

CONCLUSION

The time period for filing a renewed petition is governed by 37
C.F.R. § 1.181(f). Therefore, if reconsideration of this
decision is desired, any response to this decision must be
submitted within TWO MONTHS from the mail date of this decision,
and extensions of time under 37 C.F.R. § 1.136(a) are not
permitted. The reply should include a cover letter entitled
“"Renewed Petition pursuant to 37 C.F.R. § 1.181(a)”. This is
not a final agency action within the meaning of 5 U.S.C § 704.

The renewed petition should indicate in a prominent manner that
the attorney handling this matter is Paul Shanoski, and may be
submitted by mail,’® hand-delivery,® or facsimile.’ Registered

4 Id. at 1.

5 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.0O. Box 1450, Alexandria, VA, 22313-1450.

6 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314.
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users of EFS-Web may alternatively submit a response to this
decision via EFS-Web.®

If responding by mail, Petitioner is advised not to place the
undersigned’s name on the envelope. Only the information that
appears in the footnote should be included - adding anything
.else to the address will delay the delivery of the response to
the undersigned.

Telephone inquiries regarding this decision should be directed
to the undersigned at (571) 272-3225.° All other inquiries
concerning examination procedures should be directed to the
Technology Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

7 (571) 273-8300- please note this is a central facsimile number.

8 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

9 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for any of Petitioner’'s further action(s).




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

GREENBERG TRAURIG LLP (LA)
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In re Application of

AZIMI, Nazli :

Application No. 11/764,040 : DECISION ON PETITION
Filed: June 15,2007 : TO WITHDRAW

Attorney Docket No. 104523.010600 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed May 21, 2008. ‘

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to
the client or a duly authorized representative of the client all papers and property (including
funds) to which the client is entitled; and (3) notified the client of any responses that may be due
and the time frame within which the client must respond, pursuant 37 CFR 10.40(c). '

The request cannot be approved because there is no indication that the acts noted in the above-
identified certifications have been performed.

In order to request or take action in a patent matter, the assignee must establish its ownership of
the patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b)
must have either: (i) documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently is being
submitted for recordation pursuant to § 3.11; or (ii) a statement specifying where documentary
evidence of a chain of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.
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Telephone inquiries concerning this decision should be directed to Michelle R. Eason at 571-
272- 4231.

" /M
/ r
Michelle R. Eason

Paralegal Specialist
Office of Petitions

cc: NAZLI
27462 PASEO BOVEDA .
SAN JUAN CAPISTRANO, CA 92675

Cc: NUGENE
721 PAULARINO AVENUE
SUITE 240
COSTA MESA, CA 92626
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In re Application of

David Miller, et al.

Application No. 11/764,050

Filed: June 15, 2007

Attorney Docket No. 019433-002400US

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
MAY 0 2 2008

. OFHCE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed November 12, 2007.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Townsend and Townsend and
Crew, LLP has been revoked by the assignee of the patent application on January 4, 2008.
Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272- 1642.

Petitions Examiner
Office of Petitions

cc: J. ANDREW LOWES
HAYNES AND BOONE, LLP
2505 N. PLANO ROAD
- SUITE 4000
RICHARDSON, TX 75082
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In re Application of

Lance E. Wheeler : ~

Application No. 11/764,058 ' : DECISION ON PETITION
Filed: June 15, 2007 :

Attorney Docket No. 7605.3001.002

This is a decision on the petition under the ﬁnavoidable provisions of 37 CFR 1.137(a), filed
April 20, 2009, to revive the above-identified application.

The petition is DISMISSED.

Any further petition to revive or withdraw the holding of abandonment must be submitted within
TWO (2) MONTHS from the mail date of this decision. Extensions of time under 37 CFR
1.136(a) are permitted. The reconsideration request should include a cover letter entitled
“Renewed Petition under 37 CFR 1.137(a).” This is not a final agency action within the meaning
of 5 U.S.C.§ 704.

This application became abandoned for failure to timely pay the issue and publication fees on or
before April 18, 2008, as required by the Notice of Allowance and Fee(s) Due (Notice), mailed
January 18, 2008. Accordingly, the date of abandonment of this application is April 19, 2008.

A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the
satisfaction of the Director that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(a) was unavoidable;
and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37
CFR 1.137(d). The instant petition lacks item (3).

Payment of the $270.00 petition fee and $755.00 issue fee is acknowledged. Also, no terminal
disclaimer is required since this is a utility application filed after June 8, 1995.

In regard to the required showing that the entire delay was unavoidable, decisions on reviving
abandoned applications on the basis of “unavoidable” delay have adopted the reasonably prudent
person standard in determining if the delay was unavoidable: ‘
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The word ‘unavoidable’ . . . is applicable to ordinary human affairs, and requires
no more or greater care or diligence than is generally used and observed by
prudent and careful men in relation to their most important business. It permits
them in the exercise of this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable employees, and such other
means and instrumentalities as are usually employed in such important business.
If unexpectedly, or through the unforeseen fault or imperfection of these agencies
and instrumentalities, there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its rectification being present.

In re Mattullath, 38 App. D.C. 497, 514-15 (1912)(quoting Ex parte Pratt, 1887 Dec. Comm’r
Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68
(D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat.
139, 141 (1913). In addition, decisions on revival are made on a “case-by-case basis, taking all
the facts and circumstances into account.” Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ
977, 982 (D.C. Cir. 1982). Finally, a petition cannot be granted where a petitioner has failed to
meet his or her burden of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F.
Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind. 1987).

35 U.S. C. 133 and 151 each require a showing that the “delay” was “unavoidable.” Which
requires not only a showing that the delay which resulted in the abandonment of the application
was unavoidable, but also a showing of unavoidable delay until the filing of a petition to revive.
See In re Application of Takao, 17 USPQ2d 1155 (Comm’r Pat. 1990). The burden of
continuing in the process of presenting a grantable petition in a timely manner likewise remains
with the applicant until the applicant is informed that the petition is granted. /d at 1158. Thus, an
applicant seeking to revive an “unavoidably” abandoned application must cause a petition under
37 CFR 1.137(a) to be filed without delay (i.e., promptly upon becommg notified, or otherwise
becoming aware, of the abandonment of the application).

Therefore, there are three periods to be considered during the evaluation of a petition under 37
CFR 1.137:

(1) The delay in reply that originally resulted in the abandonment;

(2) The delay in filing an initial petition pursuant to 37 CFR 1.137 to revive the
application; and

(3) The delay in filing a grantable petition pursuant to 37 CFR 1.137 to revive the
application.

Petitioner asserts that the Notice mailed January 18, 2008 was not received and electronic status
checks were not possible via PAIR. As a result, applicant allegedly did not have notice of the .
allowance until receipt of the Notice of Abandonment mailed May 14, 2008, 11 months after the
above identified application was filed. Also, after receiving the Notice of Abandonment, another
11 months transpired before the instant petition was filed. Petitioner has not explained how the
delay of periods (1) and (2) occurred despite acting with the diligence that is generally used and
observed by prudent and careful men in relation to their most important business, such that the
delay my be characterized as “unavoidable.” In particular, there is no explanation as to why
status inquiries were not attempted through mediums other than PAIR, such as by telephone or
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written correspondence, or why revival was not attempted promptly after the Notice of
Abandonment was received.

Under the circumstances, petitioner has not carried his burden of proof to show that the delay
was unavoidable as required by statute and by regulations of the Patent and Trademark Office. A
petition to revive an application under 37 CFR 1.137(a) cannot be granted where a petitioner has
failed to meet his burden of establishing unavoidable delay within the meaning or 37 CFR
1.137(a) and 35 U.S.C. 133. Haines v. Quigg, 673 F. Supp. 314, 5 USPQ2 1130 (N.D. Ind.
1987).

ALTERNATE VENUE

- If petitioner cannot provide the evidence necessary to establish unavoidable delay, or simply does
not wish to, petitioner might wish to consider filing a petition requesting the withdraw of the
holding of abandonment based on the failure to receive the Notice or filing a petition stating that
the delay was unintentional.

In the mailing of the Notice, there is a strong presumption that the Notice was properly mailed to
the practitioner at the address of record. This presumption may be overcome by a showing that
the Notice was not in fact received, pursuant to a petition under 37 CFR 1.181(a)(no fee). In this
regard, the showing required to establish the failure to receive the Notice must consist of the
following:

1. astatement from petitioner stating that the Notice was not received by the
petitioner;

2. astatement from the petitioner attesting to the fact that a search of the file jacket
and docket records indicates that the Notice was not received; and

3. acopy of the docket record where the nonreceived Notice would have been entered
had it been received must be attached to and referenced in the petitioner’s statement.

See MPEP § 711.03(c) under subheading "Petition to Withdraw Holding of Abandonment Based
on Failure to Receive Office Action," and “Withdrawing the Holding of Abandonment When
Office Actions Are Not Received,” 1156 Official Gazette 53 (November 16, 1993).

Also, Public Law 97-247, § 3, 96 Stat. 317 (1982), which revised patent and trademark fees,
amended 35 U.S.C. § 41(a)(7) to provide for the revival of an “unintentionally” abandoned
application without a showing that the delay in prosecution or in late payment of the issue fee
was “unavoidable.” This amendment to 35 U.S.C. § 41(a)(7) has been implemented in 37 CFR
1.137(b). An “unintentional” petition under 37 CFR 1.137(b) must be accompanied by the
$810.00 petition fee, the required reply, and a statement that the entire delay in filing the required
reply from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. Form PTO/SB/64 may be helpful when filing this petition.

. The filing of a petition under 37 CFR 1.137(b) cannot be intentionally delayed and therefore
must be filed promptly. A person seeking revival due to unintentional delay cannot make a
statement that the delay was unintentional unless the entire delay, including the date it was
discovered that the application was abandoned until the filing of the petition to revive under 37
CFR 1.137(b), was unintentional. A statement that the delay was unintentional is not appropriate
if petitioner intentionally delayed the filing of a petition for revival under 37 CFR 1.137(b).
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Further correspondence with respect to this petition and the revival of the abandonment should
be addressed as follows:

By Mail: Mail Stop PETITION
: - Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6692. '

Christopher Bottorff

Petitions Examiner
Office of Petitions
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In re Application of

Lance E. Wheeler , :

Application No. 11/764,058 - : DECISION ON PETITION
Filed: June 15, 2007 :

Attorney Docket No. 7605.3001.002

This is a decision on the petition under 37 CFR 1.181 (no fee), filed August 21, 2009, requesting
withdrawal of the holding of abandonment in the above-identified application.

The petition is GRANTED.

This application was held abandoned for failure to timely pay the issue and publication fees on or
before April 18, 2008, as required by the Notice of Allowance and Fee(s) Due (Notice), mailed
January 18, 2008. '

Petitioner asserts that the Notice dated January 18, 2008 was not received.

A review of the written record indicates no irregularity in the mailing of the Notice, and, in the
absence of any irregularity, there is a strong presumption that the Notice was properly mailed to
the practitioner at the address of record. This presumption may be overcome by a showing that
the Notice was not in fact received. In this regard, the showing required to establish the failure to
receive the Notice must consist of the following:

1. astatement from practitioner stating that the Notice was not received by the
practitioner;

2. astatement from the practitioner attesting to the fact that a search of the file jacket
and docket records indicates that the Notice was not received; and

3. acopy of the docket record where the nonreceived Notice would have been entered
and docketed had it been received must be attached to and referenced in the
practitioner’ statement.

See MPEP § 711.03(c) under subheading "Petition to Withdraw Holding of Abandonment Based
on Failure to Receive Office Action," and “Withdrawing the Holding of Abandonment When
Office Actions Are Not Received,” 1156 Official Gazette 53 (November 16, 1993).

The petition satisfies the above-stated requirements. Accordingly, the application was not
abandoned in fact. ’
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In view of the above, the Notice of Abandonment is hereby vacated and the holding of
abandonment withdrawn.

This application is being referred to the Technology Center AU 3643 technical support staff for
re-mailing the Notice of Allowability and the Notice of Allowance and Fee(s) Due of January
18, 2008. The period for paying the issue and publication fees and submitting corrected
drawings will be reset to expire three (3) months from the date the Notices are re-mailed. This
period is not extendable under the provisions of 37 CFR 1.136.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6692.

(i Lot

Christopher Bottorff
Petitions Examiner
Office of Petitions
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SEP 1 6 2009
In re Application of OFFICE Of PETITIONS
Robert Kurt GRAUPNER et al. :
Application No. 11/764,063 : ON PETITION

Filed: June 15, 2007
Attorney Docket No. 1602.002

This is a decision on the petition filed July 9, 2007, requesting that the above-identified
application be accorded a filing date of June 14, 2007. The petition is being treated under 37
CFR 1.53(e).

BACKGROUND

On June 15, 2007, the application was filed. On July 9, 2007, petitioners filed, inter alia, the
present petition and petition fee, as well as argumenits in favor of an earlier filing date of June 14,
2007 accompanied by supporting documentation. Petitioners explained that an apparent
“corrupted server session” (petition, page 3, § 6) prevented petitioners from completing the filing
of the instant application in the session initiated with the Electronic Business Center “on June 14,
2007, at about 11:40PM of Pacific Standard Time” (petition, page 1, § 2).

DISCUSSION

35 USC 111(a)(4) states “The filing date of an application shall be the date on which the
specification and any required drawing are received in the Patent and Trademark Office.”

The Legal Framework for EFS-Web in effect as of June 14, 2007 states, in pertinent part:

“What is the date of receipt of an application received under the EFS-Web?
35 USC 111(a)(4) states in part (emphasis added):

The filing date of an application shall be the date on which the specification and any
required drawing are received in the Patent and Trademark Office.

Thus, the filing date of an application is the date of receipt of the application in the
USPTO. Further, the USPTO is located in the Eastern Standard Time zone.
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Accordingly, the date of filing of an application officially submitted through EFS-Web
will be the date in the Eastern Standard Time zone at the time of submission. As such,
the submission’s “date of receipt”, as shown on the Acknowledgement Receipt, is the
Eastern Standard Time date that the documents are fully, successfully, and officially
received at the USPTO as indicated by pressing the Submit Button on the Confirm and
Submit screen. This date is controlling for filing date purposes of your newly filed

application. There is no “certificate of transmission” practice for new application e-filings
(37 CFR 1.8).

To be very specific, the EFS-Web system records as the date of receipt of documents
the local date in Eastern Standard Time on which it receives an electronic indication
that the SUBMIT button has been clicked on the Confirm and Submit screen for those
documents.

So, for example, if an applicant in California officially files a patent application with the
USPTO through EFS-Web by clicking on the SUBMIT button at 10:00 PM Pacific Time
in California on May 1, that application would be officially received by the USPTO at
1:00 AM Eastern Standard Time on May 2. Accordingly, the application would recelve a
filing date of May 2.”

Petitioner has indicated that the first attempt to file the instant application occurred “On June 14,
2007, at about 11:40 PM of Pacific Standard Time”. At such time, two files comprising the
instant application were uploaded to EFS-Web. Thereafter, before being advanced to the
payment module of EFS at approximately 11:52 PM PST on June 14, 2007, petitioners received
an error message. Subsequent attempts to identify the source of the error and remedy the
problem were to no avail, and a telephone call was made to the EBC (Electronic Business
Center) at 11:55 PM PST. Petitioners were advised by an EBC representative that a corrupted
server session must have contributed to the inability to file the application at that time. On the
following business day, June 15, 2007, petitioners again attempted to file the application and as
is evidenced by the Electronic Acknowledgement Receipt, the application was successfully filed
with the USPTO on June 15, 2007 at 18:47:13 EST.

Petitioners now request that the instant application be accorded a filing date of June 14, 2007
because server problems with EFS-Web on that date were the primary reason that petitioners
were unable to file the application until the next day, June 15, 2007.

With regard to petitioners’ argument, the instant application was properly accorded a filing date
of June 15,2007. Assuming arguendo that EFS-Web “server problems” did not preclude the
deposit of the instant application with the USPTO at about 11:40 PM PST, petitioners would
have in any regard received the same filing date as is currently borne by the instant application,
even though filed on the next business day by petitioner. An application filed at about 11:40 PM
PST on June 14, 2007 would have been received by the USPTO at approximately 2:40 AM EST
on June 15, 2007 and therefore, if complete, would have been properly accorded a filing date of
June 15, 2007.

Accordingly, the petition is DISMISSED.
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The petition fee will not be refunded because the present petition was not necessitated by any
error on the part of the United States Patent and Trademark Office.

The instant application is being referred to Art Unit 1793 for examination in due course.

Any inquiries related to this decision should be directed to B. Dayoan at (571) 272-3209.

Anthony Knight
Supervisor
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

TOWNSEND AND TOWNSEND AND CREW, LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO, CA 94111-3834

Inre Applicaﬁon of

MILLER, David et al.
Application No. 11/764,067
Filed: June 15, 2007

Attorney Docket No. 31132.793

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
MAR 0 4 2008

OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed November 12, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that the powef of attorney to TOWNSEND AND -
TOWNSEND AND CREW, LLP has been revoked by the assignee of the patent application on
January 04, 2008. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will contlnue to be directed to the below-listed |

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Tredelle Jackson at 571-272-
2783.

Petitions Exammer
Office of Petitions

cc: HAYNES AND BOONE, LLP
901 MAIN STREET
SUITE 3100
DALLAS TX 75202
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

HEWLETT PACKARD COMPANY COPY MAILED
P.O. BOX 272400, 3404 E. HARMONY ROAD
INTELLECTUAL PROPERTY ADMINISTRATION JUN 1 8 2009
FORT COLLINS, CO 80527-2400

OFFICE OF PETITIONS
In re Application of
Paul Tyrell :
Application No. 11/764,075 ' : DECISION ON PETITION

Filed: June 15, 2007
Attorney Docket No. 200407880-3

This is a decision on the petition under 37 CFR 1.137(b), filed April 16, 2009, to revive the
above-identified-design application. 3
The application became abandoned for failure to reply in a timely manner to the Office
action under Ex parte Quayle, 1935 Dec. Comm’r Pat. 11 (1935) mailed August 29, 2008.
A Notice of Abandonment was mailed on March 23, 2009.

As authorized, the petition fee of $1,620 has been charged to petitioner's deposit account.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an amendment after Ex Parte Quayle , (2) the petition fee of
$1,620 and (3) a proper statement of unintentional delay. Therefore, the petition is

granted.

This application is being referred to Technology Center Art Unit 2856 for review of the
response filed with the present petition.

Telephone inquiries concerning this decision should be directed to the undersigned at '
71) 272+3226. :

I

Arrdrea Smith
Peti_ ions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Townsend and Townsend and Crew, LLP
Two Embarcadero Center

Eighth Floor

San Francisco, CA 94111-3834

In re Application of

David Miller et al.

Application No. 11/764,085
Filed: June 15, 2007

Attorney Docket No. 41914.89

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

COPY MAILED
MAY 1 6 2008
OFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),

filed November 12, 2007.

The request is NOT APPROVED as moot.

A review of the file record indicates that the power of attorney to Mark D. Barrish and all
attorneys/agents associated with customer number 20350 has been revoked by the assignee of the patent
application on January 4, 2008. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed address until

otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Kimberly Inabinet at 571-272- 4618.

-

imberly Inabinet
Petitions Examiner

Office of Petitions

cc: Haynes and Boone, LLP
901 Main Street
Suite 3100

Dallas, TX 75202
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Commissioner for Patents
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MAILED
FamREL Sy
AUSTIN, TX 78734 JAN 2 3 2009
OFFICE OF PETITIONS

In re Application of

Paul E. Licato :

Application No. 11/764,150 : ON PETITION
Filed: June 15, 2007 :

Attorney Docket No. GE.0134

This is a decision on the petition under 37 CFR 1.137(b), filed January 4, 2009, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
Notice To File Corrected Application Papers (Notice) mailed July 12, 2007. The Notice set a
period for reply of two (2) months from the mail date of the Notice. No extension of time under
the provisions of 37 CFR 1.136(a) was obtained. Accordingly, the above-identified application
became abandoned on September 13, 2007.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address
given on the petition; however, the Office will mail all future correspondence solely to the
address of record.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at (571) 272-
3210.

ﬁ”l;hisZttzgjimreferred to the Office of Patent Application Processing.

rvin Dingle
Petitions Examiner
Office of Petitions

cc: Michael G. Smith
1250 Connecticut Ave NW, #200
Washington, DC 20036-2603
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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Mahamedi Paradice Kreisman LLP (NLMI) Mail Date: 04/21/2010
550 South Winchester Blvd.

Suite 605

San Jose, CA 95128

Applicant : Dimitri Argyres : DECISION ON REQUEST FOR
Patent Number : 7589362 : RECALCULATION of PATENT
Issue Date : 09/15/2009 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/764,157 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/15/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 135 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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United States Patent and Trademark Office
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Alexandria, Virginia 22313-1450
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Mahamedi Paradice Kreisman LLP (NLMI) Mail Date: 05/18/2010
550 South Winchester Blvd.

Suite 605

San Jose, CA 95128

Applicant : Dimitri Argyres : NOTICE CONCERNING IMPROPER
Patent Number : 7589362 : CALCULATION OF PATENT TERM
i;;‘ficiiiﬁn o giﬁg 2 2223 : ADJUSTMENT BASED UPON USPTO
D L ei1esh004 : IMPROPERLY MEASURING REDUCTION

: PERIOD UNDER 37 CFR 1.704(c)(10).

The United States Patent and Trademark Office (USPTO) discovered that in processing the recent recalculation decisions
mailed in response to patentee’s filed Request for Recalculation of Patent Term Adjustment in view of Wyeth, the USPTO
improperly measured the reduction period for reductions under 37 CFR 1.704(c)(10). Pursuant to 37 CFR 1.704(c)(10),
patentee's reduction begins on the date of filing the amendment under 37 CFR 1.312 ("1.312 amendment”) or other
related paper and ends on the date that the Office mails a response to the filing of the 1.312 amendment or other paper. It
has been discovered that during the recalculation, the calculation failed to the limit the reduction to the mail date of the
response to the 1.312 amendment or other paper. Accordingly, patentee's reductions were greater than warranted.

This notice VACATES the previous GRANTED request for recalculation and provides patentee with a revised GRANTED
recalculation.

The patent term adjustment has been determined to be 177 days. The USPTO will sua sponte issue a certificate of
correction reflecting the amount of patent term adjustment (PTA) days determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford patentee an opportunity to be heard and
request reconsideration. Accordingly, patentee has one month or thirty (30) days from the mail date of this notice,
whichever is longer, to file a request for reconsideration of this PTA calculation. See 35 U.S.C. § 154(b)(3)(B)(ii) and 37
CFR 1.322(a)(4).

Patentee should use document code PET.OP if electronically filing a request for reconsideration of this PTA calculation.
The patentee must also include the information required by 37 CFR 1.705(b)(2), and the fee required by 37 CFR 1.18(e).
If patentee does not file a timely request for reconsideration of this PTA calculation, including the information required by
37 CFR 1.705(b)(2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a certificate of correction reflecting the
PTA determination noted above.

Patentee should be aware that in order to preserve the right of review of the USPTO's PTA determination in the United
States District Court for the District of Columbia, patentee must ensure that the steps required under 35 U.S.C. § 154
(b)(4) are taken in a timely manner. Nothing in the request for recalculation should be construed as providing an
alternative time frame for commencing a civil action under 35 U.S.C. § 154(b)(4).

PTOL-549-16G (05/10)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COPY MAILED
NOV 0 4 2009
| OFFICE OF PETITIONS
Bacon & Thomas, PLLC
625 Slaters Lane
Fourth Floor

Alexandria, VA 22314—1176

In re Application of

Joseph G. Birmingham et al. :

Application No. 11/764,164 : ON PETITION
Filed: June 15, 2007 :

Attorney Docket No. BIRM3001/TIM

This is a decision on the petition under 37 CFR 1.182, filed April 25, 2009, to change the order of
the names of the inventors. '
The petition is GRANTED.
The order of the names of the inventors will be changed as follows:
1. Robert R. Moore
2. Mary V. Moore
3. Joseph G. Birmingham

This application is being forwarded to the Technology Center for further processing.
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Telephone inquiries regarding this decision should be directed to the Kimberly Inabinet at (571)
272-4618. ’

W B
Carl Friedman )

Petitions Examiner
Office of Petitions




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov
APPLICATION . FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMSJIND CLAIMS
11/764,164 06/15/2007 2886 490 BIRM3001/TIM 20 2
. CONFIRMATION NO. 5087
23364 CORRECTED FILING RECEIPT

BACON & THOMAS, PLLC .
625 SLATERS LANE LT
ALEXANDRIA, VA 22314-1176 .

Date Mailed: 11/02/2009

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence conceming the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Robert R. Moore, Vancouver, WA,
Mary V. Moore, Vancouver, WA;
Joseph G. Birmingham, Vancouver, WA;

Power of Attorney:

J Kenney--19179 Richard Fichter--26382
Eric Spector--22495 Thomas Moore--28974
Felix D'Ambrosio--25721 Benjamin Urcia--33805

George Loud--25814
Eugene Mar--25893

Domestic Priority data as claimed by applicant

Foreign Applications

If Required, Foreign Filing License Granted: 10/30/2009

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 11/764,164
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No

** SMALL ENTITY **
page 1of 3



Title

METHOD AND APPARATUS FOR SORTING AND ANALYZING PARTICLES IN AN AEROSOL
WITH REDUNDANT PARTICLE ANALYSIS

Preliminary Class
356

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional .patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does notresultin a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consuit the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

page 2 of 3



the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3 of 3



UNITED STATES PATENT AND TRADEMARK OFFICE

W‘ AND

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov

KOLISCH HARTWELL, P.C.

200 PACIFIC BUILDING

520 SW YAMHILL STREET COPY MAILED

PORTLAND, OR 97204 JUN 03 2009
OFFICE OF PETITIONS

In re Application of
Alain L. De La Motte :
Application No. 11/764,175 : DECISION ON PETITIONS

Filed: June 15, 2007 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. IGR316CIP : .

This is a decision on the renewed petitions under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed March
11, 2009, to accept an unintentionally delayed claim under 35 U.S.C. §§120 and 119(e) for the
benefit of the prior-filed applications set forth in the concurrently filed amendment.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000 and after the expiration
of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addition, the petition
under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be accompanied by:

1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted;

2) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional where there is a question whether the delay was
unintentional.

The petition does not comply with item (1).

The amendment is not acceptable as drafted since it improperly incorporates by reference the
prior-filed applications. An incorporation by reference statement added after an application’s
filing date is not effective because no new matter can be added to an application after its filing
date (see 35 U.S.C. § 132(a)). If an incorporation by reference statement is included in an
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amendment to the specification to add a benefit claim under 35 U.S.C. § 120 after the filing date
of the application, the amendment would not be proper. When a benefit claim under 35 U.S.C. §
120 is submitted after the filing of an application, the reference to the prior application cannot
include an incorporation by reference statement of the prior application. See Dart Industries v.
Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980). Note MPEP §§ 201.06(c) and
608.04(b).

Before the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) can be granted, a renewed petition
and either an Application Data Sheet or substitute amendment (complying with the provisions of
37 CFR 1.121 and 37 CFR 1.76(b)(5)) to correct the above matters are required.

Further correspondence with respect to this decision should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

An ql estions concemlng this matter may be directed to the undersigned at (571) 272-3226. All
ot er mqu1 ies congérning either the examination procedures or status of the application should
the Technology Center.

Petjtions Examiner
Office of Petitions
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Commissioner for Patents
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Paper No.

DISCUS DENTAL, LLC - : :
8550 HIGUERA STREET COPY MAILED
CULVER CITY CA 90232

OCT 2 7 2008

In re Application of

Kenneth Rosenblood, Robert

Hayman, Eric Rose, Eric Relyea,

and Christopher Quan :

Application No. 11/764,176 :  DECISION ON PETITION
Filed: June 15, 2007 : PURSUANT TO

Attorney Docket No. P1091US02 : 37 C.F.R. § 1.47(Aa)
Title: ILLUMINATION SYSTEM FOR

DENTISTRY APPLICATIONS

This is in response to the petition pursuant to 37 C.F.R.
§ 1.47(a), filed September 18, 2008.

This petition is DISMISSED.

Concurrent receipt of 18 pages of replacement drawings is
acknowledged.

A grantable petition pursuant .to 37 C.F.R. § 1.47(a) requires:

(1) the petition fee of $200;

(2) a surcharge of either $65 or $130 if the
petition is not filed at the time of filing
the application, as set forth in 37 C.F.R.
§ 1.16(£f); .

(3) a statement of the last known address of the

. non-signing inventors;
(4) either
a) proof that a copy of the entire
application. (specification, claims,
drawings, and the oath or declaration)
was sent or given to the non-signing
inventor for review and proof that the
‘non-signing inventor refuses to join in
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Decision on petition pursuant to 37 C.F.R. § 1.47(a)

the application or
b) proof that the non-signing inventor
cannot be found or reached after diligent
effort, and;
(5) a declaration which complies with 37 C.F.R.
§ 1.63.

On June 15, 2007, the application was filed, identifying Kenneth
Rosenblood, Robert Hayman, Eric Rose, Eric Relyea, and
Christopher Quan as joint inventors. The application was
deposited without a fully executed declaration. On July 29,
2008, a “Notice to File Missing Parts of Nonprovisional
Application - Filing Date Granted” (notice) was mailed,
requiring, inter alia, a fully executed oath or declaration and
the surcharge associated with the late. submission of the same.
The notice set a two-month period for response.

With this petition, Petitioner has included, inter alia, the
petition fee, fee that is associated with the late submission of
an oath or declaration was received on filing, the last known
address of the non-signing joint inventor, and an assertion that
this individual has refused to execute the declaration after a
complete copy of this application was mailed to his last known
address on December 27, 2007.! Petitioner has further included a
declaration that has been executed by each of the joint inventors
save Mr. Rosenblood.

Requirements (1) - (4) of 37 C.F.R. § 1.47(a) have been
satisfied. ' . '

Regarding the fifth requirement of Rule 1.47(a), Petitioner has
not submitted a declaration that can be accepted.

First, the declaration fails to comply with 37 C.F.R.

§ 1.63(b) (1), in that it fails to accurately “[i]dentify the
application to which it is directed:” the declaration contains
the correct application serial number and attorney docket number,
however the document contains an erroneous title and filing date.

Second, the declaration contains non-initialed and non-dated
changes by inventor Rose.?

Third, it is clear that the non-signing inventor is no longer an
employee of the purported Assignee,’ however the declaration
lists his mailing address as that of his former employer. As
such, this declaration fails to comply with 37 C.F.R.

1 See Ewen affidavit, pages one and two.
2 See 37 C.F.R. § 1.52(c) (1) and MPEP § 605.04(a).
3 In the e-mail from Mr. Ewen to Mr. Tong, dated April 14, 2008, it is set

forth that the employment of Mr. Rosenblood was “terminated.”
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§ 1.63(c) (1), as it does not seem likely that the non-signing
inventor “customarily receives mail” at the address of his former
employer.

If reconsideration of this decision is desired, any response to
this decision must be submitted within TWO MONTHS from the mail
date of this decision. Extensions of time under 37 C.F.R.
§1.136(a) are permitted. The reply should include a cover letter
entitled “Renewed Petition pursuant to 37 C.F.R. § 1.47(a)"”.

This is not a final agency action within the meaning of 5 U.S.C
§ 704.

On renewed petition, Petitioner should include a declaration that
contains the correct identifiers along with the correct address
of the non-signing inventor, has been re-executed by each of the
signing inventors, and is free of non-initialed and non-dated
changes.

Any response to this decision should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail,* hand-delivery,® or facsimile.®
Registered users of EFS-Web may alternatively submit a response
to this decision via EFS-Web.’

If responding by mail, Petitioner is advised not to place the
undersigned’s name on the envelope. Only the information that
appears in the footnote should be included - adding anything else
to the address will delay the delivery of the response to the
undersigned.

. Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.° All other inquiries
concerning examination procedures should be directed to the
Technology Center.

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

4 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

5 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314. :

6 (571) 273-8300- please note this is & central facsimile number.

7 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

8 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
‘that no telephone discussion may be controlling or considered authority for
any of Petitioner’s further action(s).
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Paper No.

DISCUS DENTAL, LLC '
8550 HIGUERA STREET COPY MAILED
CULVER CITY CA 90232 '
FEB 0 5 2009
In re Application of . OFFICE OF PETITIONS
Kenneth Rosenblood, Robert :
Hayman, Eric P. Rose, Eric
Relyea, and Christopher Quan : ’
Application No. 11/764,176 : DECISION ON RENEWED PETITION
Filed: June 15, 2007 : PURSUANT TO .

Attorney Docket No. P1091US02 : 37 C.F.R. § 1.47(Rn)
Title: ILLUMINATION SYSTEM FOR .
DENTISTRY APPLICATIONS

This is in response to the renewed petition pursuant to 37 C.F.R.
§ 1.47(a), filed December 29, 2008. :

This renewed petition is GRANTED.

On June 15, 2007, the application was filed, identifying Kenneth
Rosenblood, Robert Hayman, Eric Rose, Eric Relyea, and
Christopher Quan as joint inventors. The application was
deposited without a fully executed declaration. On July 29,
2008, a "“Notice to File Missing Parts of Nonprovisional
Application - Filing Date Granted” (notice) was mailed,
requiring, inter alia, a fully executed ocath or declaration and
the surcharge associated with the late submission of the same.
The notice set a two-month period for response.

A grantable petition pursuant to 37 C.F.R. § 1.47(a) requires:

(1) the petition fee of $200;

(2) a surcharge of either $65 or $130 if the
petition is not filed at the time of filing
the application, as set forth in 37 C.F.R.

'§ 1.16(f); '

(3) a statement of the last known address of the
non-signing inventors;

(4) either
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a) proof that a copy of the entire
application (specification, claims,
drawings, and the oath or declaration)
was sent or given to the non-signing
inventor for review and proof that the
non-signing inventor refuses to join in
the application or

b) proof that the non-signing inventor
cannot be found or reached after diligent
effort, and;

(5) a declaration which complies with 37 C.F.R.
§ 1.63.

An original petition pursuant to 37 C.F.R. § 1.47(a) was filed on
September 18, 2008, along with, inter alia, the petition fee, the
fee that is associated with the late submission of an oath or
declaration, the last known address of the non-signing joint
inventor, and an assertion that this individual has refused to
execute the declaration after a complete copy of this application
was mailed to his last known address on December 27, 2007.
Petitioner further included a declaration that has been executed
by each of the joint inventors save Mr. Rosenblood.

The original petition was dismissed via the mailing of a decision
on October 27, 2008, which indicated that requirements (1) - (4)
of 37 .C.F.R. § 1.47(a) have been satisfied, but that the
concurrently submitted declaration could not be accepted.

With this renewed petition, an acceptable declaration has been
provided.

As such, each of the five requirements of 37 C.F.R. § 1.47(a) has
been satisfied. This application is hereby accorded Rule 1.47(a)
status.

As provided in 37 C.F.R. § 1.47(a), this Office will forward
notice of this application's filing to the non-signing inventor
at the address which appears on the declaration. Notice of the
filing of this application will also be published in the Official
Gazette.

The Office of Patent Applicatioen Processing (OPAP) will be
notified of this decision so that the application may receive
further processing.

Petitioner will receive appropriate notifications regarding the
fees owed, if any, and other information in due course from OPAP.
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The general phone number for OPAP is 571-272-4000. Telephone
inquiries regarding this decision should be directed to the
undersigned at (571) 272-3225.1

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

1 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any further action(s) of Petitioner.



UNITED STATES PATENT AND TRADEMARK OFFICE

- ANTOINETTE M. TEASE
~ P.0.BOX 51016
© BILLINGS, MT 59105

¢ Inre Application of

. Nessland et al.

. Application No. 11/764,178

- Filed: June 15, 2007

. Attorney Docket No. EDG07-0001

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
WWW.USQYO.QOV
COPY MAILED
JUN 3 0 2009
OFFICE OF PETITIONS
DECISION ON PETITION
TO WITHDRAW
FROM RECORD

~ This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

© §1.36(b), filed January 28, 2009.

- The request is NOT APPROVED because it is moot.

. A review of the file record indicates that the power of attorney to practitioners associated with
Antoinette M. Tease, has been revoked by the assignee of the patent application on January 28,
. 2009. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

: All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

- Telephone inquires concerning this decision should be directed to the undersigned at 571-272-

- 6059.

A

Alicia Kelley
. Petitions Examiner
- Office of Petitions

 cc: K&L GATES LLP

535 SMITHFIELD STREET
PITTSBURGH, PA 15222
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In re Application of

Lanny L. Johnson :
Application No. 11764209 :DECISION ON PETITION TO MAKE SPECIAL

:UNDER 37 CFR 1.102(c)(1)
Filed: June 17,2007 :

Attorney Docket No. RXPT-080505.001

This is a decision on the electronic petition under 37 CFR 1.102 (c¢)(1) ,filed 05-JUN-2008 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's
Age must include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years
of age. No fee is required.

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the
examiner upon the completion of all pre-examination processing.

Telephone inquires concerning this electronic decision should be directed to the Electronic Business Center at
866-217-9197.

All other inquires concerning either the examination or status of the application should be directed to the Technology
Center.
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DUNCAN G. BYERS PC

142 W. YORK STREET, SUITE 910
NORFOLK, VA 23510 ,

COPY MAWLED
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Inre Apphcatlon of . :
MOORMAN, William E. : OFFICE OF PETITIONS
Application No. 11/764,215 : DECISION ON PETITION
Filed: June 17, 2007 : TO MAKE SPECIAL UNDER

Attorney Docket No. Moormans.P.1.2 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed June 17, 2007, to make
the above-identified application special based on applicant’s age as set forth in
M.P.E.P. § 708.02, Section IV. - '

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that
at least one of the applicants is 65 years of age, or more, such as a birth certificate
or a statement by applicant. No fee is required

The instant petition includes the birth certificate of inventor William E. Moorman,
attesting to his age. ' Accordingly, the above-identified application will be accorded
“special” status.

Inquiries concerning either the examination or status of the application should be
directed to the Office of Patent Application Processing at 571-272-4000.

Telephone inquiiries concerning this_decision should be directed to the undersigned at
571-272-7253. '

The application is being forwarded to the office of Initial Patent Examination for
processing. This application will be accorded “special® status when pre-examination
processing is done. o

Petitions EXxaminer
Office of Petitions
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In re Application of | : OFFICE OF PETITIONS
MORRMAN, WiliamE. :
Application No. 11/764,215 : DECISION ON PETITION

Filed: June 17, 2007
Attorney Docket No. Moorman B.P.1.2

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed March 20, 2008, to revive the above-identified application.

The petition is DISMISSED.

The application became abandoned for failure to reply in a timely manner to the
Notice to File Corrected Application Papers (Notice), mailed June 28, 2007. The Notice
set a period for reply of two (2) months from the mail date of the Notice. NO extensions
of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on August 29, 2007.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required
reply, unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a
statement that the entire delay in filing the required reply from the due date for the
reply untii the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. Where there is a question as to whether either the abandonment or
the delay in filing a petition under 37 CFR 1.137 was unintentional, the Director may
require additional information. See MPEP 711.03(c)(f)(C) and (D).

The instant petition lacks item 3, the statement of unintentional delay is not
considered at this time to be a properly submitted statement. In this regard, the
petition containing the statement of unintentional delay is not signed. Petitioner
attention is directed to 37 CFR 1.33(b), which states:

Amendments and other papers. Amendments and other papers, except for written
assertions pursuant to § 1.27(c)(2)(ii) of this part, filed in the application must be
signed by:

(1) Aregistered patent attorney or patent agent of record appointed in
compliance with § 1.32(b);

(2) Aregistered patent attorney or patent agent not of record who actsin a
representative capacity under the provisions of § 1.34;
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(3) Anassignee as provided for under § 3.71(b) of this chapter; or

(4) AlLof the applicants (§ 1.41(b)) for patent, unless there is an assignee of the
entire interest and such assignee has taken action in the application in accordance
with § 3.71 of this chapter. :

An unsigned amendment (or other paper) or one not properly signed by a person
having'authoritg to prosecute the application is not entered. Therefore, the
statement of unintentional delay in an improperly filed petition cannot be accepted.

~ Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(a)
are permitted. The reconsideration request should include a cover letter entitied
“Renewed Petition under 37 CFR 1.137(b).” This is not a final agency action within the
meaning of 5 U.S.C. § 704.

Further correspondence with respect to this matter should be addressed as
follows:

BY Mail: Mail Stop PETITION
Commissioner for Patents
P. 0. BOX 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries concerning this decision should be dlrected to Monica A Graves
at (571) 272-7253.

Sherry D. Brinkiey
Petitions Examiner
Office Of Petitions
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COPY MAILED
DEC 1 0 2008
OFFICE OF PETITIONS
In re Application of
MORMAN, William E. :
Application No. 11/764,215 : DECISION ON PETITION
Filed: June 17, 2007 : UNDER 37 CFR 1.137(b)

Attorney Docket No. MoormanB.P.1.2

a

This is a decision on the renewed petition under the unintentional provisiohs of 37 CFR
1.137(b), filed June 23, 2008, to revive the above-identified application.

The petition is DISMISSED.

The application became abandoned for failure to reply in a timely manner to the
Notice to File Corrected Application Papers (Notice), mailed June 28, 2007. The Notice
set a period for reply of two (2) months from the mail date of the Notice. No extensions
of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on August 29, 2007.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required
reply, unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a
statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional. Where there is a question as to whether either the abandonment or the
delay in filing a petition under 37 CFR 1.137 was unintentional, the Director may require
additional information. See MPEP 711.03(c)(il)(C) and (D). The instant pefition lacks
item (1) corrected drawings as required by the Notice mailed on June 28, 2007.

The corrected drawings submitted on March 20, 2008 and June 23, 2008 are not
approved because the identifying indicia (such as the application number and
“Replacement Sheet”) were omitted.

Any request for reconsideration of this decision must be submitied within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR 1.136(q)
are permitted. The reconsideration request should include a cover letter entitled
“Renewed Petition under 37 CFR 1.137(b).” This is not a final agency action within the
meaning of 5 U.S.C. § 704.
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Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O.Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inquiries concerning this decision should be directed to Monica A. Graves at
(571) 272-7253.

Br W. Brown
Petitions Examiner
Office of Petitions
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APR 1 0 2009
OFFICE OF PETITIONS
In re Application of
William E. MOORMAN :
Application No. 11/764,215 : DECISION ON PETITION
Filed: June 17, 2007 : UNDER 37 CFR 1.137(b)

Attorney Docket No. MoormanB.P.1.2

This is a decision on the renewed peftition under the unintentional provisions of 37 CFR
1.137(b), filed January 5, 2009, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the
Notice to File Corrected Application Papers (Notice), mailed June 28, 2007. The Notice
set a period for reply of two (2) months from the mail date of the Notice. No extensions
of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on August 29, 2007.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of replacement drawings, (2) the petition fee of $770; and (3)
an odequo’re statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to Monica A. Graves at
(571) 272-7253.

This application is being referred to the Office of Patent Application Processing for
appropriate action in the normal course of business on the reply received.

.r\‘ H
n nW Brown

Petitions Examiner
Office of Petitions
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SUGHRUE MION, PLLC Mail Date: 04/20/2010
2100 PENNSYLVANIA AVENUE, N.W.
SUITE 800

WASHINGTON, DC 20037

Applicant : Hyung-rae KIM : DECISION ON REQUEST FOR
Patent Number : 7663320 : RECALCULATION of PATENT
Issue Date : 02/16/2010 : TERM ADJUSTMENT IN VIEW
Appliction No : 11/764,254 : OF WYETH AND NOTICE OF INTENT TO

Filed : 06/18/2007 : ISSUE CERTIFICATE OF CORRECTION

The Request for Recalculation is GRANTED to the extent indicated.

The patent term adjustment has been determined to be 90 days. The USPTO will sua
sponte 1issue a certificate of correction reflecting the amount of PTA days
determined by the recalculation.

Prior to the issuance of the certificate of correction, the USPTO will afford
patentee an opportunity to be heard and request reconsideration. Accordingly,
patentee has one month or thirty (30) days, whichever is longer, to file a
request for reconsideration of this patent term adjustment calculation. See 35
U.S.C. 154 (b) (3) (B) (11) and 37 CFR 1.322(a) (4). No extensions of time will be
granted under 37 CFR 1.136.

Patentee should use document code PET.OP if electronically filing a request for
reconsideration of this patent term adjustment calculation. The patentee must
also include the information required by 37 CFR 1.705(b) (2) and the fee required
by 37 CFR 1.18(e). If patentee does not file a timely request for reconsideration
of this patent term adjustment calculation including the information required by
37 CFR 1.705(b) (2) and the fee required by 37 CFR 1.18(e), the USPTO will issue a
certificate of correction reflecting the PTA determination noted above.

Patentee should be aware that in order to preserve the right to review in the
United States District Court for the District of Columbia of the USPTO patent
term adjustment determination, patentee must ensure that he or she also take the
steps required under 35 U.S.C. 154(b) (4) (A) in a timely manner. Nothing in the
request for recalculation should be construed as providing an alternative time
frame for commencing a civil action under 35 U.S.C. 154 (b) (4) (7).

PTOL-549G (04/10)
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r APPLICATION NO. r FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. l CONFIRMATION NO. I
11/764,275 06/18/2007 Junya Arakawa 00862.135832. 5330
5514 7590 06/17/2010
EXAMINER
FITZPATRICK CELLA HARPER & SCINTO | I

1290 Avenue of the Americas RASHID, DAVID

NEW YORK, NY 10104-3800
l ART UNIT l PAPER NUMBER I
2624
I MAIL DATE I DELIVERY MODE I
06/17/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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FITZPATRICK CELLA HARPER & SCINTO
1290 Avenue of the Americas
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In re Application of :
ARAKAWA, JUNYA : DECISION ON REQUEST TO

Application No. 11/764,275 : PARTICIPATE IN PATENT
Filed: June 18, 2007 : PROSECUTION HIGHWAY

Attorney Docket No. 00862.135832 : PROGRAM AND PETITION
: TO MAKE SPECIAL UNDER
37 CFR 1.102(d) -

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed July 7, 2009 to make the above-identified
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application

publications; and
(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH program-and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Doris To at 571-272-7629.



All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Doris To/

Doris To

Quality Assurance Specialist
Technology Center 2600
Communications
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COPY MAILED

HARTMAN & HARTMAN, P.C. MAR 1 9 2008

552 EAST 700 NORTH :
VALPARAISO IN 46383 OFHCE OF PE"”ONS

In re Application of :

Yen, et al. A . DECISION GRANTING STATUS
Application No. 11/764,327 :  UNDER 37 CFR 1.47(a)

Filed: June 18, 2007

Attorney Docket No.: A7-2277

This is in response to the petition under 37 CFR 1.47(a), filed January 3, 2008.
The petition is GRANTED.

Petitioner has shown that the non;signing inventor has refused to join in the filing of the above-
identified application. ‘

The application and papers have been reviewed and found in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(a) status. '

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the
~ non-signing inventor at the address given in the petition. Notice of the filing of this application
will also be published in the Official Gazette. .

This application is being referred to the Office of Initial Patent Examination for pre-examination
processing.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3205, '

( \/”/"2’.2———/"’"’“
Alesia M. Brown

Petitions Attorney
Office of Petitions
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JINGYING ZHANG
10815 115™ CT NE #A106 COPY MAILED
KIRKLAND, WASHINGTON 98033
MAR 1 9 2008
In re Application of
Yoo gl e OFFICE OF PETITIONS

Application No. 11/764,327

Filed: June 18, 2007

For: APPARATUS AND PROCESS FOR

FORMING AND HANDLING POROUS MATERIALS

Dear Sir:

You are named as a joint inventor in the above-identified United States patent application, filed under the
provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in Patent Cases.
Should a patent be granted on the application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel
of record (see below) would presumably assist you. Joining the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571) 272-
3205. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the application, or a
specific paper in the application, should be directed to the Certification Division at (571) 272-3150 or 1
(800) 972-6382 (outside the Washington, DC area).

Aflegia M. Brown
Petitions Attorney

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

HARTMAN & HARTMAN, P.C.

552 EAST 700 NORTH

VALPARAISO IN 46383 COPY MAILED
FEB 2 1 2008

In re Application of : OFFICE OF PETITIONS

Yen, Zhang, and Schubert . DECISION ACCORDING STATUS

Application No. 11/764,341 : UNDER 37 CFR 1.47(a)
Filed: 06/18/2007 :

Attorney Docket No. A7-2278

Title: HYDROGEN STORAGE TANK AND

METHOD OF USING

This is in response to the petition under 37 CFR 1.47(a), filed January 3, 2008. Petitioners
obtained an extension of time for response within the fourth month. Accordingly, the petition is
filed timely.

The petition under 37 CFR 1.47(a) is granted.

Petitioners showed that the non-signing inventor constructively refused to join in the filing of the
above-identified application after having been mailed the application papers. Specifically,
petitioners established that they mailed a copy of the application papers to the last known address
of the non-signing inventor; however, she did not respond to the request to sign the declaration.

The above-identified application and papers have been reviewed and found in compliance with
37 CFR 1.47(a). This application is hereby accorded Rule 1.47(a) status. As provided in Rule
1.47(c), this Office will forward notice of this application's filing to the non-signing inventor at
the address given in the present petition. Notice of the filing of this application will also be
published in the Official Gazette.

The matter is being referred to the Office of Patent Application Processing for pre-examination
processing.

Inquiries regarding this decision should be directed to the undersigned at (571) 272-3211.

Ctvwwtaf‘f.) Donnetf
Christina Tartera Donnell
Senior Petitions Attorney

Office of Petitions -
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Commissioner for Patents
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Jingying Zhang
10815 115" Ct. NE, #A106

Kirkland, Washington 98033 COPY MA'LED

In re Application of : FEB 2 1 2008
Yen, Zhang, and Schubert :

Application No. 11/764,341 : ofgﬁbqg PETITIONS
Filed: 06/18/2007 :

Attorney Docket No. A7-2278

Title: HYDROGEN STORAGE TANK AND

METHOD OF USING

Dear Ms. Zhang:

You are named as a joint inventor in the above-identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of
Practice in Patent Cases. Should a patent be granted on the application you will be designated
therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining the
application would entail the filing of an appropriate oath or declaration by you pursuant to 37
CFR 1.63.

Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to the Certification Division
at (571)272-3150 or (800) 972-6382 (outside the Washington, DC area).

Cirsiots et Daorne QY
Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

HARTMAN & HARTMAN, P.C.
552 EAST 700 NORTH
VALPARAISO IN 46383
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Paper No.

ALSTON & BIRD LLP

BANK OF AMERICA PLAZA
101 SOUTH TRYON STREET, SUITE 4000 : coPY MAILED
CHARLOTTE NC 28280-4000

JUN 0 6 2008
OFFICE OF PETITIONS
In . re Application of : _
James Johnson, T.G. Sambandam : DECISION REFUSING STATUS

Barry Hand, Christopher Howe : UNDER 37 CFR 1.47(a)
Roland Franke, Brian Bucher :

John Juchum, Rex Gallagher

Marc Plante, Edward Desimone

and Dong Yang

Application No. 11/764,362

Filed: June 18, 2007

Attorney Docket No. 048767/330296

This is a decision on the “PETITION UNDER 37 CFR §1.47(a) IN
RESPONSE TO- NOTICE TO FILE MISSING PARTS OF APPLICATION” filed
December 18, 2007.

The petition is DISMISSED.

Rule 47 applicants are given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration of
Petition Under 37 C.F.R. §1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an
oath(s) or declaration(s) executed by the non-signing
inventor(s). Failure to respond will result in abandonment of
the application. Any extensions of time will be governed by 37
C.F.R. §1.136(a).

The above-identified application was filed on June 18, 2007,
without an executed oath or declaration (and missing certain
fees). Accordingly, on July 18, 2007, applicants were mailed a
“Notice to File Missing Parts of Nonprovisional Application,”
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requiring submission of an executed oath or declaration and the
surcharge for late filing under § 1.16(e) (and the missing ’
fees).

In response, rule 47 applicants filed the instant petition,
along with payment of the petition fee and the late surcharge
(and the missing fees). This response was made timely by an
accompanying petition (and fee) for extension for response
within the third month.

The petition includes a declaration executed by inventors
Johnson, Hand, Howe, Franke,' Bucher, Juchum, Gallagher, Plante
and Yang on behalf of themselves and on behalf of non-signing
inventors Sambandam and Desimone. Rule 47 applicants assert
that status under § 1.47(a) after diligent effort, neither of
these listed inventors could be reached. 1In support thereof,
applicants offered the notarized statement of facts of Susan
Andreas, an employee of the assignee. '

A grantable petition under 37 CFR § 1.47(a) requires: (1) proof
that the non-signing inventor cannot be reached or found, after
diligent effort, or refuses to sign the oath or declaration
after having been presented with the application papers
(specification, claims and drawings); (2) an acceptable oath or
declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the
petition fee; and (4) a statement of the last known address of
the non-signing inventor. The instant petition does not
satisfy requirement (1).

The petition includes an acceptable declaration and a statement
of the last known address of the non-signing inventors. The
petition fee has been charged to Deposit Account No. 16-0605, as
authorized. ‘ :

Further, the petition includes adequate proof that inventor
Desimone cannot be reached or found, after diligent effort, to
join in the application. The proof includes a showing.that
applicants have not been able to reach inventor Desimone at his
last known address or at any address uncovered through a
diligent search using Internet resources. All communications
directed to inventor Desimone were returned as undeliverable.

However, with respect to inventor Sambandam, applicants have not
submitted adequate proof, as alleged, that he cannot be reached
or found, after diligent effort, to join in the application. 1In
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the statement of facts, it is acknowledged that it cannot be
determined whether the lack of response by inventor Sambandam is
due to the correspondence being delivered to someone other than
Mr. Sambandam or Mr. Sambandam receiving the correspondence but
electing not to sign and return the documents. If the evidence
showed that Mr. Sambandam was actually not located at the
address uncovered through diligent efforts then adequate proof
would have been submitted. However, if Mr. Sambandam actually
received the documents, the evidence would need to establish
that his failure to respond was a refusal to join in the
application.

Rule 47 applicants have not submitted adequate proof that non-
signing inventor Sambandam has refused to join in the
application. Before a refusal can be alleged, applicants must
demonstrate that a bona fide attempt was made to present a copy
of the application papers (specification, including claims,
drawings, and oath or declaration) to the non-signing inventor.
A refusal by an inventor to sign an oath or declaration when the
inventor has not been presented with the application .papers does
not itself suggest that the inventor is refusing to join the
application unless it is clear that the inventor understands
exactly what he or she is being asked to sign and refuses to
accept the application papers. See MPEP 409.03(d).

In this instance, applicants have not presented evidence that
inventor Sambandam was ever presented with all of the
application papers (specification, claims and drawings) for
review and signature. The evidence submitted only supports a
conclusion that inventor Sambandam, if at all, was presented
with the assignment and declaration and power of attorney.

In view thereof, the petition must be dismissed.

Further correspondence with respect to this decision should be
addressed as follows:

By mail: ~ Mail Stop Petition
Commissioner for Patents
P.0O. Box 1450
Alexandria, VA 22313-1450

By fax: (571) 273-8300
ATTN: Office. of Petitions
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By hand:

Customer Service Window
Randolph Building

401 Dulany Street
Alexandria, VA 22314

Telephone inquiries concerning this matter should be directed to

the undersigned at

(571)

272-3219.

Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

Paper No.
ALSTON & BIRD LLP
BANK OF AMERICA PLAZA
101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE NC 28280-4000 MAILED
MAR 25 2009
OFFICE OF PETITIONS
In re Application of :
James Johnson, T.G. Sambandam : DECISION ACCORDING STATUS

Barry Hand, Christopher Howe : UNDER 37 CFR 1.47(a)
Roland Franke, Brian Bucher :

John Juchum, Rex Gallagher

Marc Plante, Edward Desimone

and Dong Yang

Application No. 11/764,362

Filed: June 18, 2007

Attorney Docket No. 048767/330296

This is a decision on the “REQUEST FOR RECONSIDERATION OF
PETITION UNDER 37 CFR §1.47(a)” filed September 30, 2008.

The above-identified application was filed on June 18, 2007,
without an executed oath or declaration (and missing certain
fees). 1In response to the “Notice to File Missing Parts of
Nonprovisional Application,” mailed July 18, 2007, on December
18, 2007, applicants filed the initial petition. By decision
mailed June 6, 2008, the petition was dismissed. The petition
included a declaration executed by inventors Johnson, Hand,
Howe, Franke, Bucher, Juchum, Gallagher, Plante and Yang on
behalf of themselves and on behalf of non-signing inventors
Sambandam and Desimone, payment of the petition fee and
statements of the last known addresses of the non-signing
inventor. Rule 47 applicants asserted that status under

§ 1.47(a) was appropriate, as neither of these listed inventors
could be reached after diligent effort. The petition included
adequate proof that inventor Desimone could not be reached or
found, after diligent effort, to join in the application.
However, the petition was dismissed because the proof that

www_uspto.gov
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However, the petition was dismissed because the proof that
inventor Sambandam was unavailable to join in the application
within the meaning of 37 CFR 1.47(a) was not sufficient.

On instant renewed petition, applicants state that they are
submitting a declaration executed by former non-signing inventor
Desimone and additional proof of inventor Sambandam’s
unavailability. In addition, applicants submit a .further
declaration of attorney Ryan W. Cagle, setting forth the exact
facts that are relied upon to establish the diligent effort made
to secure the execution of the declaration by inventor
Sambandam.

The declaration by inventor Desimone is not among the papers
received on petition. As 1.47 status was established with
respect to inventor Desimone on initial petition, receipt of his
signed declaration is not necessary for favorable disposition of
this renewed petition.

With respect to inventor Sambandam, the additional evidence has
been considered and it is determined that the necessary proof of
inventor Sambandam’s unavailability to join in the application
has been presented. It is noted that the record supports a
conclusion that diligent efforts were made to reach inventor
Sambandam at his last known address. It is unknown why the DHL
Express signature is for one other than the inventor, but it is
noted that the package was left at the residence door so the
signature may not reflect who received the package but merely
that it was left at the address of inventor Sambandam. More
importantly, multiple attempts were made to present the
application papers to the inventor by USPS certified mail return
receipt. It is noted that the USPS did not indicate that there
was any problem with the address used in attempting to reach the
inventor. Rather, the certified mail return receipt indicates
that the mailing went “claimed” by the addressee. Thus, it is
concluded that applicants made a bona fide attempt to present
the application papers to inventor Sambandam and either he could
not be reached after diligent effort or his conduct in not
claiming the package containing the application papers
constitutes a refusal. There is nothing.in the evidence (or
available to the undersigned in public records) to indicate that
the efforts undertaken or the address utilized represented less
than diligent effort.
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Accordingly, it is concluded that applicants have now met all
requirements for 37 CFR 1.47(a) status.

The declaration filed December 18, 2007 executed by inventors
Johnson, Hand, Howe, Franke, Bucher, Juchum, Gallagher, Plante
and Yang on behalf of themselves and on behalf of non-signing
inventors Sambandam and Desimone has been reviewed and found in
compliance with 37 CFR 1.47(a).

As previously stated, the declaration applicants state was filed
on petition filed September 30, 2008 executed by inventor
Desimone on behalf of himself and on behalf of non-signing
inventor Sambandam is not of record. To have inventor Desimone
join in this application that declaration should be made of
record. Regardless with respect to inventor Desimone and this
petition, no further showing is required.

In view thereof, this application is hereby accorded Rule
1.47(a) status.

As provided in new Rule 1.47(c), this Office will forward notice
of this application's filing to the non-signing inventor at the
address given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

Telephone inquiries concerning this matter should be directed to
the undersigned at (571) 272-3219.

Petltions Attorney
Office of Petitions
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T.G. Sambandam
1 King Forest Path
Uxbridge, MA 01569

MAILED
. MAR 25 2009
In re Application of ' : OFFICE OF PETITIONS

James Johnson, T.G. Sambandam

Barry Hand, Christopher Howe

Roland Franke, Brian Bucher :

John Juchum, Rex Gallagher : LETTER
Marc Plante, Edward Desimone :

and Dong Yang

Application No. 11/764,362

Filed: June 18, 2007

Attorney Docket No. 048767/330296

Dear Mr. Sambandam:

You are named as a joint inventor in the above-identified United
States patent application filed under the provisions of 35
U.S.C. 116 (United States Code) and 37 CFR 1.47(a), Rules of
Practice in Patent Cases. Should a patent be granted on the
application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the
file wrapper of the application, order copies of all or any part
thereof (at a prepaid cost per 37 CFR 1.19) or make your
position of record in the application. Alternatively, you may
arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If
you care to join the application, counsel of record (see below)
would presumably assist you. Joining in the application would
entail the filing of an appropriate oath or declaration by you
pursuant to 37 CFR 1.63. However, no action on your part is
required for this patent to issue with you as a named inventor.
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Telephone inquiries regarding this communication should be
directed to Petitions Attorney Nancy Johnson at (571) 272-32109.
Requests for information regarding your application should be
directed to the File Information Unit at (703) 308-2733.
Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be
directed to the Certification Division at (571) 272-3150 or 1-
800-972-6382 (outside .the Washington D.C. area).

efitions Attorney
Office of Petitions

ALSTON & BIRD LLP

BANK OF AMERICA PLAZA

101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE NC 28280-4000
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ALSTON & BIRD, LLP

BANK OF AMERICA PLAZA -
101 SOUTH TRYON STREET, SUITE 4000 MAILED
CHARLOTTE, NC 28280-4000 ‘

FFR 182010
OFFICE OF PETITIONS
In re Application of
James H. Johnson, et. al. :
Application No. 11/764,362 : DECISION DISMISSING PETITIONS

Filed: June 18, 2007 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. 048767/330296 :

This is a decision on the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed
September 23, 2009, to accept an unintentionally delayed claim under 35 U.S.C. §§ 120
and 119(e) for the benefit of priority to the prior-filed nonprovisional and provisional
applications set forth in the amendment filed August 25, 2009.

The instant petition is not signed by an attorney of record. However, in accordance with 37
CFR 1.34(a), the signature of Ryan W. Cagle appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to
represent the particular party on whose behalf he acts.

The petition is DISMISSED

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and

1.78(a)(6) is only applicable to those applications filed on or after November 29, 2000 and
after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(iiy and 1.78(a)(5)(ii). In
addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be accompanied by:

(1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted,

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the claim
was filed was unintentional. The Director may require additional where
there is a question whether the delay was unintentional.

The petition does not comply with item (1).
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37 CFR 1.78(a)(2)(i) requires that any nonprovisional application claiming the benefit of one
or more prior-filed copending nonprovisional applications must contain or be amended to
contain a reference to each such prior-filed application, identifying it by application number
(consisting of the series code and serial number) and indicating the relationship of the
applications. The relationship between the applications is whether the subject application is
a continuation, divisional, or continuation-in-part of a prior-filed nonprovisional application.
An example of a proper benefit claim is: “This application is a continuation of Application
No. 10/---, filed---." A benefit claim that merely states: “This application claims the benefit of
Application No. 10/--, filed---,” does not comply with 37 CFR 1.78(a)(2)(i) since the proper
relationship, which includes the type of continuing application, is not stated. Also, the status
of each nonprovisional parent application (if it is patented or abandoned) should also be
indicated, following the filing date of the parent nonprovisional application. See MPEP
Section 201.11, Reference to Prior Nonprovisional Applications. The amendment fails to
comply with the provisions of 37 CFR 1.78(a)(2)(i) and is therefore unacceptable.

Additionally, the amendment is not acceptable as drafted since it improperly incorporates by
reference the prior-filed applications. An incorporation by reference statement added after
an application’s filing date is not effective because no new matter can be added to an
application after its filing date (see 35 U.S.C. § 132(a)). If an incorporation by reference
statement is included in an amendment to the specification to add a benefit claim under 35
U.S.C. § 120 after the filing date of the application, the amendment would not be proper.
When a benefit claim under 35 U.S.C. § 120 is submitted after the filing of an application,
the reference to the prior application cannot include an incorporation by reference statement
of the prior application. See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980). Note MPEP §§ 201.06(c) and 608.04(b).

Before the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) can be granted, a renéwed
petition and either an Application Data Sheet or a substitute amendment (complying with
the provisions of 37 CFR 1.121 and 37 CFR 1.76(b)(5)) to correct the above matters are
required. : ’

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions
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ny questions concerning this matter may be directed to the undersigned at (571) 272-
3226. ‘

etjtions Examiner
~ Office of Petitions
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Commissioner for Patents
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FULBRIGHT & JAWORSKI, L.L.P.
600 CONGRESS AVE.

SUITE 2400 £D
AUSTIN, TX 78701 MAIL

MAY 2 4 2010
OFFICE OF PETITIONS
In re Application of
James H. Johnson, et. al. :
Application No. 11/764,362 : DECISION DISMISSING PETITIONS
Filed: June 18, 2007 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)

Attorney Docket No. 048767/330296

This is a decision on the renewed petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6),
filed March 30, 2010, to accept an unintentionally delayed claim under 35 U.S.C. §§
120 and 119(e) for the benefit of priority to the prior-filed nonprovisional and prowsuonal
applications set forth in the concurrently fled amendment.

The petition is DISMISSED

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and
1.78(a)(6) is only applicable to those applications filed on or after November 29, 2000
and after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(ii). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must
be accompanied by:

(1)  the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR
§§ 1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted,; '

(2) the surcharge set forth in § 1.17(t); and

(3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require additional
where there is a question whether the delay was unintentional.

The petition does not comply with item (1).
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The amendment fails to comply with the provisions of 37 CFR 1.78(a)(2)(i) and is
therefore unacceptable.

37 CFR 1.78(a)(2)(l) states in part, “Except for a continued prosecution application filed
under § 1.53(d), any nonprovisional application or international application designating
the United States of America claiming the benefit of one or more prior-filed copending
nonprovisional applications or international applications designating the United States
of America must contain or be amended to contain a reference to each such prior-filed
application, identifying it by application number (consisting of the series code and serial
number) or international application number and international filing date and indicating
the relationship of the applications. Cross references to other related applications may
be made when appropriate (see § 1.14).”

It is noted that petitioner failed to state the relationship between PCT/US04/08055 filed
March 17, 2004 and Application No. 10/664,539 filed September 18, 2003. Therefore,
the relationship between the two must be provided in any renewed petition under 37
CFR §§ 1.78(a)(3) and 1.78(a)(6).

A renewed petition and either an Application Data Sheet or a substitute amendment to
correct the above matter is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

rning this matter may be directed to the undersigned at (5671) 272-

Office of Petitions
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11/764,401 06/18/2007 Masashige KIMURA ’ 310661US8 5525
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2622

|NOT!FICATION DATE | DELIVERY MODE I
08/26/2009 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telep on inquiries should e directed to the Office of Data Management at (571) 272- 4200

N, ke

Patenf Publication Branch
Office\pof Data Management
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ROBERTS, MARDULA & WERTHEIM, LLC

11800 SUNRISE VALLEY DRIVE COPY MAILED
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RESTON VA 20191 ” JuL 312008

In re Application of

Kline et al. - : :

Application No. 11/764,438 :  DECISION ON PETITION

Filed: 06/18/2007
Attorney Docket No. 2708-001CIP

This is a decision on the petition under 37 CFR 1.181, filed April 8, 2008, to withdraw the holding of
abandonment. '

On July 12, 2007, the Office mailed a Notice to File Missing Parts of Nonprovisional Application,
setting a two-month extendable period to submit an executed oath or declaration and a $65.00
surcharge for its late filing. On February 12, 2008, petitioners submitted a request for an extension of
time for response within the fifth month, an executed declaration, and the necessary fees. On February
26, 2008, the Office mailed a Notice of Incomplete Reply (Nonprovisional), stating that the USPTO
had received the reply to the Notice to File Missing Parts on February 12, 2008, however, the signature
of Allan M. Weinstein was missing from the declaration. The Notice of Incomplete Reply indicated
that the period of reply remained as set forth in the Notice to File Missing Parts.

On April 8, 2008, petitioners filed the present petition to withdraw the holding of abandonment.
Petitioners aver that they filed a timely and proper reply to the Notice to File Missing Parts,
accompanied by a request for an extension of time for response within the fifth month on February 12,
2008. Petitioners assert that the declaration of February 12, 2008, was not missing the signature of Mr.
Weinstein. Specifically, petitioners explained that Mr. Weinstein signed the declaration, but
inadvertently did not print his name as evidenced by page 4 of 6 of the Additional Inventor(s)
Supplemental Sheet. Additionally, petitioners enc