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KILPATRICK TOWNSEND & STOCKTON LLP
1001 WEST FOURTH STREET
WINSTON-SALEM NC 27101

In re Application of :

Parke A. Rublee et al. : DECISION ON PETITION
Application No. 12221541 :

Filed: 08/04/2008 , : ACCEPTANCE OF COLOR
Attorney Docket No. 39892-354083 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) August 4, 2008.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),
. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and
3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Laura Feldman/

Quality Control Specialist
Office of Data Management
Publications Branch
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KEVIN L. RUSSELL

CHERNOFF, VILHAUER, MCCLUNG & STENZEL LLP
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PORTLAND OR 97204 0CT 05 2010

OFFICE OF PETMONS

In re Application of

Scott J. Daly, et al. :

Application No. 12/221,584 X DECISION ON PETITION
Filed: August 5, 2008 :

Attorney Docket No. SLA1475.1 (7146.0545)

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 23, 2010, to revive the above-identified application. )

The petition is GRANTED.

. The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed December 30, 2009, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were .
obtained. Accordingly, the application became abandoned at midnight March 30, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1)
the reply in the form of an amendment, (2) the petition fee of $1,620.00, and (3) a proper
statement of unintentional delay. -

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-3213.

This application is being referred to Technology Center AU 2624 for éppropriate action by
the Examiner i l the normal course of business on the reply received August 23, 2010.

Cheryl Gibson-Baylor E ]

Petitions Examiner
Office of Petitions
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ARNOLD & KNOBLOCH, L.L.P.
4900 Woodway Dr., Suite 900
HOUSTON TX 77056

In re Application of

Nolan C. Lerche, et al. :

Application No. 12/221,611 :  DECISION ON PETITION
Filed: August 5, 2008 :

Attorney Docket No. T32440USCIP

This is a decision on the request for reinstatement, filed June 9, 2009 and resubmitted on August
27,2010, which is being treated as a petition under 37 CFR 1.8(b), requesting withdrawal of the
holding of abandonment in the above-identified application.

The petition is GRANTED.

This application was held abandoned for failure to properly respond to the Notice of Missing
Parts mailed August 27, 2008, which set a two (2) month shortened statutory period for reply or
with a request for a two (2) month extension under 37 CFR 1.36, a reply was due on or before
December 27, 2008. A Notice of Abandonment was mailed May 4, 2009.

Petitioner states that a timely reply was mailed via certificate of mailing on December 19, 2008,
which included the following papers: response to Notice of Incomplete reply, replacement
drawings, request for two month extension of time, PTO-2038 authorizing a charge of $360 for
extension of time request and a copy of the Notice of Incomplete Reply of December 16, 2009.
Petitioner has submitted a copy of the previously mailed correspondence, which bears a
certificate of mailing dated December 19, 2008, which would have rendered the reply timely if
received.

The file record does not include the originally submitted papers. Failure to receive
correspondence which includes a certificate of mailing or certificate of facsimile transmission is
addressed in 37 CFR 1.8(b), reproduced below:

In the event that correspondence is considered timely filed by being mailed or
transmitted in accordance with paragraph (a) of this section, but not received
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in the U.S. Patent and Trademark Office after a reasonable amount of time
has elapsed from the time of mailing or transmitting of the correspondence, or
after the application is held to be abandoned, or after the proceeding is
dismissed, terminated, or decided with prejudice, the correspondence will be
considered timely if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or transmission of
the correspondence promptly after becoming aware that the
Office has no evidence of receipt of the correspondence;

(2) Supplies an additional copy of the previously mailed or transmltted
correspondence and certificate; and

(3) Includes a statement which attests on a personal knowledge
basis or to the satisfaction of the Director to the previous timely
mailing or transmission. If the correspondence was sent by
facsimile transmission, a copy of the sending unit’s report
confirming transmission may be used to support this statement.

The petition satisfies the above requirements of 37 CFR 1.8(b). Accordingly, the holding of
abandonment for failure to timely file a reply to the Notice of August 27, 2008, is hereby withdrawn
and the application restored to pending status.

The copy of the reply received with the petition will be accepted in place of the reply shown to have
been mailed (or transmitted by facsimile) on December 19, 2008.

The application file does not indicate a change of address has been filed in this case, although the
address given on the petition differs from the address of record. A change of address should be filed in
this case in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address noted on the petition. However, until otherwise instructed, all future correspondence regarding
this application will be mailed solely to the address of record.

This application is being referred to the Office of Patent Application Processing for appropriate action
in the normal course of business on the reply received with petition.

‘[Ramesh Krlshwamurhhg/
Ramesh Krishnamurthy
Petitions Examiner
Office of Petitions

cc: ARNOLD & KNOBLOCH, L.L.P.
2401 Fountain View, Suite 630
Houston, TX 77057
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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In re Application of: Senglee Foo :
Serial No.: 12/221,634 : DECISION SUA SPONTE
Filed: August 5, 2008 : WITHDRAWING HOLDING
For:  Dual Polarization Antenna Element With : OF ABANDONMENT

Dielectric Bandwidth Compensation and
Improved Cross-Coupling

This is a decision, sua sponte, withdrawing the holding of abandonment of the above-identified
application. '

The application Wés held abandoned and a Notice of Abandonment was mailed on February 25,
2011 because no reply to the Non-Final Rejection dated August 20, 2010 had been received.

A review of the record reveals that the Non-Final Office action was mailed on August 20, 2010.
A Response to the Non-Final Office action was entered on February 23, 2011 with a Certificate
of Transmission under 37 CFR 1.8 dated February 18, 2011, along with an extension of time of -
three months with the requisite fee. Therefore, the Non-Final Office action was timely filed; as
such, the holding of the instant application as abandoned was improper.

Although no petition or request to withdraw the holding of abandonment in this application has
been filed, the Notice of Abandonment is hereby vacated; the holding of abandonment is
withdrawn and the application restored to pending status. The application is being forwarded to
Examiner for examination in due course.

Any inquiry regarding this decision should be directed to Hien H. Phan, Quality Assurance
Specialist, at (571) 272-1606. '

m W. Cabeca, '[é)lrec\ﬁf/ \

Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components
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Docket Administrator - Room 3D-201E
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OFFICE OF PETITIONS

In re Application of

Lutz Ewe, et al. :

Application No. 12/221,640 : ON PETITION
Filed: August 5, 2008 : '
Attorney Docket No. Ewe- 1-1

This is a decision on the petit.ion under the unintentional provisions of 37 CFR 1.137(b), filed
March 22, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to timely file a reply within the meaning of

37 CFR 1.113 to the final Office action of July 12, 2010. The proposed reply required for
consideration of a petition to revive must be a Notice of Appeal (and appeal fee required by

37 CFR 41.20(b)(2), an amendment that prima facie places the application in condition for
«allowance, a Request for Continued Examination and submission (37 CFR 1.114), or the filing of
a continuing application under 37 CFR 1.53(b). See MPEP 711.03(c)(III)(A)(2). No extensions
of time pursuant to the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the date of
abandonment of this application is October 13, 2010. The Notice of Abandonment was mailed
February 25, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee of $810, and the
submission required by 37 CFR 1.114; (2) the petition fee of $1,620; and (3) a proper statement
of unintentional delay.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
2991.
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This application is being referred to Technology Center AU 2464 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (05-10)
Approved for use through 01/31/2011. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number " 02-0522 oy o 12/221,648| Fiingsate: 08/05/2008

First Named
mvenor: D@ LIU

Tite: Driving Circuit for Powering Light Sources

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as modified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

/James P. Hao/ pate 10/22/2010

Signature

e ey J@MES P. Hao

Registration Number 36398

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|:| *Totalof _______ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Please find below and/or attached an Office communication concerning this application or pr(;ceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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PATENT PROSECUTION
O2MIRCO , INC. |
3118 PATRICK HENRY DRIVE
SANTA CLARA CA 95054

In re Application of

LIU et al. : DECISION ON PETITION
Application No. 12/221,648 : TO MAKE SPECIAL UNDER
Filed: August 05, 2008 : THE GREEN TECHNOLOGY
Attorney Docket No. 0522 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on October 22, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

s -
In order to qualify for special status, the following requirements must be met. 1) The application

must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed'
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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Application No. 12/221,648 Page 2

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. '

Telephone inquires concerning this decision should be directed to Lee W. Young at 571-272-
4549.

The application is being forwarded to the Technology Center Art Unit 2821 for action in

its regular turn. o

loee o

Lee W. Youn
Quality AssurarnCe Specialist’
Technology Center 2800
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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HARNESS, DICKEY & PIERCE, P.L.C.
P.O. BOX 828
BLOOMFIELD HILLS MI 48303
In re application of: .  DECISION ON REQUEST TO
HATTORI, Yousuke, etal. . PARTICIPATE IN PATENT
Application No.: 12/221,673 . PROSECUTION HIGHWAY
Filed: August 4, 2008 : PROGRAM AND PETITION

For: POSITION CORRECTION APPARATUS : TO MAKE SPECIAL UNDER
. 37 C.F.R. 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway
(PPH) program and the petition under 37 C.F.R. § 1.102(d), filed March 25, 2011,
to make the above-identified application special.

The request and petition are DENIED.

A grantable request to participate in the PPH program and petition to mak
special require: -

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one.
or more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the
JPO application(s) along with an English translation thereof and a statement that
the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; and
(6) Applicant must submit an IDS listing the documents cited by the JPO
examiner in the JPO Office action along with copies of documents except U.S.
patents or U.S. patent application publications.



- The request to participate in the PPH program does not meet the above
requirements in that, with regard to item (4) above, examination of the U.S.
application has already begun. Note the U.S. Office action mailed May 13, 2011.

No time period for reply to this decision is available since the issue outlined
above cannot be remedied.

All other queries concerning the examination or status of the application should
be directed to the Patent Application Information Retrieval (PAIR) system or the
examiner of record.

Any inquiry regarding this decision should be directed to Robert Weinhardt,
Business Practice Specialist, at (571) 272-6633.

Robert Weinhardt -
Business Practice Specialist

Technology Center 3600

RW/6/13/10
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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: DECISION ON REQUEST TO

In re Application of : PARTICIPATE IN THE PATENT

Tatsuya WATANABE : PROSECUTION HIGHWAY
Application No.: 12/221,674 : PROGRAM AND PETITION
Filed: 04 August 2008 : TO MAKE SPECIAL UNDER
Attorney Docket No.: 4041J-001485 : 37 CFR 1.102(a)

For: PRESSURE SENSOR

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 22 February 2011, to make the above-identified -
application special.

The request and petition are DISMISSED.

A grantable request to participate in the PPH program and petition to make special require:

1. The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO, note where the JPO application with similar claims is not
the same application from which the U.S. application claims priority then the applicant
must identify the relationship between the JPO application with similar claims and the
JPO priority application;

2. Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO obtain a copy from the DAS, however if the
USPTO is unable to obtain a copy from the DAS the applicant will be required to
submit a copy; '

b. An English translation of the allowable/patentable claim(s) and

c. A statement that the English translation is accurate;

3. Applicant must
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English,;

4. Examination of the U.S. application has not begun;



5. Applicant must submit:
a. Documentation of prior office action:

i. acopy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or

ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
Further, if a copy of the documents from a or b above is available via the Dossier
Access System (DAS) applicant may request the USPTO obtain a copy from the
DAS, however if the USPTO is unable to obtain a copy from the DAS the
applicant will be required to submit a copy;
b. An English language translation of the JPO Office action from (5)(a)(i)- (11) above
c. A statement that the English translation is accurate;

6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

Conditions (1-4) above are considered to have been met. However, the request to participate in
the PPH pilot program and petition fails meet conditions (5) and (6).

Regarding the requirement of condition (5), the copy of the office action from the JPO -
application is incomplete. Specifically, the provided copy appears to be missing pages 2 and 4.

Regarding the requirement of condition (6), applicant has failed to submit an IDS listing all the

documents cited by the JPO examiner in the JPO office action. Applicant has failed to cite HO5-
248979, H9-43085, 2007-137333, and 2007-300774 and provide copies thereof.

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document description:
Petition to make special under Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Telephone inquiries conceming this decision should be directed to Lee W. Young at 571-272-
4549.



All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

Lee W. You:;%/

TQAS Technology Center 2800
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Commissioner for Patents
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HARNESS, DICKEY & PIERCE, P.L.C.
P.O. BOX 828
BLOOMFIELD HILLS MI 48303

: DECISION ON REQUEST TO
In re Application of : PARTICIPATE IN THE PATENT
Tatsuya WATANABE : PROSECUTION HIGHWAY
Application No.: 12/221,674 : PROGRAM AND PETITION
Filed: 04 August 2008 : : TO MAKE SPECIAL UNDER
Attorney Docket No.: 4041J-001485 : 37 CFR 1.102(a)

For: PRESSURE SENSOR

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 22 February 2011 and renewed 08 March 2011, to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. aParis Convention application which either
1. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
' 1ii. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or
1il. contains no priority claim;
2. Applicant must submit a copy of:



a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
5. Applicant must submit:
a. Documentation of prior office action:

1. acopy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s)or

ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit: :
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

L.»v«(/l/

Lee W. Young
TQAS, Technology Center 2800 — Semiconductors
Electrical & Optical Systems & Components
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Bernard S. Hoffman
10 Colgate Street
Port Jefferson Station, NY 11776

In re Application of :

Brody Michael HOWELL ‘ : DECISION ON PETITION
Application No. 12/221,735 - : : ' : UNDER 37 CFR §1.181
Filed: August 6, 2008 _ . S
For: HOLDER FOR WEARING BY A USER, SLIDABLY,

REPLACEABLY, AND VISIBLY HOLDING AN ID
AND REPLACEABLY AND VISIBLY HOLDING AT
LEAST ONE SPECIFICALLY CONFIGURED CHARM

This is a decision on applicant’s petition under 37 CFR 1.181 filed March 17, 2010 requesting
withdrawal of the finality of the Office action mailed November 13, 2009. ‘

The petition is GRANTED.

The record reflects that on April 2, 2009 a non-final Office action was mailed rejecting claims 1-4, 6,
8-9 and 16 under 35 U.S.C. 102, rejecting claim 7 under 35 U.S.C. 103, and objecting to claims 5, 10-
15 and 17 as being dependent upon a rejected base claim, but allowable if rewritten in independent
form including all of the limitations of the base claim and any intervening claims. OnJ uly 7, 2009
applicant filed an amendment-amending claim 1 to include the subject matter of claim 10 and changing
the dependency of claim 11. On November 13, 2009 a final Office action was mailed rejecting claims
1-4, 6, 8-9 and 16 under 35 U.S.C. 102, rejecting claim 7 under 35 U.S.C. 103 and objecting to claims
5, 11-15 and 17 as being dependent upon a rejected base claim, but allowable if rewritten in
independent form including all of the limitations of the base claim and any intervening claims. This
action noted that Applicant did not include all the intervening limitations of claims 2-4 when claim 1

* was amended, and therefore, claim 1 was still rejectable under 102. On January 14, 2010 applicant

filed an amendment amending claim 1 to include the subject matter of claims 2-4 and changing the

dependency of claims 5 and 6. This after final amendment was entered and a new final Office action
was mailed February 19, 2010 rejecting claims 1, 5-9, and 12-17 under 35 U.S.C. 103 stating that
Applicant’s amendment necessitated the new grounds of rejection.

In the petition filed March 17, 2010 to withdraw the finality of the Office action mailed November 13,
2009, applicant argues that the amendment of January 14, 2010 does not necessitate a new ground of
rejection because it only made the corrections noted by the Examiner as being allowable. Furthermore,
no reasons were provided as to why previously indicated allowable limitations were now rejectable.
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37 CFR 1.181(f) states: The mere filing of a petition will not stay any period for reply that may be
running against the application, nor act as a stay of other proceedings. Any petition under this part not -

* filed within two months of the mailing date of the action or notice from which relief is requested may
be dismissed as untimely, except as otherwise provide. This two-month period is not extendable.

MPEP 706.07 sets forth that the examiner should never lose sight of the fact that in every case the
applicant is entitled to a fair and full hearing, and that a clear issue between applicant and examiner
should be developed, if possible, before appeal; and that in making the final rejection, they [the
grounds of rejection] must be clearly developed to such an extent that applicant may readily judge the
advisability of appeal unless a single previous Office action contains a complete statement supporting
the rejection. Furthermore, MPEP 706.07(a) sets forth that the second or any subsequent action on the
merits shall be made final except where the examiner introduces a new ground of rejection that is
‘neither necessitated by applicants’ amendment nor based on information submitted in an information
disclosure statement ﬁled during the period set forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR

1.17(p).

With regard to the propriety of the finality of the office action mailed February 19, 2010, the issue is
whether or not the amendment to claim 1 changed the meaning of the claim in a manner not in line
with the Examiner’s noted allowable subject matter and would have thus required new grounds of
rejection. The amendment to claim 1, filed January 14 2010, is in line with what the examiner had
noted as being allowable if rewritten.

Therefore, the new grounds of rej ection of claims 1, 5-9, and 12-17 were not necessitated by the
January 14, 2010 amendment.

Any questions regarding this decision should be directed to Supervisory Patent Examiner Lesley
Morris at 571-272-6651.

Dave Talbott, Director

Patent Technology Center 3600
(571) 272-5250

DT/ldm: 8/09/10

LN
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Commissioner for Patents
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University of Medicine and Dentistry of New Jersey
Office of Patents and Licensing

Suite 2100
One Worlds Fair Drive
Somerset, NJ 08873 ' MAILED
JUN 15 2011
OFFICE OF PETITIONS

In re Application of

Peter J. Yim, et. al. :

Application No. 12/221,738 : DECISION ON PETITION
Filed: August 5, 2008 :

Attorney Docket No. RWJ 06-02 CIP

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
May 6, 2011, to revive the above-identified application.

The above application became abandoned for failure to timely respond to the Notice of
Allowance and Fee(s) Due mailed October 28,2010. A Notice of Abandonment was mailed on
February 11, 2011.

The instant petition is not signed by an attorney of record. However, in accordance with 37 CFR
1.34(a), the signature of Kathleen A. Tyrrell appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that she is authorized to
represent the particular party on whose behalf she acts.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(m); (3) a statement that
the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional'; and (4) any terminal
disclaimer (and fee as set forth in 37 CFR 1.20(d)) requwed by 37 CFR 1.137(d). The instant
petition lacks item (2) above.

The rules and statutory provisions governing the operations of the U.S. Patent and Trademark
Office require payment of a fee on filing each petition to revive an abandoned application for
patent based on unintentional delay or to accept an unintentionally delayed payment of a fee for
issuing a patent. In this instance, the fee required by law is $810.

! Where there is a question as to whether either the abandonment or the delay in filing a petition under 37 CFR 1.137 was
unintentional, the Commissioner may require additional information. See MPEP 711.03(c)(Ill)(C) and (D).
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The “Transmittal Letter to Commissioner (Patent Pending)” filed on May 6, 2011, authorizes the
Office to charge and credit the listed deposit account. However, when the Office attempted to
charge the $810 petition fee, it was noted that the account listed contained insufficient funds.
Therefore, no consideration on the merits can be given to the present petition until the required
- fee of $810 has been received.

Additionally, if petitioner desires to receive future correspondence regarding this application, the
appropriate power of attorney or authorization of agent must be submitted. Thus, a courtesy
copy of this decision is being mailed to petitioner; thereafter, all future correspondence regarding
this application file will be directed solely to the address of record until otherwise instructed.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition under
37 CFR 1.137(b).” This is not a final agency action within the meaning of 5 U.S.C. § 704.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

Telephone inqujries concerning this decision should be directed to the undersigned at (571) 272-
32 ‘

Al

Andrgg Smith
Petitiohs Examiner
Office of Petitions

cc: KATHLEEN TYRRELL
Licata and Tyrrell, PC
66 E Main St
Marlton, NJ 08053
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University of Medicine and Dentistry of New Jersey

Office of Patents and Licensing

Suite 2100 M/

One Worlds Fair Drive AILED
Somerset, NJ 08873 : JUL 05 2011
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OFFICE OF PETITIONS

In re Application of

Peter J. Yim, et. al. :

Application No. 12/221,738 : DECISION ON PETITION
Filed: August 5, 2008 : '
Attorney Docket No. RwWJ 06-02 CIP

This is a decision on the renewed petition under the unintentional provisions of 37 CFR 1.137(b), filed
June 20, 2011, to revive the above-identified application.

The above application became abandoned for failure to timely respond to the Notice of Allowance and
Fee(s) Due mailed October 28, 2010. A Notice of Abandonment was mailed on February 11, 2011.

The instant petition is not signed by an attorney of record. However, in accordance with 37 CFR
1.34(a), the signature of Kathleen A. Tyrrell appearing on the petition shall constitute a representation to
the United States Patent and Trademark Off ice that she is authorized to represent the particular party
on whose behalf she acts.

. Since the petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of twelve (12) sheet of replacement drawings containing Figures 1-12; (2) the petition
fee of $810; and (3) a proper statement of unintentional delay’, the petition is GRANTED.

This application file is being referred to the Office of Data Management for further processing into a _

concerning this decision should be directed to the undersigned at (571) 272-3226.

Office of Petitions

"It is not apparent whether the statement of unintentional delay was signed by a person who would have been in a position of knowing
that the entire delay in filing the required reply from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. Nevertheless, in accordance with 37 CFR 10.18, the statement is accepted as constituting a certification of
unintentional delay. In the event that petitioner has no knowledge that the delay was unintentional, petitioner must make such an inquiry
to ascertain that, in fact, the delay was unintentional. If petitioner discovers that the delay was intentional, petitioner must so notify the
Office.
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APPLETON PAPERS INC.
LAW DEPARTMENT
825 E. WISCONSIN AVENUE

PO BOX 359 : MAILED

APPLETON WI 54912-0359
JuL 05 2011

OFFICE OF PETITIONS

In re Application of

SCHWANTES, TODD ARLIN :

Application No. 12/221,781 :  DECISION ON PETITION
Filed: 08/06/2008 » :

Attorney Docket No. 6610 CIP

This is a decision on the petition under 37 CFR.1.181 filed June 20, 2011, to withdraw the
holding of abandonment in the above-identified application.

The petition is GRANTED.

This application was held abandoned for failure to respond in a timely manner to the non-final
Office action mailed November 24, 2010, which set a three-month shortened statutory period for
reply. Extensions of this period were available under 37 CFR 1.136(a). On June 8, 2011, the
Office mailed a Notice of Abandonment.

Petitioner states that he filed a timely and proper reply to the non-final Office action
accompanied by a request for an extension of time for response within the third month (and fee).
Thus, petitioner requests that the Office withdraw the holding of abandonment.

The request for an extension of time for response within the third month and the reply filed May
31,2011 (bearing a certificate of mailing date of May 24, 2011), were located among the papers
in the Image File Wrapper for the above-identified application. Accordingly, the reply is
considered timely filed with the request for an extension of time for response within the third
month (and fee). See 37 CFR 1.8(a) and 1.136(a). '

The petition under 37 CFR 1.181 is granted. The holding of abandonment is hereby withdrawn.
The application is restored to pending status in view of the fact that petitioner filed a timely
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response to the non-final Office action on May 31, 2011 (certificate of mailing date of May 24,
2011).

This matter is being referred to Technology Center Art Unit 1765 for further action on the reply
filed on May 31, 2011 (certificate of mailing date of May 24, 2011).

Telephone inquiries concerning this decision may be directed to the undersigned at (571) 272-
3211. All other questions regarding the status of the application or the examination procedures’
should be directed to the Technology Center.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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DON B. FINKELSTIN, ESQ.
LAW OFFICES OF DON FINKELSTEIN

SUITE 216
3858 CARSON STREET
TORRANCE C 90503 MAILED
MAY 02 2011
OFFICE OF PETITIONS

In re Patent No. 7,854,219

Issue Date: December 21, 2010 :

Application No. 12/221,823 : NOTICE
Filed: August 6, 2008 : ' '
Attorney Docket No. PA5510

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
* 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done. '

Your fee deficiency submission under 37 CFR 1.28 is hereby NOT ACCEPTED.

The fee deficiency cannot be accepted because no itemization has been submitted, as required by
37 CFR 1.28(C) (i1) which states:

(2) Payment of deficiency owed. The deficiency owed, resulting from the previous
erroneous payment of small entity fees, must be paid.

(ii)  Itemization of the deficiency payment. An itemization of the total deficiency
payment is required. The itemization must include the following information:

(A)  Each particular type of fee that was erroneously paid as a small entity, (e.g., basic
statutory filing fee, two-month extension of time fee) along with the current fee amount for non-
small entity;

(B)  The small entity fee actually paid, and when. This will permit the Office to
differentiate, for example, between two one-month extension of time fees erroneously paid as a
small entity but on different dates;
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(C)  The deficiency owed amount (for each fee erroneously paid); and

(D)  The total deficiency payment owed, which is the sum or total of the individual
deficiency owed amounts set forth in paragraph (c)(2)(i1)(C) of this section.

As indicated above, the submission filed March 23, 2011, does not include a proper itemization.
In this regard, the Issue and Terminal Disclaimer fees should be further itemized to include the
dates the small entity fees were actually paid.

This itemization must be provided within one (1) month of the mail date of this decision to avoid
the return of the deficiency payment. See 37 CFR 1.28 (c)(3). No extension of this 1-month
time limit will be granted under 37 CFR 1.136(a).

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

Thurman K. Pagg

Petitions Examiner
Office of Petitions
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DON B. FINKELSTIN, ESQ. _ ,
LAW OFFICES OF DON FINKELSTEIN MAILED
SUITE 216 . 5 49011
3858 CARSON STREET JUN 24:20
TORRANCE C 90503 OFFICE OF PETITIONS

In re Patent No. 7,854,219 :

Issue Date: December 21, 2010 Vol

Application No. 12/221,823 : NOTICE
Filed: August 6, 2008 :

Attorney Docket No. PAS510

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the

_ issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

Thurman K Page
Petitions Examiner
Office of Petitions
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Gagnon, Peacock & Shanklin, P.C.
4245 N. Central Expressway

Suite 250, LB104 ' MAILED

Dallas, TX 75205

AUG 25 2011
OFFICE OF PETITIONS
In re Application of :
John D. Carnegie, et. al. X
Application No. 12/221,833 :DECISION ON PETITION
Filed: August 7, 2008 :TO MAKE SPECIAL UNDER
Attorney Docket No. 11-059 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed August 17, 2011, to make
the above-identified application special based on applicant’'s age as set forth in MPEP §
708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’'s Age must be accompanied by evidence showing that at
least one of the applicants is 65 years of age, or more, such as a birth certificate or a
statement by applicant. No fee is required.

The instant petition includes a statement from joint inventor, David A. Ackley, that he is 65
years of age or older. Accordingly, the above-identified application has been accorded
“special” status.

This application file is being referred to Technology Center Art Unit 3687 for processing
in accordance with this decision.

Telephone inquiries concerning this decision should be directed to the undersigned at
(574 272-3226. Adl other inquiries concerning the processing of the application should be
a ssed to Technology Center 3600 at (571) 272-3600.

reg/$mith
Petiti Examiner
Office of Petitions
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March 6, 2012.

WILLIAMS MULLEN

222 CENTRAL PARK AVENUE
SUITE 1700

VIRGINIA BEACH VA 23462

In re Application of :

Hao, Zhili T DECISION ON PETITION
Application No. 12/221,857 :

Filed: 08/07/2008 :

Attorney Docket No. 672168.0044

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) November 12/ 2008.

The petition is DISMISSED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, (One (1) set for EFW filings, and

3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings.

"The patent or application file contains at least one drawing executed in color.

Copies of this patent or patent application publication with color drawing(s) will

be provided by the Office upon request and payment of the necessary fee."

The petition did not meet the following requirement(s). 1 ] 2 U 3]

A renewed petition filed under 37 C.F.R. 1.84 (a) (2) must be filed within TWO (2) MONTHS
of this decision. If a renewed petition is not filed within the TWO (2) Months of this decision
the drawings will be printed in black and white.

Telephone inquires relating to this decision may be d1rected to the undersigned in the Office of
Data Management at 571-272-4200.

/Diane Terry/

Quality Control Specialist
Office of Data Management
Publications Branch
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UNITED STATES PATENT AND TRADEMARK OQFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

March 30, 2012

WILLIAMS MULLEN

222 CENTRAL PARK AVENUE
SUITE 1700

VIRGINIA BEACH VA 23462

In re Application of
HOA, ZHILI
Application No. 12/221,857 :

Filed: 08/07/2008 : ACCEPTANCE OF COLOR
Attorney Docket No. 672168.0044 : DRAWINGS

- DECISION ON PETITION

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) March 14, 2012.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, (One (1) set for EFW filings, and

3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings.

“The file of this patent contains at least one drawing executed in color. Copies of
this patent with color drawing(s) will be provided by the Patent and Trademark
Office upon request and payment of the necessary fee.”

The petition was accompanied by all of the requirements above. Therefore, the petition is
GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200. '

/Diane Terry/

Quality Control Specialist
Office of Data Management
Publications Branch



Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov

MAILED

Mr. Kevin Liu FEB 06 2012
197 Alhambra Way

g OFFICE OF PETITIONS
In re Application of :

Liu : DECISION ON PETITION

Application No. 12/221,859

Filed: August 6, 2008

For: PUMPLESS LIQUID COOLING
SYSTEM

This is a decision on the petition under 37 CFR 1.137(b), filed January 19, 2012, to revive the
above-identified application.

The petition is DISMISSED WITHOUT PREJUDICE.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The
reconsideration request should include a cover letter entitled “Renewed Petition under 37 CFR
1.137(b).” This is not a final agency decision.

In accordance with 37 CFR 1.33(b), “[aJmendments and other papers, except for written
assertions pursuant to § 1.27(c)(2)(ii) of this part, filed in the application must be signed by: (1)
A patent practitioner of record appointed in compliance with § 1.32(b); (2) A patent practitioner
not of record who acts in a representative capacity under the provisions of § 1.34; (3) An
assignee as provided for under § 3.71(b) of this chapter; or (4) All of the applicants (§ 1.41(b))
for patent, unless there is an assignee of the entire interest and such assignee has taken action in
the application in accordance with § 3.71 of this chapter.”

The instant petition has not been executed in accordance with 37 CFR 1.33(b)(4) in that the
petition is not signed.

Any request for reconsideration must be accompanied by a properly executed petition.
Further correspondence with respect to this matter should be addressed as follows:
By mail: Mail Stop Petition

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
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By hand: U.S. Patent and Trademark Office
‘Customer Window
Mail Stop Petition
Randolph Building
Dulany Street
Alexandria, VA 22314

_Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-
3205.

JALESIA M. BROWNI .
Alesia M. Brown

Attorney Advisor -
Office of Petitions
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Undted Statfes Patfent and Trodemark Office
P.O. Box 1450
Alexandria, VA 22313-1450

MAILED

Mr. Kevin Liu

197 Alhambra Way MAR Q5 2012
Weston FL 33326 OFFICE OF PETITIONS
In re Application of ‘ .

Liu : DECISION ON PETITION
Application No. 12/221,859 :

Filed: August 6, 2008

For: PUMPLESS LIQUID COOLING

SYSTEM

- This is a decision on the renewed petition under 37 CFR 1.137(b), filed February 21, 2012, to
revive the above-identified application.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The
reconsideration request should include a cover letter entitled “Renewed Petition under 37 CFR
1.137(b).” This is not a final agency decision.

This application became abandoned September 23, 2011 for failure to timely submit a proper
reply to the non-final Office action mailed June 22, 2011. The non-final Office action set a three
month shortened statutory period of time for reply. Notice of Abandonment was mailed January
12,2012.

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (i) the required reply,
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17; (3) the required statement
of unintentional delay; and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d))
required pursuant to 37 CFR 1.137(c).

The present petition fails to satisfy requirement (1) set forth above. Petitioner has failed to
submit a reply to the outstanding Office communication, a copy of which is enclosed herewith as
a courtesy. ’

Any request for reconsideration must include a proper reply to the non-final Office action.
Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION

Commissioner for Patents
P. O. Box 1450

Commissioner for Potenty .



Application No. 12/221,859 2

Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
: Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

Telephone inquiries concerning this matter may be directed to the undersigned at (571) 272-
3205. :

[ALESIA M. BROWN/

Alesia M. Brown
Attorney Advisor
Office of Petitions

CC: KevinLiu
3715 Oak Ridge Cir.
Weston FL 33331
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Application No. Applicant(s)
12/221,859 LIU, KECHUAN KEVIN
Office Action Summary Examiner Art Unit
' PATRICK EDWARDS 3744

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address —
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure 1o reply within the set or extended period for reply will, by staiute, cause the application o become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

eamed patent term adjustment. See 37 CFR 1.704(b).

Status
1) - Responsive to communication(s) filed on 06 August 2008.
2a)[] This action is FINAL. 2b)[ This action is non-final.
3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X Claim(s) 1-19 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5] Claim(s) ____is/are allowed.
6)fJ Claim(s) 1-19 is/are rejected.
70 Claim(s) ______is/are objected to.
8)[] Claim(s) ____are subject to restriction and/or election requirement. '

Application Papers

9)IX] The specification is objected to by the Examiner.
0)X The drawing(s) filed on 06 August 2006 is/are: a)[] accepted or b)[X] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).
11)[J The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)JAll )] Some * ¢)[T] None of:
1.[]]. Certified copies of the priority documents have been received.
2. Certified copies of the'priority documents have been received in Application No. ____
3.[J Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) IX) Notice of References Cited (PTO-892) 4) [ Interview Summary (PTO-413)

2) ] Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)Mail Date. __.

3) [} nformation Disclosure Statement(s) (PTO/SB/08) 5) ] Netice of informal Patent Application
Paper No(s)/Mail Date 08/06/2008. 6) [] other:

U.S. Patent and Trademark Office . i
PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20110517
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DETAILED ACTION
Specification

Applicant is reminded of the proper language and format for an abstract of the
disclosure.

The abstract should be in narrative form and generélly limited to a single
paragraph on a separate sheet within the range of 50 to 150 words. It is important that
the abstract not exceed 150 words in length since the space provided for the abstract
on the computer tape used by the printer is limited. The form and legal phraseology
often used in patent claims, such as "means" and "said," should be avoided. The
abstract should describe the disclosure sufficiently to assist readers in deciding whether
there is a need for consulting the full patent text for details.

The language should be clear and concisé and should not repeat information
given in the title. It should avoid using phrases which can be implied, such as, "The
disclosure concerns," "The disclosure defined by this invention," "The disclosure
describes," etc.

The abstract of the disclosure is objected to because:
e The abstract contains legal phraseology such as comprises (see line 2).
e The abstract contains 171 words.
Correction is required. See MPEP § 608.01(b).
Drawings

Figure 1A and 1B should be designated by a legend such as --Prior Art--
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected
drawings in compliance with 37 CFR 1.121(d) are'required in reply to the Office action
to avoid abandonment of the application. The replacement sheet(s) should be labeled
“Replacement Sheet” in the page header (as per 37 CFR 1.84(c)) so as not to obstruct
any portion of the drawing figures. If the changes are not accepted by the examiner, the

applicant will be notified and informed of any required corrective action in the next Office

action. The objection to the drawings will not be held in abeyance.
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Claim bbjections

Claims 1-18 are objected to because of the following informalities:

» Claim 1 Line 8, the recitation of “ have liquid circulating” should be —have a
liquid circulating—

e Claim 1 Line 10, the recitation of "connected to form heat" should be —
connected to form a heat--

. Claim 2 Line 4, the recitation of " for liquid passing through " should be —for a
liquid to pass through—

 Claims 2-14 should be labeled as —~The pumpless liquid cooling system--, as
they depend from claim 1 which already sets forth the pumpless cooling
system for which the claims depend.

¢ Claim 2 Line 5, the recitation of “out;” should be —out.—

e Claim 5 Line 3, the recitation of "fins and internal " should be —fins an
intemal—-

e Claim 6 Line 3, the recitation of "disc attaching " should be —disc attached--

» Claim 6 Line 4, the recitation of “vanes attached or extended to " should be —
vanes attaéhed to or extended from—

 InClaim 6 Line 4, the recitation of “radically” should be —radially—

e Claim 8 Line 2, the recitation of "supporting " should be --support--

e Claim 8 Line 3, the recitation of "external ring" should be —external rings—

 Claim 10 Line 5, the recitation of “radically” should be —radially--. Additionally,

Line 5, the recitation of “end co-axially" should be --end and co-axially--
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Further, Line 5, the recitation of "plurality vanes" should be --plurality of
vanes--.

e Claim 11 Line 2, the recitation of "device may an alter item of a commercially
" should be —device may bAe' a commercially available axial fan--

e Claim 13 Line 5, the recitation of "connection to form liquid " should be —
connection to form a liquid--

o Claim 15 Line 9, the recitation of "have liquid " should be ~have a liquid --

» Claim 15 Line 11, the recitation of "to form heat " should be —to form a heat --

e Claim 15 Line 13, the recitation of "faétenedA together. " should be —fastened
together;-- |

e Claim 15 Line 14, the recitation of "to transfer torques " should be —to transfer
torque—

e Claim 15 Line 1l5, the recitation of "said impeller instead; said torques rotating
said impeller " should be —said impeller; said torque rotatés said impeller on ,
the liquid --

o Cl’aim 18 Line 9, the recitation of "configured to have Iiduid " should be -
configured to have a liquid --

» Claim 18 Line 10, the recitation of "connected to form heat transfer" should be
—connected to form a heat transfer--

Appropriate correction is required.

Claim Rejections - 35 USC § 112

The following is a quotation of the first paragraph of 35 U.S.C. 112:
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The specification shall contain a written description of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall
set forth the best mode contemplated by the inventor of carrying out his invention.

Claims 15-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to
comply with the enablement requirement. The claim(s) contains subject matter which
was not described in the specification in such a way as to enable one skilled in the art to
which it pertains, or with which it is most nearly connected, to make and/or use the
invention.

o | In regards to claims 15-17, the applicant recites a “means for liquid circulation
without using a pump” (claim 15, line 6). The claim implies that there is no
movement of fluid by pressure changes and rotating elements. However, as
disclosed, the current invention uses an impeller to circulate coolant and the process
of circulating the fluid which is an inherent operation of a pump. Given the limitation
“means for liquid circulation without using a pump” would not enable one skilled to
the art to make or use the invention. For examination purposes the limitation
"means for liquid circulation without using a pump" has been interpreted as the
impeller.

The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

Claims 2-12 and 18-19 are rejected under 35 U.S.C. 112, second paragraph, as
being indefinite for faiiing to particularly point out and distinctly claim the subject matter
which applicant regards as the invention.

» Claim 2 line 4 cites the phrase “a plurality of liquid channels running inside for liquid

passing through” the phrase is unclear as to whether liquid is running inside the
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absorbing portion or the base/body. For examination purposes, this limitation has
been interpreted as the liquid is running inside the absorbing portion.

e Claim 2 line 5 cites the phrase “outlet for liquid in and out”. The phrese is unclear as
to whether the liquid flows in and out of the absorbing portion or the base/body. For
examination purposes, this limitation has been interpreted as the liquid flows in and‘
out of the absorbing portion. |

e Claim 3 line 2 cites the term “maybe”. The term represents a variable which does not
positively recite if the micro-channel or the milli-channel is part of the present
invention. In other words, is the liquid channel built as a micro-channel or milli-
channel or are these elements optional limitations. For examination purposes, this
Iimiiation has been interpreted as the liquid channel.

» Inregards to claim 3 the limitation “micro-channel or milli-channel” has not been
described in sufficient detail. There is no antecedent basis for this limitation in the
specification.

e Claim 4 line 3 cites the term "maybe”. The term represents a variable which does not
positively recite if the support bearing and plug of claim 4 is part of the present
invention. In other words, does the heat dissipating portion include a support
bearing and a plug or are these elements optional limitations. For examination
purposes, this limitation has been interpreted as not having the support bearing and
plug. As a result, claims 8-9 have been given limited patentable weight.

e Claim 7 line 3 cites the term "maybe”. The term represents a variable which does not

positively recite if the feed screw of claim 7 is part of the present invention. In other

words, is the shaft a feed screw or is this an optional limitation. For examination
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purposes the limitation has been interpreted as a shaft with vanes attached or
extended.

e The term "basically" in cléim 7 is a relative term which renders the claim indefinite.
The term "basically" is not defined by the claim, the specification does not provide a
standard for ascertaining the requisite degree, and one of ordinary skill in the art
would not be reasonably apprised of the scope of the invention. The feed screw of
claim 7 is rendered indefinite because there in no method of determining what
constitutes an impeller being “basically” a feed screw with modifications.

o Claim 10 line 5 cites the limitation "its". The term is unclear as to whether the
magnetic disc is attached on the vanes or shaft. For examination purposes, the term
will be interpreted as the shaft. | S

e Claim 11 line 2 cites the term "may”. The term represents a variable which does not
positively recite if the cdmmercially available axial fan of claim 11 is a part of the
present invention. In other words, is the fan an axial fan or is this type fan an
optional limitation. For exarﬁination purposes the limitation has been interpreted as
the driving device is a fan. |

 Claim 11 is indefinite because of the phrase “may an alter item” is unclear in context.
As aresult the phrase is given limited patentable weight. For examination purposes
the recitation has been interpreted as the device having a fan.

e Claim 12 Line 3 and Claim 13 Line 3 recites the limitation “the relationship”. It is
unclear as to what is in “the relationship” as recited. For examinatibn purposes, the

recitation has been interpreted as —a relationship--.
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. Clairﬁ 18 Line 6 and Claim 19 Line 4 recite the Iimitation"'receiver". There is no
antecedent basis for this limitation in the claim. The claim is unclear as to what
structure constitutes the “receiver”. As a result the limitation is given limited
patentable weight. l;or examination purposes the limitation “receiver” has been
interpreted as the heat dissipating portion.

Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

Claims 1-5 and 12-19 are rejected under 35 U.S.C. 102(b) as being anticipated

by Batchelder (US 6019165).

| In régards to claims 1, 15, and 18 Batchelder disclose pumpless liquid cooling
system for removing heat from heat generating components comprising: a heat
absorbing portion (see annotated Figure below); a heat dissipating portion (see
annotated Figure below) and at least one driving device (See annotated Figure below);
said heat absorbing portion and said heat dissipating portion being of unitary
construction (Column 6 Lines 53-58) as a sealed container with working fluid inside
(Shown in Fig. 5); said heat dissipating portion configured to have a liquid circulating
mechanism internally (54 Impeller) and heat rejection capabilities externally (fins,
column 6 Lines 64-65); said heat absorbing portion and said heat dissipating portion
having liquid passages (76) internally and being connected to form a heat transfer loop

(denoted by arrows in Fig. 5); said driving device (30) and said heat dissipating portion
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(28) being co-axially aligned and attached. In which the cooling system uses a magnetic
field force to transfer torques from said driving device to said impeller exerting pressure

on liquid to circulate liquid in the heat transfer loop. (Column 8 Lines 14-27)

In regards to claim 2 and 3 Batchelder discloses the apparatus wherein said
heat absorbing portion having a base (24) configured to have at least one thermal
interface surfaceﬁ (as shown below), a plurality of liquid channels running inside for liquid
passing through (76), an inlet and an outlet for liquid in and out of the heat absorbing

portion (As shown).
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In regards to claim 4 Batchelder discloses the heat dissipating portion
comprising a heat dissipating body (70), an impeller (54), and an end cap (26 - Figure 5
which functions as fhe upper surface to contain the liquid).

In regards to claim 5 Batchelder discloses wherein the heat diséipating body
having fins (28 Column 6 Lines 64-65); an internal cylindrical liquid passage (60), ;n
inlet, an outlet (Defivned by 76), and an orifice (Column 5 Lines 38-47); said fins for heat
rejection with air passing’through naturally (Column 5 Lines 13-16); said inlet, said

outlet and said liquid passage (60) being in serial connection (as show‘n in Fig.5 from

left to right); said orifice being used for filling-up liquid.

In regards to claifn 12 Batchelder discloses the apparatus wherein the driving
device and heat dissipating portion being assembled together so that said magnetic disc
(56) of said rotor (32) and magnetic disc (top portion of 54) of said impeller are coaxial
(Column 10 Lines 15-43) and facé to face divided by said end cap (26 which functions

as the upper surface to contain the liquid).
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In regards to claim 13 Batchelder discloses the apparatus wherein the heat
dissipating portion and the heat absorbing portion being of unitary construction wherein
the internal 6ylindrical liquid passage, the inlet, the outlet and the liquid channel being in
serial connection to form a liquid circulating heat transfer loop (The heat transfer loop
denoted by arrows in Fig.5) |

| In regards to claim 14 Batchelder discloses the apparatus wherein the internal
cylindrical liquid passage, the inlet, the outlet and the liquid channel having internal
voids defined by passageways and channels (Column 6 Lines 58-61) for a liquid
volume. |

In regards to claim 16 Batchelder discloses the magnetic field force being from
a pair of circular magnets (380 driving device and 370 impeiler) on said rotor of said
driving device and on said impeller in said heat dissipating portion.

In regards to claim 17 and 19 Batchelder discloses the pair of circular magnets
are separated by end cap (26 - Figure 5 which functions as the upper surface to contain

the liquid) without direction contact.

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148
USPQ 459 (1966), that are applied for establishing a background for determining
obviousness under 35 U.S.C. 103(a) are summarized as follows:

Determining the scope and contents of the prior art.
Ascertaining the differences between the prior art and the claims at issue.
Resolving the level of ordinary skill in the pertinent art.

Considering objective evidence present in the application indicating
obviousness or nonobviousness.

Hwp -~

Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Batchelder (US 6019165) in view of. GoldoWsky et al (US 620851 2).

In regards to claim 6 Batchelder discloses the apparatus as claimed. However,
Batchelder does not explicitly disclose the impeller comprises a shaft having an axis, a |
magnetic disc attached to said shaft coaxially at one end of said shaft, and a plurality of
vanes attached to said shaft radially. Goldowsky et al teach a liquid cooling system
having a shaft (44) is given its plain meaning as a cylindrical bar used to transmit
motion) having an axis through the center of the shaft, a magnetic disc (50a) having a
center axis the same as the shaft and a plurality of vanes (48a) attached extending
radially. It would have been obvious to one of ordinary skill in the art at the time the
invention was made to modify Batchelder to use an impeller as taught by Goldowsky et
al. to create turbulent flow which would increase the heat absorbing capabilities.

In regards to claim 7 Batchelder discloses the apparatus as claimed. However
Batchelder does not explicitly disclose the shaft having vanes attached. Goldowsky et al
disclose a magnetically coupled pump using attached vanes (48) to circulate fluid. It
would have been obvious to one of ordinary skill in the art at the time the invention was

made to modify Batchelder to use a shaft having vane as taught by Goldowsky et al to
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allow for a lower pressure along the shaft axis to reduce the occurrence of cavitations

which would damage the shaft.

Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Batchelder (US 6019165) in view of Wu (US 6654246).

In regards to claim 10 Batchelder discloses the apparatus wherein the driving
device comprises a frame that houses the rotor (32) as shown in Figure 5 said rotor
configured'to have a shaft that is connected to roto'r (32) shown in Fig. 5 and having a
plurality of vanes (34) éxtended radialiy and a magnetic disc (56) attached on the shaft
end co-axially and driven by a motor (Column 6 Lines 5-7). Batchelder does not
explicitly disclose a plurality bf mounting apertures. However, Wu disclose a fan frame
having four.mouﬁting holes for mounting to a heat sink. It would have been obvious to
one of ordinary skill in the art at the time the invention was made to modify Batchelder
to provide the fan frame with mounting holes as taught by Wu to prevent the fan frame

from moving during fan rotation.

In regards to claim 11 Batchelder discloses the apparatus wherein the driving

device is a fan (Column 5 Lines 56-59).
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Conclusion
The prior art made of record and not relied upon is considered pertinent to
applicant's disclosure.
Bingler (US 6668911), Uomori et al. (US 6832646), Farrow et al. (US 6945314),
and Wang (US 6638033) are cited to show different magnetically coupled coolers
having different casing structures. Benson (US 1536754) and Chrysler et al (US

6992382) are cited to show fluid circulating elements. o

Any inquiry-concerning this communication or earlier communications from the
examiner should be directed to PATRICK EDWARDS whose telephone number is
(571)270-7050. The examiner can normally be reached on M - F 8 am - 4 pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for
the org'anization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. ~Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR systém, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).
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If you would like assistance from a USPTO Customer Service Representative or
access to the automated information system, call 800-786;91 99 (IN USA OR CANADA)
or 571 -272-1000.

/PATRICK EDWARDS/ ' /CHERYL J. TYLER/

Examiner, Art Unit 3744 Supervisory Patent Examiner, Art
: Unit 3744
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527 MADISON AVENUE (9TH FLOOR) MAILE D

NEW YORK NY 10022 NOV 15 2010
OFFICE OF PETITIONS

In re Application of

Elazar RABBANI et al. :

Application No. 12/221,863 . DECISION ON PETITION

Filed: August 07, 2008
Attorney Docket No. ENZ-68(CIP-4)

This is a decision on the petition, filed June 09, 2010, which is being treated as a petition
under 37 CFR 1.8(b), requesting withdrawal of the holding of abandonment in the above-
identified application.

‘The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to

'File Missing Parts of Nonprovisional Application, mailed September 21, 2009. The
Notice set a period for reply of two (2) months from the mail date of the Notice. No
extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly,
the application became abandoned on November 22, 2009.

Petitioner states that a reply was timely mailed via express mail on October 27, 2009. As
evidence petitioner has submitted copies of the USPS Express Mail Receipt and a return
postcard receipt from the USPTO, which would have rendered the reply timely if received.

There is no indication that the person signing the petition was ever given a power of
attorney to prosecute the application. If the person signing the petition desires to receive
future correspondence regarding this application, the appropriate power of attorney
documents must be submitted.
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The petition satisfies the above requirements of 37 CFR 1.8(b). Accordingly, the holding
of abandonment for failure to timely file a reply to the Office action of is hereby
withdrawn and the application restored to pending status.

Telephone inquiries concerning this decision should be directed to Michelle R. Eason at
(571) 272-4231.

This application is being referred to the Office of Patent Application Processing for
appropriate action on the reply received October 27, 2009.

A
Thurman K. Pagé /L/

Petitions Examiner
Office of Petitions



Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.uspto.gov

MAILED

ENZO BIOCHEM, INC. DEC 02 Zull
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NEW YORK NY 10022 OFFICE OF PETITIONS
In re Application of

RABBANI et al. :

Application No. 12/221,863 : DECISION DISMISSING PETITION
Filed: 08/07/2008 . UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. ENZ-68(CIP-4)

This is a decision on the petition under 37 CFR 1.78(a)(3) filed November 11, 2011,
to accept an unintentionally delayed claim under 35 U.S.C. 120 for the benefit of the
prior-filed nonprovisional application set forth in the currently filed amendment to
the specification.

The petition is DISMISSED

A petition for acceptance of an unintentionally delayed claim under 35 U.S.C. 120 for the benefit
of prior-filed nonprovisional applications pursuant to 37 CFR 1.78(a)(3) is applicable to those
applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37
CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

(2)  the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

The petition does not comply with item (1).
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First, the reference to add prior-filed nonprovisional Application No. 11/598,916 in the first
sentence of the specification on page one following the title is not acceptable as drafted because
it improperly incorporates by reference prior-filed Application No. 11/598,916.

Pursuant to MPEP 201.11(II)(F),

An incorporation by reference statement added after an application’s filing date is
not effective because no new matter can be added to an application after its filing
date (see 35 U.S.C. 132(a)). If an incorporation by reference statement is included in
an amendment to the specification to add a benefit claim after the filing date of the
application, the amendment would not be proper. When a benefit claim is submitted
after the filing of an application, the reference to the prior application cannot
include an incorporation by reference statement of the prior application unless an
incorporation by reference statement of the prior application was presented upon
filing of the application. See Dart Indus. v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980).

The incorporation by reference statement of prior Application No. 11/598,916 was not presented
upon filing Application No. 12/221,863. Accordingly, applicants cannot now add an
incorporation by reference statement of prior Application No. 11/598,916.

Second, the Office notes:

The reference to the prior applications must identify all of the prior
applications and indicate the relationship (i.e., continuation, divisional, or
continuation-in-part) between each nonprovisional application in order to
establish copendency throughout the entire chain of prior applications.
Appropriate references must be made in each intermediate application in the
chain of prior applications. If an applicant desires, for example, the following
benefit claim: “this application is a continuation of Application No. C, filed --
-, which is a continuation of Application No. B, filed ---, which claims the
benefit of provisional Application No. A, filed---,” then Application No. C
must have a reference to Application No. B and provisional Application No.
A, and Application No. B must have a reference to provisional Application
No. A.

MPEP 201.11(IIT)(C).
After reviewing the chain of applications to which applicants are seeking a benefit claim, it

appears intermediate Applications Nos. 11/084,668, 11/097,518, and 11/598,916 do not contain
appropriate references to all of the prior filed applications.
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Specifically, Application No. 11/084,668 does not contain a reference indicating that
nonprovisional Application No. 10/849,067, filed May 19, 2004, claims the benefit of U.S.
provisional Application No. 60/504,860, filed September 22, 2003.

Additionally, Application No. 11/097,518 states that it is “a continuation-in-part of the patent
application entitled ‘Sclerostin and the Inhibition on Wnt Signaling and Bone Formation’, filed
on March 18, 2005 (Dan Wu, et al.) ...” but does not identify the prior application by application
number (consisting of the series code and serial number) as required under 37 CFR 1.78(a)(2).
Moreover, Application No. 11/097,518 does not contain a reference indicating that
nonprovisional Application No. 11/084,668, filed March 18, 2005, is a continuation-in-part of
Application No. 10/849,067, filed May 19, 2004, which claims the benefit of U.S. provisional
Application No. 60//504,860, filed September 23, 2003.

Lastly, Application No. 11/598,916 states that it claims the benefit of U.S. provisional
Application No. 60/504,860. However, Application No. 11/598,916 does not contain a reference
indicating that Application No. 11/598,916, filed November 14, 2006, is a continuation-in-part of
nonprovisional Application No. 11/097,518, filed April 1, 2005, which is a continuation-in-part
of Application No. 11/084,668, filed March 18, 2005, which is a continuation-in-part of
Application No. 10/849,067, filed May 19, 2004, which claims the benefit of U.S. provisional
Application No. 60/504,860, filed September 23, 2003.

Applicants should review the benefit claim submitted on petition to ensure that appropriate
references are made in the first application and in each intermediate application in the
chain of prior applications.

As a condition for acceptance of the present petition under 37 CFR 1.78(a)(3), applicants must
(1) perfect the benefit claim under 35 U.S.C. 119(e) by filing a petition under 37 CFR 1.78(a)(6)
in Application No. 11/084.668 to add a reference indicating that Application No. 10/849,067,
filed May 19, 2004, claims the benefit of U.S. provisional Application No. 60/504,860, filed
September 22, 2003; (2) perfect the benefit claim under 35 U.S.C. 120 and 35 U.S.C. 119(¢) by
filing a petition under 37 CFR 1.78(a)(3) and (a)(6) in Application No. 11/097,518 to add a
reference indicating that nonprovisional Application No. 11/097,518, filed April 1, 2005 is a
continuation-in-part of Application No. 11/084,668, filed March 18, 2005, which is a
continuation-in-part of Application No. 10/849,067, filed May 19, 2004, which claims the benefit
of U.S. provisional Application No. 60/504,860, filed September 23, 2003; (3) perfect the benefit
claim under 35 U.S.C. 120 and 35 U.S.C. 119(e) by filing a petition under 37 CFR 1.78(a)(3) and
(a)(6) in Application No. 11/598.,916 to add a reference indicating that Application No.
11/598,916, filed November 14, 2006, is a continuation-in-part of nonprovisional Application
No. 11/097,518, filed April 1, 2005, which is a continuation-in-part of Application No.
11/084,668, filed March 18, 2005, which is a continuation-in-part of Application No.

10/849,067, filed May 19, 2004, which claims the benefit of U.S. provisional Application No.
60/504,860, filed September 23, 2003; and, (4) file a renewed petition under 37 CFR 1.78(a)(3)
in Application No. 12/221,863 accompanied by an amendment to the specification or a
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Supplemental Application Data Sheet removing the improper incorporation by reference
statement of prior Application No. 11/598,916.

Applicants must await a decision granting the petitions in Applications Nos. 11/084,668,
11/097,518 and 11/598,916 before filing a renewed petition under 37 CFR 1.78(a)(3) in the
present application, No. 12/221,863.

No additional petition fee is required for filing a renewed petition in Application no. 12/221,863.
The Office notes that 37 CFR 1.33(b) requires that amendments and other papers, except for
written assertions pursuant to 37 CFR 1.27(c)(2)(ii), filed in an application must be signed by an
appropriate party. Therefore, an ADS, supplemental ADS, or an amendment submitted after the
filing of an application must be signed in accordance with 37 CFR 1.33(b).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Correspondence may also be submitted via the Electronic Filing System of the USPTO.
Any questions concerning this matter may be directed to the undersigned at (571) 272-3211.

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions
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OFFICE OF PETITIONS
In re Application of
RABBANI et al. :
Application No. 12/221,863 - : : DECISION DISMISSING PETITION

Filed: 08/07/2008 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. ENZ-68(CIP-4) :

This is a decision on the renewed petition under 37 CFR 1.78(a)(3) filed April 2, 2012, to accept
an unintentionally delayed claim under 35 U.S.C. 120 for the benefit of the prior-filed
nonprovisional application set forth in the amendment to the specification filed on November 11,
2011.

The petition is DISMISSED

A petition for acceptance of an unintentionally delayed claim under 35 U.S.C. 120 for the benefit
of prior-filed nonprovisional applications pursuant to 37 CFR 1.78(a)(3) is applicable to those
applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37
CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

A3) a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

The petition does not comply with item (1).
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As stated in the decision mailed December 2, 2011, the reference to add prior-filed
nonprovisional Application No. 11/598,916 in the first sentence of the specification is not
acceptable as drafted because it improperly incorporates by reference prior-filed Application No.
11/598,916.

Pursuant to MPEP 201.11(II)(F),

An incorporation by reference statement added after an application’s filing date is
not effective because no new matter can be added to an application after its filing
date (see 35 U.S.C. 132(a)). If an incorporation by reference statement is included in
an amendment to the specification to add a benefit claim after the filing date of the
application, the amendment would not be proper. When a benefit claim is submitted
after the filing of an application, the reference to the prior application cannot

include an incorporation by reference statement of the prior application unless an
incorporation by reference statement of the prior application was presented upon
filing of the application. See Dart Indus. v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980).

The incorporation by reference statement of prior Application No. 11/598,916 was not presented
upon filing Application No. 12/221,863. Accordingly, applicants cannot now add an
incorporation by reference statement of prior Application No. 11/598,916. Furthermore, the
decision specifically stated that applicants must submit an amendment to the first sentence(s) of
the specification or a Supplemental ADS removing the improper incorporation by reference
statement of prior Application No. 11/598,916 with any renewed petition under 37 CFR
1.78(a)(3).

Accordingly, the petition is dismissed.

Applicants must file a renewed petition under 37 CFR 1.78(a)(3). Additionally, applicants must
submit an amendment to the first sentence(s) of the specification or a Supplemental ADS that
includes a reference to the prior filed applications in compliance with 37 CFR 1.78(a) and
removes the improper incorporation by reference statement of prior Application No. 11/598,916.
No additional petition fee is required for filing a renewed petition.

The Office notes that 37 CFR 1.33(b) requires that amendments and other papers, except for
written assertions pursuant to 37 CFR 1.27(c)(2)(ii), filed in an application must be signed by an
appropriate party. Therefore, a Supplemental ADS or an amendment submitted on renewed
petition must be signed in accordance with 37 CFR 1.33(b) and commence on a separate physical
sheet pursuant to 37 CFR 1.4(c).
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Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS v
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
' ATTN: Office of Petitions

Correspondence may also be submitted via the Electronic Filing} System of the USPTO.
Any questions concerning this matter may be directed to the undersigned at (571) 272-3211.
/Christina Tartera Donnell/

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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In re Application of
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Application No. 12/221,863 : DECISION GRANTING PETITION

Filed: 08/07/2008 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. ENZ-68(CIP-4) :

This is a decision on the renewed petition under 37 CFR 1.78(a)(3) filed April 11,2012, to
accept an unintentionally delayed claim under 35 U.S.C. 120 for the benefit of the prior-filed
nonprovisional application set forth in the concurrently filed amendment to the specification.

The renewed petition is GRANTED.

A petition for acceptance of an unintentionally delayed claim under 35 U.S.C. 120 for benefit of
a prior-filed nonprovisional application pursuant to 37 CFR 1.78(a)(3) is applicable to those
applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37
CFR 1.78(a)(3) must be accompanied by:

1) the reference required by 35 U.S.C. 120 and 37 CFR
1.78(a)(2)(i) of the prior-filed application, unless previously
submitted;

) the surcharge set forth in § 1.17(t); and

3 a statement that the entire delay between the date the
claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may require
additional information where there is a question
whether the delay was unintentional.

All of the above requirements having been satisfied, the benefit claim under 35 U.S.C. 120 is
accepted as being unintentionally delayed.
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The granting of the petition to accept the delayed benefit claim of the prior-filed application
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled
to the benefit of the prior-filed application. In order for this application to be entitled to the
benefit of the prior-filed application, all other requirements under 35 U.S.C. 120 and 37 CFR
1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed application should not be
construed as meaning that applicant is entitled to the claim for benefit of the prior-filed
applications noted thereon. Accordingly, the examiner will, in due course, consider this
benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

A corrected Filing Receipt, which includes the claim under 35 U.S.C. 120 for the benefit of the
prior-filed nonprovisional applications, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3211.
All other inquiries concerning either the examination procedures or status of the application
should be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 1647 for consideration by the
Examiner of applicant’s entitlement to claim benefit under 35 U.S.C. 120 of the prior-filed
application.

/Christina Tartera Donnell/
Christina Tartera Donnell

Senior Petitions Attorney .
Office of Petitions

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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www.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
12/221,863 08/07/2008 1647 3807 ENZ-68(CIP-4) 100 11
CONFIRMATION NO. 3686
28171 _ CORRECTED FILING RECEIPT

ENZO BIOCHEM, INC.

527 MADISON AVENUE (9TH FLOOR) e

NEW YORK, NY 10022
Date Mailed: 04/12/2012

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Elazar Rabbani, New York, NY;
Xiaofeng Li, Farmington, NY;
Dakai Liu, South Setauket, NY;
Yazhou Zhang, South Setauket, NY;
Richard Jin, Pennington, NJ;
Riddhi Bhattacharyya, West Babylon, NY;
Wei Cheng, Valley Stream, NY;
James J. Donegan, Long Beach, NY;
Power of Attorney: None

Domestic Prlorlty data as claimed by applicant
This application is a CIP of 11/598,916 11/14/2006
which is a CIP of 11/097,518 04/01/2005
" which is a CIP of 11/084,668 03/18/2005
which is a CIP of 10/849,067 05/19/2004
which claims benefit of 60/504,864 09/22/2003

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 08/27/2008
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/221,863

Projected Publication Date: Not Applicable
page 1 of 3



Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

- Methods for treating inflammation
Preliminary Class
424

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries _differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
. date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive. .

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
'LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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DON B. FINKELSTIN, ESQ.
LAW OFFICES OF DON FINKELSTEIN
SUITE 216
3858 CARSON STREET
TORRANCE C 90503 MAILED
MAY 02 2011
OFFICE OF PETITIONS

In re Patent No. 7,730,868

Issue Date: June 8, 2010 ' :

Application No. 12/221,869 : NOTICE
Filed: August 6, 2008 :

Attorney Docket No. PA5511

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby NOT ACCEPTED.

The fee deficiency cannot be accepted because no itemization has been submitted, as required by
37 CFR 1.28(C) (i1) which states:

(2) Payment of deficiency owed. The deficiency owed, resulting from the previous
erroneous payment of small entity fees, must be paid.

(i)  Itemization of the deficiency payment. An itemization of the total deficiency
payment is required. The itemization must include the following information:

(A)  Each particular type of fee that was erroneously paid as a small entity, (e.g., basic
statutory filing fee, two-month extension of time fee) along with the current fee amount for non-
small entity;

(B)  The small entity fee actually paid, and when. This will permit the Office to
differentiate, for example, between two one-month extension of time fees erroneously paid as a
small entity but on different dates;
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(C)  The deficiency owed amount (for each fee erroneously paid); and

(D)  The total deficiency payment owed, which is the sum or total of the individual
deficiency owed amounts set forth in paragraph (¢)(2)(ii)(C) of this section.

As indicated above, the submission filed March 23, 2011, does not include a proper itemization.
In this regard, the Issue fee should be further itemized to include the date the small entity fee was
actually paid.

This itemization must be provided within one (1) month.of the mail date of this decision to avoid
the return of the deficiency payment. See 37 CFR 1.28 (¢)(3). No extension of this 1-month
time limit will be granted under 37 CFR 1.136(a).

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

Ve TKY
Thurman K. Pa
Petitions Examiner

Office of Petitions
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DON B. FINKELSTIN, ESQ.
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QFFICE QF PETITIONS

In re Patent No. 7,730,868
Issue Date: June 8, 2010 :
‘ Application No. 12/221,869 : NOTICE
Filed: August 6, 2008 :
Attorney Docket No. PA5511

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998). ‘

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done. '

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-67335.

ﬁﬁ;@y/

Thurman K. Page
Petitions Examiner
Office of Petitions
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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CHRISTIE, PARKER & HALE, LLP
PO BOX 29001
Glendale CA 91209-9001

Applicant: Babikian et al.

Appl. No.: 12/221,918

Filing Date: August 6, 2008

Title: BABY CHANGING STATION
Attorney Docket No.: 61319/B603
Pub. No.: US 2009/0038079 Al

Pub. Date: February 12, 2009

This is a decision on the request for republication of patent application publication under
37 CFR 1.221(a), filed on February 22, 2012, for the above-identified application.

The request under 37 CFR 1.221(a) is DISMISSED.

37 CFR 1.221(a) requires “a copy of the application in compliance with the Office electronic
filing system requirements and be accompanied by the publication fee set forth in § 1.18(d) and
the processing fee set forth in § 1.17(1)”. If the request for republication does not comply with
the electronic filing system requirements, the republication will not take place and the
publication fee set forth in § 1.18(d) will be refunded. The processing fee will be retained.

The applicant did not supply a copy of the application in compliance with the Office electronic
filing system, as required by 37 CFR 1.221(a) because the applicant submitted the papers as a
“Document for an existing application”, which are entered into the application file, and not
as a “Pre-Grant Publication” submission. The request for republication does not comply with
the electronic filing system requirements, thus republication will not take place.

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a Pre-Grant publication submission and must include a copy of the application in compliance
with the Office electronic filing system requirements. The applicant is directed to the following
website for additional instructions on how to submit a Pre-Grant Publication submission via the
electronic filing system:

http://www.uspto.gov/ebc/portal/efs/pgpub_quickstart.pdf
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Any questions or requests for reconsideration of the decision should be addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

By facsimile: 571-273-8300

Telephone inquiries regarding this correspondence should be directed to The Office of Data

M:ﬁement at 571-272-4200.

Tammy J. Koontz
Office of Data Management
United States Patent & Trademark Office



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : Qoiober 7, 2010
TO SPE OF - ART UNIT; 1656
SUBJECT : Request for Certificate of Correction for Appl. No.: 2321853 _ Patent No.._ 77601 1{

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D40-C
Palm Location 7580

Certificates of Correction Branch
703-756-1573

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriate box.

X Approved All changes apply.
U Approved in Part Specify below which changes do not apply.
U Denied State the reasons for denial below.
Comments:
/Benjamin C. Lee/ 2612
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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OFFICE OF PETITIONS
In re Application of
WALCH, John R. _ :
Application No. 12/221,962 : DECISION ON PETITION
Filed: August 08, 2008 ' : ~ TO MAKE SPECIAL UNDER
Attorney Docket No. 6758 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed September 02, 2010, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.
A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants

is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement attesting that John R. Walch is over 65 years of age.
Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-4231.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

The application is being forwarded to the Technology Center Art Unit 3735 for action on the
merits commensurate with this decision.

~

Michelle R. Eas'ZoE &"k

Paralegal Specialist
Office of Petitions
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MAILED

PETERS VERNY, L.L.P. AUG 24 2010

425 SHERMAN AVENUE OFFICE OF PETITIONS
SUITE 230 :

PALO ALTO CA 94306

In re Application of

Joseph Y. Sahyoun D '
Application No. 12/221,992 ' : DECISION ON PETITION
Filed: August 8, 2008 : UNDER 37 CFR 1.137(b)

Attorney Docket No. 3607.25

This is a decision on the petition, filed May 26, 2010, which is being treated as a petition under
37 CFR 1.137(b) to revive the instant nonprovisional application for failure to timely notify the
U.S. Patent and Trademark (USPTO) of the filing of an application in a foreign country, or under
a multinational treaty that requires publication of applications eighteen months after filing. See
37 CFR 1.137(%).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
an eighteen-month publication country on August 5, 2009. However, the USPTO was
unintentionally not notified of this filing within 45 days subsequent to the filing of the subject
application in an eighteen-month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 22(b)(2)(B)(iii)
and 37 CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a
foreign country or under a multilateral international agreement that requires publication of
applications 18 months after filing.
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A petition to revive an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure
to notify the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign
country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date
of the reply until the filing of a grantable petition was unintentional.

The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the
failure to timely notify the USPTO of a foreign or international filing within 45 days after the
date of filing of such foreign or international application as provided by 35 U.S.C. §
122(b)(2)(B)(iii) and 37 CFR 1.213(c) is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded. A
Notice Regarding Rescission of Nonpublication Request which sets forth the projected

publication date of December 2, 2010 accompanies this decision on petition.
