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d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

2008-08-08 and 2010-01-25

|i| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
|:I Are attached.
2008-08-08 and 2010-01-25

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
2-13, 14,15, 16,19, 20 |2-13, 14,15, 16, 19, 20 The claims are identical.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature  /Elizabeth E. Kim/ pate  September 27, 2010
Name . .
Name eq) Elizabeth E. Kim Registration Number 43334
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patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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1. This opinion contains indications relating to the following items:

Box No.

Basis of the opinion

Priority

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Lack of unity of invention

Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Certain documents cited

Certain defects in the international application

. VIIT Certain observations on the international application

2. FURTHER ACTION
If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the
IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/KR

Korean Intellectual Property Office
920 Dunsan-dong, Seo-gu, Daejeon
302-701, Republic of Korea

Facsimile No. 82-42-472-7140

Date of completion of this opinion |Authorized officer

18 APRIL 2007 (18.04.2007) JANG, Jung Suk

Telephone No.017)416-2281

Form PCT/ISA/237 (cover sheet) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/000206

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
KI the international application in the language in which it was filed

[] a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. l:l This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:
a. type of material

|:| a sequence listing
I:l table(s) related to the sequence listing

b. format of material

|:| on paper

I:l in electronic form

c. time of filing/furnishing
I:l contained in the international application as filed.
I:l filed together with the international application in electronic form.
|:| furnished subsequently to this Authority for the purposes of search.

4. |:| In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been
filed or furnished, the required statements that the information in the subsequent or additioanl copies is identical to that

in the application as filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I)(April 2007)



International application No.
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INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/000206

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 2 - 13, 14 (part), 15, 16, 19, 20 YES
Claims 1, 14 (part), 17, 18 NO
Inventive step (IS) Claims 2 - 13, 14 (part), 15, 16, 19, 20 YES
Claims - 14 (part). 17, 18 NO
Industrial applicability JA)  Claims 1 - 20 YES
Claims ~ None NO

2. Citations and explanations :

1. Reference is made to the following documents:

D1: JP 63-278983 A (Toyota Autom. Loom. Works Ltd. ) 16 November 1988
D2: JP 05-311103 A (Tanaka Anaka Kikinzoku Kogyo KK.) 22 November 1993
D3: JP 13-207088 A (Matsushita Electric Ind. Co., Ltd.) 31 July 2001

D1 discloses an organometallic ink which can give a pattern formation solution of an
increased metal content which is useful for the circuit pattern formation of hybrid IC
and retains a viscosity suitable for a liquid crystal injector of an ink jet system. The
organometallic ink of D1 was obtained by mixing a metal tertiary carboxylate, e.g.
silver neodecanoate, with an organic solvent comprising an aromatic hydrocarbon and
an agent for preventing volatilization of a solvent.

D2 discloses a printing ink for silver conductor circuit comprising a resin component, a
silver component (preferably metallic silver powder singly dispersed and having
0.1-0.5um particle diameter), a flux component, and a solvent.

D3 discloses a silver ink which can be used as an electrode material for electronic
parts. The silver ink of D3 is obtained by mixing at least one of a solvent, a metallic
powder, a ceramic powder, glass powder, an organometallic compound, and a resin
with a sliver soap.

2. Novelty and Inventive Step
2 - 1. Claim 1

The subject matter of claim 1 relates to a silver organo-sol ink of solution type for
forming electrically conductive pattern comprising:

(A1) silver CO to C16 aliphatic carboxylate saturated or unsaturated, linear or
branched, unsubstituted or substituted with amino, nitro and/or hydroxy
group(s) having 1 to 3 carboxyl groups,

or (A2) silver aromatic carboxylate defined as Formula 1;
and (B) organic solvent.

The organometallic ink of D1 comprises (Al) a metal tertiary carboxylate, e.g. silver
neodecanoate, and (B) an organic solvent (abstract, example 1). The printing ink of D2
(Continued on Supplemental Sheet.)

Form PCT/ISA/237 (Box No. V) (April 2007)
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INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/000206

Box No. VI Certain documents cited

1. Certain published documents (Rule 43bis.1 and 70.10)

Application No. Publication date Filing date Priority date (valid claim)
Patent No. (day/month/year) (day/month/year) (day/month/year)
P, X KR 10-0587402 B1 30/05/2006 11/10/2005
P, X KR 10-0587404 B1 30/05/2006 02/09 /2005

Document KR 10-0587402 B1, filed on 11/10/2005, published on 30/05/2006 does not constitute prior art with the meaning of
Rule 64.1(b) PCT, but appears to disclose all the features of claims 1-16.

Document KR 10-0587404 B1, filed on 02/09/2005, published on 30/05/2006 does not constitute prior art with the meaning of
Rule 64.1(b) PCT, but appears to disclose all the features of claims 1-4, 14, and 17-20.

2. Non-written disclosures (Rule 43bis.1 and 70.9)

Date of written disclosure
Kind of non-written disclosure Date of non-written disclosure referring to non-written disclosure
(day/month/year) (day/month/year)

Form PCT/ISA/237 (Box No. VI) (April 2007)



International application No.

WRITTEN OPINION OF THE

INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/000206

Box No. VIII Certain observations on the international application

The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are fully

supported by the description, are made:

Concerning the constituents of silver organo-sol ink with respect to [20], [25] and [26] of description, claim 1 and claim 17, the
scope of carbon numbers in silver aliphatic carboxylate is unclear since aliphatic carboxylate cannot be embodied in case of CO or

C1. [PCT Atticle 5 and 6]

Form PCT/ISA/237 (Box No. VIII) (April 2007)
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Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

BOX V

contains (A1) metallic silver powder, e.g. silver 2-ethyl hexanoate or silver
neodecanoate ([0010]) and (B) an organic solvent like xylene, toluene, and butanol
([0007]). The silver ink of D3 also comprises (Al) silver C2 to C22 aliphatic
carboxylate and (B) an organic solvent (claims, [0011]).

As the silver ink comprising (A1) silver aliphatic carboxylate and (B) organic solvent is
disclosed in D1 to D3, the silver organo—sol ink of claim 1 of the present invention is
anticipated by D1 to D3. Thus the subject matter of claim 1 is neither novel nor
inventive under PCT Article 33(2) and (3).

2 — 2. Claims 2 to 13

Claim 2, which is dependent on claim 1, defines (B) organic solvent of claim 1 as (B1)
a reactive organic solvent which can form chelate or complex with silver and (B2)
polar or nonpolar organic solvent for control of viscosity.

The subject matter of claim 2 differs from the disclosure of D1 to D3 mainly in the
organic solvent used in the silver ink. There is no suggestion in any of the documents
D1 to D3, either alone or in combination, which would lead to the combination of
organic solvent (B1 + B2) as disclosed in claim 2. Also, the organic solvent of claim 2
would not be obvious to a person skilled in the art. Thus the subject matter of claim 2
is considered to be novel and inventive under PCT Article 33(2) and 33(3).

Claims 3 to 13 are dependent on claim 2, and consequently, the subject matter of
claims 3 to 13 is also novel and inventive under PCT Article 33(2) and (3).

2 — 3. Claim 14

Claim 14 relates to silver organo—sol ink of solution type according to any one of
claim 1 to claim 13, wherein said silver organo-sol ink is used for electrically
conductive patterns by inkjet—printing

D1 discloses a silver ink comprising (A1) silver neodecanoate and (B) an organic
solvent which can be used for the circuit pattern formation of hybrid IC and retains
a viscosity suitable for a liquid crystal injector of an ink jet system .

As D1 discloses the silver ink comprising (A1) silver aliphatic carboxylate and (B)
organic solvent which can be used in ink jet system, the subject matter of claim 14 is
anticipated by D1 in case of using silver organo—sol ink of solution type according to
claim 1. Thus the subject matter of claim 14, in case of using the silver organo—sol ink
of solution type according to claim 1, is neither novel nor inventive. [PCT Article
33(2) and (3)]

However, in case of using the silver organo—sol ink of solution type according to any
one of claim 2 to claim 13, none of the prior documents D1 to D3 teaches or fairly
suggests the combination of organic solvent Bl and B2 as disclosed in claims 2 to
13.

(Contintied an the Next Siinnlemental Sheet )
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Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

BOX V.

Also, the organic solvent of claims 2 to claim 13 would not be obvious to a person
skilled in the art. Therefore the subject matter of claim 14, in case of using the silver
organo-sol ink of solution type according to any one of claim 2 to 13, is novel and
inventive under PCT Article 33(2) and (3).

2 — 4 Claims 15 and 16

Claims 15 and 16, which are dependent on claim 14, define the compositional range of
(A2) silver aromatic carboxylate. None of the prior documents D1 to D3 discloses
(A2) silver aromatic carboxylate. Also, it is not obvious to a person skilled in the art
to use the silver aromatic carboxylate (A2) of Formula 1 in an etching solution. Thus
the subject matter of claims 15 and 16 is considered to be novel and inventive under
PCT Article 33(2) and (3).

2 — 5 Claims 17 and 18

Claims 17 and 18, which are dependent on claim 1, define (A1) silver aliphatic
carboxylate as silver CO to C8 aliphatic carboxylate saturated or unsaturated, linear
or branched, unsubstituted or substituted with amino, nitro and/or hydroxy group(s).

D2 discloses the printing ink containing (A1) silver 2—ethyl hexanoate ([0010]) with
(B) an organic solvent like xylene, toluene, and butanol ([0007]). The silver ink of D3
also comprises (A1) silver C2 to C22 aliphatic carboxylate and (B) an organic solvent
(claims, [0011]).

As the silver ink comprising (A1) silver aliphatic carboxylate and (B) organic solvent is
disclosed in both D2 and D3, the silver organo—sol ink of claims 17 and 18 of the
present invention is anticipated by both D2 and D3. Thus the subject matter of claims
17 and 18 is neither novel nor inventive under PCT Article 33(2) and (3).

2 — 6 Claims 19-20

Claims 19 and 20, which are dependent on claim 18, define the compositional range of
(A1) silver aliphatic carboxylate, (B1) a reactive organic solvent, and (B2) polar or
nonpolar organic solvent.

None of the prior documents D1 to D3 discloses the combination of B1 and B2 for the
organic solvent. Also, the combination of organic solvents B1 and B2 would not be
obvious to a person skilled in the art. Thus the subject matter of claims 19 and 20 is
considered to be novel and inventive under PCT Article 33(2) and (3).

3. Industrial Applicability

The subject matter of claims 1 to 20 appears to be industrially applicable under PCT
Article 33(4).

Form PCT/ISA/237 (Supplemental Box) (April 2007)
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Claims 2-13, 14, 15,16,19, 20

(The Above Claims Were Indicated As Having Novelty, Inventive Step and
Industrial Applicability In Corresponding PCT Application)

2. Silver organo-sol ink of solution type according to claim 1, wherein said organic solvent
consists of a reactive organic solvent which can form chelate or complex with silver and polar or
nonpolar organic solvent for control of viscosity.

3. Silver organo-sol ink of solution type according to claim 2, wherein said reactive organic
solvent is a hydrocarbon having keton, mercapto, carboxyl, aniline or sulfurous functional group.

4. Silver organo-sol ink of solution type according to claim 3, wherein said nonpolar
organic solvent is an aliphatic or aromatic hydrocarbon and said polar organic solvent is water or
C1 to C12, saturated or unsaturated, mono to tri functional aliphatic alcohol.

5. Silver organo-sol ink of solution type according to claim 4, wherein said silver aromatic
carboxylate is 5 to 70 wt % of the total silver organo-sol ink.

6. Silver organo-sol ink of solution type according to claim 2, wherein said ink is
comprising 10 to 50 wt% of silver aromatic carboxylate defined as Formulas 1a; 10 to 60 wt% of
reactive organic solvent selected from the group consisting of amine substituted by one or more

C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear or branched; and residual polar or
nonpolar organic solvent

Formula 1la

\\\: 1
/I) \\ Ro
in which Ry, Rz, Rg, R4and Rs are respectively H, OH, nitro or C1 to C9 alkyl.

7. Silver organo-sol ink of solution type according to claim 6, wherein said silver aromatic
carboxylate defined as Formulas 1a is silver benzoate or silver 4-aminobenzoate.
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8. Silver organo-sol ink of solution type according to claim 2, wherein said ink is
comprising 10 to 50 wt% of silver aromatic carboxylate defined as Formulas 1b; 10 to 60 wt%
of reactive organic solvent selected from the group consisting of amine substituted by one or
more C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear or branched; and residual
polar or nonpolar organic solvent

Formula 1b

in which one among Ry, Ry, R3, Ryand Rsis COO'Ag’ and the others are respectively H, OH,
amino, nitro or C1 to C9 alkyl.

9. Silver organo-sol ink of solution type according to claim 8, wherein R3is COO'Ag' and
R, Rz, R4 and Rs are respectively H, OH or C1 to C9 alkyl.

10. Silver organo-sol ink of solution type according to claim 9, wherein said silver aromatic
carboxylate defined as Formulas 1b is silver phthalate.

11. Silver organo-sol ink of solution type according to claim 2, wherein said ink is
comprising comprising 10 to 50 wt% of silver aromatic carboxylate defined as Formulas 1c; 10
to 60 wt% of reactive organic solvent selected from the group consisting of amine substituted by
one or more C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear or branched; and
residual polar or nonpolar organic solvent
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Formula 1lc

in which two or more among R; Ry, Rz Ryand Rsare COO'Ag’, and the others
are respectively H, OH or C1 to C9 alkyl.

12. Silver organo-sol ink of solution type according to claim 11, wherein R, and R4 are COO
Ag'and Ry, Ry and Rs are respectively H, OH or C1 to C9 alkyl.

13. Silver organo-sol ink of solution type according to claim 12, wherein said silver aromatic
carboxylate defined as Formulas 1c is silver trimesate.

14. Silver organo-sol ink of solution type according to any one of claim 1 to claim 13,
wherein said silver organo-sol ink is used for electrically conductive patterns by inkjet-printing.

15. Silver organo-sol ink of solution type according to claim 14, wherein said silver aromatic
carboxylate is 20 to 40 wt % of the total silver organo-sol ink.

16. Silver organo-sol ink of solution type according to claim 15, wherein said reactive
solvent is cthanolamine, diecthanolamine or tricthanolamine.

19. Silver organo-sol ink of solution type according to claim 18, wherein said ink is
comprising 10 to 50 wt% of said silver aliphatic carboxylate; 10 to 60 wt% of reactive organic
solvent selected from the group consisting of amine substituted by one or more C1 to C6
hydroxy alkyl and C1 to C16 aliphatic thiol, linear or branched; and residual polar or nonpolar
organic solvent.

20. Silver organo-sol ink of solution type according to claim 19, wherein said silver aliphatic
carboxylate is silver citrate, silver oxalate or silver formate.
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Claims 2-13. 14, 15,16, 19,20 As Amended In
Preliminary Amendment Filed 09-27-10

2. (currently amended) Silver organo-sol ink of solution type aceerdingto-elaimt—for
forming electrically conductive pattern comprising effective amount of silver C0 to C16 aliphatic
carboxylate saturated or unsaturated, linear or branched., unsubstituted or substituted with amino,

nitro and/or hydroxy group(s) having 1 to 3 carboxyl groups or silver aromatic carboxylate
defined as Formulas 1: and organic solvent

Formula 1
. -+
7.
O
234 V / \H?‘
Fa

in which R; Ry R3 Ry4and Rs are respectively COO"Ag', H, OH, amino, nitro or C1 to C9 alkyl,
wherein said organic solvent consists of a reactive organic solvent which can form chelate or
complex with silver and polar or nonpolar organic solvent for control of viscosity.

3. (original) Silver organo-sol ink of solution type according to claim 2, wherein said
reactive organic solvent is a hydrocarbon having keton, mercapto, carboxyl, aniline or sulfurous
functional group.

4. (original) Silver organo-sol ink of solution type according to claim 3, wherein said
nonpolar organic solvent is an aliphatic or aromatic hydrocarbon and said polar organic solvent
is water or C1 to C12, saturated or unsaturated, mono to tri functional aliphatic alcohol.

5. (original) Silver organo-sol ink of solution type according to claim 4, wherein said
silver aromatic carboxylate is 5 to 70 wt% of the total silver organo-sol ink.

6. (original) Silver organo-sol ink of solution type according to claim 2, wherein said
ink 1s comprising 10 to 50 wt% of silver aromatic carboxylate defined as Formulas 1a; 10 to 60
wt% of reactive organic solvent selected from the group consisting of amine substituted by one
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or more C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear or branched; and residual
polar or nonpolar organic solvent

Formula la

in which R, Ry, R3, R4and Rs are respectively H, OH, nitro or C1 to C9 alkyl.

7. (original) Silver organo-sol ink of solution type according to claim 6, wherein said
silver aromatic carboxylate defined as Formulas 1a is silver benzoate or silver 4-aminobenzoate.

8. (currently amended) Silver organo-sol ink of solution type according to claim 2,
wherein said ink is comprising 10 to 50 wt% of silver aromatic carboxylate defined as
Formulas 1b; 10 to 60 wt% of reactive organic solvent selected from the group consisting of
amine substituted by one or more C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear
or branched; and residual polar or nonpolar organic solvent

in which one among R;, R, R3 Rqand Rsis GQQZAg#’ COO'Agt and the others are

Formula 1b

respectively H, OH, amino, nitro or C1 to C9 alkyl.

9.  (Original) Silver organo-sol ink of solution type according to claim 8, wherein Rjis
COO'Ag’ and R, Ry Ry and Rs are respectively H, OH or C1 to C9 alkyl.
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10. (Original) Silver organo-sol ink of solution type according to claim 9, wherein said
silver aromatic carboxylate defined as Formulas 1b is silver phthalate.
11.  (Currently Amended) Silver organo-sol ink of solution type according to claim 2,

wherein said ink is comprising eempristag-10 to 50 wt% of silver aromatic carboxylate defined
as Formulas 1c; 10 to 60 wt% of reactive organic solvent selected from the group consisting of
amine substituted by one or more C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear
or branched; and residual polar or nonpolar organic solvent

Formula lc

3
in which two or more among R; R, R3; Rsand Rsare COO'Ag+, and the others

are respectively H, OH or C1 to C9 alkyl.

12.  (Original) Silver organo-sol ink of solution type according to claim 11, wherein R,
and R, are COO'Ag+ and R;, R3 and Rs are respectively H, OH or C1 to C9 alkyl.

13.  (Original) Silver organo-sol ink of solution type according to claim 12, wherein said
silver aromatic carboxylate defined as Formulas 1c is silver trimesate.

14.  (Currently Amended) Silver organo-sol ink of solution type according to any one of
claim[[1]].2 to claim 13, wherein said silver organo-sol ink is used for electrically conductive
patterns by inkjet-printing.

15. (Original) Silver organo-sol ink of solution type according to claim 14, wherein said
silver aromatic carboxylate is 20 to 40 wt% of the total silver organo-sol ink.

16. (Original) Silver organo-sol ink of solution type according to claim 15, wherein said
reactive solvent is ethanolamine, diethanolamine or tricthanolamine.

19. (Currently Amended) Silver organo-sol ink of solution typc-accerding-te-elaimI8
for forming electrically conductive pattern comprising effective amount of silver CO to C16

aliphatic carboxylate saturated or unsaturated, linear or branched, unsubstituted or substituted
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with amino, nitro and/or hydroxy group(s) having 1 to 3 carboxyl groups or silver aromatic
carboxylate defined as Formulas 1; and organic solvent

Formula 1
+
1.7
e}
Fs \j R
£34 ’;;{” \HE‘
Ra

in which R; R, R Rjand Rs are respectively COO"Ag ", H, OH, amino, nitro or C1 to C9 alkyl,

wherein said ink is comprising effective amount of silver C0 to C8 aliphatic carboxylate
saturated or unsaturated, linear or branched, unsubstituted or substituted with amino, nitro
and/or hydroxy group(s),

wherein said aliphatic carboxvlate is having 1 to 3 carboxyl groups, and

wherein said ink is comprising 10 to 50 wt% of said silver aliphatic carboxylate; 10 to 60 wt%
of reactive organic solvent selected from the group consisting of amine substituted by one or
more C1 to C6 hydroxy alkyl and C1 to C16 aliphatic thiol, linear or branched; and residual
polar or nonpolar organic solvent.

20. (Original) Silver organo-sol ink of solution type according to claim 19, wherein said
silver aliphatic carboxylate is silver citrate, silver oxalate or silver formate.



PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)
Applicant’s or agent’s file reference FOR FURTHER ACTION Sec item 4 below
LBM130-07
International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/KR2007/000206 11 January 2007 (11.01.2007) 13 February 2006 (13.02.2006)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
EXAX INC.

1. This international preliminary report on patentability (Chapter I} is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis. 1(a).

2. This REPORT consists of a total of 8 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a reference
to the international preliminary report on patentability (Chapter I) instead.

3. This report contains indications relating to the following items:

& Box No. I Basis of the report

I:] Box No. II Priority

D Box No. I Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

D Box No. IV Lack of unity of invention

g Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial

applicability; citations and explanations supporting such statement

}Z‘ Box No. VI Certain documents cited
D Box No. VII Certain defects in the international application
g Box No. VIII Certain observations on the international application

4.  The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis.1 but
not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from the priority
date (Rule 44bis .2).

Date of issuance of this report
18 August 2008 (19.08.2008)

The International Bureau of WIPO Authorized officer
34, chemin des Colombeltes e
1211 Geneva 20, Switzerland Phlhppe Becamel
Facsimile No. +41 22 338 82 70 c-mail: pt12.pet@wipo.int

Form PCT/IB/373 (January 2004)



o

PCT/KR2007/000206
PATENT COOPERATION TREATY

From the
INTERNATIONAL SEARCHING AUTHORITY

To:
SHINSEGI PATENT LAW FIRM PCT

3th Floor, Yoong-jun Bldg., 829-6 Yeoksam-dong, Gangnam- WRITTEN OPINION OF THE
ku Seoul 135-936 Republic of Korea INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing

(day/monti/year) 18 APRIL 2007 (18.04.2007)

Applicant's or agent's file reference FOR FURTHER ACTION
LBM130-07 See paragraph 2 below
International application No. International filing date (day/month/year) Priority date(day/month/year)

PCT/KR2007/000206 11 JANUARY 2007 (11.01.2007) 13 FEBRUARY 2006 (13.02.2006)

International Patent Classification (IPC) or both national classification and IPC

B41M 1/00(2006.01)1, GO3G 5/00(2006.01)i, CO9D 11/00¢2006.01)i

Applicant

EXAX INC. et al

1. This opinion contains indications relating to the following items:

Box No. I Basis of the opinion

Box No.II  Priority

Box No. [T Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No.IV  Lack of unity of invention

BoxNo. V. Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Box No. VI  Certain documents cited

OX X OO

Box No. VII  Certain defects in the intemational application

<

Box No. VIII Certain observations on the international application

2. FURTHER ACTION
If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") cxcept that this does not apply where the applicant chooscs an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the
IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/KR Date of completion of this opinion |Authorized officer
Korean Intellectual Property Office
920 Dunsan-dong, Seo-gu, Daejeon |18 APRIL 2007 (18.04.2007) JANG, Jung Suk
302-701, Republic of Korea
Facsimile No. 82-42-472-7140 Telephone No.017)416-2281

Form PCT/ISA/237 (cover sheet) (April 2007)



International application No.
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INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/060206

Box No. I Basis of this opinion

1.

2.

3.

With regard to the language, this opinion has been established on the basis of :

the international application in the language in which it was filed

[ a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))
D This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 434is.1(a)) ’
With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:

a. type of material
D a sequence listing
D table(s) related to the sequence listing

b. format of material

D on paper

l:] in electronic form

c. time of filing/furnishing
D containcd in the international application as filed.
D filed together with the international application in electronic form.
D furnished subscquently to this Authority for the purposes of search.

4. D In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been

filed or furnished, the required statements that the information in the subsequent or additioanl copies is identical to that
in the application as filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I} April 2007)
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INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/000206

Box No. V Reasoned statement under Rule 43bis. 1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement
Novelty (N) Claims 2 - 13, 14 (part), 15, 16, 19, 20 YES
Claims 1, 14 (part), 17, 18 NO
Inventive step (IS) Claims 2 - 13. M (part), 15, 16, 19, 20 YES
Claims 1, 14 (part), 17, 18 NO
Industrial applicability IA) Claims 1 - 20 YES
Claims Nonc NO

2. Citations and explanations :

1. Reference is made to the following documents:

D1: JP 63-278983 A (Toyota Autom. Loom. Works Ltd. ) 16 November 1988
D2: JP 05-311103 A (Tanaka Anaka Kikinzoku Kogyo KK.) 22 November 1993
D3: JP 13-207088 A (Matsushita Electric Ind. Co., L.td.) 31 July 2001

D1 discloses an organometallic ink which can give a pattern formation solution of an
increased metal content which is useful for the circuit pattern formation of hybrid IC
and retains a viscosity suitable for a liquid crystal injector of an ink jet system. The
organometallic ink of D1 was obtained by mixing a metal tertiary carboxylate, e.g.
silver neodecanoate, with an organic solvent comprising an aromatic hydrocarbon and
an agent for preventing volatilization of a solvent.

D2 discloses a printing ink for silver conductor circuit comprising a resin component, a
silver component (preferably metallic silver powder singly dispersed and having
0.1-0.5pm particle diameter), a flux component, and a solvent.

D3 discloses a silver ink which can be used as an electrode material for electronic
parts. The silver ink of D3 is obtained by mixing at least one of a solvent, a metallic
powder, a ceramic powder, glass powder, an organometallic compound, and a resin
with a sliver soap.

2. Novelty and Inventive Step

2-1.Claim 1

The subject matter of claim 1 relates to a silver organo-sol ink of solution type for
forming clectrically conductive pattern comprising:

(A1) silver CO to C16 aliphatic carboxylate saturated or unsaturated, linear or
branched, unsubstituted or substituted with amino, nitro and/or hydroxy
group(s) having 1 to 3 carboxy! groups,

or (A2) silver aromatic carboxylate defined as Formula 1;
and (B) organic solvent.

The organometallic ink of D1 comprises (A1) a metal tertiary carboxylate, e.g. silver
neodecanoate, and (B) an organic solvent (abstract, example 1). The printing ink of D2
(Continued on Supplemental Sheet.)

Form PCT/ISA/237 (Box No. V) (April 2007)
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Box No. VI Certain documents cited

1. Certain published documents (Rule 43bis.1 and 70.10)

Application No. Publication date Filing date Priority date (valid claim)
Patent No. (day/montlv/year) (day/month/year) (day/montl/year)
P, X KR 10-0587402 B1 30/05/2006 11/10/2005
P, X KR 10-0587404 B1 30/05/2006 0270972005

Document KR 10-0587402 Bl, filed on 11/10/2005, published on 30/05/2006 does not constitute prior art with the meaning of
Rule 64.1(b) PCT, but appcars to disclosc all the features of claims 1-16.

Document KR 10-0587404 B1, filed on 02/09/2005, published on 30/05/2006 does not constitute prior art with the meaning of
Rule 64.1(b) PCT, but appears to disclose all the features of claims 1-4, 14, and 17-20.

2. Non-written disclosures (Rule 43bis.1 and 70.9)

Date of written disclosure
Kind of non-written disclosure Date of non-written disclosure referring to non-written disclosure
(day/montivyear) (day/month/year)

Form PCT/ISA/237 (Box No. VI) (April 2007)
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INTERNATIONAL SEARCHING AUTHORITY PCT/KR2007/000206

Box No. VIII Certain observations on the international application

The following obscrvations on the clarity of the claims, description, and drawings or on the question whether the claims are fully

supported by the description, are made:
Concerning the constituents of silver organo-sol ink with respect to [20], [25] and [26] of description, claim 1 and claim 17, the
scope of carbon numbers in silver aliphatic carboxylate is unclear since aliphatic carboxylate cannot be embodied in case of CO or

Cl1. [PCT Article 5 and 6]

Form PCT/ISA/237 (Box No. VIIT) (April 2007)
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Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

BOX V

contains (Al) metallic silver powder, e.g. silver 2-ethyl hexanoate or silver
neodecanoate ([0010]) and (B) an organic solvent like xylene, toluene, and butanol
([0007]). The silver ink of D3 also comprises (A1) silver C2 to C22 aliphatic
carboxylate and (B) an organic solvent (claims, [0011]).

As the silver ink comprising (A1) silver aliphatic carboxylate and (B) organic solvent is
disclosed in D1 to D3, the silver organo—sol ink of claim 1 of the present invention is
anticipated by D1 to D3. Thus the subject matter of claim 1 is neither novel nor
inventive under PCT Article 33(2) and (3).

2 - 2. Claims 2 to 13

Claim 2, which is dependent on claim 1, defines (B) organic solvent of claim 1 as (B1)
a reactive organic solvent which can form chelate or complex with silver and (B2)
polar or nonpolar organic solvent for control of viscosity.

The subject matter of claim 2 differs from the disclosure of D1 to D3 mainly in the
organic solvent used in the silver ink. There is no suggestion in any of the documents
D1 to D3, either alone or in combination, which would lead to the combination of
organic solvent (B1 + B2) as disclosed in claim 2. Also, the organic solvent of claim 2
would not be obvious to a person skilled in the art. Thus the subject matter of claim 2
is considered to be novel and inventive under PCT Article 33(2) and 33(3).

Claims 3 to 13 are dependent on claim 2, and consequently, the subject matter of
claims 3 to 13 is also novel and inventive under PCT Article 33(2) and (3).

2 - 3. Claim 14

Claim 14 rclates to silver organo-sol ink of solution typc according to any one of
claim 1 to claim 13, wherein said silver organo-sol ink is used for electrically
conductive patterns by inkjet—printing

D1 discloses a silver ink comprising (A1) silver neodecanoate and (B) an organic
solvent which can be used for the circuit pattern formation of hybrid IC and retains
a viscosity suitable for a liquid crystal injector of an ink jet system .

As D1 discloses the silver ink comprising (A1) silver aliphatic carboxylate and (B)
organic solvent which can be used in ink jet system, the subject matter of claim 14 is
anticipated by D1 in case of using silver organo-sol ink of solution type according to
claim 1. Thus the subject matter of claim 14, in case of using the silver organo-sol ink
of solution type according to claim 1, is neither novel nor inventive. [PCT Article
33(2) and (3)]

However, in case of using the silver organo-sol ink of solution type according to any
one of claim 2 to claim 13, none of the prior documents D1 to D3 teaches or fairly
suggests the combination of organic solvent Bl and B2 as disclosed in claims 2 to
13.

(Cantinned nn the Nevt Sinnlamental Sheet )
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Also, the organic solvent of claims 2 to claim 13 would not be obvious to a person
skilled in the art. Therefore the subject matter of claim 14, in case of using the silver
organo-sol ink of solution type according to any one of claim 2 to 13, is novel and
inventive under PCT Article 33(2) and (3).

2 - 4 Claims 15 and 16

Claims 15 and 16, which are dependent on claim 14, define the compositional range of
(A2) silver aromatic carboxylate. None of the prior documents D1 to D3 discloses
(A2) silver aromatic carboxylate. Also, it is not obvious to a person skilled in the art
to use the silver aromatic carboxylate (A2) of Formula 1 in an etching solution. Thus

the subject matter of claims 15 and 16 is considered to be novel and inventive under
PCT Article 33(2) and (3).

2 — 5 Claims 17 and 18

Claims 17 and 18, which are dependent on claim 1, define (A1) silver aliphatic
carboxylate as silver CO to C8 aliphatic carboxylate saturated or unsaturated, linear
or branched, unsubstituted or substituted with amino, nitro and/or hydroxy group(s).

D2 discloses the printing ink containing (A1) silver 2-ethyl hexanoate ([0010]) with
(B) an organic solvent like xylene, toluene, and butanol ([0007]). The silver ink of D3
also comprises (A1) silver C2 to C22 aliphatic carboxylate and (B) an organic solvent
(claims, [00111]).

As the silver ink comprising (A1) silver aliphatic carboxylate and (B) organic solvent is
disclosed in both D2 and D3, the silver organo-sol ink of claims 17 and 18 of the
present invention is anticipated by both D2 and D3. Thus the subject matter of claims
17 and 18 is neither novel nor inventive under PCT Article 33(2) and (3).

2 — 6 Claims 19-20

Claims 19 and 20, which are dependent on claim 18, define the compositional range of
(A1) silver aliphatic carboxylate, (B1) a reactive organic solvent, and (B2) polar or
nonpolar organic solvent.

None of the prior documents D1 to D3 discloses the combination of B1 and B2 for the
organic solvent. Also, the combination of organic solvents B1 and B2 would not be
obvious to a person skilled in the art. Thus the subject matter of claims 19 and 20 is
considered to be novel and inventive under PCT Article 33(2) and (3).

3. Industrial Applicability

The subject matter of claims 1 to 20 appears to be industrially applicable under PCT
Article 33(4).

Form PCT/ISA/237 (Supplemental Box) (April 2007)
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In re application of : DECISION ON REQUEST TO
Soon Yeong Heo et al : PARTICIPATE IN PATENT
Serial No. 12/278,898 : PROSECUTION HIGHWAY
Filed: August 8, 2008 : PROGRAM AND
For: SILVER ORGANO-SOL INK FOR X PETITION TO MAKE SPECIAL

FORMING ELECTRICALLY : UNDER 37 CFR 1.102(a)

CONDUCTIVE PATTERNS

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed September 27,
2010, to make the above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PCT-PPH pilot program and petition to make
- special require: -

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, USPTO or KIPO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIl in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in
the English language;

(4) Applicant must submit a claims correspondence table in English and all the
independent claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s),

(5) Examination of fhe U.S. application has not begun;



Application No. 12/278,898

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof if the latest international work
product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to parﬁcipate in the PPH program and petition comply with the above
requnrements Accordingly, the above-identified application has been accorded
speC|aI status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regardmg this decision should be directed to Christine Tierney, Quality
Assurance Specialist, at (671) 272-1055. ' '

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700
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In re Application of :

Zhihao Hu et al. . DECISION ON PETITION

Application No. 12/278,960 = : TO MAKE SPECIAL UNDER

Filed: August 08, 2008 : THE GREEN TECHNOLOGY

Attorney Docket No. LS00004 PCT/US : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed February 03, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue appllcatlons and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make spemal for applications
pertaining to Green Technologies has been waived.
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The .instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the Technology Center Art Unit 1797 for action
on the merits commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Nmper, "% LS00009 PCT/US| (Flnowny " 12/278964 | Fing aste: 19-Apr-2010

e DEL CARDARYE, Stephen

Tile: SYSTEMS AND METHODS FOR THE PRODUCTION OF FATTY ESTERS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. Byfiling this petition:

Applicant is reguesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims. and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims,

6 Other attachments: 1) Statements of Special Status for the Eligibility Requirements; 2) Preliminary Amendment

Signature i * 5 T Date 29-Dec-2011
'\fj’irmnf/Typed) L’Inda R JUdge -~ Registration Number 42’702

Note: Signatures of afl the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit mullipie forms for more than one

signature, see befow™,

forms are submitted.

D *Total of

If you need assistance in completing the form, call 1-800-PTO-9139 and select option 2.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the’

following e-mail address(es):

chgpatent@leydig.com
ljudge@ls9.com
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LS9, Inc. ' ‘ [
600 Gateway Boulevard / q / l ‘9\

South San Francisco CA 94080

In re Application of

Del Cardayre et al. - - DECISION ON PETITION
Application No. 12/278,964 o TO MAKE SPECIAL UNDER
Filed: 4/19/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. LS00009 PCT/US : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 12/29/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010)

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. '

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1771 for action
on the merits commensurate with this decision.

/Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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CofC mailroom date:
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be lntroduced nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

—_——

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

‘Certificates of Correction Branch (CofC) -
Randolph Square — 9D10-A
Palm Location 7580

Note:

Certificates of Correction Branch

: 571-272-8680
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the-appropriate box.

/&\‘ Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
O Denied State the reasons for denial below.
Comments:

Q= . (Ju 1762

SPE Art Unit
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MERCHANT & GOULD PC

P.0. BOX 2903 MAILED

MINNEAPOLIS MN 55402-0903 0CT 05 2011
OFFICE OF PETITIONS

In re Application of

Jon Seddon :

Application No. 12/279,025 : ON PETITION

Filed: August 11, 2008
Attorney Docket No.: 13353.0055USWO

This is a decision in response to the petition, filed September 28, 2011, to revive the above-
identified application under the provisions of 37 CFR 1.137(b).

The petition is not signed by a registered practitioner of record. However, in accordance with 37
CFR 1.34(a), the signature of Gerald T. Shekleton appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he is authorized to represent
the particular party on whose behalf he acts. If Mr. Shekleton desires to receive correspondence
regarding this file, the appropriate power of attorney documents must be submitted. A courtesy
copy of this decision is being mailed to the petitioner; however, until otherwise instructed, all
future correspondence regarding this application file will be directed solely to the above-noted
correspondence address of record.

The petition is GRANTED.

The application was held abandoned for a failure to reply in a timely manner to a non-final Office
action mailed September 30, 2010, which set a shortened statutory period for reply of three (3)
months. A Notice of Abandonment was subsequently mailed on May 13, 2010. On September
28, 2011, the present petition was filed.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of amendment; (2) the petition fee of $930; and (3) an adequate statement of
unintentional delay'.

The application is being referred to Technology Center AU 3781 for appropriate action by the
Examiner in the normal course of business on the reply received September 28, 2011.

' 37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional. While the statement is not made by an attorney or agent of record, such
statement is being treated as having been made as the result of a reasonable inquiry into the facts and circumstances of such delay. See 37 CFR
10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178 (October 10, 1997), 1203 Off. Gaz, Pat.
Office 63, 103 (October 21, 1997). In the event that such an inqui?' has not been made, petitioner must make such an inquiry. If such inquiry
results in the discovery that it is not correct that the entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was unintentional, petitioner must notify the Office.




Page 2

Telephone inquiries concerning this decision should be directed to the undersigned at
(571) 272-3204. Inquiries relating to further prosecution should be directed to the Technology
Center.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc:  GERALD T. SHEKLETON
HUSCH BLACKWELL LLP
120 S. RIVERSIDE PLAZA, 22N° FLOOR
CHICAGO, IL 60606
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| APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. ] CONFIRMATION NO. I
12/279,033 08/11/2008 Yang-Kook Sun 038779/346071 7167
826 7590 01/31/2011
ALSTON & BIRD LLP | EXAMINER |
BANK OF AMERICA PLAZA HAN, KWANG §
101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE, NC 28280-4000 | ARTUNIT | parErNuMBER J
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r MAIL DATE I DELIVERY MODE I
01/31/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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BC
January 31, 2011
In re application of : DECISION ON REQUEST TO
Yang-Kook Sun et al. : PARTICIPATE IN PATENT
Serial No. 12/279,033 : PROSECUTION HIGHWAY
Filed: August 11, 2008 ; PROGRAM AND
For: POSITIVE ACTIVE MATERIAL FOR PETITION TO MAKE SPECIAL
LITHIUM BATTERY, METHOD OF PRE- : UNDER 37 CFR 1.102(a)-

PARING THE SAME, AND LITHIUM BATTERY
INCLUDING THE SAME

This is a decision on the request for reconsideration to participate in the Patent
"Prosecution Highway (PPH) program and the petition under 37 CFR 1.102(a) to make
the above-identified application special filed December 30, 2010.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the KIPO, note where the KIPO application with similar claims
is not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the KIPO application with similar claims
and the KIPO priority application;

(2) Applicant must submlt a copy of:
-a. The allowable/patentable claim(s) from the KIPO appllcatlon(s)
b. An English translation of the allowable/ patentable claim(s); and
c. A statement that the English translation is accurate;

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
KIPO application(s); and
b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of:
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a. All of the Office actions from each of the KIPO application(s) containing the
allowable/patentable claim(s) that are the basis for the request; }

b. An English language translation of the KIPO Office actions from (5)(a) above;
and

c. A statement that the English translation is accurate; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the KIPO examiner in the KIPO office
action (unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Blaine Copenheaver, Quality
Assurance Specialist, at (571) 272-1156.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.htmi.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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Paper No.
IPLA P.A.
3550 WILSHIRE BLVD. ~ MAILED
17TH FLOOR ,
LOS ANGELES CA 90010 JUN 06 2011
OFFICE OF PETITIONS

In re Application of :

Jung et al. : DECISION ON PETITION
Application No. 12/279,040

Filed: August 11, 2008

Attorney Docket No. 2088-129

This is a decision on the PETITION FOR REVIVAL OF AN APPLICATION
FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) filed
May 6, 2011.

The petition is GRANTED.

The above-identified application became abandoned for failure to
file a reply to the non-final Office action mailed September 9,
2010. This Office action set a shortened statutory period for
reply of three (3) months, with extensions of time obtainable
under § 1.136(a). No reply considered timely filed and no
extension of time considered obtained, the application became
abandoned effective December 10, 2010. A courtesy Notice of
Abandonment was mailed on March 21, 2011.

The petition includes the required reply, the statement of
unintentional delay and payment of the petition fee. No
terminal disclaimer is required.

Technology Center AU 1655 has been advised of this decision.
The application is forwarded to the examiner for consideration
of the amendment submitted on petition filed May 6, 2011.

Telephone inquiries specific to this matter should be directed
' signed at (571) 272-32109.

ons Attorney
Office of Petitions
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VERENIUM CORPORATION

INTELLECTUAL PROPERTY DEPARTMENT

P.O. BOX 910550 MA"'ED
SAN DIEGO CA 92191-0550 SEP 13 2011

OFFICE OF PETITIONS
In re Application of
Weiner, et al. :
Application No. 12/279,326 : DECISION
Filed: 16 December, 2008 :
Attorney Docket No. D1680-3N

This is a decision on the petition filed on 19 August, 2011, for revival of an application
abandoned due to unintentional delay pursuant to 37 C.F.R. §1.137(b) .

The petition pursuant to 37 C.F.R. §1.137(b) is GRANTED.

As to Allegation of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement/showing of unintentional delay under the regulation, and,
where applicable, a terminal disclaimer and fee.

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP

§711.03(c ) as to the showing regarding unavoidable delay and a petition pursuant to 37 C.F.R.
§1.137(b).

BACKGROUND

Applicant(s) failed to reply timely and properly to the Notice of Allowance/Allowability and
Fees Due mailed on 22 March, 2011, with reply due under a non-extendable deadline on or
before 22 June, 2011.

The application went abandoned by operation of law after midnight 22 June, 2011.

The Office mailed the Notice of Abandonment on 13 July, 2011.

On 19 August, 2011, Petitioner filed, inter alia, a petition (with fee) pursuant to 37 C.F.R.
§1.137(b), with a reply in the form of fees due and made the statement of unintentional delay.
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The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation-since all owe to the Office the continuing duty to disclose.'

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to revive an application if the delay is shown to the
satisfaction of the Commissioner to have been “unavoidable.” 35 U.S.C. §133 (1994).

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

Unintentional delays are those that do not satisfy the very strict statutory and regulatory
requirements of unavoidable delay, and, by definition, are not intentional.’))

As to Allegations of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee.

It appears that the requirements under the rule have been satisfied.

CONCLUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.137(b) is granted.

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

35 U.S.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded
as abandoned by the parties thereto, unless it be shown to the satisfaction of the Commissioner that such delay was unavoidable.
3 Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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The instant application is released to the Publications Branch to be processed into a patent in due
course.

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the Publications Branch in response to this
decision. It is noted that all inquiries with regard to status need be directed to the Publications
Branch where that change of status must be effected—that does not occur in the Office of
Petitions.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however , that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

John J. GHlon, Jr.
Senior Attorney
Office of Petitions

4 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attdance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is disagreement
or doubt.



UNITED STATES PATENT and TRADEMARK OFFICE 2 4 S E P 20 ]0

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O BOX 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

GREENBERG TRAURIG LLP (LA)
2450 COLORADO AVENUE, SUITE 400E
INTELLECTUAL PROPERTY DEPARTMENT

SANTA MONICA CA 90404

In re Application of ' . DECISION ON
LACEY etal ' ;

Application No.: 12/279,341 :

PCT No.: PCT/NZ2007/000034 . PETITION UNDER

Int. Filing Date: 23 February 2007
Priority Date: 27 February 2006

Attorney's Docket No.: 058157-016500 ;37 CFR 1.47(b) AND
For: APPARATUS FOR, AND METHODS OF, ;
COMPACTING A TYRE PART : 37CFR 1.137(b)

This decision is in response to applicant’s “PETITION UNDER 37 CFR 1.47(b) AND
THE PETITION UNDER 37 CFR 1.137(b)” submitted on 26 July 2010 that seeks the revival of
the above application and the acceptance of the application without the signatures of the joint
inventors D’ Arcy Shane Lacey and D’ Arcy Michael Lacey. Petitioner has been charged the
requisite petition fees to the Deposit Account No.: 50-2638.

BACKGROUND

On 13 August 2008; applicant filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by, inter alia, the requisite basic national fee as
required by 35 U.S.C. 371(c)(1). However, no executed declaration or oath was submitted at
such time.

On 24 November 2008, the United States Designated/Elected Office (DO/EO/US) mailed
a "NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE
"UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form
PCT/DO/EQ/905).

In an attempt to satisfy the requirements of 35 U.S.C. 371(c)(4), applicant filed on 24
‘February 2009 a executed declaration that appears to have been signed by the attorney of the
applicant rather than the joint inventors.

On 18 November 2009, the USPTO mailed a “NOTIFICATION OF DEFECTIVE
RESPONSE” (PCT/DO/EO/916) indicating, inter alia, that the inventors need to sign the
declaration.

On 09 December 2009, applicant resubmitted the executed declaration.
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On 06 January 2010, the USPTO erroneously mailed a “NOTICE OF ACCEPTANCE
OF APPLICATION UNDER 35 U.S.C. 371 AND 37 C.FR. 1.495 (Form PCT/DO/EQ/903),”
indicating that date of receipt of 35 U.S.C. 371 (c)(1), (c)(2), and (c)(4) requirements is 09
December 2009, and a date of completion of all 35 USC 371 requirements of 09 December 2009.

On 25 May 2010, the DO/EO/US mailed a “NOTIFICATION OF ABANDONMENT”
(Form PCT/DO/EO/909).

On 26 July 2010, petitioner filed a petition under 37 CFR 1.137(b) and 37 CFR 1.47(b).

DISCUSSION

37 CFR 1.47(b):

A petition under 37 CFR 1.47(b) must be accompanied by (1) the fee under 37 CFR
1.17(h), (2) factual proof that the inventor refuses to execute the application or cannot be reached
after diligent effort, (3) a statement of the last known address of the inventor, (4) an oath or
declaration by the 37 CFR 1.47(b) applicant on behalf of and as agent for the non-signing
inventor, (5) proof that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the
application, and (6) a showing that such action is necessary to preserve the rights of the parties or
to prevent irreparable damage.

Applicant has satisfied items (1), (3) and (6), and but not items (2) and (4) - (5) thus not
completing the requirements under 37 CFR 1.47(b).

Applicant has satisfied item (1) since the petition fee of $200.00 has been charged to
petitioner’s Deposit Account 50-2638.

Regarding item (2), the statements by Mr, Berman has not sufficiently demonstrated that
a copy of the application papers were presented to the non-signing joint inventors because Mr.
Berman states that he forwarded the Declaration to K.A. Williams and that Mr. Williams
forwarded it to the joint inventors. Mr. Williams then advised him that Messrs D’ Arcy. Shane
Lacey and D’ Arcy Michael Lacey have refused to sign the documents. There is no specific
statement referring to a copy of the application papers (specification, including claims, drawings,
and oath or declaration) as required under MPEP. 409.03(d) being sent to them for their review
and their signature from the petitioner. The papers forwarded to them do not appear to include a
copy of the complete application papers since only the declaration is mentioned as being sent.

Moreover, Mr. Berman does not have first hand knowledge of the mailings to the
nonsigning joint inventors because it appears it was K. A. WIlliams that sent the documents. If
Mr. Berman does not have first hand knowledge, then petitioner needs to submit statements, with
specific facts on the actions referred to the mailings of the documents to the nonsigning inventors
by person, K.A. Williams, who has first-hand knowledge of such facts.
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The current record does not sufficiently establish refusal to join in the patent application
because no evidentiary documents have been submitted to show that a bona fide attempt was
made to deliver the complete application to Messrs D’ Arcy Shane Lacey and D’ Arcy Michael
Lacey and that they refused to sign the required papers.

Regarding item (3), petitioner has stated the last known addresses of the inventors:

D’ Arcy Shane Lacey
3 Guthrie Street
Timaru, New Zealand

D’ Arcy Michael Lacey
3 King George Place
Timaru, New Zealand

Regarding item (4) a declaration has not been provided executed by an appropriate
officer of the company on behalf of the non-signing inventors. Although the declaration appears
to be signed by Louis J. Bovasso it is unclear if he has authority to sign on behalf of the
applicant. Note MPEP 1820

Regarding item (6) applicant has presented an adequate showing that the granting of this
petition is necessary to preserve the rights of the parties or to prevent irreparable damage.

Regarding item (5) applicant has not submitted proof that applicant has sufficient
proprietary interest in the application. Louis J. Bovasso’s statement is not sufficient without
corroborating evidence since there is no copy of the assignment (signed assignment by joint
inventors Messrs D’ Arcy Shane Lacey and D’ Arcy Michael Lacey) provided with this petition.
The assignment provided appears to be signed by Louis Bovasso on behalf of the applicant and
not by the joint inventors. "

If the application has been assigned, a copy of the assignment must be submitted. The
assignment must clearly indicate that the invention described in the 37 CFR 1.47(b) application
was assigned to the 37 CFR 1.47(b) applicant prior to the date the application is deposited in the
Patent and Trademark Office.

When an inventor has agreed in writing to assign an invention described in an application
deposited pursuant to 37 CFR 1.47(b), a copy of that agreement should be submitted. If an
agreement to assign is dependent on certain specified conditions being met, it must be
established by affidavit or declaration that those conditions have been met. A typical agreement
to assign is an employment agreement where an employee (nonsigning inventor) agrees to assign
to his or her employer (37 CFR 1.47(b) applicant) all inventions made during employment.

When such an agreement is relied on, it must be established by the affidavit or .
declaration of a person having firsthand knowledge of the facts that the invention was made by
the employee while employed by the 37 CFR 1.47(b) applicant.
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If the invention has not been assigned, or if there is no written agreement to assign, the 37
CFR 1.47(b) applicant must demonstrate that he or she otherwise has a sufficient proprietary
interest in the matter.

A proprietary interest obtained otherwise than by assignment or agreement to assign may

be demonstrated by an appropriate legal memorandum to the effect that a court of competent

_jurisdiction (federal, state, or foreign) would by the weight of authority in that jurisdiction award
title of the invention to the 37 CFR 1.47(b) applicant. The facts in support of any conclusion that
a court would award title to the 37 CFR 1.47(b) applicant should be made of record by way of an
affidavit or declaration of the person having firsthand knowledge of same. The legal
memorandum should be prepared and signed by an attorney at law familiar with the law of the
jurisdiction involved. A copy (in the English language) of a statute (if other than the United
States statute) or a court decision (if other than a reported decision of a federal court or a
decision reported in the United States Patents Quarterly) relied on to demonstrate a proprietary
interest should be made of record. Note MPEP 409.03(f)

Accordingly, it is not appropriate to accord the national stage application status under 37
CFR 1.47(b) at this time.

CONCLUSION

The petition under 37 CFR 1.47(b) is DISMISSED without prejudice.

37 CFR 1.137(b):

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the
entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to this paragraph was unintentional. The Commissioner may require
additional information where there is a question whether the delay was unintentional; and (4) any
terminal disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this
section.

Applicants have satisfied requirements (2), (3), and (4) under 37 CFR 1.137(b) but not
requirement (1).

- Applicants have not provided: (1) the proper reply that is a properly executed declaration
as discussed above.

Applicants have provided: (2) the petition fee set forth in §1.17(m) and (3) the proper
statement under 137(b)(3). In this application, no terminal disclaimer is required.

Accordingly, the petition is not deemed to satisfy requirements (1), (2), (3), and (4) under
37 CFR 1.137(b).



Application No.: 12/279,341
DECISION
The petition under 37 CFR 1.137(b) is DISMISSED without prejudice.

The Notification of Acceptance (Form PCT/DO/EQ/903) mailed on 06 January 2010 is
VACATED with the mailing of this decision.

If reconsideration of the merits of the petition under 37 CFR 1.47(a) and 37 CFR
1.137(b) are desired, applicant must file a request for reconsideration within TWO (2)
MONTHS from the mail date of this Decision. Any reconsideration request should include a
cover letter entitled "Renewed Petition Under 37 CFR 1.47(a) and 37 CFR 1.137(b)."
Extensions of time are available under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration. :

PCT Legal Examiner
PCT Legal Office

Telephone: (571) 272-3276
Facsimile: (571) 272-0459
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.GREENBERG TRAURIG LLP (LA)

2450 COLORADO AVENUE, SUITE 400E APR 29 2011
INTELLECTUAL PROPERTY DEPARTMENT PCT LEGAL ADMINISTRATION

SANTA MONICA CA 90404

In re Application of :  DECISION ON RENEWED
LACEY et al : '

Application No.: 12/279,341 :

PCT No.: PCT/NZ2007/000034 : PETITION UNDER

Int. Filing Date: 23 February 2007
Priority Date: 27 February 2006

Attorney's Docket No.: 058157-016500 : 37 CFR 1.47(b) AND
For: APPARATUS FOR, AND METHODS OF, :
COMPACTING A TYRE PART : 37CFR1.137(b)

This decision is in response to applicants’ “SUPPLEMENTAL RENEWED PETITION
UNDER 37 CFR 1.47(a) AND 37 CFR 1.137(b),” submitted on 22 March 2011, which is being
treated as a petition under 37 CFR 1.47(b) and 37 CFR 1.137(b) that co-inventors D’ Archy
Shane Lacey and D’ Archy Michael Lacey have now executed the declaration.

BACKGROUND

In a decision from this Office on 24 September 2010, the petition filed under 37 CFR
1.47(b) on 26 July 2010 was dismissed. The decision indicated that items (2), (4) - (5) were not
met.

On 22 March 2011, applicant submitted a “Supplemental Renewed Petition Pursuant 37
CFR 1.47(b) and a petition under 37 CFR 1.137(b)” accompanied by an executed declaration
from co-inventors-Shane Lacey and Michael Lacey.

37 CFR 1.47(b):

DISCUSSION

The supplemental renewed petition states that the co-inventors executed and returned the
signed declaration and is enclosed with the current petition. Thus, the declaration is now
executed by the non-signing co-inventors.

Accordingly, the declaration submitted on 22 March 2011 complies with 37 CFR
1.497(a) and (b).

CONCLUSION

The petition under 37 CFR 1.47(b) is MOOT.
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37 CFR 1.137(b):

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the
entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to this paragraph was unintentional. The Commissioner may require
additional information where there is a question whether the delay was unintentional; and (4) any
terminal disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this
section.

The petition is deemed to satisfies all the items under 37 CFR 1.137(b).

Petitioner has provided: (2) the petition fee set forth in §1.17(m) and (3) the proper
‘statement under 137(b)(3). In this application, no terminal disclaimer is required. However,
Petitioner has met requirement (1) because the reply is proper because applicant has submitted a
properly executed declaration.

The petition under 37 CFR 1.137(b) is GRANTED.

CONCLUSION

The petition under 37 CFR 1.47(b) is MOOT.
The petition under 37 CFR 1.137(b) is GRANTED.
This application is being returned to the United States Designated/Elected Office (DO/EO/US)

for continued processing consistent with this decision. The 35 USC 371(c)(1),(c)(2), and (c)(4)
date of this application is 22 March 2011.

Legal Examiner
PCT Legal Administrative Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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APPLICATION NO. J FILING DATE | FIRST NAMED INVENTOR ] ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/279,364 08/14/2008 David Slack SEVR273STWP-PCT-US 1730
37334 7590 02/182011 . :
EXAMINER
D'AMBROSIO & MENON, LLP l J
10260 WESTHEIMER HIJAZ, OMAR F
S 465 ; ART UNIT PAPER NUMBER I
HOUSTON, TX 77042 I l
3633
[ MAIL DATE L DELIVERY MODE |
02/18/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, Vm313f-1.453
FEB 1 8 201 —
D'AMBROSIO & MENON, LLP
10260 WESTHEIMER
SUITE 465
HOUSTON TX 77042
In re application of - : DECISION ON REQUEST TO
Slack et al. : PARTICIPATE IN PATENT
Application No. 12/279,364 : PROSECUTION HIGHWAY
Filed: August 14, 2008 : PROGRAM AND PETITION
For: SYSTEM METHOD FOR - : TO MAKE SPECIAL UNDER
INTERLOCKING SUPPORT BLOCKS : 37 CFR 1.102(a).

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed December 13, 2010, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the UKIPO, USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the UKIPO
application(s); _
(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the UKIPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the UKIPO
application(s) containing the allowable/patentable claim(s);

(6) Applicant must submit an IDS listing the documents cited by the UKIPO examiner in
the UKIPO Office action along with copies of documents except U.S. patents or U.S.
patent application publications.



In light of the preliminary amendment filed December 13, 2010. The request to
participate in the PPH pilot program complies with the above requiremernits. Therefore,
the above-identified application has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The apblication is being forwarded to the examiner for action on the merits
commensurate with this decision.

A

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

BM/BM: 2/17/11



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:
DATE : December 5, 2010 .
TO SPE OF :ART UNIT 28585
SUBJECT : Request for Certificate of Correction for Appl. No.: 12/279403.-: 7798704

Please respond to this request for a certificate of correction within 7 days.

FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in the
IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed. :

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown i in the attached certificate of
correction. Please complete this form-(see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square Building

2800 South Randolph Street

Arlington, VA 22206

Magdalene Talley

Certifjcates of Corfection Branch
(571)272-0XXX
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

%Approved‘ , All changes apply.
Q Approved in Part Specify below which changes do not apply.
Q Denied State the reasons for denial below.

Comments: = an QSSU'N"\ ({’V\MZL—J/MJM
AT e (At /;\(JMW/W\ ON et (e |

SPE ,j/:(,W Art Unit ) _P7~

PTOL-306 (REV. 7/03) 9. O atent ana Tradema

ice




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.uSpto.gov

DR. MARK M. FRIEDMAN

MOSHE AVIV TOWER, 54TH FLOOR, 7 JABOTINSKY ST.

RAMAT GAN 52520 IL ISRAEL MA' LED
JuL 22 2011

OFFICE OF PET, ITIONS

In re Application of

Gal Goldner :

Application No. 12/279,421 :  DECISION ON PETITION

Filed: August 14, 2008
Attorney Docket No. 4991/1

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed July 5, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed, August 18, 2010, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on November 19, 2010. A
Notice of Abandonment was mailed March 14, 2011.

The Eetition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied
(1) the reply in the form of an Amendment, (2) the petition fee of $810.00, and (3) a
proper statement of unintentional delay.

Further, it is not ?Earent whether the statement of unintentional delay was signed by a
person who would have been in a position of knowing that the entire delay in filing the
required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 CFR 1.137(b) was unintentional. Nevertheless, in accordance with 37
CFR 10.18, the statement 1s accepted as constituting a certification of unintentional delay.
However, in the event that petitioner has no knowledge that the delay was unintentional,
petitioner must make such an inquiry to ascertain that, in fact, the delay was )
uﬁlirge‘:frfl.tional. If petitioner discovers that the delay was intentional, petitioner must notify
the Office.

Telephone inguiries concerning this decision should be directed to the undersigned at
(571) 272-7751.

This ap}glication is being referred to Technology Center AU 3673 for f(lippropriate action
by the Examiner in the normal course of business on the reply received.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12279465

Filing Date 14-Jan-2009

First Named Inventor Richard Ashman

Art Unit 4189

Examiner Name KATHRYN CHANG

Attorney Docket Number 102847-102

Title

Shape Memory Implant Heating Device

® Please withdraw me as attorney or agent for the above identified patent application and 27267
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 37267
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Anthony P. Gangemi/

Name Anthony P. Gangemi

Registration Number 42565
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : May 20,2011

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

Richard Ashman ATTORNEY/AGENTOF RECORD
Application No : 12279465
Filed : 14-Jan-2009

Attorney Docket No : 102847-102
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFRS 1.36(b), filed May 20,2011

The request is APPROVED

The request was signed by Anthony P. Gangemi (registration no. 42565 ) on behalf of all attorneys/agents
associated with Customer Number 27267 . All attorneys/agents associated with Customer Number 27267 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer number 27267

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Howard & Howard Attorneys PLLC MAR 07 2011 -
450 West Fourth Street :
Royal Oak, MI 48067-2557 PCT LEGAL ADMINISTRATION
In re Application of
Stockschlager et al. :
Application No.: 12/279,496 : DECISION
PCT No.: PCT/IB2007/000391 :
Int. Filing Date: 16 February 2007 : ON
Priority Date: 17 February 2006 :
Attorney Docket No.: 85939.000842; 065517.00010 : PETITION

For:  Vehicle Opening Device

This is in response to the petitions under 37 CFR 1.181 and 37 CFR 1.47(a) filed on 30
December 2010.

DISCUSSION
Petition Under 37 CFR 1.181

Petitioner requests withdrawal of the holding of abandonment, on the basis of alleged
non-receipt of the Decision mailed on 15 December 2009. As explained in MPEP 711.03(c), and
following Delgar v. Schuyler, 172 USPQ 513 (D.D.C. 1971), an adequate showing of non-
receipt of papers mailed to applicant by the Office must include (1) a statement by the
practitioner that the Office action was not received by the practitioner; (2) a statement attesting
that a search of the file jacket and docket records indicates that the Office action was not
received; and (3) a copy of the docket record where the non-received Office action would have
been entered had it been received (the docket records must also be referenced in petitioner’s
statement).

Petitioner states that “this second Decision was never received by the Attorney for the
Applicant and has only recently come to our attention.” This statement satisfies requirement (1).

Petitioner further states that “a thorough search has been performed on the file jacket for
the above referenced patent application and the docket records for a six-month period from the
mail date of the nonreceived Office Action,” and that the Decision in question “was not found in
our file jacket.” This satisfies requirement (2).

With respect to requirement (3), petitioner has furnished docket records which counsel
describes as “showing all items received from the U.S. Patent and Trademark Office for at least
one month before and after the mail date of the nonreceived second Decision.” As such, the
provided docket records appear to be, in essence, an incoming mail log. However, the required

_ records are those docket records showing where the application would have been docketed for
response had the Decision been received. Specifically, the required records would be “tickler
sheets” or other records showing all cases with responses due on or around 15 February 2010. In
the absence of such records, it would not be appropriate to grant the requested relief at this time.

Petition Under 37 CFR 1.47(a)
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In view of the abandoned status of this application, it would not be appropriate to address
the merits of the renewed petition under 37 CFR 1.47(a) at this time.

DECISION
The petition under 37 CFR 1.181 is DISMISSED, without prejudice.
The petition under 37 CFR 1.47(a) is DISMISSED, without prejudice.

If reconsideration on the merits of this petition is desired, a proper response must be filed .
within TWO (2) MONTHS from the mail date of this decision. Extensions of time may be
obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283
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Stephen B. Salai, Esq. DEC 142011
Harter Secrest & Emery LLP .
1600 Bausch & Lomb Place PCT LEGAL ADMINISTRATION

Rochester NY 14604-2711

In re Application of

Stockschlager et al. :

Application No.: 12/279,496 A : DECISION
PCT No.: PCT/IB2007/000391 :

Int. Filing Date: 16 February 2007 : ON
Priority Date: 17 February 2006 :

Attorney Docket No.: 85939.000842; 065517.00010 : PETITION
For:  Vehicle Opening Device :

This 1s in response to the petitions under 37 CFR 1.137(b) and 37 CFR 1.47(a) filed on
09 May 2011.

DISCUSSION
Petition Under 37 CFR 1.137(b)

The petition to revive under 37 CFR 1.137(b) filed on 09 May 2011 in the above-
captioned application is hereby GRANTED as follows:

Petitioner states that “The entire delay in filing the required reply from the due date for
the reply until the filing of this Petition was unintentional.” This is being construed as a
sfatement “the entire delay in filing the required reply from the due date for the required reply
until the filing of a grantable petition under 37 C.F.R. 1.137(b) was unintentional.” Said
statement is being accepted in satisfaction of 37 CFR 1.137(b)(3) but, in the event that this
interpretation is not accurate, counsel is required to notify this Office promptly.

A review of the application file reveals that applicant has paid the petition fee. The
required reply has been filed. No terminal disclaimer is required. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the national stage in the
United States of America.

Renewed Petition Under 37 CFR 1.47(a)

In a Decision mailed on 15 December 2009, the petition filed on 30 October 2009 was
treated under 37 CFR 1.47(a) and dismissed, without prejudice, because requirement (2) had not
been satisfied. )

In response, applicants have provided a “Declaration by Samuel J. Haidle...” which
describes his mailing of correspondence (including copies of the application and declaration
forms) to inventors Hanndorf and Heller on 13 August 2009. In view of this statement, it is now
sufficiently clear that the declaration documents were directed toward the instant application.
Consequently, all of the requirements for relief under 37 CFR 1.47(a) now have been satisfied.

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.
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The petition under 37 CFR 1.47(a) is GRANTED.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to each non-signing inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette.

This application is being returned to the Office of Patent Application Processing. Its date
under 35 U.S.C. 371(c)(1), (2) and (4) is 30 October 2009.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283
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PO BOX 1022 ~
MINNEAPOLIS MN 554401022 MAILED

JUN 08 2011
o OFFICE OF PETITIONS
In re Application of
BUSARI :
Application No. 12/279,532 : DECISION ON PETITION
Filed: November 3, 2008 D TO WITHDRAW

Attorney Docket No. 23415-0003US1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed April 26, 2011.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to the
client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the
time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Kirk A. Gottieb on behalf of the attorneys of record associated with
Customer Number 26181. '

The attorneys of record associated with Customer Number 26181 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

The correspondence address for future communications from the Office has been changed and the
new correspondence address is the address indicated below.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions

cc: JAY BUSARI
277 FLOOR, BUILDING 174
SILOM ROAD, BANG RAK
BANGKOK 10500, TH
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United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto OV
| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY.DOCKETNO/TITLE |
12/279,532 11/03/2008 Jay Busari 23415-0003US1
CONFIRMATION NO. 1986
26181 POWER OF ATTORNEY NOTICE
FISH & RICHARDSON P.C. (SV)

PO BOX 1022

MINNEAPOLIS, MN 55440-1022 O 0 L

Date Mailed: 06/03/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 04/26/2011.

* The withdrawal as attorney in this application has been accepted Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/degoodwyn/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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L APPLICATION NO. I FILING DATE [ FIRST NAMED INVENTOR l ATTORNEY DOCKET NO.J CONFIRMATION NO. J
12/279,561 08/15/2008 Yuichiro Nakajima 09227.0040-00000 2297
22852 7590 0412772011 ‘ I EXAMINER I
FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER
LLP : MOYER, DALE S
901 NEW YORK AVENUE, NW v —
WASHINGTON, DC 20001-4413 | TUNIT | papERNUMB |
3664
I MAIL DATE | DELIVERY MODE - I
0472712011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNERALLP
901 NEW YORK AVENUE, NW
WASHINGTON DC 20001-4413
In re application of : DECISION ON REQUEST TO
Nakajima et al. : PARTICIPATE IN PATENT
Application No. 12/279,561 : PROSECUTION.HVIGHV_VAY
Filed: August 15, 2008 : PROGRAM AND PETITION

. For: MOVABLE ROBOT : TO MAKE SPECIAL UNDER
: 37 CFR 1.102(a)

This is a decision on the requést to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed April 08, 2011, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priofity under 35 U.S.C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
~ sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowablé/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO Office action along with copies of documents except U.S. patents or U.S.
patent application publications.



In light of the preliminary amendment filed April 8, 2011. The request to participate in
the PPH pilot program complies with thé above requirements. Therefore, the above-
identified application has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mlkado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

MB/MB: 04/26/11
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In re Application of . DECISION ON  PCTLEGAL ADMINISTRATION
FELDER et al :

Application No.: 12/279,591 :

PCT No.: PCT/US2007/09575 :  PETITION UNDER

Int. Filing Date: 19 April 2007 :

Priority Date: 20 April 2006 : 37 CFR 1.137(b)

Attorney's Docket No.: PRO094USPCT :

For: DONOR ELEMENT WITH..

THERMAL TRANSFER

This decision is in response to applicants’ “Petition For Revival Of An Application For
Patent Abandoned Unintentionally Under 37 CFR 1.137(b),” filed on 13 April 2011.

BACKGROUND

On 19 April 2007, this international application was filed, claiming an earliest priority
date of 20 April 2006. The deadline for paying the basic national fee in the United States under
35U.S.C. 371 and 37 CFR 1.494 was 20 October 2008.

On 15 October 2008, applicants filed the instant petition under 37 CFR 1.137(b) and
Transmittal letter for entry into the national stage in the United States, which was accompanied
by, basic national fee. No executed declaration or oath was filed at such time.

On 14 April 2010, the United States Designated/Elected Office mailed a Notification of
Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating that the oath or
declaration complying with 37 CFR 1.497(a) and (b)...The declaration filed on 15 August 2008
is not in compliance with 37 CFR 1.497(a) & (b), as the.declaration is a composition declaration.
Applicant submitted 2 pages of 2; please submit a full oath set. The notice indicated that the
items must be submitted within two months from date of mailing or by 32 months from the
priority date of the application, in order to avoid abandonment of the national stage application.

On 15 February 2011, the United States Patent and Trademark Office mailed the
Notification of Abandonment (PCT/DO/E0/909) since the applicant has failed to respond to the
Notification of MISSING REQUIREMENTS (Form PCT/DO/EO/905), mailed 04/14/2010
within the time period set therein.
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On 13 April 2011, applicants filed the instant petition under 37 CFR 1.137(b), which was -
accompanied by the petition fee and an executed declaration.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a
continuing application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the
entire delay in filing the required reply from the due date for the reply until the filing of a
grantable petition pursuant to this paragraph was unintentional. The Commissioner may require
additional information where there is a question whether the delay was unintentional; and (4) any
terminal disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this
section.

R

Petitioner has not provided: (1) the proper reply by submitting an executed declaration,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3).

In this application, no terminal disclaimer is required.

Accordingly, the petition is deemed to satisfy all the items under 37 CFR 1.137(b).
DECISION

The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office

(DO/EO/US) for continued processing. The 35 USC 371(c)(1),(c)(2), and (c)(4) date of this
application is 13 April 2011.

PCT Legal Examiner
PCT Legal Office
Telephone: (571) 272-3276

Facsimile: (571) 273-0459




_SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE : / /37'/20/3'

TOSPEOF  :ARTUNIT _&62Y Mtnds. Dhovest,5p)
l 7374 eld Patent No..__$058" 02/

SUBJECT : Request for Certificate of Correction for App!. No.:

CofC mailroom date. \Lr/’l /?—014—-
Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: :

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES: ~

Please review the requested changes/corrections as shown in the anacheq certificate ot
correction. Please complete this form (see below) and forward it with the file to:

‘Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A

Palm Location 7580 \\ mﬂ
Note: . _

ertlflcates of Correction Branch

571-272-8680
Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

~&" Approved All changes apply.
O Approved in Part Specify below which changes do not apply.
L Denied State the reasons for denial below.
Comments: |
/Jason M. Repko/ _ 2624
SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



S/N 12/279.649 PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Joshi et al. Examiner: Unknown
Serial No.:  12/279,649 Group Art Unit: Unknown
Filed: August 15, 2008 Docket: 1842.235US1
Customer No.: 70648 Confirmation No.: 3110
Title: GAME SELECTION IN A WAGERING GAME MACHINE

PETITION TO MAKE SPECIAL UNDER 37 CFR § 1.102(d)

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Applicants hereby petition the Commissioner to advance the above-identified
Application out of turn for accelerated examination under the provisions of 37 C.F.R. § 1.102(d).
The basis under which special status is sought is the express abandonment of copending
application serial no. 12/527,751 under the Patent Application Backlog Reduction Stimulus
Plan.' In support of the Petition to Make Special, Applicants make the following statements:

1. The application for which special status is sought has an actual filing date before October
1, 2009, based on a National Stage Filing of International Patent Application Serial No.
PCT/US2007/004106 filed on February 15, 2007.

2. A copy of the Letter of Express Abandonment of application 12/527,751, including

statements accompanying the express abandonment is submitted herewith.

3. The application 12/279,649 that is the subject of this Petition to Make Special and
application 12/527,751 that has been expressly abandoned are both commonly owned and
assigned to WMS Gaming Inc.

4. Applicants certify that they have not filed petitions in more than fourteen other
applications requesting special status under the Patent Application Backlog Reduction Stimulus

Plan.

! See 75 Fed. Reg. 71072 and 75 Fed Reg. 36063.



PETITION TO MAKE SPECIAL UNDER 37 CFR § 1.102(d) Page 2
Serial Number: 12/279,649 Dkt: 1842.235US1
Filing Date: August 15, 2008

Title: GAME SELECTION IN A WAGERING GAME MACHINE

5. Applicants agree to make an election without traverse in a telephonic interview if the
United States Patent and Trademark Office determines that the claims of application 12/279,649

are directed to two or more independent and distinct inventions.

6. Applicants understand that the petition fee set forth in 37 C.F.R. § 1.17(h), which is
normally required pursuant to 37 C.F.R. § 1.102(d) has been waived by the United States Patent
and Trademark Office. However, if any fees are necessary, please charge any additional fees or

credit overpayment to Deposit Account No. 19-0743.

Respectfully submitted,

SCHWEGMAN, LUNDBERG & WOESSNER, P.A.
P.O. Box 2938

Minneapolis, MN 55402-0938

(612) 373-6900

Date  February 4, 2011 By / %\' 92/\' /

Rodney L. Lacy
Reg. No. 41,136




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

SCHWEGMAN, LUNDBERG & WOESSNER/WMS GAMING

P.0. BOX 2938 ' _ FEB 172011
MINNEAPOLIS MN 55402
OFFICE OF PETITIONS
-In re Application of :
JOSHI, et al. : DECISION ON PETITION
Application No. 12/279,649 : TO MAKE SPECIAL
35U.S.C. 371 Date: July 26,2010 : 37CFR 1.102

Int. Appl. No.: PCT/US2007/04106
Int. File Date: February 15, 2007
Attorney Docket No. 1842.235US1

This is a decision on the petition under 37 CFR 1.102, filed February 4, 2011, to make the above-
identified application special under the Patent Application Backlog Reduction Stimulus Plan

which is a pilot program set forth at 74 Federal Register Notice 62285 (November 27, 2009) and
75 Federal register Notice 36063 (June 24, 2010). '

The petition is GRANTED. ’

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 62285 and 75 FR 36063 must be directed to a nonprovisional apphcatlon filed
prior to October 1, 2009.

The USPTO will accord special status for examination under Patent Application Backlog
Reduction Stlmulus Plan under the following conditions:

(1) The application for which special status is sought is a nonprovisional application
that has an actual filing date earlier than October 1, 2009;

(2) The applicant has another copending nonprovisional application that has an actual
filing date earlier than October 1, 2009, and is complete under 37 CFR 1.53;

(3) The application for which special status is sought and the other copending
nonprovisional application either are owned by the same party as of October 1, 2009,
or name at least one inventor in common; »

(4) The applicant files a letter of express abandonment under 37 CFR 1.138(a) in the
copending nonprovisional application before it has been taken up for examination and

a) includes a statement that the applicant has not and will not file a new
application that claims the same invention claimed in the expressly abandoned
application;



Application Number 12/279,649 ' Page 2
Decision on Petition to Make Special .

b) includes a statement that the applicant has not and will not file an
application that claims the benefit of the expressly abandoned application
under any provision of title 35, United States Code, and

c) includes a statement that the applicant agrees not to request a refund of any
fees paid in the expressly abandoned application; and

(5) The applicant files a petition under 37 CFR 1.102 in the application for which
special status is sought that

a) includes a specific identification of the relationship between the
applications that qualifies the application for special status; -

b) identifies, by application number if available, the application that is being
expressly abandoned;

c) provides a statement certifying that applicant has not filed petitions in more
than fourteen (14) other applications requesting special status under this
program; and

d) provides a statement that applicant agrees to make an election without
traverse in a telephonic interview if the Office determines that the claims of
the application to be made special are directed to two or more independent
and distinct inventions. '

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Patent Application Backlog Reduction Stimulus Plan has been waived.

The instant petition complies with the conditions required under Patent Application Backlog
Reduction Stimulus Plan. Accordingly, the above-identified application has been accorded

“special” status.

Telephone inquires concerning this decision should be directed to Brian W. Brown at 571-272-
5338.

All other inquires concerning either the examination or status of the application should be
directed to the Technology Center.

The application is being forwarded to the Office of Patent Application Processing for

farthex processing commensurate with this decision.
;/ {
of / * - ’

Petitions Examiner
Office of Petitions
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S88 2283 206/223 US-PGPUB; OR ON 2010/01/25
; USPAT; USOCR; 16:55
E JPO; DERWENT
1989 0 S87 and S88 US-PGPUB; OR ON 2010/01/25
; USPAT; USOCR; 16:55
JPO; DERWENT
S90 0 S78 and S88 US-PGPUB; OR ON 2010/01/25
f USPAT; USOCR,; 16:56
E JPO; DERWENT
891 95 hermeticall$1 adj seal$1 adj cap {US-PGPUB; OR ON 2010/01/25
: USPAT; USOCR,; 16:57
E JPO; DERWENT
1592 0 S87 and S80 US-PGPUB; OR ON 2010/01/25
USPAT; USOCR,; 16:58
: JPO; DERWENT
1893 174520 {'424"/$.ccls. US-PGPUB; OR ON 2010/01/25
USPAT; USOCR,; 17:00
5 JPO; DERWENT
1594 0 S78 and S93 US-PGPUB; OR ON 2010/01/25
USPAT; USOCR; 17:00
5 JPO; DERWENT
1595 1 S77 and 893 US-PGPUB; OR ON 2010/01/25
USPAT; USOCR,; 17:02
5 JPO; DERWENT
S96 390 hermetically adj seal$3 adj cap USPAT; OR ON 2010/01/25
DERWENT 17:04
S97 690 hermetically adj seal$3 adj cap US-PGPUB; OR ON 2010/01/25
f USPAT; USOCR,; 17:05
E EPO; DERWENT
$98 546 206/571 US-PGPUB; OR ON 2010/01/25
: USPAT; USOCR,; 17:05
E EPO; DERWENT
1599 0 S97 and S98 US-PGPUB; OR ON 2010/01/25
: USPAT; USOCR,; 17:05

EPO; DERWENT




EAST Search History

file:///Cl/Documents %20and %20Settings/rvermal/My%?20D...stereotaxy_SearchHistory_%2301_AccessibleVersion.htm (7 of 17)9/30/2010 11:04:56 AM

1S100 1140401  {("3545607" | "3826828" | US-PGPUB; OR ON 2010/01/25
"3869062" | "3923152" | USPAT; USOCR; 17:06

"3826828" | "4184593" | EPO; DERWENT

"4954239" | "5529189" |
: "5529189")".PN"
1S101 125 ("3545607" | "3826828" | US-PGPUB; OR ON 2010/01/25
"3869062" | "3923152" | USPAT; USOCR; 17:07

"3826828" | "4184593" | EPO; DERWENT

"4954239" | "5529189" |
: "5529189").PN.
1S102 2 "4758234".pn. US-PGPUB; OR ON 2010/01/25
USPAT; USOCR; 21:36
: EPO; DERWENT
iS103 2 "5529189".pn. US-PGPUB; OR ON 2010/01/25
USPAT; USOCR; 21:54
5 EPO; DERWENT
1S104 146 ("1234582" | "1279069" | US-PGPUB; OR ON 2010/01/25
"1589882" | "2642868" | USPAT; USOCR 21:54

"2671450" | "2831483" |

"2939459" | "3089491" |

"3749084" | "3911916" |

"4067333" | "4300569" |

"4313440" | "4364376" |

"4372294" | "4453934" |

"4471765" | "4581015" |

"4643721" | "4735311" |

"4796790" | "4874601" |

"4954239" | "5002538" |

"5021220" | "5024231" |

"5117981").PN. OR ("5529189").
: URPN.
15105 17047 luer adj lock US-PGPUB; OR ON 2010/01/25
USPAT; USOCR 21:57
1S106 1546 206/571 US-PGPUB; OR ON 2010/01/25
USPAT; USOCR 21:58
15107 {18 S$105 and S106 US-PGPUB; OR ON 2010/01/25
USPAT; USOCR 21:58
15108 10 "529189".pn. US-PGPUB; OR ON 2010/01/26
USPAT; USOCR 11:54
1S109 i "5529189".pn. US-PGPUB; OR ON 2010/01/26
USPAT; USOCR 11:55
i1S110 146 ("1234582" | "1279069" | US-PGPUB; OR ON 2010/01/26
"1589882" | "2642868" | USPAT; USOCR 11:55

"2671450" | "2831483" |

"2939459" | "3089491" |

"3749084" | "3911916" |

"4067333" | "4300569" |

"4313440" | "4364376" |

"4372294" | "4453934" |

"4471765" | "4581015" |

"4643721" | "4735311" |

"4796790" | "4874601" |

"4954239" | "5002538" |

"5021220" | "5024231" |

"5117981").PN. OR ("5529189").

URPN.
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iS111 101 ("1234582" | "1279069" | US-PGPUB; OR ON 2010/01/26
"1589882" | "2642868" | USPAT; USOCR,; 11:55
"2671450" | "2831483" | DERWENT
"2939459" | "3089491" |
"3749084" | "3911916" |
"4067333" | "4300569" |
"4313440" | "4364376" |
"4372294" | "4453934" |
"4471765" | "4581015" |
"4643721" | "4735311" |
"4796790" | "4874601" |
"4954239" | "5002538" |
"5021220" | "5024231" |
"5117981").PN. OR ("5529189").
: URPN.
§S112 0 silicone adj luer-lock US-PGPUB; OR ON 2010/01/26
: USPAT; USOCR; 12:06
: DERWENT
i8113 0 silicone adj luerlock US-PGPUB; OR ON 2010/01/26
: USPAT; USOCR; 12:06
5 DERWENT
is114 0 silicone adj luer adj lock US-PGPUB; OR ON 2010/01/26
5 USPAT; USOCR; 12:06
5 DERWENT
iS115 1453 stereotaxy US-PGPUB; OR ON 2010/01/26
: USPAT; USOCR; 12:07
: DERWENT
iS116 11729 luer-lock US-PGPUB; OR ON 2010/01/26
f USPAT; USOCR; 12:07
: DERWENT
is117 11328 206/570 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 12:08
: DERWENT
is118 0 S$116 and S117 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 12:08
5 DERWENT
iS119 1546 206/571 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 12:08
: DERWENT
S120 2 S116 and S119 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 12:08
5 DERWENT
is121 0 slicone adj polidimetilsyloxane US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 12:12
5 DERWENT
is122 polidimetilsyloxane US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 12:13
5 DERWENT
i8123 i3 pre-filled adj silicon US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 13:31
: DERWENT
iS124 1546 206/571 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR,; 13:31
DERWENT
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S125 {0 S123 and S124 US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:31

: DERWENT

S126 126727 {'206"/$.ccls. US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:32

: DERWENT

S127 {0 S123 and S126 US-PGPUB; OR ON 2010/01/26

USPAT; USOCR; 13:32

: DERWENT

S128 1168472 {"424"/$.ccls. US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:32

DERWENT

S129 10 S123 and S128 US-PGPUB; OR ON 2010/01/26

USPAT; USOCR; 13:33

5 DERWENT

§S130 0 prefilled adj silicon US-PGPUB; OR ON 2010/01/26

: USPAT; USOCR,; 13:33

DERWENT

§S131 3 pre-filled adj silicon US-PGPUB; OR ON 2010/01/26

f USPAT; USOCR,; 13:33

; DERWENT

S132 187529 "604"/$.ccls. US-PGPUB; OR ON 2010/01/26

: USPAT; USOCR,; 13:33

: DERWENT

§S1 33 i S131 and S132 US-PGPUB; OR ON 2010/01/26

: USPAT; USOCR,; 13:34

: DERWENT

15134 10 luer-lock near silicon US-PGPUB; OR ON 2010/01/26

: USPAT; USOCR,; 13:37

: DERWENT

S135 1211 luer-lock and silicon US-PGPUB; OR ON 2010/01/26

5 USPAT; USOCR,; 13:37

: DERWENT

S136 {0 S135 and S124 US-PGPUB; OR ON 2010/01/26

5 USPAT; USOCR,; 13:37

DERWENT

S137 10 S135 and S124 US-PGPUB; OR ON 2010/01/26

f USPAT; USOCR; 13:37

DERWENT

S138 {0 S126 and S135 US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:38

5 DERWENT

S139 54 S132 and S135 US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:38

5 DERWENT

S140 {0 luer-lock and silicon adj gel US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:39

: DERWENT

S141 10 S132 and S140 US-PGPUB; OR ON 2010/01/26

USPAT; USOCR,; 13:39

5 DERWENT

S142 {344 luer-lock and gel US-PGPUB; OR ON 2010/01/26

USPAT; USOCR; 13:40
DERWENT
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"1327778" | "1417121" |
"1915522" | "2007042" |
"2007261" | "2115930" |
"2434342" | "2727547" |
"2757859" | "2832498" |
"2834456" | "2858014" |
"2892541" | "2916183" |
"2993590" | "3004661" |
"3017063" | "3021948" |
"3063557" | "3089583" |
"3141569" | "3201421" |
"3279596" | "3372724" |
"3384224" | "3394838" |
"3414414" | "3426958" |
"3485344" | "3533503" |
"3627122" | "3641697" |
"3642336" | "3765565" |
"3811564" | "3845858" |
"3848943" | "3885668" |
"3912081" | "3935944" |
"3970194" | "4022319" |
"4077515" | "4119248" |
"4140317" | "4195729" |
"4294361" | "4512474" |
"4541528" | "4803048" |
"4905857" | "5042658" |
"5050739" | "5125211" |
"5209354" | "5325968" |
"5737775" | "6032799" |

S143 2 S$142 and S126 US-PGPUB; OR ON 2010/01/26
: USPAT; USOCR; 13:40
: DERWENT
S144 {70738 allowance US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 13:42
5 DERWENT
§S1 45 10 pre-filled adj silicone$2 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 13:43
: DERWENT
§S1 46 10 pre-filled adj silicone$2 US-PGPUB; OR ON 2010/01/26
USPAT; USOCR; 13:44
FPRS; EPO;
: DERWENT
S147 {0 ("2009/0157008"). URPN. USPAT OR ON 2010/01/26
13:45
§S1 48 {0 silocone adj gel adj USPAT OR ON 2010/01/26
polidimetilsyloxane 13:46
§S1 49 {0 silocone adj polidimetilsyloxane  {USPAT OR ON 2010/01/26
13:47
§S150 48 ("1915522" | "2007042" | US-PGPUB; OR ON 2010/01/26
: "2484892" | "2757859" | USPAT; USOCR,; 15:17
"20040173475" | "20060051457" {DERWENT
| "3845858" | "4022319" |
"4078662" | "4483440" |
"5458277" | "6520329" |
"6830152" | "0603949" |
; "0969329" | "D455880").PN.
§S151 190 ("0585816" | "0667561" | US-PGPUB; OR ON 2010/01/26
: "0786692" | "0920462" | USPAT; USOCR 15:19
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*D369007" | "D381157" |
"D387531" | "D410575" |
"D421823" | "D422126" |
"D436705").PN. OR ("1915522" |
"2004/0173475" |
"2006/0051457" | "2007042" |
"2484892" | "2757859" |
"3845858" | "4022319" |
"4078662" | "4483440" |
"5458277" | "603949" |
"6520329" | "6830152" |
; "969329" | "D455880"). URPN.
is8152 0 ("polidimetilsyloxane").PN. US-PGPUB; OR OFF 2010/04/15
: USPAT; USOCR; 14:38
FPRS: EPC;
; JPO; DERWENT
iS153 it polidimetilsyloxane US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:39
FPRS: EPC;
; JPO; DERWENT
is154 0 424/* $.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:40
FPRS: EPC;
; JPO; DERWENT
iS8155 0 424/* $.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:41
FPRS: EPC;
: JPO; DERWENT
i8156 {0 "424"/$.* .ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:43
FPRS: EPC;
: JPO; DERWENT
i8157 {0 "424"/* $.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:43
FPRS: EPC;
: JPO; DERWENT
iS158 180598 {"424"/$.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:45
FPRS: EPC;
: JPO; DERWENT
iS159  i180599 iS153 S158 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:46
FPRS: EPC;
: JPO; DERWENT
iS160 {0 $153 and S158 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:46
FPRS: EPC;
: JPO; DERWENT
iS161 1135411 ["206"/$.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:48
FPRS: EPC;
5 JPO; DERWENT
8162 10 $153 and S161 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:48
FPRS: EPC;
JPO; DERWENT
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iS163 135412 iS153 S161 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:48
FPRS; EPO:
: JPO; DERWENT
iS164 {97125 "604"/$.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:48
FPRS; EPO:
: JPO; DERWENT
1S165 i1 $153 and S164 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:49
FPRS; EPO:
: JPO; DERWENT
1S166 135411 1"206"/$.ccls. US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:49
FPRS; EPO:
: JPO; DERWENT
iS167 11296445 iS153 andl "115" US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:49
FPRS; EPO:
: JPO; DERWENT
istes {0 S153 and S166 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:50
FPRS; EPO:
: JPO; DERWENT
iS169 135412 iS153 S166 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:50
FPRS; EPO:
: JPO; DERWENT
iS170 10 $153 and S166 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR; 14:50
FPRS; EPO:
5 JPO; DERWENT
iS171 125 ("3545607" | "3826828" | US-PGPUB; OR ON 2010/04/15
"3869062" | "3923152" | USPAT; USOCR; 14:52
"3826828" | "4184593" | FPRS; EPO:
"4954239" | "5529189" | JPO; DERWENT
5 "5529189").PN.
iS172 1163 ("1234582" | "1279069" | US-PGPUB; OR ON 2010/04/15
"1589882" | "2228493" | USPAT; USCCR 14:56
"2372469" | "2642868" |
"2671450" | "2720969" |
"2792934" | "2831483" |
"2939459" | "3089491" |
"3305084" | "3316909" |
"3367483" | "3376866" |
"3410391" | "3499525" |
"3545607" | "3563449" |
"3593873" | "3642123" |
"3746155" | "3749084" |
"3826261" | "3869062" |
"3911916" | "3921633" |
"3978858" | "4067333" |
"4226328" | "4300569" |
"4313440" | "4364376" |
"4372294" | "4453934" |
"4471765" | "4581015" |
"4643721" | "4664259" |
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"4735311" | "4796790" |
"4811847" | "4874601" |
"4954239" | "5002538" |
"5021220" | "5024231" |
"5117981").PN. OR ("3545607" |
"3826828" | "3869062" |
"3923152" | "4184593" |
: "4954239" | "5529189"). URPN.
S173 0 S$153 and S172 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 14:56
FPRS; EPO;
: JPO; DERWENT
S174 {0 ("polidimetilsyloxane").PN. US-PGPUB; OR OFF 2010/04/15
USPAT; USOCR,; 14:58
FPRS; EPO;
: JPO; DERWENT
S175 i polidimetilsyloxane US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 14:58
FPRS; EPO;
: JPO; DERWENT
i8176 0 ("polidimetilsyloxane").PN. US-PGPUB; OR OFF 2010/04/15
USPAT; USOCR,; 14:59
FPRS; EPO;
: JPO; DERWENT
88177 S152 S153 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 15:13
FPRS; EPO;
: JPO; DERWENT
i8178 0 S$152 and S153 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 15:13
FPRS; EPO;
5 JPO; DERWENT
88179 0 polydimetilsyloxane US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 15:16
FPRS; EPO;
5 JPO; DERWENT
18180 {17789 PDMS US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 15:17
FPRS; EPO;
5 JPO; DERWENT
iS181 25 S$180 and S166 US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 15:17
FPRS; EPO;
5 JPO; DERWENT
18182 {46469 polydimethylsiloxane US-PGPUB; OR ON 2010/04/15
USPAT; USOCR,; 15:20
FPRS; EPO;
5 JPO; DERWENT
18183 {0 polydimethylsiloxane adj silocone {US-PGPUB,; OR ON 2010/04/15
USPAT; USOCR,; 15:26
FPRS; EPO;
5 JPO; DERWENT
i8184 {0 polydimethylsiloxane adj silocne {US-PGPUB,; OR ON 2010/04/15
USPAT; USOCR,; 15:26
FPRS; EPO;
JPO; DERWENT
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is185 1903 polydimethylsiloxane adj silicone {US-PGPUB,; OR ON 2010/04/15

USPAT; USOCR; 15:26
FPRS; EPO;

: JPO; DERWENT

is186 7 5185 and S161 US-PGPUB; OR ON 2010/04/15

USPAT; USOCR; 15:26
FPRS; EPO;

: JPO; DERWENT

is187 18 "3958570" US-PGPUB; OR ON 2010/04/15

USPAT; USOCR; 15:35
FPRS; EPO;

; JPO; DERWENT

is188 18 "3958570" US-PGPUB; OR ON 2010/04/20

USPAT; USOCR; 19:37
FPRS; EPO;

; JPO; DERWENT

5189 20 "5529189" US-PGPUB; OR ON 2010/04/20

USPAT; USOCR; 19:38
FPRS; EPO;

5 JPO; DERWENT

S190 {12 "2803391" US-PGPUB; OR ON 2010/04/21

USPAT; USOCR; 11:37
FPRS; EPO;

5 JPO; DERWENT

S191 0 200201901 10A1 US-PGPUB; OR ON 2010/04/21

USPAT; USOCR; 11:38
FPRS; EPO;

5 JPO; DERWENT

i8192 10 2003116612A1 US-PGPUB; OR ON 2010/04/21

USPAT; USOCR; 11:43
FPRS; EPO;

: JPO; DERWENT

i8193 2 "2003116612" US-PGPUB; OR ON 2010/04/21

USPAT; USOCR; 11:44
FPRS; EPO;

: JPO; DERWENT

i8194 0 "2003116612A1" US-PGPUB; OR ON 2010/04/21

USPAT; USOCR; 11:44
FPRS; EPO;

: JPO; DERWENT

i8195 63 syringe with silicone with gel US-PGPUB; OR ON 2010/04/21

USPAT; USOCR; 15:26
FPRS; EPO;

5 JPO; DERWENT

18196 20 syringe with filled with silicone US-PGPUB; OR ON 2010/04/21

with gel USPAT; USOCR; 15:27
FPRS; EPO;

5 JPO; DERWENT

88197 syringe with pre adj filled with US-PGPUB; OR ON 2010/04/21

silicone with gel USPAT; USOCR; 15:29
FPRS; EPO;

5 JPO; DERWENT

iS198 32 (Silicone adj gel) and sunblock US-PGPUB; OR ON 2010/04/22

USPAT; USOCR; 17:25
DERWENT
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§S1 99 0 (Silicone adj gel) adj sunblock US-PGPUB; OR ON 2010/04/22
USPAT; USOCR; 17:31
5 DERWENT
S200 0 (Silicone adj gel) with sunblock US-PGPUB; OR ON 2010/04/22
USPAT; USOCR; 17:31
: DERWENT
§S201 0 (Silicone adj gel) near sunblock {US-PGPUB; OR ON 2010/04/22
USPAT; USOCR; 17:31
: DERWENT
S202 132 (Silicone adj gel) and sunblock US-PGPUB; OR ON 2010/04/22
USPAT; USOCR; 17:31
: DERWENT
S203 {8219 silicone adj gel US-PGPUB; OR ON 2010/09/20
USPAT; USOCR; 16:33
5 JPO; DERWENT
S204  {3379917 icomposition US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR; 16:34
5 JPO; DERWENT
§S205 3 radiological adj contrast with US-PGPUB; OR ON 2010/09/20
: human USPAT; USOCR; 16:34
5 JPO; DERWENT
S206 {0 S203 and S204 and S205 US-PGPUB; OR ON 2010/09/20
f USPAT; USOCR; 16:35
; JPO; DERWENT
15207 116 radiological with contrast with US-PGPUB; OR ON 2010/09/20
: human USPAT; USOCR; 16:35
5 JPO; DERWENT
S208 {0 $203 S204 S207 US-PGPUB; AND ON 2010/09/20
: USPAT; USOCR; 16:35
: JPO; DERWENT
S209 i §203 and S207 US-PGPUB; OR ON 2010/09/20
5 USPAT; USOCR; 16:35
: JPO; DERWENT
S210 i §203 and S207 US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR; 16:36
FPRS; EPO;
5 JPO; DERWENT
211 26 radiological with contrast with US-PGPUB; OR ON 2010/09/20
: animal USPAT; USOCR; 16:36
JPO; DERWENT
S212 i S203 and S211 US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR; 16:36
5 JPO; DERWENT
§S213 3727 silicon adj gel US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR; 16:38
5 JPO; DERWENT
S214 10 S205 and S213 US-PGPUB; OR ON 2010/09/20
USPAT; USOCR; 16:38
; JPO; DERWENT
§S215 0 radiological adj contrast adj US-PGPUB; OR ON 2010/09/20
: human USPAT; USOCR; 16:39
JPO; DERWENT
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S216 1906506 igel US-PGPUB; OR ON 2010/09/20
f USPAT; USOCR,; 16:40
5 JPO; DERWENT
S217 0 S205 and S216 US-PGPUB; OR ON 2010/09/20
USPAT; USOCR,; 16:40
; JPO; DERWENT
S218 47 "4844260" US-PGPUB; OR ON 2010/09/20
USPAT; USOCR,; 16:54
: JPO; DERWENT
S219 52 "5176250" US-PGPUB; OR ON 2010/09/20
USPAT; USOCR,; 16:55
5 JPO; DERWENT
S220 433 "5845771" US-PGPUB; OR ON 2010/09/20
USPAT; USOCR,; 16:56
5 JPO; DERWENT
Se21 5 "5332162" US-PGPUB; OR ON 2010/09/20
USPAT; USOCR,; 17:51
JPO; DERWENT
Se22  H7 "5407067" US-PGPUB; OR ON 2010/09/20
USPAT; USOCR,; 17:51
5 JPO; DERWENT
S223 132 "5695054" US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR,; 17:52
5 JPO; DERWENT
S224 482 "5697498" US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR,; 17:54
5 JPO; DERWENT
S225 41 "5762246" US-PGPUB; OR ON 2010/09/20
f USPAT; USOCR,; 17:55
; JPO; DERWENT
S226 148380 polydimethylsiloxane US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR,; 17:59
5 JPO; DERWENT
$S227 689941 itracer dye US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR,; 17:59
: JPO; DERWENT
S228 193936 "604"/$.ccls. US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR,; 18:00
5 JPO; DERWENT
S229 5311 S$227 and S228 US-PGPUB; OR ON 2010/09/20
5 USPAT; USOCR,; 18:00
JPO; DERWENT
8230 {133 S$227 and 5228 and S226 US-PGPUB; OR ON 2010/09/20
5 USPAT; USOCR,; 18:00
5 JPO; DERWENT
S231  {203909 isyringe US-PGPUB; OR ON 2010/09/20
: USPAT; USOCR,; 18:05
5 JPO; DERWENT
8232 244 S$226 and S231 and S228 US-PGPUB; OR ON 2010/09/20
f USPAT; USOCR,; 18:05
5 JPO; DERWENT
S233 156 S$226 and S231 and S228 and US-PGPUB; OR ON 2010/09/20
8227 USPAT; USOCR,; 18:08

JPO; DERWENT
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S234 1187354  "424"/$.ccls. US-PGPUB; OR ON 2010/09/20

USPAT; USOCR; 18:19
FPRS; EPO;

: JPO; DERWENT

15235 13714 $226 and S227 and S234 US-PGPUB; OR ON 2010/09/20

USPAT; USOCR; 18:19
FPRS; EPO;

E JPO; DERWENT

8236 i35 228 and S235 US-PGPUB; OR ON 2010/09/20

USPAT; USOCR; 18:20
FPRS; EPO;

E JPO; DERWENT

15237 13858 {5226 and S231 and "35" US-PGPUB; OR ON 2010/09/20

USPAT; USOCR; 18:20
FPRS; EPO;

E JPO; DERWENT

15038 1842 $226 and S231 and S234 US-PGPUB; OR ON 2010/09/20

USPAT; USOCR; 18:21
FPRS; EPO;

E JPO; DERWENT

S239 428 §226 and S231 and S234 and US-PGPUB; OR ON 2010/09/20

So27 USPAT; USOCR; 18:21
FPRS; EPO;

E JPO; DERWENT

S240 {0 syrine with polydimethylsiloxane {US-PGPUB,; OR ON 2010/09/20

USPAT; USOCR; 18:25

5 JPO; DERWENT

S241 b9 syringe with polydimethylsiloxane {US-PGPUB,; OR ON 2010/09/20

USPAT; USOCR; 18:26

: JPO; DERWENT

S242 2 syringe adj polydimethylsiloxane {US-PGPUB,; OR ON 2010/09/20

USPAT; USOCR; 18:29

JPO; DERWENT

S243 131525 {"206"/$.ccls. US-PGPUB; OR ON 2010/09/20

: USPAT; USOCR,; 18:30

E JPO; DERWENT

S244 10 S§242 and 5243 US-PGPUB; OR ON 2010/09/20

f USPAT; USOCR; 18:30
JPO; DERWENT
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S/N 12/279.834 PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Anderson et al. Examiner: Unknown

Serial No.:  12/279,834 Group Art Unit: Unknown

Filed: August 18, 2008 Docket: 1842.249US1

Customer No.: 70648 Confirmation No.: 5183

Title: PROVIDING ALTERNATIVE PERSISTENT STATE RECOVERY
TECHNIQUES

PETITION TO MAKE SPECIAL UNDER 37 CFR § 1.102(d)

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Applicants hereby petition the Commissioner to advance the above-identified
Application out of turn for accelerated examination under the provisions of 37 C.F.R. § 1.102(d).
The basis under which special status is sought is the express abandonment of copending
application serial no. 12/094,701 under the Patent Application Backlog Reduction Stimulus
Plan.' In support of the Petition to Make Special, Applicants make the following statements:

1. The application for which special status is sought has an actual filing date before October
1, 2009, based on a National Stage Filing of International Patent Application Serial No.
PCT/US2007/004062 filed on February 16, 2007.

2. A copy of the Letter of Express Abandonment of application 12/094,701, including

statements accompanying the express abandonment is submitted herewith.

3. The application 12/279,834 that is the subject of this Petition to Make Special and
application 12/094,701 that has been expressly abandoned are both commonly owned and
assigned to WMS Gaming Inc.

4. Applicants certify that they have not filed petitions in more than fourteen other
applications requesting special status under the Patent Application Backlog Reduction Stimulus

Plan.

! See 75 Fed. Reg. 71072 and 75 Fed Reg. 36063.
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Serial Number: 12/279,834 Dkt: 1842.249US1
Filing Date: August 18, 2008

Title: PROVIDING ALTERNATIVE PERSISTENT STATE RECOVERY TECHNIQUES

5. Applicants agree to make an election without traverse in a telephonic interview if the
United States Patent and Trademark Office determines that the claims of application 12/279,834

are directed to two or more independent and distinct inventions.

6. Applicants understand that the petition fee set forth in 37 C.F.R. § 1.17(h), which is
normally required pursuant to 37 C.F.R. § 1.102(d) has been waived by the United States Patent
and Trademark Office. However, if any fees are necessary, please charge any additional fees or

credit overpayment to Deposit Account No. 19-0743.

Respectfully submitted,

SCHWEGMAN, LUNDBERG & WOESSNER, P.A.
P.O. Box 2938

Minneapolis, MN 55402-0938

(612) 373-6900

(B2
Date February 4, 2011 By

Rodney L. Lacy
Reg. No. 41,136




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SCHWEGMAN, LUNDBERG & WOESSNER/WMS GAMING MA"‘ED

P.O. BOX 2938 FEB 112011
MINNEAPOLIS MN 55402

OFFICE OF PETITIONS
In re Application of :
ANDERSON, et al. : DECISION ON PETITION
Application No. 12/279,834 : TO MAKE SPECIAL

35 U.S.C. 371 Date: August 18, 2008 : 37 CFR 1.102
Int. Appl. No.: PCT/US2007/004062 :

Int. File Date: February 16, 2007

Attorney Docket No. 1842.249US1

This is a decision on the petition under 37 CFR 1.102, filed February 4, 2011, to make the above-
identified application special under the Patent Application Backlog Reduction Stimulus Plan
which is a pilot program set forth at 74 Federal Register Notice 62285 (November 27, 2009) and
75 Federal register Notice 36063 (June 24, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 62285 and 75 FR 36063 must be directed to a nonprovisional application filed
prior to October 1, 2009.

The USPTO will accord special status for examination under Patent Application Backlog
Reduction Stimulus Plan under the following conditions:

(1) The application for which special status is sought is a nonprovisional appllcatlon
that has an actual filing date earlier than October 1, 2009;

(2) The applicant has another copending nonprovisional application that has an actual
filing date earlier than October 1, 2009, and is complete under 37 CFR 1.53;

(3) The application for which special status is sought and the other copending
nonprovisional application either are owned by the same party as of October 1, 2009,
or name at least one inventor in common;

(4) The applicant files a letter of express abandonment under 37 CFR 1.138(a) in the-
copending nonprovisional application before it has been taken up for examination and

a) includes a statement that the applicant has not and will not file a new
application that claims the same invention claimed in the expressly abandoned
application;
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Decision on Petition to Make Special

b) includes a statement that the applicant has not and will not file an
application that claims the benefit of the expressly abandoned application
under any provision of title 35, United States Code, and

c) includes a statement that the applicant agrees not to request a refund of any
fees paid in the expressly abandoned application; and

(5) The applicant files a petition under 37 CFR 1.102 in the application for which
special status is sought that

a) includes a specific identification of the relationship between the
applications that qualifies the application for special status;

b) identifies, by application number if available, the application that is being
expressly abandoned;

c) provides a statement certifying that applicant has not filed petitions in more
than fourteen (14) other applications requesting special status under this
program; and :

d) provides a statement that applicant agrees to make an election without
traverse in a telephonic interview if the Office determines that the claims of
the application to be made special are directed to two or more independent
and distinct inventions.

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Patent Application Backlog Reduction Stimulus Plan has been waived.

The instant petition complies with the conditions required under Patent Application Backlog
Reduction Stimulus Plan. Accordingly, the above-identified application has been accorded

“special” status.

Telephone inquires concerning this decision should be directed to Brian W. Brown at 571-272-

5338.

All other inquires concerning either the examination or status of the application should be
directed to the Technology Center.

The application is being forwarded to the Office of Patent Application Processing for

ffice of Petitions

Petitions Examiner

commensurate with this decision.




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE ; 3/02/12

TO SPE OF - ART UNIT 2881
SUBJECT : Request for Certificate of Correction for Appl. No.: 12279888  Patent No.: 8101925

CofC mailroom date: ___02/24/12

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES: |

Please review the requested changes/corrections as shown in the COCIN document(s) in
-the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the responsé (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Locatl‘on:’7580

Note:  Should the chanqes to claim 22 be approved?

Certificates of Correction Branch

571-272-3421

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

X Approved All changes apply.

U Approved in Part Specify below which changes do nof apply.

U Denied State the reasons for deniail below.
Comments: ‘ Annrovgd

;&MNimeshkumar D. Patel 2879

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office




SPE RESPONSE FOR CERTIFICATE OF CORRECTION

Paper No.:20120417
DATE :April 17, 2012
TO SPE OF : ART UNIT 1622

SUBJECT : Request for Certificate of Correction on Patent No.: 8048877
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - ST (South Tower) 9A22
Palm location 7590 - Tel. No. (703) 305-8309

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent
read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:

Note your decision on the appropriated box.

X Approved All changes apply.

[] Approved in Part Specify below which changes do not apply.

[] Denied State the reasons for denial below.
Comments:

/ANDREW D KOSAR/
Supervisory Patent Examiner.Art Unit 1622

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

‘P.O. Box 1450
Alexandria, VA 22313-1450
WwWWw.uspto.gov
TOWNSEND AND TOWNSEND AND CREW, LLP
TWO EMBARCADERO CENTER
EIGHTH FLOOR MA'LED
SAN FRANCISCO CA 94111-3834 NOV 0 8 2010
. OFFICE OF PETITIONS
In re Application of ;
Alexander Sergeevich Parfyonov et al. : DECISION ON PETITION
Application No. 12/279,939 : TO WITHDRAW
Filed: August 10, 2010 : FROM RECORD

Attorney Docket No. 027264-000200US

This is a decision on the request to withdraw as attorney of record under 37 CFR §
1.36(b), filed October 12, 2010.

The request is NOT APPROVED.

The request cannot be approved because the Office no longer accept address changes
to a new practitioner/customer number or law firm filed with a request, absent the filing
of a power of attorney to the new representative.

The Office will only accept correspondence address changes to the most current
address information provided for the assignee of the entire interest who properly
became of record under 37 CFR 3.71, or, if no assignee of the entire interest has
properly been made of record, the most current address information provided for the
first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

- The assignee must establish its ownership of the patent to the satisfaction of the .
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: - (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently
is being submitted for recordation pursuant to § 3.11; or (ii) a statement specifying
where documentary evidence of a chain of title from the original owner to the assignee
is recorded in the assignment records of the Office (e.g., reel and frame number).
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All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-4584.

/JoAnne Burke/
JoAnne Burke
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
wwaw.uspto.gov

COOPER & DUNHAM, LLP
30 ROCKEFELLER PLAZA

20TH FLOOR MAILED
NEW YORK NY 10112 APR 09 2012
OFFICE OF PETITIONS

In re Application of

Tohru Yahiro et al. :

Application No. 12/279,946 ‘ : ON PETITION
Filed: August 19, 2008 :

Attorney Docket Number: 2271/79693

This is a decision on the petition filed March 16, 2012 under 37 CFR 1.181 to withdraw
the holding of abandonment, in accordance with the reasoning of the decision in Delgar
Inc. v. Schuyler, 172 USPQ 513.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR
1.136(a) are permitted. The reconsideration request should include a cover letter
entitled "Renewed Petition under 37 CFR 1.181," or, as explained in more detail below,
“...under 37 CFR 1.137(a)" or (b). This is not a final agency decision.

This application became abandoned on September 23, 2011 after the applicant failed
to file a timely response to the non-Final Office Action mailed June 22, 2011.
Accordingly, the Notice of Abandonment was mailed January 18, 2012.

Petitioner argues that the non-Final Office Action was not received.

A review of the file reveals that the non-Final Office Action was mailed to the address of
record on June 22, 2011, but was returned by the US Postal Service on July 1, 2011 as
undeliverable. The review further reveals that there does not appear to have been a
change of address filed prior to the mailing of the non-Final Office Action and the
forwarding order filed with the USPS expired. See MPEP sections 601.03 and
711.02(c).

As petitioner has not presented any evidence that the address of record had been
changed with the USPTO at the time the non-Final Office Action was mailed, and in the
absence of petitioner showing that they acted responsibly with respect to providing the
USPTO with an up to date address, the showing of record is therefore insufficient to
warrant withdrawal of the holding of abandonment.
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ALTERNATIVE VENUE

Petitioner may wish to consider filing a renewed petition under 37 CFR 1.137 1.137(b),’
which now provides that where the delay in reply was unintentional, a petition may be
filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR
1.137(b).

The filing of a petition under the unintentional standard cannot be intentionally delayed
and therefore should be filed promptly. A person seeking revival due to unintentional
delay cannot make a statement that the delay was unintentional unless the entire delay,
including the delay from the date it was discovered that the application was abandoned
until the filing of the petition to revive under 37 CFR 1.137(b), was unintentional. A
statement that the delay was unintentional is not appropriate if petitioner intentionally
delayed the filing of a petition for revival under 37 CFR 1.137(b).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX:  (571) 273-8300

Telephone inquiries concerning this matter may be directed to the undersigned
etitions Attogrey at (5671) 272-3212.

M ”Ylfb/LM

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions

IEffective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR
1.137(b). A grantable petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a continuing application. In a nonprovisional application
filed on or after June 8, 1995, and abandoned for failure to prosecute, the required reply may also be met by the
filing of a request for continued examination in compliance with § 1.114. In an application or patent, abandoned or
lapsed for failure to pay the issue fee or any portion thereof, the required reply must be the payment of the issue fee
or any outstanding balance thereof. In an application abandoned for failure to pay the publication fee, the required
reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Director may require additional
information where there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A.

4800 IDS CENTER NOV 04 2011
80 SOUTH 8TH STREET OFF|
MINNEAPOLIS MN 55402-2100 CE OF PETITIONS
In re Patent No. 8,027,584 : DECISION ON REQUEST

Healey , : FOR ‘

Issue Date: September 27, 2011 : RECONSIDERATION OF

Application No. 12/280,047 : PATENT TERM ADJUSTMENT

Filed: August 20, 2008 : and

Atty Docket N0.4359.17WOUS : NOTICE OF INTENT TO ISSUE

: CERTIFICATE OF CORRECTION

This is a decision on the petition filed on November 1, 2011, which is being treated as a petition
under 37 CFR 1.705(d) requesting that the patent term adjustment indicated on the above-
identified patent be corrected to indicate that the term of the above-identified patent is extended
or adjusted by six hundred and eleven (611) days.

The petition to correct the patent term adjustment indicated on the above-identified patent to
indicate that the term of the above-identified patent is extended or adjusted by six hundred and
eleven (611) days is GRANTED.

The Office will sua sponte issue a certificate of correction. Pursuant to 37 CFR 1.322, the Office
will not issue a certificate of correction without first providing assignee or patentee an
opportunity to be heard. Accordingly, patentee is given one (1) month or thirty (30) days,
whichever is longer, from the mail date of this decision to respond. No extensions of time will
be granted under § 1.136.

The Office is in receipt of the $200. 00 for the fee set forth in 37 CFR 1.18(e). No additional
fees are required.

The application is being forwarded to the Certificates of Correction Branch for issuance of a
certificate of correction. The Office will issue a certificate of correction indicating that the term
of the above-identified patent is extended or adjusted by six hundred and eleven (611) days.
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Telephone inquiries specific to this matter should be directed to the undersigned, at (571) 272-
3222.

/Kenya A. McLaughlin/
Kenya A. McLaughlin
Petitions Attorney

Office of Petitions

Enclosure: Copy of DRAFT Certificate of Correction



DRAFT COPY
UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF CORRECTION

PATENT : 8,027,584 B2
DATED : Sep. 27, 2011
INVENTOR(S) : Healey

It is certified that érror appears in the above-identified patent and that said Letters Patent is hereby
corrected as shown below:

On the cover page,

[*] Notice: Subject to any disciaimer, the term of this patent is extended or adjusted
under 35 USC 154(b) by (543) days

Delete the phrase “by 543 days” and insert — by 611 days--
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. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

2l UNITED STATES PATENT AND TRADEMARK OFFICE

30678

CONNOLLY BOVE LODGE & HUTZ LLP
1875 Eye Street, N.W.

Suite 1100

Washington, DC 20006

In re Application of

LEATT, Christopher James

U.S. Application No.: 12/280,105 X

PCT No.:. PCT/IB2006/002866 o DECISION
Int. Filing Date: 13 October 2006 ; '

Priority Date: 14 October 2005

Docket No.: 27614-00009-US

For: HELMET

This decision is in response to applicants’ renewed petition under 37 CFR
1.47(a) filed on 30 October 2009.

BACKGROUND

On 30 June 2009, a decision dismissing applicants’ petition under 37 CFR
1.47(a) was mailed. Applicants were given two months to respond with extensions of
time available.

On 30 October 2009, applicants filed the renewed petition which was
accompanied by, inter alia, a two-month extension and $245.00 extension fee, and a
declaration executed by all inventors.

DISCUSSION

In the petition filed 30 March 2009, applicants asserted that co-inventor Grant L.
Nelson refused to cooperate. This petition was dismissed for failing to show a refusal
to cooperate, and for failing to provide the last known address of the nonsigning
inventor. ‘

In the renewed petition, applicants submitted a declaration executed by the
nonsigning inventor, Grant L. Nelson. This declaration is in compliance with 37 CFR
1.497(a) and (b).

No further action on the petition under 37 CFR 1.47(a) is required.
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CONCLUSION

For the reason discussed above, the petition under 37 CFR 1.47(a) is
DISMISSED as MOOT.

Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 13 October 2006, under 35
U.S.C. 363 and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 30 October 2009.

This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

) In St
ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Www.UIp10.gov

WPAT, PC

INTELLECTUAL PROPERTY ATTORNEYS MA"-ED

1100 QUAIL STREET, SUITE 202 4

NEWPORT BEACH CA 92660 MAY 13:2011
OFFCE OF PETITIONS

In re Application of

SAW, Eaden et al. :

Application No. 12/280,163 : DECISION ON PETITION

Filed: October 27, 2008 : TO WITHDRAW

Attorney Docket No. 19206-020 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed April 18, 2011. . .

The request is NOT APPROVED.

The Office has revised its change in procedure for request to withdraw from representation applies to
requests filed on or after May 12, 2008.

The Office will no longer accept address changes to a new practitioner or law firm filed with a Request,
absent the filing of a power of attorney to the new representative. The Office will either change the
correspondence address of record to the most current address information provided for the assignee of the
entire interest who properly became of record under 37 CFR 3.71 or, if no assignee of the entire interest
has properly been made of record under 37 CFR 3.71, the most current address information provided for
the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because the request to change the
correspondence address is not that of: (1) the first named inventor; or (2) an assignee of the entire interest
under 37 C.F.R 3.71 who has properly intervened.

All future communications from the Office will continue to be directed to the above-listed address until
otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272- 2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: RF MATRIX, INC.
1020 JOHNSON AVENUE
SAN JOSE, CALIFORNIA 95129
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In re Application of : OFFICE OF PETITIONS
SAW, Eaden et al. :
Application No. 12/280,163 : DECISION ON PETITION
Filed: October 27, 2008 ‘ : TO WITHDRAW

Attorney Docket No. 19206-020 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
May 18, 2011.

The request is NOT APPROVED. w

The Office has revised its change in procedure for request to withdraw from representation applies to requests
filed on or after May 12, 2008.

The Office will no longer accept address changes.to a new practitioner or law firm filed with a Request, absent
the filing of a power of attorney to the new representative. The Office will either change the correspondence
address of record to the most current address information provided for the assignee of the entire interest who
properly became of record under 37 CFR 3.71 or, if no assignee of the entire interest has properly been made
of record under 37 CFR 3.71, the most current address information provided for the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because the request to change the
correspondence address is not that of: (1) the first named inventor; or (2) an assignee of the entire interest
under 37 C.F.R 3.71 who has properly intervened.

If an assignee has intervened in this application, then an updated Statement under 37 CFR 3.73(b) or a copy of
the actual assignment must be submitted with a renewed request.

All future communications from the Office will continue to be directed to the above-listed address until
otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272- 2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc:  RF MATRIX, INC.
1020 JOHNSON AVENUE
SAN JOSE, CALIFORNIA 95129
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In re Application of IWAMURA et al
U.S. Application No.: 12/280,168
PCT Application No.: PCT/JP2007/053672
Int. Filing Date: 27 February 2007 :
Priority Date Claimed: 28 February 2006 : DECISION
Attorney Docket No.: 17401/078001 :
For: MOBILE STATION, AND METHOD FOR
NOTIFYING STATUS OF MOBILE
STATION AND WIRELESS CHANNEL

This is in response to applicant's correspondence filed 01 July 2010, which is being
treated as a petition under 37 CFR 1.181. No petition fee is due.

BACKGROUND

On 27 February 2007, applicant filed international application PCT/JP2007/053672,
which claimed priority of an earlier Japan application filed 28 February 2006. A copy of the
international application was communicated to the USPTO from the International Bureau on 07
September 2007. The thirty-month period for paying the basic national fee in the United States
expired on 28 August 2008. :

On 21 August 2008, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 24 September 2008, applicant filed an executed declaration.

On 03 March 2010, the DO/EO/US mailed a Notification of Missing Requirements .
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an executed oath or
declaration in compliance with 37 CFR 1.497 must be filed.

On 25 March 2010, the DO/EO/US mailed a Notice of Acceptance of Application Under
35 U.S.C. 371 (Form PCT/DO/EO/903) and an official filing receipt.

>



Application Number: 12/280,168 -2-

On 01 July 2010, applicant filed the present petition under 37 CFR 1.181.

DISCUSSION

The Notice of Acceptance erroneously indicates the date of receipt of 35 U.S.C.
371(c)(1), (c)(2), and (c)(4) requirements as 21 August 2008.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.181 is GRANTED.

The Notification of Missing Requirements Under 35 U.S.C. 371 (Form PCT/DO/EO/905)
mailed 03 March 2010 is hereby VACATED.

The Notice of Acceptance of Application Under 35 U.S.C. 371 (Form PCT/DO/EO/903)
is hereby VACATED.

The application has an International Filing Date under 35 U.S.C. 363 of 27 February
2007, and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 21 August 2008.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision, including preparation and
mailing of a corrected Notice of Acceptance of Application Under 35 U.S.C. 371 (Form
PCT/DO/E0O/903) and a corrected filing receipt. The corrected Notice of Acceptance should
indicate the date of receipt of 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) requirements as 24
September 2008 and should indicate the date of receipt of the declaration as 24 September 2008.
The corrected filing receipt should indicate a 371(c) date of 24 September 2008.

B ol
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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SUGHRUE MION, PLLC

2100 PENNSYLVANIA AVENUE, N.W.
SUITE 800

WASHINGTON DC 20037

In re Application of :

Yutaka Ie et al. : DECISION ON PETITION
Application No. 12280257 :

Filed: 08/21/2008 B ACCEPTANCE OF COLOR
Attorney Docket No. Q109754 B DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) August 4, 2010.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquiries relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Laura Feldman/ _
Quality Control Specialist
Office of Data Management
Publications Branch
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In re Application of

Hee Suk Pang, et al. :

Application No.: 12/280,309 : ON PETITION
Filed: March 16, 2009 :

Attorney Docket No.: 24622-0129US1

This is a decision on the petition, filed October 20 2010, under 37 CFR 1.313(c)(2) to withdraw
the above- 1dent1ﬁed application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on October 14, 2010, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 2614 for further processing of the
Request for Continued Examination (RCE) under 37 CFR 1.114 and for consideration of the
concurrently filed Information Disclosure Statement (IDS).

/SDB/ bl
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and
returning the new Part B - Fee(s) Transmittal Form (along with any balance due at the time of
submission). Petitioner is advised that the Issue Fee Transmittal Form must be completed and
timely submitted to avoid abandonment of the application.




Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (05-10)
Approved for use through 01/31/2011. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number 2% 104530.60612US | GRneamy o 12/280,328 Filing date: Febryary 22, 2007
Fret emed Erit; KLOTZ

Title: Solar Module System of the Parabolic Concentrator Type

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.

1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as modified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /Suzanne C. Walts/ Date October 27, 2010
Name
(Print/Typed) Suzanne C. Walts Registration Number 60,831

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

[j *Total Of e forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.




PTO/SB/420 (05-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction” and (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” available on the USPTO web site
at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371. The
application must be previously filed before the publication date of the notice cited above. Reexamination
proceedings are excluded from this pilot program.

(2

~

The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

3

~

The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section 1l or IlI of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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In re Application of :

KLOTZ, FRITZ : DECISION ON PETITION
Application No. 12/280,328 o TO MAKE SPECIAL UNDER
Filed: Aug. 21, 2008 . v THE GREEN TECHNOLOGY
Attorney Docket No. 104530.60612US : PILOT PROGRAM

Title of Invention: SOLAR MODULE SYSTEM
OF THE PARABOLIC CONCENTRATOR TYPE

This is a decision on the petition under 37 CFR 1.102, filed Oct. 27, 2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for.reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further recon51derat10n
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
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energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made -
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item 8.

In regard to item 8, petitioner should note that since no request in compliance with 37 CFR 1.219
has been made for the early publication of the present application and the publication fee
$300.00 as set forth in 37 CFR 1.18(d) has not been received, the petition is dismissed.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on

the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application is being forwarded to the Technology Center Art Unit 3749 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance SpeC|aI|st
Technology Center 3700
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number 2% 104530.60612US | GRneamy o 12/280,328 Filing date: Febryary 22, 2007
Fret emed Erit; KLOTZ

Title: Solar Module System of the Parabolic Concentrator Type

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.

1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as modified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /Suzanne C. Walts/ Date October 27, 2010
Name
(Print/Typed) Suzanne C. Walts Registration Number 60,831

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

[j *Total Of e forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction” and (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” available on the USPTO web site
at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371. The
application must be previously filed before the publication date of the notice cited above. Reexamination
proceedings are excluded from this pilot program.

(2

~

The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

3

~

The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section 1l or IlI of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.
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The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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CROWELL & MORING LLP
INTELLECTUAL PROPERTY GROUP
P.O. BOX 14300

WASHINGTON DC 20044-4300

In re Application of :

KLOTZ, FRITZ : DECISION ON PETITION
Application No. 12/280,328 S TO MAKE SPECIAL UNDER
Filed: Aug. 27,2010 Do THE GREEN TECHNOLOGY
Attorney Docket No. 104530.60612US o PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed Nov. 18, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
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Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as

 set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

. The instant petition complies with items 1 — 8 above. Accordingly, the above-identified

application has been accorded “special” status.

Telephoné inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

_ The application is being forwarded to the Technology Center Art Unit 3749 for action

on the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen _
Quality Assurance Specialist
Technology Center TC 3700
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNQLOGY PILOT PROGRAM

Ramber " 2204819.437US3 | fiowy T 12/280,338 ) s August 17, 2009

First Named >
En!rlqotr;rmw Qiaﬂg HU

Tile: PHOTOBIOREACTOR AND USES THEREFOR

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timsly filed electronically using the USPTO electronic filing systam, EFS-Wab.

1. By filing this petitiom

Applicant is requesting sarly publication: Applicant hereby reguests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: applicant is agreeing 1o make an elaction without traverse in a telephonic inferview and
elact an invention that meets the eligibility reguirements for the Green Technoiogy Filot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheel.

3. This request is accompanied by stalements of special status for the eligibility requirement.
4, The application contains no more than three (3} independent claims and twenty (20} total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachmenis:

/Nishat A. Shaikh/ o 9/30/2011

Signature

neme  Nishat Al Shaikh 66,183

(Print/ Typed) Fagistration Number

Nate: Signatures of all the inventors or assignees of record of the enfire interest or their representative(s) are requ