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REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 12/436,704 Filing date: May 6, 2009

First Named Inventor: Lemuel S PARK

menton. COLLECTING AND SCORING ONLINE REFERENCES

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2009/046100

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
June 3, 2009

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.
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This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/436.704

First Named Inventor] _emuel S. PARK

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

January 22, 2010
(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] January 22, 2010

Has already been filed in the above-identified U.S. application on

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-22 1-22 1-22 in the US application are the same as 1-22 in the PCT application

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature /P AUl G. Johnson/ Reg # 58,539 pate 02/28/2011

z\lParm?/Typed) PaUI G JOhnSOn Registration Number 585539
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)

Applicant’s or agent’s file reference
17734.1.1A

FOR FURTHER ACTION

See item 4 below

International application No.
PCT/US2009/046100

International filing date (day/month/year)
03 June 2009 (03.06.2009)

Priority date (day/month/year)
09 June 2008 (09.06.2008)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant

BRIGHTEDGE TECHNOLOGIES, INC.

2. This REPORT consists of a total of 6 sheets, including this cover sheet.

1. This international preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a
reference to the international preliminary report on patentability (Chapter I) instead.

W Box No. I
Box No. II

Box No. III

[]

[]

[] Box No. IV
g Box No. V
D Box No. VI
[]

X

Box No. VI
Box No. VIII

3. This report contains indications relating to the following items:

Basis of the report

Priority

Non-establishment of opinion with regard to novelty, inventive step and industrial

applicability

Lack of unity of invention

Reasoned statement under Article 35(2) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporting such statement

Certain documents cited

Certain defects in the international application

Certain observations on the international application

4. The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis.1
but not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from
the priority date (Rule 44bis .2).

Date of issuance of this report
13 December 2010 (13.12.2010)

The International Bureau of WIPO
34, chemin des Colombettes
1211 Geneva 20, Switzerland

Facsimile No. +41 22 338 82 70

Authorized officer
Dorothée Mulhausen

e-mail: ptO1.pct@wipo.int

Form PCT/IB/373 (January 2004)
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From the

INTERNATIONAL SEARCHING AUTHORITY

To:
ISRAELSEN R. BURNS

WORKMAN NYDEGGER 1000 EAGLE GATE TOWER 60
EAST SOUTH TEMPLE SALT LAKE CITY UT 84111 USA

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing
(day/month/year)

30 DECEMBER 2009 (30.12.2009)

Applicant's or agent's file reference
17734.1.1A

FOR FURTHER ACTION

See paragraph 2 below

International application No.

PCT/US2009/046100

International filing date (day/month/year)
03 JUNE 2009 (03.06.2009)

Priority date(day/month/yvear)
09 JUNE 2008 (09.06.2008)

GO6F 17/30(2006.01)i, GO6F 17/40(2006.01)i

International Patent Classification (IPC) or both national classification and IPC

Applicant

OPTIWEBER, INC. et al

2. FURTHER ACTION

For further options, see Form PCT/ISA/220.

1. This opinion contains indications relating to the following items:

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Certain defects in the international application

Box No. I Basis of the opinion

D Box No.II  Priority

[[] BoxNo.1m

D Box No. IV  Lack of unity of invention
& Box No. V

D Box No. VI Certain documents cited
[] BoxNo. v

& Box No.

VIII Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the

IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/KR

. Korean Intellectual Property Office
Government Complex-Daejeon, 139
Seonsa-ro, Seo-gu, Daejeon 302
=701 Republlc of Korea

Facs1mlle No. 82-42-472-7140

Date of completion of this opinion

29 DECEMBER 2009 (29.12.2009)

Authorized officer

AN, BYUNG IL

0
0

Telephone No.82-42-481-8471

Form PCT/ISA/237 (cover sheet) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2009/046100

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
X’ the international application in the language in which it was filed

[] a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. l:l This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:
a. type of material

|:| a sequence listing
I:l table(s) related to the sequence listing

b. format of material

|:| on paper

I:l in electronic form

c. time of filing/furnishing
|:| contained in the international application as filed.
|:| filed together with the international application in electronic form.

|:| furnished subsequently to this Authority for the purposes of search.
4. |:| In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been
filed or furnished, the required statements that the information in the subsequent or additioanl copies is identical to that

in the application as filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I)(April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2009/046100

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims ~ 1-22 YES
Claims  NONE NO

Inventive step (IS) Claims 1-22 YES
Claims ~ NONE NO

Industrial applicability (IA)  Claims 1-22 YES
Claims NONE NO

2. Citations and explanations :

Reference is made to the following documents:
D1: US 2003/0208482 A1 (BRIAN S. KIM et al.) 6 NOVEMBER 2003
D2: US 2007/0203891 A1 (JOHN A. SOLARO et al.) 30 AUGUST 2007

D3: US 2007/0233649 Al (CHUANG WANG et al.) 4 OCTOBER 2007

1. Novelty and Inventive Step
1.1 Claims [1-12]

The subject matter of claim 1 differs from that of D1 - D3 in crawling the internet for
online references to an entity, wherein crawling the internet comprises searching one
or more channels of the internet for references to the entity and evaluating the one or
more signals and constructing a reverse index of the references, wherein the reverse
index is based on each channel in which a reference is found and the one or more
signals evaluated for the reference. And it 1is not obvious to a person skilled in the
art by the documents, taken alone or in combination. Therefore, claim 1 meets the
requirements of PCT Article 33(2) and (3) with respect to novelty and inventive step.

Claims [2-12] are dependant on claim 1 and therefore meet the requirements of PCT
Article 33(2) and (3).

(continued on the supplemental box)

Form PCT/ISA/237 (Box No. V) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2009/046100

Box No. VIII Certain observations on the international application

The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are fully

supported by the description, are made:
Claim 19 relates to a system, but claim 20 dependant on claim 19 relates to a method. As claim 20 does not clearly define the

matter for which protection is sought, this claim does not meet the requirement of PCT Article 6.

Form PCT/ISA/237 (Box No. VIII) (April 2007)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

Supplemental Box

In case the space in any of the preceding boxes is not sufficient.
Continuation of :

(box V)
1.2 Claims [13-22]

The subject matter of claim 13 differs from that of D1 - D3 in comprising one or more
worker nodes, wherein the worker nodes are configured to perform the internet crawls
assembled by a deep index engine and one or more coordinators, wherein the coordinators
are configured to launch jobs for the one or more worker nodes from a job queue. And it
is not obvious to a person skilled in the art by the documents, taken alone or in
combination. Therefore, claim 13 meets the requirements of PCT Article 33(2) and (3)
with respect to novelty and inventive step.

Claims [14-22] are dependant on claim 13 and therefore meet the requirements of PCT
Article 33(2) and (3).
2. Industrial Applicability

Claims 1-22 are industrially applicable under PCT Article 33(4).

Form PCT/ISA/237 (Supplemental Box) (April 2007)
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CLAIMS

What is claimed is:

1. A method for indexing online references of an entity, the method
comprising:

identifying one or more channels of the Internet to be searched for
references to an entity;

identifying one or more signals to be evaluated within each of the
one or more channels, the signals that are evaluated including information
about the references to the entity;

crawling the Internet for online references to the entity, wherein
crawling the Internet comprises searching the one or more channels of the

Internet for references to the entity and evaluating the one or more signals;

and

constructing a reverse index of the references, wherein the reverse
index is based on each channel in which a reference is found and the one
or more signals evaluated for the reference.

2. A method according to claim 1, wherein the references to the entity
include one or more of. online advertisements, news items or organic references
associated with the entity.

3. A method according to claim 1, the method further comprising
compiling a search engine optimization score.

4. A method according to claim 1, the method further comprising
compiling an advertisement score.

5. A method according to claim 1, wherein the entity to be indexed is
identified based on a customer request.

6. A method accerding to claim 1, wherein one or more of the
following channels are searched: organic searches, page searches, linked
advertisement networks, banner advertisements, contextual advertisements, e-
mail, blogs, social networks, social news, affiliate marketing, mobile
advertisements, media advertisements, video advertisements, discussion forums,
news sites, rich media, social bookmarks, paid searches and in-game

advertisements.
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7. A method according to claim 1, wherein crawling the Internet further
comprises crawling a Web Page and wherein one or more of the following signals
are evaluated for the crawled Web Page: frequency of the reference on a given
Web Page, location of the reference on the Web Page, calendar date of the
crawl, calendar date of Web Page posting, time of day of the crawl, time of day of
Web Page posting, context-driven Web indexing, time to download the Web
Page, Web browser compatibility of the Web Page or Web plug-in compatibility of
the Web Page.

8. A method according to claim 7, wherein context-driven Web
indexing includes context-driven Web indexing based on one or more of:. links,
current events and topic.

9. A method according to claim 1, wherein crawling the Internet further
comprises crawling e-mail messages, whether subscribed or unsolicited, and
wherein one or more of the following signals are evaluated for the crawled e-mail
message: frequency of the e-mail message received, outbound links on the e-
mail message, calendar date of the e-mail message received, or time of day of
the e-mail message received.

10. A method according to claim 1, wherein crawling the Internet further
comprises simulating the activities of a human user of the Internet.

11. A method according to claim 10, wherein simulating the activities of
a human user of the Internet comprises mimicking or providing as input at least
one attribute associated with a human user of the internet, the at least one
attribute including one or more of. a geographic location, a time of browsing, an
age, an income level, or an e-mail address.

12. A method accaerding to claim 1, wherein constructing a reverse
index further comprises performing a trend analysis of the online references.

13. A system for indexing online references of an entity, the system
comprising:

a deep index engine, wherein the deep index engine is configured
to assemble parameters for crawling the Internet and to insert crawls to be
performed into a job queue;

one or more worker nodes, wherein the worker nodes are
configured to perform the Internet crawls assembled by the deep index

engine; and
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one or more coordinators, wherein the coordinators are configured
to launch jobs for the one or more worker nodes from the job queue.

14. A system according to claim 13, wherein the deep index engine is
further configured to assemble parameters for a reverse index and to insert jobs
regarding the creation of the reverse index into the job queue.

15. A system according to claim 13, wherein one or more of the deep
index engine, the job queue, the worker nodes and the coordinators are
implemented in hardware.

16. A system according to claim 13, wherein one or more of the deep
index engine, the job queue, the worker nodes and the coordinator are
implemented in software stored on a physical computer-readable medium.

17. A system according to claim 13, wherein the assembled parameters
identify one or more channels to be searched.

18. A system according to claim 17, wherein the one or more identified
channels include one or more of. organic searches, page searches, linked
advertisement networks, banner advertisements, contextual advertisements, e-
mail, blogs, social networks, social news, affiliate marketing, mobile
advertisements, media advertisements, video advertisements, discussion forums,
news sites, rich media, social bookmarks, paid searches and in-game
advertisements.

19. A system according to claim 13, wherein the assembled parameters
identify one or more signals to be evaluated.

20. A method according to claim 19, wherein the one or more identified
signals include one or more of: frequency of the reference on a given Web Page,
location of the reference on the Web Page, calendar date of the crawl, calendar
date of Web Page posting, time of day of the crawl, time of day of Web Page
posting, context-driven Web indexing, time to download the Web Page, Web
browser compatibility of the Web Page or Web plug-in compatibility of the Web
Page.

21. A system according to claim 13, wherein the one or more worker
nodes are further configured to simulate the activities of a human user of the
Internet, wherein simulating the activities of a human user of the internet
comprises mimicking or providing as input at least one attribute associated with a
human user of the internet, the at least one attribute including one or more of: a
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geographic location, a time of browsing, an age, an income level, or an e-mail
address.

22. A system according to claim 13, wherein the one or more worker
nodes are further configured to connect to the Internet through multiple Internet

service providers to simulate human users accessing the Internet from different
geographic locations.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
Maschoff Gilmore & Israelsen
1441 W. Ute Blvd., Suite 100
Park City UT 84098-7633
In re Application of: PARK et al. DECISION ON REQUEST TO
Application No. 12/436,704 ) . PARTICIPATE IN PATENT
Atty Docket #: 17734.1.1 PROSECUTION HIGHWAY PROGRAM
Filed: May 6, 2009 AND PETITION TO MAKE SPECIAL
For: COLLECTING AND SCORING UNDER 37 CFR 1.102(a)
ONLINE REFERENCES

This is a decision on the request to participate in the PCT-Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed February 28, 2011 to make the
above- identified application special.

The petition is GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is
(a) a national stage entry of the corresponding PCT appllcatlon
Or
(b) a national application which forms the basis for the ‘priority claim in the
corresponding PCT application
Or
(c) a national stage entry of another PCT application (which can be filed in any
competent receiving office) which claims pr10r1ty to the corresponding PCT

application
Or
(d) a national application claiming foreign domestic priority to the corresponding PCT
application.
Applications subject to a secrecy order (35U.S.C.181) are excluded and not subject
to participation in the PCT-PPH pilot program.
Or : '

(e) a continuing application (continuation, divisional, or continuation-in-part) of the
U.S. application which satisfies one of the above (a) to (d) scenarios.
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Decision on Petition

(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application, namely the WO/ISA, or the WO/IPEA, or the IPER, indicates at least one claim in the PCT
application has novelty, inventive step and industrial applicability. In case any observation is described
in Box VIII of the WO/ISA, or the WO/IPEA, or the IPER which forms the basis for the PCT-PPH
request, applicant must identify and explain why the claim(s) is/are not subject to any observation
described in Box VIII irrespective of whether an amendment is submitted to correct the observation
described in Box VIII. The U.S. application will not be eligible to participate in the PCT-PPH pilot
program if applicant does not identify and explain why the claim(s) is/are not subject to the observation
described in Box VIIL.

Applicant may not file a request to participate in the PCT-PPH pilot program on the basis of an
International Search Report (ISR) only.

(3) Applicant must:
a. Ensure all the claims in the U.S. application sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as having novelty,
inventive step and industrial applicability and free of any observation described in Box
VIII in the latest work product of the corresponding PCT application and

b. Submit a claims correspondence table in English;

The USPTO will accept claims written in dependent form in the U.S. application which are
narrower in scope than the claims indicated as having novelty, inventive step and industrial
applicability and free of any observation described in Box VIII in the latest work product of the
corresponding PCT application.

(4) Substantive Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of:

a. the latest international work product, WO/ISA, or WO/IPEA or PER, which indicated
that the claim(s) has/have novelty, inventive step and industrial applicability along with
an English translation thereof if the copy of the latest international work product is not
in the English language, unless the U.S. application and the corresponding PCT
application satisfy the relationship noted in (1 )(a) above.

(6) Applicant must submit a copy of:
a. the claims from the corresponding PCT application which were indicated as having novelty,
inventive step and industrial applicability in the latest work product of the PCT application,
b. an English translation of the claims and
c. a statement that the English translation is accurate.

If the claims in the U.S. application are identical to the claims from the corresponding PCT application,
and are in the English language, applicant may just indicate such in the PCT-PPH request and it will

not be necessary for applicant to submit a copy of the claims from the corresponding PCT application.

(7) Applicant must submit:
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a. An IDS listing the documents cited in the work products in the international phase of the PCT
application corresponding to the U.S. application, namely the WO/ISA, or the WO/IPEA, or
the IPER,(unless already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition are found to comply with the
above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-
272-4210.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLo.gov

APPLICATION NO. ] FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. j
12/436,712 05/06/2009 - THOMAS D. GRAHAM 80006-00901 5967
76656 7590 04/11/2011
EXAMINER I
Patent Docket Department , L
Armstrong Teasdale LLP TAWFIK, SAMEH
7700 Forsyth Boulevard P o
Suite 1800 [ ARTUN I PAPER NU |
St. Louis, MO 63105 3721
I NOTIFICATION DATE | DELIVERY MODE I
04/11/2011 ELECTRONIC -

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
" Notice of the Office communication was sent electronically on above-indicated '"Notification Date" to the

following e-mail address(es):

USpatents@armstrongteasdale.com

PTOL-90A (Rev. 04/07)



UNITED STATES DEPARTMENT OF COMMERCE
U.S. Patent and Trademark Office
Address : COMMISSIONER FOR PATENTS

P.O.Box 1450 - . o

Alexandria, Virginia 22313-1450

APPLICATION NOJ FILING DATE FIRST NAMED INVENTOR/ . 'ATTORNEY DOCKET NO. _
CONTROL NO. - PATENT IN REEXAMINATION -
12436712 -~ 5/6/2009 GRAHAM ET AL. ' 80006-00901
EXAMINER
Patent Docket Department : _ I
Armstrong Teasdale LLP v : ~Sameh H.. Tawfik
7700 Forsyth Boulevard ]
Suite 1800 : » ART UNIT PAPER
. St. Louis, MO 63105 : N
3721 20110406.
DATE MAILED:

proceeding.

. Commissioner for Patents

The filed correctoin of inventorship filed on 12/09/2009 has been approved and entered.

/Sameh H. Tawfik/
~ Primary Examiner, Art Unit 3721

D-90C (Rev.04-03)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P. 0. ~Box 1450

Alexandria, VA 22313-1450

wWww. Uspto. gov

MAILED

OMIKRON IP LAW GROUP NOV 14 2011
16325 BOONES FERRY RD.
SUITE 204 - - QFFICE OF PETITIONS

LAKE OSWEGO, OR 97035

In re Application of

Xiaotie Deng et al :

Application No. 12/436,722 : ON PETITION
Filed: May 6, 2009 :

Attorney Docket No. 002.P040

This is a decision on the petitioh under 37 CFR 1.137(b), filed October 31, 2011, to revive the
above-identified application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the
non-final Office action mailed April 4, 2011, which set a shortened statutory period for reply of
three (3) months. No extension of time under the provisions of 37 CFR 1.136(a) was obtained.
Accordingly, the above-identified application became abandoned on July 5, 2011.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $1270 extension of time submitted with the petition on October
31, 2011 was subsequent to the maximum extendable period for reply, this fee is unnecessary and
will be credited to petitioner’s credit card.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at (571) 272-
3210.

;Zaiyy referred to Technology Center AU 2154 for further processing.
rvin

Dinglé
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

VIERRA MAGEN MARCUS & DENIRO LLP MAI LED
JUN 172011
OFFICE OF PETITIONS

In re Application of

CITRAWIREIJA, et al :
Application No. 12/436,726 : DECISION ON PETITION

Filed: May 6, 2009 : TO WITHDRAW

Attorney Docket No. CITR-01000US1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed May 16, 2011.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. The Office requires the practitioner(s) requesting withdrawal to certify
that he, she, or they have: (1) given reasonable notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to withdraw from employment; (2) delivered to the
client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the
time frame within which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Brian I. Marcus on behalf of the attorneys of record associated with
Customer No. 28554.

The attorneys of record associated with Customer No. 28554 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is
the address indicated below until otherwise properly notified.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735. :

/Diane Goodwyn/
Diane Goodwyn
Petitions Examiner
Office of Petitions

cc: SAMINO CITRAWIREJA
7708 SONOMA HIGHWAY
SANTA ROSA CA 95409



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov
[ APPLICATION NUMBER | FILING OR 371(C) DATE I FIRST NAMED APPLICANT | ATTY. DOCKET NO/TITLE |
12/436,726 05/06/2009 Samino Citrawireja CITR-01000US1
, . CONFIRMATION NO. 5990
28554 POWER OF ATTORNEY NOTICE
Vierra Magen Marcus & DeNiro LLP

575 Market Street, S 2500 O 0L L. A

Date Mailed: 06/16/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 05/16/2011.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/dcgoodwyn/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: September 6,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Alexander Lee

ApplicationNo: 12436750
Filed : 06-May-2009
Attorney Docket No: Lee 91 US

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed September 6,2011

The request is APPROVED.

The request was signed by  Carol Larcher (registration no. 35243 ) on behalf of all attorneys/agents
associated with Customer Number 71385 . All attorneys/agents associated with Cusotmer Number 71385 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Alexander S. Lee

Name2

Address 1 4918 Farwell Ave.
Address 2

City Skokie

State IL

Postal Code 60077
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12436750

Filing Date 06-May-2009

First Named Inventor Alexander Lee

Art Unit 3782

Examiner Name JES PASCUA

Attorney Docket Number Lee 91 US

Title

BAG, TGTE, AND BACKPACK WITH CHANNEL-ANCHORED DRAWSTRINGS

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 71385

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(3)
10.40(c){1)(iv)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

X I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Alexander S. Lee
Address

4918 Farwell Ave.
City Skokie
State IL

Postal Code 60077




Country

uUs

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Carol Larcher/

Name

Carol Larcher

Registration Number

35243




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Muncy, Geissler, Olds & Lowe, PLLC

4000 Legato Road MAILED

Suite 310 »

Fairfax, VA 22033 FEB 02 2012
OFFICE OF PETITIONS

In re Patent No. 8,119,945

Issued: 02/21/2012 :

Application No. 12/436,797 : NOTICE
Filed: 05/07/2009 :

Attorney Docket No. 5403/0152PUS1

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28 filed January 10, 2012.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3211.
/Christina Tartera Donnell/
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.uspto.gov

Paper No.
KENYON & KENYON LLP
1500 K STREET N.W. .
SUITE 700 MA".‘ED

WASHINGTON DC 20005

DEC 192011
In re Patent No. 7,952,143 :
Issue Date: May 31, 2011 : OmCEOFPETmo"s
Application No. 12/436,888 : '
Inventor: Soceno et al. : DECISION ON PETITION
Filed: May 7, 2009 . : PURSUANT TO
Attorney Docket No. 10517/487 : 37 C.F.R. § 1.182

Title: SEMICONDUCTOR DEVICE " -
HAVING IGBT AND DIODE

This is a decision on the petition filed on November 9, 2011,
pursuant to 37 C.F.R. § 1.182, requesting issuance of a duplicate
Letters Patent for the above-identified patent.

The file record discloses that application No. 12/436,888 matured
into U.S. Patent No. 7,952,143 on May 31, 2011. The electronic
records further reveal that on that same date, the Patent Grant
was mailed to the address of record. However, Petitioner
requests a duplicate, contending that the Letters Patent was not
received. The $400 petition fee will be charged to Deposit
Account Number 11-0600 in due course.

The petition is GRANTED. The Publishing Division is directed to
issue a duplicate Letters Patent. The Publishing Division (which
may be reached at 571-272-4200) will be made aware of this
decision in due course. ' .

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.°

Paul Shanoski
Senior Attorney
Office of Petitions

1 Petitioner will note that all practice before the Office should be in
writing, and the action of the Officé will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for -
Petitioner’s further action(s).
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

r APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO. I
12/436,916 05/07/2009 Akio IKEDA 0229-1065PUS1 6426
2292 7590 10/08/2010
BIRCH STEWART KOLASCH & BIRCH ' L EXAMINER l
PO BOX 747 .
FALLS CHURCH, VA 22040-0747 [ arTuwr [ rareruMsEr |

1791

rNOTIFICATlON DATE I DELIVERY MODE |

10/08/2010 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

mailroom@bskb.com

3 PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

0ocT 8 2010
CcsT
in re application of : DECISION.ON REQUEST TO
Akio lkeda : PARTICIPATE IN PATENT
Serial No. 12/436,916 : PROSECUTION HIGHWAY
Filed: May 7, 2009 X PROGRAM AND

For. PNEUMATIC TIRE : PETITION TO MAKE SPECIAL
o : UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program filed August 12, 2010.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, note where the JPO application with similar claims is
not the same application from which the U.S. application claims priority that the
applicant must identi e refations icati ith-stmit

and the JPO priority application;

(2) Applicant must submit a copy of: ,

a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS)
applicant may request the USPTO to obtain a copy from DAS; however, if the
USPTO is unable to obtain a copy from the DAS, the applicant will be required to
submit a copy; '

b. An English translation of the allowable/ patentable claim(s), if applicable; and

c. A statement that the English translation is accurate, if applicable;

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s); and
b. Submit a claims correspondence table in English



Application No. 12/436,916

(4) Examination of the U.S. application has not begun;’

(5) Applicant must submit: ,
a. Documentation of prior office action:

i. a copy of the office action(s) just prior to the “Decision to Grant a Patent” from
each of the JPO application(s) containing the allowable/patentable claims(s)
or '

ii. if the allowable/patentable claim(s) are from “Notification of Reasons for

Refusal” then the Notification of Reasons for Refusal or

iii. if the JPO application is a first action allowance then no office action from

the JPO is necessary should be indicated on the request/petition form:

Further, if a copy of the documents from a or b is available via the Dossier

Access System (DAS), applicant may request the USPO obtain a copy from the

DAS: however, if the USPTO is unable to obtain a copy of the DAS, the applicant

will be required to submit a copy;

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
if applicable; and
c. A statement that the English translation is accurate;

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application); and

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded

“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Christine Tierney, Quality
Assurance Specialist, at (571) 272-1055.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

. : Paper No.:
DATE : ////X/Zé P
TOSPEOF  :ARTUNIT Z//X ,

SUBJECT : Request for Certificate of Correction for Appl. No.: /’Z/ /% 27_4 Pater;t No.: j 7 yy f ZI j/‘{

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or -
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX. .

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square - 9D10-A . -

Palm Location 7580
Oirginia Todbers

Certiﬁ::,ates of Correction Branch

571-272-0460

Thank Yod For Your Assistance

4

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box. :

%Approved . Al_l cﬁénges apply.
Q Approved in Part g Specify below which changes do not apply.
QO Denied _ CL .+ State the l{easons for denial below.
Comments:
' l n G DAYOAN

NT
S:UPER\"S(“WE SPFA, TgEMTFR 2600

| Q —_— Fel2—

PTOL-306 (REV. 7/03) U.S. DEPAR l MENT OF COMMERCE Patent and Trademark OFfice




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.0O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
MAILED
LUCAS & MERCANTI, LLP SEP 2 4 2010
475 PARK AVENUE SOUTH :
15TH FLOOR OFFICE OF PETITIONS

NEW YORK NY 10016

In re Application of

Marco Grethel et al. :

Application No. 12/436,994 :  DECISION ON PETITION
Filed: May 7, 2009 :

Attorney Docket No. LUK-09

This is a decision on the petition under the unintentional provisions of 37 CFR 1. 137(b) filed -
July 20, 2010, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed November 16, 2009 which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on February 17, 2010. A Notice of
Abandonment was mailed on June 8, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1,620 and (3) a proper statement of
unintentional delay. Accordingly, the amendment is accepted as being unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)-
272-4618.

This application is being referred to Technology Center AU 3655 for appropriate action by the
Examiner in the normal course of business on the reply received July 20, 2010.

- /Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
WWW.usplo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO. |
12/437,014 05/07/2009 Barry Ashcr Mahler FL1466USNA 6628
23906 7590 01/18/2011
E I DU PONT DE NEMOURS AND COMPANY | EXAMINER B
LEGAL PATENT RECORDS CENTER HARDEE, JOHN R
BARLEY MILL PLAZA 25/1122B
441 7 LANCASTER P]KE I ART UNIT | PAPER NUMBER I
WILMINGTON, DE 19805 1761

I NOTIFICATION DATE I DELIVERY MODE ]

01/18/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

PTO-Legal PRC@usa.dupont.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.USPLO.gOV

el
Mailed : O’//S///
In re application of :
Barry Asher Mahler : DECISION ON
Serial No. 12/437,014 : PETITION

Filed: May 07, 2009
For: COMPOSITIONS COMPRISING 1,1,1,2,3- PENTAFLUOROPROPANE OR 2,3,3,3-
TETRAFLUOROPROPENE

This is a decision on the PETITION UNDER 37 CFR 1.144 TO REVIEW THE
WITHDRAWAL OF CLAIMS 5-15 FROM EXAMINATION FOR BEING DRAWN TO NON-
ELECTED SPECIES made in the final rejection mailed October 05, 2010.

On January 11, 2010, restriction requirement was made by the examiner. The restriction
requirement detailed two groups. The invention of Group I, claims 1-2, being drawn to
compositions comprising HFO-1234 yf. And, the invention of Group II, claim 3, being drawn to
compositions comprising HFC-245 eb. The restriction requirement also stated that the
inventions listed as Groups I-II are unrelated as the inventions have different effects, having
different boiling temperatures. The restriction requirement also included a species requirement. -

"The examiner required Applicant to elect a single disclosed additional species, components
recited in claims 1-3, for prosecution on the merits.

On February 15, 2010, Applicant filed a response to the restriction/election requirement. In the
response, Applicant elected the invention of Group I without traverse. Applicant also elected
species HFO-1243zf.

In view of Applicant's election, the examiner proceeded with the examination of the elected
invention and species and issued a non-final office action on April 19, 2010. In response to the
non-final office action, Applicant filed an amendment that includes the addition of new claims 5-
15.* In the next office action, a final office action, mailed October 05, 2010, the examiner noted
that newly added claims 5-15 are withdrawn from examination as being drawn to non-elected
species.
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On October 12, 2010, the instant petition under 37 CFR 1.144 was filed to formally request
REVIEW THE WITHDRAWAL OF CLAIMS 5-15 FROM EXAMINATION FOR BEING
DRAWN TO NON-ELECTED SPECIES made in the final rejection mailed October 05, 2010.

Applicant’s position for review of the withdrawal of claims 5-15 from examination for being
drawn to non-elected species is that the claims are directed at combinations of the elected
invention, a composition comprising HFO-1234yf and HFC-245eb—the subcombination; and
that the examiner has failed to demonstrate that a serious burden would be imposed by
examination of claims 5-15.

DECISION
MPEP 806.05(c) states:

To support a requirement for restriction between combination and subcombination inventions, both two-way
distinctness and reasons for insisting on restriction are necessary, i.e., there would be a *>serious< search burden >if
restriction were not required< as evidenced by separate classification, status, or field of search. See MPEP § 808.02.

The inventions are distinct if it can be shown that a combination as claimed: (A) does not require the particulars of
the subcombination as claimed for patentability (to show novelty and unobviousness), and (B) the subcombination
can be shown to have utility either by itself or in another materially different combination. When these factors
cannot be shown, such inventions are not distinct.

MPEP 806.05(c) further states:
I. SUBCOMBINATION ESSENTIAL TO COMBINATION
AB sp /B sp No Restriction

Where a combination as claimed *> requires< the details of *>a< subcombination as separately claimed, there is
>usually< no evidence that combination ABsp is patentable without the details of Bsp. The inventions are not
distinct and a requirement for restriction must not be made or maintained, even if the subcombination has separate
utility. This situation can be diagrammed as combination ABsp (“sp” is an abbreviation for “specific”), and
subcombination Bsp. Thus the specific characteristics required by the subcombination claim Bsp are also required
by the combination claim.

In review of the restriction/election requirement mailed January 11, 2010 and the final office
action mailed October.05, 2010 it is found that both the restriction/election requirement and the
withdrawal of claims 5-15 from examination in the final office action is improper.

The restriction/election requirement is improper because if failed to allow Applicant the option
to elect an invention with more than one additional compound. That is, independent claims 1
and 3 are directed to a composition comprising HFO-1234yf and HFC-245eb, respectively, and
at least one additional compound selected from a Markush group. However, the issued
restriction/election requirement limited Applicant to a composition comprising HFO-1234yf or
HFC-245eb with only one additional compound via the species requirement. The option to
elect more than one species was not made available to Applicant. Thus, even though Applicant
elected without traverse, the restriction/election requirement is improper.
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The restriction requirement is further improper as it sets forth that the invention of Group I is
unrelated from the invention of Group II. Upon review of the original claims presented at the
time the restriction requirement was issued, it is found that the composition of Group I is

directed to comprise HFO-1234yf and at least one additional compound selected from a Markush
group, wherein one of the listed member is HFC-245eb. And, it is found that the composition of
Group I is directed to comprise HFC-245¢b and at least one additional compound selected from a
Markush group, wherein one of the listed member is HFO-1234yf. In the instant case, a
composition comprising HFO-1234yf and HFC-245eb is present in both groups. Hence, the
groups presented in the restriction requirement are also improper.

Regarding the withdrawal of newly added claims 5-15 from examination, the withdrawal of the
claims is also improper. Claims 5 and 11-15 recite a dependency to examined claim 4, which
depends on examined claim 1. Claim 4 clearly is directed at a composition comprising HFO-
1234yf and HFO-1243zf. And, claims 5 and 11-15 are directed to the inclusion of additional
compounds to the composition of claims 1 and 4. That is, claims 5 and 11-15 are directed at
various combinations of the HFO-1234yf and HFO-1243zf, subcombination. In the instant case,
the combination set forth by claims 5 and 11-15 requires the particulars of the elected
subcombination. Hence, the combinations are not distinct from the subcombination. The same
analysis also applies to claims 6-10. Thus, the withdrawal of claims 5-15 should not be
maintained.

Moreover, it is noted that the examiner has failed to establish that it would be a serious burden to
examine the elected subcombination with its various combinations as the prior art cited by the
examiner teaches or suggests the elected subcombination and claimed combinations.

Accordingly, after review of the restriction requirement and the action taken by the examiner in
response to Applicant's election, the petition to rescind the withdrawal of claims 5-15 from
examination is Granted. The application is being forwarded to the examiner to rejoin all of the
non-elected claims and prepare a new non-final office action addressing all pending claims.

/W.GARY JONES/

W. Gary Jones, Director
Technology Center 1700

Chemical and Materials Engineering

E 1 DU PONT DE NEMOURS AND COMPANY
LEGAL PATENT RECORDS CENTER
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, MAILED
YOUNG & THOMPSON DEC 14 2010
209 MADISON STREET -
SUITE 500 OFFICE OF PETITIONS
ALEXANDRIA VA 22314

In re Application of

Bernard Vau : :
Application No. 12/437,046 : ON PETITION
Filed: May 7, 2009 :

Attorney Docket No. 0510-1222

This is a decision regarding your request under 37 CFR 1.28. for acceptance of a fee
deficiency submission and loss of small entity status filed November 30, 2010.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28( c) is the sole provision governing the time for correction of the erroneous payment

of the issue fee as a small entity. See DH Technology v. Synergystex International,
Inc.. 154 F.33d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no Iongér investigates or rejects original or reissué applications under 37
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore nothing in this
Notice is intended to imply that an investigation was done.

Your fee deficiency submission in the amount of $693, under 37 CFR 1.28, is hereby
accepted and the petition is GRANTED. Status as a small entity has also been

removed.

Inquiries related to this communication should be directed to the Office of Petitions Staff
an571) 272-3282. ‘

Patricia Faison-Ball

Senior Petitions Attorney

Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
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JONDLE & ASSOCIATES P.C. '
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

- In re Application of:
William H. Eby :
Serial No.: 12/437,066 : PETITION DECISION
Filed: May 7, 2009 :
Attorney Docket No.: 1421-358

This is in response to the petition under 37 CFR § 1.59(b), filed May 13, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on May 13, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the appllcatlon No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com
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AN

: UNITED STATES PATENT AND TRADEMARK OFFICE
¥ Q

Commissioner for Patents
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JONDLE & ASSOCIATES P.C.
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In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/437,066 :

Filed: May 7, 2009

Attorney Docket No.: 1421-358

This is in response to the renewed petition under 37 CFR § 1.59(b), filed September 30, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on May 13, 2011 be expunged
from the record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Please find below and/or attached an Office communication concerning this application or proceeding. .
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
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JondleOA@)jondlelaw.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
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In re Application of: : _
William H. Eby : PETITION DECISION

Serial No.: 12/437,084
Filed: May 7, 2009
Attorney Docket No.: 142 1-359

This is in résponse to the petition under 37 CFR § 1.59(b), filed March 11, 2011, to expunge
information from the above identified application. This application has not been allowed.

vPetitioner requests that the Reply to Request for Information under 37 CFR 1.105, and

attachment thereto, submitted to the Patent Office on March 11, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 703-872-9306.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)
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- - - N Commissioner for Patents
United States Patent and Trademark Office
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www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/437,084 :

Filed: May 7, 2009

Attorney Docket No.: 1421-359

This is in response to the renewed petition under 37 CFR § 1.59(b), filed August 12, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on March 11, 2011 be
expunged from the record. Petitioner states either: (A) that the information contains trade secret
material, proprietary material and/or material that is subject to a protective order which has not
been made public; or (B) that the information submitted was unintentionally submitted and the
failure to obtain its return would cause irreparable harm to the party who submitted the
information or to the party in interest on whose behalf the information was submitted, and the
information has not otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g)
has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12437091

Filing Date 07-May-2009

First Named Inventor Martin Moskovits

Art Unit 2886

Examiner Name ROY PUNNOOSE

Attorney Docket Number 655772015800

Title

SURFACED ENHANCED RAMAN SPECTROSCOPY SUBSTRATES

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 25226

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Abraxis Biosensors, LLC
Address 11755 Wilshire Blvd, Suite 2000
City Los Angeles

State CA

Postal Code 90025

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Catherine M. Polizzi/

Name

Catherine M. Polizzi

Registration Number

40130




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: August 30,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Martin Moskovits

ApplicationNo: 12437091

Filed : 07-May-2009
Attorney Docket No: 655772015800

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed August 30,2011
The request is APPROVED.
The request was signed by  Catherine M. Polizzi (registration no. 40130 ) on behalf of all attorneys/agents

associated with Customer Number 25226 . All attorneys/agents associated with Cusotmer Number 25226 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Abraxis Biosensors, LLC

Name2

Address 1 11755 Wilshire Blvd, Suite 2000
Address 2

City Los Angeles

State CA

Postal Code 90025
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAR 2 2 20“ Alexandria, V@ffi!:{lf;is

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/437,144 : :

Filed: May 7, 2009

Attorney Docket No.: 1421-360

This is in response to the petition under 37 CFR § 1.59(b), filed March 11, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on March 11, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or

by facsimile sent to the general Office facsimile number, 703-872-93 06.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office

AUG 2 5 2014 P.O. Box 1450
Alexandria, VA 22313-1450

www.usplo.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/437,144 :

Filed: May 7, 2009

Attorney Docket No.: 1421-360

- This is in response to the renewed petition under 37 CFR § 1.59(b), filed August 12, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on March 11, 2011 be
expunged from the record. Petitioner states either: (A) that the information contains trade secret
material, proprietary material and/or material that is subject to a protective order which has not
been made public; or (B) that the information submitted was unintentionally submitted and the
failure to obtain its return would cause irreparable harm to the party who submitted the
information or to the party in interest on whose behalf the information was submitted, and the
information has not otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g)
has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Commissioner for Patents
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MAILED
JAN 04°2011
OFFICE OF PETITIONS.

DAVIS BROWN KOEHN SHORS & ROBERTS PC
THE DAVIS BROWN TOWER

215 10TH STREET SUITE 1300

DES MOINES IA 50309

In re Application of

Regenold, et al. :

Application No. 12/437,278 : ON PETITION
Filed: May 17, 2009 :

Attorney Docket No. 6750240/55010

This is a decision on the petition to revive under 37 CFR
1.137(a), filed December 2, 2010.

The petition under 37 CFR 1.137(a) is GRANTED.

The above-identified application was held abandoned for failure
to file a proper reply to the Notice to File Missing Parts, May
26, 2009. This Notice set an extendable period for reply of two
(2) months for applicants to submit an oath or declaration, a

surcharge for its late filing, and replacement drawings. °*'On July
27, 2009, applicants filed the oath or declaration (made timely
because July 26, 2009 fell on a Sunday). On July 31, 2009

(Certificate of Mailing dated July 27, 2009), applicants filed
the surcharge for late filing of the oath or declaration,
together with replacement drawings and color drawings. However,
the Office mailed a Notice of Incomplete Reply on August 4, 2009,
stating that replacement drawings were still needed because the
drawings were blury and needed to be reasonably free from
erasures. In reply, on August 26, 2009, applicants filed a
petition to accept color drawings, color drawings, and an
amendment. This reply was made timely by including a one month



Application No. 12/437,278 . : Page 2

extension of time. The Office mailed a Notice of Abandonment on
May 26, 2010, stating that applicants’ reply filed on August 26,
2009 did not include replacement drawings. Applicants filed the
instant petition to revive on December 2, 2010.

A grantable petition under 37 CFR 1.137(a) must be accompanied
by: (1) the required reply, unless previously filed; (2) the
petition fee as set forth in 37 CFR 1.17(1l); (3) a showing to the
satisfaction of the Commissioner that the entire delay in filing
the required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR 1.137(a) was
unavoidable; and (4) any terminal disclaimer (and fee as set
forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(d).
Decisions on reviving abandoned applications on the basis of
“unavoidable” delay have adopted the reasonably prudent person
standard in determining if the delay was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary
human affairs, and requires no more or greater care or
diligence than is generally used and observed by
prudent and careful men in relation to their most
important business. It permits them in the exercise of
this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable
employees, and such other means and instrumentalities
as are usually employed in such important business. If
unexpectedly, or through the unforeseen fault or
imperfection of these agencies and instrumentalities,
there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its
rectification being present.!

Moreover, a petition cannot be granted where a petitioner has

failed to meet his or her burden of establishing that the delay
was “unavoidable.”?

Based on the prosecution history recited above, it is obvious
that applicants did file.a timely reply to the Notice to File
Missing Parts in that applicants filed: (1) an oath or
declaration; (2) the surcharge; (3) a petition to accept color

' In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Ex parte

Pratt, 1887 Dec. Comm’r Pat.- 31, 32-33 (1887)); see also Winkler v. Ladd, 221
F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172
(D:C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’r Pat. 139, 141 (1913).

2

Haines v. Quigg, 673 F. Supp. 314, 316-17, 5 USPQ2d 1130, 1131-32
(N.D. Ind. 1987). .
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drawings, together with the color drawings and an Amendment.

In view thereof, it is concluded that petitioner has met his
burden of establishing that the delay was unavoidable.

The application is being forwarded to the Office of Patent
Application Processing for pre-examination processing, using the
petition under 37 CFR 1.84 to accept color drawings (to be
decided by the Supervisory Patent Examiner - see MPEP

1002.02(d) (9)), filed August 26, 2009 (made timely by including a
one month extension of time).

Telephone inquiries concerning this decision should be directed
to the undersigned at (571)272-3207.

g

Cliff Congo
Petitions Attorney
Office of Petitions
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MICHAEL B. MARTIN

NALCO COMPANY
1601 WEST DIEHL ROAD
NAPERVILLE IL 60563-1198

MAILED

FEB 16 2011

OFFICE OF PETITIONS

In re Application of
Jacobson et al. , :
Application No. 12/437,347 :  DECISION ON PETITION

Filed: May 7, 2009
Attorney Docket No. 7928 D1

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b),
filed January 14, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final
Office action mailed, July 12, 2010, which set a shortened statutory period for reply of
three (3) months. No extensions of time under the provisions of 37 CFR 1.136(a) were
obtained. Accordingly, the application became abandoned on October 13, 2010.” A
Notice of Abandonment was mailed January 21, 2011.

The Eetition satisfies the reguirements of 37 CFR 1.137(b) in that petitioner has s?plied
(1) the reply in the form of an Amendment, (2) the petition fee of $1,620.00, and (3) a
proper statement of unintentional delay.

Further, it is not apparent whether the person signing the instant petition was ever given a
power of attorney or authorization of agent to prosecute this patent application. In
accordance with 37 CFR 1.34(a), the signature appearing on the petition shall constitute a
representation to the United States Patent and Trademark Office that he/she is authorized
to represent the particular party in whose behalf he/she acts.

Telephone incsluiries concerning this decision should be directed to the undersigned at
(571) 272-7751. il

This a%)lication is being referred to Technology Center AU 1741 for ?)propriate action
by the Examiner in the normal course of business on the reply received.

0

Joan Olszewski
Petitions Examiner
Office of Petitions
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DORSEY & WHITNEY LLP
INTELLECTUAL PROPERTY DEPARTMENT MAILED
250 PARK AVENUE
NEW YORK, NY 10177 SEP 22 2010
OFFICE OF PETITIONS
In re Application of
Christopher Max Colice, et al. ' :
Application No. 12/437,392 : DECISION ACCORDING STATUS
Filed: May 7, 2009 : UNDER 37 CFR 1.47(a)

Attorney Docket No.: 189916/US/2 - 475387-0063 :

This is a decision in response to the renewed petition under 37 CFR 1.47(a) filed May 17, 2010.
The petition is GRANTED.

Petitioner has shown that the non-si%ning inventor has refused to join in the filing of the above-
identified application. Further, the objection to the declaration filed December 21, 2010 has been
corrected by way of the Application Data Sheet filed May 17, 2010. Therefore, the application and
papers have been found to be in compliance with 37 CFR 1.47(a).

This application is hereby accorded Rule 1.47(a) status.

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will also
be published in the Official Gazette.

The application file is being forwarded to Technology Center 3662 for appropriate action,
including notifying applicant of the new status of this application.

Telephone inquiries regarding this decision should be directed to the undersigned at (571)
272-3204.

Office of Petitions
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INNOVATION DIVISION

CANTOR FITZGERALD, L.P. A

110 EAST 59TH STREET (6TH FLOOR) MA"‘ED

NEW YORK NY 10022 | MAR 22 2012

In re Application of . OFFICE OF PETITIONS
Wallace, et al.’ : ,

Application No. 12/437, 410 : DECISION ON PETITION

Filed: May 7, 2009 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. 00-1011 C2 :

This is a decision on the petition under 37 CFR 1.78(a)(3), filed February 27, 2012, to accept an
unintentionally delayed claim under 35 U.S.C. § 120 for the benefit of priority to the prior-filed
nonprovisional applications set forth in the amendment filed with the petition.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) is only applicable
to those applications filed on or after November 29, 2000. Further, the petition is appropriate
only after the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition
under 37 CFR 1.78(a)(3) must be accompanied by:

€)) the reference required by 35 U.S.C. § 120 and 37 CFR
1.78(a)(2)(1) of the prior-filed application, unless previously
submitted;

(2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does not satisfy item (1) above.

The reference to add the above-noted, prior-filed applications in the first sentence of the
specification on page one following the title is not acceptable as drafted since it improperly
incorporates by reference the prior-filed applications. An incorporation by reference statement
added after an application’s filing date is not effective because no new matter can be added to an
application after its filing date (see 35 U.S.C. § 132(a)). If an incorporation by reference
statement is included in an amendment to the specification to add a benefit claim under 35
U.S.C. § 120 after the filing date of the application, the amendment would not be proper. When
a benefit claim under 35 U.S.C. § 120 is submitted after the filing of an application, the reference
to the prior application cannot include an incorporation by reference statement of the prior
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application. See, Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980). Note
MPEP §§ 201.06(c) and 608.04(b).

If reconsideration of this decision is desired, a renewed petition under 37 CFR § 1.78(a)(3) and
an Application Data Sheet or an amendment (complying with the provisions of 37CFR 1.121
and 37 CFR 1 76(b)(5)) to correct the above matters are required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to the undersigned at (571) 272-3205.
{ALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions
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HUNTON & WILLIAMS LLP
INTELLECTUAL PROPERTY DEPARTMENT
1900 K STREET, N.W.

'SUITE 1200 . | MA"_ED

WASHINGTON, DC 20006-1109
SEP 22 2010

Applicants: Cioanta, et al. OFFICE OF PET‘T’ONS

Appl. No.: 12/437,411

Filing Date: May 7, 2009

Title: Medical Treatment System Including an Ancillary Medical Treatment Apparatus with an
Associated Data Storage Medium

Attorney Docket No.: 69643.000069

Pub. No.: US 2009/0281464 Al

Pub. Date: November 12, 2009

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on January 7, 2010, for the above-identified application.

The request is granted.

The corrected patent application publication will be published in due course, unless the patent
issues before the application is republished.

Applicant is reminded that PDF documents with multiple layers must be flattened prior to
submission to ensure that the complete document is received by the USPTO and readable to the
examiner or other deciding officials. If a document contains layers that are marked as
““‘invisible”’, the invisible layers will be lost when the document is processed by the USPTO, and
thus the official records in IFW will not contain the information on the invisible layers.'

It would greatly benefit the Office if applicant did not provide copies of papers, which were
previously submitted and/or a complete copy of the pre-grant publication, as it unnecessarily
increases the cost to the Office. See 37 CFR 1.4(b). A request for corrected publication need
only point out what was printed incorrectly in the application, where the error occurs in the
publication and where the correct text or drawing is found in the application papers. Marked up
relevant copies of the applications papers and the pre-grant publication may facilitate processing
of the request, where it is not readily apparent where the error occurs. If it is not clear why the
error is a material error, further explanation may be warranted.

' See EFS Legal Framework.
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Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

oo 9

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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DLA PIPER LLP (US)

4365 EXECUTIVE DRIVE
SUITE 1100 _
SAN DIEGO CA 92121-2133 MA"_ED
FEB 27 2012
OFFICE OF PETITIONS
In re Application of
William G. TURNELL et al. ‘ T
Application No. 12/437,435 : DECISION ON PETITION
Filed: May 07, 2009 : TO WITHDRAW

Attorney Docket No. MEDIV4000-1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed February 14, 2012.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a Request,
absent the filing of a power of attorney to the new representative. The Office will either change the
correspondence address of record to the most current address information provided for the assignee of the
entire interest who properly became of record under 37 C.F.R 3.71 or, if no assignee of the entire interest
has properly been made of record under 37 CFR 3.71, the most current address information provided for
the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because the change of address is
not that of: (1) the first named inventor; or (2) an assignee of the entire interest under C.F.R 3.71,
who has properly intervened. 37 CFR 3.71(c) states: An assignee becomes of record either in a
national patent application or a reexamination proceeding by filing a statement in compliance with §
3.73(b) that is signed by a party who is authorized to act on behalf of the assignee.

All future communications from the Office will continue to be directed to the above-listed address until
otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-4231.

/Michelle R. Eason/
Michelle R. Eason
Paralegal Specialist
Office of Petitions
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WONG, CABELLO, LUTSCH, RUTHERFORD & BRUCCULER],

26333 SH 249 6th Floor ~ MAILED
HOUSTON TX 77070 MAY 3 1 2011

In re Application of : OFFICE OF PETITIONS
Donna M. Di Carlo et al. .t

Application No. 12/437,471 o DECISION ON PETITION
Filed: May 7, 2009 : - TO WITHDRAW

Attorney Docket No. 08-048-US : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed May 17, 2011.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a Request,
absent the filing of a power of attorney to the new representative. The Office will either change the
correspondence address of record to the most current address information provided for the assignee of the
entire interest who properly became of record under 37 CFR 3.71 or, if no assignee of the entire interest
has properly been made of record under 37 CFR 3.71, the most current address information provided for
the first named inventor. '

Accordingly, the request to withdraw from record cannot be approved because no forwarding address was
provided. The request to change the correspondence address should be that of the: (1) the first named
inventor; or (2) an assignee of the entire interest under 37 C.F.R 3.71. If an assignee has intervened in
this application then a Statement under 37 CFR 3.73(b), or a copy of the actual assignment must be
submitted with a renewed request.

All future communications from the Office will continue to be directed to the above-identified address
until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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WONG, CABELLO, LUTSCH, RUTHERFORD & BRUCCULERI,

" L.L.P.
20333 SH 249 6th Floor Al
HOUSTON TX 77070 MAILED
JUN 22 2011
In re Application of
Donna M. Di Carlo et al. : OFFICE OF PET, ITIONS
Application No. 12/437,471 : DECISION ON PETITION
Filed: May 7, 2009 : TO WITHDRAW
Attorney Docket No. 08-048-US : FROM RECORD

This is a decision on the renewed Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed June 15, 2011.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a Request,
absent the filing of a power of attorney to the new representative. The Office will either change the
correspondence address of record to the most current address information provided for the assignee of the
entire interest who properly became of record under 37 CFR 3.71 or, if no assignee of the entire interest
has properly been made of record under 37 CFR 3.71, the most current address information provided for
the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because a proper forwarding
address was not provided. The request to change the correspondence address should be that of the: (1) the
first named inventor; or (2) an assignee of the entire interest under 37 C.F.R 3.71. If an assignee has
intervened in this application then a Statement under 37 CFR 3.73(b), or a copy of the actual assignment
must be submitted with a renewed request.

All future communications from the Office will continue to be directed to the above-identified address
until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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DORSEY & WHITNEY LLP
INTELLECTUAL PROPERTY DEPARTMENT

SUITE 1500
50 SOUTH SIXTH STREET MAILED
MINNEAPOLIS. MN 55402-1498

SEP 2 02010
In re Application of : OFFICE OF PETITIONS
Murali P. Kaudinya et al : )
Application No. 12/437,479 : ON PETITION

Filed: May 7, 2009
Attorney Docket No. 190298/US/2

This is a decision on the petition under 37 CFR 1.137(b), filed June 23, 2010, to revive the
above-identified application.

The petition is GRANTED.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the maximum
extendable period for reply. See In re Application of S., 8 USPQ2d 1630, 1631 (Comm’r Pats.
1988). Accordingly, since the $620 extension of time submitted with the petition on June 23,
2010 was subsequent to the maximum extendable period for reply, this fee is unnecessary and
will be credited to petitioner’s deposit account.

Telephone inquiries concerning this decision should be directed to Irvin Dingle at (571) 272-
3210.

This matter is being referred to the Office of Patent Application Processing.

%inZDingl/

Petitions Examiner
Office of Petitions

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

WWW, Uspio. gov
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MAIL

SCENERA RESEARCH, LLC L
§4<_)o "ggglity Road MAR 08 2011
uite ~ DIRECTOR'S OF
Raleigh NC 27607 | TECHNOLOGY csmgfgeoo
In re Application of
MORRIS, ROBERT P. :
Application No. 12/437,601 : DECISION ON REQUEST

Filed: May 8, 2008

For: METHOD FOR SPECIFYING IMAGE
géyllz_:lﬁlNG FOR IMAGES ON A PORTABLE

This is a decision on the petition for suspension of prosecution under 37 CFR § 1.103(a) filed on
January 12, 2011.

The petition is GRANTED.

Pursuant to applicant's request filed on January 12, 2011, action by the Office is suspended on
this application under 37 CFR § 1.103(a) for a period of three (3) months from the mailing date
of this letter. At the end of this period, applicant is required to notify the examiner and request
continuance of prosecution or a further suspension. See MPEP § 709.

Suspension of action under 37 CFR § 1.1033&)- d) at the applicant’s request will cause a
reduction in patent term adjustment accumulated (if any) under 37 CFR § 1.703. The reduction
is equal to the number of days beginning on the date a request for suspension of action was filed
and ending on the date of the termination of the suspension. See 37 CFR § 1.704(c)(1).

Any inquiry concerning this decision should be directed to Ken Wieder whose telephone number
is (571) 272-2986.

Z LA W
Kenneth A. Wieder
Quality Assurance Specialist

Technology Center 2600
Communications
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THE PROCTER & GAMBLE COMPANY
Global Legal Department - IP

Sycamore Building - 4th Floor

299 East Sixth Street MAILED

CINCINNATI OH 45202 FEB 14 2011
OFFICE OF PETITIONS

In re Application of
Andrew Briatore et al. : :
Application No. 12/437,609 :  DECISION ON PETITION
Filed: May 8, 2009 :

Attorney Docket No. CM2736CCC

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
July 23, 2010, to revive the above-identified application.

The petition is GRANTED.

This application became abandoned for failure to timely pay the issue and publication fees on or before
June 24, 2010, as required by the Notice of Allowance and Fee(s) Due, mailed March 24, 2010.
Accordingly, the date of abandonment of this application is June 25, 2010. A Notice of Abandonment
was mailed on July 13, 2010.

The petition satisfies the requ'irements of 37-CFR 1.137(b) in that petitioner has supplied (1) the reply in
the form of payment of the issue fee of $1,510 and the publication fee of $300, (2) the petition fee of

$1,620, and (3) a proper statement of unintentional delay. Accordingly, the issue and publication fees are
accepted as being unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571) 272-4618.

This application is being referred to the Office of Data Management for further processing into a patent.

/Kimberly A. Inabinet/

Kimberly A. Inabinet
Petitions Examiner
Office of Petitions
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WYETH LLC MAILED

PATENT LAW GROUP

5 GIRALDA FARMS JAN 092012
MADISON NJ 07940 OFFICE OF PETITIONS
In re Application of : DECISION GRANTING PETITION

Cheng et al. : UNDER 37 CFR 1.78(2)(3)
Application No. 12/437,704 :

Filed: 05/08/2009

Attorney Docket No. PC33536

This is a decision on the petition under 37 CFR 1.78(a)(3), filed December 21, 2011, to accept an
unintentionally delayed claim under 35 U.S.C. 120 for the benefit of prior-filed nonprovisional
application set forth in the concurrently filed Application Data Sheet.

The petition is GRANTED.

A petition for acceptance of an unintentionally delayed claim under 35 U.S.C. 120 for the benefit
of prior-filed nonprovisional applications pursuant to 37 CFR 1.78(a)(3) is applicable to those
applications filed on or after November 29, 2000. Further, the petition is appropriate only after
the expiration of the period specified in 37 CFR 1.78(a)(2)(ii). In addition, the petition under 37
CFR 1.78(a)(3) must be accompanied by:

(1) the reference required by 35 U.S.C. 120 and 37 CFR
1.78(a)(2)(1) of the prior-filed application, unless previously
submitted;

2) the surcharge set forth in § 1.17(t); and

3 a statement that the entire delay between the date the

- claim was due under 37 CFR 1.78(a)(2)(ii) and the date the
claim was filed was unintentional. The Director may
require additional information where there is a question
whether the delay was unintentional.

All of the above requirements having been satisfied, the benefit claim under 35 U.S.C. 120 is
accepted as being unintentionally delayed.
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The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(3) should not be construed as meaning that this application is entitled
to the benefit of the prior-filed application. In order for this application to be entitled to the
benefit of the prior-filed application, all other requirements under 35 U.S.C. 120 and 37 CFR
1.78(a)(1) and (a)(2) must be met. Similarly, the fact that the corrected Filing Receipt
accompanying this decision on petition includes the prior-filed application should not be

' construed as meaning that applicant is entitled to the claim for benefit of priority to the prior-
filed application noted thereon. Accordingly, the examiner will, in due course, consider this
benefit claim and determine whether the application is entitled to the benefit of the earlier

filing date.

The Office notes that the amendment, filed December 21, 2011, to add the reference to the prior-
filed nonprovisional application in the first sentence of the specification following the title is not
acceptable as drafted because it improperly incorporates by reference prior-filed Application No.
12/023,323. An incorporation by reference statement added after an application’s filing date is
not effective because no new matter can be added to an application after its filing date (see 35
U.S.C. 132(a)). If an incorporation by reference statement is included in an amendment to the
specification to add a benefit claim after the filing date of the application, the amendment would
not be proper. When a benefit claim is submitted after the filing of an application, the reference
to the prior application cannot include an incorporation by reference statement of the prior
application.1 See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980). See
MPEP 201.06(c) and 608.04(b). Accordingly, the amendment, filed December 21, 2011, is
improper. Applicants should consider filing a new amendment removing the incorporation by
reference statement of prior-filed Application No. 12/023,323.

A corrected Filing Receipt, which includes the benefit claim to the prior-filed nonprovisional
application, accompanies this decision on petition.

This application is being referred to Technology Center Art Unit 1628 for consideration by the

examiner of applicant’s entitlement to claim benefit under 35 U.S.C. 120 to the prior-filed

application..

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3211.
C- -~ Vovwe 2D

Christina Tartera Donnell
Senior Petitions Attorney
Office of Petitions

ATTACHMENT: Corrected Filing Receipt

' Applicants may retain the incorporation by reference statement of prior-filed provisional Application No.
60/887,981 because the incorporation by reference statement was present on filing Application No. 12/437,704.
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ha

APPLICATION FILING or GRP ART
’ NUMBER | 371(c) DATE UNIT I FIL FEE RECD I ATTY .DOCKET.NO ITOT CLAlMSIIND CLAIMSl
12/437,704  05/08/2009 1628 1090 PC33536 ) 2
, CONFIRMATION NO. 8059
25291 CORRECTED FILING RECEIPT
WYETH LLC

5 GIRALDA FARMS
MADISON, NJ 07940

PATENT LA GROUP L

Date Mailed: 01/06/2012

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
-changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Hengmiao (Henry) Cheng, San Diego, CA,;
Xiao Hu, Ballwin, MO;
Kevin D. Jerome, St.Charles, MO;
Mark Obukowicz, Kirkwood, MO;
Lisa Olson, Hopkinton, MA;
Paul V. Rucker, Carlsbad, CA;
Ronald Keith Webber, St. Peters, MO;
Assignment For Published Patent Application
Pfizer, Inc., New York, NY
Power of Attorney: The patent practitioners associated with Customer Number 26648

Domestic Priority data as claimed by applicant
This application is a CON of 12/023,323 01/31/2008 PAT 7547714
which claims benefit of 60/887,981 02/02/2007

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 05/18/2009

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 12/437,704

Projected Publication Date: Not Applicable

Non-Publication Request: No

Early Publication Request: No
page 1 of 3



Title

TRICYCLIC COMPOUNDS, COMPOSITIONS AND METHODS
Preliminary Class '

514

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired. .

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such -as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

Paper No.

ALSTOM Power Inc. MA‘LED

200 Great Pond Drive JAN 04 2012
P.O. Box 500 ‘ A
WINDSOR CT 06095 co OFFICE OF PETITIONS

‘In re Application of
Matteson et al. :
Application No. 12/437,939 e DECISION ON PETITION

Filed: May 8, 2009 : PURSUANT TO
Attorney Docket No.: : 37 C.F.R. § 1.137(B)
w08/014-0 :

Title: INTEGRATED MERCURY
CONTROL SYSTEM

This is a decision on the petition pursuant to 37 C.F.R.
§ 1.137(b), filed December 15, 2011, to revive the above-
identified application.

This petition pursuantAto 37 C.F.R. §.1.137(b) is GRANTED.

The above-identified appllcatlon became abandoned for failure to
submit corrected drawings in a timely manner in reply to the
Notice of Allowance and Issue Fee Due, August 9, 2011, which set
a shortened statutory period for reply of three months.! No
exten51ons of time are permitted for transmitting formal
drawings.? Accordingly, the above-identified application became
abandoned on November 10, 2011. A Notice of Abandonment was
mailed on November 25, 2011.

A grantable petitioh pursuant to 37 C.F.R. § 1.137(b) must be
accompanied by: .

(1) The reply required to the outstanding Office
action or notice, unless previously filed;
(2) The petition fee as set forth in 37 C.F.R.

1 Office records show that both the issue and publication fees were timely
received on September 22, 2011. -
2 See MPEP § 710.02(e) (III).



Application No. 12/437,939 Page 2 of 2
Decision on Petition pursuant to 37 C.F.R. § 1.137(b)

§ 1.17 (m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply
until the filing of a grantable petition
pursuant to this paragraph was unintentional. The
Commissioner may require additional information
where there is a question whether the delay was
unintentional, and;

(4) Any terminal disclaimer (and fee as set forth in
37 C.F.R. § 1.20(d)) required pursuant to
paragraph (d) of this section.

With this petition, Petitioner has submitted corrected drawings
along with an amendment directing the entry of the same, the
proper statement of unintentional delay, and the petition fee.
As such, the first three requirements of Rule 1.137(b) have been
met. The fourth requirement of Rule 1.137(b) is not applicable,
as a terminal disclaimer is not required.3

Pursuant to this decision, the Office of Patent Publication will
be notified of this decision so that the present application can
be processed into a patent..

Petitioner may find it beneficial to view Private PAIR within a
fortnight of the present decision to ensure that the revival has
been acknowledged by the Office of Patent Publication in response
to this decision. It is noted .that all inquiries with regard to
any failure of that change in status should be directed to the
Office of Patent Publication where that change of status must be
effected - the Office of Petitions cannot effectuate a change of
status. Telephone inquiries regarding this decision should be
directed to the undersigned at (571) 272-3225.° BAll other
inquiries concerning the status of the application should be
directed to the Office of Patent Publication at 571-272-4200.

Paul Shanoski
Senior Attorney
Office of Petitions

3 See Rule 1.137(d).

4 Petitioner will note that all practice before the Office should be in
writing, and the action of the Officde will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any further action(s) of Petitioner.



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLor PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/437,947 Filing date: 05/08/2009

First Named Inventor: Scott Krueger

;I'itle ofthe REMOTE CONTROL SIGNAL LEARNING AND PROCESSING BY A HOST DEVICE AND ACCESSORY
nvention:

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are: PCT/US2010/030293

The international filing date of the corresponding
PCT application(s) is/are: 04/07/2010

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETwWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/437,947

First Named Inventory Scott Krueger

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

Has already been filed in the above-identified U.S. applicatonon 5/8/2009 and 7/28/2010

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
|:| Are attached.

Have already been filed in the above-identified U.S. applicationon  7/28/2010

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
_ _ US claims 1-20 correspond to PCT claims 1-20 respectively. The Box VIII
1 20 1 20 observation pertaining to claims 1, 6, 17 is addressed in the attached document.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Andrew J. Lee/ Date February 10, 2011
Name Andrew J. Lee 60,371
(Print/Typed) Registration Number

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record frcﬁr’rz)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Request for Participation in the PCT-PPH Program

Application No.: 12/437,947

Filing Date: 5/8/2009

Title: Remote Control Signal Learning and Processing by a Host Device and Accessory
First Named Inventor: Scott Krueger

Statement re: Box VIII Observation in the Written Opinion

Box VIII of the Written Opinion asserts that paragraphs [0008] and [0020] of the Specification
(which state that “the accessory can generate and store an identifier”) are in contradiction with
paragraphs [0066] and [0075] of the Specification (which state that “the host device can generate
an identifier”). Because of this alleged contradiction, the Written Opinion asserts that the scope
of claims 1, 6, and 17 is unclear under Article 6 of the PCT.

Although Applicants submit that this alleged contradiction in the Specification does not give rise
to any basis for rejecting claims 1, 6, and 17 under U.S. law, Applicants have amended (in a
Preliminary Amendment filed concurrently with this request) paragraphs [0008] and [0020] to
state “the host device can generate and store an identifier.” Applicants submit that these
amendments sufficiently address the concern raised in the Box VIII observation, and thus render
any objection to claims 1, 6, and 17 in view of the Box VIII observation moot.



PATENT COOPERATION TREATY
From the

Az2L
INTERNATIONAL SEARCHING AUTHORITY

PCT

WRITTEN OPINION OF THE
see form PCTASA220 INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing
(day/monthiear) see form PCTASA210 (second sheet)

» Applucan1° or agent's file reference FOR FURTHER ACTION
see form PCTASA/220 zomﬂ- p///&&/M See paragraph 2 below
International application No. / International filing ye (day/monthyear) Priority date (day/rnénrh/year) o o
PCTUS2010/030293 07.04.2010 08.05.2009

International Patent Classification (IPC) or both national classification and [PC

INV. G08C19/28 G08C17/02 G08C23/04

Applicant
APPLE INC.

1. This opinion contains indications relating to the following items:

Box No. | Basis of the opinion
Box No. 1l Priority
Box No. llf  Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No. IV Lack of unity of invention

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step and industrial
applicability; citations and explanations supporting such statement

Box No. VI Certain documents cited
Box No. VIl Certain defects in the international application

BOD ROOKRK

Box No. VIil Certain observations on the international application

2. FURTHER ACTION

If a demand for international preliminary examination is made, this opinion will usually be considered to be a
written opinion of the International Preliminary Examining Authority ("IPEA") except that this does not apply where
the applicant chooses an Authority other than this one to be the IPEA and the chosen IPEA has notifed the
International Bureau under Rule 66.1bis(b) that written opinions of this International Searching Authority

will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to

submit to the IPEA a written reply together where appropriate, with amendments, before the expiration of 3 mo

from the date of mailing of Form PCTASAR20 or beforg the expiration of 22 months frpm the pnonty date, )1/
whichever expires later. _K Necketed focketed

e Noted

For further options, see Form PCTASA/220.

3. For further details, see notes to Form PCTASA220.

Wﬂ 7//6’//&

T f"!“‘jl‘“ Tenafria "xm:" a"}{, bf%‘g\f L_LP

Name and mailing address of the ISA: Date of completion of Authorized Officer
[ this opinion

European Patent Office . f %

_.@) P.B. 5818 Patentlaan 2 s,geCeTf,fs"A‘mo Barbelanne, Alain 0)»

——=——  NL-2280 HV Rijswijk - Pays Bas %, &
Tel. +31 70 340 - 2040 Telephone No. +31 70 340-4539 sy g

Fax: +31 70 340 - 3016
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Form PCTASAR237 (Cover Sheet) (July 2009)




WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCTAUS2010030293

Box No.! Basis of the opinion

1. With regard to the language, this opinion has been established on the basis of:
B the international application in the language in which it was filed

[1 atranslation of the international application into , which is the language of a translation furnished for the
purposes of international search (Rules 12.3(a) and 23.1 (b)).

2. [ This opinion has been established taking into account the rectification of an obvious mistake authorized
by or notified to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this
opinion has been established on the basis of a sequence listing filed or furnished:

a. (means)
O  on paper
[0 in electronic form
b. (time)
O in the international application as filed
LI together with the international application in electronic form

O subsequently to this Authority for the purposes of search

4. [1 In addition, in the case that more than one version or copy of a sequence listing has been filed or furnished,
the required statements that the information in the subsequent or additional copies is identical to that in the
application as filed or does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Box No. Il Priority

1. K The validity of the priority claim has not been considered because the International Searching Authority
does not have in its possession a copy of the earlier application whose priority has been claimed or, where
required, a translation of that earlier application. This opinion has nevertheiess been established on the
assumption that the relevant date (Rules 43bis.1 and 64.1) is the claimed priority date.

2. LI This opinion has been established as if no priority had been claimed due to the fact that the priority claim
has been found invalid (Rules 43bis.1 and 64.1). Thus for the purposes of this opinion, the international
filing date indicated above is considered to be the relevant date.

3. Additional observations, if necessary:

Form PCTASA/237 (April 2007)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCTAS2010/030293

Box No.V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporting such statement

1. Statement

Novelty (N) Yes: Claims 1-20
No: Claims

Inventive step (IS) Yes: Claims 1-20
No: Claims

Industrial applicability (1A) Yes: Claims 1-20
No: Claims

2. Citations and explanations

see separate sheet

Box No. VIli Certain observations on the international application

The following observations on the clarity of the claims, description, and drawings or on the question whether the
claims are fully supported by the descriptios, are made:

see separate sheet

Form PCTASA/ 237 (April 2007)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING
AUTHORITY (SEPARATE SHEET) PCT/US2010/030293

Re ltem V

Reasoned statement with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

1

D1

2.1

2.2

2.3

Reference is made to the following document:

US 2007/230910 A1 (WELCH ERIC [US] ET AL) 4 October 2007
(2007-10-04)

INDEPENDENT CLAIMS 1, 6, 11, 14 AND 17

Document D1 is regarded as being the prior art closest to the subject-matter
of claim 1, and discloses:

a method allowing a user to remote control an iPod® or other entertainment
device, the portable device being generally placed into some type of dock or
other fixed unit (see D1, paragraph [0007]).

The subject-matter of claim 1 therefore differs from this known remote contro!
method in that the accessory

transmits a representation of a first wireless signal, received from the remote
conitrol, to a host device;

receives an identifier from the host device, the identifier being associated with
the representation of the first wireless signal and a function of the host device;
and

stores the identifier and the representation of the first wireless signal.

The subject-matter of claim 1 is therefore new (Article 33(2) PCT).

The problem to be solved by the present invention may be regarded as how
to facilitate the learning and processing of remote control signals by a host
device (portable media device) and an accessory.

Form PCT/ISA/237 (Separate Sheet) (Sheet 1) (EPO-April 2005)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING
AUTHORITY (SEPARATE SHEET) PCT/US2010/030293

2.4

2.5

The solution to this problem proposed in claim 1 of the present application is
considered as involving an inventive step (Article 33(3) PCT) for the following
reasons: No prior art document suggests or hints at associating a
representation of a message, received from the remote control, with a function
of the host device. The host device also generates an identifier and associates
it to the representation and the function. The accessory can then store this
identifier for later use.

This solution has the additional advantage that it minimizes the amount of data
transferred between the host device and the accessory.

Therefore the subject-matter of claim 1 involves an inventive step in the sense
of Article 33(3) PCT.

Claim 6 is the method corresponding to claim 1 but on the host device side.
Claims 11 and 14 define respectively the accessory and th host device.

Claim 17 is a method defining the process of entering into the learning mode

_ and involving the whole system comprising the remote control, the accessory

and the host device.

Therefore claims 6, 11, 14 and 17 also meet the requirements of the PCT
with respect to novelty and inventive step.

DEPENDENT CLAIMS 2-5, 7-10, 12-13, 15-16 AND 18-20

Claims 2-5, 7-10, 12-13, 15-16 and 18-20 are dependent respectively on
claims 1, 6,11, 14 and 17 and as such also meet the requirements of the PCT
with respect to novelty and inventive step.

Form PCT/ISA/237 (Separate Sheet) (Sheet 2) (EPO-April 2005)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING
AUTHORITY (SEPARATE SHEET) PCT/US2010/030293

Be item Vil

Certain observations on the international application

4 The subject- matter described in paragraphs [0008] and [0020], stating that
"the accessory can generate and store an identifier" is in contradiction with
the paragraphs [0066] and [0075], stating that "the host device can generate
an identifier", as it is also defined in claims 1, 6 and 17. This inconsistency
between the claims and the different parts of the description leads to doubt
concerning the matter for which protection is sought, thereby rendering the
claims unclear, Article 6 PCT.

Form PCT/ISA/237 (Separate Sheet) (Sheet 3) (EPO-April 2005)



Possible steps after receipt of the international search report (ISR) and
written opinion of the International Searching Authority (WO-1SA)

General
information

Amending claims
under
Art. 19 PCT

Filing a demand
for international
preliminary
examination

Filing informal
comments

End of the
international
phase

Relevant PCT
Rules and more
information

BNSDOCID: <XS____ 200704010CK_|_>

For all international applications filed on or after 01/01/2004 the competent
ISA will establish an ISR. It is accompanied by the WO-1SA. Unlike the
former written opinion of the IPEA (Rule 66.2 PCT), the WO-ISA is not
meant to be responded to, but to be taken into consideration for further
procedural steps. This document explains about the possibilities.

Within 2 months after the date of mailing of the ISR and the WO-ISA the
applicant may file amended claims under Art. 19 PCT directly with the
International Bureau of WIPO. The PCT reform of 2004 did not change
this procedure. For further information please see Rule 46 PCT as well as
form PCT/ISA/220 and the corresponding Notes to form PCT/ISA/220.

In principle, the WO-ISA will be considered as the written opinion of the
IPEA. This should, in many cases, make it unnecessary to file a demand for
international preliminary examination. If the applicant nevertheless wishes
to file a demand this must be done before expiry of 3 months after the
date of mailing of the ISR/WO-ISA or 22 months after priority
date, whichever expires later (Rule 54bis PCT). Amendments under Art.
34 PCT can be filed with the IPEA as before, normally at the same time as
filing the demand (Rule 66.1 (b) PCT).

If a demand for international preliminary examination is filed and no
comments/amendments have been received the WO-1SA will be transformed
by the IPEA inte an IPRP (International Preliminary Report on Patentability)
which would merely reflect the content of the WO-1SA. The demand can still
be withdrawn (Art. 37 PCT).

After receipt of the ISR/'WO-1SA the applicant may file informal comments
on the WO-ISA directly with the International Bureau of WIPO. These
will be communicated to the designated Offices together with the IPRP
(International Preliminary Report on Patentability) at 30 months from the
priority date. Please also refer to the next box.

At the end of the international phase the International Bureau of WIPO will
transform the WO-1SA or, if a demand was filed, the written opinion of the
IPEA into the IPRP, which will then be transmitted together with possible
informal comments to the designated Offices. The |PRP replaces the former
IPER (international preliminary examination report).

Rule 43 PCT, Rule 43bis PCT, Rule 44 PCT, Rule 44bis PCT, PCT Newsletter
12/2003, OJ 11/2003, OJ 12/2003



PATENT COOPERATION TREATY

PCT

INTERNATIONAL SEARCH REPORT

(PCT Article 18 and Rules 43 and 44)

Applicant's or agent’s file reference FOR FURTHER see Form PCT/ISA/220
50750P-111PC ACTION as well as, where applicable, item 5 below.
International application No. International filing date (day/month/year) (Earliest) Priority Date (gay/month/year)
PCT/US2010/030293 07/04/2010 08/05/2009
Applicant

APPLE INC.

This international search report has been prepared by this international Searching Authority and is transmitted to the applicant
according to Article 18. A copy is being transmitted to the International Bureau.

This international search report consists of a total of 3 sheets.
ltis also accompanied by a copy of each prior art document cited in this report.

1. Basis of the report
a. With regard to the language, the international search was carried out on the basis of:

the international application in the language in which it was filed

D a translation of the international application into , which is the language
of a translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

b. [ ]  Thisinternational search report has been established taking into account the rectification of an obvious mistake
authorized by or notified to this Authority under Rule 91 (Ruie 43.6bis(a)).

c. D With regard to any nucleotide and/or amino acid sequence disclosed in the international application, see Box No. I.
2. D Certain claims were found unsearchable {See Box No. i)
3. D Unity of invention is lacking (see Box No i)

4. With regard fo the title,
the text is approved as submitted by the applicant
[ ] thetexthas been established by this Authority to read as follows:

5. With regard to the abstract,
the text is approved as submitted by the applicant

D the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box No. IV. The applicant
may, within ong month from the date of mailing of this international search report, submit comments to this Authority

6. With regard to the drawings,
a. the figure of the drawings to be published with the abstract is Figure No. _1
as suggested by the applicant
D as selected by this Authority, because the applicant failed to suggest a figure
D as selected by this Authority, because this figure better characterizes the invention
b. [ ]  none of the figures is to be published with the abstract

Form PCT/ISA/210 (first sheet) (July 2009)



INTERNATIONAL SEARCH REPORT

International apptication No

PCT/US2010/030293

A. CLASSIFICATION OF SUBJECT MATTER

INV. GO08C19/28 608C17/02
ADD.

G08C23/04

According 1o international Patent Classification (IPC) or 1o both national classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols})

GO8C HO4B

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched

EPO-Internal, INSPEC, WPI Data

Electronic data base consulted during the international search (name of data base and, where practical, search terms used)

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* | Citation of document, with indication, where appropriate, of the relevant passages

Relevant to claim No.

A US 2007/230910 Al (WELCH ERIC [US] ET AL)
4 Qctober 2007 (2007-10-04)

paragraphs [0005] - [0011]

paragraphs [0033] - [0042]; claim 1

A US 2007/077784 A1 (KALAYJIAN NICHOLAS [US]
ET AL) 5 April 2007 (2007-04-05)
paragraphs [0002] - [0009]

paragraph [0009]

paragraph [0053]

A EP 1 942 393 Al (HARRON SA [CHI)

9 July 2008 (2008-07-09)

paragraphs [0004] - [0006]

paragraphs [0012] - [0014]

1,6,11,
14,17

1,6,11,
14,17

1,6,11,
14,17

D Further documenis are listed in the continuation of Box C.

See patent family annex.

* Special categories of cited documents :

*A' document defining the general state of the ant which is not
considered to be of particular relevance

*E' earlier document but published on or after the international
filing date

*L" document which may throw doubis on priority claim(s) or
which is cited to establish the publication date of another
citation or other special reason (as specified)

0" document refetring to an oral disclosure, use, exhibition or
other means

*P' document published prior to the interpational filing date but
later than the priority date claimed

'T* later document published after the international filing date
or priority date and not in conflict with the application but
cited to understand the principle or theory underlying the
invention

*X* document of particular relevance; the claimed invention
cannot be considered novel or cannot be considered to
involve an inventive step when the document is laken alone

*Y* document of particular relevance; the claimed invention
cannot be considered to involve an inventive step when the
document is combined with one or more other such docu-
m?rqts, ﬁuch combination being obvious to a person skilled
inthe art.

'&" document member of the same patent family

Date of the actual compietion of the international search

22 June 2010

Date of mailing of the international search report

01/07/2010

Name and maifing address of the ISA/

European Patent Office, P.B. 5818 Patentlaan 2
NL ~ 2280 HV Rijswijk

Tel (+31-70) 340-2040,

Fax: (+31-70) 340-3016

Authorized officer

Barbelanne, Alain

Form PCT/ISA/210 (second sheet) (April 2005)
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Information on patent family members

International application No

PCT/US2010/030293
Patent document Publication Patent family Publication
cited in search report date member(s) date
s 2007230910 Al 04~10-2007  NONE
us 2007077784 Al 05-04-2007  NONE
EP 1942393 Al 09-07-2008  NONE

Form PCT/ISA/210 (patent family annex) (April 2005)




PENDING CLAIMS FROM PCT APPLICATION NO.: PCT/US2010/030293
TITLE: REMOTE CONTROL SIGNAL LEARNING AND
PROCESSING BY A HOST DEVICE AND ACCESSORY

Client Reference No.: P7764WO1
Our File No. 20750P-011100PC

1. A method comprising:

receiving, at an accessory, a first wireless signal from a remote control device;

transmitting, by the accessory, a representation of the first wireless signal to a
host device;

receiving, at the accessory, an identifier from the host device, the identifier being

associated with the representation of the first wireless signal and a function of the host device;

and

storing, by the accessory, the identifier and the representation of the first wireless
signal.

2. The method of claim 1 further comprising:

receiving, at the accessory, a second wireless signal from the remote control
device;

determining, based on the stored representation of the first wireless signal, if the
second wireless signal is substantially similar to the first wireless signal; and
if the second wireless signal is substantially similar to the first wireless signal,

transmitting the identifier to the host device.

3. The method of claim 1 wherein the first wireless signal is an infrared (IR)
signal, and wherein the representation comprises: time samples that encode a waveform of the IR
signal, a sequence of edge times that encode a waveform of the IR signal, or an IR protocol type

and associated protocol command string of the IR signal.

4. The method of claim 1 wherein the remote control device is designed to

control a device other than the accessory and the host device.

5. The method of claim 1 wherein the host device is a portable media device

and wherein the accessory is a portable media device dock.



6. A method comprising:

receiving, at a host device, a representation of a wireless signal from an accessory,
the wireless signal having been transmitted to the accessory from a remote control device;

associating the representation of the wireless signal with a function of the host
device;

generating, by the host device, an identifier associated with the representation and
the function; and

transmitting, by the host device, the identifier to the accessory.

7. The method of claim 6 further comprising storing the identifier and the

function.

8. The method of claim 6 further comprising:
receiving, at the host device, the identifier from the accessory; and

executing the function in response to receiving the identifier.

9. The method of claim 8 further comprising transmitting, by the host device,

an acknowledgement to the accessory indicating that the function has been executed.

10.  The method of claim 8 wherein the wireless signal was transmitted from
the remote control device to the accessory in response to an activation of a button on the remote
control device by a user, and wherein the function was previously selected by the user for

association with the button.

11.  An accessory comprising:
a wireless receiver configured to receive wireless signals;
an interface configured to communicate with a host device; and
a control component configured to:
transmit, to the host device, a characteristic of a wireless signal received
by the wireless receiver;
receive, from the host device, an identifier associated with the

characteristic and a function of the host device; and



transmit the identifier to the host device when a subsequent wireless signal

is received having the characteristic.

12.  The accessory of claim 11 wherein the steps of transmitting the
characteristic of the wireless signal and receiving the identifier are performed by the control
component while the control component is operating in a first mode, and wherein the step of
transmitting the identifier is performed by the control component while the control component is

operating in a second mode distinct from the first mode.

13.  The accessory of claim 12 wherein the control component is instructed to

enter the first and second modes respectively by the host device.

14. A host device comprising:
an interface configured to communicate with an accessory; and
a processor configured to:
transmit, to the accessory, an identifier associated with a characteristic of a
wireless signal and a function of the host device;
subsequently to transmitting the identifier, receive the identifier from the
accessory; and

execute the function in response to receiving the identifier.

15.  The host device of claim 14 wherein the step of transmitting the identifier
is performed by the processor while the processor is operating in a first mode, and wherein the
steps of receiving the identifier and executing the function are performed by the processor while

the processor is operating in a second mode distinct from the first mode.

16.  The host device of claim 15 wherein the processor is configured to enter

the first and second modes respectively based on user input.

17. A method comprising:

entering, by a host device, a first mode of operation;

transmitting, by the host device, a command to an accessory instructing the
accessory to enter the first mode of operation; and

while in the first mode of operation:



prompting, by the host device, a user to select a function of the host device
from a list of selectable functions;

receiving, by the host device, a selection of a function from the user;

prompting, by the host device, the user to activate a button on a remote
control device to be associated with the selected function;

receiving, by the host device, a representation of a wireless signal from the
accessory, wherein the wireless signal was transmitted from the remote control device to the
accessory in response to activation of the button;

generating, by the host device, an identifier associated with the
representation and the selected function; and

transmitting, by the host device, the identifier to the accessory.

18. The method of claim 17 further comprising;:
entering, by the host device, a second mode of operation distinct from the first mode of
operation;
transmitting, by the host device, a command to the accessory instructing the
accessory to enter the second mode of operation; and
while in the second mode of operation:
receiving, by the host device, the identifier from the accessory; and
executing, by the host device, the selected function in response to

receiving the identifier.
19. The method of claim 17 wherein the list of selectable functions is static.

20. The method of claim 17 wherein the list of selectable functions varies

based on an application context of the host device at a time the first mode of operation is entered.

63146138 vl
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"In re Application of ;

KRUEGER, SCOTT : DECISION ON REQUEST TO
Application No. 12/437,947 : PARTICIPATE IN PATENT
Filed: May 8, 2009 : PROSECUTION HIGHWAY

Attorney Docket No. 20750P-011100US  : PROGRAM AND PETITION
: TO MAKE SPECIAL UNDER
37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PPH)
pilot program and the petition under 37 CFR 1.102(a), filed February 10, 2011 to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require: '

(1) The U.S. application be (a) a national stage entry of the corresponding PCT application, or

(b) a national stage entry of another PCT application which claims priority to the corresponding

PCT application, or (c) a national stage application that claims domestic/foreign priority to the

corresponding PCT application, (d) a national application which forms the basis for the priority
“claim in the corresponding PCT application, or (€) a continuation application of the U.S.

application which satisfies one of the above (a) to (d) scenarios.

(2) A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the

corresponding PCT application(s) which indicates at least one claim in the PCT application has

novelty, inventive step, and industrial applicability.

(3) A copy of all claims which were indicated as having novelty, inventive step and industrial

applicability in the corresponding PCT application(s).

(4) English translations of the documents in (2) and (3) (if the documents are not in the English

language).

(5) All the claims in the U.S. application must sufficiently correspond or be amended to

sufficiently correspond to the claims which were indicated as having novelty, inventive step, and

industrial applicability in the corresponding PCT application(s).

(6) Examination of the U.S. application has not begun; and

(7) An information disclosure statement listing the documents cited in the international work

products (ISR, WO/ISA. WO/IPEA, IPER) of the corresponding PCT application(s).



The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Doris To at 571-272-7629.

All other inquiries concerning the examination or status of the appllcatlon should be directed to
Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Doris To/

Doris To

Quality Assurance Specialist
Technology Center 2600
Communications
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MAIL STOP AMENDMENT
Commissioner for Patents

B.O. Box 1450

Alexandria, VA 22313-1450

SUPPLEMENT TO PETITION TO MAKE SPECIAL
UNBER THE GREEN TECHNOLOGY PILOT PROGRAM - 37, CFR 1,107

This reply is subimitted prior to receipt of a first office action and in conjunction
with a Petition To Make Special Under The Green Technology Pilot Program. Applicant
respectfudly requests reconsideration of the application m light of the following

amendments and remarks,

Amendments {o the Drawings: None,
Amendments to the Specification: None.
Awmendments to the Clatms: None,

Remarks: begin on page 2 of this paper.



REMARKS

In order to establish that the present application is eligible to be made special

under the Green Technology Pilot Program, Applicant’s representative puts forth the

following statements:

e,
e
N’

{iii})

While US 12/437,999 has already published as of 21 January 2010,
Applicant will still pay the publication fee set forth in 37 CFR L18(d).
However, a request for early publication is not warranted and will not
be filed;

Applicant agrees to make an efection without traverse in a telephone
interview and elect an invention that meets the eligibility requirements
for the Green Technology Pilot Program, if the Office determines that
the claims are not obviously directed 10 a single invention;

This petition to make special is warranted because the present
application materially coniributes to at least one, if not both, of the
following — (a) the development of renewable energy sources; (b) the

more efficient utilization and conservation of energy sources.

For evidence of this, Applicant vefers Examiner to Paragraphs {0003]
to {0003} of the present application to better understand the primary
maotivation behind this application. At the very least, the present
application is centerad around the production of substitute namral gas

from coal in an effort to reduce the amount of power and water

consumed in the process.




authorized to charge any fees associated with this Petition To Make Special to Deposit

Account Number 11-0400 in the name of Kellogg Brown & Root L1.C.

Respectfully submitted,

&
Fi
- N §
B A R R S8
SR . "‘.}‘ .\k‘\‘ S o
SO S8 § F fRan e

Soadey
Matthew Maliel
Agent for Applicant
Registration No. 58,116

Date

Please mail corespondence to the address associated with customer number 32583,

Christian Heausler

iP Legal Department
Kellogg Brown & Root L]
4160 CHaton Drive
Houston, Texas 77020

L
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Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)

Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number: 08-15 (if known): 12/437,999 Filing date: pmay 08, 2009
First Named _. . .

Inventor:  Jiva Ariypadi

Title: Systems And Methods For Producing Substitute Natural Gas

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments: (i) Supplement To Petition To Make Special and (i) Preliminary Amendment

Signature /Matthew Maliel/ Date December 13,2010
Name Matthew Maliel
(Print/Typed) Registration Number 58116

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

)(\ *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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In re Application of . :
Ariyapadi et al. : - DECISION ON PETITION
Application No. 12/437,999 o TO MAKE SPECIAL UNDER
Filed: 5/8/2009 : THE GREEN TECHNOLOGY
Attorney Docket No. 08-15 : PILOT PROGRAM

/

This is a decision on the petition under 37 CFR 1.102, filed 12/13/2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: 1) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1723 for action
on the merits commensurate with this decision.

/Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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In re Application of: SHIMIZU, Yoshiki, et al. PUTLEGAL ADMINISTRATION
U.S. Application No.: 12/438,164 :

PCT No.: PCT/JP2007/064411 : DECISION ON PETITION
International Filing Date: 23 July 2007 : (37 CFR 1.47(a))

Priority Date: 22 August 2006

Attorney Docket No.: OGOSH106USA

For:  METHOD OF FABRICATING THIN
FILM BY MICROPLASMA
PROCESSING AND APPARATUS
FOR SAME

This decision is issued in response to applicants’ “Petition By Joint Inventors Filing On
Behalf Of Other Joint Inventor Who Cannot Be Found Or Reached (37 CFR § 1.47(a))” filed 26
May 2010. Applicants have paid the required petition fee.

BACKGROUND

On 23 July 2007, applicants filed international application PCT/JP2007/064411. The
international application claimed a priority date of 22 August 2006, and it designated the United
States. On 28 February 2008, the International Bureau (IB) communicated a copy of the
international application to the United States Patent and Trademark Office (USPTO). The

deadline for submission of the basic national fee was thirty months from the priority date, i.e., 22
February 2009.

On 20 Februafy 2009, applicants’ filed materials to initiate the pfesent national stage
application including, among other materials, payment of the basic national fee and an English
translation of the international application.

On 31 March 2010, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification Of Missing Requirements” (Form PCT/DO/EO/905) requiring submission of an
oath or declaration in compliance with 37 CFR 1.497 and the surcharge for filing the oath or
declaration later than thirty months after the priority date.

On 26 May 2010, applicants filed a response to the Notification Of Missing
Requirements that included payment of the required fees and surcharge, an executed declaration,
and the petition under 37 CFR 1.47(a)” considered herein. The petition requests acceptance of
the declaration without the signature of co-inventor Davide MARIOTTI, whom applicants assert
cannot be located.
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DISCUSSION

A grantable petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37
CFR 1.17; (2) a statement of the last known address of the non-signing inventor; (3) an oath or
declaration executed by the other inventors on behalf of themselves and the non-signing
inventor; and (4) factual proof that the inventor refuses to execute the application or cannot be
reached after diligent effort.

Applicants here have provided the required petition fee. Item (1) is therefore satisfied.

Regarding item (2), the petition contains an express statement of the last known address
of the non-signing inventor. Item (2) is therefore satisfied.

Regarding item (3), section 409.03(a) of the Manual of Patent Examining Practice
(MPEDP) states that:

An oath or declaration signed by all the available joint inventors with the signature block
of the nonsigning inventor(s) left blank may be treated as having been signed by all the
joint inventors on behalf of the nonsigning inventor(s), unless otherwise indicated.

Here, applicants have filed a declaration executed by five of the six inventors of record;
however, the declaration does not include an unsigned signature block for the non-signing
inventor, Davide MARIOTTI. The declaration therefore may not be accepted as having been
executed by the signing inventors on their own behalf and on behalf of the non-signing inventor.
Accordingly, item (3) is not satisfied on the present record.

Regarding item (4), MPEP section 409.03(d) sets forth the requirements for a showing
that a non-signing inventor cannot be located after diligent effort:

Where inability to find or reach a nonsigning inventor "after diligent effort” is
the reason for filing under 37 CFR 1.47, a statement of facts should be submitted
that fully describes the exact facts which are relied on to establish that a diligent
effort was made. [...] .

The statement of facts must be signed, where at all possible, by a person having
firsthand knowledge of the facts recited therein. Statements based on hearsay
will not normally be accepted. Copies of documentary evidence such as internet
searches, certified mail return receipts, cover letters of instructions, telegrams,
that support a finding that the nonsigning inventor could not be found or reached
should be made part of the statement. The steps taken to locate the whereabouts
of the nonsigning inventor should be included in the statement of facts. It is
important that the statement contain facts as opposed to conclusions.

The statement of Yoshiki Shimizu provided here indicates that the non-signing inventor
is no longer the employee of the assignee, and that an unsuccessful attempt has been made to
contact the inventor via email. However, an unsuccessful attempt to reach an inventor by email
at an outdated email address, on its own, is not sufficient to demonstrate a diligent effort to
locate the inventor. A firsthand statement, with supporting documents, setting forth in detail the
efforts made to obtain current contact information for the non-signing inventor and contact him
at such current address, including, but not limited to, an internet search (with the results of such
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search being made of record herein) is required before it can be concluded that the non-signing
inventor cannot be located after diligent effort.

Based on the above, item (4) of a grantable petition under 37 CFR 1.47(a) is not satisfied
on the present record.

CONCLUSION

Applicants’ petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed -
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Renewed Petition Under 37 CFR 1.47(a)”
and must include the additional materials required to satisfy items (3) and (4) of a grantable
petition, as discussed above and in the MPEP. No additional petition fee is required.

Failure to file a proper response will result in abandonment of the application.
Extensions of time are available under 37 CFR 1.136(a)

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459 -
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International Filing Date: 23 July 2007

Priority Date: 22 August 2006
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FOR SAME

In a decision mailed by this Office on 22 December 2010, applicants’ petition under 37
CFR 1.47(a) for acceptance of the application without the signature of non-signing co-inventor
Davide MARIOTTI was dismissed without prejudice for failure to satisfy the requirements of a
grantable petition.

On 22 February 2011, applicants filed the renewed petition under 37 CFR 1.47(a)
considered herein.

Applicant’s renewed petition was accompanied by a declaration executed by the
previously non-signing inventor Davide MARIOTTI. Because the previously non-signing
inventor has been located and is not refusing to execute the application, the petition under 37
CFR 1.47(a) requesting acceptance of the declaration without the signature of Davide
MARIOTTI is DISMISSED AS MOOT.

However, the declarations filed herein are not acceptable under 37 CFR 1.497.
Specifically, the declaration executed by Davide MARIOTTI and the previously-filed
declaration executed by five of the six inventors of record (resubmitted with the renewed
petition) do not properly identify each inventor and their country of citizenship, as required
under 37 CFR 1.497(a)(3). While both declarations begin with a sentence that lists the names of
all six inventors, this sentence does not identify the listed persons as inventors for the present
application. Rather, the following sentence in the declaration expressly states (emphasis added):
“I believe I am the original, first, and sole inventor (if only one name is listed below) or an
original, first and joint inventor (if plural names are listed below)” for the present application. -
Thus, pursuant to the express language of the filed declarations, the only inventors
acknowledged by the signing parties are those “listed below” the above quoted sentence, and
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neither of the declarations filed here list all six inventors of record (and their citizenship) below
the quoted sentence.'

The submission of the fully executed but non-compliant declarations is considered a
defective response to the previous decision.

Applicants are required to submit acceptable declarations in compliance with 37 CFR
1.497 executed by all of the inventors of record within ONE (1) MONTH from the mail date of
this decision.

Extensions of the one-month time limit above may not be granted under 37 CFR
1.136(a); however, the period for response set forth in the previous decision mailed 22 December
2010 may be extended under 37 CFR 1.136(a).

Failure to file a proper and timely response will result in abandonment of the application.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296

' The declaration executed by Davide MARIOTTI lists only Mr. MARIOTTI as an inventor, and the declaration
executed by the other five inventors fails to include Mr. MARIOTTI.
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OFFICE OF PETITIONS
In re Application of o
Hiroyasu Kitamura, et al. :
Application No. 12/438,193 : DECISION GRANTING PETITION
Filed: February 20, 2009 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. P36150

This is a decision on the petitioh under 37 CFR 1.313(c)(2), filed, January 7, 2011 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on December 10, 2010 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to Terri Johnson at (571) 272-2991.

This application is being referred to Technology Center AU 2838 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement. '

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the

Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET Noil CONFIRMATION NO, I

12/438,244 06/29/2009 Stephen Norman Batchclor C4525(CX) 4091

201 7590 08/26/2011

UNILEVER PATENT GROUP | EXAMINER |
800 SYLVAN AVENUE GEISEL, KARA E

AG West S. Wing -
ENGLEWOOD CLIFFS, NJ 07632-3100 L ART UNIT ] PAPER NUMBER |

2877

I NOTIFICATION DATE | DELIVERY MODE I

08/26/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

patentgroupus@unilever.com

PTOL-90A (Rcv. 04/07)
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In re Application of : DECISION ON REQUEST TO
BATCHELOR et al. : PARTICIPATE IN THE PATENT

Application No.: 12/438244 : PROSECUTION HIGHWAY

Filed: 29 June 2009 : PROGRAM AND PETITION

Attorney Docket No.: C4525(CX) : TO MAKE SPECIAL UNDER

For: FABRIC WHITENESS GUIDE : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 19 July 2011, to make the above-identified
application special.

The request and petition are GRANTED.
- Discussion

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the EPO,;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the EPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the EPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the EPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the EPO examiner in the EPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications; and

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

~



Inquiries concerning this decision should be directed to Colleen Dunn at 571-272-1170.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once the formalities review has been completed.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800
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In re Application of : OFFICE OF PETITIONS
Werner Ruile et al : :
Application No. 12/438,251 : DECISION GRANTING PETITION
Filed: February 20, 2009 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. 14219-0221US1

P2006,0835U

This is a decision on the petition under 37 CFR 1.313(¢)(2), filed January 19, 2012, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 9, 2012 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 2855 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

/Karen Creasy/
Karen Creasy
Petitions Examiner
Office of Petitions

1 . . s . ,
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B - Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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r APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR [ ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/438,290 04/17/2009 Yoshiaki Ofuji 17401/137001 4393
t
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

docketing@oshaliang.com
buta@oshaliang.com
hathaway@oshaliang.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.aov
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In re Application of: OFUJI et al. 1.102(a)
Application No. 12/438,290
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For: BASE STATION AND MOBILE STATION
JAN 102011
DIRECTOR OFFICE
TECHNOLOGY CENTER 2400

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed November 30, 2010, to make the above-identified
application special.

- The petition is GRANTED.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U. S C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the
English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO
application(s) containing the allowable/patentable claim(s) along with English
translation thereof and a statement that the English translation is accurate;

(6)' Applicant must submit an IDS listing the documents cited by the JPO examiner in
The JPO office action along with copies of documents except U.S. patents or U.S.
patent application publications.



Application SN 12/438,290
Decision on Petition

The request to participate in the PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special"
status.

Telephone inquiries concerning this decision should be directed to Chau Nguyen at 571-272-
3126

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Chau Nguyen/

Chau Nguyen, Quality Assurance Specialist
Technology Center 2400
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In re Application of iy

KUPPINGER et al : PCT LEGAL ADMINISTRATION
U.S. Application No.: 12/438,295 )

- PCT No.: PCT/EP2007/058744
Int. Filing Date: 22 August 2007 ;
Priority Date: 22 August 2006 : DECISION ON

Docket No.: 5003073.143US1 : PETITION

For: PROCESS FOR PREPARING : UNDER 37 CFR 1.497(d)
ACRYLIC ACID PURIFIED BY :
CRYSTALLIZATION FROM
HYDROXYPROPIONIC ACID AND
APPARATUS THEREFORE

This is a decision on the petition under 37 CFR 1.497(d) filed 12 November
2009.

BACKGROUND

On 07 October 2009, a Notification of Missing Requirements (Form
PCT/DO/EOQ/905) was mailed stating that an oath or declaration in compliance with 37
CFR 1.497(a) & (b) and a $130.00 surcharge fee was required. Applicants were given
two months to respond.

On 12 November 2009, applicants filed a response which was accompanied by,
inter alia, the subject petition to add three inventors; a statement from the three
inventors being added; a $130.00 processing fee; a $130.00 surcharge fee; and an
executed declaration listing six inventors.

DISCUSSION

Applicants request to add Gunther BUB, Jurgen MOSLER and Andreas
SABBAGH as inventors in the above-captioned national stage application.

37 CFR 1.497(d) applies when the inventorship in a national stage application
filed under 35 U.S.C. 371 differs from that set forth in the international application. 37
CFR 1.497(d) states, in part:

(d) If the oath or declaration filed pursuant to 35 U.S.C. 371(c)(4) and this
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section names an inventive entity different from the inventive entity set forth in
the international application, the oath or declaration must be accompanied by:

(1) A statement from each person being added as an inventor that any
error in inventorship in the international application occurred without
deceptive intention on his or her part;

(2) The processing fee set forth in § 1.17(l); and

(3) If an assignment has been executed by any of the original named
inventors, the written consent of the assignee.

Applicants provided a statement from each of the three inventors being added
stating that the error in inventorship occurred without deceptive intent. The $130.00
processing fee was paid. Items (1) and (2) of 37 CFR 1.497(d) are satisfied.

However, applicants have not provided the written consent of the assignee. An
assignment to Evonik Stockhausen GMBH was recorded in the above-captioned
application on 13 November 2009 (after the subject petition was filed).

Assignees are not limited to those who are recorded in the USPTO Office
records. See MPEP §§ 1893.01(e); 201.03(I)(D).

Stockhausen GMBH was listed as an applicant for all designated States other
than the U.S in PCT/EP2007/058744. This evidence alone is sufficient to indicate the.-
existence of an assignee. Applicants must provide the written consent of the assignee
to add the three inventors. ltem (3) of 37 CFR 1.497(d) is not satisfied. ‘

All the requirements of 37 CFR 1.497(d) are not complete.

CONCLUSION

Applicants’ request to add three inventors pursuant to 37 CFR 1.497(d) is
DISMISSED without prejudice. -

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. Extensions
of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically
via EFS-Web selecting the document description “Petition for review and processing by
the PCT Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
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22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration.

Shomsen

ames Thomson .
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302

("}
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In re Application of : ) PCT LEGAL ADMINISTRATION
KUPPINGER et al X

U.S. Application No.: 12/438,295

PCT No.:. PCT/EP2007/058744

Int. Filing Date: 22 August 2007 :

Priority Date: 22 August 2006 : DECISION ON

Docket No.: 5003073.143US1 : RENEWED PETITION

For: PROCESS FOR PREPARING ; UNDER 37 CFR 1.497(d)
ACRYLIC ACID PURIFIED BY :
CRYSTALLIZATION FROM
HYDROXYPROPIONIC ACID AND
APPARATUS THEREFORE

This is a decision on the renewed petition under 37 CFR 1.497(d) filed 16
November 2010.

BACKGROUND

On 01 November 2010, a decision dismissing applicants’ petition pursuant to 37
CFR 1.497(d) was mailed. Applicants were given two months to respond with
extensions of time available.

On 16 November 2010, applicants filed the subject response which was
accompanied by, inter alia, a written consent of the assignee.

DISCUSSION

Applicants request to add Giinther BUB, Jurgen MOSLER and Andreas
SABBAGH as inventors in the above-captioned national stage application.

Applicants failed to satisfy item (3) of 37 CFR 1.497(d) in the initial petition filed
12 November 2009.

In the renewed request, applicants submitted a written consent of the assignee,
Evonik Stockhausen GMBH. The consent was signed by Stefanie Bockelkamp and
Magreth Dalhaus as the "Authorized Manager” of the assignee. The position of
manager in a foreign company is presumed to have authority to sign for an
organization. See MPEP § 324(V). The reel and frame number of the assignment was
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also provided. As previously noted, an assignment to Evonik Stockhausen GMBH was
recorded in the above-captioned application on 13 November 2009.

All items of 37 CFR 1.497(d) are now complete.

CONCLUSION

Applicant’s renewed request to add Glinther BUB, Jirgen MOSLER and
Andreas SABBAGH as inventors pursuant to 37 CFR 1.497(d) is GRANTED.

The declaration filed 12 November 2009 is now in compliance with 37 CFR
1.497(a) and (b).

Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 22 August 2007 under 35
U.S.C. 363 and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 12 November 2009.

This application is being forwarded to the DO/EO/US for further processing.

ames Thdmson
Attorhey Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHwAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 1 2/438,309 Filing date: 2009_02_20

First Named Inventor: Chr|St|an HerZ|g

Title of the

nventon: M€thod For Waterproofing Wood

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2007/058142

application nhumber(s) is/are:

The international filing date of the corresponding

PCT application(s) is/are: August 6, 2007

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)
Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

|i| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeETweEEN THE EPO AND THE USPTO

(continued)

Application No.: 12438309

First Named Inventor] Christian Herzig

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

2/20/2009

|i| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] 2/20/2009

|i| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application | " atentable Claims - -
in the corresponding Explanation regarding the correspondence
PCT Application
13 1 Rewritten in U.S. format and to eliminate "preferable” ranges
14 1 Dependent on 13, to reinstate preferable range deleted from U.S. claim 13
15 1 Dependent on 13, to reinstate preferable range deleted from U.S. claim 13
16 2 Rewritten in U.S. format
17 3 Rewritten in U.S. format and to eliminate "preferable” ranges
18 3 Dependent on 13, to reinstate preferable range deleted from U.S. claim 13
19 4 Rewritten in U.S. format and to eliminate "preferable” ranges
20 5 Rewritten in U.S. format and to eliminate "preferable” ranges
21 6 Rewritten in U.S. format and to eliminate "preferable” ranges
22 7 Rewritten in U.S. format and to eliminate "preferable” ranges
23 8 Rewritten in U.S. format
24 9 Rewritten in U.S. format
25 10 Rewritten in U.S. format and to eliminate multiple dependencies
26 11 Rewritten in U.S. format and to eliminate multiple dependencies
27 12 Rewritten in U.S. format and to eliminate multiple dependencies

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature’ William G. Gonger/ pae March 9, 2011
z\lParm?/Typed)Wi”iam G Conger Registration Number31 209

[Page 2 of 2]




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. |  CONFIRMATION NO. ]
12/438,309 02/20/2009 Christian Herzig " . WASI1003PUSA 4547
22045 7590 05/02/2011
EXAMINER
BROOKS KUSHMAN P.C. J
1000 TOWN CENTER LEONG, NATHANT

TWENTY-SECOND FLOOR
SOUTHFIELD, MI 48075

ART UNIT | PAPER NUMBER |
1715
MAIL DATE I DELIVERY MODE I
05/02/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
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May 2, 2011
In re application of : DECISION ON REQUEST TO
Christian Herzig : PARTICIPATE IN PATENT
Serial No. 12/438,309 X PROSECUTION HIGHWAY
Filed: February 20, 2009 : PROGRAM AND
For. METHOD FOR WATERPROOFING X PETITION TO MAKE SPECIAL

wOOD : UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1.102(a), filed March 9, 2011,
to make the above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO or USPTO,;

(2) At least one claim in the PCT-application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in
the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial

www.uspto.gov



Application No. 12/438,309

applicability along with an English translation thereof if the latest international work
product is not in the English language; and

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications. '

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status. ‘

The application is being forwarded to the examiner for action on the merits
commensurate with this decision. ‘

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

i

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

/Walter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
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APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/438,337 02/20/2009 Hidekazu Arita 1163-0696PUS1 4757
2292 7590 09/14/2011
EXAMINER
BIRCH STEWART KOLASCH & BIRCH | I :
PO BOX 747 SHAH, AMEE A

FALLS CHURCH, VA 22040-0747

I ART UNIT | PAPER NUMBER I
3625
I NOTIFICATION DATE I DELIVERY MODE |
09/14/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

mailroom@bskb.com

PTOL-90A (Rev. 04/07)



Commiséibner for ﬁéfehts
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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BIRCH STEWART KOLASCH & BIRCH
PO BOX 747
FALLS CHURCH VA 22040-0747

In re application of: : DECISION ON REQUEST TO
ARITA, Hidekazu : PARTICIPATE IN PATENT

Application No.: 12/438,337 : PROSECUTION HIGHWAY

Filed: February 20, 2009 PROGRAM AND PETITION

For: NAVIGATION SYSTEM AND OPERATION TO MAKE SPECIAL UNDER
GUIDANCE DISPLAY METHOD FOR USE IN : 37 C.F.R. 1.102(d)
THIS NAVIGATION SYSTEM :

This is a decision on the request to participate in the Patent Prosecution Highway
(PPH) program and the petition under 37 C.F.R. § 1.102(d), filed May 4, 2011, to
make the above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make
special require:

(1) The U.S. application and the corresponding JPO application must have the
same priority/filing date and must validly claim priority under 35 U.S.C. 119(a) to
one or more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the
JPO application(s) along with an English translation thereof and a statement that
the English translation is accurate;

(3) All the claims in the U.S. application as originally filed or amended must
sufficiently correspond or be amended to sufficiently correspond to the
allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; and
(6) Applicant must submit an IDS listing the documents cited by the JPO
examiner in the JPO Office action along with copies of documents except U.S.
patents or U.S. patent application publications.



In light of the petition filed May 4, 2011 and supporting submissions, the request
to participate in the PPH program complies with the above requirements and the
above identified application has been accorded “special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

All other queries concerning the examination or status of the application should
be directed to the Patent Application Information Retrieval (PAIR) system or the
examiner of record.

Any inquiry regarding this decision should be directed to Robert Weinhardt,
Business Practice Specialist, at (571) 272-6633.

Rbbert Weinhardt
Business Practice Specialist
Technology Center 3600

RW 9/12/11
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
- www.uspto.gov

JAMES YU : MA".ED

307 BALTIMORE AVE .
APT B _ - DEC 192011
MONTEREY PARK CA 91754 ' -

OFFICE OF PETITIONS
In re Applicationof - °
Yu :
Application No. 12/438,361 :  DECISION

Filed/Deposited: 22 February, 2009
Attorney Docket No. (None) -

This is a decision on the papers filed on 5 October, 2011, considered as a petition pursuant to 37
C.F.R. §1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
identified application.

" The petition pursuant to 37 C.F.R. §1.181 is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted.

The reconsideration request should include a cover letter entitled “Renewed Petition pursuant to
37C.F.R. §1.181.” , '

This is not a final agency action within the meaning of 5 U.S.C. §704.

| As to the Request to Withdraw
the Holding of Abandonment

Petitioner is directed to the Commentary at MPEP §711.03(c )(I) for guidance as to the proper
showing requirements for relief pursuant to 37 C.F.R. §1.181.

Petitioner appears not to comply with the guidance in the Commentary at MPEP §711.03(c )(I)—
as discussed below, Petitioner has failed to satisfy the showing requirements set forth there.
Petitioner may find it beneficial to review that material and move step-wise through that
guidance in the effort to satisfy the showing requirements (statements and supporting
documentation).
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BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the non-final Office action mailed on 7 October,
2010, with reply due absent extension of time on or before 7 January, 2011.

Petitioner filed papers on 24 December, 2010, but the amendment was not entered, and a Notice
of Non-Compliant Amendment was mailed on 10 January, 2011.

Petitioner filed papers on 16 January, 2011, but failed to submit a fee and request for extension
of time to make timely the submission.

Thus, the application went abandoned by operation of law after midnight 7 January, 2011.
The Office mailed the Notice of Abandonment on 9 August, 2011.

On 5 October, 2011, Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1.181 to
withdraw the holding of abandonment, and therein averred timely reply on 24 December, 2010,
and 16 January, 2011, to the non-final Office action. However, as is clear from the history
‘outlined above, Petitioner’s statement of the facts in the petition was selective and failed include
all of the applicable history. Thus, it did not appear that Petitioner satisfied or could satisfy the
showing required under the Rule.

Petitioner is cautioned that a failure to timely file a petition pursuant to 37 C.F.R. §1.137(b) -
requesting revival of an application abandoned due to unintentional delay (petition, fee, reply,
statement of unintentional delay and, where required, terminal disclaimer and fee—see:
http://www .uspto.gov/web/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03c ).

With regard to Petitioner’s request to withdraw the holding of abandonment pursuant to 37
C.F.R. §1.181, the guidance in the Commentary at MPEP §711.03(c )(I) provides in pertinent
part as to timely fling:

* %k %k

37 C.F.R. §1.10(c) through §1.10(e) and §1.10(g) set forth procedures for petitioning the
Director of the USPTO to accord a filing date to correspondence as of the date of deposit
of the correspondence as “Express Mail.” A petition to withdraw the holding of abandon-
ment relying upon a timely reply placed in “Express Mail” must include an appropriate .
petition under 37 C.F.R. §1.10(c), (d), (e), or (g) (see MPEP §513). When a paper is
shown to have been mailed to the Office using the “Express Mail” procedures, the paper
must be entered in PALM with the “Express Mail” date.
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- Similarly, applicants may establish that a reply was filed with a.postcard receipt that
properly identifies the reply and provides prima facie evidence that the reply was timely
filed. See MPEP §503. For example, if the application has been held abandoned for
failure to file a reply to a first Office action, and applicant has a postcard receipt showing
that an amendment was timely filed in response to the Office action, then the holding of
abandonment should be withdrawn upon the filing of a petition to withdraw the holding
of abandonment. When the reply is shown to have been timely filed based on a postcard
receipt, the reply must be entered into PALM using the date of receipt of the reply as
shown on the post card receipt. \

Where a certificate of mailing under 37 C.F.R. §1.8, but not a postcard receipt, is relied .
upon in a petition to withdraw the holding of abandonment, see 37 C.F.R. 1.8(b) and
MPEP §512. As stated in 37 C.F.R. §1.8(b)(3) the statement that attests to the previous
timely mailing or transmission of the correspondence must be on a personal knowledge
basis, or to the satisfaction of the Director of the USPTO. If the statement attesting to the
previous timely mailing is not made by the person who signed the Certificate of Mailing
(i.e., there is no personal knowledge basis), then the statement attesting to the previous
timely mailing should include evidence that supports the conclusion that the
.correspondence was actually mailed (e.g., copies of a mailing log establishing that
correspondence was mailed for that application). When the correspondence is shown to
have been timely filed based on a certificate of mailing, the correspondence is entered
into PALM with the actual date of receipt (i.e., the date that the duplicate copy of the
papers was filed with the statement under 37 C.F.R. §1.8).

37 C.F.R. §1.8(b) also permits applicant to notify the Office of a previous mailing or
transmission of correspondence and submit a statement under 37 C.F.R. §1.8(b)(3)
accompanied by a duplicate copy of the correspondence when a reasonable amount of
time (e.g., more than one month) has elapsed from the time of mailing or transmitting of
the correspondence. Applicant does not have to wait until the application becomes
abandoned before notifying the Office of the previous mailing or transmission of the
correspondence. Applicant should check the private Patent Application Information
Retrieval (PAIR) system for the status of the correspondence before notifying the Office.
See MPEP §512.

* %k %k

A Petitioner unable to comply with and/or otherwise satisfy these requirements may wish to
revive the application: Petitioner may wish to properly file a petition to the Commissioner
requesting revival of an application abandoned due to unintentional delay under 37 C.F.R.
§1.137(b). (See:
http://www.uspto.gov/webj/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03¢c)

1" See: MPEP §711.03(c ) 1)(B).



Application No. 12/438,361

Out of an abundance of caution, Petitioners always are reminded that the filing of a petition
under 37 C.F.R. §1.181 does not toll any periods that may be running any action by the Office
and a petition seeking relief under the regulation must be filed within two (2) months of the act
complained of (see: 37 C.F.R. §1.181(f)), and those registered to practice and all others who
make representations before the Office must inquire into the underlying facts of representations
made to the Office and support averments with the appropriate documentation—since all owe to
the Office the continuing duty to disclose.’

The availability of applications and application papers online to applicants/practitioners who

diligently associate their Customer Number with the respective application(s) now provides an »
applicant/practitioner on-demand information as to events/transactions in an application.

STATUTES, REGULATIONS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994). And the
regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petltloner to revive a
previously unavoidably or unintentionally, respectively, abandoned application.’,*

Moréover, the Office has set forth in the Commentary at MPEP §711.03(é )(I) the showing and
timeliness requirements for a proper showing for relief under 37 C.F.R. §1.181 in these matters.

Decisions on reviving abandoned applications on the basis of “unavoidable™ delay have adopted
the reasonably prudent person standard in determining if the delay was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary human affairs, and requires
no more or greater care or diligence than is generally used and observed by
prudent and careful men in relation to their most important business. It permits
them in the exercise of this care to rely upon the ordinary and trustworthy
agencies of mail and telegraph, worthy and reliable employees, and such other

2 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat, Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §11.18 (formerly 37 C.F.R. §10.18) to inquire into the

- underlying facts and circumstances when providing statements to the Patent and Trademark Office).

See: Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Off. Gaz. Pat. Office at
86-87 (October 21, 1997).

4 The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is clear, unambiguous, and without qualification: the delay in tendering the reply to
the outstanding Office action, as well as filing the first petition seeking revival, must have been unavoidable for the reply now to be accepted on
petition. (Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due 1o catastrophic accident, the delivery is not made.) Delays in responding properly raise the question whether delays are
unavoidable. Where there is a question whether the delay was unavoidable, Petitioners must meet the burden of establishing that the delay was
unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) And the Petitioner must be diligent in attending to the matter.
Failure to do so does not constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care. (By contrast,
unintentional delays are those that do not satisfy the very strict statutory and regulatory requirements of unavoidable delay, and also, by
definition, are not intentional.))
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means and instrumentalities as are usually employed in such important business.
If unexpectedly, or through the unforeseen fault or imperfection of these agencies
and instrumentalities, there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its rectification being present.’

Allegations as to the Request to
Withdraw the Holding of Abandonment

The guidance in the Commentary at MPEP §711.03(c)(I) specifies the showing required and how
it is to be made and supported.

As discussed above, Petitioner appears not to have made the showing required.

CONCILUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.181 is dismissed.

ALTERNATIVE VENUE -

Should Petitioner wish to revive the application, Petitioner may wish to properly file a petition to
the Commissioner pursuant to 37 C.F.R. §1.137(b) requesting revival of an application
abandoned due to unintentional delay. (See: .
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03c)

A petition to revive on the grounds of unintentional delay must be filed promptly and such
petition must be accompanied by the reply, the petition fee, a terminal disclaimer and fee where
appropriate and a statement that “the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition was unintentional.” (The statement is in the form
available online.)

Petitioner is cautioned that the failure to file timely a petition pursuant to 37 C.F.R.
§1.137(b) seeking to revive an application abandoned due to unintentional delay may be
considered indicia of delay that is other than unintentional.

5 In re Mattullath, 38 App. D.C. 497, 514-15 (1912)(quoting Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see also Winkler v.
Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C. 1963), aff'd, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec.
Comm’r Pat. 139, 141 (1913). In addition, decisions on revival are made on a “case-by-case basis, taking all the facts and circumstances into
account.” Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). Finally, a petition cannot be granted where a
petitioner has failed to meet his or her burden of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314, 316-17, 5
USPQ2d 1130, 1131-32 (N.D. Ind. 1987).
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Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

6 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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QFFICE OF PETITIONS

In re Application of

Yu :

Application No. 12/438,361 :  DECISION

Filed/Deposited: 22 February, 2009
Attorney Docket No. (None)

This is a decision on the papers filed on 12 February, 2012, considered as a petition pursuant to
37 C.F.R. §1.181 (no fee) requesting withdrawal of the holding of abandonment in the above-
‘identified application. ‘

The petition pursuant to 37 C.F.R. §1.181 is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 C.F.R. §1.136(a) are permitted.
The reconsideration request should include a cover letter entitled “Renewed Petition pursuant to
37 C.F.R. §1.181.”

This is not a final agency action within the meaning of 5 U.S.C. §704.

As to the Request to Withdraw
the Holding of Abandonment

Petitioner is directed to the Commentary at MPEP §711.03(c )(I) for guidance as to the proper
showing requirements for relief pursuant to 37 C.F.R. §1.181.

Petitioner appears not to comply with the guidance in the Commentary at MPEP §711.03(c }(I)—
as discussed below, Petitioner has failed to satisfy the showing requirements set forth there.
Petitioner may find it beneficial to review that material and move step-wise through that
guidance in the effort to satisfy the showing requirements (statements and supporting
documentation).

P.O. Box 1450 °
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BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the non-final Office action mailed on 7 Octdber,
2010, with reply due absent extension of time on or before 7 January, 2011.

Petitioner filed papers on 24 December, 2010, but the amendment was not entered, and a Notice
of Non-Compliant Amendment was mailed on 10 January, 2011.

Petitioner filed papers on 16 January, 2011, but failed to submit a fee and request for extension
of time to make timely the submission. -

Thus, the application went abandoned by operation of law after midnight 7 January, 2011.
The Office mailed the Notice of Abandonment on 9 August, 2011.

On 5 October, 2011, Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1.181 to
withdraw the holding of abandonment, and therein averred timely reply on 24 December, 2010,
and 16 January, 2011, to the non-final Office action. However, as is clear from the history
outlined above, Petitioner’s statement of the facts in the petition was selective and failed include
all of the applicable history. Thus, it did not appear that Petitioner satisfied or could satisfy the
showing required under the Rule. The petition was dismissed on 19 December, 2011.

On 12 February, 2012, Petitioner re-advanced the petition with the following statement:

- In the USPTO notice dated in (sic) 1/10/2011, it stated that I had one month to supply the
correction (my amendment was a nonfinal amendment). From the context of the notice, it
is understood that no extensions of time was (sic) required if I supplied the correction,
which I did on 1/16/2011 (in just a few days), within the one month time frame. Also in
this notice, there is no instruction referring (sic) a fee (or law or regulation pertaining a
(sic) fee) associated with a timely reply within the one month time frame.

As is clear from the 10 January, 2011, Notice—a copy of which has been printed out and is being
sent to Petitioner and which Petitioner can see online if he has properly correlated his Customer
Number with the application number—Petitioner once again was selective with his presentation
of the facts. Petitioner’s response was incomplete—inter alia, the two- (2-) page reply was not
corrected and submitted.

Petitioner is cautioned that a failure to timely file a petition pursuant to 37 C.F.R. §1.137(b)
requesting revival of an application abandoned due to unintentional delay (petition, fee, reply,
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statement of unintentional delay and, where required, terminal disclaimer and fee—see:
- http://www.uspto.gov/web/offices/pac/mpep/documents/0700 711_03_c.htm#sect711.03¢).

With regard to Petitioner’s request to withdraw the holding of abandonment pursuant to 37
C.FR. §1.181, the guidance in the Commentary at MPEP §711.03(c )(I) provides in pertinent
part as to timely fling:

* %k %k

37 C.F.R. §1.10(c) through §1.10(e) and §1.10(g) set forth procedures for petitioning the
Director of the USPTO to accord a filing date to correspondence as of the date of deposit
of the correspondence as “Express Mail.” A petition to withdraw the holding of abandon-
ment relying upon a timely reply placed in “Express Mail” must include an appropriate
petition under 37 C.F.R. §1.10(c), (d), (), or (g) (see MPEP §513). When a paper is
shown to have been mailed to the Office using the “Express Mail” procedures, the paper
must be entered in PALM with the “Express Mail” date.

Similarly, applicants may establish that a reply was filed with a postcard receipt that
properly identifies the reply and provides prima facie evidence that the reply was timely
filed. See MPEP §503. For example, if the application has been held abandoned for
failure to file a reply to a first Office action, and applicant has a postcard receipt showing
that an amendment was timely filed in response to the Office action, then the holding of
abandonment should be withdrawn upon the filing of a petition to withdraw the holding
of abandonment. When the reply is shown to have been timely filed based on a postcard
receipt, the reply must be entered into PALM using the date of receipt of the reply as
shown on the post card receipt.

Where a certificate of mailing under 37 C.F.R. §1.8, but not a postcard receipt, is relied
upon in a petition to withdraw the holding of abandonment, see 37 C.F.R. 1.8(b) and
MPEP §512. As stated in 37 C.F.R. §1.8(b)(3) the statement that attests to the previous
timely mailing or transmission of the correspondence must be on a personal knowledge
basis, or to the satisfaction of the Director of the USPTO. If the statement attesting to the
previous timely mailing is not made by the person who signed the Certificate of Mailing
(i.e., there is no personal knowledge basis), then the statement attesting to the previous
timely mailing should include evidence that supports the conclusion that the
correspondence was actually mailed (e.g., copies of a mailing log establishing that
correspondence was mailed for that application). When the correspondence is shown to
have been timely filed based on a certificate of mailing, the correspondence is entered
into PALM with the actual date of receipt (i.e., the date that the duplicate copy of the
papers was filed with the statement under 37 C.F.R. §1.8).

37 C.F.R. §1.8(b) also permits applicant to notify the Office of a previous mailing or
transmission of correspondence and submit a statement under 37 C.F.R. §1.8(b)(3)
accompanied by a duplicate copy of .the correspondence when a reasonable amount of
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time (e.g., more than one month) has elapsed from the time of mailing or transmitting of
the correspondence. Applicant does not have to wait until the application becomes
abandoned before notifying the Office of the previous mailing or transmission of the
correspondence. Applicant should check the private Patent Application Information
Retrieval (PAIR) system for the status of the correspondence before notifying the Office.
See MPEP §512. !

% %k %k

A Petitioner unable to comply with and/or otherwise satisfy these requirements may wish to
revive the application: Petitioner may wish to properly file a petition to the Commissioner -
- requesting revival of an application abandoned due to unintentional delay under 37 C.F.R.

§1.137(b). (See:
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03¢c )

Out of an abundance of caution, Petitioners always are reminded that the filing of a petition
under 37 C.F.R. §1.181 does not toll any periods that may be running any action by the Office’
and a petition seeking relief under the regulation must be filed within two (2) months of the act
complained of (see: 37 C.F.R. §1.181(f)), and those registered to practice and all others who
make representations before the Office must inquire into the underlying facts of representations
made to the Office and support averments with the appropriate documentation—since all owe to
the Office the continuing duty to disclose.?

The availability of applications and application papers online to applicants/practitioners who

diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

STATUTES, REGULATIONS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable." 35 U.S.C. §133 (1994). And the
regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to revive a
previously unavoidably or unintentionally, respectively, abandoned applica‘cion.3 2

1

See: MPEP §711.03(c ) (D(B).
2 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §11.18 (formerly 37 C.F.R. §10.18) to inquire into the
underlying facts and circumstances when providing statements to the Patent and Trademark Office).

See: Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. at 53158-59 (October 10, 1997), 1203 Off. Gaz. Pat. Office at
86-87 (October 21, 1997).

4 The language of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) is clear, unambiguous, and without qualification: the delay in tendering the reply to
the outstanding Office action, as well as filing the first petition seeking revival, must have been unavoidable for the reply now to be accepted on
petition. (Therefore, by example, an unavoidable delay in the payment of the Filing Fee might occur if a reply is shipped by the US Postal
Service, but due to catastrophic accident, the delivery is not made.) Delays in responding properly raise the question whether delays are
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Moreover, the Office has set forth in the Commentary at MPEP §711.03(c )(I) the showing and
timeliness requirements for a proper showing for relief under 37 C.F.R. §1.181 in these matters.

Decisions on reviving abandoned applications on the basis of “unavoidable” delay have .adopted
the reasonably prudent person standard in determining if the delay was unavoidable:

The word ‘unavoidable’ . . . is applicable to ordinary human affairs, and requires

no more or greater care or diligence than is generally used and observed by

prudent and careful men in relation to their most important business. It permits

them in the exercise of this care to rely upon the ordinary and trustworthy

agencies of mail and telegraph, worthy and reliable employees, and such other

means and instrumentalities as are usually employed in such important business.

If unexpectedly, or through the unforeseen fault or imperfection of these agencies

and instrumentalities, there occurs a failure, it may properly be said to be .
unavoidable, all other conditions of promptness in its rectification being present.’

Allegations as to the Request to
Withdraw the Holding of Abandonment

The guidance in the Commentary at MPEP §711 03(c)(I) specifies the showing required and how
it is to be made and supported.

As discussed above, Petitioner appears not to have made the showing required.

CONCLUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.181 is dismissed.

unavoidable. Where there is a question whether the delay was unavoidable, Petitioners must meet the burden of establishing that the delay was -
unavoidable within the meaning of 35 U.S.C. §133 and 37 C.F.R. §1.137(a) And the Petitioner must be diligent in attending to the matter.
Failure to do so does not constitute the care required under Pratt, and so cannot satisfy the test for diligence and due care. (By contrast,
unintentional delays are those that do not satisfy the very strict statutory and regulatory requirements of unavoidable delay, and also, by
definition, are not intentional.))

3 In re Mattullath, 38 App. D.C. 497, 514-15 (1912)(quoting Ex parte Pratt, 1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see also Winkler v.
Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 167-68 (D.D.C. 1963), aff’d, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec.
Comm’r Pat. 139, 141 (1913). In addition, decisions on revival are made on a “case-by-case basis, taking all the facts and circumstances into
account.” Smith v. Mossinghoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). Finally, a petition cannot be granted where a
petitioner has failed to meet his or her burden of establishing that the delay was “unavoidable.” Haines v. Quigg, 673 F. Supp. 314, 316-17, 5
USPQ2d 1130, 1131-32 (N.D. Ind. 1987). )
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ALTERNATIVE VENUE

Should Petitioner wish to revive the application, Petitioner may wish to properly file a petition to
the Commissioner pursuant to 37 C.F.R. §1.137(b) requesting revival of an application
abandoned due to unintentional delay. (See:
http://www.uspto.gov/web/offices/pac/mpep/documents/0700_711_03_c.htm#sect711.03c)

A petition to revive on the grounds of unintentional delay must be filed promptly and such
petition must be accompanied by the reply, the petition fee, a terminal disclaimer and fee where
appropriate and a statement that “the entire delay in filing the required reply from the due date for

the reply until the filing of a grantable petition was unintentional.” (The statement is in the form
available online.) ‘

Petitioner is cautioned that the failure to file timely a petition pursuant to 37 C.F.R.
§1.137(b) seeking to revive an application abandoned due to unintentional delay may be
considered indicia of delay that is other than unintentional.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
: Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By facsimile: (571) 273-8300
Attn: Office of Petitions
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Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.).
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

6 The regulations at 37 C.F.R. §1.2 provide:

_ §1.2 Business to be transacted in writing. _

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt. .
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26694 v

VANABLE LLP

P.O. Box 34385 MA”'ED
Washington, DC 20043-9998 OCT 22 ;33

In re Application of : ; PCT LEGAL ADMINISTRATION
NILSSON et al :
U.S. Application No.: 12/438,375
PCT No.. PCT/US2007/018596 )
Int. Filing Date: 23 August 2007 : DECISION
Priority Date: 23 August 2006 :
Docket No.: 43315-268185
For: VACUUM BASED DIVERTER SWITCH
FOR TAP CHANGER

This is a decision on the response filed 24 August 2010.

BACKGROUND

On 16 June 2010, the United States Designated/Elected Office (DO/EO/US)
mailed a Notification of Missing Requirements under 35 U.S.C. 371 (Form
PCT/DO/EQ/905) indicating that a declaration in compliance with 37 CFR 1.497(a) and
(b) was required. Applicants were given two months to respond.

On 16 August 2010, applicants filed an executed declaration.

On 19 August 2010, the DO/EO/US mailed a Notification of Defective Response
(Form PCT/DO/EQ/916) stating that the declaration submitted 16 August 2010 was not
in compliance with 37 CFR 1.497(a) and (b) as the last name of an inventor did not
correspond to the spelling on the international publication. Applicants were given one
month to respond, or any time remaining in the Form PCT/DO/EO/905.

On 24 August 2010, applicants filed the subject response.

DISCUSSION

In the subject response, applicants’ state that the “difference in the name of
inventor “Lars Jonsson” from “Lars Johnsson” as listed on the publication from WIPO is
the result of a typographical error in the spelling of the last name on the PCT Request.”

Section 1893.01(e) of the Manual of Patent Examining Procedure states that
where a typographical or transliteration error in the spelling of an inventor's name is
discovered, a petition under 37 CFR 1.182 is not required. In such case, the Office
should simply be notified of the error.
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Applicants’ explanation meets the requirements of the MPEP. A typographical
error was made in the international application with regards to the last name of the
inventor, Lars JONSSON.

CONCLUSION

The declaration filed 16 August 2010 is deemed to be in compliance with 37
CFR 1.497(a) and (b).

Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 23 August 2007 under 35
U.S.C. 363 and a 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date of 16 August 2010.

This application is being forwarded to the National Stage Processing Division of
the Office of PCT Operations for continued processing.

Pmair.

James Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302

(4 )



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
NIXON & VANDERHYE, PC MA‘LED
901 NORTH GLEBE ROAD, 11TH FLOOR
ARLINGTON, VA 22203 JuL 25201
OFFICE OF PETITIONS
In re Application of
Hidehito Kitakado ~ :
Application No.: 12/438,394 : ON PETITION

Filed: February 23, 2009
Attorney Docket No.: 4578-37

This is a decision on the petition, filed July 22, 2011, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on June 27, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 2826 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

! The request 1o apply the issue fee 1o the new Notice may be satisfied by completing and returning the new Part B - Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be

completed and timely submitted to avoid abandonment of the application.
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BIRCH STEWART KOLASCH & BIRCH

P.O. BOX 747 MA“-ED

FALLS CHURCH VA 22040-0747 JAN 23 20472

In re Application of : OFFICE OF PETITIONS

Isto Heiskanen et al :

Application No. 12/438,492 : DECISION GRANTING PETITION
Filed: July 29, 2009 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 0696-0283PUS1

This is a decision on the petition under 37 CFR 1.3 13(c)(2), filed, January 20, 2012 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(¢)(2).

Petitioner is advised that the issue fee paid on December 23, 2011 in the above-identified
a{)plication cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 1715 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

/Irvin Dingle/

Irvin Dingle
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon: Commissioner for Patents is
requested to apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue fee to the application
identified above. Petitioner is advised that, whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in bold text on the first page of the
Notice of Allowance and Fee(s) Due (PTOL-85).
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BAKER BOTTS L.L.P.
30 ROCKEFELLER PLAZA MAILED
44TH FLOOR APR 21 2011

NEW YORK, NY 10112-4498
PCT LEGAL ADMINISTRATION

In re Application of AMRALY et al

U.S. Application No.: 12/438,528 :

PCT Application No.: PCT/US2007/076754 ; DECISION
Int. Filing Date: 24 August 2007 :

Priority Date Claimed: 24 August 2006

Attorney Docket No.: 078021.0121

For: HIGH TORQUE AERIAL LIFT (HTAL)

This is in response to applicant's petition under 37 CFR 1.47(a) filed 22 February 2011.

BACKGROUND

On 24 August 2007, applicant filed international application PCT/US2007/076754, which
claimed priority of an earlier United States application filed 24 August 2006. The thirty-month
period for paying the basic national fee in the United States expired on 24 February 2009.

On 23 February 2009, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 22 July 2010, the DO/EO/US mailed a Notification of Missing Requirements Under
35 U.S.C. 371 (Form PCT/DO/EQ/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 22 February 2011, applicant filed the present petition under 37 CFR 1.47(a).

DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by: (1) an oath or declaration by
each applicant on his or her own behalf and on behalf of the nonsigning joint inventors, (2)
factual proof that the missing joint inventors refuse to join in the application or cannot be
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reached after diligent effort, (3) the fee set forth in §1.17(i), and (4) the last known addresses of
the nonsigning joint inventors.

With regard to item (1) above, applicant has submitted a declaration signed by the
available inventors each on his/her own behalf and on behalf of the nonsigning inventor.

With regard to item (2) above, MPEP 409.03(d) states in relevant part,

Where inability to find or reach a nonsigning inventor "after diligent
effort” is the reason for filing under 37 CFR 1.47, a statement of facts should be
submitted that fully describes the exact facts which are relied on to establish that
a diligent effort was made. . . . The statement of facts must be signed, where at
all possible, by a person having firsthand knowledge of the facts recited therein.
Statements based on hearsay will not normally be accepted. Copies of
documentary evidence such as internet searches, certified mail return receipts,
cover letters of instructions, telegrams, that support a finding that the nonsigning
inventor could not be found or reached should be made part of the statement.
The steps taken to locate the whereabouts of the nonsigning inventor should be
included in the statement of facts. It is important that the statement contain facts
as opposed to conclusions.

* * *

A refusal by an inventor to sign an oath or declaration when the
inventor has not been presented with the application papers does not itself
suggest that the inventor is refusing to join the application unless it is clear that
the inventor understands exactly what he or she is being asked to sign and
refuses to accept the application papers. A copy of the application papers should
be sent to the last known address of the nonsigning inventor, or, if the
nonsigning inventor is represented by counsel, to the address of the nonsigning
inventor's attorney. . . . It is reasonable to require that the inventor be presented
with the application papers before a petition under 37 CFR 1.47 is granted since
such a procedure ensures that the inventor is apprised of the application to which
the oath or declaration is directed. In re Gray, 115 USPQ 80 (Comm'r Pat.

1956). :

Where a refusal of the inventor to sign the application papers is alleged,
the circumstances of the presentation of the application papers and of the refusal
must be specified in a statement of facts by the person who presented the
inventor with the application papers and/or to whom the refusal was made.
Statements by a party not present when an oral refusal is made will not be
accepted.

Proof that a bona fide attempt was made to present a copy of the
application papers (specification, including claims, drawings, and oath or
declaration) to the nonsigning inventor for signature, but the inventor refused to
accept delivery of the papers or expressly stated that the application papers
should not be sent, may be sufficient. When there is an express oral refusal, that
fact along with the time and place of the refusal must be stated in the statement
of facts. When there is an express written refusal, a copy of the document
evidencing that refusal must be made part of the statement of facts. The
document may be redacted to remove material not related to the inventor's
reasons for refusal.

When it is concluded by the 37 CFR 1.47 applicant that a nonsigning
inventor's conduct constitutes a refusal, all facts upon which that conclusion is
based should be stated in the statement of facts in support of the petition or
directly in the petition. If there is documentary evidence to support facts alleged
in the petition or in any statement of facts, such evidence should be submitted.



Application Number: 12/438,528 -3-

Whenever a nonsigning inventor gives a reason for refusing to sign the
application oath or declaration, that reason should be stated in the petition.

The petition fails to state whether joint inventor Stefan Amraly cannot be found or
refuses to sign. In the event that petitioner asserts that Amraly cannot be reached, sufficient
evidence of a diligent effort to locate Amraly has not been presented. For example, petitioner
has not provided documentary evidence of attempts to reached by telephone, by electronic mail,
by searching directories, by contacting Amraly’s current/former employer, and by contacting the
other inventors. In the event that petitioner asserts that Amraly refuses to sign, it has not been
demonstrated that a bona fide attempt was made to present a complete copy of the application
papers (including specification, claims, drawings, and oath/declaration) to Amraly for signature
and that Amraly received such papers. In particular, the petition states that only declaration and
power of attorney documents were sent to Amraly. Furthermore, there is no evidence that
Amraly received the correspondence sent to him.

With regard to item (3) above, the deficiency in the requisite $200.00 petition fee will be
charged to Deposit Account No. 02-4377 as authorized in the petition.

With regard to item (4) above, the petition states the last known address of the nonsigning
inventor.

CONCLUSION

For the reasons above, the petition under 37 CFR 1.47(a) is DISMISSED without
prejudice.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper
response will result in ABANDONMENT of the application. Extensions of time are '
available under 37 CFR 1.136(a). Any reconsideration request should include a cover letter
entitled "Renewed Petition Under 37 CFR 1.47(a)". No additional petition fee is required.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

Browln
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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In re Application of AMRALY et al

U.S. Application No.: 12/438,528 : : -

PCT Application No.: PCT/US2007/076754 : DECISION
Int. Filing Date: 24 August 2007 :

Priority Date Claimed: 24 August 2006

Attorney Docket No.: 078021.0121

For: HIGH TORQUE AERIAL LIFT (HTAL)

This is in response to applicant's renewed petition under 37 CFR 1.47(a) filed 16 June
2011. ‘

BACKGROUND

On 24 August 2007, applicant filed international application PCT/US2007/076754, which
claimed priority of an earlier United States application filed 24 August 2006. The thirty-month
period for paying the basic national fee in the United States expired on 24 February 2009.

On 23 February 2009, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the-
basic national fee required by 35 U.S.C. 371(c)(1).

On 22 July 2010, the DO/EO/US malled a Notlﬁcatlon of Missing Requirements Under
35 U.S.C. 371 (Form PCT/DO/EQ/905), which indicated that an oath or declaration in
comphance with 37 CFR 1.497 must be filed.

On 22 February 2011, applicant filed a petition under 37 CFR 1.47(a).

On 21 April 2011, this Office mailed a decision dismissing the 22 February 2011 petition.

On 16 June 2011, applicant filed the instant renewed petition under 37 CFR 1.47(a).
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by: (1) an oath or declaration by
each applicant on his or her own behalf and on behalf of the nonsigning joint inventors, (2)
factual proof that the missing joint inventors refuse to join in the application or cannot be
reached after diligent effort, (3) the fee set forth in §1.17(i), and (4) the last known addresses of
the nonsigning joint inventors.

Petitioner previously satisfied items (1), (3), and (4) above.

With regard to item (2) above, MPEP 409.03(d) states in relevant part,

A refusal by an inventor to sign an oath or declaration when the
inventor has not been presented with the application papers does not itself
suggest that the inventor is refusing to join the application unless it is clear that
the inventor understands exactly what he or she is being asked to sign and
refuses to accept the application papers. A copy of the application papers should
be sent to the last known address of the nonsigning inventor, or, if the
nonsigning inventor is represented by counsel, to the address of the nonsigning
inventor's attorney. . . . It is reasonable to require that the inventor be presented
with the application papers before a petition under 37 CFR 1.47 is granted since
such a procedure ensures that the inventor is apprised of the application to which
the oath or declaration is directed. In re Gray, 115 USPQ 80 (Comm'r Pat.

1956).

Where a refusal of the inventor to sign the application papers is alleged,
the circumstances of the presentation of the application papers and of the refusal
must be specified in a statement of facts by the person who presented the ‘
inventor with the application papers and/or to whom the refusal was made.
Statements by a party not present when an oral refusal is made will not be
accepted.

Proof that a bona fide attempt was made to present a copy of the
application papers (specification, including claims, drawings, and oath or
declaration) to the nonsigning inventor for signature, but the inventor refused to
accept delivery of the papers or expressly stated that the application papers
should not be sent, may be sufficient. When there is an express oral refusal, that
fact along with the time and place of the refusal must be stated in the statement
of facts. When there is an express written refusal, a copy of the document
evidencing that refusal must be made part of the statement of facts. The
document may be redacted to remove material not related to the inventor's
reasons for refusal. , :

When it is concluded by the 37 CFR 1.47 applicant that a nonsigning
inventor's conduct constitutes a refusal, all facts upon which that conclusion is
based should be stated in the statement of facts in support of the petition or
directly in the petition. If there is documentary evidence to support facts alleged
in the petition or in any statement of facts, such evidence should be submitted.
Whenever a nonsigning inventor gives a reason for refusing to sign the
application oath or declaration, that reason should be stated in the petition.

The petition states that joint inventor Stefan Amraly refuses to sign the application
papers. The petition adequately demonstrates that a bona fide attempt was made to present a
copy of the application papers to Amraly for signature and that Amraly received such papers (see
affidavit of Paul Ragusa, {{11-12, and Appendix C). Furthermore, the petition sufficiently
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illustrates that Amraly refuses to sign. In particular, Amraly’s failure to return an executed
declaration in response to the correspondence delivered to him constitutes a constructive refusal
to cooperate. Thus, it can be concluded with reasonable certainty that Amraly refuses to join in
the application.

CONCLUSION

For the reasons above, the renewed petition under 37 CFR 1.47(a) is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 24 August 2007,
and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 22 February 2011.

As set forth in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded

to the nonsigning inventor at the last known address of record and will be published in the
Official Gazette.

This application is being forwarded to the United States Designated/Elected Office .
(DO/EO/US) for further processing in accordance with this decision.

gzqowzw\?»

Bryan Lin
PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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Stefan Amraly
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New York, NY 10023

In re Application of AMRALY et al

U.S. Application No.: 12/438,528

PCT:- Application No.: PCT/US2007/076754

Int. Filing Date: 24 August 2007

Priority Date Claimed: 24 August 2006

For: HIGH TORQUE AERIAL LIFT (HTAL)

Dear Stefan Amraly:

COMMISSIONER FOR PATENTS

LUNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Baox 1450

ALEXANDRIA, VA 22313-1450

Www.uspto.gov

MAILED
AUG 10 2011
PCT LEGAL ADMINISTRATION

You are named as a joint inventor ih the above-captioned United States national stage
application, filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be

granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost set forth in 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. If you
choose to join in the application, counsel of record (see below) would presumably assist you.
Joining in the application would entail the filing of an appropriate oath or declaration by you

pursuant to 37 CFR 1.63.

L olni

Bryan Lin

PCT Legal Examiner
PCT Legal Office
Telephone: 571-272-3303
Facsimile: 571-273-0459

BAKER BOTTS L.L.P.

30 ROCKEFELLER PLAZA
44TH FLOOR

NEW YORK, NY 10112-4498
Attorney Docket No.: 078021.0121
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www.uspto.gov

Muncy, Geissler, Olds & Lowe, PLLC
4000 Legato Road

Suite 310

FAIRFAX VA 22033

In re Application of: KIM, Pyong-Taek : .
U.S. Application No.: 12/438,544 : DECISION
PCT No.: PCT/KR2007/003977 ; (37 CFR 1.497(d))
International Filing Date: 21 August 2007
Priority Date: 21 August 2006
Attorney Docket No.: SWO-0116-SE
For: ON-LINE ADVERTISEMENT
OUTPUT CONTROLLING SYSTEM
AND METHOD OF THE SAME

This decision is issued in response to the materials filed on 17 August 2010 in response to
the Notification Of Missing requirements mailed 17 June 2010, treated in part herein as a request
to correct inventorship under 37 CFR 1.497(d). Deposit Account No. 11-0853 will be charged
the required $130 processing fee.

BACKGROUND

On 21 August 2007, applicant filed international application PCT/KR2007/003977. The
application claimed a priority date of 21 August 2006, and it designated the United States. On
28 February 2008, the International Bureau (IB) communicated a copy of the international
application to the United States Patent and Trademark Office (USPTO). The deadline for
submission of the basic national fee was thirty months from the priority date; i.e., 23 February
2009 (21 February 2009 was a Saturday). The published international application identified one
applicant/inventor for the United States: Pyong-Taek KIM.

On 23 February 2009, a Transmittal Letter for entry into the national stage in the United
States was filed accompanied by, among other materials, payment of the basic national fee.

On 17 June 2010, the United States Designated/Elected Office (DO/EO/US) mailed a
“Notification Of Missing Requirements” (Form PCT/DO/EO/905) requiring submission of an
oath or declaration in compliance with 37 CFR 1.497 and the surcharge for filing the oath or
declaration later than thirty months after the priority date.

On 17 August 2010, a response to the Notification Of Missing Requirements was filed.
The response included payment of the required surcharge, a declaration that names and is
executed by two inventors who are not of record, and accompanying statements from the
inventor of record and the two inventors listed on the declaration. These materials are
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considered herein as a request under 37 CFR 1.497(d) to correct the inventorship of record and
thereby permit acceptance of the declaration filed on 17 August 2010.

DISCUSSION

Section 1893.01(e) of the MPEP states the following regarding changes in the
inventorship of an international application entering the national stage (emphasis added):

The inventorship of an international application entering the national stage under
35 U.S.C. 371 is that inventorship set forth in the international application,
which includes any changes effected under PCT Rule 92bis. See 37 CFR
1.41(a)(4). Accordingly, an oath or declaration that names an inventive
entity different than that set forth in the international application will not
be accepted for purposes of entering the U.S. national phase unless the
requirements under 37 CFR 1.497(d) are satisfied. These requirements
include: (A) a statement from each person being added as an inventor and from
each person being deleted as an inventor that any error in inventorship in the
international application occurred without deceptive intention on his or her part;
(B) the processing fee set forth in 37 CFR 1.17(i); and (C) the written consent of
the assignee if an assignment has been executed by any of the original named
inventors (see 37 CFR 3.73(b)).

As noted above, applicant has filed a declaration that names an inventive entity different
than that set forth in the international application. Specifically, Pyong-Taek KIM has been
removed as an inventor, and Ji-hyuk CHA and Ki-won NAM have been added as additional
inventors. Accordingly, applicant must satisfy the requirements of 37 CFR 1.497(d) before such
declaration can be accepted. ‘

Applicant’s present submission includes the required statements of non-deceptive intent
from the person being removed from the application and the two persons being added as
additional inventors, and applicant has authorized a charge to Deposit Account No. 11-0853 for
required fees pursuant to which the Deposit Account will be charged the required $130
processing fee. Requirements (A) and (B) are therefore satisfied. However, applicants have not
submitted the written consent of the assignee to the requested change in inventorship or a
statement confirming that no such assignee exists.' Requirement (C) is therefore not satisfied.

Based on the above, applicant has failed to submit all the requirements of a grantable
request to correct inventorship under 37 CFR 1.497(d). Accordingly, the present submission is
not sufficient to remove Pyong-Taek KIM as inventor of record, or to add Ji-hyuk CHA and Ki-
won NAM as additional inventors of record. -

CONCLUSION

Applicants’ request to correct inventorship under 37 CFR 1.497(d) is DISMISSED
without prejudice.

"It is noted that the international application included a corporate applicant for all states other than the United
States, implying the existence of an assignee. It is also noted that the consent of the assignee, if such assignee exists,
must be submitted in compliance with 37 CFR 3.73(b).
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Deposit Account No 11-0853 will be charged the required $130 processing fee.

The sole inventor of record remains that set forth in the international application, Pyong-
Taek KIM.

The declaration filed 17 August 2010, which was not executed by the inventor of record
1s defective on the present record for failure to properly identify the inventors of record.

If reconsideration on the merits of the petition is desired, a proper response must be filed
within TWO (2) MONTHS of the mail date of the present decision. Any request for
reconsideration should include a cover letter entitled “Renewed Request Under 37 CFR
1.497(d)” and must include the materials required to satisfy item (C) of a grantable request, as
discussed above and in the MPEP, that is, the written consent of the assignee to the proposed
change of inventorship (in the form required by 37 CFR 3.73(b)) or a statement confirming that
no such assignee exists.

Failure to file a proper response will result in abandonment of the application.
Extensions of time are available under 37 CFR 1.136(a)

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

R

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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In re Application of: KIM, Pyong-Taek : ,
U.S. Application No.: 12/438,544 : DECISION ON RENEWED
PCT No.: PCT/KR2007/003977 : PETITION

International Filing Date: 21 August 2007 : (37 CFR 1.497(d))
Priority Date: 21 August 2006 :
Attorney Docket No.: SWO-0116-SE
For: ON-LINE ADVERTISEMENT
OUTPUT CONTROLLING SYSTEM
AND METHOD OF THE SAME

This decision is issued in response to applicants’ “Response to Decision of August 26,
2010 and Supplement to the Previously Filed Response to the Notification of Missing
Requirements” filed 25 October 2010, treated herein as a renewed request under 37 CFR
1.497(d). Applicants have previously paid the required processing fee.

BACKGROUND

The procedural background for the present application was set forth in the decision
mailed 26 August 2010. The decision dismissed without prejudice applicants’ request to correct
inventorship under 37 CFR 1.497(d), finding that applicants had failed to satisfy all the
requirements of a grantable request. Specifically, applicants had failed to provide the required
consent of the assignee to the proposed change in inventorship.

On 17 May 2010, applicants filed the “Renewed Request Under 37 CFR 1.497(d)”
considered herein.

DISCUSSION

The renewed petition includes the written consent of assignee Golconda Co., Ltd., and
this statement of consent was submitted in compliance with 37 CFR 3.73(b). Accordingly,
applicants have now satisfied the final outstanding requirement for a grantable request to correct
inventorship under 37 CFR 1.497(d). Applicant’s request to remove Pyong-Taek KIM as
inventor of record and to add Ji-hyuk CHA and Ki-won NAM as additional inventors of record is
therefore appropriately granted.
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Based on the above correction, the declaration filed 17 August 2010 is now acceptable in
compliance with 37 CFR 1.497.

CONCLUSION

Applicants’ renewed request to correct inventorship under 37 CFR 1.497(d) is
GRANTED. \

The inventorship of record herein is corrected to remove Pyong-Taek KIM as inventor of
record and to add Ji-hyuk CHA and Ki-won NAM as additional inventors of record.

This application is being referred to the National Stage Processing Branch of the Office
Of PCT Operations for further processing in accordance with this decision. The date under 35
U.S.C. 371(c)(1), (c)(2), and (c)(4) is 17 August 2010.

/RichardMRoss/

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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K&L GATES LLP

P.O. Box 1135 , MAILED
Chicago, IL 60690 ' JUN 132011

In re Application of : PCT LEGAL ADMINISTRATION

KISSLING et al

U.S. Application No.: 12/438,875

PCT No.. PCT/EP2007/058010 :

Int. Filing Date: 02 August 2007 : : DECISION
Priority Date: 28 August 2006 S

Attorney Docket No.: 3712036. 00962

For. MULTI-WAY VALVE DEVICE

This decision is in response to petition under 37 CFR 1.47(a) filed 18 April 2011.

BACKGROUND

On 02 August 2007, applicants filed PCT/EP2007/058010 which included a
signed declaration of inventorship pursuant to PCT Rule 4.17(iv).

On 25 February 2009, applicants filed papers to enter the national stage of
PCT/EP2007/058010 with the United States Designated/Elected Office (DO/EO/US).

On 25 September 2009, a Notification of Acceptance of Application Under 35
U.S.C. 371 and 1.495 (Form PCT/DO/EQ/903) was mailed stating that all 35 U.S.C.
371 requirements (including a declaration) were completed on 25 February 2009.

On 18 April 2011, applicants filed the subject petition under 37 CFR 1.47(a)
which was accompanied by, inter alia, a statement of facts by Marie Ducreux, a
$130.00 surcharge fee, a $200.00 petition fee, a declaration executed by Jean-Luc
THULIEZ on behalf of lwan KISSLING, and documentary ewdence in support of the
petition (“Exhibits A - E").

DISCUSSION

In the papers filed 18 April 2011, applicants state that the above-captioned
application was filed without a signed declaration. Applicants submitted a declaration
executed by one of the inventors and filed the subject petition under 37 CFR 1.47(a) for
joint inventor, lwan KISSLING.

A review of the subject application shows that an executed declaration of
inventorship was filed in the international application pursuant to PCT Rule 4.17(iv) and
51bis.1(a)(iv). This declaration was executed electronically by lwan KISSLING and

United States Patent and Trademark Office -
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Jean-Luc THULIEZ on 13 July 2007. This declaration was accepted by the DO/EO/US
upon entering the national stage and a Form PCT/DO/EO/903 was mailed on 25

September 2009.

A review of the declaration filed pursuant to PCT Rule 4.17(iv) and 51bis.1(a)(iv)
shows that it is in compliance with 37 CFR 1.497(a) and (b). Accordingly, a petition
under 37 CFR 1.47(a) is not required.

CONCLUSION

Applicants’ petition under 37 CFR 1.47(a) is DISMISSED as MOOT.

The surcharge fee of $130.00 and petition fee of $200.00 paid 18 April 2011 are
not required and will be credited back to Deposit Account No. 02-1818.

This application is being forwarded to the appropriate Technology Center for
examination.

P

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571)272-3302

1
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In re Application of PCT LEGAL ADMINISTRATION
Ertl, et al. :

Application No.: 12/438,889 _ - DECISION ON
PCT No.: PCT/US2007/018939 :

Int. Filing Date: 28 August 2007 : PETITION
Priority Date: 28 August 2006 :

Attorney Docket No.: 00486.00031 : UNDER 37 CFR 1.497(d)
For: CONSTRUCTS FOR :

ENHANCINGIMMUNE RESPONSES : and 37 CFR 1.47(a)

This is a decision in response to the “PETITION PURSUANT TO 37 CFR §1.497(d) and 37
CFR §1.47 (a)” filed on 09 December 2010. The petition fees have been paid.

BACKGROUND

On 28 August 2007, applicants filed international application PCT/US2007/018939 that claimed
priority of an US provisional application filed 28 August 2006. The thirty-month period for
paying the basic national fee for the national stage in the United States expired at midnight on 28
February 2009.

On 25 February 2009, applicants filed a letter for entry into the national stage in the United
States which was accompanied by, inter alia, a copy of the international application, an
application data sheet, and the basic national fee as required by 35 U.S.C. 371(c). These papers
were assigned application number 12/438,889.

On 24 June 2009, the United States Patent and Trademark mailed the “NOTIFICATION OF
ACCEPTANCE OF APPLICATION UNDER 35 U.S.C 371 AND 37 CFR 1.495” (Form
PCT/DO/EO/903).

On 09 July 2010, the USPTO mailed a non-final rejection.

On 09 December 2010, applicants filed the current petitions along with affidavits and
declarations signed by inventors Hildegund C.J. Ertl and Marcio O. Lasaro. The petitions urge
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that Luis C.S. Ferreira should be added as an inventor in the present application and that Mr.
Ferreira is refusing to execute the necessary application papers.

DISCUSSION

Request 37 CFR 1.497(d)

In that the present application has already entered the national stage, the present request is
properly treated under 37 CFR 1.48(a), which states:

(a) Nonprovisional application after oath /declaration filed . If the inventive entity is set
forth in error in an executed § 1.63 oath or declaration in a nonprovisional application,
and such error arose without any deceptive intention on the part of the person named as
an inventor in error or on the part of the person who through error was not named as an
inventor, the inventorship of the nonprovisional application may be amended to name
only the actual inventor or inventors. Amendment of the inventorship requires:

(1) A request to correct the inventorship that sets forth the desired inventorship

change; :

(2) A statement from each person being added as an inventor and from each

person being deleted as an inventor that the error in inventorship occurred without

deceptive intention on his or her part;

(3) An oath or declaration by the actual inventor or inventors as required by §

1.63 or as permitted by §§ 1.42, 1.43 or § 1.47;

(4) The processing fee set forth in § 1.17(i); and

(5) If an assignment has been executed by any of the original named inventors,

the written consent of the assignee (see § 3.73(b) of this chapter).

A review of the application file reveals that applicants have satisfied items (1), (3), (4) and (5)
above. '

With regard to item (2), applicants have not provided a statement from Mr. Ferreira that the error
in inventorship occurred without deceptive intention on his part. Applicants have indicated
instead that Mr. Ferreira “has decided to decline” the proposal to have him named as an inventor
in the application. Given this wording it is unclear whether Mr. Ferreira considers himself to be
an inventor in the application and is refusing to execute the papers or if he is declining because
he does not consider himself to be an actual inventor.

With regard to item (4), the $130 petition fee under 37 CFR 1.17(i) has been CHARGED to
applicant’s deposit account 19-0733. '

Request 37 CFR 1.47(a)

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR 1.17(h), ()
factual proof that the missing joint inventor refuses to execute the application or cannot be
reached after diligent effort, (3) a statement of the last known address of the missing,
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and (4) an oath or declaration by each 37-CFR 1.47(a) applicant on his or her own behalf and on
behalf of the non-signing inventor.

A review of the application file reveals that applicants have satisfied items (1)-(4) above.
However, in that applicants have not submitted a grantable request to add Mr. Ferreira as an
inventor, any decision on the petition under 37 CFR 1.47(a) must be held in abeyance.

Future Steps

MPEP 201.03 states, in part:

Correction of inventorship may also be obtained by the filing of a continuing application
under 37 CFR 1.53 without the need for filing a request under 37 CFR 1.48, either in the
application containing the inventorship err(using a copy of the executed oath or
declaration from the parent application)or (to be abandoned) or in the continuing
application. The continuing application must be filed with the correct inventorship named
therein. The filing of a continuing application to correct the inventorship is appropriate if
at least one of the correct inventors has been named in the prior application (35 U.S.C.
120 and 37 CFR 1.78(a)(1)). That is, at least one of the correct inventors must be named
. in the executed oath or declaration filed in the prior application, or where no executed
oath or declaration has been submitted in the prior application, the name of at least one
correct inventor must be set forth in the application papers pursuant to 37 CFR 1.41(a)(1).
Where the name of at least one inventor is to be added, correction of inventorship can be
accomplished by filing a continuing application under 37 CFR 1.53(b) with a newly
executed oath or declaration under 37 CFR 1.63(a). Where the name of an inventor(s) is
to be deleted, applicant can file a *>continuation or divisional< application >(using a
copy of the executed oath or declaration from the parent application)< with a request for
deletion of the name of the inventor(s). >See 37 CFR 1.63(d)(2). If a continuing
application is filed with a new executed oath or declaration properly naming the correct
inventors, a request for deletion of the name(s) of the person(s) who are not inventors in
the continuing application is not necessary.< The continuing application may be filed
under 37 CFR 1.53(b) or, if the application is for a design patent, under 37 CFR
. 1.53(d). Note the requirements of 37 CFR 1.78 (a)(1)(ii).

In certain instances where the statement of the lack of deceptive intent of the inventor to
be added or deleted cannot be obtained, a petition under 37 CFR 1.183 requestmg
waiver of that requirement may be possible.

%k %k %k
On very infrequent occasions, the requirements of 37 CFR 1.48(a) have been waived
upon the filing of a *>petition< and fee under 37 CFR 1.183 (along with the request and
fee under 37 CFR 1.48(a)) to permit the filing of a statement by less than all the parties
required to submit a statement. In re Cooper, 230 USPQ 638, 639 (Dep. Assist.
Comm’r Pat. 1986). However, such a waiver will not be considered unless the facts of
record unequivocally support the correction sought. In re Hardee, 223 USPQ 1122,
1123 (Comm’r Pat. 1984). As 37 CFR 1.48(a) is intended as a simple procedural
remedy and does not represent a substantive determination as to inventorship, issues
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relating to the inventors’ or alleged inventors’ actual contributions to conception and
reduction to practice are not appropriate for consideration in determining whether the
record unequivocally supports the correction sought.

In those situations where an inventor to be added refuses to submit a statement
supporting the addition or such party cannot be reached, waiver under 37 CFR 1.183 of
the requirement for a statement from that party would be appropriate upon a showing of
such refusal or inability to reach the inventor. Every existing assignee of the original
named inventors must give its consent to the requested correction. Where there is more
than one assignee giving its consent, the extent of that interest (percentage) should be
shown. Where no assignment has been executed by the inventors, or if deletion of a
refusing inventor is requested, waiver will not be granted absent unequivocal support for
the correction sought. Petitions under 37 CFR 1.47 are not applicable to the requirement
for statements from each originally named inventor.

An available remedy to obtain correction of inventorship where waiver of a required
statement is not available to correct the inventorship in a particular application is to refile
the application naming the correct inventive entity. A request under 37 CFR 1.48(a)
would not then be required in the newly filed application as no correction would be
needed. Furthermore, a request under 37 CFR 1.48(a) would also not be required in the
prior application that was refiled, since the prior application will be abandoned. Benefit
of the parent application’s filing date would be available under 35 U.S.C. 120 provided
there is at least one inventor overlap between the two applications. (Note: a sole-to-sole
correction would not obtain benefit under 35 U.S.C. 120).

A review of the application file reveals that the facts of record do not unequivocally support the
correction sought. Specifically, as discussed above, it is not clear whether Mr. Ferreira considers
himself to be an actual inventor in the application. Therefore, the granting of a petition under 37

CFR 1.183 to waive the requirement for a statement from whether Mr. Ferreira considers himself .

to be an inventor in the application would be improper. As such, applicants should consider the
filing of a continuing application under 35 U.S.C 111 which claims benefit under 35 U.S.C. 120
to the present national stage application. -

CONCLUSION

For the reasons above, the petition under 35 U.S.C. 1.48(a) is DISMISSED without prejudice.

Also for the reasons above, the decision on the petition under 37 CFR 1.47(a) is hereby held in
ABEYANCE. '

If reconsideration on the merits of this petition is desired, a proper response must be filed within
TWO (2) MONTHS from the mail date of this decision. Extensions of time may be obtained
under 37 CFR 1.136(a). : '
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Any further correspondence with respect to this matter may be filed electronically via EFS-Web
selecting the document description "Petition for review and processing by the PCT Legal
Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT Legal
Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the letter
marked to the attention of the Office of PCT Legal Administration.

* Debra Brittingham ichard Cole
PCT Special Programs Examiner ' PCT Legal Examiner
Office of PCT Legal Administration Office of PCT Legal Administration

Tel: (571)272-3280
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) Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

UNITED STATES PATENT AND TRADEMARK OFFICE

Fish & Richardson P.C.
P. O. Box 1022
Minneapolis, MN 55440-1022

In re Application of

MASLOWSKI et al. :
Application No.: 12/438,932 A : DECISION ON PETITION

PCT No.: PCT/US2007/077141 : UNDER 37 CFR 1.47(a)
Int. Filing Date: 29 August 2007 :
Priority Date: 29 August 2006
Attorney Docket No.: 10592-0027US1
For: METHODS FOR CULTURING
MINIMALLY-PASSAGED
FIBROBLASTS AND USES THEREOF

This decision is issued in response to applicants' “Response to Decision on Petition under
37 CFR 1.47(a)” filed 02 August 2010. In a decision dated 02 June 2010, applicants’
petition under 37 CFR 1.47(a) to accept the application without the signature of joint
inventor, Myrna F. Thomas, was dismissed without prejudice.

The petition for status under 37 CFR 1.47(a) is moot since the declaration filed 02 August
2010 with the present petition was executed by the named inventor, the previous non-
signing inventor, Myrna F. Thomas. The declaration filed 02 August 2010 is acceptable
under 37 CFR 1.497. ‘

For the reasons above, the petition under 37 CFR 1.47(a) is DISMISSED as MOOT:

The application has an international filing date of 29 August 2007 under 35 U.S.C. 363 and
a date of 02 August 2010 under 35 U.S.C. 371(c)(1),(c)(2) and (c)(4).

The application is being returned to the International Division for processing as the U.S.
National Stage of the above-identified international application.

Attorney-Advisor

Office of PCT Legal Administration
Tel: (5671) 272-3298

Fax: (671) 273-0459
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PCT LEGAL ADMINISTRATION
BARNES & THORNBURG LLP
11 SOUTH MERIDIAN
INDIANAPOLIS IN 46204
In re Application of
BEHRENS :
Application No.: 12/439,129 : DECISION

PCT No.: PCT/EP2007/006716

Int. Filing Date: 30 July 2007

Priority Date: 05 September 2006

Attorney's Docket No.: 45805-208181

For: BACKREST FOR A REAR SEAT OF A
MOTOR VEHICLE

This decision is in response to applicants’ petition under 37 CFR 1.137(b) filed 31 March
2010 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 30 July-2007, applicants filed international application PCT/EP2007/006716, which
designated the U.S. and claimed a priority date of 05 September 2006. A copy of the
international application was communicated to the USPTO from the International Bureau on 13
March 2008. The thirty-month period for paying the basic national fee in the United States
expired at midnight on 05 March 2009.

On 26 February 2009, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee and a purported
English translation of the international application.

On 07 July 2009, the USPTO issued a NOTIFICATION OF MISSING REQUIREMENTS
UNDER 35 U.S.C. 371 (Form PCT/DO/EOQ/905) indicating, inter alia, that an oath or
declaration of inventors in compliance with 37 CFR 1.497(a)-(b) was required and a translation
of the international application into English was also required because the translation filed 26
February 2009 was defective.

On 15 July 2009, applicants filed a response to the Notification mailed 07 July 2009 which
included a declaration of inventors. The response did not include a translation of the
international application into English, however.
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On 12 March 2010, the USPTO issued a NOTIFICATION OF ABANDONMENT (Form
PCT/DO/EO/909) indicating that the application was abandoned as to the United States of
America for failure to respond to the NOTIFICATION OF MISSING REQUIREMENTS mailed
07 July 2009 within the time period set therein.

On 31 March 2010, applicants filed a submission including, infer alia, a petition under 37
CFR 1.137(b) and an English translation of the international application..

DISCUSSION
A petition to revive the present application under 37 CFR 1.137(b) must include:
(1) The required reply;
(2) The petition fee; .
(3) A statement that the entire delay in filing the required reply from the due date for the

reply until the filing of a grantable petition was unintentional.

Item (1) has been‘satisﬁed. The English translation filed 31 March 2010 overcomes the
defect noted in the NOTIFICATION OF MISSING REQUIREMENTS mailed 07 July 2009.

" As to item (2), applicant submitted the petition fee on 31 March 2010.
As to item (3), the required statement has been provided.

Declaration of Inventors
The declaration of the inventor filed 15 July 2009 is in compliance with 37 CFR 1.497(a)-

(b).

CONCLUSION

The petition under 37 CFR 1.137(b) is GRANTED for the reasons set forth above.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301
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APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. J CONFIRMATION NO. J
12/439,223 10/27/2009 Hyeong-Geun Park YM7-002US 2307
959 7590 09/08/2011
NELSON MULLINS RILEY & SCARBOROUGH LLP L EXAMINER |
FLOOR 30, SUITE 3000 BLANTON, JOHN D
ONE POST OFFICE SQUARE
BOSTON, MA 02109 I ART UNIT I PAPER NUMBER J

2466

| MAIL DATE I DELIVERY MODE J

09/08/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

) P.O. Box 1450
. Alexandria, VA 22313-1450
www.uspio.aov
EuiHoon Lee
LAHIVE & COCKFIELD, LLP
FLOOR 30, SUITE 3000
ONE POST OFFICE SQUARE
BOSTON, MA 02109
In re Application of: PARK, HYEONG- DECISION ON REQUEST TO
GUEN et al. PARTICIPATE IN PATENT
Application No.: 12/439,223 PROSECUTION HIGHWAY
Filed: February 27,2009 PROGRAM AND PETITION TO
For: METHOD AND APPARATUS FOR MAKE SPECIAL UNDER 37 CFR
TRANSMITTING UPLINK SIGNAL, AND §1.102(d)

METHOD AND APPARATUS FOR
GENERATING UPLINK SIGNAL IN
COMMUNICATION SYSTEM

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed August 18, 2011, to make the above-identified

application special.

The petition is GRANTED.

A grantable request to participate in the PPH program and petition to make special require:

¢)) The U.S. application is

(a) a Paris Convention application which either (i) validly claims priority under 35 U.S.C.
119(a) and 37 CFR 1.55 to one or more applications filed in the KIPO, or
(ii) validly claims priority to a PCT application that contains no priority claims, or

(b) a national stage application under the PCT (an application which entered the national
stage in the U.S. from a PCT international application after compliance with 35
U.S.C. 371), which PCT application (i) validly claims priority to an application filed
in the KIPO, or (ii) validly claims priority to a PCT application that contains no
priority claims, or (iii) contains no priority claim, or

(c) a so-called bypass application filed under 35 U.S.C. 111 (a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application, which PCT application (i) validly
claims priority to an application filed in the KIPO, or (ii) validly claims priority to a
PCT application that contains no priority claims, or (iii) contains no priority claim.

Where the KIPO application that contains the allowable/patentable claims is not the same
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application for which priority is claimed in the U.S. application, applicant must identify the
relationship between the KIPO application that contains the allowable/patentable claims and the
KIPO priority application claimed in the U.S. application.

2) Applicant must submit a copy of (a) the allowable/patentable claim(s) from the KR
application(s); (b) an English translation of the allowable/patentable claim(s), if the claims were
published in a language other than English); and (c) a statement that the English translation is
accurate.

3) All the claims in each U.S. application for which a request for participation in the PPH
program is made must sufficiently correspond or be amended to sufficiently correspond to the
allowable/patentable claims in the KR application(s). Claims will be considered to sufficiently
correspond where, accounting for differences due to translations and claim format requirements,
the claims are of the same or similar scope. Applicant is also required to submit a claims
correspondence table in English. The claims correspondence table must indicate how all the
claims in the U.S. application correspond to the allowable/patentable claims in the KR
application(s).

@) Examination of the U.S. application has not begun.

(5)  Applicant must submit (a) a copy of all the office action(s) (which are relevant to

patentability), excluding "Decision to Grant a Patent” from each of the KR application(s)

containing the allowable/patentable claim(s); (b) an English language translation of the KIPO

office action(s) (if the office action(s) are not in the English language); and (c) a statement that
- the English translation is accurate.

(6)  Applicant must submit (a) an IDS listing the documents cited by the KIPO examiner in
the KIPO office action (unless already filed in this application); and (b) copies of all the
documents cited in the KIPO office action, except U.S. patents or U.S. patent application
publications (unless already filed in this application).

The request to participate in the PPH program and petition meets all conditions as shown above.
Accordingly, the above-identified application has been accorded "special" status.

Telephone inquiries concerning this decision should be directed to Beatriz Prieto 571 272-3902.
or Hassan Kizou at 571-272-3088 as a second point of contact. All other inquiries concerning the

examination or status of the application is accessible in the PAIR system at
http://www.uspto.gov/ebc/index.html.

/Beatriz Prieto/

Beatriz Prieto, Quality Assurance Specialist
Technology Center 2400
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John S. Gillispie MAILED

612 Ensminger Drive 0N
Jacobus PA 17407 Nov 30 2011

OFFICE OF PETITIONS
In re Application of
Peter Gleim et al. : ’
Application No. 12/439,235 : : DECISION ON PETITION
Filed: November 11, 2009 : TO MAKE SPECIAL UNDER
Attorney Docket No. F6200-00501 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed November 7, 2011, to make the
-above-identified application spemal based on applicant’s age as set forth in M.P.E.P. § 708.02,
Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP §
708.02, Section IV: Applicant’s Age must be accompanied by evidence showing that at least one
of the applicants is 65 years of age, or more, such as a birth certificate or a statement by
applicant. No fee is required

The instant petition includes a statement by inventor Peter Gleim, attesting to his/her age. The
above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-
- 272-4618.

The application is being forwarded to Technology Center 3766 for action on the merits
commensurate with this decision.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12439341

Filing Date 27-Feb-2009

First Named Inventor Makoto Watanabe

Art Unit 1761

Examiner Name HAIDUNG NGUYEN

Attorney Docket Number Q112379

Title HETEROACENE DERIVATIVE, TETRAHALCTERPHENYL DERIVATIVE, AND PROCESSES FOR

PRODUCING THE SAME

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Jennifer M. Hayes/

Name Jennifer M. Hayes

Registration Number 40641
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Commissioner for Patents

United States Patent and Trademark Office
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Decision Date: June 28,2011

In re Application of :
DECISION ON PETITION

Makoto Watanabe

UNDER CFR 1.313(c)(2)
Application No: 12439341
Filed : 27-Feb-2009

Attorney DocketNo: Q112379

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed June 28,2011 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 1761  for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions
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ALSTON & BIRD LLP MAILED
BANK OF AMERICA PLAZA s

101 SOUTH TRYON STREET, SUITE 4000 OCT 2 82010
CHARLOTTE, NC 28280-4000 OFFICE OF PETIIONS
In re Application of

Ziegert et al. ': '
Application No. 12/439,342 : DECISION ON PETITION

Filed: November 13, 2009 : TO WITHDRAW FROM RECORD
Attorney Docket No. 049648/367989 :

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed October 15, 2010.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that on October 26, 2010 the power of attorney to
Alston & Bird, LLP was revoked by the assignee of the patent application. Accordingly,
the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at 571-
272- 7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

un

Joan Olszewski
Petitions Examiner
Office of Petitions

cc: THOMAS, KAYDEN, HORSTEMEYER & RISLEY, LLP
600 GALLERIA PARKWAY, S.E.
STE 1500
ATLANTA GA 30339-5994
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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LEYDIG VOIT & MAYER, LTD

TWO PRUDENTIAL PLAZA, SUITE 4900 MAILED
180 NORTH STETSON AVENUE » ' JUL 9 ¥ 204‘1
CHICAGO IL 60601-6731 A ,

QFFICE OF PETITIONS
In re Application of
Haruta et al. :
Application No. 12/439,348 :  RESPONSE TO PETITION

Filed: February 27, 2009
Attorney Docket No. 704516

This is a response to the petition under 37 CFR 1.59(b), filed May 9, 2011, to expunge
information from the above identified application.

The petition is granted.

On May 2, 2011, a letter from an attorney to a client was unintentionally submitted. Petitioner
desires to have that letter expunged from the above identified application.

Upon a showing satisfactory to the Director, information, other than that forming part of the
original disclosure may be expunged from an application. The petition satisfies requirements A-
F of MPEP section 724.05 II for expunging information that is unintentionally submitted in an
application.

It is agreed that it would be appropriate in this instance to close the letter unintentionally filed
May 2, 2011 in the above identified application, and also remove such from the listing of
publicly available documents for this Image File Wrapper (IFW).

As a condition of this favorable treatment petitioner is required to maintain the material in
question during the enforceable life of any patent arising from this application, or any patent
claiming benefit of this application.

Telephone inquiries concerning this communication should be directed to the undersigned at
(571) 272-6692.

ot Lo

Christopher Bottorff
Petitions Examiner
Office of Petitions
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICANTS : Hidehiro OBA, et al.

SERIAL NO. : 12/439,388

FILED . 27 February 2009

FOR : POWER OUTPUT _APPARATUS AND HYBRID VEHICLE
GROUP ART UNIT : 3618 Conf. No. 3855
EXAMINER : Vaughn Coolman

SUBMISSION OF REQUEST FOR PARTICIPATION IN THE
PATENT COOPERATION TREATY - PATENT PROSECUTION HIGHWAY (PCT-
PPH) PROGRAM BETWEEN JPO AND US PTO

COMMISSIONER FOR PATENTS
PETITIONS BRANCH

P. O. Box 1450

Alexandria, VA 22313-1450

Attention: Magdalen Greenlief

Sir:
Applicants hereby request participation in the PCT-Patent Prosecution Highway

(PCT-PPH) Program and petition to make this application special under the PCT-PPH
Program. To comply with the requirements, the following papers are transmitted:

1) Request For Participation in the Patent Cooperation Treaty - Patent
Prosecution Highway (PCT-PPH) Program Between the JPO and the USPTO
with claims correspondence table (Form PTO/SB/20PCT-JP);

2) Japanese language version of international work product (IPRP) in
PCT/JP2007/064342, i.e., PCT/ISA/237;

3) English Translation of Written Opinion (PCT/ISA/237.

DCO1 917248 v1



PATENT
Docket N0.12699/119

REMARKS

In view of the foregoing documents transmitted herewith to comply with the
Requirements For Participation in the Patent Cooperation Treaty - Patent Prosecution
Highway (PPH) Program between the JPO and the USPTO, Applicant respectfully requests
participation in the program as well as accelerated examination of this application.

The US claims correspond to the claims found to meet the criteria of novelty,
inventive step and industrial applicability in the IPRP, as shown in the claims correspondence
table attached to the PCT-PPH Request form.

The Examiner is invited to contact the undersigned at (202) 220-4420 to discuss any
matter concerning this request.

The Office is authorized to charge any fees related to this filing to Deposit Account
No. 11-0600.

Respectfully submitted,

Dated: 13 September 2011 /Daniel G. Shanley/
Daniel G. Shanley
(Reg. No. 54,863)

KENYON & KENYON LLP
1500 K Street, N.W., #700
Washington, D.C. 20005

Telephone:  (202) 220-4200
Facsimile:  (202) 220-4201

DC01 917248 v1



Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-US (09-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PiLOT PROGRAM IN A U.S. APPLICATION WHERE THE USPTO WAS THE
ISA OR IPEA

Application No: 12/439,388 ring date: | 27 February 2009

First Named Inventor: H|deh|ro OBA

Teofthe BAWER OUTPUT APPARATUS AND HYBRID VEHICLE

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

PCT/JP2007/064342

The corresponding PCT
application number(s) is/are:

The international date of the corresponding
PCT application(s) is/are:

20 July 2007

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)
Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

I:l Is attached.

|i| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an appllcanon Conﬁdennahty is govemed by 35 U.S.C. 122 and 37 CFR 1,11 and 1.14, This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the p ion form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-US (09-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
IN A U.S. APPLICATION WHERE THE USPTO WAas THE ISA OR

IPEA (continued)

Application No.: 12/439,388

First Named Inventor] Hidehiro OBA

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

27 February 2009

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L 27 February 2009

E’ Has already been filed in the above-identified U.S. application on

I_i_l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims

Claims in US Application in the corresponding Explanation regarding the correspondence
PCT Application
1 1 US claim 1 corresponds to PCT claim 1.
2 2 US claim 2 corresponds to PCT claim 2.
3 3 US claim 3 corresponds to PCT claim 3.
4 4 US claim 4 corresponds to PCT claim 4.
5 5 US claim 5 corresponds to PCT claim 5.
6 6 US claim 6 corresponds to PCT claim 6.
7 7 US claim 7 corresponds to PCT claim 7.
8 8 US claim 8 corresponds to PCT claim 8.
9 9 US claim 9 corresponds to PCT claim 9.
10 10 US claim 10 corresponds to PCT claim 10.
11 11 US claim 11 corresponds to PCT claim 11.
12 12 US claim 12 corresponds to PCT claim 12.
13 13 US claim 13 corresponds to PCT claim 13.
14 14 US claim 14 corresponds to PCT claim 14.
15 15 US claim 15 corresponds to PCT claim 15.
16 16 US claim 16 corresponds to PCT claim 16.

11l All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

sinawre/D@NIEl G. Shanley/ pxe 13 September 2011
:\Il’e:l!:\‘STyped) Daniel G' Shanley ' Registration Number 54,863
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PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)
Applicant’s or agent’s file reference FOR FURTHER ACTION See item 4 below
FNTYA199WO
International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/JP2007/064342 20 July 2007 (20.07.2007) 01 September 2006 (01.09.2006)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
TOYOTA JIDOSHA KABUSHIKI KAISHA

1.  This international preliminary report on patentability (Chapter D) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).

2. This REPORT consists of a total of 4 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a reference
to the international preliminary report on patentability (Chapter I) instead.

3. This report contains indications relating to the following items:

% Box No. I Basis of the report

[:I Box No. I Priority

I:] Box No. III Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

l:l Box No. IV Lack of unity of invention

BoxNo.V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

D Box No. VI Certain documents cited

D Box No. VI Certain defects in the international application

D Box No. VIII Certain observations on the international application

4. The Interational Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis.1 but
not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from the priority

date (Rule 44bis .2).

Date of issuance of this report
17 March 2009 (17.03.2009)

The International Bureau of WIPO Authorized officer

34, chemin des Colombettes :
1211 Geneva 20, Switzerland Yoshiko Kuwahara
Facsimile No. +41 22 338 82 70 e-mail: ptO7 pct@wipo.int

Form PCT/IB/373 (January 2004)




PATENT COOPERATION TREATY

From the

INTERNATIONAL SEARCHING AUTHORITY

To:

Yy
g "
PCT "7,

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing
(day/month/year)
Applicant's or agent's file reference FOR FURTHER ACTION
FNTYA19SWO See paragraph 2 below
International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/JP2007/064342 20.07.2007 01.09.2006

International Patent Classification (IPC) or both national classification and IPC

Applicant

TOYOTA JIDOSHA KABUSHIKI KAISHA

Box No. II Priority

L0100 OO0

2 FURTHER ACTION

1 This opinion contains indications relating to the following items:

x Box No. I Basis of the opinion

Box No. IIT Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No.IV Lack of vnity of invention

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

Box No. VI Certain documents cited
Box No. VII Certain defects in the international application

Box No. VIII  Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority (“IPEA™) except that this does not apply where the applicant chooses an Authority other
than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.14is(b) that written opinions of
this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the IPEA a
written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing of Form
PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

3. For forther details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/JP

Facsimile No.

Date of completion of this opinion | Authorized officer

Telephone No. .

Form PCT/ISA/237 (cover sheet) (April 2005)




International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2007/064342

Box No. I Basis of this opinion

1. Withregard to the language, this opinion has been established on the basis of:

@ the international application in the language in which it was filed
, which is the language of a

D the translation of the international application into
{ranslation furnished for the purposes of international search (Rule 12.3(a) and 23.1(b)).

With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed

2.
invention, this opinion has been established on the basis of:

a.  type of material
D a sequence listing
D table(s) related to the scquence listing

b. format of material
I:I on paper
D in electronic form
c. time of filing/furnishing
D contained in the international application as filed
D filed together with the infernational application in electronic form

I:I furnished subsequently to this Authority for the purposcs of search

In addition, in the case that more than one version or copy of a scquence listing and/or table(s) relating thereto has been filed or
farnished, the required statements that the information in the subsequent or additional copies is identical to that in the application as
filed or does not go beyond the application as filed, as appropriate, were furnished.

4.  Additional comments:

Form PCT/ISA/237 (Box No.T) (April 2005)




ol ti licati .
WRITTEN OPINION OF THE International application No,
.+ INTERNATIONAL SEARCHING AUTHORITY PCT/JP2007/064342
Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement
1. Statement
Novelty (N) Claims 1-1 6 YES
Claims NO
Inventive step (IS) Claims 1—16 YES
Claims NO
Industrial applicability (1A) Claims 1—16 YES
Claims ‘ NO

2. Citations and explanations:
Document 1: JP 2005-349881 A (Toyota Motor Corp.), 22 December
2005, fig. 1 (Family: none) ‘
Document 2: JP 2005-199942 A (Toyota Motor Corp.), 28 July
2005, fig. 1 (Family: none)
Document 3: JP 2005-86877 A (Toyota Motor Corp.), 31 March

2005, fig. 7 (Family: none)

The invention as in claims 1-16 is neither disclosed in
any of the documents cited in the ISR nor obvious to a person

skilled in the art.

Form PCT/ISA/237 (Box No. V) (April 2005)




PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)
Applicant’s or agent’s file reference FOR FURTHER ACTION See item 4 below
FNTYA195WO
International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/JP2007/064342 20 July 2007 (20.07.2007) 01 September 2006 (01.09.2006)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
TOYOTA JIDOSHA KABUSHIKI KAISHA

This international preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).

This REPORT consists of a total of 4 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a reference
to the international preliminary report on patentability (Chapter I) instead.

4.

This report contains indications relating to the following items:
Box No. I Basis of the report
Box No. II Priority

Box No. III Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

Box No. IV Lack of unity of invention

Box No. V Reasoned staternent under Article 35(2) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

Box No. VI Certain docunents cited
Box No. VII Certain defects in the international application

Box No. VIII Certain observations on the international application

LU0 XO DX

The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis.1 but
not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from the priority
date (Rule 44bis .2).

Date of issuance of this report
03 March 2009 (03.03.2009)

The International Bureau of WIPO Authorized officer

34, chemin des Colombettes :
1211 Geneva 20, Switzerland Yoshiko Kuwahara

Facsimile No. +41 22 338 82 70 e-mail: ptO7.pct@wipo.int

Form PCT/IB/373 (January 2004)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.

O. Box 1450

Alexandria, VA 22313-1450

KENYON & KENYON LLP
1500 K STREET N.W. MAILED
SUITE 700 JAN 1.1 2012
WASHINGTON, DC 20005

OFFICE OF PETITIONS
In re Application of : DECISION ON REQUEST TO
Hidehiro OBA et al. : PARTICIPATE IN THE PATENT
Application No.: 12/439,388 _ : PROSECUTION HIGHWAY
Filed: February 27, 2009 : PROGRAM AND PETITION
Attorney Docket No.: 12699/199 : TO MAKE SPECIAL UNDER
Title: Power Output Apparatus and : 37 CFR 1.102(a)
Hybrid Vehicle

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on September 14, 2011, to
make the above-identified application special.

The request and petition are DISMISSED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria, or
USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

www.uspto.gov



(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

Requirements (1, 2), (5-8) above are considered to have been met. However, the request to
participate in the PPH pilot program and petition fail to meet requirements (3, 4).

Regarding the requirement of condition (3), applicant has failed to provide a copy of an English
translation of the claims from the PCT application. Further, Applicant has not provided a
statement that the English translation is accurate. Because no copy of the claims from the PCT
in English has been provided, it cannot be concluded that condition (4) has been met.

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document description:
Petition to make special under PCT — Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Telephone inquiries concerning this decision should be directed to Joanne Hama at (571) 272-
2911 or in her absence, the undersigned at (571) 272-7099.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

Petitions
Office of Petitions



PATENT
Docket No.12699/119

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICANTS : Hidehiro OBA, et al.

SERIAL NO. : 12/439,388

FILED : 27 February 2009

FOR : POWER OUTPUT APPARATUS AND HYBRID VEHICLE
GROUP ART UNIT : 3618 Conf. No. 3855
EXAMINER : Vaughn Coolman

RESPONSE TO DISMISSAL OF REQUEST FOR PCT-PPH PROGRAM
PARTICIPATION

COMMISSIONER FOR PATENTS
OFFICE OF PETITIONS

P. O. Box 1450

Alexandria, VA 22313-1450

Attention: David Bucci — Petitions Examiner

Sir:

In response to the Decision on Request to Participate in the PCT-PPH Program mailed
11 January 2012 dismissing the Request, it is respectfully brought to the Petition Examiner’s
attention that the Request (Form PCTO/SB/20/PCT-US) filed on 14 September 2011
indicated that the claims which were determined to have novelty, inventive step and industrial
applicability were not required since they were already in the US Application upon filing the
request for entry into the national phase on 27 February 2009. Therefore, no verified

translation of these claims was required.

It is therefore respectfully requested that the Request for PCT-PPH Program

participation as well as accelerated examination of this application be granted.

The Examiner is invited to contact the undersigned at (202) 220-4420 to discuss any

matter concerning this request.

DCO01 934754 v1



PATENT
Docket No.12699/119

The Office is authorized to charge any fees related to this filing to Deposit Account
No. 11-0600.
Respectfully submitted,

Dated: 19 January 2012 /Daniel G. Shanley/
Daniel G. Shanley
(Reg. No. 54,863)

KENYON & KENYON LLP
1500 K Street, N.W., #700
Washington, D.C. 20005

Telephone:  (202) 220-4200
Facsimile: (202) 220-4201

DCO01 934754 v1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

KENYON & KENYON LLP
1500 K STREET N.W.
SUITE 700 MAILED
WASHINGTON, DC 20005 -
APR 182012

OFFICE OF PETITIONS
In re Application of
Hidehiro Oba, et al. : DECISION ON REQUEST TO
Application No.: 12/439,388 : PARTICIPATE IN THE PATENT
Filed: 27 February 2009 : PROSECUTION HIGHWAY
Attorney Docket No.: 12699/119 : PROGRAM AND PETITION
For: POWER OUTPUT APPARATUS : TO MAKE SPECIAL UNDER
AND HYBRID VEHICLE : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT- |

PPH) pilot program and the petition under 37 CFR 1.102(a), filed on 23 September 2011 and
renewed 19 January 2012, to make the above-identified application special.

The request and petition are DENIED. o -

DISCUSSION

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria, or
USPTO; ‘ '

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a



Application No. 12/439,388 Page 2

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

Requirements (1-4) and (6-8) above are considered to have been met. However, the request to
participate in the PPH pilot program and petition fail to meet requirement (35).

Regarding the requirement of condition (5), examination of the US application has already
begun. An Office action was mailed 14 February 2012.

Telephone inquiries concerning this decision should be directed to April M. Wise at (571) 272-
1642.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

/

nthbny Knight
Director
Office of Petitions
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In re Application of

MACKINNON et al. : ‘ :

Application No.: 12/439,399 : DECISION
PCT No.: PCT/GB2007/050511 :

Int. Filing Date: 29 August 2007

Priority Date: 31 August 2006

Attorney's Docket No.: Acergy-76

For:  APPARATUS AND METHOD FOR

ADAPTING A SUBSEA VEHICLE-

This decision is in response to applicants’ petition under 37 CFR 1.137(b) filed 23
September 2010 in the United States Patent and Trademark Office (USPTO).

BACKGROUND

On 29 August 2007, applicants filed international application PCT/GB2007/050511, which
designated the U.S. and claimed a priority date of 31 August 2006. A copy of the international
application was communicated to the USPTO from the International Bureau on 06 March 2008.
The thirty-month period for paying the basic national fee in the United States expired at midnight
on 02 March 2009 (28 February 2009 being a Saturday). '

On 27 February 2009, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

On 14 July 2009, the USPTO issued a NOTIFICATION OF MISSING REQUIREMENTS
UNDER 35 U.S.C. 371 (Form PCT/DO/EO/905) indicating, inter alia, that an oath or
declaration of inventors in compliance with 37 CFR 1.497(a)-(b) was required.

On 08 September 2010, the USPTO issued a NOTIFICATION OF ABANDONMENT
(Form PCT/DO/EO/909) indicating that the application was abandoned as to the United States of
America for failure to respond to the NOTIFICATION OF MISSING REQUIREMENTS mailed
14 July 2009 within the time period set therein.



Application No.: 12/439,399 ' -2-

On 22 September 2010, applicants filed a submission including, inter alia, a petition under
37 CFR 1.137(b).

On 23 September 2010, applicants filed a submission including, inter alia, a declaration of
the inventor.

DISCUSSION

A petition to revive the present application under 37 CFR 1.137(b) must include:
(1) The required reply;
(2) The petition fee;
(3) A statement that the entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition was unintentional.
Item (1) has been satisfied.
As to item (2), applicant submitted the petition fee on 22 September 2010.
As to item (3), the required statement has been provided.
Declaration of Inventors

The declaration of the inventor filed 23 September 2010 is in compliance with 37 CFR
1.497(a)-(b).

CONCLUSION

The petition under 37 CFR 1.137(b) is GRANTED for the reasons set forth above.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301
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Document Description: Petition for Green Tech Pilot PTO/SBI420 (11-10)
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U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information uniess it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .
Number: 1928 US (if known): 12439420 Filing date: 5008-06-19
First Named

inventor: Jillian Elaine Collier

Title: LOW TEMPERATURE HYDROCARBON SCR

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Statement of Special Status and Preliminary Amendment

Signature /Stephen ). Driscoll/ Date 02 /18/2011
Name Stephen J. Driscoll
(Print/Typed) P Registration Number 37564

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CER 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signaturey
see below™.

g‘ *Total 01‘1 forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO fo process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office ‘
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

WWW,uSpl().g()V

[ APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. l CONFIRMATION NO. J
12/439,420 02/27/2009 Jillian Elaine Collicr AA 1808 US 3677
95567 7590 03/16/2011 : [ J
. EXAMINER
RatnerPrestia (JM) -
P.O. Box 980 WOODARD, JOYE L
Valley Forge, PA 19482-0980
, I ART UNIT I PAPER NUMBER ]
1773
r MAIL DATE ] DELIVERY MODE ]
. 03/16/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rcv. 04/07)
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) ' QN
RatnerPrestia (JM) oy

P.O. Box 980 \\SL
Valley Forge PA 19482-0980 3

In re Application of :
Collier et al. : DECISION ON PETITION

Application No. 12/439,420 : TO MAKE SPECIAL UNDER
Filed: 2/27/2009 : THE GREEN TECHNOLOGY
Attorney Docket No. AA 1808 US : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 2/18/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: 1) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or 1ii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by

" a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed clectronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).



Application No. 12/439,420 Page 2

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1773 for action
on the merits commensurate with this decision.

fTom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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-Browdy and Neimark, PLLC

1625 K Street, N.W, - MAILED
Suite 1100 ' -
Washington, DC 20006 : FEB 092012

. OFFICE OF PETITIONS
In re Application of Remo Corghi .o
Application No. 12/439,434 : : Letter
371(c) Date: September 1, 2009 : '
Attorney Docket No. CORGHI 33

Thisis a nétice regarding the request for acceptance of a fee deficiency submission under
37 CFR 1.28(c) filed January 6, 2012.

The deficiency payment of $831 is hereby accepted.

The change of status to large entity has been entered and made of record.

Télephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

gz,

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions
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r APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. |
12/439,474 11/17/2009 Katsunari Uemura 5132-0136PUS1 4150
2292 7590 08/18/2011
EXAMINER
BIRCH STEWART KOLASCH & BIRCH I i —l
PO BOX 747 BLANTON, JOHN D
FALLS CHURCH, VA 22040-0747
I ART UNIT I PAPER NUMBER J
2466
I NOTIFICATION DATE | DELIVERY MODE |
08/18/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

mailroom@bskb.com

PTOL-90A (Rev. 04/07)
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BIRCH STEWART KOLASCH & BIRCH
PO BOX 747 '
FALLS CHURCH VA 22040-0747
In re Application of: Katsunari Uemuara : DECISION ON REQUEST TO
Application No. 12439474 PARTICIPATE IN PATENT
Filed: November 17, 2009 PROSECUTION HIGHWAY
For: MOBILE COMMUNICATION PROGRAM AND PETITION TO
SYSTEM, MOBILE STATION %)SPECIAL UNDER 37 CFR
APPARATUS, BASE STATION :
APPARATUS AND RANDOM ACCESS
CHANNEL TRANSMITTING
METHOD

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed June 21, 2011, to make the above-identified
application special.

The petition is GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must (1) validly claims priority under 35 U.S.C. 119(a) and 37 CFR
1.55 to one or more corresponding JPO application(s) or to a PCT application that does not
contain any priority claim, or (2) is a national stage entry of a PCT application that does not
contain any priority claim;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the
English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently-correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;
(5) Applicant must submit a copy of all the office actions from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English

translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in



Application SN: 12439474
Decision on Petition

the JPO office action along with copies of documents except U.S. patents or U.S.
patent application publications; and

The request to participate in the PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Chau Nguyen at 571-272-
3126

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Chau Nguyen/

Chau Nguyen
Quality Assurance Specialist
Technology Center 2400
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[ APPLICATION NO. | FILING DATE ] FIRST NAMED INVENTOR |ATTORNEY DOCKET NO.I CONFIRMATION NO. |
12/439,489 04/02/2009 Manfred Dunky 2993-0128PUS2 4307
[ EXAMINER I
7590 08/03/2011
BIRCH STEWART KOLASCH & BIRCH WALSHON, SCOTT R
PO BOX 747
FALLS CHURCH, VA 22040-0747 [  ArTuNr [ PaperNUMBER |
1788 '
rNOTlFlCATION DATE | DELIVERY MODE J
08/03/2011 ELECTRONIC

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is dismissed.

The express abandonment will not be recognized for the reason(s) indicated below:

1. O The petition was not filed in sufficient time to permit the appropriate officials to recognize the
abandonment before an examination has been made of the application. See 37 CFR 1.138(d).

2. U The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).
3. A The application is not an application filed under 35 U.S.C. 111(a) on or after December 8, 2004.

4. O The petition for express abandonment under 1.138(d) is dismissed because the applicant did
not pay any search fee and excess claims fees in the above-identified application.

Telephone in

iries should be directed to the Office of Data Management at (571) 272-4200.

/ W( /&f/ﬁéﬁ

Office of Data Management

Page 1 of 1
FORM PET651D (Rev. 08/07)



SPE RESPONSE FOR CERTIFICATE OF CORRECTION

DATE T August 23, 2011
TO SPE OF : ART UNIT 3617

SUBJECT : Request for Certificate of Correction for Appl. No.: 12/439,501Patent No.:7857672

CofC mailroom date: 07/26/11

Please respond to this request for a certificate of correction within 7 days.
FOR IFW FILES:

Please review the requested changes/corrections as shown in the COCIN document(s) in
the IFW application image. No new matter should be introduced, nor should the scope or
meaning of the claims be changed.

Please complete the response (see below) and forward the completed response to scanning
using document code COCX.

FOR PAPER FILES:

Please review the requested changes/corrections as shown in the attached certificate of
correction. Please complete this form (see below) and forward it with the file to:

Certificates of Correction Branch (CofC)
Randolph Square — 9D10-A
Palm Location 7580

Note: Should the changes be RoChaun Hardwick
made”? Certificates of Correction Branch

571 272-0470

Thank You For Your Assistance

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

q Approved All changes apply.

O Approved in Part Specify below which changes do not apply.

O Denied - | State the reasons for denial below.
Comments:

/%//' 367

SPE Art Unit

PTOL-306 (REV. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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JONES DAY
222 EAST 41ST ST
NEW YORK NY 10017

MAILED

MAR 21 2011

OFFICE OF PETITIONS

In re Application of :
Steven W. Granger, et al. : DECISION ON PETITION
Application No. 12/439,518 X TO WITHDRAW

Filed: March 6, 2009 : FROM RECORD
Attorney Docket No. 7505-049-999 :

This is a decision on the request to withdraw as attorney of record under 37 CFR §
1.36, filed February 4, 2011.

The request is NOT APPROVED.

The request cannot be approved because it lacks a forwarding correspondence address
of the first named inventor or a properly intervening assignee.

If the forwarding correspondence address is to the assignee, the Office will only accept
correspondence address changes to the most current address information provided for
the assignee of the entire interest that properly became of record under 37 CFR 3.71.
37 CFR 3.71(c) states: ‘

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently
is being submitted for recordation pursuant to § 3.11; or (ii) a statement specifying
where documentary evidence .of a chain of title from the original owner to the assignee
is recorded in the assignment records of the Office (e.g., reel and frame number).



Application No. 12/439,518 | Page 2

All future commuﬁications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-2991. : '

[Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

cc:  Kyowa Hakko Kirin Co., Limited
1-6-1 Ohtemachi, Chiyoda-ku
Tokyo 100-8185
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KF ROSS PC .

5683 RIVERDALE AVENUE

SUITE 203 BOX 900 ' MAILED
BRONX NY 10471-0900 DEC 17 2010

In re Application of - DECISION ON  PCT LEGAL ADMINISTRATION
KUJAT et al ' :

Application No.: 12/439,551

PCT No.: PCT/EP2006/008796 :

Int. Filing Date: 09 September 2006 :  PAPERS FILED
Priority Date: N/A :

Attorney's Docket No.: 24429

For: METHOD FOR PRODUCING :

FILM BAGS :  UNDER 37 CFR 1.42

This is a decision on the “declaration” filed on 18 October 2010, which has been treated
as a renewed request for status under 37 CFR 1.42..

BACKGROUND

In a decision from this Office on 20 April 2010 the request filed on 10 December 2009
was not accepted under 37 CFR 1.42.

On 18 October 2010, applicants filed the present renewed réquest, which also included a
renewed submission under 37 CFR § 1.42 accompanied with an executed declaration.

DISCUSSION

Applicants have provided a supplemental executed declaration, which sets forth that
Monika Kleinschmidt-Kujat is the widow and sole heir of the deceased inventor Marcus KUJAT,
and it also sets forth their citizenships and residences.

Accordingly, the requirements under 37 CFR 1.42 are satisfied and the declaration is
acceptable at this time.

It is noted that if they are executing the declaration as the sole heir of the deceased
inventor then it is hereby construed as an indication that no legal representative(s) of the
deceased's estate has been appointed or is statutorily required to be appointed. If this
interpretation is incorrect applicant is required to promptly notify the Office of such and to
submit a declaration properly executed by the legal representative(s) of the deceased inventor in
response to this decision.



Application No.: 12/439,551
DECISION
The renewed submission filed under 37 CFR 1.42 is ACCEPTED.

The application is being returned to the United States Designated/Elected Office
(DO/EO/US) for processing in accordance with this decision.
Q (e
: acares
PCT Legal Examiner
PCT Legal Office

Tel: (571) 272-3276
Fax: (571) 273-0459
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1 APPLICATION NUMBER Il FILING/RECEIPT DATE | FIRST NAMED APPLICANT [ ATTORNEY DOCKET NUMBER ||

12/439554 03/02/09 Yoshihisa Kakuda 742421-230

DATE MAILED: August 29, 2011
Studebaker & Brackett PC
One Fountain Square
11911 Freedom Drive, Suite 750

Reston VA 20190 :
DECISION DISMISSING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for.a refund of any previously paid
search fee and excess claims fee in the above-identified application.
The petition is dismissed.
The express abandonment will not be recognized for the reason(s) indicated below:
Q The petition was not filed in sufficient time to permit the appropriate officials to recognize the
abandonment before an examination has been made of the application. See 37 CFR

1.138(d).

b( The application is not an application filed under 35 U.S.C. 111(a) on or after December 8,
2004.

Q The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

Q The petition for express abandonment under 1.138(d) is dismissed because the applicant
did not pay any search fee and excess claims fees in the above-identified application.

O The petition for express abandonment under 1.138(d) is dismissed because the request was
filed after the 2 month time period. A grantable petition under 37 CFR 1.183 must be filed to
waive the 2 month time period.

Any inquiries concerning this decision should be directed to the Office of Data Management at
(571) 272-4200.

%M

Patent Publication Branch
Office of Data Management

11/14/05
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MAILED

KEVIN D. MCCARTHY
ROACH BROWN MCCARTHY & GRUBER, P.C. APR 06 2011
424 MAIN STREET

1920 LIBERTY BUILDING OFFICE OF PETITIONS

BUFFALO NY 14202

In re Application of

Carmi David Gressel et al. :
Application No. 12/439,556 : DECISION ON PETITION

Filed: June 3, 2009 : TO MAKE SPECIAL UNDER

Attorney Docket No. 0-09-048 (22936/US/07) : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed January 20, 2011, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants

is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement by an attorney on behalf inventor Carmi David Gressel attesting
to his/her age. The above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-4618.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

The application is being forwarded to the Technology Center Art Unit 2492 for action on the
merits commensurate with this decision.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. J
12/439,580 03/02/2009 Akihiro Kimura 12699/116 5196
23838 7590 . 08/23/2011
XA
KENYON & KENYON LLP I EXAMINER ]
1500 K STREET N.W. YOUNG, EDWIN
SUITE 700
WASHINGTON, DC 20005 . I ART UNIT l PAPER NUMBER J

3655

I MAIL DATE | DELIVERY MODE |

08/23/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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KENYON & KENYON LLP '
1500 K STREET N.W.
SUITE 700
WASHINGTON DC 20005
In re application of : DECISION ON REQUEST TO
Kimura et al : PARTICIPATE IN PATENT
Application No. 12/439,580 : PROSECUTION HIGHWAY
Filed: March 02, 2009 : PROGRAM AND PETITION
For: POWER OUTPUT APPARATUS, - TO MAKE SPECIAL UNDER

CONTROL METHOD OF POWER : 37 CFR 1.102(a)
OUTPUT APPARATUS, AND VEHICLE

EQUIPPED WITH POWER OUTPUT

APPARTUS

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed July 06, 2011, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly clalm priority under 35 U.S.C. 119(a) to one or
more applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) Allthe claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO Office action along with copies of documents except U.S. patents or U.S.
patent application publications.



In light of the preliminary amendment filed July 06, 2011. The request to participate in
the PPH pilot program complies with the above requirements. Therefore, the above-
identified application has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

MB/MB: 08/23/11



N

30 AUG 21

UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

NORRIS MCLAUGHLIN & MARCUS, PA
875 THIRD AVE, 8TH FLOOR
NEW YORK NY 10022

In re Application of MACOME et al.

Application No.: 12/439,623 : DECISION ON PETITION
PCT No.: PCT/US07/77587 :
Int. Filing Date: 05 September 2007 : : UNDER 37 CFR 1.47(a)

Priority Date: 05 September 2006
Attorney Docket No.: 101141-51
For: ASPHALT ENHANCING ADDITIVE

This is a decision on applicant’s renewed petition under 37 CFR 1.47(a), filed in the
United States Patent and Trademark Office (USPTO) on 12 July 2010, to accept the application
without the signature of the joint inventor OSVALDO VULIJSCHER.

BACKGROUND

On 17 August 2009, a Notification of Missing Requirements (FORM PCT/DO/EO/905)
was mailed to applicant indicating inter alia, that an oath or declaration in accordance with 37
CFR 1.497(a) and (b) and the surcharge for filing the oath or declaration after the thirty month
period was required.

On 23 November 2009, applicant filed a response to the 905 along with a petition under
37 CFR 1.47(a) and a declaration, executed by the joint inventors on behalf of the nonsigning
inventor. The petition under 37 CFR 1.47(a) in an attempt to satisfy the requirements of 35
U.S.C. 371(c)(4) requested the acceptance of the application without the signature of inventor
OSVALDO VULIJISCHER, alleging that he refuses to sign the application.

On 26 January 2010, a decision dismissing the petition was mailed indicating that
applicant had failed to provide factual proof that the non-signing inventor refused to executed the
application and to provide his last known address.

On 24 March 2010, applicant filed a renewed petition under 37 CFR 1.47(a). On 11 May
2010, a decision dismissing the petition under 37 CFR 1.47(a) was mailed.

DISCUSSION

As previously stated, a petition under 37 CFR §1.47(a) must be accompanied by (1) the
fee under 37 CFR §1.17(g), (2) factual proof that the non-signing joint inventor(s) refuses to
execute the application or cannot be reached after diligent effort, (3) a statement of the last
known address of the non-signing inventor(s), and (4) an oath or declaration by each available
joint inventor on his or her own behalf and on behalf of the non-signing joint inventor(s).

Applicant previously satisfied Items (1), (3) and (4).
With respect to Item (2) above, Petitioner submitted the 8 July 2010 first-hand statement

of Daniel Nieto, Argentine patent representative, as proof of Mr. Vulijscher’s refusal. Mr. Nieto
states that “on 25 January 2009 , I hand presented a copy of the application papers, including
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specification, claims and Combined Oath and Declaration and Power of Attorney to Mr.
Vulijscher at his last known address....” Thereafter, Mr. Nieto states: “On 05 March 2009, upon
hearing of Mr. Vulijscher’s refusal to sign, I sent Mr. Vulijscher a letter personally requesting
that he sign the documents. On November 4, 200, I spoke with Mr. Vulijscher directly on the
telephone whereupon he stated that he will not sign the document and gave no reason for his
refusal. Mr. Vulijscher also firmly stated that he does not wish to discuss this subject any further,
and requested that all communications end.” Under these circumstances, it can be concluded
that Mr. Vulijscher refuses to sign the application papers. Item (2) is now satisfied.

Accordingly, it is appropriate to accord the national stage application status under 37 CFR
§1.47(a) at this time. ’

CONCLUSION
The petition under 37 CFR 1.47(a) is GRANTED.

The U.S. Designated/Elected Office has accepted the application as a 37 CFR 1.47(a)
application using the declaration filed 23 November 2009. The application has an international
glling date of 0(5 )September 2007 under 35 U.S.C. 363, and a date of 23 November 2009 under

5US.C. 371(c). .

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to the non-signing inventor at his respective last known address of record. Also, a notice of the
filing of this application will be published in the Official Gazette.

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

PCT Legal Office

Office of PCT Legal Administration
Telephone: (571) 272-3286
Facsimile (571) 272-0459
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OSVALDO FELIX VULIJSCHER
LIBERATADOR SAN MARTIN 5515 piso 5§ “B”
1426 BUENOS AIRES

ARGENTINA

In re Application of MACOME et al.
Application No.: 12/439,623

PCT No.: PCT/US07/77587

Int. Filing Date: 05 September 2007

Priority Date: 05 September 2006

Attorney Docket No.: 101141-51

For: ASPHALT ENHANCING ADDITIVE

Dear Mr. Vulijscher:

. y
You are named as an inventor in the above identified United States f)atent application, filed
under the provisions of 37 CFR 1.47(a) and 35 U.S.C. § 116. Should a patent be granted, you
will be designated as an inventor. '

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. If you
care to join in the application, counsel of record (see below) would presumably assist you.
Joining in the application would entail the filing of an appropriate oath or declaration by you
pursuant to 37 CFR 1.63.

/Cynthia M. Kratz/
Cynthia M. Kratz

Attorney Advisor

PCT Legal Office
Telephone: (571) 272-3286
Facsimile: (5§71) 273-0459
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SPE RESPONSE FOR CERTIFICATE OF CORRECTION

’F

Paper No.:20111023

DATE . :October 24, 2011
TO SPE OF : ART UNIT 2816

SUBJECT : Request for Certificate of Correction on Patent No.: 8004338"
A response is requested with respect to the accompanying request for a certificate of correction.

Please complete this form and return with file, within 7 days to:
Certificates of Correction Branch - PK 3-910
Palm location 7590 - Tel. No. 305-8201

With respect to the change(s) requested, correcting Office and/or Applicant’s errors, should the patent

| read as shown in the certificate of correction? No new matter should be introduced, nor should the scope or
meaning of the claims be changed. :

Thank You For Your Assistance Certificates of Correction Branch

The request for issuing the above-identified correction(s) is hereby:
Note your decision on the appropriate box.

X Approved A All changes apply.
] Approved in Part Specify below which changes do not apply.
[] Denied - State the reasons for denial below.
Comments:
SPE: /Lincoln Donovan/ Art Unit 2816

PTOL-306 (Rev. 7/03) U.S. DEPARTMENT OF COMMERCE Patent and Trademark Office
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In re Application of

MEADOWS et al. ) :

Application No.: 12/439,759 : DECISION
PCT No.: PCT/US2007/077786 :

Int. Filing Date: 06 September 2007

Priority Date: 06 September 2006

Attorney Docket No.: 47937-P004WOUS

For: CASING DETECTION

This is a decision on applicants’ petition under 37 CFR 1.47(a) filed 12 August 2010 in
the United States Patent and Trademark Office (USPTO). The petition is GRANTED.

BACKGROUND |

On 06 September 2007, applicants filed international application PCT/US2007/077786,
which designated the United States and claimed a priority date of 06 September 2006. A copy of
the international application was communicated from the International Bureau to the USPTO
onl3 March 2008. The thirty-month period for paying the basic national fee in the United States
expired at midnight on 08 March 2009 (06 March 2009 being a Saturday).

On 03 March 2009, applicants filed a submission for entry into the national stage in the
United States which was accompanied by, inter alia, the U.S. Basic National Fee.

On 12 April 2010, the United States Designated/Elected Office (DO/EO/US) issued a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EO/90S) indicating, inter alia, that an oath or declaration of the inventors in
compliance with 37 CFR 1.497(a)-(b) was required. The NOTIFICATION set a two-month
extendable period for response.

On 12 August 2010, applicants filed the instant petition under 37 CFR 1.47(a) which was
accompanied by, inter alia, a petition/fee for a two-month extension of time, a declaration of
inventors, and a declaration of facts by Polin Chieu with documents in support thereof.
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DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37 CFR
1.17(h); (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort; (3) a statement of the last known address of the missing
inventor; and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor.

As to item (1), the petition fee of $200 has been charged to Deposit Account 23-2426.

Item (2) has been met. It has been established that a copy of the application papers
including the specification, claims, and drawings has been presented to the non-signing inventor
Michael M. Meadows and that he refuses to execute the application.

Item (3) has been met. Although three addresses have been given for the last known
address of Mr. Meadows, the return receipt for Certified Mail sent on 03 August 2010 shows that
the correct address is 14250 Skinner Road, Cypress, TX 77429.

Item (4) has also been met.

CONCLUSION

For the reasons set forth above, applicants’ renewed petition under 37 CFR 1.47(a) is
GRANTED. »

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to each of the non-signing inventors at their respective last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette. '

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application, including the
accordation of a 35 U.S.C. §§371(c)(1), (c)(2), and (c)(4) date of 12 August 2010.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301
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Mr. Michael M. Meadows
14250 Skinner Road
Cypress, TX 77429

In re Application of

MEADOWS et al.

Application No.: 12/439,759

PCT No.: PCT/US2007/077786

Int. Filing Date: 06 September 2007
_Priority Date: 06 September 2006
Attorney Docket No.: 47937-P004WOUS
For:  CASING DETECTION

Dear Mr. Meadows:

You are named as an inventor in the above-captioned United States national stage application, filed under
the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you will be designated
as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your position of record in
the application. Alternatively, you may arrange to do any of the preceding through a registered patent
agent or attorney presenting written authorization from you. Joining in the application would entail the
filing of an appropriate oath or declaration by you pursuant to 37 CFR 1.63.

/Daniel Stemmer/

Daniel Stemmer

PCT Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301

WINSTEAD PC
P.0. BOX 50784
DALLAS TX 75201
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In re Application of
TORRANGS, et al.
Application No.: 12/439,847

PCT No.: PCT/SE2006/001037 : DECISION ON PAPERS
Int. Filing Date: 08 September 2006 :
Priority Date: None : UNDER 37 CFR 1.42

Attorney Docket No.: 000009-327

For: STEERING CONTROL SYSTEM FOR A
VESSEL AND METHOD FOR
OPERATING SUCH A STEERING
CONTROL SYSTEM

This decision is in response to applicant filing of 12 July 2010. The combined
declaration and power of attorney filed is being treated as a request for status under 37 CFR 1.42.
No petition fee is due.

BACKGROUND

On 08 September 2006, applicant filed international application PCT/SE2006/001037. A
copy of the international application was communicated to the United States Patent and
Trademark Office from the International Bureau on 13 March 2008. Pursuant to 37 CFR 1.495,
the thirty-month period for paying the basic national fee in the United States expired at midnight
on 08 March 2009.

On 04 March 2009, applicant filed a transmittal letter for entry into the national stage in
the United States which was accompanied by among other items, payment of the requisite basic
national fee as required by 35 U.S.C. 371(c)(1).

On 12 July 2010, applicant filed the executed combined declaration discussed herein,
along payment of the appropriate surcharge for providing an executed declaration or oath of the
inventor later than thirty months from the earliest claimed priority date.

DISCUSSION
37 CFR 1.42 When the Inventor is Dead, states, in part:

“In case of the death of the inventor, the legal representative (executor, administrator,
etc.) of the deceased inventor may make the necessary. oath or declaration, and apply for and
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obtain the patent.”

The declaration submitted on 12 July 2010 was executed by Eva Maria Finn as “guardian
of minor heir” Lina Ingrid Finn and Ida Ebba Maria Finn heirs to the estate of deceased co-
inventor, Peter Torrangs. However, the filed declaration does not satisfy the requirements under
37 CFR 1.497(b). Specifically, the oath or declaration must provide the citizenship, residence,
and mailing address of both the deceased inventor and the signing heirs. The present declaration
appears to provide this information for the heirs but not the deceased inventor. The declaration
must at a minimum provide the citizenship of the inventor and the citizenship, residence, and
mailing addresses for the heirs.

' CONCLUSION

Applicant’s petition under 37-CFR 1.42 is DISMISSED, without prejudice.

Applicant is hereby afforded TWO (2) MONTHS from the mail date of this decision to
file an oath or declaration in compliance with 37 CFR 1.497 (a)-(b). Any reconsideration request
should include a cover letter entitled, "Renewed Petition Under 37 CFR 1.42." No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a).

Any further correspondence with respect to this matter may be filed electronically via.
EFS-Web selecting the document description “Petition for review and processing by the PCT
Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Ofﬁce of PCT Legal Administration.

2l oo p2Z

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294
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PCT LEGAL ADMINISTRAT
In re Application of ON

TORRANGS, et al.
Application No.: 12/439,847

PCT No.: PCT/SE2006/001037 : DECISION ON PETITION
Int. Filing Date: 08 September 2006 :
Priority Date: None : UNDER 37 CFR 1.42

Attorney Docket No.:000009-327

For: STEERING CONTROL SYSTEM FOR A
VESSEL AND METHOD FOR
OPERATING SUCH A STEERING
CONTROL SYSTEM

On 10 August 2010, applicant was mailed decision dismissing applicant’s request for status
under 37 CFR 1.42. Applicant was afforded two months to file any intended response.

On 16 August 2010, applicant filed the present response and explanation. Counsel has provided
a statement avowing that the residence, mailing address and citizenship provided on the
declaration filed 12 July 2010 is identical for the deceased inventor and that of his surviving
heirs, his minor children. In addition, applicant has provided that the heirs listed represent all of
the heirs and that no legal representative will be appointed. It is therefore proper to grant
applicant’s renewed request for status at this time.

The application has an international filing date of 08 September 2006 under 35 U.S.C. 363 and
will be given a date of 12 July 2010 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4).

This application is being returned to the United States Designated/Elected Office (DO/EO/US)
for treatment in accordance with this decision.

Lo L 5

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294
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l APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR . I ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/439,892 05/14/2009 Kciichi Hirano 17525/002001 8593
2511 7590 071202011
OSHA LIANG L.L.P. I EXAMINER |
TWO HOUSTON CENTER SCHMIDTMANN, BAHAR
909 FANNIN, SUITE 3500
HOUSTON, TX 77010 L ARTUNIT | parernumsER |

1623

l NOTIFICATION DATE l DELIVERY MODE |

07/20/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

docketing@oshaliang.com
hathaway@oshaliang.com _
kennedy@oshaliang.com .

PTOL-90A (Rev. 04/07)
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OSHA LIANG L.L.P.

TWO HOUSTON CENTER
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HOUSTON, TX 77010

In re Application of : DECISION ON REQUEST TO
HIRANO ET AL. : PARTICIPATE IN PATENT
Application No. 12/439,892 : PROSECUTION HIGHWAY
Filed: May 14, 2009 : PROGRAM AND PETITION

Attorney Docket No. 17525/002001 : TO MAKE SPECIAL UNDER
: 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed June 2, 2011, to make the above-identified
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is (a) a Paris Convention application which either (i) validly claims
priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more applications filed in the JPO, or
(ii) validly claims priority to a PCT application that contains no priority claims, or (b) a national
stage application under the PCT (an application which entered the national stage in the U.S. from
a PCT international application after compliance with 35 U.S.C. 371), which PCT application (i)
validly claims priority to an application filed in the JPO, or (ii) validly claims priority to a PCT
application that contains no priority claims, or (iii) contains no priority claim, or (c) a so-called
bypass application filed under 35 U.S.C. 111(a) which validly claims benefit under 35 U.S.C.
120 to a PCT application, which PCT application (i) validly claims priority to an application
filed in the JPO, or (ii) validly claims priority to a PCT application that contains no priority
claims, or (iii) contains no priority claim;

(2) The JPO application(s) have at least one claim that was determined by the JPO to be
allowable/patentable;

(3) All the claims in each U.S. application for which a request for participation in the PPH
program is made must sufficiently correspond or be amended to sufficiently correspond to the
allowable/patentable claims in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the Office action from the JPO application just prior to the
"Decision to Grant a Patent" (e.g., the latest "Notification of Reasons for Refusal") from each of
the JPO application(s) containing the allowable/patentable claims that are the basis for the
request, along with an English translation thereof and a statement that the English translation is
accurate;



(6) Applicant must submit a copy of the allowable/patentable claims from the JPO application(s)
along with an English translation thereof and a statement that the English translation is

accurate;

(7) Applicant must submit a claim correspondence table in English; and

(8) Applicant must submit an information disclosure statement (IDS) listing the documents cited
by the JPO examiner in the JPO office action (unless such an IDS has already been filed in the
U.S. application).

The request to participate in the PPH program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Cecilia Tsang at 571-272-
0562.

All.other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system at the
http://www .uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

Cecilia Tsang
Supervisory Patent Examiner
TC 1600
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Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI/20PCT-EP (05-10)

Approved for use through 01/31/2012, OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PILOT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND

THE USPTO
Attorney Docket No.: 3398-0143PUS1

Application No: 12/439,942 Filing date: November 06, 2009

First Named Inventor: Hans B. BAUERFEIND

Title of the WRIST ORTHOSIS
Invention:

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/EP2007/007532 (EP 2 061 406 B1 corresponds to
application number(s) is/are: PCT/EP2007/007532)

The international date of the corresponding
PCT application(s) is/are: August 28, 2007

I. List of Required Documents: p
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified

orresponding PCT application(s)

'c Is attached

I:I Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

I:l Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1985, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BETWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/439,942

First Named Inventor:] Hans B. BAUERFEIND

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

I:] Is attached

. . - N March 4, 2009
Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

[:I Are attached.

March 4, 2009
Have already been filed in the above-identified U.S. application on

li. Claims Correspondence Table:

Patentable Claims
in the corresponding Explanation regarding the correspondence

PCT Application

Claims in US Application

8 1 with minor ch, to conform to US claim drafting practice and not to be in multiple depedent form.
9 2 P with minor changes to conform to US claim drafting practice and not to be in muitiple depedent form.
10 3 with minor ch to conform to US claim drafting practice and not to be in multiple depedent form.
11 4 fficit with minor ch to conform to US claim drafting practice and not to be in multiple depedent form.
12 3 Sufficiently corresponds with minar changes to conform to US claim drafting practice and comesponds to multiple dependency removed from ciaim 3.
1 3 4 Sufficiently comespends with minor changes to conform to US claim drafting practice and corresponds ta multiple dependency removed from claim 4.
1 4 4 Sufficiently comaspands with minor changes to conform to US claim drafting practice and comesponds to multiple dependency removed from claim 4.

HL. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Name Sy
J .
(PrintTyped) amed/ M. Slattery

/ \
Signature % l\'\ - )W Date October 25, 2011
I ( ‘ 0

Registration Number 28380
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APPLICATION NO. FILING DATE ] FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. |
12/439,942 11/06/2009 Hans B. Bauerfeind 3398-0143PUS1 8917
2292 7590 10/27/2011
EXAMINER
BIRCH STEWART KOLASCH & BIRCH L : I
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3772
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

mailroom@bskb.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

BIRCH STEWART KOLASCH & BIRCH
PO BOX 747
FALLS CHURCH VA 22040-0747

In re Application of :
BAUERFEIND, HANS B. et al : DECISION ON REQUEST TO

Application No. 12/439,942 : PARTICIPATE IN PATENT

Filed: March 4, 2009 : PROSECUTION HIGHWAY
Attorney Docket No. 3398-0143PUSI : PILOT PROGRAM AND PETITION
FOR: WRIST ORTHOSIS : TO MAKE SPECIAL UNDER

: 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed October 25, 2011 to make the above- 1dent1ﬁed
application special.

The request and petition are Dismissed.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
filed in the JPO, EPO, KIPO or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in.the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.



The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

The instant petition complies with items 1 — 4 and 6 above except Item #5.

The betition fails to include a PCT positive search opinion regarding the patentability of claims
7-14. An Office action and/or search opinion showing the patentability of claims is required.

Apglicant is encouraged to cite and submit all relevant prior art references, if any, to facilitate
examination in this application.

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this decision to correct the deficiencies. NO EXTENSION OF TIME
UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are not corrected with the time
period given, the application will await action in its regular turn. Response must be filed via
EFS-Web.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. '

Petition is dismissed.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856



UNITED STATES PATENT AND TRADEMARK OFFICE

APR 07 2011
BAKER BOTTS L.L.P.
30.ROCKEFELLER PLAZA PCT LEGAL ADMINISTRATION
44th Floor
NEW YORK NY 10112-4498

In re Application of
ZIMMERmMman, Deborah, et al. :
Application No.: 12/440,000 3 DECISION ON
PCT No.: PCT/US2007/019652 :
Int. Filing Date: 05 September 2007 : PETITION
Priority Date: 05 September 2006 :
Docket No.: 077375.0776 : UNDER 37 CFR 1.182
For: ANTIBODIES TO BONE ... :

FOR THEIR USE

This decision is in response to applicants’ Petition Under 37 CFR 1.182, filed with the
United States Patent and Trademark Office on 30 August 2010.

BACKGROUND

On 17 March 2010, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating, inter alia, that an oath or declaration of the inventors and the

surcharge for late filing of the search fee, examination fee or oath or declaration were required.

The Notification set a two month period for reply with extensions available under 37 CFR
1.136(a).

On 08 June 2010, applicants filed a declaration of the inventors and the surcharge.
On 08 July 2010, the Office mailed Notification of Defective Response (Form
PCT/DO/EO/916) indicating, inter alia, that the last name of inventor eight did not match the

last name in the international application.

On 30 August 2010, applicants filed a petition under 37 CFR 1.182 to change the name
of an inventor and the fee for a four month extension of time.

DISCUSSION

The $400 fee for a petition under 37 CFR 1.182 has been paid. Inventor Emory states
that her name changed from “Kyra D. Emory” to “Kyra D. Zens” upon her marriage.

CONCLUSION

Applicant’s petition under 37 CFR 1.182 to correct applicant’s name is GRANTED.

Commissioner for Patents
United States Patent and Trademark Office

MA'LED P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov



Application No. 12/440,000 -2-

This application is being referred to the National Phase Processing Branch of the Office
of Patent Application Processing for further action consistent with this decision.
/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

IP GROUP OF DLA PIPER LLP (US)

ONE LIBERTY PLACE MAILED

1650 MARKET ST, SUITE 4900

PHILADELPHIA, PA 19103 SEP 08 2011
OFFICE OF PETITIONS

In re Application of

Atsuyuki Mitani, et al. :

Application No. 12/440,036 : DECISION GRANTING PETITION
Filed: March 5, 2009 : UNDER 37 CFR 1.313(c)(2)
Attorney No. SPL-09-1048 :

This is a decision on the renewed petition under 37 CFR 1.313(c)(2), filed September 7, 2011, to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on August 15, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

This application is being referred to Technology Center AU 2879 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
information disclosure statement.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions

1 . ) . . ' .
The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

FOLEY & LARDNER LLP MAIL

150 EAST GILMAN STREET )

P.O. BOX 1497 NOV 0 8 210

MADISON W1 53701-1497 DIRECTOR'S OFFICE
TECHNOLOGY CENTER 2600

In re Application of : :
UOI, HIROTAKA, et al. : DECISION ON REQUEST TO

Application No. 12/440,202 : PARTICIPATE IN PATENT
Filed: December 31, 2009 : PROSECUTION HIGHWAY
Attorney Docket No. 091619-0278 : PROGRAM AND PETITION

: TO MAKE SPECIAL UNDER

37 CFR 1.102(d)

This is a decision on the request for reconsideration to participate in the Patent Prosecution
Highway (PPH) program and the petition under 37 CFR 1.102(d), filed September 21, 2010 to
make the above-identified application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications; and

(7) The required petition fee under 37 CFR 1.17(h).

www.uspio.gov

The request to participate in the PPH program and petition comply with the above requirements.

Accordingly, the above-identified application has been accorded “special” status.



Telephone inquiries concerning this decision should be directed to Kenneth Wieder at 571-272-
2986.

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Kenneth A. Wieder/

Kenneth Wieder

Quality Assurance Specialist
Technology Center 2600
Communications
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Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

SPRINKLE IP LAW GROUP
1301 W.25TH STREET

SUITE 408 MAILED

AUSTIN TX 78705

JUN 302011
OFFICE OF PETITIONS
In re Application of :
Sharir et al. : DECISION ON PETITION
Application No. 12/440,218 : TO WITHDRAW
Filed: August 4, 2009 : FROM RECORD

Attorney Docket No. BMC1171-US

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b),
filed May 20, 2011.

The request is NOT APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent

seekinig, to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.

The Oftice will require the practitioner(s) to certify that he, she or they have: (1) given reasonable notice

to the client, prior to the expiration of the reply period, which the practitioner(s) intends to withdraw from

employment; (2) delivered to the client or a duly authorized representative of the client all papers and

[;rogerty (including funds) to which the client is entitled; and (g) notified the client of any replies that may
e

ue and the time frame within which the client must respond, pursuant to 37 CFR 10.40 (¢).

Further, the Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of record under 37 CFR
3.71. or, if no assignee of the entire interest has properly been made of record, the most current address
information provided for the first named inventor. 3p7 CFR 3.71(c) states:

An assignee becomes of record either in a national patent application or a reexamination
procee inj by filing a statement in compliance with § 3.73(b) that is signed by a party who is
authorized to act on behalf of the assignee.

According to USPTO assignment records, CPA Global is not the assignee of the instant application.
Since the instant request does not currently comply with the above, the request cannot be granted. All
future communications from the Office will be directed to above-listed address until otherwise properly
notified by the applicant or a proper change of correspondence address have been submitted.

There is an outstanding Office action mailed June 9, 2011 that requires a reply.

Telephone inquires concerning this decision should be directed to the u|1giersiﬁ|1ed at (571) 272-3206. All
other inquires concerning either the examination or status of the application should be directed to the
Technology Center.

[Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
— -
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Commissioner for Patents
United States Patent and Trademark Office
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MAI LED Alexandria, VAmi:szﬂg;gzig
272010
Pearl Cohen Zedek Latzer, LLP DEC
o preoadway - PCT LEGAL ADMINISTRATION
New York NY 10036
In re Application of : )
FRIEDMAN et al. :
Application No.: 12/440,223 :  DECISION ON PETITIONS UNDER
PCT No.: PCT/US07/19537 :

Int. Filing Date: 07 September 2007 : 37 CFR 1.497(d) & 1.182
Priority Date: 08 September 2006 : (

Attorney Docket No.: P-9066-US5

For: HSV-1 AND HSV-2 VACCINES AND

METHODS OF USE THEREOF

This is a decision on applicant’s “PETITION TO ADD INVENTORS UNDER 37 CFR
1.48(a)” filed on 19 August 2010. For the reasons set forth below, the petition is being treated as
a petition under 37 CFR 1.497(d). This is also a decision on applicant’s “PETITION UNDER 37
?FR 1.1%2" filed on 24 August 2010 in the United States Patent and Trademark Office
USPTO).

BACKGROUND

On 05 March 2009, applicant filed a request entry into the national stage in the United
States of America under 35 U.S.C. § 371 with, inter alia, the requisite basic national.

On 08 April 2010, a Notification of Missing Requirements was mailed to applicant,
indicating that an oath or declaration in compliance with 37 CFR 1.497(a) and (b) and the
surcharge for filing the oath or declaration after the thirty month period was required. Applicant
was advised that the declaration was not executed in accordance with 37 CFR 1.66 or 1.68. On
08 June 2010, in response to the Notification, applicant filed an executed declaration. On the
same date, applicant filed a response along with an executed declaration and the $65 surcharge
for filing the declaration after tﬁe thirty month period.

On 23 June 2010, a Notification of Defective Response was mailed to applicant
indicating that the name of the inventor Elizabeth Zumbrun was listed but was not identified on
the international application. On 19 August 2010, applicant filed a response along with a four
page executed declaration.

DISCUSSION -

At the outset, it is noted that 37 CFR 1.48(a) is directed to non-provisional applications.
A national stage application is not considered a non-provisional application until the
requirements of 35 U.S.C. 371 are complete. Thus, a petition under 37 CFR 1.48(a) does not
apply to the instant application at this time. Such request to correct inventorship is treated as a
petition under 37 CFR 1.497(d), to correct an inventive entity if different from the inventive
entity identified in the international application.

Harvey Friedman and Elizabeth E. Brittle were named as the inventors in the published
international application PCT/US08/19537. With thie submission of the petition under 37 CFR
1.497(d), applicant now requests the addition of inventor Fushan Wang.



App. No.: 12/440,223 2

Petition under 37 CFR 1.497(d)

Where the oath or declaration filed pursuant to 35 U.S.C. 371(c)(4) and 37 CFR 1.497(d)
names an inventive entigl different from the inventive entity set forth in the international
application, the oath or declaration must be accompanied by: (1) a statement from each person
being added as an inventor that any error in inventorship occurred without deceptive intention on
his or her part; (2) the fee set forth in § 1.17(i); and (3) if an assignment has been executed b
any of the original named inventors, the written consent of the assignee(s) (See 37 CFR 3.73(>l,))).

Petitioner provided the statement of Fushon Wang, inventor to be added, in support of the
correction of inventorship under 37 CFR 1.497(d). A review of the application file reveals that
the petition fee of $130 was paid. Applicant also submitted the statement of Mr. Wang and the
written consent of the assignee to add Fushon Wang as an inventor. With regard to applicant’s
petition, applicant satisfied the requirements of 37 CFR 1.497(d) and met al%of the requirements
to add Fushon Wang as inventor in the above-identified international application. The petition
under 37 CFR 1.497(d) is GRANTED. ,

Petition under 37 CFR 1.182

To correct the inventor’s name, a petition under 37 CFR 1.182 is required. See MPEP
§605.04(c). A review of the application file reveals that the given name of the applicant as listed
on the published international application is "ELIZABETH E. BRITTLE”. The declaration, filed
on 19 August 2010, was signed by "ELIZABETH E. ZUMBRUN”. Applicant now submits a
petition under 37 CFR 1.182 including a statement by the inventor BRITTLE indicating that her
name changed to ZUMBRUN due to her marriage. Applicant also submitted her marriage
certificate and paid the requisite petition fee. For the above reasons, the petition under 37 CFR
1.182 to change the respective inventor's name to ELIZABETH E. ZUMBRUN is GRANTED.

However, the declaration submitted on 19 August 2010 is unacceptable. The declaration
is a three page declaration but is comprised of four pages: two pages are marked “3" and are
executed by different inventors. The declaration appears to be a composite declaration created
from the combination of separately executed declarations. The declaration is not properly
executed. It appears that either the attorney pieced together separate complete declarations into
one composite declaration or that the inventors were presented with an incomplete declaration.
While it 1s acceptable for applicants to execute separate copies of the declaration, the entire
declaration, as executed by the inventor, must be submitted. “Where individual declarations are
executed, they must be submitted as individual declaration rather than combined into one
declaration.” See MPEP 201.03. The declaration is unacceptable as filed and thus, the
requirements of 37 CFR 1.497 (a) and (b) have not been met.

CONCLUSION

Applicant’s petition under 37 CFR 1.497(d) to add inventor Fushon Wang is
GRANTED.

The petition under 37 CFR 1.182 to correct the name of inventor to Elizabeth E.
Zumbrun is GRANTED.

A declaration, executed in accord with 37 CFR 1.497(a) and (b), is required. Applicant
must file the executed declaration within one month of the maildate of this decision or the time
remaining under the Notification of Missing Requirements.

/Cynthia M. Kratz/
Cynthia M. Kratz
Attorney Advisor
PCT Legal Office
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Pearl Cohen Zedek Latzer, LLP R 20 2011
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In re Application of

FRIEDMAN et al. ' :

Application No.: 12/440,223 : DECISION ON DECLARATION
PCT No.: PCT/US07/19537 :

Int. Filing Date: 07 September 2007

Priority Date: 08 September 2006

Attorney Docket No.: P-9066-US5

For: HSV-1 AND HSV-2 VACCINES AND

METHODS OF USE THEREOF

This is a decision on applicant’s “Response to Decision on Petitions Under 37CFR
1.497(d) and 1.182” filed on 25 January 2011in the United States Patent and Trademark Office
(USPTO).

In a decision mailed 27 December 2010, applicant’s petition to add inventor Fushon
Wang under 37 CFR 1.497(d) was granted. Applicant’s petition under 37 CFR 1.182 to correct
inventor Brittle’s to Zumbrun was also granted. Applicant was advised that the declaration
submitted on 19 August 2010 was unacceptable because the declaration was a three page
declaration but comprised of four pages and thus was not properly executed. A new{)y executed
declaration was required.

On 25 January 2011, applicant submitted a newly executed declaration. The declaration
is now acceptable as filed as it meets the requirements of 37 CFR 1.497 (a) and (b).

The application will be forwarded to the United States Designated/Elected Office for
further processing. The 35 U.S.C. 371 (c)(1), (c)(2) and (c)(4) date is 25 January 2011.

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

PCT Legal Office

Office of PCT Legal Administration

Telephone: (571)272-3286
Facsimile: (571)273-0459
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Document Description: Petition for Green Tech Pilot PTO/SB/420 (05-10)
Approved for use through 01/31/2011. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Nomoer - 1400.0055 | (Foowny T 12/440,238 | Filng e (03/05/2009

mener - Ron CHEN

mite: \ehicular Movement Electricity Converter Embedded Within a Road Bump

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements set forth in the notice titled “Pilot Program for Green
Technologies Including Greenhouse Gas Reduction,” as modified by the notice titled “Elimination of
Classification Requirement in the Green Technology Pilot Program,” each of which was published in the
Federal Register, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Applicant's Statement Of A Basis For Special Status

sinatre /Michael Kondoudis/ oxe 15 September 2010

name eq) MiChael Kondoudis Registration Number 42,758

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

*Total of1— forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by
35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/420 (05-10)
Approved for use through 01/31/2011. OMB 0651-0062
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction” and (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” available on the USPTO web site
at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371. The
application must be previously filed before the publication date of the notice cited above. Reexamination
proceedings are excluded from this pilot program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or 1l of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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The Law Office of Michael E. Kondoudis
888 16th Street, N.W.

Suite 800
Washington DC 20006
In re Application of :

Ron CHEN : DECISION ON PETITION
Application No. 12/440,238 : TO MAKE SPECIAL UNDER
Filed: 3/5/2009 o THE GREEN TECHNOLOGY
Attorney Docket No. 1400.0055 : PILOT PROGRAM

i

This is a decision on the petition under 37 CFR 1.102, filed September 15, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

~ In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not'clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as -
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Lanna Mai at 571-272-6867.

The application is being forwarded to the Technology Center Art Unit 3671 for action
on the merits commensurate with this decision.

/Lanna Mai/

Lanna Mai :
Quality Assurance Specialist
Technology Center 3600
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OFFICE OF PETITIONS
In re Application of
Brandstadt :
Application No. 12/440,258 :  DECISION ON PETITION
Filed: March 6, 2009 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. 247166- :
33USPX/DC10485

This is a decision on the petition under 37 CFR 1.78(a)(6), filed December 12, 2011, to accept an
unintentionally delayed claim under 35 U.S.C. §119(e) for the benefit of the prior-filed
provisional application set forth in the concurrently filedjamendment.

The petition is GRANTED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

(D) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i) to the
prior-filed application, unless previously submitted;
(@) the surcharge set forth in § 1.17(t); and
3) a statement that the entire delay between the date the claim was due under 37
CFR 1.78(a)(5)(i1) and the date the claim was filed was unintentional. The
Director may require additional information where there is a question whether the
delay was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
119(e) is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(6) should not be construed as meaning that this application is entitled
to the benefit of the filing date of the prior-filed application. In order for this application to be
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entitled to the benefit of the prior-filed application, all other requirements under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed application noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the application is entitled to the
benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed provisional
application, accompanies this decision on petition.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3205. All
other inquiries concerning either the examination procedures or status of the application should
be directed to the Technology Center.

The application is being forwarded to Technology Center AU 1732 for consideration by the
examiner of the claim under 35 U.S.C. §119(e) for the benefit of priority to the prior-filed
provisional application.

{ALESIA M. BROWN/
Alesia M. Brown
Attorney Advisor
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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WWW.0Spto.gov
APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMSEIND CLAIMS
12/440,258 03/06/2009 1732 1490 247166-33USPX/DC10485 15 5
CONFIRMATION NO. 1379
11880 _ CORRECTED FILING RECEIPT

Nixon Peabody

3005 Fersde Plaza 160 Floor A

Chicago, IL 60606
Date Mailed: 12/15/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Kurt F. Brandstadt, Midland, MI;
James H. Hand, Midland, MiI;
Thomas H. Lane, Midland, Ml;
Charles Leonard Liotta, Atlanta, GA;
Charles Alan Eckert, Atlanta, GA;
Andreas Sebastian Bommarius, Atlanta, GA;
Reagan Charney, Atlanta, GA;
Jason Patrick Hallett, London, UNITED KINGDOM;
Karen Marie Polizzi, Exeter, UNITED KINGDOM;
Pamela Pollet, Atlanta, GA;
Power of Attorney: The patent practitioners associated with Customer Number 11880

Domestic Priority data as claimed by applicant
This application is a 371 of PCT/US07/78251 09/12/2007
which claims benefit of 60/825,493 09/13/2006

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 04/22/2010

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 12/440,258

Projected Publication Date: Not Applicable .

Non-Publication Request: No
page 10of 3



Early Publication Request: No
Title

ORGANOSILICON-FUNCTIONAL PHASE TRANSFER CATALYSTS -
Preliminary Class
502

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need.of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitied "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158). '

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

page 2 of 3



the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order urider 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

& .
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Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-AU (01-11)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE IP AUSTRALIA (IPAU) AND THE USPTO

Application No: 1 2/440531 3 Filing date: MarCh 6, 2009

First Named Inventor: Roger Ba”ant|ne

Title of the

nventon: Remote Initiator for the Remote Initiation of Explosive Charges

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The coesponding PCT ~ ~ PCT/NZ2006/000242

application humber(s) is/are:

The international filing date of the corresponding

PCT application(s) is/are:
application(s) is/are September 20, 2006

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Is not attached because the document is already in the U.S. application.

C. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

|Page 1 of Z]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-AU (01-11)

Approved for use through 01/31/2012. OMB 0851-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeETWEEN THE IPAU AND THE USPTO

(continued)

Application No.: 12/440.313

First Named Inventor: Roger Ba”antine

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

May 19, 2009

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

|:| Are attached. May 19, 2009

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence

PCT Application
1-41 1-41 Amended to correct formatting
42-44 42-44 Cancelled

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature/JOhn E Nema2|/ DateApril 16, 2011

z\lParm?/Typed) J 0] h n E . N e maZ| Registration Number 30876

[Page 2 of 2]




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BROOKS KUSHMAN P.C.
1000 TOWN CENTER
TWENTY-SECOND FLOOR
SOUTHFIELD MI 48075
In re Application of

BALLANTINE et al. : DECISION ON REQUEST TO
Application No.: 12/440,313 : PARTICIPATE IN THE PATENT
Filed: 06 March 2009 : PROSECUTION HIGHWAY
Attorney Docket No.: PIP0131PUSA : PROGRAM AND PETITION
For: REMOTE INITIATOR FOR THE : TO MAKE SPECIAL UNDER
REMOTE INITIATION OF : 37 CFR 1.102(a)
EXPLOSIVE CHARGES

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed 18 April 2011, to make the
above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII; '

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufﬁcientl}; correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial

applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;



o

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statenient that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549,

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

TQAS Technology Center 2800 - Semiconductors,
Electrical & Optical Systems & Components
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In re Application of: TECHNOLOGY CENTER 2400

WAGENINGEN, ANDRIES

Application No. 12/440,364

Filed: March 6, 2009 DECISION ON PETITION

For: CLUSTER COUPLER IN A TIME UNDER 37 C.FR. § 1.181

TRIGGERED NETWORK

This is a decision on the petition filed December 19, 2011 under 37 CFR § 1.181 to invoke
Supervisory Authority of the Commissioner and require the Examiner to withdraw the finality of
the rejection mailed October 18, 2011.

The Applicant’s counsel filed a petition to the Director under 37 CFR § 1.181 to seek relief from
actions of the Examiner in relation to the Final Office Action mailed October 18, 2011. In the
petition, Applicant’s counsel alleged that the finality of the office action was improper because
the Examiner introduced a new ground of rejection in the Final Office Action that was not
necessitated by applicant’s amendment of the claims as indicated in said Final Office Action.

A review of the file indicates that claim 17 was comprised of substantially similar subject matter,
and claims 13 and 14, from which claim 17 had originally depended from, have not been
amended. Nevertheless, claim 17 was rejected on the basis of new art. Therefore, the finality of
the office action of October 18, 2011 is improper and hereby withdrawn. The Response of
December 19, 2011 will be treated as a response to a non-final Office action, and the examiner
will act upon the response in due course.

Accordingly, the petition is GRANTED.

Any inquiry concerning this decision should be directed to Chau T. Nguyen at (571) 272-3126.

(ipatthy C ¢ TC Director
Technology(€enter 2400

Network, Multiplexing, Cable and Security
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, CST

October 4, 2010
In re application of : DECISION ON REQUEST TO
David Richard Cowieson : PARTICIPATE IN PATENT
Serial No. 12/440,378 : PROSECUTION HIGHWAY
Filed: November 2, 2009 : PILOT PROGRAM AND
For: CO-SINTERED POLYMER : PETITION TO MAKE SPECIAL

STRUCTURES X UNDER 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program filed August 10, 2010.

The request and petition are DISMISSED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the UK IPO, note where the UK IPO application with similar
claims is not the same application from which the U.S. application claims priority that
the applicant must identify the relationship between the UK 1PO application with similar
claims and the UK IPO priority application;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the UK IPO
application(s);

(3) Applicant must ensure that all the claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the UK IPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office action from each of the UK IPO
application(s) containing the allowable claims that are the basis for the request;

(6) Applicant must submit:
a. An IDS listing the documents cited by the UK IPO examiner in the UK IPO office
action (unless already submitted in this application)



Application No. 12/440,378

b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application); and

. The request to participate in the PPH program and petition fail because:

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the UK IPO
application(s);

First, it is noted that while applicant has not provided a copy of the allowable/patentable
claim(s) from the UK IPO application(s), it is assumed that the patentable claims GB
0617738.0 were published in UK patent 2,441,528 B. Note, however, that the copy of
the-office action from the UKIPO of 8 January 2007 indicates that there were 18 claims -
searched and that the UK patent sets forth 17 claims. Clarification is required.

(3) Applicant must ensure that all the claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the UK IPO application(s);

Claim 6 of the present application does not appear to sufficiently correspond to patented.
claim 4 of the UK patent because claim 6 of the present application depends on claim 5
which has been cancelled. Note that claim 4 of the UK patent may depend on any one
of the preceding claims. Similarly, claim 8 of the present application depends on claim

7 which has been cancelled.

Applicant is given a time period of ONE MONTH OR THIRTY DAYS, whichever is
longer, from the mailing date of this decision to correct the deficiencies. NO
EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected within the time period given, the appllcatlon with await action in its regular
turn.

Any inquiry regarding this decision should be directed to Chrlstlne Tlerney, Quality
Assurance Specialist, at (571) 272-1055.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

[Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

pairdocketing@ssiplaw.com
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November 23, 2010
In re application of ' X DECISION ON REQUEST TO
David Richard Cowieson : PARTICIPATE IN PATENT
Serial No. 12/440,378 X PROSECUTION HIGHWAY
Filed: November 2, 2009 X PILOT PROGRAM AND
For: CO-SINTERED POLYMER , : PETITION TO MAKE SPECIAL

STRUCTURES ‘ ' X UNDER 37 CFR 1.102(a)

This is a decision on the supplemental request to participate in the Patent Prosecution
Highway (PPH) program filed November 5, 2010.

The request and petition are GRANTED.

A‘grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the UK IPO, note where the UK IPO application with similar
claims is not the same application from which the U.S. application claims priority that
the applicant must identify the relationship between the UK IPO application with similar
claims and the UK IPO priority application; ’

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the UK IPO
appllcatlon(s)

(3) Applicant must ensure that all the claims in the U.S. application must sufficiently
correspond or be amended to sufficiently correspond to the allowable/patentable
claim(s) in the UK IPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office action from each of the UK IPO
application(s) containing the allowable claims that are the basis for the request; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the UK IPO examiner in the UK IPO office
action (unless already submitted in this application)
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b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application).

The supplemental request to participate in the PPH program and petition comply with
the above requirements. Accordingly, the above-identified application has been
accorded “special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Christine Tierney, Quality .
Assurance Specialist, at (571) 272-1055.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html..

/Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

FOX ROTHSCHILD LLP
997 Lenox Drive, Bldg. #3
Lawrenceville NJ 08648

In re Application of
FRANZEN, et al.

U.S. Application No.: 12/440,459 : DECISION ON PETITION
PCT No.: PCT/EP2007/007531 : :
Int. Filing Date: 29 August 2007 : UNDER 37 CFR 1.59(b)

Priority Date: 07 September 2006

Attorney Docket No.: C 3140 PCT/US

For: METHOD FOR PRODUCING ALKYLENE
OXIDE ADDITION PRODUCTS

This decision is in response to applicant’s “TRANSMITTAL OF REFILED
DOCUMENTS?” filed 07 March 2010 in the United States Patent and Trademark Office
(USPTO). The response is being treated as a petition to expunge under 37 CFR 1.59(b). As
authorized the $200.00 petition fee will be charged to deposit account number 50-1943.

- BACKGROUND

On 29 August 2007, applicant filed international application PCT/EP2007/007531 which
claimed priority to an earlier application filed 07 September 2006. Pursuant to 35 U.S.C. 371,
the thirty-month period for paying the basic national fee in the United States expired at midnight
on 07 March 2009. '

On 07 March 2009, applicant filed a transmittal letter for entry into the national stage in
the United States which was accompanied by among other items, payment of the requisite basic
national fee; a preliminary amendment, Application Data Sheet and the petition discussed
herein. '

DISCUSSION

A petition under 37 CFR 1.59(b) must contain:

(1) aclear identification of the information to be expunged without disclosure of the
details thereof; '

(2) aclear statement that the information to be expunged is trade secret material, -
proprietary material, and/or subject to a protective order, and that the

information has not been otherwise made public;

(3) acommitment on the part of the petitioner to retain such information for the
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period of any patent with regard to which such information is submitted;

(4) a statement that the petition to expunge is being submitted by, or on behalf of,
the party in interest who originally submitted the information;

(5) the fee as set forth in 37 CFR 1.17(g) for a petition under 37 CFR-1.59(b).

Applicant has satisfied items 1 and S.

Regarding items 2-4, the present request (statement) does not meet the exacting standards
detailed above in order to grant applicant’s request and have the earlier filed materials expunged
from the application.

In light of the above, it is not possible to grant applicant’s petition at this time.

CONCLUSION

For the reasons above, applicant’s request under 37 CFR 1.59(b) is DISMISSED without
prejudice. ' , ’ '

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description “Petition for review and processing by the PCT
Legal Office” or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

2 o 7

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294
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PCT LEGAL ADMINISTRATION

In re Application of
FRANZEN, et al.

U.S. Application No.: 12/440,459 : DECISION ON PETITION
PCT No.: PCT/EP2007/007531 :
Int. Filing Date: 29 August 2007 s UNDER 37 CFR 1.59(b)

Priority Date: 07 September 2006

Attorney Docket No.: C 3140 PCT/US

For: METHOD FOR PRODUCING ALKYLENE
OXIDE ADDITION PRODUCTS

This decision is issued in response to applicant’s “Supplemental Petition Under 37 CFR 1.59 to
Expunge Information Submitted in Incorrect Application” filed 08 September 2010 in the United
States Patent and Trademark Office (USPTO). The petition fee has been charged to counsel’s
deposit account listed in the present petition. ‘

The petition under 37 CFR 1.59 is GRANTED.

Upon a showing satisfactory to the Director, information, other than that forming part of the
original disclosure, may be expunged from an application. Since the Office can determine the
correct application file for which the erroneously filed papers were intended from the other

identifying information on the papers, the papers will be removed as requested.

In a paper file, the unintentionally submitted papers could, but necessarily would, have been

‘physically removed from the file wrapper and returned to applicant; in the [FW realm the

corresponding action(s) is to close the document and also remove such from the listing of
“Public[ly available] Documents.”

Applicant has presently provided guidance as to which documents should be expunged pursuant
to 37 CFR 1.59(b) and MPEP section 724.05. It is agreed that it would be appropriate in this
instance to close the initially filed preliminary amendment, English translation and other U.S.
national stage papers which referenced entry, into the national stage for international application
PCT/EP2007/007530, and also remove such from the listing publicly available documents for
this Image File Wrapper IFW).
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As a condition of this favorable treatment, petitioner is required to maintain the material in
question during the enforceable life of any patent arising from this application, or any patent
claiming benefit of this application. '

Gopl

Derek A. Putonen

Attorney Advisor

Office of PCT Legal Administration
Tel: (571) 272-3294
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SUITE 700 QFFICE OF PETITIONS

WASHINGTON DC 20036

In re Application of
Kazunori Futamura et al :
Application No. 12/440,483 : DECISION ON PETITION

Filed: March 9, 2009 : UNDER 37 CFR 1.313(c)
Attorney Docket No. 082733 :

This is a decision on the petition under 37 CFR 1.313(c), filed November 21, 2011, to withdraw
the above-identified application from issue after payment of the issue fee..

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on October 26, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center AU 2874 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
IDS.

/Karen Creasy/
Karen Creasy
Petitions Examiner
Office of Petitions

! The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Part B — Fee(s) Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the
Issue Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.

www.uspto.gov



Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-AU (01-11)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE IP AUSTRALIA (IPAU) AND THE USPTO

Application No: 12/440,500 Fimg date: \March 9, 2009

First Named Inventor: Matth ew Walker

Title of the

menton: VISUAL CODE TRANSACTION VERIFICATION

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/AU2006/02013

application humber(s) is/are:

The international filing date of the corresponding

PCT application(s) is/are:
application(s) Isfare: 1y - cember 31, 2006

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Is not attached because the document is already in the U.S. application.

C. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

|Page 1 of Z]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-AU (01-11)

Approved for use through 01/31/2012. OMB 0851-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeETWEEN THE IPAU AND THE USPTO

(continued)

Application No.: 12/440.500

First Named Inventor: I\/Iatthew Wa|ker

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

Has already been filed in the above-identified U.S. application on September 1 ’ 2009

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
|:| Are attached.

Have already been filed in the above-identified U.S. application on September 1 ’ 2009

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1 1 Amended to add claim number
2 2 Amended to add claim number
3 3 Amended to add claim number
4 4 Amended to add claim number and remove multiple dependency
5 5 Amended to add claim number and remove multiple dependency

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature/JONN E. Nemazi/ pate FEDIrUary 10, 2011

z\lParm?/Typed) J 0] h n E . N e maZ| Registration Number 30876

[Page 2 of 2]




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



" PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY
(Chapter II of the Patent Cooperation Treaty)

(PCT Article 36 and Rule 70)

| Applicant's or agent's file reference FOR FURTHER ACTION See Form PCT/IPEA/416
TransVerif
International application No. International filing date (day/month/year) Priority date (day/month/year)
PCT/AU2006/002013 31 December 2006 , 7 September 2006

International Patent Classification (IPC) or national classification and IPC

Int. CL
GO07D 7/12 (2006.01) GOG6K 9/00 (2006.015

Applicant
WALKER, Matthew

1. This report is the international preliminary examination report, established by this International Preliminary Examining
Authority under Article 35 and transmitted to the applicant according to Article 36.

2. This REPORT consists of a total of 3 sheets, including this cover sheet.
3. This report is also accompanied by ANNEXES, comprising:
a. (sent to the applicant and to the International Bureau) a total of 10 sheets, as follows:

l:] sheets of the description, claims and/or drawings which have been amended and are the basis for this report and/or
sheets containing rectifications authorized by this Authority (see Rule 70.16 and Section 607 of the
Administrative Instructions).

D sheets which supersede earlier sheets, but which this Authority considers contain an amendment that goes beyond
the disclosure in the international application as filed, as indicated in item 4 of Box No. I and the Supplemental
Box.

b. [:I (sent to the International Bureau only) a total of (indicate type and number of electronic carrier(s)) , containing
a sequence listing and/or table related thereto, in electronic form only, as indicated in the Supplemental Box Relating to
Sequence Listing (see Section 802 of the Administrative Instructions).

4. ‘This report contains indications relating to the following items:

Box No. 1 Basis of the report
Box No. II Priority '
Box No. I11 Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No. IV Lack of unity of invention

Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Box No. VI Certain documents cited

Box No. VII Certain defects in the international application

000 BO00E

Box No. VIII  Certain observations on the international application

Date of submission of the demand Date of completion of this report
20 September 2007 01 May 2008

Name and mailing address of the IPEA/AU Authorized Officer

AUSTRALIAN PATENT OFFICE Mani Ramachandran

PO BOX 200, WODEN ACT 2606, AUSTRALIA AUSTRALIAN PATENT OFFICE
E-mail address: pct@ipaustralia.gov.au (ISO 9001 Quality Certified Service)

Facsimile No. +61 2 6283 7999

Telephone No. (02) 6283 2233

Form PCT/IPEA/409 (Cover sheet) (April 2007)



INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY International application No.

PCT/AU2006/002013
Box No. I Basis of the report
1. With regard to the language, this report is based on:
The international application in the language in which it was filed
A translation of the international application into , which is the language of a

%

translation furnished for the purposes of:
D international search (under Rules 12.3(a) and 23.1 (b))
D publication of the international application (under Rule 12.4(a))

D international preliminary examination (Rules 55.2(a) and/or 55.3(a))

With regard to the elements of the international application, this report is based on (replacement sheets which have been
furnished to the receiving Office in response to an invitation under Article 14 are referred to in this report as "originally
filed" and are not annexed to this report): ’

D the international application as originally filed/furnished

the description: ,
pages as originally filed/furnished

pages* 1-7 received by this Authority on 27 March 2008 with the letter of 25 March 2008
pages* received by this Authority on  with the letter of

the claims:
pages as originally filed/furnished
pages* as amended (together with any statement) under Article 19
pages* 8 received by this Authority on 27 March 2008 with the letter of 25 March 2008
pages* received by this Authority on  with the letter of

the drawings:
pages as originally filed/furnished
pages* 1-2 received by this Authority on 27 March 2008  with the letter of 25 March 2008
pages*  received by this Authority on with the letter of

a sequence listing and/or any related table(s) - see Supplemental Box Relating to Sequence Listing.
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D the description, pages

D the claims, Nos.

D the drawings, sheets/figs

l:' the sequence listing (specify):

D any table(s) related to the sequence listing (specify):

D This report has been established as if (some of) the amendments annexed to this report and listed below had not been
made, since they have been considered to go beyond the disclosure as filed, as indicated in the Supplemental Box (Rule’

70.2(c)).
D the description, pages
D the claims, Nos.
D the drawings, sheets/figs
I:] the sequence listing (specify):
r_—l any table(s) related to the sequence listing (specify):

D This report has been established taking into account the rectification of an obvious mistake authorized by or notified to
the Authority under Rule 91 (Rule 70.2(e)).
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Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability;
: citations and explanations supporting such statement
1. Statement
Novelty (N) Claims 1-5 YES
Claims NO
Inventive step (IS) Claims 1-5 ‘ YES
Claims NO
Industrial applicability (IA)  Claims 1-5 YES
Claims : NO

2. Citations and explanations (Rule 70.7)

CLAIMS I-5:

The invention of the amended claims is a method of visual code transaction verification wherein a dynamic
visual code is generated as a combination of elongated segments. A first electronic application generates a
dynamic visual code using a string of characters with elongated segments. This is then combined with a
randomly generated set of elongated segments to create a second pattern of elongated segments obfuscating the
dynamic visual code. A transparent window with a first pattern of elongated segments is then superimposed on
the electronic application's second pattern and correctly aligned to reveal the original dynamic visual code.

No individual citation or obvious combination of citations disclose a visual code transaction verification method
using matching dynamically generated elongated character segments.

The closest prior art of:

- US 6249588 Bl (AMIDROUR et al) 19 June 2001
- WO 1999/026793 A1 (SECURENCY PTY LTD) 3 June 1999
~US 4921278 A (SHIANG et al) 1 May 1990

talk about authorisation obtained by combining correctly aligned security markings or moire patterns, but none
of them disclose the feature of using a random pattern of segments in the process of generating a dynamic visual
code.
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Description
VISUAL CODE TRANSACTION VERIFICATION

Detailed Description

The present invention relates to a method of generating a humanly readable visual
code of characters for use as a one time visual code, comprising a transparent window,
with elongated segment pattern thereon, correctly superimposed over a second propor-
tionally similar electronically synchronized elongated segment pattern. This generated
visual code effect is intended for use in electronic transaction verification.

The method is enabled through a variety of different embodiments. One such em-
bodiment being a conventional plastic identification card (20) with pre-recorded
elongated segments printed on a transparent section in a uniformly random grid pattern
(21). The transparent section can be placed in any location on the card and be of
variable size to suit the dimensions of the pattern used.

The user identifies himself to the server application which locates that users pre-
recorded printed pattern and is then able to generate a synchronized pattern image (22)
using that information. When the user's identification card transparent segmented
pattern is correctly superimposed over this generated synchronized pattern image a
specific humanly readable visual code of characters (25) becomes apparent to the user.
This visual code of characters can be used as a one time password for secure
transaction verification. '

The user's segmented pattern is digitally recorded at the time of manufacture and
stored on a secure authenticating server connected to a network. The generation of
both the user's segmented pattern and synchronized pattern is done under certain
conditions. The successful comprehension of the visual code requires that the
uniformly random segments that make up the user's pattern be displayed in a
somewhat evenly distributed fashion for maximum flexibility of possible character
generation and to avoid the generation of false characters or obstructing identification
of visual characters. The synchronized segmented pattern image is seeded with false
segmented patterns designed to make visual analysis of the individual patterns more
difficult while still displaying the correct visual code of characters to the user through
a combination of the electronically displayed segments correctly superimposed with
the users transparent card segments. The segmented pattern generation application
primarily balances user readability and ease of visual alignment with the need for
security against visual analysis.

A grid pattern (1) with a variable number of rows and columns made of elongated
segments, is used as a baseline alignment pattern for the visual code effect to be
created. While the basic grid pattern (1) enables seven segment display characters to be
generated anywhere within a seven segment section , by adding alternating elongated
diagonal segments between the vertical and horizontal segments (2) enables the
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method to produce more complex fourteen segment display characters. These in-
dividual segments can be either dark, light, transparent, coloured or shaded in more
complex versions of the same method. Each individual segment can be either darkened
or transparent on the user's card or can be dark or light on the synchronized generated
electronic display image. The size and proportions of the segmented baseline grid must
be roughly the same dimensions for both segmented patterns, the electronic displayed
pattern of which can be adjusted through simple graphic manipulation. More complex
visual patterns can utilize shaded segments which when superimposed with other
shaded segments produce stronger visual character segments while providing more
pattern noise for added complexity and protection against pattern analysis, a similar
property can be utilized with various coloured segments and unique colour mixing
effects.

The individual horizontal and vertical segments can be of varying length, width
height as long as both synchronized patterns are similarly proportioned with one
another. The dimensions are easily adjustable according to the user ease of visibility,
readability, contrast, background light and ease of physical alignment over various
electronic screen resolutions and screen surfaces. Different resolutions of various
electronic screens displaying the generated pattern provide a challenge with relation to
displaying a synchronized pattern image with a similar proportional dimension to the
user's card pattern to facilitate correct superimposed alignment of character segments.
Most online computer screen browsers, the preferred screen medium, provide simple
detection scripts for screen resolution and easy image dimension adjustment. These
dimension settings once detected can be stored for future use by the browser. The
simple segmented character style of the visual code combined with the surrounding
areas of negative space assist user readability and character comprehension despite
possible slight variation between user and electronic screen segmented pattern di-
mensions and resolution.

The number of rows and columns on both the user's segmented pattern and the
software generated pattern can be increased according to the intended number of visual
code characters to be visually generated for the user. The number of possible pattern
combinations increases with larger numbers of rows and columns (36) allowing greater
possible placement options for code characters. The electronically displayed syn-
chronized pattern is able to include more rows'and columns than the user's pattern by
using a common alignment symbol printed (31) generated proportionally adjacent (35)
to the segmented patterns to correctly align the user's transparent window (32) over the
relevant section of generated pattern image. This symbol can be any simple shape
which is easy to visually align. By including extra rows or columns the synchronized
pattern which becomes more complex also increases the difficulty of pattern analysis
attacks without compromising the visual code of characters to be apparent to the user.

The authentication application can be either software or hardware electronics and
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operates on the network between the users electronic display, electronic character input
device and the secure server storing the electronic representations of the users unique
transparent segmented pattern. It should be able to generate a string of characters,
generate a dynamic visual representation of the generated string of characters in
segmented pattern form, generate a random set of elongated segments, electronically
combine segmented patterns both stored and generated and identify visual characters
based on an easily identifiable by people set of characters composed of elongated
segments, modify generated segmented patterns to conform to the identifiable
segmented character patterns, verifying or invalidating a transaction based on the users
manually entered code string matching with the transaction authentication code.

The synchronized pattern (22 and 36) which creates the visual character effect
(25,39,48) can be generated through a variety of methods.

One such simple method is to generate a random pattern of segments, in which a
uniform density of segments creates a high probability of random characters being
created without any predetermination on the part of the application when the user's
transparent pattern is superimposed. The software or electronic authentication ap-
plication can electronically combine both the generated random pattern with the user's
transparent pattern and identify visual characters within it based on an easily iden-
tifiable by people set-of characters composed of elongated segments. An electronic
display then shows the generated random pattern to the user and the user identified
visual characters become the transaction authentication code.

Another method is for the authentication application to generate a string of
characters for eventual identification by the user as a verification code. The authen-
tication application then electronically combines the users transparent pattern with a
generated random segment pattern and then electronically adding segments to the
random segment pattern to strategically create the visual segmented representations of
the string of characters according to an easily identifiable by people set of characters
composed of elongated segments. The modified random segment pattern then has any
obstructing segments which may create unintentional visual characters removed and is
shown on an electronic display to the user whereby the visually identifiable segmented

_ string of characters becomes the transaction authentication code.

If the pre-recorded segment pattern on the user's card is incorrect, superimposing it
with the software generated segmented display image will present unreadable or
incorrect characters and the subsequent user entered character string as transaction
verification code will be incorrect. The transaction verification code as a character
string can be entered by the user into the electrnic character input device which then
transmits the code for transaction verification back to the authentication application
which initially generated the synchronized pattern. This method can be performed on
local or internet connected devices such as computers, laptops, personal digital as-
sistants and mobile phones. Transmission of the synchronized segment pattern and
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resulting visual code could be sent by SMS on a mobile phone if a wireless internet
connection is not available.

The method can be used by requesting that the user flip their card horizontally,
vertically or that they rotate their card pattern 90, 180 or 270 degrees thereby in-
creasing the possible number of segment pattern combinations.

Synchronized segmented patterns can be depicted as an animated series of patterns
which reveals the correct visual code to the user at a specific point in time.

A further variation of the invention includes a sliding protective panel which covers
the user's transparent optical pattern when it is not in use to protect against optical
recording. '

Background Art

The increasing use of transaction verification throughout the world is most visibly
exhibited in the credit card or other card payment systems being used commonly in
grocery stores, universities and more increasingly, internet websites. The prevalent
problem with remote payment card systems has been remote transaction verification.
The primary method of transaction verification security uses the user's signature which
is often signed onto the sales receipt. Apart from being relatively easy to forge, the
signature system does not adapt itself to modern remote electronic medium, such as the
internet. An early verification method involved a basic Luhn algorithm to generate
each unique card number in a non sequential manner which is then verified by testing
against the algorithm. It is not intended to be cryptographically secure; it protects
against accidental error, not malicious attack. This basic method of verification
became increasingly invalid with the advent of the internet, as fraud increased and
details of the algorithm became widespread. Today, half of all credit card fraud is
conducted online. In response to this widespread fraud, credit card companies have im-
plemented a static CVV (Card Verification Value) number printed on the back or front
of cards at time of issue. The CVV, usually a 3 or 4 digit number, is required to be
entered at the time of transaction, particularly with online payment. The disadvantage
of the CVV number system is that many modern credit card fraud systems use card
details including static CVV numbers gained from hacking online shopping payment
databases, phishing techniques or screen and keylogging programs installed on the
victim's computer system. Obviously, the major drawback to the CVV number system
is the static nature of the printed numbers which mean once the card details are com-
promised the victim can easily be defrauded repeatedly. Furthermore, the simple static
nature of the CVV number system method offers little proof that the remote user
actually has the physical card in their possession as this simple 3 or 4 digit number can
easily be shared alongside other card details. In response to this weak security method
some banks have begun issuing members with a one-time password generating
electronic device or hardware tokens. These devices have a small screen and button
which, when pressed, generates a one time dynamically changing password using
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encrypted secret key programming, changing the password code every minute or so.
The disadvantages of this system are the enormous expense of buying and issuing
these electronic devices which must be secured from the factory of manufacture,
battery maintenance, electronic fragility, inability to carry inside conventional wallets,
separation from required membership card, and internal clock synchronization
necessary with remote server. Smart Card technology has also been proposed as a
secure method. This method has not become widely used, however, due to the issues
of remote infrastructure cost and availability, electronic cloning, cost of cards with in-
tegrated circuits and fragility of those circuits when in day to day use. Proximity cards
used as a payment system in some transportation services have also been proposed.
Apart from suffering from the same problems as smart card systems they also have the
added security issue of a potential unauthorized third party cloning or charging the
card at a distance. The essence of the current problem is the need for a secure one time
dynamically manipulatable password transaction verification system without the as-
sociated remote infrastructure costs and electronic security vulnerabilities.
Disclosure of Invention '
Technical Problem

Remote transaction verification without the need for specialized remote electronic
security hardware and infrastructure while providing security against modern
electronic phishing, keylogging or electronic eavesdropping techniques.

Technical Solution

By using this invention method, transaction verification can be performed by
generating a remote dynamic visual code for use as a one time password solution over
any network enabled device with a suitable electronic display such as personal
computer, laptop, digital assistants, mobile phones without using specialized remote
security infrastructure or electronic devices. Security is provided by separating the
optical visual code into unidentifiable segmented patterns with the users card
segmented pattern not accessible from the network requesting the transaction veri-
fication, this defeats most electronic phishing, keylogging or electronic eavesdropping
techniques. The dynamic visual code effect is only apparent to the user when both
segmented patterns are physically superimposed correctly and can be modified by ma-
nipulating the electronically displayed segment pattern.

Advantageous Effects

Creates dynamic remote visual codes using a static pattern without the use of spe-

cialized remote electronics, infrastructure, tables or any mechanical parts on the cards.
Description of Drawings

Although the invention will be described in terms of a specific embodiment as
shown in the drawings, it will be readily apparent to those skilled in the art that ad-
ditional modifications, rearrangements and substitutions can be made without
departing from the spirit of the invention. Please note that for the purpose of clear il-
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lustration none of the diagram patterns depict semi-transparent shading techniques.
Please note that while the number of rows in the depicted patterns should be at least 3
and the number of columns should be at least 2, the possible number of rows and
columns is variable according to the number of characters generated and security
required.

[21] FIG.1 is a pictorial view showing a basic elongated segment grid pattern 1 with all
possible segments filled. o

[22] FIG.1A is a pictorial view showing a more éomplex elongated segment grid pattern
2 with diagonal elongated segments capable of depicting 14 segment characters.

[23] FIG.2 is a pictorial view of an opaque conventional plastic membership card 20 ’
with a transparent window and an example of a static elongated segment pattern
printed 21 thereon.

[24] FIG.2A is a pictorial view of a synchronized elongated segment image pattern 22 as
shown on a typical electronic display. '

[25] FIG.2B is a pictorial view of a conventional plastic membership card 20 with its
transparent segment pattern superimposed over a synchronized segment pattern
revealing a 3 digit segmented visual code 25.

[26] FIG.3 is a pictorial view of a conventional plastic membershlp card 30 with a
transparent window and a static elongated segment pattern printed 32 thereon. A pro-
portionally adjacent alignment marker 31 is printed to the left.

[27] .+ FIG.3A is a pictorial view illustrating a synchronized screen generated image
pattern 36 which is larger proportioned than the user's synchronized transparent card
pattern 30 so as to induce a larger amount of obfuscation pattern security into the
screen generated pattern. A ‘proportionally correct alignment marker image 35 is
generated adjacent with the synchronized segment pattern 36 to conform with the
known proportional relationship between the user's alignment marker 31 and its
transparent card pattern 32.

[28] FIG.3B is a pictorial view of a conventional plastic membership card 30 showing
its alignment marker 31 superimposed over a proportionally correct alignment marker
image 35, this correctly aligns the adjacent transparent printed segment pattern which
is superimposed over a larger synchronized segment pattern revealing a 4 digit
segmented visual code 39.

[29] FIG.4 is a pictorial view of a user superimposing a plastic identification card 45
with transparent segmented pattern over a conventional liquid crystal computer display
40 showing a synchronized segment pattern 44 specifically generated for that user.

[30] FIG.4A is an enlarged pictorial view of the superimposed segment patterns 44
showing the 3 digit numerical visual code 48 apparent to the user.

Mode for Invention

[31] The best form of the invention is the conventional plastic identification card (45)

with the elongated segment pattern printed across 4 transparent window thereon (44).
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The card is then superimposed over an ordinary internet connected computer display (
40) showing a second elongated segment pattern synchronized with the user's pre-
recorded printed card pattern stored on a secure database. This superimposition will
present a readable visual code (48) to the user which is then manually entered by the
user into the internet connected computer to confirm a transaction such as logging onto

a secure website or authorizing an online payment.
Industrial Applicability
[32] Can be used in all transaction verification systems such as verifying electronic cash
. payments for payment cards as well as verifying remote identification membership
cards. '
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Claims

A method of generating a dynamic visual code as a combination of elongated
segments, which consists of a transparent window with a first pattern of
elongated segments printed on it, and an authentication application, and

the said authentication application generates a string of characters, and

the said authentication application generates a dynamic visual code fepresenting
the generated string of characters with elongated segments, and

the said authentication application generates a random set of elongated segments,
and ’

the said authentication application combines those of the randomly generated
elongated segments with said dynamic visual code to produce a second pattern of
elongated segments, and

an electronic display showing to the user the second pattern of elongated
segments, which reveals the dynamic visual code when the first pattern is su-
perimposed with it and correctly aligned.

A method of generating a dynamic visual code as described in claim 1,

where the said authentication application removes some of the elongated

'segments of the second pattern, .

which obstruct human comprehension of the dynamic visual code.

A method of generating a dynamic visual code of characters drawn as a com-
bination of elongated segments as described in claim 1, which also includes a
first visual marker symbol, and

a second visual marker symbol, and where the first visual marker"symbol is
displayed proportionally adjacent to the elongated segments on the first pattern,
and

where the second visual marker symbol is printed on the transparent window,
and in which the user matches the first visual marker with the second visual
marker during superimposition. ‘

A method of generating a dynamic visual code according to all the previous
claims, in which the elongated segments are depicted with specific shading of in-
dividual segments.

A method of generating a dynamic visual code according to all.the previous
claims, in which the second pattern of elongated segments is animated behind the
first pattern of elongated segments, and where the visual code of characters is
revealed to the user at a set point in time.
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In re Application of -
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Filed: 09 March 2009 : PROSECUTION HIGHWAY
Attorney Docket No.: ABLR0101PUSA ~ : PROGRAM AND PETITION
For: VISUAL CODE TRANSACTION : TO MAKE SPECIAL UNDER
VERIFICATION : : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed 10 February 2011, to make the
above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
where the ISA or [PEA are the JPO, EPO, KIPO, IPAU, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability



along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http.//www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.
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UNDER 37 CFR 1.102(a)
This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
filed December 12, 2011.
The request and petition are DISMISSED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the IPAU;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the IPAU
application(s);

(3) All of the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the IPAU application(s); and

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all of the Office actions from each of the IPAU
application(s);

(6) Applicant must submit:
a. An IDS listing the documents cited by the IPAU examiner in the IPAU Office action(s)
(unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications (unless
already submitted in this application); and -
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The instant petition identified the corresponding IPAU application number 2007295947.
However, all the claims and Office actions provided pertain to PCT/AU2007/001352. The
relationship of application 2007295947 to the above PCT application is not clear. Accordingly,
the instant request is not considered to have met condition (1-6).

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document description:
Petition to make special under PCT - Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Telephone inquiries concerning this decision should be directed to JoAnne Burke at 571-272-
4584.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.yspto.gov/ebc/index.html.

David Bucci KAME&H KRISHMAHU THY

Petitions Examiner :
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

PEARNE & GORDON LLP
1801 EAST 9TH STREET
SUITE 1200

CLEVELAND OH 44114-3108

In re Application of

LOMMEL et al. :
Serial No.: 12/440,523 : DECISION ON
PCT No.: PCT/EP07/07939 :
Int. Filing Date: 12 September 2007 : DECLARATION

Priority Date: 27 September 2006
Attorney's Docket No.: AEG-44718
For: COOKING APPLIANCE
This is a decision on applicants’ submission under 35 U.S.C. 371, filed in response to a
Notification of Defective Response on 13 May 2010 in the United States Patent and Trademark

Office (USPTO). BACKGROUND

On 05 November 2009, a Notification of Missing Requirements was mailed to applicant
indicating that an oath or declaration, in compliance with 37 CFR 1.497(a) and (b) and the
surcharge for filing the oath or declaration after the thirty-month period, was required.

On 04 May 2010, in response to the Notification of Missing Requirements, applicant
filed five separate declarations executed by theinventors. .

On 13 May 2010, a Notification of Defective Response was mailed to applicant
indicating that the declarations did not comply with 37 CFR 1.497(a) and (b) because
“Corrections/Changes were made to the oath dated 05-04-2010. However, the inventor did not
initial and date the changes. Please clarify.” Applicant was given one month from the mail date
of the Notification within which to reply, or the time remaining in the Notification of Missing
Requirements. :

On 14 June 2010, applicant filed the instant response.
DISCUSSION

The declarations submitted on 04 May 2010 contained alterations with respect to the
addresses of inventors Diane Lommel, Britta Burlin and Arran Allsebrook altering the
declaration. The addresses for inventors Lommel and Burlin were stricken through and Arran
Allsebrook amended his postal address; these changes are considered an alteration. The USPTO
does not accept a declaration that has been altered.

Section 602.01 of the MPEP states the following:

The wording of an oath or declaration cannot be amended, altered or
changed in any manner after it has been signed. If the wording is not correct or if
all of the required affirmations have not been made, or if it has not been properly
subscribed to, a new oath or declaration must be required....

Any changes made in ink in the application or oath prior to signing should be initialed

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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and dated by the applicants prior to execution of the oath or declaration. The Office will not
consider whether non-initialed and/or non-dated alterations were made before or after signing
of the oath or declaration but will require a new oath or declaration. Therefore, the declaration
of Una L. Lauricia does not cause the declaration to be acceptable. A new acceptable oath or
declaration(s) executed by the inventors Diane Lommel, Britta Burlin and Arran Allsebrook is
required to satisfy the requirements of 35 U.S.C. 371 (c)(4) for entrance into the national stage in

the United States.
CONCLUSION

For the reasons set forth above, the declarations executed by inventors Diane Lommel,
Britta Burlin and Arran Allsebrook submitted on 04 May 2010 are unacceptable as filed. A new
declaration(s) executed by the inventors Diane Lommel, Britta Burlin and Arran Allsebrook is
required to satisfy the requirements of 35 U.S.C. 371 (c)(4) for entrance into the national stage in
the United States. :

Applicant is required to correct the above-noted defects including the furnishing of an
oath/declaration in compliance with 1.497(a) and (b) within TWO (2) MONTHS from the mail
date of this Decision.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

PCT Legal Office

Office of PCT Legal Administration
Telephone: (571) 272-3286
Facsimile: (571) 273-0459
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MAILED r——

JAN 25 2011
PEARNE & GORDON LLP
1801 EAST 9TH STREET PCT LEGAL ADMINISTRATION
SUITE 1200
CLEVELAND OH 44114-3108

In re Application of

LOMMEL et al. :

Serial No.: 12/440,523 : DECISION ON
PCT No.: PCT/EP07/07939 :

Int. Filing Date: 12 September 2007 : DECLARATION
Priority Date: 27 September 2006 :

Attorney's Docket No.: AEG-44718

For: COOKING APPLIANCE

This is a decision on applicants’ submission under 35 U.S.C. 371, filed on 22 November
2010 in the United States Patent and Trademark Office (USPTO) in response to a decision
mailed on 23 September 2010.

BACKGROUND

On 05 November 2009, a Notification of Missing Requirements was mailed to applicant
indicating that an oath or declaration, in compliance with 37 CFR 1.497(a) and (b) and the
surcharge for filing the oath or declaration after the thirty-month period, was required.

On 04 May 2010, in response to the Notification of Missing Requirements, applicant
filed five separate declarations executed by the inventors.

On 13 May 2010, a Notification of Defective Response was mailed to applicant
indicating that the declarations did not comply with 37 CFR 1.497(a) and (b) because
“Corrections/Changes were made to the oath dated 05-04-2010. However, the inventor did not
initial and date the changes. Please clarify.” Applicant was given one month from the mail date
of the Notification within which to reply, or the time remaining in the Notification of Missing
Requirements.

On 14 June 2010, applicant filed a response. On 23 September 2010, a decision was
mailed indicating that the USPTO does not accept an oath or declaration which has been altered.
The declarations submitted on 04 May 2010 contained alterations with respect to the addresses
of inventors Diane Lommel, Britta Burlin and Arran Allsebrook altering the declaration.

DISCUSSION
Applicant filed newly executed declaration(s) executed by the inventors Diane Lommel,
Britta Burlin and Arran Allsebrook to satisfy the requirements of 35 U.S.C. 371 (c)(4) for
entrance into the national stage in the United States.

CONCLUSION

For the reasons set forth above, the declarations submitted on 22 November 2010 and
executed by inventors Diane Lommel, Britta Burlin and Arran Allsebrook are acceptable as
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filed and satisfy the requirements of 35 U.S.C. 371 (c)(4) for entrance into the national stage in
the United States.

The application will be forwarded to the United States Designated/Elected Office for
further processing. The 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date is 22 November 2010.

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

PCT Legal Office

Office of PCT Legal Administration
Telephone: (571) 272-3286
Facsimile: (571) 273-0459
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HOFFMAN WARNICK LLC

75 STATE STREET

14TH FLOOR MAILED
ALBANY, NY 12207 FEB 18 2011

OFFICE OF PETITIONS

In re Application of

Qionghua Shen, et al. :

Application No. 12/440,603 : DECISION GRANTING PETITION
Filed: March 10, 2009 : UNDER 37 CFR 1.313(c)(2)
Attorney Docket No. STAR-0012-US

This is a decision on the petition under 37 CFR 1.313(c)(2), filed February 16, 2011, to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 19, 2011 cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

This application is being referred to Technology Center AU 1766 for processing of the request
for continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
amendment.

IAMW/

April M. Wise
Petitions Examiner
Office of Petitions

1 . . . . .
The request 1o apply the issue fee to the new Notice may be satisfied by completing and returning the new Part
B - Fee(s) Transminal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue
Fee Transmittal Form must be completed and timely submitted to avoid abandonment of the application.
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. Commissioner for Patents
United States Patent and Trademark Office
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Stites & Harbison PLLC
401 Commerce Street
Suite 800

Nashville TN 37219

In re Application of ,
OSTROVSKII et al.
U.S. Application No.: 12/440,632 :
PCT No.: PCT/US2007/078168 : DECISION ON PETITION
Int. Filing Date: 11 September 2007 : UNDER 37 CFR 1.47(a)
Priority Date: 11 September 2006 :
Attorney Docket No.:11636N/3500US
For: MULTIDOMAIN PLATE ACOUSTIC
WAVE DEVICES

In a decision mailed by this Office on 30 June 2010, applicants’ petition under 37 CFR
- 1.47(a) was dismissed without prejudice for failing to satisfy all the requirements of a
grantable petition.

On 11 August 2010, petitioner filed the renewed petition considered herein. The renewed
petition includes a statement from Richard S. Myers, with accompanying documents,
which provides the required firsthand evidence that the nonsigning inventor (Andriy
Nadtochiy) could not be reached after diligent effort. These materials satisfy the
outstanding requirements for a grantable petition under 37 CFR 1.47(a). The petition
under 37 CFR 1.47(a) is GRANTED.

The application is accepted without the signature of nonsigning inventor, Andriy
Nadtochiy.

A notice of the acceptance of the application will be published in the Official Gazette, and a
letter informing the nonsigning inventor of the application will be forwarded to the
inventor’s last-known address, as set forth in the petition.

"This application is being returned to the United States Designated/Elected Office for
processing in accordance with this decision.

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: 571-272-3298
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UNITED STATES PATENT AND TRADEMARK OFFICE

Andriy Nadtochiy
801 Frontage Road, Apartment 311
Oxford, Mississippi 38655

In re Application of

OSTROVSKII et al.

U.S. Application No.: 12/440,632

PCT No.: PCT/US2007/078168

Int. Filing Date: 11 September 2007

Priority Date: 11 September 2006

Attorney Docket No.:11636N/3500US _

For: MULTIDOMAIN PLATE ACOUSTIC WAVE DEVICES

Dear Andriy Nadtochiy:

You are named as an inventor in the above identified United States patent application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be
granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to
make your position of record in the application. Alternatively, you may arrange to do any
of the preceding through a registered patent agent or attorney presenting written

Commissioner for Patents
United States Patent and Trageg\ark Office
Alexandria, VA 22313-1450

. Box 1450

www.uspto.gov

authorization from you. If you care to join in the application, counsel of record (see below) |

would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

PGyl

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (5671) 272-3298

Counsel of Record:
Stites & Harbison PLLC
401 Commerce Street
Suite 800

Nashville TN 37219




PATENT APPLICATION

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of Docket No: Q112504

Kan SAITO, et al.

Appln. No.: 12/440,639 Group Art Unit: 2612
Confirmation No.: 5139 Examiner: BENJAMIN C LEE
Filed: March 10, 2009

For: ACCELERATOR LEVEL DISPLAY DEVICE AND ACCELERATOR LEVEL
DISPLAY METHOD

PETITION UNDER § 37 CFR 1.102

PATENT APPLICATION BACKLOG REDUCTION STIMULUS PLAN
MAIL STOP PETITION

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Sir:
In accord with the Patent Application Backlog Reduction Program, this petition under 37
C.F.R. § 1.102 is submitted to request for special status of U.S. Application 12/440,639 on the

basis that a copending application has been abandoned.

All of the requirements set forth in (i) the June 24, 2010 Federal Register notice titled
“Expansion and Extension of the Patent Application Backlog Reduction Stimulus Plan” and (i1)
the November 27, 2009 Federal Register notice titled “Patent Application Backlog Reduction

Stimulus Plan”, are met as follows:

L. U.S. Application 12/440,639 is a nonprovisional application filed in the U.S. on
March 10, 2009, and thus, has an actual filing date earlier than October 1, 2009.

IL Copending U.S. Application 12/354,390 contains an executed declaration and is
complete in accord with 37 C.F.R. § 1.53 (filing fee, search fee, examination fee, claims and size

fees paid).

. U.S. Application 12/440,639 and copending U.S. Application 12/354,390 were
assigned to Toyota Jidosha Kabushiki Kaisha as of October 1, 2009.
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IV.  An express abandonment under 37 C.F.R. § 1.138(a) was filed in U.S.
Application 12/354,390 before it was taken up for examination and the express abandonment of

this application has not been used as a basis for any other petition under 37 C.F.R. § 1.102.

V. The express abandonment included: a statement that the application will not file
an application that claims the benefit of U.S. Application 12/354,390; a statement that the
applicant will not request a refund of any fees paid in the abandoned application; and a statement
that the Applicant has not and will not file a new application that claims the same invention as

the abandoned application.

VI. A copy of the letter of express abandonment and the statements made therein are

attached to this petition.

VII.  The Applicant certifies that it has not filed petitions in more than 14 other

applications requesting special status under this program.

VIII. The Applicant agrees to make an election without traverse in a telephonic
interview if the Office determines that the claims of the application to be made special are

directed to two or more independent and distinct inventions.

IX.  No fee to consider the petition to make special is submitted herewith as this fee is

waived under the Patent Application Backlog Reduction Stimulus Plan.

Respectfully submitted,

/David P. Emery/

SUGHRUE MION, PLLC David P. Emery
Telephone: (202)293-7060 Registration No. 55,154
Facsimile: (202) 293-7860

WASHINGTON OFFICE

23373

CUSTOMER NUMBER

Date: September 30, 2010
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SUGHRUE MION, PLLC

2100 PENNSYLVANIA AVENUE, N.W. ' - MAILEp
SUITE 800
WASHINGTON DC 20037 NOV 03 2019

< OFF|
In re Application of : | CE OF p ETITIONS
SAITO, et al. . DECISION ON PETITION
Application No. 12/440,639 : TO MAKE SPECIAL

Filed: March 10, 2009 : 37 CFR 1.102
Attorney Docket No. Q112504 :

This is a decision on the petition under 37 CFR 1.102, filed September 30, 2010, to make the
above-identified application special under the Patent Application Backlog Reduction Stimulus
Plan which is a pilot program set forth at 74 Federal Register Notice 62285 (November 27,
2009) and 75 Federal register Notice 36063 (June 24, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 62285 and 75 FR 36063 must be directed to a nonprovisional appllcatlon filed
prior to October 1, 2009.

The USPTO will accord special status for examination under Patent Application Backlog
Reduction Stimulus Plan under the following conditions:

(1) The application for which special status is sought is a nonprovisional application
that has an actual filing date earlier than October 1, 2009;

(2) The applicant has another copending nonprovisional application that has an actual
filing date earlier than October 1, 2009, and is’complete under 37 CFR 1.53;

(3) The application for which special status is sought and the other copending
nonprovisional application either are owned by the same party as of October 1, 2009,
or name at least one inventor in common,;

(4) The applicant files a letter of express abandonment under 37 CFR 1.138(a) in the
copending nonprovisional application before it has been taken up for examination and

a) include a statement that the applicant has not and will not file a new
application that claims the same invention claimed in the expressly abandoned
application;

b) includes with the letter of express abandonment a statement that the
applicant has not and will not file an application that claims the benefit of the
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expressly abandoned application under any provision of title 35, United States
Code, and

c) the applicant agrees not to request a refund of any fees paid in the expressly
abandoned application; and

(5) The applicant files a petition under 37 CFR 1.102 in the application for which
special status is sought that '

a) includes a specific identification of the relationship between the
applications that qualifies the application for special status;

b) identifies, by application number if available, the application that is being
expressly abandoned;

¢) provides a statement certifying that applicant has not filed petitions in more
than fourteen (14) other applications requesting special status under this

program; and

d)-provides a statement that applicant agrees to make an election without
traverse in a telephonic interview if the Office determines that the claims of
the application to be made special are directed to two or more independent
and distinct inventions.

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Patent Application Backlog Reduction Stimulus Plan has been waived.

The instant petition complies with the conditions required under Patent Application Backlog
Reduction Stimulus Plan. Accordingly, the above-identified application has been accorded

“special” status.

Telephone inquires concerhing this decision should be directed to Brian W. Brown at 571-272-

5338.

All other inquires concerning either the examination or status of the application should be
directed to the Technology Center.

The application is being forwarded to the Office of Patent Application Processing for

further processing

W. Brown

Office of Petitions

Petitions Examiner

commensurate with this decision.
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MAILED

Wilson, Sonsini, Goodrich & Rosati MAR 08 2012
650 Page Mill Road
Palo Alto CA 94304-1050 PCT LEGAL ADMINISTRATION

In re Application of :
PERIL et al. : DECISION ON PETITION
U.S. Application No. 12/440,722 : UNDER 37 CFR 1.78(a)
371(c) Date: February 05, 2010 :
Attorney Docket No. 29511-726.831
For: PHOTO-MASK AND WAFER IMAGE

RECONSTRUCTION .

This decision is in response to “Petition under 37 CFR 1.78(a)(6) to Accept an
Unintentionally Delayed Priority Claim under 35 U.S.C. 119(e) for the Benefit of a Prior
Application” filed February 13, 2012, to accept an unintentionally delayed claim under 35
U.S.C. §119(e) for the benefit of the prior-filed provisional application set forth in the
concurrently filed amendment. '

The petition is DISMISSED AS MOOT.

A petition under 37 CFR § 1.78(a)(6) is only applicable to those applications filed on or
after November 29, 2000.

The current procedure where a claim for priority under 37 CFR §1.78(a)(6) is not included
in the first sentence of the specification or in an ADS but does appear in the national stage
application papers within the time period under 37 CFR 1.78(a)(5)(ii) and the Office notes
the claim for priority, no petition will be required to accept a late claim for priority. This is
because the application would have been scheduled for publication on the basis of the
information concerning the claim submitted elsewhere in the application within the time
period set forth in 37 CFR §1.78(a)(5)(ii). However, on the other hand, if the USPTO does
not note the claim for priority to the prior-filed application(s), a petition will be required to
accept a late claim for priority under 37 CFR §1.78(a)(6).! In the instant case, the Office
noted the claim for priority of the prior-filed application as shown by its inclusion on the
filing receipt.

' Note MPEP 201.11 (I1I)D).
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In view of the dismissal of the instant petition as moot, the $1410 fee will be refunded to
counsel Deposit Account.

Any questions concerning this matter may be directed to Anthony Smith at (571) 272-3298.
This matter is being referred to the appropriate Technology Center for examination in due
course.

Bﬁl\}ileM

Legal Examiner
Office of PCT Legal Administration
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GREGORY W. O'CONNOR '
4701 HOMESTEAD .

LITTLETON CO 80123

In re Application of
Fleck : ’
Application No.: 12/440,726 : DECISION
PCT No.: PCT/US2007/078155 :
Int. Filing Date: 11 September 2007 : ON
Priority Date: 11 September 2006 :
Attorney Docket No.: P-JF-11US : PETITION
For: Method Of Covering A Wheel, Such As A Long

Haul Tractor-Trailer. Truck Or Bus For Decoration, :

Streamlining, Or Advertising Display, And A Flex...:

The petition to revive under 37 CFR 1.137(b) filed on 01 October 2009 in the above-
captioned application is hereby GRANTED as follows: ,

Petitioner states that “the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 C.F.R. 1.137(b) was
unintentional.” Said statement is being accepted in satisfaction of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has paid the petition fee. The
required reply has been filed. No terminal disclaimer is required. Therefore, the request to
revive the application abandoned under 35 U.S.C. 371(d) is granted as to the national stage in the
United States of America.

This application is being returned to the Office of Patent Application Processing for
further processing, including the preparation and mailing of a Notification of Missing
Requirements (Form PCT/DO/EO/905) requiring the submission of an oath or declaration in
compliance with 37 CFR 1.497(a) and (b). The processing will also include the correction of the
electronic records of the USPTO (PALM) to reflect the pending (not abandoned) status of the
application.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283
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MERCHANT & GOULD PC
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MINNEAPOLIS MN 55402-0903
In re Application of : DECISION

POLLANEN et al.

Application No.: 12/440,769

PCT No.: PCT/FI2007/050481

Int. Filing Date: 11 September 2007
Priority Date: 12 September 2006
Attorney Docket No.: 07510.0233USWO
For: FLOW METER

This decision is in response to applicants’ “REQUEST TO CORRECT INVENTORSHIP
UNDER 37 CFR § 1.48(a)” filed 04 January 2010, which has properly been treated as a petition
under 37 CFR 1.497(d).

BACKGROUND

On 11 September 2007, applicants filed international application PCT/FI2007/050481,
which designated the United States and claimed a priority date of 12 September 2006. A copy of
the international application was communicated to the United States Patent and Trademark
Office (USPTO) from the International Bureau on 20 March 2008. The thirty-month period for
paying the basic national fee in the United States expired at \midnight on 12 March 2009.

On 11 March 2009, applicants filed a transmittal letter for entry in to the national stage in
the United States which was accompanied by, infer alia, the U.S. Basic National Fee.

On 02 June 2009, the United States Designated/Elected Office (DO/EO/US) issued a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EO/905) indicating, inter alia, that a declaration of inventors in compliance with 37
CFR 1.497(a)-(b) was required.

On 23 June 2009, applicants filed, inter alia, a declaration of inventors.

On 30 October 2009, the DO/EO/US issued a NOTIFICATION OF DEFECTIVE
RESPONSE (Form PCT/DO/EO/916) indicating that the declaration of inventors filed 23 June
2009 did not identify the same inventive entity as indicated in the international application in that
the declaration included two additional inventors—Jari Pollanen and Petri Heikkinen.
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On 04 January 2010, applicants filed the instant petition requesting that Jari Pollanen and
Petri Heikkinen be added as inventors. The petition was accompanied by a petition/fee for a
five-month extension of time, a statement from each of the additional inventors, a consent of
assignee statement, and a statement under 37 CFR 3.73(b). The petition has properly been
treated as a petition under 37 CFR 1.497(d).

DISCUSSION

37 CFR 1.497(d), provides:

(d) If the oath or declaration filed pursuant to 35 U.S.C. 371(c)(4) and this section names an
inventive entity different from the inventive entity set forth in the international application, or if a
change to the inventive entity has been effected under PCT Rule 92%* subsequent to the execution
of any oath or declaration which was filed in the application under PCT Rule 4.17(iv) or this
section and the inventive entity thus changed is different from the inventive entity identified'in any
such oath or declaration, applicant must submit:

(1) A statement from each person being added as an inventor and from each person being
deleted as an inventor that any error in inventorship in the international application occurred
without deceptive intention on his or her part;

(2) The processing fee set forth in Sec. 1.17(i); and .

(3) If an assignment has been executed by any of the original named inventors, the written
consent of the assignee (see Sec. 3.73(b) of this chapter); and

(4) Any new oath or declaration required by paragraph (f) of this section.

Items (1) and (3) have been satisfied. Item (4) is not required. As to item (2) the petition
fee of $130 has been charged to Deposit Account 13-2725.

The declaration of inventors filed 23 June 2009 is in compliance with 37 CFR 1.497(a)-
(b).

CONCLUSION

The request under 37 CFR 1.497(d) is GRANTED for the reasons set forth above.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application in accordance with
this decision including processing the application in the name of Pekka Rouhiainen, Jari
Pollanen, and Petri Heikkinen as inventors.

/Daniel Stemmer/
Daniel Stemmer
PCT Legal Examiner
PCT Legal Affairs
Office of Patent Cooperation Treaty
Legal Administration; Telephone: (571) 272-3301



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USpLo.gov

APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. I
12/440,780 08/24/2009 Seung W. Chu LGCHEM 3.3-087 6568
86765 7590 07/1372011
EXAMINER
LGCHEM l J

Lerner, David, Littenberg, Krumholz & Mentlik, LLP
600 South Avenue West
Westfield, NJ 07090

THOMAS, BRENT C

I ART UNIT | PAPER NUMBER J

1726

rNOTlFlCATION DATE | DELIVERY MODE J

07/13/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any,-is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
eOfficeAction@ldlkm.com
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July 12, 2011
In re application of : DECISION ON REQUEST TO
Seung Chu et al. : PARTICIPATE IN PATENT
Serial No. 12/440,780 : PROSECUTION HIGHWAY
Filed: August 24, 2009 : PROGRAM AND
For: SECONDARY BATTERY OF : PETITION TO MAKE SPECIAL

IMPROVED HIGH-RATE : UNDER 37 CFR 1.102(a)

DISCHARGING PROPERTIES

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a) to make the above-identified
application special filed June 17, 2011. '

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require: :

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the KIPO, note where the KIPO application with similar claims
is not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the KIPO application with similar claims
and the KIPO priority application;

(2) Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the KIPO application(s);
b. An English translation of the allowable/ patentable claim(s); and
c. A statement that the English translation is accurate;

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
KIPO application(s); and
b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;
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(5) Applicant must submit a copy of:
a. All of the Office actions from each of the KIPO application(s) containing the
. allowable/patentable claim(s) that are the basis for the request;
b. An English language translation of the KIPO Office actions from (5)(a) above;
and
c. A statement that the English translation is accurate;

(6) Applicant must submit:
a. An IDS listing the documents cited by the KIPO examiner in the KIPO office
action (unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application publications
(unless already submitted in this application); and

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded
“special” status.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Walter D. Griffin, Supervisory
Patent Examiner, at (571) 272-1447.

All other inquiries concerning the examination or status of the application is accessible
in the PAIR system at http://www.uspto.gov/ebc/index.html.

MWalter D. Griffin/

Walter D. Griffin
Supervisory Patent Examiner
Technology Center 1700
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QFFICE OF PETITIONS
In re Application of
Ren, et al. :
Application No. 12/440,792 : ON PETITION

Filed: March 11, 2009
Attorney Docket No. NANJ.6354-NY

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 28, 2012, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned November 24, 2011 for failure to timely submit a proper
reply to the final Office action mailed August 23, 2011. The final Office action set a three month
shortened statutory period of time for reply. This decision precedes Notice of Abandonment.

A grantable petition pursuant to 37 C.F.R. § 1.137(b) must be accompanied by: (1) the required
reply to the outstanding Office action or notice, unless previously filed; (2) the petition fee as set
forth in 37 C.F.R. § 1.17(m); (3) a statement that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable petition pursuant to 37 C.F.R. § 1.137(b)
was unintentional; and (4) any terminal disclaimer (and fee set forth in 37 C.F.R. § 1.20(d))
required pursuant to 37 C.F.R. § 1.137(c). '

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE), including fee and submission
required by 37 CFR 1.114; (2) the required petition fee; and (3) a proper statement of
unintentional delay.

This application is being referred to Technology Center AU 1627 for processing of the RCE and
for appropriate action by the Examiner in the normal course of business on the amendment
submitted in accordance with 37 CFR 1.114.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3205.

/ALESIA M. BROWN/
Alesia M. BroWn

Attorney Advisor
Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

MOLEX INCORPORATED
2222 WELLINGTON COURT
LISLE, IL 60532

In re Application of HIRATA et al

U.S. Application No.: 12/440,798 : -
PCT Application No.: PCT/US2007/019694 : DECISION
Int. Filing Date: 11 September 2007 :

Priority Date Claimed: 11 September 2006

Attorney Docket No.: A7-124 US

For: STACKED FPC CONNECTOR

This is in response to applicant's second renewed petition under 37 CFR 1.497(d) filed 20
July 2010.

BACKGROUND

On 11 September 2007, applicant filed international application PCT/US2007/019694,
which claimed priority of an earlier Japan application filed 11 September 2006. The thirty-
month period for paying the basic national fee in the United States expired on 11 March 2009.

On 11 March 2009, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 24 September 2009, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EQO/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 25 January 2010, applicant filed a petition under 37 CFR 1.497(d) along with an
executed declaration.

On 18 February 2010, the DO/EO/US mailed a Notification of Defective Response (Form
PCT/DO/EO/916), which indicated that the declaration filed 25 January 2010 was improper.

On 24 February 2010, applicant filed new declarations.
On 26 March 2010, this Office mailed a decision dismissing the 25 January 2010 petition.

On 07 April 2010, applicant filed a renewed petition under 37 CFR 1.497(d).
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On 26 May 2010, this Office mailed a decision dismissing the 07 April 2010 petition.

On 20 July 2010, applicant filed the instant second renewed petition under 37 CFR
1.497(d).

DISCUSSION

The petition states that Cong Li should be added as an inventor.
37 CFR 1.497(d) states,

If the oath or declaration filed pursuant to 35 U.S.C. 371(c)(4) and this
section names an inventive entity different from the inventive entity set forth in
the international application, or if a change to the inventive entity has been
effected under PCT Rule 92bis subsequent to the execution of any oath or
declaration which was filed in the application under PCT Rule 4.17(iv) or this
section and the inventive entity thus changed is different from the inventive
entity identified in any such oath or declaration, applicant must submit:

(1) A statement from each person being added as an inventor and from
each person being deleted as an inventor that any error in inventorship in the
international application occurred without deceptive intention on his or her part;

(2) The processing fee set forth in § 1.17(i); and

(3) If an assignment has been executed by any of the original named
inventors, the written consent of the assignee (see § 3.73(b) of this chapter); and

(4) Any new oath or declaration required by paragraph (f) of this
section.

Petitioner previously submitted the requirements for a successful petition under 37 CFR
1.497(d), and the renewed petition is accompanied by a declaration in compliance with 37 CFR
1.497(a).

CONCLUSION

For the reasons above, the second renewed petition under 37 CFR 1.497(d) is
GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 11 September
2007, and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 20 July 2010.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Bycwliua
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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NIXON & VANDERHYE, PC
901 NORTH GLEBE ROAD, 11TH FLOOR
ARLINGTON VA 22203
In re Application of :
HOOKER et al. :  DECISION

Application No.: 12/440,799

PCT No.: PCT/GB2007/003435

Int. Filing Date: 11 September 2007

Priority Date: 12 September 2006

Attorney’s Docket No.: ARC-117-689

For: CHARGED PARTICLE ACCELERATOR AND
RADIATION SOURCE

This decision is in response to applicants’ submission filed 23 December 2009, which has
properly been treated as a petition under 37 CFR 1.181.

BACKGROUND

On 11 September 2007, applicants filed international application PCT/GB2007/003435
which designated the U.S. and claimed a priority date of 12 September 2006. A copy of the
international application was communicated to the United States Patent and Trademark Office
(USPTO) from the International Bureau on 20 March 2008. The thirty-month period for paying
the basic national fee in the United States expired at midnight on 12 March 2009.

On 11 March 2009, applicants filed a transmittal letter for entry into the national stage in
the United States, which was accompanied by, inter alia, the Basic National Fee.

On 02 June 2009, the United States Designated/Elected Office (DO/EOQ/US) issued a
NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 (Form
PCT/DO/EO/905) indicating, inter alia, that applicants must provide an oath or declaration of the
inventors in compliance with 37 CFR 1.497(a)-(b).

On 10 November 2009, applicants filed, inter alia, a declaration of inventors.

On 02 December 2009, the DO/EO/US issued a NOTIFICATION OF DEFECTIVE
RESPONSE (Form PCT/DO/EQ/916) indicating, inter alia, that the declaration of inventors filed
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10 November 2009 was not in compliance with 37 CFR 1.497(a)-(b) because there was a
difference in the name of the last inventor between the declaration (Wim Pieter LEEMANS) and
the published international application (Wim Pieter David LEEMANS).

On 23 December 2009, applicants filed the instant petition under 37 CFR 1.181 including
an explanation of the difference in the name of the last inventor.

DISCUSSION

The submission filed 23 December 2009 concerning the name of the last inventor
includes a statement by the inventor explaining that the name on the declaration is accurate and
that the name on the international application is inaccurate. The statement also indicates that the
error occurred without any deceptive intent. This explanation of the difference in names between
the international application and the declaration of inventors is accepted and noted for the record.

Declaration of Inventors
The declaration of inventors filed 10 November 2009 is in compliance with 37 CFR
1.497(a)-(b).

CONCLUSION

For the reasons set forth above, the petition under 37 CFR 1.181 is GRANTED.
A new ADS indicating the correct name of inventor Wim Pieter LEEMANS is required.

This application is being forwarded to the National Stage Processing Branch of the Office
of PCT Operations to continue national stage processing of the application.

/Daniel Stemmer/

Daniel Stemmer

Legal Examiner

PCT Legal Affairs

Office of Patent Cooperation Treaty
Legal Administration

Telephone: (571) 272-3301
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CHOATE, HALL & STEWART/CITRIX SYSTEMS INC.
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OFFICE OF P
In re Application of ETITIONS
Alan POTTS :
Application No. 12/440,901 . : DECISION ON PETITION
Filed: March 11, 2009 ! o, TO WITHDRAW
Attorney Docket No. 2006982-0025 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent under 37 C.F.R. § 1.36(b) filed
November 10, 2010.

The request is NOT APPROVED.

: :
The Office will no longer approve requests from practitioners to withdraw from applications
where the requesting practitioner is acting, or has acted, in a representative capacity pursuant to
37 CFR 1.34. In these situations, the practitioner is responsible for the correspondence the
practitioner files in the application while acting in a representative capacity. As such, there is no
need for the practitioner to obtain the Office’s permission to withdraw from representation.
However, practitioners acting in a representative capacity, like practitioners who have a power of
attorney in the application, remain responsible for noncompliance with 37 CFR 1.56, as well as
37 CFR 10.18, with respect to documents they file.

A review of the file record indicates that Brenda Herschbach Jarrell does not have power of attorney
in this patent application. See 37 C.F.R. § 10 40. Accordingly, the request to withdraw under 37
C.F.R. § 1.36(b) is not applicable.

All future communications from the Office will continue to be directed to the above-identified
address until otherwise properly notified.

Telephone inquires concerning this decision should be directed to the undersigned at (571) 272-6735.

/DCG/

Diane C. Goodwyn
Petitions Examiner

Office of Petitions
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OFFICE OF PETTIONS

In re Application of:

Yong Tak Lee et al : '

Application No. 12/440,916 : NOTICE

Filed: May 29, 2009
Attorney Docket No. GRI-2.016.PCT.US

This is a notice regarding your request for acceptance of a fee deficiency submission under 37 CFR 1.28
filed September 6, 2011. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37
CFR 1.28(c) is the sole provision governing the time for correction of the erroneous payment of the issue
fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F. 3d 1333, 47
USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56. 1098 Off.
Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to imply that an
investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby accepted. The petition is GRANTED.

_ This application is no longer entitled to small entity status. Accordingly, all future fees paid in this
application must be paid at the large entity rate.

This file is being forwarded to Technology Center 2883.

Telephone inquiries related to this decision should be directed to the Kimberly Inabinet at (571) 272-
4618.

/Kimberly Inabinet/
Kimberly Inabinet
Petitions Examiner
Office of Petitions

United States Patent and Trademark Office



UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DENNISON, SCHULTZ

& MACDONALD

1727 KING STREET ‘
SUITE 105 MAILED
ALEXANDRIA VA 22314 JUL 152011

' OFFICE OF PETITIONS
In re Application of

Gabler, et al. ' :  DECISION ON PETITION
Application No. 12/440,978 :

Filed/Deposited: 12 March, 2009

Attorney Docket No. 09007

This is a decision on the petition filed on 28 June, 2011, pursuant to 37 C.F.R. §1.47.

NOTE:

Petitioner appears to have no inquiry in an attempt to identify a reasonably believed to be
valid/current/last known address for the non-signing inventor.

Petitioner appears to have ignored the guidance in the Commentary at MPEP §409.03,
and §409.03(a). :

The petition as considered pursuant to 37 C.F.R. §1.47(a) is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Pursuant to 37 C.F.R. §1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an oath or declaration executed by
the non-signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT
OF THE APPLICATION. Any extensions of time will be governed by 37 C.F.R. §1.136(a).

This is not a final agency action within the meaning of 5 U.S.C. §704.

A grantable petition pursuant to 37 C.F.R. §1.47(a) requires: (1) petition and fee; (2) proof that
the non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); (3)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a
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statement of the last known address of the non-signing inventor(s)—with diligence in the effort
to ascertain the validity of the address set forth as the reasonably believed to be last
known/current/valid address.

Petitioner does not seem to have worked through the requirements of the petition, as set forth
above, in satisfaction of those requirements. (See, generally: MPEP §409.03, and §409.03(a)—
the applicable statute (35 U.S.C.§ 116).

In particular, Petitioner has not as of this writing satisfied the requirement(s) of the petition
as listed above and discussed below.

Petitioners always are reminded that for transmission by Email of any document to be accepted

by the Olffice, written acknowledgment of receipt and readability of the message and all
applicable attachments of required materials must be provided.

BACKGROUND

The record reflects as follows:
The application was deposited on 12 March, 2009, and thereafter prosecuted.

On 15 April, 2011, the Examiner noted a defect in the oath/deélaration in light of the amended
application, and mailed a requirement, infer alia, for a newly and fuily executed oath/declaration.

On 28 June, 2011, Petitioner Ira J. Schultz (Reg. No. 28,666) filed, inter alia, a petition pursuant
to the regulations at 37 C.F.R. §1.47, with an oath/declaration executed by co-inventors
Warzelhan and Eberbach for themselves and on behalf of non-signing co-inventor Jorg Gabler
(Mr. Gabler), with a statement by Petitioner, however, a review of the papers submitted and
averments of non-delivery evidence that Petitioner or Petitioner’s associate(s) delayed until 24
Jun, 2011, to seek to contact Mr. Gabler, and further appear to have made no effort to search for
or otherwise identify a valid/current/reasonably believed to be last known address to which to
transmit a copy of the entire application (description, claims, abstract, drawings) to the non-
signing inventor. Thus, there is no demonstration as to any diligence employed in an effort to
ascertain a valid/current/reasonably believed to be last known address for the non-signing
inventor. Thus there is at this writing insufficient showing of the requirement that the entire
application—description, claims, abstract and drawing—was transmitted to
valid/current/reasonably believed to be last known addresses for the non-signing inventor with
his refusal to sign/join.

Petitioners always are reminded:
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e for transmission by Email of any document to be accepted by the Office, written
acknowledgment of receipt and readability of the message and all applicable
attachments of required materials must be provided; and

e of the duties of candor to—with requirement for diligent inquiry before—the Office and
to satisfy the Rules of Practice and the guzdance in the Commentary at MPEP $409.03,
and §409.03(a), et seq.

Out of an abundance of caution, Petitioner should step through the requirements of a grantable
petition under 37 C.F.R. §1.47(a) (i.e., (1) petition and fee; (2) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been presented
with the application papers (specification: description, claims and drawings); (3) an acceptable
oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a statement of the last
known address of the non-signing inventor(s)—with diligence in the effort to ascertain the
validity of the address set forth as the reasonably believed to be last known/current/valid address)
and satisfy himself that he has complied with these requirements on submission of any renewed
petition. (See also: the guidance in the Commentary at MPEP §409.03, and §409.03(a), et seq.)

Again, Petitioner has not worked through the requirements of the petition.

Thus, the present incompleteness of the record makes granting of the instant petition
inappropriate.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts

of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.’

The instant petition pursuant to 37 C.F.R. §1.47(a) is dismissed.

Further correspondence with respect to this matter should be addressed as follows:

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz, Pat._Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office). See specifically, the regulations at 37 C.F.R. §10.18.
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By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By FAX: (571) 273-8300
ATTN: Office of Petitions

While telephone inquiries regarding this decision may be directed to the undersigned at (571)
272-3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R.
§1.2%) and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

2 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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OFFICE OF PETITIONS
In re Application of :
Gabler, et al. :  DECISION ON PETITION

Application No. 12/440,978
Filed/Deposited: 12 March, 2009
Attorney Docket No. 09007

This is a decision on the petition filed on 11 August, 2011, pursuant to 37 C.F.R. §1.47.

The petition as considered pursuant to 37 C.F.R. §1.47(a) is DISMISSED.

A grantable petition pursuant to 37 C.F.R. §1.47(a) requires: (1) petition and fee; (2) proof that
the non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); (3)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a
statement of the last known address of the non-signing inventor(s)—with diligence in the effort
to ascertain the validity of the address set forth as the reasonably believed to be last
known/current/valid address.

Petitioners always are reminded that for transmission by Email of any document to be accepted

by the Office, written acknowledgment of receipt and readability of the message and all
applicable attachments of required materials must be provided.

BACKGROUND

The record reflects as follows:
The application was deposited on 12 March, 2009, and thereafter prosecuted.

On 15 April, 2011, the Examiner noted a defect in the oath/declaration in light of the amended
application, and mailed a requirement, inter alia, for a newly and fully executed oath/declaration.
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On 28 June, 2011, Petitioner Ira J. Schultz (Reg. No. 28,666) filed, inter alia, a petition pursuant
to the regulations at 37 C.F.R. §1.47, with an oath/declaration executed by co-inventors
Warzelhan and Eberbach for themselves and on behalf of non-signing co-inventor Jorg Gabler
(Mr. Gabler), with a statement by Petitioner, however, a review of the papers submitted and
averments of non-delivery evidenced that Petitioner or Petitioner’s associate(s) delayed until 24
Jun, 2011, to seek to contact Mr. Gabler, and further appear to have made no effort to search for
or otherwise identify a valid/current/reasonably believed to be last known address to which to
transmit a copy of the entire application (description, claims, abstract, drawings) to the non-
signing inventor. Thus, there is no demonstration as to any diligence employed in an effort to
ascertain a valid/current/reasonably believed to be last known address for the non-signing
inventor. Thus the petition was dismissed on 15 July, 2011, for insufficient showing of the
requirement that the entire application—description, claims, abstract and drawing—was
transmitted to valid/current/reasonably believed to be last known addresses for the non-signing
inventor with his refusal to sign/join.

On 11 August, 2011, Petitioner re-advanced his petition with an averment that the previously
non-signing co-inventor Mr. Gabler had signed/joined in the oath/declaration of the application,
and in support of this averment, Petitioner filed a copy of the oath/declaration executed by Mr.
Gabler in compliance with 37 C.F.R. §1.63—and so evidencing joinder.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.'

CONCLUSION

The instant petition under 37 C.F.R. §1.47 is dismissed as moot.

In view of the joinder of the inventor, further consideration under 37 C.F.R. §1.47 is not
necessary. This application does not have any Rule 1.47 status and no such status should appear

1 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office). See specifically, the regulations at 37 C.F.R. §10.18.
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on the record for this file. This application should not be returned to this Office for any further
consideration under 37 C.F.R. §1.47.

The instant application is released to the Office of Patent Application Processing (OPAP) for
further processing in due course.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

2 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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SUGHRUE MION, PLLC

2100 PENNSYLVANIA AVENUE, N.W.
SUITE 800

WASHINGTON DC 20037

In re Application of : DECISION ON
IMAMURA et al :
Application No.: 12/441,071 :
PCT No.: PCT//JP2007/067318 _ ; PETITION UNDER
Int. Filing Date: 05 September 2007 ; :
* Priority Date: 28 September 2006 ;
Attorney Docket No.: Q112575 : 37 CFR 1.182
For: HEARTBEAT DETECTING APPARATUS :

This decision is in response to petitioner’s “PETITION UNDER 37 CFR 1.182 TO
CORRECT INVENTOR’S NAME AND ADDRESS?” filed on 30 July 2009. The petition fee of
$400.00 has been charged to Deposit Account No. 19-4880 as indicated in the petition.

BACKGROUND

On 12 March 2009, applicants filed a transmittal letter for‘entry into the national stage in
the United States which was accompanied by, inter alia, the requisite basic national fee as
required by 35 U.S.C. 371(c)(1) and an executed oath under 35 U.S.C. 371(c)(4).

On 25 July 2008, the United States Designated/Elected Office (DO/EO/US) mailed a
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EOQ/905).

On 30 July 2009, petitioner submitted the instant petition, which included an affidavit in
support of the name change of joint inventor from Ayako Matsue to Ayako IMAMURA. In
addition, a second copy of the declaration has been filed which is signed by “Ayako
IMAMURA,” as the original declaration filed on 12 March 2009.

On 24 November 2009, the DO/EO/US mailed a “NOTIFICATION OF ACCEPTANCE
OF APPLICATION UNDER 35 U.S.C. 371 AND 37 CFR 1.494 OR 1.495” (Form
PCT/DO/EO/903) which erroneous indicated a date of receipt of 35 USC 371(c)(1), (c)(2), and
(c)(4) requirements as 07/30/2009 and 07/30/2009 date of completion of all 35 USC 371
requirements.

DISCUSSION

MPEP § 605.04(c) requires in instances where an inventor has changed his or her name
after the application has been filed to submit a petition under 37 CFR 1.182. The petition must
include (1) the appropriate petition fee and (2) an affidavit signed with both names setting forth
the procedure whereby the change of name was effected, or a certified copy of the court order.
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With respect to item (1), the petition fee has been charged to petitioner’s deposit account.

With respect to item (2), petitioner has provided with the petition her signature signed
under her married name Ayako IMAMURA, and setting forth the procedure whereby the change
of name was effected. Therefore, item (2) has been satisfied.

The “NOTIFICATION OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371
AND 37 CFR 1.494 OR 1.495” (Form PCT/DO/EO/903) mailed on 24 November 2009 is
VACATED with the mailing of this decision.

CONCLUSION

The petition under 37 CFR §1.182 for change of name of inventor is GRANTED.

For the reasons above, the application may.enter into national stage processing at this
time. This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing. The 35 USC 371(c)(1), (c)(2), and (c)(4) date of this
- application is 12 March 20009.

A new Notification of Acceptance of Application (Form PCT/DO/EO/903) will be
mailed out.

{% CCr e
a acares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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In re Application of

AMOS : ‘

Application No.: 12/441,133 . : DECISION on
PCT No.: PCT/US07/76131 :

Int. Filing Date: 6 August 2007 : PETITION
Priority Date: 21 August 2006 :

Attorney Docket No.: NONE :  UNDER 37 CFR 1.137(b)
For: UNCLE GEM V. UNIVERSAL AUTOMATIC

INSTANT MONEY, DATA AND PRECIOUS METAL

& STONE

The petition to revive under 37 CFR 1.137(b) filed 13 April 2011 in the above-captioned
application 1s hereby GRANTED as follows:

Applicant’s statement that "the entire delay in filing the required reply from the due date
for the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional" meets the requirements of 37 CFR 1.137(b)(3).

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

MAILED o

A review of the application file reveals that the basic national fee has now been provided.

The required petition fee of $810 was also paid. Thus, the requirements of 37 CFR 1.137(b)
have been satisfied. Therefore, the request to revive the application abandoned under 35 U.S.C.
371(d) is granted as to the National stage in the United States of America. '

The application will be forwarded to the United States Designated/Elected Office for

~ further processing. The 35 U.S.C. 371(c)(1), (c)(2) and (c)(4) date is 13 April 2011.

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

PCT Legal Office

Office of PCT Legal Administration
Telephone: (571) 272-3286
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PCT LEGAL ADMINISTRATION

In Re Application of

AMOS :

Application No.: 12/441,133 : DECISION
PCT No.: PCT/US07/76131 :

Int. Filing Date: 16 August 2007

Priority Date: 21 August 2006

Attorney Docket No.: none :

For: UNCLE GEM V, UNIVERSAL AUTOMATIC :

INSTANT MONEY, DATA AND PRECIOUS METAL & :

STONE TRANSFER MACHINE :

This application is before the PCT Legal Office for consideration of matters arising under
35 U.S.C. 371 in the above referenced application filed in the United States Patent and :
Trademark Office and applicant’s request filed on 21 February 2012 with a duplicate petition
refiled on 24 February 2012. :

BACKGROUND

On 16 August 2007, applicant filed international application No. PCT/US07/76131 which
claimed a priority date of 21 August 2006 and which designated the United States. The thirty
glo%ngth period within which to enter the U.S. national stage expired at midnight 21 February

Thereafter, on 12 March 2009, applicant filed, inter alia, a transmittal letter for entry into
the national stage, without the basic national fee. On 14 December 2009, a Notification of
Abandonment was mailed to applicant indicating that applicant had failed to pay the basic
national fee by the expiration of the thirty month periocf ‘

On 12 April 2011, applicant filed a petition to revive the international application, which
was granted on 16 June 2011. The decision incorrectly indicated that the 35 U.S.C. 371(c)
requirements had been met.

On 06 December 2011, a Notification of Accelptance Under 35 U.S.C. 371 and 37 CFR
1.495 (Form PCT/DO/EQ/903) was mailed, incorrectly indicating a 35 U.S.C. 371(c)(1), (c)(2)
and (c)(4) date of 13 April 2011.

On 21 February 2012, -applicant filed a Request for the application to remain with the
PCT division office and be examined by technology center 3600.

DISCUSSION

The 06 December 2011 Notification of Acceptance incorrectly indicated a 35 U.S.C.
371(c)(1), (c)(2) and (c)(4) date of 13 April 2011, as the date of receipt of 35 U.S.C. 371(c)(1),
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(c)(2) and (c)(4) requirements and date of completion of all 35 U.S.C. 371 requirements.
Applicant filed an unsigned declaration on 12 March 2009, which is unacceptable. The Notice of
Acceptance is incorrect because, among other items, an executed declaration in compliance with
37 CFR 1.497(a) and (b) has not yet been submitted. Therefore, the Notification of Acceptance
is hereby vacated.

To meet the requirements of 35 U.S.C. 371(c), an oath or declaration, in compliance with
37 CFR 1.497(a)-(b) , 1s required and has not yet been submitted. See MPEP 1893.01(d), 35
U.S.C. 371(c)(4) and 37 CFR 1.497(a) and (b).

CONCLUSION

For the reasons set forth above, the Notification of Acceptance (Form PCT/DO/EQ/903)
mailed on 06 December 2011 is VACATED.

Applicant is required to submit an executed declaration in compliance with 37 CFR
1.497(a) and (b).

The application will be forwarded to the United States Designated/Elected Office for
further processing in accord with this decision including issuance of a Notification of Missing
Requirements, indicating, among other things, that an oath or declaration, in compliance with 37
CFR 1.497(a) and (b) is requir 5

/Cynthia M. Kratz/

Cynthia M. Kratz

Attorney Advisor

Office of PCT Legal Administration
Telephone: (571) 272-3286
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In re Application of OFFICE OF PETIT
Jean-Pierre CHAUVEAU, et al. :
Application No. 12/441,171 : DECISION ON PETITION TO

Filed: March 13, 2009 : WITHDRAW FROM RECORD
Attorney Docket No. 0604-1054 :

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.FR. §
1.36(b), filed February 11, 2011.

The request is NOT APPROVED.

The request to withdraw as attorney/agent of record and change of correspondence address is
hereby not accepted. Petitioner has not complied with current USPTO requirements, set forth in
37 CFR 10.40 concerning Request for Withdrawal as Attorney and Change of Correspondence
Address. Specifically, pursuant to 37 CFR 10.40, the Office will require the practitioner(s) to certify
that he, she or they have:

(1) given reasonable notice to the client, prior to the expiration of the reply
period, that the practitioner(s) intends to withdraw from employment;

(2) delivered to the client or duly authorized representative of the client all papers
and property (including funds) to which the client is entitled; and

(3) notified the client of any replies that may be due and the time frame within
which the client must respond.

Petitioner has not complied with the above certifications. Also, petitioner has not properly
submitted forwarding correspondence address information for the application.

The Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of record
under 37 CFR 3.71, or if no assignee of the entire interest has properly been made of record, the
most current address information provided for the first named inventor. 37 CFR 3.71 (c) states:

An assignee becomes of record either in a national patent application or a
reexamination proceeding by filing a statement in compliance with § 3.73 (b) that is
signed by a party who is authorized to act on behalf of the assignee.

Inquires concerning either the examination or status of the application should be directed to the
Technology Center at (571) 272-2800. Telephone inquiries concerning this decision should be
directed to the undersigned at (571) 272-7253.

/Monica A. Graves/
Petitions Examiner, Office of Petitions
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, OFFICE OF PETITIONS
BROOKS KUSHMAN P.C. ‘
1000 TOWN CENTER
TWENTY-SECOND FLOOR
SOUTHFIELD MI 48075

In re Application of :

Stuart Edward SAUNDERS : ON PETITION
Application No. 12/441,199 :

Filed: March 13, 2009

Atty. Docket No.: SAUNO102PUSA

This is a decision on the petition under 37 CFR 1.137(b), filed October 21, 2011, to
revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the final
Office action mailed September 16, 2010 (Office action), which set a shortened statutory
period for reply of three (3) months. No extension of time under the provisions of 37 -
CFR 1.136(a) was obtained. The application became abandoned December 17, 2010. A
Notice of Abandonment was mailed March 30, 2011.

The petition satisfies the conditions for revival pursuant to 37 CFR 1.137(b) by including
(1) areply in the form of a Request for Continued Examination (RCE), and RCE fee, and
the submission required under 37 CFR 1.114, (2) a petition fee of $930, and (3) a
statement of unintentional delay. The reply to the Office action is accepted as having
been unintentionally delayed.

An extension of time under 37 CFR 1.136 must be filed prior to the expiration of the
maximum extendable period for reply. See In re Application of S., 8 USPQ2d 1630,
1631 (Comm’r Pats. 1988). Since the $635 extension of time fee submitted with the
petition on October 21, 2011 was subsequent to the maximum extendable period for
reply, this fee is unnecessary and will be credited to petitioner’s deposit account.

37 CFR 1.137(b)(3) requires a statement that the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional. If the statement contained in the instant petition varies from
the language required by 37 CFR 1.137(b)(3), the statement contained in the instant
petition is being construed as the statement required by 37 CFR 1.137(b)(3) and
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petitioner must notify the Office if this is not a correct interpretation of the statement
contained in the instant petition.

Telephone inquiries relating to this decision should be directed to Robert DeWitty,
Petitions Attorney, Office of Petitions (571-272-8427).

The application will be referred to Technology Center Art Unit 1787 for further
consideration of the filed submission.

Director
Office of Petitions
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OFFICE OF PETITIONS

In re Application of
Robert W. POWER : '
Application No. 12/441,228 : DECISION ON PETITION
Filed: September 29, 2009 : TO WITHDRAW
Attorney Docket No. 1727.008US1 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.  § 1.36(b),
filed November 29, 2010.

The request is NOT APPROVED because it is moot.

A review of the file record indicates that the power of attorney to Peter c. Maki and all the
attorneys of record associated with Customer No. 21186, has been revoked by the assignee of the
patent application on February 17, 2010. Accordingly, the request to withdraw under 37 C.F.R.
§ 1.36(b) is moot.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272- 6735.

/DCG/

Diane C. Goodwyn
Petitions Examiner
Office of Petitions

cc: SCIENTIFIC MOLDING CORPORATION LTD.
330 SMC DRIVE
SOMERSET WI 54025

cc: PETER C. MAKI
1600 TCF TOWER, 121 SOUTH 8™ STREET
MINNEAPOLIS MN 55402



Docket No.: 2204819.133US1

(PATENT)
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicant: HU, Qiang Confirmation No.: 1247
Application No.:  12/441,233 Art Unit: 1651
Filed: August 28, 2009 Examiner: Taeyoon Kim
Title: ALGAL MEDIUM CHAIN LENGTH FATTY ACIDS AND
HYDROCARBONS

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Statements of Special Status for the Eligibility Requirement

for the Green Technology Pilot Program

Dear Sir/Madam:

Applicants herewith file a Petition to Make Special Under the Green Technology Pilot
Program (PTO/SB/420). Applicants respectfully submit that the claimed invention materially
contributes to the discovery or development of renewable energy resources, to greenhouse gas
reduction and improvement of environmental quality by providing, in at least one embodiment,
methods for culturing algae to produce algal medium chain length fatty acids. Algal cultures
remove carbon dioxide from the atmosphere while creating carbon chains that can be processed
to make biofuels. In at least one embodiment, algae strains are cultured to produce oil which can
be further processed to produce kerosene and other fuels which can be used to obtain jet fuel
blend stocks and/or diesel blend stocks. As such, the claimed invention should be classified

under Art Unit 1651.

Applicants enclose herewith the publication fee of $300, pursuant to 37 CFR 1.18(d). No

other fees are believed due with this submission, however the Director is hereby authorized to

ACTIVEUS 90760255v1
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charge any additional fees or apply any overages to our Deposit Account No. 08-0219, under

Order No. 2204819.00133US1, from which the undersigned is authorized to draw.

Applicants respectfully request the grant of the Petition filed herewith and a favorable
and prompt decision regarding the present application. The Examiner is invited to telephone the

undersigned at (617) 526-6613 if a phone conference may help advance prosecution.

Respectfully submitted,

Dated: September 30, 2011

/Nishat A. Shaikh/
Nishat A. Shaikh
Registration No.: 66,183
Attorney for Applicant(s)

Wilmer Cutler Pickering Hale and Dorr LLP
60 State Street

Boston, Massachusetts 02109

(617) 526-6000 (telephone)

(617) 526-5000 (facsimile)

ACTIVEUS 90760255v1



Doc Code: PET.GREEN
Documant Dascription: Petition for Green Tech Pilot

PTO/SB/420 (0311}

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNQLOGY PILOT PROGRAM

Attorney Docket

Application Numbe "
b, 2204819.00133U81 (ika,;gj,;,)? TR 421441 233 | Fiing date: Augﬁsg 28. 2009

First Named >
En!rlqotr;rmw Qiaﬂg HU

Tite: AL GAL MEDIUM CHAIN LENGTH FATTY ACIDS AND HYDROCARBONS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timsly filed electronically using the USPTO electronic filing systam, EFS-Wab.

1. By filing this petitiom

Applicant is requesting sarly publication: Applicant hereby reguests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: applicant is agreeing 1o make an elaction without traverse in a telephonic inferview and
elact an invention that meets the eligibility reguirements for the Green Technoiogy Filot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheel.

3. This request is accompanied by stalements of special status for the eligibility requirement.
4, The application contains no more than three (3} independent claims and twenty (20} total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachmenis:

/Nishat A. Shaikh/ o 9/30/2011

Signature

neme  Nishat Al Shaikh 66,183

(Print/ Typed) Fagistration Number

Nate: Signatures of all the inventors or assignees of record of the enfire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4{d} for the form of the signature. I necessary, submil muitiple forms for more than one
signature, see below™,

‘ 1 .
|i| Totalof _____ forms are submitted.

if vou need assistance in compieting the form, call 1-800-PTO-5188 and select option 2.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPL0.gov

| " APPLICATION NO. FILING DATE ] FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. I CONFIRMATION NO.J
12/441,233 08/28/2009 Qiang Hu 2204819.00133US1 1247
23483 7590 10/20/2011
) ER
WILMERHALE/BOSTON l EXAMIN ]
60 STATE STREET KIM, TAEYOON

BOSTON, MA 02109 A
_ I ART UNIT | papErNUMBER |

1651

| NOTIFICATION DATE l DELIVERY MODE J

1012012011 ELECTRONIC
-Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

teresa.carvalho@wilmerhale.com
whipusptopairs@wilmerhale.com

PTOL-90A (Rev. 04/07)
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WILMERHALE/BOSTON
60 STATE STREET
BOSTON MA 02109

In re Application of

HU, Qiang et al. : DECISION ON PETITION
Application No. 12/441233 : TO MAKE SPECIAL UNDER
[Filed: August 28, 2009 : THE GREEN TECHNOLOGY
Attorney Docket No. 2204819.00133US1 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed September 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: 1) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Manjunath Rao at 571-272-
0939.

The application is being forwarded to the Technology Center Art Unit 1651 for action
on the merits commensurate with this decision.

/Manjunath Rao/

Manjunath Rao

Supervisory Patent Examiner &

POC for TC 1600 Green Tech Petitions
Technology Center 1600
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In re Application of

Hassan PAJOUHESH, et al :
Application No. 12/441,364 : DECISION ON PETITION

Filed: March 11, 2010 : TO WITHDRAW
Attorney Docket No. 381092002600 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed September 3, 2010.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a
Request, absent the filing of a power of attorney to the new representative. The Office will either
change the correspondence address of record to the most current address information provided
for the assignee of the entire interest who properly became of record under 37 CFR 3.71 or, if no
assignee of the entire interest has properly been made of record under 37 CFR 3.71, the most
current address information provided for the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because the
correspondence address provided for future communications from the Office is not proper since
the assignee indicated has not been made of record under 37 C.F.R 3.71.

In order to request or take action in a patent matter, the assignee must establish its ownership of
the patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b)
must have either: (i) documentary evidénce of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or concurrently is being
submitted for recordation pursuant to § 3.11; or (ii) a statement specifying where documentary
evidence of a chain of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).
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All future communications from the Office will continue to be directed to the above-identified
address until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735. ‘

/DCG/

Diane C. Goodwyn
Petitions Examiner
Office of Petitions

Cc:  NEUROMED PHARMACEUTICALS, LTD.
SUITE 301-2489 HEALTH SCIENCES MAIL, UBC
VANCOUVER BC V6T 174 CANADA
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UNITED STATES PATENT AND TRADEMARK OFFICE

CHEMIMAGE CORPORATION
7301 PENN AVENUE
PITTSBURGH PA 15208

In re Application of
WANG, Xinghua, et al.

Application No.: 12/441,420 : DECISION

PCT No.: PCT/US2007/079880 :

Int. Filing Date: 28 September 2007 : ON PETITION UNDER
Priority Date: 29 September 2006 :

Docket No.: CID 086 US : 37 CFR 1.47(a)

For: SPECTRAL IMAGING SYSTEM

This is a 'decision on applicants’ Petition Under 37 CFR 1.47(a), filed in the United States
Patent and Trademark Office (USPTO) on 14 July 2010.

BACKGROUND

On 16 March 2010, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating that an oath or declaration in compliance with 37 CFR 1.497(a)-(b)
and the surcharge for late filing of the search fee, examination fee or oath or declaration were
required.

On 14 July 2010, applicants filed this petition under 37 CFR 1.47(a), accompanied by the
fee for a two month extension of time.

DISCUSSION

A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR
1.17(h), (2) proof of pertinent facts, namely that the inventor refuses to sign after being presented
with the application papers or cannot be reached after diligent effort, (3) a statement of the last
known address of the inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) appllcant on
behalf of himself or herself and the nonsigning applicant.

Item (1), (3) and (4) have been met. The $200 petition fee has been paid. Applicant
states the last known address of Jingyun Zhang as 2490 Partridge Drive, Upper St. Clair, PA
15241 and of David Tuschel as 915 Harvard Rd., Monroeville, PA 15146. The declaration
complies with 37 CFR 1.497(a)-(b) and 1.47.

Item (2) has not been satisfied. As to inventor Jingyun Zhang, the presentation of the
declaration was accomplished by Colleen Dempster. The email appears to indicate that a copy
of the application was presented to the inventor, but this has not been stated by someone with

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov
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firsthand knowledge. The statement of facts from Kristin Biedinger does not assert that a
complete copy of the application papers was given to the inventor. Refusal, absent presentation
with a complete copy of the application papers is not ordinarily sufficient.

As to inventor David Tuschel, the attempt to contact the inventor was returned to sender.
Applicants have not detailed an effort to locate a valid address for the inventor. Copies of
internet searches and other documentary evidence of the search is appropriate. ’

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is DISMISSED without
prejudice.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper
response will result in abandonment of this application. Extensions of time under 37 CFR
1.136(a) are available. Any reconsideration request should include a cover letter entitled
“Renewed Petition Under 37 CFR 1.47(a).” No additional petition fee is required.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292
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In re Application of

WANG, Xinghua, et al. :

Application No.: 12/441,420 : DECISION

PCT No.: PCT/US2007/079880 :

Int. Filing Date: 28 September 2007 : ON PETITION UNDER
Priority Date: 29 September 2006 :

Docket No.: CID 086 US : 37 CFR 1.47(a)
For: SPECTRAL IMAGING SYSTEM

This is a decision on applicants’ renewed Petition Under 37 CFR 1.47(a), filed in the
United States Patent and Trademark Office (USPTO) on 17 November 2010.

BACKGROUND

On 17 September 2010, the Office mailed Decision On Petition Under 37 CFR 1.47(a),
dismissing applicants’ petition without prejudice. '

On 17 November 2010, applicants filed this renewed petition under 37 CFR 1.47(a).
DISCUSSION

A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR
1.17(h), (2) proof of pertinent facts, namely that the inventor refuses to sign after being presented
with the application papers or cannot be reached after diligent effort, (3) a statement of the last
known address of the inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) applicant on
behalf of himself or herself and the nonsigning applicant.

Item (1), (3) and (4) were previously satisfied. The $200 petition fee has been paid.
Applicant states the last known address of Jingyun Zhang as 2490 Partridge Drive, Upper St.
Clair, PA 15241 and of David Tuschel as 915 Harvard Rd., Monroeville, PA 15146. The
declaration complies with 37 CFR 1.497(a)-(b) and 1.47. »

Item (2) has now been satisfied.

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is GRANTED.
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As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to the nonsigning inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette. ’

This application is being forwarded to the National Stage Processing Branch of the
Office of PCT Operations to continue national stage processing of the application, including
accordation of a 35 U.S.C. §371(c)(1), (c)(2) and (c)(4) date of 14 July 2010.
/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292
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Jingyun Zhang JAN 1 8 2011
2490 Partridge Drive PCT LEGAL ADMINISTRATION

Upper St. Clair, PA 15241

In re Application of

WANG, Xinghua, et al.

Application No.: 12/441,420

PCT No.: PCT/US2007/079880

Int. Filing Date: 28 September 2007
Priority Date: 29 September 2006
Docket No.: CID 086 US

For: SPECTRAL IMAGING SYSTEM

Dear Mr. Zhang:

You are named as an inventor in the above-captioned United States national stage application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you
will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. The
counsel for the applicant is listed below. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

/Erin P. Thomson/

Erin P. Thomson

Attorney Advisor

PCT Legal Administration
Telephone: 571-272-3292
CHEMIMAGE CORPORATION

7301 PENN AVENUE
PITTSBURGH PA 15208



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

MA'LED Alexandria, \7)-\%332%;5%%3
JAN 18 20 ‘
David Tuschel 8 2011
915 Harvard Rd. PCT LEGAL ADMINISTRATION

Monroeville, PA 15146

In re Application of

WANG, Xinghua, etal.

Application No.: 12/441,420

PCT No.: PCT/US2007/079880

Int. Filing Date: 28 September 2007
Priority Date: 29 September 2006
Docket No.: CID 086 US

For: SPECTRAL IMAGING SYSTEM

Dear Mr. Tuschel:

You are named as an inventor in the above-captioned United States national stage application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be granted, you
will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent agent or attorney presenting written authorization from you. The
counsel for the applicant is listed below. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

/Erin P. Thomson/

Erin P. Thomson

Attorney Advisor

PCT Legal Administration
Telephone: 571-272-3292
CHEMIMAGE CORPORATION

7301 PENN AVENUE-
PITTSBURGH PA 15208
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Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLor PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/441,440 Filing date: | March 16, 2009

First Named Inventor: Panagiotis Saltsidis

Title of th . T .
I,ng,fﬁon:e System and Method for Ethernet Protection Switching in a Provider Backbone . . .

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/1B/2008/002936
application number(s) is/are:

The international date of the corresponding
PCT application(s) is/are: October 31. 2008

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BETwWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/441,440

First Named Inventor:] Panagiotis Saltsidis

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.

Is attached
|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

|:| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-28 1-28 Claims 1-5, 7, 9-11, 15, 17, 20, 21, 25, and 27 were amended

to place abbreviations in parenthesis.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature/Todd A. Cason, Reg No 54,020/ Date
Name
(Print/Typed)TOdd A. Cason Registration Number54’020
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record frcgrrz)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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CLAIMS

1. A method of providing Ethernet protection switching in a Provider
Backbone Bridging Traffic Engineering, PBB-TE, Domain, the method
comprising the steps of:

establishing a first PBB-TE trunk between a first B-component and a
second B-component, the first PBB-TE trunk having a first Ethernet switching
path, ESP, for unidirectional traffic from the first B-component to the second B-
component and a second ESP for unidirectional traffic from the second B-
component to the first B-component, wherein the first ESP is associated with a
first VLAN Identifier (VID), and the second ESP is associated with a second
VID;

establishing a second PBB-TE trunk between the first B-component and
the second B-component, the second PBB-TE trunk having a third ESP for
unidirectional traffic from the first B-component to the second B-component and
a fourth ESP for unidirectional traffic from the second B-component to the first
B-component, wherein the third ESP is associated with a third VID and the
fourth ESP is associated with a fourth VID;

mapping data traffic onto the first PBB-TE trunk, the first PBB-TE trunk
corresponding to a working entity and the second PBB-TE trunk corresponding
to a backup protection entity;

monitoring the first PBB-TE trunk for faults; and

upon detecting a fault on the first PBB-TE trunk, remapping data traffic
onto the second PBB-TE trunk.

2. The method according to claim 1, wherein the monitoring step
also includes monitoring the second PBB-TE trunk for faults, wherein when a
fault is detected on the second PBB-TE trunk, data traffic is remapped onto the
first PBB-TE trunk.
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3. The method according to claim 1, wherein:

the first B-component includes a first ingress port associated with the
second VID and a first egress port associated with the first VID, the first ingress
port receiving data traffic via the second ESP and the first egress port send
data traffic via the first ESP to the second B-component; and

the second B-component includes a second ingress port associated with
the first VID and a second egress port associated with the second VID, the
second ingress port receiving data traffic via the first ESP and the second

egress port sending data traffic via the second ESP to the first B-component.

4, The method according to claim 3, wherein the step of remapping
data onto the second PBB-TE trunk includes reconfiguring the ports in the first
and second B-components to send and receive traffic via the third and fourth
ESPs.

5. The method according to claim 1, wherein a first Maintenance
Association, MA, monitors the first PBB-TE trunk and a second MA monitors
the second PBB-TE trunk for faults.

6. The method according to claim 5, wherein the first MA is
associated with the first and second VIDs and the second MA is associated
with the third and fourth VIDs.

7. The method according to claim 6, wherein:

the first B-component includes a first Maintenance End Point, MEP, for
monitoring the first ESP, the first MEP being associated with the first VID;

the second B-component includes a second MEP for monitoring the
second ESP, the second MEP being associated with the second VID;

the first MEP sending Continuity Check Messages, CCMs, to the second
B-component via the first ESP and the second MEP sending CCMs via the
second ESP.
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8. The method according to claim 7, wherein, upon detecting a fault,
the first or second MEP detects the fault and sets a defect setting parameter,
thereby triggering the step of remapping data traffic onto the second PBB-TE

trunk.

9. The method according to claim 6, wherein:

the first B-component includes a third Maintenance End Point, MEP, for
monitoring the third ESP, the third MEP being associated with the third VID;

the second B-component includes a fourth MEP for monitoring the fourth
ESP, the fourth MEP being associated with the fourth VID;

the third MEP sending Continuity Check Messages, CCMs, to the third
B-component via the third ESP and the fourth MEP sending CCMs via the
fourth ESP.

10. The method according to claim 1, further includes the step of
sending Continuity Check Messages, CCMs, via the first and second PBB-TE

trunks to check connectivity of the trunks.

11. A system for providing Ethernet protection switching in a Provider
Backbone Bridging Traffic Engineering, PBB-TE, Domain, the system
comprising:

a first PBB-TE trunk between a first B-component and a second B-
component, the first PBB-TE trunk having a first Ethernet switching path, ESP,
for unidirectional traffic from the first B-component to the second B-component
and a second ESP for unidirectional traffic from the second B-component to the
first B-component, wherein the first ESP is associated with a first VLAN
Identifier (VID), and the second ESP is associated with a second VID;

a second PBB-TE trunk between the first B-component and the second
B-component, the second PBB-TE trunk having a third ESP for unidirectional
traffic from the first B-component to the second B-component and a fourth ESP

for unidirectional traffic from the second B-component to the first B-component,
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wherein the third ESP is associated with a third VID and the fourth ESP is
associated with a fourth VID;

means for mapping data traffic onto the first PBB-TE trunk, the first PBB-
TE trunk corresponding to a working entity and the second PBB-TE trunk
corresponding to a backup protection entity;

means for monitoring the first PBB-TE trunk for faults; and

means for remapping data traffic onto the second PBB-TE trunk in

response to detecting a fault on the first PBB-TE trunk.

12.  The system according to claim 11, wherein the monitoring means
also includes means for monitoring the second PBB-TE trunk for faults, wherein
when a fault is detected on the second PBB-TE trunk, the remapping means
remaps data traffic onto the first PBB-TE trunk.

13.  The system according to claim 11, wherein:

the first B-component includes a first ingress port associated with the
second VID and a first egress port associated with the first VID, the first ingress
port receiving data traffic via the second ESP and the first egress port send
data traffic via the first ESP to the second B-component; and

the second B-component includes a second ingress port associated with
the first VID and a second egress port associated with the second VID, the
second ingress port receiving data traffic via the first ESP and the second

egress port sending data traffic via the second ESP to the first B-component.

14. The system according to claim 13 wherein the data traffic is
remapped onto the second PBB-TE trunk by reconfiguring the ports in the first
and second B-components to send and receive traffic via the third and fourth
ESPs.

15. The system according to claim 11, further comprising a first
Maintenance Association, MA, to monitor the first PBB-TE trunk and a second
MA to monitor the second PBB-TE trunk.
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16. The system according to claim 15, wherein the first MA is
associated with the first and second VIDs and the second MA is associated
with the third and fourth VIDs.

17.  The system according to claim 16, wherein:

the first B-component includes a first Maintenance End Point (MEP), for
monitoring the first ESP, the first MEP being associated with the first VID;

the second B-component includes a second MEP for monitoring the
second ESP, the second MEP being associated with the second VID; and

the first MEP sending Continuity Check Messages, CCMs, to the second
B-component via the first ESP and the second MEP sending CCMs via the
second ESP.

18.  The system according to claim 17, wherein,

the first B-component includes a third MEP for monitoring the third ESP,
the third MEP being associated with the third VID;

the second B-component includes a fourth MEP for monitoring the fourth
ESP, the fourth MEP being associated with the fourth VID;

the third MEP sending CCMs to the third B-component via the third ESP
and the fourth MEP sending CCMs via the fourth ESP.

19. The system according to claim 17, wherein, upon detecting a
fault, the first or second MEP detects the fault and sets a defect setting
parameter, thereby triggering the remapping data traffic onto the second PBB-
TE trunk.

20.  The system according to claim 11, further comprising means for
sending Continuity Check Messages, CCMs, via the first and second PBB-TE

trunks to check connectivity of the trunks.

21. A node for providing Ethernet protection switching in a Provider

Backbone Bridging Traffic Engineering, PBB-TE, Domain, the node comprising:
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means for connecting to a first PBB-TE trunk between node and a
second node, the first PBB-TE trunk having a first Ethernet switching path,
ESP, for unidirectional traffic from the node to the second node and a second
ESP for unidirectional traffic from the second node to the node, wherein the first
ESP is associated with a first VLAN Identifier (VID), and the second ESP is
associated with a second VID,;

means for connecting to a second PBB-TE trunk between the node and
the second node, the second PBB-TE trunk having a third ESP for
unidirectional traffic from the node to the second node and a fourth ESP for
unidirectional traffic from the second node to the node, wherein the third ESP is
associated with a third VID and the fourth ESP is associated with a fourth VID;

means for mapping data traffic onto the first PBB-TE trunk, the first PBB-
TE trunk corresponding to a working entity and the second PBB-TE trunk
corresponding to a backup protection entity;

means for monitoring the first PBB-TE trunk for faults;

means for, upon detecting a fault on the first PBB-TE trunk, remapping
data traffic onto the second PBB-TE trunk.

22. The node according to claim 21, wherein the monitoring means
also includes means for monitoring the second PBB-TE trunk for faults, wherein
when a fault is detected on the second PBB-TE trunk, the remapping means

remaps data traffic onto the first PBB-TE trunk.

23. The node according to claim 21, wherein the node includes a first
ingress port associated with the second VID and a first egress port associated
with the first VID, the first ingress port receiving data traffic via the second ESP
and the first egress port send data traffic via the first ESP to the second B-

component.

24. The node according to claim 23, wherein the data traffic is
remapped onto the second PBB-TE trunk by reconfiguring the ports in the node

to send and receive traffic via the third and fourth ESPs.
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25. The node according to claim 21, further comprising a first
Maintenance Association, MA, to monitor the first PBB-TE trunk and a second
MA to monitor the second PBB-TE trunk.

26. The node according to claim 25, wherein the first MA is
associated with the first and second VIDs and the second MA is associated
with the third and fourth VIDs.

27. The node according to claim 21, further comprising means for
sending Continuity Check Messages, CCMs, via the first and second PBB-TE

trunks to check connectivity of the trunks.

28. The node according to claim 21, wherein the node is a B-

Component of a Backbone Edge Bridge.
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United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
Www.USpto.gov
ERICSSON INC.
6300 LEGACY DRIVE
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PLANO TX 75024 PARTICIPATE IN PCT-PATENT
o PROSECUTION HIGHWAY

In re Application of: SALTSIDIS, PANAGIOTIS PROGRAM AND PETITION TO
et al.. ) MAKE SPECIAL UNDER 37 CFR
Application No. 12441440 1.102(d)
Filed: December 8, 2009 ' MA”_ED
For: SYSTEM AND METHOD FOR ETHERNET
PROTECTION SWITCHING IN A PROVIDER BACKBONE
BRIDGING TRAFFIC ENGINEERING DOMAIN FEB 02 2011

DIRECTOR OFFICE

TECHNOLOGY CENTER 2400

This is a decision on the request to participate in the PCT- Patent Prosecution Highway (PPH)
pilot program and the petition under 37 CFR 1.102(d), filed January 25, 2011, to make the
above-identified application special.

The petition is GRANTED.

A grantable request to participate in the PCT PPH program and petition to make special require:

(1) The relationship between the corresponding U.S. application for which participation in the PCT-PPH
pilot program is requested and the PCT application satisfies one of the following:

(a) The U.S. application is a national stage entry of the corresponding PCT application.

(b)The U.S. application is a national application which forms the basis for the priority claim in the
corresponding PCT application.

(c) The U.S. application is a national stage entry of another PCT application (which can be filed in
any competent receiving office) which claims priority to the corresponding PCT application.

(d) The U.S. application is a national application claiming foreign/domestic priority to the
corresponding PCT application.

(e) The U.S. application is a continuing application (continuation, divisional, or continuation-in-part)
of the U.S. application which satisfies one of the above (a) to (d) scenarios. :
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(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application indicates at least one claim in the PCT application has novelty, inventive step and industrial
applicability. In case any observation is described in Box VIII of the WO/ISA, or WO/IPEA, or IPER
which forms the basis for the PCT-PPH request, applicant must identify and explain why the claim(s)
is/are not subject to any observation described in Box VIII irrespective of whether an amendment is
submitted to correct the observation described in Box VIII.

(3) All the claims in each U.S. application for which a request for participation in the PCT-PPH pilot
program is made must sufficiently correspond to one or more of those claims indicated as having
‘novelty, inventive step and industrial applicability and free of any observation described in Box VIII in
the latest work product of the corresponding PCT application.

(4) Substantive examination of the U.S. application for which participation in the PCT-PPH pilot
program is requested has not begun.

(5) Applicant must submit a copy of the latest international work product which indicated that the
claim(s) has/have novelty, inventive step and industrial applicability along with an English translation
thereof if the copy of the latest international work product is not in the English language.

(6) Applicant must submit a copy of the claims from the corresponding PCT application which were
indicated as having novelty, inventive step and industrial applicability in the latest work product of the
PCT application along with an English translation thereof and a statement that the English translation is
accurate if the claims are not in the English language. Applicant is required to submit a claims
correspondence table in English. The claims correspondence table must indicate how all the claims in the
U.S. application sufficiently correspond to the claims indicated as having novelty, inventive step and

industrial applicability in the latest international work product. if the claims in the U.S. application for which
participation in the PCT-PPH pilot program is requested are identical to the claims from the corresponding PCT application,
and are in the English language, applicant may just indicate such in the PCT-PPH request and it will not be necessary for
applicant to submit a copy of the claims from the corresponding PCT application. '

. (7) Applicant must submit an information disclosure statement (IDS) listing the documents cited in the
* international work products (ISR, WOIISA, WOIIPEA, PER) of the PCT.

(8) The request for participation in the PCT-PPH pilot program and all the supporting documents must be
submitted to the USPTO via EFS-Web and indexed with the following document description: "Petition to
make special under PCT-Patent Pros Hwy. Any preliminary amendments and IDS submitted with the
PCT-PPH documents must be separately indexed as a preliminary amendment and IDS, respectively.
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The request to participate in the PCT-PPH program and petition comply with all the above
requirements. Accordingly, the above-identified application has been accorded "special" status.

Telephone inquiries concerning this decision should be directed to Hassan Kizou at 571-272-
3088

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision

/Hassan Kizou/

Hassan Kizou
Quality Assurance Specialist
Technology Center 2400
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Doc Code: PPH.PCT.652
Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-JP (05-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPO) AND THE
USPTO

sooicatonto: | 12/441 446 ringsse: | March 16, 2009

First Named Inventor: Ta|Ch| MlTA

Title of the

Invention: SHAPE EVALUATION METHOD, SHAPE EVALUATION APPARATUS, AND THREE DIMENSION INSPECTION APPARATUS

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/JP08/59606

application number(s) is/are:

The international date of the corresponding

PCT application(s) is/are: May 20, 2008

I. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

Is attached. See Appendix A

D Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached. See Appendix B
D Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the documentin b. above.

See Appendices C and D, respectively

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS




PTO/SB/20PCT-JP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeTweeN THE JPO AND THE USPTO

(continued)

Application No.: 12/441,446

First Named Inventor] Taichi MITA

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WOIIPEA, IPER) of the corresponding PCT application.
Is attached

March 16, 2009

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] March 16, 2009

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims

Claims in US Application in the corresponding Explanation regarding the correspondence
PCT Application

1 1 Substantially Identical
2 2 Substantially Identical
3 3 Substantially Identical
4 4 Substantially Identical
5 5 Substantially Identical
6 6 Substantially Identical
7 7 Substantially Identical
8 8 Substantially Identical
9 9 Substantially Identical

-
o
-
o

Substantially Identical

Substantially Identical

—
—
RN
-

Substantially Identical

-
N
-
N

lil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application. See Appendix E, Preliminary Amendment

A e July 19, 2011

?Paf?f:tef'ryped) Steven B Chang Registration Number 59!423
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Copy of latest PCT Office Action
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U.S. Patent Application Serial No. 12/441,446
Attorney Docket No. 339350US71CTC PCT

Appendix B

Copy of all claims which were
determined to be patentable in the PCT
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STATEMENT OF VERIFICATION

I, Naoya KONISHI, c¢/o HIBIKI IP Law Firm, Asahi Bldg. 10th Floor, 3-33-8,
Tsuruya-cho, Kanagawa-ku, Yokohama-shi, Kanagawa 221-0835 Japan, hereby declare
that I am the translator of the latest Office Action in the corresponding JP Application

and certify that the following is a true English translation to the best of my knowledge
and belief.

Dated this 23rd day of June, 2011

Naoya K? ;NISHI



(Translation)

Reference No. 200702867 Issue No. 202914 Mailing Date March 29, 2011

NOTICE OF REASONS FOR REJECTION

Patent Application No. Patent Application No. 2007-139268
Drafting Date March 22, 2011

Examiner of Patent Office Yuuki OOWADA 3004 2S00
Attorney for Applicant Takeshi IEIRI Esq.

Applied Articles Art. 29 introductory clause, Art. 36

This application is deemed to be rejected for the following reasons.
Argument, if any, should be submitted within 60 days from the date of mailing of

this notice.

Reason
<Reason 1>
The descriptions of the patent claims in this application do not comply in

the following points with the requirements under Patent Law Article 36(6)(ii).

Remarks

[1] There is a description "a shape recognition step for recognizing the surface
shape of the object to be evaluated” in Claim 1, but it is unclear how "the surface
shape of the object to be evaluated is recognized". Therefore, the descriptions of
Claim 1 and Claims 2 to 4 citing this description are unclear. Further, for the

same reason, the description of Claim 9 is also unclear.

[2] There is a description "an evaluation of the surface shape of the object to be
evaluated is performed based on the created highlight line" in Claim 1, but it is
unclear how the "evaluation of the surface shape of the object to be evaluated" is
performed based on the "highlight line". Therefore, the descriptions of Claim 1
and Claims 2 to 8 citing this description are unclear. Further, for the same reason,

the descriptions of Claim 9 to 12 are also unclear.



(Translation)

Reference No. 200702867 Issue No. 202914 Mailing Date March 29, 2011 2

[3] There is a description "only representing points for which a plane defined by a
specified shape becomes parallel to a predefined direction vector are selected” in
Clam 2, but it is unclear what is meant by each of the "plane defined by a specified
shape" and the "predefined direction vector". Therefore, the descriptions of

Claim 2 and Claims 3 to 8 citing this description are unclear.

[4] There is a description "a direction for which an evaluation value used to
evaluate the surface shape of an object to be evaluated becomes the maximum or
the minimum is defined as the visual recognition direction" in Clam 4, but it is
unclear what is meant by the "evaluation value used to evaluate the surface shape
of an object to be evaluated". Therefore, the descriptions of Claim 4 and Claims

5 to 8 citing this description are unclear.

[5] The meaning of a description "a shape evaluation apparatus . . . comprising . . .
a highlight line creation step for . . ." in Claim 9 is unclear. Therefore, the

descriptions of Claim 9 and Claims 10 and 11 citing this description are unclear.

<Reason 2>
The invention in the claim listed below of this application cannot be
granted a patent since it does not comply in the following points with the

requirements under the introductory clause of Patent Law Article 29(1).

Remarks

+ Claims 1 to 9

The descriptions of the above-mentioned Claims merely specify matters
that data called "highlight line" is created by simply performing a process
composed of a predetermined calculation procedure on data called "surface shape

of an object to be evaluated" and a process called "evaluation of a surface shape of



(Translation)
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an object to be evaluated" is performed. Therefore, the above-mentioned Claims
merely describe a simple calculation method or a simple calculation apparatus
(that is, any specific hardware resource used for the calculation method (shape
evaluation method) or any specific hardware resource constituting the calculation
apparatus (shape evaluation apparatus) is not specified at all in the descriptions of
these claims).

Accordingly, the matters specified by the descriptions of the
above-mentioned claims of this application are, as a whole, not creation of
technical ideas using a law of nature, and therefore is not "invention" in Patent
law.

Note that examination regarding other patent requirements such as novelty
and inventive steps has not been conducted for Claim 1 to 9 since they does not

describe an industrially-applicable invention.

< Record of prior art literature search result>
+ Searched fields IPC G01B11/00 - 11/30

G01B21/00 - 21/32
GO6F17/50

* Prior art literatures (indicating ordinary technical level in the technical field)
- Japanese Unexamined Patent Application Publication No. 2006-329898

- Japanese Unexamined Patent Application Publication No. 8-123835

- International Patent Publication No. W02006/073036

- Japanese Unexamined Patent Application Publication No. 7-332950

+ Japanese Unexamined Patent Application Publication No. 11-110437

- Japanese Unexamined Patent Application Publication No. 6-194148

This record of prior art literature search result does not constitute the reasons for

rejection.
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<Contact> First Patent Examination Department (Distance/Electric measurement)
Yuuki OOWADA

TEL. 03-3581-1101 EXT. 3256 to 3258

If you have any questions on this Notice of Reasons for Rejection, or if
you wish to have an interview on this application, please contact us.

Note that only persons capable of taking responsible attitude (if an
attorney has been assigned, the attorney, if no attorney has been assigned, the
applicant itself or a person other than the applicant capable of taking responsible
attitude such as a member in an intellectual department) can contact us for an

inquiry about the application and/or examination.
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STATEMENT OF VERIFICATION

I, Naoya KONISHI, c/o HIBIKI IP Law Firm, Asahi Bldg. 10th Floor, 3-33-8,
Tsuruya-cho, Kanagawa-ku, Yokohama-shi, Kanagawa 221-0835 Japan, hereby declare
that I am the translator of Allowable/Patentable claims in the latest Amendment of the
corresponding JP application, and certify that the following is a true English translation

to the best of my knowledge and belief.

Dated this 23rd day of June, 2011

Naoya KONISHI
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ALLOWED CLAIMS :

1. A shape evaluation method for evaluating a surface shape of an object to
be evaluated comprising:

a shape recognition step for recognizing the surface shape of the object to
be evaluated based on a measurement value obtained from a measurement result of
the surface shape of the object to be evaluated, or by reading imaginary shape data
representing a shape of the object to be evaluated;

a representative point extraction step for extracting representing points
from the recognized surface shape of the object to be evaluated;

a shape specifying step for specifying a shape for a predefined area around
the extracted representing point;

a vector defining step for defining a light source direction vector with
respect to each of the representing points based on a relative position of a light
source to radiate light;

a representing point select step for selecting, from among all of the
representing points, only representing points for which imaginary reflection
vectors corresponding to the defined light source direction vectors are contained
within a predefined range from a direction that is imaginarily defined as a visual
recognition direction; and

a highlight line creation step for creating, by using a group of all of the
selected representing points as a highlight point group, a highlight line that is
imaginarily generated on the surface of the object to be evaluated based on the
highlight point group;

wherein an evaluation point is added on the created highlight line; a curved
line is approximated based on the evaluation point; and an evaluation of the
surface shape of the object to be evaluated is performed based on a curvature of the

approximated curved line.

2. The shape evaluation method according to Claim 1, wherein only
representing points for which a plane defined by the shape specified for the
predefined area around the representing point becomes parallel to an imaginary
reflection vector corresponding to the defined light source direction vector are

selected in the representing point select step.
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3. The shape evaluation method according to Claim 1 or 2, wherein the
highlight line creation step comprises a step to collect highlight points contained
in a predefined range with regard to given highlight points among the highlight
point group and to determine a straight-line direction from the collected highlight
points, and the highlight lines are created based on polygonal lines formed by
connecting straight-line directions that are determined for each of the highlight

lines.

4. The shape evaluation method according to any one of Claims 1 to 3,
wherein a direction to be imaginarily defined as the visual recognition direction is
changed and a direction for which a curvature of a highlight line, which is an
evaluation value used to evaluate the surface shape of an object to be evaluated,
becomes the maximum or the minimum is defined as the visual recognition

direction.

5. The shape evaluation method according to any one of Claims 1 to 4,
wherein the shape recognition step recognizes surface shape data of an object to be
evaluated based on a measurement value obtained from a measurement result of the

surface shape of the object to be evaluated.

6. The shape evaluation method according to any one of Claims 1 to 4,
wherein the shape recognition step recognizes surface shape data of an object to be
evaluated by reading imaginary shape data representing a shape of the object to be

evaluated.

7. The shape evaluation method according to Claim 6, wherein the
representing point extraction step projects a plane containing a point group in
which points are arranged at regular intervals on the shape data of an object to be
evaluated that is imaginarily constructed and extracts the positions on the shape

data at which the point group is projected as the representing points.

8. The shape evaluation method according to Claim 6 or 7, wherein the
shape data is corrected based on a result of the evaluation of the surface shape, and

the evaluation is performed again.
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9. A shape evaluation apparatus to evaluate a surface shape of an object to
be evaluated comprising an arithmetic processing portion, the arithmetic
processing portion comprising:

a portion for recognizing the surface shape of the object to be evaluated
based on a measurement value obtained from a measurement result measured by a
measurement portion or based on surface shape data stored in a storage area, the
surface shape data being obtained when an object to be evaluated is imaginarily
constructed;

a portion for extracting representing points from the recognized surface
shape of the object to be evaluated;

a portion for specifying a shape for a predefined area around the extracted
representing point;

a portion for defining a light source direction vector with respect to each of
the representing points based on a relative position of a light source to radiate
light;

a portion for selecting, from among all of the representing points, only
representing points for which reflection vectors corresponding to the defined light
source direction vectors are contained within a predefined range from a direction
defined as a visual recognition direction;

a portion for creating by using a group of all of the selected representing
points as a highlight point group, a highlight line that is imaginarily generated on
the surface of the object to be evaluated based on the highlight point group; and

a portion for adding an evaluation point on the created highlight line,
approximating a curved line based on the evaluation point, and evaluating the
surface shape of the object to be evaluated based on a curvature of the

approximated curved line.

10. The shape evaluation apparatus according to Claim 9, comprising a
measurement portion to measure surface shape of the object to be evaluated,
wherein the portion for recognizing the surface shape of the object to be evaluated
recognizes the surface shape based on a measurement value obtained from a

measurement result measured by the measurement portion.

11. The shape evaluation apparatus according to Claim 9 or 10, further
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comprising a storage area to store surface shape data obtained when an object to be
evaluated is imaginarily constructed, wherein the portion for recognizing the
surface shape of the object to be evaluated recognizes the surface shape of the

object to be evaluated based on the stored surface shape data.

12. A three dimension inspection apparatus to inspect a surface shape of an
object to be inspected in three dimensions comprising a measurement portion to
measure the surface shape of the object to be inspected, the three dimension
inspection apparatus comprising an arithmetic processing portion, the arithmetic
processing portion comprising:

a portion for recognizing the surface shape of the object to be inspected by
the measurement portion;

a portion for extracting representing points from the recognized surface
shape of the object to be inspected;

a portion for specifying a shape for a predefined area around the extracted
representing point;

a portion for defining a light source direction vector with respect to each of
the representing points based on a relative position of an imaginary light source to
radiate light;

a portion for selecting, from among all of the representing points, only
representing points for which reflection vectors corresponding to the light source
direction vectors that are defined based on the relative position with respect to the
light source position are contained within a predefined range from a direction
defined as a visual recognition direction;

a portion for creating, by using a group of all of the selected representing
points as a highlight point group, a highlight line that is imaginarily generated on
the surface of the object to be inspected based on the highlight point group; and

a portion for adding an evaluation point on the created highlight line,
approximating a curved line based on the evaluation point, and performing an
inspection of the surface shape of the object to be inspected based on a curvature

of the approximated curved line.
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.

1940 DUKE STREET

ALEXANDRIA VA 22314

In re Application of : DECISION ON REQUEST TO
MITA et al. : PARTICIPATE IN THE PATENT

Application No.: 12/441,446 : PROSECUTION HIGHWAY

Filed: 16 March 2009 : PROGRAM AND PETITION

Attorney Docket No.: 339350US26PCT _ : TO MAKE SPECIAL UNDER

For: SHAPE EVALUATION METHOD, : 37 CFR 1.102(a)

SHAPE EVALUATION DEVICE, AND

3D INSPECTION DEVICE

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 19 July 2011, to make the above-identified
application special.

The instant petition was filed using the form for the PCT-PPH agreement with the JPO but has
been considered under the PPH agreement with the JPO.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. aParis Convention application which either
1. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
ii. wvalidly claims priority to a PCT application that contains no priority
claims, or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
i. validly claims priority to an application filed in the JPO, or
il. validly claims priority to a PCT application that contains no priority
claims, or
iil. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application
1. validly claims priority to an application filed in the JPO, or



ii. validly claims priority to a PCT application that contains no priority
claims, or
iii. contains no priority claim;
2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
Applicant must submit:
a. Documentation of prior office action:

1. acopy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or ‘

11. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
- 11i. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form,;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

(9,

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

l’\h'“ w
Lee W. Youn
TQAS, Technology Center 2600
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BROUSE MCDOWELL LPA
388 SOUTH MAIN STREET
SUITE 500
AKRON OH 44311 MAILED
JAN 05 2012
OFFICE OF PETITIONS
In re Application of :
Brian S. Vandrak : DECISION ON PETITION
Application No. 12/441,462 : UNDER 37 CFR 1.78(a)(3)

Filed: February 9, 2010 : UNDER 37 CFR 1.78(a)(6)
Attorney Docket No. 21384.49275 :

This is a decision on the petition under 37 CFR § 1.788a)(6), filed October 11, 2011, which is
being treated as a petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) to accept an unintentionally
delayed claim under 35 U.S.C. §§120 and 119(e) for the benefit of the prior-filed applications set
forth in the amendment filed concurrently with the instant petition.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6)
is only applicable to those applications filed on or after November 29, 2000. Further, the petition
is appropriate only after the expiration of the geriod specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.7581)(2)@). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by:

1) the reference reguired by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed applications, unless
previously submitted;

) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was

unintentional.
The instant petition does not comply with items (1) and (3) above.

With regards to item (1), when a later-filed application is claimin% the benefit of a prior- filed
nonprovisional application under 35 U.S.C. 120, 121, or 365(c), the later-filed application must
be copending with the prior application or with an intermediate nonprovisional application
similarly entitled to the benefit of the filing date of the prior application. Copendency is defined
in the clause which requires that the later-filed application must be filed before: (A) the patenting
of the prior application; (B) the abandonment of tﬁe prior application; or (C) the termination of
proceedings in the prior application.

Petitioner has requested benefit of Application No. 10/518,202, which issued into Patent No.
7,300,278 on November 27, 2007. SFi)nce the instant application was filed on February 9, 2010,
no copendency exists between these two applications. Copendency between the instant
application and the prior application is required. Since the applications are not copending, the
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benefit claim to the prior-filed nonprovisional is improper. Applicant is required to delete the
reference to the prior-filed application from the first sentence(s) of the specification, unless
applicant can establish copendency between the applications.

Further, petitioner has requested benefit of Application No. 60/743,757 filed on March 24, 2006.
However, this provisional application ex ire(i) on March 25, 2007. Therefore, since the instant
application was filed on February 9, 2010, no copendency exists between these two applications.

-opendency between the instant application and the prior application is required. Therefore,
since the applications are not copending, the benefit claim to the prior-filed provisional is
improper.

Additionally, upon a review of the amendment to the specification submitted with the instant
petition, it appears the continuity chain claimed is improper.

When a later-filed application is claiming the benefit of a prior- filed nonprovisional application
under 35 U.S.C. 120, 121, or 365(c), the later-filed application must be copending with the prior
al[])pl{cgitlon or with an intermediate nonprovisional application similarly entitled to the benefit of
the filing date of the prior application. Copendency is defined in the clause which requires that
the later-filed a[f)plication must be filed before: (A) the patenting of the prior application; (B) the
abail_doqment of the prior application; or (C) the termination of proceedings in the prior
application.

MPEP 201.11(IIT)(3) states:

If applicant wishes that the pending application have the benefit of the filing date of the first filed
application, aﬁ)plicant must, besides making reference to the intermediate application, also make
reference to the first application. See Sticker Indus. Supply Corp. v. Blaw-fnox Co., 405 F.2d 90,
160 USPQ 177 (7th CEI)I'. 1968) and Hovlid v. Asari, 305 F. 2d 747, 134 USPQ 162 (9th Cir.
1962). The reference to the prior applications must identify all of the prior applications

and indicate the relationship (i.e., continuation, divisional, or continuation-in-part) between each
nonprovisional application in order to establish copendency throughout the entire chain of prior
applications. Appropriate references must be made in each intermediate application in the chain
of prior applications. If an applicant desires, for example, the following benefit claim: "this
application is a continuation of Application No. C, filed ---, which is a continuation of
Application No. B, filed ---, whicg claims the benefit of provisional Application No. A, filed ---,"
then Application No. C must have a reference to Application No. B and provisional Application
No. A, and Application No.B must have a reference to provisional Application No. A.

A review of current USPTO records reveals no reference in Application No. 10/518,202 to
Application Nos. 10/605,486, 10/051,561, 09/731,156 and 60ﬁ69,062.

Accordingly, before the petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) can be granted, a
substitute amendment correcting the above matters, along with a renewed petition under 37 CFR
1.78(a)(3) and 1.78(a)(6), is required.

With regards to item (3), petitioner has failed to submit a proper unintentional delay statement
stating that the entire delay between the date the claim was due under 37 CFR §§ 1.78(a)(2)(ii)
and 1.78(a)(5)(ii) and the date the claim was filed was unintentional.

Accordingly, before the petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) can be granied, a
statement and substitute amendment, correcting the above matter, along with a renewed petition
under 37 CFR 1.78(a)(3) and 1.78(a)(6), is required. No further petition fee is necessary.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450
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By hand: Customer Window located at:
U.S. Patent and Trademark Office
Customer Service Window Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: 571) 273-8300
I(ATI)N: Office of Petitions

Any questions concerning this matter may be directed to Joan Olszewski at (571) 272-7751.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions



Doc Code: PET.AUTO
Document Description: Petition automatically granted by EFS-Web

PTO/SB/64
U.S. Patent and Trademark Office
Department of Commerce

Electronic Petition Request PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED
UNINTENTIONALLY UNDER 37 CFR 1.137(b)

Application Number 12441530

Filing Date 16-Mar-2009

First Named Inventor Zhong Chen

Art Unit 1641

Examiner Name CHRISTOPHER CHIN

Attorney Docket Number T11726.PCT.US

Title METHOD FOR QUANTITATIVE DETECTION OF DIABETES RELATED IMMUNOLOGICAL
MARKERS

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by the
United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set for

reply in the office notice or action plus any extensions of time actually obtained.
APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION
NOTE: A grantable petition requires the following items:

(1) Petition fee;
(2) Reply and/or issue fee;

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed before June 8, 1995; and for
all design applications;
(4) Statement that the entire delay was unintentional.
Petition fee

The petition fee under 37CFR 1.17(m} is attached.

< Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicantis no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).
] Applicant(s) status remains as SMALL ENTITY.

] Applicant(s) status remains as other than SMALL ENTITY.

Issue Fee and Publication Fee:

Issue Fee and Publication Fee must accompany ePetition.

< Issue Fee Transmittal is attached

Drawing corrections and/ or other deficiencies.




(@ Drawing corrections and/ or other deficiencies are not required

O | certify, in accordance with 37 CFR 1.4.(D){4), that drawing corrections and/ or other deficiencies have previously been filed
on

(O Drawing corrections and/ or other deficiencies are attached.

STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a
grantable petition under 37 CFR 1.137(b) was unintentional.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

A sole inventor

A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors.

A joint inventor; all of whom are signing this e-petition.

o o O O 0O @®

The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR3.71.

Signature /Weili Cheng/

Name Weili Cheng

Registration Number 44609
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Decision Date: January 4, 2012

In re Application of : DECISION ON PETITION
Zhong Chen UNDER CFR 1.137(b)
Application No : 12441530

Filed: 16-Mar-2009

Attorney Docket No: T11726.PCT.US

This is an electronic decision on the petition under 37 CFR 1.137(b), filed January 4,2012 | to revive the above-identified
application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the Notice of Allowance and Issue
Fee(s) Due. The date of abandonment is the day after the expiration date of the period set for reply in the Notice.

The electronic petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in that (1) the reply in the
form of payment of the Issue Fee and the Publication Fee (if necessary); (2) the petition fee as set forth in 37 CFR 1.17 (m); (3) the
drawing correction and/or other deficiencies (if necessary); and (4) the re