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REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY — PATENT
PRosecuTioN HIGHWAY (PCT-PPH) PILoT PROGRAM BETWEEN THE
KOREAN INTELLECTUAL PROPERTY OFFICE (KIPO) AND THE USPTO

Application No.: | 12768786 First Named Inventor: | David Moreau
Filing Date: 4/28/2010 Attorney Docket No.. | 255P001
Title of the

nvention: | OyStem and Method for Assembly of Packettes Having Closure

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE SUBMITTED VIA
EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT HITP://WWW.USPTO.GOV/EBC/EFS HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PILOT PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PILOT PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry of
another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the priority
claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1) to (4)
above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for the priority
claim in the corresponding PCT application.

The corresponding PCT application number(s) is/are: PCT/US2011/034303

The international filing date of the corresponding PCT application(s) is/are: 28 April 2011

I. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

is attached.
O is hot attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability
in the above-identified corresponding PCT application(s)

is attached.
O is hot attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the
English language). A statement that the English translation is accurate is attached for the document in
b. above.

d. (1) An information disclosure statement listing the documents cited in the international work products
(ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

is attached.

O has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except for U.S. patents or U.S. patent application publications)
are attached.

O have already been filed in the above-identified U.S. application on
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This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain
a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and
37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS.



PTO/SB/20PCT-KR (06-10)
Approved for use through 01/31/2015. OMB 0651-0058

U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
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Application No.:
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David Moreau

Il. Claims Correspondence Table:

Patentable Claims in

Claims in US Application | the corresponding PCT Explanation regarding the correspondence
application
1-15 1-15 claims have novelty, inventive step and industrial applicability

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signhature

/David L. Nocilly/

2/20/12

Date

vare  David L. Nogilly

(Print/Typed)

48259

Registration Number
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
MAILED
BOND, SCHOENECK & KING, PLLC MAR 27 2012
ONE LINCOLN CENTER : OFFICE OF PETITIONS
SYRACUSE NY 13202-1355
In re Application of : DECISION ON REQUEST TO
David MOREAU et al. : PARTICIPATE IN PCT-PPH PROGRAM
Application No. 12/768,786 : AND PETITION TO MAKE SPECIAL
Filed: April 28,2010 : UNDER 37 CFR 1.102(a)

Atty. Docket No.: 255P001
For: SYSTEM AND METHOD FOR ASSEMBLY OF PACKETTES HAVING
CLOSURES

This is a decision on the request to participate in the PCT Patent Prosecution Highway -
(PCT-PPH) program and the petition under 37 CFR 1.102(a), filed February 20, 2012, to
make the above-identified application special.

The request and petition are DISMISSED.

A grantable request to participate in the PCT —PPH program and petition to make special
under 37 CFR 1.102(a) require:

(1) the U.S. application must have an eligible relationship to one or more PCT application
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria,
or USPTO;

(2) at least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product
in the international stage or applicant must identify and explain why the claim(s) is/are
not subject to the observation in Box VIII;

(3) applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statement that the English translation is accurate, if the claims are not in the
English language;

(4) all the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);
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(5) examination of the U.S. application has not begun;

(6) applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial
applicability along with an English translation thereof;

(7) applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S.
patent application publications; and

(8) applicant is required to submit a claims correspondence table in English which
indicates how all the claims in the U.S. application correspond to the claims indicated as
having novelty, inventive step, and industrial applicability in the latest international work
product.

Requirements (1) to (3) and (5) to (7) above are considered to have been met. However,
the request to participate in the PPH program and petition fail to meet requirements (4)
and (8).

Regarding requifement (4), it is not evident that the claims provided are claims from the
PCT application as they are not labeled as such.

Requirement requirement (8), applicant has failed to indicate whether the claims in the
U.S. application sufficiently correspond to the claims in the PCT application.

Applicant is given ONE opportunity with a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the
deficiencies. NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED.
If the deficiencies are not corrected within the time period given, the application will
await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document
description: Petition to make special under Patent Pros. Hwy. Any preliminary
amendments and IDS submitted with the PPH documents must be separately indexed as a
preliminary amendment and IDS, respectively.

Telephone inquiries concerning this decision should be directed to Robert DeWitty,
Petition Attorney, Office of Petitions at 571-272-8427.
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All other inquiries bonceming the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

>
=
David Bucci

Petitions Examiner
Office of Petitions .



PATENT
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re the application of:
Name: David Moreau Docket No. 255P001
Filed: April 28, 2010 Ser. No. 12/768786

For: System and Method for Assembly of  Confirmation No. 6282
Packettes Having Closures

REQUEST FOR RECONSIDERATION OF
DISMISSED REQUEST TO PARTICIPATE IN PCT-PPH PROGRAM

Office of Petitions
Commissioner For Patents
PO Box 1450

Alexandria VA 22313-1450

Dear Sir:

In response to the Decision on Request to Participate in PCT-PPH Porgram and
Petition to make Special Under 37 CFR 1.102(a), transmitted herewith for filing in the
above-identified application are: (i) a corrected claims correspondence table wherein it is
stated that the claims in the US application sufficiently correspond to the claims in the PCT
application; and (ii) an appropriately labeled PCT claims list. Applicant has thus complied
with all requirements and respectfully requests that the Petition to Participate in PCT-PPH
Program and Petition to make Special Under 37 CFR 1.102(a) be granted.

Respectfully submitted,

Date: April 18, 2012

David L. Nocilly

Reg. No. 48,259

Attorneys for Applicant

BOND, SCHOENECK & KING, PLLC
One Lincoln Center

Syracuse, NY 13202

Telephone: 315.218.8530

Telefax: 315.218.8100



US Claims

PCT Claims

1. An apparatus for making a packette, comprising:

a feed roll for supplying a substrate;

at least one roller for advancing said substrate
provided by said feed roll in a horizontal orientation;

a punch positioned to form a hole in said substrate
as said substrate is advance passed said punch.

a feeder bow! having a weld nest and a pick and
place mechanism for positioning a closure in said substrate in
alignment with said hole formed in said substrate;

a welder for adhering said closure to said
substrate;

a guide for orienting said substrate and said
closure vertically;

a first sealing mechanism positioned to form side
and bottom seals in said substrate around said closure, thereby
defining a pocket in said substrate;

a filling station positioned to fill said pocket with a
predetermined amount of material from a bulk source;

a second sealing mechanism positioned to form a
top seal in said substrate, thereby forming a closed pocket; and

cutting knives for cutting said substrate in a

predetermined location to sever said pocket from said substrate.

1. An apparatus for making a packette, comprising:

a feed roll for supplying a substrate;

at least one roller for advancing said substrate
provided by said feed roll in a horizontal orientation;

a punch positioned to form a hole in said substrate
as said substrate is advance passed said punch.

a feeder bow! having a weld nest and a pick and
place mechanism for positioning a closure in said substrate in
alignment with said hole formed in said substrate;

a welder for adhering said closure to said
substrate;

a guide for orienting said substrate and said
closure vertically;

a first sealing mechanism positioned to form side
and bottom seals in said substrate around said closure, thereby
defining a pocket in said substrate;

a filling station positioned to fill said pocket with a
predetermined amount of material from a bulk source;

a second sealing mechanism positioned to form a
top seal in said substrate, thereby forming a closed pocket; and

cutting knives for cutting said substrate in a

predetermined location to sever said pocket from said substrate.

2. The apparatus of claim 1, further comprises a
roller positioned to grasp said substrate on said feed roll and

advance said substrate to said punch.

2. The apparatus of claim 1, further comprises a
roller positioned to grasp said substrate on said feed roll and

advance said substrate to said punch.

1982522.1 4/18/2012




3. The apparatus of claim 1, wherein said welder is

an ultrasonic welder.

3. The apparatus of claim 1, wherein said welder is

an ultrasonic welder.

4, The apparatus of claim 1, further comprising an

inspection station positioned downstream of said filling station.

4 The apparatus of claim 1, further comprising an

inspection station positioned downstream of said filling station.

5. The apparatus of claim 4, wherein said vision
inspection system comprises an vision camera aligned to capture
images of said pocket after filling with said material and verify that

said pocket has been properly filled.

5. The apparatus of claim 4, wherein said vision
inspection system comprises an vision camera aligned to capture
images of said pocket after filling with said material and verify that

said pocket has been properly filled.

6. The apparatus of claim 1, wherein said guide

comprises a plurality of adjustable guide rods.

6. The apparatus of claim 1, wherein said guide

comprises a plurality of adjustable guide rods.

7. The apparatus of claim 6, wherein said guide rods
are positioned to fold said substrate and reorient said substrate

from a horizontal to a vertical alignment.

7. The apparatus of claim 6, wherein said guide rods
are positioned to fold said substrate and reorient said substrate

from a horizontal to a vertical alignment.

8. A method of forming a packette, comprising the

steps of:

advancing a film of substrate;

punching a hole in said substrate;

attaching a closure to said substrate so that said
closure is aligned with said hole;

folding said substrate;

forming first and second side seams and a bottom
seam in said substrate around said closure and said hole to form a
pocket in said substrate;

filling said pocket with material from a bulk source;
and

forming a top seam in said filled pocket.

8. A method of forming a packette, comprising the

steps of:

advancing a film of substrate;

punching a hole in said substrate;

attaching a closure to said substrate so that said
closure is aligned with said hole;

folding said substrate;

forming first and second side seams and a bottom
seam in said substrate around said closure and said hole to form a
pocket in said substrate;

filling said pocket with material from a bulk source;
and

forming a top seam in said filled pocket.

1982522.1 4/18/2012




9. The method of claim 8, further comprising the step
of clipping said substrate to isolate said pocket from any adjacent

substrate.

9. The method of claim 8, further comprising the step
of clipping said substrate to isolate said pocket from any adjacent

substrate.

10. The method of claim 9, further comprising the step

of inspecting said filled pocket.

10. The method of claim 9, further comprising the step

of inspecting said filled pocket.

11. The method of claim 10, wherein the step of
inspecting said filled pocket comprising capturing a digital image of
said filled pocket and analyzing the captured image to verify that

the step of filling said pocket with material was performed correctly.

11. The method of claim 10, wherein the step of
inspecting said filled pocket comprising capturing a digital image of
said filled pocket and analyzing the captured image to verify that

the step of filling said pocket with material was performed correctly.

12. The method of claim 10, wherein said step of

forming comprises heat sealing,

12. The method of claim 10, wherein said step of

forming comprises heat sealing,

13. The method of claim 12, where said step of
attaching said closure to said substrate comprises the step of

ultrasonically welding said closure to said substrate.

13. The method of claim 12, where said step of
attaching said closure to said substrate comprises the step of

ultrasonically welding said closure to said substrate.

14, The method of claim 13, wherein said step of
ultrasonically welding said closure to said substrate comprises

ultrasonically welding said closure to said substrate with 20,000 Hz.

14, The method of claim 13, wherein said step of
ultrasonically welding said closure to said substrate comprises

ultrasonically welding said closure to said substrate with 20,000 Hz.

15. The method of claim 9, further comprising the step

of die cutting said filled pocket after forming the top seam

15. The method of claim 9, further comprising the step

of die cutting said filled pocket after forming the top seam

1982522.1 4/18/2012
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ll. Claims Correspondence Table:

Patentable Claims in

Claims in US Application | the corresponding PCT Explanation regarding the correspondence
application
1-15 1-15 all claims sufficiently correspond, claims in the US are identical to claims in PCT application

lli. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.
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Date

name David L. Nocilly 48259

(Print/Typed) Registration Number
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UNITED STATES PATENT AND TRADEMARK OFFICE

) Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov

MAILED
BAYER MATERIAL SCIENCE LLC ' :
100 BAYER ROAD : MAR 102011
PITTSBURGH, PA 15205 ‘ OFFICE OF PETITIONS
In re Application of
Jonathan R. Heim, et al. _ :
Application No. 12/768,846 - DECISION ON PETITION

Filed: April 28,2010
Attorney Docket No. BMS103010US2

" This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
January 21, 2011, to revive the above-identified application.

The application became abandoned for failure to reply in a timely manner to the Notice to File
Missing Parts of Nonprovisional Application (Notice), mailed May 6,2010. The Notice seta
period for reply of two (2) months from the mail date of the Notice. No extensions of time under
the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application became
abandoned on July 7, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a reply, (2) the petition fee of $1620, and (3) a proper statement of
unintentional delay.

In view of the above, the petition is GRANTED.

Telephone inquiries concerning this decision should be directed to undersigned at (571) 272-
1642. All other inquiries concerning the examination or status of this application should be
directed to the Office of Patent Application Processing at their hotline 571-272-4000.

This application is being referred to the Office of Patent Application Processing for pre-
examination of the reply received January 21, 2011.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office ~
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.gOV

r APPLICATION NO. I FILING DATE l FIRST NAMED INVENTOR ' |'A'ITORNEY DOCKETNO. | CONFIRMATION NO. J -
12/768,868 04/28/2010 Kazunori BAN 4639-113 (W163-US) 6466
22429 7590 03/28/2011
EXAMINER
LOWE HAUPTMAN HAM & BERNER, LLP | J
1700 DIAGONAL ROAD TRAN, KHOI H
SUITE 300 ART UNIT PAPER NUMBER
ALEXANDRIA, VA 22314 r l l
3664
l MAIL DATE I DELIVERY MODE |
03/28/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
2 United States Patent and Trademark Office
AT _ . ) ~ P.0.Box 1450 _
MAR 28 2““‘ Alexandria, VA 22313-1450
LOWE HAUPTMAN HAM & BERNER, LLP
1700 DIAGONAL ROAD
SUITE 300
ALEXANDRIA VA 22314
In re application of : DECISION ON REQUEST TO
Ban et al. :  PARTICIPATE IN PATENT
Application No. 12/768,868 : PROSECUTION HIGHWAY
Filed: April 28, 2010 : " PROGRAM AND PETITION
For: ARTICLE CONVEYING ROBOT :  TO MAKE SPECIAL UNDER
SYSTEM : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed February 19, 2011, to make the
above-identified application special.

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priofity under 35 U.S.C. 119(a) to one or
more applications filed in the JPO, USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate; ‘ ' ‘

(3) All the claims in the U.S: application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest Office action from each of the JPO
application(s) containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate; .

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in
the JPO Office action along with copies of documents except U.S. patents or U.s.
patent application publications.



al

In light of the preliminary amendment filed February 19, 2011 and the petition being

properly submitted via EFS-Web as is required, the request to participate in the PPH
pilot program complies with the above requirements. Therefore, the above-identified
application has been accorded “special” status. -

-

All other ihquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578.

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

MB/MB: 03/25/11



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Laurent Bonnet
Confirmation No.: 8485

Serial No.: 12/768,880

Filing Date: 04-28-2010

L et g gt S et it -

Atty Docket No.: 234837
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Applicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the development of renawable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facihifate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiuily submitted,
General Electric Company
By: /Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 5, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-8755



Boc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot FTOGRAIE {1E-1)
wvdd for ab‘“‘.\mﬁi‘ LR, OME (333‘\ N‘”"

EFARTMENT OF COauE d

08 3 vl 1N W Lneteod prammier.

Lindier s Fapeneark Bisfustion At of 1488

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Aftemay Docket Appfication Muanber

12STEREQ0 Filing d8te! gaona0io

234837 )
Musmbet: 234837 $iF Rrmen X S

Fiest Mamed

antor, | LtEnt Bomnet

Tiie WIND TURRINE WITH INTEGRATED DESIGN AND CONTROLUNG METHOD

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-DENTIFIED APRPLICATION, Sew lnstruction Shest on pags 2.

This pelition must be fimely filed elechronically using the USPTO slsctronic Bling svstem, EFS-Weh.
Y By filing this petition:

Applicant is requesting early publication: Applicant herveby requasts early publication under
37 CFR 1.219 and the publication fee set forth In 37 CFR 1.18{d} accompanies this request.

2. By filing this pelititey, applicant is agresing 1o make an elechon without raversa in a lelephonio intervisw and
siact an invention that meets the sligibility requirernents for the Green Technology Pilot Program, ¥ the Office
dutermines that tha claims arg not obviously directed to o singls invention. See instruchion Shestl.

3 This request is actompaniad by statements of special status for the afigibility reguiremaent,

4. The application contains ne mors than thres (3) independent claims and twenty (20} total claims.

8. The application does not contain any mulliple dependent claims.
& Other sHachments: Statement Cormarndng the Basks for the Specisl Ratus

fMounlas D Zhangd V0530
Signature ouglas . Zhang! Date G053
Name  Dougles D Fhang 7 9R5
(Rt Typed) Ruginteatian M mer

Note: Signetsres of gl Ihe Srvenies or g
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In re Application of :

Laurent BONNET : DECISION ON PETITION
Application No. 12/768,880 : TO MAKE SPECIAL UNDER
Filed: April 28, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 234837 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on January 06, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A\
A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Lee W. Young at 571-272-
4549.

The application is being forwarded to the Technology Center Art Unit 2839 for action in
its regular turn.

o wc

Lee W. Young &~
Quality AssuranceSpecialist
Technology Center 2800
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WONG, CABELLO, LUTSCH, RUTHERFORD & BRUCCULERI,
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20333 SH 249 6th Floor
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MAY 2 7-2011
In re Application of ' : OFFICE OF PET ITIONS
Chris Palmer et al. : DECISION ON PETITION
Application No. 12/768,923 : TO WITHDRAW
Filed: April 28, 2010 : FROM RECORD
Attorney Docket No. 09-022-US (149- : '
0228US)

This is a decision on the request to withdraw as attorney of record under 37 CFR §
1.36(b), filed May 17, 2011.

The request is NOT APPROVED.

The request cannot be approved because it lacks the name of the first inventor or the
assignee of record that is associated with the address listed in the request. Therefore,
the change of correspondence address is considered improper.

The Office will only accept correspondence address changes to the most current
address information provided for the assignee of the entire interest who properly
became of record under 37 CFR 3.71, or, if no assignee of the entire interest has
properly been made of record, the most current address information provided for the
first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or
concurrently is being submitted for recordation pursuant to § 3.11; or (ii) a statement
specifying where documentary evidence of a chain of title from the original owner to
the assignee is recorded in the assignment records of the Office (e.g., reel and frame
number).

All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant.
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OFFICE OF PETITIONS
In re Application of : _
Chris Palmer et al. C : DECISION ON PETITION
Application No. 12/768,923 : TO WITHDRAW
Filed: April 28, 2010 : : FROM RECORD
Attorney Docket No. 09-022-US (149- ' -
0228US)

This is a decision on the renewed request to withdraw as attorney of record under 37
CFR § 1.36(b), filed June 15, 2011. '

The request is NOT APPROVED.

The request cannot be approved because the Office no longer accept address changes
to a new practitioner/customer number or law firm filed with a request, absent the
filing of a power of attorney to the new representative. Therefore, the change of
correspondence address is still considered to be improper.

As stated in the previous decision of May 27, 2011, the Office will only accept
correspondence address changes to the most current address information provided for
the assignee of the entire interest who properly became of record under 37 CFR 3.71,
or, if no assignee of the entire interest has properly been made of record, the most
current address information provided for the first named inventor. 37 CFR 3.71(c)
states: :

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the
Director. In this regard, the statement under 37 CFR 3.73(b) must have either: (i)
documentary evidence of a chain of title from the original owner to the assignee (e.g.,
copy of an executed assignment), and a statement affirming that the documentary
evidence of the chain of title from the original owner to the assignee was or
concurrently is being submitted for recordation pursuant to § 3.11; or (ii) a statement
specifying where documentary evidence of a chain of title from the original owner to
the assignee is recorded in the assignment records of the Office (e.g., reel and frame
number).
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All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-4584.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Appication Nos 12768927 Filng date: | 28 April 2010

First Named Inventor: Adam anht

venion. Downhole Actuator Apparatus Having a Chemically Activated Trigger

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

Th ding PCT )
apzliccc;rtriz?lp::mlt?gr(s) is/are: PCTUG2011/032592

The international filing date of the corresponding
PCT application(s) is/are:

14 Aprif 2011

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

I:l Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

I:] Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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ReEQUEST FOR PARTICIPATION IN THE PCT-PPH PiLoT PROGRAM
BETWEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12768827
First Named Inventor] Adgm \,’Vﬂght

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

21 October 2011

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

D Are attached.
Have already been filed in the above-identified U.S. application on 21 Cctober 2011

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-25 1-25 identical Correspondence

lil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signawre  /@wrence R. Youst/ pate 29 Novemnber 2011
(N;'mte}ryped) E‘"awrence R YQUSt Registration Number 38?95
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INTERNATIONAL SEARCHING AUTHORITY
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YOUST LAWRENCE R,

2208 DALLAS TX 75201 USA

LAWRENCE YOUST PLLC 2960 MCKINNON, SUITE

PCT

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

(PCT Rule 43bis.1)

Date of mailing

(day/monti/year) 30 SEPTEMBER 2011 (30.09.2011)

Applicant's or agent's file reference
09027043 U1

FOR FURTHER ACTION

See paragraph 2 betow

International application Ne.

PCT/US2011/032592

International filing date (day/monthlyear)
14 APRIL 2011 (14.04.2011)

Priority date(day/month/year)
28 APRIL 2010 (28.04.2010)

International Patent Classification (IPC) or both national classification and IPC

E21B 47/12(2006.01)i, E2]1B 23/00(2006.01)i, GO1V 3/60(2006.01}i

Applicant

HALLIBURTON ENERGY SERVICES, INC. etal

Box No.
D Box No. Il

Basis of the opinion

Priority

2. FURTHER ACTION

For further options, see Form PCT/ISA/220.

{. This opinion contains indications relating to the following items:

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Reasoned statement under Rule 43bis. 1{a)(i) with régard o novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

Certain defects in the international application

[ ] BoxNo.m

D Box'No. IV Lack ofupity of invention

Box No. V

D Box No. VI Certain docuraents- cited

D Box No. VII

D Box No. VIII Certain observations on the international application

If a demand for international preliminary examination is made, this opinion will-be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
othier than this one to be the IPEA andthe chosen JPEA has notified the Intenational Burean under Rul¢ 66.1bis(b) that written
opinions of this Intemational Searching Authority will not be so considered.

[f this opinion is, as provided above, considered to be'a written opinion of the IPEA, the applicant is invited to submit to the
IPEA a written reply together, where appropriate, with amendments, before the éxpiration of 3 months from the date of mailing
of Form PCT/ISA/220 or before the expiration of 22 months from the priarity date, whichever expires later.

Name and mailing address of the ISA/KR
Korean Intellectual Property Office
Government Complex-Dagjeon, 189
7 Cheongsa-ro, Seo-gu, Dagjeon 302~
701, Republic of Korea

Facsimile No, 82-42-472-7140

Date of completion of this opinion

30 SEPTEMBER 2011 (30.09.2011)

Authorized officer

KANG, Min Sug

Telephone No.82-42-481-5520

Form PCT/ISA/237 (cover sheet) (July 2011y



WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY PCT/US2011/032592

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :

the international application in the language in which it was filed

D a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. D This opinion has been established taking inte account the rectification of an obvious mistake authorized by or notified

to this Authority under Rule 91 (Rule 4344s.1(a))

3. ‘With regard to any nucleotide and/or amine acid sequence disciosed in the international application, this opinion has been
established on the basis of:

a. a sequence listing filed or furnished
on paper
D in electroni¢ form

b. time of filing or furnishing
contained in the international-application as filed.
E] filed together with the international application in electronic form.
D furnished subsequently to this Anthority for the purposes of search.

4. D 1n addition, in the case that more than one version or copy of a sequenice listing has been filed or furnished, the required
statemnents that the information in the subsequent or additioan! copies is identical to that in the application as filed or does
not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/HSA/237 (Box No. Iy( July 2011)



WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY PCT/US2011/032592

Box No.V Reasened statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1728 YES
Claims NONE NO

Inventive step (IS) Claims 1-25 YES
Claims ~NONE NO

Tndustrial applicability 1A} Claims  1-25 YES
Claims NONE NO

2. Citations and explanations :

Reference is made to the following documents:

D1: US 6554074 B2 (LONGBOTTOM; JIM ROBERT) 29 April 2003

DZ: WO 2009-098498 A1l (CALEDYNE LIMITED et al.) 13 August 2009
D3: US 6340062 Bl (SKINNER: NEAL G.) 22 January 2002

D4: US 05558153 A (HOLCOMBE: MICHAEL W. et al.) 24 September 1996

1. Novelty and Inventive Step

1.1 Claims 1-20

1.1.1 Independent Claims 1, 16

The subject matter of Independent claims 1, 16 differs from these prior art documents
in that an downhole actuator apparatus in claims 1, 16 comprises a piston(66) and a
fluid(70). And these are not obvious to a person skilled in the art by the documents,
taken alone or in combination. Therefore, claims 1, 16 meet the requirements of PCT
Article 33(2) and (3) with respect to novelty and inventive step.

1.1.2 Dependent Claims 2-15, 17-20
Claims 2-15 are dependent on claim 1 and claims 17-20 are dependent on claim 16.
Therefore claims 2-15, 17-20 meet the reguirements of PCT Article 33(2) and (3).

1,2 Claims 21-25

1.2.1 Independent Claim 21

The subject matter of Independent elaim 21 differs from these prior art documents in
that an downhole actuator apparatus in claim 21 comprises a fluid(70); and a control
system(B84). And these are not obvious to a person skilled in the art by the documents,
taken alone or in combination., Therefore, claim 21 meets the requirements of PCT
Article 33(2) and (3) with respect to novelty and inventive step.

1.2.2 Dependent Claims 22-25
Claims 29-25 are dependent on claim 21 and therefore meet the requirements of PCT

Article 33(2) and (3).

2, Industrial Applicability
Claims 1-25 are industrially applicable under PCT Article 33(4).

Form PCT/ISA/237 (Box No. V) (July 2011)
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9°SQ892 Fig.2A

(57) Abstract: A downhole actuator apparatus that selectively maintains a pressure ditferential between two pressure regions in a
well. The apparatus includes a body defining first and second chambers. A piston is slidably disposed in the body and is selective-
ly moveable between first and second positions. A barrier is disposed in the body to selectively separate the first and second
chambers. A fluid is disposed in the first chamber between the barrier and the piston. A control system that is at least partially dis-
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chamber and the piston moves from the first position to the second position.
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DOWNHOLE ACTUATOR APPARATUS HAVING A CHEMICALLY
ACTIVATED TRIGGER

FIELD OF THE INVENTION

[0001] This invention relates, in general, to equipment utilized in conjunction with
operations performed in subterranean wells and, in particular, to a downhole actuator

apparatus having a chemically activated trigger.

BACKGROUND OF THE INVENTION

[0002] Without limiting the scope of the present invention, its background will be
described in relation to setting packer assemblies, as an example.

[0003] In the course of completing a subterrancan well, one or more packer
assemblies are commonly installed at various locations within the well to isolate the wellbore
annulus from the production tubing. Typically, a packer assembly incorporates a slip
arrangement for securing the packer against the casing or liner wall and an expandable
clastomeric element for creating a reliable hydraulic seal to isolate the annulus. In this
manner, the packer assemblies are capable of supporting the production tubing and other
completion equipment in the well and providing a seal between the outside of the production
tubing and the inside of the well casing to block movement of fluids in the annulus to, for
example, isolate a production interval.

[0004] Such production packers as well as other types of downhole tools may be run
downhole on production tubing to a desired depth in the wellbore. Certain production
packers may be set hydraulically by creating a pressure differential across a setting piston.
For example, this pressure differential may be generated by creating a pressure differential
between the fluid within the production tubing and the fluid within the wellbore annulus.
This pressure differential shifts the setting piston to actuate the production packer into sealing
and gripping engagement with the wellbore casing or liner. To prevent premature actuation
of the setting piston, an actuator assembly including a rupture disc may be positioned in the
flow path between the pressure differential. When it is desired to set the production packer,
sufficient pressure may be applied to burst the rupture disc, thereby allowing the actuator
assembly to operate and providing a fluid path for the differential pressure to operate on the

setting piston.
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[0005] As operators increasingly pursue more complicated completions in deep water
offshore wells, highly deviated wells and extended reach wells, the use of rupture discs to
create a downhole pressure barrier has become more difficult due to the lack of pressure
headroom between the downhole hydrostatic pressure and the burst or collapse pressure of
the downhole tubulars. Accordingly, a need has arisen for a downhole actuator assembly
operable to selectively prevent and allow the application of a pressure differential to a
hydraulically set downhole tool. A need has also arisen for such a downhole actuator
assembly that is operable for use in complicated completions in deep water offshore wells,

highly deviated wells and extended reach wells.

SUMMARY OF THE INVENTION

[0006] The present invention disclosed herein is directed to an improved downhole
actuator assembly operable to selectively prevent and allow the application of a pressure
differential to a hydraulically set downhole tool. In addition, the downhole actuator assembly
of the present invention is operable for use in complicated completions in deep water offshore
wells, highly deviated wells and extended reach wells.

[0007] In one aspect, the present invention is directed to a downhole actuator
apparatus that has a body defining first and second chambers and a piston slidably disposed
in the body that is selectively moveable between first and second positions. A barrier is
disposed in the body to seclectively separate the first and second chambers. A fluid is
disposed in the first chamber between the barrier and the piston. A control system that is at
least partially disposed within the body is operable to generate an output signal responsive to
receipt of a predetermined input signal. The output signal is operable to create a failure of the
barrier such that at least a portion of the fluid flows from the first chamber to the second
chamber and the piston moves from the first position to the second position.

[0008] In one embodiment, the body defines a fluid path between two pressure
regions and the piston is sealably disposed in the fluid path to maintain a pressure differential
between the two pressure regions when the piston is in the first position. In this embodiment,
the piston may include a piston area that is exposed to pressure from at least one of the
pressure regions to bias the piston from the first to the second position. Alternatively or
additionally, the piston may be biased toward the second position from the first position by a
spring. In another embodiment, the fluid in the first chamber prevents the piston from

moving to the second position until failure of the barrier. In this embodiment, fluid may be
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one or more substantially incompressible fluids, one or more compressible fluids or may be a
combination of one or more substantially incompressible fluids and one or more compressible
fluids.

[0009] In one embodiment, the barrier may be a disc member. In another
embodiment, the control system may include a signal detector, a control circuit and a trigger,
such that upon receipt of the predetermined input signal by the signal detector, the control
circuit activates the trigger to create the failure of the barrier. In this embodiment, the
predetermined input signal may be a surface generated signal such as a wireless signal, an
electromagnetic signal, an acoustic signal, a pressure signal, an electrical signal, an optical
signal or the like. Alternatively, the predetermined input signal may be a downhole generated
signal such as a signal from a timer, a downhole sensor or the like. Also, in this embodiment,
the output signal may be heat generated by the trigger that melts at least a portion of the
barrier, pressure generated by the trigger that shifts a piercing assembly that forms an
opening through the barrier, a chemical jet generated by the trigger that makes an opening in
the barrier or the like. In this and other embodiments, the trigger may include an energetic
material such as pyrotechnic compositions, flammable solids, explosives, thermites and the
like.

[0010] In another aspect, the present invention is directed to a downhole actuator
apparatus that has a body defining first and second chambers and a fluid path between two
pressure regions. A piston is slidably disposed in the body and selectively moveable between
first and second positions. The piston is sealably disposed in the fluid path to maintain a
pressure differential between the two pressure regions when the piston is in the first position.
A barrier is disposed in the body to selectively separate the first and second chambers. A
fluid is disposed in the first chamber between the barrier and the piston. The fluid is operable
to selectively prevent the piston from moving to the second position. A control system is
disposed at least partially within the body. The control system includes a signal detector, a
control circuit and a thermite trigger, such that upon receipt of a predetermined input signal
by the signal detector, the control circuit activates the thermite trigger to create a failure of
the barrier enabling at least a portion of the fluid to flow from the first chamber to the second
chamber and the piston to move from the first position to the second position, thereby
allowing fluid communication between the two pressure regions.

[0011] In a further aspect, the present invention is directed to a downhole actuator

apparatus that includes a body defining a fluid path between two pressure regions. A barrier
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is disposed in the fluid path to maintain a pressure differential between the two pressure
regions. A control system is at least partially disposed within the body. The control system
includes a signal detector, a control circuit and a thermite trigger, wherein upon receipt of a
predetermined input signal by the signal detector, the control circuit activates the thermite
trigger to create a failure of the barrier, thereby allowing fluid communication between the

two pressure regions.

BRIEF DESCRIPTION OF THE DRAWINGS

[0012] For a more complete understanding of the features and advantages of the
present invention, reference is now made to the detailed description of the invention along
with the accompanying figures in which corresponding numerals in the different figures refer
to corresponding parts and in which:

[0013] Figure 1 is a schematic illustration of a well system including a plurality of
actuators used to operate well tools by controlling fluid communication between pressure
regions in the well according to an embodiment of the present invention;

[0014] Figures 2A-2B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second
operating positions according to an embodiment of the present invention;

[0015] Figures 3A-3B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second
operating positions according to an embodiment of the present invention;

[0016] Figures 4A-4B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second
operating positions according to an embodiment of the present invention; and

[0017] Figures SA-5B are cross sectional views of a downhole actuator apparatus for
controlling fluid communication between pressure regions in the well in first and second

operating configurations according to an embodiment of the present invention.

DETAILED DESCRIPTION OF THE INVENTION

[0018] While the making and using of various embodiments of the present invention
are discussed in detail below, it should be appreciated that the present invention provides

many applicable inventive concepts, which can be embodied in a wide variety of specific
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contexts. The specific embodiments discussed herein are merely illustrative of specific ways
to make and use the invention, and do not delimit the scope of the invention.

[0019] Referring initially to figure 1, a well system that is schematically illustrated
and generally designated 10, includes a plurality of well tools that are interconnected to form
a tubular string 12 that has been installed in casing string 14 that is cemented in a wellbore
16. Each of the illustrated well tools includes an actuator for operating that well tools
between its operating positions or configurations. Specifically, the illustrated well tools are
depicted as a circulating valve 18, a tester valve 20, a multi-sampler tool 22, a packer 24 and
a choke 26. As depicted, actuator 28 is used to operate circulating valve 18, actuator 30 is
used to operate tester valve 20, actuators 32, 34 are used to control flow into sample
chambers 36, 38 of a multi-sampler tool 22, actuator 40 is used to set packer 24 and actuator
42 is used to operate choke 26.

[0020] In each of these cases, the actuators are used to operate the corresponding well
tool by controlling fluid communication between pressure regions in the well. For example,
when the pressure regions are blocked from one another, the well tool is in one position and
when there is fluid communication between the pressure regions, the well tool is actuated to
another position. The pressure regions could be, for example, an interior flow passage 44 of
tubular string 12 and an annulus 46 formed radially between tubular string 12 and casing 14.
In another example, the pressure regions could be interior flow passage 44 of tubular string
12 and an interior chamber within a sample chamber 36, 38 or the pressure regions could be
two chambers with a sample chamber 36, 38 such as a nitrogen charged chamber and an
atmospheric chamber. As a further example, the pressure regions could be sections of a
control line leading from the surface to a well tool, sections of a control line between well
tools or other similar control line configuration. Accordingly, it is to be understood by those
skilled in the art that the actuators of the present invention may be used to operate the
corresponding well tools by controlling fluid communication between any two pressure
regions in the well without departing from the principles of the present invention.

[0021] Even though figure 1 depicts the actuators of the present invention in a
specific well system, it should be understood by those skilled in the art that the actuators of
the present invention are equally well suited for use with a wide variety of well tools in other
types of well systems. Also, even though figure 1 depicts the actuators of the present
invention in a vertical section of a wellbore, it should be understood by those skilled in the art

that the actuators of the present invention are equally well suited for use in wells having other
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configurations including slanted wells, deviated wells, horizontal well or wells having lateral
branches. Accordingly, it should be understood by those skilled in the art that the use of
directional terms such as above, below, upper, lower, upward, downward, left, right and the
like are used in relation to the illustrative embodiments as they are depicted in the figures, the
upward direction being toward the top of the corresponding figure and the downward
direction being toward the bottom of the corresponding figure.

[0022] Referring now to figures 2A-2B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 50. It should be noted that actuator 50, as
well as the other actuator embodiments described below, may operate as any of the actuators
described above with reference to figure 1 or may operate as a component part or
subassembly of such an actuator assembly, for example, to pilot another component of the
actuator assembly or associated well tool. In the illustrated embodiment, actuator 50 has an
axially extending generally tubular body or housing assembly 52. In the illustrated
embodiment, housing assembly 52 includes two housing members 54, 56 that are securably
coupled together at a threaded coupling 58. Housing member 56 includes a port 60 and a port
62 that are respectively in communication with different pressure regions in the well. For
example, port 60 may be associated with a relatively high pressure region 64, such as the
wellbore annulus, a pressurized gas chamber, the central flow path of a tubular string or the
like. Likewise, port 62 may be associated with a relatively low pressure region 66, such as an
atmospheric chamber, a sample chamber or the like.

[0023] Slidably and sealingly disposed within housing member 56 is a piston 66 that
initially blocks communication between ports 60, 62, as best seen in figure 2A. Piston 66 is
biased to the left by pressure acting on a differential piston area 68. Initially, displacement of
piston 66 to the left is substantially prevented a fluid 70 disposed within a fluid chamber 72.
Fluid 70 is preferably a substantially incompressible fluid such as a hydraulic fluid but could
alternatively be a compressible fluid such as nitrogen, a combination of substantially
incompressible fluids, a combination of compressible fluids or a combination of one or more
compressible fluids with one or more substantially incompressible fluids. Preferably, while
fluid 70 prevents piston 66 from moving sufficiently to the left to open communication
between ports 60, 62, piston 66 is able to float as pressure differences between pressure

region 64 and fluid chamber 72 are balanced.
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[0024] Securably and sealingly positioned between housing member 54 and housing
member 56 is a barrier assembly 74 that includes a barrier 76 and a support assembly 78
having a fluid passageway 80 defined therethrough. Barrier 76 initially prevents fluid 70
from escaping from chamber 72 into a chamber 82 of housing member 54. Barrier 76 is
depicted as a disk member and is preferably formed from a metal but could alternatively be
made from a plastic, a composite, a glass, a ceramic, a mixture of these materials, or other
material suitable for initially containing fluid 70 in chamber 72 but failing in response to an
output signal as described below.

[0025] Positioned within housing member 54 is a control system 84 that includes
numerous components that cooperate together to receive and process a predetermined input
signal and to generate an output signal that creates a failure of barrier 76. For example,
control system 84 includes a signal detector such as a pressure sensor, a strain sensor, a
hydrophone, an antenna or any other type of signal detector which is capable of receiving the
predetermined input signal, which may be in the form of a wireless signal such as an acoustic
signal, pressure pulses, electromagnetic telemetry or the like. Alternatively, the signal
detector could be hard wired to the surface and operable to receive the predetermined input
signal in the form of an electrical signal, an optical signal or the like. As another
alternatively, the signal detector may communicate with other downhole devices which may
be internal or external to housing assembly 52 such as a timer, a downhole sensor or the like
that generates the predetermined input signal.

[0026] The signal detector may include or be in communication with a control circuit
that interprets the input signal, for example, by digitally decoding the input signal, and that
determines whether actuator 50 should be operated. The control circuit is preferably an
electronic circuit including various components such as a microprocessor, a digital signal
processor, random access member, read only member and the like that are programmed or
otherwise operable to recognize the predetermined input signal and to determine whether
actuator 50 should be operated. Control system 84 also includes a downhole power supply
operable to provide the required power to the other elements of control system 84.
Preferably, the power supply is in the form of one or more batteries, however, other types of
power supplies may alternatively be used without departing from the principles of the present
invention. Control system 84 may also include timing devices to delay or control the time
period between receipt of the predetermined input signal and the generation of the output

signal.
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[0027] Control system 84 further includes an output signal generator or trigger
depicted in figure 2A as a chemical jet nozzle assembly 86. Chemical jet nozzle assembly 86
includes a chemical element or energetic material 88, an ignition agent 90 and a nozzle 92.
Chemical element 88 is preferably formed from a composition of a metal powder and a metal
oxide that produces an exothermic chemical reaction at high temperature known as a thermite
reaction. The metal powder used in the composition may include aluminum, magnesium,
calcium, titanium, zinc, silicon, boron and the like. The metal oxide used in the composition
may include boron(IIl) oxide, silicon(IV) oxide, chromium(III) oxide, manganese(IV) oxide,
iron(Ill) oxide, iron(Il, III) oxide, copper(Il) oxide, lead(Il, III, IV) oxide and the like. For
example, a composition of aluminum and iron(Ill) oxide may be used which has a reaction
according to the following equation:

[0028] Fe,O5 + 2A1 -> 2Fe + Al,O3 + Heat

[0029] Use of chemical element 88 that produces a thermite reaction is advantageous
in the present invention as the reactants are stable at wellbore temperatures but produce an
extremely intense exothermic reaction following ignition. Chemical element 88 may also
include a binder material to hold the included chemicals together, including, for example,
TEFLON (TM), VITON (TM), PBAN (polybutadiene acrylonitrile copolymer), HTPB
(hydroxyl-terminated polybutadiene), epoxy and the like.

[0030] In the illustrated embodiment, ignition agent 90 is connected to the control
circuit via an electrical cable 94 so that, when it is determined that actuator 50 should be
operated, the control circuit supplies electrical current to ignition agent 90. Ignition agent 90
is preferably a metal burning fuse such as a magnesium fuse which is activated by the
electrical current. Metal fuses are preferred as metals burn without releasing cooling gases
and can burn at extremely high temperatures. Magnesium fuses are most preferred due to the
reactive nature of magnesium and the temperature at which magnesium burns which is
sufficiently high to ignite chemical element 88. Alternatively, a nichrome wire such as a
NiCr60 wire, may be used to directly ignite chemical element 88. As another alternative, a
nichrome wire may be used in an ignition train to ignite a metal burning fuse which in turn
ignites chemical element 88. In this case, both the nichrome wire and the metal burning fuse
may be considered to be ignition agent 90.

[0031] In the illustrated embodiment, nozzle 92 is designed to focus the heat and
molten materials created in the thermite reaction into a hot jet that is directed towards barrier

76. The hot jet causes a focused hot spot on barrier 76 resulting in the desired failure of
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barrier 76. It is noted that the mode of failure of barrier 76 may including penetrating,
melting, combustion, ignition, weakening or other degradation of barrier 76.

[0032] Even though control system 84 has been described as being positioned within
housing member 54, those skilled in the art will recognize that certain elements of control
system 84 could alternatively be positioned outside of actuator 50 including the signal
detector, the control circuit and the power supply, without departing from the principle of the
present invention. For example, one or more of these components could be located within the
well tool that is to be actuated by actuator 50 or could be located in other tools that are
coupled to actuator 50. For the purposes of the present invention, it is only relevant that the
output signal generator is positioned sufficiently proximate to barrier 76 to cause the desired
failure.

[0033] In operation, the signal detector of control system 84 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 50 should be operated,
electrical power is supplied from the power supply to ignition agent 90 to initiate the
chemical reaction in chemical element 88. The chemical reaction causes barrier 76 to fail,
creating opening 96 therethrough, as best seen in figure 2B. Fluid communication is thus
established between chamber 72 and chamber 82 through opening 96, which allows fluid 70
to exit chamber 72 as piston 66 is urged to the left by pressure from high pressure region 64
acting on differential piston area 68. Communication is now permitted between pressure
regions 64, 66 via ports 60, 62, as best seen in figure 2B.

[0034] Referring now to figures 3A-3B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 150. Actuator 150 has an axially extending
generally tubular body or housing assembly 152 including two housing members 154, 156
that are securably coupled together at a threaded coupling 158. Housing member 156
includes ports 160, 162 that are respectively in communication with different pressure
regions 164, 166. Slidably and sealingly disposed within housing member 156 is a piston
166 that initially blocks communication between ports 160, 162, as best seen in figure 3A.
Piston 166 is biased to the left by pressure acting on a differential piston arca 168. Initially,
displacement of piston 166 to the left is substantially prevented a fluid 170 disposed within a
fluid chamber 172. Preferably, while fluid 170 prevents piston 166 from moving sufficiently



10

15

20

25

30

WO 2011/139520 PCT/US2011/032592

to the left to open communication between ports 160, 162, piston 166 is able to float as
pressure differences between pressure region 164 and fluid chamber 172 are balanced.

[0035] Securably and sealingly positioned between housing member 154 and housing
member 156 is a barrier assembly 174 that includes a barrier 176 and a support assembly 178
having a fluid passageway 180 defined therethrough. Barrier 176 initially prevents fluid 170
from escaping from chamber 172 into a chamber 182 of housing member 154. Positioned
within housing member 154 is a control system 184 that includes a signal detector, a control
circuit, a power supply, optional timing devices and an output signal generator or trigger
depicted in figure 3A as a chemically initiated piercing assembly 186. Chemically initiated
piercing assembly 186 includes a chemical element or energetic material 188, an ignition
agent 190 and a piercing element 192 slidably disposed within a cylinder 194. Chemical
element 188 is preferably a combustible element such as a propellant that has the capacity for
extremely rapid but controlled combustion that produces a combustion event including the
production of a large volume of gas at high temperature and pressure.

[0036] In an exemplary embodiment, chemical element 188 may comprises a solid
propellant such as nitrocellulose plasticized with nitroglycerin or various phthalates and
inorganic salts suspended in a plastic or synthetic rubber and containing a finely divided
metal. Chemical element 188 may comprise inorganic oxidizers such as ammonium and
potassium nitrates and perchlorates such as potassium perchlorate. It should be appreciated,
however, that substances other than propellants may be utilized without departing from the
principles of the present invention, including other explosives, pyrotechnics, flammable
solids or the like. In the illustrated embodiment, ignition agent 190 is connected to the
control circuit via an electrical cable 196 so that, when it is determined that actuator 150
should be operated, the control circuit supplies electrical current to ignition agent 190.

[0037] In operation, the signal detector of control system 184 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 150 should be operated,
electrical power is supplied from the power supply to ignition agent 190 to initiate the
chemical reaction in chemical element 188. The chemical reaction causes piercing element
192 to move to the right piecing barrier 176, as best seen in figure 3B. Fluid communication
is thus established between chamber 172 and chamber 182 through opening 196, which
allows fluid 170 to exit chamber 172 as piston 166 is urged to the left by pressure from high
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pressure region 164 acting on differential piston arca 168. Communication is now permitted
between pressure regions 164, 166 via ports 160, 162, as best seen in figure 3B.

[0038] Referring now to figures 4A-4B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 250. Actuator 250 has an axially extending
generally tubular body or housing assembly 252 including two housing members 254, 256
that are securably coupled together at a threaded coupling 258. Housing member 256
includes ports 260, 262 that are respectively in communication with different pressure
regions 264, 266. Slidably and sealingly disposed within housing member 256 is a piston
266 that initially blocks communication between ports 260, 262, as best seen in figure 4A.
Piston 266 is biased to the left by a biasing member depicted as a spiral wound compression
spring 268, however, those skilled in the art will recognize that other types of biasing
member, including other types of mechanical spring or fluid spring, could alternatively be
used without departing from the principle of the present invention. Initially, displacement of
piston 266 to the left is substantially prevented a fluid 270 disposed within a fluid chamber
272.

[0039] Securably and sealingly positioned between housing member 254 and housing
member 256 is a barrier assembly 274 that includes a barrier 276 and a support assembly 278
having a fluid passageway 280 defined therethrough. Barrier 276 initially prevents fluid 270
from escaping from chamber 272 into a chamber 282 of housing member 254. Positioned
within housing member 254 is a control system 284 that includes a signal detector, a control
circuit, a power supply, optional timing devices and an output signal generator or trigger
depicted in figure 4A as a chemical jet nozzle assembly 286. Chemical jet nozzle assembly
286 includes a chemical element or energetic material 288, an ignition agent 290 and a nozzle
292.

[0040] In operation, the signal detector of control system 284 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 250 should be operated,
electrical power is supplied from the power supply to ignition agent 290 via electrical cable
294 to initiate the chemical reaction in chemical element 288. The chemical reaction causes
barrier 276 to fail, as best seen in figure 4B. Fluid communication is thus established

between chamber 272 and chamber 282 through opening 296, which allows fluid 270 to exit
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chamber 272 as piston 266 is urged to the left by spring 268. Communication is now
permitted between pressure regions 264, 266 via ports 260, 262, as best seen in figure 4B.
[0041] Referring now to figures 5A-5B, a downhole actuator apparatus for controlling
fluid communication between pressure regions in the well is depicted in first and second
operating positions and is generally designated 350. Actuator 350 has an axially extending
generally tubular body or housing assembly 352 including two housing members 354, 356
that are securably coupled together at a threaded coupling 358. Housing member 356
includes ports 360, 362 that are respectively in communication with different pressure
regions 364, 366. Positioned within port 360 is a barrier 376 that is operable to initially
prevent fluid communication between pressure regions 364, 366. Positioned within housing
assembly 352 is a control system 384 that includes a signal detector, a control circuit, a power
supply, optional timing devices and an output signal generator or trigger depicted in figure
4A as a chemical jet nozzle assembly 386. Chemical jet nozzle assembly 386 includes a
chemical element or energetic material 388, an ignition agent 390 and a nozzle 392.

[0042] In operation, the signal detector of control system 384 receives the
predetermined input signal and the control circuit processes the predetermined input signal to
verify the signal. If the control circuit determines that actuator 350 should be operated,
electrical power is supplied from the power supply to ignition agent 390 via electrical cable
394 to initiate the chemical reaction in chemical element 388. The chemical reaction causes
barrier 376 to fail, as best seen in figure 5B. Communication is now permitted between
pressure regions 364, 366 via ports 360, 362, as best seen in figure 5B.

[0043] While this invention has been described with reference to illustrative
embodiments, this description is not intended to be construed in a limiting sense. Various
modifications and combinations of the illustrative embodiments as well as other
embodiments of the invention will be apparent to persons skilled in the art upon reference to
the description. It is, therefore, intended that the appended claims encompass any such

modifications or embodiments.
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What is claimed is:

1. A downhole actuator apparatus comprising:

a body defining first and second chambers;

a piston slidably disposed in the body and selectively moveable between first and
second positions;

a barrier disposed in the body and selectively separating the first and second
chambers;

a fluid disposed in the first chamber between the barrier and the piston; and

a control system at least partially disposed within the body, the control system
operable to generate an output signal responsive to receipt of a predetermined input signal,
the output signal operable to create a failure of the barrier such that at least a portion of the
fluid flows from the first chamber to the second chamber and the piston moves from the first

position to the second position.

2. The apparatus as recited in claim 1 wherein the body defines a fluid path
between two pressure regions and wherein the piston is sealably disposed in the fluid path to
maintain a pressure differential between the two pressure regions when the piston is in the

first position.

3. The apparatus as recited in claim 2 wherein the piston includes a piston area

that is exposed to pressure from at least one of the pressure regions.

4. The apparatus as recited in claim 1 wherein the piston is biased toward the

second position from the first position by a spring.

5. The apparatus as recited in claim 1 wherein the fluid prevents the piston from

moving to the second position until failure of the barrier.

6. The apparatus as recited in claim 1 wherein the barrier further comprises a

disc member.

7. The apparatus as recited in claim 1 wherein the fluid further comprises a

substantially incompressible fluid.
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8. The apparatus as recited in claim 1 wherein the fluid further comprises a

compressible fluid.

9. The apparatus as recited in claim 1 wherein the control system further
comprises a signal detector, control circuit and a trigger, wherein upon receipt of the
predetermined input signal by the signal detector, the control circuit activates the trigger to

create the failure of the barrier.

10.  The apparatus as recited in claim 9 wherein the predetermined input signal
further comprises a surface generated signal selected from the group consisting of a wireless
signal, an electromagnetic signal, an acoustic signal, a pressure signal, an electrical signal and

an optical signal.

11.  The apparatus as recited in claim 9 wherein the predetermined input signal
further comprises a downhole generated signal selected from the groups consisting of a timer

generated signal and a sensor generated signal.

12.  The apparatus as recited in claim 9 wherein the output signal further comprises

heat generated by the trigger that melts at least a portion of the barrier.

13.  The apparatus as recited in claim 9 wherein the output signal further comprises
pressure generated by the trigger that shifts a piercing assembly that forms an opening

through the barrier.

14.  The apparatus as recited in claim 9 wherein the output signal further comprises

a chemical jet generated by the trigger that makes an opening in the barrier.
15. The apparatus as recited in claim 9 wherein the trigger further comprises an

energetic material selected from the group consisting of pyrotechnic compositions,

flammable solids, explosives and thermites.
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16. A downbhole actuator apparatus comprising:

a body defining first and second chambers and a fluid path between two pressure
regions;

a piston slidably disposed in the body and selectively moveable between first and
second positions, the piston sealably disposed in the fluid path to maintain a pressure
differential between the two pressure regions when the piston is in the first position;

a barrier disposed in the body and selectively separating the first and second
chambers;

a fluid disposed in the first chamber between the barrier and the piston, the fluid
operable to selectively retain the piston in the first position; and

a control system at least partially disposed within the body, the control system
including a signal detector, a control circuit and a trigger, wherein upon receipt of a
predetermined input signal by the signal detector, the control circuit activates the trigger to
create a failure of the barrier such that at least a portion of the fluid flows from the first
chamber to the second chamber and the piston moves from the first position to the second
position, thereby allowing fluid communication between the two pressure regions.

17.  The apparatus as recited in claim 16 wherein the barrier further comprises a

disc member.

18. The apparatus as recited in claim 16 wherein the trigger further comprises a

thermite trigger that melts at least a portion of the barrier.

19.  The apparatus as recited in claim 16 wherein the trigger further comprises a

thermite trigger that propels a mechanical piercing assembly into the barrier.

20. The apparatus as recited in claim 16 wherein the trigger further comprises a

thermite trigger that discharges a chemical jet that makes an opening in the barrier.
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21. A downbhole actuator apparatus comprising:

a body defining a fluid path between two pressure regions;

a barrier disposed in the fluid path to maintain a pressure differential between the two
pressure regions; and

a control system at least partially disposed within the body, the control system
including a signal detector, a control circuit and a thermite trigger, wherein upon receipt of a
predetermined input signal by the signal detector, the control circuit activates the thermite
trigger to create a failure of the barrier, thereby allowing fluid communication between the

two pressure regions.

22.  The apparatus as recited in claim 21 wherein the barrier further comprises a

disc member.

23.  The apparatus as recited in claim 22 wherein the thermite trigger melts at least

a portion of the barrier.

24, The apparatus as recited in claim 21 wherein the thermite trigger propels a

mechanical piercing assembly into the barrier.

25. The apparatus as recited in claim 21 wherein the thermite trigger discharges a

chemical jet that makes an opening in the barrier.
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INTERNATIONAL SEARCH REPORT International application No.
PCT/US2011/032592

A. CLASSIFICATION OF SUBJECT MATTER

E21B 47/12(2006.01)i, E21B 23/00(2006.01)i, GO1V 3/00(2006.01)i

According to International Patent Classification (IPC) or to both national classification and IPC

B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
E21B 47/12; E21B 23/04; E21B 34/06; E21B 43/00; E21B 49/00; E21B 4/04

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched
Korean utility models and applications for utility models
Japanese utility models and applications for utility models

Electronic data base consulted during the international search (name of data base and, where practicable, search terms used)
eKOMPASS(KIPO internal) & Keywords:set packer, rupture, chemically activated trigger, piston, barrier

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.

A US 6554074 B2 (LONGBOTTOM; JIM ROBERT) 29 April 2003 1-25
See column 5, & and figures 2-3.

A WO 2009-098498 A1 (CALEDYNE LIMITED et al.) 13 August 2009 1-25
See page 7 and figure 5.

A US 6340062 B1 (SKINNER; NEAL G.) 22 January 2002 1-25
See colums 56 and figure 2H.

A US 055581534 A (HOLCOMBE; MICHAEL W. et al.) 24 September 1996 1-25
See column 6, claim 1 and figure 3.

|:| Further documents are listed in the continuation of Box C. }AV‘ See patent family annex.

* Special categories of cited documents: "T" later document published after the international filing date or priority

"A" document defining the general state of the art which is not considered date and not in conflict with the application but cited to understand
to be of particular relevance the principle or theory underlying the invention

"E"  earlier application or patent but published on or after the international "X" document of particular relevance; the claimed invention cannot be
filing date considered novel or cannot be considered to involve an inventive

"L"  document which may throw doubts on priority claim(s) or which is step when the document is taken alone
cited to establish the publication date of citation or other "Y" document of particular relevance; the claimed invention cannot be
special reason (as specified) considered to involve an inventive step when the document is

"O" document referring to an oral disclosure, use, exhibition or other combined with one or more other such documents,such combination
means being obvious to a person skilled in the art

"P"  document published prior to the international filing date but later "&" document member of the same patent family

than the priority date claimed

Date of the actual completion of the international search Date of mailing of the international search report
30 SEPTEMBER 2011 (30.09.2011) 30 SEPTEMBER 2011 (30.09.2011
Name and mailing address of the ISA/KR Authorized officer I
' Korean Intellectual Property Office s
Government Complex-Daejeon, 189 Cheongsa-ro, KANG, Min Sug N i
) Seo-gu, Daejeon 302-701, Republic of Korea o
Facsimile No. 82-42-472-7140 Telephone No.  82-42-481-5520

Form PCT/ISA/210 (second sheet) (July 2009)




INTERNATIONAL SEARCH REPORT International application No.

Information on patent family members PCT/US2011/032592

Patent document Publication Patent family Publication

cited in search report date member(s) date

US 6554074 B2 29.04.2003 US 2002-121377 A1l 05.09.2002

WO 2009-098498 A1 13.08.2009 EP 2250338 A1 17.11.2010
US 2011-0036585 At 17.02.2011

US 6340062 B1 22.01,2002 US 2002-0023780 A1l 28.02.2002
US 2002-0027006 A1 07.03.2002
US 6412558 B1 02.07.2002
US 6457539 B1 01.10.2002

US 05558153A A 24.09. 1996 GB 2294486 A 01.05. 1996

Form PCT/ISA/210 (patent family annex) (July 2009)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www uspto.gov

LAWRENCE R. YOUST
" Lawrence Youst PLLC

One Waterway Court S ACis
Suite 3B ‘ MA"_ED
The Woodlands TX 7738Q JAN 17 2012

OFFICE OF PETITIONS
In re Application of _ _

WRIGHT et al. : DECISION ON REQUEST TO
Application No.: 12/768,927 . : PARTICIPATE IN THE PATENT
Filed: April 28, 2010 : PROSECUTION HIGHWAY
Attorney Docket No.: 2009-IP- : PROGRAM AND PETITION
027043 U1 US ' : TO MAKE SPECIAL UNDER

For: DOWNHOLE ACTUATOR : 37 CFR 1.102(a)
APPARATUS HAVING A CHEMICALLY :
ACTIVATED TRIGGER

This is a decision on the request to participate in the PCT Patent Prosecution Highway
(PCT-PPH) pilot program and the petition under 37 CFR 1. 102(a) filed on November
29, 2011, to make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make
special require: '

(1) The U.S. application must have an eligible relationship to one or more PCT
applications where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work
product in the international stage or applicant must identify and explain why the
claim(s) is/are not subject to the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have
novelty, inventive step, and industrial applicability along with an English translation
thereof and a statemernt that the English translation is accurate, if the claims are not
in the Enghsh language; :

(4) All the claims in the U.S. application must sufficiently correspond or be amended
to sufficiently correspond to the claim(s) that have novelty, inventive step, and
industrial applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;
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(6) Applicant must submit a copy of the latest international work product from the
PCT application indicating that the claim(s) have novelty, inventive step, and
industrial applicability along with an English translation thereof and a statement that
the English translation is accurate if the latest international work product is not in the
English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the
above requirements. Accordingly, the above-identified application has been accorded
“special” status. ' '

Telephone inquiries concerning this decision should be directed to JoAnne Burke at
571-272-4584.

All other inquiries concerning the examination or status of the application is
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits
commensurate with this decision once this application’s formality reviews have been
completed.

AOfﬁce of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

DIEHL SERVILLA LLC

33 WOOD AVE SOUTH
SECOND FLOOR, SUITE 210
ISELIN, NJ 08830

In re Application of

SWEENEY, Sean et al.

Application No. 12/768,953

Filed: April 28,2010

Attorney Docket No. ANS0189-00US

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
NOV 02 2010
QOFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed September 30, 2010.

The request is moot because a revocation of power of attorney has been previously filed.

A review of the file record indicates that the power of attorney to DIEHL SERVILLA LLC has
been revoked by the assignee of the patent application on September 30, 2010. Accordingly, the

request to withdraw under 37 C.F.R. § 1.36(b) is moot.

Al future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Tredelle Jackson at 571-272-

2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: MOSER IP LAW GROUP/ANSELL LIMITED
1030 BROAD STREET, SUITE 203
SHREWSBURY NJ 07702



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

MAILED

JUN 282011
MARSH, FISCHMANN & BREYFOGLE LLP :
8055 East Tufts Avenue QFFICE OF PETITIONS
Suite 450
Denver CO 80237

In re Application of:

HEIMET AL.

Serial No.: 12/768,962 :

Filed: April 28, 2010 . DECISION ON PETITION

Attorney Docket No.: 40197-00593

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
June 7, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, November 10, 2010, which set a shortened statutory period for reply of three (3)
months. No extensions of time under the provisions of 37 CFR 1.136(a) were obtained.
Accordingly, the application became abandoned on February 11, 2011.

The petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in
that (1) the reply in the form of an amendment; (2) the petition fee of $810.00; and (3) a
statement of unintentional delay. Accordingly, the reply to the non-final Office action of
November 10, 2010 is accepted as having been unintentionally delayed.

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay at
issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that
such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.
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On Petition

This application is being referred to Technology Center AU 1787 for processing of the
amendment and for appropriate action by the Examiner in the normal course of business in
accordance with 37 CFR 1.114.

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

?

Christopher Bottorff
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USplo.gov

[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. l
12/769,089 04/28/2010 Masatoshi HOMAN 26160 6894
23389 7590 03/18/2011
SCULLY SCOTT MURPHY & PRESSER, PC [ EXAMINER |
400 GARDEN CITY PLAZA
SUITE 300 L ART UNIT I PAPER NUMBER |

GARDEN CITY, NY 11530 3735

l MAIL DATE I DELIVERY MODE

03/18/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SCULLY SCOTT MURPHY & PRESSER, PC
400 GARDEN CITY PLAZA

SUITE 300

GARDEN CITY NY 11530

In re Application of :

HOMAN, MASATOSHI et al : DECISION ON REQUEST TO
Application No. 12/769,089 : PARTICIPATE IN PATENT
Filed: April 28,2010 : PCT/PROSECUTION HIGHWAY
Attorney Docket No. 26160 : PROGRAM AND PETITION

For: MEDICAL SYSTEM AND METHOD OF TO MAKE SPECIAL UNDER

SWITCHING ANTENNA - . 37CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed March 17, 2011 to make the above-identified
application special.

The request and petition are granted.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO/PCT
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO/PCT
application(s) containing the allowable/patentable claim(s) along with an English translation
thereof and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application. This application will be forwarded to an examiner for
examination.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. All other inquiries concerning the examination or status of the application should be
directed to Chuck Marmor, SPE of Art Unit 3735, and 571-272-4730 for Class 600/302 and also
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner

Technology Center 3700 — Mechanical Engineering,

Manufacturing and Products Cor
571-272-4856



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

COZEN O'CONNOR, P.C.

1900 MARKET STREET JUN 08 ?»01 !
PHILADELPHIA PA 19103-3508 QFFICE OF PETITIONS
In re Application of

BIDDULPH-KRENTAR, Brian ;

Application No. 12/769,170 : DECISION ON PETITION
Filed: April 28,2010 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. HITA0001-100

This is a decision on the petition under 37 CFR 1.78(a)(6), filed May 12, 2011, to accept an
unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of priority to a prior-filed
provisional application.

The petition is DISMISSED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted,;

2) the surcharge set forth in § 1.17(t); and.

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(i1) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does no comply with item (1).

The reference required by 37 CFR 1.78(a)(5) must be included in an ADS or the
specification must contain or be amended to contain such reference in the first
sentence(s) following the title. Petitioner has not provided the required reference and
therefore fails to comply.
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In regards to item (3), 37 CFR § 1.78(a)(6) requires a statement that the entire delay between the
date the claim was due under 37 CFR § 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. Since the statement appearing in the petition varies from the required language,
the statement is being construed as the statement required by 37 CFR §1.78(a)(6). If this is not a
correct reading of the statement appearing in the petition, petitioner should promptly notify the
Office.

Accordingly, before the petition under 37 CFR 1.78(a)(6) can be granted, a renewed petition
under 37 CFR 1.78(a)(6) and either an Application Data Sheet or a substitute amendment
(complying with 37 CFR 1.121 and 37 CFR 1.76(b)(5)) with the required reference is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
- Alexandria, VA 22314

By fax:- (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

Petitions £xaminer
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

COZEN O'CONNOR, P.C.
1900 MARKET STREET MAILED
PHILADELPHIA PA 19103-3508

SEP 13201
OFFICE OF PETITIONS
In re Application of
BIDDULPH-KRENTAR, Brian :
Application No. 12/769,170 : DECISION ON PETITION
Filed: April 28, 2010 : UNDER 37 CFR 1.78(a)(6)

Attorney Docket No. HITA0001-100

This is a decision on the renewed petition under 37 CFR 1.78(a)(6), filed September 2, 2011, to
accept an unintentionally delayed claim under 35 U.S.C. § 119(e) for the benefit of priority to a
prior-filed provisional application. '

The petition is DISMISSED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

(1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(i1) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

The petition does not comply with item (1).

The reference to add the above-noted, prior-filed application in the first paragraph of
the specification on page one is not acceptable as drafted since it improperly
incorporates by reference the prior-filed application. An incorporation by reference
statement added after an application’s filing date is not effective because no new
matter can be added to an application after its filing date (see 35 U.S.C. § 132(a)).
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If an incorporation by reference statement is included in an amendment to the specification to
add a benefit claim under 35 U.S.C. § 120 after the filing date of the application, the amendment
would not be proper. When a benefit claim under 35 U.S.C. § 120 is submitted after the filing of
an application, the reference to the prior application cannot include an incorporation by reference
statement of the prior application. See Dart Industries v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980). Note MPEP §§ 201.06(c) and 608.04(b).

Accordingly, before the petition under 37 CFR 1.78(a)(6) can be granted, a renewed petition
under 37 CFR 1.78(a)(6) and either an Application Data Sheet or a substitute amendment
(complying with 37 CFR 1.121 and 37 CFR 1.76(b)(5)) with the required reference is required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

@uc'

Petitio xaminer
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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COZEN O'CONNOR, P.C. MAILED

1900 MARKET STREET

PHILADELPHIA PA 19103-3508 NOvV 072011
OFFICE OF PETITIONS

" In re Application of

BIDDULPH-KRENTAR, Brian :

Application No. 12/769,170 : DECISION ON PETITION
Filed: April 28, 2010 :  UNDER 37 CFR 1.78(a)(6)
Attorney Docket No.: HITA0001-100

This is a decision on the renewed petition under 37 CFR 1.78(a)(6), filed October 21, 2011, to
accept an unintentionally delayed claim under 35 U.S.C. §119(e) for the benefit of the prior-filed
provisional application set forth in the concurrently filed Amendment.

The petition is GRANTED.

A petition under 37 CFR 1.78(a)(6) is only applicable to those applications filed on or after
November 29, 2000. Further, the petition is appropriate only after expiration of the period
specified in 37 CFR 1.78(a)(5)(ii) and must be filed during the pendency of the nonprovisional
application. In addition, the petition must be accompanied by:

(1) the reference required by 35 U.S.C. § 119(e) and 37 CFR 1.78(a)(5)(i)
to the prior-filed application, unless previously submitted;

) the surcharge set forth in § 1.17(t); and

3 a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(5)(ii) and the date the claim was filed was
unintentional. The Director may require additional information
where there is a question whether the delay was unintentional.

Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.

All of the above requirements having been satisfied, the late claim for priority under 35 U.S.C. §
119(e) is accepted as being unintentionally delayed.
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The granting of the petition to accept the delayed benefit claim to the prior-filed application
under 37 CFR 1.78(a)(6) should not be construed as meaning that this application is entitled
to the benefit of the filing date of the prior-filed application. In order for this application to be
entitled to the benefit of the prior-filed application, all other requirements under 35 U.S.C.
§119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed application
should not be construed as meaning that applicant is entitled to the claim for benefit of
priority to the prior-filed application noted thereon. Accordingly, the examiner will, in due
course, consider this benefit claim and determine whether the application is entitled to the
benefit of the earlier filing date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed provisional
application, accompanies this decision on petition. '

Any inquiries concerning this decision may be directed to Jose’ G Dees at (571) 272-1569. All
other inquiries concerning either the examination procedures or status of the application should
be directed to the Technology Center.

The application is being forwarded to Technology Center AU 2165 for consideration by the
examiner of the claim under 35 U.S.C. §119(e) for the benefit of priority to the prior-filed
provisional application.

ose G Dees
Petitions Examiner
Office of Petitions

ATTACHMENT: Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United Stutes Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
12/769,170 04/28/2010 2165 1066 HITAO0001-100 20 4
_ CONFIRMATION NO. 7047
34132 CORRECTED FILING RECEIPT

COZEN O'CONNOR, P.C.

5600 MARKET STRELT T

PHILADELPHIA, PA 19103-3508
' Date Mailed: 11/07/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Brian Biddulph-Krentar, Exton, PA;
Power of Attorney: The patent practitioners associated with Customer Number 34132

Domestic Priority data as claimed by applicant
This appln claims benefit of 61/174,173 04/30/2009

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

Permission to Access - A proper Authorization to Permit Access to Application by Participating Offices
(PTO/SB/39 or its equivalent) has been received by the USPTO.

If Required, Foreign Filing License Granted: 05/06/2010

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/769,170 ‘
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
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Title

CRITICAL TEST RESULT MANAGEMENT SYSTEM AND METHOD
Preliminary Class

707

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application’s filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/generalf/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world; an unparalieled location for
innovation and commercialization of new technologies. Through SelectUSA, our nation works to encourage,
facilitate, and accelerate business investment. Go to www.SelectUSA.gov for more information. Whether
you choose to visit www.SelectUSA.gov will have no effect on the examination of your patent application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Jack|. Hanoka

12769171 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 28,2010

Attorney Docket No.  STJ-00401

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 07-MAR-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



PTO/SB/140

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12769182

Filing Date 28-Apr-2010

First Named Inventor Hiroyuki FUJINUMA

Art Unit 1761

Examiner Name EISA ELHILO

Attorney Docket Number 358911U50CIP

Title

HEAD HAIR DYEING METHOD

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature Nincent K. Shier/

Name Vincent K. Shier

Registration Number 50552




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: August 8,2011

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Hiroyuki FUJINUMA

Application No : 12769182
Filed : 28-Apr-2010
Attorney Docket No: 358911USOCIP

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed August 8,2011 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 1761  for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ARTHUR M REGINELLI ,
4 TH FLOOR, FIRST NATIONAL TOWER

AKRON OH 44308 MAILED

AUG 25 2011

OFFICE OF PETITIONS

In re Application of

Frazier et al. :

Application Number: 12/769,273 : ON PETITION
Filing or 371(c) Date: 04/28/2010 :

Attorney Docket Number: 17314-0011002

This is a decision on the petition to defer issuance filed on July 19,2011. This is also a decision
on the petition under 37 CFR 1182, filed July 14, 2011, to change the order of the names of the
inventors.

The petitions are GRANTED.

Petition to change the order of inventor’s names

Office records have been corrected to reflect the change in the order of the named inventors. A
corrected Filing Receipt, which sets forth the desired order of the named inventors, accompanies

this decision on petition.

As authorized, the $400 fee for the petition under 37 CFR 1.182 has been assessed to petitioner’s
deposit account.

Petition to defer issuance
In the absence of an extraordinary circumstance, it has been the policy of the Office to defer
issance of a patent, upon request, for a period of up to one (1) month only." Accordingly, since

the period of deferral requested has passed, the petition to defer issue is granted.

If an additional deferral period is required, another petition and fee should be promptly
submitted. The petition must include a showing of extraordinary circumstances.

1S_eq MPEP 1306.01.

2_S_@ Note 1, supra.



Application No. 12/769,273 -~ 2
The application is being referred to the Office of Data Management for processing into a patent.

Telephone inquiries specific to this matter should be directed to the undersigned at 571 272-
3231. :

Prsal

uglas I. Wood
Senior Petitions Attorney
Office of Petitions

Encl: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 223131450

wWww.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
12/769,273 04/28/2010 1778 2426 ' 17314-0011002 10 3
CONFIRMATION NO. 7251
83412 " CORRECTED FILING RECEIPT

Arthur M Reginelli

& Fioo,Fret Natonal Tower | e

Akron, OH 44308
Date Mailed: 08/25/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Joel R. Lehman, Taft, CA;
Verlin Frazier, Maricopa, CA,;
Assignment For Published Patent Application
Occidental Oil and Gas Holding Corporation, a California corporation

Power of Attorney:

P Musselman Jr--31644 Joshua Griswold--46310
J Gray--37141 Michael Cox--47505
Russell Rippamonti--39521 Thomas Reger 11--47892
Terry Stalford--39522 Elizabeth Dahm--51352
Spencer Patterson--43849 Darien Reddick--57956

Domestic Priority data as claimed by applicant
This application is a DIV of 11/955,161 12/12/2007 PAT 7,731,037

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 05/06/2010
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/769,273
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
page 1 of 3



Title

SEPARATING SAND FROM FLUIDS PRODUCED BY A WELL
Preliminary Class

210

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ:
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that'patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/webl/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
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set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Forelgn AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

~ page 3of 3
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N UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
DW Fob-11

KACVINSKY DAISAK PLLC (1070)

4500 BROOKTREE ROAD

SUITE 302 MA]LED

WEXFORD, PA 15090

FEB 182011
OFFICE OF PETITIONS
In re Application of :
Wilkinson, Rabe-Hesketh, : DECISION REFUSING STATUS

Duarte, Hornyak, Kodama, Ho, : UNDER 37 CFR 1.47 (a)
Ballot, Rizkalla, Gibson, :

Sanborn, levi and Vogel,

Application No.: 12/769, 318

Filed: April 28, 2010

Attorney Docket No.: 1070P5920

This is a decision in response to the petition filed under 37 CFR
1.47(a) on December 13, 2010.

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled “Request for Reconsideration of
Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventor. -
FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF THE APPLICATION.
Extensions of time may be obtained in accordance with 37 CFR
1.136(a).

The above-identified application was filed on April 28, 2010,
without a fully executed oath or declaration. Accordingly, on
May 11, 2010, the Office of Data Management, Application
Assistance Unit mailed a Notice to File Missing Parts of
Nonprovisional Application, requiring, inter alia, the signature
of joint inventors Tim Wilkinson and Ezekiel Sanborn, as it is
missing from the declaration submitted on filing.

On December 13, 2010, petitioners filed the present petition and
fee, the requisite surcharge, and an executed declaration,
including joint inventor Ezekiel Sanborn. Petitioners assert
that copies of the application was emailed to non-signing
inventor Wilkinson on May 18, and 28, 2010; June 11, and June 24,



Application No. 12/769, 318 Page 2

2010; September 1, 8, 13, and 22, 2010; and November 11, and 22,
2010, but that no response was received.

A grantable petition under 37 CFR 1.47(a) requires:

(1) proof that the non-signing inventor cannot be reached or
located, notwithstanding diligent effort, or refuses to sign the
oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable ocath or declaration in compliance with 35
U.S5.C. §§ 115 and 116;

(3) the petition fee;

(4) a surcharge of $130 or $65 (small entity) if the
petition and/or declaration is not filed at the time of filing
the application, and

(5) a statement of the last known address of the non-signing
inventor.

The petition lacks items (1) (2) and (5).

As to item (1): The transmission of documents via Email, while a
common practice, can be problematic. Transmission and receipt of-
documents-whether in image, word-processing, spreadsheet or other
form-can be effected by differences in software generation
between the sender and recipient(s), and other interferences
include but are not limited to sender’s and recipient’s Internet
service provider’s (ISP) and/or office/personal security firewall
systems.

Thus, in the absence of an express statement from a non-signing
inventor (s) that he/she/they have received, opened and read a
document, unlike a printed page in the language of the recipient
there is as of this writing no basis to presume that an Emailed
document was in a form that can be read and comprehended.

Petitioners may show proof that a copy of the application was
sent or given to the non-signing inventor for review by providing
a copy of the cover letter transmitting the application papers
(specification, including claims, drawings, if any, and the
declaration) to the non-signing inventor or details given in an
affidavit or declaration of facts by a person having first-hand
knowledge of the details. :

In the event that the application papers are returned as
undeliverable, petitioners may show diligent efforts to locate
the non-signing inventor by providing a copy of an envelope
showing that a letter sent to the last known address of the non-
signing inventor was returned as undeliverable by the post
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office. Furthermore, details of the efforts made to locate the
non-signing inventor should be set forth in an affidavit or
declaration of facts by a person having first-hand knowledge of
the details. Additionally, if an inventor no longer lives at the
last known address, petitioners may show diligent efforts by use
of a national registry or other database to determine a current
address for the non-signing inventor. If a more recent address
is discovered, petitioners should send or give a copy of the
application papers to the inventor at that address.

As such, petitioners should attempt to determine the last known
address for the non-signing inventor. Details of the efforts
taken to determine the inventor’s last known address should be
provided with any renewed petition.

Likewise, before a bona fide refusal to sign the declaration can
be alleged, petitioners must show that a copy of the application
was sent or given to the inventor. If the inventor refuses in
writing, petitioners must submit a copy of that written refusal
with any renewed petition. If the refusal was made orally to a
person, then that person must provide details of the refusal in
an affidavit or declaration of facts.

If repeated attempts to contact the non-signing inventor are
unsuccessful, petitioners will have demonstrated that the
inventors cannot be reached, despite diligent efforts, or have
refused to sign the declaration.

As to item (2): The declaration included with the present
petition is not acceptable. The declaration does not identify
the citizenship, residence and mailing or post office address of
each inventor.

As to item (5): The petition does not provide a statement of the
last known address of the non-signing inventor.

Further correspondence with respect to this matter should be
delivered through one of the following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450
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By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By Internet: EFS-Web!

Any questions concerning this matter may be directed to the
undersigned at (571) 272-3204.

Homgod ot

Sherry D. “Brinkley
Petitions Examiner _
Office of Petitions i

! www.uspto.gov/ebc/efs help.html (for help using EFS-Web call the

Patent Electronic Business Center at (866) 217-9197)




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www uspto.gov
DIW May-11

KACVINSKY DAISAK PLLC (1070)
4500 BROOKTREE ROAD MA"‘ED
SUITE 302 MAY 12 2011
WEXFORD, PA 15090
OFFICE OF PETITIONS
In re Application of :
Tim Wilkinson, et al. : DECISION REFUSING STATUS

Application No.: 12/769,318 : UNDER 37 CFR 1.47(a)
Filed: April 28,2010 :
Attorney Docket No.: 070P5920

This is a decision on the renewed petition filed, April 18, 2011, under the provisions of 37 CFR
1.47(a).

The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(a),” and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Extensions of time may be obtained in accordance with 37 CFR
1.136(a).

The above-identified application was filed on March 14, 2010, without an executed oath or
declaration. Accordingly, on March 25, 2010, a Notice to File Missing Parts of Nonprovisional
Application was mailed. On December 13, 2010, a petition under 37 CFR 1.47(a) was filed;
however, the petition was dismissed in a decision mailed February 17, 2011. In response, on
April 18, 2011, the present petition was filed.

A grantable petition under 37 CFR 1.47(a) requires (1) proof that the non-signing inventor cannot
be reached or located, notwithstanding diligent effort, or refuses to sign the oath or declaration
after having been presented with the application papers (specification, claims and drawings); (2)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the $200
petition fee; (4) a surcharge of $130 or $65 (small entity) if the petition and/or declaration is not
filed at the time of filing the application, and (5) a statement of the last known address of the
non-signing inventor.

The present petition lacks items (1) and (2).
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Before a refusal to sign an oath or declaration can be alleged, it must be demonstrated that a bona
fide effort has been made to present a complete copy of the application papers (specification,
including claims, drawings, and oath or declaration) to the non-signing inventor at the non-
signing inventor’s last know address. In this case, the evidence suggests that the application
papers were merely “Left At: Porch” of the last known address. However, refusal by the non-
signing inventor cannot be inferred since there is no evidence of record to show that complete
application papers were given to the non-signing inventor or whether complete application
papers were sent to and actually received by the non-signing inventor at his last known address.

Thus, in the absence of an express statement from a non-signing inventor that a complete copy of
the application papers (specification, claims, drawings, oath, etc.) were received, petitioner
should, at the very least, mail correspondence to the last known address for the joint inventor,
return receipt and/or forwarding address requested. If a forwarding address is provided,
petitioner should then mail a complete copy of the application papers (to that address, return
receipt requested, along with a cover letter of instructions which includes a deadline or a
statement that no response will constitute a refusal. This sort of ultimatum lends support to a
finding of refusal by conduct.

In the event that the application papers are returned as undeliverable, petitioners may show
diligent efforts to locate the non-signing inventor(s) by providing a copy of an envelope showing
that a letter sent to the last known address of the non-signing inventor(s) was returned as
undeliverable by the post office. Furthermore, details of the efforts made to locate the non-
signing inventor(s) should be set forth in an affidavit or declaration of facts by a person having
first-hand knowledge of the details.

Where there is an express or oral refusal, that fact, along with the time and place of the refusal,
must be stated in an affidavit or declaration by the party to whom the refusal was made. Where
there is a written refusal, a copy of the document(s) evidencing that refusal must be made part of
the affidavit or declaration.

If repeated attempts to contact the non-signing inventor are unsuccessful, petitioner will have
demonstrated that the inventors cannot be reached, despite diligent efforts, or have refused to
sign the declaration.

As to item (2), an oath or declaration in compliance with 37 CFR 1.63 has not been presented.
Pursuant to 35 U.S.C. 115 and 37 CFR § 1.63(a) and § 1.63(c)(1), an acceptable oath or
declaration filed under § 1.51(b)(2) as a part of a nonprovisional application must identify all the
inventors by name, citizenship and, unless such information is supplied on an application data
sheet (ADS) in accordance with § 1.76, must also identify the mailing address, and the residence
of each inventor, if an inventor lives at a location which is different from where the inventor
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customarily receives mail. The declaration of December 13, 2010 does not comply with 37 CFR
1.63.

Further correspondence with respect to this matter should be delivered through one of the
following mediums:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

By Internet: EFS-Web'

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

' www.uspto.gov/ebe/efs_help.html (for help using EFS-Web call the Patent Electronic Business Center
at (866) 217-9197)




UNITED STATES PATENT AND TRADEMARK OFFICE
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.goy
KACVINSKY DAISAK PLLC (1070) .
4500 BROOKTREE ROAD MAILED
SUITE 302
WEXFORD, PA 15090 AUG 01 2011
OFFICE OF PETITIONS
In re Application of
Tim Wilkinson, et al. :
Application No. 12/769,318 :  DECISION ACCORDING STATUS

Filed: April 28, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No.: 1070P5920 :

This is a decision in response to the renewed petition under 37 CFR 1.47(a) filed July 12, 2011.
The petition is GRANTED.

Petitioner has shown that the non-signing inventor, Tim Wilkinson, has refused to join in the filing of
the above-identified application.

The application and papers have been reviewed and found in compliance with 37 CFR 1.47(a). This
application is hereby accorded Rule 1.47(a) status. :

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will also
be published in the Official Gazette.

The application file is being forwarded to Technology Center 2472 for appropriate action,
including notifying applicant of the new status of this application.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-3204.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.qov

MR. TIM WILKINSON MAILED

1129 OXFORD STREET L

BERKELY, CA 94707 AUG 01 201
OFFICE OF PETITIONS

In re Application of.
Tim Wilkinson, et al. :
Application No. 12/769,318 : LETTER
Filed: April 28,2010 :
For: TECHNIQUES TO PROVIDE INTEGRATED
VOICE SERVICE MANAGEMENT

Dear Mr. Wilkinson:

You are named as a joint inventor in the above-identified United States patent application filed
under the provisions of 35 U.S.C. 116 (United States Code) and 37 CFR 1.47(a), Rules of
Practice in Patent Cases. Should a patent be granted on the application you will be designated
therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
the application, counsel of record (see below) would presumably assist you. Joining in the

a}iplication would entail the filing of an appropriate oath or declaration by you pursuant to 37
CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3204. Requests for information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay for and order a copy of
the application, or a specific paper in the application should be directed to the Certification
Division at (703) 308-9726 or 1-800-972-6382 (outside the Washington D.C. area).

/SDB/

Sherry D. Brinkley

Petitions Examiner
Office of Petitions

cc: KACVINSKY DAISAK PLLC (1070)
4500 BROOKTREE ROAD
SUITE 302
WEXFORD, PA 15090
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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BLANK ROME LLP

WATERGATE MAILED
600 NEW HAMPSHIRE AVENUE, N.W. |

WASHINGTON DC 20037 FEB 13 2012
ITIONS
In re Application of OFFICE OF PET
- William J. Carroll et al _ :
Application No. 12/769,382 : DECISION GRANTING PETITION
Filed: April 28, 2010 : UNDER 37 CFR 1.313(c)(2)

Attorney Docket No. 134572.0540

This is a decision on the petition under 37 CFR 1.313(c)(2), filed, February 6, 2012 to withdraw
the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on January 6, 2012 in the above-identified
al)plication cannot be refunded. If, however, the above-identified application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new
Notice of Allowance.

Telephone inquiries should be directed to Irvin Dingle at (571) 272-3210.

This matter is being referred to Technology Center AU 3762 for processing of the request for
continued examination under 37 CFR 1.114 and for consideration of the concurrently filed
Information Disclosure Statement.

Mrvin Dingle/

Irvin Dingle
Petitions Examiner
Office of Petitions

1 The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new
Issue Fee Transmittal Form PTOL-85(b), which includes the following language thereon: Commissioner for Patents is
requested to apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue fee to the application
identified above. Petitioner is advised that, whether a fee is indicated as being due or not, the Issue Fee Transmittal Form
must be completed and timely submitted to avoid abandonment. Note the language in bold text on the first page of the
Notice of Allowance and Fee(s) Due (PTOL-85). .
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Commissioner for Patents

United States Patent and Trademark Office
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Alexandria, VA 22313-1450
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" BRIAN ROFFE, ESQ
75 WOOD LANE

WOODSBURGH, NY 11598 ) MAILED
AUG 16 2010
In re Application of b OFFICE OF PETITIONS
Arfush A. ABGARYAN, et al. .
Application No. 12/769,393 : DECISION ON PETITION TO MAKE
Filed: April 28, 2010 : SPECIAL UNDER 37 CFR 1.102(c)(1)

‘Attorney Docket No. 124.1059

This is a decision on the petition under 37 CFR 1.102(c)(1), filed July 26, 2010 to make the
above-identified application special based on applicant's age as set forth in M.P.E.P. §
708.02, Section IV. .

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and
MPEP § 708.02, Section IV: Applicant's Age must be accompanied by evidence
showing that at least one of the applicants is 65 years of age, or more, such as a birth
certificate or a statement by applicant. No fee is required

The instant pefition includes the cerfification by registered attorney Brian Roffe
registration number 35336, attesting to the age of inventor Eli Levi. Accordingly, the
above-identified application has been accorded "special” status.

Inquiries concerning either the examination or status of the application should be
directed to the Technology Center at 571-272-1700:

Telephone inquiries concerning this decision should be directed to the undersigned .at
571-272-7253.

The application is being forwarded to the Technology Center Art Unl’r 2879 for ochon on
the merits commensurate with this decision.

/Monica A. Graves/
Petitions Examiner, Office of Petitions
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLO.gov

APPLICATION NO. ] FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. |  CONFIRMATION NO. J
12/769,399 04/28/2010 Go TAKATA 20186.18USW1 7547
53148 7590 03/21/2011 '
EXAMINER
HAMRE, SCHUMANN, MUELLER & LARSONP.C. I I
P.O. BOX 2902 .
MINNEAPOLIS, MN 55402-0902 [ axrowr [ earsenumser |
2629
I MAIL DATE I DELIVERY MODE J
03/21/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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HAMRE, SCHUMANN, MUELLER & LARSON P.C.
P.O. BOX 2902 '
MINNEAPOLIS MN 55402-0902

In re Application of :

TAKATA, GO et al. : DECISION ON REQUEST TO
Application No. 12/769,399 : PARTICIPATE IN PATENT
Filed: April 28,2010 : PROSECUTION HIGHWAY

Attorney Docket No. 20186.18USW1 : PROGRAM AND PETITION
- : TO MAKE SPECIAL UNDER
37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed January 28, 2011 to make the above-identified
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications. '
The request to participate in the PPH program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.



Telephone inquiries concerning this decision should be directed to Daniel Swerdlow at 571-272-
7531.

All other inquiries concerning the examination or status of the application should be directed to
- Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/ Daniel Swerdlow /

Daniel Swerdlow

Quality Assurance Specialist
Technology Center 2600
Communications
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

APPLICATION NO. | FILING DATE l FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
12/769,429 04/28/2010 Masatoshi Ookubo 6639P937 7629
8791 7590 06/13/2011
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP’ I EXAMINER |
1279 OAKMEAD PARKWAY
SUNNYVALE, CA 94085-4040 l ART UNIT J PAPER NUMBER |
: 2482
I MAIL DATE l DELIVERY MODE J
06/13/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

_PTOL-90A (Rev. 04/07)
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'BLAKELY SOKOLOFF TAYLOR &
ZAFMAN LLP

1279 OAKMEAD PARKWAY
SUNNYVALE CA 94085-4040

In re Application of: OOKUBO, M. et. al.
Application No. 12/769,429

Filed: April 28,2010

Atty Docket No. 6639P937 .
Title of Invention: HEAD SEPARATED
CAMERA APPRATUS

M AI L E D Commissioner for Patents
hited States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
JUN 1 O 20 11 www.uspio.gov
DIRECTOR OFFICE
BN BTG UEST TO
PARTICIPATE IN PATENT
PROSECUTION HIGHWAY
PROGRAM AND PETITION TO
MAKE SPECIAL UNDER 37 CFR
§1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed March 07, 2011, to make the above-identified

application special.

The petition is GRANTED.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is

(a) a Paris Convention application which either (i) validly claims priority under 35
U.S.C. 119(a) and 37 CFR 1.55 to one or more applications filed in the JPO, or
(ii) validly claims priority to a PCT application that contains no priority claims, or
(b) a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application (i) validly claims priority to an
application filed in the JPO, or (ii) validly claims priority to a PCT application
that contains no priority claims, or (iii) contains no priority claim, or
(c) a so-called bypass application filed under 35 U.S.C. 111 (a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application, which PCT application (i) validly
claims priority to an application filed in the JPO, or (ii) validly claims priority to a
PCT application that contains no priority claims, or (iii) contains no priority claim.
Where the JPO application that contains the allowable/patentable claims is not the same application for
which priority is claimed in the U.S. application, applicant must identify the relationship between the
JPO application that contains the allowable/patentable claims and the JPO priority application claimed

in the U.S. application;

(2) Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the Japanese application(s);
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b. An English translation of the allowable/pateﬁtable claim(s), if the claims were
published in a language other than English); and
c. A statement that the English translation is accurate;

(3) Applicant must:
a. Ensure that all the claims in the U.S. application sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s) and
b. Submit a claim correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
a. A copy of all the office action(s) (which are relevant to patentability), excluding
"Decision to Grant a Patent" from each of the Japanese application(s) containing the
allowable/patentable claim(s);
b. An English language translation of the JPO office action(s) (if the office action(s) are
not in the English language); and
c. A statement that the English translation is accurate;

(6) Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already filed in this application); and
b. Copies of all the documents cited in the JPO office action, except U.S. patents or U.S.
patent application pubhcatlons (unless already filed in this application).

The request to participate in the PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special”
status. The application is being forwarded to the examiner for action on the merits commensurate
with this decision.

Telephone inquiries concerning this decision should be directed to Beatriz Prieto at 571-272-

3902. All other inquiries concerning the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

/Beatriz Prieto/

Beatriz Prieto
Quality Assurance Specialist
Technology Center 2400



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
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| APPLICATION NO. T FILING DATE FIRST NAMED INVENTOR I‘\TTORNEY DOCKET NO.| CONFIRMATION NO. ]
12/769,455 04/28/2010 Yoshihisa Kizuka 8616P939 7673
7590 12/14/2010 Vl EXAMINER ]

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY

- SUNNYVALE, CA 94085-4040 [ ART UNIT ] PAPER NUMBER j
2161
[ MAIL DATE | DELIVERY MODE J
12/14/2010 PAPER )

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(c)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(c), for express abandonment to avoid publication
of the above-identified application. ’

The petition is dismissed.
The expres€ abandonment will not be recognized for the reason(s) indicated below:
1. 4 The petition under 37 CFR 1.138(c) was not filed in sufficient time to permit the appropriate
officials to recognize the abandonment and remove the application from the publication process.

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

3. O The Application was published in compliance with 35 U.S.C. 122(b), and it is available on the
USPTO web site at http://www.uspto.gov/patft/index.html.

4. O Petition fee was not paid.

The application has/will be published as scheduled.
Aquiries should beirected to the Office of Data Management at (571) 272-4200.
chtam JENE N4 Teadilllogiaill LESREI

Patént{Publication Branch
Office of Data Management

e PO daln 2

Page 1 of 1
FORM PET650D (Rev. 08/07)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
- Alexandria, Virginia 22313-1450
WWW.USplo.gov

I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR P\TTORNEY DOCKET NO.| CONFIRMATION NO. |
12/769,455 04/28/2010 Yoshihisa Kizuka 8616P939 7673
7590 12/14/2010 I EXAMINER I

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY

SUNNYVALE, CA 94085-4040 | ART UNIT | PAPER NUMBER |
: 2161
[ MAIL DATE I DELIVERY MODE l
12/1472010 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

jiries should be directed to the Office of Data Management at (571) 272-4200.

Office of Data Management
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
TYCO HEALTHCARE GROUP LP MA[LED
ATTN: IP LEGAL
5920 LONGBOW DRIVE APR 12 2011
MAIL STOP A36 : OFFICE oF
BOULDER, CO 80301-3299 PETMONS

In re Application of

Gene H. Arts, etal. :

Application No.: 12/769,457 : ON PETITION
Filed: April 28, 2010 : '

Atty Docket No.: H-US-01081CON(1544-40CON)

This is a decision on the petition, filed April 11, 2011, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on March 14, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 2839 for further processing of the
request for continued examination under 37 CFR 1.114 and for consideration of the concurrently
filed Information Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

' The request 10 apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmiual Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be
completed and timely submitted to avoid abandonment of the application.




Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/769.475 Confirmation 7707 Filing 2010-04-28
Number Number Date

Attorney Docket . .

Number (optional) SESA 03700 PTUS Art Unit 1638 Examiner | KUMAR, VINOD

First Named

LANGHAM, DERALD RAY
Inventor

Title of Invention PYGMY SESAME PLANTS FOR MECHANICAL HARVESTING

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

Derald Ray Langham

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

() (1)1am an inventor in this application and | am 65 years of age, or more.

O (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
g /Derald Ray Langham/ (YYYY-MM-DD) 2012-02-29

Name
Derald Ray Langham

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Derald Ray Langham

12769475 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 28,2010

Attorney Docket No.  SESA 03700 PTUS

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 05-APR-2012 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OQFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313.1450

WWW.uspto.gov

L APPLICATION NO. ] FILING DATE ] FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. I
12/769,480 04/28/2010 Minoru Takizawa 6639P938 7720
8791 7590 04/13/2011
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP | EXAMINER |
1279 OAKMEAD PARKWAY ,
SUNNYVALE, CA 94085-4040 [ artuwr [ PaprnumBER ]
2835
L MAIL DATE I DELIVERY MODE | l
04/13/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP
1279 OAKMEAD PARKWAY
SUNNYVALE CA 94085-4040

In re Application of ‘ : DECISION ON REQUEST TO

TAKIZAWA et al. : PARTICIPATE IN THE PATENT
Application No.: 12/769,480 : PROSECUTION HIGHWAY
Filed: 28 April 2010 : PROGRAM AND PETITION
Attorney Docket No.: 6639P938 ” : TO MAKE SPECIAL UNDER
For: ELECTRONIC APPARATUS : 37 CFR 1:102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 11 March 2011, to make the above-identified
application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. a Paris Convention application which either .
1. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
1i. validly claims priority to a PCT application that contains no priority
claims, or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no priority
claims, or :
1il. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application
1. validly claims priority to an application filed in the JPO, or _
ii. validly claims priority to a PCT application that contains no priority
claims, or
ili. contains no priority claim;
2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);



b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must: ' _
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
5. Applicant must submit:
a. Documentation of prior office action: '
1. a copy of the office action(s) just prior to the “Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or
ii. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
ili. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

L»A«W

Lee W. Youn
TQAS, Technology Center 2800 — Semiconductors
Electrical & Optical Systems & Components '



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MORRISON & FOERSTER LLP MAILED
é%SI(')r FQ%QN S BOULEVARD N 27 2
MCLEAN VA 22102 AN 27 2012
OFFICE OF PETITIONS
In re Application of
Sebastian GilJohann et al. :
Application No. 12/769,514 : DECISION ON PETITION
Filed: April 28, 2010 : TO WITHDRAW

Attorney Docket No. 246472013201 = FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of rec_ord under 37 CF.R. §
1.36(b), filed January 20, 2012.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking
to withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request
to withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Jonathan Bockman on behalf of all attorneys/agents associated with customer
number 25227. All attorneys/agents associated with customer number 25227 have been withdrawn.

Applicant is reminded that there is no attorney of record at this time.
The correspondence address has been changed and is copied below.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Sebastian Giljohann
Pallaswiesenstrasse 12
Darmstadt, Germany 64289



UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addiess: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWwW.auspto.gov

i APPLICATION NUMBER ] FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/769,514 04/28/2010 Sebastian GILJOHANN 246472013201
CONFIRMATION NO. 7801
25227 POWER OF ATTORNEY NOTICE

MORRISON & FOERSTER LLP

1650 TYSONS BOULEVARD OO L R0 A0 O

SUITE 400
MCLEAN, VA 22102

Date Mailed: 01/25/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 01/20/2012.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/kainabinet/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
© P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USPLO.ZOV

| APPLICATION NO. ] FILING DATE | FIRST NAMED INVENTOR IC\TTORNEY DOCKET NO.| CONFIRMATION NO. I
12/769,539 04/28/2010 Hirohito MOTOMIYA SUTOSH.592AUS 7851
7590 10/19/2010 ) r EXAMINER I
KNOBBE MARTENS OLSON & BEAR LLP ASSOUAD, PATRICK J
2040 MAIN STREET
FOURTEENTH FLOOR [ ART UNIT l PAPER NUMBER I
IRVINE, CA 92614 2858
l NOTIFICATION DATE | DELIVERY MODE I

10/19/2010 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

ﬁm pmd

Patent Pubhcatlon Branch
Office of Data Management

O ( A T U
,,: !E & xf e F}ii‘%..n ’:é'i‘f'} y

Page 1 of 1
FORM PET651G (Rev. 08/07)



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number ' 120814-175548 | (Fheany ' 12/769,561 | Filng cate: April 28, 2010

First Named

Inventor: HOIbery, JameS D

Title: PROCESS AND METHODOLOGY TO COLLECT, ANALYZE, AND SIGNAL REAL-TIME ELECTRON SOURCES OF AN ELECTRICAL GRID

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

signatre /JO ANN Schmidt/ nae DECEmMber 22, 2011
z\lparms'ryped) JO Ann SChmIdt Registration Number 625255

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|:| *Totalof ______ forms are submitted.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or 11l of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uSpLo.gov

UNITED STATES DEPARTMENT OF COMMERCE

L APPLICATION NO. l FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. | CONFIRMATION Noj
12/769,561 04/28/2010 James D. Holbery 120814-175548 7887
60172 7590 0110612012
SCHWABE, WILLIAMSON & WYATT, P.C. L EXAMINER B
1420 FIFTH AVENUE, SUITE 3400 : JARRETT, RYAN A
SEATTLE, WA 98101-4010 r ART UNIT | ~ PAPER NUMBER - J
2121
| MAIL DATE I DELIVERY MODE J

101/06/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commussioner for Patenis
United States Patent and Trademark Office
P.O Box 1450

Alexandria, VA 22313-1450

WWW.USPIO.GOV

SCHWABE, WILLIAMSON & WYATT, P.C.
1420 FIFTH AVENUE, SUITE 3400
SEATTLE WA 98101-4010

In re Application of: :
HOLBERY, James : DECISION ON PETITION

Application No.: 12/769,561 : TO MAKE SPECIAL UNDER
Filed: April 28,2010 : THE GREEN TECHNOLOGY
For: PROCESS AND METHODOLOGY TO : PILOT PROGRAM

COLLECT, ANALYZE, AND SIGNAL REAL-
TIME ELECTRON SOURCES OF AN .» i - ¢
ELECTRICAL GRID

This is a decision on the petition under 37 CFR 1.102, filed December 23, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010).

AN

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the followmo requirements must be met. 1) The application
must have no more than 3 independent clalms and no more than 20 total claims. 2) The
application must not contain any multiple depcndcm claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quahity of
the environment or B) materially contributes to: 1) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources. or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an atlomcy/agcnl registered to practice before the
Office explaining how the materiality standard is mct 3) A statement that applicant will agree to
make an election without traverse in a telephomc inierview if a restriction requirement is made

by the examiner. 6) The petition to make special must be filed electronically. 7) The petition



Application No. 12/769561 Page 2

must be filed at least one day pnox to thc datc lhal a insl Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanicd by a
request for early publication in compliance with 37 CI'R 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items,, 1. — 8 abovc Accordingly, the. above-identified

application has been accorded ° spemal” slatus

The application is being forwarded to the Technology Center Art Unit 2121 for action
on the merits commensurate with this decision.

" Telephone inquires concerning this decision should be directed to Eddie C. Lee at 571-272-1732.

Sl 0N

/Eddie C. Lee/

Quality Assurance Specialist
Technology Center 2100



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SCHWABE, WILLIAMSON & WYATT, P.C. MAILED
1420 FIFTH AVENUE, SUITE 3400
SEATTLE, WA 98101-4010 MAR 2 62012

' OFFICE OF PETITIONS

In re Application of

James D. Holbery :
Application No. 12/769,561 : DECISION ON PETITION

Filed: April 28, 2010 ' : TO WITHDRAW

Attorney Docket No. 120814-175548 : FROM RECORD

' This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
February 21, 2012.

f

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking
to withdraw or contain a clear indication that one attorney is signing on behalf of another/others.” A request
to withdraw will not be approved unless at least 30 (thirty) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Al AuYeung on behalf of all attorneys of record. All attorneys/agents have been
withdrawn. Applicant is reminded that there is no attorney of record at this time.

. All future correspondence will be directed to the first named inventor James D. Holbery at the address
indicated below.

There is an outstanding Office action mailed January 25, 2012 that requires a reply from the applicant.

Telephone inquiries concerning this decision should be directed to Terri Johnson at 571-272-2991.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions

cc: James Malatesta
Tritek Technologies, Inc.
1 Medori Boulevard
Wilmington, DE 19801



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
. Alexandria, Virginia 22313-1450

www.uspto.gov
APPLICATION NUMBER l FILING OR 371(C) DATE I

FIRSTNAMED APPLICANT | ATTY.DOCKETNOJ/TITLE |
12/769,561 04/28/2010 James D. Holbery 120814-175548
CONFIRMATION NO. 7887
60172 A POWER OF ATTORNEY NOTICE
SCHWABE, WILLIAMSON & WYATT, P.C.

PP TH AENCE, SUTE a0 R

Date Mailed: 03/15/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/21/2012.

« The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/tsjohnson/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PILOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

woicaten o [12/769.569 ring e  April 28, 2010

First Named Inventor: | James D. HOIbery

Title of the

mventon.  ELECTRICAL OUTLET ARRANGEMENTS AND SYSTEM

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are:

PCT/US10/32836

The international filing date of the corresponding
PCT application(s) is/are:
04/28/2010

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|s attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

ReQUEST FoRrR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeTwWEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/769.569

First Named Inventor] James D. Holbery

s attached

Are attached.

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

|:| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-24

1-24

US 1-24 are respectively identical to PCT 1-24

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature /JO ANN Schmidt/

pate 2011-12-22

(Print/Typed)

ame Jo Ann Schmidt

Registration Number 622 55

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

Arecord from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

Arecord in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

Arecord in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
Arecord related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

Arecord in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

Arecord fr(grr)l)this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( /e, GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.
Arecord from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

Arecord from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Request for Participation in KIPO/USPTO PCT-PPH Program
U.S. App. No. 12/769,569
Copy of Claims Filed in PCT/US2010/032836

Claims 1-24 were found to have novelty, inventive step, and industrial applicability.

1. An electrical apparatus comprising:

an electrical outlet configured to provide electricity from an external electricity source to
a load electrically coupled with the electrical outlet;

a display including a plurality of light emitting diodes configured to display a percentage
of the electricity flow being generated using one or more renewable sources or a percentage of
the electricity flow being generated using fossil fuel, or both; and

a housing configured to house the electrical outlet, including an exterior surface to host

the visual indicator and the display.

2. The electrical apparatus of claim 1, further comprising a communication interface housed
by the housing, and configured to couple the display to an externally disposed controller

configured to control the visual indicator the display.

3. The electrical apparatus of claim 1, further comprising a switch coupled with the
electrical outlet, housed by the housing, and configured to enable or disable electricity flow to
the electrical outlet, in response to control of a controller, wherein the controller is configured to
control the switch to enable or disable the electricity flow based at least in part on a
characterization value provided to the controller, wherein the characterization value denotes a
percentage of the electricity flow being generated using one or more renewable sources or a

percentage of the electricity flow being generated using fossil fuel.

4. The electrical apparatus of claim 3, further comprising a visual indicator housed by the
housing and configured to indicate consumption of electricity through the electrical outlet is
being metered and charged by a non-utility entity, wherein the controller is further configured to

control the switch based on an authorization code provided to the controller.

PDX/120814/175549/JOA/8602065.1



5. An electrical apparatus comprising:

an electrical outlet configured to accept electrical coupling from a load,;

a switch coupled to the electrical outlet and configured to enable a controller to enable or
disable electricity flow from an external electricity source to the electrical outlet for usage by the
load, based on an authorization code or a characterization value of the electricity flow provided
to the controller; and

a housing configured to integrally house the electrical outlet and the switch.

6. The electrical apparatus of claim 5, further comprising the controller, and the housing is

further configured to integrally house the controller.

7. The electrical apparatus of claim 5, wherein the controller is external to the apparatus,
and the apparatus further comprises a communication interface coupled with the switch, disposed

within the housing, and configured to receive a control signal, from the controller, for the switch.

8. The electrical apparatus of claim 5, wherein the characterization value denotes a
percentage of the electricity flow being generated using one or more renewable sources or a

percentage of the electricity flow being generated using fossil fuel.

9. An electrical apparatus comprising:

an electrical outlet configured to accept electrical coupling from a load,;

a switch coupled to the electrical outlet and configured to enable or disable electricity
flow from an external electricity source to the electrical outlet for usage by the load; and

a controller coupled to the switch and configured to control the switch to control the
enabling and disabling of the electricity flow, based on at least one of an authorization code or a

characterization value of the electricity provided to the controller.
10.  The electrical apparatus of claim 9, wherein the controller comprises a communication

interface or a user input interface configured to receive the authorization code or the

characterization from a remotely located control server or a proximately located user.

PDX/120814/175549/JOA/8602065.1



11.  The electrical apparatus of claim 10, wherein the communication interface comprises a
selected one of a wireless wide area networking interface or a wireless personal networking

interface.

12.  The electrical apparatus of claim 10, wherein the user input interface comprises a selected

one of a keypad or a touch sensitive screen.

13. The electrical apparatus of claim 9, wherein the controller comprises a local verification
mask generator configured to locally generate a verification mask, and a verification circuit
coupled to the local verification mask generator to compare the received authorization code with
the locally generated verification mask, and the controller is configured to enable the electricity
flow only if the verification circuit is able to verify the authentication code using the locally

generated verification mask.

14.  The electrical apparatus of claim 13, wherein the authorization code comprises a credit

card number, and the verification mask comprises a credit card number format.

15.  The electrical apparatus of claim 13, wherein the authorization code and the verification

mask are symmetric keys.

16.  The electrical apparatus of claim 9, wherein the controller comprises a register
configured to store a characteristic threshold, and a characteristic checking circuit coupled to the
register to compare the received characteristic with the stored characteristic threshold, and the
controller is configured to enable the electricity flow only if the received characterization value

has a predetermined relationship with the stored characteristic threshold..
17.  The electrical apparatus of claim 9, wherein the characterization value denotes a

percentage of the electricity flow being generated using one or more renewable sources or a

percentage of the electricity flow being generated using fossil fuel.

PDX/120814/175549/JOA/8602065.1



18. The electrical apparatus of claim 17, further comprising a display coupled with the
controller and configured to display the percentage of the electricity flow being generated using
one or more renewable sources or the percentage of the electricity flow being generated using

fossil fuel, or both.

19. The electrical apparatus of claim 17, further comprising a visual indicator coupled with
the controller and configured to indicating consumption of electricity through the electrical outlet

is being metered and billed by a non-utility entity.

20. An electrical apparatus comprising:

a plurality of electrical outlets configured to accept electrical coupling from a
corresponding plurality of loads;

one or more switches coupled to the electrical outlets and configured to enable or disable
electricity flow from an external source to the electrical outlets for usage by the loads; and

a controller coupled to the one or more switches and configured to control the one or
more switches to control the enabling and disabling of the electricity flow, based on at least one

of an authorization code or a characterization value of the electricity provided to the controller.

21.  The electrical apparatus of claim 20, wherein the one or more switches consist of one
single switch coupled with the electrical outlets, wherein the controller is configured to control
the enabling and disabling of the electricity flow to the plurality of electrical outlets through the

one single switch.

22.  The electrical apparatus of claim 20, wherein the one or more switches comprise a
plurality of switches correspondingly integrated with the electrical outlets, wherein the controller
is configured to selectively control the enabling and disabling of the electricity flow to the

plurality of electrical outlets through the corresponding switches.
23.  The electrical apparatus of claim 20, wherein the controller and the one or more switches

comprise respective networking interfaces, and the controller and the one or more switches are

coupled with each other via a local area network.

PDX/120814/175549/JOA/8602065.1



24.  The electrical apparatus of claim 23, wherein the local area network is a selected one of a

wire or a wireless network.

25. A system comprising:
a plurality of electrical apparatuses, wherein each electrical apparatus includes
one or more electrical outlets configured to accept electrical coupling from
corresponding one or more loads; and
one or more switches coupled to the electrical outlets and configured to enable or
disable electricity flow from an external source to the electrical outlets for usage
by the one or more loads; and
a server remotely disposed and coupled with the plurality of electrical apparatuses, and
configured to selectively control the one or more switches of the electrical apparatuses to
respectively control the enabling and disabling of the electricity flow to the one or more

electrical outlets of the electrical apparatuses.

26. The system of claim 25, wherein at least two of the electrical apparatuses are remotely

disposed from each other.

27. The system of claim 25, wherein at least a first of the electrical apparatus further
comprises a local controller coupled to the one or more switches of the first electrical apparatus,
and configured to control the one or more switches of the first electrical apparatus to control the
enabling and disabling of the electricity flow to the one or more electrical outlets of the first

electrical apparatus, in response to control received from the remote control server.
28. The system of claim 27, wherein the server and the local controller comprise respective
networking interfaces, and the server and the local controller are coupled with each other via a

wide area network.

29.  The system of claim 28, wherein the wide area network comprises a selected one of a

wire or a wireless network.

PDX/120814/175549/JOA/8602065.1



UNITED STATES PATENT AND TRADEMARK OFFICE

P

Commissioner for Patents
United States Patent and Trademark Office
.0. Box 1450

Alexandria, VA 22313-1450

SCHWABE, WILLAMSON, & WYATT, P.C.

1420 FIFTH AVENUE, SUITE 3400 MAILED
SEATTLE, WA 98101-4010 . FEB 08 2012

OFFICE OF PETITIONS
In re Application of : DECISION ON REQUEST TO
James D. HOLBERY : : PARTICIPATE IN THE PATENT
Application No.: 12/769,569 : PROSECUTION HIGHWAY
Filed: April 28, 2010 : PROGRAM AND PETITION
Attorney Docket No.: 120814-175549 : TO MAKE SPECIAL UNDER
For: Electrical Outlet Arrangements... : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on December 22, 2011, to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or.IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spain, Finland, Austria, or
USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial apphcablllty

www.uspto.gov



along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephbne inquiries concerning this decision should be directed to Joanne Hama at (571) 272-
2911 or in her absence, the undersigned at (571) 272-7099.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

Petittons Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE -

SCHWABE, WILLIAMSON & WYATT, P.C.
1420 FIFTH AVENUE, SUITE 3400
SEATTLE, WA 98101-4010

In re Application of

James D. Holbery, et al.

Application No. 12/769,574

Filed: April 28, 2010

Attorney Docket No. 120814-175552

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

MAR 262012
OFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.

§ 1.36(b), filed February 21, 2012.

The request is APPROVED.

’

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others. A request to withdraw will not be approved unless at least 30 (thirty)
days would remain between the date of approval and the later of the expiration date of a time to
file a response or the expiration date of the maximum time period which can be extended under 37

C.F.R. § 1.136(a).

The request was signed by Al AuYeung on behalf of all attorneys of record. All attorncys/agents.
have been withdrawn. Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the first named inventor James D. Holbery at the

address indicated below.

Telephone inqui;ies concerning this decision should be directed to Terri Johnson at 571-272-2991.

[Terri Johnson/
Terri Johnson

- Petitions Examiner
Office of Petitions

cc: James Malatesta
Tritek Technologies, Inc.
1 Medori Boulevard
Wilmington, DE 19801



UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Viginia 22313-1450

WWW.USpto.gov

[ APPLICATION NUMBER I FILING OR 371(C) DATE | FIRST NAMED APPLICANT ] ATTY. DOCKET NO./TITLE ]
12/769,574 04/28/2010 James D. Holbery 120814-175552
, CONFIRMATION NO. 7923
I 60172 POWER OF ATTORNEY NOTICE

SCHWABE, WILLIAMSON & WYATT, P.C.

1420 FIFTH AVENUE, SUITE 3400 L

SEATTLE, WA 98101-4010

Date Mailed: 03/15/2012

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 02/21/2012.

* The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/tsjohnson/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

' Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450

WWW.uSplo.gov

Abdul Wahid Zularisam
Universiti Malaysia Pahang, Lebuhraya Tun Razak
26300 Gambang '
Kuantan, Pahang 26300

Ma!aysia : | : MA".ED

- FEB 102012
In re Application of :
Zularisam et al. : QFFICE OF PETITIONS
Application No. 12/769,667 :
Filing Date: April 29, 2010
Attorney Docket No. AD MLO02

This is a decision on the letter from Darren Gardner, reg. no 54,113, filed January 10, 2012,
stating that he is not associated with customer numbers: 69109; 14776; 69373; 72136; 92958 and
14392,

Applicant has specified that the power of attorney should be associated with customer number

- 72136 and that all correspondence for the above-identified application should be sent to the
address associated with customer number 72136, which is ANDERSON TMP, INC, 1903 60 TH
PLACE E, SUITE M5103, BRADENTON FL. The USPTO normally mails correspondence
directly to the applicants, unless they are represented by an individual registered to practice
before the USPTO. In order to practice before the USPTO, an attorney and/or agent must have a
valid USPTO registration number as specified in 37 C.F.R. §132; Manual of Patent Examination
Procedure (MPEP) §402. Mr. Gardner, the registered practitioner associated with the above
indicated customer number (72136) has indicated to the Office that he is not associated with the
customer number and has not had any involvement with the applications associated with the
customer number. ‘ )

Darren Gardner has been removed from the Customer Number associated with this application.
Applicant is reminded that there is no attorney of'record at this time.

Therefore, the designation of the customer number, which lists Mr. Gardner as having power of
- attorney and the correspondence address is void, ab initio. We will not recognize the
appointment and all correspondence concerning this application must be signed by: 1) all named
applicants (inventors), 2) all the owners of the rights to the invention, or 3) a registered attorney
or agent duly appointed by the inventor(s) or the owner(s). Furthermore, all communications
from the Office will be addressed to the first named inventor, unless specific instructions to the
contrary are supplied by the applicant(s) for patent or owner(s).



Application No. 12/769,667 Page 2

While an appliqani may prosecute the application, lack of skill in this field usually acts as a
liability in affording the maximum protection for the invention disclosed. Applicant is, therefore,
encouraged to secure the services of a registered patent attorney or agent (i.e., registered to
practice before the U.S. Patent and Trademark Office) to prosecute the application, since the
value of a patent is largely dependent upon skillful preparation and prosecution.

- Since, it appears that applicant is not currently represented by, and if he wishes to obtain the
services of, a registered attorney or agent, a listing of registered patent attorneys and agents is
available online at https://oedci.uspto.gov/OEDCI/, or by calling the Office of Enrollment and
Discipline at (571) 272-4097. Applicant may also obtain a list of registered patent attorneys and
agents located in their area by writing to Mail Stop OED, Commissioner for Patents, Post Office
Box 1450, Alexandria, VA 22313-1450. The Office cannot, however, aid in selecting an
attorney or agent.

Information concerning the filing and/or prosecution of a patent application in the absence of an
attorney or agent, including how to obtain forms, is available online at www.uspto.gov, or at the
direct link for the Inventors Assistance Center \
http://www.uspto.gov/web/offices/pac/dapp/pacmain. html The Inventors Assistance Center may
also be contacted by calling (800) 786-9199, and by asking the operator for the Inventors Assistance
Center. ~

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
7709. All other inquiries concerning either the examination or status of the application should be
directed to the Technology Center.

/Mark Polutta /

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy

cc: ANDERSON TMP , INC
1903 60 TH PLACE E
SUITE M5103
BRADENTON FL



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

LOWE, HAUPTMAN, HAM & BERNER, LLP (TSMC) ~ A\LED

1700 DIAGONAL ROAD W1

SUITE 300 ¢ 08 10

ALEXANDRIA, VA 22314 TIONS
OFFICE OF PET

In re Application of

Wen-Chih Chiou, et al. : : :

Application No. 12/769,725 . DECISION DISMISSING PETITION

Filed: April 29, 2010 ' . UNDER 37 CFR 1.313(a)

Attorney Docket No. T5057-Y117U

This is a decision on the petition under 37 CFR 1.3 13(a) filed February 3, 2012 requesting
withdrawal of the above-identified apphcatlon from issue.

The petition is DISMISSED as moot for the reasons stated below.

A review of the file record discloses that a Notice of Allowance and Fee(s) Due was mailed on
December 12, 2011, with the issue fee being due on or before March 12, 2012. The petition
states that the issue fee in this case has not been paid. A

The filing of a petition under 37 CFR 1.313(a) is unnecessary, since the mere filing of an RCE
and submission will effectively withdraw an application from issue prior to payment of the issue
fee. In view thereof, the petition to withdraw from issue is dismissed as involving a moot issue.
Note MPEP §§ 706.07(h)(IX) and 1308.

Telephone inquiries regarding this decision should be directed to undersigned at (571) 272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center. '

The matter is being referred to Technology Center AU 2891 for appropriate processing of the
. RCE filed February 3, 2012, and for consideration of the concurrently filed information
disclosure statement.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Matthias Thulke
Confirmation No.: 8328

Serial No.: 12/769,745

Filing Date: 04-29-2010

S St T e it Vg ol ittt

Atty Docket No.: 236471

Commissioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status
SiR:

Apphlicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes {o the development of renewable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiudly submitted,
General Electric Company
By /Douglas B. Zhang/

Dougtlas D. Zhang
Reg. No. 37 985

Dated: January 7, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755



Boc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot FTOGRAIE {1E-1)
wvdd for ab‘“‘.\mﬁi‘ LR, OME (333‘\ N‘”"

EFARTMENT OF COauE d

08 3 vl 1N W Lneteod prammier.

Lindier s Fapeneark Bisfustion At of 1488

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Aftemay Docket
Phassbes

Applivstion Murher

g 5 127697 4N | EHing 9% s so. e
236471 {8 Rncen: 12TEOTY | Fiing d e up010

Fiest Mamed

vantor. | Mstthias Thutke

Title BAETHOD FOR TEMPERATURE CALIBBATION OF BLADE STRAIN GAUGES AN WIND TURBINE ROTCOR BLADE CONTAMING STR \5

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FGR
THE ABQVE-DENTIFIED APRPLICATION, Sew lnstruction Shest on pags 2.

This pelition must be fimely filed elechronically using the USPTO slsctronic Bling svstem, EFS-Weh.
Y By filing this petition:

Applicant is requesting early publication: Applicant herveby requasts early publication under
37 CFR 1.219 and the publication fee set forth In 37 CFR 1.18{d} accompanies this request.
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siact an invention that meets the sligibility requirernents for the Green Technology Pilot Program, ¥ the Office
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General Electric Company EXAMINER _ I

GE Global Patent Operation
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronlcally on above-indicated "Notification Date" to the

following e-mail address(es):

gpo.mail@ge.com
allyson.camaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of } : '

THULKE, MATTHIAS et al : DECISION ON PETITION
Application No. 12/769,745 : : TO MAKE SPECIAL UNDER
Filed: Dec. 21, 2009 : THE GREEN TECHNOLOGY
Attorney Docket No. 236471 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Jan. 10, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make spemal for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. Petitioner states that the claimed invention relates to development of renewable energy
and energy conservation. This is not convincing. For example, it is not clear how the claimed
rotor blade with a strain and a temperature sensor will provide and enhance the quality of the
environment or contribute to development of renewable energy resources or energy conservatlon
or greenhouse gas reduction. In particular, claims 1, 7 and 13 would read on a lawn mower
blade.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries conéerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application will be forwarded to the Technology Center Art Unit 3745 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Matthias Thulke
Confirmation No.: 8328

Serial No.: 12/769,745

Filing Date: 04-29-2010

S St T e it Vg ol ittt

Atty Docket No.: 236471

Commissioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Reguest for Reconsideration
SIR:

This is responsive to the Decision on Petition, dated as mailed 20 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’'s Petition {o
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation.

Applicant respectiully submits that the present invention is directed to a
wind turbine rotor blade which is adapted {o perform a temperature calibration of
a strain sensor and methods for temperature calibration of a strain sensor
arranged at a rotor blade of a wind turbine.

Modern wind turbines are designed to produce a maximum amount of
energy in a particular geographical area. Therefore, wind turbines are operated
such that the operational wind speed range is increased. This increases the
loads on almost all parts of a wind {urbine, especially the rotor blades which are

typically produced from lightweight materials, like glass or carbon fibers.



Excessive loads will result in fatigue failures of the rofor blades. As the power
generation should be maximized, wind turbine rotor blades are operated closer
and closer {o therr fatigue imit. As fatigue failure of rotor blades should be
avoided, there is a need to know exactly when those fatigue failures will occur.
Typically, fatigue fallures will oceur at a well-defined stress within the material of
the rotor blades. As the material constants for the material used to build the rotor
blade are known, one can predetermine the force at which the material will break.

The embodiments disclosed herein provide a method for temperature
calibration of a strain sensor for a rotor blade of a wind turbine. The method
includes operating the wind turbine in a mode in which substantially no bending
of the rotor blade due to wind occurs, repeatedly measuring gravitationally
induced bending moments of the rotor blade for a plurality of temperatures
measured at the place of the sirain sensor, determining a temperature
dependency of the strain sensor on the temperature, calibrating the strain sensor
based on the determined temperature dependency of the strain sensor such that
the temperature dependency of the strain sensor is compensated.

The present invention protects a wind turbine from the impairments of
fatigue failure of the wind turbine rotor blades. By operating the wind turbine in a
mode in which substantially no bending of the rotor blade occurs, the present
invention promotes the efficient production of energy by protecting the wind
turbine from interruptions in operation caused by damage to the wind turbine
rotor blades. As such, the present invention materially contributes to the

development of renewable energy and promotes increased energy production.

[ S8



The undersigned aftormey may be contacted at the number below to

facilitate the resolution of any matiers. Please charge any fees that are incurred

in connection with this Statement to deposit account no. 09-0470.

Dated; February 15, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755

Respectfully submitted,
General Electric Company
By: {Douglas B. Zhang/

Dougtlas D. Zhang
Reg. No. 37,985

Lok
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

S

Notice of the Office communication was sent electronically on above-indicated "Notlﬁcatlon Date" to the
following e-mail address(es): :

gpo.mail@ge.com
allyson.camaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of :

THULKE, MATTHIAS et al : DECISION ON PETITION
Application No. 12/769,745 : : TO MAKE SPECIAL UNDER
Filed: April 29,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 236471 - : PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed Feb. 17, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

v

The petition is denied.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application -
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality

. standard. In the renewed petition, petitioner argues that the claimed invention relates to

temperature calibration of a strain sensor so that the impairments of fatigue failure of a rotor
blade can be protected. Petitioner argues that the present invention promotes efficient energy
production. This line of arguments is not persuasive because the claims are directed a rotor blade
with a strain and temperature sensor only which is not directly related to the quality of the
environment or.contribute to development of renewable energy resources or energy conservation
or greenhouse gas reduction.

Under the circumstances, the request to make the above-identified application special under the
pilot program for applications pertaining to Green Technologies cannot be granted.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-

- 4856. The application is being forwarded to the Technology Center Art Unit 3745 for action in

its regular turn.

Since this is a decision for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Director.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Jacob Johannes Nies
Confirmation No.: 8402

Serial No.: 12/769,788

Filing Date: 04-29-2010

et gt Tuar it Vg gl witt

Atty Docket No.: 235119
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status

SIR:

Apphicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes to the development of renewable
energy resoutces or energy conservation.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,
General Electric Company
By. [Douglas D. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 6, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755
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This pelition must be fimely filed elechronically using the USPTO slsctronic Bling svstem, EFS-Weh.
Y By filing this petition:
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2. By filing this pelititey, applicant is agresing 1o make an elechon without raversa in a lelephonio intervisw and
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United States Patent and Trademark Office
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

gpo.mail@ge.com
allyson.carnaroli@ge.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

General Electric Company
GE Global Patent Operation
2 Corporate Drive, Suite 648

Shelton CT 06484

In re Application of : 4

NIES, JACOB JOHANNES et al ) o DECISION ON PETITION
Application No. 12/769,788 : TO MAKE SPECIAL UNDER
Filed: April 29,2010 - : THE GREEN TECHNOLOGY
Attorney Docket No. 235119 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Jan. 7, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.¢., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
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greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of ‘the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3745 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen ' \
Quality Assurance Specialist ‘
Technology Center TC 3700
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12769791

Filing Date 29-Apr-2010

First Named Inventor Richard RUBY

Art Unit 2837

Examiner Name MARK BUDD

Attorney Docket Number 2009-116USORG

Title RESONATOR DEVICE INCLUDING ELECTRODE WITH BURIED TEMPERATURE

COMPENSATING LAYER

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to