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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.
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Inter Partes Reexamination Proceedmg : DECISION !
Control No. 95/001,114 ' : DISMISSING

Filed: November 18, 2008 . PETITION
For: U.S. Patent No. 7,219,744 :

This decision is in response to the July 26, 2010 requester petition entitled “Petition under 37
CFR § 1.183 to Consider and Accept the Rejections Proposed by Requester in Requester’s
Comments Dated 2/16/2010” (the July 26, 2010 requester petition).

The July 26, 2010 requester petition and the record as a whole are before the Office of Patent
Legal Administration for consideration.

The petition fee of $400 set forth in 37 CFR 1.17(f) for the present requester petition under 37
CFR 1.183 has been received.

SUMMARY
The July 26, 2010 requester petition is dismissed.
BACKGROUND
e OnMay 22,2007, U.S. Patent 7,219,744 (the ‘744 patent) issued to Pietras.

e On November 18, 2008, the requester filed a request for inter partes reexamination. The
reexamination proceeding was assigned control no. 95/001,114 (the ‘1114 proceeding).

e On February 6, 2009, the Office mailed an order granting reexamination and a first Office
action in the ‘1114 proceeding.

e Prosecution progressed until, on December 18, 2009, the Office mailed an action closing
prosecution (ACP).

e OnJanuary 19, 2010, the patent owner filed comments to the December 18, 2009 ACP.

e On February 16, 2010, the requester filed comments.

United States Patent and Trademark Office .
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e On March 12, 2010, the Office mailed a right of appeal notice (RAN), in which the
examiner refused to address rejections newly proposed by the requester in its February
16, 2010 comments, because the newly proposed rejections were not presented in
accordance with MPEP 2617.

e On April 9, 2010, the requester filed a notice of appeal.

e On April 12, 2010, the patent owner filed a notice of appeal.

e OnJune 9, 2010, the requester filed an appellant brief. .
e On June 14, 2010, the patent owner filed an appellant brief on appeal.

e On July 2, 2010, the requester filed a petition entitled “Petition Under 37 CFR § 1.181,
1.182, and/or 1.183 to Consider and Accept the Rejections Proposed by Requester in
Requester’s Comments Dated 2/16/2010 (the July 2, 2010 requester petition).

e On July9, 2010, the patent owner filed a reépondent brief, in response to requester’s June
9, 2010 appellant brief.

e OnJuly 14, 2010, the requester filed a respondent brief, in response to patent owner’s
June 14, 2010 appellant brief on appeal.

e On July 21, 2010, the Office mailed a decision dismissing the July 2, 2010 requester
petition as untimely under 37 CFR 1.181(f).

e OnJuly 26, 2010, the requester filed the present petition, entitled ““Petition under 37
CFR § 1.183 to Consider and Accept the Rejections Proposed by Requester in
Requester’s Comments Dated 2/16/2010” (the July 26, 2010 requester petition).

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

37 CFR 1.181 provides, in pertinent part:

(a) Petition may be taken to the Director:
(1) From any action or requirement of any examiner in the ex parte prosecution of an application, or in
ex parte or inter partes prosecution of a reexamination proceeding which is not subject to appeal to the
Board of Patent Appeals and Interferences or to the court;
(2) Incases in which a statute or the rules specify that the matter is to be determined directly by or
reviewed by the Director; and
(3) To invoke the supervisory authority of the Director in appropriate circumstances. For petitions

involving action of the Board of Patent Appeals and Interferences, see § 41.3 of this title.
*

*
(f) The mere filing of a petition will not stay any period for reply that may be running against the application,

nor act as a stay of other proceedings. Any petition under this part not filed within two months of the mailing
date of the action or notice from which relief is requested may be dismissed as untimely, except as otherwise
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provided. This two-month period is not extendable.

37 CFR 1.183 provides:

In an extraordinary situation, when justice re-quires, any requirement of the regulations in this part which is not
a requirement of the statutes may be suspended or waived by the Director or the Director’s designee, sua
sponte, or on petition of the interested party, subject to such other requirements as may be imposed. Any
petition under this section must be accompanied by the petition fee set forthin § 1.17(f).

37 CFR 1.903 provides:

The patent owner and the third party requester will be sent copies of Office actions issued during the inter
partes reexamination proceeding. After filing of a request for inter partes reexamination by a third party
requester, any document filed by either the patent owner or the third party requester must be served on every
other party in the reexamination proceeding in the manner provided in § 1.248. Any document must reflect
service or the document may be refused consideration by the Office. The failure of the patent owner or the
third party requester to serve documents may result in their being refused consideration.

DECISION

As in requester’s (earlier) July 2, 2010 petition under 37 CFR 1.181, the requester again requests
“that the rejections proposed in Requester’s response filed on 2/16/2010, that were not
considered by the Examiner, be considered proper, entered into the record, and considered by the
Office”. The requester also requests waiver of 37 CFR 1.951, “such that Requester may submit
replacement comments that are strictly limited to the contents of the previously filed comments”.
The requester also points to the July 21, 2010 decision dismissing requester’s earlier July 2, 2010
petition, in which the Office reminded the requester that petitions under 37 CFR 1.183 (or 37
CFR 1.182) must be filed under separate cover pursuant to 37 CFR 1.4(c), in order for the Office
to enter and consider the petitions. The requester apparently states that for this reason, “‘the
Requester files this petition under 37 § [sic] C.F.R. § 1.183”.

The July 21, 2010 decision by the Office, however, dismissed requester’s July 2, 2010 petition
because it was untimely pursuant to 37 CFR 1.181(f). To be timely, any petition under 37 CFR
1.181, 1.182, or 1.183 must be filed within two months of the action or notice from which relief
is requested. In the present case, any petition under 37 CFR 1.181, 1.182, or 1.183 must have
been filed within two months from the mail date of the March 12, 2010 right of appeal notice
(RAN), i.e., on or before May 12, 2010. For this reason, the instant petition filed on July 26,
2010 is also untimely, and would have been untimely even if filed at the time the 37 CFR 1.181
was filed. Accordingly, the present petition is treated as a petition under 37 CFR 1.183 to waive
the provisions of 37 CFR 1.181(¥).

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition
of the interested party. The burden is on petitioner to set forth with specificity the facts that give
rise to an extraordinary situation in which justice requires suspension of a rule. General requests,
unsubstantiated by specific facts are not sufficient to demonstrate an extraordinary situation in
which justice requires suspension of a rule.
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Addressing the instant petition under 37 CFR 1.183, the requester has not shown how the facts
give rise to an extraordinary situation, such that justice requires waiver of the rule. The
requester has provided no explanation for the delay in filing its initial petition under 37 CFR
1.181 on July 2, 2010. The requester has also failed to provide an explanation as to why it failed
to file the July 2, 2010 petition until after the proceeding was on appeal by both parties, and after
the appeal had been briefed by both parties.

For the reasons given above, the requester has not shown how the facts give rise to an
extraordinary situation, such that justice requires waiver of the rule. Accordingly, the present
petition under 37 CFR 1.183 is dismissed.

Note that even if the present petition under 37 CFR 1.183 for waiver of 37 CFR 1.181(f) had
been granted, the response to any such waiver would have been a petition under 37 CFR
1.181(a), since the entire argument presented by the present petition is challenging the propriety
of the examiner’s action.
CONCLUSION
e The July 26, 2010 requester petition is dismissed.

e Jurisdiction over this reexamination proceeding is being returned to Central
Reexamination Unit Art Unit 3993 for appropriate action.

e Any inquiry concerning the examination of the reexamination proceeding should be
directed to the primary examiner, David Reip, of CRU Art Unit 3993, at (571) 272-4702.

e Any further correspondence with respect to this matter should be addressed as follows:

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html.

By Mail: Mail Stop Petition
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Fax: (571) 273-9900

By Hand: Customer Service Window
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314
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e Any inquiry concerning this decision should be directed to Cynthia Nessler, Senior Legal
Advisor, at (571) 272-7724.

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

Kenpet8
9-22-10
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Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.5.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947. '

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspdndence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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In re Pietras ‘ ‘ :
Inter Partes Reexamination Proceeding - DECISION DISMISSING
Control No. 95/001,114 ~ :PETITION, EXPUNGING
" Filed: November 18,2008 - PAPERS, AND SUA SPONTE
For: U.S. Patent No. 7,219,744 - VACATING OFFICE ACTIONS

" This decision is in response to the October 18, 2010 renewed requester petition entitled “Petition
for Consideration of Proposed Rejections” (the October 18, 2010 requester petition).

The October 18, 2010 requester petition, and the record as a whole, are before the Office of
Patent Legal Administration for consideration.

The petition fee of $400 set forth in 37 CFR 1.17(f) for the present requester petition under 37
CFR 1.183 has been received.

SUMMARY
1. The October 18, 2010 requester i)etition is dismissed.

2. However, in view of certain procedural irregularities noted by the Office in the present
proceeding, the December 18, 2009 action closing prosecution (ACP), the March 12, 2010 right
of appeal notice (RAN), and the September 24, 2010 examiner’s answer, are sua sponte vacated.

3. The requester’s May 6, 2009 and February 16, 2010 comments, as well as the requester’s
appellant’s, respondent’s and rebuttal briefs filed on June 9, 2010, July 14,2010, and October
22,2010, respectively, are improper, and are being expunged from the record due to their
failure to comply, at a minimum, with at least one of 37 CFR §§ 41 67(c)(vi), 41.68, and 41.71,
MPEP 2617, MPEP 2666.05, and MPEP 2675, as appropriate in each instance. Because these
papers have been scanned into the Office’s electronic Image File Wrapper (IFW) system, they
are being expunged from the record by marking the papers “closed” and “non-public,” and will
not constitute part of the record of the present reexamination proceeding.l '

4. The requester is given fifteen (15) days from the mailing date of this decision to submit one
corrected comments submission, in response to patent owner’s April 6, 2009 response, in
accordance with this decision and its guidance. If the requester raises any issues not
permitted for requester comments in the corrected comments submission, the corrected
comments submission will be expunged, and no further § 1.947 comments opportunity,

' See MPEP 2667.
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pursuant to 35 U.S.C. 314(b)(2), will be provided for the requester to address issues raised by
patent owner’s amendment of April 6, 2009, or to address any issues regarding the April 6, 2009
amendment that were raised by the Office or by the patent owner in communications that have
been mailed or filed, respectively, as of the date of this decision.

5. Any papers going to the merits, including, for example, the Office actions (including the
examiner’s answer), and all responses, comments, or briefs, filed by the parties subsequent to
patent owner’s April 6, 2009 response and amendment, and prior to the mail date of this
decision, will not be further considered on the merits.

BACKGROUND
e OnMay 22,2007, U.S. Patent 7,219,744 (the “744 patent) issued to Pietras.

e On November 18, 2008, the requester filed a request for inter partes reexamination. The
reexamination proceeding was assigned control no. 95/001,114 (the ‘1114 proceeding).

e On February 6, 2009, the Office mailed an order granting reexamination and a first Office
action in the ‘1114 proceeding. : :

e On April 6, 2009, the patent owner filed a response, including an amendment to the
claims. :

o On May 6, 2009, the requester filed comments, including a first set of newly proposed
rejections.

e On December 18, 2009, the Office mailed an action closing prosecution (ACP), in which
the examiner refused to adopt the first set of rejections newly proposed by the requester
in its May 6, 2009 comments, because of requester’s failure to provide an explanation for
the submission of a reference pursuant to 37 CFR 1.948(21)(3)‘2

e OnJanuary 19, 2010, the patent owner filed comments under 37 CFR 1.951(a), including
an amendment identical to the amendment which was submitted with patent owner’s
April 6, 2009 response and which was previously entered by the Office. As stated by the

patent owner on page 7 of the January 19, 2010 comments: “No new amendments are
proposed in this response”. ‘

2 MPEP 2666.05 provides, in pertinent part:

... prior art submitted under 37 CFR 1.948(a)(3) must be accompanied by a statement that explains the
circumstances as to when the prior art first became known or available to the third party requester, including
the date and manner that the art became known or available, and why it was not available earlier. The

submission must also include a discussion of the pertinency of each reference to the patentability of at
least one claim.
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{
e On February 16, 2010, the requester filed comments under 37 CFR 1.951(b), including a
second set of newly proposed rejections.

e OnMarch 12, 2010, the Office mailed a right of appeal notice (RAN), in which the
examiner refused to address the second set of rejections newly proposed by the requester

in its February 16, 2010 comments, because the newly proposed rejections were not
presented in accordance with MPEP 2617.

e On April 9, 2010, the requester filed a notice of appeal.

e On April 12, 2010, the patent owner filed a notice of appeal.
* OnJune 9, 2010, the requester filed ah appellant’s brief.

e OnJune 14, 2010, the patent owner filed an appellant’s brief.

e OnJuly 2, 2010, the requester filed a petition entitled “Petition Under 37 CFR § 1.181,
1.182, and/or 1.183 to Consider and Accept the Rejections Proposed by Requester in
Requester’s Comments Dated 2/16/2010” (the July 2, 2010 requester petition).

)

e OnlJuly 9, 2010, the patent owner filed a respondent’s brief, in response to requester’s
June 9, 2010 appellant’s brief.

e OnJuly 14, 2010, the requester filed a respondent’s brief, in response to patent owner’s
June 14, 2010 appellant’s brief.

e OnJuly 21, 2010, the Office mailed a decision dismissing the July 2, 2010 requester
petition as untimely under 37 CFR 1.181(f).

e OnJuly 26, 2010, the requester filed a petition entitled “Petition under 37 CFR § 1.183 to
Consider and Accept the Rejections Proposed by Requester in Requester’s Comments
Dated 2/16/2010” (the July 26, 2010 requester petition).

e On September 23, 2010, the Office mailed a decision dismissing the July 21,2010
requester petition. ’

e On September 24, 2010, the Office mailed an examiner’s answer.

e On October 18, 2010, the requester filed the present petition, entitled “Petition for
Consideration of Proposed Rejections” (the October 18, 2010 requester petition).

e On October 22, 2010, the requester filed a rebuttal brief.

e On October 25,2010, the patent owner filed a rebuttal brief.
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e OnJanuary 21, 2011, the Office mailed a communication notifying the parties that the
October 22 and October 25, 2010 rebuttal briefs had been entered.

e OnJanuary 31, 2011, the Office mailed a notice entitled “Board of Appeals and
Interferences Docketing Notice”.

e OnFebruary 17,2011 and on February 24, 2011, the Office mailed a notice entitled
“Notice of Hearing”, notifying the parties of a hearing scheduled for March 16, 2010.

e OnMarch 28, 2011, the present proceeding was remanded by the Board of Patent
Appeals and Interferences (BPAI) for consideration of the present petition, filed by the
requester on October 18, 2010.

DECISION
The October 18, 2010 Petition Is Dismissed

The requester requests a waiver of the requirement of 37 CFR 1.181(f), “that petitions filed
under 37 CFR § 1.181, 1.182, or 1.183 must be filed within two months of the action for which
relief is sought”. Specifically, requester requests that the Office consider rejections which were
newly proposed by the requester in its comments filed February 16, 2010, and which were
refused consideration by the examiner in the March 12, 2010 RAN. The requester, however,
failed to file a petition requesting such relief until July 2, 2010, nearly four months after the
mail date of the RAN.

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition
of the interested party. The burden is on the petitioner to set forth with specificity the facts that
give rise to an extraordinary situation in which justice requires suspension of a rule. General
requests, unsubstantiated by specific facts are not sufficient to demonstrate an extraordinary
situation in which justice requires suspension of a rule.

The requester argues that an extraordinary situation exists because “[the r]equester may be
denied due process if this petition is denied”. The requester asserts that it had “timely” presented
the proposed rejections in the April 9, 2010 notice of appeal (filed within two months of the
March 12, 2010 RAN),> and included detailed arguments in its June 9, 2010 appellant’s brief.
The requester argues that, for this reason, the September 23, 2010 dismissal asserting that the
petitions were not filed until well into the appeal process “is not accurate”. The requester admits
that “the request was not raised in the form of a petition”. The requester argues, however, that to
deny that the issue was raised, even in the absence of a petition, “is putting form over substance”.

3 Exhibit J of the October 18, 2010 petition consists of a copy of the requester’s April 9, 2010 appeal notice. Page 2
of the notice is entitled, in part, as “Grounds of Rejection . . . That Were Not Adopted by the Exam iner Which The
3" Party Intends To Contest” (emphasis added). The Office also notes that while there are only three sheets, each
sheet is paginated to indicate that there are four sheets.
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35 U.S.C. 314(c) requires that inter partes reexamination proceedings be conducted with special
dispatch. Accordingly, in an inter partes reexamination proceeding, it is especially important
that petitions under 37 CFR 1.181, 1.182, and 1.183 be filed within the two-month time period
provided by 37 CFR 1.181(f).

The RAN, which refused to address nine of the rejections newly proposed on February 16, 2010,
was mailed on March 12, 2010. The requester failed to file any petition regarding the
issuance of the RAN within two months of the mail date of the RAN. Furthermore, a review
of requester’s April 9, 2010 notice of appeal does not reveal the presence of an accompanying
petition under 37 CFR 1.181 requesting review of the RAN, including an explanation of the
grounds relied upon to contest the examiner’s refusal to consider the proposed rejections, or the
presence, for that matter, of any other accompanying petition in regard to issuance of the RAN.
In addition, requester’s appellant’s brief of June 9, 2010 was not accompanied by a petition
under 37 CFR 1.181, seeking review of the RAN, and by a petition under 37 CFR 1.183,
seeking waiver of the two-month period set forth in 37 CFR 1.181(f) to permit ‘
consideration of the petition under 37 CFR 1.181.

Additionally, the manner of presentation of the proposed rejections, within the notice of appeal -
and the appellant brief, did not serve, in the absence of a petition, to promptly alert the Office to
any issue which may be the subject of a request for review of the RAN. It is for this reason that
any such petition must be submitted as a separate paper pursuant to 37 CFR 1.4(c).

A petition for relief was eventually filed by the requester on July 2, 2010, well after the March
12,2010 RAN, the April 9 and April 12,2010 notices of appeal, and the June 9 and June 14,
2010 appellant briefs. The July 2, 2010 petition under 37 CFR 1.181 was dismissed on July 21,
2010, and a petition under 37 CFR 1.183, filed on July 26, 2010, was dismissed on September
23, 2010. The September 23,2010 dismissal was based on timeliness considerations, noting the
failure of the requester to provide any explanation for waiting until (a) July 2, 2010 to file its
initial petition, and in particular, waiting until (b) after the appeal by both parties, and (c) after
the appeal had been briefed by both parties.” :

The requester fails to directly address the basis for the September 23,2010 dismissal, by
supplying facts and circumstances relating to the delay in submitting a petition. Rather, the
requester simply characterizes the lack of a timely filed petition as merely “putting form over
substance”. The failure to timely file a petition for relief, however, was a serious omission,
which caused a substantial delay; as the proceeding is now well into the appeal stage. Given the
statutory mandate for special dispatch in inter partes reexamination proceedings, the Office will
not accept unexplained delays (a) in moving the proceeding forward on the merits, and

(b) in seeking relief from an action or requirement of the Office.

In summary, the requester has not provided any explanation for the delay in submitting its initial
petition.

* September 23, 2010 dismissal, page 4.



Inter Partes Reexamination Control No. 95/001,114 -6-

For the reasons given dbove, the requester has not met its burden of establishing an extraordinary
situation where justice would require waiver of the provisions of 37 CFR 1.181(f). Accordingly,
the present petition under 37 CFR 1.183 is dismissed. .

The December 18, 2009 ACP, the March 12, 2010 RAN, and the September 24, ;?01 0
Examiner’s Answer, Are Sua Sponte Vacated

Upon further consideration, the Office has noted certain procedural irregularities in this
proceeding. Accordingly, the Office is sua sponte issuing the following decision.

The examiner failed to separately notify the requester that the May 6, 2009 requester comments
and the February 16, 2010 requester comments, respectively, were improper. Specifically, the
examiner failed to separately provide the requester with a complete analysis of the impropriety of
the rejections newly proposed by requester’s May 6, 2009 and February 16, 2010 comments,
respectively. In addition, the examiner failed to provide the requester, in each instance, with an
opportunity to file corrected comments pursuant to MPEP 2666.05. Instead, in the '
December 18, 2009 ACP, the examiner provided only one reason. why the presentation of the
newly proposed rejections was improper,5 and refused to adopt the proposed rejections, without
any consideration of the proposed rejections on the merits (obviousness or anticipation). In the
March 12, 2010 RAN, the examiner objected, for the first time, to certain newly proposed
rejections due to their failure to comply with MPEP 2617, and simply did not consider, on the
merits, the proposed rejections newly advanced by the requester, and did not make the
determination to adopt, or refuse to adopt, the newly proposed rejections.’ And, in each instance,
the examiner further failed to 1) refuse entry of requester’s comments with an explanation of
their impropriety, and 2) provide the requester with a 15-day time period to file a corrected
comments submission, pursuant to MPEP 2666.05.

To remedy these procedural irregularities, the December 18, 2009 ACP, the March 12,2010
RAN, and the September 24, 2010 examiner’s answer, are hereby vacated.

5 The examiner correctly objected to the citation of RU ‘617 under 37 CFR 1.948(a)(3) in the May 6, 2009
comments, for the failure of the requester to explain the circumstances under which the prior art first became known
or available to the requester, including the date and manner that the art became known or available, and why it was
not available earlier, as set forth in MPEP 2666.05. ~ ‘ '

® The requester is reminded that the provisions of 37 CFR 1.948(a)(1)-(3) set forth the limitations on what newly
cited prior art the requester may file in an inter partes reexamination as part of, for example, a document entitled
“information disclosure statement”, which is filed with requester’s comments. If the submission of newly cited prior
art meets the rule, then the newly cited prior art is entered into the proceeding, i.e., the reference is made of record,
considered, and the consideration is indicated by the examiner’s initials on the document entitled “information
disclosure statement”. To newly propose a rejection based on such prior art, however, the requester must also show
how the newly proposed rejection is necessitated by amendment. See MPEP 2666.05. In the present case, the
requester states that the additional prior art search was conducted “upon review of patent owner’s amendment”, but
fails to show how the newly proposed rejection applying the RU ‘617 reference was necessitated by the amendment.
Similarly, if the requester wishes to newly propose a rejection citing this reference to rebut an argument in patent
owner’s response, pursuant to 37 CFR 1.948(a)(2), the requester must show how the newly proposed rejection is
necessitated by patent owner’s amendment, which is not the case here.
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For the reasons given infra, the requester’s May 6, 2009 and February 16, 2010 comments, as

well as the requester’s appellant’s, respondent’s and rebuttal briefs filed on June 9, 2010, July
14,2010, and October 22, 2010, respectively, are improper, and are being expunged from the
record due to their failure to comply, at a minimum, with at least one of 37 CFR §§ 41.67(c)(v1), -
41.68, and 41.71, MPEP 2617, MPEP 2666.05, and MPEP 2675, as appropriate in each instance.
Because these papers have been scanned into the Office’s electronic Image File Wrapper (IFW)
system, they are being expunged from the record by marking the papers “closed” and “non-
public,” and will not constitute part of the record of the present reexamination proceeding.

Any papers going to the merits, including, for example, the Office actions (including the
examiner’s answer), and all responses, comments, or briefs, filed by the parties subsequent to
patent owner’s April 6, 2009 response and amendment, and prior to the mail date of this
decision, will not be further considered on the merits.

Requester’s May 6, 2009 Comments Are Improper

Requester’s May 6, 2009 comments are improper due to the defective presentation of the nery
proposed rejections appearing on pages 11-32.

1. The Newly Proposed Rejections Are Not in Compliance with MPEP 2617.

The requester has repeatedly argued, in papers filed subsequent to the RAN, that the guidelines
set forth in MPEP 2617 do not apply to requester’s comments after patent owner’s response (see,
e.g., requester’s July 2, 2010 petition, pages 6-7). 7 See, however, MPEP 2666.05, which is
expressly entitled “Third Party Comments after Patent Owner’s Re:sponse”,8 and which provides,
in pertinent part (emphasis added):

... where a newly proposed rejection is based on the newly presented prior patents and printed publications
(art), the third party requester must present the newly proposed rejection in compliance with the
guidelines set forth in MPEP § 2617, since any such new proposed rejection stands on the same footing as
a proposed rejection presented with the request for reexamination, and is treated the same way as to future

7 This decision does not address whether the November 18, 2008 request complies with the Office’s regulatory filing
date requirements, such as those explained in MPEP 2614 and 2617 (to the extent that waiver is needed, waiver is
hereby given). However, the request is replete with inappropriate language that lumps together multiple alternative
proposed rejections. See, e.g., page 212 of the request: “. .. claim 6 is obvious under 35 U.S.C. § 103 over Krasnov
427 in view of one or more of Delano ‘968, Willis ‘927, and Brown ‘347”. The request is also accompanied by
references which the request fails to identify as raising an SNQ (and fails to provide the corresponding explanation
as to how the reference raises an SNQ), or which the request fails to cite as part of a reference combination
including at least one reference which the requester has properly identified as providing the basis for an SNQ, ina
proposed rejection. See, for example, the Willis ‘814 and Gjedebo 617 references. The request also fails to
definitively identify these documents as part of a proposed rejection, and provide the explanation required by 37
CFR 1.915. It is also unclear over which references the requester intends to include in each proposed rejection. For
example, see page 45 of the request, which includes a discussion of Willis ‘814. This reference, however, is not
identified as part of any proposed rejection. The requester also improperly discusses issues not within the scope of
reexamination. See the footnotes appearing throughout the request, discussing issues under 35 U.S.C. 112, with
respect to the original patent claims; contrary to MPEP 2658.

8 And which can be found upon a review of the index of MPEP Chapter 2600, which govemns inter partes
reexamination proceedings.
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Office actions and any appeal. See MPEP § 2617 as to the required discussion of the pertinency of each
reference to the patentability of at least one claim presented for the newly submitted priorart. An
explanation pursuant to the requirements of 35 U.S.C. 311 of how the art is applied is no less important at
this stage of the prosecution, than it is when filing the request.

The requester’s May 6, 2009 comments submission fails to clearly identify which proposed
rejections are being set forth, and fails to provide a clear and complete explanation for every
claim for which a rejection is proposed, due to the lumping together of the identification and
explanation of multiple proposed rejections. See, for example, the rejection newly proposed on
page 11 of the comments: “And, as demonstrated below, claims 1-5, 8-13 and 15-31 of Pietras
“744 are obvious over RU ‘617 alone, or in combination with one or more of Gjedebo ‘322,
Krasnov ‘422, Tessari 279, Brown ‘244, Delano ‘968, and/or Willis 927" (emphasis added in
bold). In addition to a rejection over RU ‘617 alone, it is not clear over which combination(s) of
the cited documents the requester intends to definitively propose a rejection, and which claims
are proposed to be rejected over which of the cited documents or combinations of documents.’

" In addition, the detailed explanation for the multiple, distinct (newly) proposed obviousness
rejections are also lumped together. For example, see pages 11-13 of the May 6, 2009
comments. The explanation fails to provide a complete and separate explanation for how each
distinct combination of documents applies to limitations of claim 1. In other words, the
requester fails to provide a separate explanation for each newly proposed rejection. Similar
problems exist with the remainder of the newly proposed obviousness rejections. Therefore, the
May 6, 2009 comments submission is unclear how the cited documents are applied for each
distinct (newly) proposed obviousness rejection identified in the comments.

It is also not clear whether, in some cases, the requester’s comments intend to propose a
rejection. See, for example, the offhand reference, throughout the footnotes, to GB 2 224 481. It
is not clear whether the requester intends to propose a rejection based on this reference. The'
comments must clearly and definitively set forth each proposed rejection in the body of the
comments. In addition, any newly proposed rejection must comply with all applicable rules and
procedural standards, including, for example, MPEP 2617.

Furthermore, the explanations for the proposed rejections are unclear and incomplete. For
example, the explanation on pages 11-13 fails to explain which teachings of Krasnov ‘422,
Tessari <279, and Brown 244 are to be applied, and how they are to be applied, to the limitations

® Examples of multiple distinct combinations of documents, which are lumped together by the above-quoted
statement, are: '

RU ‘617 in view of Gjedebo ‘322.

RU ‘617 in view of Krasnov ‘422.

RU 617 in view of Gjedebo ‘322 and Krasnov ‘422.

RU “617 in view of Gjedebo ‘322 and Tessari ‘279.

RU 617 in view of Gjedebo ‘322 and Krasnov ‘422 and Tessari 279.

RU 617 in view of Gjedebo ‘322 and Krasnov ‘422 and Brown 244.

RU ‘617 in view of Gjedebo 322 and Krasnov ‘422 and Tessari ‘279 and Brown ‘244.
RU “617 in view of Krasnov ‘422 and Tessari ‘279.

RU “617 in view of Krasnov “422 and Brown ‘244.

And so on.
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of claim 1. In addition, the explanation on pages 11-13 fails to provide at least one basis for
combining each of the cited documents, including the Krasnov 422, Tessari ‘279 and Brown
244 references. When documents are combined in a proposed rejection, the combination must
be explicitly and clearly set forth by applying each of the references to each claim limitation, as
appropriate, and making the required showing of a reason to combine the documents pursuant to
35 U.S.C. 103(a). See MPEP 2617. Again, similar problems exist with the remainder of the
newly proposed obviousness rejections. Therefore, the May 6, 2009 comments submission fails
to explain the specifics of each proposed obviousness rejection. Accordingly, the requester has
not provided a detailed explanation of how each of the cited documents applies to every claim
which is proposed to be rejected, in each of the newly proposed rejections.

Also, the requester’s May 6, 2009 comments submission does not clearly specify what new non-
cumulative technological teaching, which forms the basis for a substantial new. question (SNQ),
is taught by at least one of the documents cited for each newly proposed rejection. For each
rejection newly proposed by the requester, the requester must specify where, in each document
cited alone, or in at least one document of each cited combination of documents, the new, non-
cumulative technological teaching is provided within the document, preferably by column and
line number (or by page number). For example, the requester, on page 11 of the May 6, 2009
comments, proposes an obviousness rejection over RU ‘617 alone.'® The requester, however,
fails to specify what new non-cumulative technological teaching, which forms the basis of an
SNQ, is taught by RU ‘617, why the teaching is new and is not cumulative to the prior art of
record, and where in RU ‘617 the new, non-cumulative technological teaching is provided.“
Again see MPEP 2617. Similar problems exist with the remainder of the newly proposed
obviousness rejections.

2. The requester has not specifically explained how patent owner’s April 6. 2009 amendment
necessitated each proposed new ground of rejection, for each newly proposed rejection citing
newly submitted prior art, such as RU ‘617, or citing a document which was determined, in the
order. to fail to raise an SNQ, such as Delano ‘968 or Willis ‘927.

19 The Office again notes that the examiner correctly objected to the citation of RU “617 under 37 CFR 1.948(a)(3)
in the May 6, 2009 comments, for the failure of the requester to explain the circumstances under which the prior art
first became known or available to the requester, including the date and manner that the art became known or
available, and why it was not available earlier, as set forth in MPEP 2666.05.

' If . however, RU ‘617, which is newly submitted by the May 6, 2009 requester comments in the present
proceeding, is one of a combination of documents cited in a newly proposed rejection, the requester would only
need to show why the April 6, 2009 patent owner amendment necessitated the inclusion of RU ‘617 in the newly
proposed rejection.
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The requester newly submitted, for example, RU ‘617 with requester’s May 6, 2009 comments.'?
Delano ‘968 and Willis ‘927, for example, were not found by the examiner to raise an SNQ in
the order granting reexamination, mailed on February 6, 2009. Therefore, for each of these
documents cited alone in a proposed rejection, and for each distinct combination of documents
citing at least one of these documents in a proposed rejection, the requester must specifically
explain how the presence of a teaching in each of these documents, if cited alone, or, if cited as
one of the documents in a document combination, how the presence of a teaching in at least one
of the documents of the document combination, corresponds to at least one claim limitation
newly added by patent owner’s amendment. See MPEP 2666.05.

3. The requester’s May 6, 2009 comments submission does not clearly and specifically explain,
for each newly proposed rejection citing a document that was determined, in the order, to fail to
raise an SNQ, such as Delano ‘968 or Willis ‘927, how each of these documents raise an SNO
with respect to the newly amended claims. ‘

In the February 6, 2009 order, the examiner determined that Delano ‘968 and Willis ‘927, for
example, failed to raise an SNQ with respect to the original patent claims. The requester has not
specifically explained, for each newly proposed rejection citing Delano ‘968 or Willis ‘927, how
each of these documents raises an SNQ with respect to the newly amended claims, i.e., how
these two documents address the newly amended part of the claim, in a way that was not
addressed in an earlier examination by the Office of the claims.

4. The citation of any document, such as Delano ‘968 or Willis ‘927, which was determined, in
the order, to fail to raise an SNQ with respect to the original patent claims, for the express
purpose of relying on an alleged teaching of a feature originally recited in the patent claims, is
deemed to be inappropriate.

In the April 6, 2009 amendment, the independent claims were amended to recite a plurality of a
feature originally recited in the patent claims," i.e., a radially movable (or radially displaceable)
gripping element for gripping (or engaging) an inner wall, where the gripping element is
included in the top drive.

Regarding Delano ‘968, the examiner expressly determined, in the order, that this document fails
to raise a substantial new question (SNQ), particularly with respect to “the feature that the top
drive includes radially displaceable gripping element [sic] for engagement with the inner wall”

2 The requester is reminded that the provisions of 37 CFR 1.948(a)(1)-(3) set forth the limitations on what newly
cited prior art the requester may file in an infer partes reexamination as part of, for example, a document entitled
“information disclosure statement”, which is filed with requester’s comments. If the submission of newly cited prior
art meets the rule, then the newly cited prior art is entered into the proceeding, i.e., the reference is made of record,
considered, and the consideration is indicated by the examiner’s initials on the document entitled “information
disclosure statement”. To newly propose a rejection based on such prior art, however, the requester must also
comply with 37 CFR 1.947. The requester must show how the newly proposed rejection is necessitated by
amendment.

* See, e.g. original dependent claims 6 and 14, and original independent claim 21,
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as recited in original claims 6, 14-16 and 21-31. The examiner further stated that “Delano {*968
does not] have radially displaceable elements” (plural form of “element” in original).14

Patent owner’s April 6, 2009 amendment inserted, in each of the independent claims, a plurality
of the same feature recited in the original claims, i.e., a radially movable (or radially
displaceable) gripping element for gripping (or engaging) an inner wall, where the gripping
elements are included in the top drive. Thus, the examiner’s determination in the order that
Delano ‘968 did not raise an SNQ, particularly with respect to this feature, renders inappropriate

the citation of Delano ‘968 expressly for the purpose of relying on the same alleged teaching of
this feature, as a basis for an SNQ. :

The requester, however, appears to be again relying, although not clearly or specifically in the
May 6, 2009 comments, on Delano ‘968 for the same alleged teaching of a radially movable (or
radially displaceable) gripping element for gripping (or engaging) an inner wall, as the new, non-
cumulative teaching which forms the basis of the SNQ for each document combination citing
Delano ‘968. See, for example, pages 12, 15, 16, 19, 20, 21, 23, 24, 25, 26, 28, and 30 of the
May 6, 2009 comments. For the reasons given above, the citation of Delano ‘968 for the express
- purpose of relying on an alleged teaching of radially movable (or displaceable) gripping
elements for gripping (or engaging) an inner wall, as the basis for an SNQ in each document
combination citing Delano ‘968, is deemed to be inappropriate.

Similarly, the requester’s apparent reliance, although not clearly or specifically, on the alleged

. teaching of Willis ‘927 of a radially movable (or radially displaceable) gripping element for
gripping (or engaging) an inner wall, as the basis for an SNQ is deemed to be inappropriate.
Although the examiner did not expressly discuss Willis “927 with respect to this specific feature,
the examiner determined, in the order, that Willis ‘927 failed to raise an SNQ with respect to
original patent claims 1-21, which included claims which recited this feature, i.e., claims 6, 14-
16, and 21-31. For the same reason, a reliance on the alleged teaching of this feature by any
other document, which was determined by the order to fail to raise an SNQ with respect to
original patent claims which recited this feature, would also be considered to be inappropriate.

The determination by the examiner of whether a substantial new question is raised by a
document cited in the request is final and nonappealable, pursuant to 35 USC 312(c). The Office
notes that this determination by the examiner in the February 6, 2009 order was not challenged
by the requester in a petition filed under 37 CFR 1.181, as set forth in 37 CFR 1.927.
Furthermore, the requester is cautioned that any such petition, if filed at this stage of the

proceeding, would be deemed to be untimely, would not be considered, and would be expunged
as an improper paper.

Note, however, that any rejection using Delano ‘968 or Willis ‘927, in combination with
another reference that was found to raise an SNQ in the order granting reexamination,
would include the requisite SNQ (provided by the other reference), and the question of

whether Delano ‘968 and/or Willis ‘927 teaches the amendatory language would be an
appealable issue. '

' See page 10 of the February 6, 2009 order.



Inter Partes Reexamination Control No. 95/001,114 -12-

Requester’s February 16, 2010 Comments Are Improper

Requester’s February 16, 2010 comments are improper due to the defective presentation of the
newly proposed rejections 2-5, 7, and 10-13, appearing on pages 3-23. Specifically, requester’s
February 16, 2010 comments are improper for the following reasons, the expanded substance of
which is discussed in detail above with respect to requester’s May 6, 2009 comments:

1. The newly proposed rejections are not in compliance with MPEP 2617.

See, for example, rejection no. 2, newly proposed on page 3 of the comments: “Claims 1, 3-
5,8, 17,20, and 29-31 Are Obvious over Gjedebo ‘322 in View of One or More of Willis
‘927, Delano ‘968 and Brown ‘675”.

2. The requester has not specifically explained how patent owner’s April 6, 2009 amendment
necessitated each new ground of rejection, for each newly proposed rejection citing newly
submitted prior art, such as RU ‘617, or citing a document which was determined, in the order, to
fail to raise an SNQ, such as Delano ‘968 or Willis ‘927. See MPEP 2666.05.

3. The requester has not clearly and specifically explainéd, for each newly proposed rejection
citing a document that was determined, in the order, to fail to raise an SNQ, such as Delano ‘968

or Willis €927, how each of these documents raise an SNQ with respect to the newly amended
claims. ‘

4. The citation of any document, such as Delano ‘968 or Willis ‘927, which was determined, in
the order, to fail to raise an SNQ with respect to the original patent claims, for the express

purpose of relying on an alleged teaching of a feature originally recited in the patent claims, 1S
deemed to be inappropriate.

' Requester’s Appellant’s, Respondent’s, and Rebuttal Briefs, Filed on June 9, 2010, July 14,
2010, and October 22, 2010, Respectively, Are Improper

The requester’s appellant’s, respondent’s and rebuttal briefs filed on June 9, 2010, July 14,2010,
and October 22, 2010, respectively, are improper due to 1) the inappropriate inclusion of
proposed rejections which the examiner determined to be improper, and were thus not addressed
on the merits (i.¢., were not determined by the examiner to be adopted or not adopted); 2) the
improper inclusion of issues that are petitionable, and not appealable (such as, for example, the
issue of whether the examiner properly refused to address on the merits certain rejections); and
3) the improper presentation of the improperly included rejections, for all of the reasons
discussed extensively supra. The inclusion of rejections which the examiner determined to be
improper, and were thus not addressed on the merits, fails to comply with 37 CFR 41 67(c)(vi),
because these proposed rejections in the brief would constitute new grounds of rejection. See
also 37 CFR §§ 41.68, and 41.71 and MPEP 2675, 2675.01 and 2678.
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The propriety, or, in this case, the lack thereof, of requester’s briefs is not being specifically
addressed in this decision, because the propriety of the briefs can be reviewed by the requester in
view of the guidance provided by this decision.

Accordingly, the requester’s May 6, 2009 and February 16, 2010 comments,-as well as the

- requester’s appellant’s, respondent’s and rebuttal briefs filed on June 9, 2010, July 14,2010, and
October 22, 2010, respectively, are improper, and are being expunged from the record due to
their failure to comply, at a minimum, with at least one of 37 CFR §§ 41.67(c)(vi), 41.68, and
41.71, MPEP 2617, MPEP 2666.05, and MPEP 2675, as appropriate in each instance. Because
these papers have been scanned into the Office’s electronic Image File Wrapper (IFW) system,
they are being expunged from the record by marking the papers “closed” and “non-public,” and
will not constitute part of the record of the present reexamination proceeding.

In due course, the examiner should review all papers, which remain pending, for any additional
improprieties. '

Requester’s Recourse

The requester is given fifteen (15) days from the mail date of this decision to submit one
corrected comments submission in response to this decision, to replace both the May 6, 2009 and
February 16, 2010 requester comments, and to serve as requester’s comments filed after patent
owner’s response of April 6, 2009, pursuant to 37 CFR 1.947. Any corrected comments
submission submitted in response to this decision must be strictly limited to (i.e., must not go
beyond) the comments in the original (expunged) comments submissions. No comments that add
to those in the expunged comment papers (other than to correct the matters noted above) will be
considered for entry. See MPEP 2666.05. '

If the requester raises any issues not permitted for requester comments in the corrected
comments submission, the corrected comments submission will be expunged, and no further -
§ 1.947 comments opportunity, pursuant to 35 U.S.C. 314(b)(2), 15 will be provided for the
requester to address issues raised by patent owner’s amendment of April 6,2009, or to
address any issues regarding the April 6, 2009 amendment, that were raised by the Office or by

the patent owner in communications that have been mailed or filed, respectively, as of the date of
this decision. : '

Additional Discussion

As pointed out above, there is no reason giveh on record why the petitioner did not directly
address the basis for the September 23, 2010 dismissal, by supplying facts and circumstances

1535 1U.S.C. 314(b)(2) provides (emphasis added):

Each time that the patent owner files a response to an action on the merits from the Patent and Trademark
Office, the third-party requester shall have one opportunity to file written comments addressing issues raised
by the action of the Office or the patent owner’s response thereto, if those written comments are received by
the Office within 30 days after the date of service of the patent owner’s response.



Inter Partes Reexamination Control No. 95/001,114 -14-

relating to the delay in submitting a petition. There is only a discussion of “putting form over
substance”. The petitioner does not explain why the requester did not follow the standard
procedure to timely petition and bring requester’s matter of concern properly before the Office
for resolution at an early stage. The petitioner could have simply filed petitions objecting to the
examiner’s failure to separately notify the requester that the May 6, 2009 requester comments
and the February 16, 2010 requester comments, respectively, were improper, rather than
acquiescing to the examiner’s issuance of the Office action on the merits and the examiner’s
failure to give the requester an opportunity to correct the comments submission.'® Even if there
is any merit to the “putting form over substance” position, there is still no explanation of why the
requester did not properly bring the maiter 1o the Office’s attention until after the original briefs
were filed, to thus save substantial delay. The petitioner should be mindful of 37 CFR 11.18,
which provides, in pertinent part (emphasis added):

By presenting to the Office ... any paper, the party presenting such paper, whether a
practitioner or non-practitioner, is certifying that- ...

(2) To the best of the party's knowledge, information and belief, formed after an inquiry
reasonable under the circumstances,

(i) The paper is not being presented for any improper purpose, such as to harass

someone or to cause unnecessary delay or needless increase in the cost of any

proceeding before the Office ... '
CONCLUSION

e The October 18, 2010 requester petition is dismissed.

e The December 18, 2009 action closing prosecution (ACP), the March 12, 2010 right of
appeal notice (RAN), and the September 24, 2010 examiner’s answer, are sua sponte
vacated. -

o The requester’s May 6, 2009 and February 16, 2010 comments and the requester’s
appellant’s, respondent’s, and rebuttal briefs filed on June 9, 2010, July 14,2010, and
October 22, 2010, respectively, are improper, and are being expunged from the record
due to their failure to comply, at a minimum, with at least one of 37 CFR §§
41.67(c)(vi), 41.68, and 41.71, MPEP 2617, MPEP 2666.05, and MPEP 2675, as
appropriate in each instance. Because these papers have been scanned into the Office’s
electronic Image File Wrapper (IFW) system, they are being expunged from the record

16 The Office notes, for example, that the petitioner repeatedly argues that MPEP 2617 does not apply to requester
comments filed after patent owners’ response, yet insists, in requester’s June 9, 2010 appellant’s brief (see footnote
no. 8, page 10), that “the 3" party should have been afforded a 15 day time period in which to correct the allegedly
improper comments in accordance with PTO practice . . . See, e.g., M.P.EP. §§ 2617 and 2666.05”. Thus, the
petitioner appears to have been aware that MPEP 2666.05 expressly requires requester’s comments to comply with
MPEP 2617. Yet, the petitioner still has not provided any explanation whatsoever for the delay in filing a petition
until July 2, 2010, after all of the initial briefs were filed.
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by marking the papers “closed” and “non-public,” and will not constitute part of the
record of the present reexamination proceeding.

o The requester is given fifteen (15) days from the mail date of this decision to submit one
corrected comments submission in accordance with this decision. If the requester raises .
any issues not permitted for requester comments in the corrected comments submission,
the corrected comments submission will be expunged, and no further § 1.947
comments opportunity, pursuant to 35 U.S.C. 314(b)(2), will be provided for the
requester to address issues raised by patent owner’s amendment of April 6, 2009, or
to address any issues regarding the April 6, 2009 amendment that were raised by the
Office or by the patent owner in communications that have been mailed or filed,
respectively, as of the date of this decision.

o Any papers going to the merits, including, for example, the Office actions (including the
examiner’s answer) and all responses, comments, Or briefs, filed by the parties
subsequent to-patent owner’s April 6, 2009 response and amendment, and prior to the
mail date of this decision, will not be further considered on the merits. 4

o This proceeding is being referred to the Central Reexamination Unit (CRU) to await the
filing of requester’s corrected comments submission, or the expiration of the time for
filing requester’s corrected comments submission. If a corrected comments submission
in accordance with this decision is not timely filed by the requester, the CRU examiner
will, in due course, issue an Office action in response to patent owner’s April 6, 2009
‘amendment, without consideration of any comments thereon filed by the requester.

o Any further correspondence with respect to this matter should be addressed as follows:

- By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html.

By Mail: Mail Stop Inter Partes Reexam
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Fax: (571) 273-9900

By Hand: Customer Service Window
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314
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 Any inquiry concerning this decision should be directed to Senior Legal Advisors
Cynthia L. Nessler, at (571) 272-7724, or Hiram Bernstein, at (571) 272-7707.

bt Iy

' - Kenneth M. Schor
Senior Legal Advisor -
Office of Patent Legal Administration

Kenappeal/decisions/entry issues
Kenpet8/1P/

4-13-11
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In re Bernd-Georg Pietras . : DECISION
Inter Partes Reexamination Proceeding : DISMISSING PETITION
Control No. 95/001,115 : UNDER § 1.182
Filed: November 18, 2008 : AND GRANTING PETITION
For: U.S. Patent No. 7,004,259 B2 : UNDER § 1.183

This is a decision on the June 24, 2010 patent owner petitions entitled “PETITION FOR
CONTINUED REEXAMINATION UNDER 37 CFR § 1.182,” AND “PETITION TO ENTER
AMENDMENT FILED AFTER RAN PURSUANT TO 37 C.F.R. § 1.183.” This decision also
addresses third party requester’s comments filed on July 23, 2010, entitled “COMMENTS IN
RESPONSE TO THE AMENDMENT AFTER RIGHT OF APPEAL NOTICE FILED ON
JUNE 24, 2010.”

The patent owner petitions are before the Office of Patent Legal Administration.
The petition fees of $400.00 under 37 C.F.R. § 1.17(f) have been charged for each petition.
The petition under § 1.182 is dismissed.

The petition under § 1.183 is granted to the extent stated below.

BACKGROUND

e On November 18, 2008, a request for inter partes reexamination was filed by the third
party requester for all claims in the ‘259 patent, claims 1-38, and the resulting
reexamination proceeding was assigned control number 95/001,115 (“the ‘1115
proceeding”).

Commissioner for Patents
United States Patent and Tragemark Office
Alexandria, VA 22313-1450

O. Box 1450

www.uspto.gov
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e Prosecution progressed until, on September 4, 2009, the Office issued an Action Closing
Prosecution (ACP) in the proceeding, applying new grounds of rejection and new claim
objections to the claims at issue, which were amended by the patent owner on March 30,
2009.

o _On October 5, 2009, patent owner filed comments under § 1.951(a) to the September 4,
2009 ACP, including a proposed amendment to the claims.

e On November 2, 2009, third party requester filed comments under § 1 95 l(b) in response
to the ACP and the October 5, 2009 patent owner comments.

e On December 18, 2009, the Office issued a Right of Appeal Notice (RAN), refusing
. entry of the patent owner’s proposed amendment of October 5, 2009 as failing to comply
with the standards for entry set forth in § 1.116(b).

e On January 15, 2010, third paﬁy requester filed a Notice of Appeal.
e On January 19, 2010, patent owner filed a Notice of Appeal.

e On March 15, 2010, third party requester filed a timely appellant’s brief.
)

e OnMarch 19, 2010, patent owner filed a timely appellant’s brief.
e On April 15, 2010, third party requester filed a timely respondent’s brief.
e On April 19, 2010, patent owner filed a timely respondent’s brief.

e On June 3, 2010, a Notice of defective briefs was issued by the Office, stating that the
patent owner appellant’s brief of March 19, 2010 was defective as improperly appealing
the examiner’s refusal to enter the patent owner’s proposed amendment of October 5,
2009. The respondent briefs of both parties were also held defective.

e On June 24, 2010, patent owner filed an amended appellant’s brief, a corrected
respondent’s brief, the instant petitions entitled “PETITION FOR CONTINUED
REEXAMINATION UNDER 37 CFR § 1.182,” AND “PETITION TO ENTER
AMENDMENT FILED AFTER RAN PURSUANT TO 37 C.F.R. § 1.183,” a proposed
amendment to the claims, and a separate amendment cancelling claims 29-36, 39-43, and

/45 pursuant to § 1.116(d).

e On July 23, 2010, third party requester filed a corrected respondent’s brief and comments
in response to patent owner’s June 24, 2010 amendment to the claims entitled
“COMMENTS IN RESPONSE TO THE AMENDMENT AFTER RIGHT OF APPEAL
NOTICE FILED ON JUNE 24, 2010.”
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STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

37 C.F.R. § 1.182 provides:

All situations not specifically provided for in the regulations of this part will be decided .
in accordance with the merits of each situation by or under the authority of the Director,
subject to such other requirements as may be imposed, and such decision will be
communicated to the interested parties in writing. Any petition seeking a decision under
this section must be accompanied by the petition fee set forth in § 1.17(f).

37 C.F.R. § 1.183 states:

In an extraordinary situation, when justice requires, any requirement of the regulations
in this part which is not a requirement of the statutes may be suspended or waived by
the Director or the Director's designee, sua sponte, or on petition of the interested
party, subject to such other requirements as may be imposed. Any petition under this
section must be accompanied by the petition fee set forth in § 1.17(f).

DECISION

1. Petition Under 37 C.F.R. § 1.182

The June 24, 2010 patent owner petition is filed under 37 C.F.R. § 1.182 requesting continued
prosecution for entry and consideration of an amendment filed with the petition. In March of
2005, the Office issued a Notice titled “Notice of Changes in Requirement for a Substantial New
Question of Patentability for a Second or Subsequent Request for Reexamination While an
Earlier Filed Reexamination is Pending.” ' Notice was provided therein that a patent owner could
file a petition under 37 CFR 1.182 requesting continued prosecution on the merits in the
reexamination proceeding to seek entry of an amendment and/or evidence that was denied
entry after an action closing prosecution in an infer partes reexamination proceeding.

The filing of such a § 1.182 petition is strictly controlled by the Office to further the statutory
mandate of 35 U.S.C. § 305 that “[a]ll reexamination proceedings under this section . . . will be
conducted with special dispatch within the Office” [emphasis added]. The present proceeding
has reached a point-where the appeal has been briefed by both parties, and granting continued
reexamination at this stage to a non-final action as requested by the patent owner would require
drawing the case back from an advanced state of the appeal process to a relatively early stage
prior to the action closing prosecution.

Furthermore, the proposed amendment addresses only matters of indefiniteness in a manner that
has previously been specified by the examiner to be acceptable. Entry of the amendment would
resolve those issues, and would not affect the other outstanding issues in the proceeding. For
that reason, entry of the proposed amendment would not require an extended prosecution such

' 1292 Off Gaz. Pat. Office 20, March 1, 2005.
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that the closing of prosecution need be reopened in a general manner. In view of the advanced
stage of the proceedings, continued prosecution on the merits does not facilitate handling of the
proceeding with special dispatch, and the petition for such relief is dismissed.

It is further noted that the instant petition was filed on June 24, 2010, more than six months after
the right of appeal Notice was issued by the Office on December 18, 2009. 37 CFR 1.181(f)
states that “[a]ny petition under this part not filed within two months of the mailing date of the
action or notice from which relief is requested may be dismissed as untimely” [emphasis added].
The phrase “under this part” refers to the part of the rules entitled “PETITIONS AND ACTION
BY THE DIRECTOR,” and includes §§ 1.181, 1.182, and 1.183. Therefore, any petition filed
under § 1.182 not filed within two months of the action or notice from which relief is requested
may be dismissed as untimely. In the instant petition, patent owner petitioner seeks to ‘enter an
amendment in response to rejections made in the ACP issued by the examiner on September 4,
2009, and further discussed in remarks made by the examiner in the right of appeal Notice issued
by the Office on December 18, 2009. The instant petition is well outside of the two month
period set in § 1.181(f), and may, for that reason alone, be dismissed as untimely. In the present
instance, this is particularly relevant given the statutory mandate for special dispatch.

In view of the above, the petition under § 1.182 is dismissed.

2. Petition Under 37 C.F.R. § 1.183

A petition to waive a rule or regulation under § 1.183 may be granted in “an extraordinary
situation, when justice requires.” Therefore, any such petition should set forth reasons why the
situation is extraordinary such that justice requires waiver of the rule. Patent owner’s petition
does not explicitly refer to this requirement, but appears to address the requirement by stating
that the patent owner “has been denied an opportunity to respond to the new grounds of rejection
in the AC;’” and that “[e]quity requires that the Office afford Patent Owner an opportunity to
respond.”

The arguments in the petition are taken as arguing that closure of prosecution in this situation,
under these specific facts, has created an extraordinary -and inequitable situation requiring
remedial action in the interests of justice to enter the proposed amendment to the claims
submitted with the instant petition.

In this situation, the proposed amendment is solely directed towards claim rejections under 35
U.S.C. § 112, claim objections, and cancellation of claims. The proposed amendment refers to
guidance by the examiner in the RAN for specific language which would overcome the
rejections under 35 U.S.C. § 112. Entry of the proposed amendment, which includes the
language recommended by the examiner, would resolve those issues, and would not affect any
other outstanding issues in the proceeding. As the amendment addresses those issues in
accordance with the examiner’s guidance, entry of the amendment would reduce the issues on
appeal. For that reason, entry of the proposed amendment through waiver of the regulations §§
1.953(c) and 1.116(d) would further advancement of the proceeding with special dispatch.

? June 24,2010 petition at 11-12.
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In accordance with patent owner’s request, and to best further special dispatch of this
proceeding, the prohibition against an amendment in response to a RAN, set forth in § 1.953(c),
is hereby waived as requested in patent owner’s petition under § 1.183. Prosecution of the
proceeding is reopened to the following extent:.

The mstant reexamination proceeding will be returned to the Central Reexamination Unit (CRU)
for entry® of the June 24, 2010 response, and subsequently to await submission of any third party
comments under 37 C.F.R. § 1.951(b) regarding the June 24, 2010 patent owner amendment.
Following the submission of third party requester comments, or the lapse of the thirty day time
- period for third party comment, the proceeding will be forwarded to the examiner for action
consistent with this decision. The examiner will consider the June 24, 2010 amendment and any
third party comments that comply with 37 C.F.R. § 1.951(b). The examiner will then issue an
Office action which may be a new RAN.

3. Third Party Requester Comments Filed on July 23, 2010

Third party requester filed, on July 23, 2010, a paper entitled “COMMENTS IN RESPONSE TO
THE AMENDMENT AFTER RIGHT OF APPEAL NOTICE FILED ON JUNE 24, 2010.”
Although third party requester stated that these comments were filed under § 1.951(b), that

" section only applies to a single filing of patent owner comments after an ACP. That section does
not apply once a RAN has been issued in the case, since patent owner comments are not entered
as a matter of right. For that reason, the third party requester comments filed on July 23, 2010
have no right of entry, and as such, must be denied entry into the proceeding.

Since the paper has already been entered into the record, the paper cannot be physically returned
to the third party requester. Rather, the requester’s paper will be expunged from the record by
closing the paper in the IFW and marking it “non-public.” A copy of the present decision will be
made of record in the IFW.

In the interests of equity, a 30 day period has been set for third party requester comments, solely
to address the issues (claim objections and rejections under § 112) raised by the patent owner
amendment now being entered, and the rules are waived to the following extent. Third party.
requester comments must be solely responsive to the issues of the amendment being entered
through waiver under § 1.183, and should not address any other issues in the proceeding. Any
issues newly raised by the RAN favorable to the patentability may be addressed on appeal, since
the third party requester has not had a prior opportunity to address them.

CONCLUSION

1. The petition under 37 C.F.R. § 1.182 for a general reopening of prosecution to a pre-
ACP stage is dismissed.

® This decision takes no position on the propriety of the amendment or whether it introduces new matter. Any
issues raised by the amendment will be addressed by the Exammer in the next Office action.
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2. The petition under 37 C.F.R. § 1.183 is granted to the extent set forth herein.

3. The prohibition against an amendment in response to a RAN, set forth in § 1.953(c), is
hereby waived to the extent that the June 24, 2010 amendment will be entered by the
CRU. :

4. Third party requester has thirty (30) days from the date of mailing of this decision
to submit comments limited to the issues raised in the newly entered amendment.

5. The CRU will await submission of third party comments, or the expiration of the time
for same and then jurisdiction of the proceeding will be transferred to the examiner for
consideration of both the amendment and any third party comments.

6. Jurisdiction over the reexamination proceeding is being forwarded to the CRU for
further handling and examination not inconsistent with this decision.

7. The July 23, 2010 requester comments paper is refused entry, as it is an improper paper.
The paper is not enterable into the record of the present reexamination proceeding for
the reasons stated above.

8. Because the requester comments paper was previously incorporated into the IFW for the
present proceeding before discovery of its impropriety, the paper is being expunged by
closing the paper in the Image File Wrapper (IFW) for the proceeding and marking it
“not public.” It will not constitute part of the record of the present reexamination
proceeding.

9. Any inquiry concerning this decision should be directed to the undersigned at (571) 272-
7700.

/Michael Cygan/

Michael Cygan

Legal Advisor
Office of Patent Legal Administration

September 8, 2010
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In re Haugen : DECISION
Reexamination Proceeding : ON

Control No. : 95/001,116 : REQUESTER’S
Filed: November 18, 2008 : PETITION

. Patent No. 7,281,587 : UNDER 37 CFR 1.181

This is a decision addressing Third Party Requester’s petition, filted August 17, 2010,
under 37 CFR 1.183 to consider and accept the rejections proposed by requester in
requester’s comments dated 12/31/09, which is treated as a petition requesting
supervisory review of the examiner’s decision not to accept the proposed rejection, as set
forth in the Action Closing Prosecution (ACP).

The petition is before the Director of the Central Reexamination Unit for decision.

SUMMARY

Third Party Requester’s petition is DISMISSED as untirﬁely for the reasons set forth
below, without consideration of the merits.
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Brief Statement of Relevant Facts

1. Patent No. 7,281,587 (the '587 patent) issued on October 16, 2007.

2. A request for reexamination, assigned Control No. 95/001,116 (the '116 proceeding),
was filed by a third party Requester on November 18, 2008.

3. Reexamination was ordered in the '116 reexamination proceeding on February 13,
20009.

4. An Office action on the merits was mailed on the same day, February 13, 2009.

5. An Action Closing Prosecution (ACP) was mailed on April 17,2010. The ACP
confirmed the patentability of claims 60-65 and 74-82.

6. On July 30, 2010, a Right of Appeal Notice (RAN) was mailed. The RAN again
confirmed the patentability of claims 60-65 and 74-82.

7. On August 17, 2010, the Third Party Requester filed a Notice of Appeal.
7. Also on August 17, 2010, Third Party Requester filed the petition under 37 CFR 1.181.
DISCUSSION

The Third Party Requester (petitioner) requests supervisory review of the
examiner’s action in issuing the ACP, dated April 17, 2010. The petitioner argues
that the examiner did not properly consider and accept the rejections proposed by
requester in requester’s comments dated 12/31/09, which was requester’s -
response to the first Office action. Since the ACP addressed the requester’s
comments filed 12/31/09, petitioner’s point of contention is with the examiner’s
decision in the ACP. It should be noted that the examiner repeated his discussion
of requester’s 12/31/09 comments in the RAN.

The request to review the ACP is dismissed as untimely.

Statement of Relevant Authority

37 CFR 1.181({) states:

The mere filing of a petition will not stay any period for reply that may be
running against the application, nor act as a stay of other proceedings.
Any petition under this part not filed within two months of the mailing
date of the action or notice from which relief is requested may be
dismissed as untimely, except as otherwise provided. This two-month

~ period is not extendable. (Emphasis added.)
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DECISION

The petitioner brings before the Office a petition under 37 CFR § 1.181 to review .
the ACP, dated April 17, 2010. The petitioner filed the petition on August 17,
2010. The action from which relief is requested is the ACP, which was mailed on
April 17, 2010. Therefore, the petition was filed over two months from the
mailing date of the action (November 3, 2009) from which relief is requested. As
quoted above, 37 CFR 1.181(f) requires petitions under that section be filed
within two months from the mailing date of the action from which relief is
requested and that such time period is not extendable.

Therefore, the petition is dismissed as untimely because it was not filed within the
two month time period required by 37 CFR 1.181(f).

In other words, this petition is untimely to request relief from the examiner’s actions in
the ACP. It is noted that even if this petition was deemed timely filed, the grounds of
argument presented in the petition only address the merits of the examiner’s
determinations, which are appealable (and not petitionable) issues. See MPEP 1201 and
1002. Specifically, the issues of claim interpretation and application of the prior art to
the claims are appealable issues, and therefore, cannot be addressed by petitions.

CONCLUSION

1. Patent Owner’s petition under 37 CFR 1.181, filed August 17, 2010, is dismissed
as untimely for the reasons discussed above.

2. " Telephone inquiries related to this decision should be directed to Andy
Kashnikow, Supervisory Patent Examiner, at (571) 272-4361.

Dty fprve——
Irem &%qel
Director

Technology Center 1600
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THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date: M A ! ’ ED
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P.0O. BOX 61389 SEP 2 2 2010
HOUSTON, TX 77208-1389 CENTRAL REEXAMINATION UNIT

Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001119
PATENT NO. : 7353880

TECHNOLOGY CENTER : 3999

ART UNIT : 3993

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with. the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Control No. 95/001,119 : DISMISSING

Filed: November 18, 2008 : PETITION
For: U.S. Patent No. 7,353,880 :

This decision is in response to the July 26, 2010 requester petition entitled “Petition under 37
CFR § 1.183 to Consider and Accept the Rejections Proposed by Requester in Requester’s
Comments Dated 12/7/09” (the July 26, 2010 requester petition).

The July 26, 2010 requester petition, and the record as a whole, are before the Office of Patent
Legal Administration for consideration.

The petition fee of $400 set forth in 37 CFR 1. 17(f) for the present requester petition under 37
CFR 1.183 has been received.

SUMMARY
The July 26, 2010 requester petition is dismissed.
BACKGROUND
e On April 8, 2008, US Patent 7,353,880 (the ‘880 patent) issued to Pietras.

e On November 18, 2008, the requester filed a request for inter partes reexamination. The
reexamination proceeding was assigned control no. 95/001,119 (the ‘1119 proceeding).

¢ On February 6, 2009, the Office mailed an order granting reexamination and a first Office
action in the ‘1119 proceeding.

e Prosecution progressed until, on November 6, 2009, the Office mailed an action closing
prosecutlon (ACP).

e On December 7, 2009, the patent owner timely filed comments to the November 6, 2009
ACP (December 6, 2009 was a Sunday).

"~ e OnJanuary 5, 2010, the requester filed comments.
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e On March 29, 2010, the Office mailed a right of appeal notice (RAN), in which the
examiner refused to address rejections newly proposed by the requester in its January S,
2010 comments, because the newly proposed rejections were not presented in

e On April 29, 2010, the patent owner filed a notice of appeal.
e Also on April 29, 2010, the requester filed a notice of appeal.
e On June 28, 2010, the requester filed an appellant brief.

e On June 29, 2010, the patent owner filed an appellant brief.

e On July 2, 2010, the requester filed a petition entitled “Petition Under 37 CFR § 1.181, §
1.182, and/or § 1.183 to Consider and Accept the Rejections Proposed by Requester in
Requester’s Comments Dated 12/7/09[sic]” (the July 2, 2010 requester petition).

e OnJuly 21, 2010, the Office mailed a decision dismissing the July 2, 2010 requester
petition as untimely under 37 CFR 1.181(f).

e On July 26, 2010, the requester filed the present petition,-entitled “Petition under 37 CFR
§ 1.183 to Consider and Accept the Rejections Proposed by Requester in Requester’s
Comments Dated 12/7/09” (the July 26, 2010 requester petition).

e OnJuly 27, 2010, the requester filed a respondent brief, in response to patent owner’s
June 29, 2010 appellant brief.

e On July 28, 2010, the patent owner filed a respondent brief, in response to requester’s
June 28, 2010 appellant brief.

STATUTES, REGULATIONS, AND PATENT EXAMINING PROCEDURES

37 CFR 1.181 provides, in pertinent part:

(a) Petition may be taken to the Director:
(1) From any action or requirement of any examiner in the ex parte prosecution of an application, or in
ex parte or inter partes prosecution of a reexamination proceeding which is not subject to appeal to the
Board of Patent Appeals and Interferences or to the court;
(2) Incases in which a statute or the rules specify that the matter is to be determined directly by or
reviewed by the Director; and
(3) To invoke the supervisory authority of the Director in appropriate circumstances. For petitions

involving action of the Board of Patent Appeals and Interferences, see § 41.3 of this title.
*

*

(f) The mere filing of a petition will not stay any period for reply that may be running against the application,
nor act as a stay of other proceedings. Any petition under this part not filed within two months of the mailing
date of the action or notice from which relief is requested may be dismissed as untimely, except as otherwise
provided. This two-month period is not extendable.
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37 CFR 1.183 provides:

In an extraordinary situation, when justice re-quires, any requirement of the regulations in this part which is not

- arequirement of the statutes may be suspended or waived by the Director or the Director’s designee, sua
sponte, or on petition of the interested party, subject to such other requirements as may be imposed. Any
petition under this section must be accompanied by the petition fee set forth in § 1.17(f).

37 CFR 1.903 provides:

The patent owner and the third party requester will be sent copies of Office actions issued during the inter
partes reexamination proceeding. After filing of a request for inter partes reexamination by a third party
requester, any document filed by either the patent owner or the third party requester must be served on every
other party in the reexamination proceeding in the manner provided in § 1.248. Any document must reflect
service or the document may be refused consideration by the Office. The failure of the patent owner or the
third party requester to serve documents may result in their being refused consideration.

DECISION

As in requester’s (earlier) July 2, 2010 petition under 37 CFR 1.181, the rec!uester again requests
“that the rejections proposed in Requester’s response filed on 12/7/09 [sic], that were not
considered by the Examiner, be considered proper, entered into the record, and considered by the
-Office”. The requester also requests waiver of 37 CFR 1.951, “such that Requester may submit
replacement comments that are strictly limited to the contents of the previously filed comments”.
The requester also essentially states that because petitions under 37 CFR 1.183 (or 37 CFR
1.182) must be filed under separate cover pursuant to 37 CFR 1.4(c), in order for the Office to
enter and consider the petitions, “the Requester files this petition under 37 § [sic] C.F.R. §
1.183.

The July 21, 2010 decision by the Office, however, dismissed requester’s July 2, 2010 petition
because it was untimely pursuant to 37 CFR 1.181(f). To be timely, any petition under 37 CFR
1.181, 1.182, or 1.183 must be filed within two months of the action or notice from which relief
is requested. In the present case, any petition under 37 CFR 1.181, 1.182, or 1.183 must have
been filed within two months from the mail date of the March 29, 2010 right of appeal notice
(RAN), i.e., on or before June 1, 2010.% For this reason, the instant petition filed on July 26,
2010 is also untimely, and would have been untimely even if filed at the time the 37 CFR 1.181
was filed. Accordingly, the present petition is treated as a petition under 37 CFR 1.183 to waive
the provisions of 37 CFR 1.181(f).

37 CFR 1.183 provides for suspension or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition
of the interested party. The burden is on petitioner to set forth with specificity the facts that give
rise to an extraordinary situation in which justice requires suspension of a rule. General requests,

' The only requester comments received by the Office, however, were received on January 5, 2010. Patent owner’s
comments were received on December 7, 2009. The Office assumes that the use of 12/7/09 in requester’s petition is
a typographical error. If this is not the case, the requester is required to so inform the Office.

% May 29, 2010 was a Saturday. Monday, May 31, 2010 was a holiday.
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unsubstantiated by specific facts are not sufficient to demonstrate an extraordinary situation in
which justice requires suspension of a rule.

Addressing the instant petition under 37 CFR 1.183, the requester has not shown how the facts
give rise to an extraordinary situation, such that justice requires waiver of the rule. The
requester has provided no explanation for the delay in filing its initial petition under 37 CFR
1.181 on July 2, 2010. The requester has also failed to provide an explanation as to why it failed
to file the July-2, 2010 petition until after the proceeding was on appeal by both parties, and after
the appeal had been briefed by both parties. -

For the reasons given above, the requester has not shown how the facts give rise to an
extraordinary situation, such that justice requires waiver of the rule. Accordingly, the present
petition under 37 CFR 1.183 is dismissed.

Note that even if the present petition under 37 CFR 1.183 for waiver of 37 CFR 1.181(f) had
been granted, the response to any such waiver would have been a petition under 37 CFR
1.181(a), since the entire argument presented by the present petition is challenging the propriety
of the examiner’s action.

CONCLUSION
e The July 26, 2010 requester petition is dismissed.

e Jurisdiction over this reexamination proceeding is being returned to Central
Reexamination Unit Art Unit 3993 for appropriate action.

e Any inquiry concerning the examination of the reexamination proceeding should be
directed to the primary examiner, Matthew Graham, of CRU Art Unit 3993, at (571) 272-
7116.

e Any further correspondence with respect to this matter should be addressed as follows:

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf html.

By Mail: Mail Stop Petition
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Fax: (571) 273-9900

By Hand: Customer Service Window
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314
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e Any inquiry concerning this decision should be directed to Cynthia Nessler, Senior Legal
Advisor, at (571) 272-7724.

Ny,

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration
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‘Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
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This decision is in response to the October 18, 2010 renewed requester petition entitled “Petition
for Consideration of Proposed Rejections” (the October 18, 2010 requester petition).

The October 18, 2010 requester petition and the record as a whole, are before the Office of
Patent Legal Administration for consideration.

The petition fee of $400 set forth in 37 CFR 1.17(f) for the present requester petition under 37
CFR 1.183 has been received.

SUMMARY
1. The October 18, 2010 requester petition is dismissed. |

2. However, in view of certain procedural irregularities noted by the Office in the present
proceeding, the November 6, 2009 action closing prosecution (ACP), the March 29, 2010 right
of appeal notice (RAN), and the September 24, 2010 examiner’s answer, are sua sponte vacated.

3. The requester’s May 6, 2009 and January 5, 2010 comments, and requester’s appellant’s,
respondent’s, and rebuttal briefs filed on June 28, 2010, July 27, 2010, and October 22, 2010,
respectively, are improper, and are being expunged from the record due to their failure to
comply, at a minimum, with at least one of 37 CFR §§ 41.67(c)(vi), 41.68, and 41.71, MPEP
2617, MPEP 2666.05, and MPEP 2675, as appropriate in each instance. Because these papers
have been scanned into the Office’s electronic Image File Wrapper (IFW) system, they are being
expunged from the record by marking the papers “closed” and “non- Publlc and will not
constitute part of the record of the present reexamination proceeding. '

4. The requester is given fifteen (15) days from the mail date of this decision to submit one
corrected comments submission in accordance with this decision and its guidance. If the
requester raises any issues not permitted for requester comments in the corrected
comments submission, the corrected comments submission will be expunged, and no further §

' See MPEP 2667.
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1.947 comments opportunity, pursuant to 35 U.S.C. 314(b)(2), will be provided for the
requester to address issues raised by patent owner’s amendment of April 6, 2009, or to address
any issues regarding the April 6, 2009 amendment that were raised by the Office or by the patent
owner in communications that have been mailed or filed, respectively, as of the date of this
decision.

5. Any papers going to the merits, including, for example, the Office actions (including the
examiner’s answer), and all responses, comments, or briefs, filed by the parties subsequent to
patent owner’s April 6, 2009 response and amendment, and prior to the mail date of this
decision, will not be further considered on the merits, since they are directed to papers that
have been vacated. '

BACKGROUND
e On April 8,2008, U.S. Patent 7,353,880 (the ‘880 patent) issued to Pietras.

e On November 18, 2008, the requester filed a request for inter partes reexamination. The
reexamination proceeding was assigned control no. 95/001,119 (the ‘1119 proceeding).

e On February 6, 2009, the Office mailed an order granting reexamination and a first Office
action in the ‘1119 proceeding.

e On April 6, 2009, the patent owner filed a response, including a first amendment to the
claims.

e-  On May 6, 2009, the requester filed comments, including a first set of newly proposed
rejections.

e On November 6, 2009, the Office mailed an action closing prosecution (ACP), in which
the examiner refused to adopt certain rejections newly proposed by the requester in its
May 6, 2009 comments, because of requester’s failure to provide an explanation for the
submission of a reference pursuant to 37 CFR 1.948(a)(3),” and certain newly proposed
rejections citing Willis ‘927, due to the failure of the requester to explain how Willis” 927
raises a substantial new question (SNQ) with respect to the newly added claims.?

e On December 7, 2009, the patent owner filed comments under 37 CFR 1.951(a),
including a second amendment to the claims.

2 MPEP 2666.05 provides, in pertinent part:

. .. prior art submitted under 37 CFR 1.948(a)(3) must be accompanied by a statement that explains the
circumstances as to when the prior art first became known or available to the third party requester, including
the date and manner that the art became known or available, and why it was not available earlier. The
submission must also include a discussion of the pertinency of each reference to the patentability of at
least one claim.
* In the order mailed on February 6, 2009, the examiner determined that Willis ‘927 failed to raise a substantial new
question (SNQ) with respect to the original patent claims.
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e On January 5, 2010, the requester filed comments under 37 CFR 1.951(b), including a
second set of newly proposed rejections.

e On March 29, 2010, the Office mailed a right of appeal notice (RAN), in which the
examiner refused to address certain rejections newly proposed by the requester in its
January 5, 2010 comments, 1) because the newly proposed rejections were not presented
in accordance with MPEP 2617; or 2) because, according to the examiner, requester
comments after ACP may not include newly proposed rejections. In addition, the
examiner refused to adopt certain newly proposed rejections because the newly proposed
rejections were based, at least in part, on Willis ‘927, and the requester failed to explain
how WLi‘llis’ 927 raises a substantial new question (SNQ) with respect to the newly added
claims.

e On April 29, 2010, the requester filed a notice of appeal.

* Also on April 29, 2010, the patent owner filed a notice of appeal.

e On June 28, 2010, the requester filed an appellant’s brief.

e On June 29, 2010, the patent owner filed an appellant’s brief.

e On July 2, 2010, the requester filed a petition entitled “Petition Under 37 CFR § 1.181,
1.182, and/or 1.183 to Consider and Accept the Rejections Proposed by Requester in

Requester’s Comments Dated 12/7/09” (the July 2, 2010 requester petition).

e On July 21, 2010, the Office mailed a decision dismissing the July 2, 2010 requester
petition as untimely under 37 CFR 1.181(f).

e On July 26, 2010, the requester filed a petition entitled “Petition under 37 CFR § 1.183 to
Consider and Accept the Rejections Proposed by Requester in Requester’s Comments '
Dated 12/7/09” (the July 26, 2010 requester petition).

e On July 27, 2010, the requester filed a respondent’s brief, in response to patent owner’s
June 29, 2010 appellant’s brief.

e On July 28, 2010, the patent owner filed a respondent’s brief, in response to requester’s
June 28, 2010 appellant’s brief.

e On September 22, 2010, the Office mailed a decision dismissing the July 26, 2010
requester petition.

e On September 24, 2010, the Office mailed an examiner’s answer.

4 See footnote 2.
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¢ On October 18, 2010, the requester filed the present petition, entitled “Petition for
Consideration of Proposed Rejections” (the October 18, 2010 requester petition).

e On October 22, 2010, the rc;quester filed a rebuttal brief.

e Also on October 22, 2010, the requester requested an oral hearing.
e On October 25, 2010, the patent owner filed a rebuttal brief.

¢ On November 4, 2010, the patent owner requested an oral hearing.

e OnJanuary 21, 2011, the Office mailed a communication entitled “Remand to Patents”,
notifying the parties that the present proceeding was remanded by the Board of Patent
Appeals and Interferences (BPAI) for consideration of the present petition, filed by the
requester on October 18, 2010.

DECISION

The October 18, 2010 Petition Is Dismissed

The requester requests a waiver of the requirement of 37 CFR 1.181(f), “that petitions filed
under 37 CFR § 1.181, 1.182, or 1.183 must be filed within two months of the action for which
relief is sought”. Specifically, requester requests that the Office consider rejections which were
newly proposed by the requester in its comments filed on January 5, 2010, and which were
refused consideration by the examiner in the March 29, 2010 RAN. The requester, however,

failed to file a petition requesting such relief until July 2, 2010, more than three months
after the mail date of the RAN.

37 CFR 1.183 provides for suspension.or waiver of any requirement of the regulations which is
not a requirement of the statutes in an extraordinary situation, when justice requires, on petition
of the interested party. The burden is on the petitioner to set forth with specificity the facts that
give rise to an extraordinary situation in which justice requires suspension of a rule. General

requests, unsubstantiated by specific facts are not sufficient to demonstrate an extraordinary
situation in which justice requires suspension of a rule.

The requester argues that an extraordinary situation exists because “[the r]equester may be
denied due process if this petition is denied”. The requester asserts that it had “timely” presented
the proposed rejections in the April 29, 2010 notice of appeal (filed within two months of the
March 29, 2010 RAN),’ and included detailed arguments in its June 28, 2010 appellant’s brief.
The requester argues that, for this reason, the September 22, 2010 dismissal asserting that the

3 Exhibit J of the October 18, 2010 petition consists of a copy of the requester’s April 29, 2010 appeal notice. Page
2 of the notice is entitled, in part, as “Grounds of Rejection . . . That Were Not Adopted by the Examiner Which The
3 Party Intends To Contest” (emphasis added). The Office also notes that while there are only three sheets, each
sheet is paginated to indicate that there are four sheets.
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petitions were not filed until well into the appeal process “is not accurate”. The requester admits
that “the request was not raised in the form of a petition”. The requester argues, however, that to
deny that the issue was raised, even in the absence of a petition, “is putting form over substance”.

35 U.S.C. 314(c) requires that inter partes reexamination proceedings be conducted with special
dispatch. Accordingly, in an inter partes reexamination proceeding, it is especially important
that petitions under 37 CFR 1.181, 1.182, and 1.183 be filed within the two-month time period
provided by 37 CFR 1.181(f).

The RAN, which refused to address certain rejections newly proposed on January 5, 2010, was
mailed on March 29, 2010. The requester failed to file any petition regarding the issuance of
the RAN within two months of the mail date of the RAN. Furthermore, a review of '
requester’s April 29, 2010 notice of appeal does not reveal the presence of an accompanying
petition under 37 CFR 1.181 requesting review of the RAN, including an explanation of the
grounds relied upon to contest the examiner’s refusal to consider the proposed rejections, or the
presence, for that matter, of any other accompanying petition in regard to issuance of the RAN.
In addition, requester’s appellant’s brief of June 28, 2010 was not. accompanied by a
petition under 37 CFR 1.181, seeking review of the RAN, and by a petition under 37 CFR
1.183, seeking waiver of the two-month period set forth in 37 CFR 1.181(f) to permit
consideration of the petition under 37 CFR 1.181.

Additionally, the manner of presentation of the proposed rejections, within the notice of appeal
and the appellant brief, did not serve, in the absence of a petition, to promptly alert the Office to
any issue which may be the subject of a request for review of the RAN. It is for this reason that
any such petition must be submitted as a separate paper pursuant to 37 CFR 1.4(c).

A petition for relief was eventually filed by the requester on July 2, 2010, well after the March
29,2010 RAN, the April 29, 2010 notices of appeal, and the June 28 and June 29, 2010 appellant
briefs. The July 2, 2010 petition under 37 CFR 1.181 was dismissed on July 21, 2010, and a
petition under 37 CFR 1.183, filed on July 26, 2010, was dismissed on September 22, 2010. The
September 22, 2010 dismissal was based on timeliness considerations, noting the failure of the
requester to provide any explanation for waiting until (a) July 2, 2010 to file its initial petition,
and in particular, waiting until (b) after the appeal by both parties, and (c) after the appeal had
been briefed by both parties.®

The requester fails to directly address the basis for the September 22, 2010 dismissal, by
supplying any facts and circumstances relating to the delay in submitting a petition. Rather, the
requester simply characterizes the lack of a timely filed petition as merely “putting form over
substance”. The failure to timely file a petition for relief, however, was a serious omission,
which caused a substantial delay; as the proceeding is now well into the appeal stage. Given the
statutory mandate for special dispatch in inter partes reexamination proceedings, the Office will
not accept unexplained delays (a) in moving the proceeding forward on the merits, and

(b) in seeking relief from an action or requirement of the Office.

¢ September 22, 2010 dismissal, page 4.
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In summary, the requester has not provided any explanation for the delay in submitting its initial
petition. ’

For the reasons given above, the requester has not met its burden of establishing an extraordinary
situation where justice would require waiver of the provisions of 37 CFR 1.181(f). Accordingly,
the present petition under 37 CFR 1.183 is dismissed.

The Navember 6, 2009 ACP, the March 29, 2010 RAN, and the September 24, 2010
Examiner’s Answer, Are Sua Sponte Vacated

Upon further consideration, the Office has noted certain procedural irregularities in this
proceeding. Accordingly, the Office is sua sponte issuing the following decision.

The examiner failed to separately notify the requester that the May 6, 2009 requester comments
and the January 5, 2010 requester comments, respectively, were improper. Specifically, the
examiner failed to separately provide the requester with a complete analysis of the impropriety of
the rejections newly proposed by requester’s May 6, 2009 and January 5, 2010 comments,
respectively. In addition, the examiner failed to provide the requester, in each instance, with an
opportunity to file a corrected comments submission pursuant to MPEP 2666.05.

Instead, in the November 6, 2009 ACP, the examiner refused to adopt, without any consideration
on the merits (obviousness or anticipation), a) certain rejections newly proposed by the requester
in its May 6, 2009 comments, due to requester’s failure to provide an explanation for the
submission of a reference pursuant to 37 CFR 1.948(a)(3); and b) certain newly proposed
rejections citing Willis ‘927, due to the failure of the requester to explain how Willis” 927 raises
a substantial new question (SNQ) with respect to the newly added claims.” Furthermore, the
examiner failed to object to the newly proposed rejections, due to their failure to comply with
MPEP 2617, where appropriate, and further failed to 1) refuse entry of requester’s comments
with an explanation of their impropriety, and 2) provide the requester with a 15-day time period
to file a corrected comments submission, pursuant to MPEP 2666.05.

In the March 29, 2010 RAN, the examiner again refused to adopt, without any consideration on
the merits, certain rejections citing Willis ‘927, newly proposed by the requester in its January 5,
2010 comments, due to the repeated failure of the requester to explain how Willis’ 927 raises a
substantial new question (SNQ) with respect to the newly added claims. In addition, the
examiner objected, for the first time, to certain newly proposed rejections due to their failure to
comply with MPEP 2617, and simply refused to address them on the merits.® Furthermore, the

7 The examiner correctly objected to the citation of RU ‘617 under 37 CFR 1.948(a)(3) in the May 6, 2009
comments, for the failure of the requester to explain the circumstances under which the prior art first became known
or available to the requester, including the date and manner that the art became known or available, and why it was
not available earlier, as set forth in MPEP 2666.05. The examiner’s objection to the citation of Willis ‘927 was also
correct, because the examiner determined that Willis ‘927 failed to raise a substantial new question (SNQ) with
respect to the original patent claims in the order mailed February 6, 2009.

¥ The requester is reminded that the provisions of 37 CFR 1.948(a)(1)-(3) set forth the limitations on what newly
cited prior art the requester may file in an inter partes reexamination as part of, for example, a document entitled
“information disclosure statement”, which is filed with requester’s comments. If the submission of newly cited prior
art meets the rule, then the newly cited prior art is entered into the proceeding, i.e., the reference is made of record,
considered, and the consideration is indicated by the examiner’s initials on the document entitled “information
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examiner also refused to address on the merits one newly proposed rejection, erroneously stating
that “the comments allowed by the Third Part[y] Requester after an ACP does not extend to the
addition of newly proposed rejections”, contrary to 35 USC 314(b)(2), 37 CFR 1.951(b), and
MPEP 2672.° Finally, the examiner failed to 1) return requester’s comments with an explanation
of their impropriety, and 2) provide the requester with a 15-day time period to file a corrected
comments submission, pursuant to MPEP 2666.05. :

To remedy these procedural irregularities, the November 6, 2009 ACP, the March 29, 2010
RAN, and the September 24, 2010 examiner’s answer, are hereby vacated.

For the reasons given infra, requester’s May 6, 2009 and January 5, 2010 comments, and
requester’s appellant’s, respondent’s, and rebuttal briefs filed on June 28, 2010, July 27, 2010,
and October 22, 2010, respectively, are improper, and are being expunged from the record, due
to their failure to comply, at a minimum, with at least one of 37 CFR §§ 41.67(c)(v1), 41.68, and
41.71, MPEP 2617, MPEP 2666.05, and MPEP 2675, as appropriate in each instance. Because
these papers have been scanned into the Office’s electronic Image File Wrapper (IFW) system,
they are being expunged from the record by marking the papers “closed” and “non-public,” and
will not constitute part of the record of the present reexamination proceeding.

Any papers going to the merits, including, for example, the Office actions (including the
examiner’s answer), and all responses, comments, or briefs, filed by the parties subsequent to
patent owner’s April 6, 2009 response and amendment, and prior to the mail date of this
decision, will not be further considered on the merits, since they are directed to papers that
have been vacated.

Requester’s May 6, 2009 Comments Are Improper

Requester’s May 6, 2009 comments are improper due to the defective presentation of the newly
proposed rejections appearing on pages 13-48.

1. The Newly Propdsed Rejections Are Not in Compliance with MPEP 2617.

The requester has repeatedly argued, in papers filed subsequent to the RAN, that the guidelines
set forth in MPEP 2617 do not apply to requester’s comments after patent owner’s response (see,
e.g., requester’s July 2, 2010 petition, page 8). 19" See, however, MPEP 2666.05, which is

disclosure statement”. To newly propose a rejection based on such prior art, however, the requester must also show
how the newly proposed rejection is necessitated by amendment. See MPEP 2666.05.

® If the patent owner files an amendment after ACP, the requester, in its comments, may newly propose rejections if
the requester can show that the newly proposed rejections were necessitated by patent owner’s amendment after
ACP. See MPEP 2672, which provides, in pertinent part (emphasis added):

Where the patent owner files comments and/or a proposed amendment pursuant to 37 CFR 1.951(a), the
third party requester may once file comments (pursuant to 37 CFR 1.951(b)) responding to the patent owner’s
comments, and/or proposed amendment, and/or the issues raised in the ACP. See 35 U.S.C. 314(b)(2).

1 This decision does not address whether the November 18, 2008 request complies with the Office’s regulatory
filing date requirements, such as those explained in MPEP 2614 and 2617 (to the extent that waiver is needed,
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expressly entitled “Third Party Comments after Patent Owner’s Response” I

provides, in pertinent part (emphasis added):

and which

. where a newly proposed rejection is based on the newly presented prior patents and printed
publications (art), the third party requester must present the newly proposed rejection in
compliance with the guidelines set forth in MPEP § 2617, since any such new proposed
rejection stands on the same footing as a proposed rejection presented with the request for
reexamination, and is treated the same way as to future Office actions and any appeal. See MPEP
§ 2617 as to the required discussion of the pertinency of each reference to the patentability of at
least one claim presented for the newly submitted prior art. An explanation pursuant to the
requirements of 35 U.S.C. 311 of how the art is applied is no less important at this stage of the
prosecution, than it is when filing the request.

The requester’s May 6, 2009 comments submission fails to clearly identify which proposed
rejections are being set forth, and fails to provide a clear and complete explanation for every
claim for which a rejection is proposed, due to the lumping together of the identification and
explanation of multiple proposed rejections. See, for example, the rejections newly proposed on
pages 13 and 32 of the comments, respectively. On page 13, the requester newly proposes a
rejection of new claims 25-28 over “Gjedebo ‘322 in view of one or more of Krasnov ‘422,
Tessari ‘279, and Brown ‘244" (emphasis added in bold). On page 32, the requester newly
proposes a rejection of claims 7-10, 20, 22, 23, and 25-28 as obvious over “RU ‘617 alone, or in
combination with one or more of Stokka ‘799, Tessari ‘279, Krasnov ‘422, Gjedebo ‘322,
Brown 244, Delano ‘968, and/or Willis ‘927 (emphasis added in bold). Regarding the
rejection proposed on page 32, for example, it is not clear, in addition to a rejection over RU
‘617 alone, over which combination(s) of the cited documents the requester intends to
definitively propose a rejection, and which claims are proposed to be rejected over which of the
cited documents or combinations of documents. "2

waiver is hereby given). However, the request is accompanied by references which the request fails to identify as
raising an SNQ (and fails to provide the corresponding explanation as to how the reference raises an SNQ), or which
the request fails to cite as part of a reference combination including at least one reference which the requester has
properly identified as providing the basis for an SNQ, in a proposed rejection. See, for example, the Willis ‘814,
Delano ‘968 references, and Gjedebo ‘617 references. The request also fails to definitively identify these documents
as part of a proposed rejection, and provide the explanation required by 37 CFR 1.915. It is also unclear over which
references the requester intends to include in each proposed rejection. For example, see page 81 of the request,
which includes a discussion of Willis ‘814. This reference, however, is not identified as part of any proposed
rejection. It is also unclear whether the requester intends to propose certain rejections. See, for example, footnote
64 of the request. The request must clearly and definitively set forth each proposed rejection in the body of the
request. Furthermore, if the requester intended to propose a rejection in footnote 64, which is unclear, the rejection
in any event improperly lumps together multiple alternative proposed rejections, contrary to MPEP 2617.

" And which can be found upon a review of the index of MPEP Chapter 2600, which governs inter partes
reexamination proceedings.

2 Examples of multiple distinct combinations of documents, which are lumped together by the above-quoted
statement, are:

RU ‘617 in view of Stokka ‘799.

RU 617 in view of Krasnov ‘422.

RU 617 in view of Gjedebo ‘322 and Krasnov ‘422.

RU ‘617 in view of Stokka 799 and Gjedebo 322 and Tessari ‘279.

RU ‘617 in view of Stokka ‘799 and Gjedebo 322 and Krasnov ‘422 and Tessari ‘279.

RU “617 in view of Stokka ‘799 and Krasnov ‘422 and Brown ‘244,
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In addition, the detailed explanation for the multiple, distinct (newly) proposed obviousness
rejections are also lumped together. For example, see pages 32-34 of the May 6, 2009
comments. The explanation fails to provide a complete and separate explanation for.how each
distinct combination of documents applies to limitations of claim7. In other words, the requester
fails to provide a separate explanation for each newly proposed rejection. Similar problems exist
with the remainder of the newly proposed obviousness rejections. Therefore, the May 6, 2009
comments submission is unclear how the cited documents are applied for each distinct (newly)
proposed obviousness rejection identified in the comments.

It is also not clear whether, in some cases, the requester’s comments intend to propose a
rejection. See, for example, the ofthand reference, throughout the footnotes, to GB 2 224 481. It
is not clear whether the requester intends to propose a rejection based on this reference. The
comments must clearly and definitively set forth each proposed rejection in the body of the
comments. In addition, any newly proposed rejection must comply with all applicable rules and
procedural standards, including, for example, MPEP 2617.

Furthermore, the explanations for the proposed rejections are unclear and incomplete. For
example, the explanation on pages 32-34 fails to explain which teachings of Stokka ‘799,
Krasnov ‘422, Tessari ‘279, and Brown ‘244 are to be applied, and how they are to be applied, to
the limitations of claim 7. In addition, the explanation on pages 32-34 fails to provide at least
one basis for combining each of the cited documents, including the Stokka ‘799, Krasnov ‘422,
Tessari ‘279 and Brown 244 references. When documents are combined in a proposed
rejection, the combination must be explicitly and clearly set forth by applying each of the
references to each claim limitation, as appropriate, and making the required showing of a reason
to combine the documents pursuant to 35 U.S.C. 103(a). See MPEP 2617. Again, similar
problems exist with the remainder of the newly proposed obviousness rejections. Therefore, the
May 6, 2009 comments submission fails to explain the specifics of each proposed obviousness
rejection. Accordingly, the requester has not provided a detailed explanation of how each of the
cited documents applies to every claim which is proposed to be rejected, in each of the newly
proposed rejections.

Also, the requester’s May 6, 2009 comments do not clearly specify what new non-cumulative
technological teaching, which forms the basis for a substantial new question (SNQ), is taught by
at least one of the documents cited for each newly proposed rejection. For each rejection newly
proposed by the requester, the requester must specify where, in each document cited alone, or in
at least one document of each cited combination of documents, the new, non-cumulative
technological teaching is provided within the document, preferably by column and line number
(or by page number). For example, the requester, on pa%e 32 of the May 6, 2009 comments,
proposes an obviousness rejection over RU ‘617 alone.'? The requester, however, fails to

RU ‘617 in view of Gjedebo ‘322 and Krasnov ‘422 and Tessari ‘279 and Brown ‘244,

RU 617 in view of Krasnov ‘422 and Tessari ‘279.

RU “617 in view of Krasnov ‘422 and Brown ‘244.

And so on. ’

" The Office again notes that the examiner correctly objected to the citation of RU ‘617 under 37 CFR 1.948(a)(3)
in the May 6, 2009 comments, for the failure of the requester to explain the circumstances under which the prior art
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specify what new non-cumulative technological teaching, which forms the basis of an SNQ, is
taught by RU ‘617, why the teaching is new and is not cumulative to the prior art of record, and
where in RU ‘617 the new, non-cumulative technological teaching is provided.'* Similar
problems exist with the remainder of the newly proposed obviousness rejections.

2. The requester has not specifically explained how patent owner’s April 6, 2009 amendment
necessitated each proposed new ground of rejection, for each newly proposed rejection citing
newly submitted prior art, such as RU ‘617, or citing a document which was determined, in the
order, to fail to raise an SNQ, such as Willis ‘927.

The requester newly submitted, for example, RU ‘617 with requester’s May 6, 2009 comments. '
Willis <927, for example, was not found by the examiner to raise an SNQ in the reexamination
order mailed on February 6, 2009. Therefore, for each of these documents cited alone in a
proposed rejection, and for each distinct combination of documents citing at least one of these
documents in a proposed rejection, the requester must specifically explain how the presence of a
teaching in each of these documents, if cited alone, or, if cited as one of the documents in a
document combination, how the presence of a teaching in at least one of the documents of the
document combination, corresponds to at least one claim limitation newly added by patent
owner’s amendment. See MPEP 2666.05.

3. The requester’s May 6, 2009 comments do not clearly and specifically explain, for each

newly proposed rejection citing a document that was determined. in the order, to fail to raise an

SNQ, such as Willis ‘927, how each of these documents raise an SNQO with respect to the newly
amended claims.

In the February 6, 2009 order, the examiner determined that Willis ‘927, for example, failed to
raise an SNQ with respect to the original patent claims. The requester has not specifically
explained, for each newly proposed rejection citing Willis ‘927, how this document raises an
SNQ with respect to the newly amended claims, i.e., how this document addresses the newly
amended part of the claim, in a way that was not addressed in an earlier examination by the
Office of the claims.

first became known or available to the requester, including the date and manner that the art became known or
available, and why it was not available earlier, as set forth in MPEP 2666.05.

'“If , however, RU ‘617, which is newly submitted by the May 6, 2009 requester comments in the present
proceeding, is one of a combination of documents cited in a newly proposed rejection, the requester would only
need to show why the April 6, 2009 patent owner amendment necessitated the inclusion of RU ‘617 in the newly
proposed rejection.

'* The requester is reminded that the provisions of 37 CFR 1.948(a)(1)-(3) set forth the limitations on what newly
cited prior art the requester may file in an inter partes reexamination as part of, for example, a document entitled
“information disclosure statement”, which is filed with requester’s comments. If the submission of newly cited prior
art meets the rule, then the newly cited prior art is entered into the proceeding, i.e., the reference is made of record,
considered, and the consideration is indicated by the examiner’s initials on the document entitled “information
disclosure statement”. To newly propose a rejection based on such prior art, however, the requester must also show
how the newly proposed rejection is necessitated by amendment. See MPEP 2666.05.
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4. The citation of any document, such as Willis ‘927, which was determined, in the order, to fail
to raise an SNQ with respect to the original patent claims, for the express purpose of relying on
an alleged teaching of a feature originally recited in the patent claims, is deemed to be

inappropriate.

In the April 6, 2009 amendment, the pending independent claims were amended to recite a
plurality of a feature originally recited in the patent claims,'® i.e., a radially movable (or radially
displaceable) gripping element for engagement with (or adapted to engage) an inner wall of a
casing.

The requester’s apparent reliance, although not clearly or specifically in the May 6, 2009
comments, on an alleged teaching of Willis ‘927 of a radially movable (or radially displaceable)
gripping element for engagement with (or adapted to engage) an inner wall of a casing,'” as the
new, non-cumulative teaching which forms the basis of an SNQ for each document combination
citing Willis ‘927, is deemed to be inappropriate. Although the examiner did not expressly
discuss Willis ‘927 with respect to this specific feature, the examiner expressly determined, in
the order,'® that Willis 927 failed to raise an SNQ with respect to original patent claims 1-24,
which included claims which recited this feature, such as, for example, claim 7. For the same
reason, a reliance on the alleged teaching of this feature by any other document, which was
determined by the order to fail to raise an SNQ with respect to original patent claims which
recited this feature, would also be considered to be inappropriate.

The determination by the examiner of whether a substantial new question is raised by a
document cited in the request is final and nonappealable, pursuant to 35 USC 312(c). The Office
notes that this determination by the examiner in the February 6, 2009 order was not challenged
by the requester in a petition filed under 37 CFR 1.181, as set forth in 37 CFR 1.927.
Furthermore, the requester is cautioned that any such petition, if filed at this stage of the
proceeding, would be deemed to be untimely, would not be considered, and would be expunged
as an improper paper.

Note, however, that any rejection using Willis ‘927 in combination with another reference
that was found to raise an SNQ in the order, would include the requisite SNQ (provided by
the other reference), and the question of whether Willis ‘927 teaches the amendatory language
would be an appealable issue.

Requester’§ January 5, 2010 Comments Are Improper
Requester’s January 5, 2010 comments are improper due to the defective presentation of the

newly proposed rejections 4-10, appearing on pages 3-15, and of the newly proposed rejections
appearing on pages 16-35. Specifically, requester’s January 5, 2010 comments are improper for

'® See, e.g. original claim 7.

' The requester’s apparent reliance on Willis ‘927 for this feature appears throughout the May 6, 2009 comments.
See, for example, pages 18-19, 21, 23, 25, 26, 28, 30, 31, 33-36, 38, 41, 43, 44, 46, and 47.

'® See pages 3-6 of the February 6, 2009 order granting reexamination.
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the following reasons, the expanded substance of which is discussed in detail above with respect
to requester’s May 6, 2009 comments:

1. The newly proposed rejections 4-10, appearing on pages 3-15, are not in compliance with
MPEP 2617.

~ See, for example, rejection no. 4, newly proposed on page 3 of the comments: “Claims 7-
10, 20, 22, and 23 Are Obvious over Gjedebo ‘322 in View of One or More of Krasnov
‘422, Tessari <279, and Brown ‘244, and Further in View of One or More of Brown ‘675,
Willis 927, and Delano ‘968”.

It is also not clear whether, in some cases, the requester intends to propose a rejection. See,
for example, footnotes 3 and 5, which make an offhand reference to a rejection of the newly
amended claims under 35 U.S.C. 112, second paragraph. See also, for example, footnote 19,
which makes an offhand reference to an alleged lack of support under 35 U.S.C. 112, for a
feature apparently recited in the newly added claims. See also, for example, the ofthand
reference, throughout the footnotes, to GB 2 224 481. It is not clear whether the requester
intends to propose a rejection based on this reference. The comments must clearly and
definitively set forth each proposed rejection in the body of the comments. In addition, any
newly proposed rejection must comply with all applicable rules and procedural standards,
including, for example, MPEP 2617.

Regarding newly proposed rejection no. 6, which appears on pages 7-10, the proposed
rejection is unclear, because the requester failed to specifically point to the exact words of
the patent owner which, as argued by the requester, consists of the alleged admission by the
patent owner. The requester must, for example, identify the paper in which the alleged
admission appears by title and by filing date of the paper in the present proceeding, and
should also refer to the page and line number, if appropriate, where the alleged admission
appears in the paper.19 The requester is also reminded that an alleged admission by the
patent owner in a paper filed in the present reexamination proceeding is not “admitted prior
art”, and it is not, itself, a patent or printed publication. The fact that the patent owner refers
to a passage of the patent under reexamination as support for a recited feature may be an
alleged admission, but is not “prior art”. It is also unclear, in any other newly proposed
rejection discussing this alleged admission, such as newly proposed rejection no. 5, for
example, whether the requester intends to include the alleged admission in the proposed
rejection. Any document discussed in the body of a proposed rejection must be identified in
the rejection statement of the proposed rejection, and a detailed explanation must be
provided of the manner in which these references are to be applied against each of the
claims that are requested to be reexamined. In other words, if a requester proposes a
rejection of claim X under 35 U.S.C. 103(a) over reference A in view of reference B, and
discusses document C in the body of the proposed rejection, then document C must be
included in the rejection statement such as, for example, “claim X is proposed to be rejected
under 35 U.S.C. 103(a) over A in view of B and C”, and a detailed explanation, of how each

' The examiner will make the determination 1) whether or not to give weight to the alleged admission, and 2) if
weight is given, how much weight will be given.
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of the documents A, B, and C are specifically to be applied against each of the limitations of
claim X, should be provided.

2. The requester has not specifically explained how patent owner’s April 6, 2009 amendment
necessitated each new ground of rejection, for each newly proposed rejection citing newly
submitted prior art, such as RU ‘617, or citing a document which was determined, in the order, to
fail to raise an SNQ, such as Willis ‘927. See MPEP 2666.05.

3. The requester has not clearly and specifically explained, for each newly proposed rejection
' citing a document that was determined, in the order, to fail to raise an SNQ, such as Willis ‘927,
how each of these documents raise an SNQ with respect to the newly amended claims.

4. The citation of any document, such as Willis ‘927, which was determined, in the order, to fail
to raise an SNQ with respect to the original patent claims, for the express purpose of relying on
an alleged teaching of a feature originally recited in the patent claims, is deemed to be
inappropriate.

Requester’s Appellant’s, Respondent’s, and Rebuttal Briefs, Filed on June 28, 2010, July 27,
2010, and October 22, 2010, Respectively, Are Improper .

The requester’s appellant’s, respondent’s and rebuttal briefs filed on June 28, 2010, July 27,
2010, and October 22, 2010, respectively, are improper due to 1) the inappropriate inclusion of
proposed rejections which the examiner determined to be improper, and were thus not addressed
on the merits (i.e., were not determined by the examiner to be adopted or not adopted); 2) the
improper inclusion of issues that are petitionable, and not appealable (such as, for example, the
issue of whether the examiner properly refused to address on the merits certain rejections); and
3) the improper presentation of the improperly included rejections, for all of the reasons
discussed extensively supra. The inclusion of rejections which the examiner determined to be
improper, and were thus not addressed on the merits, fails to comply with 37 CFR 41.67(c)(vi),
because these proposed rejections in the brief would constitute new grounds of rejection. See
also 37 CFR §§ 41.68, and 41.71 and MPEP 2675, 2675.01 and 2678.

The propriety, or, in this case, the lack thereof, of requester’s briefs is not being specifically
addressed in this decision, because the propriety of the briefs can be reviewed by the requester in
view of the guidance provided by this decision.

Accordingly, the requester’s May 6, 2009 and February 16, 2010 comments, and the requester’s
appellant’s, respondent’s and rebuttal briefs filed on June 28, 2010, July 27, 2010, and October
22, 2010, respectively, are improper, and are being expunged from the record due to their
failure to comply, at a minimum, with at least one of 37 CFR §§ 41.67(c)(vi), 41.68, and 41.71,
MPEP 2617, MPEP 2666.05, and MPEP 2675, as appropriate in each instance. Because these
papers have been scanned into the Office’s electronic Image File Wrapper (IFW) system, they
are being expunged from the record by marking the papers “closed” and “non-public,” and will
not constitute part of the record of the present reexamination proceeding.
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In due course, the examiner should review all papers, which remain pending, for any additional
improprieties.

Requester’s Recourse

The requester is given fifteen (15) days from the mail date of this decision to submit one
corrected comments submission in response to this decision, to replace both the May 6, 2009 and
January 5, 2010 requester comments, and to serve as requester’s comments filed after patent
owner’s response of April 6, 2009, pursuant to 37 CFR 1.947. Any corrected comments
submission submitted in response to this decision must be strictly limited to (i.e., must not go
beyond) the comments in the original (expunged) comments submissions. No comments that add
to those in the expunged comment papers (other than to correct the matters noted above) will be -
considered for entry. See MPEP 2666.05.

If the requester raises any issues not permitted for requester comments in the corrected
comments submission, the corrected comments submission will be expunged, and no further

§ 1.947 comments opportunity, pursuant to 35 U.S.C. 314(b)(2), 0 opportunity will be
provided for the requester to address issues raised by patent owner’s amendment of April
6, 2009, or to address any issues regarding the April 6, 2009 amendment, that were raised by the
Office or by the patent owner in communications that have been mailed or filed, respectively, as
of the date of this decision.

Additional Discussion

As pointed out above, there is no reason given on record why the petitioner did not directly
address the basis for the September 22, 2010 dismissal, by supplying facts and circumstances
relating to the delay in submitting a petition. There is only a discussion of “putting form over
substance”. The petitioner does not explain why the requester did not follow the standard
procedure to timely petition and bring requester’s matter of concern properly before the Office
for resolution at an early stage. The petitioner could have simply filed petitions objecting to the
examiner’s failure to separately notify the requester that the May 6, 2009 requester comments
and the January 5, 2010 requester comments, respectively, were improper, rather than
acquiescing to the examiner’s issuance of the Office action on the merits and the examiner’s
failure to give the requester an opportunity to correct the comments submission. 2! Even if there

«

20 35 U.S.C. 314(b)(2) provides (emphasis added):

Each time that the patent owner files a response to an action on the merits from the Patent and Trademark
Office, the third-party requester shall have one opportunity to file written comments addressing issues raised
by the action of the Office or the patent owner’s response thereto, if those written comments are received by
the Office within 30 days after the date of service of the patent owner’s response.

2! The Office notes, for example, that the petitioner repeatedly argues that MPEP 2617 does not apply to requester
comments filed after patent owners’ response, yet insists, in requester’s June 28, 2010 appellant’s brief (see footnote
no. 9, page 11), that “the 3" Party should have been afforded a 15 day time period in which to correct the allegedly
improper comments in accordance with PTO practice . . . See, e.g., M.P.E.P. §§ 2617 and 2666.05”. Thus, the
petitioner appears to have been aware that MPEP 2666. 05 expressly requires requester’s comments to comply with
MPEP 2617. Yet, the petitioner still has not provided any explanation whatsoever for the delay in filing a petition
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is any merit to the “putting form over substance” position, there is still no explanation of why the
requester did not properly bring the matter to the Office’s attention until after the original briefs
were filed, to thus save substantial delay. The petitioner should be mindful of 37 CFR 11.18,
which provides, in pertinent part (emphasis added):

- By presenting to the Office ... any paper, the party presenting such paper, whether a
practitioner or non-practitioner, is certifying that- ...

(2) To the best of the party's knowledge, information and belief, formed after an inquiry
reasonable under the circumstances,

(i) The paper is not being presented for any improper purpose, such as to harass
someone or to cause unnecessary delay or needless increase in the cost of any
proceeding before the Office ...

CONCLUSION
e The October 18, 2010 requester petition is dismissed.

e The November 6, 2009 action closing prosecution (ACP), the March 29, 2010 right of

appeal notice (RAN), and the September 24, 2010 examiner’s answer, are sua sponte
vacated.

e The requester’s May 6, 2009 and January 5, 2010 comments, and the requester’s
appellant’s, respondent’s, and rebuttal briefs filed on June 28, 2010, July 27, 2010, and
October 22, 2010, respectively, are improper, and are being expunged from the record
due to their failure to comply, at a minimum, with at least one of 37 CFR §§
41.67(c)(vi), 41.68, and 41.71, MPEP 2617, MPEP 2666.05, and MPEP 2675, as
appropriate in each instance. Because these papers have been scanned into the Office’s
electronic Image File Wrapper (IFW) system, they are being expunged from the record
by marking the papers “closed” and “non-public,” and will not constitute part of the
record of the present rgexamination proceeding.

until July 2, 2010, after all of the initial briefs were filed. Furthermore, the petitioner also argues, for example, in
footnote no. 6 appearing on page 8 of the appellant’s brief, that “all of the proposed rejections based upon a
combination of references [in the November 11, 2008 request] were presented using the language of “. . . in view of
one or more of . . .”, and that “the 3" Party Comments filed on 1/5/2010 necessarily build upon and incorporate,
explicitly and/or implicitly, the entire prior prosecution history of the reexamination”. However, to the extent that
any such use of the language is waived at the beginning of the proceeding, it has not been waived after the
examination stage has begun. In any event, contrary to petitioner’s arguments, a more careful review of the
November 18, 2008 request reveals that all, or nearly all, of the proposed rejections based upon a combination of
references did NOT include the above-quoted language, which shows that the petitioner clearly understood at least
the principles of MPEP 2617 with respect to the prohibition of improper alternative language, and yet improperly
presented newly proposed rejections in this format, in petitioner’s later-filed papers, such as requester’s May 6,
2009 and January 5, 2010 comments, and the requester’s appellant’s, respondent’s, and rebuttal briefs filed on June
28,2010, July 27, 2010, and October 22, 2010, respectively.
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e The requester is given fifteen (15) days from the mail date of this decision to submit one
corrected comments submission in accordance with this decision. If the requester raises
any issues not permitted for requester comments in the corrected comments submission,
the corrected comments submission will be expunged, and no further § 1.947
comments opportunity, pursuant to 35 U.S.C. 314(b)(2), will be provided for the
requester to address issues raised by patent owner’s amendment of April 6, 2009, or
to address any issues regarding the April 6, 2009 amendment that were raised by the
Office or by the patent owner in communications that have been mailed or filed,
respectively, as of the date of this decision.

e Any papers going to the merits, including, for example, the Office actions (including the
examiner’s answer), and all responses, comments, or briefs, filed by the parties
subsequent to patent owner’s April 6, 2009 response and amendment, and prior to the
mail date of this decision, will not be further considered on the merits, since they are
directed to papers that have been vacated.

e This proceeding is being referred to the Central Reexamination Unit (CRU) to await the
filing of requester’s corrected comments submission, or the expiration of the time for
filing requester’s corrected comments submission. If a corrected comments submission
in accordance with this decision is not timely filed by the requester, the CRU examiner
will, in due course, issue an Office action in response to patent owner’s April 6, 2009
amendment, without consideration of any comments thereon filed by the requester.

e Any further correspondence with respect to this matter should be addressed as follows:

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html.

By Mail: Mail Stop Inter Partes Reexam
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Fax: (571) 273-9900

By Hand: Customer Service Window
Randolph Building, Lobby Level
401 Dulany Street
Alexandria, VA 22314
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* Any inquiry concerning this decision should be directed to Senior Legal Advisors

Cynthia L. Nessler, at (571) 272-7724, or Hiram Bernstein, at (571) 272-7707.

ety Lol

Kenneth M. Schor
Senior Legal Advisor
Office of Patent Legal Administration

Kenappeal/decisions/entry issues

Kenpet8/1P/
4-13-11
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Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U. S C. 314(b)(2)), and, as such; it cannot
be extended. See also 37 CFR 1.947.
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For: U.S. Patent No.: 7,228,901

This is a decision on a petition filed by the third party requester on May 11, 2010, which is
entitled “PETITION UNDER 37 CFR § 1.181 AND/OR § 1.182 TO ACCEPT THIRD PARTY
REQUESTER COMMENTS SUBMITTED NOVEMBER 20, 2009” [hereinafter “the petition”],
and is a request to the Director to exercise her discretion pursuant to 37 CFR 1.181 and review
the April 26, 2010 Notice Re Defective Paper in Inter Partes Reexamination. The petition is
treated as a petition under 37 CFR 1.181. A separate petition under 37 CFR 1.182 must be filed
in order for it to be considered by the proper official. See 37 CFR 1.4.

The petition under 37 CFR 1.181 is before the Director of Technology Center 1600, who
oversees the Central Reexamination Unit.

The petition under 37 CFR 1.181 is denied, for the reasons set forth herein.
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REVIEW OF RELEVANT FACTS

1. On June 12, 2007, U.S. Patent No. 7,228,901 issued to Vail, III et al. ("the '901 patent").

2. On November 18, 2008, a request for inter partes reexamination of the '901 patent was filed
by a third party requester, which request was assigned reexamination proceeding control number
95/001,120 ("the '1120 proceeding™).

3. On January 30, 2009, the Office mailed an order granting infer partes reexamination in the
'1120 proceeding, concurrently with a non-final Office action on the merits.

4. On March 30, 2009, patent owner filed a "RESPONSE TO OFFICE ACTION DATED
01/30/2009."

5. On April 29, 2009, third party requester filed "COMMENTS IN RESPONSE TO THE
AMENDMENT FILED ON MARCH 30, 2009."

6. On September 23, 2009, the Office mailed an action closing prosecution (ACP) in the '1120
proceeding. The ACP withdrew all previously adopted prior art rejections and set forth new
rejections under 35 U.S.C. 112, second paragraph, due to the proposed amendments to the
claims. The ACP determined that claims 1-13, 15, 17, 19-23, 25, and 27-31 contain patentable
subject matter.

7. On October 23, 2009, patent owner filed a "RESPONSE TO OFFICE ACTION DATED
September 23, 2009." The response included proposed further amendments to claims 1, 17, 19,
20, 22, 25, and 28-31 and cancelled claims 14, 16, 18, 24, and 26.

8. On November 20, 2009, third party requester filed "COMMENTS IN RESPONSE TO THE
AMENDMENT FILED ON 10/23/2009 IN RESPONSE TO THE OFFICE ACTION CLOSING
PROSECUTION MAILED ON 9/23/2009" ("the November 20, 2009 comments").

9. On April 26, 2010, the Office mailed a "NOTICE OF DEFECTIVE PAPER IN INTER
PARTES REEXAMINATION" ("the Notice of Defective Paper"), stating "[t]he comments filed
by the third party requester on 20 November 2009 are improper because they fail to comply with
37 CFR 1.947 and 1.948. Specifically, the written comments are improper because: (1) they are
not limited to issues and points covered by the Action Closing Prosecution mailed on 23-
September 2009 and the patent owner's response to the ACP filed on 23 October 2009; and (2)
the prior art submitted with the comments does not satisfy the provisions of 37 CFR 1.948." The
Notice of Defective Paper set a time period of fifteen days from the mailing date of the notice for
third party requester to "rectify and re file the improper comments."
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10. On May 11, 2010, third party requester filed the instant paper entitled "PETITION UNDER
37 CFR § 1.181 AND/OR 37 CFR § 1.182 TO ACCEPT THIRD PARTY REQUESTER
COMMENTS SUBMITTED NOVEMBER 20, 2009" ("the instant petition”).

11. Concurrently, on May 11, 2010, third party requester filed another petition entitled
"PETITION UNDER 37 CFR § 1.183 TO ACCEPT THIRD PARTY REQUESTER
COMMENTS SUBMITTED NOVEMBER 20, 2009" ("the petition under 37 CFR 1.183"),
which was decided in a separate communication mailed June 23, 2010.

12. Also, on May 11, 2010, third party requester filed "COMMENTS IN RESPONSE TO THE
NOTICE OF IMPROPER 3RD PARTY REQUESTOR COMMENTS AND THE
AMENDMENT FILED ON 10/23/2009 IN RESPONSE TO THE OFFICE ACTION CLOSING
PROSECUTION MAILED ON 9/23/2009."

DECISION

In the May 11, 2010 instant petition, the third party requester (petitioner) stated that the requester
is seeking the director’s review under 37 CFR 1.181 of the examiner’s decision to hold the

November 20, 2009 comments noncompliant with 37 CFR 1.947 and 1.948. The petitioner
contends the new proposed rejections should be considered because they comply with 35 U.S.C.
314(b)(2), 37 CFR 1.951 and MPEP 2672. The petitioner also contends that the new citation to a
reference must be considered because it complies with 37 CFR 1.948 and MPEP 2656.

Legal Authority Citations:

37 CFR 1.181 states, in part:
(a) Petition may be taken to the Director:

(1) From any action or requirement of any examiner in the ex parte prosecution of an application, or in ex
parte or inter partes prosecution of a reexamination proceeding which is not subject to appeal to the
Board of Patent Appeals and Interferences or to the court;

(2) In cases in which a statute or the rules specify that the matter is to be determined directly by or
reviewed by the Director; and

(3) To invoke the supervisory authority of the Director in appropriate circumstances. For petitions
involving action of the Board of Patent Appeals and Interferences, see § 41.3 of this title.

37 CFR 1.947 states:

Each time the patent owner files a response to an Office action on the merits pursuant to § 1.945, a
third party requester may once file written comments within a period of 30 days from the date of
service of the patent owner's response. These comments shall be limited to issues raised by the
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Office action or the patent owner's response. The time for submitting comments by the third party
requester may not be extended. For the purpose of filing the written comments by the third party
requester, the comments will be considered as having been received in the Office as of the date of
deposit specified in the certificate under § 1.8.

37 CFR 1.948 states:

(a) After the inter partes reexamination order, the third party requester may only cite additional prior
art as defined under § 1.501 if it is filed as part of a comments submission under § 1.947 or §
1.951(b) and is limited to prior art:
(1) which is necessary to rebut a finding of fact by the examiner; -
(2) which is necessary to rebut a response of the patent owner; or
(3) which for the first time became known or available to the third party requester after the
filing of the request for inter partes reexamination proceeding. Prior art submitted under
paragraph (a)(3) of this section must be accompanied by a statement as to when the prior art
first became known or available to the third party requester and must include a discussion of the
pertinency of each reference to the patentability of at least one claim.

MPEP 2666.05 states, in part:

Third party requester comments are limited to issues covered by the Office action or the patent
owner's response. New prior art can be submitted with the comments only where the prior art (A) is
necessary to rebut a finding of fact by the examiner, (B) is necessary to rebut a response of the patent
owner, or (C) for the first time became known or available to the third party requester after the filing
of the request for inter partes reexamination. :

As to item (A) above, 37 CFR 1.948(a)(1) permits the requester to provide new prior art rebutting the
examiner's interpretation/finding of what the art of record shows. However, a statement in an Office
action that a particular claimed feature is not shown by the prior art of record (which includes
references that were cited by requester) does NOT permit the requester to then cite new art to replace
the art originally advanced by requester. Such a substitution of a new art for the art of record is not a
rebuttal of the examiner's finding that a feature in question is not taught by the art of record. Rather,
such a substitution would amount to a rebuttal of a finding that a feature in question is not taught by
any art in existence. A finding that the feature in question is not taught by any art in existence could
not realistically be made for the reexamination proceeding, since the proceeding does not include a
comprehensive validity search, and such was not envisioned by Congress as evidenced by the 35
U.S.C. 314(c) mandate that reexamination proceedings are to be conducted in the Office with special
dispatch.

As to item (B) above, 37 CFR 1.948(a)(2) permits the requester to provide a new proposed rejection,
where such new proposed rejection is necessitated by patent owner's amendment of the claims.

As to item (C) above, prior art submitted under 37 CFR 1.948(a)(3) must be accompanied by a
statement that explains the circumstances as to when the prior art first became known or available to
the third party requester, including the date and manner that the art became known or available, and
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why it was not available earlier. The submission must also include a discussion of the pertinency of
each reference to the patentability of at least one claim.

As to items (A) - (C) above where a newly proposed rejection is based on the newly presented prior
patents and printed publications (art), the third party requester must present the newly proposed
rejection in compliance with the guidelines set forth in MPEP § 2617, since any such new proposed
rejection stands on the same footing as a proposed rejection presented with the request for
reexamination, and is treated the same way as to future Office actions and any appeal. See MPEP §
2617 as to the required discussion of the pertinency of each reference to the patentability of at least
one claim presented for the newly submitted prior art. An explanation pursuant to the requirements
of 35 U.S.C. 311 of how the art is applied is no less important at this stage of the prosecution, than it
is when filing the request.

Where the third party requester written comments are directed to matters other than issues and points
covered by the Office action or the patent owner's response, or where the prior art submitted with the
comments does not satisfy at least one of (A) - (C) above, the written comments are improper.

MPEP 2672 states, in part:

IV. PATENT OWNER MAKES SUBMISSION AFTER ACP; THIRD PARTY REQUESTER
COMMENTS ARE LIMITED **

Where the patent owner files comments and/or a proposed amendment pursuant to 37 CFR 1.951(a),
the third party requester may once file comments (pursuant to 37 CFR 1.951(b)) responding to the
patent owner's comments, and/or proposed amendment, and/or the issues raised in the ACP. See 35
U.S.C. 314(b)(2). Such third party requester comments must be filed within 30 days from the date of
service of the patent owner's comments, and/or proposed amendment, and/or the issues raised in the
ACP on the third party requester. If the third party requester's comments go beyond the scope of
responding to the patent owner's comments, and/or proposed amendments, and/or the issues raised in
the ACP, then the third party requester's comments will be returned as improper; if the comments
have been scanned into the Image File Wrapper (IFW) for the reexamination proceeding prior to the
discovery of the impropriety, they should be expunged from the record, with notification being sent
to the party that submitted the comments. No additional opportunity will be given for the third party
requester to correct the defect unless a petition under 37 CFR 1.183 is granted to waive 37 CFR
1.951 as to its one opportunity limitation. Any replacement third party requester comments under 37
CFR 1.951 (that are submitted in the rare instance where a petition is granted must be strictly limited
to (i.e., must not go beyond) the content of the original comments submission.

Analysis:

Turning to the facts in this proceeding, the new proposed rejections and the newly cited
reference, introduced in the November 20, 2009 comments, were not included in the request for
reexamination. Instead, these proposed rejections and the new reference were not mentioned
until after the examiner closed prosecution and indicated allowable subject matter in the claims.
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Issue of Compliance of the November 20, 2009 Comments:

In the petition, the petitioner states that the November 20, 2009 comments did comply with
controlling statutes, rules, and procedures and therefore, must be entered and considered by
the examiner. See pages 3-6 of the petition.

The petitioner state that the fact that patent owner amended the claims gives them the right
to propose new rejections based on different combinations of art of record and the newly
cited reference. Petitioner claims that patent owner’s “extensive” amendments were only
under the guise of responding to the rejections under 35 U.S.C. 112 and that the
amendments “clearly alter the scope of the claims.” See pages 4-6 of the petition. Petitioner
argues that the examiner’s determination that the November 20, 2009 comments were not
compliant with 37 CFR 1.947 and 1.948 is in direct contradiction to controlling statutes,

regulations, and procedures.

In response, the controlling reexamination statutes and regulations clearly demand
presentation of all the issues regarding patentability in the request for reexamination in order
for patentability issues to be resolved with special dispatch. In accordance with
reexamination laws and policies, the requester must select, identify, and explain the best
proposed rejections in the request for reexamination, keeping in mind the requirement for
special dispatch in resolving any issues of patentability. In other words, inter partes
reexamination laws and policies clearly require that the requester to set forth all the
proposed rejections by supplying the manner and pertinency of applying the references to
the claims for which reexamination is requested, with limited exceptions as prescribed in 37
CFR 1.947 and 1.948, in order to achieve “special dispatch” required in reexamination
proceedings. 35 U.S.C. 314(c) requires that all infer partes reexamination proceedings be
acted upon with “special dispatch.” The rules and procedures of the Office were established
through notice and comment in order to achieve special dispatch in a reasonable manner.
See MPEP 2666, 2672, and 2673. Accordingly, the Office’s rules and procedures do not
categorically deprive the third party requester of its statutory rights to present proposed
rejections in reexamination proceedings. As explained above, the requester did not set forth
the new proposed obviousness rejections in the request for reexamination or in response to
the first Office action. Therefore, to allow a requester to set forth additional proposed
rejections only after the examiner determines that the claims contain allowable subject
matter would lengthen reexamination proceedings, which is clearly against the statutory
mandate of “special dispatch.”

Specifically, the examiner had determined that claims 1-13, 15, 17, 19-23, 25, and 27-31
contain patentable subject matter in the ACP. No prior art rejections were made in the ACP.
The ACP only contained rejections under 35 U.S.C. 112, second paragraph, due to the scope
of the claims being unclear. In their response, patent owner stated that the amendments
addressed the rejections under 35 U.S.C. 112 and the objections to the claims. Some
amendments followed the examiner’s changes suggested in the ACP (see, e.g., the
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amendments to claims 19 and 20). While the patent owner did not follow the examiner’s
suggested changes for every claim rejected, the record is clear that the amendments further
clarified the scope of the claims, and did not broaden the scope of claims that were already
determined to have allowable_subject matter. Therefore, the examiner properly determined
that the introduction of newly proposed rejections after the closing of prosecution was not
compliant with the controlling statutes, regulations, and procedures because the November
20, 2009 comments were not limited to issues raised by the ACP and the patent owner’s
response. The examiner clearly set forth the reasons in the April 26, 2010 notice and his
reasons are consistent with reexamination statutes, regulations and procedures. See MPEP
2672.

Accordingly, in this situation, requester’s arguments are not persuasive. For the reasons
expressed above, 37 CFR 1.947 and MPEP 2666.05 and 2672 authorize the examiner’s

decision to not enter the November 20, 2009 comments.

Issue of Compliance of the Newly Cited Reference:

In the petition, the petitioner states that the Office and the examiner have a duty to provide a
thorough determination of patentability, which mandates that the examiner consider the
“Lessons in Well Servicing” reference because it was made of record during the prior
examination. See pages 6-7 of the petition. In response, the director finds nothing in the
record supports the petitioner’s allegation that a thorough examination, in accordance with
37 CFR 1.104, has not been performed. The record clearly shows that the examiner
considered all the proposed rejections set forth in compliance with 35 U.S.C. 311(b)(2) and
37 CFR 1.915(b)(3) in the request for reexamination and provided an Office action which
either adopted or not adopted these proposed rejections. All the Office actions articulated
reasons for both the adoption and lack of adoption of the proposed rejections, which were
appropriately set forth under 37 CFR 1.915, 37 CFR 1.947, or 37 CFR 1.948. See the Office
actions dated January 30, 2009 and September 23, 2009. As discussed above, the record
also shows that there is nothing that prevented the petitioner from presenting the proposed
obviousness rejection based the “Lessons in Well Servicing” reference in the request for
reexamination or in response to the first Office action. 35 U.S.C. 311(b)(2) and 37 CFR
1.915(b)(3) clearly require that the requester must set forth the pertinency and manner of
applying cited prior art to every claim for which reexamination is requested As discussed
above, the controlling reexamination statutes and regulations clearly demand presentation of
all the issues regarding patentability in the request for reexamination or prior to the close of
prosecution in order for patentability issues to be resolved with special dispatch.

Neither 37 CFR 1.104 nor inter partes reexamination laws and procedures require that
examiners must explicitly consider on the record and explain why they are making or not
making every possible rejection that is not set forth in a manner required by 35 U.S.C.
311(b)(2) and 37 CFR 1.915(b)(3). Moreover, the petitioner’s citation to the “Lessons in
Well Servicing” reference was made under 37 CFR 1.948. Petitioner has failed to show how
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the citation meets one of the three conditions set forth in 37 CFR 1.948(a)(1)-(3) for
consideration of the reference so late in the proceeding. Therefore, the record does not
support petitioner’s view that a thorough examination of the claims was not performed
unless the examiner explicitly considered on the record the “Lessons in Well Servicing”
reference. Accordingly, for all these reasons, requester’s arguments are not persuasive that
the examiner erred in his refusal to consider “Lessons in Well Servicing” reference under 37
CFR 1.948.

In conclusion, the examiner appropriately denied entry of the November 20, 2009 comments.
Accordingly, the examiner correctly applied Office policies and procedures in determining that
the newly proposed obviousness rejections and the newly cited reference are not appropriately
raised. For all the reasons discussed above, the petition for reconsideration is denied.

REQUESTER'S RECOURSE

The third party requester has the following possible courses of action if the third party requester
desires to bring the newly presented proposed rejections before the Office: ' :
1. Initiate an ex parte reexamination of the '901 patent based on the proposed obviousness
rejections by filing a new and complete request for ex parte reexamination. This decision
is without prejudice to the right of the requester to file a new request for reexamination.
The request must set forth a substantial new question of patentability that is different
from the substantial new question of patentability set forth in the previous examination.
2. File a petition under 35 U.S.C. 317(a) to authorize the filing of a new inter partes
reexamination of the '901 patent based on the proposed obviousness rejections. If
granted, the request must set forth a substantial new question of patentability that is
different from the substantial new question of patentability set forth in the previous
examination.

CONCLUSION

1. The petition under 37 CFR 1.181 for reconsideration of the examiner’s refusal to enter the
November 20, 2009 is denied.

2. Telephone inquiries related to this decision should be directed to Supervisory Patent Examiner
Andy Kashnikow, at (571) 272-4361.

Cuepet

Irem Yucel, Director
Technology Center 1600
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In re Farmwald et al.

Inter Partes Reexamination Proceeding

Control No.: 95/000,166

Filing Date: August 22, 2007 :

For: U.S. Patent No.: 6,426,916 : DECISION
: DISMISSING

In re Farmwald et al. : PETITION

Inter Partes Reexamination Proceeding :

Control No.: 95/001,122

Filed: November 20, 2008

For: U.S. Patent No.: 6, 426,916

This is a decision on the October 15, 2010 patent owner petition entitled “PETITION TO
UNMERGE THE MERGED REEXAMINATION PROCEEDINGS.”

The petition is before the Office of Patent Legal Administration of the United States Patent and
Trademark Office.

The petition is dismissed.

BACKGROUND

COMMISEIONER FOR PATENTS
UNITED STATES PATENT AND TRADEMARK OFFICE

Box 1450

|\p A [:D ALEXANDRIA, VA 22313-1450
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www.uspto.gov

1. On July 30, 2002, the Office issued U.S. Patent No. 6,426,916 (the ‘916 patent) to Farmwald

et al.

2. On August 8, 2006, a first request for inter partes reexamination was filed, which was
assigned reexamination proceeding control No. 95/000,166 (“the ‘166 proceeding”). Samsung
Electronics, Co. Ltd. is identified as the real party in interest. After receipt of a corrected request
the ‘166 proceeding was granted a filing date of October 12, 2006. Reexamination was ordered

on December 26, 2006, which was then vacated on August 14, 2007. On August 22, 2007,

a
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redacted/corrected request was filed and granted a new filing date. Reexamination of the ‘916
patent based on the corrected request was ordered on October 19, 2007.

3. On November 20, 2008, a second request for inter partes reexamination was filed, which was
assigned reexamination proceeding control no. 95/001,122 (“the ‘1122 proceeding”). Micron
Technology is identified as the real party in interest. Reexamination was ordered on January 16,
2009. '

4. On March 9, 2009, the Office sua sponte issued a decision merging the ‘166 and ‘1122
proceedings (“the merged proceeding”).

5. On August 6, 2010, prosecution in the merged proceeding advanced to the point where the
Office issued a Right of Appeal Notice (RAN). )

6. On September 7, 2010, third party requester Micron filed a Notice of Appeal. |
7. On October 15, 2010, patent owner filed the present petition to unmerge the proceeding.
8. On November 8, 2010, third parfy requester Micron filed an appeal brief.
9. .On December 8, 2010, patent owner filed a respondent’s brief.
DECISION

Patent owner requests demerger of the merged proceeding. Patent owner argues that the request
for demerger is not untimely as the petition is not in response to the March 9, 2009 Office
merger decision, but instead in response to a recent change in circumstance in the merged
proceeding. Patent owner asserts that demerger now instead of retention of merger will better
facilitate - special dispatch. Specifically, patent owner alleges that demerger will result in
immediate issuance of a reexamination certificate in the ‘166 proceeding. Patent owner also
alleges that demerger will streamline the ‘1122 proceeding’s appeal, hence also supporting
special dispatch.

Patent owner’s position is not persuasive. The reexamination proceeding has progressed as a
merged proceeding to the point that an Examiner’s determination has been appealed and fully
briefed. Thus all that remains is an Examiner’s Answer, the rebuttal briefing phase and the
rendering of a Board decision. Accordingly, dissolution of the merger at this very late stage of
the proceeding does not serve the interests of special dispatch in the Office.

CONCLUSION

1. Patent owner’s October 15, 2010 petition is dismissed.

2. Telephone inquiries related to this decision should be directed to Joseph F. Weiss, Jr., Legal
Advisor, at (571) 272-7759.

’\)V"°k‘ ’l~. o/_.(»l—\._.

Pinchus M. Laufer
Senior Legal Advisor
Office of Patent Legal Administration

January 13, 2011
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE
BOARD OF PATENT APPEALS AND INTERFERENCES

RAMBUS, INC.
Patent Owner

, SAMSUNG ELECTRONICS CO., LTD.
Third Party Requester — Inter partes Reexamination Control 95/000,166

MICRON TECHNOLOGY, INC.
Third Party Requester — Inter partes Reexamination Control 95/001,122

‘Merged Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916 '

DECISION ON PETITION

This is a decision on Patent Owner’s “Petition to Expunge Third-Party
Requester’s Appeal Brief,;’ filed December 8, 2010 (“Petition”); and “Third
Party Requester’s Opposition to Patent Owner’s Petition to Expunge Third
Party Requester’s Appeal Brief,” filed January 7, 2011 (“Opposition”). In
the Petition, Patent Owner “requests that the Office expunge Micron’s
appeal brief from the record because it raises issues the Micron did not
propose in its reexamination request and that do not pertain to the Micron-
initiated reexamination proceeding . . . and becauée the Examiner never

adopted those issues in these reexamination proceedings.” Petition, p. 1.
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Patent 6,426,916 '
FINDINGS _

1. Patent 6,426,916 issued on July 30, 2002 with 41 claims. The ‘916
patent is assigned to Patent Owner Rambus, Inc. (“Rambus”).

2. Third Party Requester Samsung Electronics Co., Ltd. (“Samsung”)
filed a corrected request for inter partes reexamination on October 12, 2006.
Reexamination Control 95/000,166 was assignéd to this request.

3. On December 26, 2006, the Office issued an Order granting inter
partes reexamination of claims 1-41 of the *916 patent in the ‘166
proceeding. |

4, Third Party Requester Micron Technology, Inc. (“Micron”) filed a
request for inter partes reexamination on November 20, 2008.
Reexamination Control 95/001,122 was assigned to this request.

5.  On January 16, 2009, the Office issued an Order granting inter partes
reexamination of claims 26 and 28 of the ‘916 patent in fhe ‘122 proceeding.
6. On March 9, 2009, the ‘166 and ‘122 proceedings were merged.

7. On February 11, 2010, Samsung filed a notice of non-participation in
the merged proceeding.

8. The merged proceeding progressed to the point where, on June 19,
2010, an Action Closing Prosecution (“ACP”’) was mailed in the ‘merged
proceeding, confirming claims 1-41.

9. On August 6, 2010, the Office mailed a Right of Appeal Notice
(“RAN”), confirming claims 1-41. |

10.  On September 7, 2010, Micron filed a Notice of Appeal for claims 26
and 28.

11. On November 8, 2010, Micron filed an appellant brief for claims 26 |
and 28. |
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Patent 6,426,916

12. On December 8, 2010, Rambus filed a respondent brief and the
present Petition to expunge Micron’s appellant brief.

13.  On January 7, 2011, Micron filed the present Opposition.

RELEVANT AUTHORITY
In respect to the issues that can be raised by a requester on.
appeal, 35 U.S.C. § 315(b)(1) provides:

(b) THIRD-PARTY REQUESTER.- A third-party requester-

(1) may appeal under the provisions of section 134, and may appeal
under the provisions of sections 141 through 144, with respect to-any
final decision favorable to the patentability of any original or
proposed amended or new claim of the patent . . . .

(emphasis added).
Similarly, 37 C.F.R. § 41.61(a)(2) provides:

(2) Upon the issuance of a Right of Appeal Notice under § 1.953 of
this title, the requester may appeal to the Board with respect to any
final decision favorable to the patentability, including any final
determination not to make a proposed rejection, of any original,
proposed amended, or new claim of the patent by filing a notice of
appeal within the time provided in the Right of Appeal Notice and
paying the fee set forth in § 41.20(b)(1).

(emphasis added).
Also relevant is MPEP § 2674(B):

A notice of appeal by a third party requester must identify each
rejection that was previously proposed by that third party requester
which the third party requester intends to contest. It is not sufficient to
merely appeal from the allowance of a claim (i.e., the examiner's
finding of a claim patentable); the third party requester must identify
each previously proposed rejection to be contested.

(emphasis in original).
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Patent 6,426,916 '
ANALYSIS

The relevant statute, rule and MPEP section quoted above are
intended to grant a requester the right to appeal any decision by the
Examiner favorable to patentability on a proposed rejection irrespective of
the origin of such rejection, i.e., whether the rejection was proposed by the
Examiner or another requester.

The language in MPEP § 2674(B) is intended to differentiate between
issues first raised during prosecution and issues first raised on appeal, and
not between multiple requesters in a merged proceeding. This interpretation
of § 2674(B) 1s supported by the language:

- It is not sufficient to merely appeal from the allowance of a claim (i.er;‘ﬁ‘»
the examiner's finding of a claim patentable); the third party requester
must identify each previously proposed rejection to be contested.

(emphasis added). \

This interpretation of MPEP § 2674(B) renders this provision
consistent with the statutory and regulatory provisions cited above, which 1s
necessary to preserve its validity. See, MPEP Forward.

Also relevant to consideration of the expungement issue here is the
fact that during prosecution, the Exéminer considered all grounds of
rejection proposed by both Requesters; i.e., by both Samsung and Micron.
Thus, Micron’s appeal of issues originally proposéd by Samsung, is an

appeal of the Examiner’s position on those issues.
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DECISION
In view of the forgoing, the Petition is DENIED.

<

' (- LBpr—~
James T, Moore—

Acting Chief Administrative Patent Judge

Counsel for Patent Owner:

Naveen Modi

Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P.
901 New York Avenue, NW

Washington, DC 20001-4413

Counsel for Third Party Requester Samsung Electronics Co., Ltd.:
David L. McCombs

Haynes and Boone, LLP

2323 Victory Avenue, Suite 700

Dallas, TX 75219

Counsel for Third Party Requester Micron Technology, Inc.:
Tracy W. Druce ' _

Novak Druce & Quigg, LLP

1000 Louisiana Street, 53" Floor

Houston, TX 77002
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UNITED STATES PATENT AND TRADEMARK OFFICE'

BEFORE THE
BOARD OF PATENT APPEALS AND INTERFERENCES

RAMBUS, INC.
Patent Owner

SAMSUNG ELECTRONICS CO., LTD.
Third Party Requester — Inter partes Reexamination Control 95/000,166

MICRON TECHNOLOGY, INC.
Third Party Requester — Inter partes Reexamination Control 95/001,122

Merged Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916

DECISION ON PETITION

This is a decision on Patent Owner’s “Petition Seeking Waiver of 37
C.F.R. § 1.943 for Patent Owner’s Respondent Brief,” filed December 8,
2010 (“Petition”). In the Petition, Patent Owner “requests that the Director
waive the requirement of 37 C.F.R. § 1.943(c) limiting respondent appeal
briefs to fifteen pages or 7,000 words in length. Specifically, Rambus
requests that the Office accept its respondent appeal brief , which is 25 pages
and 14,904 words in length.” Petition, p. 1.
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FINDINGS

1. Patent 6,426,916 issued on July 30, 2002 with 41 claims. The ‘916
patent is assigned to Patent Owner Rambus, Inc. (“Rambus”).
2. Third Party Requester Samsung Electronics Co., Ltd. (“Samsung”)
filed a corrected request for inter partes reexamination on October 12, 2006.
Reexamination Control 95/000,166 was assigned to this request.
3.  On December 26, 2006, the Office issued an Order granting inter
partes reexamination of claims 1-41 of the *916 patent in the ‘166
proceeding.
4. Third Party Requester Micron Technology, Inc. (“Micron”) filed a
request for inter partes reexamination on November 20, 2008.
Reexamination Control 95/001,122 was assigned to this request.
5. OnJ anuary 16, 2009, the Office issued an Order granting inter partes
reexamination of claims 26 and 28 of the ‘916 patent in the ‘122 proceeding.
6.  On March 9, 2009, the ‘166 and 122 proceedings were merged.
7.  OnFebruary 11, 2010, Samsung filed a notice of non-participation in
the merged proceeding.
8. The merged proceeding progressed to the point where, on June 19,
2010, the Office mailed an Action Closing Prosecution (“ACP”), confirming
claims 1-41.
-9 On August 6, 2010, the Office mailed a Right of Appeal Notice

(“RAN”), confirming claims 1-41.
10. On September 7, 2010, Micron filed a Notice of Appeal for claims 26
and 28.
11. On November 8, 2010, Micron filed an appellant brief for claims 26
and 28.



Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916
'12.  On December 8, 2010, Rambus filed a respondent brief and the

present Petition.

RELEVANT AUTHORITY
In respect to the length of appeal briefs in inter partes reexaminations,
37 C.F.R. § 1.943(c) provides:

(c) Appellant's briefs filed by the patent owner and the third party
requester shall not exceed thirty pages or 14,000 words in length,
excluding appendices of claims and reference materials such as prior
art references. All other briefs filed by any party shall not exceed
fifteen pages in length or 7,000 words. If the page limit for any briefis
exceeded, a certificate is required statmg the number of words
contained in the brief.

In addition to prior art references, reference materials include the
information specified in 37 C.F.R. § 41.68(b)(1)(i)-(iv) — real party in
interest, related appeals and interferences, status of claims, and status of
amendments. |

| ANALYSIS

Using the above guidelines, Micron’s appellant brief is 27 pages in
length and Rambus’s respondent brief is 25 pages in length.

Rambus represents that it “has made every effort to pare down
the arguments in its respondent appeal brief, but a respondent appeal brief
limited to 15 pages or 7,000 words in length is inadequate to fully address
and comprehensively respond to Micron’s arguments.” Petition, p. 3.

As indicated above, however, there are only two claims at issue here,
claims 26 and 28. Further, Micron’s appellant brief of 27 pages is well
within the limit of 30 pages specified in 37 C.F.R. § 1.943(c) for appevllant ‘
briefs.



Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916

Rambus’s due process arguments have been carefully considered,
including the Federal Circuit decision in Patlex Corp. v. Mossinghoff, 771
F.2d 480 (Fed. Cir. 1985), and are not deemed persuasive. Efficiency of
administrative processing is a legitimate basis for restricting submissions

from participants in reexamination proceedings. /d. at 483-86.

DECISION
In view of the forgoing, the Petition is DENIED. Rambus is given
one month or 30 days, whichever is longer, in which to file a respondent

brief that conforms to the requirements of 37 C.F.R. § 1.943(c).

James T/Mbor€ |

Acting Chief Administrative Patent Judge
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE
BOARD OF PATENT APPEALS AND INTERFERENCES

RAMBUS, INC.
Patent Owner

SAMSUNG ELECTRONICS CO., LTD.
Th1rd Party Requester — Inter partes Reexamination Control 95/000,166

‘ MICRON TECHNOLOGY, INC.
Third Party Requester — Inter partes Reexamination Control 95/001,122

Merged Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916

DECISION ON PETITION

This is a decision on Patent Owner’s “Petition Seeking Review of
Decision Denying Patent Owner’s Petition to Expunge Third-Party
Requester’s Appeal Brief,” filed April 15, 2011 (“Petition”); and “Third

Party Requester’s Opposition to Patent Owner’s Petition Seeking Review of
Decision Denying Patent Owner’s Petition to Expunge Third
Party Requester;s Appeal Brief,” filed May 16, 2011 (“Opposition”).

In the Petition, Patent Owner “requests that the Director review and
overturn the Office’s March 15, 2011 Decision on Petition [denying Patent
Owner’s] petition in which [Patent Owner] requested that the Office
expunge Third-Party Requestor [Micron‘s] appeal brief because it raised
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issues that Micron did not propose in its reexamination request and that did

not pertain to the Micron-initiated reexamination proceeding.” Petition, p. 1.

FINDINGS
1. Patent 6,426,916 issued on July 30, 2002 with 41 claims. The ‘916
patent is assigned to Patent Owner Rambus, Inc. (“Rambus”).
2. Third Party Requester Samsung Electronics Co., Ltd. (“Samsung”)
filed a corrected request for inter partes reexamination on October 12, 2006.
Reexamination Control 95/000,166 was assigned to this request.
3. OnDecember 26, 2006, the Office issued an Order granting inter
partes reexamination of claims 1-41 of the 916 patent in the ‘166
proceeding.
4. Third Party Requester Micron Technology, Inc. (“Micron”) filed a
request for inter partes reexamination on November 20, 2008.
Reexamination Control 95/001,122 was assigned to this request.
5. On January 16, 2009, the Office issued an Order granting inter partes
reexamination of claims 26 and 28 of the ‘916 patent in the ‘122 proceeding.
6. On March 9, 2009, the ‘166 and ‘122 proceedings were merged.
7. On February 11,2010, Samsung filed a notice of non-participation in
the merged proceeding.
8. The merged pfoceeding progressed to the point where, on June 19,
2010, an Action Closing Prosecution (“ACP”) was mailed in the merged
proceeding, confirming claims 1-41.
9. On August 6, 2010, the Office mailed a Right of Appeal Notice
(“RAN”), confirming claims 1-41.
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10.  On September 7, 2010, Micron filed a Notice of Appeal for claims 26
and 28. |

11.  On November 8, 2010, Micron filed an Appellant Brief for claims 26
and 28.

12. On December 8, 2010, Rambus filed a Respondent Brief and a‘
Petition to Expunge Micron’s Appellant Brief.

13. On January 7, 2011, Micron filed an Opposition to Rambus’s Petition
to Expunge. . ,

14.  On March 15, 2011, the Board entered a Decision on Petitiori, denying
Rambus’s Petition to Expunge.

15.  OnApril 15,2011, Rambus filed the present .Petition.

16.  On May 16, 2011, Micron filed the present Opposition.

RELEVANT AUTHORITY
In respect to the issues that can be raised by a requester on
appeal, 35 U.S.C. § 315(b)(1) provides:

(b) THIRD-PARTY REQUESTER.- A third-party requester- .

(1) may appeal under the provisions of section 134, and may appeal
under the provisions of sections 141 through 144, with respect to any
final decision favorable to the patentability of any original or -
proposed amended or new claim of the patent . . . .

(emphasis added).
Similarly, 37 C.F.R. § 41.61(a)(2) provides:

(2) Upon the issuance of a Right of Appeal Notice under § 1.953 of
this title, the requester may appeal to the Board with respect to any
final decision favorable to the patentability, including any final

~ determination not to make a proposed rejection, of any original,
proposed amended, or new claim of the patent by filing a notice of
appeal within the time provided in the Right of Appeal Notice and
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paying the fee set forth in § 41.20(b)(1).
(emphasis added).

Also relevant is MPEP § 2674(B):

A notice of appeal by a third party requester must identify each
rejection that was previously proposed by that third party requester
which the third party requester intends to contest. It is not sufficient to
merely appeal from the allowance of a claim (i.e., the examiner's
finding of a claim patentable); the third party requester must identify
each previously proposed rejection to be contested.

(emphasis in original).

ANALYSIS
The exact same issue posed by Rambus’s present Petition

recently has been addressed by the Board in response to several similar
Rambus petitions. Clearly, the Board has concluded that the relevant statute
and rule, quoted above, are intended to grant a requester the right to appeal
any decision by the Examiner favorable to patentability on a proposed
rejec'tion irrespective of the origin of such rejection, i.e., whether the
rejection was proposed by the Examiner or another requester. See, Merged
Proceedings 95/001,026 and 95/001,128, February 16, 2011; 95/000,183 and
95/001,112, April 15, 2011; 95/000,250 and 95/001,124, Aprﬂ 27,2011.

Further, the facially contradictive language in MPEP § 2674(B) is
intended to differentiate between issues first raised during prosecution and
issues first raised on appeal, and not between multiple requesters in a
merged proceeding. This interpretation of § 2674(B) is supported by the
language: |

It is not sufficient to merely appeal from the allowance of a claim (i.e.,
the examiner's finding of a claim patentable); the third party requester
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must identify each previously proposed rejection to be contested,
(emphasis added).

This interpretation of MPEP § 2674(B) renders this provision
consistent with the statutory and regulatory provisions cited above, which is

necessary to preserve its validity. See, MPEP Forward.

| DECISION
In view of the forgoing, the Petition is DENIED.

This Decision constitutes Final Agency Action on this matter.

Jdmes D. Smith
CHief Administrative Patent Judge

Counsel for Patent Owner:

Naveen Modi

Finnegan, Henderson, Farabow, Garrett & Dunner, L L.P.
901 New York Avenue, NW

Washington, DC 20001-4413

Counsel for Third Party Requester Samsung Electronics Co., Ltd.:
David L. McCombs
Haynes and Boone, LLP
2323 Victory Avenue, Suite 700
Dallas, TX 75219

Counsel for Third Party Requester Micron Technology, Inc.:
Tracy W. Druce

Novak Druce & Quigg, LLP

1000 Louisiana Street, 53™ Floor

Houston, TX 77002 '
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BEFORE THE
BOARD OF PATENT APPEALS AND INTERFERENCES

RAMBUS, INC.

Patent Owner

SAMSUNG ELECTRONICS CO., LTD.
Third Party Requester — Inter partes Reexamination Control 95/000,166

MICRON TECHNOLOGY, INC.
Third Party Requester — Inter partes Reexamination Control 95/001,122 -

Merged Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916

DECISION ON PETITION

This is a decision on Patent Owner’s “Petition Seeking Review of
Decision Denying Petition Seeking Waiver of 37 C.F.R. § 1.943 for Patent
Owner’s Respondent Brief,” filed April 15, 2011 (“Recon. Petition”). In the
Recon. Petition, Patent Owner “requests that the Director overturn the
March [15, 2011] Decision and direct the Office to enter Rambus’s
December 8, 2010 Respondent Brief into the record.” Petition, p. 1.

FINDINGS
1. Patent 6,426,916 issued on July 30, 2002 with 41 claims. The ‘916

patent is assigned to Patent Owner Rambus, Inc. (“Rambus”).
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2. Third Party Requester Samsung Electronics Co., Ltd. (“Samsung”) |

filed a corrected request for inter partes reexamination on October 12, 2006,
Reexamination Control 95/000,166 was assigned to this request.

3. On December 26, 2006, the Office issued an Order granting inter
partes reexamination of claims 1-41 of the *916 patent in the ‘166
proceeding.

4. Third Party Requester Micron Technology, Inc. (“Micron”) filed a
request for inter partes reexamination on Novémber 20, 2008.
Reexamination Control 95/001,122 was assigned to this request.

5. On January 16, 2009, the Office issued an Order granting inter partes
reexamination of claims 26 and 28 of the ‘916 patent in the 122 proceeding.
6. On March 9, 2009, the ‘166 and ‘122 proceedings were merged.

7. On February 11, 2010, Samsung filed a notice of non-participation in
the merged proceeding. ;

8. The merged proceeding progressed to the point where, on June 19,
2010, the Office mailed an Action Closing Prosecution (“ACP”), confirming
claims 1-41.

9. On August 6, 2010, the Office mailed a Right of Appeal Notice
(“RAN”), confirming claims 1-41.

10.  On September 7, 2010, Micron filed a Notice of Appeal for claims 26
~and 28. |

11.  On November 8, 2010, Micron filed an Appellant Brief for claims 26
and 28.

12. On December 8, 2010, Rambus filed a Respondent Brief and a

Petition seeking waiver of the page and word count limits specified by 37
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C.FR. § 1.193(c) for its Respondent Brief. Rambus’s Respondent Brief is
25 pages and 14,904 words in length. |

13. OnMarch 15, 2011, the Office entered a Decision on Petition denying
Rambus’s Petition seeking waiver of the page and word count limits for its
Respondent Brief.

14.  On April 15,2011, Rambus filed the present Recon. Petition. Along
with the Recon. Petition, Rambus also filed a Replacement Respondent Brief
and an Alternative Replacement Respondent Brief. The Replacement Brief
is 15 pages in length and includes citations to expert declarations (Recon.
Petition at 8-10), and the Alternative Replacement Brief also is 15 pages in
length but does not include citations to expert declarations (Recon. Petition

at 10).

RELEVANT AUTHORITY ‘
In respect to the length of appeal briefs in inter partes reexaminations,
37 C.F.R. § 1.943(¢c) provides:

(c) Appellant's briefs filed by the patent owner and the third party
requester shall not exceed thirty pages or 14,000 words in length,
excluding appendices of claims and reference materials such as prior
art references. All other briefs filed by any party shall not exceed
fifteen pages in length or 7,000 words. If the page limit for any brief is
exceeded, a certificate is required stating the number of words
contained in the brief.

In addition to prior art references, reference materials include the
information specified in 37 C.F.R. § 41.68(b)(1)(i)-(iv) — real party in
interest, related appeals and interferences, status of claims, and status of

amendments.
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With respect to waiver of the Rules, 37 C.F.R. § 1.183 provides:

In an extraordinary situation, when justice requires, any requirement
of the regulations in this part which is not a requirement of the statutes may
be suspended or waived by the Director or the Director's designee, sua
sponte, or on petition of the interested party, subject to such other
requirements as may be imposed. Any petition under this section must be
accompanied by the petition fee set forth in § 1.17(f).

ANALYSIS
In the Recon. Petition, Rambus advances several arguments why
application of the page limit specified by Rule 1.943(c) for its respondent
brief is unfair and inappropriate, including:
1. In this merged proceeding, in a singlé respondent brief, Rambus
must address issues presented by two third party requesters
(Recon. Petition at 2);

2. Arespondent brief, having a page limit of 15 pages, is responding

- to an appellant brief that may be 30 pages in length (Recon.

Petition at 2-3); and |

3. Limiting a patent owner’s ability to address comprehensively
issues relating to patentability violates the owner’s due process
rights (Recon. Petition at 3). |

In this merged proceeding, Micron’s Appellant Brief is 27 pages in
length which is within the 30-page limit prescribed by Rule 1.943(c).

As required by Rule 1.183, waiver of the rules requires presentation of
an extraordinary situation for which justice requires a waiver. Here, there is
nothing extraordinary about the posture of this appeal. Micron’s Appellant
Brief is within the 30-page limit prescribed by Rule 1.943(0): Rambus’s
alleged difficulty in complying with the 15-page limit for its Respondent
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Brief is with application of the relevant procedures per se and not with any
circumstance unique to this appeal. In the absence of facts establishing the
existence of a unique situation, i.e., not a situation arising out of routine
'application of a rule, there can be no extraordinary situation for which

justice requires waiver of the rule.

DECISION

In view of the forgoing, the Recon. Petition is DENIED with respect
to Rambus’s Respondent Brief and Replacement Respondent Brief, and is
GRANTED with respect to Rambus’s Alternative Replacement Brief. The
Office will accept Rambus’s Alternative Replacement Brief that is in

compliance with Rule 1.943(c).

o At

Ja e$ D. Smith
ef Administrative Patent Judge
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Counsel for Third Party Requester Micron Technology, Inc.:
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BEFORE THE
BOARD OF PATENT APPEALS AND INTERFERENCES

RAMBUS, INC.
Patent Owner

SAMSUNG ELECTRONICS CO., LTD.
Third Party Requester — Inter partes Reexamination Control 95/000,166

MICRON TECHNOLOGY, INC.
Third Party Requester — Inter partes Reexamination Control 95/001,122

Merged Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916

DECISION ON PETITION

This is a decision on Patent Owner’s “Petition Seeking
Reconsideration of June 7, 2011 Decision on Petition,” filed July 7,
2011 (“Second Reconsideration Petition”). The Second Reconsideration
Petition “requests that the Office reconsider its June 7, 2011 Decision on
Petition . . . denying Rambus’s Petition Seeking Review of Decision
Denying Petition Seeking Waiver of 37 C.F.R. § 1.943 for Patent Owner’s

Respondent Brief. . . .” Second Reconsideration Petition, p. 1.
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. FINDINGS
1. Patent 6,426,916 issued on July 30, 2002 with 41 claims. The ‘916
patent is assigned to Patent Owner Rambus, Inc. (“Rambus™).
2. Third Party Requester Samsung Electronics Co., Ltd. (“Samsung”)
filed a corrected request for inter partes reexamination on October 12, 2006.
Reexamination Control 95/000,166 was assigned to this request.
5. On December 26, 2006, the Office issued an Order granting inter
partes reexamination of claims 1-41 of the 916 patent in the ‘166
proceeding.
4. Third Party Requester Micron Technology, Inc. (“Micron”) filed a
request for infer partes reexgmination on November 20, 2008.
Reexamination Control 95/001,122 was assigned to this request.
5. On January 16, 2009, the Office issued an Order granting inter partes
reexamination of claims 26 and 28 of the ‘916 patent in the ‘122 proceeding.
6. On March 9, 2009, the ‘166 and ‘122 proceedings were merged.
7. On February 11, 2010, Samsung filed a notice of non-participétion in
the merged proceeding.
8. The merged proceeding progressed to the point where, on June 19, -
2010, the Office mailed an Action Closing Prosecution (“ACP”), confirming
claims 1-41.
0. On August 6, 2010, the Office mailed a Right of Appeal Notice
(“RAN”), confirming claims 1-41.
10. On September 7, 2010, Micron filed a Notice of Appeal for claims 26
and 28.
11. On November 8, 2010, Micron filed an Appellant Brief for claims 26
and 28. Micron’s Appellant Brief is 27 pages long.
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12.  On December 8, 2010, Rambus filed a Respondent Brief and a
Petition seeking waiver of the page and word count limits specified by 37
C.F.R. § 1.193(c) for its Respondent Brief. Rambus’s Respondént Brief is
25 pages and 14,904 words in length.

13.  On March 15, 2011, the Office entered a Decision on Petition denying
Rambus’s Petition seeking waiver of the page and word count limits for its
Respondent Brief.

14. On April 15,2011, Rambus filed a First Reconsideration Petition
along with a Replacement Respondent Brief and an Alternative Replacement
Respondent Brief. The Replacement Brief is 15 pages in length and includes
citations to expert declarations (First Reconsideration Petition at 8-10), and
the Alternative Replacement Brief also is 15 pages in length but does not
include citations to expert declarations (First Reconsideration Petition at 10).
15.  On June 7, 2011, the Office entered a Decision on Petition denying
Rambus’s First Reconsideration Petition and agreeing to accept the
Alternative Replacement Respondent Brief. |

16. On July 7, 2011, Rambus filed the Second Reconsideration Petition

under consideration here.

RELEVANT AUTHORITY
In respect to the length of appeal briefs in inter partes reexaminations,
37 C.F.R. § 1.943(c) provides:

(c) Appellant's briefs filed by the patent owner and the third party
requester shall not exceed thirty pages or 14,000 words in length,
excluding appendices of claims and reference materials such as prior
art references. All other briefs filed by any party shall not exceed
fifteen pages in length or 7,000 words. If the page limit for any brief is -
exceeded, a certificate is required stating the number of words
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contained in the brief.

In addition to prior art references, reference materials include the
information specified in 37 C.F.R. § 41.68(b)(1)(i)-(iv) — real party in
interest, related appeals and interferences, status of claims, and status of
amendments.

In respect to affidavits and declarations of expert witnesses, MPEP
§ 2667 (I)(A)(2) specifies:

Any affidavit or declaration (or a clearly defined portion thereof) that
contains opinon(s) of the affiant/declarant, or argument(s) that the art
either does or does not anticipate or render obvious the claims, or
specific claim elements, of the patent under reexamination, is
considered to be part of the comments submitted by the patent owner,
or by the third party requester, and is subject to the page limit
requirements of 37 CFR 1.943.

In respect to waiver of the Rules, 37 C.F.R. § 1.183 provides:

In an extraordinary situation, when justice requires, any requirement
of the regulations in this part which is not a requirement of the statutes
may be suspended or waived by the Director or the Director's
designee, sua sponte, or on petition of the interested party, subject to
such other requirements as may be imposed. Any petition under this
section must be accompanied by the petition fee set forth in § 1.17(f).

ANALYSIS
Here, the relevant background facts are undisputed; nameiy Micron’s
Appellant Brief places four issues in dispute — three rejections and a priority
dispute. Micron presented its position on these issues in its Appellant Brief
in 27 pages, within the 30 page limit proscribed by Rule 1.943(c).
In drafting and adopting Rule 1.943(c), with a 2-to-1 ratio of page and
word limits between appellant briefs and respondent briefs, the Office was

aware that the issues in an appeal are framed and defined by the opening
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brief — the appellant brief. Rule 41.67(c)(1)(vi). In addition, appellant must
explain why the position of the Examiner on the relevant issues as set forth
in the RAN is incorrect.

Rambus argues that the refusal of the Office to grant Rambus a waiver
from the page/word limits of Rule 1.943(c) for its Respondent Brief is
“arbitrary and capricious, and violates Rambus’s due process rights.”
Second Reconsideration Petition, p. 3.

The Office will not agree that the application of Rule 1.943(c) to
Rambus’s Respondent Brief constitutes a per se violation of Rambus’s due
process rights. Other than mentioning that four issues are presented by
Micron’s Appellant Brief, Rambus has not described any detail of those
issues that would warrant waiving the page/word limits of Rule 1.943(c).
Furthermore, 15 pages of text would appear to be more than sufficient to
respond to three rejections and a priority issue.

Concerning the citations to statements contained in expert witness
affidavits and declarations, Rambus should identify the nature of the
statements. If they present expert opinions on patentability issues, they will
be treated as countable pages of Rambus’s Respondent Brief. If they present
factual technical information, they will not be treated as countable pages of
the Brief.

As stated in the Decision on the First Reconsideration Petition,

a waiver of the rules under Rule 1.183 requires presentation of

an extraordinary situation for which justice requires a waiver. Here, there is
nothing extraordinary about the posture of this appeal. Micron’s Appellant
Brief is within the 30-page limit prescribed by Rule 1.943(c). Rambus’s
alleged difficulty in complying with the 15-page limit for its Respondent
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Brief appears to be difficulty in complying with the relevant procedures per
se and not as a result of any particular circumstance unique to this appeal. In
the absence of facts establishing the existence of a unique situation, i.e., not
a situation arising out of routine application of a rule, there can be no |

extraordinary situation for which justice requires waiver of the rule.

DECISION

In view of the forgoing, the Second Reconsideration Petition is
DENIED with respect to Rambus’s Respondent Brief and Replacement
Respondent Brief, and is GRANTED with respect to Rambus’s Alternative
Replacement Brief. The Office will accept Rambus’s Alternative
Replacement Brief that is in compliance with Rule 1.943 (c). This Decision

constitutes final agency action on this matter.

Oy W

D. Smith
Ch1 Administrative Patent Judge
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BOARD OF PATENT APPEALS AND INTERFERENCES

RAMBUS, INC.
Patent Owner

SAMSUNG ELECTRONICS CO., LTD.
Third Party Requester — Inter partes Reexamination Control 95/000,166

MICRON TECHNOLOGY, INC.
Third Party Requester — Inter partes Reexamination Control 95/001,122

Merged Inter partes Reexamination Control 95/000,166 and 95/001,122
Patent 6,426,916

DECISION ON PETITION

This is a decision on Third Party Requester’s Petition Under 37 C.F.R.
§ 1.183 for Limited Waiver of 37 C.F.R. § 1.943(C), filed June 27, 2011
(“Micron’s Petition for Waiver”). Micron requests that it be allowed to

submit a Rebuttal Brief of up to 25 pages.
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Inter partes Reexamination-Control Nos. 95/000,166 and 95/001,122

Patent 6,426,916
FINDINGS
) 1. Patent 6,426,916 issued on July 30, 2002, with 41 claims. The
‘916 patent is assigned to Rambus, Inc. (“Rambus™).
‘ 2. Third Party Requester Samsung Electronics, Co. Ltd.
(“Samsung”) filed a corrected request for inter partes reexamination on
October 12, 2006. Reexamination Control 95/000,166 was assigned to this
request. '
3. On December 26, 2006, the Office issued an Order granting
inter partes reexamination of claims 1-41 of the ‘916 patent in the ‘166
proceeding.
4. Third Party Requester Micron Technology, Inc. (“Micron”)
filed a request for inter partes reexamination on November 20, 2008.
T Reexamination Control 95/001;122 was assighéd to- thistéquest.” ~ 77 T
5. OnJanuary 16, 2009, the Office issued an Order granting inter
partes reexamination of claims 26 and 28 of the 916 patent in the ‘1122
proceeding.
6. On Maréh 9, 2009, the ‘166 and ‘1122 proceedings were
merged.
| 7. On February 11, 2010, Samsung filed a notice of non-
participation in the merged proceeding.
8. The merged proceeding progressed to the point where, on
June 19, 2010, an Action Closing Prosecution (“ACP”), which confirmed
claims 1-41, was mailed in the merged proceeding. _ ‘
9. . On August 6, 2010, the Office mailed a Right of Appeal Notice
(“RAN”), confirming claims 1-41.



" Petition with a Replacement Respondent Brief and an Alternafive

Best Available Copy
Inter partes Reexamination Control Nos. 95/000,166 and 95/001,122

Patent 6,426,916

10.  On September 7, 2010, Micron filed a Notice of Appeél for
claims 26 and 28.

: 1'1. On November 8, 2010, Micron Filed an Appellant Brief for
claims 26 and 28.

12.  On December 8, 2010, Rambus filed a Respondent Brief and a
Petition seeking waiver of the page and word coﬁnt limits speciﬁed by 37
C.F.R. § 1.193(c) for its Respondent Brief. Rambus’s Respondent Brief was
25 pages and 14,904 words in length.

13.. On March 15, 2011, the Office entered a Decision on Petition

denying Rambus’s Petition seeking waiver of the page and word count limits

~ for its Respondent Brief.

14.  On April 15,2011, Rambus filed a First Reconsideration

Replacement Respondent Brief.

15.  On June 7, 2011, the Office entered a Decision on Petition

* denying Rambus’s First Reconsideration Petition and agreeing to accept the

Alternative Replacement Respondent Brief.

16. OnJuly 7, 2011, Rambus filed a Second Reconsideration
Petition requesting that the Office reconsider the original decision to deny
waiver of 37 C.F.R. § 1.943.

17.  On August 18, 201 1, the Ofﬁce entered a Decision on Petition
denying Rambus’s Second Reconsideration Petition and, again, agreeing to
accept the Alternative Replacement Respondent Brief.

18.  On June 27, 2011, Micron filed a Third Party Requester’s
Rebuttal Brief Pursuant to 37 C.F.R.. § 41.71 (“Micron’s Rebuttal Brief”) of

more than 15 pages.
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19. On June 27, 201 1, Micron filed the Petition for Waiver under

consideration here.

RELEVANT AUTHORITY
- Page and word limits for briefs in reexamination appeals are provided

for in 37 C.F.R. § 1.943(c), as follows:

Appellant’s briefs filed by the patent owner and the third party
requester shall not exceed thirty pages or 14,000 words in
length, excluding appendices of claims and reference materials
such as prior art references. All other briefs filed by any party
shall not exceed fifteen pages in length or 7,000 words. If the
page limit for any brief is exceeded, a certificate is requlred
stating the number of words contained in the brief.

ANALYSIS
Micron requests that 37 C.F.R. § 1.943(c) be waived so that it may
submit a rebuttal brief of up to 25 pages.' (Micron’s Petition for Waiver 1.)
In the alternative, Micron submits an Alternativeé Third Party Requester’s
Rebuttal Brief in Attachment A, which complies with the rule, but is not
presented in 12-point font with double-spaced formatting. (Id. at 2.)
Twelve-point font with double-spaced formatting is the preferred
format for all documents submitted to the Board of Patent Appeals and
Interferences. Nevertheless, in the interest of a speedy and efficient
proceeding and because Micron’s Alternative Rebuttal Brief is épparently in

a font size and spacing format similar to those in Rambus’s Alternative

' Micron requests that it be allowed to submit a “respondent” brief on page 1
of its Petitioni for Waiver, but it is assumed Micron intended to request
waiver for its Rebuttal Brief because Micron filed the Appeal Brief in the
proceeding and there are no cross-appeals by Rambus.
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Replacement Respondent Brief and meets the page requirements of the Rule,
Micron’s Alternative Third Party Requester’s Rebuttal Brief in Attachment

A is entered.

DECISION
In view of the foregoing, Micron’s Petitioﬁ for Waiver is DENIED,
but Micron’s Alternative Third Party Requester’s Rebuttal Brief in
Attachment A is entered. ‘ |
Jurisdiction is returned to the Central Reexamination Unit for

preparation of the next appropriate Office action.

J. al—(n s Donald Smith
f Administrative Patent Judge
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United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
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NOVAK DRUCE & QUIGG LLP CENTRAL REEXAMINATION UNIT

(NDQ REEXAMINATION GROUP)
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95001124
PATENT NO. : 6452863

TECHNOLOGY CENTER : 3999

ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903. :

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
- written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, it cannot
be extended See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes . reexamination, no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proceeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end -
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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Transmittal of Communication to Third Party Requester
Inter Partes Reexamination

REEXAMINATION CONTROL NO. : 95000250
PATENT NO. : 6452863

TECHNOLOGY CENTER : 3999

ART UNIT : 3900

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified Reexamination proceeding. 37 CFR 1.903.

Prior to the filing of a Notice of Appeal, each time the patent owner responds to this
communication, the third party requester of the inter partes reexamination may once file
written comments within a period of 30 days from the date of service of the patent owner's
response. This 30-day time period is statutory (35 U.S.C. 314(b)(2)), and, as such, |t cannot
be extended. See also 37 CFR 1.947.

If an ex parte reexamination has been merged with the inter partes reexam|nat|on no
responsive submission by any ex parte third party requester is permitted.

All correspondence relating to this inter partes reexamination proteeding should be directed
to the Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end
of the communication enclosed with this transmittal.

PTOL-2070(Rev.07-04)
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DECISION

GRANTING
PETITIONS

This is a decision on the June 2, 2010 patent owner petition entitled “PETITION SEEKING
WAIVER OF 37 C.FR. 